This  is  a  digital  copy  of  a  book  that  was  preserved  for  generations  on  library  shelves  before  it  was  carefully  scanned  by  Google  as  part  of  a  project 
to  make  the  world's  books  discoverable  online. 

It  has  survived  long  enough  for  the  copyright  to  expire  and  the  book  to  enter  the  public  domain.  A  public  domain  book  is  one  that  was  never  subject 
to  copyright  or  whose  legal  copyright  term  has  expired.  Whether  a  book  is  in  the  public  domain  may  vary  country  to  country.  Public  domain  books 
are  our  gateways  to  the  past,  representing  a  wealth  of  history,  culture  and  knowledge  that's  often  difficult  to  discover. 

Marks,  notations  and  other  marginalia  present  in  the  original  volume  will  appear  in  this  file  -  a  reminder  of  this  book's  long  journey  from  the 
publisher  to  a  library  and  finally  to  you. 

Usage  guidelines 

Google  is  proud  to  partner  with  libraries  to  digitize  public  domain  materials  and  make  them  widely  accessible.  Public  domain  books  belong  to  the 
public  and  we  are  merely  their  custodians.  Nevertheless,  this  work  is  expensive,  so  in  order  to  keep  providing  this  resource,  we  have  taken  steps  to 
prevent  abuse  by  commercial  parties,  including  placing  technical  restrictions  on  automated  querying. 

We  also  ask  that  you: 

+  Make  non-commercial  use  of  the  files  We  designed  Google  Book  Search  for  use  by  individuals,  and  we  request  that  you  use  these  files  for 
personal,  non-commercial  purposes. 

+  Refrain  from  automated  querying  Do  not  send  automated  queries  of  any  sort  to  Google's  system:  If  you  are  conducting  research  on  machine 
translation,  optical  character  recognition  or  other  areas  where  access  to  a  large  amount  of  text  is  helpful,  please  contact  us.  We  encourage  the 
use  of  public  domain  materials  for  these  purposes  and  may  be  able  to  help. 

+  Maintain  attribution  The  Google  "watermark"  you  see  on  each  file  is  essential  for  informing  people  about  this  project  and  helping  them  find 
additional  materials  through  Google  Book  Search.  Please  do  not  remove  it. 

+  Keep  it  legal  Whatever  your  use,  remember  that  you  are  responsible  for  ensuring  that  what  you  are  doing  is  legal.  Do  not  assume  that  just 
because  we  believe  a  book  is  in  the  public  domain  for  users  in  the  United  States,  that  the  work  is  also  in  the  public  domain  for  users  in  other 
countries.  Whether  a  book  is  still  in  copyright  varies  from  country  to  country,  and  we  can't  offer  guidance  on  whether  any  specific  use  of 
any  specific  book  is  allowed.  Please  do  not  assume  that  a  book's  appearance  in  Google  Book  Search  means  it  can  be  used  in  any  manner 
anywhere  in  the  world.  Copyright  infringement  liability  can  be  quite  severe. 

About  Google  Book  Search 

Google's  mission  is  to  organize  the  world's  information  and  to  make  it  universally  accessible  and  useful.  Google  Book  Search  helps  readers 
discover  the  world's  books  while  helping  authors  and  publishers  reach  new  audiences.  You  can  search  through  the  full  text  of  this  book  on  the  web 


at|http  :  //books  .  google  .  com/ 


CL 
XL,, 


^^    REPORTS 


OF 


PATENT,   DESIGN,  TRADE  MARK,    AND 

OTHER  CASES. 

Editob:  JOHN  CUTLER,  Onb  op  His  Majesty's  Counsel. 
Assistant  Editor  :  FRANK  G.  UNDERHAY,  Babmsteb-at-Law. 


VOL.  XXL 


TOOBTHSB  WITH  A 


DIGEST  OF  THE  CASES  EEPOETED  IN  1904. 


ILLUSTRATED    OFFICIAL    JOURNAL    (PATENTS). 


LONDON; 

PEINTED    FOR    HIS    MAJESTY'S    STATIONERY    OFFICE, 

By  darling  &  SON,  Ltd.,  84-40,  Bacon  Street,  E. 

Published  at  the  PATENT  OFFICE,  26,  Southampton  Buildings, 

Chanoebt  Lane,  London,  W.C, 

1904. 


NOTICE. 

The  London  cases  in  this  Tolame  were  (with  a  few  exoeptions)  reported  by 
Frank  Q.  Undbrhay,  and  by  JamAs  Roberts,  J.  F.  Isblin,  J.  D.  Ghoblton, 
W.  H.  Draper,  and  H.  J.  Douglas,  Barristers-at-Law.  The  Reporter  for  cases 
in  the  Palatine  Court  is  A.  Grant,  Barrister-at-Law ;  the  Reporter  for  Scotch 
cases  is  J.  Crabb  Watt,  E.C. ;  and  the  Reporter  for  Irish  cases  is  Henry  Holt, 
Barrister-at-Law. 

The  Judgments  are  taken  from  the  shorthand  notes  of  Messrs.  MARTEN, 
Meredith,  Henderson^  and  White. 
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Page  19,  line  27,  for  "135,045"  read  **  153,045." 

„  45  „  53     „    "1885"         „     "1895." 

„  49  „  19,  after  **  dissolution  "  adi  "  a  covenant  " 

„  84  „  52,  8^rf  A:0  ou^  K.C. 

'    „  201  „      4,/or"SOLBY"r«id"  SOLLY." 

„  „  „      9    „   "1889"        „    "1899." 

„  202  „     4    „  "SOLBY"    J,    "Solly." 

„  205  „  41    „   "1889"        „    "1899." 

^  316  „  36    „   "897"           „    "397." 

„  352  „  17    „  "57"             „    "47." 

„  376,  lines  4  to  7.  The  names  of  counsel  and  solicitors  should  run 
as  follows :  Warringtony  K.C.,  Dankweri»^  K.O. 
and  Rowlands  (instructed  by  Lermitte  and 
<7i^om^)appearedforthePlaintifi!;  Dickens^G.^ 
P.  O.  Lawrence^  K.O.,  and  Jeaael  (instructed  by 
Russell  and  Arnholtz)  appeared  for  the 
Defendants. 

„  383  „  44  to  46.  The  names  of  the  solicitors  for  the  Appellants 
should  be  Faithfull  and  Owen :  the  name  of 
the  solicitor  for  the  Respondents  should  be 
Frank  Evelyn  Jones^  agent  for  W.  T.  Hilly  of 
Manchester. 

„  391,  line  19,  for  "  action  "  read  "  petition." 

,  419,     „    49,    „    "with"       „     "within." 

„  548,     „    24,   „    "215  and  220  "read  "315  and  320." 

„  563,     „      7,    „    "215"  „    "315." 
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South  Durham  Stbbl  and  Iron  Co.,  Ld.— Applbby  v.        ...       :..       750 

^TBPHBNSON  Brothbrs,  Ld.—Fbls  t; 89 

Suction  Clbanbrs,  Ld.— British  Vacuum  Clbanbr  Co.,. Lb.  v.  ...       300 

SZALAY— Sandow  V. 33,333 

Thomas  (Christophbr)  and  Brothbrs,  Ld.— Fbls  v 85 

Thomas  and  Williams— Aceroyd  and  Bbst,  Ld.  t;.  . . .       403, 737 

Thompson  (W.G.),  Ld.— Badischb  Anilin  und  Soda  Fabrikv.  ...469,473 

Thompson  and  Cappbr— Burroughs,  Wbllcomb  &  Co.  v 69 

TippBR  and  Son— Christy  &  Co.  v 97, 755 

Urban— Warwick  Trading  Co.,  Ld.  v. 240 

... 

Warsop— Warsop  and  Sons,  Ld.  v 481 

Wbbstbr  and  Girling— Wukm  v 373 

Wilson— Grand  Hotbl  Company  of  Calbdonia  Springs,  Ld.  v.  ...  117 

Wood— SiDDAL  AND  Hilton,  Ld.  v 230 

Wrbn— Bbrchbm  V 683 

Young  Brothbrs— Montgombrib  &  Co.,  Ld.  v 285 
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PATENTS  UPHELD    OR  HELD  INVALH). 


*  PtAmA9  mpkdd 

t  PaieiiU  hdd  imaaid. 


FULLBB    ... 
KOBIVSOH 

Geifel     ... 
Bebthold 

billihgton 
Crobblet 

Booth 


Oammoks 
Bbaoher. 


Jameson  •• 
JOHKSOK  ••• 

Johnson  ... 

Sloan     ... 
Clifton  ... 


fNo.  23,473  of  1899 
•No.  17,855  of  1898 


PA6B 

Means  or  apparatus  for  effect- 
ing the  simnlation  of  flames 
offireforspectacnlarpnrpoees  6 

ImproYements  in  dumb-bells 
for   physical    culture   exer- 

C1B60  '•••  •••  •••  ...tjO,  «jOt) 


•No.  21,571**  of  1894  Improyements  in  steam  traps 
•No.  17,093  Of  1901 


41 


...  fNo.  3625  of  1893 

...  fNo.  18,796  of  1902 

•..  •No.  17,433  of  1901 

AND  •No.  15,048  of  1897 

...  •No.  15,212  of  1894 

...  •No.  14,732  of  1891 

...  •No.  9633^  of  1892 

...  •No.  6958  of  1899 

.:.  tNo.  12,116  of  1900 


An  improvement  in  pocket 
automatic  gas  lighters        ...    ^  202 

Wire  Mattresses  230 

Improvements  in  anti- vibration 
devices  for  use  with  incan- 
descent gas  fittings 283 

Improvements  relating  to  the 
extraction  of  dust  from 
carpets  and  other  materials         303 


Improvements  in  attaching 
bindings  to  the  brims  of 
na  vB     ...         ...         ••.         ... 


322 


Improvements  in  atmospheric 
or  power  hammers  ...         421,  696 


The  manufacture  and  produc- 
tion of  new  dyes  relating  to 
the  rhodamine  series 

The  manufacture  and  produc- 
tion of  new  basic  dyestuffs 


473 


473 

A  cigar  piercer 504 

Improvements  in  circular  saws      515 
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Hattbbslby 
Jackson. 

HiTOHOOOK 


MOBBISON 


AJSD    •No,  8000  of  1897      Improvements  in  dobby  looms 

for  weaving 

...     •No.  1110  of  1890      An  improvement  in  galvanic 

batteries 

..•     •No.  2500  of  1895      A  new  and  improved  machine 

for  breaking  up  surfaces  of 
roads  and  other  hard  sur- 
xaces    •••        •••        •••        .•• 


Bbbohbh 

Applbby... 
Applbbt  ... 


PAGB 

518 
541 

557 


Haldbn •No.  5561  of  1899      Improvements   applicable   for 

use    in    the   production    of 
photo-prints 609 

Evans  •No.  23,859  of  1899  Improvements  in  wire  mat- 
tresses or  fabrics  for  bed- 
steads, cots,  and  like  articles 
of  furniture •    ...      675 


...    tNo.  781  of  1898...    A  new  or  improved  automatic 

drain  valve  for  steam  engine 

.    cylinders,  steam  .heaters,  or 

other  analogous  purposes   ... 

...    tNo.  18,518  of  1896  |  improvements  in  or  connected 
...    tNo.  13,446  of  1900)      ^itli  ingot  moulds 


683 


750 
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ALPHABETICAL  INDEX  OP  TRADE  MARKS 
(WORDS  OR  DEVICES)  AND  TRADE  NAMES 
OCCURRING  IN  THE  CASES  REPORTED  IN 
THIS  VOLUME. 

PAQB 

iOlBoOSBXMB  •••  •••  •••  •••  •••  •••  •••  •••  •••    •''9  ivv 

Bbbmahnb       285 

JDXOdUOJc^ Jul  •••  •••  •••  •••  •••  •••  •••  •••  •••  r««  iMA) 

i5nRG07NB  •••  •••  •••  •••  •••  •••  •••  •••  •••         OdU 

V/ A,  iJralJvJlJLA  •••  •••  •••  •••  ^aa*  •••  •••  •••  •••  XX  I 

OANTRBLL  &  COOHRANB        397 

Oat  Brand  and  Cat  and  Barrbl  Brand      149 

Chbmioo  Ebpairs  Outfit ,..  722 

Ohlorodtnb     726 

OONIOO     •••         •••         •••         •••         •••         •••         •-.•         •••         •••         .,,  753 

OOTTOL^NB  AND  OOOOSOLINB             23 

EiRBOT  fOBM       •••          •••          •••          ,•*          •••          ...          .••          •••          •••  212 

Fair  Wbab  or  a  Fbbb  Pair       314 

Gbt-xjp  of  Soup  Paokbts 589 

HiBMATOGBN       576 

JooK  Scott      ..•       •••       •••       •••       •••       •••       .,•       •••       •••        18 

Labbl  for  Toilbt  Papbr 689 

Maofarlanb  and  Maofablanb  &  Oo. 357,647 

Maboblla         •••        •••       •••        •••        ••.        •••        •••        •••        .••368|598 

Milkmaid  Brand  with  Figurb 261 
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PAOB 

JxLOB^RO       •••  •«•  •••  •••  •••  •••  .at  •••  •••  •••  TSifO 

jnaFaHa  •••       •••       •••       •••       •••        .«•       .••       «••       •••    ody  o9f  vLj  yo 

Nbostylb  185,569 

Nbvill  from  Cogkerbll  &  Go 394 

Parozonb         317 

Primrosb  Soap  ...       670 

purnblla         368,598 

VSvAKlQR     •••  •••  ...  •••  •••  •••  ••«  •••  .••  •.*  OJ.f 

Salmon  Ply  Dbviob 18 

DUOXUH  vOUK       ••«  ••.  «••  ••  •••  ...  •••  «••  •••  Xo 

Sbocotinb  and  SaOURINB ...         ...  15 

X  A ,l>  1  njXJj  •••  •••  ...  ••.  ••.  ...  ...  ...  •••  ...    Dv,  iwXf 

Thwaitbs  &  Co •••       397 

YY  AaSUJl      ...  .••  ••»  ...  •••  •■•  ...  .••  •«•  •••  40^ 

Whitb  Vibnnbsb  Band,  Whitb  Hungarian  Band,  and  White 

J3^LM  13      ••.  ...  ••»  ...  ..a  ...  ...  •*.  ...  ...  O I O 

WooLLBT  &  Son         63,349 
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CASES    REFEEEED    TO 

IN  THE  REPORTED  CASES. 


WJiere  the  name  of  a  case  is  printed  in  ordinary  type  it  wae  only  cited  by 
Counsel  in  the  course  of  the  arguments. 

A  list  of  abbreviations  of  the  names  of  reports  cited  will  be  found  on  p.  30. 


•     A. 

PAGB 

Actien  Qesellschaft  fur  Carton-  )  i/;  t?  r>  />  aai  aai 

nagen  Indnstrie  v.  Temler ...  f  ^^  "'  ^-  ^-  **' ^^ 

Addley    Bourne    v.    Swan    &  ( 20  R.  P.  C.  105 ;            \  act  ^/LK 

Edgar,  Ld |  L.  R.  (1903)  1  Ch.  211  |         "•        ;•;  ^^'^*^ 

Adamson  v.  Jarvis       4  Bingham  66 277 

Adams  v.  Kelly           Ryan  &  Moody  157      278 

Adams  t;.  Adams*  Traetees    ...    5  faculty  863 290 

Adair  v.  Tonng L.  R.  12  Ch.  D.  13 537 

^  oSaf  S!*  ^"P"**^"  !;•  ^^^.^  [  X5  R.  p.  C.  327  ...      • 339, 458 

^^fi^i^^^^^                               1 15  R.  p.  C.  327 462 

Outjit  Uo.       ...        ...        ...  I 

Allen  v.  Doulton         4  R.  P.  C.  377 116 

Allen's  Case      OrifBin's  Supplement,  3          237 

Allen  V.  Richards  (followed)       26  S.  J.  658       399, 401 

Alliance    Pure     White     Lead  ] 

Syndicate,  Ld.  v.  Maolvor's  [  8  R.  P.  C.  321 Ill 

Patents,  Ld ) 

^'ff;f'£a?"'^'^*}3R-P-C.28;L.R.31Ch.D.454...  ^    270 

ApoUinaria  Co.  v.  Norris     ...    33  L.  T,  N.  S.  242         130 

Arbenz's  Application 4  R.  P.  C.  143  ;  L.  R.  35  Ch.  D.  248  ...  619 

AshuMyrth    v.    English    Card  j  18  R.  P.  C.  367 ;  19  R.  P.  C.  463  ;  1  ^ 

Clothing  Co.,  Ld.     |  20  R.  P.  C.  790  »"' 
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PAGK 


AuBtaaian  Wine  ImportetB  Ld.,  j  g  r.  p.  c.  311 ;  L.  R.  41  Oh.  D.  278  ...  155 

Automatic  Weighing  Machine  )  i?  u  x»  rt  oqt  qq7 

Co.  V.  Knight:. J6K.F.O.^»7 667 

Automatic  Weighing  Machine  ) 

Go.  V.  National  Exhibitions  >  9  B.  P.  C.  41     458 

Association,  Ld ) 


Bach's  Design ...    6  R.P.C.  376  ;  L.R.  42Ch.  D.  661 ...  625 

Badische     Anilin    and    Soda  K^  |^    t>  n  oio  ust 

Fabrik  V.  Johnson f  ^*  "'  ^'  ^-  ^^^ ^^^ 

Barrett  D.  Day 7  R.  P.  C.  54  ;  L.  R.  43  Ch.  D.  435  ...  661 

Bass,  RatcliflE  A  Gretton,  Ld^  I  iq  R  P  O  n2Q  7'^  9SU 

In  re  registered  Trade  Mark   [  ^y  K,  i*.  u  M» 7D,  ^^ 

^'l^w*  *  .  ^'^^!''  ^:  1 13  R.  898  ...  290,  319 

Ijawt,  xC6i  *•.  ...  ...  ..•      XO  Iv.  JL .  \j»  0o4  ..•  ...  ...  ...  i4l 

Batt8^  Trade  Mark  (followed)  {  &  (fgjg) '^c'"  ^*  ^^^^^^  ^  ^^  ^'  \     ^^^  ^^^ 

Bayer  v.  Baird 15  R.  P.  C.  615  ;  25  R.  1162 67,  669 

Beck  A  Justice's  Oase Griffin*s  Supplement,  10         237 

Benno  Jaff6  und  Darmstaedter  ] 

Lanolin     Fabrik     v.    John  (no  -o  n  oai  aqa 

•    Richardson*  Co,  (Leicester),  pi  *''^'^-'**'^ *^ 

XXl*         •••  •••  ...  ***/ 

Betta  v.  De  Yitra  L.  R.  3  App.  Gas.  429 291 

^*r'?«iT-    '*^"**'   ^'^*'^'^'(l-R-22  0h-»-629     110.112 

p.  jA/Vj  ...  .*•  •••  ...J 

Blank  v.  Footman  A  Go.         ...    5  B.  P.  C.  653 ;  L.  R.  39  Oh.  D.  678 ...         626 

Booth  v.  Eennard        26L.J.  Ex.  305 37 

BoTill  V.  Goodier         L.  R.  2  Eq.  195 513 

Bovril  Trade  Mark  (followed,  ( 13  R.  P.  0.  382 ;  )    74,  81, 104,  221, 226, 

pp.  81,  226, 228, 230)  ...  ]  L.  R.  (1896)  2  Oh.  600   f  228,230 

Boyd  v.  HorrookB        9  R.  P.  0.  77      458 

^"i^^R^??*"'    ^*~^*^*''^ll8R.P.0.161;19R.P.0.1  ...  311 

La.  t;.  Bury    ...        ...        ...  ) 

Bradley,  In  re 9  R.  P.  C.  205 484 

Braham  y.  Beachim L.  R.  7  Ch.  D.  856        130 

B 
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PAGB 

105 


British  ElectrozoAe  Co.V  Trade  )  ^3  j^  p  q  447 

Mark f 

British  Dynamite  Co.  v.  Krebs  13  E,  P.  C.  190 ^^ 

Brooks  V.  Lamplugh 15  R.  P.  C.  33 206 

Burgess  v.  Burgess 3  De  G.  M.  A  Q.  903 *84 

Burgoynes*  Trade  Mark         ...  6  R.  P.  C.  227 '5 

Burroughs  &  Wellcome's  Trade  j  21  R.  P.  C.  217 ;  )  578  759 

mA  Re      I  L.R.  (1904)  1  Ch.  736  f 


Caldwell  v.  Van  Vlissengen  ...  9  Hare  415        37 

Canal  Co.  v.  Clarke      13  Wallace  311  (United  States)        ...  131 

Canningham  v.  Nuttall           ...  L.  R.  5  H.  L.  205]         206 

Carter  v.  Johnston       9  D.  498 —  290 

CeUular  Clothing  Co.,  Ld.  v.  (  }^  f  I'  9,'  ^S  '•  )  '^^  ^>  ^^^'  i$f '   !i?; 

Maxton  and  Murray  (f  ol- ^  if  S"  fo^  >     2*5,  291,  371,    580, 

lowed,  pp.  88  and  586)        ...  (  ff  g;  J^)  A.  C.  326- )     ^^^^  ««» 

Cfuifnb^s    V.    CrtcTUey    (f ol- I  33  3^^^  374     51,60 

lowed)...        ...        ...        ...  I 

Challender      v.     Boyle     (fol-  I  4  R.  P.  C.  363 ;  I  497  499  ggi 

lowed,  p.  497)  ...        ...iL.R.36Ch.D.425       \         "       «'»*«'' '^^ 

Cheseborough     Manufacturing  |  18  R.  P.  C.  190 ;  1  „  ,„„ 

Co.  Trade  Mark,  In  re  (fol-  \  19  R.  P.  C.  342  ;  >         79,  579 

lowed,  p.  225)  (  L.  R.  (1902)  2  Ch.  1.     } 

Chivers&Sonr.CMver8&Co.,K7j^p  (3  420 40,225,816 

Ld.       ...         ...         •'.         "•  ) 

ChoUet  y,  Hoffman      7E.  &B.  684 -4^1 

^^0  &  496f '*^.?''^^T^'  *!?: }  ^-  ^  2  App.  Cas.  315 57,  60,  410,  496 

Clark  V.  Newsam  &  Edwards...     1  Exch.  31         278,  548,  563,  744 

Clark  V.  Freeman         11  Beav.  112     395,  619 

Clegetfs  Estate,  Re     L.  R.  20  Ch.  D.  637,  at  p.  653           ...          654 

Clothworkers  of  Ipswich  Case    Qodbolt,  252      476 

Cochrane^ s  Case  Griffin*s  Patent  Cases,  304     238 

CockU's  Trade Mark{io\\o^frQ^)    20R.  P.  C.  353 728 

Consolidated  Car  Heating  Co.  (  20  R.  P.  C.  765  ;  )  ^i^^  j^ro   a^^    ^q/. 

V.  Came  (followed,  p.  40)  ...  |  L.  R.  (1903)  A.  C.  516  )  ^'  *^^'  *^^'  *^^ 

Cowan  V.  Millar  22  R.  833  67 


19 


Cropper  v.  Smith 
Curtis  V.  Piatt ... 
Curtis  V.  Piatt   ... 


PA6B 

1  R.  p.  C.  254 ;  L.  B.  28  Ch.  D.  148...  654 

L.  R.  3  Cli.  D.  135n 462 

L.  R.  3  Cli.  D,  135n 37,  338,  563 


Davis  V.  Stribolt  

Davidson  v.  Campbell  Ronton 

Dawv.  Eley      

Deeley  T.  Perks 

Densham%  Re^  Trade  Mark 

De'whnrst's  Application 

Dicks  t;.  Brooks 

Dixon  V.  London  Small  Arms 

Dowler  v.  Keeling       

Drummonds  Patefit  (followed) 

Dudgeon  Y.  Thomson 

Dudgeon  v.  Thomson 

Dunlop  Pneumaiic  Tyre  Co.  v. ' 
New  Lamh  Tyre  Co.  ...  1 

Dunlop  Pneumatic  Tyre  Co.  v. 
Neal  (distingnished,  p.  61)... 

Dunnes  Trade  Mark     


6R.  P.  C.  207 106 

41  Scotch  Law  Reporter,  134 291 

L.  R.  7Eq.  49 301 

12  R.  P.  C.  192  ;  13  K.  P.  0.  581  ...  410,  412 


J12R.P.C.  75&271;   i 
t  L.R.  (1895)  2  Ch.  176   f 


74,104 

13  R.  P.  C.  288  ;  L.  R.  (1896)  2  Ch.  137  155 

L.  R.  15  Ch.  D.  39        502 

L.  R.  1  App.  Cas.  632 ...  181 

15R.  P.  C.  214 37 

6R.  P.  C.  576 515 

L.  R.  3  App.  Cas.  34 462 

L.  R.  3  App.  Cas.  34 411,458,744 

19   R.   P.   C.  Oo4    ...  ...  ...  (      K/»      we\     t/xrt 

20  R.  p.  0.303;  lOS.  L.  T.No.26  )  ^^'  ^^'  ^'^ 


j  16  E.  P.  C.  247  ;  ) 

\  L.  R.  (1899)  1  Ch.  807  ) 

6  R.  P.  0.  386  ;  L.  R.  41  Ch.  D.  455.. 


57,  61, 278 
74 


E. 


Eastman  Photographic  Co.,  Ld. ) 
V.    John  Griffith  Cycle  Cor-  [  15  R.  P.  C.  105 ... 
iion,  lid.         ...        ...        ...  ] 

Eaatnum     Photographic     Ma- 1  ^g  g  p  ^  ^^g  . 

Easterbrook  v.  Great  Western 
Itailway  Co 


Ur.  P.C.201    ... 
Edge  v.  OcMon  (distinguished)    16  R.  P.  C.  509  ... 

1^ 


Edison  and  S-wan  Electric  Light  \^      p  q  ^g  ^g 


Co.  V.  Holland 


74,269 

74,103,106,108,222, 
581, 759 

409 

...  ...  tJvt) 

...  ...     4o«Q,  9i3» 

B2 
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^^A)^'    ^""J*^:}L.B.30  0h.D.454      160 

Edwards  V.  DenniB     L.  R.  30  Ch.  D.  4M      106,154,269 

Eno  V.  Dunn     7  R.  P.  0. 311 22 


Farbenfabriken    Go's  Applica-  ( 11  R.  P.  0.  84  ;              )  •7a  m\k 

iion^Be         (  L.  R.  (1894)  1  Ch.  645  J         <*,  iw 

Farben&briken  vorm.  Bayer  &  )  o  d  n  n  nan  oka 

Co.  V.  Bowker  J  8  K.  F.  L.  **» 654 

Fairdongh  r.  Manchester  Ship  U.R.  (1897)  W.N.  7     470 

v/SUUU    •••  •••  •••  •••    ) 

Fanldw  k  Co.  v.  Rashton      ...    20  R.  P.  C.  477 79, 587 

^iSiS)  ^\  ^.  ^   ^*!!: }  35  L.  J.  Q.  B.  200         479 

^^XJed!^%^^^:^0B•P.C.283 301,500 

^S,  W  y^^T  ^'t  J  "  «•  P-  C.  266 85, 77, 104, 222 

""^SKd)  "  ?:"'*..f'^*'!:  }  New  Irish  Jurist  165 399, 400 

Fowler  v.  Barstow       L.  R.  20  Ch.  D.  240      537 

Poxwell  t;.  Boetock      |4D^eaf&V298    } ^ 

Puente,  Inr« L.  R.  (1891)  2  Ch.  166,  8  R.  P.  C.  214  754 


^h^ester  ^^^''\^'  "^l  ^"1;  }  9  R.  P.  C.  249  and  516 207,  339,  385 

Oandy  v.  Reddaway    2  R.  P.  C.  49     523 

Oarrard  v.  Edge  6  R.  P.O.  372 Ill 

Oanlard  and  Oibbs  v.  Lindsay    4  R.  P.  0. 189 301 

Oeneral    Accident   Assurance ) 

OarporcUian,    Ld.    (not  f  ol- [  L.  R.  (1904)  1  Ch.  147 716 

lowed)...        ...        ...        ...  ) 

Glenny  v.  Smith  2  Dr.  &  Sm.  476  395 

'''^^'S^f^.l:.'"^.\^^^°-^ ^^ 

OosneU  v.  Bishop        5  R.  P.  C.  151 338, 459 

Gower  tf.  Conldiidge L.  R.  (1898)  I  Q.B.  348  608 
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GroBsmith's  Trade  Mark        ...    6  R.  P.  0. 180 77,  222 

Ot^v.  Dry«fafo(followed,  j  3  j^  p  ^  gg .  ^3  ^  ^^  333^  5^  5^3 


Haddow  v.  Neilson  Brothers...    2  F.  Justiciary  Oases  19         67 

HalBey^:  Brotherhood  •  •  {  fc  1*  19  Ch!  S.'lil '     }         ^^ 

Haunay'B  Trade  Mark 7  R.  P.  0.  46     76,222 

Harwood   v.    Qreat   Northern  )  ,,  rr  y    n  ck>i  nt  a  a  «iu 

Bailvwy  Co. [  ^^  ^'  ^  ^'  ^^ ^^'  **»  ^^ 

HairiBon  v.  Taylor      29  L.  J.  Ex.  3 144 

Hargreavea  v.  Freeman        ...    8  R.  P.  0.  237  ;  L.  R.  (1891)  3  Ch.  39   160, 154 

Harper  (J.)  A  Co.  v.  Wright  &  |  12  R.  P.  C.  483 ;                I  ^.g-. 
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De  6.  J.  &  S. — De  Qex,  Jones  and  Smith., 

D.  F.  &  J. — De  Gex,.  Fisher  and  Jones. 

D.  G.  M.  &  G. — ^De  Gex,  Macnaghten  and  Gordon. 
Dr.  and  Sm.-r-Drewry  and  Smale» 

E.  A  B.— Ellis  and  Blackbnm. 
F.— Faculty  Collection  (Scotch). 
H.  L.  C. — Honse  of  Lords  Oases. 
H.  &  M. — Hemming  and  Miller. 
E.  &  J. — ^Kay  and  Johnson. 

L.  J. — Law  Jonmal. 

L.  T.,  N.  S.— Law  Times,  New  Series. 

Macrory  P.  0. — Macrory's  Patent  Oases. 

R.— Rettie  (Scotch). 

S.  J. — Solicitors'  Journal. 

S.  L.  T.— Scotch  Law  Times. 

T.  L.  R.— Times  Law  Reports. 

T.  R.— Term  Reports. 

Vee. — ^Vesey. 

Webs.— Webster's  Patent  Oases. 
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DIGEST  OF  PATENT  CASES. 


AGREBMBNT.    See  Oontraot  ;  Liohnob. 
AMENDMENT  OP  SPECIFICATION. 

1.  Application  in  infringement  action  in  ficotland  for  liberty  to 
apply  at  the  Patent  Office  for  leave  to  amend  refused  and 
acnon  dismissed,  the  Patent  being  admittedly  bad,  and  it 
not  appearing  that  the  necessary  amendment  of  the  record 
would  be  competent.— Action  for  infringement  of  Patent.— Specifi- 
cation admittedly  had. — Application  by  Pursuers  Jor  liberty  to  apply 
at  the  Patent  Office  for  leave  to  amend  tlie  Specification  by  way  of 
disclaimer  and  to  sist  procedure  in  the  meantime. — Application  refits^. 
— Action  dismissed. — Appeal  dismissed. — Patents^  Ac.  Acty  188S,  section 
19. — Costs  of  Public  Aut?u)rity.  The  N.  0.  Co.,  who  were  the  owners  of 
Patent  for  improvements  in  charging  inclined  gas  retorts,  raised  an 
action  against  the  Edinburgh  Gas  Commissioners  for  infringement  of 
the  same.  After  the  pleadings  had  been  closed  and  a  proof  allowed, 
the  N.  C.  Co.  admitted  that  the  Specification  was  bad,  and  that,  if  its 
defects  were  cured,  the  Summons  would  have  to  be  correspondingly 
amended.  Under  the  19th  section  of  the  Patents,  &c.  Act,  1883,  they 
moved  for  an  Order  authorising  them  to  apply  at  the  Patent  Office  for 
leave  to  amend  their  Specification  by  way  of  disclaimer,  and  to  sist 
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procedure  in  the  action  until  such  application  had  been  disposed  of  by 
the  Patent  Office.  The  motion  was  refused,  and  the  action  thrown 
out.  The  Pursuers  reclaimed. — Heldy  that  the  Lord  Ordinary  had 
taken  the  proper  course,  and  that  his  discretion  ought  not  under  the 
circumstances  to  be  intei^ered  with.  Expenses  as  between  agent  and 
client  refused.  Nbw  Conveyor  Ca,  Ld.  v.  Edinburgh  and  Lbith 
Oas  Commissioners,  pp.  1  and  147. 

2.  Terms  on  which  leave  granted  to  apply  tor.— Action  for  infringement. 

— Practice. — Motion  by  Plaintiffs  for  liberty  to  apply  for  leave  to  amend 
Specifications. — Terms. — Patents^  Ac.  Acty  1888^  sections  18^  19^  20. 
The  Plaintiffs  in  an  action  for  infringement  of  two  Patents  after  the 
delivery  of  the  Defence  applied  to  the  Conrt  for  liberty  to  apply  at 
the  Patent  Office  for  leave  to  amend  their  Specifications. — Held^  that 
the  Order  made  in  Ludington  Cigarette  Machine  Company^  Id.  v. 
Baron  Cigarette  Machine  Company^  Ld.  (17  R.P.C.  Tl.*))  was  appropriate, 
which  imposed  on  the  Plaintifbi  (among  others)  a  term  that  no  action 
should  be  bronght  or  maintained  for  infringement  of  the  Patent  in 
respect  of  any  goods  made  prior  to  the  date  of  the  Order.  An  Order 
giving  liberty  to  apply  to  the  Patent  Office  for  leave  to  amend  was 
made  accordingly.  Jandus  Aro  Lamp  and  Elbotbio  Co.,  Ld.  v.  Abo 
Lamp  Co.,  p.  115. 

3.  Proposed  amendment  held  to  make  the  invention  substantially 

dinerent  from  that  originally  claimed.— Application  for  leave  to 
amend  Specification.  Opposition  thereto  on  the  gronnd  that  the 
amendment  proposed  would  make  the  Specification,  as  amended, 
claim  an  invention  snbstantially  larger  than  or  different  from  the 
invention  originally  claimed.  Amendment  allowed  by  Chief  Examiner, 
acting  on  behalf  of  Comptroller. — Held,  on  appeal,  by  the  Law  Officer, 
that  the  amendment  would  make  the  Specification  claim  an  invention 
substantially  different  from  that  originally  claimed,  there  being  no 
claim  to  the  combination  asked  for  on  amendment,  all  reference  to  one 
part  of  the  combination  having  been  omitted  by  an  amendment  already 
made.  The  decision  of  the  Chief  Examiner  was  reversed  and  the 
application  was  refused.  In  thb  Matter  of  Hattbrslbt  and 
Jackson's  Patent,  p.  233. 

4.  An  amendment  of  a  Specification  made  on  an  application  to  the 

Patent  Office  without  the  leave  of  the  Ootirt  at  a  time  when  an 
action  was  pending  held  invalid.  --Action  for  infringement. — Am.end- 
ment  of  Specification  whilst  a  previous  auction  wa^  pending,  without  leave 
of  the  Court. — Am>endm,ent  held  to  be  invalid. — Leave  granted  to  Plain- 
tiffs to  apply  at  the  Patent  Office  for  amendment  and  trial  adjourned. — 
Patents,  Ac.  Act,  1888,  sections  18  A  19. — PcUents,  Ac.  Act,  1888, 
section  6.  In  an  action  for  infringement  of  a  f  atent,  the  Specification 
of  which  had  been  amended,  the  Defendants  pleaded  that  the  amend- 
ment was  invalid,  because  at  the  time  when  it  was  applied  for,  a 
previous  action  for  infringement  was  pending,  and  the  leave  of  the 
Court  to  apply  at  the  Patent  Office  for  leave  to  amend  had  not  been 
obtained.  It  appeared  that  owing  to  an  agreement  for  settlement, 
which  shortly  after  fell  through,  the  first  action  had  more  than  two 
years  before  the  amendment  been  marked  to  stand  out  of  the  list 
generally  with  liberty  to  either  party  to  apply  to  restore  it.  After  the 
amendment  had  been  made,  the  Defendants  to  the  action  obtained 
leave  to  restore  it,  and  an  Order  was  subsequently  made  giving  leave 
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to  the  PlaintiffB  to  diBContinne  it  without  coets  to  either  party,  it  being 
held  that  there  had  been  a  tacit  agreement  to  abandon.it. — Heldy  that 
the  action  in  qnestioa  was  ^*  pending ''  at  the  date  of  the  application  at 
the  Patent  Office  for  leave  to  amend,  and  that  by  reason  of  subsection 
(10)  of  section  18  of  the  Patents,  &c.  Act,  1883,  the  amendment  was 
invalid.  On  the  PlaintiflEs  applying  under  section  (19)  for  liberty  to 
apply  at  the  Patent  Office  for  leave  to  amend,  such  liberty  was  given 
to  them,  the  action  to  stand  over  in  the  meantime,  and  the  costs  and 
the  question  of  terms  were  reserved.  J.  B.  Bbooks  &  Co.,  Ld.  v. 
Lyobtt's  Saddle  and  Motor  Aoobssoribs  Co.,  LD.,and  E.Ltobtt, 
p.  651.     • 

5.  The  terms  on  which  liberty  should  be  given  to  apply  at  the 
Patent  Office  for  leave  to  amend  a  Specification  are  in  the 
discretion  of  the  Judge  giving  such  liberty.  In  thb  Mattbr  of 
Gbipel's  Patent,  p.  379.    See  yarianob. 

ANTICIPATION.    See  NovBLTT  (Want  of). 

APPENDANT  CLAIM.    See  Subjeot-mattbr,  No.  6,  and  Infringumbnt, 
No.  15. 

CERTIFICATE    AS    TO    PARTICULARS    OP    BREACHES.       See    also 
Practice,  No.  18. 

1.  Certificate  granted  (after  the  Judffe  had  looked  at  the  Par- 

ticulars) as  to  breaches  admitted  by  Defendant  by  not  putting 
in  Defence.— -Action  for  infringement — Defence  struck  out — Motion 
for  judgment. — Certificate  that  the  Partictilars  of  Breaches  were 
reason€U)le  and  proper  given  as  to  part  of  the  same. — Patents^  Ac.  Act^ 
1888^  section  29.    BROOKS  v.  Hall,  p.  29. 

2.  Certificate  granted  (after  the  Judffo  had  looked  at  the  Par- 

ticulars) as  to  breaches  admitted  By  the  Defendant  by  default 
of  entering  appearance. — Action  for  infringement-^Judgment  on 
default  oj  appearance. — Certificate  aiven  that  certain  of  the  Particulars 
of  Breaches  were  reasonable  and  proper. — Patents^  Ac.  Act^  1888^ 
section  29.    Saccharin  Corporation,  Ld.  v.  Skidmorb,  p.  31. 

CERTIFICATE  AS  TO  PARTICULARS  OF  OBJECTIONS. 

1.  Action  for  infringement  stayed  by  consent  pending  judgment  of  House 

of  Lords  in  another  auction  on  the  same  Patent — Judgment  of  House 
of  Lords. — Discontinuance  of  action  by  Plaintiff  after  Defence. — 
Costs  of  Particulars  of  Objections. — Certificate  that  Particulars  were 
reasonable  and  proper  applied  for  and  refused  on  the  ground  of  absence 
of  materials  for  a  decision.  Ashworth  v.  Horbpall  and  Bickham, 
p.  47. 

2.  When  an  Appellant  succeeded  on  non-infringement,  the  Court  of  Appeal 

refused  to  certify  as  to  the  Particulars  of  Objections.  Pbtbr 
PiLKiNOTON,  Ld.  v.  B.  and  S.  Massby,  p.  712. 

0 
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CERTIFICATE  OF  VALIDITY  HAVING  COME  IN  QUESTION. 

1.  Certificate  refdsed  where  Defendant  consented  to  judgment  on 

termS'' — Action  for  infringement — Validity, — Infringement,— Jtidg- 
ment  hy  consent  for  injunction  on  terms, — Cey^tificate  of  validity 
refused. — Patents^  Ac.  Acty  1883^  section  81.  The  owner  of  a  Patent  for 
improvements  in  siphons  for  cisterns  for  water  closets,  having  brought 
an  action  for  infringement,  the  Defendant  pleaded  non- infringement 
and  invalidity,  but  during  the  trial  he  consented  to  an  injunction  on 
certain  terms,  including  the  grant  to  him  of  a  licence  on  a  royalty,  and 
judgment  was  given  accordingly.  BYRNE,  J".,  refused  to  grant  a  Certi- 
ficate that  the  validity  of  the  Patent  came  in  question.  Claughtbn 
V.  Foster,  p.  17. 

2.  Certificate  given  by  the  Court  of  Appeal  where  Plaintiffs'  appeal  allowed. 

George  Hattersley  &  -Sons,  Ld.  v.  George  Hodgson,  Ld.,  p.  532. 

3.  Cei*tificate    given   to  a   Plaintiff  who  failed  on  the  ground  of    non- 

infringement.   Morrison  v.  Asplen,  p.  557. 

COMBINATION. 

1.  The  Patentee  of  a  combination  need  not  point  ont  wherein  the 

novelty  of  it  consists.—"  The  Respondents'  Patent  is  for  a  combina- 
"  tion  in  a  new  manner  of  the  well-known  elements  already  mentioned. 
"  In  such  a  Patent  there  is  no  room  for  the  common  objection  that 
"  the  Patentee  has  not  sufficiently  distinguished  the  old  from  the 
"new,  for,  as  Lord  Cairns  pointed  out  in  Harrison  v.  Anderston 
"  Foundry  Company  (1  App.  Cas.  574,  at  page  57»),  the  combination 
"  itself  constitutes  the  novelty  and  merit  of  the  invention.  It  is 
"  sufficient  for  the  validity  of  the  Patent  if  the  combination,  being  the 
"  result  of  thought  or  experience,  is  new,  and  produces  some  new 
"  result  or  an  old  result  in  a  more  useful  and  beneficial  way."  Per 
Lord  DaVBY  in  PATENT  EXPLOITATION,  LD.  V.  SIEMENS  BROTHERS 

&  Co.,  Ld,,  p.  547. 

2.  Selling  one  element  of  a  patented  combination  held  not  to  be  an  infringe- 

ment. DuNLOP  Tyre  Co.,  Ld.  v.  David  Mosblby  &  Sons,  Ld., 
pp.  53  and  274.    See  INFRINGEMENT,  No.  4. 

COMMITTAL.    See  CONTEMPT  OP  COURT. 

CONSTRUCTION.    See  Specification  (Construction  of). 

CONTEMPT  OF  COURT. 

1.  Alle£[ed  contempt  by  the  issue  of  circulars  suggesting  that  the 

Plaintiffs  knew  of  the  invalidity  of  their  Fatent Action  fo^ 

infringement  against  several  Defendants. — Motion  to  commit  one 
Defendant  for  contempt  by  issuing  circulars. — Motion  for  interlocutory 
injunction. — Motion  to  commit  refused^  having  regard  to  all  the 
circumstances  of  the  case.  British  Vacuum  Clbaner  Co.,  Ld.  v. 
Suction  Cleaners,  Ld.,  p.  300. 
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CONTEMPT  OF  COURT— contimied. 

2.  Second  motion  to  commit  for  same  alleged  breach  of  interlocutory 

injunction  as  first  motion. — Motion  dismissed  with  costs.— Leave  to 
appeal  re/used  by  Judge  and  Court  of  Appeal.  Badischb  Anilin 
UND  Soda  Fabrik  v.  W.  G.  Thompson  &  Co.,  Ld.,  and  Others, 
p.  469. 

3.  An  advertisement  by  a  Patentee  as  to  infriugements  of  his  Patent  held 

not  to  be  a  contempt  of  Court.  HASKELL  GOLP  BALL  Co.  r. 
Hutchison,  p.  497. 

CONTRACT.    See  also  Licence. 

1*  Articles  held  not  to  be  covered  by  Agreement  and  to  be  in  conse- 
quence inMngements.  —  Construction. — Infringement  by  making 
goods  outside  the  Agreetnent. — Judgment  for  Plaintiff.  R.  being  the 
owner  of  a  Patent  relating  to  revolving  heel  pads,  and  G.  having  filed 
a  Provisional  Specification  relatin<?  to  the  same  subject,  R.  and  G. 
entered  into  an-  Agreement  by  way  of  compromise  in  nn  action  as 
follows : — that  R.,  admitting  G.'s  right  to  manufacture  and  sell  his 
heel  pads  in  accordance  with  his  Provisional  Specification,  would 
undertake  not  to  interfere  with  such  rights,  and  would  not,  further, 
allege  that  G.'s  heel  pads  were  an  infringement  of  any  of  R.'s  Patents 
or  repeat  threats  to  G.  or  his  customers  ;  and  that  neither  party  should 
be  at  liberty  to  question  the  validity  of  the  other's  Patents  for  revolving 
heels  or  heel  pads.  R.  subsequently  brought  an  action  against  G., 
alleging  that  G.  was  selling  heel  pads  not  protected  by  the  Agreement, 
and  claiming  a  declaration  to  that  effect  and  an  injunction  against 
infringement. — Held^  that  the  Defendant  was  selling  certain  heel  pads 
not  in  accordance  with  his  Provisional  Specification  as  construed  by 
the  parties  in  the  Agreement.  A  declaration  was  made  and  an 
injunction  was  granted  accordingly.     Roberts  v.  Graydon,  p.  194. 

2.  Purchaser  of  Patent  and  business  with  warranty  of  validity  of 
the  Patent  awarded  damages  on  account  of  its  invalidity.— 

Agreement  for  sale. —  Warranty  of  validity. — Condition. — Patent  held 
invalid. — Judgment  for  Defendant.  The  owner  of  a  Patent  for  automatic 
drain  valves  for  use  in  steam  engines  entered  into  an  agreement  to  sell  it. 
The  vendor  in  the  Agreement  guaranteed  the  Patent  to  be  valid  and  in 
^  full  force.  The  Patent  was  to  be  sold,  together  with  the  rights, 
privileges,  and  benefits  appertaining  thereto,  further  improvements, 
and  the  full  and  unrestricted  use  of  the  vendor's  name  in  connection 
therewith  for  the  sum  of  500Z.,  one  moiety  of  which  was  to  be  paid 
at  once  and  the  other  some  months  afterwards.  The  vendor  was  not 
to  part  absolutely  with  his  Patent  until  the  whole  of  the  price  had  been 
paid.  The  vendor  also  undertook  to  give  all  possible  assistance  to  the 
purchaser  in  his  business  for  a  certain  time.  The  purchaser  paid  250/. 
and  took  over  the  business,  letter  books,  and  books  of  orders.  He 
carried  on  the  business  for  some  months,  but  on  discovering  that  other 
similar  valves  had  been  previously  in  the  market  repudiated  the 
Agreement.  In  an  action  by  the  Patentee  for  250Z.,  the  balance  of  the 
5(X)Z.,  the  Defendant  alleged  that  there  was  a  breach  of  warranty  as  to  the 
validity  of  the  Patent,  which  was  invalid  for  want  of  novelty,  utility, 
and  subject-matter,  and  also  that  the  Agreement  applied  only  to  the 
Patent  rights.    He  coimterclaimed  for  a  declaration  that  the  Agreement 
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was  not  binding  on  him,  and  for  a  return  of  the  250^.,  or,  in  the  alter- 
native, damages. — Held^  at  the  trial,  that  the  Patent  was  invalid  and 
that  the  Plaintiff  conld  not  recover  the  250^. ;  that  the  Defendant  was 
not  entitled  to  rescission  of  the  contract,  but,  that  as  the  business  was 
only  worth  2407.,  he  was  entitled  to  10/.  damages  with  costs.  Bbbohbic 
V.  Wrbn,  p.  683. 

COSTS.    See  also  Obrtifioatb  as  to  Particulars  of  Objbctions. 

1.  Action  for  infringement. .  Costs  of  preliminaxy  inspection  of 

certain  machinery  bjr  agreement  of  parties  without  Order 
allowed.  Cost  of  erection  of  machinery  at  time  of  trial  without 
Order  disallowed.— i^uJ^s  of  the  Supreme  Court,  Order  L.,  r.  6.  In 
an  unsnccessf al  action  for  infringement  of  a  Patent,  where  a  mntoal 
inspection  by  Counsel  and  experts  of  elaborate  and  heavy  machinery 
was  arranged  between  the  solicitors  without  the  expense  of  obtaining 
an  Order  for  the  purpose,  under  Rule  3  of  Order  50  of  the  Rules  of  the 
Supreme  Court,  the  costs  of  such  inspection  were  allowed,  but  not 
tiie  Defendants*  costs  of  erecting  machinery  in  London  at  the  time  of 
the  trial,  when  it  was  not  seen  by  either  the  Judge  or  the  Plaintiff. 
ASHWOBTH  V.  English  Card  Clothing  Co.,  Ld.  (A.),  p.  353. 

2.  Action  for  infringement.   Litigant  held  entitled  to  interest  on 

the  costB  paid  bv  him  when  ansnocessfal  in  the  Oonrt  of  Appeal 
but  repaid  to  him  when  sncoessftil  in  the  House  of  Lords.— 

Satisfaction  of  judgment  debt. — Judgments  Act,  1888  {1A2  VicL  c,  110), 
'  section  17.  Action  for  an  infringement  of  a  Patent  was  dismissed  with 
costs,  and  the  Plaintiff  paid  the  Defendants'  costs  with  interest  to  date. 
Upon  the  Plaintiff  successfully  appealing  to  the  Court  of  Appeal,  the 
Defendants  repaid  the  amount  so  received  with  interest  to  date.  The 
House  of  Lords  restored  the  original  Order,  and  the  Plaintiff  repaid 
the  original  amount  of  costs  and  interest,  but  refused  to  satisfy  the 
Defendants*  claim  for  interest  at  4  per  cent,  on  the  amount  from  the 
date  of  the  repayment  after  the  Court  of  Appeal  decision  to  the  date  of 
the  return  after  the  House  of  Lords  decision. — Held,  that  the  Defen- 
dants were  entitled  to  this  further  sum  in  respect  of  interest.  ASH- 
woRTH  V.  English  Card  Clothing  Co.,  Ld.  (B.),  p.  355. 

3.  Certificate  depriving  Plaintiffs  of  solicitor  and  client  costs  refused  where  a 

certificate  of  validity  had  been  previously  granted.  Peter  Pilkington, 
Ld.  v.  B.  and  S.  Massbt,  p.  421.  Also  Badibohe  Anilin  und  Soda 
Fabrik  v.  W.  G.  Thompson  and  Co.,  Ld.,  p.  473. 

4.  Where  Appellant  succeeded  on  non-infringement,  the  Caurt  of  Appeal 

refused  to  certify  as  to  the  Particulars  of  Objections.  Pbtbr  Pilking- 
ton, Ld.  i;.  B.  AND  S.  Massey,  p.  712. 

5.  Expenses  as  between  agent  and  client  refused  to  a  public  authority 

defenders  and  successful  in  an  action  for  infringement  of  Patent,  it 
not  being  a  matter  arising  out  of  the  exercise  of  public  duties.  New 
Conveyor  Co.,  Ld.  v.  Edinburgh  and  Lbith  Gas  Commissioners, 
p.  147. 

6.  Where  on  appeal  a  portion  of  the  costs  below  had  to  be  returned  to  the 

Appellant,  the  Court  of  Appeal  by  consent  fixed  the  exact  amount  to 
be  returned.    In  THE  Matter  of  Geipel's  Patent,  p.  391, 
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DAMAGES, 

Loss  of  market  for  machines  fitted  with  the  patented  invention  is  an 
element  to  be  taken  into  consideration  in  assessing  damages  for 
infringement  of  the  Patent.  BROWN  v.  JOHN  Hastib  &  Co.,  Ld., 
p.  445. 

DISCOVERY.    See  Practice,  No.  7. 

DRAWINGS.    See  Specification  (Construction  op),  No.  2. 

EVIDENCE. 

Observations  on  the  evidence  required  in  support  of  an  application  to 
discharge  an  Order  for  service  oat  of  the  jurisdiction.  Chbmischb 
Fabrik  vormals  Sandoz  v.  Badischb  Anilin  und  Soda  Fabrik, 
p.  533. 

INFRINGEMENT.    See  also  Contract,  No.  1 ;   Novblty  (Want  of),  Nos. 
1,  2,  and  4 ;  Subjbct-MATTBR,  Nos.  1,  2,  4,  5,  and  6. 

1.  Infiringement  found. — Issue  of  infringement — JtMlgmentfor  Plaintiffs. 

The  owners  of  the  Welch  Patent  for  "  Improvements  in  rubber  tyres 
**  and  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light 
^*  vehicles/*  having  brought  an  action  for  infringement,  the  Defendant 
denied  infringement.  The  fourth  claim  of  the  Plaintiffs'  Specification 
was  for  "  a  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch 
**  in  section  lined  with  canvas  in  combination  with  two  wires  or  suffi- 
**  ciently  inelastic  cores  for  securing  the  same  to  the  rims  or  tyres, 
^'  substantially  as  herein  described."  The  Defendant  had  an  arrange- 
ment partly  of  string  and  partly  of  wire  in  the  edges  of  his  tyre,  which 
he  contended  was  not  the  equivalent  of  and  did  not  perform  the 
functions  of  the  Plaintiffs'  wires  or  inelastic  cores,  and  did  not  in  use 
lie  in  the  same  position  in  the  T\xa.-^Heldy  that  the  Defendant  had 
infringed.  Judgment  was  given  for  the  Plaintiffs.  DUNLOP 
Pneumatic  Tybb  Co.,  Ld.  v.  Hydb  Rubber  Co.,  p.  208. 

2.  Patent  held  to  be  a  simple  combination  Patent.    Alleged  noyel 

feature  in  invention  not  referred  to  in  the  Specification.— 

Action  for  infringement. — Construction  of  %  Specification. — Infringe- 
ment not  found.— Judgment  for  Defendants. — Appeal  by  Plaintiffs 
dismissed.  The  owners  of  Letters  Patent  for  '^  Improvements  in  the 
'*  process  of  and  apparatus  for  reproducing  phonographic  records  *' 
brought  an  action  for  infringement,  in  which  the  Defendants  contended 
that  they  did  not  infringe,  and,  alternatively,  that,  if  the  claims 
included  what  they  did,  then  the  Patent  was  invalid.  The  first  claim 
of  the  Specification  was  for  'Uhe  process  of  reproducing  copies  of 
'*  phonographic  records  by  forcing  a  blank  of  suitable  material, 
**'  softening  when  heated,  against  the  record  surface  of  an  indented 
^^  matrix  by  heated  fluid,  as  steam-  or  the  like,  under  pressure,  until 
^*  the  blank  is  softened  and  an  impression  has  been  taken,  and  then 
^'  continuing  the  pressure  by  means  of  a  cooling  fluid,  as  air,  until  the 
*^  blank  hardens  and  the  impression  is  fixed,  as  herein  described  with 
'<  reference  to  the  dmwingd."  The  Plaintiffs  alleged  that  one  of  the 
chief  features  of  the  apparatus  shown  in  the  drawings  was  that  it 
allowed  of  the  exit  of  air  from  between  the  matrix  tind  the  celluloid 
blank.     The  Defendants*  apparatus  differed  from  that  of  the  Plaintiffs 
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in  several  respects,  inclnding  the  escape  of  the  air  and  the  closing  of 
the  chamber  from  inside  instead  of  externally ;  they  used  in  their 
process  steam  under  pressure,  and  subsequently  air  under  pressure,  but 
they  cooled  by  insertion  of  the  apparatus  into  cold  water.  It  was  held 
at  the  trial  (20  R.P.C.  705),  that  the  claims  in  the  Plaintiffs'  SpeciJSca- 
tion  were  limited  by  the  particular  combination  theriain  described,  antl 
that  the  Defendants  bad  not  infringed.  The  action  was  dismissed 
with  costs.  The  Plaintiffs  appealed.  The  appeal  was  dismissed 
with  costs.  Lambert  Co,  v.  International  Phonograph  In- 
destructible Record  Co.,  Ld.,  p.  247. 

3.  Fonn  of  Order  on  Motion  for  Judement  in  default  of  Defence 
where  several  Patents  are  alleged  to  be  iuMngei.— Action  for 

infringemenL'-Infringement  of  several  Patents  alleged, — Motion  for 
Judgment  in  default  of  Defence,—  Judgment  for  Plaintiffs.  Saccharin 
Corporation,  Ld.  v.  Hopkinson,  p.  272. 

4*  Selling  one  element  of  a  patented  combination  held  not  to  be  an 
infiringement.  The  selling  of  an  article  intended  to  be  used 
for  the  purpose  of  beinj?  used  for  infiringing  a  Patent  is  not  an 
infringement  of  such  Patent. — Actum  for  alleged  infringement. — 
Right  to  manufctcture  and  sell  one  element  {not  separately  claimed)  of 
a  coynhination.-  'Alleged  intent  by  several  persons  to  sell  separately  the 
elements  for  the  purpose  of  infringem£nt. — Action  dismissed, — Appeal 
dismissed.  A  Company,  the  o>\Tier8  of  two  Patents — (1)  (Bartlett)^  for 
"  Improvements  in  tyres  or  rims  for  cycles  and  other  vehicles,"  and 
(2)  {Welch^tor  "Improvements  in  rubber  tyres  and  metal  rims  or 
"  felloes  of  wheels  for  cycles  and  other  light  vehicles,"  brought  two 
actions  against  the  Defendants  for  infringement.  The  Patents  were 
for  combinations.  The  Complete  Specification  of  Bartlett  claimed  : — 
"  (1)  The  combination  of  a  grooved  rim  or  metal  tyre,  and  an  arched 
"  tyre  of  india-rubber  or  other  flexible  material  held  in  the  groove  by 
"  .the  pressure  of  an  inflated  tube  within  the  arch,  which  forces  its 
"  edges  against  the  sides  of  the  groove,  substantially  as  described. 
"  (2)  Tyres  or  rims  for  cycles  and  other  vehicles  consisting  of  the 
**  parts  a,  /;,  c,  combined  and  arranged  substantially  as  described  and 
"  shown  in  the  drawings."  The  Complete  Specification  of  Welch 
claimed  by  the  fourth  and  ninth  claims  respectively  : — "(4)  A  rubber 
"  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section 
"  lined  with  canvas,  in  combination  with  two  wires  or  sufficiently 
'*  inelastic  cores  for  securing  the  same  to  the  rims  or  tyres,  substantially 
"  as  herein  described.  (9)  A  rubber  or  elastic  tyre  having  the  form  of 
"  a  saddle  or  arch  in  section,  provided  with  endless  wires  or  cores 
"  fitted  or  vulcanised  within  each  side  for  the  purpose  of  securing  the 
"  same  to  the  rims  in  combination  with  an  inflatable  inner  tyre  or 
"  tube,  substantially  as  described  and  shewn  with  reference  to  Figs.  15 
"  and  18  of  the  drawings."  The  Company  alleged  that  the  Defendants 
had  infringed  by  selling  tyres  or  parts  thereof,  and  pleaded  at  the  Bar 
and  sought  to  prove  that  the  Defendants  had  manufactured  and  sold 
the  outer  tyre  or  cover  (one  of  the  elements  of  the  combinations)  with 
the  intent  that  it  should  be  used  by  the  purchaser  (not  being  a  licensee 
of  the  Company)  for  the  purpose  of  making  one  or  other  of  the  com- 
binations. The  Defendants  denied  infringement,  and  claimed  that  they 
were  .lawfully  entitled  to  sell  the  covor  ;  that  they  had  done  so  bond 
fids  and  in  the  ordinary  course  of  trade,  and  they  contended  that  intent 
--  -        was- immaterial.   -At  the  trial  it  was  held  by  Swinfen  Eady^  J.,  that 
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(the  Patents  having  previously  been  held  to  be  for  combinations)  the 
cover  was  not  new,  and  was  not  separately  claimed  ;  that  the  Defen- 
dants respectively  were  lawfully  entitled  to  make  and  sell  or  sell  the 
cover  ;  that  consequently  intent  was  immaterial ;  and  that  the  Defen- 
dants had  not  infringed.  The  Plaintiffs  appealed.  The  Court  of 
Appeal  affirmed  the  decision  of  Swinfen  Eady^  J.,  and  dismissed  the 
Appeal  with  costs.  DuNLOP  PNEUMATIC  Tyre  Co.,  Ld.,  and  Pneu- 
matic Tyre  Co.,  Ld.  v.  David  Moseley  &  Sons,  Ld.,  and  India- 
RUBBBR  and  Tyre  Repairing  Co.,  pp.  53  and  274. 

5.  '*If  you  are  in  substance  selling  the  whole  of  the  patented  machine,  I  do 

*'  not  think  that  you  save  yourself  from  infringement  because  you  sell 
"  it  in  parts  which  are  so  manufactured  as  to  be  adapted  to  be  put 

"  together Here,  what  is  complained  of  is  merely  the  sale 

"  of  some  one  or  other  of  the  parts  of  one  or  other  of  the  patented 
"tyres."  Per Vaughan  Williams,  LJ.,  in  Dunlop  Pneumatic 
Tyre  Co.,  Ld.  v,  David  Moseley  &  Sons,  Ld.,  p.  280.    See  No.  4. 

6.  A  person  lawfully  selling  one  element  of  a  patented  combination 

held  not  bound  to  ascertain  whether  the  purchasers  of  it 
intended  to  use  it  lawfully.—"  I  agree  with  the  Judgment  of  Mr. 
**  Justice  Sivinfen  Eady^  and  in  particular  I  desire  to  adopt  this  portion 
"  of  it  as  my  own  :  *  Selling  these  covers  to  licensees  of  the  Plaintiffs 
"  *  is  a  lawful  trade  ;  selling  them  for  export  is  a  lawful  trade,  but  the 
"  *  purchasers,  nevertheless,  might  not  export  them ;  and  to  make  the 
"  *  Defendants,  Messrs.  Moseley ^ — those  are  the  manufactul-ers — 
"  *  responsible  for  the  ultimate  use  of  the  covers,  so  as  to  put  upon 
"  *  them  the  burden  of  ascertaining  whether  the  purchasers  intended 
**  *  to  use,  and  to  use  them  lawfully,  would  be  imposing  upon  them  a 
"  '  burden,  which,  in  my  opinion,  the  law  does  not  impose.' "  Per 
Stirling,  L.J.,  in  Dunlop  Pneumatic  Tyrb  Co.,  Ld.  v.  David 
MoSBLBT  &  Sons,  Ld.,  p.  281.    See  No.  4. 

7.  Construction  of  Specification.    The  omission  from  a  Complete 

Specification  of  an  alternative  mentioned  in  the  Provisional 
Specification  is  a  notification  that  the  inventor  abandons  it.— 

Jso  new  result. — Mechanical  equivalent, — Injunction  granted  in  respect 
of  one  Patent  sued  on. — Appeal. — Patent  held  not  to  be  in/ringed. — 
Appear  allowed,  S.,  Ld.,  who  were  the  proprietora  of  a  Patent  granted  to 
J.  R.,  for  **  Improvements  in  dumb-bells  for  physical  culture  exercises," 
brought  an  action  for  infringement  of  the  same  and  of  another  Patent 
not  relied  on  at  the  trial.  The  invention  consisted  in  a  dumb-bell 
formed  in  two  paris  divided  longitudinally  with  springs  between  them. 
In  the  Provisional  Specification  the  Patentee  expressly  mentioned  com- 
pressed air  springs.  The  Complete  Specification  omifcted  any  mention 
of  them,  but  the  second  claim  mentioned  resilient  means  of  expansion 
generally.  The  Defendant's  dumb-bell  had  inflated  india-rubber  balls 
between  the  halves  of  the  dumb-bell  at  each  end.  The  Defendant 
attacked  the  validity  of  the  Patent  on  various  grounds,  and  denied 
infringement.  It  was  held  at  the  trial  that  the  Specification  claimed  a 
combination  ;  that  it  was  not  a  claim  for  the  invention  of  mere  details, 
but  that  it  embodied  a  new  principle  or  idea ;  that  the  Patent  was 
valid,  and  that  the  Defendant  had  infringed,  and  judgment  was  given 
for  the  Plaintiffs  on  this  Patent,  a  certificate  of  validity  being  granted. 
The  Defendant  appealed, — Held  by  the  Court  of  Appeal  {Stirling^  L.J., 
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doubting),  that  on  the  evidence  as  to  the  state  of  knowledge  no  new 
result  was  attained  by  the  Patentee,  and  that  the  inference  to  be  drawn 
from  the  omission  of  mention  of  air  springs  in  the  Complete  Specification 
was  that  the  Patentee  did  not  intend  to  claim  them,  and  on  the 
construction  of  the  Specification  that  they  were  not  claimed  and  that 
under  the  circumstances  an  air  spring  could  not  be  claimed  as  a 
mechanical  equivalent  for  the  springs  described  in  the  Complete 
Specification.  The  appeal  was  allowed,  with  costs.  Sandow  v. 
SZALAT,  pp.  33  and  333. 

8.  Patent  for  particular  combination  not  infringed.— Construction 

of  Specification. — QenercU  principle. — Special  combination  to  obtain 
special  objects. — Infringement  not  fotmd. — Judgment  for  Defendants 
at  trial. — Appeal  dismissed.  The  owners  of  a  Patent  for  improvements 
in  miners^  safety  lamps,  having  brought  an  action  for  infringements, 
the  Defendants  denied  infringement,  and  alleged  the  invalidity  of  the 
Patent,  but  at  the  trial  relied  principally  on  the  contention  that  the 
Patent  was  for  a  particular  combination,  which  they  had-  not  taken. 
The  first  claim  of  the  Specification  was  as  follows :— ^'  In  a  miner^s 
"  safety  lamp,  the  employment  of  a  spring  catch  for  locking  the 
^'  bonnet,  the  said  spring  catch  being  brought  into  an  acting  position 
"  on  the  closing  of  the  lamp,  substantially  as  set  forth.*'  The 
Plaintiffs  alleged  that  the  feature  of  the  invention  was  an  arrangement 
by  which,  when  the  bonnet  was  screwed  on,  it  locked  automatically, 
and  could  not  be  removed  until  the  main  lock  of  the  lamp  was  undone, 
and  that  the  Defendants  had  in  substance  taken  the  combination.  At 
the  trial  it  was  held  that  the  Patent  did  not  involve  any  new  principle, 
but  was  for  the  particular  combination,  and  that  the  Defendants  had 
not  taken  the  patented  spring  catch  or  the  substance  of  the  invention. 
The  action  was  dismissed  with  costs.  The  Plaintiffs  appealed. — Heldj 
that  the  Patent  did  not  involve  any  new  principle,  but  was  for  a  par- 
ticular combination,  and  that  the  Defendants  had  not  infringed  that 
combination.  The  appeal  was  dismissed  with  costs.  Per  COZBNS- 
Hardy,  L.J. — If  a  Patentee  intends  to  claim  a  general  principle,  it  is 
his  dutv  to  make  that  intention  reasonably  clear  by  his  Specification. 
ACKROYD    AND    BEST,    LD.    V.    THOMAS     AND    WILLIAMS,     pp.    403 

and  737. 

9.  The  equitable  owners  of  a  Patent  are  not  entitled  to  sue  for  infringe- 

ment without  joining  as  a  party  to  the  action  the  person  who  was 
the  legal  owner  of  the  Patent  at  the  date  of  the  writ.  E.  M.  BOWDBN'S 
Patents  Syndicate  v.  Herbert  Smith  &  Co.,  p.  438.  {See 
Practice,  No.  5.) 

10.  Patent  for  a  new  and  aseflil  application  of  an  old  device  held  to 
be  a  pioneer  Patent  and  to  be  inbingei.— Construction  of  Specifi- 
cation.—Infringement.-^  Damages.— Loss  of  market.— Particulars  of 
Patents  referred  to  as  prior  knowledge.  Steam  is  admitted  to  steering 
engines  by  a  controlling  valve  which  is  shut  when  the  engine  is  at  rest. 
Means  had  long  been  sought  to  prevent  leakage  through  the  controlling 
valve  when  shut.  In  1897  a  Patent  was  granted  to  B.  the  object  of 
which  he  described  as  follows  :— "  To  prevent  or  considerably  diminish 
"  the  leakage  of  steam  hereinbefore  referred  to.  For  this  purpose  I  fit 
"  in  a  passage  or  casing  through  which  the  steam  enters  the  controlling 
"  valve  casing  a  double-beat  valve  which  has  formed  or  fixed  on  it 
**  oppositely  inclined  surfaces  which  are  acted  upon  by  counterpart 
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^'  incli  lies  fitted  iu  connection  with  the  controlling  valve  so  that  on  the 
^*  movement  of  the  controlling  valve  it  acts  through  the  inclined 
''  Borfaces  to  open  the  double-beat  valve  and  admit  steam/'  The  Patentee 
added  : — **  Instead  of  the  equilibrium  valve  a  (the  double-beat  valve) 
''  any  equivalent  device  may  be  used.  For  example,  the  inclines  may 
^*  be  on  the  stem  of  a  small  valve  which  opening  first  admits  the  steam 
^^  under  a  larger  valve  opened  by  the  further  motion  of  the  small 
"  valve.'*  He  claimed  : — "  In  connection  with  the  valves  of  steering 
'^  aud  like  engines  fitting  in  a  passage  or  casing  through  which  the 
*^  steam  enters  the  controlling  valve  casing  a  double-beat  or 
^*  equivalent  valve  having  opposite  inclines  acted  on  by  counter- 
*^  part  inclines  moving  with  the  controlling  valve,  the  parts  being 
^^  arranged  and  operating  substantially  as  and  for  the  purposes  herein- 
**  before  described."  The  double-beat  valve  used  as  a  cut-off  valve  was 
a  well-known  mechanical  device.  It  had  been  employed  in  continuous 
engines  to  work  automatically  with  the  distributing  valve  so  as  to  cut 
off  the  steam  from  the  distributing  valve  casing  during  a  part  of  each 
stroke.  It  had  never  been  applied  to  the  controlling  valves  of  steering 
engines,  nor  had  the  leakiness  of  these  valves  been  successfully 
remedied  in  any  other  way. — Held^  that  in  construing  the  Specification 
it  must  be  considered  what,  having  regard  to  the  state  of  prior  know- 
ledge, was  tbe  field  open  to  the  inventor ;  that  in  the  circumstances 
the  Patent  was  a  pioneer  Patent ;  that  it  was  not  to  be  construed  as 
claiming  only  the  double-beat  valve  actuated  by  inclined  planes  sliding 
on  counterpart  inclines,  but  as  claiming  in  the  application  to  steering 
and  the  like  engines,  for  the  purpose  of  preventing  leakage  of  steam 
while  the  engine  is  not  working,  of  a  separate  stop  va^ve  working  in 
unison  with  the  controlling  valve.  H.  &  Go.  patented  a  cut-off  valve 
in  which,  instead  of  the  direct  mechanical  action  of  the  controlling 
valve,  they  used  a  steam  relay.  They  claimed  their  invention  had 
advantages  over  that  of  B.,  but  did  not  patent  it  as  being  an 
improvement  on  his  invention.  They  claimed  : — "  A  controlling 
**  valve  for  steering  engines  to  which  the  steam  supply  is  through 
"  a  cut-off  valve  which  is  operated  by  exhaust  of  the  steam  whitsh 
**  normally  closes  it,  and  wherein  the  said  exhaust  is  controlled 
**  as  described  by  a  slide  or  equivalent  valve  operated  from  or 
**  by  the  spindle  or  lever  which  actuates  the  controlling  valve," — 
Held^  that  this  was  an  infringement  of  B.'s  pioneer  Patent.  The 
Pursuers  averred  that  through  the  Defenders  supplying  cut-off 
valves  in  infringement  of  their  Patent  they  had  lost  orders,  not  only 
for  those  valves,  but  for  the  steering  engines  of  which  they  formed 
part. — Held^  that  this  was  an  element  to  be  taken  into  consideration  in 
fixing  damages.  When  in  a  Scotch  patent  action  it  is  desired  to  refer 
to  prior  Patents  for  the  sake  of  proving  the  state  of  prior  knowledge 
these  Patents  must  be  specified  on  record^  but  amendment  of  record  by 
the  specification  of  additional  Patents  will  be  allowed  even  during 
proof  in  terms  of  the  Court  of  Session  Act  (Scotland)  1868,  section  29. 
Brown  v.  John  Hastie  &  Co.,  Ld.,  p.  445. 

IL  Defendants  held  to  have  taken  the  pith  and  marrow  of  the 
invention- — Infringement  found. — Injunction  granted  at  the  triaL — 
Injunction  dissolved  by  the  Court  of  Appeal. — Appeal  to  the  House  of 
Lords  aUowed.--J  udgment  at  the  trial  restored.  The  owners  of  a  Patent 
for  ^^  An  improved  boiler  flue  ^'  sued  the  Defendant  Company  and  its 
directors  for  infringement.  The  Patentee  claimed  :  ^^  A  lM)iler  flue  or 
^  furnace  consisting,  as  to  the  general  form,  of  a  series  of  annular  or 
*^  partially  annular  flutings  connecting  a  corresponding  series  of  sharp 
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^'  ridges/'  The  Defendants'  flue  had  cormgations,  which  the  Plaintiffs 
contended  were  ridges,  and  also  a  subsidiary  corrugation  between  these. 
It  was  contended  by  the  Defendants  that  their  corrugations  were  not 
similar  to  the  sharp  ridges  claiilied  by  the  Patentee,  and  that  this  and  the 
subsidiary  corrugations  so  differentiated  the  Defendants'  flue  as  to  take 
it  outside  the  claims  in  the  Plaintiffs'  Specification.  At  the  trial  it  was 
held  that  the  Defendants  had  infringed,  and  an  injunction  was  granted. 
The  injunction  was  suspended  until  the  1st  of  May  1901,  to  enable  the 
Defendants  to  apply  to  the  Court  of  Appeal.  On  such  application  the 
injunction  was  by  consent  stayed  pending  the  appeal.  On  the  appeal 
being  heard,  the  Court  of  Appeal  held  that  the  Defendants  had  not 
infringed,  and  the  appeal  was  allowed.  The  Plaintiffs  appealed  to  the 
House  of  Lords.*— H<?W,  revei'sing  the  decision  of  the  Court  of  Appeal, 
that  the  Defendants  had  infringed,  and  that  the  judgment  of  the  Judge 
at  the  trial  be  restored  with  costs.  Leeds  Forgb  Co.,  Ld.  v. 
Dbiohton's  Patent  Flub  and  Tube  Co.,  Ld.,  p.  487. 

12.  Infringement  of  Patent  for  the  particular  article  described  not 
avoided  by  immaterial  &\f£eteTL(iQ%.~ Ant icipatim^— Differences 
between  patented  article  and  infringing  article. — Su^iency  of  Sjjecifi- 
cation.— Judgment  for  Plaintiffs.  The  owners  of  a  Patent  for  a  cigar 
piercer  brought  an  action  for  infringement.  The  infringing  cigar 
piercer  differed  in  some  details  from  the  patented  article.  The 
Defendants  relied  mainly  on  anticipation,  insufficiency  of  description 
in  the  Specification,  and  non- infringement. — Held,  that  the  Patent  was 
for  a  particular  cigar  piercer  described  in  the  Specification  and 
delineated  in  the  Drawings;  that  the  Patent  had  not  been  antici- 
pated and  that  the  Specification  was  sufficient ;  and  that,  although 
the  Patent  was  confined  to  the  machine  described,  the  Defendants 
had  infringed,  as  they  had  taken  the  patented  machine  with  imma- 
terial differences.  Judgment  was  given  for  the  Plaintiffs  for  the 
relief  claimed.  L.  AND  C.  Hardmuth  v.  Edward  Baker  &  Son, 
p.  504.* 

13.  Patent  for  a  combination  of  known  contrivances  held  to  be  valid, 
but  not  to  be  infringed  by  a  combination  not  taking  the 
essential  feature  of  the  patented  combination.  In  the  case  of  a 
Defendant  added  by  amendment  the  cause  of  action  must  have 
arisen  at  the  date  of  the  writ. — Consti^iLction  of  Specification. — 
Infringement  not  found. — Judgment  for  Defendant. — Certificate  of 
validity  coming  in  question  given  U>  the  Plaintiff.  M.,  the  Patentee  of 
a  new  and  improved  machine  for  breaking  up  the  surfaces  of  roads, 
commenced  an  action  for  infringement,  in  which  one  Defendant  denied 
infringement  and  the  validity  of  the  Patent,  but  at  the  trial  relied 
principally  on  infringement,  and  only  alleged  that  the  Patent  was 
invalid  if  it  were  so  widely  construed  as  to  include  what  he  did.  The 
third  claim  of  the  Specification,  which  was  chiefly  relied  on  by  the 
Plaintiff,  was  as  follows  : — "  In  a  road  breaking  machine  in  combina- 
"  tion  with  a  pivoted  tool  holder,  caiTying  tools  at  either  side,  a  frame  in 
"  which  said  tool  holder  is  pivoted  arranged  to  slide  vertically  in 
**  guides,  substantially  as  described  and  illustrated  herein."  The 
machine  complained  of  had  no  pivot,  the  frame  of  the  tool  holder 
resting  loosely  on  a  washer  above  a  nut ;  the  frame  was  capable  of 

*  The  deoisioii  in  this  case  has  since  been  reyoraed  gn.  appeal. 
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being  raised  or  lowered  by  means  of  a  screw,  and  was  also  capable  of 
being  raised  or  canted  by  reason  of  its  loose  fitting,  bat  that  movement 
was  controlled  partly  by  springs  and  was  limited  by  the  outer  side  of 
the  machine  ;  subject  to  these  the  tool  holder  was  during  working  free 
to  swing,  whereas  in  the  Plaintiff's  machine  there  was  a  locking  lever  to 
fix  the  angle  of  the  tools  to  the  ground  ;  there  were  also  differences  in 
the  arrangement  for  vertical  adjustment.  The  second  Defendant  had 
been  added  as  a  Defendant  by  amendment,  and  at  the  trial  no  evidence 
was  given  of  infringement  by  him  before  the  date  of  the  writ. — Held^ 
that  the  Patentee  claimed  a  combination,  and  that  Claim  3  was  a  claim 
for  the  frame  in  combination  with  the  pivoted  tool  holder,  and  that  the 
machine  complained  of  had  no  pivot  or  the  mechanical  equivalent  of  a 
pivot ;  and  that  the  arrangement  for  vertical  sliding  was  different 
from  that  described  in  the  Specification  ;  and  that  the  machine  com- 
plained of  was  not  an*  infringement  of  the  Patent,  and  that  no  evidence 
had  been  given  against  the  second  Defendant  of  any  infringement  or 
intention  to  infringe  at  the  date  of  the  writ.  Judgment  was  given  for 
the  Defendants  with  costs,  with  a  Certificate  that  certain  of  the  Particu- 
lars of  Objections  were  reasonable  and  proper ;  but  a  Certificate  was 
given  to  the  Plaintiff  that  the  validity  of  the  Patent  came  into  question. 
Morrison  v.  Asplbn,  p.  557. 

I-^.  Defendant's  article  not  within  the  claims  of  the  Specification  as 
expressly  limited.  —  Action  for  infringement  —  Construction  of 
Specification, — Issue  of  inftHngement. — Judgment  for  the  Plaintiff 
at  the  trial, — Ajtpeal  by  Defendant  alloived.— The  Specification  of 
Letters  Patent  claimed  "  a  clinical  thermometer  having  two  or  more 
**  chambers  formed  within  the  bore  of  the  tube  and  a  comparatively 
"  open  contraction  within  each  chamber  substantially  as  herein  shown 
"  and  described,  and  for  the  purpose  stated."  The  owner  of  the  Patent 
brought  an  action  for  infringement  of  the  same,  in  which  the  Defen- 
dant relied  on  non-infringement.  In  the  Defendant's  thermometer 
there  were  two  contractions^  but,  at  all  events  in  its  final  state,  only 
one  chamber.  The  object  of  the  two  contractions  was  to  overcome  the 
difficulty  which  existed  with  one  contraction  only,  in  obtaining  the 
return  of  the  mercury  after  the  temperature  has  been  read ;  the 
chambers  were  necessary  in  manufacture  for  the  purpose  of  obtaining 
the  contractions.  Each  of  the  Plaintiff's  chambers  was  formed  in  a 
manner  previously  well  known,  but  the  Defendant's  chamber  and 
contractions  were  made  in  a  new  way  by  one  operation.  It  was  held 
at  the  trial  that  the  two  contractions  formed  the  pith  and  marrow  of 
the  invention  ;  and  that,  notwithstanding  the  reference  in  the  claim 
to  two  chambers,  the  Defendant  had  infringed.  Judgment  was  given 
for  the  Plaintiff  with  costs.  The  Defendant  appealed. — Held,  that  the 
claim  was  limited  to  a  thermometer  having  two  or  more  chambers 
with  a  comparatively  open  contraction  within  each  chamber,  and  that 
the  Defendant  employed  a  new  method  and  had  not  infringed.  The 
appeal  was  allowed  with  costs.    HiCKS  v.  Simmons,  pp.  413  and  632. 

15.  Construction  of  Specification.  The  invention  claimed  not  taken 
by  the  Defendants. — Isstie  of  infringement, — Judgment  for  Plain- 
tiff's, — Appeal  by  Defendants  allowed.  The  Specification  of  Letters 
Patent  for  "  Improvements  in  atmospheric  or  power  hammers  "  ended 
with  five  claims,  the  first  of  which  was  as  follows: — "In  an  atmo- 
"  spheric  hammer,  arranging  the  closed  ends  of  the  hammer  and  air 
"  pump  oylinders  in  proximity  to  each  other,  and  directly  connecting 
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'^  them  throagh  short  passages  of  small  capacity  controlled  by  one  or 
*'  more  valves,  the  arrangement  being  such  that  air  can  be  drawn  direct 
*'  from  the  hammer-head  into  the  air  pump  cylinder,  at  each  suction 
"  stroke  of  the  pump,  to  cause  the  hammer-head  to  rise,  and  air  can  be 
"  forced  direct  from  the  said  pump  into  the  hammer  cylinder  at  each 
"  compression  stroke  of  the  pump,  to  cause  the  hammer-head  to 
''  descend,  so  that  the  hammer-head  will  work  in  unison  with  and 
"  will  promptly  respond  to  the  movements  of  the  pump  piston 
**  substantially  as  herein  described.*'  Claims  2,  3,  and  4  commenced 
with  the  words  "an  atmospheric  hammer  of  the  kind  specified  in 
"  Claim  1 " ;  Claim  5  wjis  for  the  particular  hammer  described 
and  shown.  The  hammer  described  in  the  Specification  had  the 
capacity  of  regulating  the  force  of  the  blow,  and  of  the  hammer- 
head being  held  up  or  down  whilst  the  air  pump  continued  to  work. 
The  owners  of  the  Patent,  having  commenced  an  action  for  infringe- 
ment, the  Defendants  relied  mainly  on  non-infringement,  although 
they  also  contended  that  the  hammer  described  and  shown  would 
not  work  practically.  The  Defendants*  hammer  had  both  ends 
of  the  cylinders  closed,  and  a  by-pass  between  the  ends  of  the  air 
cylinder,  and  the  upper  passage  was  free,  and  they  contended  that  the 
Claims  in  the  Specification  only  extended  to  hammers  in  which  the 
pressure  of  the  atmosphere  was  employed  in  raising  them  ;  also  that 
Claim  1  did  not  include  the  holding  up  and  down  actions,  and  the 
parts  relating  thereto,  or,  if  it  did,  it  was  for  the  specific  hammer 
described,  and  that  they  had  not  got  the  patented  devices  ;  and  that 
Claims  2,  3,  and  4  were  appendant  claims,  so  that  unless  the  alleged 
infringement  was  covered  by  Claim  1,  there  was  no  infringement.  It 
was  held  at  the  trial,  that  the  objection  to  validity  failed ;  that  the 
claims  were  not  limited  to  hammers  in  which  atmospheric  pressure  was 
used  ;  that  Claim  1  included  the  parts  for  holding  up  and  holding 
down,  and  was  for  a  specific  hammer  ;  that  Claims  2,  3,  and  4  were 
appendant  claims  ;  that  the  Defendants*  by-pass  was  a  convenient  way 
of  making  the  invention  workable  where  both  ends  of  the  cylinders 
were  closed  ;  and  that  the  Defendants  had  infringed.  Judgment  was 
given  for  the  PlaintiflEs,  with  costs.  The  Defendants  appealed. — Held^ 
by  the  Court  of  Appeal,  that  atmospheric  hammers  with  both  ends  of 
the  cylinders  closed,  as  well  as  those  with  one  end  only  of  each  cylinder 
closed,  were  known  at  the  date  of  the  Patent ;  that  the  Patentee  was 
dealing  only  with  those  that  had  not  both  ends  closed  ;  that  the  problem 
in  hammers  with  closed  ends  was  different  from  that  in  hammers  with 
open  ends,  and  that  the  Patentee  had  limited  his  claims  to  the  latter 
class  in  which  there  is  a  single  action,  and  that  the  Defendants*  hammer 
had  not  a  mere  duplication  of  that  action  ;  and  that  they  had  not 
infringed.  The  appeal  was  allowed  with  costs,  but  not  including  the 
costs  of  the  Particulars  of  Objections  to  the  validity  of  the  Patent. 
Pbtbr  Pilkington,  Ld.  v.  B.  and  S.  Massby,  pp.  421  and  696. 

16.  Judgment  by  consent  for  an  injunction,  the  Plaintiffs  agreeing  to  grant 
a  licence  upon  terms  agreed  between  the  parties.  MOFFATS,  Ld.  v. 
J.  AND  W.  B.  Smith,  p.  751. 

INQUIRY  AS  TO  DAMAGES.    See  Practice,  No.  14. 

INSPECTION.    See  Costs,  No.  1. 

INSUFFICIENCY.    See  Specification  (Insufficiency  of> 
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INTEREST  ON  COSTS.    See  Costs,  No.  2. 

INTERLOCUTORY  INJUNCTION. 

1*  Defence  of  accidental  infiingement  not  established — Action  for 
Infringement  of  Patent  and  for  Passing-off. — Motion  for  Interlocutory 
Injunction. — Injunction  granted,  Poulton  and  Son  v,  Kbllby  and 
Son,  p.  393. 

2.  Where  a  certificate  of  validity  has  been  granted  an  interlocutory 
iiVJunction  will  be  granted  if  there  is  a  prima  facie  case  of 
infinngement. — Action  for  Infringement, — Motion  for  Interlocutory 
Injunction, — Effect  of  Certificate  as  to  validity  granted  in  previous 
action. — Interlocutory  Injunction  granted,  Heine,  Solly  &  Co.  v. 
JULirrs  NORDBN  &  Co.,  p.  513. 

INTERROGATORIES.    See  Praotice,No.  1. 

INVENTION.    See  Sobjbct-mattbr, 

LICENCE. 

1-  The  assignor  of  a  licence  under  a  Patent  is  not  entitled  against 
his  assignee  to  dispute  the  validity  of  the  Vd^tBut.— Licence 

belonging  to  partnership, — Dissolution  of  partnership. — Arbitration 
award, —  Whether  partner  assigning  his  share  in  licence  should 
covenant  not  to  manufacture  under  the  Patent. —  Whether  question 
within  Arbitrator's  jurisdiction. — Construction  of  terms  of  sub- 
mission.— Motion  to  set  aside  award  dismissed.  The  owner  of  a 
licence  under  a  Patent  executed  a  declaration  of  trust  of  it  in  favour  of 
a  firm  of  which  ho  was  a  member.  A  partnership  action  was 
commenced  by  G.,  one  of  the  partners,  and  an  Order  was  made  for  a 
stay  of  proceedings  on  certain  terms,  including  an  assignment  by  Q.  to 
his  partners  of  his  share  in  the  partnership  at  a  price  to  be  fixed  by 
arbitration,  and  a  term  that  the  form  of  deed  of  dissolution  and 
assignment  and  any  other  question  arising  in  respect  thereof  should  be 
referred  to  the  Arbitrator.  On  a  motion  by  G.  to  set  aside  the 
Arbitrator's  award. — Held,  that  on  the  construction  of  the  submission 
to  arbitration  the  Arbitrator  had  not  exceeded  his  jurisdiction  in 
inserting  in  the  deed  of  dissolution  a  covenant  prohibiting  G.  from 
manufacturing  according  to  the  Letters  Patent.  The  assignor  of  a 
licence  under  a  Pat-ent  is  not  entitled  as  against  his  assignee  to  dispute 
the  validity  of  the  Patent.  Chambers  v.  Crichley  (33  Beav.  374) 
followed.    GONVILLB  V,  Hay,  p.  49. 

2.  Gontruction  of  Licence*  Full  words  of  grant  held  not  to  be 
limited  bv  subsequent  clauses.  —  Action  for  infringement.  — 
Licence. — Construction. — ^**  Use  and  exercise^'' — Licence  whether  full  or 
limited. — Whether  acts  complained  of  were  covered  by  the  licence, — 
Ooods  made  abroad  by  third  persons  on  ^behalf  Of  Defendants, — Counter- 
claim for  breach  by  Plaintiffs  of  agreement  contained  in  licence 
limiting  tlie  number  of  licences, — Plaintiffs  settling  with  infringers 
whether  a  breach  of  agreement. — Action  dismissed. — Counterclaim 
dismissed. — Appeal  by  Plaintiffs  in  the  action  dismissed.  A  licence 
having  been  granted  under  Bartlett's  Patent  relating  to  pneumatic 
tyres,  the  OMrners  of  the  patents  commenced  an  action  for  infringement 
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against  the  licensees,  alleging  that  certain  acts  of  the  licensees  were 
not  covered  by  the  licence.  Full  licence  to  use  and  exercise  the 
invention  was  granted,  but  certain  clauses  of  the  licence,  including 
those  relating  to  royalties  and  accounts,  referred  only  to  tyres  manu- 
factured and  sold  by  the  licensees  ;  there  was  also  a  clause  prohibiting 
assignment  or  sub-licence,  and  a  clause  that  the  licensees  should  not 
manufacture  or  sell  tyres  constructed  according  to  Welch's  invention, 
but,  subject  as  aforesaid,  should  be  entitled  to  manufacture  all  forms 
of  pneumatic  tyres  theretofore  manufactured  by  them  under  the 
name  or  title  of  "  Clincher."  The  Plaintiffs  contended  that  the 
Defendants  had  infringed  the  Patent  by  the  importation  and  sale 
of  Glincher-Michelin  tyres,  such  importations  and  sale  not  being, 
as  the  Plaintiffs  alleged,  within  the  licence,  and  they  also  alleged 
that  the  arrangement  between  the  Defendants  and  Michelin  &  Co,^ 
of  Paris,  was  such  that  the  Defendants  were  in  effect  sub-licensing 
Miclielin  A  Co.  They  further  alleged  that  by  the  clause  as  to  Welch's 
Patent  the  Defendants  were  prohibited  from  making  any  tyre  under 
BartleWs  Patent  that  would  also  infringe  Welch's  Patent.  The 
Defendants  contended,  on  the  first  point,  that  the  licence  was  a  general 
one  and  that  they  were  entitled  to  purchase  tyres  from  any  person, 
and  also  that  Michelin  A  Go.  were  manufacturing  the  tyres  as  their 
agents  ;  and,  on  the  second  point,  that  an  absolute  licence  without 
limitation  was  given  to  use  BartleWs  invention.  These  points  were 
decided  as  points  of  construction  on  admissions,  and  the  Plaintiffs 
subsequently  determined  to  call  no  evidence  to  show  that  the  Welch 
Patent  was  used  in  the  tyres  complained  of.  The  licence  also  contained 
a  clause  prohibiting  the  Plaintiffs,  in  events  which  happened,  from 
granting  more  than  one  licence  besides  the  licence  above  mentioned 
and  one  other  already  granted.  The  Plaintiffs  granted  a  further 
licence,  which  was  assigned  to  the  C.  Company,  and  afterwards  did 
certain  acts  which,  the  Defendants  contended,  were  breaches  by  the 
Plaintiffs  of  their  agreement,  and  the  Defendants  coanterclaimed  in 
respect  of  the  same.  Such  acts  consisted,  as  the  Defendants  alleged,  of 
licensing  tyres  in  Paris  for  importation  into  this  country,  and  of  licensing 
in  England  tyres  brought  into  this  country  by  infringers  by  allowing 
the  continued  use  of  such  tyres  on  payment  of  a  royalty.  The  Plaintiffs 
contended  that  they  were  not  in  any  way  bound  under  the  contract, 
which  contained  a  special  clause  as  to  infringements,  to  sue  for  infringe- 
ment, and  that  in  the  instances  complained  of  they  had  only  done 
what  they  were  reasonably  entitled  to  do  in  cases  of  infringement, — 
Held^  by  Byme^  J.,  in  the  action — first,  that,  under  the  licence,  the 
tyres  sold  by  the  Defendants  must  be  manufactured  by  them,  but 
might  nevertheless  be  manufactured  for  them  by  a  third  party,  and 
that  the  agreement  between  the  Defendants  and  Michelin  <k  Go,  was 
for  Michelin  Jb  Go.  to  make  as  agents  for  the  Defendants,  and,  further, 
that  the  arrangement  did  not  amount  to  a  sub-licence  ;  and,  secondly, 
that  the  Defendants  might  manufacture  according  to  ^ar/^^^a  Patent,  and 
all  things  that  they  had  done  previous  to  the  licence  were  to  be  deemed 
to  be  within  BartUtVs  Patent,  but  they  might  not  manufacture 
according  to  Welch's  Patent. — Held^  on  the  Counterclaim— first,  that  the 
Defendants  had  failed  to  connect  the  Plaintiffs  with  the  acts  in  Paris 
complained  of ;  and,  secondly,  that,  as  to  the  acts  complained  of  in 
England,  they  only  amounted  to  a  fair  and  reasonable  way  of  dealing 
witti  infringers.  The  action  and  counterclaim  were  both  dismissed 
with  costs,  including  in  the  costs  of  the  action  given  to  the  Defendants 
the  costs  of  and  occasioned  by  an  application  made  by  the  Plaintiffs  to 
enable  them  to  raise  the  point  as  to  Welch's  Patent,  which  application 
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was  allowed,  and  any  costs  thrown  away  in  consequence  of  it,  with  a 
set-off.  The  Plaintiffs  appealed  (except  as  to  the  point  with  respect  to 
Welches  Patent),  and  the  Defendants  served  a  notice  that,  in  the  event 
of  the  Court  of  Appeal  reversing  the  judgment  in  the  action,  they  would 
ask  that  the  judgment  on  the  Counterclaim  might  be  reversed  ;  as  the 
Plaintiffs'  appeal  failed,  however,  the  Defendants'  appeal  was  not 
.  opened.— fleW,  by  the  Court  of  Appeal,  that  the  licence  was  a  full  one, 
not  limited,  as  the  Plaintiffs  contended,  to  '^  manufacture  and  sale.** 
The  judgment  of  Bymey  J.,  in  the  action  was  affirmed,  Stirling ^  Ji.J., 
expressing  the  opinion  also  that  Michelin  A  Go,  were  agents  of  the 
Defendants  as  held  by  Byme^  J.  The  appeal  of  the  Plaintiffs  was 
dismissed  with  costs,  but  the  Plaintiffs  were  given  any  increased  costs 
occasioned  by  the  Defendants' appeal. — Per  Vaughan  Williams,  LJ. 
— The  words  "  use  and  exercise  "  in  the  grant  of  a  licence  confer,  in  thp 
absence  of  anything  limiting  the  construction  of  them,  a  full  licence  on 
the  licensee.  DuNLOP  PNEUMATIC  Tyre  Co.,  Ld.  v.  North  British 
Rubber  Co.,  Ld.,  p.  161. 

3.  Where,  after  .an  agreement  for  a  licence  has  been  entered  into, 
the  Patentee  sells  the  Patents  subject  to  the  agreement  for 
a  licence,  the  concurrence  in  the  licence  pf  the  assignee  is 
not  necessary. — Agreement  for  sole  licence.— Sale,  hy  licensee  of  his 
Patent  rights, — Assignment  of  Patent  subject  to  right  of  licensee. — 
Concurrence  of  assignee  not  necessary  in  cat*rying  out  the  sale.  On  the 
17th  of  July  19U2  D.  and  M.  agreed  to  purchase  from  F.  for  2500Z. 
Patent  rights  in  a  certain  system.  On  the  21st  of  July  1902  F.  obtained 
an  option  for  a  sole  licence  under  the  four  Patents.  On  the  7th  of 
November  1902,  by  an  Agreement  to  which  the  Patentee  was  a 
party,  D.  and  M.  agreed  to  pay  the  unpaid  balance  of  the  2500/.  on  F. 
tend(Ting  the  licence  above  referred  to.  On  the  24th  of  October  1902 
the  said  Patents  had  been  transferred  to  J.  H.  H.  subject  to  the  rights 
of  F.  under  the  Agreement  of  the  2l8t  of  July  1902.  D.  and  M. 
refused  to  pay  the  unpaid  balance  unless  the  licence  tendered  was 
executed  by  J.  H.  H.  In  an  action  by  F.  to  recover  the  balance,  Held^ 
that  it  was  not  necessary  that  the  licence  should  be  executed  by 
J.  H.  H.,  and  that  the  Plaintiff  was  entitled  to  succeed.  Frentzell 
V.  DouGiLL  and, Meyer,  p.  641. 

MECHANICAL  EQUIVALENT.    See  also  Infringement. 

If  a  Patentee,  having  referred  to  one  alternative  in  his  Provisional 
Specification,  excludes  it  from  his  Complete  Specification,  the  Court 
will,  in  an  action  for  infringement,  infer  that  the  Patentee  did  not 
intend  to  claim  that  alternative  by  any  general  words  or  to  regard  it  as 
a  known  mechanical  equivalent.  Sandow  v.  Szalay,  p.  333.  See 
Infringement,  No.  7. 

MERQEB. 

Where  on  the  dissolution  of  a  Company  the  Crown  had  become  legal  owner 
of  the  Patent,  que^y  whether  the  Patent  had  merged.  IN  RH 
Taylor*s  Agreement  Trusts,  p.  713. 

METHOD.    See  Subject-matter,  No.  5. 
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xMONOPOLIES  (STATUTE  OP). 

Patents  held  not  to  be  invalidated  under  the  Statute  of  Monopolies 
on  the  nound  of  there  being  no  manufacture  by  the  owners 
of  the  Patents  nor  intention  to  manufacture  in  the  United 
Eiuffdom.  Alleged  exorbitant  prices.— Pa/en/^  Tield  not  to  be 
invalidated. — Certificate  of  validity.  In  an  action  for  infringement 
of  two  Patents  relating  to  dyes  the  Defendants  alleged  that  the 
Patents  were,  or  had  become,  invalid  because,  first,  the  Plaintiffs,  the 
owners  of  the  Patents,  had  no  intention  to  manufacture  in  this 
country  ;  secondly,  that  tbey  had  not  manufactured  in  this  country, 
and  had  used  the  Patents  to  prevent  other  persons  from  doing  so ; 
and,  thirdly,  that  they  had  charged  exorbitant  prices  for  the  patented 
articles,  much  in  excess  of  those  charged  in  other  countries.  The 
Plaintiffs  alleged  that  these  grounds  of  invalidity  were  bad  in  law, 
•  but  that  the  Excise  duty  on  alcohol  would  prevent  profitable  manu- 

facture in  this  country,  and  that  their  prices  in  this  country  were  not 
exorbitant  having  regard  to  the  circumstances,  including  the  more 
complete  protection  against  infringement  as  compared  with  other 
countries,  in  some  of  which  chemical  products  cannot  be  protected  by 
Patents. — Heldy  that  the  Plaintiffs  had  never  manufactured  or  intended 
to  manufacture  in  this  country,  and  that  the  dyes  were  sold  at  a  price 
considerably  higher  than  in  countries  where  they  were  not  protected 
by  Patents,  and  higher  than  in  certain  countries  where  the  protection 
.  was  less  complete  ;  but  that  even  if  exorbitant  charges  for  the  patented 
articles  would  make  the  Patents  invalid,  the  prices  were  not  proved  to 
be  so  exorbitant  and  unreasonable  as  to  invalidate  them  ;  that  as  the 
dyes  had  been  used  in  this  country,  the  invention  had  been  intro- 
duced into  this  country  for  the  public  good,  and  that  manufacture  in 
this  country  is  not  a  condition  of  the  grant  of  a  Patent.  Judgment 
was  given  for  the  Plaintiffs  with  costs  against  such  of  the  Defendants 
as  had  infringed.  A  Certificate  having  been  granted  in  a  previous 
action  as  to  one  Patent,  that  the  validity  of  the  Patent  came  into 
question,  although  the  Patent  was  then  held  to  be,  before  amendment 
of  the  Specification,  invalid  as  to  one  claim  on  the  ground  of  in- 
sufficiency, the  Court  refused  to  go  behind  the  Certificate  or  entertain 
any  question  as  to  the  jurisdiction  to  give  such  a  Certificate.  Badisohe 
Anilin  und  Soda  Fabrik  v.  W.  Q.  Thompson  &  Co.,  Ld.,  p.  473. 

NOVELTY  (WANT  OP.)     See  also  Subjbct-mattbr  ;   Contract,  No.  2 ; 
and  Infringe MBNT,  Nos.  6, 10, 12,  and  13. 

1.  Prior  user  established  and  no  subject-matter  in  view  of  common 
knowledge. — Action  for  infringement. — Alleged  prior  publication  and 
prior  user, — Subject-matter. — Infringement. — Patent  held  invalid, — 
Judgment  for  Defendant.  The  owner  of  Letters  Patent  for  *'  Means  or 
^^  apparatus  for  effecting  the  "  simulation  of  flames  of  fire  for  spectacular 
"  purposes "  having  commenced  an  action  for  infringement,  the 
Defendant  denied  infringement,  and  alleged  that  the  Patent  was 
invalid  on  the  grounds  of  prior  publication,  prior  user,  and  want  of 
subject-matter.  The  first  claim  of  the  Specification  was  :  "  In  stage 
''  appliances,  an  open-work  base,  streamers  attached  to  the  said  base, 
'^  and  means  for  directing  currents  of  air  to  the  base  and  for  illuminating 
^'  streamers  through  the  base.'^ — Held^  that  the  alleged  invention  was 
not  disclosed  as  a  whole  in  the  prior  Specifications  alleged  as  anticipa- 
tions, but  that  prior  user  was  established,  and  that  at  all  events  there 
was,  in  view  of  the  common  knowledge  of  the  art,  no  subject-matter  ; 
and  that  the  Defendant,  not  using  streamers,  had  not  infringed.  The 
action  was  dismissed  with  costs>    FULLBR  v.  Handt,  p.  6.   * 


PATENT   CASES.  49 

NOVELTY  (WANT  0¥)— continued. 

2.  Patent  held  invalid  on  the  grounds  of  anticipation  by  prior 

user. — In  an  action  for  infringement  of  a  Patent  for  improvements  in 
antivibration  devices  for  nse  with  incandescent  gas  fittings,  the 
Defendant  alleged  the  invalidity  of  the  Patent  on  various  grounds, 
including  prior  user. — Held,  that  the  prior  user  alleged  by  the 
Defendant  was  proved.  Judgment  was  given  for  the  Defendant  with 
costs.    Crosslby  v.  Coatbs,  p.  282. 

3.  Combination  producing  a  known  result  in  a  more  useful  and 

beneficial  way.  The  Patentee  of  a  combination  is  not  bound 
to  point  out  what  is  novel  in  the  combination,  or  to  distinguish 
between  what  is  novel  and  what  is  old.  Patent  upheld. 
Want  of  novelty  or  of  subject-matter  not  established — Action 
for  infringemmt. — Construction  of  Specification, — Want  of  novelty, — 
Subfect-matter. — Action  dismissed. — Appeal  allowed. — Appeal  to  the 
House  of  Lords  dismissed. — Patent  held  to  be  valid.  The  owners  of  a 
Patent  for  an  improvement  in  galvanic  batteries  having  commenced 
an  action  for  infringement,  the  Defendants  denied  infringement  and 
alleged  that  the  Patent  was  invalid  by  reason  of  being  anticipated,  of 
want  of  subject-matter,  and  of  inutility.  The  Specification,  after 
stating  that  the  invention  related  to  galvanic  batteries  constructed  and 
arranged  as  was  thereinafter  described,  contained  the  following 
passage  : — ^^  The  materials  mentioned  as  electrodes  and  as  exciting  and 
'^  depolarising  agents  and  their  proportions  may  be  varied,  as  the 
*'  important  feature  of  the  invention  is  the  interposition  between  the 
**  positive  and  negative  electrodes  of  two  layers  of  exciting  com- 
"  position,  in  a  semi-solid  or  plastic  state,  the  one  in  contact  with 
"  the  negative  electrode  having  intermixed  with  it  depolarising  agents 
'^  and  the  one  in  contact  with  the  positive  electrode  having  no  such 
'^  depolarising  agents  in  its  composition  "  ;  and  the  Patentee  claimed  : 
"  A  galvanic  battery  having  the  space  between  its  positive  and  negative 
^^  electrodes  filled  with  a  semi-solid  or  plastic  exciting  agent  in  two 
"  layers,  the  one  layer  in  contact  with  the  negative  electrode  having 
*'  depolarising  agents  intermixed  therewith,  and  the  other  layer  in 
'*  contact  with  the  positive  electrode  having  no  such  depolarising 
^'  agents,  substantially  as  set  forth."  The  Plaintiffs  contended  that  the 
width  of  the  claim  was  limited  by  certain  limitations  which  they 
alleged  were  contained  in  the  Specification,  and  particularly  that  the 
depolarising  layer  was  to  be  composed  of  materials  finely  pulverised. 
It  was  proved  that  the  Plaintiffs*  battery  made  under  the  Patent  had 
been  a  commercial  success.  At  the  trial,  it  was  held  by  Buckley,  J. 
(19  R.P.G.  113),  that,  although  the  claim  should  be  construed  as  em- 
bodying some  limitations  indicated  in  the  body  of  the  Specification,  the 
Patentee  had  not  insisted  on  as  necessary  or  claimed  as  part  of  his 
invention  the  pulverisation  of  the  ingredients  for  the  depolarising 
layer  ;  that  the  claim  was  too  wide  ;  and  that  the  Patent  was  invalid 
for  want  of  novelty.  The  action  was  dismissed  with  costs.  The 
Plaintiffs  appealed.— ffeW,  by  the  Court  of  Appeal,  (20  R.P.C.  225)  that 
the  claim  was  not  for  the  particular  battery  described,  but  for  a  class  of 
battery,  defined  by  the  limitations  contained  in  the  Specification ; 
(by  Vaughan  Williams  and  Stirling,  L.J  J.)  that  pulverisation  was  an 
essential ;  (by  Cozens-Hardy,  L.J.)  that,  although  pulverisation  was 
not  essential,  the  combination  of  materials  must  produce  a  semi-solid 
or  plastic  mass  ;  that  there  was  novelty  and  good  subject-matter ;  and 
that  the  Patent  was  valid  and  had  been  infringed.    The  Appeal  was 
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NOVELTY  (WANT  OF)-^continued. 

allowed  with  costs,  bat  by  consent  the  injunction  granted  was  stayed 
pending  an  appeal  to  the  House  of  Lords.  The  Defendants  appealed 
to  the  House  of  Lords. — Eeldy  that  pulverisation  was  not  a  necessary 
element  in  the  combination  claimed  ;  that  the  words  "  semi-solid  "  and 
"  plastic "  in  the  Specification  were  synonymous ;  that  the  Patentee 
had  described  and  claimed  as  his  invention  a  galvanic  battery  in 
language  which  was  not  anticipated  by  and  which  did  not  in  terms 
cover  any  previous  description  or  any  battery  previously  known  or 
described  ;  that  the  invention  was  useful  and  good  subject-matter  for 
Letters  Patent ;  and  that  the  Defendants  had  infringed.  The  Appeal 
was  dismissed  with  costs.  Patent  Exploitation,  Ld.  v.  Siemens 
Brothers  &  Co.,  Ld.,  p.  541. 


4«  Patent  upheld. — Certificate  cls  to  validity  granted. — Stay  of  inquiry 
as  to  damages  refused.  Letters  Patent  were  granted  to  E.  for 
*^  Improvements  in  wire  mattresses  or  fabrics  for  bedsteads,  cots,  and 
''  like  articles  of  furniture,"  the  invention  consisting  in  the  use  of 
spiral  springs  set  at  an  angle  to  the  sides  of  the  bed  in  such  a  manner 
that  the  tension  of  the  central  part  of  the  mattress  was  greater  than 
that  of  the  sides.  In  an  action  for  infringement, — Rdd^  that  the 
invention  had  not  been  anticipated.  Certificate  of  validity  granted. 
Application  to  stay  inquiry  as  to  damages  pending  an  appeal  refused, 
following  Byam  v.  Terry  (29  W.R.  32).  Evans  and  J.  and  J. 
Taxtnton,  Ld.  v.  Hoskinb  and  Sbwell,  Ld.,  p.  675. 

5.  Patent  held  to  be  anticipated.  Applbby  v.  South  Durham 
Stbbl  and  Iron  Co.,  Ld.,  p.  750. 


PARTICULARS  OF  BREACHES.    See  Certificate  as  to  Particulars 
OF  Breaches. 


PARTICULARS  OF  OBJECTIONS.    See  CERTIFICATE  AS  TO  Particulars 
OF  Objections. 


PATENTS,  &c.  ACT,  1883. 

Section  18 — 

Jandus  Arc  Lamp  and  Electric  Co.,  Ld.  v.   Arc  Lamp  Co 
p.  115.  '' 

In  the  Matter  op  Hattbrsley  and  Jackson's  Patent, 
p.233. 

J.  B.  Brooks  &  Co.,  Ld.  v.   Lycbtt's  Saddle,  &c.  Co.,  Ld., 
p.  651. 
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PATENTS,  &c.  ACT,  ISSa—contintied. 
Section  19. 

Jandus  Arc  Lamp  and  Electric  Co.,  Ld.  v.  Arc  Lamp  Co., 
p.  115. 

New   Conveyor    Co.,    Ld.    v.   Edinburgh    and    Leith    Gas 
Commissioners,  p.  147. 

In  the  Matter  op  Geipel's  Patent,  p.  379. 

J.  B.  Brooks  &  Co.,  Ld.  v.  Lycbtt's  Saddle,  &c*  Co.,  Ld., 
p.  651. 

Section  29— 

Brooks  v.  Hall,  p.  29. 

Saccharin  Corporation,  Ld.  v.  Skidmore,  p.  31. 

ASHWORTH  V.  HORSPALL  AND  BiCKHAM,  p.  47. 

Section  31 — 

Claughton  V,  Foster,  p.  17. 
Section  32— 

Haskell  Qolp  Ball  Co.  v.  Hxttohinson,  p.  497- 

Lycbtt's  Saddle,  &c.  Co.,  Ld.  v.  J.  B.  Brooks  &  Co.,  Ld., 
p.  656. 

.  Section  87— 

In  Re  Taylor's  Agreement  Trusts,  p.  713. 

Section  90— 

In  Re  Taylor's  Agreement  Trusts,  p.  713. 

PATENTS,  &0.  ACT,  1888. 

Section  5 — 

J.  B.  Brooks  &  Co.,  Ld.   v,  Lycett's  Saddle,  &c.  Co.,  Ld., 
p.  651. 

"  pending;' 

Meaning  of,  in  section  18  (10)  of  the  Patents,  &c.  Act,  1883.  See  J.  B. 
Brooks  Co.,  Ld.  v,  Lycett's  Saddle  and  Motor  Accessories  Co., 
Ld.,  p.  651. 

PETITION.    See  Revocation  (Petition  for). 

Pi 
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PRACTICE.    See  also  (as  to  costs  of  affidavits)  Digest  op  Design  Cases. 

1-  Form  of  interrogatories  as  to  prior  user  and  prior  publication.— 

Action  for  infringemenU — Alleged  invalidity  on  the  grounds  of  prior 
user  and  prior  publication. — Application  by  Plaintiffs  for  leave  to 
interrogate. — Form  of  interrogatories.  In  an  action  for  infringement 
of  a  Patent,  the  Defendants  in  their  Particulars  of  Objections  alleged 
prior  user  at  a  certain  place  by  V.  B.  for  some  years  prior  to  a  certain 
date,  and  prior  publication  by  J.  B.  at  a  certain  place  to  M.  of  that 
place  between  certain  dates.  The  Plaintiffs  applied  for  leave  to 
administer  Interrogatories,  which  were  shortly  as  follows : — ^Ab  to 
prior  user — what  was  the  manner  of  the  prior  user ;  whether  by  means 
of  a  machine  in  actual  use,  and  what  was  the  purpose  of  the  use  of  the 
machine,  and  the  periods  for  which  it  was  used ;  whether  it  existed^ 
and  where  it  could  be  inspected,  and  what  was  the  occupation  and 
address  of  V.  B.  As  to  the  prior  publication — whether  it  was  oral,  by 
document,  model,  or  how  otherwise;  whether  such  document  or 
.  model  existed,  and  where  it  could  be  inspected ;  whether  any  more 
exact  date  could  be  given,  and  what  was  the  occupation  and  address 
of  M.  At  the  hearing  of  the  summons  it  was  proposed  to  ask  whether 
the  machine  was  in  the  Defendants'  possession  or  power  instead  of 
where  it  could  be  inspected. — Heldy  that,  the  Defendants  stating  that 
the  prior  user  alleged  was  by  machine,  they  ought  to  be  ordered  to 
answer  the  first  Interrogatory  by  stating  whether  any  such  machine 
existed,  and,  if  so,  whether  any  such  machine  was  in  their  possession, 
custody,  or  power,  and  stating  the  present  address  of  V.  B. ;  and,  the 
Defendants  stating  that  the  publication  referred  to  was  by  document, 
they  ought  to  be  ordered  to  iinswer  the  second  Interrogatory  by  so 
stating,  and  by  sufficiently  identifying  the  document  and  the  present 
address  of  M. ;  but  the  Defendants  were  not  compelled  to  make  further 
answer  to  either  of  the  Interrogatories.  Birch  v.  Mather  (L.R.  22  C.D. 
629)  followed.  General  Electric  Co.  (1900),  Ld.  v.  Safety  Lift 
AND  Elevator  Co.,  p.  109. 

2.  Undertaking  or  injunction  by  ^onABni.— Action  for  infringement-^ 

Perpetual  injunction  consented  to, — Undertaking  substituted.  DOVER 
(H.  W.)  AND  Dover,  Ld.  v.  New  Townend  Cycle  Co.,  Ld., 
p.  135. 

3.  Motion  to  advance  trial  refused  on  ground  of  Plaintiflb'  delay  in 

moving. — Action  for  infringement.—Delay  in  making  application  to 
advance  trial  for  which  leave  was  given  to  Plaintiffs  on  interlocutory 
motion  for  injunction. — Motion  by  Plaintiffs  to  advance  the  trial. — 
Motion  refused. — Costs  to  be  the  Respondents  in  any  event.  Heine, 
Solly  &  Co.  v.  Coninoo  Incandescent  Light  Co.,  p.  201. 

4.  PlaintiflEs  not  owners  of  Patent  at  the  date  of  infringement  complained  of 

in  Particulars  of  Breaches.  Heine,  Solly  &  Co.  v.  Coninoo  Incan- 
descent Light  Co.,  p.  202. 

•^.  The  equitable  owners  of  a  Patent  are  not  entitled  to  sue  alone 
for  infringement  without  making  the  person  who  was  at  the 

date  of  the  writ  the  legal  owner  a  party  to  the  mHoxl.— Plaintiffs 

held  not  to  he  the  legal  oiv tiers  of  the  Patent  at  the  commencement  of  the 
Action. — Leave  to  amend  applied  for  and  Order  made  giving  leave. — 
PatmtSy  d:c.  Act,  1888,  section  13, — Appeal  by  Plaintiffs  from  decision  Otf 
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to  parties  dismissed. — Application  to  Judge  to  vary  Order  dismissed. 
B.yhaviDgmadean  application  for  Letters  Patent,  and  obtained  provisional 
protection  for  his  invention,  before  the  grant  of  the  Patent  assigned  the 
protection  and  the  sole  and  exclusive  benefit  of  it  to  a  Company.  After 
the  Patent  had  been  granted  to  B.,  the  Company  commenced  an  action 
for  infringement,  alleging  the  sale  of  infringing  articles  by  the 
Defendants  prior  to  the  date  of  the  writ.  The  Company  subsequently 
obtained  an  assignment  of  the  Patent,  and  were  registered  as  assignees. 
On  the  action  coming  on  for  trial,  the  Defendants  objected  that  the 
legal  owners  of  the  Patent  at  the  date  of  the  writ,  namely  B.^s 
executors,  ought  to  be  joined.  The  Company  alleged  that  they  were 
such  owners,  and,  in  the  alternative,  that  it  was  not  necessary  to  make 
such  owners  parties. — Held^  that  the  assignment  before  the  grant  of  the 
Patent  did  not  pass  the  legal  interest  in  the  Patent,  and  the  legal  owners 
at  the  date  of  the  writ  were  necessary  parties.  Leave  to  amend  was 
given  on  terms.  The  Plaintiffs  appealed  from  the  Order  giving  leave 
to  amend,  and  alleged  that  it  had  been  intended  that  the  Plaintiffs 
should  be  in  a  position  to  appeal  on  the  question  as  to  parties  and  that 
there  was  a  mistake  in  the  form  of  the  Order.  Theiappeal  was  dismissed 
subject  to  any  application  at  the  trial  to  the  Judge  to  put  right  any 
slip  that  had  been  made.  A  special  application  subsequently  made  to  the 
Judge  was  dismissed.  E.  M.  BOWDBN'S  PATENTS  SYNDICATE,  Ld.  v. 
Herbebt  Smith  &  Co.,  pp.  438  and  596. 

6.  Service  of  Notice  of  Writ  out  of  jurisdiction  not  set  aside.— 

Action  for  infringement. — R.S.C.  Order  -Y/.,  Rule  1  (/.).  The  owners 
of  a  Patent  obtained  leave  to  serve  Notice  of  the  Writ  in  an  action  for 
infringement  of  a  Patent  on  the  Defendants  out  of  the  jurisdiction. 
After  service  the  Defendants  moved  to  set  the  proceedings  aside.  In 
answer  to  the  affidavit  filed  on  behalf  of  the  Plaintiffs,  the  Defendants 
filed  affidavits  stating  that  the  substance  sold  by  them  was  a  different 
product  made  by  a  secret  process,  which  was  altogether  different  from 
the  Plaintiffs*  specified  process. — Held^  that  the  Plaintiffs,  having  made 
out  a  prima  fade  case  of  infringement  within  the  jurisdiction,  the 
Order  for  service  out  of  the  jurisdiction  was  rightly  made. — Held^  also, 
that  there  being  a  conflict  of  evidence  on  the  facts,  the  matter  could 
not  be  disposed  of  on  motion.  Order  XL,  Rule  1  (f .)  does  not  enable 
the  Court  to  direct  service  out  of  the  jurisdiction  of  a  Writ  claiming 
damages  for  infringement  of  a  Patent  which  has  expired  at  the  date 
of  the  Writ,  although  an  injunction  is  also  sought  in  respect  of  another 
Patent.  Badisghs  Anilin  und  Soda  Fabrik  v.  Chbmischb 
Fabbik  vormals  Sandoz  in  Basel,  p.  345. 

7.  In  an  action  for  infringement  in  Scotland  after  proof  allowed  in 

general  terms  covering  averments  of  damage  as  well  as  of 
infringement,  discovery  of  Defendants'  books  allowed.— /n/rtn^«?- 
ment — Gonclttsiofi  for  damages  or  2^^ofit8» — Allowance  of  proof. — 
Diligence  for  recovery  of  documents, — Business  books. — Amendment. — 
Expenses  reserved. — Abandonment. — Expenses.— B.y  a  Patentee,  raised 
an  action  of  interdict  against  E.  for  infringement,  concludihg  also  for 
damages  or  alternatively  for  profits.  On  the  19th  of  Mai-ch  the  Lord 
Ordinary  before  Answer  allowed  the  parties  a  proof  of  their  respective 
averments  and  to  the  Pursuer  a  conjunct  probation.  On  the  7th  of  June, 
B.  asked  for  a  diligence  to  recover  documents  in  terms  of  a  specification 
calling  inter  alia  for  E.'s  business  books. — Held,  that  the  interlocutor 
allowing  proof  could  not  be  alter^^d  :  that  the  inquiry  into  profits  or 
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PRACTICE.    See  also  (as  to  costs  of  affidavits)  Digest  op  Design  Cases, 

1-  Form  of  interrogatories  as  to  prior  user  and  prior  publication.— 

Action  for  infrtngement^Alleged  invalidity  on  the  grounds  of  prior 
user  and  prior  publication. — Application  by  Plaintiffs  for  leave  to 
interrogate. — Form  of  interrogatories.  In  an  action  for  infringement 
of  a  Patent,  the  Defendants  in  their  Particulars  of  Objections  alleged 
prior  user  at  a  certain  place  by  V.  B.  for  some  years  prior  to  a  certain 
date,  and  prior  publication  by  J.  B.  at  a  certain  place  to  M.  of  that 
place  between  certain  dates.  The  Plaintiffs  applied  for  leave  to 
administer  Interrogatories,  which  were  shortly  as  follows: — ^Ab  to 
prior  user — what  was  the  manner  of  the  prior  user ;  whether  by  means 
of  a  machine  in  actual  use,  and  what  was  the  purpose  of  the  use  of  the 
machine,  and  the  periods  for  which  it  was  used ;  whether  it  existed, 
and  where  it  could  be  inspected,  and  what  was  the  occupation  and 
address  of  V.  B.  As  to  the  prior  publication — whether  it  was  oral,  by 
document,  model,  or  how  otherwise ;  whether  such  document  or 
.  model  existed,  and  where  it  could  be  inspected ;  whether  any  more 
exact  date  could  be  given,  and  what  was  the  occupation  and  address 
of  M.  At  the  hearing  of  the  summons  it  was  proposed  to  ask  whether 
the  machine  was  in  the  Defendants'  possession  or  power  instead  of 
where  it  could  be  inspected. — Held,  that,  the  Defendants  stating  that 
the  prior  user  alleged  was  by  machine,  they  ought  to  be  ordered  to 
answer  the  first  Interrogatory  by  stating  whether  any  such  machine 
existed,  and,  if  so,  whether  any  such  machine  was  in  their  possession, 
custody,  or  power,  and  stating  the  present  address  of  V.  B. ;  and,  the 
Defendants  stating  that  the  publication  referred  to  was  by  document, 
they  ought  to  be  ordered  to  |inswer  the  second  Interrogatory  by  so 
stating,  and  by  sufficiently  identifying  the  document  and  the  present 
address  of  M. ;  but  the  Defendants  were  not  compelled  to  make  further 
answer  to  either  of  the  Interrogatories.  Birch  v.  Mather  (L.R.  22  CD. 
629)  followed.  General  Electric  Co.  (1900),  Ld.  v.  Safety  Lift 
AND  Elevator  Co.,  p.  109. 

2.  Undertaking  or  injunotion  by  consent. — Action  for  infringement — 

Perpetual  injunction  consented  to. — Undertaking  substituted.  DOVER 
(H.  W.)  AND  Dover,  Ld.  v.  New  Townbnd  Cycle  Co.,  Ld., 
p.  135. 

3.  Motion  to  advance  trial  refused  on  ground  of  Plaintiflb'  delay  in 

moving. — Action  for  infringement.—Delay  in  making  application  to 
advance  trial  for  which  leave  was  given  to  Plaintiffs  on  interlocutory 
motion  for  injunction. — Motion  by  Plaintiffs  to  advance  the  trial. — 
Motion  refused.-^Costs  to  be  the  Respondents  in  any  event.  Heine, 
Solly  &  Co.  v.  Coninoo  Incandescent  Light  Co.,  p.  201. 

4.  Plaintiffs  not  owners  of  Patent  at  the  date  of  infringement  complained  of 

in  Particulars  of  Breaches.  HEINE,  SOLLY  &  CO.  v.  CONINCO  INCAN- 
DESCENT Light  Co.,  p.  202. 

•').  The  equitable  owners  of  a  Patent  are  not  entitled  to  sue  alone 
for  infringement  without  making  the  person  who  was  at  the 
date  of  the  writ  the  legal  owner  a  party  to  the  action.— Ptem^ty* 

held  not  to  be  the  legal  owners  of  the  Patent  at  the  commencement  of  the 
Action, — Leave  to  amend  a^jplied  for  and  Order  made  giving  leave. — 
Patents,  &c.  Act,  1888,  section  J3.—Appexil  by  Plaintiffs  from  decision  as 
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FRACTIGE— continued, 

to  parties  dismissed. — Application  to  Judge  to  vary  Order  dismissed. 
B.,  havi  Dg  mad  e  an  application  for  Letters  Patent,  and  obtained  provisional 
protection  for  his  invention,  before  the  grant  of  the  Patent  assigned  the 
protection  and  the  sole  and  exclusive  benefit^of  it  to  a  Company.  After 
the  Patent  had  been  granted  to  B.,  the  Company  commenced  an  action 
for  infringement,  alleging  the  sale  of  infringing  articles  by  the 
Defendants  prior  to  the  date  of  the  writ.  The  Company  subsequently 
obtained  an  assignment  of  the  Patent,  and  were  registered  as  assignees. 
On  the  action  coming  on  for  trial,  the  Defendants  objected  that  the 
legal  owners  of  the  Patent  at  the  date  of  the  writ,  namely  B.'s 
executors,  ought  to  be  joined.  The  Company  alleged  that  they  were 
such  owners,  and,  in  the  alternative,  that  it  was  not  necessary  to  make 
such  owners  parties. — Held^  that  the  assignment  before  the  grant  of  the 
Patent  did  not  pass  the  legal  interest  in  the  Patent,  and  the  legal  owners 
at  the  date  of  the  writ  were  necessary  parties.  Leave  to  amend  was 
given  on  terms.  The  Plaintiffs  appealed  from  the  Order  giving  leave 
to  amend,  and  alleged  that  it  had  been  intended  that  the  Plaintiffs 
should  be  in  a  position  to  appeal  on  the  question  as  to  parties  and  that 
there  was  a  mistake  in  the  form  of  the  Order.  Theiappeal  was  dismissed 
subject  to  any  application  at  the  trial  to  the  Judge  to  put  right  any 
slip  that  had  been  made.  A  special  application  subsequently  made  to  the 
Judge  was  dismissed.  E.  M.  BOWDBN'S  PATENTS  SYNDICATE,  Ld.  v, 
Hbrbbbt  Smith  &  Co.,  pp.  438  and  596. 

6.  Service  of  Notice  of  Writ  out  of  jurisdiction  not  set  aside.— 

Action  for  infringement, — E.S.G.  Order  XI.y  Rule  1  (/.).  The  owners 
of  a  Patent  obtained  leave  to  serve  Notice  of  the  Writ  in  an  action  tor 
infringement  of  a  Patent  on  the  Defendants  out  of  the  jurisdiction. 
After  service  the  Defendants  moved  to  set  the  proceedings  aside.  In 
answer  to  the  affidavit  filed  on  behalf  of  the  Plaintiffs,  the  Defendants 
filed  affidavits  stating  that  the  substance  sold  by  them  was  a  different 
product  made  by  a  secret  process,  which  was  altogether  different  from 
the  Plaintiffs'  specified  process. — Held^  that  the  Plaintiffs,  having  made 
out  a  prima  facie  case  of  infringement  within  the  jurisdiction,  the 
Order  for  service  out  of  the  jurisdiction  was  rightly  made. — Held^  also, 
that  there  being  a  conflict  of  evidence  on  the  facts,  the  matter  could 
not  be  disposed  of  on  motion.  Order  XL,  Rule  1  (f.)  does  not  enable 
the  Court  to  direct  service  out  of  the  jurisdiction  of  a  Writ  claiming 
damages  for  infringement  of  a  Patent  which  has  expired  at  the  date 
of  the  Writ,  although  an  injunction  is  also  sought  in  respect  of  another 
Patent.  Badisghb  Akilin  und  Soda  Fabrik  i;.  Chemisghb 
Fabrik  vormals  Sandoz  m  Basel,  p.  345. 

7.  In  an  action  for  infringement  in  Scotland  after  proof  allowed  in 

general  terms  covering  averments  of  damasfe  as  well  as  of 
infringement,  discovery  of  Defendants'  books  allowed.— /n/rin^«?- 
ment — Conclusion  for  damages  or  profits. — Allowance  of  proof — 
Diligence  for  recovery  of  documents. — Business  books. — Amendment. — 
Expenses  reserved. — Abandonment. — Expenses. — B.,  a  Patentee,  raised 
an  action  of  interdict  against  E.  for  infringement,  concluditig  also  for 
damages  or  alternatively  for  profits.  On  the  19th  of  March  the  Lord 
Ordinary  before  Answer  allowed  the  parties  a  proof  of  their  respective 
averments  and  to  the  Pursuer  a  conjunct  probation.  On  the  7th  of  June, 
B.  asked  for  a  diligence  to  recover  documents  in  terms  of  a  ppedftcation 
calling  inter  alia  for  E.'s  business  books. — Held,  that  the  interlocutor 
allowing  proof  could  not  be  altered  :  that  the  inquiry  into  profits  or 
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PRtiGTIOE^-continued. 

damages  was  not  to  be  postponed  until  infringement  had  been  proved. 
Diligence  granted.  On  the  5th  of  July  the  Defenders  were  allowed  to 
amend  their  record,  the  question  of  expenses  being  reserved.  On 
the  9th  of  July  the  Pursuer  abandoned  the  cause  in  terms  of  the 
Statute  6  Geo.  IV.,  c.  120,  section  10,  under  which  the  Pursuer  has  it 
in  his  power  to  abandon  the  case  on  paying  full  expenses  or  costs  to 
the  Defender. — Held,  that  the  terms  of  the  Statute  did  not  preclude  the 
Court  from  dealing  with  the  expenses  reserved  by  the  interlocutor  ot 
the  5th  of  July,  modifying  them  and  awarding  them  to  the  Pursuer, 
Brown  v.  Evbrbd  &  Co.,  p.  501. 

8.  There  being  a  substantial  legal  question  to  ibe  tried  and  a  prima 

facie  case  of  infringement  being  shown,  the  House  of  Lords 
refused  to  set  aside  an  Order  for  service  out  of  the  jurisdiction. 

— Action  for  infringement — Practice, — Service  of  notice  of  writ  out  of 
the  jurisdiction. — Motion  to  set  aside  refused. — Appeal  dismissed  by 
Court  of  Appeal. — Appeal  to  the  House  of  Lords  dismissed. — Order  XI.^ 
Rule  4.  The  owners  of  Letters  Patent  obtained  leave  to  serve  notice 
of  the  writ  in  an  action  for  infringement  of  the  Patent  on  the 
Defendants  out  of  the  jurisdiction.  After  service,  the  Defendants 
moved  to  set  the  proceedings  aside.  In  answer  to  the  affidavits  filed 
on  behalf  of  the  Plaintiffs,  the  Defendants  filed  affidavits  stating  the 
course  of  their  business,  and  they  contended  that  all  they  did  within  the 
jurisdiction  was  to  enter  into  contracts  for  delivery  of  the  goods  abroad, 
and  that  was  not  infringement,  and  there  was  no  cause  of  action. 
The  Plaintiffs,  on  the  other  hand,  alleged  that  the  Defendants* 
travellers  brought  samples  of  infringing  dye  into  this  country  and  used 
them  in  obtaining  orders,  that  the  Defendants  had  extensively 
infringed,  and  that  six  cases  of  infringement  had  come  to  their 
knowledge.— fleW,  by  the  Court  of  Appeal  (affirming  Joyce^  J.), 
20  R.P.C.  478,  that,  the  Plaintiffs  having  raised  a  prima  facie  case  of 
infringement  not  completely  displaced  by  the  Defendants,  and  there 
being  on  the  affidavits  a  conflict  of  fact,  the  Court  would  not  try  the 
question  raised  at  this  stage,  and  the  appeal  from  Joyce^  J.,  who  had 
refused  the  Defendants'  application,  was  dismissed,  and  a  stay  of 
proceedings  pending  an  appeal  to  the  House  of  Lords  was  refused. 
The  Plaintiffs  appealed  to  the  House  of  Lords. — Held^  that  the  Orders 
appealed  from  should  be  affirmed,  and  the  appeal  was  dismissed  with 
costs.  Observations  on  the  evidence  required  in  support  of  an 
application  to  discharge  an  order  for  service  out  of  the  jurisdiction. 
Chbmischb  Fabric  vormals  Sandoz  v.  Badischb  Anilin  und 
Soda  Fabrik,  p.  533. 

9.  Defendant  added  by  amendment.    Cause  of  action  not  existing  at  the 

date  of  the  writ.    See  Inpringbmbnt,  No.  13. 

10.  Undertaking  to  return  costs  given  on  intimation  from  Judge,  that  other- 
wise he  would  stay  payment,  although  not  taxation.  ACKROYD  AND 
Best,  Ld.  v.  Thomas  and  Williams,  p.  412. 

11.  An  order  for  Revocation  of  a  Patent,  even  by  consent,  should  be  made 
in  Court  and  not  in  Chambers.  In  THE  Matter  op  Clifton's 
Patent,  p.  515. 

12.  Form  of  order  for  the  hearing  of  a  Petition  for  Revocation  when  the 
Respondent  is  out  of  the  jurisdiction.  In  the  Matter  of  Clifton's 
Patent,  p.  515. 
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13.  Joinder  in  one  action  for  infringement  of  persons  agfainst  whom 
different  infringements  are  alleged  discussed.— ^t;^tV)n  for  in- 
fringement against  Limited  Company, — Infringement  alleged  be/ore 
incorporation  of  Company. — Application  by  Plaintiffs  for  leave  to 
amend  by  joining  as  Defendant  the  Company^s  predecessor  in  business, — 
Application  grunted,— Appeal  by  Defendants, — Appeal  dismissed  on  a 
certain  undertaking  being  given  by  the  Plaintiffs.  Saccharin 
Corporation,  Lu.  v.  D.  T.  J.  Lylb  and  Son,  Ld.,  p.  60i. 

14.  Stay  of  inquiry  as  to  damages  refused.  In  the  ubsenee  of  special 
reasons  a  stay  of  the  inquiry  pending  an  appeal  will  not  be  gr/inted 
unless  the  Plaintiff  consents.  EvANS  AND  J.  AND  J.  TAUNTON,  Ld.  v, 
Hoskins  and  Sewell,  Ld.,  p.  675. 

15.  Stay  of  injunction  pending  appeal  refused.  PETER  PiLKlNGTON,  Ld. 
V.  B.  AND  S.  Masshy,  p.  4:2,1. 

16.  Form  of  order  on  motion  for  judgment  in  default  of  defence  where 
several  Patents  are  alleged  to  be  infringed.  SACCHARIN  CORPORA- 
TION, Ld.  v.  Hopkinson,  p.  272. 

17.  Inspection.    See  Costs,  No.  1. 

18.  Particulars  of  Breaches  when  certified  whether  to  be  initialled  by  the 
Judge.  DuNLOP  Pneumatic  Tyre  Co.,  Ld.  v.  Hyde  Rubber  Co., 
p.  210. 

PRINCIPLE. 

If  a  Patentee  intends  to  claim  a  general  principle,  it  is  his  duty  to  make 
that  intention  reasonably  clear  in  his  Specification.  ACKROYD  AND 
Best,  Ld.  y.  Thomas  and  Williams,  p.  737. 

PRIOR  PUBLICATION.    See  Novelty  (Want  op). 

PRIOR  USER.    See  Novelty  (Want  op). 

PUBLIC  AUTHORITIES  PROTECTION  ACT,  1893.    See  Costs,  No.  5. 

REVOCATION  (PETITION  FOR).    See  also  VARIANCE ;  PRACTICE,  No.  12. 

An  Order  for  Bevocation  of  a  Patent,  even  by  consent,  should  be 
made  in  Court  and  not  in  Chambers — Petition  for  Revocation.— 
Consent  Order  for  Bevocation, — Application  in  Chambers  refused. — 
Order  for  Revocation  made  in  Court. — Form  of  Order  for  Itearing  of 
a  Petition  when  the  Respondent  is  out  of  tlie  Jurisdiction.  In  the 
Matter  op  Clifton's  Patent,  p.  515. 

SERVICE  OUT  OF  THE  JURISDICTION.    See  PRACTICE,  Nos.  6  and  8. 
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SPECIFICATION    (AMENDMENT    OF).     See   AmBNDMBNT    OF    SPBCIPI- 
CATION. 

SPECIFICATION  (CONSTRUCTION  OF). 

1.  "  My  Lords,  I  diBclaim  putting  either  a  benevolent  or  malevolent  inter- 

"  pretation  on  the  Specification,  or  being  astute  either  to  uphold  or 
^'  invalidate  the  Patent.  I  am  of  opinion  that  a  Specification  like  any 
"  other  document  should  be  construed  by  the  Court  according  to  the 
*•  fair  meaning  of  the  language  used  after  being  informed  by  evidence 
*'  of  the  nature  of  the  subject-matter,  the  state  of  knowledge  at  the 
''  date  of  the  patent,  and  the  meaning  of  any  scientific  or  technical 
"  words  that  are  found  in  it."  Per  Lord  Davby  in  PATENT  EX- 
PLOITATION, Ld.  v.  Siemens  Brothers  &  Co.,  Ld.,  p.  549. 

2.  On  the  construction  of  a  Specification,  an  arranjOfement  shown 

only  in  the  Drawings  and  necessary  to  the  utility  of  the  machine, 
held  to  be  incorporated  in  the  claim  by  reference.  Parts  of  a 
Specification  deleted  on  amendment  cannot  be  looked  at  on  a 
question  of  construction.— ^t;^ion  for  ivfrivgemenL-^Cmxatruction 
of  Specification. — Sufficiency  of  deacHpiion. — Essential  feature  shown 
in  Draivings,  hut  not  in  letterpress. —Parts  of  Specification  struck 
out  on  amendment  not  to  be  regarded. — Utility. — Anticipation. — 
Action  dismissed. — Appeal  by  Plaintiff's  aUotoed. — Patent  held  to  be 
valid.  The  Plaintiff  Company,  the  owners  of  a  Patent  for  "  Improve- 
**  ments  in  dobby  looms  for  weaving,"  sued  the  Defendant  Company 
for  infringement.  It  appeared  on  the  evidence  that,  in  order  to 
carry  out  the  invention,  it  was  necessary  to  incline  the  knife  guides 
in  a  dobby  (which  before  the  date  of  the  invention  were  always 
placed  parallel  to  one  another)  at  an  angle  to  one  another,  and  also  to 
alter  from  their  usual  positions  the  centres  of  certain  levers  in 
the  dobby  known  as  the  balk  and  jack  levers.  The  Specification  was 
amended  some  time  prior  to  the  action,  when  one  of  the  claims, 
together  with  the  whole  of  the  letterpress  relating  to  the  position  of 
the  centres  of  the  above  levers,  was  struck  out.  The  Drawings 
attached  to  the  Specification,  however,  were  not  altered,  and  ^showed 
the  centres  of  the  levers  in  the  required  position  for  carrying  out  the 
invention.  It  was  held  at  the  trial,  that  the  Plaintiffs*  invention 
was  useless  unless  the  centres  of  the  levers  were  placed  in  certain 
particular  positions;  that,  since  in  the  letterpress  of  the  amended 
Specification  there  was  no  reference  to  the  position  of  these  centres,  the 
Specification  did  not  sufficiently  describe  the  invention,  which  as 
described  was  useless,  and  that  the  Letters  Patent  were  consequently 
invalid.  The  action  was  dismissed  with  costs.  The  Plaintiffs  appealed. 
On  the  appeal  the  Respondents  argued  that,  even  if  they  were  wrong 
on  the  question  of  construction,  the  Patent  was  anticipated;  and, 
further,  that  one  claim  was  meaningless  and  bad  for  want  of  utility. — 
Heldy  by  the  Court  of  Appeal,  that  on  the  true  construction  of  the 
Specification  the  invention  claimed  was  a  dobby  with  the  knife  guides 
inclined  to  one  another  and  having  the  system  of  centreing  shown  in 
the  Drawings,  and  that  the  claim  for  this  combination  was  good  ;  that 
the  Patent  had  not  been  anticipated  and  was  valid.  The  appeal  was 
allowed  with  costs  of  the  appeal  and  below,  and  an  injunction  was 
granted  with  delivery  up  and  an  inquiry  as  to  damages,  but  a  stay  as 
to  delivery  up  and  as  to  the  inquiry  was  arranged  in  case  of  an  appeal 
to  the  House  of  Lords.  A  Certificate  of  the  validity  of  the  Patent 
having  come  into  question  was  granted.  Where  a  Specification  has 
been  amended  by  deleting  certain  parts,  those  parts  cannot  be  looked 
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SPECIFICATION   (CONSTRUCTION   OF)-,-conHnued. 

at  on  a  question  of  constrnction.  Inglis  v.  Buttery  (L.R.  3  App. 
Cas.  552)  followed.  Ghorqe  Hattbrslby  &  Sons,  Ld.  v.  George 
HoBOSON,  Ld.,  p.  517. 

3.  "  Now  in  my  judgment  (and  I  think  it  has  been  so  held)  a  Patentee 
"  may  show  what  he  claims  either  by  the  printed  matter  of  the 
"  Specification  alone,  or  by  the  drawings  alone,  or  by  the  combination 
"  of  the  two."  Per  Collins,  M.B.,  in  Gborgb  Hattbrslby  &  Sons, 
Ld.  v.  George  Hodgson,  Ld.,  p.  525. 

SPECIFICATION  (INSUFFICIENCY  OF). 

A  Patentee  is  not  bound  to  describe  the  best  way  of  carrying  his  invention 
into  effect,  but  only  the  best  way  to  his  knowledge.  Hardmuth  v. 
Baker  &  Son,  p.  514. 

STAY  PENDING  APPEAL.    See  Practice,  Nob.  10, 14  and  15. 
SUBJECT-MATTER.    See  also  Novelty  (Want  op),  Nos.  1,  3. 

1.  New  combination,  in  which  a  well-known  mechanical  arrange- 

ment was  applied  to  a  new  subject,  requiring  considerable 
ingenuity,  held  good  subject-matter  and  not  anticipated.— 

Acfiofi » for  infringement.— Subject-matter.-— Combination.— In/nnge' 
ment.— Patent  held  valid.  In  1893  a  Patent  was  granted  to  G.  for 
"  Improvements  in  steam  traps."  In  1894  another  Patent  was  granted 
to  G.  for  "  Improvements  in  steam  traps."  The  traps  in  question  were 
expansion  traps.  The  1894  Patent  was  in  effect  for  a  combination  of  a 
lever  and  spring  operating  the  valve  of  the  steam  trap.  The  Defendants 
in  an  action  for  infringement  of  this  Patent  pleaded  a  number  of  prior 
publications,  and  contended  that  all  that  the  Plaintijffi  had  done  was  to 
take  a  well-known  mechanical  contrivance  and  apply  it  to  a  subject  to 
which  it  had  not  been  hitherto  applied,  and  that  there  was  no 
invention.— fleW,  that  the  Plaintiff's  invention  had  not  been  anticipated, 
and  that  Ihe  arrangement  of  his  combination  required  the  exercise  of 
considerable  ingenuity ;  that  the  Patent  was  valid,  and  the  Plaintiff 
entitled  to  succeed.  Gbipbl  v.  Lord  Mayor,  Aldermen,  and 
Citizens  of  Manchester,  p.  41. 

2.  New  application  of  old  device  so  as  to  make  a  useful  commercial 

article.  —  Combination.  —  Novelty.— Invention.— Patent  held  to  be 
valid  and  the  Defendants  to  have  infringed.— PractiaK— Amendment 
of  writ— Particulars  of  Breaches.— PatentSy  Designs,  &c.  Act,  1888, 
section  29  (i).  The  ownei-s  of  three  Patents  for  improvementfl  m 
pocket  automatic  gas  lighters  commenced  an  action  for  itifringement. 
The  Defendants  denied  infringement,  and  alleged  that  the  Patents 
were  invalid  by  reason  of  being  anticipated,  of  want  of  subject- 
matter,  of  novelty,  and  of  utility.  The  Writ  as  originally  issued 
alleged  infringement  of  one  Patent  only.  Subsequently  it  was 
amended  by  the  inclusion  of  two  others.  From  the  Statement  of 
Claim  it  appeared  that,  although  the  Plaintiffs  ultimately  became  the 
assignees  of  all  the  Patents,  at  the  time  of  the  issue  of  the  Writ  they 
were  not  the  assignees  of  the  two  added  under  the  Order  giving  leave 
to  amend.  The  Particulars  of  Breaches  delivered  related  to  articles 
sold  before  the  Plaintiffs  had  acquired  a  title  to  these  two  Patents,  and 
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no  amended  Particulars  of  Breacheg  were  delivered.  The  Plaintiffs 
were  not  able  to  bring  their  Particulars  of  Breaches  within  the  first 
Pfttent.  Upon  objection  being  taken  to  the  Plaintiffs  proceeding,  it 
was  arranged  by  consent  that  the  question  of  the  validity  of  one  only 
of  three  Patents  (t.«.,  one  of  the  two  subsequently  added)  should  be 
tried,  together  with  the  question  of  infringement  thereof,  the  Plaintiffs 
waiving  any  inquiry  as  to  damages. — Heldy  that  the  invention  was  a 
new  application  of  an  old  form  of  protecting  cover  in  combination 
with  old  and  well  known  attributes  of  platinum  black  so  as  to  produce 
a  useful  commercial  article  ;  that  the  Patent  was  valid  ;  and  that  the 
Defendants  had  infringed.  Heinb,  Solly,  &  Oo.  v.  THE  CONINCO 
Incandescent  Light  Co.,  p.  202. 

3.  Patent  held  invalid  for  want  of  invention.— ^c^*^^*  M  infringe^ 
ment. — Suf/fect-mcUier, — Novelty, — Judgment  for  Defendant. — Certifi- 
cateas  to  Particulars  of  Objections.  The  Plaintiffs  sued  for  infringement 
of  a  Patent  for  an  invention  for  wire  mattresses,  which,  accoiding  to 
the  Plaintiffs*  expert  witness,  coosisted  in  the  combination  of  several 
parts,  with  a  practical  continuity  from  side  to  side  of  the  framework, 
over  which  the  wire  fabric  was  stretched  ;  the  device  of  gaining 
strength  by  overlapping  being  admitted  to  be  an  old  idea.  In  dis- 
missing the  action  on  the  ground  that  no  invention  was  proved,  the 
Court  granted  a  Certificate  as  to  the  Particulars  of  Objections  delivered 
by  the  Defendant  with  respect  to  (a)  subject-matter,  (V)  vagueness, 
and  (c)  novelty.    SiDDALL  and  Hilton,  Ld.  v.  Wood,  p.  230. 

4*  Patent  held  to  be  novel  and  to  have  subject-matter  and  to  be 
infringed. — Action  for  infringement. — Construction  of  Specification. 
— Patent  held  valid. — Infringement  found.  A  Patent  was  granted  to 
B.  for  improvements  relating  to  the  extraction  of  dust  from  carpets,  &c. 
The  owners  of  the  Patent  brought  an  action  for  infringement  against 
the  S.  Co.,  the  L.  Co.,  and  J.  S.,  who  was  the  secretary  and  manager  of, 
and,  as  the  Plaintiffs  alleged,  a  shareholder  in  the  S.  Co.  The  Defen- 
dants denied  infringement,  and  set  up  the  invalidity  of  the  Patent. 
In  the  course  ot  the  trial  the  action  was  dismissed  against  the  L.  Co. 
with  costs. — Held^  that  according  to  the  true  construction  of  the  Speci- 
fication the  Patent  was  for  an  instrument  to  carry  out  a  particular 
process,  and  was  valid ;  and  that  the  S.  Co.  had  infringed,  and  an 
injunction  was  granted  against  them ;  but  that  no  case  had  been  made 
out  against  J.  S.,  and  the  action  was  dismissed  as  against  him  with 
costs.  British  VAonuM  Clbanbr  Co.,  Ld.  v.  Suction  Cleaners, 
Ld.,  p.  303. 

5.  Patent  for  a  method  and  a  machine  held  to  be  confined  to  the 
method  by  means  of  the  patented  machine.  Patent  held  valid 
and  infringement  found. — Action  for  infringement. — Gonstruction 
of  Specification. — Novelty. — Subject-matter. —  Utility. — Infringement. 
—Judgment  for  Plaintiff. — Defendants^  appeal  dismissed.  The  Paten- 
tees of  an  invention  of  *'  Improvements  in  attaching  bindings  to  the 
**  brims  of  hats"  stated  in  their  Specification  that  the  invention  consisted 
**  in  fitting  a  hat  having  a  stiff,  cnrled,  or  rolled  brim,  with  a  binding 
"  having  its  inner  edge  connected  to  the  inner  side  of  the  brim  by 
'^  stitches  extending  through  the  same  and  being  turned  over  the  edge 
^'  of  the  brim  so  as  to  cover  said  edge  and  also  cover  and  protect  the 
'*  conneeting  stitches ;  the   said  binding  having  its  ends  connected 


t»ATENt   CASES.  69 

SUBJECT-MATTER— a>/i«nwed. 

'^  together  subsequent  to  its  connection  to  the  brim  and  prior  to  its 
"  being  turned  or  snapped  over  the  edjjre  of  same,  for  a  purpose  herein- 
"  after  pointed  out "  ;  that  the  invention  also  consisted  of  a  machine, 
and  the  Specification  proceeded  to  describe  the  machine  and  the  method 
of  attaching  the  binding  to  the  hat  by  means  of  the  machine.  The 
Patentee  claimed,  first,  '^The  herein  described  method  of  attaching 
*^  to  a  hat  having  a  stiff,  curled  or  rolled  brim,  a  binding  having,^*  &c. 
(as  above)  ^^  substantially  as  specified,^'  and  the  other  claims  were  for 
sewing  machines  comprising  elements  therein  respectively  specified.  The 
Defendants  denied  infringement,  and  alleged  want  of  novelty  and  want 
of  subject-matter  as  to  all  the  claims,  and  contended  in  particular  that 
the  first  claim  included  attaching  the  binding  by  hand  in  the  manner 
described  in  that  claim.  For  the  Plaintifb,  whilst  it  was  alleged  that 
in  any  case  the  method  was  new,  it  was  contended  that  Claim  1  only 
included  attaching  the  binding  by  the  machine.  The  Defendants  also 
alleged  that  the  only  thing  new  in  the  machine  was  making  a 
concavity  in  the  underside  of  the  work-supporting  arm  for  the  purpose 
of  clearance  in  working,  that  all  the  other  elements  were  old,  and  that 
there  was  no  invention. — Held^  (af&rming  Buckley,  J.),  that  Claim  1 
was  for  the  method  of  attaching  the  binding  by  means  of  the  machine  ; 
that  novelty  and  utility  in  respect  of  all  the  claims  was  established  ; 
and  that  the  Defendants  had  infringed.  GAMMONS  v.  Battbrsby, 
p.  322. 

6.  New  application  of  a  known  device  in  such  a  way  as  to  form 
a  new  and  useful  apparatus. — Action  for  infringement. — Novelty, 
—  Subject-matter.  —  Appendant  claim. — Judgment  for  Plaintiff. — 
Certificate  that  the  validity  of  the  Patent  came  in  question  given. 
In  1899  a  Patent  was  granted  to  the  Plaintijffi  and  another  for 
"  Improved  means  applicable  for  use  in  the  production  of  photo-prints." 
The  invention  consisted  essentially  in  mounting  a  cylinder,  used  in 
conjunction  with  an  arc  light  for  reproducing  architects'  and  engineers' 
drawings  by  photography,  upon  trunnions,  so  that  it  could  be  placed 
in  a  horizontal  position.  The  main  defence  was  want  of  subject- 
matter. — Held,  that  the  invention  was  new,  useful,  and  had  not  been 
anticipated,  and  that  it  was  good  subject-matter  for  a  Patent,  and  also 
that  the  Defendants  had  infringed.  One  claim  was  held  to  be  merely 
appendant.  Judgment  was  given  for  the  Plaintiff.  JOSBPH  HA.LDBN  v. 
B.  J.  Hall  &  Co.,  p.  609. 


THREATS  (ACTION  TO  RESTRAIN). 

1.  Due  diligence  in  section  32  of  the  Patents,  &c.  Act,  1883 
means  after  the  threats  not  after  the  acts  complained  of  as 
infiringements. — Action  for  infringement. — Motion  by  Defendants  to 
restrain  advertisements  by  Plaintiffs. — Threats. — Due  diligence. — 
Contempt  of  Court.  —  Motion  dismissed. — Patents^  Ac,  Act,  1883, 
section  S2.  On  the  19th  of  April  1904,  the  owners  of  Letters  Patent 
commenced  an  action  for  infringement  of  the  Patent,  in  which  they 
delivered  their  Statement  of  Claim  on  the  20th  of  May  1904.  On  the 
8th  of  June  they  issued  advertisements  containing  threats,  which 
were  circulated  among  the  customers  of  the  Defendants  and  referred 
specifically  to  their  goods.  The  Defendants  moved  in  the  action 
to  restrain   the   Plaintiffs    from    representing  by  advertisements    or 
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otherwise  that  the  Defendants*  goods  were  infringements  of  the  Plaintiffs 
Patent,  and  they  relied  on  section  32  of  the  Patents,  Ac.  Act,  1883, 
alleging  that  the  Plaintiffs  had  known  of  the  sale  of  the  Defendants' 
goods  for  eighteen  months ;  they  also  alleged  that  the  advertisements 
were  a  contempt  of  Conrt.  At  the  date  of  the  hearing  of  the  Motion, 
on  June  the  23rd,  the  Defendants  had  not  put  in  their  Defence.  The 
Plaintiffs  had  brought  actions  against  other  persons,  who  had  submitted. 
—HeU  (following  Challmder  v.  Royh,  4  R.P.C.  363),  that  "due 
"  diligence  "  in  section  32  means  after  the  threat  and  not  after  the  acts 
complained  of  as  infringements,  and  that  no  want  of  due  diligence  on 
the  part  of  the  Plaintiffs  was  proved  ;  also  that  'the  advertisement  was 
not  a  contempt  of  Court.  The  motion  was  dismissed  with  costs. 
Haskell  Golf  Ball  Co.  v.  Hutchison  and  Main,  p.  497. 

2.  An  action  for  infringement  of  a  Patent  in  whicji  the  question 
can  at  some  stage  m  tried  whether  certain  articles,  in  respect 
of  which  the  threats  are  issued,  are  infringements  of  the 
Patent,  is  an  action  for  infringement  within  the  proviso  to 
section  32  of  the  Patents,  &c.  Act,  1883— ^in  action  to  restrain 
threats  in  respect  of  tlie  sale  of  certain  articles. — Action  for  infringe- 
uient  by  owners  of  Patent. — Particulars  of  Breaches  not  alleging 
specifically  infringement  by  particular  articles  against  which  the 
threats  were  directed. — Action  whether  within  proviso  to  section  32  of 
the  Patents^  Ac.  Act^  1883. — Alleged  mala  fides. — Judgment  for  the 
Defendants.  In  April  1903,  the  Defendants,  the  owners  of  a  Patent, 
issued  circulars  warning  persons  dealing  in,  or  using  any  of  the 
Plaintiffs'  "saddles  with  four,  six  or  more  wires  made  in  infringe 
"  ment "  of  the  Patent.  They  also  subsequently  made  certain  threats 
in  respect  of  specific  saddles  of  a  pattern  known  as  "  L  5,"  "  L  14  "  and 
"  L  16.'*  In  May  1903,  the  Defendants  comtnenced  an  Action  against  the 
Plaintiffs  for  infringement  of  the  Patent,  but  the  Particulars  of  Breaches 
did  not  mention  these  saddles ;  "  L  5  "  and  *'  L14  "had  not  been  sold  prior 
to  the  commencement  of  the  infringement  Action,  and  the  Defendants 
alleged  that  they  did  not  then  know  of  "L 16."  In  November  1903,  thf» 
Plaintiffs  commenced  this  Action  to  restrain  the  Defendants  from  issuing 
threats  in  respect  of  "L5,""  L  14"  and  "L  16,"  and  for  damages. 
They  based  their  Action  both  on  section  32  of  the  Patents,  &c.  Act, 
1883,  and  on  a  common  law  right,  alleging  mala  fides  on  the  part  of  the 
Defendants.  The  Defendants  contended  that  their  Action  against  the 
Plaintiffs  was  an  Action  for  infringement  within  the  proviso  of  section 
32,  and  was  a  defence  under  that  section,  and  they  denied  mala  fides. 
At  the  trial,  the  Plaintiffs  submitted  that  the  issue  whether  the  three 
saddles  mentioned  were  infringements  of  the  Patent  should  be  decided 
in  the  threats  Action,  and  contended  that  this  question  could  not  be 
decided  in  the  pending  Action  for  infringement.  The  Action  for 
infringement  had,  at  the  date  of  the  trial  of  this  Action,  been  stayed 
under  the  circumstances  appearing  in  the  Report  thereof,  (p.  655). — 
Held^  that  the  infringement  Action  was  an  Action  for  the  infringement 
of  the  Patent  within  the  proviso  to  section  32  of  the  Patents,  &c.  Act, 
1883,  and  that  it  constituted  a  defence  to  the  threats  Action  so  far  as 
founded  on  that  section,  that  there  was  no  evidence  of  mala  fides  in 
the  Defendants'  conduct,  and  that  under  the  circumstances  it  was 
unnecessary  to  decide  the  issue  of  infringement,  which  could  be 
decided  at  some  stage  of  the  infringement  Action.  The  Action  was 
dismissed  with  costs.  Lycett  Saddle  and  Motor  Accessories 
Co.,  Ld.  v.  J.  B.  Brooks  &  Co.,  Ld.,  p.  656. 
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TRANSVAAL  PATENT  ACT,  1887. 

Under  section  29  of  the  Transvaal  Patent  Act,  1887,  the  Court 
had  power  to  order  the  cancellation  of  a  Paj^ent  although  the 
State  Attorney  was  not  a  party.  No  anpeal  from  a  judgment 
in  an  Action  in  High  Court  of  the  late  South  African  Bepublic 
before  annexation. — Order  for  cancellation  of  Patent. — Appeal  to 
Supreme  Court  of  TransvaaL — Jurisdiction  to  hear  Appeal. — Appeal 
diamiased. — Appeal  to  Privy  Council  dismissed. — Iransvaal  Patent 
Acty  No.  6  of  1887^  sections  29^  30^  and  81.  In  1896  judgment  was  given 
by  the  High  Court  of  the  late  South  African  Republic  in  an  action 
brought  to  obtain  a  declaration  that  a  Patent  granted  by  the  Republic 
was  null  and  void.  The  Order  of  the  Court  declared  that  the  Patent 
was  void,  and  that  the  Patent  was  therefore  cancelled.  In  1902  the 
owners  of  the  Patent  presented  a  Petition  to  the  Supreme  Court  of  the 
Transvaal  asking  that  the  judgment  might  be  set  aside,  or  that  the 
record  might  be  amended  by  striking  out  the  Order  for  cancellation,  and 
for  liberty  to  apply  for  leave  to  amend  the  Specification,  the  owners  of 
the  Patent  having  applied  for  such  leave  prior  to  the  said  judgment. 
The  Supreme  Court  decided  that  it  had  no  jurisdiction  to  rehear  the 
matter ;  that  the  Order  for  cancellation  was  right  under  sections  29  to  31 
of  the  Transvaal  Patent  Act,  No.  6  of  1887 ;  and  that  the  application 
for  leave  to  apply  to  amend  the  Specification  could  not  now  be  con- 
sidered. The  owners  of  the  Patent  appealed. — Held^  by  the  Judicial 
Committee  of  the  Privy  Council,  that  the  Supreme  Court  of  the 
Transvaal  had  no  jurisdiction  to  entertain  an  appeal  from  the  High 
Court  of  the  South  African  Republic,  and  that  the  High  Court  had 
power  to  order  the  Patent  to  be  cancelled.  The  appeal  was  dismissed 
with  costs.    African  Gold  Recovery  Co.,  Ld.  v.  Hay,  p.  729. 

TRUSTEE  ACT,  1893.    See  Vesting  Order. 

USE  AND  EXERCISE.    See  Licbjjcb,  No.  2. 

UTILITY.    See  Spbcipioation  (Construction  of),  No.  2. 

VARIANCE. 

1*  Alleged  disoonformity  not  established.  The  terms  on  which 
liberty  should  be  given  to  apply  at  the  Patent  Office  for 
leave  to  amend  a  Specification  are  in  the  discretion  of  the 
Judge  giving  such  liherij.  — Petition  for  revocation.— Discoii- 
formity. — Want  of  subject-matter. — Disclaims  of  part  of  invention. — 
Form  of  Order  of  revocation. — TermA  imposed  on  amendment  by  dis- 
claimer undei^  section  19  of  the  Patents^  Ac.  Acty  1888.—PatentSy  Ac.  Acty 
1888,  section  26.  In  1893  Letters  Patent  were  granted  to  Q.  for 
improvements  in  and  connected  with  steam  traps.  A  Petition  was 
presented  for  revocation  of  the  Patent,  and  it  was  alleged  in  the  Par- 
ticulars of  Objections,  as  amended  and  re-amended,  that  the  invention 
was  not  new,  that  there  was  no  subject-matter,  that  the  invention  was 
not  usef  al,  and  that  the  Complete  Specification  of  the  Letters  Patent 
described  and  claimed  an  invention  different  from  and  larger  than  the 
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alleged  invention  described  in  the  Provisional  Specification.  During 
the  hearing  of  the  Petition  it  was  admitted  that,  in  any  event,  the 
Specification  would  require  amendment,  as  one  modification  of  the 
invention  was  proved  useless.  It  was  held  by  Buckley^  J.  (20  R.P.C.  545), 
that  there  was  good  subject-matter  for  the  Patent,  but  that  disconf ormity 
between  the  Provisional  Specification  and  the  Complete  Specification 
was  established,  as  the  nature  of  the  inventidn  described  in  the  Pro- 
visional was  the  application,  in  the  way  desci'ibed,  of  the  principle  of 
differential  expansion,  whereas  the  Complete  covered,an  application,  in 
a  particular  way  described,  of  the  principle  of  controlled  expansion* 
and  that  the  Patent  must  be  revoked,  unless  within  three  months  the 
Patentee  obtained  leave  to  amend  by  disclaimer.  It  was  also  Jield^  that 
if  the  Specification  was  amended  no  injunction  was  to  be  asked  for  in 
any  action  brought  for  infringement  of  the  Patent  in  respect  of  any 
steam  traps  made  prior  to  the  date  of  judgment,  unless  the  Patentee 
established  to  the  satisfaction  of  the  Court  that  his  original  claim  was 
made  in  good  faith  and  with  reasonable  skill  and  knowledge.  The 
Patentee,  Respondent  to  the  Petition,  appealed,  and  there  was  a  cross 
appeal  by  the  Petitioners  against  the  judgment  as  to  terms  under 
section  19. — Held^  that  there  was  no  disconformity  between  the 
Provisional  Specification  and  the  Complete  Specification,  as  otherwise 
a  Patentee  could  not  in  any  way  vary  from  his  Provisional  Specification, 
and  that  the  appeal  must  be  cdlowed. — Held  also,  that  the  Judge  had 
exercised  his  discretion  with  regard  to  terms  as  to  disclaimer,  and  that 
the  cross  appeal  must  be  dismissed.  IN  THE  Matter  of  Oeipbl's 
Patent,  p.  379. 


VESTING  ORDER. 

Where  by  reason  of  the  dissolution  of  a  Company  the  Crown 
has  become  leeal  owner  of  a  Patent,  the  Court  has  no  juris- 
diction to  mue  an  order  vesting  the  Patent  in  a  person 
equitably  entitled  as  against  the  Company.— /Safe  of  Company.— 
Dissolution  of  Company  unthout  alignment,— Petition  for  Vesting 
Order  dismissed. — Trustee  Act,  1893y  sections  25  and  85. — Patents,  Ac. 
Act,  18SSy  sections  87  and  90.  A  Limited  Company,  the  registered 
proprietor  of  a  Patent,  went  into  voluntary  liquidation,  and*  the 
liquidators  contracted  to  sell  the  Patent.  The  final  meeting  of  the 
Company  was  held  and  the  requisite  return  was  made  by  the  liqui- 
dators to  the  Registrar  of  Joint  Stock  Companies,  and  by  virtue  of 
section  143  of  the  Companies  Act,  1862,  the  Company  was-  dissolved 
on  the  expiration  of  three  months  from  the  return.  The  purchase 
money  under  the  contract  was  previously  paid,  but  no  assignment  of 
the  Patent  was  made  to  the  purchaser.  The  purchaser  presented  a 
Petition  under  the  Trustee  Act,  1893,  asking  for  a  Vesting  Order ; 
the  Petition  was  also  entitled  as  being  under  the  Patents,  &c. 
Act,  1883.  It  was  contended  for  the  Petitioner  that  the  Company 
had  become  a  trustee  for  him,  and  that  in  view  of  its  dissolution 
the  trustee  could  not  be  found  within  the  meaning  of  section  35 
of  the  Trustee  Act,  1893.  By  the  direction  of  the  Court  the 
Petition  was  served  on  the  Crown,  and  Counsel  for  the  Crown 
was  willing  to  consent  to  a  Vesting  Order. — Held,  that  the  case 
did  not  fall  within  the  provisions  of  the  Trustee  Act,  1893 ;  that 
the  legal  estate  had  vested  in  the  Crown,  and  that  the  Crown  was 
not  boun^  by  a  trust,  and  was   not   bound    by  the    Trustee    Act ; 
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that,  even  if  there  were  consent  on  behalf  of  the  Crown,  there 
was  no  jurifldiction  under  the  Act  to  make  a  Vesting  Order  under  the 
circumstances.  The  Petition  was  ordered  to  stand  over  to  allow  the 
Petitioner  to  apply  at  the  Patent  OflSce  to  have  his  oame  entered  on 
the  Register  as  proprietor  of  the  Patent ;  this  was  done  under  the 
direction  of  the  Board  of  Trade,  and  the  Petition  was  dismissed. 
Quen/y  whether  the  Patent  had  merged.  In  re  Accident  Assurance 
Corporation,  Ld.  (L.R.  (1904)  1  Ch.  147)  not  followed.  In  Rb 
Taylor's  Agreement  Trusts,  p.  713. 

WARRANTY  (BREACH  OF).    See  CONTRACT,  No.  2. 
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DIGEST  OF  DESIGN  CASES. 


INFRINGEMENT. 

Infringement  found  of  one  Desi^,  but  not  of  another — Marking 
before  sale. — Anticipation. —  Verdict  for  Plaintiffs  with  51,  damages. — 
Gosts.^Patents,  &c.  Acty  1883^  section  51.  INGRAM  AND  KEMP,  Ld.  v. 
Edwards  Brothers,  p.  463. 


MARKING  OF  ARTICLES.    See  VALIDITY  and  INFRINGEMENT. 


PRACTICE. 

Costs  of  unnecessary  affidavits  disallowed — Action  for  infringe- 
ment.— Motion  treated  as  trial. — Judgment  for  Plaintiff  by  consent. — 
Costs  of  affidavits.    Tinley  v.  Smart  and  Parker,  Ld.,  p.  210. 


VALIDITY. 

Design  not  invalidated*  by  the  grant  of  a  Patent  for  the  same 
article  on  an  application  previous  to  the  registration  of  the 
Design.  Marking  of  articles.  —  AcftV^n  for  infringement  — 
Validity  of  registration. — Patent  granted  on  application  prior  to 
registration  of  Design. — Novelty. — Defendants  threatening  to  sell  after 
knowledge  of  registration. — Marking  of  articles. — Judgment  for 
Plaintiffs. — Appeal  dismissed. — Patents^  Ac.  Acty  1888y  sections  51^ 
58,  and  69.  On  the  18th  of  November  1901,  M.  W.  and  £•  W. 
registered  a  Design  applicable  '*  for  the  pattern  as  shown  of  a  motor- 
"  cycle  frame,"  and  the  registered  proprietors  of  the  Design 
subsequently  commenced  an  action  for  infringement.  The  Defendants 
denied  infringement,  and  alleged  that  the  registration  was  invalid  for 
want  of  novelty ;  they  also  alleged  that  the  sales  made  by  them  before 
action  had  been  made  without  knowledge  of  the  registration  of  the 
Design,  and  at  the  trial  they  contended  that,  although  they  had  made 
a  few  sales  after  the  commencement  of  the  action,  they  had  never 
threatened  to  do  any  wrongful  act,  since  on  the  evidence  the  copy- 
right had  ceased  under  section  51  of  the  Patents,  &c.  Act,  1883, 
by  reason  of  insufficient  marking  of  articles  by  the  Plaintiffs ;  they 
further  alleged  that  a  Patent  had  been  applied  for  on  the  8th  of 
November  1901  for  a  frame  for  motor-cycles  the  same  as  that  shown 
in  the  Design,  and  that,  the  Patent  having  been  granted  on  an 
application  made  before  the  application   to  register  the  Design,  the 
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registration  of  the  Design  was  invalidated  by  reason  of  a  prior 
grant  of  exclusive  rights  in  the  article.  It  was  ?ield  by  Byme^  J.,  at 
the  trial,  that  the  Design  was  novel,  and  that  the  design  of  the  machine 
sold  by  the  Defendants  was,  with  the  exception  of  immaterial 
details,  identical  with  the  registered  Design  ;  that  the  fact  of  the 
registration  was  unknown  to  the  Defendants  before  action,  and  their 
acts  until  then  were  protected  as  far  as  penalties  or  damages  were 
concerned,  but  that  having  regard  to  the  subsequent  sales  and  the 
position  taken  up  by  the  Defendants  on  the  motion  and  subsequently, 
the  Plaintiffs  were  entitled  to  an  injunction  against  infringement ;  that 
there  was  no  evidence  of  articles  insufficiently  marked  having  been 
sold ;  and  that  the  registration  of  the  Design  was  not  invalidated  by 
the  Patent,  because,  first,  the  Design  was  registered  before  the  actual 
grant  of  the  Patent ;  secondly,  that  the  right  of  copyright  in  a  Design 
is  not  a  grant  but  is  statutory  ;  and,  thirdly,  that  rights  under  a  Patent 
and  in  a  Design  are  separate  and  distinct  and  may  co-exist.  An 
injunction  was  granted  with  costs,  and  by  arrangement  the  Plaintiffs 
accepted  a  fixed  sum  for  damages.  The  Defendants  appealed. — Held^ 
that  the  learned  Judge  was  correct  in  his  finding  of  the  facts ;  that  in 
the  circumstances  the  registration  of  the  Design  was  valid,  and  that  the 
applicant  for  a  Patent  for  an  article,  and  for  registration  of  a  Design 
for  the  shape  of  a  similar  article  is  not,  under  the  Patents,  &c.  Act, 
18^3,  put  to  an  election,  but  may  secure  both.  The  Appeal  was 
dismissed  with  costs.  Werner  Motors,  Ld.  v.  A.  W.  Oamage,  Ld., 
pp.  137  and  621. 
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BieEST  OF  TRADE  MARK,  TRADE  NAME  AND 

OTHER  CASES. 


ADVERTISEMENTS. 

To  make  advertisements  relevant  in  a  passing-off  action,  it  mast  be  shown 
that  they  had  some  effect.  Per  Vaughan  Williamb,  LJ.^  in  CHRISTY 
k  Co.  V.  TiPPKR  AND  Son,  p.  97. 

ALTERATION  OP  MARK. 

Addition  of  Limited,  alteration  of  address,  &c.    Form  of  Order.— 

Motion  for  leave  to  alter  Registered  Trade  Mark. — Name  of  jtroprietor. 
— Address. — Leave  given. — Form  of  Order, — Practice. — Patents^  Ac. 
Actj  1883,  section  92.  Leave  was  given  to  add  the  word  "  limited  "  to 
the  name  of  the  former  proprietor,  to  substitute  the  address  of  the 
Company  and  to  minor  alterations,  but  the  alteration  allowed  was 
according  to  a  particular  exhibit,  following  In  the  Matter  of  Gockle 
&  Go's.  Trade  Mark,  20  R.P.C.  353.  In  the  Matter  of  the  Trade 
Mark  op  J.  T.  Davenport,  Ld.,  p.  726. 

APPLICATION  FOR  REGISTRATION.    See  REGISTRATION. 

BOTTLES    WITH   NAME    EMBOSSED    ON   THEM.    See  INFRINGEMENT, 
No.  5  ;  MBRCHA.NDISE  MARKS  ACT,  1887  ;   PASSING-OFF,  No.  2. 

CERTIFICATE    OF    VALIDITY    OF    TRADE    MARK    HAVING    COME 
INTO  QUESTION. 

Certificate  granted.  BURROUGHS  AND  WELLCOME  v.  THOMPSON  AND 
Capper,  p.  85. 

COSTS. 

1.  Successful  Defendant  deprived  of  costs  because  of  his  wrongful  use  of 

the  word  *' registered."    B.  Warsop  &  SONS,  Ld.  v.  Warsop,  p.  481. 

2.  Successful  Defendant  deprived  of  costs  because  of  false  statements  on 

his  vnrappers  as  to  medals  and  awards.    KING  &  Co.,  Ld.  v.  GiLLARD 
&  Co.,  Ld.,  p,  589. 
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COUNTY  COURT, 

A  County  Court  hae  jurisdiction  to  try  an  action  for  infringement 
of  Trade  Mark,  where  the  damages  claimed  are  less  than  £50, 
subject  to  the  Defendant  applying  to  remove  the  action  to  the 
Hi^h  Court  on  the  grouna  of  tne  County  Court  having  no 
junsdiction  to  expunge  the  Trade  Mark — Action  for  infringement 
in  County  Court—  Validity  of  Trade  Mark  put  in  tssice  by  Defendant. 
—Jurisdiction  of  County  Cot^rt.—-^*^  Franchisey—^No  Order'  made.— 
Appea}  by  Plaintiff. — County  Court  held  to  have  jurisdiction, — Appeal 
allowed. — County  Courts  Act  1888^  sections  56  and  126. — Patents^  <fcc, 
Act^  1888^  section  18.  The  registered  proprietor  of  a  Trade  Mark  having 
brought  an  action  for  infringement  in  a  County  Court,  the  Defendant 
gave  notice  that  he  disputed  the  validity  of  the  Trade  Mark  and 
intended  to  apply  to  the  High  Court  to  have  the  Trade  Mark  expunged 
from  the  Register.  At  the  hearing  it  was  contended  for  the  Defendant 
that  the  County  Court  had  no  jurisdiction  on  the  grounds,  first,  that 
the  Trade  Mark  was  a  "  franchise  *'  within  the  meaning  of  section  56 
of  the  County  Courts  Act,  1888 ;  and,  secondly,  that  the  machinery  of 
Trade  Mark  litigation  was  inconsistent  with  the  existence  of  jurisdiction 
in  the  County  Court.  The  Judge,  having  regard  to  there  being  no 
jurisdiction  in  the  County  Court  to  try  the  issue  of  validity,  made  no 
Order.  The  Plaintiff  appealed.— £r«W,  that  a  Trade  Mark  is  not  a 
**  franchise,**  and  that  the  County  Court  had  jurisdiction  to  try  the 
action,  but  that,  if  an  application  were  made  by  the  Defendant  under 
section  126  of  the  County  Courts  Act,  1888,  to  remove  the  action  to  the 
High  Court,  effect  ought  to  be  given  to  it.  The  Appeal  was  allowed, 
the  costs  to  abide  the  result  of  the  action.  Leave  to  appeal  was  given. 
Bow  V.  Hart,  p.  718. 

DELAY. 

Delivery  up  refused  on  account  of  Plaintiffs*  delay.  COT7NtY  Chamigal 
Co.,  Ld.  v.  Frakkbnburo,  p.  722.    See  Pa881NQ-off,  No.  23. 

DELIVBRY  DP. 

Refused  on  account  of  Plaintiffs'  delay.  County  Chemical  Co.,  Ld.  v, 
FEAmcBNBURG,  p.  722.    See  Passing-off,  No.  23. 

DISENTITLED  TO  PROTECTION.    See  Rectification  op  the  Register. 
No.  7. 

BVIDBNOE. 

In  an  action  for  passing-off  and  for  infringement  of  Trade  Mark,  it  is  not 
permissible  to  ask  a  witness  whether  in  his  opinion  any  confusion  is 
likely  to  arise  between  the  words  or  marks  ;  but  surrounding  facts  and 
circumstances  on  which  he  would  form  his  opinion  may  be  proved. 
N,  K.  Faibbank  Co.  v.  Cocos  Butter.  Manufacturing  Co.,  p.  23. 

1?ANCT  WORD.    Sfetf  RboTifioation,  No.  2. 

B8 
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FRANCHISE, 

A  Trade  Mark  is  not  a  franchise.     Bow  v.  Hart,  p.  718.     See  COUNTY 
Court. 

GEOGRAPHICAL  WORD.    See  Passing-OFF,  No.  7. 


INFRINGEMENT.    See  also  Mbrohandisb  Marks  Act,  1887  ;  Passing  off, 
Nos.  1,  7, 10  ;  and  COUNTY  COURT. 

1.  ''  Seourine  "  held  to  be  an  infringement  of  '^  Qeecotiney— Similarity 

of  name  used  by  Defendants  to  the  Plaintiffs'  Trade  Mark. — Injunction 
granted.  The  Plaintiffs  in  1894  registered  the  word  ''  Seccotine  *'  as  a 
Trade  Mark  for  a  cement,  and  used  it  extensively.  The  Defendants 
began  to  sell  a  cement  as  "  Securine." — Held^  that  "  Secnrine  "  was  a 
colourable  imitation  of ''  Seccotine,**  and  an  injunction  was  awarded 
with  consequential  relief.  McCaw,  Stbvbnson,  AND  Orr,  Ld.  v. 
NiCKOLS  &  Co.,  p.  15. 

2.  Infringement  found.    Defendants'  label  calculated  to  deceive.— 

Action  for  infringement  and  to  restrain  passing  off. — Reputaiion 
acquired  under  words  descriptive  of  a  Trade  Mark. — Injunction 
granted  with  costs^  but  no  inquiry  as  to  damxiges,  as  the  Defendants 
sales  were  so  small.  B.  and  S.  (the  Plaintiffs),  distillers  and  wine  and 
spirit  merchants,  registered  in  1879  a  Trade  Mark  (No.  20,505  in 
Class  43)  for  fermented  liquors  and  spirits,  including  liqueurs,  as 
having  been  used  for  25  years  prior  to  1879.  The  mark  comprised  a 
cat  with  one  paw  uplifted  standing  on  a  barrel  placed  on  its  bilge. 
Sweetened  gin,  one  of  the  articles  sold  by  them,  had  long  been  known 
as  *'*'  Old  Tom,'*  and  with  the  mark  they  associated  those  words.  In 
addition  to  selling  gin  they  in  1893  began  to  sell  a  liqueur  called 
"  Sloe  Gin  *'  under  their  mark  with  suitable  letterpress.  The  Defen- 
dant H.,  in  November  1899,  commenced  to  sell  sloe  gin  under  a  label 
containing  thereon  a  cat  looking  out  of  a  barrel  with  the  words  *^  Cat 
^  Brand  *'  on  a  scroll  underneath  it.  No  manufacturer*s  name  appeared 
on  the  label,  but  there  were  the  words,  '^  Specially  preparod  and 
"  bottled  for  A.  C.  Huddart:'  H.  obtained  the  ai'ticle  bottled  and 
labelled  from  M.  D.  &  Co.  M.  D.  &  Co.,  in  response  to  a  letter  of 
complaint  addressed  to  H.,  accepted  the  responsibility,  gave  H.  an 
indemnity,  claimed  that  the  label  complained  of  was  their  ordinary 
label  used  by  them  in  their  trade  since  1876,  and  that  it  had  been 
adapted  for  sloe  gin'  by  the  addition  of  suitable  letterpress.  In  1887 
M.  D.  &  Co.  had  applied  to  register  a  Trade  Mark  consisting  of  a  cat  and 
barrel.  The  application  was  refused  on  the  ground  that  the  mark  was 
calculated  to  deceive.  They,  however,  continued  to  use  the  mark,  and 
placed  upon  their  label  the  word  '^  Registered.**  It  was  suggested  by 
them,  in  answer  to  Plaintiffs'  inquiries,  that  this  meant  copyright 
regist'Ored.  No  registration,  however,  anterior  in  date  to  the  4th  of 
February  1899  was  produced  at  the  trial.  M.  D.  &  Co.,  who  were  not 
Defendants,  sought  to  prove  that  a  cat  and  barrel  label  was  common  to 
the  spirit  ti^e,  and  that  the  Plaintiffs,  with  knowledge  of  its  use,  had 
not  been  vigilant.  They  contended  also  that  at  the  date  of  registration 
the  Plaintiffs  did  not  manufacture  '^  Sloe  Gin,*'  and  that  they  could  not 
claim  the  exclusive  use  of  the  mark  for  all  articles  in  the  class.  The 
Plaintiffs  contended  than  M.  D.  &  Co.*s  user  had  been  acquired  in 
fraud  of  them  by  the  use  of  the  word  **  Registered  "  ;  and  there  was  no 
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satisfactory  evidence  of  the  nser  of  similar  marks ;  and  claimed  that 
they  (the  Plaintiffs)  had  acquired  an  exclnsive  reputation  for  goods  of 
the  same  description  as  gin  nnder  the  designation  **  Cat  Brand "  or 
"Cat  and  Barrel  Brand." — Heldy  that  the  label  complained  of  was 
an  infringement  of  the  Plaintiffs'  registered  Trade  Mark,  and  also  was 
calculated  to  mislead  and  to  induce  the  belief  that  goods  so  labelled 
were  the  manufacture  of  the  Plaintiffs.  An  injunction  was  granted 
with  costs,  but  no  inquiry  as  to  damages,  the  Defendant's  sales  being  so 
small.    BooRD  &  Son  v.  Huddart,  p.  149. 


Mark  used  by  salesman  on  baskets  containing  goods  consigned  to 
him.  Use  as  a  Trade  Mark.  Defendant  responsible  for  acts  of 
his  agent. — Conversion  of  baskets. — Judgment  for  Plaintiff  for 
nominal  damages  and  costs.  The  name  of  a  Covent  (harden  salesman 
was  registered  as  an  old  mark,  and  was  marked  upon  baskets  belonging 
to  him  and  used  by  growers  of  the  vegetables  consigned  to  him  for 
sale  on  commission  for  the  purpose  of  packing  and  forwarding  their 
goods  to  him.  Some  of  the  baskets  sent  by  him  to  one  of  such  growers 
for  such  purposes  were  made  nse  of  to  send  vegetables  to  other  sales- 
men, and  the  vegetables  were  exposed  for  sale*  in  the  baskets  by  the 
other  salesmen.  The  business  of  the  grower  had  been  assigned  to  the 
Defendant  as  trustee  for  the  grower's  creditors  and  at  the  time  of  the 
wrongful  use  of  the  baskets  the  grower  was  carrying  on  the  business  as 
agent  for  the  Defendant. — HeUi^  that  the  Plaintiff  was  entitled  to 
damages  for  infringement  of  Trade  Mark  and  for  conversion  of  the 
baskets  against  the  Defendant,  notwithstanding  that  the  wrongful  acts 
had  been  committed  contrary  to  his  orders.  The  Plaintiff  charged  the 
growers  to  whom  he  sent  his  baskets  a  sum,  less  than  the  value  of  the 
baskets,  as  security  for  their  return  and  to  enable  hjm  to  keep  an 
account.  This  was  not  held  to  constitute  a  sale  of  the  baskets. 
Monro  v.  Hunter,  p.  296. 


Wine  rejected  by  Plaintiffls  sold  in  casks  bearing  their  name 
which  was  renstered  as  their  Trade  Mark.  Defendants  not 
entitled  to  seU  it  as  Plaintiffls'  wine.  Passing-off.— Mark  name 
of  Plaintiff. — Sale  of  goods  bearing  name. — Estoppel. — Injunction 
against  infringement  of  Trade  Mark  and  Passing-off.  The  Plaintiffs, 
who  are  the  registered  proprietors  of  the  Trade  Mark  '*  Burgoyne,** 
for  wine,  sold  by  auction  wine  in  casks  bearing  the  inscription 
**  Burgoyne,  London."  The  wine  had  been  consigned  to  the  Plaintiffs 
on  approval  and  rejected  by  them,  and  was  sold  on  account  of  the 
growers.  The  Defendants  purchased  the  wine  at  the  auction,  and 
re-sold  it  as  ^^Burgoyne^s  Superior  Australian  Burgundy."  In  an 
action  to  restrain  the  Defendants  from  infringing  the  Plaintiffs*  Trade 
Mark,  and  from  passing-off  the  wine  in  question  as  being  the  Plaintiffs' 
wine. — Eddy  that  the  wine  was  not  the  Plaintiffs*  wine,  and  that  the 
Plaintiffs  were  not  estopped  by  their  conduct  from  restraining  the 
sale  of  the  wine  as  their  wine.  An  injunction  and  an  account  of 
profits  were  granted.  BuRGOYNB  &  Co.,  Ld.  v.  A.  H.  QODFRBES  <fe  Co.. 
p.  »!.• 


*  Tke  d^dsioii  in  tkii  om6  1w«  since  been  reTereed  on  appeel. 
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5.  Interdiet  nanted  against  the  use  of  syphons  bearing  the 
Plaintiflb  Trade  Marks  and  names.— 7Vad«  Mark  engraved  on 
8yphfm9. — Property  in  syphons. — Bottle  Exchange, — One  member 
interdicted  from  using  another^s  syphons,  B.  &  Co.,  M.,  and  C,  the 
three  Complainers,  and  M.  and  D.  the  Respondents,  were  all  mana&c- 
turers  of  aSrated  *  waters  and  members  of  a  Bottle  Exchange.  When 
their  full  syphons  were  sent  to  customers  they  received  in  return 
empty  syphons,  sometimes  marked  with  their  own  name,  sometimes 
plain,  sometimes  marked  with  the  names  and  Trade  Marks  of  other 
manufacturers.  The  last  it  was  their  duty  by  the  rules  of  the  Bottle 
Exchange  to  send  to  the  Exchange.  Instead  of  doing  this  the  Respon- 
dents had  filled  with  their  a^rat^  water  a  number  of  syphons  of.  the 
Complainers  and  sent  them  to  W.  and  W.  in  execution  of  an  order  for 
the  Respondents*  a§rated  waters. — Heldj  that  the  Complainers  were 
entitled  to  interdict  the  Respondents  from  so  using  their  syphons. 
Barr  and  Co.  v.  Mair  and  Dougall,  Moore  v.  Samb,  Comrib 
V,  Samb,  p.  665. 


"  INNOCENTLY."    See  Merchandize  Marks  Act,  1887. 

INTERLOCUTORY  INJUNCTION. 

Injunction  granted/   PouiiTON  k  Son  v.  Kibllbt  A^  Son,  p.  393. 

INVENTED  WbRD. 

1.  An  invented  word  must  be  invented  for  the  porpose  of  beinff 

used  as  a  Trade  Mark,  and  must  not  be  merely  an  old  word 
used  in  a  new  sense.    Semble  that  it  ninst  be  coined  for  the 

Snrpose  of  being  re^stered  as  a  Trade  Mark.    Hommbl  v. 
BBRt^DBR  Baubr  k  Oc,  p.  576.     See   Rbotification   of   thb 
Rboistbb,  No.  6. 

2.  "AbBorbine"  held  not  to  be  an  invented  word  for  an  absorbent  pre- 

paration.   Christy  ^  Co.  v.  Tippjsii  &  8on,  pp.  97  a^d  775.     See 
Rectification,  No.  3. 

3.  '^  Bioscope  '*  held  to  be  a  known  English  word  at  the  date  of  Registration 

and  not  an  invented  word.    Warwick  Trading  Co.,  Ld.  tx.  Urban, 
p.  340.    See  Rbotifioation,  No.  4. 

JURISDICTION.  •  See  County  Court. 

LIMITATION  OF  »BGI8TRATI0N.    S$$  RlOifiFICATIQll,  »o--  5. 
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MERCHANDIZE  MARKS  ACT,  1887. 

A  person  is  not  acting  innocently  within  the  meaning  of  section  2, 
subsection  2  (c)  of  the  Act  if  he  is  doing  intentionally  a  thine 
which  the  Act  forbids — Sdliiig  mineral  waters  not  of  Plaintiffs^ 
mant^acture^  in  hoi  ties  embossed  with  Plaintiffs'  name,  registered  as  a 
Trade  Mark^  but  bearing  labels  with  Defendants^  name  and  address  as 
manufacturers. — No  actual  fraud  or  deception  proved  or  alleged. — 
Meaning  of  "  innocently  '*  in  section  2^  subsectifm  2^  of  Merchandise 
Marks  Act,  1887. — Injunction  granted. — Appeal  dismissed.  The 
Plaintiffs  were  manufacturers  of  mineral  and  aerated  waters  in  Dublin, 
which  they  sold  to  the  trade  in  bottles  embossed  with  their  names, 
registered  as  Trade  Marks.  The  Defendants,  who  were  manufacturers 
in  Limerick,  had  become  possessed  of  a  number  of  the  Plaintiffs* 
bottles  so  embossed,  which  they  refilled  with  waters  of  their'  own 
manufacture,  and  sold  to  retailers,  but  with  labels  affixed  bearing  their 
own  name  and  address  as  manufacturers.  It  was  not  proved  or  alleged 
that  fraud  was  intended,  or  that  any  person  ha4  been  actually  misled. 
The  Defendants  gave  evidence  that  the  public  were  guided,  not  by  the 
nalne  embossed  on  the  bottle,  but  by  the  label ;  but  the  Plaintiffs  con- 
tended that  the  label  was  liable  to  fall  off,  or  might  be  removed  by  a 
fraudulent  retailer,  who  could  then  sell  the  contents  as  of  Plaintiffs' 
manufacture.  No  evidence  was  given  that  this  had  in  fact  been  done  ; 
but  the  Plaintiffs  had  served  notices  on  the  Defendants  cautioning  them 
against  using  bottles  so  embossed,  notwithstanding  which  they  per- 
sisted in  using  them,  and  claimed  a  right  to  do  so.  An  injunction  was 
granted  by  the  Master  of  the  Bolls  with  costs,  20  R.P.G.  663.  The 
Defendants  appealed. — Held,  by  the  Court  of  Appeal,  that  the  Defen- 
dants, by  putting  mineral  water  of  their  own  manufacture  into  bottles 
bearing  the  Plaintiffs'  Trade  Marks,  committed  an  offence  against  the 
Merchandise  Marks  Act ;  that  ^'  innocently,"  in  section  2,  subsection  2 
(c)  of  that  Act  means  innocence  of  intention  to  infringe  the  Act,  and 
that  placing  labels  bearing  their  own  names  on  the  bottles  did  not 
exonerate  the  Defendants.  Appeal  dismissed,  and  the  decision  of 
Master  of  RoUs  affirmed,  with  costs.  Allen  v.  Richards  (26  S.J.  658), 
approved.  Thwaitbs  A  Co.  v.  M'Evilly.  Cantrbll  and  Coch- 
BANB  V.  Murphy  and  Bradbhaw,  p.  397. 

N0N-U8EB.    See  Rbotifioation,  No.  5. 
OPPOSITION.    See  Rbgistbation. 


PASSING-OFF,    See  also  Inprinqbmbnt,  Nos.  2,  4 ;  Rbotifioation,  No.  5  ; 
Tfi^tjigs  Nav^b. 

!•/' Coeowline ''  not  an  infringement  of  or  likely  to  be  mistaken 

.  finr '^  Oettelei^e." — ArUchemadefr^m  different  natural' products. — 

€hUup  dissimilar. *^ Ahsence.of  fravd.=-^No  probaHlitif  of  deception. — 

•  Aftian  dismissed.    The  N.  K.  F;  Co.  had  for  many  years  priol-  to  1888 

mana&ctnred  from  cotton-seed   oil  and  sold    in   America  a  butter 

snbBtitute  called  <'  Cottolene.''    In  1888  and  1899  they  registered  the 

word  *'  Oottolene  "  in  Class  42.    In  1892  they  commenced  to  sell  whole- 

aale  in  this  country,  and  so  continued-    In  1902  the  Defendant,  a 

:  »    •     member  of  a  ^rm  of  cocoa-nut  oil  manufacturers  of  Ceylon,  commenced 

*>>  *  4^  '^waAujAa^T^i^^^  wko^esale  ^rlmtter  substitute  made 
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from  cocoa-nut  oil,  and  advertised  it  for  sale  nnder  the  name 
"  Cocosoline."  The  N.  K.  P.  Co.  allied  that  the  '*  Co  "  of  "  Cocosoline  *' 
would  be  omitted  in  practice ;  that,  the  sound  being  similar,  would 
cause  confusion,  and  enable  the  Defendant's  goods  to  be  passed  off  as 
and  for  the  Plaintiffs'.  The  get-up  of  the  Defendant's  goods  was 
different  from  the  get-up  of  the  Plaintiffs'  goods.— flieW,  that  the 
Defendant  had  acted  honestly  in  the  choice  of  a  name  not  inappropriate, 
and  that  there  was  no  reasonable  probability  of  the  Defendant's  goods 
being  passed  off  as  the  Plaintiffs'  by  the  mere  use  of  the  word 
"  Cocosoline."  The  action  was  dismissed  with  costs.  N.  K.  Faibbank 
Co.  V.  Cocos  Butter  Manupactubing  Co.,  p.  23. 

2.  Trade  name  embossed  on  bottles  held  under  the  circumstances  not 

indicative  of  the  origin  of  the  contents-— ^^^«^  passing  off" 
and  deceit — Action  to  restrain.  —  Interdict  refused  by  the  Lord 
Ordinary  and  by  the  Inner  Hmise.  W.  &  S.  and  also  M.  were 
beer  bottlers  and  possessed  bottles  on  which,  as  in  the  case  of  other 
Edinburgh  bottlers,  their  respective  names  were  embossed,  and  in 
which  they  bottled  beer  or  aerated  waters  which  they  did  not  brew  or 
make.  Prior  to  the  institution  of  a  *'  Bottlers'  Exchange  "  in  March 
1902  (which  "  Exchange,"  however,  did  not  comprise  all  the  members 
of  the  trade),  the  practice  of  the  trade  justified  the  retention  by  indi- 
vidual bottlers  of  other  bottlers'  bottles,  returned  in  exchange  for  their 
own,  and  filling  them  and  sending  them  out  again  as  if  they  were  their 
own.  After  March  1902,  each  bottler  was  supposed  to  get  back  and  fill 
only  his  own  bottles,  and  individual  bottlers  tried  to  prevent  their  rivals 
filling  bottles  embossed  with  any  but  their  own  names.  In  December 
1902,  W.  &  S.  found  in  a  grocer's  shop  seventeen  of  their  bottles 
marked  with  their  name,  bearing  also  the  name  of  the  brewer  but  not 
of  the  name  of  any  bottler,  although  they  had  been  filled  by  M. 
W.  &  S.  thereupon  sought  to  interdict  M.  from  filling  their  bottles 
and  sending  them  on  the  market,  on  the  ground  that  by  doing  so  M. 
represented  that  the  beer  so  bottled  and  sold  by  him  was  beer  of 
W.  &  S.'s  bottling.— ff^W,  by  the  Lord  Ordinary,  that  W.  &  8.  had 
failed  to  prove  that  the  Respondent's  use  of  their  bottles  deceived  the 
trade  or  the  public,  or  was  in  the  circumstances  fitted  to  deceive  the 
trade  or  the  public.  Interdict  was  refused  with  expenses.  W.  &  S. 
reclaimed.  The  Inner  House  adhered  to  the  Judgment  of  the  Lord 
Ordinary.    Woollby  and  Son  v.  Morrison,  pp.  63  and  349. 

3.  Secondanr  meaning  of  deBcriptive  word  not  established.    No 

right  of  action  in  Plaintiffs  not  proving  a  secondary  meanings 
althoufifh  descriptive  word  not  properly  used  by  Defendant,— 
Trade  Name  of  goods. — "  Naptha.'^ — Action  to  restrain  passing-off. — 
Name  a^sodoUed  with  Plaintiffs^  goods  by  public  for  two  yea»s. — 
Descriptive  word. — No  right  of  actifm  in  Plaintiffs,  who  are  unable  to 
claim  such  a  name  as  tlieir  oum^  t4>  an  injtmction  restraining  its  use 
ai*^'  where  it  is  not  properly  descriptive.^^Appeal  distniesid.  The 
Plaintiffs,  Fels  &  Co.^  T^ere  manufacturers  in  America  of  a  cold  water 
household  soap  which  from  its  commencement  in  1894  they  had  sold 
under  the  name  ^  Fels-Naptha,"  naphtha  being  in  fact  an  important 
ingredient  in  the  soap  from  its  special  cleansing  qualities.  TJiey 
commenced  substantial  sales  of  their  soap  in  England  in  February  1900 
under  the  above  name,  but  it  appeared  that  dealers  and  customers  had 
frequently,  while  the  Plaintiffs*  soap  was  t&e  only  soap  of  the  kind  on 
tho  mtt-ke^t^  d^lBijBfmrtcid tilts  ifcxHp  \ff  tib»  ilinq^te  xoiam  '^N^pWbH*^  6t 
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^'Naptha  Soap.'*  In  the  latter  part  of  1903  the  Defendants  commenced 
to  mannfactare  and  Ball  a  similar  soap,  which  was  pat  upon  the  market 
as  ''Christopher's  Naptha  S  )ap— Ctiristr.  Tdomis.  &  Brothers,  Ld., 
"  Bristol/'  There  was  a  conflict  of  expert  evidence  of  analysts  with 
respect  to  the  presence  of  naphtha  in  the  Defendants*  soap,  all  the 
analysts  calle  1  for  the  Plaintiffs  alleging  tliat  it  did  not  contain  naphtha 
bnt  only  contained  a  distinct  chemical  substance  called  naphthaline. 
Judgment  was  given  for  the  Defendants.  The  Plaintiffs  appealed.— 
HM^  that,  the  word  being  a  descriptive  term  as  applied  to  the 
Plaintiffs*  soap,  the  Plaintiffs  had  not  discharged  the  onus  of  proving 
the  identification  of  the  name  '*  Naptha  Soap  **  with  themselves,  which 
they  must  do  in  order  to  ask  the  Court  to  find  that  the  Defendants  had 
intended  passing-off  ;  and  that  the  presence  of  naphtha  in  the 
Defendants*  soap  was  irrelevant.  Fbls  v.  CHRISTOPHER  THOMAS  & 
Brothers,  Ld.,  p.  85. 

4.  Secondary  meaning  of  descriptive  word  not  established.— rrac?^ 

name  of  goods. — "  Naptha.^'' — Action  to  restrain  pa^ng-off. — Name 
associated  with  goods  by  public. — Naphtha  an  actiuil  ingredient  in 
Plaintiffs'  and  Defendants'"  goods. — Descriptive  word.— Injunction 
refused.  The  Plaintiffs,  Fels  Jh  Co,^  were  manufacturers  in  America  of 
a  cold  water  household  soap,  which  from  its  commencement  in  1894 
they  had  sold  under  the  name  '*  Fels-Naptha,**  naphtha  being  in  fact 
an  important  ingredient  in  the  soap  from  its  special  cleansing  qualities. 
They  commenced  substantial  sales  of  their  soap  in  England  in 
February  1900  under  the  above  name,  but  it  appeared  from  the 
evidence  given  in  this  action  that  dealers  and  customers  had 
frequently,  while  the  Plaintiffs*  was  the  only  soap  of  the  kind  on 
the  market,  designated  this  soap  by  the  simple  names  *'  Naptha  *'  or 
"  Naptha  Soap.**  In  the  latter  part  of  1902  the  Defendants,  who  were 
wholesale  and  retail  grocers,  commenced  selling  a  similar  soap  made 
by  certain  manufacturers,  which  was  put  upon  the  market  as  ^  Bock 
"Oil  Naptha  Soap.**  Apart  from  the  general  trade  evidence,  the 
expert  evidence  of  analysts  was  adduced,  which  showed  that  only  a 
small  amount  of  naphtha,  far  less  than  in  the  Plaintiffs*  soap,  was 
contained  in  the  Defendants*  soap.  Judgment  was  given  for  the 
Defendants.  The  Plaintiffs  appealed.  On  the  api)eal  coming  on  for 
hearing,  an  Order  was  simply  taken  dismissing  the  appeal  with  a  view 
to  the  consolidation  of  this  and  two  similar  actions  for  the  purposes  of 
an  appeal  to  the  House  of  Lords.  Fbls  v.  Stephenson  BROT^ERS,  Ld., 
p.  89. 

5.  Secondary  meaning  of  descriptive  word  not  established.    No 

evidence  of  deception  by  similarity  of  j^et-np.— TVoefo  name  of 
goods. — *'  Naptha.' —Action  to  restrain  passing-off. — Name  associated 
unth  goods  by  public. — Descriptive  word. — Oet-up. — Injunction  refused. 
The  Plaintiffs,  Fels  &  Co.^  were  manufacturers  in  America  of  a  cold 
water  household  soap,  which  from  its  commenLcement  in  1894  they 
had  sold  under  the  name  '^  Fels-Naptha,**  naphtha  beifag  an  important 
ingredient  in  the  soap  from  its  special  cleansing  qualities.  They 
commenced  substantial  sales  of  their  soap  in  England  in  February 
1900  under  the  above  name,  but  it  appeared  that,  while  the  Plaintiffs* 
'  was  the  only  soap  of  the  kind  on  the  market,  it  had  extensively 
become  the  popular  practice  for  dealers  and  oustomers  to  designate 
their  soap  by  H^  dmple  names  '*  Naptha ""  or  "^  Naptha  Soap/*  and, tiier 
PWnMAi  tilm^dfors  ooaifeiMwi  that  titblse  nantfeis  moffd^  tMEftr  M^fi. 
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In  AnguBt  1902  the  Defendants  T?ionuM  Hedley  A  Co.^  Ld^  pnt  upon 
the  market  a  similar  soap  also  containing  naphtha,  under  the  name 
"  Ladybird  Naptha  Soap, '  the  word  "  Ladybird  "  being  their  regis- 
tered Trade  Mark  and  used  for  all  their  goods.  It  appeared  that  the 
Defendants*  soap  had  also  been  supplied  in  response  to  orders  for 
"  Naptha "  or  **  Naptha  Soap,"  and  was  sold  in  wrappers  similar  to 
the  PlaintiflFs'  (but  bearing  the  Defendants'  Trade  Mark  "  I^adybird"  and 
also  a  registered  device),  of  which  the  Plaintiffs  also  complained. — 
Heldf  at  the  trial,  by  Mr.  Justice  Byrne — (1)  that  the  get-up  of  the 
Defendants'  goods,  apart  from  the  use  of  the  words  ^^  Naptha  Soap," 
was  not  calculated  to  deceive ;  (2)  that  as  applied  to  the  goods  in 
question  the  name  '^  Naptha "  was  a  descriptive  word,  denoting  an 
ingredient  contained  in  them ;  (3)  that  the  Defendants  had  done  no 
more  than  they  were  legally  entitled  to  do.  The  action  was  accord- 
ingly dismissed.  The  Plaintiffs  appealed. — Held^  on  appeal,  that,  the 
decision  of  Mr.  Justice  Byrne  on  the  absence  of  secondary  meaning 
from  the  words  "  Naptha  Soap  "  being  correct,  there  was  no  evidence 
of  deception  by  similarity  of  "get-up."  The  appeal  was  dismissed 
accordingly.    Fbls  v.  Hbdlby  &  Co.,  Ld.,  p.  91. 

6.  Trade  name. — *^  Naptha,^* — Action  to  restrain  manufacturers  from 

passing  off  their  soap  as  the  Plaintiffs\ — Previous  action  against 
retailers  in  respect  of  same  soap  dismissed, — Dismissal  affirm^  by  the 
Court  of  Appeal, — Present  action  dismissed. — Arrangement  as  to 
appeal,    Fbls  v.  Hodgson  and  Simpson,  p.  95. 

7.  Word  indicating  locality.    Exclusive  right  of  Plaintifis  not 

established. — Trade  name  of  goods. — ConsoUdated  actions  to  restrain 
passing  off  and  infringement  of  Trade  Mark. — Plaintiffs  whether 
exclusively  entitled  to  word, — Word  whether  indicating  locality  or  the 
goods  of  the  Plaintiffs  exclusively. — Appeal  of  Plaintiffs  dismissed. 
The  Grand  Hotel  Company  of  Caledonia  Springs,  Ld.y  being  the 
owners  of  natural  springs  in  the  township  of  Caledonia,  Ontario, 
brought  two  actions  (which  were  afterwards  consolidated)  to  restrain 
infringement  of  Trade  Mark  and  passing  off,  claiming  an  exclusive 
right  to  the  word  "Caledonia"  in  certain  phrases,  including  ''Caledonia 
"Water,"  "Caledonia  Springs  Water,"  and  "Mineral  Water  from 
"  Caledonia  Springs,"  and  also  of  the  words  "  Natural  Saline  Water," 
and  "  Natural  Seltzer."  The  Plaintiffs'  springs  were  called  "  Caledonia 
"  Springs,"  and  the  locality  was  also  known  by  that  name.  The 
Plaintiffs  had  the  right  to  take  water  from  another  spring  situate 
about  two  miles  from  those  before  mentioned,  and  included  this 
spring  in  the  expression  "Caledonia  Springs."  The  word  "Caledonia" 
formed  an  element  in  certain  of  their  Trade  Marks  sued  on,  and 
the  Plaintiffs'  waters  had  acquired  in  the  market  the  name  of 
"Caledonia  Water."  One  of  the  Defendants  bored  on  land  belonging 
to  another  Defendant,  and  adjoining  that  of  the  Plaintiffs,  and 
tapped  two  ^pringSj  which  yielded  water  generally,  resembling  tiiat 

.  -of  the  Plaintiffs'  springs,  and  they  entered  into  arrangements  vriih 
the  other  Defendants  for  placing  the  waters  so  yielded  on  the 
market  and  selling  the  same.  The  Defendants'  water  was  sold  under 
the  description  "Natural  Saline  Water,  from  the  New  Springs  at 
"  Caledonia,"  and  as  "  Beaver  Brand,"  which  phrases  appeared  on  the 
labels.  •  At  the  trial,  it  was  held  that  there  had  been  no  infringement 
of  the  Trade  Ms^ks,  except  a  temporary  infringement  of  one  of  them 

^  i:  ^  '.•   ;  by .  a  » brb^I  o|  .on^  of  :tbe  vlHef en449^-«but;  th«jD  th^  Jilawtiffs  had 
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established  their  case  as  to  the  trade  names  **  Caledonia  Water  **  and 
**  Water  from  Caledonia  Springs,"  and  an  injunction  was  granted 
restraining  {inter  alia)  the  use  of  those  expressions  and  of  "  Water 
**  from  the  New  Springs  at  Caledonia  "  by  the  Defendants.  The  Court 
of  Appeal  of  Ontario  allowed  the  Defendants^  appeal  dissolving  the 
injunction,  except  as  regards  the  one  Defendant,  against  whom  an 
injunction  against  the  use  of  certain  labels  was  granted.  The  Plaintiffs 
appealed. — Held,  by  the  Judicial  Committee  of  the  Privy  Council,  that 
the  Plaintiffs  had  not  an  exclusive  right  to  the  use  of  the  word 
** Caledonia"  in  connection  with  waters,  although  the  Respondents 
could  not  use  the  word  so  as  to  pass  off  their  goods  as  those  of  the 
Plaintiffs  ;  that  there  had  been  no  infringement  of  Trade  Mark,  except 
in  the  particular  instance  mentioned,  nor  imitation  of  get-up ;  that  the 
Defendants  were  entitled  to  indicate  the  local  source  of  the  waters  sold 
by  them,  and  that  they  had  discharged  the  burden  cast  on  them  of 
distinguishing  their  goods  from  those  of  the  Plaintiffs.  The  appeal 
was  dismissed.  Grand  Hotbl  Company  of  Caledonia  Springs, 
Ld.  v.  Wilson,  p.  117. 

8.  Secondary  Meaning  of  descriptive  term  not  established.    Prior 

user  found. — Trade  name, — Actions  for  injunctions  to  restrain  use 
of. — Descriptive  term, — Prior  user  by  one  Defendant. — Actions  dis- 
missed. W.  B.,  an  American  firm,  began  to  sell  corsets  in  this  country 
in  Pebmary  1901,  under  the  title  of  "  Erect  Form  Corsets."  Their 
sales  prior  to  action  were  not  large.  In  February  1902,  they  com- 
menced an  action  against  W.  R.  to  restrain  him  from  passing  off  his 
corsets  as  theirs  by  the  use  of  "  Erect  Form,"  and  in  April  1902,  they 
commenced  a  similar  action  against  H.  S.  &  Co.  The  two  actions 
were  in  the  list  for  trial  on  the  same  day,  and  were  in  effect  tried 
together. — Held^  that  **  Erect  Form  "  as  applied  to  corsets  was  a  descrip- 
tive term,  and  had  not  acquired  a  secondary  signification  as  denoting 
the  Plaintiffs'  corsets,  and  that  the  term  had  been  in  fact  first  used  in 
this  country  by  the  Defendants  S.  &  Co.  Both  actions  were  dismissed 
with  costs,  the  Defendant  W.  R.  being  allowed  the  costs  of  three 
Counsel.  Wbingartbn  Brothers  v.  Rosenthal.  Wbingartbn 
Brothers  v.  Sherwood  &  Co.,  p.  212. 

9.  Passing-off  by  use  of  word  "  Tabloid.' —^Wc^ed  infringement   of 

Trade  Marks  and  passing-off, — Motion  to  expunge  Trade  Marks  from 
the  Registers—Motion  dismissed. — Judgment  for  Plaintijffs,  In  and 
previously  to  the  month  of  March  1884  the  PlaintifE's  firm  B.  W.  &  Co. 
were  manufacturing  and  selling  compressed  drugs  in  a  solid  form 
and  of  a  lenticular  or  bi-convex  shape.  In  1884  B.  W.  &  Co,  registered 
the  word  "Tabloid"  in  .Classes  3  and  42,  and  in  1885,  in  the  same 
•  .classes,  a  device  consisting  of  a  frame  with  the  word  "Tabloids" 
.inside.  .  H.  S-.  W.,  the  Plaintiff  (who  was  the  surviving  partner  of 

r  -r  the  firm,  of  B,  W.  &  .Co.)  claimed  to  have  .invented  the  word 
....... .»f  Tabloid. **•    The   acts  «rf    the.  Defendants    complained,  of .  by    the 

<  •  Plaints  consisted  in  selling  goods  m>t  of ,  the  Plaintlff^s  manufacture 
in  response  to  orders  and  prescriptions  for  drugs  under  the  desig- 
iVation  of  "Tabloids,"  or  "Tabloids— B.  &.  W."  or  "Tabloids  — 
"  Burroughs,  Wellcome  &  Oo.V  preceded  or  followed  by  the  name 
of  the  particular  drugs  required.  .  The  Plaintiff's  contention  was  that 
"  Tabloid  "  and  "  Tabloids  "  were  fancy  words  aiad  that  they  meant 

exclusively  the  goods  of  B.  W.  &  Co.    The  Defendants  denied  any 

pais]ii9H»ff,ftikfl as  to  (he Txadc^  Marks  moved .tc-expf^i^Q tt^em  from 
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the  Register.  They  aubmitted  that  "  Tabloid ''  was  not  a  fancy  word  ; 
and  forlhen  that  it  had  not  acquired  an  exclusive  meaning  as  denoting 
the  goods  of  B.  W.  &  Co.,  but,  on  the  contrary,  had  acquired  a  meaning 
connoting  any  compressed  medicine  made  up  in  a  bi -convex  or  similar 
shape,  and  denoted  as  well  the  goods  of  other  manuj^turers  as  those  of 
B.  W.  &  Co. ;  and  that  it  had  also  acquired  an  extended  meaning  by 
analogical  transfer— tf.17.,  "  tabloid  knowledge." — HM^^  that "  Tabloid  *' 
was  a  fancy  word  as  applied  to  the  goods  for  which  it  was  registered, 
and  that  the  Motion  to  rectify  failed  and  must  be  dismissed  ;  and  that, 
to  those  who  constituted  that  portion  of  the  public,  who  were 
primarily  concerned  in  the  matter,  the  words  "Tabloid"  and 
'*  Tabloids  "  meant  and  denoted,  and  luid  always  meant  and  denoted, 
the  goods  of  B.  W.  &  Co. ;  that  the  Plaintiff  had  made  out  his  case  and 
was  entitled  to  an  injunction  to  restrain  the  Defendants  from  using 
the  word  ** Tabloid'"  or  "Tabloids"  so  as  to  pass  off  goods  not 
manufactured  by  the  Plaintiff  as  or  for  the  goods  of  the  Plaintiff.  A 
Certificate  was  granted  under  section  77  (a)  of  the  Patents,  &c. 
Act,  1883,  that  the  right  to  the  exelusive  use  of  the  Trade  Mark  came 
in  question.  Field  v.  Wagel  Syndicate  (17  R.P.C.  266)  followed. 
Burroughs,  Wellcome  &  Co.  v.  Thompson  and  Capper.  In  the 
Matter  op  the  Trade  Marks,  Nos.  36,154,  36,155,  42,378,  42,379, 
225,812,  225,813,  225,814,  225,815,  225,816,  p.  69.* 

10.  Acts  complained  of  not  established.  The  liability  of  mastera 
for  acts  of  servants  considered.— Troe^e  Mark.— Trade  name.— 
Action  to  restrain  use  of  trade  name  and  infringement  of  Trade 
Mark. — Action  to  restrain  the  passing-off  of  bread  as  ^*  Bermaline 
^^ Bread'' — Probability  of  deception. — Absence  of  deceit  or  fravd  on 
the  part  of  Defendant  personally.— Liability  for  act  of  servant. — 
Interdict  granted  by  the  Lord  Ordinary,  but  refused  by  the  Second 
Division  of  the  Inner  House.  M.  &  Co.,  bakers,  Ac,  in  Scotland  (the 
Pnrsners  in  the  action)  began  in  1886  to  make  a  special  bread  con- 
taining extract  of  malt,  and  called  this  bread  "Bermaline  Bread," 
registering  the  word  ''  Bermaline ''  as  a  Trade  Mark,  and  calling 
the  malt  extract  used  in  their  bread  '*  Bermaline  Malt  Extract.'' 
They  advertised  such  names  extensively  and  appointed  agents  throngh- 
out  the  kingdom,  who  were  anthorised  to  sell  the  Pursuers'  bread  and 
to  make  bread  containing  the  Pursuers'  extract  of  malt.  In  February 
1902,  being  in  a  position  to  supply  fiour  and  meal  to  all  their 
agents,  they  intimated  to  their  agents  that,  unless  they  took  their 
meal  or  flour  for  making  ^*  Bermaline  Bread  "  made  under  the  licence 
from  the  Pursuers,  their  agencies  would  be  recalled.  M.  resigned 
his  agency  February  1902,  took  down  *' Bermaline  Bread"  from 
the  window  of  his  one  shop  in  Bellshill  and  put  up  ''  Marshairs 
"  Malt  Bread,"  under  which  name  he  directed  his  flfervants  to 
sell  his  bread.  He  also  instructed  them  never  to  give  out'  his  own 
bread  as  *^  Bermaline."  The  Pursuers  alleged  that  thereafter,  on 
fourteen  occasions  betweeix  October.  1902  tod  January '  l^OS,  His 
servants  sold  to  sev^n  persons  loaves  ai  ^^  Bermaline  Bread  '*  which  were 
not  "  Bermaline  Bread  "  having  paper  bands  around  them  which  were 
said  to  be  colourable  but  innocent  imitations  of  bands  enclosing  the 
Pursuers'  loaves.  Y.,  an  agent,  who  had  shops  in  Edinburgh,  resigned 
his  agency  on  the  5th  of  November  1902,  aud  directed  his  l^ervants  to 
say  they  no  longer  kept  *^  Bermaline  Bread."    The  Pursuers  alleged 

*  An  appeal  JA  tlto  motioa  to  rectify 'wm  ditmiMed.    Sm  Rsotivicatioit,  Ko.  9. 
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that  thereafter,  on  ten  different  occasions  at  live  different  shops,  Y/s 
servants,  however,  sold  and  described  loaves  as  '^  Bermaline  Bread  " 
which  were  not  "  Bermaline  Bread  "  to  nine  persons  who  were  either 
customers  or  emissaries  of  M.  &  Co.— 5ieW,  by  the  Lord  Ordinary^ 
(20  R.P.C.  781)  that  both  Defenders  through  their  servants  had  repre- 
sented their  goods  as  the  goods  of  the  Pursuers  and  infringed  their 
Trade  Mark,  and  that  their  personal  innocence  did  not  affect  the 
Pursuers'  right  to  damages  for  invasion  of  a  proprietary  right  and  com- 
mission of  a  legal  wrong ;  and  heldy  further,  that  as  the  number  of 
sales  suggested  a  practice  which  afforded  reasonable  ground  for  an 
apprehension  of  continuance  of  the  wrong,  interdict  must  be  granted 
against  both  Defendants  selling  under  the  name  of  ''  Bermaline  **  bread 
not  manufactured  by  the  Pursuers,  or  which  had  not  been  manufactured 
or  put  on  the  market  by  the  Pursuers  or  with  their  authority. — Contra 
held^  by  the  Inner  House  (Second  Division)  on  the  ground  that  the 
evidence  did  not  satisfy  them  that  either  Defendant  intended  or  com- 
mitted wilful  injury,  or  that  wrong  had  actually  been  done.  Observed 
(per  Lords  Young  and  Tray  nor)  that,  where  the  Court  are  of  opinion 
that  a  master  has  adopted  all  reasonable  means  to  prevent  his  servants 
committing  a  wrong,  mere  inadvertence  or  carelessness  in  a  few 
unimportant  instances,  even  if  proved,  may  not  warrant  interdict  being 
granted.  Interdict  refused.  MONTGOMBRIR  &  Co.,  Ld.  v.  Young 
Brothers.    Montgombrib  &  Co.,  Ld.  v.  Marshall,  p.  285. 

11.  Use  by  Plaintiflb  and  DefendaLts  of  same  catch-phrase  in 
advertisements.  The  Plaintiffs  not  the  first  users  of  the 
phrase  as  alleged. — Action  dismissed,  A  firm  of  boot  manufacturers 
alleged  that  they  had  invented  and  used  as  their  Trade  Mark  the 
phrase,  "  Fair  wear  or  a  free  pair,"  and  they  commenced  an  action 
against  a  firm  of  retailers  of  boots  and  shoes,  complaining  of  the  use 
by  the  Defendants  of  the  same  phrase  in  connection  with  the  sale  of 
boots  and  shoes,  and  claiming  an  injunction  against  its  use  and  against 
the  Defendants  representing  their  business  to  be  connected  with  the 
Plaintiffs'  business. — Hdd^  that  the  evidence  established  user  of  the 
phrase  prior  to  the  Plaintiffs*  user  by  other  persons.  The  action  was 
dismissed  with  costs.    S.  T.  MiDGLBT  AND  Sons,  Ld.  v.  Morbis  and 

COWDBRY,  p.  314. 

12.  Defence  that  the  use  by  the  Defendant  of  the  Trade  Name 
of  the  Plaintiffs'  ^oods  had  been  inadvertent  and  on  few 
occasions  not  established.  Evidence  allowed  to  be  griven  of  nse 
by  the  Defendants  beyond  the  instances  specified  in  the  Record. 

— "  ParozoneJ^ — Name  of  bleaching  fluid. — Admission  by  Respondent 
of  Complainers*  exclusive  title. — Failure  of  Respondent  to  prove 
inadvertence  in  use. — Interdict  granted. — Evidence. — Specification  of 
instances  of  wrongful  use  of  name, — Evidence  not  limited  to  such 
specification.  The  P.  Co.  invented  and  applied  the  name  **  Parozone  *' 
to  a  bleaching  finid  made  by  them,  and  it  was  admitted  that  they  were 
entitled  to  the  exclnsiye  use  of  that  name  as  indicating  fluid  mann- 
factnred  by  them  only.  O.,  a  small  trader,  also  made  a  bleaching  fluid, 
bat  said  that  he  never  sold  it  as  ^^  Parozone,**  and  when  asked  for 
♦•  Parazone  "  explained  that  his  fluid  was  not  "  Parozone."  The  P.  (3o. 
proved  that  on  five  occasions,  to  two  persons,  O.  or  his  servants  sold 
his  fluid  in  answer  to  a  request  for  *^  Parozone,*'  and  without  explana- 
tion. They  further  proved  that  O.  pointed  out  to  two  former  shop- 
girls the  jar  where  he  kept  his  ^  Parozone/*  and  that  it  was  a  matter  of 
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daily  occurrence  for  G.'s  fluid  to  be  sold  to  customer  who  asked  for 
"  Parozone,"  without  explanation.  G.  proved  that  on  some  occasions 
he  had  explained  that  his  bleach  was  not  "  Parozone."  In  the  Record 
the  P.  Co.  specified  two  individuals  to  whom  G.  had  sold  his  bleach  as 
"  Parozone."  G.,  in  defence,  stated  that  while  he  mi^ht  by  inadvertence 
have  failed  in  one  or  two  instances,  yet  his  "  invariable  answer "  to 
persons  asking  for  "  Parozone  "  was  that  "  he  had  a  bleaching  fluid  of 
"  his  own  manufacture  which  he  was  able  to  supply  to  them."— jEWd, 
by  the  Lord  Ordinary,  that  while  the  P.  Co.  must  prove  their  specific 
instances,  they  were  entitled,  without  specification,  to  prove  other 
instances  as  an  answer  to  this  defence. — Held  also,  that  the  P.  Co.  were 
entitled  to  interdict.    Parozone  Co.,  Ld.  v.  Gibson,  p.  317. 

13.  Secondaxy  meaning  of  Name  of  Band,  apart  from  conductor's 
name,  not  established- — Trade  name  on  Band. — Action  for  in- 
junction to  restrain  De/endants  from  representing  their  Band  to  be 
the  Plaintiff's  by  the  use  of  certain  names, — Action  dismissed, 
W.  brought  an  action  against  W.  and  G.  to  restrain  them  from  repre- 
senting any  band  other  than  the  Plaintiff's  Band  to  be  the  "White 
*' Viennese*  Band,"  the  "White  Hungarian  Band,"  or  the  "White 
"  Band,"  claiming  these  titles  as  the  trade  names  of  his  Band.  At  the 
trial  he  abandoned  his  case  as  to  the  two  last  titles. — Held^  that  the 
Plaintiff  had  failed  to  establish  that  the  title  "  White  Viennese  Band '' 
has  acquired  a  secondary  signification  as  denoting  his  Band  only,  and 
that  no  case  of  passing  off  had  been  established  against  the  Defendants, 
and  the  action  was  dismissed  with  costs.  WuRM  v.  Wbbstbr  AND 
Girling,  p.  373. 

14.  Use  by  widow  in  carrying  on  her  late  husband's  business  of  the 
words  "from  C.  &  Co."  previously  properly  used  by  her  late 
husband- — Motion  for  interim  injunction, — Injunction  refused.  N, 
was  for  several  years  in  the  employ  of  C.  &  Co.,  as  assistant  in  and 
manager  of  their  coal  business.  Leaving  their  employ,  he  set  up 
basiness  on  his  own  account  as  a  coal  merchant,  under  the  style  of  ^  N« 
from  C.  &  Co.,"  which  he  habitually  used  in  advertisements,  letter-paper 
and  coal  waggons.  Upon  his  death,  within  a  year,  his  widow  continued 
the  business  under  the  same  style.  C.  &  Co.  commenced  an  action  for 
an  injunction  to  restrain  her  from  so  doing,  but  were  refused  such 
injunction,  and   the  action    was    dismissed    with  costs.      RiCKHTT, 

COCKBRKLL  &  CC,  LD.  V.  NBVILL,  p.  394. 

15.  Plaintiff  and  Defendant  of  same  surname.  Marking  of  Defen- 
dant's e^oods  held  to  be  sufficiently  distinct.—"  Get-up  "  of  Cricket 
Bats. — Namsy  address,,  and  device. — Undertaking  given  by  Defendant 
on  Motion  for  interlocutory  injunction  to  drop  the  device  until  the 
trial,-- Injunction  refused  at  trial. — Costs  revised  to  Defendant  by 
reason  of  urrongful  use  of  word  "  registered^  The  PlaintiflPs  were  old 
established  manufacturers  of  "jB.  Warsop'*s  Cricket  Bats."  The 
Defendant,  Alfred  War  sop ,  who  was  formerly  in  the  PlaintifPs'  employ, 
commenced  to  sell  ^^  A.  Warsop's  World-renowned  Cricket  Eteits," 
stamped  with  his  initial  and  surname,  and  with  a  device  somewhat 
similar  to  that  which  appeared  on  the  Plaintiflfe'  bats.  The  word 
"registered  "  appeared  on  both  bats,  the  Plaintiffs'  device  l>eing.in  fact 
registered  as  a  trade  mark,  but  not  the  Defendant's,  although  steps  had 

.  been  taken  to  obtain  registration.    On  the  Plaintiffs'  Motion  for  an 
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interim  injunotion,  no  Order  was  made  on  the  Defendant  undertaking 
to  sell  his  bats  without  any  mark  except  his  name  and  the  address 
"  Marylebone." — Held,  at  the  trial,  that  the  markinfcs  on  the  two  bats 
were  so  distinct  that  it  was  impossible  for  an  average  man  abont  to 
purchase  a  cricket  bat  to  be  deceived  into  thinking  that  the  Defendant's 
bat  was  the  Plaintiffs^ ;  and  the  action  was  dismissed,  but  without 
costs,  by  reason  of  the  Defendant's  wrongful  user  of  the  word 
"registered."    B.  Warsop  ife  Sons,  Ld.  v.  Warsop,  p.  481. 


16.  The  Defendants  held  entitled  to  describe  goods  as  sold  ^^for  the 
*'  Neostyle,"  the  get-up  of  their  goods  not  being  calculated  to 
deceive. — Trade  name  of  goods. — Description  of  accessories  for  tms  in 
connection  with  Plaintiffs^  machine. — No  exclusive  right  in  Plaintiffs 
to  name  in  connection  with  accessories. — Judgment  for  Defendants. — 
Appeal  by  Plaintiffs  dismissed.  The  Neostyle  Manufacturing  Co.^ 
which  traded  in  duplicating  machines  and  manufactured  and  sold 
accessories  for  use  therewith,  which  machines  and  accessories  they  sold 
under  the  name  "  Neostyle,"  commenced  an  action  to  restrain  another 
Company  from  passing  off  ink,  paper,  and  stationery  not  of  the 
Plaintiffs^  manufacture  or  merchandise  as  and  for  the  goods  of  the 
Plaintiffs  by  the  use  of  the  word  "  Neostyle  "  or  otherwise,  and  from 
infringing  their  Trade  Mark  "Neostyle,"  registered  in  Class  39  in 
respect  of  paper,  stationery,  and  bookbinding.  Before  the  trial  the 
Trade  Mark  was  ordered  by  the  Court  of  Appeal  to  be  removed  from 
the  Register  on  the  ground  that  the  Plaintiffs  had  not  an  exclusive 
right  to  the  word  "  Netostyle  "  for  such  goods  {Neostyle  Manufacturing 
Co:s  Trade  Mark,  20  R.P.C.  803).  The  Defendants  alleged  inter  alia 
that  the  term  "Neostyle"  was  not  distinctive  of  the  Plaintiffs* 
goods,  and  that,  as  applied  to  paper,  ink,  and  accessories,  it  meant  that 
such  paper,  ink,  and  accessories  were  suitable  for  use  in  the  "  Neostyle  " 
machine.  The  Defendants  had  described  their  accessories  as  being 
"for  the  Neostyle,"  and  had  used  the  term  "Neostyle  Ink"  in  a 
catalogue  meant  for  the  trade,  and  two  cases  of  sale  of  "  Neostyle  Ink  " 
were  proved.  At  the  trial  the  Plaintiflfe'  adduced  evidence  to  establish 
a  case  of  passing-off  by  means  of  the  tins  in  which  the  Defendants  sold 
their  "  ink  for  the  Neostyle,"  which  tins  had  not  in  all  cases  the 
Defendants'  name  on  them.  It  was  held  at  the  trial  that,  although  the 
word  "Neostyle"  had  become  identified  in  England  with  the 
Plaintiffs'  duplicating  machines,  they  had  never  had  any  exclusive 
right  to  the  word  in  connection  with  duplicator  accessories ;  that  the 
Defendants  might  sell  ink  and  paper  for  use  on  the  "  Neostyle " 
machine,  and  so  describe  them,  provided  that  they  did  not  by  words  or 
get-up  represent  their  goods  as  those  of  the  Plaintiffs  ;  that  there  had 
been  no  passing-off  by  the  Defendants  ;  and  that  the  Plaintiffs  had 
failed  to  establish  a  ease  entitling  them  to  an  injunction ;  but  the 
Court  suggested  that  the  Defendants'  name  should  always  appear  on 
the  tins  of  ink  sold  by  them.  The  action  was  dismissed  with  costs. 
The  Plaintiffs  appealed. — Held^  that  the  conclusion  of  fact  arrived  at  on 
ttie  trial  ought  not  to  be  disturbed,  and  the  appeal  was  dismissed  with 
eostsi.  Nbobtylb  Manufacturing  Co.,  Ld.  v.  Ellah's  Duplicator 
Co.,  i^.  185  and  569. 


17.  NotwHhfftanding  that  a  word  has  beem  stniek  off  the  Register 
of  Trade  Marks,  it  is  open  to  the  Phuntiff  in  a  passing-off 
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action  to  prove  that  the  word  has  become  identified  with  his 
goods.  Nbostti.b  Manupaoturinq  Co.,  Ld.  v,  Ellam's  Dupli- 
cator Co.,  p.  569.    See  No.  16,  mpra, 

18.  The  fact  that  a  word  which  is  descriptive  has  been  registered  as  a 
Trade  Mark  and  has  been  ordered  to  be  remored  from  the  Register 
is  an  element  to  be  considered  when  a  secondary  meaning  of  the  word, 
denoting  the  Plaintiff's  goods,  is  alleged.  HOMMBL  v.  GbbrGdbr 
Baubr  &  Co.,  p.  576.    See  Rectification  op  thb  Rbgistbr,  No.  6. 

19.  Defendants'  goods  not  likely  to  be  taken  for  the  Plaintiflb* 
even  by  an  nnwary  purchaser.  Defendants  deprived  of  costs  by 
reason  of  false  statements  as  to  medals  and  awards.—''  Oet  up:' 
— Soup-packets  in  steel  boxes.— Points  of  resemblance  common  to  the 
trade. — Injunction  refused.  The  Plaintiffs  and  their  predecessors  for 
upwards  of  fifteen  years  had  made  and  sold  three  varieties  of  a  special 
preparation  of  dried  materials  for  soup  in  packets  of  certain  size»  shape, 
and  printing,  and  these- packets  were  put  up  in  steel  boxes  of  a  peculiar 
kind.  They  claimed  that  their  goods  had  become  and  were  known  and 
recognised  and  distinguished  from  all  other  prepared  soups  by  means 
of  their  mode  of  packing  and  get-up.  In  1903  the  Defendants,  who 
had  been  pickle  manufacturers  for  many  years,  began  to  make  and 
sell  similar  preparations  of  soup  which  were  put  up  in  a  series  of 
similar  packets  and  boxes,  and  their  name  '*  Oillard^s "  appeared 
where  "  Edwards'* "  appeared  on  the  Plaintiffs'  goods.  The  wrappers 
of  the  Defendants  also  contained  untrue  statements  as  to  medals  and 
awards  in  the  same  position  as  accurate  statements  of  the  Plaintiffs. — 
fl^W— (1)  that  the  get-up  of  the  Plaintiffs'  goods  was  not  distinctive  of 
goods  of  their  manufacture ;  (2)  that  the  Defendants'  goods  only  re- 
sembled the  Plaintiffs'  in  points  common  to  the  trade ;  (3)  that  no  case  of 
actual  deception  had  been  proved  ;  (4)  that  the  Defendants'  goods  were 
not  calculated  to  deceive  even  an  unwary  purchaser.  The  action 
was  dismissed,  but  judgment  was  given  for  the  Defendants  without 
costs  by  reason  of  the  untrue  statements  as  to  medals  and 
awards  made  on  their  wrappers.  Per  Kbkbwich,  J. — "  Deception  is 
''  not  always  the  deception  of  the  person  who  purchases,  not  proceeding 
''  from  his  or  her  ndnd,  but  is  the  deception  of  the  person  who  sells  ; 
''  and  where  you  can  see  that  the  person  who  sells  has  been  enabled  by  the 
''  resemblance  of  the  goods  to  practice  deception,  that  is  quite  as  con- 
''  elusive  as  any  deception  that  is  really  entertained  by  the  mind  of  the 
**  person  buying."    KING  &  Co.,  Ld.  v.  Gillard  &  Co.,  Ld.,  p.  589. 

20.  Failure  of  the  Plaintiflb  to  prove  that  "  Get-up ''  was  solely 

identified  with  their  goods.  Plaintiflb'  brand  name  not  taken. 
Reliance  by  Plaintiflb  on  that  name  in  cautions  and  advertise- 
ments.— "G^«^tt/?." — Narrow  red  band  round  cigars. — Common  to 
the  trade. — Name  of  brand. — Fraud  neither  alleged  nor  proved. — 
Judgmjent  for  Defendants  at  trial. — Appeal  dismissed  with  costs. 
The  predecessors  of  the  Plaintiffs,  who  were  cigar  manufacturers, 
in  1888  commenced  to  sell  cigars  under  the  name  ^^  Marcella,"  having 
round  them  a  narrow  band  of  red  paper  five  thirty-seconds  of  an 
inch  in  width,  with  the  name  of  the  brand  printed  thereon  in  white. 
They  contended  that  these  cigars  were  so  well  known  and  so  much 
asked  for  as  *^  narrow  red  band  "  cigars,  as  to  entitle  them  to  an 
injunction  restraining  the  sale  by  the  Defendant  of  cigars  bearing 
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similar  bands  three-sixteenths  of  an  inch  in  width,  and  sold  under  the 
name  "  Purnella."  The  Defendant  alleged  that  he  had  sold  **Parnella" 
cigars  since  1882  in  large  quantities,  and  other  cigars  bearing  similar 
bands  since  1878,  but  prodaced  no  documentary  eyidence  of  orders 
for  or  sales  of  "Purnella"  cigars  with  a  narrow  red  band  prior 
to  1901,  when  the  Plaintiffs  first  knew  of  his  cigars.  Evidence  was 
also  given  of  other  long  uses  of  cigar-bands  of  practically  the  same 
width  and  style.  It  was  held  at  the  trial — (I)  that  a  plain  red  band 
for  cigars  of  whatever  width  was  common  and  open  to  the  trade  ; 
(2)  that  the  Defendant's  red  band  was  sufficiently  distinguished  from 
all  other  red  bands  by  the  name  "  Fomella "  ;  and  (3)  that  even  if 
the  Plaintiffs  had  used  a  narrow  red  band  to  a  greater  extent  than  any 
other  manufacturer,  that  gave  them  no  exclusive  fight  thereto,  and  the 
action  was  dismissed  with  costs.  The  Plaintiffs  appealed. — Heldj  by 
the  Court  of  Appeal,  that  the  Plaintiffs  had  not  established  an 
exclusive  right  to  a  narrow  red  band,  and  that  upon  the  evidence 
as  a  whole  the  Plaintiffs  had  failed  to  satisfy  the  Court  that  what 
the  Defendant  was  doing  was  calculated  or  intended  to  deceive. 
The  appeal  was  dismissed  with^  costs.  Imperial  Tobacoo  Co. 
(OP  Great  Britain  and  Ireland),  Ld.  v.  Purnell  &  Co., 
pp.  368  and  598. 

21.  Action  dismissed  where  only  one  instance  of  passing  was 

proved,  there  being  no  damage  and  no  intention  to  repeat 
the  act,  and  no  frandnlent  intent. — Isolated  case  by  shop  assistant 
proved, — No  damage  to  Plaintiffs  was  proved  nor  any  /rami  on  the 
part  of  the  Defendants^  nor  any  intention  of  repeating  the  act  com-' 
plained  of — Action  as  to  passing-off  dismissed  with  costs.  The  Plain- 
tiffs, John  Knight  Jk  Sons^  Ld.y  soap  manufacturers,  sold  soap  known 
as  •*  John  KnighVs  Primrose  Soap,"  and  they  commenced  an  action 
«  against  a  Company  carrying  on  business  as  retail  drapers  and  grocers, 
for  a  certain  breach  of  contract  in  regard  to  the  sale  by  the  Defendants 
of  Primrose  Soap,  and  for  passing-off  soap  not  of  the  Plaintiffs'  manu- 
facture as  or  for  soap  of  the  Plaintiffs.  The  only  case  of  passing-off 
proved  at  the  trial  was  that  a  person  sent  by  the  Plaintiffs  to  the 
Defendants'  shop  in  reference  to  the  breach  of  contract,  asked  for  a  bar 
of  "  John  Knight's  Primrose  Soap,"  and  was  given  a  bar  of  "  Crisp* s 
^  Imperial  Primrose,"  with  a  representation  that  it  was  manufactured 
by  the  Plaintiffs,  which  was  not  the  fact ;  but  it  was  not  proved  that 
the  assistant  making  the  representation  did  so  with  the  intention  of 
deceiving,  or  that  he  did  not  make  it  merely  by  mistake. — Held^  that 
the  one  instance  of  passing-off,  without  any  intention  to  continue  doing 
so  or  any  proof  of  damage,  did  not  constitute  a  ground  of  action.  The 
action  so  £ar  as  founded  on  passing-off  was  dismissed,  and  the  Plaintiffs 
having  established  a  breach  of  contract,  it  was  agreed  that  there  should 
be  no  costs  on  either  side.  JOHN  KNIGHT  &  SONS,  Ld.  v.  Crisp  & 
Co.,  Ld.,  p.  671. 

22.  Alle^d  deceptive  use  of  label.  Defendants'  label  found  to  be 
earlier  in  date  and  not  calculated  to  A^^wiB.— Judgment  for 
Defendants.  The  Plaintiffs,  who  were  manufacturers  of  and  dealers 
in  toilet  paper,  brought  an  action  against  another  Company,  manu- 
facturers of  and  dealers  in  the  same  goods,  and  against  a  purchaser 
from  them,  alleging  that  the  label  used  by  the  Defendants  was  an 
imitation  of  the  Plaintiffs*  label,  and  that  the  Defendants  were  by  the 
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use  of  such  label  passing  off  their  goods  as  those  of  the  Plaintiffs.  The 
Defendants  alleged  that  they  and  their  predecessors  in  business  had 
used  the  label  complained  of  before  the  Plaintiffs  had  used  their  label. 
— Held,  that  the  Defendants  had  nsed  their  label  continuonsly  from  a 
date  prior  to  that  when  the  Plaintiffs  first  used  their  label,  and  that  in 
any  case  the  Defendants'  label  was  not  calculated  to  deceive.  The 
action  was  dismissed  with  costs.  COLLBY's  PATENTS,  Ld.  v.  British 
Patent  Perforated  Paper  Co.,  p.  68.». 

23.  Intention  to  deceive  and  probability  of  deception  established. 
Delivery  up  refused  on  account  of  Plaintiflfe  delay.—'*  Oet-up:' 
— Gyde  repair  outfits  in  tin  boxes. — Injunction  granted. — Order  for 
delivery  up  re/used  on  account  of  Plaintiffs^  delay  in  taking  action. 
The  Plaintiffs  in  January  1902  commenced  to  make  and  sell  materials 
for  the  repair  of  pneumatic  tyres  packed  in  tin  boxes  of  a  certain 
colour,  shape,  and  design.  They  claimed  that,  until  the  wrongful  acts 
of  the  Defendant,  such  boxes  were  used  exclusively  by  them.  In 
1903  the  Defendant  sold  inferior  materials  for  the  same  purpose  in 
boxes  closely  resembling  those  of  the  Plaintiffs  — Held — (1)  that  there 
was  an  intention  to  imitate ;  (2)  that  intention  to  deceive  might  be 
inferred  from  the  circumstances  of  the  case  although  no  case  of  actual 
deception  was  proved  ;  (3)  that  the  Defendant's  boxes  were  calculated 
to  deceive.  An  injunction  was  granted  ;  but.no  Order  was  made  for 
the  delivery  up  of  boxes  which  offended  against  the  injunction  because 
the  Plaintiffs  had  neglected  to  take  action  for  six  months  after  they 
became  aware  of  the  imitation.  County  Chemical  Co.,  Ld.  v. 
Frankbnbxtrg,  p.  722. 

24.  "  On  the  whole,  all  I  need  say  is  that  I  think  the  Plaintiffs  have  not 
"  established  that  the  goods  themselves,  as  they  are  sold  by  the 
"  Defendants,  are  calculated  to  deceive  merely  because  those  goo<fs  are 
'*  not  marked  with  the  Defendants^  names  as  manufacturers,  seeing 
"  that  the  get-up  6i  the  goods  is  distinct."  Per  ROMER,  L.J.  in 
Nbostylb  Manufacturing  Co.,  Lp.  v.  Ellam's  Duplicator  Co., 
p.  575.    See  above  No.  16. 

25.  No  passing:  off  bv  the  use  of  the  word  ''  Bioscope"  established. 

— Action  dismissed. — Motion  to  exininge  Trade  Mark  from  the  Register. 
— Mark  struck  off. — Invented  vjord. — Patents,  Designs  and  Trade 
Marks  Act,  1883,  section  64,  sub-section  1  (d).  The  W.  Ti  Company  was 
incorporated  in  May  1898,  and  in  August  of  that  year  registered  as  a 
Trade  Mark  the  word  "Bioscope"  in  connection  with  their  business, 
which  was  that  of  sellers  (not  manufacturers)  of  cinematographic 
apparatus.  In  September  1903,  they  commenced  an  Action  against 
C.  U.,  who  had  previously  been  in  their  service  as  managing  director, 
in  respect  of  similar  apparatus  bearing  the  name  "  Bioscope,"  and  sold 
by  him,  and  against  a  Company  promoted  by  him.  The  Plaintiffs 
claimed  relief  on  the  grounds  of  infringement  of  their  Trade  Mark, 
and  also  of  passing  off.  At  the  trial  of  the  Action  which  came  on 
with  a  motion  by  the  Defendants  to  rectify  the  Register,  evidence  was 
given  of  the  use  of  the  term  **  Bioscope,"  both  with  and  without 
reference  to  cinematographic  apparatus,  for  many  years  prior  to  the 
commencement  of  the  Plaintiffs'  business  ;  and  it  further  appeared  that 
a  machine  bearing  that  name  had  previously  been  patented  in  England. 
— Heldf  on  the  Motion,  that  the  word  "  Bioscope  "  was  not  an  invented 
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word  within  the  meaning  of  sub-Bection  1  (d)  of  section  64  of  the 
Patents,  &c.  Acts,  and  that  the  Trade  Mark  must  therefore  be  struck 
off  the  Register  with  costs.  And  held,  in  the  Action :  (1)  That  the 
Defendant  Company  had  not  represented  its  business  to  be  the  business 
of  the  Plaintiff  Company  ;  (2)  that  the  Defendant's  goods  had  not  in 
fact  deceived,  and  were  not  calculated  to  deceive  the  public  into  the 
belief  that  they  were  the  goods  sold  by  the  Plaintiff  Company,  but 
that  the  Defendant's  goods  were  sufficiently  distinguished ;  and  (3) 
that  the  word  "Bioscope"  did  not  denote  the  Plaintiff  Company's 
goods  exclusively,  and  that  they  had  no  monopoly  in  the  word.  The 
action  was  dismissed  with  costs.  Warwick  Trading  Co.,  Ld.  v.  Urban, 
p.  240. 

PATENTS,  &c.  ACT,  1883. 

Section  64,  sub-section  1 — 

In  the  Matter  op   Burroughs,  Wellcome   &  Co.'s  Trade 
Marks,  pp.  69  and  217. 

Christy  &  Co.  v.  Tipper  &  Son,  pp.  97  and  755. 

Warwick  Trading  Co.,  Ld.  v.  Urban,  p.  240. 

In  the  Matter  op  Ellis  &  Co.'s  Trade  Marks,  p.  617. 

Section  73 — 

In  the  Matter  op  the  Applications  op  Booth's  Distillery 
Company,  Ld.,  p.  18. 

In  the  Matter  of  Ellis  &  Co.'s  Trade  Marks,  p.  617. 

Section  77a— 

In  the  Matter  op   Burroughs,  Wellcome  &  Co.'s  Trade 
Marks,  p.  69. 

Section  90— 

In  the  Matter  of  Ellis  &  Co.'s  Trade  Marks,  p.  617. 

Section  92— 

In  the  Matter  op  the  Trade  Mark  op  J.  T.  Davenport, 
Ld.,  p.  726. 

ATENTS,  &c.  ACT,  1888. 
Section  10 — 

Christy  &  Co.  v.  Tipper  &  Son,  pp.  97  and  755. 

Warwick  Trading  Co.,  Ld.  v.  Urban,  p.  240. 

In  the  Matter  op  Ellis  &  Co.'s  Trade  Marks,  p.  617. 
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PERSON  AGGRIEVED. 

The  Society  of  Friends  held  not  to  be  persons  aggrieved  by  the 
registration  of  the  word  "  Quaker  "  for  spirits.  IN  THE  MATTER  OP 
Ellis  &  Co.'s  Trade  Marks,  p.  617. 

PRACTICE.    See  also  Dblivbry  tip  and,  as  to  costs  of  affidavits,  Digest  of 
Design  Cases. 

1.  Arrangements  as  to  appeal.    The  Court  of  first  instance  cannot  extend 

the  time  for  appealing  even  by  consent  of  the  parties,  that  being  a 
matter  for  the  Court  of  Appeal.  Any  agreement  between  the  parties 
can  only  be  therefore  that  an  application  to  the  Court  of  Appeal  for 
the  purpose  will  not  be  opposed.  Fbls  v.  HODGSON  AND  SIMPSON, 
p.  95. 

2.  An  application  that  the  question  whether  a  word  was  an  invented  word 

should  be  set  down  for  argument  refused,  as  being  a  question  involving 
the  hearing  of  evidence.    Christy  &  Co,  v.  Tipper  &  Son,  p.  97. 

3.  Commission .— A    commission    abroad   for  the  purpose  of  obtaining 

evidence  in  a  passing-off  action  of  advertisements  of  the  Plaintiffs' 
goods  in  American  journals  circulating  in  this  country  refused. 
Christy  <&  Co.  v.  Tipper  &  Son,  p.  97. 

4.  Undertaking  or  injunction  by  consent.    See  DIGEST  OF  Patent  Cases, 

Practice,  No.  2. 

5.  In  an  action  in  Scotland  for  passing-off  the  complainers  in  the  record 

specified  two  persons  to  whom  the  Respondent  had  sold  his  goods 
under  the  complainers'  trade  name.  The  Respondent  in  Defence 
stated  that  *^  his  invariable  answer  *'  to  persons  asking  for  goods  by  that 
name  was  that  he  had  goods  of  his  own  manufacture,  which  he  was 
able  to  supply  to  them. — Held  that  the  complainers  were  entitled  to 
prove  instances  beyond  the  two  specified.  Parazone  Co.,  Ld.  v. 
Gibson,  p.  317.    See  Passing-off,  No.  12. 

6.  Costs    of     three    counsel    allowed.      WfilNGARTEN    BROTHERS    v. 

Rosenthal,  p.  216. 

7.  Inquiry  as  to  damages  not  ordered,  where  the  Defendant's  sales  had 

been  small.    BOORD  &  Son  v.  Huddart,  p.  149. 

RECTIFICATION  OF  THE  REGISTER.    See  also  Alteration  op  Mark. 

1.  When  it  is  sought  to  reipove  from  the  Register  a  mark  which  has  been 

long  registered  on  grounds  depending  on  the  proof  of  facts  existing 
at  the  date  of  registration,  the  Court  will  give  the  registered  owner 
the  benefit  of  any  doubt.  Ghesebrough  Manufacturing  Gompany's 
Trade  Mark  (19  R.P.C.  342  ;  L.R.  (1902)  2  Ch.  1)  followed.  In  the 
Matter  of  Burroughs,  Wellcome  <&  Co.'s  Trade  Marks,  p.  217. 

2.  **  Tabloid  "*  held  to  have  been  properly  regristered  in  1884  as  a 

fancy  word.    Presumption  in  favonr  of  mark  long  regfistered.— 

Fancy  word. — Motion  to  expunge  Trade  Marks  from  the  Register. — 
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Motion  dismissed. — Appeal  dismissed.^PaientSj  Designs^  and  Trade 
Marks  Act,  1883^  section  64^  subsection  1  (c).  In  and  previously  to  the 
month  of  March  1884  B.  W,  &  Co.  were  manufacturing  and  selling 
compressed  drugs  in  a  solid*  form  and  of  a  lenticular  or  bi-convex 
shape.  In  1884  B.  W.  &  Co.  registered  the  word  "  Tabloid  "  in  Classes 
3  and  42,  and  in  1885,  in  the  same  classes,  a  device  consisting  of  a  frame 
with  the  word  "Tabloids"  inside.  They  had  previously  registered 
and  used  the  word  "  Tablet "  for  the  same  goods.  H.  S.  W.  (who  was 
the  surviving  partner  of  the  firm  of  and  traded  as  B.  W.  &  Co.)  invented 
the  word  "  Tabloid."  B.  W.  &  Co.  commenced  an  action  against  T,  and 
C.  complaining  of  their  selling  goods  not  of  the  Plaintiffs'  manufacture 
in  response  to  orders  and  prescriptions  for  drugs  under  the  designation 
of  «  Tabloids,"  or  «  tabloids— B.  &  W.,"  or  "  Tabloids— Burroughs, 
"  Wellcome  &  Co."  preceded  or  followed  by  the  name  of  the  particular 
drugs  required.  The  Defendants  denied  any  passing  off,  and,  as  to  the 
Trade  Marks,  moved  to  expunge  them  from  the  Register  on  the  ground 
that  "  Tabloid "  was  not  a  fancy  word  ;  that  it  was  descriptive ; 
that  it  was  used  by  B.  W.  &  Co.  in  1884  and  onwards  to  denote 
the  various  articles  so  sold  ;  and  further,  that  it  had  not  acquired  an 
exclusive  meaning  as  denoting  the  goods  of  B.  W.  &  Co.,  but,  on  the 
contrary,  had  acquired  a  meaning  connoting  any  compressed  medicine 
made  up  in  a  bi-convex  or  similar  shape,  and  denoted  as  well  the  goods 
of  other  manufacturers  as  those  of  B.  W.  <&  Co.  The  Plaintiffs'  con- 
tention was  that  "  Tabloid "  and  "  Tabloids "  were  fancy  words  and 
that  they  meant  exclusively  the  goods  of  B.  W.  &  Co,  It  was  held  at 
the  trial  that  **  Tabloid  "  was  a  fancy  word  as  applied  to  the  goods  for 
which  it  was  registered,  and  that  the  Motion  to  rectify  failed  and  must 
be  dismissed  ;  and  that  the  Plaintiffs  had  made  out  their  case  and  were 
entitled  to  an  injunction  to  restrain  the  Defendants  from  using  the 
word  "  Tabloid  "  or  "  Tabloid's  "  so  as  to  pass  off  goods  not  manufac- 
tured by  the  Plaintiffs  as  or  for  the  goods  of  the  Plaintiffs.  The 
Defendants  appealed  from  the  judgment  so  far  as  it  dismissed  their 
Motion. — Held,  by  the  Court  of  Appeal,  that  "  Tabloid  "  was  at  the  date 
of  registration  not  descriptive,  and  was  a  distinctive  fency  word  not  in 
common  use.  The  appeal  was  dismissed  with  costs.  When  it  is 
sought  to  remove  from  the  Register  a  mark  which  has  been  long 
registered  on  grounds  depending  on  the  proof  of  facts  existing  at  the 
date  of  registration,  the  Court  will  give  the  registered  owner  the 
benefit  of  any  doubt.  Ghesehrough  Manufacturing  Company^s  Trade 
Mark  (19  R.P.C.  342  ;  L.R.  (1902)  2  Ch.  1),  followed.  In?,the  Matter 
OF  Burroughs,  Wellcome  &  Co.'s  Trade  Marks,  pp.  69  and  217. 

3.  ''  Absorbine  "  held  not  to  be  an  invented  word  for  an  absorbent 
veterinarj  preparation.— -ifo^ton  to  rectify  Register. — Invented 
word. — ^^  Absorbine.'^ — Mark  registered  subject  to  a  note  on  the 
Register. — Passing-off. — Application  before  trial  for  commission  to  taJce 
emdenceabroadref  used.-- Application  to  set  down  question  of  law  refused. 
— Action  dismissed. — Mark  ordered  to  be  removed  from  Register. — 
Appeal  dismissed. — Patents^  &c.  Act^  1883,  section  64 ;  Patents,  Ac.  Act^ 
1888,  section  10.  In  1901  Y.,  carrying  on  business  in  the  United  States, 
re^stered  the  word  **  Absorbine  "  as  a  Trade  Mark  in  Classes  2  and  3, 
stating  in  his  application  that  no  claim  was  made  to  the  exclusive 
use  of  the  word  *' Absorb,"  and  this  disclaimer  appeared  on  the 
Register.  He  used  the  word,  which  he  himself  had  invented  some 
years  before,  as  the  name  of  a  liquid  veterinary  preparation,  of  which 
there  were  large  sales  in  the  United  States,  and  considerable  advertise- 
ment from  1894  onwards  in  American  papers  circulating  in  this  country, 
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there  had  also  been  some  sales  in  the  United  Kingdom  from  1894. 
In  1901  C,  A  Co.f  carrying  on  business  in  the  United  Kingdom, 
became  Y.'s  agents.  In  1901  T.  A  Son,  who  had  for  many  years 
sold  an  absorbent  ointment  for  veterinary  purposes  as  "Absorbent 
"  Ointment,"  changed  the  name  to  "  Absorbine,"  but  had  not  sold 
under  that  name  until  shortly  after  Y.'s  application  to  register, 
although  catalogues  and  labels  having  the  new  name  in  them  had  b3en 
prepared  before  that  date.  T.  A  San  had  acted  bond  fide,  and  they 
did  not  know  of  Y.'s  use  of  the  word  "  Absorbine  "  until  December 
1902,  when  they  complained  of  it,  and  in  1903  Y.  and  (7.  A  Co.  com- 
menced an  action  against  T,  A  Son  to  restrain  them  from  infringing 
the  Trade  Marks  and  from  passing  oflF.  T.  A  Son  moved  to  rectify  the 
Register  by  removing  the  Trade  Marks  on  the  grounds  that  the  word 
was  not  an  invented  word  at  the  date  of  registration,  and  was  des- 
criptive, and  had  been  used  before  registration  by  themselves  and 
others.  It  appeared  that  another  firm  had  used  the  word  to  some 
extent  before  the  registration,  but  they  decided  not  to  oppose  the 
registration.  Two  interlocutory  applications  were  made  ;  one  by  the 
Plaintiffs  for  a  commission  to  the  United  States  to  take  evidence, 
especially  as  to  the  circulation  in  England  of  American  papers  and 
magay^ines  in  which  the  Plaintiffs  had  advertised  "  Absorbine."  This 
application  was  granted  by  Kekewich,  J.,  but  the  Order  for  a  commission 
was,  on  appeal,  discharged  by  the  Court  of  Appeal.  The  second 
interlocutory  application  was  by  the  Defendants  to  have  the  question 
of  law  separately  argued  whether  "  Absorbine  "  was  a  registrable  word. 
This  Application  was  refused  by  Kekewich,  J.  The  action  and  motion 
to  rectify  were  heard  together. — Held,  that  no  case  of  passing-off  had 
been  established,  and  that "  Absorbine  "  whether  it  was  a  mis-spelling 
of  "  absorbing  "  or  formed  by  adding  the  common  termination  "  ine  " 
to  "  absorb,"  was  not  an  invented  word.  The  Trade  Mark  was  ordered 
to  be  expunged  in  both  classes,  and  the  action  was  dismissed.  The 
Plaintiffs  appealed,  but  on  the  hearing  of  the  appeal  the  question  of 
the  validity  of  the  registration  was  alone  argued.  The  appeal  was 
dismissed  with  costs.  Eastman  Photographic  Materials  Company^s 
Application  (15  R.P.C.  476 ;  L.R.  (1898)  A.C.  571),  discussed  and 
followed.    Christy  &  Co.  v.  Tipper  &  Son,  pp.  97  and  755. 

4.  '^  Bioscope"  held  not  to  be  invented  word  nor  a  word  having  no 
reference  to  the  character  of  the  goods.— Alleged  infringement 
and  passing-off* — Name  of  article. — Action  dismissed. — Motion  to 
expunge  Trade  Mark  from  the  Register. — Mark  struck  off. — Invented 
uw^d.— Patents,  Desigtis  and  Trade  Marks  Act,  1883,  section  64,  sub- 
secti07i  1  (rf).  The  W.  T.  Company  was  incorporated  in  May  1898,  and 
in  August  of  that  year  registered  as  a  Trade  Mark  the  word  "  Bioscope" 
in  connection  with  their  business,  which  was  that  of  sellers  fnot 
manufacturers)  of  cinematographic  apparatus.  In  September  1903, 
they  commenced  an  Action  against  C.  U.,  who  had  previously  been  in 
their  service  as  managing  director,  in  respect  of  similar  apparatus 
bearing  the  name  '*  Bioscope,"  and  sold  by  him,  and  against  a  Company 
promoted  by  him.  The  Plaintiffs  claimed  relief  on  the  grounds  of 
infringement  of  their  Trade  Mark,  and  also  of  passing-off.  At  the  trial 
of  the  Action  which  came  on  with  a  Motion  by  the  Defendants  to 
rectify  the  Register,  evidence  was  given  of  the  use  of  the  term 
"Bioscope,"  both  with  and  without  reference  to  cinematographic 
apparatus,  for  many  years  prior  to  the  commencement  of  the 
Plaintiffs'    business;    and    it    further    appeared    that    a    machine 
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bearing  that  name  had  previously  been  patented  in  England. — 
Held^  on  the  Motion,  that  the  word  "  Bioscope "  was  not  an  invented 
word  within  the  meaning  of  sub-section  1  (d)  of  section  64  of  the 
Patents  &c.  Acts,  and  that  the  Trade  Mark  must  therefore  be  struck  off 
the  Register  with  costs.  And  held,  in  the  Action  :  (1)  That  the  Defen- 
dant Company  had  not  represented  its  business  to  be  the  business  of 
the  Plaintiff  Company  ;  (2)  that  the  Defendant's  goods  liad  not  in  fact 
deceived,  and  were  not  calculated  to  deceive  the  public  into  the  belief 
that  they  were  the  goods  sold  by  the  Plaintiff  Company,  but  that  the 
Defendant's  goods  were  sufficiently  distinguished ;  and  (3)  that  the 
word  "  Bioscope  "  did  not  denote  the  Plaintiff  Company's  goods  exclu- 
sively, and  that  they  had  no  monopoly  in  the  word.  The  action  was 
dismissed  with  costs.  WARWICK  TRADING  Co.,  Ld.  v.  URBAN.  IN 
THE  Matter  op  Trade  Mark,  No.  216,821,  p.  240. 


Exclusion  of  certain  ^oods  from  those  for  which  the  Trade  Marks 
were  registered.  No  intention  to  use  one  mark  for  such 
excluded  goods ;  the  other  mark  common  for  excluded  goods  — 

Action  for  infringement  of  Trade  Marks  and  for  passing-off, — 
Motion  to  rectify  by  exclusion  of  certain  goods,  — No  intention  to  use 
Trade  Mark  for  stich  goods. — Mark  common  to  the  Trade,  ^Action 
dismissed. — Order  for  rectification  of  Register,  In  1878  a  Company 
registered  a  Trade  Mark,  consisting  of  a  figure  of  a  milkmaid  with  the 
words  ^'  Milkmaid  Brand,*'  in  Class  42,  for  substances  used  as  food  or 
ingredients  in  food,  with  the  exception  of  certain  goods,  not  including 
butter  in  such  exceptions.  In  1901  the  same  Company  restored 
another  Trade  Mark  consisting  of  a  slightly  different  figure  of  a 
milkmaid  with  the  same  words  for  the  whole  of  Class  42.  The 
Company  had  also  other  Trade  Marks  with  the  figure  of  a  milkmaid 
in  them,  but  not  for  butter.  Their  principal  Trade  was  in  condensed 
milk,  and  they  never  traded  in  butter  in  the  United  Kingdom  until 
May  1901,  although  they  had  formed  the  intention  of  so  trading 
in  1897,  and  had  traded  abroad  in  butter.  In  1902  they  commenced  an 
action  against  another  Company  for  infringement  of,  in  particular,  the 
Trade  Marks  of  1878  and  1901,  and  for  passing-off,  and  in  it  complained 
of  tJie  use  by  the  Defendants  of  coloured  posters  and  handbills 
having  thereon  the  figure  of  a  milkmaid  with  the  Defendants* 
trade  name  prominently  thereon  and  the  words  "Milk  Blended 
''  Butter  " ;  these  posters  and  handbills  were  first  used  in  November  lyOl. 
The  Plaintiffs  alleged  that  they  had  a  reputation  in  various  articles  of 
dairy  produce  under  the  brand  of  a  milkmaid,  and  that  the  posters  were 
calculated  to  lead  persons  to  believe  that  the  butter  to  which  they  referred 
was  the  Plaintiffs'  butter.  The  Plaintiffs  had  only  a  small  retail  trade  in 
butter,  and  used  only  the  1901  Trade  Mark,  and  not  that  of  1878,  in 
connection  with  such  trade.  The  Defendants  had  a  very  large  retail 
trade  in  their  milk  blended  butter.  They  denied  infringement  and 
passing-off,  and  moved  to  exclude  butter  from  the  goods  for  which 
the  Trade  Marks  were  registered  on  the  grounds  that  the  Plaintiffs  had 
never  used  or  intended  to  use  the  1878  Trade  Mark  for  butter,  and 
that  in  1901  a  milkmaid  was  common  to  the  trade.  The  action 
and  motion  were  heard  together. — Held^  by  Joyce,,  J.  (20  R.P.C.  509) 
that  the  action  failed  as  to  passing-off,  and  that  the  Register  must  be 
rectified  so  as  to  exclude  butter  from  the  goods  for  which  the  Trade 
Marks  were  registered,  on  the  ground,  as  to  the  1878  Trade  Mark,  that 
there  had  been  no  real  intention  to  use  it  for  {cutter,  and,  as  to  the  1901 
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Trade  Mark,  that  at  the  date  of  its  registration  the  device  of  a  milk- 
maid was  common  to  the  butter  trade.  The  action  vrtta  diamissed,  and 
an  Order  made  for  rectification  in  the  manner  mentioned.  The 
Plaintiffs  appealed. — Held^  by  the  Court  of  Appeal  (affirming  Joyce^  J.) 
that  the  action  failed  as  to  passing-off  and  that  the  Register  must  be 
rectified  so  as  to  exclude  butter  from  the  class  of  goods  for  which  the 
Trade  Marks  were  registered  on  the  ground,  as  to  the  1878  Trade  Mark, 
that  there  had  been  no  real  intention  to  use  it  for  butter,  and  as  to  the 
1901  Trade  Mark  that  at  the  date  of  its  registration  the  device  of  a 
milkmaid  was  in  common  use  in  the  trade  as  an  ornamentation  and 
indication  of  goods  sold  and  also  as  a  Trade  Mark  for  butter.  The 
action  was  dismissed  and  an  Order  made  for  consequential  rectification 
of  the  Register.    Anglo-Swiss  Condbnsbd  Milk  Co.  v.  Pbarks, 

GUNSTON   AND  TBB,  LD.     IN   THB    MATTER  OF   THE  TRADB  MaRKS 

Nos.  15,920  and  238,790  OP  THB  Anglo-Swiss  Condbnsbd  Milk 
Co.,  p.  261. 

6.  An  invented  word  must  be  invented  for  the  purpose  of  bein^ir  used 
as  a  Trade  Mark,  and  must  not  be  an  old  word  used  in  a  new 
sense,  Semble,  that  it  must  be  coined  for  the  purpose  of  being 
registered  as  a  Trade  IHuliL—Aaion  for  infrifigsment  of  Trade 
Mark  and  for  passing-off. — Motion  to  rectify  by  striking  the  Trade 
Mark  off  the  Register. — Passing-off  not  established. — Descriptive  word. 
— Invention. — Action  dismissed.'-Order  made  for  rectification  of 
Register, — Stay  refused.  In  1890  Hommelj  the  Plaintiff  in  the  action, 
first  sold  in  Germany  a  proprietary  medicine  which  he  called 
"^  HommeVs  HsBmatogen"  (later  "Haematogen  prepared  by  Dr. 
"  Hommel  "),  the  name  "  Hsematogen  "  having  been  suggested  to  him 
by  a  friend  in  the  previous  year.  The  word  appeared  to  have  been 
applied  in  1883  to  a  similar  but  non-commercial  product  by  a 
physiological  chemist,  but  this  fact  'was  not  known  to  the  Plaintiff, 
although  he  admitted  that  prior  to  1890  he  had  heard  of  the  word  used 
(in  Oerman)  as  an  adjective  but  not  as  a  substantive.  In  1893  he 
introduced  his  product  on  the  English  market,  since  when  the  sales 
had  rapidly  increased  without  a  rival.  In  1899  he  registered  the  word 
''  Haematogen ''  as  a  Trade  Mark.  In  1902  a  Hamburg  firm  com- 
menced to  sell  a  similar  product  under  the  name  '^  HaBmatogen,'*  and  this 
was  introduced  on  the  English  market  by  the  Defendants.  The  Plaintiff 
commenced  an  action  for  infringement  of  his  Trade  Mark  and  for 
"  passing-off,*^  his  complaint  being  confined  to  the  word  '*  Haematogen  " 
which  he  alleged  meant  his  preparation  only  and  not  extending  to 
the  "get-up"  of  the  goods.  The  Defendants  moved  to  rectify  the 
Register  of  Trade  Marks  by  striking  off  the  word. — Held^  on  the 
Motion,  that  the  Trade  Mark  was  not  an  "invented  word"  within 
the  meaning  of  section  64  of  the  Patents,  &c.  Act,  1883  to  1888,  and 
must  therefore  be  struck  off  the  Register. — Held^  in  the  Action  that 
if  there  had  been  actual  or  attempted  "  passing-ofiE "  it  consisted  in  the 
use  of  the  word  "  Haematogen,"  and  that  this  word  had  not  acquired 
such  a  secondary  meaning  as  the  Plaintiff  alleged.  Action  dismissed 
accordingly.  Cellular  Clothing  Company  v,  Maxton  and  Murray 
(16  R.P.0. 397  ;  L.R.  (1899)  A.C.  326)  followed.  Hommel  v.  GsBRtyDER 
Bauer  &  Co.  In  the  Matter  op  the  Trade  Mark  "  H  jematogen," 
p.  576.» 

*  The  deoinon  in  this  case  has  since  been  upheld  on  appeaL 
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7«  The  Society  of  Friends  held  not  to  be  persons  aggrieved  by  the 
Registration  of  the  word  "  Quaker  "  for  spirits,—*'  Quaker:'— 
Whether  a  word  having  reference  to  the  character  or  qualttp  of  the  goods^ 
or  calculated  to  deceive  or  disentitled  to  protection. — Motion  to  rectify 
dismissed.  ^Patents^  Ac.  Act^  288S,  sections  64  (i)  (e),  75,  and  90; 
Patents,  Jkc.  Act,  1888,  section  10.  A  firm  of  wine  merchants  having 
registered  the  word  "Quaker*'  as  a  Trade  Mark  in  Class  43  for  fer- 
mented liquors  and  spirits,  not  including  whiskey,  the  Secretary  of  the 
Society  of  Friends  applied  by  Motion  to  rectify  the  Register  by  the 
remoTOl  of  the  Trade  Mark  on  the  grounds  that  it  was  not  entitled  to 
protection  in  the  Court  or  Registry,  and  was  scandalous  and  liable  to 
deceiye,  or  had  reference  to  the  character  or  quality  of  the  goods. 
There  is  no  rule  of  total  abstinence  in  the  Society  of  Friends. — Held, 
that  no  damage  in  a  legal  sense  could  accrue  to  the  Society  of  Friends, 
or  that  portion  of  its  members  who  are  total  abstainers,  from  the  use  of 
the  Trade  Mark,  and  that  they  were  not  persons  aggrieved  ;  also  that 
the  word  had  no  reference  to  the  character  or  quality  of  the  goods,  and 
was  not  calculated  to  deceive  or  disentitled  to  protection.  The  Motion 
was  dismissed  with  costs.  IN  the  Matter  op  Ellis  &  Co.'s 
Trade  Marcs,  p.  617. 

8.  Mark,  consisting  of  "  Macfarlane  &  Co.''  as  a  signature,  removed  on  the 

admission  of  Resp)ndents'  counsel  that  it  could  not  be  supported 
as  it  was  not  at  the  date  of  registration  the  signature  of  an  existing 
firm.    Macmillan  v.  Ehrmann  Brothers,  Ld.,  p.  357.    See  Trade 

Name. 

9.  Order  to  rectify  made  on  Respondents'  admission.    No  costs  of  evidence 

allowed  as  no  affidavits  had  been  filed  and  no  trivd  voce  evidence  given 
on  the  motion.    Maomillan  v,  Ehrmann  Brothers,  Ld.,  p.  368. 

10.  Stay  of  order  of  rectification  pending  an  appeal  refused.  HOMMBL  v, 
GEBRtDKR  Batter  &  Co.,  p.  576. 

«  REGISTERED."    See  INFRINGEMENT,  No.  2 ;  PASSING-OFF,  No.  15  ;  Regis- 
tration, No.  2. 

REGISTRATION. 

1.  Comptroller's  discretion.  Bight  of  Comptroller  to  have  regard 
to  previous  refusals  of  similar  marks.  ^'  Jock  Scott ''  too  near 
to  "  Sootoh  Jock." — Applicatiorh  to  register, — Mark  calculated  to 
deceive. — Mark  similar  to  marks  which  had  been  already  refused 
registration. — Appeal  by  Applicants  from  Comptroller  dismissed. — 
Patents^  Jtc.  Act,  1883,  section  73.  A  Company  sought  to  register  two 
marks  as  Trade  Marks  in  Class  43,  both  having  the  device  of  a  salmon 
fiy,  one  of  them  having  the  words  "  Salmon  Fly  Brand  "  and  the  other 
having  also  the  words  "  Jock  Scott  Salmon  Fly."  The  Comptroller 
refused  to  register  the  marks  on  the  ground  of  similarity  to  a  mark 
consisting  of  the  words  *'  Scotch  Jock "  and  also  on  the  ground  that 
other  marks  of  a  similar  nature  had  already  been  refused.  The 
Applicants  appealed,  and  the  appeal  was  referred  to  the  Court.  At  the 
hearing  the  owners  of  the  '•  Scotch  Jock  "  mark  opposed,  and  there  was 
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.  eyidem^  ol  use  since  1896  of  one  of  the  marks  of  whieli  registration 
.  .  .had  previously  been  refused.  The  Applicants  had  made  no  inquiries 
as  to  these  marks,  although  invited  to  do  so  by  the  Oomptroiler. — Held^ 
that  the  use  of  the  words  *'  Jock  Scott  *'  would  be  calculated  to  deceive, 
and  as  to  the  other  mark  that  the  OomptroUer  had  exercised  his 
discretion  properly,  and  that  it  ought  not  to  be  overruled.  The  appeal 
was  dismissed  with  costs.  IK  THE  Matter  op  the  Applications  op 
Booth's  Distillery  Co.,  Ld.,  p.  18. 

2.  Comptroller  ordered  to  proceed  with  an  application  for  regis- 
tration, notwithstanding  mistaken  use  of  the  words ''  Registered 
"  Trade  Mark ''  before  application. — Application  for  registration  of 
ivord. — PreviotM  t^se  qf  tvotrl  coupled  ivith  ^^  Registered  Trade  Mark." 
—  Comptroller's  refusal  to  register. —  Appeal.  —  Bond  fide  mistake 
proved  on  appeal. — Decision  of  Comptroller  reversed  and  application 
,  ,  ordered  to  he  proceeded  with.  IN  THE  MATTER  OP  Altman'S  APPLI- 
CATION FOR  A  Trade  Mark,  p.  753. 

SERVANT  (ACTS  OF). 

Whether  master  responsible  for  acts  of  servant.    See  Passing-off, 
No.  10 ;  Infringement,  No.  3. 

STAY.    See  Rectification  of  the  Register,  No.  10. 

TRADE  NAME. 

Action  to  restrain  use  of  a  name  that  was  not  either  Plaintiflb' 
or  Defendants'  own  name. — No  intent  to  deceive  or  actual 
deception  or  probability  of  deception  proved. — Action  dismissed. — 
Appeal  dismissed,  A  &*m  of  Mac/arlane  A  Co,  (sometimes  with 
various  initials)  traded  as  whisky  distillnrs  and  merchants  at  P&isley 
from  1740  till  1897;  they  had  a  good  local  reputation.  The  then 
continuing  member  of  the  firm,  J.  MacfarlanCj  assigned  the  goodwill 
of  the  business  to  Foulds  Jk  Co.^  Ld.  The  Plaintiffs  were  four  of  the 
directors  of  Foulds  A  Co.^  Ld.  It  was  agreed  that  the  business  should 
be  assigned  by  Foulds  &  Co.^  Ld.^  to  the  Plaintiffs,  but  that 
assignment  was  not  actually  executed  till  after  action  brought. 
Foulds  A  Co.^  Ld.j  remained  the  real  owners  of  and  carried  on 
the  business  under  the  style  of  Macfarlane  A  Co.  In  the  year  1897 
Ehrmann  Bros.,  the  predecessors  in  business  of  the  Defendants, 
began  to  use  the  name  " Macfarlane,"  or  " Macfarlane  A  Co."  to 
denote  a  brand  of  whisky  sold  by  them.  They  adopted  the  name  at 
the  suggestion  of  a  gentleman  named  Macfarlane^  who  was  associated 
with  them  in  their  business  of  dealers  in  wines  and  spirits.  They 
registered  the  signature  of  ^'  Macfarlane  &  Co."  as  their  Trade  Mark. 
During  the  year  1899  the  trade,  nominally  carried  on  by  the  Plaintiffs, 
was  extended  to  England.  The  Plaintiffs,  when  the  respective  trades 
of  the  parties  came  into  collision,  brought  this  action  to  restrain  the 
Defendants  from  using  the  name  ^^ Macfarlane  A  Co."  so  as  to 
represent  their  whisky  as  that  of  the  Plaintiffs.  At  the  trial  it  was  held 
that  the  Plaintiffs  had  failed  to  prove  that  the  Defendants*  acts  had 
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intoreepted  or  w<Mr6  calculated  to  intercept  the  Plaintiffs^  trade.  The 
action  was  dismissed  inth  costs.  The  Plaintiffs  appealed.  The  appeal 
was  dismissed .  with  costs,  the  jndgbient  below  being  npheld  on  all 
points.  Macmillan  and  Others  v.  Ehrmann  Brothers,  Ld., 
pp.  357  and  647. 

TRAP  ORDERS. 

Obsarv^^iions  on,  the  importance  to  be  attaohed  to  trap  orders.    Bubroughs, 
Weli^cohb  iSb  Co.  V.  Thompson  and  Capper,  p^  84. 

USB  AS  A  TRADE  MARK.    See  Inpringbmbnt,  No.  3. 

WORD  HAVING  NO  REFERENCE  TO  THE  CHARACTER  OR  QUALITY 
OP  THE  GOODS. 

1.  "  Quaker"  held  to  be  such  a  word  for  fermented  liquors  and  spirits.     In 

THE  Matter  of  Ellis  &  Co.*s  Trade  Marks,  p.  617.  See 
Rectification,  No.  7.  , 

2.  "  Bioscope  "  held  not  to  bo  such  a  word  for  cinematographic  apparatus 

at  the  date  of  registration.  Warwick  Trading  Co.,  Ld.  v.  Urban, 
p.  240.    See  Rectification,  No.  4. 
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In   the   Court  op   Session   in   Scotland   (Outer   House). 

Before  The  Lord  Ordinary,  Lord  Low. 

January  9th,  February  17th,  March  17th,  June  20th,  and  July  22nd,  1903. 

New   Conveyor   Company,  Ld.  v.  Edinburgh   and   Leith   Gas 
5  Commissioners. 

Action  for  infringement  of  Patent. — Specification  admittedly  had. — Applica- 
tion by  Pursuers  for  liberty  to  ajyply  at  the  Patent  Office  for  leave  to  amend 
Specification  by  way  of  disclaimer  and  to  sist  procedure  in  the  meantime. — 
Application  refused. — Action  dismissed.-^Patents^  Ac.  Act^  1883^  section  19. 

10  The  N.  G.  Oo.y  who  were  the  owtiers  of  Letters  Patent  for  improvements  in 
charging  inclined  gas  retorts^  raised  an  action  against  the  Edinburgh  Gas 
Commissioners  for  infringement  of  the  same.  After  the  pleadings  /lad  been 
closed  and  a  proof  allowed^  Uie  N.  G.  Go.  admitted  that  Oie  Specification  ivas 
badj  and  that^  if  its  defects  were  cured^  the  Summons  would  liave  to  be  corre- 

15  spondingly  amended^  and^  under  the  19th  section  of  the  Patents  Acty  1883^  moved 
for  an  Order  authorising  them  to  apply,  at  the  Parent  Office  Jor  leave  to 
amend  their  Specification  by  way  of  disclaimer^  and  to  sist  procedure  in  the 
action  until  such  application  had  been  disposed  of  by  the  Patient  Office.  The 
motion  was  refused^  and  the  auction  thrown  out. 

20  Observedy  per  Lord  Ordinary^  that  the  granting  of  an  Order  under  the  said 
section  was  entirely  a  matter  of  dis&f^etion  for  the  Gourt^ 
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The  Pureuers  in  this  action,  which  was  signetted  on  the  9th  of  January  1903, 
the  New  Conveyor  Company^  Ld,^  having  its  registered  ofiBce  at  Smethwick, 
Birmingham,  were  the  owners  of  Letters  Patent  No.  20,709  of  1892,  which  were 
granted  to  Ludovico  Van  Vestraut  and  Maurice  Graham  for  "  Improvements 
**  in  charging  inclined  gas  retorts."  In  the  Complete  Specification  the  invention  5 
was  described  as  follows  : — "  Over  the  bed  or  bench  of  the  retorts  is  fixed  a 
"  hopper  which  may  be  erected  over  one  bed  in  a  requisite  place,  or  may  be 
"  erected  over  the  full  length  of  the  beds  or  bench  of  settings  of  retorts  and 
"  overhead  and  above  the  charging'  mouthpieces.  This  hopper  contains  the 
"  supply  of  coal  required  for  charging  or  feeding  the  several  retorts,  the  coal  10 
"  being  first  broken  and  then  lifted  by  machinery  and  deposited  in  the  said 
"  hopper  or  bunker.  At  the  bottom  of  the  same  are  one  or  more  valves, 
**  doors  or  slides  of  suitable  pattern.  Division  plates  are  fixed  inside  to  form 
"  compartments  if  necessary,  and  also,  to  strengthen  and  be  a  support  to  the  side 
**  of  the  hopper,  necessary  stays  are  fixed  which  are  used  for  supporting  the  15 
**  conveyors  and  other  machinery  for  filling  the  hopper.  Upon  the  bottom 
*'  of  these  large  or  main  hoppers  are  fixed  either  permanent  or  moveable 
"  secondary  hoppers  or  chambers  which  act  as  measuring  chambers.  At  the 
*'  top  and  bottom  of  these  hoppers  or  chambers  are  slides  or  valves  of  a  suitable 
"  pattern,  which  are  moved  and  worked  by  means  of  a  lever  or  levers  20 
*'  preferably  fixed,  so  that  when  the  top  slide  is  opened  the  bottom  is  shut  and 
"  vice  versa.  The  object  of  the  bottom  slide  is  to  prevent  the  coal  falling  down 
"  the  shoot  before  the  chamber  is  filled  ^  and  ready  for  charging,  the  object 
*•  of  the  top  is  to  prevent  the  coal  falling  into  the  chamber  from  above 
"  during  the  operation  of  charging  and  so  increasing  the  already  measured  25 
*'  charge."  The  Pursuers  claimed  inter  alia  as  the  invention  : — "  The  fixed 
"  measuring  hoppers  or  chambers  with  top  and  bottom  doors  or  slides  or  valves 
**  as  shown  of  any  required  construction  to  suit  the  purpose  in  conjunction  with 
*^  the  action  of  the  levers,  so  that  when  one  is  shut  the  other  is  open,  and  vice 
"  versd^  substantially  as  described  in  the  Specification  and  according  to  the  30 
"  accompanying  drawings."  The  value  of  the  patent  shot  pouch  contained  in 
the  said  Patent  consisted  in  the  fact  that  by  a  lever  acting  in  a  very  simple 
manner  one  man  could  charge  a  retort  in  a  few  seconds,  an  operation  which 
apart  from  the  invention  would  take  him  a  much  greater  period  of  time.  The 
invention  also  prevented  the  loss  of  gas  during  the  period  of  charging  retorts.  35 
It  was  therefore,  according  to  the  Pursuers,  of  great  commercial  value  to  them. 

The  Defenders  were  the  Edinburgh  and  Leith  Corporations  Gas  Commis* 
si(merSy  incorporated  by  Act  of  Parliament.  They  had  recently  erected  large 
gasworks  at  Oranton,  near  Edinburgh,  in  which  thev  employed  charging  appa- 
ratus of  a  style  and  character  to  which  the  Pursuers  alleged  they  had  sole  right.  40 
This  the  Pursuers  said  was  an  infringement  of  their  Patent  and  they  asked  for 
2500Z.  damages,  for  interdict  against  farther  infringement,  and  for  expenses. 
The  Defenders  admitted  that  in  fitting  up  their  works  they  had  made  use  of  the 
latest  and  most  useful  contrivances  and  designs  in  the  installation  of  machinery 
and  retorts,  but  denied  that  they  had  infringed  any  existing  Patent.  The  specifi-  45 
cations  and  the  detailed  drawings  for  all  the  plant  supplied  were  prepared  by 
the  Defenders'  chief  engineer,  Walter  Ralph  Herring^  from  what  was  common 
knowledge  amongst  gas  engineers,  or  of  his  own  special  design.  They  averred 
that  the  alleged  Patent  was  not  valid  or  effectual  in  respect  that  neither  the 
said  Ludixnco  Van  Vestraut  and  Maurice  Graham^  nor  either  of  them,  were  50 
the  true  and  fir>t  inventors  of  the  alleged  invention  described  therein.  The 
first  and  true  inventors  were  Frank  Morris  and  James  Husband^  the  engineer 
and  assistant  engineer  of  the  Brentford  Gas  Company ^  who  in  the  year  1889  first 
charged  a  20-feet  inclined  retort  at  Southall  experimentally,  and  in  the  years 
1890  and  1891  invented  at  the  Brentford  Works  of  the  said  Company  the  said  55 
apparatus  for  charging  inclined  gas  retorts  upon  the  principle  of  automatic 
charging  with  the  storage  hopper  and  measuring  chamber  combined,  known  as 
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the  "  Shotpoach"  system.  An  invention  and  apparatus  similar  to  or  substan*- 
tially  the  same  as  that  described  and  claimed  in  the  Specification  of  the 
Pursuers'  Patent  was  disclosed  and  published  within  the  United  Bangdom  prior 
to  the  date  of  the  Patent  by  the  manufacture  by  the  T?iames  Ironworks  Com* 
5  pc^ny  from  drawings  and  designs  by  the  said  Frank  Morris  and  James 
Husband^  supplied  to  the  said  Company  in  the  year  1890,  of  apparatus  for 
charging  inclined  gas  retorts  identical  with  those  claimed  in  the  said  Patent 
and  by  the  erection  and  user  by  the  Brentford  Qas  Company  of  the  said 
apparatus  at  their  Brentford  Works  in  and  since  the  year  1891.     Detailed 

10  drawings  of  the  said  installation  at  Brentford  were  published  by  being  sent  to 
the  Automatic  Coal  Qas  Retort  Company  in  January  1892,  containing  full 
details  of  all  the  said  alleged  inventions  claimed  in  the  Pursuers'  Patent  and 
relative  Specifications.  Detailed  specifications,  and  drawings  showing  continuous 
hoppers,  measuring  chambers,  and  overhead  coal  conveyors   for  supplying 

15  inclined  retorts  as  described  in  Pursuers'  Patent  were  also  disclosed  and  pub- 
lished in  May  and  June  1892  by  WesVs  Qas  Improvement  Company,  Ld.^  of 
Manchester,  in  tendering  for  the  installation  of  inclined  retorts. 

The  Pursuers  admitted  that  an  apparatus  for  charging  incline!  gas  retorts 
identical    with    those    claimed   by  their  Patents  had  been  installed  at  the 

20  Brentford  Gasworks,  but  averred  that  this  was  done  after  the  Patent  was 
taken  out,  and  that  the  apparatus  was  erected  by  arrangement  between  VestraiU^ 
one  of  the  inventors,  and  the  Brentford  Qas  Company,  in  whose  employment 
Vestraut  then  was.  Vestraut  was  the  joint  inventor  along  with  Frank  Morris 
of  Patent  No.  16,489  of  1889.    This  he  assigned,  along  with  any  and  eveiT' 

26  improvement  that  he  or  they  might  make  thereon,  to  the  Automatic  Coal  Qas 
Retort  Company,  Ld.  The  present  Patent  was  one  of  the  said  improvements, 
and  therefore  as  soon  as  it  was  taken  out  belonged  to  the  Automatic  Coal  Gas 
Retort  Company,  Ld.,  in  virtue  of  the  said  agreement.  The  rights  of  that 
Company  were  transferred  to  the  Pursuers. 

30  The  Defenders  averred  that  the  alleged  invention  was  not  new  at  the  date  o£ 
the  Patent.  Inventions  or  contrivances  similar  to  or  substantially  the  same  as 
the  alleged  invention  were  described  and  disclosed  and  published  within  the 
United  Kingdom  prior  to  said  date,  and  particularly  in  the  Specifications  and 
drawings  of  the  following  Patents,  all  dated  prior  to  the  Patent  founded  on  by 

35  the  Pursuers  :— (1)  Patent  No.  2473  of  1861,  granted  to  William  Malam  for 
"  Impi*ovement8  in  apparatus  for  the  manufacture  of  gas  "  ;  (2)  Patent  No.  4576 
of  1877,  granted  to  Matthew  Hilton  for  "  Improvements  in  the  manufacture 
"of  gas"  ;  (3)  Patent  No.  4874  of  1883,  granted  to  John  Woodward  and 
William  Foulis  for  "  Improvements  of  retort  charging  and  drawing  machines, 

40  '*  aiid  in  the  apparatus  or  means  for  delivering  coal  to  the  scoops  of  such 
"  charging  machines " ;  (4)  Patent  No.  7563  of  1885,  granted  to  Alexander 
Melville  Clark  for  "Improvements  in  retorts  for  the  distillation  of  coal 
"  and  other  solid  matters  and  in  apparatus  connected  therewith  " ;  (5)  Patent 
No.  16,489  of  1889,  granted  to  Frank  Morris  and  Ludovico  Van  Vestraut 

45  for  "  Improvements  in  apparatus  for  charging  inclined  gas  retorts  "  ;  (6)  Patent 
No.  16,213  of  1890,  granted  to  Andre  Coze  for  "  Improvements  in  apparatus  for 
"  charging  inclined  gas  retorts  " ;  (7)  Patent  No.  18,230  of  1890,  granted  to 
Ltidovico  Van  Vestraut  and  Maurice  Graham  for  "Improvements  in  the 
"  construction  of  shoots  for  charging  inclined  gas  retorts "  ;   (8)  Patent  No« 

59  20,030  of  1890,  granted  to  Ludovico  Van  Vestraut  for  "  Improvements  in  appa- 
"  ratus  for  charging  inclined  gas  retorts  "  ;  (9)  Patent  No.  9318  of  1891,  granted 
to  Alfred  Julius  Boult  for  "  Improvements  in  apparatus  for  charging  retorts  "  ; 
(10)  Patent  No.  10,902  of  1891,  granted  to  James  Francis  Braidwood  for 
"  Improvements  in  apparatus  for  charging  retorts  for  the  manufacture  of  gas 

55  "  and  for  other  like  purposes " ;  (11)  Patent  No.  12,572  of  1891,  granted  to 
George  Ernest  Stevenson  for  "  Improvements  in  apparatus  for  charging  inclined 
"  gas  retorts  "  ;  (12)  Patent  No.  21,249  of  1891,  granted  to  Edward  Drorg  for 
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**  Improvements  in  apparatus  for  charging  inclined  retorts  for  use  in  the 
"  manufacture  of  coal  gas  and  for  similar  purposes." 

The  Defenders  therefore  averred  that  at  the  date  of  the  said  Patent  the  alleged 
invention  was  part  of  the  stock  of  the  public  general  knowledge,  and  the  alleged 
invention  was  not  new  as  to  the  public  use  and  exercise  thereof  in  the  United  5 
Kingdom.  The  principles  thereof  were  matters  of  common  general  knowledge 
and  common  general  use  amongst  manufacturers  of  gas  retorts  and  gas  engineers, 
and  were  in  common  use  in  all  works  where  materials  had  to  be  raised  from 
a  lower  to  a  higher  level  and  distributed  by  gravity.  Apparatus  similar  to  or 
substantially  the  same  as  that  described  and  claimed  by  the  Patent  had  been  10 
for  years  past  and  was  presently  in  use  in  the  following  gasworks  within  the 
United  Kingdom,  viz.  :— The  Gas  Light .  and  Coke  Company^s  Gkwworks, 
London ;  the  City  Gasworks,  Saltley,  Birmingham ;  the  Gaythorn  (Gasworks, 
Manchester ;  the  Oxford  Qas  Company^s  Gasworks,  Oxford ;  the  Brighouse 
Gasworks,  Brighouse ;  the  Londonderry  Gasworks,  Londonderry  ;  the  Brentford  15 
Gasworks,  Brentford  and  Southall ;  and  in  the  Defenders'  gasworks  at  New 
Street,  Edinburgh.  In  the  case  of  no  one  of  these  installations  of  inclined 
retorts  was  any  licence  issued  by  Pursuers  or  their  authors,  or  royalty  claimed 
by  or  paid  to  them  in  respect  of  the  use  of  the  apparatus  described  in  their 
Patent.  Subsequent  to  the  installation  of  inclined  retorts  at  the  Brighouse  20 
Gasworks  the  Pursuers,  in  the  year  1900,  raised  an  action  against  the  Mayor 
and  Aldermen  and  Burgesses  of  Brighouse  for  an  injunction  restraining  the 
Defendants  from  infringing  the  Patent  and  for  damages.  Before  proof  the 
Plaintiffs,  however,  withdrew  their  action  on  payment  of  the  Defendants'  full 
costs.  25 

The  Pursuers  explained  in  their  pleadings  that  they  had  commenced  this 
action  under  a  misapprehension,  and  that  it  was  discovered  before  the  case 
came  on  for  hearing  that  the  Brighouse  Corporation  had  not  used  the  Pursuers' 
Patent  as  they  supposed,  but  had  substituted  for  it  travelling  loaded  charging 
shoots.  In  consequence  of  this  discovery  the  Pursuers  withdrew  their  action.  80 
They  admitted  that  the  apparatus  claimed  in  their  Patent  was  at  present  in  use 
in  some  at  least  of  the  above-mentioned  gasworks,  but  averred  it  had  been 
installed  in  all  these  cases  after  the  Patent  was  taken  out. 

The  Defenders  also  averred  that  the  alleged  invention  as  set  forth  in  the 
Complete  Specification  of  the  Patent  founded  on  was  larger  than  and  different  35 
from  that  disclosed  and  referred  to  in  the  Provisional  Specification  thereof. 
Further,  the  Complete  Specification  was  not  intelligible  and  did  not  describe 
with  sufficient  clearness  the  nature  of  the  said  invention,  nor  the  manner  in 
which  the  same  was  to  be  performed.  Further,  the  Patentees  did  not  suffi- 
ciently distinguish  between  what  was  old  or  was  in  use  and  known  at  and  prior  40 
to  the  date  of  the  Patent,  and  what  they  they  alleged  to  be  new  and  claimed  to 
be  the  invention.  Further,  they  claimed  as  new. what  was  old  and  well  known 
at  the  date  of  the  Patent  The  alleged  invention  as  to  all  the  claims  of  the 
Complete  Specification  was  not  good  subject-matter  of  a  grant  of  Letters  Patent 
within  the  meaning  of  the  Patent  Acts.  45 

On  the  17th  of  February  1903  Defences  and  a  Statement  of  Pact  for  the 
Defenders  were  lodged.  The  Lord  Ordinary,  Lord  KiNOAlRNBY  for  Lord  Low, 
allowed  the  Pursuers  to  answer  the  Defenders'  Statement  of  Facts  by  the  27th  of 
February,  and  continued  the  Adjustment  of  Record  till  the  3rd  of  March, 
and  the  Record  was  closed  on  the  17th  of  March  1903,  both  parties  being  50 
allowed  a  proof  of  their  respective  averments  and  the  Pursuers  a  conjunct 
probation,  to  proceed  on  a  day  to  be  afterwards  fixed. 

On  the  20th  of  June  1903,  Counsel  for  the  Pursuers,  Craigie  (instructed  by 
Laing  and  Harley^  W.S.)  moved  for  an  Order  in  terms  of  the  19th  section  of  the 
Patents,  &c..  Act,  1883,  authorising  them  to  apply  at  the  Patent  Office  for  leave  55 
to  amend  their  Specification  by  way  of  disclaimer  and  to  sist  procedure  In  the 
meantime.    It  ^vas  admitted  that  the  Specification  as  it  stood  was  bad. 
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J.  D.  Millar  (instructed  by  James  McQ,  Jack^  S.S.C.)  opposed  the  motion. 
Lord  Low  took  the  case  to  avizandum. 

The  motion  was  on  the  22nd  of  Jnly  1903  refused,  and  the  action  was  dis- 
missed by  the  Lord  Ordinary,  the  Pursuers  being  found  liable  in  expenses. 
5  Lord  Low. — In  asking  for  authority  to  apply  for  leave  to  amend  their 
Specification,  the  Pursuers  admit  that  they  cannot  maintain  the  present  action 
upon  the  Specification  as  it  stands.  If  the  Specification  was  amended  it  is 
probable  that  the  Pursuers  would  require  to  ask  leave  to  amend  the  Summons 
and  the  Record  ;  and,  further,  it  is  difficult  to  see  how  the  Pursuers  could  in 

10  any  action  upon  the  amended  Patent  insist  in  their  claim  of  damages  for  alleged 
infringement  of  the  Patent  as  it  now  stands. 

Under  the  Patents  Act,  1883,  it  is  entirely  within  the  discretion  of  the  Court 
whether  leave  to  apply  for  an  amendment  of  a  Specification  by  way  of  a 
disclaimer  should  or  should  not  be  granted ;  and  it  is  provided  that,  if  it  is 

15  granted,  it  shall  be  "  subject  to  such  terms  as  to  costs  and  otherwise  as  the 
"  Court  may  impose."  Now  as  the  reason  for  which  the  Pursuers  ask  for  an 
Order  for  leave  to  apply  for  an  amendment  of  the  Specification  is  that  they  are 
satisfied  that  they  cannot  succeed  in  the  action  as  laid,  it  seems  to  me  that  the 
Order  could  only  be  granted  upon  the  condition  that  the  Pursuers  should  pay 

20  to  the  Defenders  the  whole  expenses  already  incurred  by  them. 

The  question  therefore  arises,  whether  there  is  any  sufficient  reason  for 
keeping  this  action  in  Court  ?  The  only  reason  for  doing  so  would  be  that  the 
Pursuers  might  be  thereby  saved  the  cost  of  bringing  a  new  Summons.  But 
the  Pursuers*  Counsel  did  not  dispute  that  the  probable  result  of  the  proposed 

25  disclaimer,  if  allowed  by  the  Patent  Office,  would  be  that,  before  the  question 
of  infringement  could  be  tried  in  this  action,  it  would  be  necessary  to  amend 
the  Summons.  It  does  not  follow,  however,  that  the  necessary  amendment 
would  be  competent,  and  that  is  a  question  which  has  not  yet  arisen,  and  upon 
which  I  have  no  means  of  forming  an  opinion. 

30  In  these  circumstances  it  seems  to  me  that  it  would  not  be  fair  co  the  Defenders 
to  keep  this  action  hanging  over  them  on  the  chance  that  the  Pursuers  might 
obtain  leave  to  amend  the  Specification,  and  might  also  be  found  entitled  so  to 
amend  the  pleadings  as  to  make  them  available  for  the  trial  of  the  question  of 
infringement  of  the  amended  Patent.    I  therefore  think  that  the  proper  course 

35  to  follow  is  to  dismiss  the  action,  leaving  it  open  to  the  Pursuers  in  the  event 
of  the  Specification  being  amended  to  bring  a  new  action. 
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In  the  High  Court  op  Justice.— Chancbry  Division. 

Be/ore  Mr.  Justice  Byrne. 

October  28th  and  November  2nd,  1903. 

Fuller  v.  Handy. 

Patent — Action  for  infHngement. —  Want  of  novelty.  —Alleged  prior  puhlica-  5 
tion  and  prior  user. — Subject-matter. — Infringe^nent. — Patent  held  invalid. — 
Judgment  Jor  Defendant. 

The  owner  of  Letters  Patent  for  *'  Means  or  apparatus  for  effecting  the 
^^  simulation  of  flames  of  fire  for  specta>cular  purjjoses^^  having  commenced  an 
action  for  infringement^  the  Defendant  denied  infringement^  and  alleged  that  ]0 
the  Patent  was  invalid  on  the  grounds  of  prior  publication^  prior  itser^  and 
want  of  subject-matter.  The  first  claim  of  the  Specification  was :  "  In  stage 
*'  appliances^  an  open-work  bctse^  streamers  attached  to  the  said  base^  and  means 
^^  for  directing  currents  of  air  to  the  base  and  for  illuminating  streamers 
**  through  the  base.''  15 

Held,  that  the  alleged  invention  was  not  disclosed  as  a  whole  in  the  prior 
Specifications  alleged  as  anticipations^  but  that  prior  user  was  established^  and 
that  at  all  events  there  was^  in  view  of  the  comnion  knowledge  of  the  art^  no 
subfect-matter ;  and  that  the  Defendant^  nottising  streamers,  had  not  infringed. 
The  action  was  dismissed  with  costs.  20 

On  the  24th  of  November  1899  Letters  Patent  (No.  23,473  of  1899)  was  granted 
to  Ida  May  Fuller  for  an  invention  of  "  Means  or  apparatus  for  effecting  the 
'*  simulation  of  flames  of  fire  for  spectacular  purposes." 

The  Complete  Specification  was  as  follows  : — "  The  object  of  the  invention  is 
"  to  provide  means  whereby  the  effect  of  a  fierce  fire  may  be  produced  upon  a  25 
**  stage,  or  elsewhere  without  the  possibility  of  injury  to  the  surroundings  or 
''  to  any  person  appearing  to  be  in  the  midst  of  the  flames  and  apparently 
**  handling  the  tongues  of  fire  or  moving  in  close  proximity  thereto. 

"  Another  object  of  the  invention  is  to  provide  means  whereby  the  colouring 
"  of  the  illusory  flames  may  be  quickly  and  conveniently  changed  at  will  during  30 
"  an  act  without  the  colour- changing  medium  being  visible  from  any  portion  of 
"  the  auditorium,  including  the  galleries,  although  the  portion  of  the  stage  at 
**  which  the  display  is  made  may  be  visible  to  all  of  the  audience. 

"  Another  object  of  the  invention  is  to  provide  a  smoke  effect  through  the 
"  same  medium  employed  to  furnish  the  representation  of  flames,  and,  further-  35 
"  more,  to  provide  an  illusion  representing  individual  tongues  of  flames,  any 
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**  one  of  which  tongues  may  be  separated  from  its  fellows  and  when  released 
**  will  automatically  return  to  an  upright  position  and  again  form  a  part  of  the 
**  volume  of  illusory  fire. 

"  The  invention  consists  in  the  novel  construction  of  the  sevreral  parts,  as  will 
5  "  be  hereinafter  fully  set  forth,  and  pointed  out  in  the  claims, 

"  Reference  is  to  be  had  to  the  accompanying  drawings,  forming  a  part  of 
"  this  Specification,  in  which  similarcharacters  of  reference  indicate  correspond- 
"  ing  parts  in  all  the  figures.  Figure  1  is  a  perspective  view  of  a  stage,  parts 
*'  being  broken  away,  illustrating  the  application  of  the  appliance.    Figure  2  is 

10  "  a  vertical  section  through  that  portion  of  the  stage  at  which  the  illusory  fire 
"  is  produced,  showing  the  streamers  employed  in  upright  position,  also  illus- 
**  trating  a  portion  of  the  apparatus  employed  for  illuminating  the  streamers 
"  and  mainiaining  them  upright.  Figure  3  is  a  plan  view  of  that  portion  of 
"  the  stage  at  which  the  illusory  fire  is  produced,  the  streamers  being  removed  ; 

15  *'  and  Fit^ure  4  is  a  detail  view  illustrating  the  manner  in  which  the  streamers 
"  are  attached  to  their  supports.  A  represents  the  stage-floor,  and  B  a  platform 
"  or  floor  beneath  the  stage,  a  suitable  space  intervening  between  the  two.  The 
"  stage  A  is  provided  with  an  opening,  at  which  opening  a  gridiron  or  screen  10  is 
"  secured,  serving  as  a  partial  cover  for  said  opening.    This  gridiron  or  screen 

20  "  is  preferably  made  of  wire,  the  wire  and  meshes  being  coarse,  and  preferably 
**  a  shield  in  the  shape  of  a  vertical  flange  11  is  placed  at  the  front  and  sides  of 
"  the  opening  in  the  stage-floor  at  which  thegridiron  orscreenlO  is  located.  Strips 
**  12  of  a  translucent  or  a  transparent  fabric  are  employed,  the  said  strips  being 
"  preferably  tapering,  although  they  may  be  given  any  desired  shape,  and  these 

25  '*  strips  have  loops  13  formed  at  their  lower  ends,  which  loops  receive  the  wires 
"  of  the  gridiron  or  screen  10  as  shown  in  Figure  2.  These  strips  12  are  of  a 
"  color  approximating  the  color  of  a  flame — ^as  for  example,  they  may  be  of 
"  a  dark  red  color,  a  light  red,  or  a  salmon  color,  or  may  be  of  any  intermediate 
"  shade — and,  if  desired  some  of  the  strips  may  be  colored  differently  from  the 

30  "  others  or  be  of  various  shades.  These  strips  are  entirely  free  above  the  point 
"  to  which  they  are  attached  and  are  capable  of  waving,  fluttering,  or  curling 
**  when  subjected  to  a  suitably-directed  blast  of  air.  This  blast  of  air  is  produced 
"  through  the  medium  of  fans  13*  of  any  desired  character  :  but  the  fans  usually 
*•  eniployed  are  electrically  operated.    The  fans  are  shown  as  three  in  number 

35  ^'  although  a  greater  or  a  less  number  may  be  employed.  These  fans  are  arranged 
"ma  single  group,  and  their  axes  are  inclined  towards  each  other.  The  centre 
^'  of  this  space  is  practically  in  vertical  alignment  with  the  central  portion  of  the 
"  gridiron  or  screen  10,  to  which  the  streamers  or  strips  12  are  secured.  The  fans 
"  are  mounted  upon  a  suitable  base  15  being  pivotally  connected  wich  the  base, 

40  "  so  that  the  position  of  the  fans  may  be  changed  as  may  be  found  necessary  to 
"  direct  the  streamers  12  in  a  proper  direction.  For  example,  the  position  of  the 
"  fans  may  be  changed  so  that  the  volume  of  the  streamers  may  be  carried  to  one 
"  side  or  the  other  or  to  the  front  or  to  the  rear,  or  the  fans  may  be  so  adjusted 
'*  that  the  streamers  will  be  given  a  vertical  position. 

45  "  In  the  drawings  the  electric  fans  are  shown  as  supplied  with  electricity 
"  through  the  medium  of  suitably-connected  wires  14,  leading  from  any  source 
"  of  electric  supply.  I  desire  it  to  be  understood  that  the  streamers  12  are  placed 
*'  sufficiently  close  together  to  collectively  form  a  column  or  volume  of  strips 
"  when  the  strips  are  under  the  influence  of  the  air-supply  ;  but  the  spaces 

50  **  between  the  said  strips  are  sufficiently  great  to  permit  each  individual  strip 
^^  to  wave  independently  in  front  of  or  at  the  back  or  side  of  an  adjacent  strip. 

"  The  illusion  of  fire  is  produced  by  directing  rays  of  light  upward  through 
*'  the  screen  or  gridiron  and  upon  and  through  the  mass  of  waving  strips  12. 
**  This  light  is  usually  supplied  through  the  medium  of  an  arc  light,  the  con- 

55  "  nections  18  whereof  only  are  shown  in  the  drawings,  and  this  lamp  is  located 
"  within  a  casing  17,  placed  below  the  stage  and  below  the  gridiron  or  screen 
'*  10,  the  said  casing,  whose  inner  face  is  preferably  a  reflecting  surface,  beiijg 
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*•  iDclined  in  a  manner  to  direct  the  light  to  the  central  portion  of  the  screen  or 
**  gridiron  10.  Various  colors  or  shades  of  color  may  be  imparted  to  the  light 
"  supplied  to  the  strips  or  streamers,  thus  indicating  the  changes  of  colors  in  a 
**  leaping  6ame,  and  this  change  of  colors  is  obtained  by  passing  a  frame  18 
*'  over  the  top  of  the  casing  17  of  a  light,  which  frame  contains  a  transparent 
''  suitably  colored  pane  11^  of  glass,  gelatine,  or  a  similar  material. 


"  While  guides  are  provided  for  the  colored  screens  18,  I  prefer  to  operate 
"  these  screens  by  hand,  simply  passing  them  to  and  fro  over  the  top  of  the 
"  casing  17  of  the  light.  Under  this  arrangement  an  operator  may  hold  a  screen 
"  of  one  color  in  one  hand,  and  a  screen  of  another  color  in  the  other  hand  and 
**  alternately  pass  them  over  the  light  or  carry  the  two  in  the  path  of  the  light 
"  whenever  desired,  and  in  this  manner  changes  may  be  more  rapidly  made 
"  than  when  guides  are  provided  for  these  color-screens. 


10 
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"  I  produce  a  smoke  effect  preferably  to  either  darkly  coloring  the  edges  of 
"  sundry  of  the  strips  12,  as  shown  at  12*  in  Figure  4,  or  by  attaching  to  the 
"  longitudinal  edges  of  sundry  of  the  main  strips  12  a  strip  of  very  dark  smoke 
"  or  slate  color,  and  usually  these  additional  strips  are  applied  to  the 
5  "  outermost  strips  12  of  the  series,  as  is  likewise  the  additional  coloring  when 
•*  employed. 

"  The  effect  of  sparks  is  obtained  by  introducing  small  bits  of  paper,  card- 
•*  board,  or  the  like  20,  suitably  colored,  between  the  currents  of  air  and  the 
"  screen  or  gridiron,  whereupon  the  said  currents  of  air  will  carry  these  small 

10  ^  pieces  of  colored  material  up  through  the  meshes  of  the  gridiron,  and  as  soon 
"  as  they  are  freed  from  the  influence  of  the  air-blast  the  said  pieces  will  fall  to 
*•  the  stage,  where  their  smooth  surfaces  and  glittering  color  will  continue  to 
**  sparkle  when  the  light  is  turned  on  or  changed  on  the  screen  or  gridiron. 
"  The  whole  effect  described  is  preferably  produced  when  thp  room  or  apart- 

15  "  ment  is  darkened  to  a  greater  or  a  less  degree." 

The  Patentee  claimed : — "  (1)  In  stage  appliances,  an  open-work  base,  streamers 
"  attached  to  said  base,  and  means  for  directing  currents  of  air  to  the  base  and 
"  for  illuminating  streamers  through  the  base.  (2)  In  stage  appliances,  a 
"  foraminated  structure,  streamers  connected  thereto,  fans  beneath  the  fora- 

20  "  minated  structure,  arranged  to  concentrate  air-currentiS  thereon  and  an 
'*  illuminating  device  the  delivery  whereof  is  directed  to  the  aforesaid  forami- 
"  nated  structure.  (3)  In  stage  appliances,  a  foraminated  structure,  streamers 
*^  connected  at  one  end  to  the  said  structure,  fans  grouped  beneath  the 
"  foraminated  structure,  having  their  axes  inclined  in  direction  of  each  other 

25  ^*  and  the  centre  of  said  structure,  supports  on  which  the  fans  are  adjustably 
"  mounted,  a  reflector  inclined  in  direction  of  the  central  portion  of  the 
**  foraminated  structure,  and  a  light  within  the  said  reflector.  (4)  In  stage 
*^  appliances,  a  foraminated  structure,  streamers  connected  at  one  end  to  the 
^*  said  structure,  fans  grouped   beneath  the  foraminated  structure,  said  fans 

30  **  being  in  circular  arrangement  and  having  their  axes  inclined  in  direction  of 
"  each  other  and  the  centre  of  said  structure,  supports  upon  which  the  fans  are 
"  adjustably  mounted,  a  reflector  inclined  in  direction  of  the  central  portion  of 
**  the  foraminated  structure,  a  light  within  the  said  reflector,  and  colored  screens 
"  adapted  to  be  passed  over  the  said  reflector,  enabling  the  light  directed  to  the 

35  "  streamers  to  be  changed  in  color  or  shade  at  the  will  of  the  operator." 

On  the  8th  of  May  1902  fda  May  Fuller  commenced  an  action  against 
Emilie  Diana  Handy  for  infringement  of  the  Patent,  claiming  the  usual  relief. 
The  Plaintiff  by  her  Statement  of  Claim  alleged  that  she  was  the  registered 
legal  owner  of  the  Patent,  and  that  the  Defendant  had  infringed  the  same. 

40  The  Particulars  of  Breaches  alleged — (1)  that  the  Defendant  had  since  the 
date  of  the  Patent,  and  prior  to  the  issue  of  the  writ  in  the  action,  used  and 
continued  to  use,  for  the  purpose  of  effecting  simulation  of  flames  of  fire, 
certain  stage  appliances  and  apparatus  constructed  substantially  as  described  in 
the  Complete  Specification  of  the  Patent  and  claimed  in  all  the  claiming  clauses 

45  thereof ;  (2)  that  in  particular  the  Plaintiff  complained  that  the  Defendant  in  a 
public  performance  given  by  her  on  the  6th  and  7th  of  May  1902,  at  the  Empire 
Theatre  at  Stratford,  in  the  county  of  Essex,  did  use  for  the  simulation  of  flames 
of  fire,  stage  appliances  and  apparatus  constructed  in  infringementof  the  Plaintiff's 
Patent  as  aforesaid. 

50  The  Defendant  by  her  Defence  did  not  admit  the  Plaintiff's  title  to  the 
Patent,  denied  infringement,  and  alleged  the  invalidity  of  the  Patent. 

The  Particulars  of  Objections,  as  amended,  alleged  as  follows  :— (I)  that  the 
alleged  invention  claimed  in  all  the  claiming  clauses  of  the  final  Specification 
of  the  Patent  was  not  new  by  reason  of  its  having  been  published  in  the  realm 

55  prior  to  the  date  of  the  Patent  by  the  deposit  in  the  Patent  Ofl&ce  Library  of  the 
Specifications  of  the  following  Letters  Patent :— (a)  Lake  (No.  10,301  of  1893)  ; 
(6)  Plunkett  (No.  24,807  of  1893) ;  and  (c)   Vemici  (No.  19,472  of  1897) ;  the 
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whole  of  each  of  the  said  Specifications  was  relied  npon  ;  (2)  that  the  alleged 
invention  was  not  new  by  reason  of  its  having  been  used  in  the  realm  prior  to 
the  date  of  the  said  Letters  Patent  by  (a)  Mr.  Harry  Wieland,  of  1,  Cranboame 
Street,  Leicester  Square,  in  the  county  of  London,  who  exhibited  publicly  at 
the  times  and  places  thereinafter  set  out  an  apparatus  for  the  imitation  of  5 
flames,  sparks,  and  smoke  obtained  by  means  of  fans,  prepared  paper,  transparent 
silk  and  steam,  the  said  apparatus  being  constructed  and  arranged  substan- 
tially as  described  by  the  Plaintiff's  Patent  and  claimed  in  all  the  claiming 
clauses  thereof  ;  that  the  said  public  user  took  place  at  certain  places  in  the 
Particulars  of  Objections  mentioned ;  (b)  the  common  general  practice  of  10 
attaching  ribbons  or  streamers  to  a  grating  or  frame  behind  or  within  which  a 
fan  or  fans  were  working,  and  by  the  common  general  employment  of  beams 
of  light  projected  upward  through  the  platform  or  stage  for  producing  theatrical 
effects ;  (3)  that  the  alleged  invention  as  to  all  the  claiming  clauses  of  the 
Specification  of  the  Plaintiff's  Patent  was  not  the  proper  subject-matter  for  15 
valid  Letters  Patent.  Under  this  head  the  Defendant  would  refer  to  the  prior 
users  and  common  general  practice  set  out  in  paragraph  1  thereof. 

The  Defendant's  apparatus  will  be  found  described  in  the  judgment. 

A.  J.  Walter  (instructed  by  OresJiam,  Davies,  and  Dallas)  appeared  for  the 
Plaintiff ;  J.  H.  Gray  (instructed  by  Harry  Wilson  A  Co.)  appeared  for  the  20 
Defendant. 

Walter  opened  the  Plaintiff's  case. — The  Patent  relates  to  the  imitation  of 
fire  on  the  stage.  The  Defences  raised  are  want  of  novelty,  by  reason  of  prior 
publication  and  prior  user,  want  of  subject-matter,  and  non-infringement 
{_Oray  stated  that  he  relied  on  all  as  substantial  Defences.]  [The  Specification  25 
was  read.]  Glaim  1  is  a  broad  claim  for  a  combination  of  the  four  elements 
mentioned  in  it.  Claims  2  and  H  are  for  more  special  combinations.  In 
Claim  4  the  fans  are  inclined  so  as  to  produce  one  whirlwind.  The  patented 
invention  has  been  used  in  "  Dante  "  and  at  the  Alhambra  ;  it  enabled  effects  to 
be  produced  which  were  impossible  previously,  and  that  without  danger  in  any  30 
way.  The  effect  on  more  than  one  occasion  has  been  so  realistic  that  the 
audience  has  thought  there  was  actually  a  fire.  The  apparatus  complained  of 
as  an  infringement  was  without  any  distinction  from  the  Plaintiff's. 

The  Plaintiff's  evidence  taken  on  commission  was  read,  and  the  following 
witnesses    were    called,    namely  —  Messrs.    W.    Glarky   patent  agent ;    John  35 
BretherUmy  electrical  and  mechanical  engineer  at  the  Theatre  Royal,  Drury 
Lane  ;  and  J.  Webber,  electrical  engineer. 

Oray  opened  the  Defendant's  case. — There  was  no  subject-matter  for  the 
invention  claimed  in  view  of  the  state  of  the  art.  If  a  broad  construction  is 
not  put  on  the  claims,  then  there  is  no  infringement.  The  state  of  the  art  is  40 
shown  by  a  book  called  *'  Magic,"  in  which  a  fire  dance  is  described  with  a 
flame  and  smoke  effect,  and  where  all  the  Plaintiff's  elements  are  present  except 
the  waving  to  and  fro  by  currents  of  air.  If  streamers  are  essential  to  the 
Plaintiff's  invention,  then  the  Defendant  did  not  use  them,  and  there  was  no 
infringement.  The  Patentee  only  aimed  at  getting  a  particular  flame  effect,  45 
for  which  separate  strips  of  material  were  essential,  and  the  Defendant  had 
neither  streamers  nor  strips.  But  if  they  are  not  essential,  then  all  the  other 
kinds  of  flame  effect  are  included  in  the  claim,  and  on  the  previous  knowledge 
the  Patent  is  invalid.     Evidence  of  prior  user  of  the  invention  will  be  given. 

The  following  gave  evidence  for  the  Defendant,  namely — Messrs.  A.    W.  %fy 
Handyy  the  Defendant's  husband ;  H.    W.    Wielandy  Alfred  BuU^  Arthur 
Lloydf  and  Thomas  Jennings. 

Gray  summed  up  the  Defendant's  case. — The  prior  user  was  of  substantially 
the  whole  of  the  alleged  invention.     Wieland  had  (1)  the  drapery  on  the 
performer  formed  in  parts  into  streamers  ;  (2)  the  lights  from  below  ;  an4  (3)  55 
the  currents  of  air ;  and  the  realistic  effect  of  flames  was  produced.    Tl^e  only 
difference  is  that  the  streamers  were  attached  to  the  performer.    That  the  ^ff ed; 
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of  a  lantern  slide  ^as  sometimes  tried  in  addition  does  not  matter ;  even  if  it 
were  never  dispensed  with,  the  claim  would  cover  a  case  in  which  a  lantern 
was  used  as  an  addition.  But  quite  apart  from  the  prior  user  and  PlunhetVs 
Specification,  there  was  in  view  of  the  state  of  the  art  no  subject-matter.  The 
5  only  details  introduced  by  the  Patentee  were  the  currents  of  air  and  perhaps 
streamers.  Plunkett  had  currents  of  air,  and  precludes  the  idea  of  any  novelty. 
The  Patentee's  elements  do  not  necessarily  give  a  flame  efifect ;  it  all  depends 
how  they  are  used.  Further,  the  Defendant  did  not  use  any  streamers  or  strips, 
and  did  not  infringe. 

10  Walter  in  reply. — As  to  the  construction  of  the  Specification,  Claim  1  is  for 
a  combination  of  four  elements,  the  other  claims  being  more  detailed  and 
narrower.  The  Defendant  had  all  the  four  elements,  for  the  serrated  edges  of 
the  fabric  and  the  heavy  pleating  of  it  were  equivalent  to  the  streamers.  As 
to  the  alleged  prior  user,  no  flame  effect  was  produced  except  by  the  use  of  the 

15  magic  lantern,  and  no  open-work  base  was  used.  In  fact,  what  was  used  was 
not  the  patented  appliance,  and  no  effect  was  produced  except  the  old  fire  dance. 
The  prior  Specifications  were  not  anticipations.  There  was  no  air  and  no  open- 
work base.  The  combination  of  the  Plaintiff  was  a  new  one  for  producing  the 
appearance  of  flames  of  fire. 

20      Judgment  was  reserved,  and  was  delivered  on  the  2nd  of  November  1903. 

Byrne,  J. — This  is  an  action  restraining  an  alleged  infringement  of  Letters 
Patent  No.  23,473  of  1899.  The  Defences  relied  on  are— want  of  novelty  by 
reason  of  publication  of  prior  Specifications  and  anticipations ;  and,  secondly, 
prior  user  :  then  want  of  subject-matter  in  view  of  the  state  of  the  art  at  the 

25  date  of  the  Patent  is  also  relied  upon,  wherefore  there  is  no  invention  :  and, 
lastly,  n  on -infringement.  The  Plaintiff's  Specification  states  the  objects  of 
the  invention,  and,  put  shortly,  they  are  to  produce  a  scenic  effect,  **  whereby 
"  the  effect  of  a  fierce  fire  may  be  produced  upon  a  stage  or  elsewhere  without 
"  the  possibility  of  injury  to  the  surroundings  or  to  any  person  appearing  to  be 

30  "  in  the  midst  of  the  flames,  and  apparently  handling  the  tongues  of  fire,  or 
**  moving  in  close  proximity  thereto."  The  objects  are  otherwise  stated  in  one 
place.  It  says  :  "  Another  object  of  the  invention  is  to  provide  a  smoke  effect 
**  through  the  same  medium  employed  to  furnish  the  representation  of  flames, 
**  and,  furthermore,  to  provide  an  illusion  representing  individual  tongues  of 

35  "  flames,  any  one  of  which  tongues  may  be  separated  from  its  fellows,  and  when 
"  released  will  automatically  return  to  an  upright  position  and  again  form  part 
*•  of  the  volume  of  illusory  fire."  The  objects  are  all  old,  as  admitted  by  Mr. 
Glarky  the  Plaintiff's  witness,  unless  so  far  as  it  was  desired  to  obtain  an 
appearance  of  individual  tongues  of  flame  which  could  be  separately  handled 

40  and  dealt  with  as  part  of  the  general  effect  produced.  Of  course  scenic  effects 
of  fire  of  a  more  or  less  realistic  kind  are  very  old  indeed,  and  it  was  not 
suggested  that  that  was  new.  The  invention  is  described  as  consisting  in  the 
novel  construction  and  combination  of  the  several  parts  of  the  apparatus,  which 
is  described  in  detail.    Pat  shortly,  the  apparatus  is  of  this  nature — under  the 

45  stage  there  is  a  platform  up(»n  which  are  put,  in  a  suitable  position,  fans,  having 
their  axes  converging  towards  one  another— towards  a  centre  ;  above  that  there 
is  an  opening  in  the  stage,  and  also  below  there  are  means  for  lighting  from 
below  through  the  hole  in  the  stage  ;  on  the  top  there  is  a  sort  of  box-shaped 
construction,  and  on  that  there   is  a  wirework  lid.     I  am   not  giving  the 

50  Patentee's  own*  words,  but  1  am  shortly  giving  the  general  nature  of  the 
invention.  To  this  wirework  there  are  fastened  separate  strips  of  trans- 
lucent or  transparent  material,  shaped  according  to  fancy,  in  the  form  of 
flames.  The  Patentee  makes  a  point  of  the  separation  of  these  flames  from  the 
actual  fastening  right  up  to  the  top,  and  a  special  point  of  their  fastening.     She 

55  shows  exactly  how  they  are  to  be  fastened  to  this  network.  When  the  thing  is 
put  into  operation,  the  light  is  directed  upward  through  this  opening,  a  draught 
being  created  by  means  of  the  fan  below.    The  strips  of  diaphanous  material 
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ascend  and  give  the  appearance  of  flickering  by  reason  of  the  waving  produced 
by  the  draught  below  ;  colonred  lights  are  then  thrown  upon  this  material  by 
means  of  the  lights  below.  The  performer  stands  behind,  and  it  gives,  as  the 
evidence  shows,  a  very  realistic  representation  of  fire  with  flames,  which  the 
performer,  as  he  or  she  chooses,  can  apparently  handle  with  impunity,  and  take  5 
separately  into  his  or  her  hands.  The  claims  are,  first :  "  In  stage  appliances 
"  an  open-work  base  " — that  is  what  I  have  described  as  the  box-like  structure 
with  the  wire  covering — '^streamers  attached  to  said  base,  and  means  for 
**  directing  currents  of  air  to  the  base,  and  for  illuminating  streamers  through 
"  the  base."  Then  there  is  more  or  less  a  repetition  :  "  In  stage  appliances  a  10 
**  f  oraminated  structure  " — by  which  I  understand  a  box-like  thing  with  a  grid- 
iron or  network  thing  over  the  top — ^**  streamers  connected  thereto,  fiins 
"beneath  the  f oraminated  structure  arranged  to  concentrate  air  currents 
"  thereon  and  an  illuminating  device  the  delivery  whereof  is  directed  to  the 
"  aforesaid  foraminated  structure.  (3)  In  stage  appliances,  a  foraminated  15 
"  structure,  streamers  connected  at  one  end  of  the  said  structure,  fans  grouped 
"  beneath  the  foraminated  structure,  having  their  axes  inclined  in  direction  of 
"  each  other  and  the  centre  of  said  structure,  supports  on  which  the  fans  are 
"  adjustably  mounted,  a  reflector  inclined  in  direction  of  the  central  portion  of 
"  the  foraminated  structure,  and  a  light  within  the  said  reflector."  Then  there  20 
is  a  repetition  :  "  In  stage  appliances,  a  foraminated  structure,  streamers  con- 
"  nected  at  one  end  of  the  said  structure,  fans  grouped  beneath  the  foraminated 
"  structure,  said  fans  being  in  circular  arrangement  and  having  their  axes 
"  inclined  in  direction  of  each  other  and  the  centre  of  said  structure,  snpports 
"  upon  which  the  fans  are  adjustably  mounted,  a  reflector  inclined  in  direction  25 
"  of  the  central  portion  of  the  foraminated  structure,  a  light  within  the  said 
•*  reflector  and  coloured  screens  adapted  to  be  passed  over  said  reflector,  enabling 
"  the  light  directed  to  the  streamers  to  be  changed  in  colour  or  shade  at  the  will 
•*  of  the  operator."  Before  I  refer  to  Mr.  Clark's  examination,  as  there  was  a 
certain  amount  of  discussion  about  the  meaning  of  the  word  "  flame  "  in  this  30 
Specification,  I  may  say  I  have  taken  the  opportunity  of  consulting  the  new 
English  Dictionary,  and  I  find  the  proper  definition  of  it,  which  appears  to  me 
to  be  perfectly  apt  and  applicable  to  the  present  case,  namely  :  "  A  portion  of 
"  ignited  vapour,  often  spire-like  or  tongue-like."  Now  Mr.  Glark  in  his 
evidence  describes  in  his  examination  in  chief  what  he  considers  the  invention  35 
consists  of,  and  in  his  cross-examination  he  says,  speaking  of  the  perforated  or 
open-work  base,  that  "a  pipe  underneath  the  streamers  would  do.  The  only 
**  purpose  of  the  open-work  base  is  to  allow  the  air  to  come  through ;  a  pipe 
"  would  do  it ;  it  is  not  necessary  that  the  strips  should  be  attached  to  the  base, 
**  if  they  are  in  its  immediate  vicinity,  anchored  to  something  in  the  proper  40 
"  position  ;  so  long  as  you  get  streamers  to  go  in  the  way  you  want  it  does  not 
**  matter  which  way  the  draught  comes,  whether  from  below  or  otherwise."  He 
says  :  "  The  strips  might  he  attached  to  the  performer  I  should  say — it  is  not 
"  referred  to  in  the  Specification  ;  there  may  be  less  eflBcient  ways  of  carrying 
**  out  the  invention ;  it  is  not  necessary  the  light  should  come  from  below."  45 
Then  it  is  put  to  him  :  "  What  are  the  elements  which  go  to  make  up  the 
**  thing  ?— The  open-work  base,  streamers,  currents  of  air,  light  and  colour 
"  add^ ;  if  they  are  coloured  that  gives  the  appearance  of  fire,  but  it  must 
**  have  a  particular  colour ;  anyone  could  do  it,  having  got  the  combination." 

Next  I  may  say  at  once,  speaking  of  what  the  Defendant  does,  that  the  50 
Defendant  does  the  same  as  the  Plaintiff,  with  certain  exceptions,  one  an 
important  difference.  She  employs  a  number  of  lights  below,  or  a  number  of 
fans— I  am  not  sure  which,  but  I  think  both.  Those  are  comparatively  imma- 
terial. But  the  Defendant  uses  a  gridiron  or  cover,  but  does  not  attach  separate 
streamers  to  it ;  she  employs  a  sort  of  screen  of  diaphanous  or  translucent  55 
material,  coloured  so  as  to  imitate  fire,  and  flames,  and  I  think  pleated,  at  all 
events  intended  to  represent  fire.    I  think  it  is  about  4  feet  in  height  altogether 
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or  thereabouts — and  the  last  10  inches  at  the  top  are  split,  so  that  that  gives  a 
flickering  at  the  top  of  this  diaphanous  frame.  The  frame  is  continuous  all 
round  and  is  in  the  shape  of  a  cylinder — you  can  hardly  call  it  a  cylinder, 
because  it  is,  as  I  understand  it,  a  comparatively  square  cylinder  fastened  round 
5  the  opening  in  the  stage. 

I  have  had  evidence  before  me  of  what  was  done  by  Mr.  Wieland^ 
whose  operations  and  apparatus  are  relied  upon  as  being  a  prior  user  of  the^ 
invention.  Mr.  Wieland  exhibited  certain  displays  prior  to  the  date  of  this 
Patent.    He  had  six  large  arc  lights  under  the  stage ;  he  had  one  motor  fan 

10  from  a  motor ;  he  had  slides  giving  colour,  which  are  called  mediums  ;  he  had 
a  communication  for  wind  continued  up  to  the  stage  through  a  large  pipe 
running  into  a  large  slot — that  is  to  say,  there  is  what  I  should  describe  as  a 
slit  on  the  floor  of  the  stage  about  a  yard  long,  by  about  an  inch  and  half  the 
other  way.    The  performer  stood  on  a  large  glass  plate,  with  the  slot  in  front. 

15  The  performer  wore  a  certain  dress  composed  of  diaphanous  or  gauzy  material, 
a  portion  of  which  was  produced  before  me,  and  there  was  a  large  quantity  of 
this  dress.  The  performer  had  two  whips  to  enable  her  to  raise  the  dress  to  a 
distance  or  to  any  height  she  liked,  and  the  dress  hung  from  the  neck  leaving 
the  arms  free,  but  was  fastened  to  the  ankles  in  such  a  way  as  not  to  rise. 

20  Then,  in  front,  the  performer  was  provided  with  an  apron  of  shredded  silk,  cut 
to  represent  flames,  and  not  only  cut  to  represent  flames,  but  painted  or  dyed 
with  aniline  dyes  applied  so  as  to,  in  colour,  resemble  flames.  When  the  flames 
were  wanted  to  burst  out  or  fly  up,  the  motor  was  put  in  action  below. 
He  had  also  an  apparatus  for  emitting  something  that  represented  smoke,  and 

25  this  apron  with  the  representation  of  flame  went  up,  and  the  performer  appeared 
to  be  on  fire.  It  is  perfectly  obvious  that  the  performer  could  have  caught  hold 
of  any  of  those  flames,  and  could  have  appeared  to  have  handled  any  one  of 
them  if  he  had  so  desired.  There  was  also,  as  usually  first  used,  a  lantern  slide 
so  coloured  and  used  in  a  sort  of  magic  lantern  or  projector,  with  a  representa- 

30  tion  upon  it  of  some  sort  of  fire,  which  assisted  the  effect.  But  I  am  satisfied 
on  the  evidence  that  that  was  not  essential  for  producing  a  very  good  flame 
effect  The  evidence  goes  to  show  that  it  was  not  used  when  there  was  not 
enough  electric  power  for  the  purpose,  and  ultimately  it  was  discontinued 
altogether,  and  Mr.  Wielandy  asked  whether  it  was  as  good  with  or  without  it, 

1%  had  rather  an  inclination,  although  he  did  not  express  it  very  strongly,  to  think 
that  the  use  of  his  original  lantern  with  the  slide  was  the  better  of  the  two,  and 
many  people  thought  it  was,  but  ultimately  he  found  he  could  dispense  with 
the  magic  lantern  slide  altogether,  and  he  did  so.  There  were  four  powerful 
lights  above,  and  so,  as  well  as  being  lighted  from  below,  it  was  lighted  from 

40  above,  and  these  performances  lasted  for  a  considerable  time.    The  dance  was 

called  the  ^^  Dance  en  Flame,"  and  his    entertainment  he    called    **Z8bo    in 

'*  Flames,"  and  without  the  magic  lantern  he  said  he  obtained  the  effect,  and  it 

looked  as  if  the  performer  was  in  flames. 

Having  read  that,  I  consider  what  are  the  several  parts  going  to  make  up  the 

45  combination  of  the  Plaintiff's  invention  ?  First  of  all,  the  perforated  base, 
which  Mr.  Glark  himself  says  is  non-essential — ^that  is  to  say,  it  is  non-essen- 
tial that  it  should  be  perforated  in  the  sense  of  having  a  gauzy  screen  over  it 
for  the  purpose  of  permitting  the  air  to  come  up — ^that  is  what  it  was  wanted 
for ;  a  pipe  would  do  ;  the  strips  need  not  be  attached  to  the  base  if  they  are  in 

50  the  vicinity  and  in  the  proper  position.  Secondly,  there  were  separate  strips  of 
translucent  material,  which  have  been  called  streamers  throughout.  That  Mr.  Clark 
said  was  an  essential  part  of  it.  Thirdly,  there  was  an  apparatus  below  for 
producing  strong  currents  of  air  sufficient  to  blow  the  strips  up.  He  pointed 
out,  as  I  have  said,  that  it  was  non-essential  that  it  should  be  below  if  the 

55  draught  was  properly  directed  so  as  to  make  the  strips  wave  in  the  way  in 
which  they  were  wanted.  Fourthly,  there  was  an  apparatus  below  throwing 
beams  of  light  on  the  strips,  so  as  to  produce  the  appearance  of  tongueBof  flame  ; 
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he  also  said  that  it  was  not  essential ;  that  the  effect  could  be  produced  without 
having  the  light  from  below.  As  to  prior  Specifications,  I  do  not  find  the 
whole  combination  of  these  elements,  as  described  by  the  Plaintiff,  in  any  of 
them.  I  do  find  in  LaMs  the  illumination  from  below,  and  in  PlunksWs  what 
may  perhaps  have  produced  a  result,  which  was  very  like  the  result  produced  5 
from  lighting  from  below.  He  employed  quite  different  means  from  the 
Plaintiff,  but  he  had  several  pipes  for  conducting  the  air  blown  in  or  under- 
neath drapery  to  cause  it  to  wave  and  wave  upwards,  if  necessary.  VemicVs^ 
the  third,  was  a  case  where  the  light  was  directed  from  below. 

I  have  said  that  I  cannot  see  that  any  one  of  these  can  be  taken  to  be  an  10 
anticipation  of  the  Plaintiff's  invention  as  stated  as  a  whole,  but  I  think  they 
do  show  a  great  deal  of  common  knowledge  with  reference  to  the  art,  and  of 
most  of  the  elements  going  to  make  up  the  Plaintiff's  invention,  and  that  they 
do  reduce  what  otherwise  might  have  been  considered  to  be  the  ambit  of  it. 
As  to  the  prior  user  in  WielancTs  performance,  I  find  substantially  the  whole  15 
of  the- Plaintiff's  alleged  invention.    There  is  the  combination  of  apparatus; 
there  is  an  opening  of  a  different  shape  from  the  Plaintiff's,  but  an  opening  in 
the  stage  floor  ;  I  find  the  streamers  represented  by  the  apron  of  the  performer, 
and  I  find  similar  apparatus  below  for  producing  currents  of  air  sufficient  to 
blow  the  strips  up     It  is  true  that  he  was  in  the  habit  of  employing  one  fan,  20 
whereas  the  Plaintiff's  Specification  shows,  I  think — I  say  I  think,  because 
there  is  just  a  question  upon  it — two  or  more.     Mr.   Wieland  employed  one 
large    fan    to  produce  what  he  wanted.    The  Plaintiff  in  her  Specification 
claims  the  use  of  two  or  more.    Then,  lastly,  there  is  similar  apparatus  below 
for  throwing  beams  of  light  on  to  the  strips  so  as  to  produce  the  appearance  of  25 
tongues  of  flame.    The  distinctions  really  are  of  the  narrowest.    The  first  seems 
to  be  this  :  the  strips  were  fixed  to  the  performer  instead  of  being  fixed  to  the 
wirework  cover  of  the  box-like  structure — to  use  the  inventor's  words,  "  the 
"  f oraminated  structure."    There  was  a  narrower  hole  for  the  light  to  come  up. 
The  light  coming  from  below  came  through  glass  instead  of  coming  through  a  30 
wirework  cover.    There  was  the  employment  of  one  large  fan  instead  of  two  or 
more  small  ones,  with  axes  inclined  towards  one  another,  and,  lastly,  there  was 
additional  light  thrown  on  from  other  places — in  the  case  of  Wieland  the  whole 
light  did  not  come  from  below.     In  substance  and  in  fact  I  think  there  has  been 
prior  user,  and  the  Defendant  is  entitled  to  succeed  on  this  point.    Whether  35 
tJiis  be  so  or  not,  I  consider,  having  regard  to  the  user  of  Mr.   WielaruTs 
apparatus  and  the  common  knowledge  of  the  art,  it  did  not  require  invention 
sufficient  to  support  a  Patent  to  produce  the  Plaintiff's  apparatus,  and  that  there 
was  therefore  no  sufficient  subject-matter.    Even  if  that  view  is  wrong,  I  think, 
to  give  validity  to  this  Patent,  it  would  be  necessary  to  tie  the  Plaintiff  very  40 
strictly  to  her  special  separated  streamers,  separated  throughout  the  whole 
length  and  fastened  in  a  particular  way  to  the  cover  of  the  foraminated 
structure  as  described,  and  in  that  case  the  Defendant  has  not  infringed,  as  she 
employs  an  angular  cylinder  or  cage  of  transparent  material,  the  upper  part  for 
about  10  inches  being  slit  into  strips  .and  differently  fastened.    I  think  the  45 
action  fails,  and  must  be  dismissed  with  costs. 
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McGaWj  Stevenson^  and  Orr^  Ld.  v.  Nichols  A  Go. 


In  the  High  Court  op  Justice. — Chanobry  Division. 

Before  Mr.  Justice  Kekbwioh. 

July  31st  and  October  26th,  1903. 

McCaw,  Stevenson,  and  Orr,  Ld.  v.  Nickols  A  Co. 


5       Trade  Mark, — InfrhigemenL — Similarity  of  name  used  by  Defendants  to  the 
Plaintiffs^  Trade  Mark. — Injunction  granted. 

The  Plaintiffs  in  1894  registered  the  word  ^^Seccotine^^  as  a  Trade  Mark  for 
a  cementj  and  used  it  extensively.    The  Defendants  began  to  sell  a  cement  as 
"  SecurineJ*^ 
10      Held, /Aa^  ^^Securine^*  was  a  colourable  imitation  of  ^^ Seccotine^"*  and  an 
injunction  was  awarded  with  consequential  relief 

On  the  16th  of  Novembe  1894  McCaw,  Stevenson,  and  Orr,  Ld,^  registered 
under  No.  183,699  the  word  **  Seccotine  "  in  Class  50  for  "  a  cement  for  mending 
*'  broken  articles,"  and  froili  the  year  1886  sold  and  at  the  date  of  the  action 

15  were  selling  their  cement  as  "  Seccotine  "  very  extensively.  In  April  1903  they 
discovered  that  William  John  Nickols  (trading  as  Nickols  A  Go.)  was  selling 
cement  under  the  name  "  Securine."  On  being  communicated  with  Nickols 
was  willing  to  withdraw  his  goods  called  "  Securine  "  from  the  market  on  pay- 
ment by  McGaWy  Stevenson,  and  Orr,  Ld.,  of  the  sum  of  40/.,  to  which  they 

20  refused  to  agree.  An  action  for  an  injunction  to  restrain  Nickols  from  infring- 
ing the  Trade  Mark  and  from  selling  any  cement  or  other  adhesive  substance 
under  the  name  '*  Securine  "  and  for  consequential  relief  was  then  commenced 
against  Nickols  in  his  trading  style  of  Nickols  A  Go.,  and  notice  of  motion  for 
an  interlocutory  injunction  was  given.    This  motion  came  on  for  hearing 

25  before  Mr.  Justice  Ebkewich  on  the  31st  of  July  1903,  when  the  following  Order 
was  made  : — *^  That  the  Defendant  William  John  Nickols  sued  and  trading  as 
"^  Nickols  A  Go.,  his  servants  and  agents,  be  restrained  until  judgment  in  this 
^  action  or  further  Order  from  manufacturing  or  selling,  or  causing  to  be  manu- 
^  factured  or  sold,  any  cement,  gum,  or  other  adhesive  substance  under  or 

30  "  marked  with  the  word,  name,  or  brand  of  *  Securine,'  or  any  other  word, 
**  name,  or  brand  constituting  a  colourable  imitation  of  the  Plaintiffs'  registered 
**  Trade  Mark  *  Seccotine,'  or  from  otherwise  infringing  the  said  Trade  Mark. 
*^  And  the  Judge  treating  this  application  as  a  summons  for  directions  adjourned 
^  into  Court,  it  was  ordered  that  the  action  be  set  down  for  trial  forthwith, 
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*'  without  pleadings.**  The  learned  Judge  further  directed  that  the  action 
should  come  on  for  trial  on  the  26th  of  October  1903,  and  it  came  on  accordingly. 

P.  O.  Lawrence^  K.C.,  and  the  Honourable  Frank  Russell  (instructed  by 
Charles  Ritssell  A  Co.)  appeared  for  the  Plaintiffs  ;  the  Defendant  appeared  in 
person.  5 

J.  A,  Robinsonj  a  director  of  the  Plaintiff  Company,  having  given  evidence 
in  support  of  the  Plaintiffs*  case,  the  Defendant  gave  evidence  on  his  own 
behalf,  and  stated  in  the  course  pf  his  examination  in  chief  that  he  thought  he 
was  justified  in  doing  what  he  did. 

Kbkbwich,  J. — It  is  extremely  difficult  in  these  cases  to  say  why  one  word  10 
is  like  another  and  to  weigh  in  one's  mind  how  the  only  half-wary  customer  ! 

would  deal  with  buying  one  thing  or  another  ;  and  I  think  I  should  probably  i 

do  best  by  not  attempting  to  explain  why  I  think  "  Securine  "  is  a  colourable 
imitation  of  "  Seccotine,"  I  think  it  is.  I  think  it  is  calculated  to  deceive. 
That  is  enough  for  me.  15 

Then  the  Defendant  on  oath  says  that  he  conscientously  believed  that  there 
was  no  infringement — he  did  not  intend  to  infringe.  Giving  him  credit  for 
that  belief,  nevertheless,  he  comes  here  to  insist  that  it  is  not  an  infringement. 
In  doing  that  he  is  exercising  his  right ;  but,  if  it  is  fraudulent,  it  is  no  less 
fraudulent  because  he  now  endeavours  to  protect  that  which  he  says  he  did  20 
not  intend  to  be  an  infringement.  That  only  goes  to  the  question  of  costs. 
I  must  grant  an  injunction,  that  is  to  say,  makd  perpetual  the  injunction  granted 
before,  and  the  Defendant  must  pay  the  costs  of  the  action.  Whether  it  is 
worth  while  having  destruction  or  delivery  up  of  what  he  has  got  in  stock  is 
another  matter.  25 

LaufrencBy  K.C. — I  ask  for  the  delivery  up  of  all  infringing  articles,  and 
also  for  an  account  of  profits. 

Kbkbwich,  J. — You  are  entitled  to  it. 
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Olaughten  v.  Foster. 


Iir  THB  High  Ooubt  op  Justiob.--<^hanobby  Diyiaiok. 
Before  MR,  JusTiOB   Byrne. 

October  27th  wA,  28th,  1903. 

CiiAUGHTBN  V.  Foster. 

5  Patent-^Action  for  infringement —  Validity. — Infringement.-^vdgment  by 
consent  for  injunction  on  terms, — Certificate  of  validity  refused. — Patents^  Ac. 
Acty  188S^  section  31. 

The  owner  of  a  Patent  for  improvements  in  siphons  for  cisterns  for  water 
2losetSy  having  brougM  an  action  for  infringement^  the  Defendant  pleaded 
10  non-infringefnent  and  invalidity j  but  during  the  trial  lie  consented  to  an  injunc- 
tion on  certain  termsy  including  the  grant  to  him  of  a  licence  on  a  royalty ; 
and  judgment  was  given  accordingly.  Byrne,  J.,  refused  to  grant  a  Certificate 
that  the  validity  of  the  Patent  came  in  question. 

On  the  17th  of  January  1894  Letters  Patent  (No.  1026  of  1894)  were  granted 

15  to  J.  W.  Hancock  for  "  Improyements  in  siphons  for  cisterns  for  water  closets.** 

The  claims  of  the  Specification  were  as  follows  : — **  1.  In  siphon  arrangements 

**  for  cistern  used  with  water  closets  and  for  similar  purposes,  attaching  one  end 

^*  of  the  siphon  to  a  cylinder  fitted  with  a  piston  which  has  a  valve  so  arranged 

^^  that  when  the  piston  moves  in  one  direction  it  acts  upon  the  water  in  the 

20  ^  cylinder  to  start  the  action  of  the  siphon,  and  which  also  allows  the  water 

^  drawn  by  the  siphon  when  started,  to  pass  through  it  substantially  as  shown 

^  and  descfibed  in  the  accompanying  drawing  and  Specification. 

**  2.  A  siphon  arrangement  for  cisterns  used  with  water  closets  and  similar 
'^  purposes  constructed  and  arranged  substantially  as  shown  and  described  in 
25  <<  the  accompanying  drawing  and  Specification.'* 

The  owners  of  the  Patent  commenced  an  action  against  the  Defendant  Foster 
for  infringement  of  the  same,  claiming  the  usual  relief. 

The  Defendant  in  his  Defence  denied  infringement  and  alleged  the  invalidity 
of  the  Patent,  and  the  Particulars  of  Objections  alleged  (inter  alia)  anticipation 
30  by  certain  Specifications  and  want  of  subject-matter. 

The  action  came  on  for  trial  on  the  27th  of  October  1903. 
T.  Terrell^  K.C.,  and  J.  C.  Oraham  (instructed  by  Corbyn  and  Greener^ 
agents  for  Beaumont  and  Croft^  of  Leeds)  appeared  for  the  Plaintiffs ;  A.  J. 
Walter  and  J.  H.  Gray  f  instructed  by  Helliwell^  Harby^  and  Evershed^  agents 
35  for  Jubby  Booths  and  Heuiwell^  of  Halifax)  appeared  for  the  Defendant. 

The  case  was  opened  for  the  Plaintiffs,  and  an  expert  witness  was  called  for 
them  on  the  27th  of  October ;  on  the  28lli  of  October,  whilst  one  of  the  Plaintiffs 
was  being  examined,  Terrell^  E.C.,  stated  that  an  understanding  had  been  arrived 
at  between  the  parties,  and  that  they  had  agreed  that  there  should  be  a  judgment, 
40  subject  to  his  Lordship's  permission,  for  the  Plaintiffs  for  an  injunction,  and 
that  they  agreed  to  grant  the  Defendant  a  licence  on  a  royalty,  and,  as  to  the 
rest  of  the  terms,  that  there  should  be  a  Judge's  Order  if  it  became  necessary. . 

Byrnb,  J. — ^By  consent  you  take  an  Order  for  an  injunction  upon  terma 
agreed  between  the  parties.    Are  you  going  to  put  the  t^rms  into  the  Qrder  ? 
45      Terrell^  K.O.— Th^r©  ipnpt  be  an  injunction. ' 
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Bybnb,  J. — ^Are  yon  going  to  pnt  into  the  Order  that  there  is  to  be  a  licence 
granted  ? 

Terrell,  K.C.— Yes.    Will  yonr  LordfOiip  certify  that  the  validity  of  this 
Patent  came  into  question  in  the  action  ? 

Byrnb,  J. — ^No,  I  do  not  think  I  ought  to  do  that,  because  there  is  an  5 
agreement  between  the  parties,  and  how  can  I  certify  that  validity  came  into 
question  ? 

Terrell,  K.C. — It  did  come  in  question. 

Byrne,  J, — Yes,  it  did  come  in  question,  but  in  the  result  there  has  been  an 
arrangement  between  the  parties,  and  that  is  not  a  decision.  10 

Terrell,  K.C. — ^The  object  of  the  Certificate  is  that  the  Patentee  should  not  be 
troubled  with  a  large  succession  of  actions. 

Byrnb,  J. — ^Yes,  but  that  means  if  thie  ease  has  been  fought  out.  I  have  had 
actions  coming  on  as  short  causes,  in  which  there  has  been  no  evidence  given 
at  all,  and  I  have  refused  to  give  a  Certificate.  The  only  object  is  with  reference  1 5 
to  the  costs  in  a  future  action.  If  an  action  is  brought  which  is  compromised, 
that  ought  not  to  prejudice  other  persons.  I  do  not  think  this  is  one  of  those 
cases  where  a  Certificate  ought  to  be  given.  It  is  liable  to  misconstruction, 
and  it  would  give  rise  to  a  strong  argument  in  the  next  case,  that  it  could  not 
have  been  meant.    You  have  agreed  about  the  costs,  I  suppose  ?  20 

TerreU,  K.C.— Yes. 


In  the  High  Court  op  Justioh.— Chancery  Division. 

Before  Mr.  Justice  Farwell. 

October  29th,  1903. 

In  the  Matter  of  the  Applications  op  Booth's  Distillery  Company   25 
Ld.,  for  the  Registration  op  Trade  Marks. 

Trade  Marks.— Application  to  register.— Mark  calculated  to  deceive.— Mark 
similar  to  marks  which  had  been  already  refused  registration. — Appeal  by 
Applicants  from  Comptroller  dismissed.— Patents,  Ac.  Act,  1883,  section  73. 

A  Company  sought  to  register  ttvo  murks  as  Trade  Marks  in  Class  43,  both  30 
having  the  device  of  a  salmon  fly,  one  of  them  having  the  words  '^Salmon  Fly 
"  Brand  "  and  the  oilier  having  also  iJie  words  '*  Jock  Scott  Salmon  Fly^  The 
Comptroller  refused  to  register  the  marks  on  the  ground  ofsimiUiHty  to  a  mark 
consisting  of  the  words  "  Scotch  Jock  "  and  also  on  tlie  ground  thai  other  marks  of 
a  similar  nature  had  already  been  refused.  The  Applicants  appealed,  and  the  35 
appe^  was  referred  to  the  Court.  At  the  hearing  the  owners  of  the  ''Scotch 
"  Jock  "  mark  opposed,  and  tJiere  was  evidence  of  use  since  1896  of  one  of  the 
marks  of  which  registration  had  previously  been  refused.  Hie  Applicants 
had  made  no  inquiries  as  to  these  marks,  althotigh  invited  to  do  ^o  by  the 
Comptroller,  -40 
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In  the  Matter  of  the  AppltecUiana  of  Booth's  DiatiUery  Company ^  LcL^for  the 
Eeffietraiion  of  Trade  Marks. 

Held^  ^uU  the  use  of  the  words  *'  Joek  Scott "  woiUd  be  calculated  to  deceive^ 
and  as  to  the  other  mark  that  the  Comptroller  had  exercised  his  discretion 
properly^  and  that  it  ought  not  to  he  overruled.  The  appeal  was  dismissed 
t4nth  costs. 

5  On  the  3rd  of  November,  1902,  Booth's  Distillery  Company  applied  to  register 
two  Trade  Marks  in  Class  43  in  respect  of  fermented  liquors  and  spirits,  the 
applications  being  numbered  249,746  and  249,747  respectively.    The  essential 

*  .  particulars  of  No.  249,746  were  stated  to  be  the  following,  viz.,  a  distinctive 
label  having  in  the  centre  the  device  of  a  salmon  fly  in  an  oval  shape  with  the 

10  words  ** Salmon  Fly  Brand*'  below  that  shape.  The  essential  particulars  of 
No.  249,747  were  stated  to  be  the  following,  viz.,  a  distinctive  label  having  in 
the  centre  the  device  of  a  salmon  fly  of  the  kind  known  as  the  ''  Jock  Scott " 
salmon  fly  in  an  oval  shape  with  the  words  '^  Salmon  Fly  Brand  "  above  such 
shape  and  the  words  **  Jock  Scott  &lmon  Fly  "  below  such  shape.    A  repre- 

15  sentation  of  No.  249,746  is  shown  below  ;  No.  249,747  only  differed  from  this 
in  having  the  words  **  Salmon  Fly  Brand  "  above  and  the  words  •'  Jock  Scott 
^  Salmon  Fly ''  below  the  device. 


On  the  18th  of  November,  1902,  the  Comptroller  wrote  calling  the  attention  of 
the  Applicants  to  two  Trade  Marks,  the  registration  of  which,  he  stated,  had 

20  been  applied  for  at  a  date  previous  to  the  Applicants'  registration^  and  which 
appeared  to  resemble  the  marks  they  claimed  ;  and  stating  that,  in  accordance 
with  the  provisions  of  section  72  of  the  Patents,  Ac.  Act,  1883,  as  amended  by 
section  14  of  the  Patents,  &c.  Act,  1888,  the  Applicants'  marks  therefore  appeared 
to  be  incapable  of  registration,  and  their  applications  accordingly  could  not  be 

25  proceeded  with.  One  of  the  marks  referred  to,  viz..  No.  50,423,  consisted  of  the 
words  ^  Scotch  Jock,"  and  was  registered  in  1886  in  Class  43  in  the  name  of 
R.  M.  MackiUigin.  The  other  mark  was  No.  135,045,  registered  in  the  name  of 
Hcgarth  BroiherSj  being  a  flsh-hook  with  a  landscape  as  a  background  and  the 
words  **  Fish-hook  Brand."    On  the  18th  of  December  1902  the  Comptroller 

30  heard  the  solicitors  of  the  Applicants,  when  he  informed  them  that  certain 
earlier  applications  had  been  refused,  yet  the  earlier  applicants  might  have  used 
the  marks  shcSwn  on  their  applications  or  marks  of  a  similar  character  ;  that  it 
appeared  from  some  of  the  earlier  applications  that  the  labels  had  been  prepared 
and  were  quite  possibly  in  use ;  and  the  Comptroller  pointed  out  that  user 

35  of  any  of  these  previous  marks  might  affect  the  right  to  registration  of  the 
Applicants'  marks,  and  in  order  that  they  might  make  the  fullest  inquiries  on 
the  subject  he  gave  them  ample  particulars,  both  of  the  marks  and  of  the 
persons  who  respectively  applied  for  the  registration  of  them.  These  marks 
are  further  referred  to  later  and  in  the  judgment.    On  the  19th  of  December 

40  1902,  the  Comptroller  wrote  to  the  Applicants  stating  that,  in  pursuance  of 
Rule  19  of  the  Trade  Mark  Rules,  1890,  in  exercise  of  the  discretionary  power 

;.  g^ven  to  him  i)y  the  Patents,  &c.  Acts,  1883  to  1888,  the  applications  to  register 
were  refused.  The  Applicants  appealed  to  the  Board  of  Trade,  who  referred 
iha-i^eeal  to^the  Court  wi^  the  U09^  directions^  and  «  direction  to  serve 

B  li 
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In  theiUcUtet  of  the  Applications  of  Booth's  Distillery  Company^  Ld^for  tlk0. 
Registration  of  Trade  Marks. 

A.  H.  Wallace^  trading  as  R,  M.  Mackilligin^  and  also  Hogarth  Brothers.  '  The 
Applicants  gave  notice  of  motion  accordingly  that  the  Comptroller  might  be, 
ordered  to  proceed  with  the  registration. 

Affidavits  were  filed  on  bebalf  of  the  Applicants  stating  that  the  firm  of 
Hogarth  Brothers  could  not  be  found,  and  that  no  transfer  of  their  mark  had  5 
been  registered,  and  that  they  had  never  seen  or  heard  of  goods  being  sold 
thereunder. 

The  evidence  for  the  Applicants  also  alleged,  in  effect,  that  the  ^  Scotch  Jock  " 
mark  had  been  little  used,  and  that  there  was  no  probability  of  confusion. 

Affidavits  were  filed  in  opposition  by  and  on  behalf  of  A.  H.    Wallace^  -10 
alleging  that  a  considerable  business  had  been  done  under  his  mark,  and  that, 
the  words  "  Jock  Scott "  in  the  Applicants'  mark  (No.  249,747)  were  calculated 
to  deceive. 

The  Comptroller  made  an  affidavit  in  which  he  referred  to  four  applications 
in  Class  43,  namely.  No.  192,943,  the  essential  particulars  of  which  were  the  15 
words  "  Old  Jock  Scott " ;  No.  193,008,  consisting  of  a  salmon^fly ;  No. 
195,135,  applied  for  by  Sir  R.  Burnett  Jk  Go.,  containing  the  words 
"  Jock  Scott "  and  the  representation  of  a  salmon  fly ;  and  No.  200,485, 
consisting  of  a  salmon  6y  and  the  words  "Jock  Scott  Whisky,"  with 
the  Applicants'  name  and  address.  (A  representation  of  No.  195^135  is  20 
shown  ibelow.)     He  also  stated  what  had  occurred  at  the  hearing,  and  that, 


not  finding  from  the  Applicants'  affidavits  that  they  had  made  any  inquiries  as 
to  these  prior  Applicants,  he  had  therefore  made  certain  inquiries.  The  result 
of  these  was  that  the  persons  applying  for  marks  No.  192,943  and  No.  193,008 
did  not  appear  to  be  known  at  the  addresses  given,  and  might  therefore  be  out 
of  business ;  that  he  found  that  the  label  shown  on  a])plication  No.  195,135  was 
in  US0,  and  had  been  in  use  sinoe  1896 ;  that  he  foi^nd  that  the  > Appliowtfr  for ' 


25 


VDL  m^  N6.  2.]       AND  THAOE  MASK  CASfiS.   *  a" 


In  the  Matter  of  the  Applications  ofBooth*a  Distillery  Company^  Ld.ffor  the 
Registration  of  Trade  Marks. 

the  label  shown  on  application  No.  200,4H5  ceased  using  it,  fearing  it  might  be 
an  infringement  of  the  rights  of  another  firm,  bat  they  considered  that  the 
application  still  held  good,  and  they  were  still  desirous  of  haying  it  registered 
either  simply  as  originally  applied  for  or  for  the  two  words  "  Jock  Scott,"  and 
5  they  unhesitatingly  objected  to  any  other  firm  using  it ;  but  the  Comptroller 
stated  that  it  did  not  appear  that  the  application  No.  200,485  could  now  proceed, 
though  it  was  of  course  open  to  the  same  Applicants  to  lodge  a  fresh  application 
if  they  were  so  advised. 
•  An  affidavit  in  reply  was  made  by  J.  W.  Bashford^  chairman  of  the  Applicant 

10  Company,  in  which  he  stated  that  he  had  been  in  business  for  25  years  past,  and 
had,  during  that  period,  had  very  extensive  transactions  in  the  purchase  and 
sale  of  whisky,  and  that  he  had  never  in  his  experience  seen  or  heard  of  the 
label  referred  to  in  the  application  No.  195.135,  and  he  was  sure  that  if  the  same 
had  been  actually  in  use  since  the  year  1896,  or  had  been  an  established  brand 

15  of  whisky,  he  must  have  known  of  it,  and  that,  as  the  result  of  inquiries  he  had 
made,  he  was  convinced  that  no  general  user  of  such  mark  had  been  made,  and 
that  it  was  unknown  to  the  trade. 
The  motion  was  heard  on  the  29th  of  October  1903. 
Whinney  (instructed  by  FosteTy  Spicer^  and  Foster)  appeared  for  the  Appli- 

20  cants ;  B^  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade) 
appeared  for  the  Comptroller ;  Attwater  (instructed  by  F,  Q,  Mellows)  appeared 
for  the  Respondent,  A.  H.  Wallace. 

Whinney  for  the  Applicants. — As  to  No.  249,746,  the  essential  particular  is  the 
distinctive  label  as  a  whole.    The  existence  on  the  Register  of  the  ^*  Fish-hook 

25  *^  Brand  "  label  is  not  a  valid  objection  ;  there  can  be  no  confusion  arising  from  the 
names  and  the  two  marks  are  quite  different,  and  no  one  could,  with  the  addition 
of  the  names,  confuse  them.  Moreover,  this  mark  is  not  known  in  the  trade,  and 
the  firm  that  is  registered  as  proprietors  is  believed  not  now  to  exist.  {^Parker. 
— Many  other  marks  have  been  refused  in  consequence  of  that  registration  and 

30  there  are  many  similar  marks  in  the  trade.]  Afi  to  No.  249,747,  the  owner  of  the 
**  Scotch  Jock  "  appears  to  oppose  the  registration.  But  it  cannot  be  s  lid  that 
the  case  is  within  section  72,  for  the  marks  have  not  such  resemblance  as  to  be 
calculated  to  deceive.  Then,  as  regards  section  73,  one  must  take  the  two 
expressions  as  a  whole,  one  is  **  Scotch  Jock"  and  the  other  is  "Jock  Scott 

35  **  Salmon  Ply."    There  is  evidence  that  there  is  no  probability  of  deception. 

Attwater  for  A.H.  Wallace. — I  rely  on  the  similarity  of  sound,  the  phrases 
are  difficult  to  distinguish  ;  the  "  Scotch  Jock "  mark  is  in  use  and  there  is 
evidence  that  the  "  Jock  Scott "  mark  is  calculated  to  deceive. 

Whinney  in  reply  on  No.  249,747. — Under  section  73  there  must  be  evidence 

40  that  the  use  of  the  words  would  deceive  :  there  is  no  evidence  that  the  goods 
have  got  to  be  known  by  the  name  "  Scotch  Jock  "  ;  in  Eno  v.  Dunn  (7  R.P.C. 
311),  there  was  evidence  that  the  Opponents*  goods  were  known  by  the  name  of 
•^FrnitSalt" 

Farwbll,  J.— With  respect  to  the  *•  Jock  Scott "  mark  (No.  249,747),  in  my 

45  opinion  I  cannot  interfere  with  the  Comptroller's  decision.  It  seems  to  me  to 
be  clearly  within  section  73,  and  on  the  evidence  and  on  the  consideration  of 
the  mark,  I  have  no  'doubt  myself  that  the  use  of  these  two  words  would  be 
calculated  to  deceive,  and  consequently  the  mark  cannot  be  registered. 

Parker  for  the  Comptroller.— As  to  No.  249,746,  the  idea  therein  contained  is 

50  quite  old,  and  other  applications  have  been  refused  on  the  same  grounds  as  the 
present  one.    There  is  evidence  that  the  mark  applied  for  under  the  number 
195435  has  been  in  use  since  1896.    The  Comptroller  suggested  that  the  Appli- 
cants should  make  inquiries  as  to  the  use  of  the  marlu  which  have  been  refused, 
registration,  but  they  have  not  dpne  so.    The  Comptroller  has  exercised  his 

55  difloretion  ;  moreover  it  would  be  unfair  to  the  owners  of  the  other  marks  if  the 
Applicants  were  n^stered. 
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In  the  Matter  of  the  Applications  o/BodtVe  Distillery  Company ^  LcLjfor  the. 
RegistrcUion  of  Trade  Marks. 

Whinney  in   reply. — ^The  mark   was  rejected  by  the  Comptroller  on  the 
specific  ground  only  of  the  two  prior  registrations.    The  fact  that  other  appli- 
cations have  been  made  and  refused  ought  not  to  prejudice  the  Applicants 
{Kdnig  and  Ebhardt's  Trade  Mark,  13  R.P.O.  449).    Section  72  only  appUes 
where  there  is  a  similar  mark  already  on  the  Register ;  in  this  case  it  can  only  5' 
be  a  question  of  common  law  rights.     [Farwbll,  J.,  referred  to  the  judgment  of 
Lord  HerscheU  in  Eno  v.  Dunn  (7  R.P.0. 311)  as  to  the  Comptroller's  discretion.] 
The  Court  can  exercise  a  discretion  on  the  facts  before  it.    Under  section  73 
there  must  be  a  right  in  someone  which  would  be  interfered  with ;  a  small  use 
is  not  sufficient.    Looking  at  the  marks  as  a  whole  there  is  no  probability  of'  10 
deception,  and  there  is  not  on  the  eyidence  any  such  probability.   [FABWBLL,t7. 
— Is  not  the  Comptroller  entitled  to  consider  the  fact  tiiat  other  applications . 
for  similar  marks  have  come  before  him  and  have  been  refused  ?]    I  submit 
not.    Also  under  section  73  there  must  be  deceptive  words  {Hudson's  Trade 
Marks,  3  R.P.C.  155),  and  here  there  can  be  no  deception  in  the  words.    If  the  15 
mark  195,135  were  on  the  Register,  the  Applicants'  mark  ought  not  to  be  refused 
o^  account  of  it. 

Farwell,  J.— This  is  an  application  to  review  the  Comptroller's  refusal  to 
register.     Now  the  Comptroller  undoubtedly  has  a  discretion — ^a  discretion  of 
course  to  be  exercised  judicially  like  all  other  judicial  discretions.    There  is  an  20 
appeal  to  this  Court,  but  the  Court  ought  not  to  overrule  the  judicial  exercise 
of  the  Comptroller's  discretion  unless  it  is  clearly  of  opinion  that  the  dis- 
cretion was  wrongly  exercised.     In  my  opinion  the  Comptroller  was  perfectly 
well  founded  in  the  way  in  which  he  has  exercised  his  discretion  here.    The 
Applicants  put  forward  two  marks,  one,  ^'  Salmon  Fly  Brand,*'  with  a  salmon  25 
fly  in  colours,    and  the  words  "Jock  Scott  Salmon  Fly"  underneath,  and- 
the  other  a  salmon  fly  in   colours    and  the  words    ^'Salmon  Fly   Brand" 
underneath.    When  the  matter  came  before  the  Comptroller  he  pointed  out- 
to  the  Applicants  that  there  had  been  a  number  of  applications  for  similar 
marks,  all  of  which  had  been  refused,  and  suggested  to  them  that  it  would  30 
be  better  that  they  should  make  inquiries  and  And  out  whether  the  people' 
who  had  made  those  prior  applications  had  been  using  the  marks  which  they^ 
had  put  forward.     It  is  obvious  that  there  were  all  sorts  of  matters  to  be 
inquired  into  before  the  Comptroller  gave  the  advantage  of  registration  to 
such  late  applicants  as  the  present  Appellants.     The  Appellants  have  not  35 
availed  themselves  of  that  suggestion ;   they  have  given  him  no  information 
at  all,  and  the  Comptroller  has  gone  to  the  trouble  of  making  some  searches,, 
and  he  has  put  in  evidence  a  certain  number  of  the  labels.     Now  there 
is  one  thing  very  striking,  that  the  application  beinj?,  as  I  say,  for  these  two 
labels,  1  find  a  label  put  forward  of  Sir  Robert  Burnett  Jk  Co.,  which  was  sent  40 
in  for  registration  but  registration  was  refused,  consisting  of  the  words  ^'Old 
"  Blended  Glen-Livet  Jock  Scot,"  and  then  a  coloured  salmon  fly  very  similar 
to  the  present,  only  it  is  turned  the  other  way,  and  then  the  proprietors'  name  ' 
underneath.     The  next  one  is  simply  a  salmon  fly  turned  the  same  way  as  the 
present,  not  coloured,  and  "Jock   Scot  Whisky."      These  are  circumstances  45.:.- 
sufficient  to  make  one  suspicious  of  the  present  application.     I  should  be 
certainly  very  slow  to  overrule  the  Comptroller  in  a  case  like  the  present,  wliere . 
he  has  invited  the  Applicants  to  go  into  evidence  and  satisfy  themselves  as  to 
these  marks,  and  the  Applicants  have  not  taken  the  trouble,  or,  perhaps,  have 
been  well  advised  in  not  attempting  to  dispose  of  them  at  all.  50 

The  Comptroller  has,  in  my  view,  exercised  his  discretion  wisely,  and  I 
dismiss  the  application  with  costs — the  costs  of  the  Comptroller  and  of  the  other 
Be^ondent. 
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N.  K.  Fairbank  Company  v.  Gocos  Butter  Manufacturing  Company.. 


In  thb  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Swinpbn  Eady. 

November  17th  and  18th,  1903. 

N.  K.  Fairbank  Company  v.  Cocos  Butter  Manufacturing  Company. 


5  Action  to  restrain  infringement  of  Trade  Mark  and  passing  off, — Plaintiffs^ 
butter  substitute  called  "  CottoleneJ** — Defendants^  called  "  Cocosoliney — Articles 
made  from  different  ncUural  products. — Get-up  dissimilar. — Absence  of  fraud. 
— No  probaibility  of  deception. — Action  dismissed. 

The  N.  K.  F.  Co.  had  for  many  years  prior  to  18S8  manufactured  from  cotton^-^ 

JO  seed  oil  and  sold  in  America  a  butter  suJ>stitute  called  "  Cotiolene.'^    In  1888 

and  1899  tlhey  registered  the  word  "  Cottolene "   in  Class  42.    In  1892  they 

commenced  to  sell  wholesale  in  this  country^  and  so  continue.    In  1902  the 

P^endant,  a  member  of  a  firm  of  cocoa-nut  oil  manufacturers  of  Ceylon, 

{  :  commenced  to  manufacture  in  England  and  sell  wholesale  a  butter  substitute 

15  made  from  cocoa-nut  oil^  and  advertisedit  for  sale  under  the  name  **  Cocosoline^ 

The  W.  K.  F.  Co.  alleged  that  the  "  Co  "  of  *•  Cocosoline  "  would  be  omitted  in 

practice  ;  thcUy  the  sound  being  similar,  would  cause  confusion,  and  enable  the 

.  Defendants  goods  to  be  passed  off  as  and  for  the  Plaintiffb\    The  get-up  of  the 

Defendants  goods  was  different  from  the  get-up  of  the  Plaintiffs'  goods. 

20      Held,  thai  the  Defendant  had  acted  honestly  in  the  choice  of  a  name  not 

inappropriate,  and  that  there  was  no  reasonable  probability  of  the  Defendants 

^     goods  being  passed  off  as  the  Plaintiffs*  by  the  msre  use  of  the  word  "  Cocosoline^ 

The  action  was  dismissed  with  costs. 

The  N.  K.  Fairbank  Company,  an  American  Company,  incorporated  in 
^  accordance  with  the  laws  of  the  State  of  Illinois,  were  the  registered  proprietor^; 
of  two  Trade  Marks,  each  of  which  consisted  of  the  word  "  Cottolene  "  without 
addition.  The  first  (No.  .77,276)  was  registered  on  the  14th  of  June  1888  in 
Class  42  in  respect  of  "  Butter,  lard,  oleo,  margarine,  oil,  and  other  oily  or 
"  fsXij  substances  used  as  food,"  and  the  second  (No.  223,150)  was  registered 
^  on  the  17th  of  May  1899  in  Class  42  in  respect  of  ^' A  substance  used  as  food 
^*  and  as  an  ingredient  in  food."    For  many  years  the  Plaintiffs  imported  into 
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jy.  g.  Fairbank  Company  y.  Cocoa  Butter-  Manufacturing  Company. 

J?the  StiS!  .»,  f  ^^^"i?- 1  ^i"  *^*y  1903  it  vnB  brought  to  the  knowledge 
S>J««Sf  •  5?**  the  Defendant  5.^.  ATAan,  trading  as  the  Cocoa  But^ 
SoSJirnld^rS;  "»«,^«?j'^°i'^«  to  adv^tiBe  and  Bell  a  p^^^raJ^  rf 

Onlhe  29th  of  Z^  ?om  ir¥r*'*^*V"*«'"  ^^"^  °^^  °^  "  Coco£,line."  5 

aga^^nst  thfc-o^f  &A^i*^%^'5-  .^«»>ft«»*  Oowpany  commenced  an  action 
th^  n«f««L„^  u-  '  "*^  ^'^^■^'ff^^ring  Company  for  an  injunction  to  restrain 
pSiS?  S'-terM  °l'  and  agents  (1)  from  i^  any  manLr  infriS^S 

Sl2go^offS?n^orex,^S^°'*''*^°^5^'^>.*''^  ^^^^  "^  t*^*-" '  »°d  (2)  from   10 
anyZSr  snStK  or  K^  °'*  .^^^-^^i?*?  «<"•  «ale,  or  procuring  to^bi  sold, 
»  merH^^InHio!  1^1  or  similar  article  not  being  of  the  Plaintiflfs'  manufaetur^ 
SaSnS?on«.w.  •'■•t\^-  °«T."^"«««>^i'^«"  or  any  other  name  which  by 
3^1^ni«lA  ^  ®  imitation  of  the  Plaintiflfs'  name  «  Cottolene  "  or  othwwiS 

£  2S?^;^i?dTrn^n^r  '°««'*>'''^di««  «f  the  Plaintiflfs- ;  and  (3)  from 
othera  to  W^  an V  1«K^  "3T  "^""^^  P«*'°«  ^^  o"-  enabling  or  ilssisting 
Pla?SiffJ,C?o^otiLrd?ef'S„%^  *?"'"'^**  as  and  for  the  foods  of  th! 

The  PlftiS-  Kwi,  •    o\  7  ^'^<''"«i»ng  damages  or  proBtfl,  and  costs. 
anexceStnrffL^Int^*"',.^*^*®"'^''*  °*  ^^^'"^  stated-(l)  that  they  carried  on  20 
S(^^^d^^m^J2fi7^-'}''^u?'u'^"°*''°t'^        »'»<i  merchants  of  yarioS 
Suntry  wS^KSrs^'Stif^^"''  *^"^^f  ^e'^  many  years  imported  into    , 

quantities^nZ  ll^^m^T^GoSI^-  X^^^\V'"'''  *'Tk^^^  ^?  ^'^ 
proprietors  of  the  two  T^.^-!  m    i     u  f    '  ^2)  tnat  they  were  the  registered 
their  larJeeinenditZ  5n^    ^"^"^  ^^P"^  mentioned;  (3)  that  by  r^son  of  25 
thrnaTanf'^de  jSr5f  «^S^^^^^^^      pa«hi,^  their  said  preparaLn  under. 

th?puwrand  anvon^Thrl'T/^*'™"^^    ^«"  ^^^  «^<i  reSogffi  by 
Tme^SSd  JKn«T?«H^''*'*  ^•''  «:  °^f^  «  butter  substitute  under  that  30 
thalShe  nWe  *??otSCe  »  h^T*'''**^^^^*^  preparation  and  no  other  ; 

was  of  eSme  iSSSi  tolertw''^  ^J-  ?^"^  ^  tte  Plaintiflfa,  and  ii 
should  h«  baM  Jr^^  *u  them  that  no  article,  not  of  their  manufacture 

K  M^k  wMnh  *  M  S*""®  ^"^  ^'^^^^  Mark  aforesaid,  or  any  other^??; 
HwasKStolhTHl^iff"^^^^^  (*)  that  at  thee Jd  of  CyTsS 

Road,  iS  county  of  TonSf^  knowledge  that  the  Defendant,  at  225,  Old  Fo«l 
of  Ws  own  int^ndS  t^^^'^'^'f.  beginning  to  advertise  and  sell  a  preparation 
Lt  thrPlarnttffsleL^r^L^^^^^  ^"'"**^*?*?  "^^^^  "^^  ^^^  "  cSoffie  »° 
with  a  view  to  obS^^^T.T*'*  representations  to  be  made  to  the  Defendant 
nounced  *^CocoSine^  h^.  r°?^?"*?*^  °*  **»«  ^<>«1  "Cooosoline"  (pro- 
(5)  that  the  w?^Cocoi>Un^'wJ^«*o'^^^^^  ^  not  withdrawn  the  same; 
to  the  Plaintiffs'  name  a^T^^^  Mo  u  "J^i^^C^Bpeoially  in  its  pronunciation) 
be  used  in  respee?  S  a  JutS^ th^ny  /^''*^^^°^  ***  "  "  ^""'^  «^^o^«d  ^ 
confused  with  aS  Sold  ^iS  for  fS^^  '""^t  inevitably  be 

it  was  necessary  for  the  nr^Hnn  S^.^^^lf'-^?  J"^P*r»*'<'^  "  Cottolene,"  and  45 
Defendant  should  LrestraShv^J^^-^''''?*'^"/^^  ^^  **»«  P'^^""  *»"*  *e 
to  use  the  said  word  8^?^?^ ^Ji  !.'°^°°T  ?^  *^*  ^^'"'^  ^'«"^  continuing 
said  word  theDefend^n/h«<rf  5  ®°  "?"^J  **^*  ^^  °^«^  «*  the  use  of  the 
and  h^d  (ausS  fce^d^^^^ 
compensatton  *°^*  *°*^  '"J"^^'  ^""^  ^^ch  they  were  entiUed  i^  50 

facTSje21S'^mL^in^i%?'^fr„  '*"'^-^^2.  ^*J^«  P'**'^*'^^  ^«"  °'«'^°- 
oilandimportSinSfiscouX  nn**^''''^^  they  made  from  cotton-seed 
butter  substitute  under  tLn«™«J°^^"^?      ^    -  ^^*  ^^^  ^^^  *^*™  "^  * 
©efendantdidnotadmit^nVL  n^*"*?**"^-    '  **^*'  ^^«  ^  aforesaid,  the  55 
noi  aamit  any  of  the  allegations  m  paragraphs  1, 3,  and  5  of  the 
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-y.  K.  Fairbank  Oampany  v.  Oocos  Butler  Manufacturing  Company. 

Statement  of  Claim ;  (2)  that  the  Defendant  was  a  member  of  the  firm  of 
Franyeey  Bkikhc^ee  A  Go.y  of  Ceylon,  which  firm  were  extensive  purchasers  of 
cocoa-nata  and  copra  (the  dried  kernel  of  the  cocoa-nut),  and  had  for  some  years 
past  manu&ctured  tiiierefrom  cocoa-nut  oil,  which  they  imported  into  this  and 
5  other  countries ;  (3)  that  oil  obtained  from  the  cocoa-nut  could  by  a  certain 
process  be  conyerted  into  a  very  satisfactory  substitute  for  butter ;  that  could 
noty  however,  be  done  in  Ceylon,  the  heat  there  being  too  great.  Accordingly 
In  or  about  December  1901  the  Defendant,  under  the  name  of  the  Cocoa  Butter 
Manufacturing  Company^  established  a  manufactory  in  this  country  (at  225, 

10  Old  Ford  Road,  London),  and  in  or  about  June  1902  the  Defendant  commenced 
making  at  his  manufactory  the  said  butter  substitute  from  cocoa-nut  oil  obtained 
from  his  firm  in  Ceylon  ;  (4)  that  the  butter  substitute  so  made  by  the  Defen- 
dant from  cocoa-nut  oil  as  aforesaid  Was  of  two  kinds,  namely  (1)  a  hard  brittle 
substance  containing  a  good  deal  of  stearine,  and  (2)  a  soft  substance  containing 

15  mainly  oleine ;  that  the  former  of  these  two  substances  could  be  and  was  used 
as-  a  butter  substitute  in  the  preparation  of  any  kind  of  confectionery  and  other 
similar  articles  of  food  ;  the  latter  substance  was  used  as  a  butter  substitute  in 
the  preparation  of  certain  kinds  of  confectionery  ;  (5)  that  in  May  1902  the 
Defendant's  agent,  Percy  Oeorge  Archer^  applied  for  registration  of  the  word 

20  **Cocoso"  in  Class  42,  and  such  registration  was  obtained  on  the  28th  of 
November  1902,  as  of  the  17th  of  May  1902  ;  that  the  registration  stood  in  the 
name  of  the  Defendant's  said  agent,  but  only  as  trustee  or  agent  for  the  Defen- 
dant ;  (6)  that  at  or  about  the  time  when  registration  of  the  word  "  Cocoso  " 
was    obtained  the  Defendant    adopted  and  had  ever  since  used  the  word 

25  ^^  Cocoeoline  "  for  the  softer  substance  referred  to  in  paragraph  4  thereof,  and 
since  the  adoption  of  such  last  mentioned  word  the  Defendant  had  confined 
the  word  *•  Cocoso  "  to  the  harder  substance  aforesaid  ;  (7)  that  the  Defendant 
by  his  said  agent  applied  for  registration  of  the  said  word  "  Cocosoline "  in 
March  1902,  but  such  registration  had  not  yet  been  obtained  ;  (8)  that,  save  as 

30  aforesaid,  the  Defendant  did  not  admit  any  of  the  allegations  in  paitigraph  4  of 
the  Statement  of  Claim  ;  (9)  that  the  Defendant  did  not  nor  did  his  agent  in 
adopting  and  using  the  said  words  **  Cocoso  "  and  "  Cocosoline,"  or  either  of 
them^  imitate  or  copy  or  attempt  to  imitate  or  copy  the  Plaintiffs'  Trade  Mark 
^  Cottolene  "  ;  that  the  Defendant  had  not  and  had  never  had  any  wish  that 

35  his  preparations,  or  either  of  them,  should  be  mistaken  for  or  confused  with 
the  Plaintiffs'  preparation ;  on  the  contrary,  the  Defendant's  preparation  was 
superior  to  that  of  the  Plaintiffs' ;  that,  independently  of  the  fact  that  the 
get-up  of  the  Defendant's  preparation  was  very  different  from  that  of  the 
Plaintiffs'  preparation,  the  Defendant  denied  that  there  was  any  such  similarity 

40  between  the  words  ''  Cocosoline "  and  ^'  Cottolene,"  that  any  confusion  was 
probable  or  indeed  possible. 

The  action  came  on  for  trial  on  the  17th  of  November  1903  before  SwiNPBN 
Eady,  /. 
Eve,  K.C.,  and  L.  B.  Sebastian  (instructed  by  Janson,  Cobby  Pearson  Jt  Co.) 

45  appeared  for  the  Plaintiffs ;  MicMemy  K.C.,  and  L\  P.  Hewitt  (instructed  by 
Samuel  Price  A  Sons)  appeared  for  the  Defendant. 

BhCy  KC,  opened  the  Plaintiffs'  case.— For  many  years  prior  to  1888  the 
Plaintiff  Company  had  been  manufacturing  and  selling  in  America,  first  as  a 
wholesale  business  and  subsequently  on  a  large  scale  as  a  retail  business,  a 

50  butter  substitute  under  the  name  ''  Cottolene."  It  was  largely  used  in  the- 
confectionery  trade.  Desiring  to  establish  a  similar  business  in  this  country, 
the  Company  on  the  14th  of  June  1888  and  on  the  17th  of  May  1889,  so  as  to 
eover  all  classes  of  goods  in  Class  42,  registered  the  word  ^  Cottolene "  as  a 
Trade  Mark.    The  sale  of  this  substance  under  the  name  of  ''Cottolene"  was 

55  oommenced  in  England  in  1892.  Other  persons  have  attempted  to  register. 
names  similar  to  ^  Cottolene  ''—e^.y ''  Cocolene."    All  such  attempts  to  register 
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have  been  BQCcessfnlly  opposed.  Iti  May  1903  the  Plaintiffs  discovered  an 
advertisement  by  the  Defendant  of  a  commodity  described  as  '*  Oocoeoline.*^ 
It  stated  that  it  was  capable  of  being  nsed  for  the  same  purpose  as  ^  Oottolene." 
The  Plaintiffs  having  endeavoured  to  induce  the  Defendant  to  vary  or  change 
the  name,  and  having  failed,  commenced  the  present  action.  The  Defendant  5 
began  to  manufeicture  the  article  in  1902  for  the  first  time  in  this  country, 
but  no  substantial  sales  came  to  the  Plaintiffs*  notice  until  May  1903.  There  is 
no  complaint  as  to  get-up  except  in  one  small  particular,  viz.,  the  resultant 
commodity  produced  by  the  process  employed  by  the  Defendant  is  a  white 
substance.  The  resultant  of  the  Plaintiffs'  process  is  a  yellow  substance.  An  W 
artificial  colouring  is  introduced  into  the  Defendant's  substance  making  it  a 
colour  very  nearly  approximating  the  colour  of  "  Cottolene."  An  application 
by  the  Defendants  to  register  '*  Cocosoline  "  has  been  pending  for  some  consider- 
able time.  The  Plaintiffs  are  opposing  it,  and,  the  evidence  not  being  complete, 
it  is  still  under  the  consideration  of  the  Comptroller.  The  Plaintiffs  doubt  the  15 
bona  fides  of  the  Defendant  in  adopting  the  name  '*  Cocosoline."  At  the  time 
of  its  adoption  the  Plaintiffs  were  and  had  for  some  time  been  doing  a  consider* 
able  wholesale  trade  in  this  country,  and  were  contemplating  opening  up  a 
retail  trade.  Confusion  is  likely  to  arise  by  reason  of  the  similarity  of  the 
names.  '  20 

The  following  witnesses  were  called  in  support  of  the  Plaintiffs'  case : — 
A.  Bigland  (of  Biglandy  SonSy  and  JeffrySj  Liverpool),  sole  agent  for  the 
Plaintiffs  in  this  country  for  "  Cottolene  "  ;  Dr.  Otto  Hehner ;  L.  E.  Turner 
(a  director  of  Turner  &  SonSy  Ld.^  bakers  and  confectioners,  Nottingham)  ;  and 
E.  F.  Pring  (of  Bristol)  ;  J.  McGregor  (of  Leeds)  ;  J.  Simcock  (of  Manchester)  \  25 
(7.  W.  Makins  (of  Chorley)  ;  J.  Williamson  (of  Chester),  bakers  and  con- 
fectioners ;  and  W,  Mallet  (managing  clerk  of  Janson^  Cobb^  Pearson  A  Co.). 

In  the  course  of  Mr.  Tumer^s  evidence  the  following  question  was  objected 
to  by  Micklemy  K.C.,  on  the  ground  that  the  question  was  one  for  the  Court : — 
'*  In  your  opinion  is  there  any  confusion  likely  to  arise  between  the  words  *  Cot-  30 
"  tolene '  and  *  Cocosoline ' "  ? — citing  North  Cheshire  and  Manchester  Brewery 
Company  v.  Manchester  Brewery  Company  (L.R.  (1899)  A.  C.83),  per  Lord  HaU* 
bury.    Eve,  having  cited  Addley  Bourne  v.  Swan  and  Edgar ,  TA,  (20  R.P.C,  105  5 
L.R.  1  Ch.  (1903)  224). — The  authorities  are  not  clear  upon  the  point.   Evidenccr 
has  sometimes  been  admitted  of  persons  who  have  said  that  they  themselves  35 
would  be  deceived.     [SwiNPEN  Eady,  J. — That  was  not  the  question  put  to 
Mr.  Turner,"]    The  question  was  put  generally — whether  he  thought  it  wa» 
calculated  to  deceive.    [SwiNFBN  Eady,  J. — It  is  quite  open  to  you  to  prove 
all  the  surrounding  facts  and  circumstances  from  which  Mr.  Turner  would 
form  his  opinion  as  to  the  probability  of  deception  upon  which  you  may  ask  40 
me  to  come  to  the  same  conclusion.     I  understand  no  objection  is  raised  to 
your  doing  that.] 

Micklem,  K.C.,  opened  Defendant's  case. — The  Defendant  B,  F.  Khan  is  a 
member  of  the  firm  of  Framjee,  Bhikhajee  A  Co.y  exporters  of  cocoa-nut  oil  from 
Ceylon.    In  1901  he  took  premises  here  to  manufacture  '*  Cocos  "  butter.    It  44 
is  a  well-known  product  of  cocoa-nut  oil,  but  owing  to  the  great  heat  it  cannot  be- 
made  in  Ceylon.    Mr.  Klian  came  to  this  country  in  June  1902  in  order  to 
undertake  its  manufacture.    Between  1901  and  1902  his  agent  had  put  the 
manufactory  in  working  order.    On  the  28th  of  November  1902  the  word 
*•  Cocoso  "  was  registered.    The  Plaintiffs  objected  to  the  registration,  but  did  50 
not  proceed  with  their  opposition.    Cocos  butter  was  and  is  sold  under  the 
name  '*  Cocoso."    It  is  sometimes  sold  pure  white  and  sometimes  yellow.    It 
is  '^  hard  butter."  "  Cocoso"  has  no  resemblance  to  the  Plaintiffs'  goods  either  in 
its  body  or  get-up.      Prior  to   October  1902    all  the  residual  oil   after  the 
extraction  of  the  stearine  in  the  manufacture  of  ^'  Cocoso "  was  sold  to  soap  5S 
dealers.    In  October  the  Defendants  began  to  refine  the  pressings  or  runnings 
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and  firid  the  product  as  "Boft  butter.*'  In  November  they  began  to  use  the 
^rord  **  Ooeosolihe."  It  is  always  advertised  in  connection  with  the  words 
**Cocos  Bntter"  and  "Cocoso."  Application  to  register  was  made  on  the 
28th  ef  February  1903  in  Class  42.  Objection  was  taken  to  it,  and  the  matter 
5  Is  still  pending.  The  soft  butter  is  used  for  a  purpose  different  from  that  for 
which  Plaintiffs'  article  is  used.  Mr.  Archer ^  the  Defendant's  manager,  invented 
both  the  word  *»Coco8o"  and  "  Cocosoline.*'  He  added  an  *'o"  to  "Cocos," 
the  material,  and  added  "line"  to  the  product  of  "  Cocoso."  This  practice  is  a 
common  one.    No  fraud  is  suggested  by  the  Plaintiffs  and  no  passing  off.    As 

^10  to  the  yellow  colour,  this  is  adopted  simply  because  it  is  then  more  like  butter. 
We  have  not  tried  to  imitate  the  Plaintiffs'  yellow.  You  may  do  anything  in 
the  lawful  exercise  of  your  own  trade,  so  long  as  you  do  not  do  anything  to 
deceive  a  customer  using  ordinary  caution  {Leather  Cloth  Companyy  Ld,  v. 
American  Leather  Cloth  Company^  Ld.^  11  H.L.C.,  523,  per  Lord  Cramvorth, 

15  page  535).  The  law  will  not  protect  the  man  who  would  really  mistake  on 
paper  the  word  "  Gocosoline  "  for  •*  Cottolene." 

The  following  witnesses  were  called  for  the  Defendant : — Bhikhajee  Framjee 
Khan^  the  Defendant  (a  member  of  the  firm  of  Framjee^  Bhikhajee  A  Co.y  of 
Colombo) ;  P.  O.  Archer  (managing  clerk  to  Messrs.  Leslie  and  Alderson^  ot 

M  London,  London  agents  and  correspondents  of  the  Colombo  iirm)  ;  Alfred 
Walkltiy  (pastrycook  and  confectioner,  of  Upper  Holloway)  ;  F.  W.  Brett 
(director  of  Messrs.  Brett  and  Beney^  Ld.^  bread  and  biscuit  manu&cturers  and 
pastrycooks,  of  Islington)  ;  F.  H.  Mears  (manager  of  the  Standard  Bakery) ; 
and  N.  B.  Walters  (manufacturing  confectioner  of  Poplar). 

55  Fve^  K.C.,  in  reply. — ^This  is  a  case  of  first  impression.  But  three  incidents 
have  arisen  in  the  case  tending  to  alter  that  impression.  Mr.  McGregor  said 
that  at  a  round  table  conference  of  bakers  in  September  last  ^^  Gocosoline  '*  was 
mentioned  to  him.  He  did  not  hear  the  initial  ^^Co,"  and  thought  it  was  a 
mistake  for  "  Cottolene."    Mr.  Micklem,  on  putting  a  question  to  a  witness,  by 

30  mistake  called  it  **  Cosoline,"  and  that  was  emphasised  when  Mr.  Hewitt^  in 
putting  a  question,  spoke  of  "  Cottolene  "  as  **  Cocottolene."  By  far  the  largest 
number  of  witnesses  have  come  to  know  of  "Cottolene"  by  personal  recom- 
mendation. '*  Gocosoline "  may  easily  be  mistaken  for  "  Cottolene "  by  the 
persons  recommended.     Mistakes  may  arise  even  in  the  wholesale  trade,  but 

85  there  will  be  great  danger  of  mistake  when  the  Plaintiffs  enter  into  the  retail 
trade.  The  action  is  in  the  nature  of  a  quia  timet  action,  but  if  Plaintiffs  had 
stood  still  they  would  have  prejudiced  themselves.  No  doubt  the  Defendant 
will  also  enter  the  retail  trade,  and  if  he  should  then  get  his  name  registered 
as  '*  Cocosoline  "  it  will  be  too  late  to  restrain  him. 

•40  SwiNPBN  EadY,  J. — In  this  case  the  Plaintiffs  claim  an  injunction  to 
restrain  the  Defendant  Bhikhajee  Framjee  Khan  from  infringing  the  Plaintiffs' 
registered  Trade  Mark  which  is  the  word  **  Cottolene,"  and  from  passing  off  or 
attempting  to  pass  off  by  reason  of  colourable  imitation  the  Defendant's 
product  which  he  has  called  '*  Gocosoline  "  as  and  for  the  Plaintiffs'.    The  case 

45  is  in  my  opinion  a  very  simple  one.  The  Plaintiffs  do  not  complain  of  any  get-. 
up  or  of  any  fraudulent  or  other  imitation  except  the  use  of  the  word 
•*  Coeosoline."  It  was  said,  but  really  only  incidentally,  that  the  Defendant 
prepared  his  substance  in  two  colours,  one  was  white  or  cream— which  would 
be  cdlourlesB  or  practically  colourless — and  the  other  tinted  or  coloured  yellow, 

90  but  it  was  not  suggested  that  the  Defendant  was  not  quite  entitled  to  do  that,' 
and  it  was  merely  mentioned  by  the  way,  and  not  that  the  Defendant  had 
coloured  his  substance  yellow  in  order,  or  with  a  view,  to  imitate  the  Plaintiffs' 
colouring.  Practically,  the  case  rests  entirely  upon  the  use  of  the  word 
•* Gocosoline."  _.    .  ,  .  .  .,    -  . 

55  The  two  substances  are  derived  from  two  entirely  different  natural  products. 
The  Plaintiffs'  substance  called  ^'Cottolene"  is  made  from  or  largely  from 


28  REPORTS  OF  PATENT,  BBBtGK,  [Jan.<87, 19Qi. 

N.  K.  Fairbank  Company  v.  Cocos  Butter  Manufacturing  Company. 

cotton-seed  oiL  The  Defendant's  is  practically  made  entirely  from  cocoa-nuts 
and  cocoa-nut  oil.  The  cocoa-nut  oil  is  obtained  and  treated,  producing-  in  the 
first  instance  the  harder  substance  called  "  Cocoso,"  and  then  a  residual  pro- 
duct, subsequently  refined,  and  put  upon  the  market  as  *^  Cocosoline,''  which  is 
the  subject  of  this  action.  So  that  the  articles  are  different  in  the  sources — the  5 
natural  product — ^f^om  which  they  are  obtained.  Cocos  Butter  has  been  well 
known  for  some  time,  and  the  Defendant  in  producing  the  article  now  called 
"Cocoso"  adopted  the  word  "Cocos'*  as  the  root  of  his  new. word  adding 
the  termination  "  o  " — "  Cocoso."  Now,  *'  Cocosoline  "  is  formed  from  the 
same  root.  It  is  not  disputed  that  the  word  "  Cocosoline  "  aptly  describes  the  10 
new  product  that  is  obtained  from  a  substance  known  as  "Cocos  Butter," 
which  again  is  obtained  from  cocoa-nut  oil,  and  **  Cocosoline "  is  the  softer 
or  more  liquid  portion  of  it,  containing  tiie  oleine,  and  "Cocoso"  the 
harder  portion,  containing  the  stearine.  So  that  the  Defendant's  word,  not 
inaptly  at  all  events,  describes  the  article  which  he  has  produced,  in  the  ]$ 
same  way  that  the  Plaintiffs'  word  is  sufficiently  descriptive  of  the  origin  of 
their  substance  "Cottolene."  I  am  quite  satisfied  that  the  Defendant  has 
taken  both  his  words  '*  Cocoso  "  and  "  Cocosoline  "  honestly  and  without  the 
least  idea  or  intention  of  imitating  the  Plaintiffs'  word.  Furthermore,  at 
present  both  the  Plaintiffs  and  Defendant  sell  wholesale  only,  and  not  only  20 
has  no  instance  of  deception  been  proved,  but  it  is  not  really  contended  that  so 
long  as  the  two  substances  are  sold  wholesale  and  in  the  way  in  which  they  are 
now  sold,  persons  buying  those  substances  would  be  confused  or  take  one  for 
the  other.  But  it  is  .said  that  the  Plaintiffs  may,  at  a  future  time,  follow  here 
the  course  of  trading  which  has  been  adopted  in  the  United  States,  and,  instead  25 
of  selling  their  substances  wholesale  only  and  in  quantities  of  which  the 
smallest  is  half  a  hundred  weight,  put  it  up  in  packages  of  1  lb.,  2  lbs.,  and  so  on, 
and  sell  it  retail  in  shops — s^ll  it  retail  to  the  public.  Now,  in  so  far  as  this  action 
has  reference  to  any  such  contemplated  or  future  sale,  it  is  purely  a  quia  timet 
action,  and  there  is  no  evidence  before  me  from  which  I  can  in  the  least  draw  30 
the  conclusion  that  if  the  Plaintiffs,  and  even  the  Defendant  too,  were  both  to 
put  up  their  products  in  small  quantities  and  let  them  be  sold  through  the  shops 
to  the  public,  one  would,  1  will  not  say  necessarily,  but  even  probably,  be 
mistaken  for  the  other.  No  doubt  there  is  a  certain  amount  of  similarity  in  the 
words,  but  when  the  goods  are  put  upon  the  market  retail  it  will  be  quite  open  35 
to  the  Plaintiffs  as  well  as  to  the  Defendant  to  put  their  goods  up  in  such  a  way, 
to  prepare  them  for  the  market  in  such  a  way,  to  put  them  in  such 
tins  and  use  such  wrappers  and  labels  and  colours  as  to  well  distin- 
guish and  prevent  the  possibility  of  deception  by  one  being  taken  for  the 
other.  The  two  substances  are  analogous  with  regard  to  their  use,  but  not  40 
identical.  It  is  clear  that  for  some  sweetmeats  "  Cocosoline  "  is  suitable  but 
"  Cottolene  "  is  not.  It  may  be  the  converse  is  also  true.  But  they  overlap  to 
some  extent.  There  is  no  doubt  that  the  two  substances  are  also  useful  to  some 
extent  for  similar  productions.  But,  having  regard  to  the  evidence,  I  am  satis- 
fied that  the  Defendant,  acting  honestly,  has  given  a  new  name,  not  an  45 
inappropriate  one,  to  his  substance,  and  that  there  is  no  reasonable  probability, 
by  the  mere  use  of  the  word  "  Cocosoline,"  which  is  all  that  is  complained  of 
in  this  action,  of  the  one  being  passed  off  for  the  other. 

Under  these  circumstances,  I  am  of  opinion  that  the  action  fails  and  must  be 
dismissed  with  costs.  50 
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In  the  High  Court  op  Justice.— Ohancbry  Division, 
*  *  Be/ore  Mr.  Justice  Joyce. 

November  24th,  1903. 
Brooks  v..  Hall. 


5  '  Patent. — Action  for  infringment. — Defence  struck  out,-~Motion  for  judgment. 
— Certificate  that  the  Particulars  of  Breaches  were  reasonable  c^nd  proper  given 

as  to  part  of  the  same.—Patimts,  &c.  Acty  188'8^  section  29. 

*      .  ■  • 

On  the  24th  of  February  1903  John  Boulthee  Brooks  commenced  an  action 
against  William  Hall  for  infringement  of  Letters  Patent  No.  11,192  of  1894 

10  and  No.  4120  of  1897,  for  processes  of  tapering  and  shaping  metals,  claiming 
the  nsnal  relief. 

i  The  Plaintiff  delivered  a  Statement  of  Claim  alleging — (1)  that  he  was  the 
registered  legal  owner  of  the  Patents  ;  and  (2)  that  the  Defendant  had  infringed 
the  same  and  each  of  them  in  manner  by  the  Particulars  of  Breaches  therewith 

15  delivered  appearing. 

The  Particulars  of  Breaches  alleged — (1)  that  the  Defendant  had  manufactured, 
sold,  and  offered  for  sale  metallic  articles  or  goods  tapered  or  shaped  in  accordance 
with  the  invention  described  in  the  Complete  Specifications  of  both  the 
Patents   and    in   infringement   of    all    the    claiming    clauses   in    both    the 

20  Specifications  referred  to  in  the  Statement  of  Claim ;  (2)  that  the  Plaintiff  in 
particular  complained  of  the  sale  by  the  Defendant  at  70  Alexandra  Road, 
Edgbaston,  Birmingham,  on  or  about  the  17th  day  of  February  1903,  to  one 
Albert  Howard  Scott  of  metallic  articles  known  as  "Gig  Hunters"  and 
'^  Twig    Hunters,"    manu&ctured    in    infringement    of    both    the    Patents ; 

25  (3)  that  the  Plaintiff  believed  that  the  Defendant  had  manufactured,  sold, 
and  offered  for  sale  large  numbers  of  articles  tapered  or  shaped  in  infringe- 
ment of  both  the  Patents,  but  was  unable  until  he  should  have  obtained 
discovery  to  give  further  and  better  Particulars  of  the  said  manufacture, 
sale,   and    offering   for    sale,    but   would,   however,   claim  to   recover  full 

30  compensation  from  the  Defendant  for  all  such  infringements. 

The  Defendant  delivered  a  Defence,  but  it  was  afterwards  ordered  to  be 
struck  out.    The  Plaintiff  moved  for  judgment,  and  the  action  came  on  as  a 
abort  cause. 
A.  J.  Walter  and  Sinclair  (instructed  by  Sharpe,  Parker  A  Co.j  agents  for 

35  Neu)ey  d:  Son^  of  Birmingham),  appeared  for  the  Plaintiffs ;  the  Defendant  was 
not  represented. 

Sinclair^  for  the  Plaintiff .-rThis  is  an  action  to  restrain  the  Defendant  from 
infringing  two  Patents,    Tl^e  Defendant  does  not  appear,  and  therefore  I  ask 
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for  judgment  in  default  of  Defence,  for  an  injunction  in  the  terms  claimed,  an 
inquiry  as  to  damages,  and  delivery  up  or  destruction  of  the  infringing 
articles. 

JOTOB,  J. — I  will  make  the  usual  Order. 

Sinclair. — I  ask  for  a  Certificate  that  the  Particulars  of  Breaches  were  5 
reasonable  and  proper. 

JOYCB,  J.— I  do  not  see  how  I  can  give  that  Certificate  unless  the  JParticulars 
are  gone  into.     Is  there  any  authority  for  so  doing  ? 

Sinclair, — I  cannot  give  a  reported  case,  but  in   four   cases   in    which  I 
have  been  personally  concerned  an  Order  similar  to  that  for  which  I  am  asking  10 
has  been  made  by  the  Lord  Chief  Justice  without  going  into  the  Particulars. 

JOYOB,  J. — I  think  that  I  must  look  at  the  Particulars  of  Breaches. 

Sinclair. — The  Lord  Chief  Justice  did  not  look  at  the  Particulars,  but  con- 
cluded from  the  Defendant  not  appearing  that  they  were  reasonable. 

JOTCB,  J. — How  can  I  certify  that  they  are  reasonable  and  proper  unless  I  15 
look  at  them  ? 

Sinclair. — It  is  under  section  29,  subsection  6,  of  the  Patents,  Ac,  Act,  1883. 

JOYOB,  J, — ^Taking  the  Particulars :  the  first  the  Defendant  has  admitted. 
His  Defence  is  struck  out. 

Sinclair. — Yes.  20 

JOYOB,  J. — You  have  alleged  I  suppose  in  the  Statement  of  Claim  that  he  has 
done  this? 

Sinclair. — ^Yes. 

JOYOB,  /. — I  do  not  think  there  is  any  difficulty  about  No.  1.  You  understand 
my  objection  is  to  certifying  Particulars  of  Breaches  without  considering  them.  25 
I  see  no  difficulty  about  No.  1.    What  about  No.  2  ?    [No.  2  wais  read.] 

Sinclair. — That  is  the  particular  instance  of  the  general  complaint  made 
in  paragraph  1.  If  there  is  no  difficulty  about  paragraph  1  there  is  no  difficulty 
about  paragraph  2. 

JoYCB,  J. — Paragraph  2  goes  further.    It  gives  particulars  of  the  sale.    EEas  30 
the  Defendant  admitted  that  paragraph  by  not  putting  in  the  Defence  ?    If  you 
can  persuade  me  of  that  I  can  see  my  way. 

Sinclair. — ^Yes,  because  the  Statement  of  Claim  and  Particulars  of  Breaches 
are  one  pleading. 

JOYCB,  J.— I  will  certify  as  to  1  and  2,  but  you  cannot  get  No.  3.    There  35 
is  nothing  in  No.  3. 
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In  the  High  Court  op  Justice. — Chancery  Division. 

Be/ore  Mr.  Justice  Farwell. 

Deoenaber  Ist,  1903. 

Saccharin  Corporation,  Ld.  v.  Skidmore. 


5  PcUents,-- Action  for  infringement. — Judgment  on  default  of  appearance. — 
CertifUate  given  that  certain  of  the  Particulars  of  Breaches  were  reasonable 
and  proper.-^Patents,  Ac.  Acty  ISSSy  section  29. 

This  was  an  action  by  the  Sacc?uirin  Corporation^  Ld.^  against  Oeorge  Enoch 
Skidmore. 

10  The  Statement  of  Claim  allied — (1)  that  the  Plaintiffs  were  the  registered 
proprietors  of  the  following  Patents  :— (A)  No.  25,273  of  1894  ;  (B)  No.  5135  of 
1895  ;  (B)  No.  1164  of  1897 ;  (B)  No.  3680  of  1898 ;  (A)  No.  9962  of  1899 ; 
(B)  No.  19,629  of  1899  ;  (A)  No.  4525  of  1900  ;  (2)  that  a  certificate  of  validity 
had  been  granted  in  respect  of  Patent  No.  25,273  of  1894  ;  (3)  that  the  Defen- 

Ih  dant  had  infringed  one  of  the  three  Patents  marked  (A)  and  one  of  the  four 

Patents  marked  (B)  in  manner  appearing  by  the  Particulars  of  Breaches.    The 

Plaintiflb  claimed  an  injunction  to  restrain  the  Defendant  from  infringing  the 

Patents,  or  any  of  them,  and  the  usual  consequential  relief. 

The  Particulars  of  Breaches  were  as  follows  : — '*  1.  Prior  to  the  issue  of  the 

20  **'  writ  in  this  action,  and  subsequent  to  the  date  of  the  several  Letters  Patent  in 
^  the  Statement  of  Claim  referred  to,  the  Defendant  has  infringed  one  of  each  of 
"  the  groups  of  Patents  marked  (A)  and  (B)  respectively  in  the  Statement  of 
'^  Claim  set  out  by  the  importation,  sale,  offer  for  sale,  and  use  of  saccharin.  The 
^  saccharin  so  imported,  sold,  offered  for  sale,  used  and  dealt  in,  was  manufactured 

25  *'  from  toluene  sulpho  chloride  according  to  the  process  described  in  the  Specifi- 
'*  cation  of  one  of  the  four  said  Patents  marked  (B)  and  as  claimed  in  all  the 
^'  claiming  clauses  of  the  said  Specification.  The  toluene  sulpho  chloride  from 
'^  which  the  said  substances  were  so  manufactured  as  aforesaid  was  manufactured 
'*  according  to  the  Specification  of  one  of  the  three  Patents  marked  (A)  in  the 

30  **  Statement  of  Claim,  and  as  claimed  in  all  the  claiming  clauses  of  the  said 
*^  Specification.  (2)  In  particular  the  Plaintiffs  complain  of  the  purchase  by 
•'•  the  Defendant  from  one  John  Arthur  Hopkinson^  of  9,  Malvern  Street, 
^  Bury,  between  the  end  of  April  and  the  middle  of  August  in  the  year  1903, 
<^  of  between  70  and  80  tins  of  saccharin ;  tiie  said  saccharin  was  partly  used 

35  '^  and  partly  resold  by  the  Defendant  to  persons  whose  names  are  not  known 
^  to  the  Plaintiffs,  and  all  the  said  saccharin  was  manu&ctured  as  aforesaid. 
**  (3)  Until  discovery  shall  hs^v^  b^Q  obtai|ie4  the  Plaintiffs  are  unable  to  give 
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*'  further  and  better  Particulars  of  the  Defendant's  infringementSy  which  have 
*^  been  very  extensive,  but  the  Plaintiffs  will  claim  to  recover  in  respect  of  all 
"  infringements.*' 

The  action  came  on  upon  motiom  for  judgment  in  de&ult  of  appearance  by 
the  Defendant.  5 

Walter  (instructed  by  /.  H.  and  J.  Y.  Johnson)  appeared  for  the  Plaintiffs. — 
I  ask  for  an  injunction  restraining  the  Defendant  from  infringing  the  Patents  ; 
an  inquiry  as  to  damages  ;  the  costs  of  the  inquiry  to  be  reserved ;  an  Order  on 
the  Defendant  to  deliver  up  infringing  articles ;  payment  of  the  taxed  costs  of  the 
action,  and,  so  far  as  they  relate  to  No.  25,273  of  1894,  the  costs  to  be  taxed  as  10 
between  solicitor  and  client.  Then  I  ask  for  a  Certificate  under  the  29th  section 
of  the  Act  that  the  Particulars  of  Breaches  are  reasonable  and  proper.  -Under 
the  Act  I  have  to  get  a  Certificate  either  that  they  have  been  proved,  or  that 
they  are  reasonable  and  proper. 
Farwbll,  J. — How  am  I  to  determine  that  ?  15 

Walter. — ^Would  your  Lordship  look  at  the  Particulars  of  Breaches.  The  first 
is  a  general  paragraph,  and  the  second  is,  in  particular  : — *'  The  Plaintiffs  com- 
^^  plain  of  the  purchase  by  the  Defendant  from  one  John  Arthur  Hopkinaon^  of 
"  9,  Malvern  Street,  Bury,  between  the  end  of  April  and  the  middle  of  August 
"  1903,  of  between  70  to  80  tins  of  saccharin.    The  said  saccharin  was  partly  20 
^'  used,  and  partly  resold  by  the  Defendant  to  persons  whose  names  are  not 
^\  known  to  the  Plaintiffs."    The  practice  has  been  on  motions  for  judgment  to 
certify  that  the  Particulars  of  Breaches  are  reasonable  and  proper.    The  Court    " 
has  said  that  where  the  Defendant  does  not  appear  or  does  not  defend  the 
action,  it  must  be  taken  as  against  him  that  the  statements  made  are  correct  and  25 
that  the  Particulars   of  Breaches  are  reasonable  and  proper.    The  Plaintiffs 
cannot  get  any  costs  of  the  Particulars  of  Breaches  unless  your  Lordship  so 
certifies. 

'  Farwbll,  J, — It  is  a  very  small  matter  apparently,  if  it  is  only  thai  one 
paragraph.  30 

.  I^a^^(5r.— That  is  all. 
Farwbll,  J. — ^Very  well,  as  far  as  I  can  see  it  seems  reasonable. 
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In  the  High  Oourt  op  Justice.— Chancery  Division. 

Be/o7^e  Mr.  Justice  Byrne. 

October  SOth  and  December  8th,  1903. 

Sandow,   Sandow,  Ld.,  Brookes,  and 
Waldenstein  v.  Szalay. 


Patent. — Action  for  infringement  of  two  Patents. — Injunction  granted  in 
respect  of  one. — Case  as  to  the  other  not  proceeded  with. — Costs. 

S.J  Ld.^  were  the  proprietors  of  a  Patent  granted  to  J.  B.for  "  Improuemenls 
"  in  dumb-bells  for  physical  culture  exerciseSy^  and  E,  S.  tv(zs  the  grantee  of  a 

10  Patent  for  "  Improvements  in  dumb-bells  for  physical  culture  exercises.'** 
W.  B.  and  E.  H.  W.  were  licensees  of  the  right  to  rise  and  enjoy  the  Parents 
respectively.  At  the  trial  the  Patent  of  E.  8.  was  not  relied  upon.  The 
Defendant  attacked  the  validity  of  the  Patent  of  J.  K.  on  various  grounds^ 
and  denied  infringement.    It  was  decided  that  the  Patent  of  J.  R.  was  valid, 

15  and  a  certificate  of  validity  was  granted.  Tlw  costs  of  tJie  action  and  a 
Certificate  thai  the  breaches  were  proved  were  granted^  but  only  in  respect  of 
the  Patent  of  J.  B. 

Held,  that  the  Specification  daipned  a  combination ;  that  it  was  not  a  claim  for 
the  invention  of  mere  details ;  that  it  embodied  a  new  principle  or  idea,  was 

20  valid,  and  that  the  Defendant  had  infringed. 

This  ^^aB  an  action  by  Eugen  Sandow,  Sandow,  Ld.,  and  two  licenseee, 
commenced  on  the  29th  of  June  1903,  to  restrain  the  infringement  of  Letters 
Patent  (No.  17,855  of  1898)  granted  to  Joseph  Bobinson  for  "  Improvements  in 
•'  dumb-bells  for  physical  culture  exercises,"  and  Letters  Patent  (No.  10,280  of 
25  1899)  granted  to  Eugen  Sandow  for  "  Improvements  in  dumb-bells  for  physical 
^  culture  exercises."    This  Patent  was  not  relied  upon  at  the  trial. 

The  Provisional  Specification  of  Joseph  Bobinson  was  as  follows  : — "  My 
**  invention  relates  to  improvements  in  the  construction  of  dumb-bells  and 
^*  consists  in  the  application  of  one  or  more  springs  attached  to  the  dumb-bell, 

0 
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**  thus  causing  the  dumb-bell  to  require  a  firm  grip  when  held  in  the  hand.  The 
"  firm  grip  ot  the  dumb-bell  is  intended  to,  and  does  cause  a  continuous  tension 
"  of  the  muscles  of  the  arms  when  used  for  physical  culture  exercises. 

"  My  invention  consists  of  one  or  more  flat  steel  springs,  steel  spiral  springs, 
"  rubber  springs,  or  compressed  air  springs,  or  a  combination  of  these  several  5 
"  springs,  attached  to  the  interior,  or  in  the  handle  portion  of  the  dumb-bell  in 
"  such  a  position  and  manner  as  to  cause  the  dumb-bell  to  be  firmly  grasped 
"  when  in  use. 

"  My  invention  consists  of  a  dumb-bell  constructed  of  wood,  compressed 
"  pulp,  metal  or  other  suitable  material.    The  usual  method  of  construction  I  10 
"  adopt  is  to  form  the  dumb-bell  in  two  longitudinal  sections  and  insert  the 
"  steel  or  other  springs  between  the  two  sections  of  the  dumb-bells. 

"  My  invention  may  be  Constructed  by  fixing  the  steel  or  other  springs,  by 
"  screws  or  other  suitable  means  ;  a  joint  or  hinge  is  fixed  at  one  end  of  the 
'^  inside  of  section,  to  allow  the  dumb-bells  to  open  at  one  end,  the  springs  15 
*'  being  arranged  so  as  to  keep  the  two  sections  apart,  when  not  being  held  in 
"  the  hand.  Two  pieces  of  leather  or  rubber  are  attached  to  the  open  end  of 
*^  the  sections  to  prevent  the  springs  extending  the  sections  too  far  apart. 

"  The  special  advantage  is  that  by  the  application  of  a  combination  of  springs, 
*^  it  causes  a  continuous  tension  of  the  muscles,  thereby  enabling  a  person  using  ^0 
'^  these  dumb-bells  to  gain  strength  and  health  in  a  much  more  efficient  manner, 
"  and  with   less  exertion,  causing  the  person  to  feel  refreshed  after    such 
"  exercise." 

The  Complete  Specification  was  as  follows  : — "  My  invention  relates  to 
*'  improvements  in  dumb-bells,  and  consists  in  the  application  of  one  or  more  26 
"  springs  to  the  dumb-bell  so  as  to  cause  the  same  to  require  a  firm  grip  when 
"  held  in  the  hand.  This  firm  grip  of  the  dumb-bell  is  intended  to,  and  does, 
"  cause  a  continuous  tension  of  the  muscles  of  the  arms  wrists  hands,  and 
**  fingers  when  used  for  physical  culture  exercises. 

*'  The  invention  consists  principally  in  the  application  of  flat,  curved,  or  spiral  30 
^'  springs,  or  a  confbination  of  several  springs,  to  the  interior  or  to  the  handle 
^'  portion  of  the  dumb-bell  in  sach  a  position  and  manner,  that  when  in  use  the 
"  grasp  on  the  handle  will  cause  the  spring  or  springs,  to  be  compressed. 

"  The  dumb-bells  may  be  constructed  of  wood,  compressed  pulp,  metal  or 
^  other  suitable  material.  35 

"  The  manner  in  which  my  invention  is  to  be  performed  or  carried  into 
"  practical  efl^ect  will  be  readily  understood  on  reference  to  the  sheet  of 
'*  drawings  hereunto  annexed  and  the  following  explanation  thereof. 

"  It  will  be  obvious  that  various  ways  of  giving  this  expansive  action  to  the 
*'  bar  or  handle  may  be  adopted  without  departing  from  the  distinctive  features  40 
*'  of  my  invention,  but  for  the  sake  of  illustration  I  have  shown  on  the  drawings 
**  various  different  forms  which  the  invention  may  take. 

*<  In  the  modification  shown  at  Fig.  1  the  bar  a  and  the  two  *  bells '  b  are 
*'  divided  into  two  parts  longitudinally,  being  hinged  together  at  c  at  one  end 
"  and  a  bow  spring  d  fixed  between  the  two  to  keep  the  two  sections  apart  when  45 
**  not  being  held  in  the  hand,  the  open  hands  being  prevented  from  being 
"  extended  too  far  apart  by  a  band  e  of  leather  or  other  suitable  material. 

"  In  the  modification  shown  partly  in  section  at  Fig.  2,  the  two  sections  are 
"  held  together  by  screws /and  are  distended  by  coiled  springs  g. 

"  In  Fig.  3  the  two  sections  are  separated  by  a  bow  spring  d  (as  in  Fig,  1)  50 
**  and  are  kept  in  place  by  steady  ping  h  and  are  prevented  from  expanding  too 
*•*  much  by  india  rubber  rings  e, 

**  In  the  modificatiou  shown  in  longitudinal  section  at  Fig.  4  and  transverse 
*'  section  at  Fig.  5  the  '  bells'  b  are  hollow  and  are  divided  transversely  instead 
"  of  longitudinally  they  are  held  together  by  a  screw/.    The  handle  consists  of  55 
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a  series  of  springs  bars  a  bowed  out  in  the  centre,  which  must  be  compressed 
when  the  handle  is  grasped. 

"  The  modification  shown  at  Figs.  6  and  7  is  somewhat  similar,  with  the 
'  addition  of  a  spiral  spring  i  inside,  the  tension  of  which  can  be  increased  or 
diminished  by  turning  the  screw/. 

''  Figs.  8  and  9  resemble  Fig.  2  with  the  exception  that  two  coiled  springs  g 
are  used  at  each  end  instead  of  one  and  the  sections  are  kept  from  expanding 
too  much  by  India  rubber  bands  e. 


**  In  the  modification  shown  partially  in  section  at  Fig.  10  the  '  bells  *  h  are 

10  *^  made  hollow  with  conical  centres  j  inside,  the  handle  is  made  of  a  series  of 

*^  bars  a  bowed  in  the  centre,  and  with  their  ends  a^  bevilled  to  fit  against  the 

**  cunes  inside  the  '  bells.'    The  latter  are  held  together  by  the  screwed  rod  / 

**  and  the  cones  are  forced  inwards  so  as  to  expand  the  handle  by  coiled 

**  springs  g. 

15       **  In    the  modification    shown   in  partial    sectional    elevation   at    Fig.    11 

"  and  transverse  section  at  Fig.  12  the  interior  of    each  *  bell '    h    is    made 

*'  in  a  box  form,  and  the  ends  of  the  curved  bars  a  which  form  the  handle 

^^  fit  inside  the  same  being  expanded  by  split  circular  springs  k  inside   the 

"  cranked  ends." 

20       The  Patentee  claimed: — "The  improvements  in  dumb-bells  for   physical 

*^  culture  exercises  which  consist  in  making  the  handle  or  bar  (whidi  unites 

o  2 
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"  thie  two  bells)  compressible  and  at  the  same  time  resilient  by  means  of  springs, 
"  so  that  when  in  use  the  grasp  of  the  hands  compresses  the  springs  thus 
"  causing  a  continuous  tension  and  play  of  the  muscles  of  the  arms  wrists  and 
*'  hands,  thereby  enabling  a  person  using  these  dumb-bells  to  gain  strength  and 
"  health  in  a  much  more  efficient  manner  and  with  less  exertion  than  with  the  5 
"  ordinary  dumb-bells,  in  the  manner  substantially  as  hereinbefore  described. 
"  2.  A  dumb-bell  having  a  handle  consisting  of  two  or  more  parts,  and  resilient 
"  means  for  expanding  said  parts,  adapted  to  be  compressed  by  the  hand, 
"  substantially  as  and  for  the  purpose  hereinbefore  described." 

By  their  Statement  of  Claim  the  Plaintiffs  (inter  alia)  stated  that— (1)  the  10 
Plaintiffs,  Sandow,  Ld,,  were  the  owners  of  the  Patent  No.  17,855  of  1898,  and 
that  Joseph  Robinson^  the  grantee,  was  the  first  and  true  inventor  of  the  inven- 
tion described  in  that  Patent ;  (2)  that  the  Plaintiff  Eicgen  Sandow,  the 
grantee  of  the  Patent  No.  10,280  of  1899,  was  the  owner  thereof;  (3)  the 
Plaintiffs  Brookes  and  Waldenstein  were  licensees  from  Sandow^  Ld.^  and  15 
Eugen  Sandow  of  the  right  to  use-  and  enjoy  the  Patents  above  respectively 
mentioned ;  (4)  that  the  Defendant  had  infringed  the  Patents ;  (5)  and  that 
he  threatened  and  intended  to  continue  such  infringements.  They  claimed  an 
injunction  and  the  usual  consequential  relief. 

By  their  Particulars  of  Breaches  the  Plaintiffs  stated— (1)  the  Defendant  had  20 
at  various  times  previously  to  the  commencement  of  the  action,  and  subse- 
quently thereto,  infringed  both  the  Patents  "  by  making,  selling,  and  making 
**  profitable  use  of  certain  dumb-bells  and  other  appliances  being  the  same,  or 
"  essentially  the  same,  as  the  dumb-bells  or  appliances  described  in  and  covered 
'*  by  the  above  Specifications  respectively  and  claimed  by  Claims  1  and  2  of  the  25 
"  first  mentioned  Specification  and  by  th<)  first  claim  of  the  second."     (2)  They 
complained  of  the  sale  by  the  Defendant  of  two  pairs  of  dumb-bells  **  only 
**  colourably   differing   from    dumb-bells    described    in   and   covered  by   the 
"  said  respective  Specifications " ;  (3)  of  the  sale  by  the  Defendant  of  large 
numbers  of  such  dumb-bells  to  divers  persons  whose  names  were  not  known  30 
on  dates  not  fully    known  to    the   Plaintiffs ;    (4)   of  the   manufacture  for 
sale  and  the  use  of  a  certain  dumb-bell,  which  was  produced  in   Court  by 
the  Defendant. 

By  his  Defence  the  Defendant,  in  paragraphs  1,  2,  3,  and  4,  traversed  para- 
graphs 1,  3,  4,  and  5  of  the  Statement  of  Claim,  and  stated  that  (5)  the  Patents  35 
were  not  new,  nor  were  they  ever  good  or  valid,  for  the  reasons  given  in  the 
Particulars  of  Objections.  (6)  The  Plaintiffs  were  aware  of  and  had  acquiesced 
in  the  acts  of  the  Defendant,  and  if  such  acts  constituted  infringement  (which 
was  denied)  the  Plaintiffs,  in  so  far  as  the  relief  consisted  of  damages  or  of  an  • 
account  of  profits,  were  barred  by  laches  and  acquiescence.  40 

By  the  Particulars  of  Objections  the  Defendant  stated  {inter  alia),  (A)  As  to 
Letters  Patent  No.  17,855  of  189«.— "  (1)  The  Defendant  has  not  infringed  the 
**  Patent ;  (2)  the  alleged  invention  comprised  therein  was  not  proper  subject- 
"  matter  in  that  it  did  not  involve  the  exercise  of  any  invention  or  ingenuity, 
**  and  did  not  point  out  any  sufficient  improvement ;  (3)  the  second  claim  was  45 
"  too  wide  and  too  general,  and  comprised  more  than  he  had  (if  anything) 
"  invented ;  (4)  the  Complete  Specification  was  ambiguous,  and  did  not  suffi- 
"  ciently  describe  the  materials  or  things  directed  to  be  used  ;  (5)  the  alleged 
"  invention  was  not  new  at  the  date  of  the  Patent  by  reason  of  the  following 
"  prior  publication  and  prior  user ;  (6)  Publication, — The  publication  within  the  50 
•'  realm  in  the  following  Specifications,  filed  in  the  Patent  Office  :  (a)  James 
"  Brotherhood,  No.  3556  of  1885  ;  (6)  Percival  Everitt,  No.  13,259  of  1899  ;  and 
"  C^)  ^y  three  books,  deposited  in  the  Patent  Office  Library  in  1897,  on  physical 
"  culture  and  gymnastics,  edited  by  Colonel  Amoros,  entitled  *  Manuel  Complet 
"  *d'Education  Physique,' and  described  in  Vol.  I.,  pages  67,  68,  and  69,  and   55 
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illustrated  on  pages  11  and  17  of  Vol.  III. ;  (8)  Prior  user,  manufacture^  and 
^ publication.— (a)  By  3,n  appliance  known  as  ^Spencer's  Grip,'  manufactured 
"  at  the  works  of  Messrs.  Oillman  and  Spencer^  and  used  in  1895  by  the 
"  Defendant  and  others,  including  the  members  of  *  The  Weight  Lifting  Club '  ; 
5  "  (ft)  the  user  in  189>i  by  A.  W.  Spencer^  at  F,  Qalton's  Anthropometric  Labora- 
^^  tory  in  the  South  Kensington  Museum,  of  a  dumb-bell  hand-grip  or  appliance 
**  then  known  as  *  Salterns  Dynamometer,'  substantially  the  same  as  the  dumb- 
**  bells  described  and  claimed  by  Robinson ;  (9)  for  many  years  prior  to 
^^  RobinaofVa  Patent  it  was  common    knowledge   amongst   athletes   and    in 

10  ^^  schools  of  physical  culture  in  England,  that  tension  and  play  of  the 
'^  muscles  of  the  arms,  wrists,  and  hands  was  produced  by  gripping  steel 
*^  springs,  and  such  method  was  constantly  practised.  Robinson's  alleged 
*^  invention  was  only  an  example  of  this  method,  and  did  not  possess  subject- 
**  matter  for  valid  Letters  Patent."     [Objections  to  Patent  No.  10,280  of  1899 

15  were  then  given.] 

The  action  came  on  for  trial  before  Byrnb,  J. 

TerreUy  K.C.,  and  O,  Leigh  Glare  (instructed  by  G,  E.  Lewis)  appeared  for 
the  Plaintiffs ;  P.  H.  F.  Nicolas  (instructed  by  E.  F.  Weldon)  appeared  for  the 
Defendant. 

20  Terrell^  K.C.,  opened  the  Plaintiffs'  case. — The  Patent  of  Robinson  covers  the 
whole  of  the  available  field  of  invention.  The  object  of  the  motion  of  com- 
pression is  not  for  the  purpose  of  strengthening  the  fingers,  but  in  order  to 
induce  a  firm  grip  whilst  developing  the  muscles  of  the  arms.  Figs.  1,  2,  and  3 
sufficiently  show  the  modifications.     The  invention  has  been  a  great  success. 

25  Large  numbers  of  the  dumb-bells  have  been  sold,  consequently  other  persons 
have  tried  to  share  in  the  profits,  and  amongst  them  the  Defendant.  The 
Defendant's  dumb-bell  is  a  slavish  imitation  of  Fig.  2.  It  is  a  dumb-bell  with 
''  bells  "  on  each  side  and  a  place  for  grip  in  the  middle.  Instead  of  using  two 
springs  he  uses  india-rubber  balls. 

30      Evidence  was  then  adduced  on  behalf  of  the  Plaintiffs  and  the  Defendant. 

P.  H.  F.  Nicolas  for  the  Defendant. — Robinson's  Complete  Specification  is 
ambiguous  in  that  it  does  not  sufficiently  describe  the  materials  and  things  to 
be  used — e.g,j  on  page  2,  line  5,  the  word  "  springs  "  is  not  defined.  "  Springs  " 
is  a  generic  term  and  includes  all  springs.    The  second  claim  is  ambiguous  and 

35  too  wide,  and  is  a  claim  to  a  principle  (Scott's  Patent,  20  R.P.C.  257  ;  Booth  v. 
Kennard,  26  L.J.  Ex.  305  ;  Wegtnann  v.  Corcoran,  L.R.  13  C.  D.,  pages  65, 
67,  82).  It  claims  two  old  things,  and  the  result  is  not  new  {Dowler  v.  Keeling, 
15  R.P.C.  214).  If  it  is  a  combination  it  does  not  come  within  Proctor  v. 
Bennis  (4   R.P.C.  333;   L.R.  36  CD.  741),  and  therefore  the  doctrine  of 

40  mechanical  equivalents  does  not  apply,  and  if  it  is  within  Gurtis  v.  Piatt 
(L.R.  3  C.  D.  135n),  and  is  a  claim  for  an  improvement  in  old  things  to  produce 
an  old  result,  it  must  be  strictly  construed  (Pneumatic  Tiire  Gompany^  Ld.  v. 
New  Lamb  Tyre  Company,  19  R.P.C,  pages  384,  389  ;  Ticket  Punch  Register 
Company,  Ld.  v.  GoUey's  Patent,  12  R.P.C  171).    To  constitute  infringement 

45  the  substance  of  the  invention  must  be  taken.  If  "  springs  "  were  confined  to 
steel  springs  then  the  Defendant  would  not  infringe.  The  "  pith  and  marrow  " 
is  not  taken.  There  is  no  subject-matter.  No  invention  or  ingenuity  was 
required  to  produce  the  article  (Ear wood  v.  Great  Northern  Railway  Company, 
11  H.L.C.  654 ;  Sha.w  v.  Barton  and  Loudon,  12  R.P.C  262 ;  Longbottom  v, 

M  Shaw,  8  R.P.C  333). 

Terrell,  K.C,  in  reply. — Specifications  are  construed  by  the  Courts  as  an 
ordinary  person  in  the  trade  would  construe  them  on  reading  the  Specifica- 
tion with  the  knowledge  of  the  state  of  the  art  existing  at  the  date  of  the 
Specification.     The  first  question  is — What  is  the  Patentee's  invention  ?      The 

•55  sclcond  question  is — Has  the  Defendant  taken  it  ?    The  invention  here  is  the 
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making  an  article  having  the  capacity  of  a  dumb-bell  combined  with  that  of  a 
grip.  The  Patentee  explains  the  way  in  which  it  may  be  accomplished.  "  Springs  " 
means  any  kind  of  spring  known  at  the  time  which  would  have  the  effect 
indicated.  The  knowledge  at  the  date  of  the  Specification  is  imported  into  all 
Specifications.  The  Patentee  is  not  the  inventor  of  a  spring  but  of  a  dumb-bell  5 
with  a  spring  action.  It  has  been  suggested  that  the  doctrine  of  equivalents 
applies  to  one  class  of  case  and  not  to  another ;  but  if  the  Patentee  produces  a 
new  invention,  and  shows  only  a  particular  way  or  ways  of  doing  it,  all  other 
ways  of  doing  it  are  infringements. 

Byrne,  J. — This  is  an  action  for  infringement  of  a  Patent.    The  Plaintiffs*  10 
invention  relates  to  improvements  in  dumb-bells  for  physical  culture  exercises. 
I  need  only  refer  to  the  Provisional  Specification  for  the  purpose  of  noticing 
that  in  lines  8  to  12  there  is  a  certain  reference  made  to  steel,  rubber,  and  com- 
pressed air  springs.    The  words  are  :  "  My  invention  consists  of  one  or  more 
<^  flat   steel  springs,   steel  spiral  springs,  rubber  springs,  or  compressed  air  15 
"  springs,  or  a  combination  of  these  several  springs,  attached  to  the  interior, 
"  or  in  the  handle  portion  of  the  dumb-bell  in  such  a  position  and  manner  as 
"  to  cause  the  dumb-bell  to  be  firmly  grasped  when  in  use."     The  Complete 
Specification  states  what  the  Patentee's  invention  relates  to  and  what  it  consistd 
of.    "  My  invention  relates  to  improvements  in  dumb-bells  and  consists  in  the  80 
*^  application  of  one  or  more  springs  to  the  dumb-bells  so  as  to  cause  the  same 
"  to  require  a  firm  grip  when  held  in  the  hand.    This  firm  grip  of  the  dumb- 
*'  bell  is  intended  to  and  does  cause  a  continuous  tension  of  the  muscles  of  the 
"  arms,  wrists,  hands  and  fingers  when  used  for  physical  culture  exercises." 
It  will  be  noticed  that  springs  are  there  spoken  of  without  reference  to  25 
material  or  to  the  precise  nature  of  them.     He  then  proceeds  :  **  The  invention 
"  consists  principally  in  the  application  of  flat,  curved  or  spiral  springs  or  a 
**  combination  of  several  springs  to  the  interior  or  to  the  handle  portion  of  the 
^'  dumb-bell  in  such  a  position  and  manner  that,  when  in  use,  the  grasp  on  the 
"  handle  will  cause  the  spring  or  springs  to  be  compressed."    I  note  there  that  ;W 
he  states  that  his  invention  consists  principally  in  the  application  of  these 
springs.    Then  follows  a  reference  to  the  Drawings  which  are  annexed,  and  in 
lines  14  to  17  he  says  as  follows  : — "  It  will  be  obvious  that  various  ways  of 
**  giving  this  expansive  action  to  the  bar  or  handle  may  be  adopted  without 
"  departing  from  the  distinctive  features  of  my  invention  ;  but  for  the  sake  of  \VS 
"  illustration  I  have  shown  on  the  drawings  various  different  forms  which  the 
"  invention  may  take."    The  illustrations  show  various  forms  of  dumb-bells^ 
all  having  springs  more  appropriate  to  the  use  of  steel  or  metal,  but  in  Fig.  2 
the  use  of  india-rubber  bands  outside  is  indicated  to  prevent  too  great  extension. 
Then  he  claims — (1)  "  The  improveinents  in  dumb-bells  for  physical  culture  40 
"  exercises  which  consist  in  making  the  handle  or  bar  (which  unites  the  two 
"  bells)  compressible  and  at  the  same  time  resilient  by  means  of  springs,  so 
"  that  when  in  use  the  grasp  of  the  hands  compresses  the  springs  thus  causing 
^  a  continuous  tension  and  play  of  the  muscles  of  the  arms,  wrists,  and  hands, 
"  thereby  enabling  a  person  using  these  dumb-bells  to  gain  strength  and  health  45 
"  in  a  much  more  efficient  manner  and  with  less  exertion  than  with  the  ordinary 
"  dumb-bells,  in  the  manner  substantially  as  hereinbefore  described  "  ;  and  (2) 
"  A  dumb-bell  having  a  handle  consisting  of  two  or  more  parts  and  resilient 
"  means  for  expanding  said  parts,  adapted  to  be  compressed  by  the  hand, 
"  substantially  as  and  for  the  purpose  hereinbefore  described."    Claim  No.  1  50 
appears  to  me  to  refer  obviously  to  page  2,  lines. 5  to  9,*  and  Claim  No.  2 
to  page  2,  lines  14  to  IT.f 

*  Aide^  pAge  34, 1J2160  30  to  3S.  f  Awte^  page  84,  lines  89  to  43. 
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The  first  point  to  notice  on  the  Specification  is  that  there  is  no  reference  in 
the  Complete  Specification  to  compressed  air  springs  specifically,  such  a 
reference  having  been  contained  in  the  Provisional  Specification,  but  reading 
the  two  fairly  1  do  not  think  that  it  is  left  out  as  an  abandonment  of  any  form 
fi  of  spring.  The  Complete  Specification  leaves  out  the  word  ** steel"  in 
reference  to  the  flat,  curved,  or  spiral  springs  spoken  of  in  the  Provisional 
Specification,  and  it  obviously  would  take  in  whalebone,  cane,  india-rubber, 
compressed  air,  or  metal  of  any  kind,  such  as  copper,  aluminium,  iron,  or 
anything  else  in  the  nature  of  a  spring  which  would  give  the  effect  the  Patentee 

10  desires  to  produce. 

I  think  the  intention  is  to  enlarge  and  not  to  diminish  the  nature  or  material 
of  the  springs  as  mentioned  in  the  Provisional.  I  heard  some  extravagant 
suggestions  as  to  the  meaning  of  the  word  "  dumb-bell,"  as,  for  instance,  that 
it  would  include  a  little  bit  of  stick  held  in  the  hands  of  a  runner,  but  I  am 

15  content  to  take  the  definition  which  I  find  in  the  New  English  Dictionary, 
which  accords  with  my  previous  notion  of  the  import  of  what  I  thought  a 
familiar  English  word  as  well  as  with  the  description  given  by  Mr.  Dugald 
Clerk,  Passing  by  the  original  meaning,  which  was  literally  a  dumb  bell — 
that  is  to  say,  a  bell  which  when  pulled  gave  no  sound — I  find  "  (2)  An  instru- 

20  "  ment  of  wood  or  iron  consisting  of  a  short  bar  or  connecting  piece  weighted 
"  at  each  end  with  a  roundish  knob  ;  used  in  pairs  which  are  grasped  in  the 
"  hands  or  swung  for  exercise."  Put  shortly,  the  substance  of  the  Plaintiffs' 
invention  is  a  combination  of  springs  with  dumb-bells  so  as  to  compel  a  grip 
while  the  dumb-bell  is  being  used.     It  appears  to  me   to   be  an  ingenious 

25  invention  and  one  involving  a  principle. 

I  do  not  think  that  the  second  claim  is  too  wide  or  general,  nor  do  I  think 
that  it  comprises  more  than  the  inventor  has  invented.  It  defines  a  combination 
with  one  handle  consisting  of  two  or  more  parts,  with  resilient  means  for  expand- 
ing the  parts,  adapted  to  be  compressed  by  the  hand,  "  substantially  as  and  for 

30  "  the  purpose  hereinbefore  described."  I  find  no  ambiguity  in  the  Specification 
beyond  the  point  as  to  material,  which  I  have  dealt  with  ;  nor  do  I  think  that 
it  does  not  sufficiently  describe  the  materials  or  things  therein  directed  to  be 
used.  So  long  as  expansive  action  is  given  to  the  bar  or  handle  by  means  of 
springs  which  will  give  such  action,  the  material  or  shape  of  the  springs  is 

35  nnimportant. 

As  to  the  alleged  prior  publications  I  do  not  find  that  the  Specifications  or 
the  passages  from  the  "  Manuel  Complet  d'Education  Physique  "  show  prior 
publication.  Neither  Spencer's  grip  nor  Salter's  dynamometer  have  any 
resemblance  to  dumb-bells.    To  exercise  fingers  and  wrists  and  to  measure 

40  strength  of  grip  are  objects  quite  different  from  the  object  of  dumb-bells  which 
are  to  exercise  the  muscles  of  the  arms  as  well  as  of  the  wrists,  hands  and 
fingers.  The  notion  of  swinging  any  of  the  things  referred  to  in  dumb-bell 
fashion  is  absurd. 

There  remains  the  question  of  infringement.    The  Defendant  has  substituted 

45  the  use  of  two  india-rubber  balls,  or  in  other  words,  air  springs,  confined  between 
the  longitudinal  sections  of  the  dumb-bells  for  the  metal  springs  used  in  practice 
by  the  Plaintiffs.  In  effect  the  only  suggestion  of  novelty  or  variation  in  the 
Defendant's  instrument  from  what  the  Plaintiffs  use  in  practice,  as  being  the  best 
form  of  what  is  patented,  is  that  he  has  substituted  india-rubber  balls  or  air 

50  springs  for  metal  springs.  Mr.  Nicolas^  who  argued  the  case  for  the  Defendant 
with  care  and  ability,  relied  strongly  on  the  point  that  the  Patent  being  for  a  com- 
bination of  parts,  to  constitute  an  infringement  the  whole  combination  must  bo 
taken.  There  is  ample  scope  for  argument  in  comparison  of  authorities  where 
observations  necessarily  made  in  reference  to  particular  facts  are  compared  with 

55  those  made  in  another  set  of  circumstances,  but,  of  course,  the  only  value  of 
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authorities  is  as  laying  down  principles  to  guide  the  Court,  or,  as  affording  illus- 
trations of  the  effect  of  applying  such  principles.  From  the  recent  case  in  the  Privy 
Council  of  the  Consolidated  Car  Heating  Company  v.  Came^  reported  in  the  20th 
Volume  of  Reports  of  Patent  Cases,  their  Lordships*  opinion  having  been  given  by 
Lord  Davey,  I  read  this  passage,  which  begins  on  page  765.  Lord  Davey  said —  5 
"  Their  Lordships  cannot  adopt  the  view  apparently  taken  by  the  learned  Chief 
"*'  Justice  that  the  matter  is  to  be  determined  simply  on  reading  the  Specification. 
"  They  think  that,  according  to  established  authority,  the  Court  is  bound  to 
'^  decide,  as  a  fact,  whether  the  alleged  infringer  has  taken  the  substance  of  the 
"  invention,  and  in  forming  an  opinion  on  that  question  to  have  regard  to  the  10 
'^  evidence  as  to  the  existing  state  of  knowledge  on  the  subject  at  the  date  of 
'^  the  Patent,  and  as  to  the  operation  of  the  machine.**  He  then  proceeded  to  cite 
the  well-known  passage,  which  I  will  not  read  again,  from  Clark  v.  Adie  which 
was  cited  also  in  the  course  of  the  argument  in  the  present  case.  Then  further 
down  he  referred  to  Proctor  v.  BenniSy  and  said — "  In  Proctor  v.  BenniSy  Lord  15 
**  Justice  Cotton  said— 'In  my  opinion  omissions  and  additions  may  be  very 
'^ '  material  in  considering  whether,  in  fact,  the  machine  of  the  Defendant  is  an 
^^  ^  intriugement  of  the  combination  which  the  Plaintiff  claims ;  but  if  the 
'^  ^  Defendant  really  has  taken  the  substance  and  essence  of  the  Plaintiff's  com- 
^^ '  bination,  the  mere  fact  that  certain  parts  are  omitted  or  certain  pai*ts  added  20 
"  ^cannot  prevent  his  machine  from  being  an  infringement  of  the  Plaintiff's 
"  '  Patent.' "  Then  at  a  later  period  Lord  Davey  added — "  In  determining  the 
''  question  whether  the  substance  of  the  invention  is  taken,  it  is  important  to 
"  consider  the  position  of  the  Patent  with  reference  to  the  previous  knowledge 
"  on  the  subject.  For  if  the  merit  consists  in  the  idea  or  principle  which  is  25 
'^  embodied  in  it,  and  not  merely  in  the  means  by  which  that  idea  or  principle 
''  is  carried  into  effect,  a  machine  which  is  based  on  the  same  idea  or  principle 
^'  may  still  be  an  infringement,  although  the  detailed  means  for  carrying  it  into 
"  effect  may  be  somewhat  different."  In  my  judgment  the  Defendant  has 
taken  the  essence  and  substance  of  the  Plaintiffs'  invention,  and,  as  used  in  30 
practice,  apart  from  some  immaterial  differences,  has  only  substituted  one  kind 
of  spring  for  another. 

The  invention  in  the  present  case  is  not  mere  detail,  but  embodies  a  new 
principle  or  a  new  idea,  and  in  my  view  the  reasoning  applied  in  Proctor  v. 
Bennis  applies,  and  I  think  the  Plaintiffs  are  entitled  to  their  injunction.  35 

Certificates  that  the  validity  of  Joseph  Robinson^a  Patent  had  come  in  question, 
and  that  the  alleged  breaches  thereof  had  been  proved  were  granted.  The  costs 
of  the  action  were  given  to  the  Plaintiffs,  except  so  far  as  they  had  been 
incurred  by  reliance  on  Sandow*8  Patent. 
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In  the  High  Court  op  Justice.— Chancbry  Division. 

Before  Mr.  Justice   Swinfbn  Eady. 

December  9th,  10th,  and  12th,  1903. 

Obipbl  v.  Lord  Mayor,  Aldbbmbn,  and  Citizens  of  Manchester. 


5       Patent.  —  Action  for    infringement.  —  Subject-matter.  —  Combination. — In- 
fringement.—Patent  held  valid. 

In  1893  a  Patent  was  granted  to  G.  for  "  Improvements  in  steam  traps.^^  In 
1894  another  Patent  was  granted  to  O.  for  "  Improvements  in  steam  traps." 
The  traps  in  question  were  expansion  traps.     The  1894  Patent  was  in  effect  for 

10  a  combinaiion  of  a  lever  and  spring  operating  the  valve  of  the  steam  trap.  The 
Defendants  in  an  action  for  infringement  of  this  Patent  pleaded  a  number  of 
prior  publications^  and  contended  that  all  that  the  Plaintiff  had  done  was  to 
take  a  well  known  mechanical  contrivance  and  apply  it  to  a  subject  to  wJiich  it 
had  not  been  hitherto  applied^  and  thoU  there  was  no  invention. 

15  Held,  that  the  Plaintiffs  invention  had  not  been  anticipated^  and  that  the 
arrangement  of  his  combination  required  the^exercise  of  considerable  ingenuity ; 
that  the  Parent  was  valid,  and  the  Plaintiff  entitled  to  succeed. 

On  the  18th  of  April  1893,  Letters  Patent  (No.  7860  of  1893)  were  granted  to 
William  Geipel  for  '*  Improvements  in  steam  traps."     These  Letters  Patent 

20  were  the  subject  of  a  Petition  for  revocation  by  C.  H.  Berry ^  which  was  heard, 
in  June  1903,  by  Buckleyy  J.  (20  R.P.C.  545).  The  Provisional  and  Complete 
Specifications  are  there  set  out,  together  with  the  material  drawings.  The 
Judge  held  that  there  was  subject-matter,  but  that  there  was  disconf ormity,  and 
Ordered  '*That  the  Patent  be  revoked  unless  within  three  months,  or  such 

25  "  further  time  as  the  Court  may  allow,  the  Patentee  obtains  leave  to  amend  his 
"  Specification  by  disclaiming  Fig.  2  and  Fig.  6." 

At  the  date  of  the  trial  of  the  present  action  an  appeal  against  the  decision  of 
Buckley^  J.,  was  pending.  The  writ  in  this  action  was  issued  the  20th  of 
January  1903,  and  the  action  was  one  for  infringement  of  Letters  Patent  No. 

30  21,571**  of  1894,  granted  to  William  Geipel  for  "  Improvements  in  steam 
"  traps." 
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Qeipel  v.  Lord  Mayor ^  Aldermen^  and  Citizens  of  Manchester. 

The  Complete  Specification  is  as  follows : — "  This  invention  relates  to  im- 
"  provements  in  steam  traps  of  the  kind  known  as  '  expansion  trapR '  by  means 
"  of  which  water  of  condensation  is  automatically  allowed  to  escape  from  steam 
"  pipes,  cylinder  jackets  and  other  receptacles  with  which  the  steam  traps  are 
'*  connected,  whilst  any  considerable  escape  of  steam  is  automatically  prevented,  5 
"  and  it  has  for  object  to  provide  steam  traps  of  this  kind  which  shall  be  more 
"  reliable  and  durable  than  those  heretofore  in  use,  and  which  shall  also  be 
"  readily  accessible  and  capable  of  being  easily  repaired. 

"  It  is  found  that  in  steam  traps  worked  on  the  expansion  principle,  such  as 
"  the  traps  described  in  the  Specification  of  my  Patent  No.  7860  dated  18th  10 
*'  April  1893,  or  that  described  in  Specification  No.  995  dated  8th  January  1884, 
"  or  Specification  No.  1876  dated  18th  July  1871,  and  others  of  a  like  kind,  if 
"  the  valve  is  set  to  work  with  a  certain  steam  pressure  and  this  pressure,  and 
"  therefore  the  temperature,  happens  to  be  increased,  there  is  consequently 
'*  extra  expansion  which  causes  straining  of  the  trap,  or  damage  to  the  valve  15 
"  face.  Or  the  trap  may  in  this  way  have  a  permanent  set  imparted  to  it,  so 
"  that  it  requires  re-adjustment  before  it  will  again  operate  to  prevent  the  dis- 
**  charge  of  steam  at  the  lower  pressure,  otherwise  there  will  be  continual 
**  leakage  of  steam. 

"  Now  this  invention  has  reference  to  improved  constructions  and  arrange-  20 
"  ments  of  means  designed  to  obviate  this  disadvantage,  as  I  will  now  proceed 
"  to  explain  by  reference  to  the  accompanying  drawings  wherein, 

"  Fig.  1  is  a  side  elevation  showing  my  present  invention  applied  to  a  steam 
"  trap  of  the  kind  shown  in  and  described  with  reference  to  Figs.  1,  3  and  6  of 
"  my  said  former  Specification  No.  7860  of  1893.  In  this  figure  A;  is  a  lever  25 
*'  pivoted  at  A^,  one  of  its  arms  bearing  against  the  valve  spindle  a  while  its 
"  other  end  is  acted  upon  by  the  coiled  spring  d  which  encircles  a  stud  I  and  is 
"  arranged  between  the  body  of  the  trap  and  the  lever,  g  are  adjustable  nuts 
**  on  the  stud  I  to  limit  the  extent  of  outward  movement  of  the  corresponding 
"  arm  of  the  lever,  and  consequently  the  normal  extent  of  opening  of  the  valve.  30 
^^  It  will  be  seen  that  the  spring  cannot  press  the  lever  further  outward  than  the 
"  nuts  will  allow,  so  that  when  the  lever  is  in  the  outward  position,  the  con- 
"  traction  of  the  tubes  h  opens  the  valve  and  allows  the  discharge  to  take  place. 
"  Should  there  be  excessive  expansion  of  the  tUbes,  the  lever  k  simply  com- 
**  presses  the  spring  d  thus  avoiding  straining  of  the  trap  or  cutting  of  the  valve  35 
"  face.  The  principle  upon  which  motion  is  given  to  the  free  end  of  the  pair 
**  of  tubes  h  is  not  here  claimed  as  new.  It  is  clearly  explained  in  the  Specifi- 
"  cation  of  my  above  mentioned  former  Patent  No.  7860  of  1893,  and,  as  will  be 
"  seen  from  the  drawings,  in  the  application  of  my  present  invention,  the  valve 
"  a^  is  placed  at  the  free  end  of  the  said  pair  of  tubes  h,  40 

"  Fig.  e  2  shows  a  similar  arrangement  to  that  represented  in  Fig.  1,  but 
**'  in  which  the  lever  k  is  acted  upon  by  a  flat  spring  d^  instead  of  a  coiled 
"  spring. 

"  The  lever  k  in  the  arrangement  shown  in  Figs.  1,  and  2  may  be  extended, 
"  as  shewn  at  A:^,  to  form  a  handle  by  depressing  which  the  valve  a^  can  be  left  45 
"  free  to  move  away  from  its  seat  and  permit  steam  to  blow  through  the  trap  for 
**  any  desired  length  of  time. 

"  So  far  as  concerns  the  steam  traps  described  in  my  said  prior  Specification 
"  No.  7860  of  1893,  I  do  not  limit  myself  to  the  use  of  the  helical  spring,  nor  to 
"-the  combination  with  the  tpap^f  a-opring  and^lovor"aft"Ohown- 
ii-Sy  as  other  forms  of  springs  may  obviously  be  applied,  f&f- 
**  brftokot  MRg."l  may  bo  made  Do-aa  itsolf  to  ppovido  the  noooooaryolftotio 

Lll  U  Ui^l  VJ  * 

"  It  will  be  obvious  that  the  springs  must  in  each  case  be  of  sufficient  strength 
^<  to  hold  the  valve  against  the  pressure  of    steam  for  which  the   trap  is  55 
"  required. 
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"  Having  now  particularly  described  and  ascertained  the  nature  of  the  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that  I 
**  do  not  claim  broadly  the  use  in  a  steam  trap  of  a  spring  arranged  to  obviate 
"  the  straining  of  the  trap  or  damage  to  the  valve  face  when  the  trap  is  sub- 
**  jected  to  excessive  steam  pressure,  but  that  what  I  do  claim  is  : — 

'*  The  combination  with  the  valve  of  a  steam  trap  of  the  kind  described 
"in  the  Specification  of  Letters  Patent  No.  7860  of  1893,  of  a  lever  and 
**  spring  arranged  and  operating  substantially  as  hereinbefore  described  with 
"  reference  respectively  to  and  shown  in  Fig.  1  and  in  Fig.  2  of  the  drawings 
"  annexed." 


FIO.I.    V.£^J^M^      tf     ""-fi* 
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By  the  Statement  of  Claim*  the  Plaintiff  stated  (inter  alia)  that  (1)  he  was 
the  registered  proprietor  of  Patent  No.  21,571**  of  1894,  for  inventions  of 
'*  Improvements  iu  steam  traps."  (2)  By  a  decision  of  the  Chief  Examiner,* 
dated  the  27th  of  December  1901,  the  final  Specification  of  this  Patent  was 

15  amended,  and  the  claiming  clause  of  the  final  Specification  was,  before  amend- 
ment, framed  in  good  faith  and  with  reasonable  skill  and  knowledge.  (3)  The 
Defendants  had  infringed  in  the  manner  appearing  in  the  Particulars  of 
Breaches.  He  claimed  an  injunction,  damages  or  an  account  of  profits,  delivery 
up  or  destruction  of  infringing  articles,  and  costs. 

20  The  Particulars  of  Breaches  stated  (1)  that  the  Defendants  had  infringed  the 
Patent  by  the  use  of  steam  traps  constructed  according  to  the  invention 
described  in  the  final  Specification  of  the  Patent,  and  claimed  in  the  claiming 
clause.  (2)  That  in  particular  the  Plaintiff  complained  of  the  use  by  the 
Defendants,  at  their  electrical  power  stations  in  the  city  of  Manchester,  in  and 

25  prior  to  January  1903  and  December  1902,  of  steam  traps  known  as  "  Berry  " 
traps,  constructed  according  to  the  Plaintiff's  invention. 

The  Defendants,  by  their  Statement  of  Defence,  stated  that  (1)  they  denied 
that  the  final  Specification,  or  the  claiming  clause  thereof,  of  the  Patent  No. 
21,571**  of    1894  was,  before  amendment,  framed   in  good  faith  and  with 

30  reasonable  skill  and  knowledge ;  (2)  they  had  not  infringed  the  Patent ;  (3) 
the  Patent  was  invalid  upon  the  grounds  set  out  in  the  Particulars  of 
Objections. 

The  Particulars  of  Objections  were  (1)  want  of  novelty  ;  (2)  prior  publication  ; 
(3)  want  of  subject  matter ;  (4)  want  of  utility.    The  Defendants  relied  upon  a 

35  number  of  Specifications,  viz.,  Brown  (U.S.A.,  No.  43,090  of  1864)  ;  Turnhull 
(No.  6366  of  1893)  ;  Geipel  (No.  7860  of  1893)  ;  Jeffery  (No.  12,513  of  1890)  ; 
and  also  upon  those  set  out  at  page  549  of  20  R.P.C. ;  and  upon  the 
conmion  general  knowledge  in  the  trade  of  the  construction  and  working  of 
steam  traps. 


*  The  Statement  of  Claim  as  originally  drawn  included  a  claim  in  respect  to  Letters  Patent  No. 
7S60  of  1893,  the  subject  of  the  Petition,  but  notice  of  withdrawal  of  this  claim  was  given  on  the 
INih  of  July  1908. 
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Bousfieldy  K.C.,  and  A,  J,  Walter  (instracted  by  Faith/tUl  and  Owen) 
appeared  for  the  Plaintiff ;  T.  Terrell,  K.C.,  and  J.  H.  Gray  (instructed  by 
Frank  Evelyn  Jones,  agent  for  W.  T.  Hill,  of  Manchester)  appeared  for  the 
Defendants. 

Bousfieldy  K.C.,  opened  the  Plaintiff's  case. — In  the  first  instance  there  were  5 
two  Patents  sued  upon,  viz.,  Geipel  (No,  7860  of  1893),  and  G»ipel  (No.  21,571** 
of  1894),  an  improvement  upon  the  first.      Notice  of  discontinuance  was  given 
with  regard  to  the  first  Patent.      That  Patent  was  the  subject-matter  of  a 
decision  of  Buckley,  J.,  in  a  Petition  for  revocation.      He  held  that  Fig.  2  was 
bad  because  it  would  not  operate,  and  that  Fig.  6  was  bad  because  it   was  not  10* 
within  the  Provisional  Specification.     That  left  the  main  subject  of  the  Patent 
untouched,  but  in  regard  to  Fig.  6  the  matter  was  under  appeal.     [He  then  read 
and  explained  the  Specification.]     The  sales  of  the  Plaintiff's  apparatus  were  : 
in  1895,  102;   1896,  4H4;   1897,   600;    1898,  1132;    1899,  1569;    1900,  2062; 
1901,  2463  ;  1902,  2452.     For  such  an  apparatus  these  were  large  sales.     The  15 
nominal  Defendants  were  the  Corporation  of  Manchester,  the  i*eal  Defendant 
being  Mr.  Berry.     He  was  formerly  the  Plaintiff's  traveller,  but  left  in  1901. 
The  Petition  before  referred  to  against  the  first  Patent  was  filed  by  him. 

The  following  witnesses  were  called  for  the  Plaintiff : — James  Swinburne 
and  William  Geipel  (the  Plaintiff).  20 

Terrell,  K.C.,  opened  the  Defendants'  case. — The  invention  relied  upon 
was  a  combination  of  a  spring  with  a  trap,  and  its  object  was  to  avoid  the 
jamming  or  the  straining  of  the  valve  seating  common  to  all  traps.  But  a 
spring  had  been  used  prior  to  the  Patent  to  obviate  the  difficulty,  and  so  there 
was  no  subject-matter  for  invention.  25 

The  following  witnesses  were  called  for  the  Defendant : — W.  W.  Beaumont 
and  G.  Croydon  Marks. 

T.  Terrell,  K.C.,  summed  up  the  Defendants'  case. — Buckleif,  J.,  held  that 
the  essence  of  the  invention  claimed  in  the  1893  Specification  was  the  applica- 
tion of  the  principle  of  differential  expansion,  and  that  Fig.  6  of  that  Specifica-  30 
tion  was  not  for  differential  expansion,  but  was  for  controlled  expansion,  and 
therefore  there  was  disconformity.  Fig.  2  of  the  same  Specification  he  decided 
was  bad  because  it  would  not  work.  That  left  two  Figures,  viz.,  1  and  3,  both 
for  differential  expansion.  The  Plaintiff  contended  that  the  invention  in  the 
1894  Specification  was  the  application  of  the  particular  kind  of  spring  and  35 
lever  to  such  traps  as  shown  in  Fig,  1  of  1894.  But  the  Specification  showed 
that  it  would  be  the  same  as  when  applied  to  Fig.  6  of  1893.  Fig.  1  of 
1894  was  therefore  for  contiroUed  expansion.  The  question  to  be  decided  was 
whether  the  application  of  the  spring  and  lever  attachment  to  Fig.  3  of  1893,  as 
shown  in  Fig.  1  of  18'J4,  was  good  subject-matter.  The  principle  to  be  applied  40 
was  settled  by  Harwood  v.  Great  Northern  Railway  Company  (11  H.L.C.  654), 
What  was  done  in  the  1894  Patent  was  to  apply  a  well  known  mechanical 
contrivance  to  obviate  exactly  the  same  injury  that  the  well  known  mechanical 
contrivance  had  been  used  to  obviate  before. 

Bousjield,  K.C.,  in  reply. — The  construction  put  upon  the  Specification  by  the  45 
Defendants — i.e.,  that  it  was  no  more  than  an  application  of  a  spring  to  the  first 
Specification — is  inaccurate.    The  iMuintiff  had  used  the  principle  enunciated 
in  the  first  Specification  and  turned  it  into  a  practical  working  thing.    The 
claim  was  for  a  particular  combination,  arranged  and  operating  in  a  specific 
manner.    The  principle  laid  down  in  Harwood  v.  Great  Northern  Railway  50 
had  no  application  here.    That  case  was  never  applied  to  the  case  of  a  mechanical 
combination  or  an  apparatus  interacting  to   produce  a  given  result  simply 
becau«e  some  separate  parte  had  been  used  for  similar  purposes.     It  was  not 
so  laid  down  in  Vickers  v.  Siddell  (7  R.P.C.  292).     GeipeVs  claim  was  for  a 
combination  including  a  lever,  spring  valve  seat,  &c.,  and  the  Defendants  had  55 
infringed  it. 
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SwiNFBN  Eady,  J. — The  Plaintiff  claims  an  injunction  to  restrain  the 
Defendants  from  infringing  his  Patent  of  1894  for  improvements  in  steam 
traps,  and  for  damages.  The  action  originally  extended  to  another  Patent  of 
1893,  but  that  portion  of  the  action  has  been  discontinued.  The  Defendants  are 
5  the  Corporation  of  Manchester.  It  is  not  disputed  that  they  are  using  a  steam 
trap  manufactured  by  Mr.  Berry,  who  was  formerly  in  the  employ  of  the  Plaintiff, 
or  of  his  firm  of  Qeipel  and  Lange,  as  traveller,  and  which  steam  trap  is 
identical  with  that  forming  the  subject-matter  of  the  Plaintiff's  1894  Patent,  as 
it  now  stands  amended.    The  only  question  is  whether  the  Plaintiff's  Patent  is 

10  valid,  the  Defendants  insibting  that  the  invention  is  not  the  proper  subject- 
matter  of  Letters  Patent. 

Previous  to  the  date  of  the  Patent  in  question,  the  Plaintiff  had  described  and 
specified  a  steam  trap  or  apparatus  for  automatically  draining  the  water  arising 
from  condensed  steam,  in  cylinders  or  other  steam  receptacles.    The  trap  was 

15  of  the  species  known  as  expansion  traps — that  is  to  say,  was  operated  by  means 
of  the  unequal  expansion  of  metals.  According  as  the  pipes  are  hot  or  cold,  the 
relative  lengths  thereof  alter,  and  cause  movement,  whieh  operates  a  valve  ; 
the  passage  of  steam  heats  the  tube  possessing  the  greatest  co-efficient  of  expan- 
sion, and  causes  that  tube  to  expand  most ;  its  movement  shuts  a  valve  and 

20  prevents  the  further  escape  of  steam  ;  when  water  has  formed  in  sufficient 
quantity  to  again  cool  the  pipe,  its  contraction  opens  the  valve  and  allows  this 
water  to  escape,  and  the  passage  of  steam  then  heats  the  tube  again,  and  the 
process  is  repeated. 

It  was  found  in  practice,  that  these  traps  possessed  two  disadvantages.    If  the 

25  pressure  of  steam  rose  beyond  that  for  which  the  valve  was  set,  the  increased 
pressure,  and  correspondingly  the  increased  temperature,  operated  injuriously  on 
the  valve  and  its  seat ;  after  the  valve  had  been  pushed  hard  on  its  seat,  the 
strain  continued,  and  the  valves  got  quickly  cut,  and.  the  cutting  of  the  valve 
destroyed  the  seat,  or  some  permanent  set  or  distortion  of  the  trap  was  caused, 

30  so  ^1^^  when  the  steam  pressure  fell  again  to  its  normal  condition  the  valve  was 
damaged,  and  allowed  live  steam  to  pass,  and  the  trap  would  not  work  properly 
without  readjustment.  The  other  disadvantage  was  that  there  was  no  hand 
blow-through  ;  that  is  to  say,  the  valves  could  not— at  all  events  conveniently 
— be  operated  by  hand,  so  as  to  be  opened  to  allow  the  steam  to  blow  through, 

35  and  then  closed  again,  without  affecting  the  seating  or  adjustment  of  the 
valves. 

It  was  to  obviate  these  two  disadvantages,  that  the  Plaintiff  arranged  a  combi- 
nation, ^hich  is  the  subject  of  his  1894  Patent.  He  introduced  a  lever,  one  of 
the  arms  of  which  bears  against  the  valve  spindle,  and  the  other  is  acted  upon 

40  by  a  spring,  placed  between  the  body  of  the  trap  and  the  lever,  and  coiled  round 
a  stud,  upon  which  are  adjustable  nuts,  to  limit  the  extent  of  the  outward 
movement  of  the  arm  of  this  lever.  If  there  is  excessive  expansion  of  the 
tubes,  caused  by  the  steam  pressure  rising  above  the  normal,  for  which  the 
valve  is  set,  the  lever  simply  presses  the  spring,  which  yields,  and  thus  avoids 

45  any  straining  of  the  trap,  or  cutting  of  the  valve  face.  The  valve  obtains  a 
yielding  abutment,  instead  of  a  rigid  abutment.  Moreover,  the  arm  of  the 
lever,  against  which  the  steam  presses,  is  extended  to  form  a  handU,  so  that  by 
merely  pressing  the  handle  by  hand  or  by  foot  the  valve  is  opened,  and  steam 
may  be  blown  through  the  trap  for  so  long  as  may  be  desired.  It  is  not  disputed 

50  that  this  arrangement  is  a  great  improvement  on  the  trap  of  1893  ;  it  has  proved 
commercially  successful ;  while  not  more  than  two  or  three  traps  of  the  1893 
pattern  have  ever  been  sold,  the  sales  of  the  1894  pattern,  in  this  country,  are 
as  follows  :—1885, 102  ;  1896,  464  ;  1897,  600  ;  1898,  1132  ;  1899,  1569  ;  1900, 
2062  ;  1901,  2463 ;  1902,  2452.    The  Plaintiff  was  not  cross-examined  on  his 

55  evidence,  ihat  his  invention  has  made  expansion  traps  practical  and  useful,  and 
that  there  is  no  other  expansion  trap  in  the  market  which  substantially  competes 
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Geipel  y.  Lord  Mayor,  Aldermen^  and  Citizens  of  Manchester. 

with  his,  except  the  one  made  by  Berry y  complained  of  in  this  action.    The 
Plaintiff's  invention  is  simple,  ingenious,  and  effective,  and  has  made  the  appa- 
ratus more  reliable  and  durable  than  before.    The  claim  of  the  Plaintiff  is  a 
very  restricted  one  ;  it  is  only  a  claim  for  the  particular  combination  of  a  lever 
and  spring  with  the  valve  of  a  steam  trap  arranged  and  operacing  as  described  5 
with  reference  to  and  shown  in  the  drawings  Fig.  1  and  Fig.  2  in  the  amended 
Specification.    The  Plaintiff  states  in  terms,  in  his  Specification,  that  he  does 
not  claim  broadly  the  use  in  a  steam  trap  of  a  spring  arranged  to  obviate 
straining  or  damage,  when  the  trap  is  subjected  to  excessive  steam  pressure.    It 
was  urged  by  the  Defendants  that  all  that  the  Plaintiff  had  done  was  to  take  10 
a  well-known  mechanical  contrivance,  and  apply  it  to  a  subject  to  which  it 
had  not  hitherto  been  applied,  and  that  there  was  no  invention  in  that.    In  my 
opinion  the  arrangement   of  the  new   combination  required  the  exercise  of 
considerable  ingenuity.    In  Hinks  v.  Safety  Lighting  Company  (L.R.  4  CD. 
615),  Sir  George  Jessd  said  this  : — ^'  On  the  one  hand  it  was  said,  you  never  can  L5 
*^  support  a  Patent  by  substituting  a  round  wick  for  a  flat  wick,  as  there  is  no 
''  invention  in  that.    On  the  other  hand  it  was  said.  Why  not  ?    If  it  Is  a  com- 
'^  bination  Patent,  the  very  essence  of  a  combination  Patent  is  that  it  is  a  new 
<<  combination   of    known  parts,    and  in  fact  very  few    machines   are    now 
"  invented  which  contain  any  new  part.    As  a  general  rule,  every  machine  20 
*'  invented  is  made  up  of  parts  which  are  previously  known.    A  new  part  of  a 
"  machine  is  very  uncommon  indeed  ;  consequently  that  is  an  objection  which, 
*'  per  sey  is  not  of  great  weight.    But  like  every  combination  which  is  new,  it 
'*  must  have  merit,  and  now  how  is  a  Judge  to  apportion  the  merit  ?    I  do  not 
*'  know.    As  far  as  I  can  ascertain  from  the  authorities  the  merit  very  much  8$ 
'*  depends  on  the  result  produced.    Where  a  slight  alteration  in  a  combination 
"  turns  that  which  was  practically  useless  before  into  that  which  is   very 
''  useful  and  very  important.  Judges  have  considered  that,  though  the  invention 
^  was  small,  yet  the  result  was  so  great  as  fairly  to  be  the  subject  of  a  Patent ; 
^'  and,  as  far  as  a  rough  test  goes,  I  know  of  no  better.**  30 

The  Defendants  have  pleaded  a  number  of  prior  publications,  but  it  is  only 
necessary  to  refer  to  very  few  of  them.  With  regard  to  RoyU  (No.  807  of  1877) 
and  Jensen  (No.  995  of  1884),  Mr,  Beaumonty  who  was  called  by  the  Defendants, 
stated  that  these  did  not  contain  the  yielding  spring  which  is  an  essential 
feature  of  the  Plaintiff^s  combination.  In  Johnson  (No.  16,629  of  1884)  there  35 
is  no  spring  to  relieve  the  pressure  when  the  valve  is  being  forced  down  on  its 
seat,  as  Mr.  Swinburne  pointed  out.  Stubbs  (No.  592  of  1887),  where  the  spring 
is  inside  the  steam  space,  bears  no  resemblance  to  the  Plaintiff^s  ;  in  that  case 
it  is  the  contraction  and  expansion  of  the  spring  itself  which  transmits  the 
motion  to  the  valve.  The  only  other  Specification  necessary  to  mention  is  40 
Tumbull  (No.  6366  of  1893)  ;  in  this  the  spring  is  inside  the  steam  space ;  the 
action  of  the  trap  would  be  probably  just  the  same  if  the  spring  were  removed, 
the  only  purpose  of  the  light  spring,  as  specified,  being  to  keep  the  top  plate 
bearing  on  the  flange  of  the  bolt,  from  which  it  is  suspended ;  and  the  whole 
combination,  as  Mr.  Beaumont  stated,  is  quite  a  different  combination  from  the  45 
Plaintiff's.  None  of  these  publications  are  anticipations  of  the  Plaintiff's 
invention. 

In  my  opinion  the  Plaiotiff's  invention,  the  new  combination  which  he 
claims,  is  proper  subject-matter,  and  his  Patent  a  valid  one.    Mr.  Berry  recog- 
nises its  value  by  manufacturing  an  almost  exact  copy  of  it,  which  is  used  by  50 
the  Defendants.    The  Plaintiff  is  entitled  to  an  injunction,  and  the  costs  of  the 
action,  with  the  usual  inquiry  as  to  damages  or  profits,  and  to  a  Certificate. 
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Ashworth  v.  Hors/all  and  BickJiam. 


In  the  Ghancbby  op  thb  County  Palatine  op  Lancaster. 

Manohestbr  District. 

Be/ore  Vice-Chancellor  Hall. 

December  2l8t,  1903. 

5  ASUWORTH  V.  HORSFALL  AND  BlOKHAM. 

PcUerU, — Action  for  infringemenL — Diacontmuance  of  action  by  Plaintiff 
after  Defence, — Costs  of  Particulars  of  Objections, — Certificate  thai  Particulars 
were  reasonable  and  proper  applied  for  and  refused. 

On  the  Slat  of  Jaly  1902  the  Plaintiff  commenced  this  action  for  damages  for 
10  alleged  infringements,  between  the  31st  of  July  1896  and  the  8th  of  December 

1900,  of  his  Letters  Patent,  numbered  16,047  of  1886,  which  had  expired  prior 

to  commencement  of  action. 

On  the  15th  of  December  1902  the  Defendants  delivered  their  Statement  of 

Defence,  whereby  they  denied  the  validity  of  the  Patent  for  reasons  appearing 
15  in  their  Particulars  of  Objections  delivered  therewith,  and  by  such  Particulars 

they  set  up  a  number  of  Specifications  as  prior  publications,  and  also  alleged 

want  of  subject-matter. 

At  the  date  of  the  commencement  of  this  action  an  appeal  to  the  House  of 

Lords  was  pending  in  an  action  of  Ashworth  v.  English  CardiClothing  Company y 
20  Ld.y  which  was  an  action  by  the  Plaintiff  in  this  action  for  an  alleged  infringe- 
ment of  the  same  Patent  as  that  in  respect  of  which  the  present  action  was 

brought. 
On  the  25th  of  February  and  the  22nd  of  August  1903  Orders  were  made  (in 

each  case  by  consent)  that  all  proceedings  in  this  action  should  be  stayed  until 
25  judgment  in  the  said  action  of  Ashworth  v.  English  Card  Clothing  Company^ 

Ld,y  should  be  delivered  by  the  House  of  Lords. 

On  the  9th  of  November  1903  judgment  in  the  said  action  was  delivered 

by  the  House  of  Lords,*  reversing  the  decision  of  the  Court  of  Appealf  and 

restoring  the  judgment  of  Joyce^  J.,{  who  had  dismissed  the  Plaintiff's  action 
30  ^'^th.  costs  and  had  certified,  pursuant  to  section  29  of  the  Patents,  Designs,  and 

Trade  Marks  Act,  1883,  that  the  Defendants*  Particulars  of  Objections  were 

reasonable  and  proper. 

On  the  18th  of  November  1903  the  Plaintiff  delivered  notice  of  discontinuance 

of  this  action.    The  Defendants  then  took  out  a  Summons  that  the  Plaintiff 
35  might  be  ordered  to  pay  to  the  Defendants  their  costs  of  the  action,  including 

the  costs  of  and  incident  to  the  Particulars  of  Objections  delivered  by  the 

Defendants,  and  that  a  Certificate  be  granted  pursuant  to  section  29  of  the 

Patents,  Designs,  and  Trade  Marks  Act,  1883,  that  such  Particulars  of  Objections 

were  reasonable  and  proper. 

«  aO  B^.O.  790.  t  19  R.P.C.  468.  t  18  RJ.O.  S67. 
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The  Summons  came  on  for  hearing  before  Vice-Chancellor  Hall. 

Radford  (instructed  by  Sampson  and  Price^  of  Manchester,  agents  for  Glough 
and  Grahtreey  of  Cleckheaton)  appeared  for  the  Defendants  ;  Grant  (instructed 
by  Blair  and  Seddon^  of  Manchester)  appeared  for  the  Plaintiff. 

Radford  submitted  that  the  Particulars  of  Objections  were  identical  in  terms  5 
with  some  of  the  Objections  in  the  action  of  Ashworth  v.  English  Card  Clothing 
Company  J  Ld,y  in  which  case  the  House  of  Lords  upheld  the  decision  of  Joyce^  J., 
who  dismissed  the  action  with  costs,  and  granted  a  Certificate  that  the  Particulars 
of  Objections  were  reasonable  and  proper,  and  he  tendered  in  evidence  an 
affidavit  which  he  said  showed  the  nature  and  course  of  the  action  {Ashworth  tO 
V.  English  Card  Clothing  Company^  Ld.\  and  showed  also  the  similarity 
between  some  of  the  Particulars  of  Objections  in  that  action  and  those  in  the 
present  action,  but  the  Vicb-Ohancbllor  refused  to  allow  it  to  be  read ; 
referring  to  Willcox  and  Gibbs  v.  Janes  (14  R.P.O.  523  ;  L.R.  (1897)  2  Ch.  71). 

Grant  was  not  called  upon.  15 

Hall,  F.O. — I  think  this  application  fails.    It  is  a  case  of  an  action  for  | 

infringement  of  a  Patent,  which  went  as  far  as  Statement  of  Defence  and 
Particulars  of  Objections.    After  that  it  appears  that  there  was  another  action  ' 

against  another  Defendant  pending  in  the  High  Court,  and  two  Orders  were 
made  in  this  action  in  Chambers — and  by  consent — ^that  proceedings  should  be  20 
stayed  in  this  action  until  an  appeal  pending  before  the  House  of  Lords  in  the 
action  of  Ashworth  v,  English  Card  Clothing  Company j  Ld.y  was  disposed  of, 
and  the  effect  of  those  two  Orders  has  been  that  this  action  has  stood  suspended 
until  that  appeal  has  been  disposed  of.  I  am  told  now  that  that  appeal  has 
been  disposed  of,  and  the  Plaintiff  in  this  action  in  this  Court  has  discontinued  25 
his  action  as  he  was  entitled  to  do  without  leave,  and  now  the  Defendants  come 
and  ask  for  the  costs  of  their  Particulars  of  Objections. 

I  think  this  case  is  governed  by  the  observations  of  Mr.  Justice  Romer 
in  WHlcox  and  Gibbs  v.  Janes  where  he  said,  "  I  do  not  think  the  Court  is  of 
"  necessity  bound  to  make  a  Certificate,  if  it  is  a  proper  case,  at  the  trial  only  30 
"  — it  may  do  it  at  any  time,'*  Therefore  I  think  that  1  could  now,  although 
after  discontinuance,  grant  a  Certificate  if  I  thought  it  was  a  proper  course  to 
take.  But  Mr.  Justice  Romer  said,  '*  But  it  can  only  do  it  when,  by  reason  of 
"  some  application  having  been  made  to  it  or  some  sort  of  procedure  having 
**  been  taken  before  the  Court  in  reference  to  the  Patent,  the  Court  comes  to  the  35 
*'  conclusion  that  it  knows  enough  about  the  case  to  be  able  to  make  a  Certifi- 
"  cate."  Now  if  there  had  been  an  interlocutory  motion  before  me  or  something 
of  that  kind  where  there  were  materials  so  that  I  could  go  into  the  matter  and 
see  what  the  nature  of  the  case  was  then  I  could  come  to  the  conclusion  that  I 
knew  enough  about  the  case  to  be  able  to  make  a  Certificate.  Then  his  Lord-  40 
ship  said,  '^  In  the  present  case  I  have  no  such  materials.*'  In  this  case  I  have 
no  materials  before  me  whatever.  The  only  thing,  as  I  have  said,  was  the  Order, 
by  consent  apparently  of  the  solicitors,  in  Chambers  that  it  should  stand  over 
until  after  another  case  against  another  Defendant  in  another  Court  had  been 
disposed  of.  45 

I  do  not  know  anything  about  the  Objections  in  that  case.  I  refused  to  allow 
evidence  to  be  gone  into  to  see  how  far  that  action  was  identical  with  this 
action  ;  and  I  do  not  know  how  far  the  Objections  in  that  case  were  identical 
with  the  Objections  in  this  case ;  therefore  it  seems  to  me  that  this  Summons 
fails  and  it  is  dismissed  with  costs.  50 

Radford. — I  do  not  know  whether  your  Honour  thinks  it  is  a  case  in  which 
leave  to  appeal  ought  to  be  given. 

Hall,  F.O. — ^Yes,  I  think  it  is  a  hard  case  ;  but  I  am  bound  by  the  authorities. 
I  give  you  leave  to  appeal  if  you  want  it. 


f 


J 
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^  Ghnville  v.  Hay. 

f . 


In  the  High  Coukt  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Buckley. 

December   4th,  1903. 

QoNviLLE  V.  Hay. 

5  Patent. — Licence  belonging  to  partnership. — Dissolution  of  partnership. — 
Arbitration  award. — Whether  partner  assigning  his  share  in  licence  should 
covenant  not  to  manufacture  [under  tJie  Patent. —  Whether  question  within 
Arbitrator'* s  jurisdiction. — Construction  of  terms  of  submission. — Motion  to  set 
aside  award  dismissed. 

10  The  owne?*  of  a  licence  under  a  Patent  executed  a  declaration  of  trust  of  it  in 
favour  of  a  firm  of  which  he  tvas  a  ?nember.  A  partnership  action  was  com- 
menced  by  (?.,  one  of  the  partners^  and  an  Order  was  made  for  a  stay  of 
proceedings  on  certain  terms,  including  an  assignment  by  O,  to  his  partners  of 
his  share  in  the  partnership  at  a  price  to  be  fixed  by  arbitration,  and  a  term 

15  that  the  form  of  deed  of  dissolution  and  assignment  and  any  other  question 
arising  in  respect  thereof  should  be  referred  to  the  Arbitrator.  On  a  motion 
by  Q.  to  set  aside  the  Arbitrator's  award. 

Held,  t?icU  on  the  construction  of  the  submission  to  arbitration  the  Arbitrator 
had   not  exceeded  his  jurisdiction  in    inserting  in  the   deed  of  dissolution 

20  prohibiting  G.from  manufacturing  according  to  the  Letters  Patent. 

The  assignor  of  a  licence  under  a  Patent  is  not  entitled  as  against  his  assignee 
to  dispute  the  validity  of  the  Patent.  Chambers  v.  Crichley  {33  Beav.  374) 
followed. 

In  1898  Letters  Patent  (No.  22,765  of  1898)  were  granted  to  William 
25  McCowan.  By  a  Deed  dated  the  27th  of  May  190^,  the  Patentee  granted  a  licence 
under  the  Patent  to  Edward  James  Hay,  who,  on  the  same  day,  executed  a  decla- 
ration or  acknowledgmentof  trust  of  the  benefit  of  such  licence  in  favour  of  a 
partnership  firm  of  E.  J.  Hay  <fe  Co.,  in  which  Cyril  Herbert  Koszelski  Oonville, 
Edward  James  Hay,  William  McCowan,  and  Frederick  Masters  were  the 
30  partners,  the  partnership  being  a  partnership  at  will  without  Articles.  E,  J.  Hay 
gave  notice  to  determine  the  partnership  on  the  30th  of  July  1903,  and  on  the 
25th  of  July  1903,  0.  H.  K.  Qonville  commenced  an  action  against  E.  J.  Hay, 
W.  McCouHinj  and  F.  Masters,  claiming  the  usual  relief  in  a  partnership  action. 

D 


50  REPORTS  OF  PATENT,  DESIGN,        [Feb,  10, 1901. 
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On  a  motion  by  the  Plaintiff  in  this  action  an  Order  was  made  on  the  7th  of 
August  1903f  that  all  further  proceedings  should  be  stayed  on  the  terms  set  out 
in  the  schedule  annexed  thereto  except  for  the  purpose  of  enforcing  that  Order. 
The  terms  in  the  schedule  provided  (1)  for  the  dissolution  of  the  partnership  as 
from  the  3l8t  of  July  1903 ;  (2)  for  the  sale  by  the  Plaintiff  of  his  share  of  5 
the  partnership  at  a  price  to  be  fixed  as  thereinafter  directed ;  (4)  that  the 
Plaintiff  should  be  at  liberty  to  deal  in  caramels  and  other  brewers'  requisites 
and  things  which  had  hitherto  been  dealt  in  by  the  partnership  firm ;  1,7)  that 
the  form  of  Deed  of  dissolution  and  assignment,  and  any  other  question  arising 
in  respect  thereof,  should  be  referred  to  the  final  arbitrament  of  the  arbitrator  10 
therein  named,  who  should  also  settle  the  amount  of  the  price  which,  under  all 
the  circumstances,  ought  to  be  paid  under  clause  2,  with  liberty  to  call  in 
experts  and  valuers,  it  being  admitted  that  the  licence  dated  the  27th  of  May 
1903  belonged  to  the  partnership  for  the  continuance  of  the  term  of  the  Patent, 
or  any  extension  thereof,  and  that  the  Plaintiff,  as  a  partner,  was  entitled  to  IS* 
one-sixth  of  the  value  thereof.  The  Arbitrator  made  his  award,  and  finally 
settled  the  form  ■  of  the  Deed  of  dissolution  of  partnership.  By  the  Deed  so 
settled  the  Plaintiff  (inter  alia)  assigned  to  the  Defendants  all  his  part  or  share 
and  interest  in  the  invention,  Patent,  and  privileges  by  the  Deed  of  the 
27th  of  May  1901  expressed  to  be  granted,  and  all  other  the  interest,  benefit,  or  20 
privilege,  equitable  or  otherwise,  of  him,  the  Plaintiff,  under  and  by  virtue  of 
the  acknowledgment  of  the  same  date,  and  covenanted  with  the  Defendants 
"  that  he  would  not  at  any  time,  either  alone  or  jointly  with,  or  as  agent  or  mana- 
"  ger  for,  any  person  or  persons  whomsoever,  either  directly  or  indirectly,  exercise 
"or  carry  on,  or  be  concerned  in,  the  trade  or  business  of  manufacture  of  cara-  25 
"  mels  manufactured  under  orbyivirtueof  the  process  protected  by  the  aforesaid 
"  Patent  during  the  term  granted  by  the  said  Letters  Patent  or  any  extension 
"  thereof,"  with  a  proviso  that  the  Plaintiff  should  be  at  liberty  to  deal  in 
caramels  and  other  brewers'  requisites  and  things,  and  to  manufacture  caramels 
(other  than  those  protected  by  the  aforesaid  Patent)  and  other  brewers'  requisites  30 
and  things.  On  the  20th  of  November  1903  the  Plaintiff  gave  notice  to  move 
that  the  award  might  be  set  aside  so  far  as  regards  the  insertion  in  the  Deed  of 
dissolution  of  partnership  of  the  above-mentioned  covenant,  on  the  ground  that 
the  Arbitrator  in  making  the  award  had  exceeded  the  jurisdiction  conferred 
upon  him  by  the  submission ;  or,  alternatively,  that  upon  the  like  grounds  35 
all  matters  referred  to  the  said  Arbitrator  might  be  remitted  to  him  for  recon- 
sideration, with  a  direction  to  the  said  Arbitrator  that  the  covenant  inserted  by 
the  Arbitrator  in  the  draft  Deed  of  dissolution  of  partnership,  whereby  the 
Plaintiff  was  prohibited  from  manufacturing  caramels  according  to  Letters 
Patent  No.  22,765  of  1898  should  be  omitted  from  the  Deed,  and  that  so  40 
much  of  the  proviso  following  upon  the  said  covenant  as  was  not  in  accordance 
with  the  terms  of  the  said  submission  should  also  be  struck  out  of  the 
Deed,  and  that  the  costs  of  and  occasioned  by  this  application,  and  of  and 
relating  to  any  further  proceedings  before  the  said  arbitration,  should  be  paid 
by  the  Defendants  to  the  Plaintiff.  45 

The  motion  was  heard  on  the  4th  of  December  1903. 

Buckmaster^  K.C.,  and  A.  J.  Walter  (instructed  by  Dalston^  Son  and 
EUiman)  app^ured  for  the  Plaintiff ;  Aatbury^  K.C.,  and  A.  Jolly  (instructed 
by  Dennis  and  Gray)  appeared  for  the  Defendants. 

BUCKLBY,  «7. — This  is  a  motion  to  set  aside  a  certain  part  of  the  award  of  an  50 
Arbitrator  on  the  ground  that  it  was  in  excess  of  his  jurisdiction.  Nobody 
disputes  that  it  was  competent  to  the  Arbitrator  to  decide  all  questions  of  law 
and  of  fact  that  were  referred  to  him,  but  it  is  said  that  this  particular  matter 
was  not  referred  to  him,  and  that  in  deciding  upon  it  he  was  acting  in  excess  of 
his  jurisdiction.  McCowan^  ^  patentee,  in  May  1901,  executed  a  licence  to  ond  55 
Hay,    He  on  the  same  day  executed  a  declaration  of  trust  for  a  partnership 
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consisting  of  McGowaUy  Hay^  Masters  and  QonvilUy  the  Plaintiff,  who  is  the 
Applicant  on  this  motion.  The  licence  hecame  part  of  the  assets  of  a  partner- 
ship constituted  between  those  four.  There  were  no  written  Articles  of 
Fturtnership.  It  was  a  partnership  at  will.  One  of  the  partners,  Hay^  gave  a 
5  notice  to  determine  it  on  the  31st  of  July  1903,  and  it  was  dissolved.  He  gave 
his  notice  on  the  4th  of  July  for  the  31st  of  July,  and  this  action  was  brought 
on  the  25tli  of  July,  asking  for  the  ordinary  relief  in  a  partnership  action. 
On  the  7th  of  August  1903  an  Order  was  made  staying  further  proceedings  in 
the  action  upon  the  terms  set  out  in  the  schedule,  except  for  the  purpose  of 

10  enforcing  such  Order,  and  the  terms  of  the  schedule  provided  for  the  arbitration 
which  has  taken  place. 

The  first  question  is  what  is  the  true  construction  of  the  terms  contained  in 
the  schedale  ? — The  words  are  : — "  The  form  of  Deed  of  dissolution  and  assign* 
"  ment,  and  any  other  question  arising  in  respect  thereof  to  be  referred  to  the 

15  ^  final  arbitrament  of  " — a  person  named.  The  Deed  of  dissolntion  and  assign- 
ment of  course  is  the  Deed  of  dissolution  of  the  partnership  and  the  necessary 
consequential  assignment  to  carry  out  the  term  previously  contained,  which  was 
that  the  Plaintiff  should  sell  his  share,  so  that  there  would  be  an  assignment  of 
the  Plaintiff^s  share  to  the  other  three,  of  course  including  an  assignment  of 

20  the  licence  which  formed  part  of  the  partnership  assets.  In  my  judgment  the 
words: — "and  any  other  questions  arising  in  respect  thereof,"  mean  an> 
other  question  arising  in  respect  of  the  dissolution,  and  of  the  assign- 
ment to  be  executed  to  carry  out  the  terms  as  to  the  sale  by  the  Plaintiff 
of    his  share.    It  is  suggested  by  the    Applicant   that  "  thereof "  means    of 

25  the  form.  I  do  not  think  that  is  so.  If  the  clause  ran : — "  The  form,  and 
**  any  other  question  arising  in  respect  of  the  form  should  be  referred,"  it 
would  be  meaningless.  The  form  is  referred  as  a  whole — ^the  whole  of  the 
form,  and  "any  other  question  arising  in  respect  thereof"  must  be,  therefore, 
some  question  arising  in  respect  of  something  other  than  the  form.    It  is  not : — 

30  "  arising  in  respect  of  the  Deed,"  meaning  by  that  the  form  of  the  Deed ;  it 
must  be  a  question  arising  in  respect  of  the  dissolution  which  is  to  take  place^ 
and  the  assignment  which  is  to  be  executed  pursuant  to  the  dissolution  for  the 
purpose  of  carrying  out  the  dissolution.  That,  therefore,  as  it  seems  to  me, 
was  the  matter  referred  to  the  Arbitrator. 

35  Then  what  are  the  limits  of  that  ?  That  must  mean  any  other  question 
not  hereby  already  provided  for.  It  would  be  in  excess  of  the  Arbitrator's 
jurisdiction  to  alter  the  terms  of  the  Agreement.  His  decision  must  be  con- 
sistent with  the  terms  of  the  Agreement.  I  think  that  any  other  question,  not 
otherwise  provided  for  by  the  terms,  which  arises  in  respect  of  the  dissolution 

40  and  the  assignment  is  referred  to  him. 

The  particular  point  which  has  arisen  in  this — ^the  four  being  entitled  to  the 
licence,  the  one  has  to  assign  the  licence  to  the  three.  To  express  the  point  of 
the  covenant  which  is  called  in  question— ought  the  assignor  of  his  interest  in 
the  licence  to  be  left  in  a  condition  in  which  he  can,  as  against  his  purchasers, 

45  the  other  three,  dispute  the  validity  of  the  Patent  ?  Of  course  It  is  familiar  law 
that  a  licensee  who  takes  under  a  Patentee  cannot,  as  against  the  Patentee, 
dispute  the  validity  of  the  Patent.  That  is  not  the  question  here.  The  question 
is  whether,  when  there  are  four  people  interested  in  a  licence,  the  existence  of 
which  of  course  depends  on  the  validity  of  the  Patent,  the  vendor  can  as  against 

50  his  purchasers,  say — "  That  which  I  have  sold  you  is  worth  nothing,  because  I 
"  am  going  to  dispute  the  validity  of  the  Patent."  If  there  is  no  Patent  of  course 
there  is  no  licence.  I  think  not.  Chambers  v.  Crichley  (33  Beav.  374)  shows 
that  that  is  so.  It  is  consistent  with  common  sense,  and  I  think  common  sense 
is  generally  good  law. 

55  But  whether  that  be  so  or  not,  is  it  provided  anywhere  in  the  terms  how 
this  question  of  the  right  of  the  purchasers  to  be  protected  by  covenant  shall 
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be  disposed  of  ?  It  seems  to  me  that  they  are  silent.  The  tenns  are  that 
the  Plaintiff  is  to  sell  his  share,  and  by  paragraph  4  that  the  Plaintiff  is 
to  be  at  liberty  to  deal  in  caramel,  and  other  brewers*  requisites,  all  things 
which  have  hitherto  been  dealt  in  by  the  partnership  firm  of  Hay  A  Co.^  and 
to  be  at  liberty  not  only  to  do  business  with,  but  to  canvass  past  and  present  5 
customers  of  the  firm.  How  far  that  term — ^^  to  deal  in  **  is  to  go,  and  what  is 
the  true  meaning  of  it  is,  I  think,  a  matter  for  the  Arbitrator.  The  construction 
of  the  Agreement  I  think  must  be  for  the  Court ;  bdt  there  is  nothing  in  the 
terms  which  provides,  either  one  way  or  the  other,  how  the  purchaser  of  the 
licence  shall  be  protected,  as  against  the  vendor  of  a  share  in  the  licence,  by  a  10 
-covenant  not  to  dispute  the  validity  of  the  Patent,  which  is  the  particular  point. 
Was  that  referred  to  the  Arbitrator  ?  It  setans  to  me  it  was.  I  agree  that  it  is  a 
question  to  be  determined,  in  settling — not  the  form  of  the  Deed.  It  is  not  form. 
It  goes  to  contents,  no  doubt,  as  to  what  covenant  ought  to  be  in.  It  is  a  question 
arising  in  respect  of  the  assignment  of  the  licence,  and  that  was  referred  to  him  15 
to  determine. 

Under  these  circumstances  the   motion  fails,  and  I  must  dismiss  it  with 
•costs. 

Btic?cmaster^  K.C. — I  do  not  know  whether  the  Plaintiff  will  want  to  go 
further,  b^t  if  he,4oes  it  will  be  necessary  for  him  to  Obtain  your  Lordship's  20 
leave  ..to.  appeal,  and  I  ask  for  it  at  once  ? 

Buckley,  J.-^Yes,  I  give  leave. 


4        t.' 
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IhMop  PneumcUie  Tyre  Company,  Ld.y  and  Pneumatic  Tyre  Company,  Ld,  v. 

Ikufid  Moeeley  i  Sana,  Ld.,  and  India-rubber  and  Tyre  Repairing  Company, 

Same  v.  David  Moseley  A  Sons,  Ld. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Swinpbn-Eady. 

December  4th,  7th,  8th,  and   15th,   1903. 

DuNLOP  Pneumatic  Tyre  Company,  Ld.,  and  Pneumatic  Tyre  Company, 
5         Ld.  v.  David  Mosblby  &  Sons,  Ld.,  and  India-rubber  ^and  Tyre 
Repairing  Company. 

Same  v.  David  Mosblby  &  Sons,  Ld. 
(Consolidated  Actions). 

Patent. — Action  for  alleged  infringement. — Right  to  manufacture  and  sell 
10  one  element  (not  separately  claimed)  of  a  combination. — Alleged  intent  by 
several  persons  to  sell  separately  the  elements  for  the  purpose  of  infringement. — 
Action  dismissed. 

A  Company^  the  owners  of  two  Patents — (i)  (Bartlett), /or  ^^Improvements  in 
"  tyres  or  rims  for  cycles  and  other  vehicles,''  and  (2)  (Welch),  for  "  Improve^ 

15  "  ments  in  rubber  tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and 
"  other,  light  vehicles"  brought  two  actions  against  t?w  Defendants  for  infringe- 
ments The  Patents  were  for  combinations.  The  Complete  Specification  of 
Bartlett  claimed : — "  (i)  The  combination  of  a  grooved  rim  or  metal  tyre,  and 
**  an  arched  tyre  of  india-rubber  or  other  flexible  mcUerial  field  in  the  groove  by 

20  ^  ihe  pressure  of  an  inflated  tube  within  the  arch,  which  forces  its  edges  against 
**  the  sides  of  the  groove,  euibstantially  as  described.  {2)  Tyres  or  rims  for 
•*  cycles  and  other  vefiicles  consisting  of  the  parts  a,  b,  c,  combined  and  arranged 
'*  substantially  as  described  and  shewn  in  the  drawings.''  The  Complete 
Specification  o/ Welch  claimed  by  the  fourth  and  ninth  claims  respectively: — 

25  "  (4)  A  ruhber  or  elastic  tyre  Jiaving  the  form  of  a  saddle  or  arch  in  section. 
^  lined  with  canvas^  in  combination  with  two  unres  or  sufficiently  inelastic 
"  cores  far  securing  the  same  to  the  rims  or  tyres,  substantially  as  herein 
**  described.  (9)  A  rubber  or  ekistic  tyre  having  the  form  of  a  saddle  or  arch 
"  in  section^  provided  with  endless  unres  or  cores  fitted  or  vulcanised  within 

30  ^  Musft  side  for  the  purpose  of  securing  the  same  to  the  rims  in  combination  with 

^*  an  inflatable  inner  tyre  or  tube,  substantially  as  described  and  sheum  with 

"  reference  to  Figs.  16  and  18  of  the  drawings."     The  Ccfnpany  alUgcd  that  the 

Defindants  had  infringed  by  selling  tyres  or  parts  thereof,  and  phaded  at 

B 
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David  Moseley  A  Sons,  Ld.,  and  India-rubber  and  Tyre  Repairing  Company. 

Same  v.  David  Moseley  A  Sons,  Ld. 

the  Bar  and  sougJU  to  prove  that  the  Defendants  had  manufactured  and  sold 
the  outer  tyre  or  cover  (one  of  the  elements  of  the  combinations)  with  the  intent 
that  it  should  be  used  by  the  purchaser  {not  being  a  licensee  of  the  Company) 
for  the  purpose  of  making  07ie  or  other  of  the  combinations.  The  Defendants 
denied  infringemerU,  and  claimed  that  they  were  lawfully  entitled  to  sell  the  5 
coiner;  that  they  had  done  so  bona  fide  and  in  the  ordinary  course  oftradcy  and 
they  contended  that  intent  was  immaterial. 

Held,  that  (the  Patents  having  previously  been  field  to  be  for  combinations) 
as  the  cover    was  not  new  and  was  not  separately  claimed,  the  Defendants 
respectively  were  lawfully  entitled  to  make  and  sell  or  sell  the  cover ;   that  10 
consequently  intent  was  immaterial;  and,  further,  that  the  Defendants  had 
not  infringed. 

These  were  consolidated  actions  by  the  Dunlop  Pneumatic  Tyre  Company, 
Ld.,  and  the  Pneumatic  Tyre  Company,  Ld.,  commenced  on  the  29th  of 
Janaary,  1903,  to  restrain  the  infringement  of  Letters  Patent  (No.  16,783  of  15 
1890)  granted  to  William  Erskine  BarUett,  and  Letters  Patent  (No.  14,563  of 
1890)  granted  to  Charles  Kingston  Welch. 

The  Complete  Specification  of  BarUett  is  set  ont  at  page  245  of  15  R.P.C.,  and 
that  of  Welch  at  page  533  of  16  R.P.C.  The  claims  so  far  as  at  present  material 
are  set  out  in  the  head  note  above.  20 

By  their  Statement  of  Claim  the  Plaintiffs  stated  that — (1)  they  were  the 
proprietors  of  the  Patents  sued  npon ;  (2)  that  Welches  Patent  was  good  and 
valid,  and  had  been  so  certified  by  Kekewich,  J.,  ia  an  action  of  the  PneumxUic 
Tyre  Company  v.  Casswell ;  also  that  the  Letters  Patent  of  Bartlett  had  been 
so  certified  by  Homer,  J.,  in  an  action  of  the  North  British  Rubber  Company,  25 
Ld.  V.  Mackintosh,  and  that  Welch  and  Bartlett  respectively  were  the  first  and 
true  inventors  of  the  inventions  described  in  the  Patents  respectively  ;  (3)  that 
the  Defendants  had  infringed  in  the  manner  by  the  Particulars  of  Breaches 
appearing.  They  claimed  an  injunction  to  restrain  infringement,  an  account 
of  profits  or  damages,  delivery  up  of  all  tyres  and  parts  of  tyres  made  in  30 
infringemeot  of  the  Patents,  and  costs  as  between  solicitor  and  client. 

The  Particulars  of  Breaches  stated  that — **  (1)  the  Defendants  had  infringed, 
''  and  by  advertisements,  circulars,  and  the  continuous  offer  for  sale  threatened 
*^  to  infringe,  the  Letters  Patent  by  making,  selling,  and  offeringfor  sale  pneumatic 
^^  tyres  and  parts  thereof  made  in  accordance  with  the  inventions  claimed  in  the  35 
'*  Letters  Patent.  (2)  The  Plaintiffs  complained  of  the  manufacture,  sale,  and 
^'  offer  for  sale  of  beaded-edge  and  other  tyres  by  the  Defendants,  Datkd  Moseley 
^'  A  Sons,  Ld. ;  also  of  the  sale  and  offer  for  sale  of  similar  beaded-edge  and 
"  other  tyres  by  the  Defendants,  the  India-rubber  and  Tyre  Repairing  Company, 
"  v/hich  tyres  had  been  manufactured  by  the  T>QiQn^ii\;s,  David  Moseley  A  Sons,  40 
"  Ld.,  and  supplied  by  them  to  the  India-rubber  Ac.  Company.  (3)  They 
*'  also  complained  of  the  manufacture  by  the  Defendants,  the  India-rubber  Ac. 
<*  Company  of  tyres  infringing  both  the  Letters  Patent,  and  which  were  in  the 
"  said  Defendants'  price-list  described  as  *  re-lined,'  but  which  were  in  fact 
*<  re-made  tyres.  They  also  complained  against  the  said  Defendants  of  the  sale  45 
"  of  infringing  tyres  described  in  the  wholesale  price-list  as  second-hand  covers 
^*  with  endless  wires,  all  of  which  covers  were  re-made  in  infringement  of  the 
"  Letters  Patent.  (4)  The  said  tyres  were  not  of  the  Plaintiffs'  manufacture, 
^*  and  were  made  in  accordance  with  the  inventions  claimed  in  all  the  claiming 
**  pl^us^s  of  the  Letters  Patent/'  50 
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Same  v.  David  Moseley  A  Sons,  Ld, 

By  their  Defence  Moseley  A  Sons,  Ld.,  stated  that — (1)  they  made  no  admia- 
slon  with  regard  to  any  of  the  allegations  in  paragraphs  1  and  2  of  the  Statement 
of  Claim  ;  (2)  they  denied  that  they  had  ever  infringed  or  threatened  to  infringe 
either  of  the  Letters  Patent ;  (3)  they  made  no  admission  with  regard  to  any  of 
5  the  allegations  in  paragraphs  1,  2,  and  3  of  the  Particulars  of  Breaches ;  and 
(4)  they  submitted  that  as  against  them  the  action  ought  to  be  dismissed. 

The  Defendants,  the  India-rubber  and  Tyre  Repairing  Company,  traversed 
the  allegations  contained  in  the  Statement  of  Claim. 
The  actions  came  on  for  trial  before  Mr.  Justice  Swinfbn-Eady. 

10  Moidton,  K.C.,  Terrell,  K.C.,  J.  C.  Graham,  and  A.  J.  Walter  (instructed 
by  J.  B.  and  F.  Purchase)  appeared  for  the  Plaintiffs  ;  Cripps,  K.C.,  Eve,  K.C., 
and  O.  Ijeigh  Clare  (instructed  by  RowcUffe^  Rawle  &  Co.,  agents  for  F.  A. 
Woodcock,  of  Manchester)  appeared  iov  David  Moseley  &  Sons,  Ld, ;  Macnaghten, 
K.C.,  and  Mark  Romer  (instructed  by  Emmett  A  Co.,  agents  for  A.  and  G.  W. 

15  Fox,  of  Manchester)  appeared  for  the  India-rubber  and  Tyre  Repairing 
Cofnpany. 

Terrell,  K.C.,  opened  the  Plaintiffs'  case. — The  Patents  are  for  combinations. 
Their  validity  is  not  now  in  issue.  The  question  is,  have  the  Defendants 
infringed  ?    The  point  of  law  is :  assuming  a  valid  Patent  for  a  combina- 

20  tion  of  parts,  A,  B,  and  C,  are  persons  entitled  to  sell  the  one  part,  A, 
another  part,  B,  and  a  third  part,  C,  to  the  same  purchaser,  not  being  a 
licensee  of  the  Patentee  or  of  his  assignees,  so  as  and  with  the  intent  that 
the  same  shall  be  used  to  make  a  combination  in  infringement  of  a  Patent  ? 
Welch,  in  Claims  4  and  9,  claims  a  combination  of  (a)  an  arched  india-rubber 

25  or  elastic  outer  tyre,  with  looped  edges  for  the  insertion  of  wires ;  (b)  the 
wires ;  and  (c)  the  rim  or  tyre  in  the  manner  described  and  illustrated ;  and 
Bartlett  claims  a  combination  of  (a)  an  outer  tyre  of  india-rubber  or  other 
elastic  material ;  (b)  a  metal  tyre  or  rim  ;  and  (c)  an  air-tight  tubular  chamber, 
in  the  manner  described  and  illustrated.     BartleWs  tyre  is  secured  in  the 

30  groove  by  the  pressure  of  an  inflated  inuer  tube,  and  Welch's  by  means  of  wires 
in  combination  with  an  inflated  inner  tube.  The  Defendants,  David  Moseley  A 
Sons,  make  and  sell  covers  of  both  kinds.  The  Defendants,  the  India  Rubber 
and  Tyre  Re/iairing  Company,  sell  rims,  wires,  inner  tubes,  and,  sometimes, 
Moseley's  covers.    The  covers  so  made  and  sold  are  of  no  use  except  for  (a)  the 

35  combination  claimed  by  the  4th  and  9th  Claims  of  Welch,  or  {b)  the  combination 
claimed  by  Bartlett.  They  are  made  and  sold  with  the  intent  that  they  should 
be  so  applied.  This  is  contrary  to  the  spirit  of  the  Patent  law.  The  grant  of 
the  Patent  states  that  the  Patentee  *' shall  have  and  enjoy  the  whole  profit 
^*  and  advantage  from  time  to  time  accruing  by  reason  of  the  said  invention." 

40  If  persons  are  to  be  allowed  to  sell  the  separate  elements  of  a  combination 
Patent  with  such  intent  the  grant  will  become  valueless.  If  three  people  so 
sell  to  the  same  purchaser,  or  sell  with  the  intention  that  they  shall  be  so  used, 
they  are  all  joint  tort-feasors  and  liable  for  the  infringement.  The  parta  of  the 
combination  are  not  all  old.  The  cover  and  rim  were  new  at  the  date  of  the  Patent. 

45  The  combination  is  the  only  thing  claimed  and  the  invention  is  the  combination. 
As  to  the  person  actually  infringing  intent  is  immaterial,  but  with  regard  to 
the  question  whether  a  person  is  a  joint  tort-feasor  it  is  material.  Proof  of 
intent  is  here  essential  to  the  Plaintiffs*  contention.  On  this  point  we  refer  to 
(A)  a  sale  since  the  writ  by  the  Manchester  Machinist  Company,  Ld.,  to  a  Mr. 

50  Webh  of  a  rim  and  an  inner  tube,  with  an  order  on  Messrs.  Moseley  A  Sons 
for  a  ^'beaded-edge  cover,"  to  be  paid  for  by  bearer;  (B)  correspondence 
between  the  secretary  of  the  N.A.C.T.  and  Messrs.  Moseley  A  Sons, 
the  former  inquiring— <;onsequent  upon  a  warning  advertisement  by  the 
North  British  Rubber  Company — concerning  the  beaded-edge  cover,  "  whether 

55  ^  there   is   any    liability    of   a    law    suit  fpr  infringement  by  our  method 

E  2 
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'*  of  selling  these  goods "  and  the  latter  responding  {inter  alia)  that 
the  House  of  Lords  had  held  that  Bartlett^s  Patent  was  for  a  combination 
of  three  elements,  viz.,  an  intumed  rim,  a  thickened-edge  cover,  and  separate 
air  tube,  and  that  the  Fields  tyre  with  an  intumed  rim  and  thickened-edge 
cover  did  not  infringe,  since  it  consisted  of  two  elements  only  ;  and  that  there  5 
was  no  Patent  they  were  aware  of  that  they  could  infringe  by  using  Moseley^s 
beaded-edge  cover  ;  (G)  a  purchase  from  the  India  Rvibber  and  Tyre  Repairing 
Company  of  a  Moseley  cover  with  wires  fitted  therein  ;  (D)  the  purchase  of  a 
Clydesdale  cover  made  for  the  Black  Pneumatic  Tyre  Company^  whose  price- 
list  contained  a  reference  to  Westwood  rims  "  for  wired  or  beaded  edges."  The  10 
Fleuss  was  a  tyre  which  required  no  inner  tube.  It  is  contended  by  the 
Plaintiffs  that  Moseley^s  cover  cannot  be  used  with  a  Fleuss  tyre.  Moseley  A 
Sons*  contention  in  their  letter  was  that,  inasmuch  as  they  were  selling  only  a 
cover  and  not  also  a  rim  and  inner  tube,  they  were  not  infringing.  The  West- 
wood  rim  referred  to  in  the  price-list  of  the  Black  Pneumatic  Tyre  Company  15 
is  the  subject-matter  of  a  Patent  for  rolling  only.  It  can  be  made  for  either 
wired  or  beaded  edges,  but  is  made  under  licence  from  the  Dunlop  Company. 
It  is  sold  as  a  separate  article,  and  is  only  one  of  the  elements  of  the  combina- 
tion. By  itself  it  is  not  an  infringement  of  BartletVs  Patent.  It  can  be  used 
with  various  tyres  quite  independently  of  Bartlett  or  Welch^  e.g.y  the  Fleuss.  20 
But  the  Moseley  beaded-edge  cover  in  combination  with  the  Westwood  rim  is 
an  infringement  of  the  Bartlett  combination. 

The  following  witnesses  were  called  in  support  of  the  Plaintiffs'  case  : — 
Dugald  Clerk,  F.  O.  Baisley,  James  Swinburne^  C.  V.  Boys,  E.  T.  Cheer, 
Charles  Sangster,  M.  S.  Foley,  F.  Webb,  W.  Truscott,  W.  M.  Hawnt,  and  25 
F.  B.  Bale. 

Cripps,  K.C.,  for  David  Moseley  A  Sons. — The  defence  is  a  legal  one.  If  all 
that  has  been  alleged  were  true  there  would  be  no  cause  of  action.  There  is  no 
proof  of  it  in  the  evidence  called.  The  right  in  relation  to  the  combination  is 
the  only  one  that  can  be  infringed,  and  the  principle  of  law  is  that  to  sustain  30 
an  action  the  claim  must  have  been  infringed.  What  the  Defendants  have  done 
they  have  done  in  perfect  bo7ia  fides  and  in  the  ordinary  course  of  trade.  It 
has  extended  over  a  long  period  of  years,  and  they  have  tiie  right  to  do  it.  A 
great  many  of  the  covers  sold  are  sent  abroad.  It  is  not  admitted  that  the  cover 
and  rim  were  new  at  the  date  of  the  Patents.  Even  with  the  intent  allied  35 
there  can  be  no  infringement ;  but  there  is  no  evidence  of  intent.  Intent  is 
really  immaterial.  There  is  no  obligation  in  law  upon  the  Defendants  to  follow 
the  covers  in  order  to  see  what  is  done  with  them.  If  persons  use  them  in 
infringement  of  the  combination,  the  right  of  the  Plaintiffs  is  against  such 
infringers.  The  Patents  are  for  combinations.  For  the  nature  of  the  combi-  40 
nation  see  Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  New  Lamb  Tyre  Company 
(19  R.P.O.  pages  384,  388),  for  the  Welch;  and  for  that  of  Bartlett,  Gormutly 
and  Jeffery  Manufacturing  Company  v.  North  British  Rubber  Company,  Ld. 
(15  R.P.C.  p.ige  245,  and  page  254,  lines  40  to  50).  The  element  of  the  inex- 
tensible  wire  was  an  essential  part  of  the  combination  claimed  by  Welch,  and  45 
the  cover,  inner  tube,  and  rim  made  the  combination  of  Bartlett,  the  principle 
being  the  keeping  the  cover  in  place  by  an  **  air-strut."  [Swinpbn-Eady,  J. — 
Supposing  the  cover  were  only  capable  of  being  used  as  part  of  the  patented 
combination  ?]  That  is  putting  the  case  too  high.  The  purchaser  so  using  it 
would  be  infringing,  but  in  law  the  person  selling  would  not  infringe.  Many  50 
of  the  covers  that  were  sold  were  no  doubt  used  for  the  combination,  many  by 
licensees,  and  many  for  repairs,  and  with  regard  to  the  last  there  may  be  a 
question  whether  the  person  "repairing"  is  setting  up  a  new  combination. 
But  the  manufacturer  is  not  to  hold  an  inquiry  into  the  Patent  law  as  regards 
every  cover  he  sells,  nor  is  he  to  inquire  whether  the  purchaser  is  purchasing  55 
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or  acting  under  the  terms  of  a  licence.  The  case  is  governed  by  authority,  and 
the  article  may  lawfully  be  mann&ctnred  and  sold.  The  earliest  case  on  intent 
is  McCormick  t.  Gray  (7  H.  &  K,  pages  25,  32,  38,  39)  :— "  If  a  man  may  do  a 
**  thing  he  may  do  it  with  whatever  intent " — ^per  Bramwell,  B.  Knowledge 
5  that  the  article  is  to  be  used  for  the  purpose  of  infringing  does  not  make  the 
vendor  an  infringer  of  the  combination  (see  judgment  of  Fry,  J.,  in  Sykes  v. 
Howarth,  L.R.  12  CD.  826,  and  also  Toumsend  v.  Haworth,  L.R.  12  CD. 
831n,  48  L.J.  Ch.  770n).  The  present  case  is  not  that  of  an  invitation  to 
infringe  as  in  Innes  v.  Short  and  Beale  (15  R.P.C,  449).  There  the  injunction 
10  granted  was  to  restrain  the  sale  of  powdered  zinc  by  the  Defendant  with  an 
invitation  to  his  purchasers  to  use  it  so  as  to  infringe  the  PlaintifEs'  Patent, 
and  Bigham,  J.,  distinguished  Townsend\.  Haworth.  [Swinpbn-Eadt,  J.— 
The  cases  referred  to  do  not  contain  illustrations  of  a  part  that  can  only  be  used 
with  the  combination.]  No ;  but  if  anyone  sold  the  article  knowing  that  it 
15  was  going  to  be  used  it  would  be  quite  as  strong  (see  Sykes  v.  Howarth^ 
uin  supra).  But  that  is  not  sufficient.  Anyone  may  make  the  cover 
irrespectively  of  the  Patent.  The  cover  might  have  been  manufactured 
twenty  years  before  the  Patent  for  the  combination.  In  that  case  could 
the  Plaintiffs  have  restrained  its  manufacture  ?  Dunlqp  Pneumatic  Tyre 
20  Company  v.  Neal  (16  R.P.C  247 ;  L.R.  1899  1  Ch.  807)  deals  with  the 
question  of  repairs. 

The  following  witnesses  were  called  for  the  Defendants  Messrs.  Moseley  : — 

O.  O.  Moseley,  and  W.  Beaunont. 

Eve,  K.G«^  summed  up  the  evidence. — The  file  put  in  shows  that  there  are 

25  licensees  of  the  Dunlop  Company  actually  manufacturing  the  tyre.     A  general 

injunction  therefore  could  not  be  granted.     Again,  a  large  portion  of  the  trade 

is  perfectly  legitimate,  i.e.,  the  export  trade. 

Macnaghten,  K.C,  for  the  India  Rubber  and  Tyre  Repairing  Company, — 

In  the  amended  Particulars  a  case  was  suggested  within  Dunlop  v.  Need  (ubi 

30  supra).    That  case  was  not  opened  and  no  evidence  was  tendered  upon  it.    The 

only  question  is  as  to  the  alleged  sale  i^y  the  Defendants  of  a  tyre-cover  and 

wires.-   Mr.  Markus,  the  manager  of  the  Company,  will  deny  it. 

John  Markus  then  gave  evidence. 

Macnaghten,  K.C — The  proceedings  against  the  India  Rubber  and  Tyre 
35  Repairing  Company  are  oppressive.    Whether  Moseley  &  Sons  are  entitled  to 
make  and  sell  the  covers  is  the  main  question. 

TerreHly  K.C,  in  reply. — ^Are  the  making  of  the  cover  and  the  putting  it  on 
the  market  acts  which  amount  to  infringement  ?    Infringement  may  be  divided 
here  into  two  heads — either  it  is  an  infringement  because  the  article  is  itself 
40  new  although  it  is  only  an  element  of  the  combination  or  the  manufacture  and 
rale  of  the  article  amount  to  an  act  constituting  part  of  the  infringement,  and 
the  person  so  acting  joins  with  the  purchaser  in  an  act  of  infringement.    The 
result  is  a  breach  of  a  franchise  and  therefore  a  tort.    They  are  joint  tort-feasors 
and  are  jointly  and  severally  liable.    There  is  no  difference  between  what  the 
45  Defendants  are  doing  and  what  was  done  in  the  Dunlop  Pneumatic  Tyre  Com- 
pony  V.  Neal  (ubi  supra).    The  Court  will  regard  the  substance  of  the  com- 
bination claimed.    It  is  none  the  less  infringement  where  the  substance  is  taken 
if  something  immaterial  is  omitted.    {Clark  v.  Adie,  L.R.  2  App.  Cas.  315).    If 
the  parts  are  separately  sold  so  as  to  enable  the  public  to  make  the  combination 
50  it  is  still  an  infringement  {United  Telephone  Company  v.  Dcde,  L.R.  25  CD. 
778).    The  present  case  cannot  be  distinguished  from  Innes  v.  Short  and  Beale 
(15  R.P.C  449).     The  relief  here  sought  is  to  restrain  the  infringement  of 
tiie  Patent  and  not  the  sale  of  the  covers.    The  Plaintiffs  do  not  object  to  the 
coven  being  made  for  licensees.    The  Defendants  are  inviting  purchasers  to  use 
55  the  article  so  as  to  infringe.    Invitation  may  be  as  well  by  act  as  by  writing. 
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Besides,  the  method  of  applying  the  covers  is  well  known,  and  instructions  are 
not  required  as  in  Innes  v.  Short,  [Swinpen-Eady,  J.— The  Defendant  in 
that  case  was  restrained  from  inviting  other  people  to  infringe.  He  himself 
was  not  infringing  the  Patent  by  selling  powdered  zinc.  What  injunction  do 
you  ask  ?]  The  difiBculty  is  merely  one  of  words.  In  substance  the  injunction  5 
should  be  that  they  are  not  to  sell  the  covers  in  such  a  way  that  they  can  only 
be  used  in  infringement  of  the  Patent.  They  are  inviting  purchasers  to  use  the 
cover  by  putting  on  the  market  an  article  that  cannot  be  used  for  any  purpose 
other  than  the  combination.  It  is  not  an  article  of  commerce  like  a  key  that 
may  be  used  for  many  purposes.  10 

Graham  (by  leave  of  the  Court). — The  covers  made  and  sold  by  Messrs. 
Moseley  are  an  infringement  of  the  Patent,  although  the  claims  in  the  Specifi- 
cation are  not  infringed.  The  decision  in  Clark  v.  Adie  is  consistent  with  the 
argument  that  a  subordinate  integer  of  a  combination,  although  not  claimed,  if 
new,  may  be  infringed.  The  decision  there  was  that  the  subordinate  integer  15 
was  old,  but  if  it  had  been  new  Lord  Cairns  would  have  decided  whether 
taking  it  was  taking  the  pith  and  marrow  of  the  invention. 

Swinpbn-Eady,  J. — In  this  action  the  Dunlop  Company  are  the  Plaintiffs  • 
and  Messrs.  Moseley  and  the  India-rubber  and  Tyre  Repairing  Company  are 
the  Defendants,  and  the  action  is  to  restrain  the  Defendants  respectively,  from  20 
infringing  two  Patents  held  by  the  Plaintiffs,  which  are  known  respectively  as 
the  Welch  and  the  Bartlett  Patents.    I  think  it  will  be  convenient  to  deal  with 
the  cases  of  the  Defendants  separately.    Generally  there  is  no  dispute  as  to  the 
facts  with  regard  to  what  the  Defendants,  Messrs.  Moseley^  are  doing.    They  are 
making  and  selling  what  is  known  as  the  cover,  that  is,  the  outer  detachable  25 
cover,  and  they  are  selling  it  with  a  lining  suitable  for  the  insertion  of  wires, 
so  that  the  cover,  as  sold  by  them,  is  adapted  for  use  in  the  manner  described 
in  Welch's  Specification,  but  not  necessarily  for  use  solely  in  that  manner. 
They  are  also  making  and  selling  a  cover  with  beaded  edges,  but  without 
pockets  for  wires,  which  cover  is  capable  of  being  used  in  the  manner  described  30 
in  Bartletfs  Specification,  the  beads  or  lugs  of  the  cover  engaging  in  the 
intumed  angle  of  the  rim.    Now  the  Defendants  have  been  doing  that  for  a 
considerable  period,  but  the  actual  period  is  not  material.    According  to  the 
evidence  of  Mr.  Moseley  with  regard  to  the  Bartlett  they  have  done  it  since 
the  year  1892,  and  with  regard  to  the  Welch  since  the  year  1894.    He  gave  those  35 
dates  in  re-examination.    There  was  some  doubt  as  to  whether  originally  he 
had  not  sold  the  rubber  portion  separately  from  the  canvas  portion.    I  think 
he  had,  but  at  a  later  date  he  sold  the  two  parts  effectually  joined  together. 
The  actual  length  of  time  during  which  these  sales  had  been  taking  place  is  not 
material.    It  appears  that  there  was  some  correspondence  between  the  parties,  40 
and  it  was  alleged  that  what  the  Defendants,  Messrs.  Moseley ^  were  doing  was, 
at  all  events,  with  the  knowledge  and  concurrence  of  the  Plaintiffs.    I  do  not 
think  it  is  necessary  to  consider  that  because  no  question  of  leave  or  licence  is 
set  up  ;   it  is  not  the  case  of  the  Defendants,   '*  Yes,  we  are  infringing  the 
"  Patent,  but  we  have  the  consent  of  the  Plaintiffs  to  do  what  we  are  doing."  45 
The  issue  which  I  have  to  try  is  a  very  short  and  simple  one— infringement 
or  no  infringement— are  the  Defendants  infringers  ?    It  appears  that  a  large 
proportion  of  the  trade  of  Messrs.  Moseley  is  an  export  trade,  that  is  to  say,  they 
make  and  sell  covers  intended  to  be  exported  from  this  country  as  covers. 
They  are  intended  to  be  sent  out  to  countries  abroad,  and  it  is  not  even  50 
suggested  that  the  selling  of  covers  only  for  export,  not  intended  to  be  used  in 
this  country  in  either  of  the  combinations  together  making  up  the  Welch  or 
the  Bartlett^  would  be  an  infringement.    The  Defendants  also  nutke  and  sell 
large  quantities  of  these  covers  to  persons,  some  of  whom  it  now  appears  are 
licensees  of  the  Plaintiff  Company.  55 
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Now  reference  has  been  made  to  the  files  of  the  Patent  OfiKce  relating  to  the 
Welch  and  the  Bartlett  Patents,  and  I  am  told  that  the  result  of  an  inspection 
of  the  file  is  that  there  are  something  like  12  licences  to  various  persons  and 
companies,  but  there  may  be  other  licences  beyond  those  appearing  on  the  file. 
5  At  all  events  there  are  a  considerable  number  of  persons,  companies  or  firms 
who  are  licensees  of  the  Plaintiffs  under  the  Welch  and  the  Bartlett  Patents, 
and  it  is  not  suggested  that  making  and  selling  the  covers  to  those  persons 
would  be  an  infringement  of  any  rights  of  the  Plaintiffs.  But  the  case  is 
much  pressed  with  regard  to  a  third  class,  that  is  the  covers  not  sold  for 

10  export,  not  sold  to  licensees,  but  which  are  yet  sold  in  considerable  numbers 
to  the  public,  and  H  is  said  that  those  can  only  be  used  in  one  or  other  of  the 
patented  combinations,  as  the  case  may  be,  and  that  the  sale  of  those  covers 
alone  is  an  infringement  of  the  Plaintiffs*  Patents. 

I  can  add  nothing  to  the  construction  of  these  two  Patents  which  have  been 

15  the  subject  probably  of  as  much  litigation  as  any  Patent  since  the  Statute  has 
been  in  operation.  With  regard  to  the  Welch  Patent,  the  construction  ulti- 
mately put  upon  it  appears  from  the  case  of  the  Dunlop  Pneumatic  Tyre  Company 
v.  New  Lamb  Tyre  Company,  reported  in  19  Patent  Cases,  page  384.  At  page  388, 
and  at  the  top  of  page  389,  the  judgments  of  Lord  Lindley,  Lord  Macnaghten, 

20  and  Lord  Davey  with  regard  to  this  Patent  are  quoted.  Lord  Lifidley  described 
Welches  Specification.  He  said  :  "  His  (i.e.  Welches)  objects  are  to  procure  rubber 
"  tyres  which  will  be  very  easy  running,  which  will  reduce  vibration,  and  which 

^  will  be  securely  fastened  to  the  metal  rims The  peculiarity  of 

'*  the  invention  consists  in  the  arrangement  of  rubber  and  wires  over  a  convex 

25  ^  surfoce,  the  rubber  tyre  being  stretched  over  its  convex  support  and  being 
"  kept  in  its  place  by  the  wires  in  the  edges  of  the  rubber  without  any  other 
^  support  or  fastening.  The  wires  themselves  grip  nothing,  but  they  make 
^  the  rubber  between  them,  and  everything  between  that  and  the  metal  rim, 
**  grip  that  rim  very  securely."     Then  Lord  Macnaghten  defined  the  invention 

30  as  *^  an  application  to  a  wheel  of  a  saddle-shaped  tyre  held  in  position  by  two 
"  inextensible  wires "  ;  and  then  Lord  Davey  said  :  "  The  pith  and  marrow 
^*  of  this  invention  I  take  to  be  this — the  use  of  one  arched  rubber  tyre  secured 
*•  on  the  rim  or  felloe  of  the  wheel  by  inextensible  rings  which  form  the  edge 
**  of  the  cover."    Now,  it  is  manifest,  from  those  descriptions  of  what  the  inven- 

35  tion  consists,  that  the  invention  is  an  invention  for  a  particular  combination.  Then 
the  Bartlett  Patent  was  dealt  with  by  Lord  Watson  in  the  case  of  Oormully  and 
Jeffery  v.  North  British  Rubhar  Company,  reported  in  15  Patent  Reports,  and  at 
page  254  Lord  Watson  said  :  "  The  leading,  and  in  this  question  the  only,  impor- 
^  tant  claim  made  by  the  Patentee  is  for  '  the  combination  of  a  grooved  rim  or 

40  "  *  metal  tyre  and  an  arched  tyre  of  india-rubber  or  other  flexible  material  held 
«< « in  the  groove  by  the  pressure  of  an  inflated  tube  within  the  area  which 
^  '  forces  its  edges  against  the  sides  of  the  groove  substantially  as  described.' 
^  That,  as  I  construe  it,  is  a  claim  for  the  method  shown  in  the  Specification,  or 
^  for  any  method  substantially  the  same,  of  so  connecting  the  ends  of  the  outer 

45  ^^  cover  with  the  metal  rim  that  the  ends  of  the  cover  are  firmly  held  or 
*^  detained,  and  that  part  of  it  which  comes  in  contact  with  the  ground  is  kept 
*^  in  its  proper  position  as  the  outer  part  of  the  tyre  of  the  wheel. 
**  And  on  a  fair  consideration  of  the  terms  of  the  Specification,  taken  as  a  whole, 
^  the  claim  so  made  appears  to  me  to  embody  the  pith  and  substance  of  the 

50  **  invention.  I  do  not  think  that  the  Patentee  claims  to  have  invented  the  use 
**  of  a  metal  rim,  an  outer  cover,  or  an  inner  pneumatic  tube  constructed  of  cloth 
«<  and  india-rubber,  either  singly  or  as  forming  in  combination  the  tyre  or  felloe 
'^  of  a  wheel  for  cycles  or  other  vehicles.  In  my  apprehension  what  he  does 
^  claim  as  a  novel  invention  is  the  mode  which  he  has  described  of  making 

55  **  such  an  attachment  between  the  ends  of  the  cover  and  the  edges  of  the  mettd 
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'*  rim  as  will  serve,  if  I  may  use  the  expressioa,  to  consolidate  these  three 
"  component  parts  of  the  tyre  whilst  the  wheel  is  in  motion,  by  retaining  both 
"  the  cover  and  the  inner  tube  in  their  right  positions."  That  is  the  constructiou 
of  the  Specifications  respectively,  which  is  binding  upon,  me,  and  which  shows 
that    both    are    Patents  for    particular  combinations.     Now,   it  was   settled  5 
certainly  by  the  decision  of  the  House  of  Lords  in  Clark  v.  Adie,  that  if  the  claim 
is  solely  for  a  combination,  there  is  no  infringement  unless  the  entire  combination 
is  taken,  and,  moreover,  that  in  order  to  protect  a  subordinate  part,  it  is  necessary 
to  claim  it  even  when  it  is  new  and  material,  and  that  a  subordinate  part  most 
be  new  and  useful  and  patentable  jp^r  se  in  order  to  be  protected.    It  appears  10 
that  rims  suitable  for  both  the  tyres  in  question  are,  and  have  for  Inany  years 
past  been,  openly  and  publicly  made  and  sold,  that  inner  tubes  have  been  made 
and  sold,  and  are  still ;  and  that  wires  suitable  for  use  in  Welch  tyres  form  an 
ordinary  article  of  commerce — wires  with  a  nut  containing  a  right  and  left 
handed  screw  suitable  for  fastening  together  the  ends  of  the  wire.    All  that  has  15 
been  done  for  many  years,  and  is  not  complained  of,  but  it  is  said  that  the 
Defendants,  Messrs.  Moseley,  infringe  by  selling  the  covers.    Now,  althou^ 
the  covers  probably  in  most  cases  would  form  part  of  either  a  Welch  or 
'Bartlett  combination — that  is  to  say,  although  most  covers  would  probably 
ultimately  be  used  in  one  or  other  of  those  methods,  I  am  of  opinion  that  those  20 
are  not  exhaustive  of  the  purposes  to  which  the  covers  may  be  put,  and  that 
they  would  be  useful  for  other  purposes  in  connection  with  other  tyres,  as  Mr. 
Beaumont  pointed  put.    But  as  a  matter  of  law  I  am  of  opinion  that  the 
Defendants  are  not  themselves  infringing  either  of  the  Patents  in  question. 
They  only  make  and  sell  the  outer  covers ;  they  may  also  make  inner  tubes ;  25 
but  no  reference  to  that  has  been  made.  They  are  rubber  manufacturei-s.  They 
do  not  sell  the  wires,  and  they  do  not  sell  the  rims— that  they  have  nothing  to  do 
with  ;  and  by  merely  making  and   selling    these  outer  covers  they  do  not 
infringe  either  of  the  Patents.    It  would  be  difficult,  indeed,  to  see  from  a 
practical  point  of  view,  if  that  were  not  so,  how  the  Defendants  could  carry  on  20 
their  business.    Selling  these  covers  for  export  is  a  lawful  trade.    Selling  these 
covers  to  persons  who  have  licences  from  the  Dunlop  Company  to  use  them 
is  a  lawful  trade,  and  to  say  that  the  ultimate  purpose  to  which  the  purchasers 
might    put  the  covers,  whether  having  obtained  them  for  export,  they  did 
export  them,  or  whether  they  afterwards  used  them  in  this  country  so  as  to  35 
put  upon  the  Defendants  the  burden  of  ascertaining  whether  the  persons  to 
whom  the  articles  were  sold  were  intending  lawfully  to  use  them,  would  be 
imposing  a  burden  upon  them  which,  in  my  opinion,  the  law  does  not  impose. 
The  Defendants  may  not,  of  course,  infringe  the  Patent,  but  the  mere  manu- 
facture and  sale  of  one  of  the  component  parts  of  the  entire  combination  is  not,  40 
in  my  opinion,  an  infringement ;  and  if  that  is  so  with  regard  to  the  Welch 
case  it  is  a  fortiori  with  regard  to  the  Bartlett. 

Mr.  Terrell  pressed  upon  me  the  case  of  the  United  Tel^hone  Company  v. 
Daie,  but  there  was  only  there  a  dictum  of  Mr.  Justice  Pearson  that  selling  aU  the 
component  parts — that  is  a  sale  of  all  the  component  parts  of  a  knife,  for  instance,  45 
that  any  schoolboy  could  put  together — might  be  an  infringement  of  the  Patent, 
and  he  asks  me  then  to  say  that  the  sale  of  any  component  part,  that  is  to  say 
one  part,  is  sufficient — that  the  Wekh  tyre  being  made,  say,  when  put  together 
of  a  combination  of  a  cover,  tube,  wire,  and  rim,  that  the  sale  of  one  of  those 
four  component  parts,  the  cover  only,  is  an  infringement  of  the  Patent  50 
Certainly  the  decision  in  the  case  of  the  United  Telephone  Company  v.  Dale  did 
not  decide  any  such  thing. 

Then  my  attention  was  called  to  the  case  before  Mr.  Justice  Bigham  of  Innes 
V.  Short  and  Beale.  There  there  was  a  zinc  powder  capable  of  being  uded  in 
connection  with  steam  boilers;  and  what  the  Defendant  was  doing,  and  whitt  55 
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he  was  restrained  from  doing,  was  not  the  sale  of  the  powder  bat  from  selling 
it  with  an  invitation  to  the  purchasers  to  infringe  ^e  Patent.  That  is  far 
removed  from  the  present  case.  Then  Mr.  Terrell  insisted  in  his  opening  that 
the  intent  with  which  the  Defendants  sold  these  covers  was  an  essential  part  of 
5  his  case,  and  that  his  case  was  that  they  could  only  be  used  for  a  purpose  which 
would  be  an  infringement  of  the  Patents,  and,  therefore,  that  the  Defendants 
must  be  presumed  to  have  the  intent  to  infringe. 

It  was  pointed  out  by  Baron  Bramwell  in  the  case  of  McCormick  v.  Oray 
(7  Hurlstone  and  Norman  25)  that  a  person  may  not  infringe  a  Patent ;  but 

10  he  says«  ''  I  am  satisfied  that  there  is  no  difference  between  making  a  thing 
•*  with  one  intent  and  another.  If  a  man  may  do  a  thing  he  may  do  it  with 
"  whatever  intent."  So  that  if  the  Defendants  may  lawfully  make  and  sell  this 
cover,  the  intent  with  which  they  may  make  and  sell  it  is  not  material.  There 
are  also  two  cases  in  which  a  question  has  arisen  as  to  whether  a  sale  of  one 

15  component  part  of  a  combination  is  an  infringement  of  the  entire  combination. 
In  12  Chancery  Division,  at  page  831,  there  is  an  extract  from  the  case  before 
the  late  Sir  Oeorge  Jessel  of  Towneend  v.  Haworth^  which  was  affirmed  by  the 
Court  of  Appeal.  After  drawing  attention  to  what  a  person  is  prohibited  from 
doing  by  the  terms  of  the  Patent  Sir  Oeorge  Jessel  said  :— ^*  He  is  prohibited 

20  **^  from  making,  using  or  vending  the  prohibited  articles,  and  that,  of  course, 
*^  includes  in  the  case  of  machinery  the  product,  if  I  may  say  so,  of  the  m^kchinery 
*^  which  is  the  subject  of  the  Patent  It  is  that  which  is  produced  by  the  Patent. 
**  But  has  anyone  ever  dreamt  before  this  case  that  that  extends  to  the  component 
**  articles  which  enter  into  the  Patent  ?    So  far  from  that  being  the  law,  it  has 

25  "  been  decided  that  in  cases  of  what  they  call  combination  Patents  it  is  only  the 
*'  combinations  claimed  that  may  not  be  used ;  the  other  elementary  combinations 
**  may  be  used.  No  doubt  there  has  been  a  good  deal  of  litigation  as  to  what 
*'  were  the  combination  claims,  that  is,  whether  in  claiming  the  entire  com- 
*'  bination  you  claim  the  subsidiary  combinations  or  not.    But  you  cannot  even 

30  **  complain  of  the  use  of  subsidiary  combinations  unless  they  are  within  the 
**  purview  of  your  claim."  His  observations  are  strengthened  by  a  passage 
which  occurred  a  little  earlier  where  he  said  that—"  No  Judge  has  ever  said 
"  that  the  vendor  of  an  ordinary  ingredient  does  a  wrong  if  the  purchaser 
'*  coming  to  him  says,  ^  I  want  your  compoand,  because  I  want  to  preserve  my 

35  "  cloth  from  mildew,  I  wish  to  try  the  question  with  the  Patentee,'  No  one 
"  would  doubt  that  that  sale  would  be  perfectly  legal."  The  learned  Judge 
there  was  dealing  Mrith  an  article  the  sale  of  which  might  be  innocent,  which 
might  be  used  for  lawful  purposes,  yet  if  the  purchaser  came  and  said — "  I  am 
"  buying  the  article  for  the  particular  purpose  of  using  it  to  try  the  question  of 

40  **  the  validity  of  the  Patent,  or  for  using  it  for  the  purpose  covered  by  a  Patent " 
— that  even  then  the  sale  would  be  legal.  Mr,  Justice  Fry  took  the  same  vieyr 
iocSykes  v  Howarth.  He  said,  "  I  entirely  agree,  if  I  may  say  so,  that  selling 
"  articles  to  persons  to  be  used  for  the  purpose  of  infringing  a  Patent  is  not 
"  an  infringement  of  the  Patent." 

45  Now,  the  only  other,  case  which  was  referred  to  was  the  case  before  Mr. 
Justice  North  of  the  Dunlop  Company  v.  NeaL  There  the  point  of  the 
decision  was  that  the  person  there  had  made  and  sold  that  which  was  really  a 
new  tyre,  that  is  to  say,  it  was  the  particular  combination  which  was  protected 
by  the  Patent.    Mr.  ChnJuim  pressed  upon  me  Clark  v,  Adie^  but  i  am  satisfied 

50  that  when  Lord  Cairns  was  considering  the  details  of  what  he  had  previously 
referred  to  as  the  '*  subordinate  integer  "  he  was  only  doing  so  for  the  parpose  of 
the  case  and  not  in  the  least  departing  from  the  principle  of  law  which  he  had 
previously  laid  down  which  appears  at  page  321  where  the  subordinate  integer 
is  alleged  to  be  infringed  and  protection  for  it  is  claimed.    He  said,  ^Hhe 

55  **  invention  must  be  described  in  that  way — it  must  be  made  plain  to  ordinary 
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"  apprehenBion  upon  the  ordinary  rales  of  constraction  that  the  Patentee 
**  has  had  in  his  mind,  and  has  intended  to  claim,  protection  for  those 
**  subordinate  integers ;  and,  moreover,  he  is,  as  was  said  by  the  Lords 
"  Justices,  at  the  peril  of  justifying  those  subordinate  integers  as  them- 
**  selves  matters  which  ought  properly  to  form  the  subject  of  a  Patent  of  5 
"  invention." 

The  result  is  that,  as  regards  the  Defendants,  Messrs.  Moseley,  they  are  not 
infringing  either  Patent,  and  they  are  doing  nothing  of  which  the  Plaintiffs  can 
complain. 

Now,  the  case  of  the  India-rubber  afid  Tyre  Bepairing  Company  is  a  10 
different  one,  and  there  is  some  conflict  of  fact.    With  regard  to  that  I  am  of 
opinion  that  the  Plaintiffs  have  not  made  out  the  case  that  they  alleged,  and  I 
accept  Mr.  Markus^s  version  of  what  took  place.    I  do  not  believe  that  the 
wires  and  tyres  were  sold  together,  or  on  the  same  day,  and  I  certainly  do  not 
consider  the  exhibit  that  was  identified  by  Professor  Boys,  as  proved — ^that  is  to  15 
say,  as  having  been  proved  to  my  satisfaction,  that  that  was  sold  by  the  India- 
rubber  Company,    I  did  not  receive  from  the  Plaintiffs'  witness  a  full  account 
of  what  had  taken  place  until  he  had  been  cross-examined,  and  with  regard  to 
the  two  words  written  on  this  invoice  with  regard  to  the  wires,  "  two  pairs," 
written  and  scratched  out,  I  accept  the    Defendants*    version.     The    only  20 
difference  between  the  case  of  Messrs.  Moseley  and  the  case  of  the  India-rubber 
and  Tyre  Bepairing  Company  is  that  the  India-rubber  and  Tyre  Bepairing 
Company  are  not  manufecturers  ;  they  sell  only,  and  they  are  alleged  to  have 
sold  on  one  occasion  wires  with  tyres  and  on  another  occasion  wires  actually 
inside  the  tyres.    I  do  not  consider  either  of  those  sales  proved,  and  I  believe  25 
with  regard  to  the  two  pairs  of  wires  that  were  sold,  that  those  were  sold  on 
the  first  occasion  and  separately  from  the  tyre  covers.    It  was  not  a  sale  to  a 
stranger,  in  the  sense  that  it  was  a  sale  which  was  the  subject  of  a  visit  by 
officials  from  the  Dunlqp  Company,  and  I  do  not  attach  the  importance  to  the 
incidents  which  they  have  spoken  of  which  I  otherwise  should,  when  I  find  it  30 
is  coupled  with  an  allegation  that  they  are  for  a  friend  in  Ireland,  and  some 
bogus  telegram  being  produced  to  carry  out  that  sale.    It  may  be  that  in  order 
to  detect  infringers  the  Plaintiff  Company  have  to  resort  to  various  expedients, 
but  when  they  do  so  the  evidence  requires  to  be  very  carefully  scrutinised,  and 
it  will  be  sufficient  for  me  to  say  that  in  the  present  case  the  Plaintiffs  have  35 
not  proved  to  my  satisfaction  either  of  the  two  incidents  on  which  they  rely, 
and  I  entirely  accept  the  Defendants'  version,  or,  rather,  that  of  Mr.  Markus, 
who  seems  to  have  been  managing  and  carrying  on  the  india-rubber  business  in 
the  name  of  his  wife. 

Perhaps  before  parting  with  the  case  I  ought  to  add  this : — The  Plaintiffs  40 
alleged  that  the  cover  was  a  new  thing  in  itself  which  was  claimed  as  a  part  of 
the  combination  and  separate  property.  I  am  of  opinion  that  it  is  not,  and  the 
difficulty  in  which  the  Plaintiffs  are  placed  became  more  manifest  when 
I  pressed  counsel  as  to  the  form  of  the  injunction  which  he  really  wished 
to  obtain.  He  suggested  an  injunction  to  restrain  the  Defendants  from  45 
selling  covers  in  such  form — that  is  to  say,  so  constructed — that  they  might  only 
be  used  by  purchasers  for  infringing  the  Patents.  But  what  about  the  sale  for 
export  ?  So,  again,  with  regard  to  the  sale  to  persons  who  might  lawfully  use 
them  as  having  the  Dunlqp  Company^s  licence.  Counsel  recognised  that  there 
would  be  a  difficulty  in  taking  an  injunction  in  that  general  form  having  50 
regard  to  those  persons,  and  ultimately  I  was  not  able  to  obtain  any  further 
assistance.  I  think  the  short  answer  to  it  is  that  any  injunction  granted 
would  restrain  the  lawful  sale  of  articles  which  may  lawfully  be  made  and 
sold,  and  that  what  the  Defendants,  Messrs.  Moseley,  are  doing  is  not  infringe- 
ment;  and  that  the    Defendants,  the  India-rubber  and    Tyre    Bepairing  55 
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Company y  have  not  in  any  way  infringed.    The  result  must  be  that  the  action 
fails,  and  must  be  dismissed  with  costs. 

On  the  15th  December  Walter  stated  that  the  Plaintiffs  were  appealing,  and 
that  the  solicitors  for  the  India-rubber  and  Tyre  Repairing  Company  had  been 
5  asked  to  give  the  nsnal  undertaking  as  to  repayment  of  costs  in  the  event  of 
the  Appeal  succeeding.  They  said  they  could  not  do  so,  but  they  would  raise 
no  objection,  if  an  Order  were  made,  that  the  costs  should  be  paid  into  Court 
pending  the  appeal. 

Swinfbn-Eady,  J, — ^When  the  taxation  of  the  costs  has  been  completed,  if 
10  the  costs  are  in  jeopardy  the  Plaintiffs  must  take  the  ordinary  course,  but  I  will 
not  give  any  direction  at  present.  I  have  no  evidence  before  me  which  justifies 
me  in  making  any  Order. 


In  the  Court  op  Session  in  Scotland. 

Outer  House. 

15  Before  Lord  Kyllachy  (Lord  Ordinary). 

January  22nd,  February  3rd  and  5th,  March  4th,  May  28th,  October  3rd,  and 
November  10th  and  2lBt,  1903. 

WooLLBY  &  Son  v.  Morrison. 

Trade  name,— Name  embossed  on  bottles.— Alleged  passing  off  and  deceit, — 
20  Actum  to  restrain. — Interdict  refused. 

W.  A  8.  and  also  M.  were  beer  bottlers  and  possessed  bottles  on  which^  as  in  the 
case  of  other  Edinburgh  bottlers^  their  respective  names  were  embossed^and  in 
which  they  bottled  beer  or  aerated  waters  which  they  did  not  brew  or  make. 
Prior  to  tlie  institution  of  a  ^^  Bottlers'  ExcTiange'^  in  March  1902  (which 
25  **  Exchange^''  however^  did  not  comprise  all  the  members  of  the  trade\  the  practice 
of  the  trade  justified  the  retention  by  individual  bottlers  of  other  bottlers'  bottles^ 
returned  in  exchange  for  their  own^  and  filling  them  and  sending  them  out 
again  as  if  they  were  their  own.  After  March  1902  each  bottler  was  supposed 
to  get  back  and  fill  only  his  own  bottles^  and  ifidividual  bottlers  tried  to  prevent 
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Woolley  Jh  San  v.  Morrison. 

their  rivals  filling  bottles  embossed  with  any  but  their  own  names.  In  December 
1902  W.  A  S.  found  in  a  grocer*s  shop  seventeen  of  their  bottles  marked  with  their 
name^  bearing  also  the  name  of  the  brewer  but  not  of  the  name  of  any  botUer^ 
although  they  had  been  filled  by  M.  W.  A  S.  thereupon  sought  to  interdict  M. 
from  filling  their  bottles  and  sending  them  on  the  murket^  on  the  ground  that  5 
by  doing  so  M.  represented  that  the  beer  so  bottled  and  sold  by  him  was  beer  of 
W.  A  S:s  bottling. 

Held,  by  the  LORD  Ordinary,  that  W.  A  S.  had  failed  to  prove  thai  the 
Respondent's  use  of  their  bottles  deceived  the  trade  or  tJie  public^  or  was  in  the 
circutnstances fitted  to  deceive  the  trade  or  the  public.    Interdict  was  refused  10 
with  expenses. 

This  was  an  action  of  suspension  and  interdict,  the  Note  being  presented  to 
the  Court  on  the  22nd  of  January  1903.  The  Oomplainers  were  Charles  Woolley 
A  Son,  beer  bottlers  and  aerated  water  manufacturers,  49  Elm  Row,  Edinburgh. 
The  Respondent  was  William  Morrison,  wholesale  bottler,  2  King's  Road,  15 
Portobello.  Both  dealt  (winter  alia)  in  beer,  ales,  and  stout,  which  they 
obtained  from  the  brewers  in  bulk  in  barrels  or  otherwise  and  drew  off  from 
the  barrels  into  bottles,  which  they  sold  to  their  customers  and  the  public 
generally.  Along  with  the  beer,  ale,  or  stout  the  brewers  sent  adhesive  labels 
printed  with  the  brewer's  name,  which  were  gummed  on  to  the  bottles  before  20 
they  were  sent  out.  These  printed  labels  sometimes  had  the  bottler's  name  on 
them  as  well  as  the  brewer's ;  sometimes  they  bore  the  brewer's  name  only. 
The  Complainers  also  manufactured  mineral  waters,  but  they  did  not  manufac- 
ture beer,  ale,  or  stout,  or  any  other  liquor  in  which  the  Respondent  traded. 
The  Respondent  did  not  manufacture  or  bottle  mineral  waters.  The  Com-  25 
plainers,  for  the  purposes  of  their  business,  owned  a  large  number  of  bottles 
upon  which  their  name  was  marked.  The  name  was,  in  most  instances,  moulded 
on  to  the  bottle  in  the  process  of  manufacture,  but  in  many  cases  it  had  been 
engraved,  sand-blasted,  or  otherwise  put  upon  the  bottles  by  a  subsequent 
process.  30 

There  was  a  contract  between  wholesale  bottlers  in  Edinburgh  and  district, 
whereby  they  formed  themselves  into  an  association  called  the  Edinburgh  and 
District  Aerated  Water  Manufacturers  Defence  Association,  Ld.  The  members 
of  the  said  association  were,  by  the  terms  of  their  said  contract,  permitted  to 
lift  each  other's  beer,  ale,  stout,  and  aerated  water  bottles,  from  which  they  35 
selected  those  branded  or  marked  with  their  own  name.  They  then  sent  those 
which  did  not  belong  to  them  to  the  bottle  exchange  or  clearing-house  of  their 
said  association,  in  order  that  those  might  then  be  sent  to  their  respective 
owners.  The  contract  was  based  on  the  expectation  that  each  bottler  would 
receive  back  the  whole  of  his  own  bottles  through  the  medium  of  the  bottle  40 
exchange.  The  Respondent  was  not  a  member  of  the  bottle  exchange,  and  had 
never  received  authority  to  lift  or  use  the  Complainers'  named  bottles. 

The  Complainers  averred  that  '*  The  Respondent  has  in  the  past  been  using 
''  for  beer,  ales,  stout,  or  aerated  waters  of  his  own  bottling  or  manufacture 
'^  bottles  bearing  the  Complainers'  name,  and  the  Respondent  may  continue  the  45 
*'  practice  to  the  detriment  of  the  Complainers'  business.  The  Complainers 
**  object  to  their  name  being  used  as  if  they  were  the  bottlers  or  manufacturers 
^^  in  sales  of  beer,  ales,  stout,  or  aerated  waters  which  are  not  bottled 
**  by  them."  They  said  that  they  had  expended  great  industry,  care,  skill,  and 
capital  in  the  development  and  extension  of  their  trade  as  bottlers,  which  50 
could  not  be  maintained  unless  their  trade  name  moulded  on  their  bottles 
was   protected.     Their   reputation    depended    on    the   bottles  bearing  their 
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name  being  really  filled  by  them.  In  particular  they  averred  that  the  Respon- 
dent had  sold  beer  bottled  by  him  in  bottles  moulded  with  the  name  of  the 
Complainers  to  James  Smithy  grocer,  160  Morrison  Street,  Edinburgh,  on 
the  6th  and  12th  of  December  1902.  They  asked  that  the  Respondent  should 
5  be  interdicted  from  '*  selling  or  exposing  for  sale,  or  from  having  in  his 
*^  possession  for  sale  or  for  any  purpose  of  trade,  beer,  ales,  stout,  or  aerated 
"  waters,  or  any  other  alcoholic  or  non-alcoholic  drinks,  not  bottled  or  manu- 
*'  factured  by  the  Complainers,  contained  in  bottles  which  bear  the  name  of  the 
^*  Complainers  either  impressed,  embossed,  engraved,  sand-blasted,  moulded,  or 

10  '*  otherwise  marked  thereon,  or  which  have  the  Complainers'  said  name  in  any 
"  way  exhibited  thereon,"    They  also  asked  for  interim  interdict. 

The  Respondent  in  his  Answers  explained  that  when  he  sent  out  his 
bottled  beer  a  charge  was  made  for  the  bottles,  a  rebate  being  given  for 
their  value    if    and  when    they  were    returned.    "  This    is    the    invariable 

15  "  rule  in  the  wholesale  trade,  and  it  is  the  rule  followed  by  the  Com- 
'^  plainers.  In  the  course  of  business  it  occasionally  happens  that  certain 
^*  of  the  bottles  returned  to  the  Respondent  are  not  plain  bottles,  but 
^  bottles  marked  with  th'e  names  of  other  wholesale  traders  who  use  bottles 
**  stamped  with  their  name.    It  is  admitted  that  the  Respondent  may  have  sold 

20  '^  to  retail  traders  beer  or  stout  bottled  by  his  servants  in  a  bottle  or  bottles  so 
*'*'  marked,  and  that  some  of  such  bottles  may  have  been  marked  with  the  name 
^'  of  the  Complainers.  Such  cases  are,  however,  accidental  and  exceptional. 
"  The  name  of  the  manufacturer  of  the  beer,  which  is  stated  on  the  label,  is  the 
*'  only  matter  of  the  slightest  importance  to,  or  which  is  in  any  way  regarded 

25  "  by,  members  of  the  public  in  purchasing  same.  The  name,  moulded  or  other- 
^*  wise,  placed  upon  the  bottle  is  not  understood  by  the  public  as  in  any  way 
"  referring  to  the  bottler  of  the  contents,  and  the  public  are  in  this  respect  in 
"  no  way  misled  or  deceived."  The  Respondent  said  that  "  had  any  complaint 
*'  been  made  to  him  by  the  Complainers  with  regard  to  their  marked  bottles,  or 

30  ^*  had  he  been  asked  not  to  use  their  marked  bottles,  he  would  have  been  quite 
**  willing,  and  he  hereby  expresses  his  willingness,  to  take  every  reasonable 
^  precaution  against  receiving  into  his  premises  any  bottles  marked  with  the 
^  Complainers'  name,  or  selling  beer  or  other  liquors  in  bottles  thus  marked." 
There  was  no  averment  on  the  part  of  the  Complainers  that  any  warning  had 

35  been  given  to  the  Respondent  except  that  the  Bidinhurgh  and  District  Aerated 
Water  Manufacturers  Defence  Association^  the  "  Bottle  Exchange  "  to  which 
the  Complainers  belong,  had  advertised  repeatedly  in  the  '^  Scotsman  "  news- 
paper that  its  members  objected  to  the  illegal  use  of  their  trade  names.  The 
first  of  these  advertisements  was  inserted  the  1st  of  March  1902. 

40  On  the  5th  of  February  1903  Lord  Pearson^  Lord  Ordinary  on  the  Bills, 
having  heard  Counsel  upon  the  Note  and  Answers,  passed  the  Note  from  the 
Bill  C^mt>er  to  the  Court  of  Session,  but  refused  interim  interdict. 

The  Record  was  closed  on  the  4th  of  March  1903,  and  the  case  was  sent  to 
the  Procedure  Roll.    On  the  29th  of  May  1903  Counsel  were  heard  on  the 

45  relevancy  of  the  action. 

C.  D.  Murray  and  J.  ff.  Henderson  (instructed  by  Kelly^  Paterson  A  Co,^ 
S.S.G.). — ^The  case  as  laid  is  irrelevant.  The  alleged  conduct  of  the  Respondent, 
if  actionable  at  all,  should  have  been  proceeded  against  under  the  Merchandise 
Marks  Act.    But  there  was  no  complaint  under  that  Statute,  and  the  action  must 

50  be  taken  as  one  at  common  law.  In  cases  of  trade  name  (as  distinguished  from 
Trade  Mark)  the  designation  used  must  be  such  as  to  deceive  the  public 
{MonigomeruY.  Thompson  ("Stone  Ale"  case),  8  R.P.C.  361;  L.R.  1891 
A.C.  217).  But  the  public  do  not  look  at  the  name  sand-blasted  or  moulded 
on  the  bottle,  and  there  is  no  averment  here  of  specific  cases  of  deception. 

55  This  case  is  just  similar  to  Welch  v.  Knott  (4  K.  &  J.  747),  where  an  injunction 
was  refused.  There  were  three  objections  to  relevancy ;  that  there  was  no 
averment  of  presumable  deception  of  the  public  ;  that  there  was  no  complaint 
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prior  to  proceedings  being  taken ;  and  that  there  was  no  reasonable  averment 
of  anticipated  future  injury  to  the  Complainers. 

McClure  and  A.  A,  Fraser  (instructed  by  George  Arnot  Eadie^  S.S.C.). — Intent 
to  defraud  purchasers  is  not  a  necessary  ingredient  in  the  offence  {WoodY. 
Burgessy  L.R.  24,  Q.B.D.  162).  It  is  enough  that  the  Respondent  has  used  the  5 
Complainers'  name  without  their  authority ;  they  need  notaver  that  the  Respon- 
dent has  deceived  the  public  thereby.  The  Respondent  may  sell  the  bottles  to 
a  person  who  knows  they  have  not  been  filled  by  the  Complainers,  but  there  is 
always  the  risk  that,  perhaps  after  having  changed  hands  several  times,  they 
may  ultimately  be  sold  to  the  deceit  of  the  public.  The  Respondent  may  not  10 
use  the  Complainers'  name,  though  innocent  of  fraud  (^Rose  v.  Loftue^  47  L.J. 
Ch.  576)  ;  Montgomery  v.  Thompson  (%ih%  supra)  is  distinguishable ;  there  there 
was  an  attempt  to  obtain  a  monopoly  of  a  place-name.  It  is  now  too  late  to  open 
up  the  matter  of  want  of  intimation.  That  should  have  been  done  in  the  Bill 
Chamber.  Besides  there  was  sufi&cient  intimation  by  advertisement  in  the  15 
"  Scotsman  "  on  the  1st  of  March  1902.  As  to  apprehension  of  future  injury, 
it  is  averred  that  the  Respondent  may  continue  the  practice  to  the  detriment  of 
the  Complainers'  business. 

Ultimately  Counsel  for  the  Complainers  adjusted  the  Record  so  as  to  meet 
the  Respondent's  objections.  The  amendments  are  shown  in  italics  in  the  20 
following  quotations  :— With  regard  to  the  deception  of  the  public  :  **  the  name  " 
upon  the  bottles,  '^  besides  assisting  the  owners  to  retrieve  their  property,  is  put 
*'  upon  the  bottles  as  a  trade  name  or  trade  description  to  inform  the  public 
^  (and  the  pxiblic  so  understood)  that  the  contents  are  beer,  ales  or  stout  bottled 
"  by  the  Complainers."  With  regard  to  intimation  :  "  The  said  Edinburgh  and  25 
"  District  Aerated  Water  Manufacturers^  Defence  Association^  Ld.^  and  the 
^'  members,  including  the  Complainers,  have  advertised  repeatedly  in  the 
^^  *  Scotsman '  newspaper  that  its  members  objected  to  the  illegal  use  of  their 
"  trade  names." 

After  these  amendments  had  been  made,  the  case  was  sent  to  Proof,  -which  }\0 
was  taken  on  the  3rd  of  October  and  10th  of  November  1903.     From  the  Proof 
it  appeared  that,  prior  to  the  institution  of  the  '*  Bottle  Exchange  "  in  March 
1902,  the  practice  was  for  bottlers  who  had  sent  out  full  bottles  to  receive  back 
an  equal  number  of  empty  ones  in  exchange,  without  regard  to  whether  these 
empties  were  plain  glass  bottles  or  were  stamped  with  their  own  name  or  with  35 
the  name  of  another  bottler.    They  would  then  fill  these  returned  empties  and 
send  them  out  again.     After  the  institution  of  the  ^'Exchange"  a  kind  of 
clearing  house  was  established  for  the  benefit  of  its  members,  to  which  all  the 
bottles  were  sent  to  be  sorted  out,  each  bottler  receiving  back  those  marked 
with  his  own  name.    Many  members  of  the  trade  were  not  members  of  the  40 
**  Exchange."     These  could  get  their  bottles  from  it  on  payment  of  a  small 
commission.     The  Complainers  themselves,  before    the    institution    of    the 
*'  Exchange,"  were  indifferent  what  bottles  were  returned  to  them,  but  after  it 
was  formed  they  endeavoured  with  its  aid  to  obtain  the  return  of,  and  to  get 
control  over,  all  their  own  bottles,  yet  they  still  accepted  plain-glass  bottles  in  45 
exchange  for  their  own.     Suspecting  that  their  bottles  were  being  used  by 
other  bottlers  they  sent  round  to  various  shops,  and  found  in  that  of  Janies 
Smithy  grocer,  lf>0  Morrison  Street,  Edinburgh,  three  bottles  stamped  with 
their  name,  but  filled  by  the  Respondent  and  delivered  by  his  servants  to  Smith 
on  the  6th  of  December  1902,  and  fourteen,  similarly  stamped,  filled  by  the  50 
Respondent  and  delivered  to  Smith  on  the  12th  of  December,  1902.     Ten  of 
these  bottles  were  marked  "  C.  Woolley  A  Son^  49  Elm  Row,  Edinburgh,"  and 
the  remaining  seven  "  C  Woolley  A  Son^  Edinburgh."  They  had  all  conspicuous 
adhesive  labels  giving  the  name  of  the  brewer  of  the  beer  they  contained  but 
no  bottler's  name.    On  the  bottles  being  produced  in  Court,  objection  was  taken  55 
to  their  production  on  the  ground  that  by  the  Act  of  Sederunt  of  the  31st  of 
May  1902  they  should  have  beea  lodged  pn  the  6tb  of  November,  four  days 
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before  the  proof,  bat  were  not  lodged  till  the  morning  of  the  7th  of  November. 
Lord  Kyllacht  gave  permission  for  their  production  on  payment  of  3Z.  is. 
expenses. 
McClure  and  A.  A.  Frciaer  for  the  Complainers. — There  is  here  a  mis- 
5  representation  to  the  public ;  the  trade  is  an  important  part  of  the  public  ;  it 
supplies  customers  to  the  Oomplainers ;  the  case  depends  on  the  question  of 
&ct  whether  there  is  misrepresentation  (Cowan  v.  Millar,  22  R.  833 ;  Lord 
KyUcbchy^a  opinion).  The  Complainers  may  be  injured  in  reputation  by 
persons  being  led  to  suppose  that  ale  was  bottled  by  them  which  was  really 

10  bottled  by  the  Rec^pondent.  Bottling  is  a  delicate  operation  requiring  skill. 
[Lord  Kyllaoht. — The  question  is  whether  the  name  embossed  on  the  bottle 
if  prima  facie  the  same  thing  as  or  is  proved  the  same  thing  as  the  bottler's 
name  on  the  label.  The  case  of  the  bottler's  name  being  on  the  label  would  be 
clear.    If  it  found  its  way  into  any  other  dealer's  hands  and  became  his 

15  property  he  would  be  bound  to  tear  the  label  oflE.  But  here  it  is  impossible  to 
sever  the  label.]  We  cite  Jenkinson  v.  Neilson  Brothers  (2  F  Justiciary  Cases 
13)  and  Haddow  v.  Neilson  Brothers  (2  F  Justiciary  Cases  19).  The  last  proved 
that  intent  to  defraud  is  not  necessary.  [Lord  Kyllachy.— That  was  a  statutory 
charge  under  the  Merchandise  Marks  Act.]  The  Merchandise  Marks  Act  simply 

20  declares  the  common  law.  It  is  useless  to  say  that  the  buyer  in  any  particidar 
case  is  not  deceived  provided  the  behaviour  of  the  Respondents  is  calculated  to 
deceive  {Rose  v.  Loftus  {ubi  supra)  and  Bayer  v.  Baird  ("  C.B.  Corset "  case) 
15  R.P.C.  615 ;  25  R.  1162). 

C.  D.  Murray  and  J.  H.  Henderson. — ^AU  law  relating  to  the  Merchandise 

25  Marks  Act  is  here  out  of  the  question  ;  there  is  no  complaint  under  the  Statute. 
Nor  has  any  question  of  invasion  of  proprietary  right  been  raised.  The  question 
is — Has  the  Respondent  made  a  representation  reasonably  calculated  to  be 
injurious  to  the  Complainers  ?  Prior  to  March  1902  people  filled  the  bottles 
indiscriminately.    Before  that  time  there  could  be  no  deception.    The  Com- 

30  plainers  were  barred  by  taking  in  bottles  not  marked  by  them  in  exchange 
for  their  own.  It  was  not  a  case  for  interdict,  as  the  Respondent  was  willing 
to  give  an  undertaking  not  to  use  the  Complainers'  bottles  in  the  future. 

Lord  Eyllaghy  made  avisandum  with  the  cause,  and  on  the  21st  of  November 
1903  gave  judgment  refusing  the  suspension. 

35  Lord  Eyllaghy. — ^The  question  in  this  case,  as  presented  at  the  discussion, 
is  not  a  question  as  to  unlawful  appropriation  of  the  Complainers'  pro])erty  or 
as  to  infringement  of  the  Complainers*  Trade  Mark.  The  facts,  as  they  have 
come  out,  may  suggest  such  questions.  But  they  are  not  raised  in  this  action, 
nor  does  the  proof  contain  materials  for  their  decision. 

40  The  Complainers'  case,  as  presented,  is  rested  on  a  different  ground,  viz.,  that 
the  Respondent,  being,  like  the  Complainers,  a  bottler  of  beer  and  ale,  he  (the 
Respondent)  has  bottled  and  put  into  the  market  beer  contained  in  bottles 
embossed  with  the  Complainers'  name,  and  has  thereby,  as  the  Complainers  say, 
represented  that  the  beer  so  bottled  and  sold  by  him  is  beer  of  the  Complainers' 

45  bottling.  It  is  said  that  he  (the  Respondent)  has  thus  deceived  or  attempted  to 
deceive  the  public,  and  has  done  so  to  the  Complainers'  prejudice. 

Now  it  may  be  conceded  that,  if  the  bottles  in  question  had  been  embossed 
not  merely  with  the  words  "  G.  Woolley  &  Go,''  but  with  the  words  **  Bottled 
"  by  G.  Woolley  A  Go''  there  would  have  been  strong  grounds  for  holding  that 

50  iloSsfnHmd  facie  involved  a  use  of  the  Complainers'  name,  which,  if  it  did  not 
in  foct  deceive,  was  at  least  fitted  to  deceive  the  trade  and  the  public.  Further, 
even  taking  the  words  as  they  stand,  it  is  probably  true  that  it  might  be  estab- 
lished by  evidence  that  they  bear,  or  have  come  to  bear,  the  secondary  sense 
which    the    Complainers    attach    to    them.      The    questions,    however,    are 

55  whether  they  necessarily  bear  that  meaning,  and,  if  not,  whether  there  is 
sufficient  evidence  that  they  ar^  4t^4  tg  convey  that  meaning  to  the  trade  and 
the  public. 
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-  Haying  considered  the  proof,  I  find  myself  obliged  to  answer  both  qnestiotis 
in  the  negative.  It  is  impossible,  I  think,  to  hold  that  necessarily,  or  4r6u 
prifndfaciey  the  sale  of  beer  in  bottles  embossed  with  the  Complainers*  name 
involved  a  representation  that  the  beer  waeM^ottled  by  the  Complainers  any  more 
than  it  involved  a  representation  that  the  beer  was  brewed  by  them,  or  that  the  5 
bottles  were  made  by  them.  Prima  facie,  embossment  of  the  name  would  seem 
only  to  indicate  that  the  Complainers  \^ere  owners  of  the  bottles.  And  the 
evidence,  if  we  are  to  appeal  to  the  eviden^^e,  goes  to  show  that,  in  point  of  fact, 
such  was  the  main  and  primary  object  of  the  embossment — the  object  in  view 
really  being  to  secure  the  property  of  ihe  bottles,  and  to  facilitate  their  recovery  10 
when  they  became  empty. 

It  therefore  requires  to  be  shown  affirmatively  that  the  understanding  of  the 
public,  or  at  all  events  the  understanding  of  the  trade  is,  and  in  December  1902 
was,  that  in  the  business  of  bottling  the  bottler  is  always  the  owner  of  the  bottles 
used  by  him,  and  that  such  a  thing  as,  for  instance,  the  hiring  of  bottles,  or  the  15 
more  or  less  promiscuous  exchange  of  bottles,  is  a  thing  unkno^^n.  All  this,  I 
say,  requires  to  be  proved.  And  that  being  so,  it  is  perhaps  enough  to  say  that 
the  Complainers'  proof  appears  to  me  to  be  insufficient.  The  evidence  which 
they  adduced  did  not,  I  must  say,  strike  me,  as,  at  the  best,  very  convincing. 
But  it  involved,  besides,  several  difficulties,  which  I  think  serious.  In  the  first  20 
place,  it  seems  clear  that,  prior  to  the  institution  of  the  '^  Bottle  Exchange^'  in 
Maroh  1902,  there  was  a  practically  promi^uous  usage  by  traders  of  the  bottles 
of  other  traders.  It  further,  I  think,  appears  that  from  that  date  to  the  date  of 
the  acts  complained  of,  less  than  a  year  had  elapsed,  a  period  I  think  hardly 
sufficient  for  any  contrary  usage  to  be  recognised  by  the  trade  and  the  public'  25 
And  then,  lastly,  I  cannot  overlook  that,  even  in  the  Complainers'  own  practice 
— ^their  practice  down  to  the  present  time — there  has  been  such  an  amount  of 
looseness  as  to  make  it  really  impossible  to  affirm  that  their  embossed  bottle 
once  put  into  the  market  may  not  quite  in  ordinary  course  pass  by  exchange 
into  the  possession  and  use,  if  not  the  ownclrship,  of  persons  like  the  Respondent,  30 
persons  taking  such  bottles  in  exchange  for  their  own  bottles,  and  proceeding  to 
use  them. 

'  On  the  whole,  therefore,  I  am  of  opinion  that  the  Complainers  have  failed  to 
prove  that  the   Respondent's  use  of  their  bottles  deceived  the  trade  or  the 
public,  or  was  in  the  circumstances  fitted  to  deceive  the  trade  or  the  public.  ;)5 : 
The  result  is  that  I  must  refuse  the  sudpension,  with  expenses. 
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In  thb  High  Court  of  Justiob.— Chancbry  Division. 

Be/ore  ^n.  Justice  Byrne. 

November  20th,  2l8t,  23rd,  24th,  25th,  26th,  27th,  and  December  14th,  1903. 

Burroughs,  Wellcome  &  Co.  v.  Thompson  and  Capper, 

5  In  the  Matter  of  the  Trade  Marks  Noe.  36,154,  36,155,  42,378,  42.379, 
225,812,  225,813,  225,814,  225,815,  225,816, 

and 

In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks 

Acts,  1883  to  1888. 

10  Trade  Mark. — Alleged  infringement.— Pacing  off.— Motion  to  expunge  Trade 
Mark  from  the  Register. — Motion  dismissed. — Fancy  word. — Patents,  Designs, 
and  Trade  Marks  Act,  1888,  section  64,  stibsection  1  (c). 

In  and  previously  to  the  month  of  March  1884  the  Plaintiff'' s  firm  B.  W.  Jk  Co. 
were  manufacturing  and  selling  compressed  drugs  in  a  solid  form  and  of  a 

15  lenticular  or  hi-convex  shape.  In  1884  B.  W.  Jk  Co.  registered  the  word 
**  Tabloid^*  in  Classes  3  and  42,  and  in  1886,  in  the  sam^  classes,  a  device 
consisting  of  a  frame  tmth  the  word  "  Tabloids  "  inside.  H.  S.  W.,  the  Plaintiff 
(who  uHis  the  surviving  partner  of  the  firm  of  B.  W.  &  Co.)  claimed  to  have 
invented  the  word  ".  Tabloid.'*^    The  acts  of  the  Defendants  complained  of  by  the 

20  Plaintiff  consisted  in  selling  goods  not  of  the  Plaintiff's  manufacture 
in  response  to  orders  and  prescriptions  for  drugs  under  the  designation  of 
"  Tabloids,'^  or  '<  Tabloids—B.  Jk  W.,"  or  "  Tabloids— Burroughs,  Wellcome 
"  A  Co.,^'  preceded  o^r  followed  by  the  name  of  the  particular  drugs  required. 
The  Plaintiff^ s  contention  was  that  "  Tabloid''  and  "  Tabloids"  were  fancy 

25  uHnrds  and  that  they  meant  exclusively  the  goods  of  B.  W.  A  Co.  The  Defendants 
denied  any  passing  off,  and  as  to  the  Trade  Marks  moved  to  expunge  them  from 
the  Begister.  They  submitted  that  "  Tabloid "  tvas  not  a  fancif  word;  that  its 
nominal  definition  was  ^Tablet"  and   its  real  definition  ^^ solid  compressed 

**  drugs  made  up  in  a  bi-convex  or  lenticular  form  ^^  ^/  small  size,"  and 

" F 
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that  it  was  so  particularly  used  by  B.  W,  A  Go.  in  1884  and  onwards  to 
denote  the  various  articles  so  sold;  and,- further,  that  it  had  not  acquired 
an  exclusive  meaning  as  denoting  the  goods  of  B.  W.  A  Go,,  hut,  on  the 
contrary,  had  acquired  a  meaning  connoting  any  compressed  medicine  made 
up  in  a  hi-convex  or  similar  shape,  and  denoted  as  well  the  goods  of  other  5 
manufacturers  as  tJiose  of  B.  W.  A  Co. ;  and  that  it  had  also  acquired  an 
extended  meaning  by  analogical  transfer — e.g.,  *'  tabloid  knowledge.'' 

Held,  that  "  Tabloid''  was  a  fancy  word  as  applied  to  the  goods  for  which  it 
was  registered,  and  that  the  Motion  to  rectify  failed  and  must  be  dismissed; 
and  that,  to  those  who  constituted  that  portion  of  the  public,  who  were  primarily  10 
concerned  in  the  matter,  the  words  ^'Tabloid"  and  ^'Tabloids"  meant  and 
denoted,  and  had  always  meant  and  denoted,  the  goods  of  B.  W.  A  Co. ;  thai 
the  Plaintiff  had  made  out  his  case  and  was  entitled  to  an  injunction  to 
restrain  the  Defendants  from  using  the  word  "  Tabloid"  or  "  Tabloids"  so  as 
to  pass  off"  goods  not  manufactured  by  the  Plaintiff  as  or  for  the  goods  of  the  15 
Plaintiff. 

A  Certificate  was  granted  under  section  77  (a)  of  the  Patents,  Ac.  Act,  1883, 
that  the  right  to  the  exclusive  use  of  the  Trade  Mark  came  in  question. 

Field  V.  Wagel  Syndicate  {17  R.P.C.  266)  followed. 

The  Plaintiff  H.  S.  Wellcome,  a  manufacturing  chemist,  the  surviving  partner  20 
of  the  firm  of  Burroughs,  Wellcoms  A  Co,,  on  the  17th  of  January  1903  com- 
menced this  action  against  the  Defendants  Thompson  and  Capper,  who  were 
chemists  carrying  on  business  at  Manchester  and  elsewhere.    He  daimed^l) 
an  injunction  to  restrain  the  Defendants,  their  servants  and  agents,  from  in  any 
manner  passing  off,  or  attempting  to  pass  of,  any  preparation  not  of  the  manu-  25 
facture  of  the  Plaintiff  as  or  for  a  preparation  of  the  Plaintiff ;  (2)  and  from 
selling  or  offering,  or  exposing  or  advertising  for  sale,  or  procuring  to  be  sold, 
any  such  preparation  as  aforesaid  under  the  name  of  "  Tabloid  "  or  '*  Tabloids," 
or  "Tabloid  B.  W.  &  Co."  or  ''Burroughs,  Wellcome  A  Co.'s  Tabloids,"  or 
under  any  other  name  which  by  reason  of  colourable  imitation  thereof  or  30 
otherwise  was  calculated  to  represent  or  lead  to  the  belief  that  such  preparation 
was  a  preparation  of  the  Plaintiff  ;  (3)  and  from  selling  or  supplying  any  such 
preparation  in  response  to  orders  for  "  Tabloid  "  products  or  a  preparation  of 
Burroughs,   Wellcome  A  Co.;    (4)  and  from  in  any  manner  infringing  the 
Plaintiff's  registered  Trade  Marks  Nos.  36,154,  36,155,  42,378,  42,379,  225,812,  35 
225,813,  225,814,  225,815,  and  225,816,  or  any  of  them;  (5)  an  Order  for  delivery 
up,  &c. ;  (6)  damages,  or  an  account  of  profits  ;  and  (7)  costs. 

By  his  Statement  of  Claim  the  Plaintiff  stated  that  his  was  an  old-established 
and  extensive  business,  and  that  (2)  in  the  year  1884,  or  prior  thereto,  he  was 
desirous  of  inventing  and  adopting  a  new  and  distinctive  Trade  Mark  and  trade  40 
designation  for  goods  of  his  which  should  effectively  distinguish  them  from 
the  goods  of  all  others  engaged  in  a  similar  business,  and  to  this  end  he  invented 
and  adopted  as  his  Trade  Mark  and  trade  name  the  word  ''  Tabloid,"  which  had 
never  existed  before  and  was  absolutely  new  and  unknown.  (3)  On  or  about 
the  14th  of  March  18Sl  he  applied  for  and  in  due  course  obtained,  in  the  name  45 
of  his  firm,  the  registration  as  of  that  date  of  the  word  *'  Tabloid  "  as  his  Trade 
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Mark  No.  36,154  in  Class  3  in  respect  of  chemical  substances  used  in  medicine 
and  pharmacy.  He  further  subsequently,  on  or  about  the  27th  of  January  1885, 
applied  for  and  in  due  course  obtained  similar  registration  aa  of  the  last  men- 
tioned date  of  the  word  ''  Tabloids  '*  in  a  frame  as  his  Trade  Mark  No.  42,378  in 
5  respect  of  the  same  goods  in  Class  3.  Both  the  registrations  had  been  duly 
renewed  and  were  standing  in  the  name  of  the  Plaintiflp.  (4)  On  or  about  the 
14th  of  March  1884  he  applied  for  and  in  due  course  obtained,  in  the  name  of 
the  firm,  the  registration  as  of  that  date  of  the  word  *'  Tabloid  "  as  his  Trade 
Mark  Nci.  36,155  in  Class  42  in  respect  of  preparations  of  food  for  human  use. 

10  He  further  subsequently,  on  or  about  the  27th  of  January  1885,  applied  for  and 
in  due  course  obtained  similar  registration  as  of  the  last  mentioned  date  of  the 
word  "  Tabloids  "  in  a  frame  as  his  Trade  Mark  No.  42,379  in  respect  of  the 
same  goods  in  Class  42.  Both  the  registrations  had  been  duly  renewed  and 
were  standing  in  his  name.     (5)  At  or  about  the  date  of  the  first  registration  he 

15  began  to  use,  and  had  ever  since  used,  the  word  "  Tabloid  "  as  his  distinctive 
Trade  Mark  in  respect  of  a  very  great  variety  of  goods  of  his  manufacture. 
Such  user  haid  been  on  an  enormous  scale  within  the  United  Kingdom,  and  had 
been  both  on  the  bottles  and  receptacles  in  which  the  goods  were  sold,  and  also 
in  numberless  advertisements  and  other  documents  circulated  among  the  trade, 

20  the  medical  profession,  and  the  public,  for  the  purpose  of  advertising  and 
popularising  his  goods.  In  addition  to  the  British  trade  the  mark  had  also 
been  used  most  extensively  in  connection  with  goods  exported  by  him  to  all 
parts  of  the  world.  (6)  By  reason  of  such  user  and  of  the  novelty  and  dis- 
tinctiveness of  the  Trade  Mark  and  trade  name,  and  of  the  very  great  expendi- 

25  ture  of  the  Plaintiff  in  advertising  and  making  it  known,  the  same  had  become 
and  was  very  familiar  to  the  trade  and  the  medical  profession  and  also  to  the 
public  as  indicating  exclusively  that  any  preparation  to  which  it  was  applied  or 
in  respect  of  which  it  was  used  was  a  preparation  of  the  Plaintiff's,  and  anyone 
who  ordered  or  asked  for  any  preparation  by  that  name  intended  and  expected 

30  to  receive  a  preparation  of  a  particular  make — f .«.,  the  Plaintiff's  make  and  no 
other.  (7)  The  Defendants  carried  on  business  as  chemists  in  Manchester  at 
two  shops,  No.  51,  Piccadilly,  and  No.  39,  Deansgate,  respectively,  and  were  in 
the  habit  of  supplying  preparations  not  being  the  Plaintiff's  preparations  in 
response  to  orders  for  "  Tabloids  "  or  "  Tabloid  "  preparations,  even  when  the 

35  name  Burroughs,  Wellcome  A  Go.  or  "  B.  W.  &  Co."  was  expressly  mentioned. 
Amongst  the  Particulars  given  were  the  following  : — (1)  a  verbal  order  for 
•*  Burroughs,  Wellcome  &  Go^s  Cascara  Sagrada  Tabloids  "  ;  (2)  a  written  order 
for  "  Tabloid  Potassi  Chlorate— B.  W.  &  Co." ;  and  (3)  a  written  order  for 
"  Cascara  Sagrada  Tabloids — B.  W.  &  Co.,"  and  nine  other  orders,  written  and 

40  veibal,  for  ** Tabloids"  of  various  kinds.  (8)  The  goods  supplied  in  response 
to  such  orders  were  in  no  single  instance  the  Plaintiff's  goods,  and  the  Defen- 
dants were  deliberately  and  knowingly  selling  other  preparations  in  place  of 
the  Plaintiff's  preparations  and  in  response  to  orders  for  the  Plaintiff's  prepara- 
tions, and  were  thereby  representing  that  they  were  in  fact  the  Plaintiff's 

45  preparationB,  and  were  by  so  doing  deceiving  the  public  and  injuring  the 
Plaintiff,  and  unless  they  were  restrained  by  the  Order  and  injunction  of  the 
Court  from  continuing  so  to  do  they  would  still  further  deceive  the  public  and 
injure  the  Plaintiff.  The  Plaintiff  claimed — (1)  An  injunction  to  restrain  the 
Defendants,  their  servants  and  agents,  from  in  any  manner  passing  off,  or 

50  attempting  to  pass  off,  any  preparation  not  of  the  manufacture  of  the  Plaintiff 
ae  or  for  a  preparation  of  the  Plaintiff ;  (2)  and  in  particular  from  selling  or 
offering  or  exposing  or  advertising  for  sale,  or  procuring  to  be  sold,  any 
mch  preparations  as  aforesaid  under  the  name  ** Tabloid"  or  *' Tabloids,"  or 

F  2 
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"  Tabloid— B.  W.  &  Co."  or  "  Burroughs,  WeUcoms  A  Co.— Tabloids,"  or  under 
any  other  name  which  by  reason  of  colourable  imitation  thereof  or  otherwise 
was  calculated  to  represent  or  lead  to  the  belief  that  such  preparation  was  the 
preparation  of  the  Plaintiff;  (3)  and  from  selling  or  supplying  any  such 
preparation  in  response  to  any  order  for  "  Tabloid  "  products  or  other  prepara-  5 
tions  of  Burroughs  and  Wellcome ;  (4)  and  from  in  any  manner  infringing  the 
Plaintiff's  registered  Trade  Marks  Nos.  36,154.  36,155,  42,378,  and  42,379,  or  any 
of  them ;  (5)  an  Order  for  delivery  up,  &c. ;  (6)  damages  or  an  account  of 
profits;  (7)  costs. 

By  their  Defence  the  Defendants  stated  that— (1)  the  word  "Tabloid"  ^^as  10 
not  a  new  word  or  an  invented  word,  but  was  merely  the  word  "Table"  with 
the  common  sufiBx  *'oid."    The  word  was  not  distinctive  of  the  Plaintiff's 
goods,  but  was  a  word  commonly  used  in  the  medical  and  pharmaceutical  pro- 
fessions and  in  ordinary  literature  to  indicate  shape  or  form  ;  (2)  they  admitted 
the  registrations  set  out  in  paragraphs  3  and  4  of  the  Statement  of  Claim.    Such  15 
registrations  were  improperly  made,  and  the  Defendants  were  moving  to  rectify 
the  Register  by  removing  such  marks  therefrom.    The  Defendants  had  not 
infringed  such  Trade  Marks  or  any  of  them  ;  (3)  they  admitted  that  the  Plaintiff 
had  largely  used  the  word  as  a  descriptive  word  upon  and  in  connection  with 
medical  preparations  put  up  in  tabloid  form.    Save  as  in  the  Defence  admitted  20 
the  Defendants  denied  that  the  said  word  had  been  used  by  the  Plaintiffs ; 

(4)  they  denied  all  the  matters  alleged  in  paragraph  6  of  the  Statement  of  Claim  ; 

(5)  save  as  to  the  sales  referred  to  in  paragraph  7  of  the  Statement  of  Claim  to 
W.  H.  Sykes,  to   W.  B,  Davies,  and  to  T,  Smith,  the  Defendants  had  no 
knowledge  of  the  sales  referred  to  in  such  paragraph,  but  as  they  claimed  the  25 
right  to  sell  medical  preparations  in  tabloid  form  under  their  ordinary  descrip- 
tion of  "  Tabloids,"  they  were  prepared  for  the  purposes  of  the  action  to  admit 
the  sales  referred  to  in  such  paragraph  other  than  the  sales  to  Sykes,  Davies^ 
and  Smith  ;  (6)  they  did  not  supply  to  Sykes^  Davies,  or  Smith  any  goods  not  of 
the  manufacture  of  the  Plaintiff  as  and  for  the  goods  of  the  Plaintiff.    As  to  30 
Sykes  and  Davies,  both  such  purchasers  were  in  terms  informed  by  the  Defen- 
dants' salesman  that  the  goods  supplied  to  them  were  not  the  goods  of  the 
Plaintiff  but  the  goods  of  the  Defendants.    As  to  Smith,  the  Order  was  not  in 
writing,  but  was  given  verbally,  and  no  mention  was  made  by  Smith  that  the 
goods  of  the  Plaintiff  were  required,  nor  was  any  written  order  given  for  such  35 
goods;  (7)  they  admitted  that  the  word  "Tabloid"  coupled  with  the  letters 

"  B.  W.  &  Co."  and  the  name  "  Burroughs,  Wellcome  A  Co.^^  meant  goods  of 
the  Plaintiff  and  no  others.  They  had  not  supplied,  and  were  not  in  the  habit 
of  supplying,  any  goods  other  than  the  goods  of  the  Plaintiff  under  orders  in 
which  the  word  **'  Tabloid  "  was  coupled  with  such  letters  or  name  ;  and  they  40 
were  and  always  had  been  ready  to  give  any  undertaking  not  to  sell  under 
orders  so  given  any  goods  other  than  those  of  the  Plaintiff.  No  notice  of  any 
such  claim,  or  any  notice  at  all,  had  been  given  to  the  Defendants  prior  to  the 
issue  of  the  writ  in  the  action ;  (8)  they  denied  each  and  every  of  the  facts 
alleged  in  paragraph  8  of  the  Statement  of  Claim ;  (9)  save  as  specifically  or  45 
impliedly  admitted  they  denied  each  and  every  of  the  allegations  in  the 
Statement  of  Claim  as  if  the  same  had  been  specifically  denied. 

The  Particulars  of  Objections  upon  which  the  Defendants  relied  in  support 
of  their  motion  to  rectify  the  Register  were  as  follows  : — "  (A)  As  to  all  the 
"  Trade  Marks — (a)  the  word  *  Tabloid '  is  not  an  invented  word ;  (Jb)  the  50 
."  word  *  Tabloid'  has  reference  to  the  character  and  quality  of  the  goods  to 
"  which  it  is  applied  ;  (c)  the  word  *  Tabloid '  does  not  consist  of  or  contain 
"  any  of  the  essential  particulars  specified  in  section  64  of  the  Patents,  Designs, 
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I'  and  Trade  Marks  Act,  1883 ;  (d)  the  word  *  Tabloid '  was  prior  to  the  date  of 

**  the  registration  of  the  marks  the  word  commonly  and  generally  used  to 

I*  describe  small  tablets  or  pilules.    (B)  As  to  Trade  Marks  Nos.  42,378  and 

**  42,379 — (a)    the    marks    were    registered    without    any    disclaimer    under 

5  "  section  74  of  the  Patents,   Designs,  and  Trade   Marks  Acts  of  the  word 

•*  •  Tabloid.*    And  the  Applicants  claim  that  such  marks  should  be  removed, 

"  or,  alternatively,  that  the  Register  should  be  rectified  by  the  addition  to  the 

**  Register  of  a  disclaimer  of  any  right  to  the  exclusive  use  of  the  word 

•* '  Tabloid ' ;    (6)  the  marks   are  not  used  by  the   Respondents "  ;    (c)  the 

10  Objections  set  out  in  paragraph  (A).    (C)  As  to  the  Trade  Marks  Nos.  225,812, 

225,813,  225,814,  225,815,  and  225,816— (a;  the  Objections  set  out  under  para- 

graph  (A)  ;  {h)  none  of  such  marks  have  been  used  upon  any  of  the  goods  in 

Classes  1,  2,  &9,  44,  or  48,  in  respect  of  which  the  mark  has  been  registered. 

Moulton,  K.O.,  Ralph  Neville,  K.C.,  Levett,  K.C.,  L.  B.  Sebastian,  and  D,  M. 

15  Kerly  (instructed  by  Markhy^  Stewart  A  Go,)  appeared  for  the  Plaintiffs ; 
A.  J.  Walter  and  J.  H.  Gray  (instructed  by  Sharpe,  Parker  Jk  Go.,  agents  for 
Alsop,  Stevens,  Harvey,  and  Grooks,  of  Liverpool)  appeared  for  the  Defendants  ; 
JB.  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for 
the  Comptroller-General. 

20  Neville,  K.C.,  opened  the  Plaintiff's  case.— In  1884  the  Plaintiff  invented  the 
word  "  Tabloid."  In  the  same  year  it  was  registered  in  Class  3  (drugs)  and 
Class  42  (foodstuffs).  In  1885  he  registered  a  new  mark,  "  Tabloids,"  with  a 
picture  of  a  box,  the  latter  being  necessary  because  an  accompanying  device  is 
essential  to  registration  in  Germany.    The  marks  were  registered  for  a  number 

25  of  other  classes.  The  action  is  for  infringement  of  Trade  Mark  and  for  passing 
off.  The  Defendants  have  a  motion  to  expunge  from  the  Register  all  marks 
for  "Tabloid  "and  "Tabloids."  Burroughs,  Wellcome  6c  Go.  have  a  "world- 
**  wide  "  reputation  as  vendors  of  compressed  medicines — both  for  the  quality 
of  the  drugs  and  the  accuracy  of  the  doses.    It  is  the  practice  of  medical  men 

30  to  prescribe  "  Tabloids "  of  specific  drugs,  meaning  Burroughs,  Wellcome  Ss 
Co.^s  drngs.  The  Plaintiff  has  no  retail  place  of  business.  He  neither  deals 
with  nor  does  he  advertise  to  the  public.  It  is  well  known  in  the  medical 
profession  and  in  the  drug  trade  that  "  Tabloid "  is  the  Plaintiff's  registered 
mark.    From  1898,  in  consequence  of  occasional  attempts  to  infriuge  the  mark, 

35  warning  circulars  hive  been  issued  continually  to  the  trade.  There  has  been 
no  standing  by  or  toleration  of  infringement.  In  the  only  three  known  cases 
of  infringement  actions  were  commenced,  and  the  Defendants  therein  consented 
to  injunctions.  [Byrnb,  ./.,  referred  to  the  use  of  "  oid  "  to  denote  form— 
e.g.,  "  ovoid."]    "  Oid  "  is  not  exclusively  used  to  designate  form.    **  Tabloid  " 

40  has  not  been  used  by  Burroughs,  Wellcome  <b  Go.  to  connote  a  little  medical- 
article  of  a  particular  shape,  nor  to  signify  that  it  is  made  in  a  particular  way. 
There  are  fifty  or  sixty  other  dealers  and  manufacturers  of  compressed  medicines, 
and  in  none  of  their  price-lists  is  the  word  "  Tabloid  "  used  except  to  describe 
the  Plaintiff's  goods.    If  the  popular  notion  of  the  word  had  been  that  it 

45  connoted  a  small  medicine  and  the  trade  notion  had  been  the  same  it  would 
have  been  adopted  generally.    The  leading  medical  men,  when  prescribing,  have 
sometimes  used  the  word  "  Tabloid "  alone,  and  sometimes  to  avoid  mistake.  ' 
♦'  Tabloid  B.  &  W."  or  «  Tabloid  Barroughs  &  Wellcome,"  meaning  on  each 
occasion  Burroughs,  Wellcome  A  Go.^s  goods.    The  marks  were  registered  as 

50  distinctive  fancy  words  not  in  common  use  under  the  Act  of  1883,  and 
*•  Tabloid "  is  a  fancy  word.  It  has,  however,  been  held  under  the  Act  of 
1888  which  amended  the  Act  of  1883  that  the  essential  particulars  under 
heads  (d)  and  {e)  of  section  10  (subsection  1  of  the  Act  of  1888),  i.e.  (d)^ 
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"an  invented  word  or  invented  words;  or  {e)  a  word  or  words  having  no 
**  reference  to  the  character  or  quality  of  the  goods  and  not  being  a  geo- 
"  graphical  name,"  are  not  to  be  read  together,  and  the  Act  of  1888  says  that 
the  Act  of  1883  is  to  be  read  as  if  section  64  stood  in  the  amended  form 
subject  to  the  conditions  in  section  27  of  the  Act  of  1888.  Rectification  of  5 
the  Register  is  a  matter  wiihin  the  discretion  of  the  Oonrt.  If  this  word 
"  Tabloid "  is  an  invented  word  capable  of  registration  to-day  the  Court 
would  not  order  its  removal  only  because  it  was  incapable  of  regis- 
tration as  a  fancy  word  when  actually  registered.  Assuming  this  con- 
struction of  the  Statute  to  be  right,  the  question  is — Ought  it  to  be  10 
registered  to-day  ?  If  it  ought,  the  Register  ought  not  to  be  rectified.  The 
view  of  the  Comptroller  of  the  Patent  Office  appears  to  be  not  contrary  to  this 
constrjuction,  for,  rightly  or  wrongly,  registration  is  refused  under  the  Act  of 
1888  if  the  mark  is  already  registered  under  the  Act  of  1883.  Again,  Re  Batt 
(15  R.P.C.,  p.  534)  is  not  quite  consistent  with  the  universal  proposition  that  the  15 
test  is  the  right  to  register  at  the  date  of  registration.  It  is,  I  submit,  a  good 
mark  if  it  is  either  a  fancy  word  or  an  invented  word.  And  an  invented  word 
must  necessarily  constitute  a  fancy  word,  for  until  you  apply  it  to  the  article 
it  has  no  meaning ;  and  a  fancy  word  may  be  either  an  invented  word  or  a  dis- 
tinctive word  not  in  common  use  provided  that  as  applied  to  the  goods  in  20 
question  it  is  obviously  meaningless.  The  "  Somatose "  case  {In  re  Farben- 
fahnken  Application,  11  R.P.C.  84  ;  L.R.  1894  1  Ch.  645),  which  decided  to  the 
contrary,  is  no  longer  good  law.  A  name  registered  as  a  Trade  Mark  very  soon 
acquires  a  meaning,  and  the  improper  application  of  the  name  to  other  things 
is  not  material  to  the  consideration  of  the  issue.  "Kodak,'*  which  was  25 
held  to  be  a  good  mark,  applicable  both  to  a  camera  and  its  accessories,  had 
acquired  a  general  meaning  apart  from  the  particular  goods  to  which  it  was 
applicable  (Eastman  Photographic  Company^  Ld.  v.  John  Griffith  Cycle  Cor-  \ 

poratioHy  JA,,  15  R.P.C.  105).  To  the  people  who  use  the  name  improperly  it 
means  a  type.     [Byrne,  J.— Like  "  Singer  "  type.]    Yes,  or  "  Demon  "  racquet  30  ! 

~t.c.,  a  racquet  of  a  particular  type.  As  to  '*  Tabloid  "  being  a  fancy  word  under 
the  Act  of  1883,  if  it  was  so  applied  for  the  first  time  in  respect  to  the  particular 
trade  of  Burroughs,  Wellcome  A  Co,,  and  was  distinctive  and  not  in  common 
use,  it  is  a  fancy  word  within  the  Act  {Re  Bovril  Trade  Mark,  13  R.P.C.  382  ; 
L.R.  (1896)  2  Ch.  600).    The  decision  in  that  case  supports  the  argument,  and  is  35  | 

inconsistent  with  the  decision  as  to  "  Somatose,"  a  word  with  a  less  obvious 
reference  to  the  article  than  "  Bovril."  The  House  of  Lords  has  placed  the 
matter  on  a  satisfactory  basis.  Their  Lordship's  speeches  in  Eastman  Photo- 
graphic Materials  Company  v.  Comptroller-General  (the  "Solio"  case) 
(15  R.P.C.  476  ;  L.R.  1898  App.  Cas.  571),  and  the  reference  therein  to  the  40  ! 

report  of  Lord  HerschelVs  Departmental  Committee,  show  that  the  object  of  the 
Legislature  was,  on  the  one  hand,  not  to  make  it  difficult  to  get  a  distinctive 
mark  on  the  Register,  and,  on  the  other,  not  to  allow  such  latitude  as  to  enable 
traders  to  infringe  public  rights  or,  to  use  the  language  of  Fry,  L.J.  in  Re  Dunn's 
Trade  Mark  (6  R.P.C.  386;  L.R.  41  Ch.  D.  455),  'to  enclose  and  appropriate  45 
"  as  private  property  certain  little  strips  of  the  great  common  of  the  English 
*•  language."  That  is  the  principle  of  construction,  and  the  *'  Solio  "  case  decided 
that  that  object  was  given  effect  to  by  the  Legislature  in  the  Act  of  1888.  It 
was  not  intended  that  an  invented  word  should  be  treated  as  an  invention  is 
treated  under  the  Patent  law— that  is,  as  dependent  on  the  sufficiency  of  its  50 
merit.    It  must  not  be  a  known  word  translated,  but  if  it  does  not  exist  in  any  j 

vocabulary  it  satisfies  the  Statute  {Re  Dmsham's  Trade  Mark  ("  Mazawattee  "), 
12  R.P.C.  271;  L.R.  1695  2  Ch.  176).    LByrnb,  J.— "Oomo"  was  aUowed 
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to  be  registered,  although  "  Emu  "  was  on  the  Regieter.]  Yes,  in  Burgoyn^'s 
Trade  Mark  (6  R.P.C.  227).  It  was  so  remote  from  our  language  as  not  to  be 
likely  to  deceive,  and  referred  to  nothing  made  from  the  emu.  The  objections 
to  Trade  Marks  had  been  carried  too  far.  The  decision  as  to  "  Mazawattee " 
5  marked  the  turn  in  the  tide.  Lindley,  L.J.,  in  the  "  Bovril "  case  (ubi  supra) 
said  : — ^^  It  is  admitted  that  the  word  was  new.  It  is  admitted  that  it  was  one 
"  that  was  never  heard  before.  If  such  a  word  as  that  is  not  to  be  deemed  a 
**  fancy  word  it  is  difficult  to  say  what  is."  If  a  word  is  an  invented  word  a  fortiori 
it  is  a  fancy  word,  for  it  is  not  in  common  use  and  cannot  be  said  to  be  descrip- 

10  tive.  A  word  never  known  before  can  have,  when  found  out,  no  meaning  in 
the  English  language.  It  is  true  that  you  may  discover,  subsequently  to  its 
application  to  the  article,  by  its  derivation  what  meaning  was  in  the  mind  of 
the  inventor.  But  that  is  immaterial.  It  may  come  to  have  a  meaning, 
but  not  until  applied  to  the  article.    Lord  Macnaghten,  in  the  "  Solio  "  case, 

15  seems  to  throw  doubt  on  the  definition  of  LopeSj  L.J. — t.e.,  "obviously 
"  meaningless."  Decisions  under  the  Act  of  1883  upon  words  in  common  use 
like  "Electric"  and  "Melrose"  (Van  Duzer's  Trade  Mark,  4  R.P.C.  31; 
L.R.  34  CD.  623)  are  not  authorities  with  regard  to  invented  words.  The 
public  cannot  be  injured  by  the  adoption  of  a  word,  as  distinctive  of  a  particular 

20  maker's  goods,  which  never  was  before  part  of  the  English  vocabulary.  There 
has  been  continuous  use  of  the  word  "  Tabloid  "  since  1884  with  the  acquiescence 
of  the  whole  trade.  That  is  evidence  that  the  word  was  one  which  did  not 
interfere  with  the  existing  rights  of  the  trade.  Every  reasonable  intendment 
ought  to  be  made  after  a  long  and  uninterrupted  user  {In  re  Registered  Trade 

25  Marks  of  Bass,  Ratcliff,  and  Gretton,  Ld.,  19  R.P.C.  529).  If  "  Tabloid  "  is  not 
a  good  Trade  Mark,  it  nevertheless  has  been  known  for  a  great  many  years  as 
representing  the  manufacture  of  the  Plaintiff.  If  it  had  at  its  inception  any 
meaning  at  all  other  than  BurrougJis,  Wellcome  &  Go's  goods  it  has  since 
acquired  a  secondary  meaning — i.e.,  Burroughs,  Wellcome  <k  Co.'s  goods. 

30  As  to  infringement.  Where  a  trader  has  for  a  Trade  Mark  a  name  applied  to 
a  thing,  ihe  goods  of  others  may  not  be  sold  by  them  under  that  name.  If  they 
are  so  sold  it  constitutes  infringement.  The  particular  acts  complained  of  in 
breach  of  the  Plaintiff's  rights  are  that,  in  response  to  verbal  and  written  orders 
or  prescriptions  for  particular  drugs  coupled  with  the  words  "Tabloid,"  or 

35  "Tabloids— B.    &  W.,"    or    "Tabloids— Bwrrot^^,    Wellcome   <k   Co.;'    the 
Defendants  sold  goods  other  than  those  of  the  Plaintiff's  manufacture. 
Evidence  was  then  adduced  on  behalf  of  the  Plaintiff. 

Levett,  K.C,  summed  up  the  Plaintiff's  case.— The  Plaintiff  has  called  London 
doctors,  doctors  and  chemists  from  the  principal  provincial  towns,  representa- 

4P  tives  of  London  and  country  wholesale  houses,  representatives  of  the  photo- 
graphic trade,  newspaper  editors,  and  also  manufacturers.  These  have  spoken 
to  the  knowledge  of  "  Tabloid  "  denoting  the  Plaintiff's  goods.  There  were 
three  cases  spoken  to  of  passing  off  under  orders  or  prescriptions  for  "  Tabloids— 
"B.W.  &Co."  or  ''Tdhloida—Burroughs,  Wellcome  &  Go:\    The  other  nine 

45  cases  were  sales  in  response  to  inquiries  for  "  Tabloids."    It  is  admitted  by  the 

■    Defendants  that  goods  other  than  the  Plaintiff's  have  been  supplied  in  answer 

to.  orders  for  "  Tabloids."    Assuming  that  the  Trade  Mark  is  good,  this  is 

s^flficient  to  constitute  infringement.  It  is  unnecessary  for  infringement  that 

the  word  "  Tabloid  "  should  be  placed  upon  the  bottles.    Upon  the  hypothesis 

5P  that  the  Trade  Mark  is  bad,  four  points  have  been  conclusively  proved  in 
support  of  the  action  for  passing  off— (1)  that  the  word  "  Tabloid  "  was  not 
known  before  1884  ;  (2)  that  it  came  into  knowledge  as  associated  with  the 
Plaintiff's  goods  ;  (3)  that  it  has  never  been  employed  in  association  with  the 


76  REPORTS  OF  PATENT,  DESIGN,        [Feb.  H 190*- 

Bv/rroughSj  Wellcome  A  Go.  v.  Thompson  and  Capper. 

In  the  Matter  of  the  Trade  Marks  Nos.  36,154,  36,155,  42,378,  42,379,  225,812, 

225,813,  225,814,  225,815,  225,816, 

and 

In  the  Matter  of  the  PatentSj  Designs^  and  Trade  Marks  Acts  1883  to  1888. 

goods  of  anyone  else  ;  (4)  that  so  far  as  the  "  trade  "  is  concerned  it  has  been 
and  is  accepted  as  meaning  the  PlaintiflPs  goods.  As  to  (1)  there  was  no  cross- 
examination,  and  as  to  (2)  no  trade  list,  advertisement,  or  circular  was  put  in 
evidence  which  contained  the  word  "  Tabloid "  except  in  reference  to  the 
Plaintiff's  goods.  No  case  was  suggested  in  cross-examination  of  Plaintiff's  5 
witnesses  of  any  user  by  the  "trade"  of  the  word  ** Tabloid"  in  any  sense 
differing  from  the  Plaintiff's  user.  [Btrnb,  Jl— You  say  the  primary  meaning 
of  the  word  is  your  goods  and  nothing  else,  and  that  so  far  as  those  goods  were 
made  in  a  particular  shape  a  secondary  meaning  may  have  been  more  or  less 
acquired  by  it  ?]  As  to  the  second  point,  we  say  there  was  an  association  of  10 
ideas.  It  is  from  knowledge  of  the  original  article  acquired  through  advertise- 
ment that  the  association  of  ideas,  if  at  all,  has  taken  place.  That  which 
originally  has  a  definite  meaning  cannot  lose  it  by  reason  of  the  association  of 
ideas  causing  transfer  of  meaning  to  other  things — e.g.^  "  Tabloid  knowledge," 
"  Tabloid  form,"  &c.  The  mere  consequence  of  abstraction  cannot  make  the  15 
word  a  word  of  public  right.  It  is  said  whatever  the  original  meaning  of 
"  Tabloid  "  was  it  has  come  to  mean  a  compressed  drug  of  a  certain  shape.  But 
the  Plaintiff  has  had  a  continuous  user,  and  to  the  trader  **  Tabloid  "  has  had 
only  one  meaning — viz.,  Burroughs  and  Wellcome.  The  Defendants  cannot 
say  that  the  inaccurate  public  has  made  the  word  **  Tabloid  "  mean  a  definite  20 
shape.  The  word  is  a  good  fancy  word.  There  is  no  such  word  as  **  Tabl,"  and 
if  «  Tabloid  "  is  '*  oid  "  added  to  **  Table  "  as  suggested— meaning  "  like  a  table,'* 
then,  assuming  compressed  tablets  to  be  bi-convex  in  form,  there  is  no  such 
thing  as  a  bi-convex  table. 

A.  J.  Walter  opened  the  Motion  to  rectify  and  the  Defendants'  case  in  the  Action.  25 
— First,  as  to  the  Motion  to  rectify  the  Register  :  The  Plaintiffs  admit  that  they 
come  under  the  Act  of  1883,  but  seek  to  say,  by  way  of  appeal  ad  misericordiam^ 
that  they  come  under  the  Act  of  1888.    The  validity  of  the  registration  must 
be  determined  under  the  Act  of  1883,  section  64.    This  is  shown  by  sections  10, 
27,  and  28  of  the  Act  of  1888,  and  section  90  of  the  Act  of  1883.    The  word  80 
was  registered  under  section  64  (1)  (c)  of  the  Act  of  1883  :  "  A  distinctive  device, 
"  mark,  brand,  heading,  label,  ticket,  or  fancy  word  or  words  not  in  common 
**  use  "  ;  and  the  "  liability  incurred  "  referred  to  in  section  27  of  the  Act  of 
1888  is  to  be  struck  off  under  section  90  of  the  Act  of  1883.    Unsuccessful 
attempts  have  been  made  in  the  past  to  monopolise  English  words  by  adding  35 
to  them  an  ordinary  suflSx.    Hannay's  Trade  Mark  (7  K.P.C.  46)  is  an  illus- 
tration.   •'  Electroid  " — the  word  there  disallowed — ^was  not  in  the  dictionary. 
Van  Ihizer's  Trade  Mark  (ubi  supra)  is  the  best  authority  on  "  fancy  word  " 
under  section  64.    "  Tabloid  "  transgresses  against  the  tests  there  laid  down. 
It  is  so  descriptive  that  it  has  been  recognised  by  seven  or  eight  dictionaries.  40 
At  itfi  inception  it  could  have  had  no  other  meaning  than  "  Table,"  plus  **  oid  " — 
*'  of  the  nature  of  a  table."    *•  Oid  "  in  English  has  become  a  substitutive  and 
not  an  additive  suffix — e.g.y  rhomboid,  fungoid,  &c.    It  is  said  the  Plaintiffs 
taught  the  public  the  meaning  of  "  Tabloid."    That  is  not  the  test.    The  test 
is---What  would  any  ordinary'  person  accustomed  to  the  English  language  45 
think  it  meant  ?    It  must  be  tested  in  relation  to  that  in  respect  of  which 
the  Trade  Mark  is   registered.     When  the  Plaintiffs  were  using  "Tablet" 
registered  as  a  Trade  Mark,  they  had  threatened  to  restrain  its  user  by  other 
persons.    Finding  they  could  not  succeed  they  tried  "  Tabloid."    "  Tablet "  is 
manifestly  derived  from  "  Table,"  and  *'  Tabloid "  is  a  mere  substitution  for  50 
"  Tablet."    Even  assuming  that  the  Act  of  1888  applies,  the  mark  is  bad  and 
must  be  struck  off.     If  the  Plaintiff  was  the  inventor,  the  authorities  are 
opposed  to  the  proposition  that.it  is  necessarily  a  fancy  word.    It  is  not  an  * 
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invented  word  within  the  rules  laid  down  in  the  '*  Solio  *'  case.  It  trespasses 
against  every  distinctive  characteristic  of  an  invented  word  there  laid  down. 
That  the  word  has  not  appeared  in  the  same  form  before  is  not  the  test  of 
invention.  A  mere  variation  of  the  termination  of  a  word  will  not  suffice  if  to 
5  the  eye  or  ear  the  original  idea  of  the  word  is  conveyed.  "  Bovril "  differs  from 
•*  Tabloid.'*  There  is  no  suffix  "  ril "  in  English,  No  meaning  could  have 
been  attached  to  "  Bovril "  at  the  date  the  word  was  invented.  Could  it  be 
said  in  1884  that,  applied  to  articles  in  the  shape  of  tablets,  '*  Tabloid  '*  was 
non- descriptive  and  meaningless?    The  test  as  laid  down  is  that  the  word 

10  must  be  non-descriptive  and  meaningless  as  applied  to  the  article  to  which  it 
was  intended  to  be  applied.  [Byrnb,  J, — Suppose  it  were  applied  to  a  liquid 
medicine  ?j  It  has  not  been  so  used.  It  has  been  used  solely  for  compressed 
tablets,  and  was  registered  for  that  class.  It  is  a  word  signifying  an  article. 
The  word  must  be  regarded  not  at  large  but  in  view  of  that  to  which  it  is 

15  applied  {Waterman's  Trade  Mark,  5  R.P.C.  368;  L,R.  39  CD.  29). 
Meahy  A  Co.,  Ld.  v.  Trttictne,  Ld.  ("  Triticumina ")  (15  R.P.C.  1)  confirms 
the  principle  laid  down  in  Van  Duzer's  case  with  regard  to  such  words 
— i.e.,  the  word  must  be  obviously  not  intended  to  be  descriptive  ;  it  also 
establishes  that  a  mere  suffix  will  not  take  the  word  out  of  the  descriptive 

20  category.  OrossmitKs  Trade  Mark  (6  R.P,C.  180)  illustrates  the  application 
of  the  principle.  Field  v.  Wagel  Syndicate  (17  K.P.C.  276)  follows  the  decision 
in  "  Solio."  Secondly,  as  to  infringement  of  Trade  Mark  :  There  is  no  evidence 
of  infringement  of  Trade  Mark.  Neither  by  labels  placed  on  the  goods,  by 
description  in  writing,  nor  in  any  similar  way  have  the  Defendants  used  the 

25  word  "  Tabloid."  Infringement  of  Trade  Mark  consists  in  applying  the  mark 
to  goods,  or  a  substantial  part  of  the  goods,  or  something  connected  with  them. 
It  has  never  been  decided  otherwise  \Rughy  Portland  Cement  Company,  Ld.  v. 
Rughy  and  Netvbold  Portland  Cement  Company,  8  R.P.C.  241 ;  9  R,P.C.  46). 
Thirdly,  as  to  passing  off  :  The  Plaintiff's  case  is  that  not  the  public  but  the 

30  medical  profession  and  wholesale  and  retail  chemists  know  that  *'  Tabloid  " 
means  their  goods,  and  consequently  that  he  has  done  nothing  to  teach  the 
pnblic  that  it  was  connected  with  his  goods.  The  ratio  decidendi  of  every  case 
has  been  the  protection  of  the  great  public,  and  that  the  ultimate  purchaser 
shall  not    be  deceived.     The  Plaintiff  in  the  first  instance  used  the  word 

35  descriptively — ix.^  of  compressed  drugs  in  tabloid  form  (see  the  "Chemists 
"and  Drug^sts'  Diary"  of  1885,  at  page  116  ;  of  1887,  at  page  112  ;  and  of 
1888,  at  page  119).  Later  **  Tabloid  "  was  placed  in  inverted  commas  with  the 
words  "Trade  ....  Mark "  placed  on  either  side,  and  then  it  became 
** Tabloid    ....    products"  and  then  "  Trade  Mark."    The  case  now  made 

40  is  that  it  means,  not  compressed  drugs,  but  the  goods  of  Burroughs,  Wellcome 
Jt  Co.  It  was  known  in  the  trade  that  "  Tabloid  "  was  registered  as  the  Trade 
Mark  of  Burroughs,  Wellcome  A  Co.,  and  that  they  had  a  right  which  they 
might  seek  to  enforce.  But  the  fact  that  the  people  did  not  care  to  incur  the 
expense  of  a  law  suit  is  no  evidence  of  a  valid  monopoly  right.    People  were 

45  frightened,  and  acquiesced  in  a  monopoly  based  on  a  Trade  Mark  to  which  the 
Plaintiff  was  not  legally  entitled.  To  the  public  the  word  means  an  article 
simply.  To  succeed  the  Plaintiff  must  show  that  the  word  has  lost  its  primary 
descriptive  meaning  of  an  article  so  that  all  and  several  know  that  it  means  the 
goods  of  Burroughs,  Wellcome  A  Co.    It  has  not  such  a  secondary  meaning. 

50  la  both  Wother^oon  v.  Currie  (L.R.  5  E.  A  I.  App.  508)  and  Reddaway  v. 
Banham  (13  R.P.C.  218 ;  L.R.  1896  App.  Cas.  199)  the  finding  on  the  evidence 
was  that  the  words  had  ceased  to  have  any  meaning  except  that  of  the  goods  of 
{articalar  persons.    In  the  Cellular  Clothing  Company,  Ld.  v.  Maxton  and 
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Murray  (16  R.P.C.  387  ;  L.R.  1899  App.  Cae.  326)  couflicting  evidence  was 
given  and  the  decision  was  adverse.  With  regard  to  the  use  of  the  word 
*' Tabloid  "  in  connection  with  " B.  W.  &  Co."  or  •* Burrouglis  and  Wellcome'' 
no  notice  was  given  to  Defendants  prior  to  the  issue  of  the  writ. 

Evidence  was  then  adduced  in  support  of  the  Defendants'  case.  5 

Walter  summed  up  the  Defendants'  case. — The  Defendants'  evidence  shows 
that  *'  Tabloid  "  has  no  signification  whatever  of  the  Plaintiff's  goods,  and  the 
Plaintiff  has  produced  neither  prescriptions  nor  orders  from  which  it  might  be 
seen  whether  or  not  the  word  had  been  used  in  a  broader  sense  than  that 
imputed  to  it  by  him.  "  Tabloid  "  and  "  Tablet "  are  used  interchangeably  to  10 
denote  a  compressed  drug.  [Byrne,  J. — What  is  the  earliest  use  of  the  word 
" Tabloid  "  other  than  as  indicating  Burroughs,  Wellcome  <k  Co's  goods  ?]  In 
Hohlin's  "  Dictionary  of  Terms,"  dated  1887,  and  the  "Practitioner"  of  April 
1887.  The  earliest  prescription  was  in  1893.  Had  Burroughs,  Wellcoms  &  Go. 
taken  out  a  Patent  in  1884  for  an  invention  of  a  thing  and  called  it  "  Tabloid  "  15 
they  could  not  have  claimed  the  exclusive  use  of  the  term  "  Tabloid  "  after  the 
expiration  of  14  years.  Where  there  is  a  monopoly  claim  based  on  a  Trade 
Mark  protected  by  threats  of  legal  proceedings  the  alleged  exclusive  user  must 
be  closely  scrutinised  on  the  question  of  passing  off.  The  principle  of  the 
right  of  action  as  to  passing  off  is  that  you  may  not  afford  to  one  person  the  20 
opportunity  of  passing  off  on  the  public  goods  which  they  do  not  intend 
to  purchase.  The  public  do  not  mean  by  the  use  of  the  word  "Tabloid" 
Burroughs,  Wellcome  &  Co.'s  goods. .  The  trade  alone  recognises  the  right  of 
BurrougJis,  Wellcome  A  Go,  to  the  word  "  Tabloid."  The  doctors  called  for  the 
Plaintiff  admitted  that  their  patients  asked  for  medicine  in  tabloid  form.  25 
"  Tabloid  "  is  an  English  word.  This  is  an  attempt  to  prevent  a  legitimate 
development  of  the  English  language.  The  breadth  of  meaning  of  some  words 
increases  day  by  day,  so  that  it  becomes  desirable  to  vary  them  to  express  refine- 
ments of  meaning.  Particularly  is  this  so  in  English,  and  "  Tabloid  "  in  the 
same  way  is  only  the  variant  of  a  well  known  word.  It  had  a  primary  meaning  30 
ah  initio,  e,g.,  a  compressed  drug,  and  did  not  require  to  have  one  attributed  to 
it  by  association  of  ideas— the  result  of  user.  There  was  no  '*  invention  "  in 
the  proper  sense  of  the  term.  "  Tabloid"  was  first  used  as  a  descriptive  word, 
and  at  once  took  its  place  in  the  English  language.  As  to  the  specific  allega- 
tions of  passing  off,  five  months  have  elapsed  since  the  alleged  sales  and  no  notice  b5 
was  given.    The  evidence  is  not  satisfactory. 

Neville,  K.C.,  in  reply  in  the  Action  and  summing  up  the  Plaintiff's  case  on 
the  Motion  to  rectify. — The  Defendants'  witnesses  say  they  would  not  sell 
anything  but  Burroughs  and  Wellconie's  products  to  the  public  under  the 
term  "  Tabloid  "  unless  it  should  appear  clearly  that  an  error  had  been  com-  40 
mitted.  This  puts  an  end  to  their  case  that  they  are  justified  in  infrin£?ing 
because  the  public  do  not  attribute  to  "Tabloid"  the  meaning  *^ BufTOughs 
"  and  Wellcome.''  They  have  no  right  to  assume  that  the  public  attribute  a 
meaning  different  from  their  own.  [Byrne,  J. — Putting  on  one  side  the 
question  as  to  the  orders  given  under  "  B.  W.  &  Co."  &c.,  and  assuming  that  45, 
the  Trade  Mark  is  not  valid,  must  not  you  show  that  "  Tabloid  "  has  acquired 
a  secondary  meaning,  i.e..  Burroughs,  Wellcome  A  Go's  goods,  to  the  exclusion 
of  all  others  ?]  There  is  no  conflict  of  evidence  as  to  its  meaning  in  the  trade. 
On  that  evidence  it  would  be  a  fraud  on  the  Plaintiff  for  the  trader  to  sell 
under  "  Tabloids  "  any  other  maker's  goods.  Exceptions  may  always  be  found  50 
to  the  general  use  of  a  term  in  a  population  of  42,000,000.  The  proposition 
that  the  law  protects  the  public  and  not  the  trader  is  inconsistent  with  the 
authorities.    Unless  "  Tabloid  "  has  come  to  connote  secondarily  a  compressed 
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drug  simply,  and  ousted  the  original  meaning  of  Burroughs^  Wellcome  &  Co^ 
the  Defendants  and  others  are  not  entitled  to  act  upon  it.  "  Tabloid  "  never 
had  any  meaning  but  that  of  the  Plaintiff's  goods.  It  was  originally  distinctive 
of  their  goods,  and  was  not  an  ordinary  English  word.    To  succeed  the  Defen- 

5  dants  must  prove  a  secondary  (generic)  meaning,  and  that  "  Tabloid  "  never  in 
any  substantial  number  of  cases  means  the  Plaintiff's  goods  {Faulder  A  Go.  v» 
EttsJUon,  20  R.P.C.  477).  As  to  infringement,  the  Buby  Portland  Gement 
Gompany,  Ld.  v.  Bugby  and  Newhold  Portland  Gement  Gompany  (ubi  supra) 
does  not  support  the  Defendants'  proposition,  that  there  is  no  infringement  of 

10  a  Trade  Mark  unless  it  is  attached  in  some  way  to  the  goods.  [fiYRNB,  «7. — Is 
there  any  case  where  on  Trade  Mark  alone  an  injunction  has  been  granted 
except  in  respect  of  the  user  of  the  mark  by  the  application  of  the  word  or 
device  to  something  ?]  To  send  back  the  order  with  a  stamp  on  is  sufficient. 
The  question  was  discussed  but  not  specifically  dealt  with  in  Kodak,  Ld,  v. 

15  London  Stereoscopic  and  Photographic  Gompany  (20  R.P.C.  337).  There  goods 
were  supplied  together  with  an  invoice.  Where  the  goods  have  acquired  a 
name  from  the  Trade  Mark,  you  may  equally  restrain  the  use  of  the 
name  {Be  Trade  Mark  of  La  SociSte  Anofiyme  Des  Verreries  De  VEtoilCy 
11  R.P.C.  .142;   L.R.  1894  2  Ch.  26).     If  the  word  "Tabloid"  is  used  in 

20  an  order  for  goods  it  is  then  adopted  by  the  vendor.  It  is  the  wrong  to 
the  Plaintiff  and  not  the  fraud  on  the  public  that  gives  the  Plaintiff  his  right 
of  action  (Webster  v.  Webster,  3  Swanston  490).  The  distinction  is  that  a 
member  of  the  public  cannot  sue  except  in  an  action  of  deceit.  He  must  base 
his  relief  on  fraud,  but  the  trader  need  not.    As  to  rectification :  whether 

25  "Tabloid"   was  a  distinctive  fancy  word   not  in  common  use  in  1884  is  a' 
question  of  fact.    You  may  not  take  the  article  sold  under  the  Trade  Mark, 
compare  this  with  it,  and  see  if  you  can  discover  a  meaning  descriptive  of  the 
article.    The  Defendants'  interpretation  is  post  hoc  ergo  propter  hoc.    You  must 
not  get  the  meaning  of  the  word  inf erentially.     In  Be  Gheseborough  Manu- 

30  facturing  Gompany' s  Trade  Mark  (18  RP.C.  190)  "Vaseline"  was  applied 

to  a  newly  invented  article  {see  19  R.P.C.  342).    This  is  distinguishable,  for 

in  the  present  case  anybody  was  entitled  to  sell  compressed  drugs  in  the  same 

shape  and  form.    They  were  so  sold  before  "  Tabloid  "  was  registered. 

B.  J.  Parker  for  the  Comptroller. — The  crucial  date  in  considering  the  Trade 

35  Mark  is  the  date  of  registration.  What  has  happened  since  is  irrelevant.  This 
view  has  been  confirmed  by  ihe  Court  of  Appeal.  The  Comptroller's  practice 
is  to  ref  ase  to  register  a  mark  under  the  Act  of  1888  if  it  has  been  already 
registered  under  the  Act  of  1883,  except  on  the  terms  that  the  earlier  mark  is 
taken  off  the  Register.    There  might  be  cases  where  registration  would  be 

40  possible  under  the  Act  of  1888  although  the  registration  was  wrong  under  the 
Act  of  18S3.  It  is  not  admitted  in  the  Trade  Mark  Office  that  the  validity  of  a 
mark  under  the  earlier  Act  may  be  maintained  while  at  the  same  time  registra- 
tion is  sought  ander  the  later  Act.  It  is  unfortunate  that  the  Motion  for 
rectification  and  the  Action  for  passing  off  should  come  on  together.    The 

4$  evidence  in  each  cane  is  very  different.  The  question  in  one  relates  to  the 
date  of  the  acts  complained  of,  while  the  question  in  the  other  has  reference  to 
an  earlier  date.  The  essential  thing  to  be  proved  in  the  old  action  for  infringe- 
ment, as  distinguished  from  that  arising  under  the  Statute,  was  that  at  the  time 
the  acts  complained  of  were  committed  the  mark  used  did  have  the  effect  of 

5Q  distinguishing  the  goods  of  the  Plaintiff  from  those  of  the  person  said  to  have 
infringed.  The  sole  question  under  the  Statute  is  whether  anything  has  been 
done  in  infringement  of  a  mark  rightly  on  the  Register.  It  is  not  whether  the 
mark  still  distinguishes  the  goods  of  tha  particular  manufacturer.    Under  the 
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old  syBtem  it  was  advantageous  to  choose  a  mark  which  would  at  the  moment 
and  in  the  future  naturally  distinguish  the  goods  of  its  proprietor  from  the 
goods  of  all  others.  It  seems  now  to  be  conceded  that  the  best  sort  of  mark  to 
register  is  one  which  at  first  may  be  said  to  distinguish  the  goods  of  a  particular 
manufacturer  from  all  others,  but  which  will  soon  become  popular  and  be  5 
identified  with  the  goods  themselves.  In  Re  GheseboroiLgh  Manufacturing 
Company's  Trade  Mark  (19  R.P.C.  342;  L.R.  (1902)  2  Ch.  1)  "Vaseline" 
was  used  as  a  Trade  Mark  before  1875,  and  registered  under  the  Act  of  4875. 
It  now  denotes  a  particular  substance.  The  changed  meaning  has  not  affected 
the  validity  of  the  mark.  This  monopoly  value  is  an  accidental  result  of  the  10 
Trade  Mark  Acts,  and  has  nothing  to  do  with  Trade  Marks  at  common 
law.  [Byrne,  J. — The  adoption  into  our  language  of  a  Trade  Mark,  good 
when  originally  registered,  does  not  invalidate  the  Trade  Mark  ?]  No,  the 
manufacturer  or  trader  advertises  his  Trade  Mark  and  hopes  that  in  the 
course  of  time  it  will  become  identified  with  the  goods.  It  is  an  important  15 
consideration  in  relation  to  the  exercise  by  the  Comptroller  of  his  discretion 
under  the  Statute,  but  it  does  not  affect  the  question  when  considering  whether 
it  was  properly  put  on  the  Register.  Under  the  Act  of  1883  the  word  must  be 
not  only  a  fancy  word  but  also  distinctive,  and  evidence  that  in  1884  *'  Tabloid  " 
was  a  generic  term  might  naturally  affect  the  question.  20 

Walter  in  reply  on  the  Motion. — The  question  is  not — is  "Tabloid*'  a 
distinctive  word,  but  was  it  at  the  date  of  registration  as  applied  to  the  goods 
for  which  it  was  intended  to  be  used  ?  "  Tabloid  "  is  a  variant  of  "  Tablet." 
« Tablet "  is  the  English  form  of  the  French  "  tablette  "—a  little  table— the 
"  ette  "  being  a  diminutive.  It  denotes  a  small  dose.  "  Tabloid  '*  is  an  English  25 
word,  meaning  *'  of  the  nature  of  a  table,"  though  not  strictly  a  table. 

Btrnb,  J, — I  have  to  deal  with  an  Action  to  restrain  passing  off  of  goods  not 
of  the  manufacture  of  the  Plaintiffs  as  or  for  their  goods,  and  particularly  from  ; 

selling,  or  offering  for  sale,  any  such  goods  under  the  name  "  Tabloid  "  or  | 

"  Tabloids  "  and  from  infringing  the  registered  Trade  Marks,  and  with  a  Motion  30 
on  the  part  of  the  Defendants  to  expunge  the  Trade  Marks  in  question  from  the 
Register. 

It  will  be  convenient  to  deal  first  with  the  Motion.    In  and  previously  to  the 
month  of  March  1884,  the  Plaintiff  firm  were  manufacturing  and  selling  com- 
pressed drugs  in  a  solid  form  and  of  a  lenticular  or  bi-convex  shape.    On  the  35 
14th  of  March  1884,  they  registered  in  Class  3  in  respect  of  substances,  not 
included  in  Class  1,  used  in  medicine  and  pharmacy  the  word  "Tabloid,"  and 
on  the  27th  of  January  1885,  they  registered  in  the  same  class  the  representation 
of  the  top  of  a  box  with  the  word  "  Tabloids  "  upon  it.    It  was  explained  that 
this  latter  registration  wasin  order  to  be  able  to  register  the  word  in  Germany,  where  40 
such  registration  would  not  be  granted,  except  in  connection  with  a  device  and 
previous  registration  in  England.  These  registrations  have  been  renewed,  and  are 
in  force.    The  Plaintiff  firm  have  continuously  made  and  sold  compressed  drags 
ever  since  the  date  of  the  original  registration  of  the  word  "  Tabloid."    These 
drugs  have  always  been  made  and  sold  of  the  original  shape  and  size,  but  they  45 
have  also  been  sold  of  various  other  sizes,  and  of  different  shapes,  chiefly, 
however,  of  a  form  more  or  less  bi-convex.    The  list  of  drugs  and  compounds 
of  drugs  so  made  and  sold  has  been  extended  from  time  to  time,  but  the  Plain- 
tiff firm  have  always  sold  their  solid  compressed  drugs  in  connection  with  the 
word  "Tabloid"  or  "Tabloids."    The  registration  was  under  the  Act  of  1883,  50" 
and,  having  regard  to  the  terms  of  section  64,  subsection  1  (c),  the  question  is 
whether  or  not  the  word  "Tabloid"  was  a  distinctive   fancy  word  not  in  | 

common  use  at  the  date  of  registration-- namely,  the  14th  of  March  1884.    It  is  i 
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important  to  keep  the  date  in  mind  in  considering  the  matter,  and  this  was 
forcibly  brought  home  to  me  in  the  present  case  by  the  fact  that  when  the  word 
•*  Tabloid "  was  first  mentioned  I  quite  thought  it  was  a  common  dictionary 
word  in  the  English  language  long  before  1884,  but  I  am  satisfied  that  this  was  really 
5  due  to  my  acquaintance  with  the  word  as  used  in  connection  with  the  com- 
pressed drugs  of  the  particular  shape  I  have  described  which  have  become  so 
well  known  since  the  year  1884.  The  words  "  Table  "  and  "  Tablet "  were,  of 
course,  well  known,  and  the  latter  in  reference  to  solid  drugs  at  least  as  early 
as  the  time  of  Lord  Bacon.    I  find  in  the  1848  Quarto  Edition  of  Johnson^ s 

10  Dictionary  the  definition  of  •* Tablet"  is:— "First,  a  small  level  surface; 
"  secondly,  medicine  in  a  square  form."  And  then  there  is  a  quotation  from 
Lord  Bacon:  "It  hath  been  anciently  in  use  to  wear  tablets  of  arsenic  as 
"  preservatives  against  the  plague  as  they  draw  the  venom  to  them  from  the 
**  spirits."    In  the  Imperial  Dictionary  of  1868,  I  find  this  definition  (No.  4)  of 

15  '*  Tablet "  :  "A  medicine  in  a  square  form.  Tablets  of  arsenic  were  formerly 
**  worn  as  a  preservative  against  the  plague.  A  solid  kind  of  electuary  or  con- 
"  fection  made  of  dry  ingredients,  usually  with  sugar,  and  formed  into  little 
"  flat  squares,  called  also  lozenge  and  troche,  also  applied  to  anything  made  up 
**  in  a  flat  square  shape  as  a  tablet  of  soap."  The  word  "  Tablet "  had  also  been 

20  used  to  denote  compressed  drugs  made  up  in  the  bi -convex  shape  in  question 
by  the  Plaintiff  firm  in  connection  with  Wyeth's  tablets  and  by  some  other 
persons.  The  Plaintiff  firm  had  registered  the  word  "  Tablet "  for  the  same 
class  intending  to  use  it  as  their  Trade  Mark,  but  finding  that  it  could  not  be 
sustained,  Mr.   Wellcome  set  about  finding  a  new  word  and  invented  the  word 

25  "  Tabloid."  This  word  was  certainly  not  in  common  use,  for  it  was  xmknown 
before  and  was  used  by  this  firm  for  the  first  time. 

The  case  of  the  Trade  Mark  Bovril,  before  the  Court  of  Appeal  in  1896, 
relieves  me  from  a  close  examination  of  earlier  cases,  and  gives  me  a  guide  in 
endeavoxuring  to  determine  whether  or  not  '*  Tabloid  "  was  a  fancy  word.    The 

30  earlier  leading  cases  of  Van  Duzer^s  Trade  Mark  and  Leafs  Trade  Mark  were 
cases  in  which,  as  pointed  out  by  Lord  Lindley  in  the  "  Bovril "  case,  a  coined 
word  was  not  under  consideration  at  all,  but  ordinary  English  words.  ^*  Where," 
says  Lord  Lindley ,  '*  you  have  got  a  fanciful  use  of  a  known  word  you  must 
"  have  a  word  which  is  obviously  non-descriptive."    Further,  he  said  :  "  But  I 

35  *^  agree  that  a  word  which  describes  the  article  will  not  do.  To  my  mind  it  is 
**  not  descriptive,  notwithstanding  Mr,  Bower's  very  ingenious  argument.  He 
^  tries  to  make  it  out  to  be  a  descriptive  word,  not  by  taking  the  word,  but  a 
•*  little  bit  of  it,  and  he  says  that  because  '  Bov '  may  have  some  relation  to 
"  *  ox,*  therefore,  *  Bovril '  describes  what  ?    I  do  not  see  that  it  describes  any- 

40  **  thing  at  all."  I  think  I  also  get  this  from  the  ''  Bovril  "  case,  that  it  is  not 
necessary  that  the  word  should  be  absolutely  unsuggestive.  The  word  ''  Bovril " 
was  suggestive  of  "ox,"  but,  as  a  whole,  was  held  not  to  be  descriptive. 

The  argument  in  the  present  case  for  the  Applicants  was,  that  there  is  a  word 
to  be  dealt  with  compounded  of  "  Table  "  or  "  Tablet "  with  a  common  suffix 

45  "  oid."  To  the  last  Mr.  Walter,  with  his  accustomed  skill,  would  not  pin 
himself  to  one  or  other.  There  were,  he  says,  the  words  **  Tabellas,"  "  Table," 
"  Tablet "  in  common  use,  and  "  Tabloid  "  must  be  taken  from  part  of  one  or 
other  of  them,  and  the  rest  of  the  word  is  made  up  by  adding  a  common  suffix, 
**  oid  "   meaning  "  in  the  form  of  "  or  "  like  "  or  "  allied  to,"  used  in  a  great 

50  many  English  words,  and  especially  in  connection  with  scientific  nomenclature^ 
and  though  part  of  the  root  or  suggesting  word  is  left  out  the  word  *^  Tabloid  " 
means  something  like  or  allied  to  things  denoted  by  one  or  other  of  the  old 
words.    On  the  other  hand,  it  was  forcibly  urged  that  the  only  attribute  common 
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to  the  thinfiffl  denoted  by  the  words  "  Table  "  and  "  Tablet "  is  the  saggeatioQ 
of  flatness  on  one  side  or  other,  or  on  both  sides,  of  the  object,  withont  any 
notion  of  convexity.  Suppose  "  Tablet "  be  the  word  supposed  to  have  the 
common  suffix  appended,  it  is  to  be  noticed  that  the  new  word  is  not 
"  Tabletoid  "  but,  "  Tabloid,"  a  possible,  but  noc  the  most  obvious  formation,  5 
while,  if  •'Table"  be  the  word,  though  *•  Tabloid"  would  probably  be  a 
natural  way  of  adding  the  suffix  by  analogy  to  other  words  constructed  in  a 
similar  form,  the  word  so  constructed  would  mean  allied,  not  to  a  ^^  Tablet " 
but  to  a  '^  Table,"  but  though  solid  drugs  in  certain  form  were  known  as 
"  TabellfiB  "  or  '•  Tabulas,"  there  is  nothing  that  I  can  find  to  denote  convexity  or  10 
compression  in  the  word. 

I  think  the  case  is  near  the  line,  but  treating  it  as  a  matter  of  fact,  I  come  to 
the  conclusion  that  in  March  1884  the  word  was  not  '^really  intelligibly 
**  describing  the  thing  sold,"  which  is  the  way  in  which  Lord  Lindley  in  the 
*'  Bovril "  case  puts  the  form  of  direction  to  a  Jury.  1  agree  that  there  is  a  15 
suggestion  or  atmosphere  of  description  about  the.  word  as  used,  but  1  do  not 
think  that  it  can  be  said  to  have  been  other  than  a  *'  fancy  word  "  as  applied 
to  goods  in  the  class  in  which  it  was  registered.  The  Motion  must,  therefore, 
be  dismissed. 

I  now  come  to  the  other  part  of  the  case.    It  is  clearly  proved  that  since  the  20 
registration  of  the  words  "Tabloid"  and  "Tabloids"  the  Plaintiff  firm  have 
continuously  and  to  an  enormous  extent  advertised,  sold,  and  denoted  their 
goods  in  connection  with  the  registered  words.    They  deal  only  wholesale.   That 
portion  of  the  public  to  which  they  appeal  directly  is  mainly  composed  of  doctors, 
chemists,  nurses,  and  those  concerned  in    the    ordering,    preparation,    and  25 
administration  of  drugs ;   and  it  is  to  these  that  their  advertisements,  trade 
lists,  and  trade  documents  are  directed.   To  every  medical  practitioner,  to  every 
chemist  and  qualified  chemist's  assistant,  and  to  every  known  nurse  in  the 
empire,  diaries  are,  and  have  for  many  years  been,  sent  annually,  in  which  Messrs. 
Burroughs  and  WeUcome's  goods  are  referred  to  and  denoted  as  "  Tabloid  "  or  30 
"  Tabloids."    I  had  the  evidence  of  a  very  representative  body  of  medical  men 
and  chemists,  which  convinces  me  that  to  those  who  constitute  that  portion  of 
the  public  who  are  primarily  concerned  in  the  matter,  the  words  "  Tabloid " 
and  "  Tabloids "  mean  and  denote,  and  have  always  meant  and  denoted,  the 
goods  of  the  Plaintiff  firm.    All  that  could  be  done  by  owners  of  a  trade  name  35 
to  protect  it  has  been  done.    The  Plaintiff  firm  has  been  vigilant,  even  to  the 
extent  of  persuading  compilers  of  modern  dictionaries  to  correct,  and  to  under* 
take  to  correct,  their  definitions  of  the  word  "  Tabloid." 

There  is  one  peculiarity  in  the  case  I  must  mention.  The  word  "  Tabloid  " 
has  become  so  well  known  and  appreciated  in  consequence  of  the  use  of  it  by  40 
the  Plaintiff  firm  in  connection  with  their  compressed  drugs  that  I  think  it  has 
acquired  a  secondary  sense  in  which  it  has  been  used,  and  may  le^timately  be 
used  so  long  as  it  does  not  interfere  with  their  trade  rights.  I  think  the 
word  has  been  so  applied  generally  with  reference  to  the  notion  of  a  com- 
pressed form  or  dose  of  anything,  from  literary  education  and  household  45 
dwellings,  and  sometimes  also,  perhaps,  as  denoting  a  bi*convex  form  of  drug, 
and  various  works,  including  numbers  of  "Punch,"  have  been  referred  to 
showing  such  use  of  the  word. 

Mr.  Walter  ingeniously  suggested  that  the  Plaintiff  firm  have  sought  to  rob 
the  English  language  by  preventing  its  natural  development  in  endeavouring  to  50 
appropriate  such  a  word  as  "  Tabloid,"  which  he  puts  as  being  a  natural  develop- 
mefnt  of  the  word  "  Table  "  or  "  Tablet "  ;  but  I  think  it  is  more  correct  to  say  that 
the  Plaintiff  firm  liave  made  a  gift,  such  as  it  is,  to  Uie  language,  while 
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reserving  a  special  use  of  it  to  themselves.  The  trade  lists  employed  in 
the  drng  trade  are  unanimous  in  their  testimony,  as  well  negative  as 
positive,  to  the  true  meaning  of  the  word  as  applied  to  compressed  drugs.  A 
large  number  have  been  produced,  not  one  of  which  uses  the  word  in 
5  reference  to  the  goods  of  anyone  except  the  Plaintiff  firm,  and  all  of 
which  refer  to  their  goods  in  connection  with  the  words  "  Tabloid  "  and 
**  Tabloids." 

I  am  satisfied  as  a  result  of  the  evidence  of  the  medical  men  and 
chemists,  who  have  given  their  testimony,  that,  speaking  generally  (though 

10  there  are  exceptions)  to  doctors  who  prescribe  and  use  the  word  '*  Tabloids  " 
the  word  means  and  intends  the  goods  of  the  Plaintiff  firm;  to  the 
chemists  and  others  concerned  in  the  drug  trade  who  dispense  and  sell 
the  drags  the  word  has  the  same  meaning.  Sometimes  doctors  add  to 
the    word    "Tabloids"    the    name  of  the  firm    or    the  letters    "B.  &  W.," 

15  but  this  is  by  way  of  extra  caution  to  ensure  against  the  substitution 
of  drugs  of  a  less  reliable  or  lower  standard  than  that  of  those  prepared  by 
the  Plaintiffs. 

I  quite  agree  that  there  is  a  considerable  section  of  the  public  knowing  and 
using  the  drugs,  who  have  not  noticed  or  observed  the  distinction  between 

20  "  Tablets,"  under  which  name  a  very  large  number  of  compressed  drugs  of 
bi-convex  shape  are,  and  have  for  a  long  time  past  been  sold,  and  "  Tabloids," 
so  as  to  identify  the  latter  with  the  manufacture  of  the  Plaintiff  firm.  When, 
given  in  pursaance  of  a  prescription  the  "  Tabloids  "  are  often,  perhaps  generally, 
so  put  up  as  not  to  disclose  the  name  of  the  maker.    This,  I  suppose,  is  to 

25  protect  the  chemist  and  to  entitle  him  to  charge  as  for  medicine  made  up  to  pre- 
scription. Besides  this,  although  the  Plaintiff  firm  supply  their  goods  to  chemists 
in  their  own  small  bottles  and  tin  boxes  to  be  retailed,  they  sometimes  supply 
them  in  bulk,  and  then  the  chemists  may,  and  sometimes  do,  put  them  into 
small  bottles  and  sell  them  in  connection  with  their  own  name  with  labels, 

30  calling  them  "  Tablets  "  not  "  Tabloids,"  and  supplying  them  in  answer  to  a 
request  for  either  *'  Tablets  "  or  "  Tabloids."  Though  this  is  not  complained 
of,  it  must  have  some  effect  in  preventing  the  retail  customer  from  having 
his  attention  so  pointedly  called  to  the  fact  that  the  words  "  Tabloid "  and 
^^  Tabloids  "  denote  the  goods  of  a  particular  firm  as  would  be  the  case  if  the 

35  "  Tabloids  "  were  always  retailed  under  that  denomination  in  connection  with 
the  Plaintiffs'  firm  name  or  initials.  Nevertheless,  though  I  have  evidence  of 
mistakes  in  ordering  goods  as  "  Tabloids "  when  the  goods  of  other  makers 
are  really  wanted,  I  consider  the  evidence  does  show,  again  speaking  generally, 
that  members  of  the  public,  when  they  ask  for  **  Tabloids,"  mean  and  expect  to 

40  get  the  goods  of  the  Plaintiff. 

Upon  this  part  of  the  case  I  think  that  the  Plaintiffs  have  discharged  the 
obligation  referred  to  by  Lord  Herschell  in  the  *'  Two  D  "  case  {Leahy,  Kelly, 
and  Leahy  v.  Glover,  10  R.P.C.,  at  page  155)  when  he  says  that,  "  The  f  ounda- 
*'  tion  of  a  passing  off  case  is  that  the  party  alleging  it  should  prove  in  the  first 

45  '*  instance  that  any  name  which  he  claims  as  his  trade  name  has  been  so 
'*  extensively  used  in  connection  with  his  manufacture  or  with  the  goods 
^  which  he  sells  that  his  goods  have  come  to  be  known  in  the  market  by  that 
"  name,  that  anyone  using  that  name  would  intend  to  refer  to  his  goods,  and 
'^  that  anyone  to  whom  the  name  was  used  would  understand  that  his  goods 

50  "  were  referred  to." 

The  Defendants  are  manufacturing  and  retail  chemists  carrying  on  a  large 
business.  They  have  businesses  at  several  different  places,  including  two  shops 
in  Deanflgate  and  Piccadilly,  Manchester*    They  have  sold  in  response  tootd&m 
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for  '< Tabloids"  goods  not  of  the  manofactare  of  the  Plaintiff  firm.    Until 
about  the  middle  of  last  year  the  great  bulk  of  the  compressed  drugs  sold  by  the 
Defendants  at  their  Manchester  shops  were  of  the  manufacture  of  the  Plaintiff 
firm.    The  Defendants  and  all  their  assistants  knew  that  ''  Tabloids  "  denoted 
the  goods  of  the  Plaintiff  firm.    Since  the  date  in  question  the  Defendants  have  5 
stocked  compressed  drugs  of  other  makers,  and  they  have  sold,  in  bottles  labelled 
"  Tablets  "  in  connection  with  their  own  name  goods  of  the  Plaintiffs  as  well 
as  goods  of  other  manufacture.    The  bottles  and  labels  are  not  distinguishable, 
and  they  are  as  a  rule  kept  in  one  glass  case,  though  it  is  said  that  they  are,  or 
ought  to  be,  on  different  sides  of  it.    It  has  been  proved  that  on  the  10th  of  10 
September  1902  the  Defendants  supplied  to  Winifred  Davies,  in  fulfilment  of 
a  prescription  "  Tabloid  Potassii  Chlorate — B.  W.  &  Co.,"  things  which  were 
not  the  Plaintiffs'.    On  the  12th  September  1902  Mr.  27u>mas  Smith  was  supplied 
with  "  Cascara  Sagrada  "  in  similar  shape  and  form  to  the  **  Tabloids  "  of  the 
Plaintiff  firm  in  response  to  a  request*  for  '*  Cascara  Sagrada  Tabloids,"  which  15 
were  described  on  a  list  shown  to  and  read  by  the  assistant  as  "  Cascara  Sagrada 
"  Tabloids— B.  &  W."    On  the  13th  of  August  1902  Mr.  W.  H,  Sykes  was  served 
with  goods  not  the  Plaintiff's,  they  having  been  represented  to  him  as  the 
Plaintiff's  goods  in  reply  to  an  express  inquiry  whether  they  were  Burroughs 
and  Wellcome^s  goods.    I  have  specially  mentioned  these  three  cases,  because  20 
there  was  a  passing  off  where  the  goods  were  not  denoted  as  "  Tabloid  "  or 
*'  Tabloids  "  only,  but  in  such  a  way  as  to  make  it  absolutely  certain  that  the 
goods  of  the  Plaintiff  firm  were  referred  to  by  the  use  of  their  name  or  initials. 
There  were  nine  other  cases  where  the  goods  were  referred  to  as  ^^  Tabloid " 
or  **  Tabloids."    In  all  twelve  cases  were  proved,  seven  taking  place  at  the  25 
Piccadilly  shop  and  five  at  the  Deansgate  shop.    One  was  in  August  1902,  five 
in  September,  one  in  October  in  the  same  year,  and  five  in  January  1903.   Nine 
were  accompanied  by  the  production  of  writing  showing  what  was  wanted. 
The  witnesses  gave  their  evidence  well,  and  I  believe  them.    Some  point  was 
made  that  they  were,  with,  I  think,  two  exceptions,  clerks  in  the  office  of  a  30 
firm  of  Manchester  solicitors,  who  were  instructed  by  the  Plaintiff's  solicitors, 
and  some  point  was  also  made  of  the  ^t  that  no  notice  was  given  of  the  occasions 
until  after  the  issue  of  the  writ  in  the  action.    The  orders  were  all  what  are 
called  trap  orders,  and  the  Court  is  always  careful  to  see  that  traps  when  set 
are  fairly  set,  and  in  some  cases  to  refuse  to  attach  weight  to  evidence  of  casual  35 
transactions  where  the  matter  depends  upon  the  effect  of  some  exchange  of 
remarks  made  weeks  or  months  before  the  trial,  and  where  notice  has  not  been 
given  within  reasonable  time  after  the  event  of  the  intention  to  rely  upon  what 
is  alleged  to  have  taken  place.    In  each  case  the  circumstances  must  be  con- 
sidered, and  in  the  present  case  I  think  that  the  traps  were  fair,  and  that  the  40 
instances  given  in  the  Particulars  have  been  proved.    I  think  the  Plaintiff  is 
entitled  to  an  injunction  independently  of  the  question  ot  registered  Trade 
Mark. 

There  is  one  point  in  the  form  of  the  Order.    There  are  several  marks- 
referred    to.     I  think  I   only  heard  argument  with   respect    to    the    marks  45 
for   this   particular   class  ?      Is    not   that    so  ?      There    were  some    general 
observations  made  about  the  others,  but  I  have  not  even  got  the  details  of  them 
— there  are  several. 

Leuett,  K.C. — The  Statement  of  Claim  is  confined  to  four,  but  the  notice  of 
Motion  went  to  several  more.  50 

Byrne,  J. — If  there  is  any  special  argument  founded  on  any  of  these 

Walter,  K.C— No,  I  think  not 

Levett,  K.C— It  is  the  eame  word  in  different  classes. 
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An  injunction  was  awarded  in  accordance  with  the  second  claiming  clause  in 
the  Statement  of  Claim,  with  40s.  damages  and  costs,  and  (following  Field  v. 
Wagel  Syndicate,  17  R.P.C.  266)  a  Certificate  that  the  right  to  the  exclusive  use 
of  the  Trade  Mark  came  in  question. 


5  In  thb  High  Court  op  Appeal. 

Before  LORDS  JUSTICES  Vaughan  Williams,  Romeb,  and  Stirling. 

November  9th,  1903. 

Fels  v.  Christopher  Thomas  &  Brothers,  Ld. 

Trade  Name. — "  Naptha.^^ — Action  to  restrain  passing-off. — Name  associated 

10   with  Plaintiffs^  goods  by  public  for  two  years. — Descriptive  word. — No  right  of 

action  in  Plaintiffs,  who  are  unable  to  claim  such  a  name  as  their  own^  to  an 

injunction  restraining  its  use  even  where  it  is  not  properly  descriptive, — Appeal 

dismissed. 

The  Plaintiffs,  Fels  &  Co.,  were  manufacturers  in  America  of  a  cold  water 
15  household  soap  which  fro^n  its  commencement  in  1894  they  had  sold  under  the 
name  **  Fels-Napiha,^^  naphtha  being  in  fact  an  important  ingredient  in  the 
soap  from  its  special  cleansing  qualities.  They  commenced  substantial  sales 
of  their  soap  in  England  in  February  1900  under  the  above  name,  but  it 
appeared  that  dealers  and  customers  had  frequently,  while  the  Plaintiffs'  soap 
20  UHis  the  07ily  soap  of  the  kind  on  the  market,  designated  this  soap  by  the  simple 
names  "  Naptha  "  or  "  Naptha  SoapV  In  the  latter  part  of  1902  the  Defendants 
commenced  to  manufacture  and  sell  a  similar  soap,  which  was  put  upon  the 
market  as  "  Christopher*s  Naptha  Soap — Christr.  Thomas  &  Brothers,  Ld.^ 
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"  Brisioiy  There  was  a  conflict  of  expert  evidence  of  analysts  with  respect  to 
the  presence  ofnaptha  in  the  Defendants^  soap,  all  the  analysts  called  for  the 
Plaintiff^  alleging  that  it  did  not  contain  naptlia  hut  only  contained  a  distinct 
chemical  substance  called  napthaline.  Judgment  was  given  for  the  Defendants. 
The  PlaintiJSfk  appealed.  ^ 

Held,  thatf  the  word  being  a  descriptive  term  as  applied  to  the  Plaintiffs^ 
soap,  the  Plaintiffs  had  not  discharged  the  onus  of  proving  the  identification 
of  the  name  "  Naptha  Soap  "  unth  themselves,  which  ffiey  must  do  in  order  to 
ash  the  Court  to  find  that  the  Defendants  had  intended  passing-off;  and  that 
the  presence  of  naphtha  in  the  Defendants'  soap  was  irrelevant.  10 

This  was  an  appeal  by  the  Plaintiflfs  from  a  decision  of  Mr.  Justice  Kekewich* 
dismissing  the  action.  The  general  facts  aa  to  the  Appellants*  trade  will  be 
found  in  the  report  of  Fels  v.  Hedley  Jk  Co.,  Ld.^  In  this  case  the  Respondents 
were  the  actual  manufacturers  of  the  soap  complained  of.  Their  soap  wasaoold 
water  household  soap  similar  to  the  Appellants\  and  was  sold  in  wrappers,  but  15 
there  was  no  claim  made  by  the  Appellants  in  respect  of  **  get-up."  In  their 
Statement  of  Defence  the  liespondents,  amongst  other  things,  had  alleged  aa 
follows  : — ^^  The  Defendants  say  that  they  are  selling  a  soap  made  with  naptha, 
"  and  of  their  own  manufacture,  under  the  name  of  *  Christopher'' s  Naptha  Soap— 
•*  *  Christr.  Tliomas  Jk  Brothers,  Ld.,  Bristol,  and  with  a  statement  that  the  20 
<'  snme  '  is  of  first-class  English  make,'  and  they  claim  to  be  entitled  so  to 
"  describe  their  said  soap,  and  thereby  to  inform  the  public  what  is  the  character 
'*  of  their  said  soap,  and  who  are  the  makers  thereof  and  where  it  is  made. 
^^  There  is  no  single  particular  in  the  manner  in  which  the  Defendants*  said 
^*  soap  is  got  up  for  sale  or  sold  which  bears  any  special  resemblance  to  any  25 
"  particular  in  the  manner  in  which  the  Plaintiffs'  said  soap  is  got  up  for  sale 
"  or  sold."  The  Statement  of  Defence  concluded  as  follows  : — ^'^  This  action  is 
"  brought  by  the  Plaintiffs  for  the  purpose  of  preventing  the  Defendants  and 
"  the  soap  trade  generally  from  describing  soap  made  with  naphtha  as  *  Naphtha 
**  *  Soap,'  and  the  Defendants  submit  that  the  Plaintiffs  are  not  entitled  to  30 
'*  preyent  them  from  so  doing,  and  that  this  action  should  be  dismissed  with 
*'  costs."  With  regard  to  the  presence  of  naphtha  in  the  two  soaps  there  was 
again  a  conflict  of  evidence  between  the  chemical  experts.  Whereas  in  Fels  v. 
Stephenson  Brothers,  Ld.,%  the  dispute  was  as  to  the  amount  of  naphtha  which 
was  in  fact  contained  in  the  Defendants'  soap,  and  as  to  its  detergent  efficiency,  \M 
in  the  present  case  it  was  contendeii  for  the  Appellants  that  the  Respondents' 
soap  contained  no  naphtha  at  all,  but  only  a  distinct  product  called  naptha- 
line, not  belonging  to  the  same  chemical  family  as  the  naphthas,  possessing 
no  detergent  or  cleansing  qualities,  and  not  soluble  in  water.  The  analyst 
called  by  the  Respondents  said  that  he  had  found  1  per  cent,  of  the  napthaline,  40 
but  had  also  found  ^  per  cent,  of  naphtha  in  the  Respondents'  soap,  which 
amount  of  the  latter  he  admitted  might  not  have  any  practical  cleansing  effect 

The  Plaintiffs  appealed,  and  the  appeal  was  heard  on  the  9th  of  November 
1903. 

Moulton,  K.C.,  Neville,  K.C.,  J.  Cutler,  K.C.,  and    Waggett  (instructed  by  45 
Campbell   and  Baird)    appeared    for    the  Appellants;     Warmington,   K.C., 
Warrington,  K.C.,  and  Sebastian  (instructed  by  Field,  Roscoe  A  Co.)  appeared 
for  the  Respondents. 


♦  20  B.P.C.  447.  t  P'^^  P<«c  91. 

X  2C  B.P.C.  443  and/ioif,  page  89. 
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NevilUy  E.G.,  for  the  Appellants,  stated  the  facts  of  the  case,  and  laid  stress  on  the 
evidence  that  there  was  no  naphtha  at  all  in  the  Respondents'  soap.  [ROMBR, 
^-Z^-;— There  was  an  interval  of  two  years  between  FM  invention  and  intro- 
daction  on  to  the  market  of  a  new  kind  of  soap  containing  naptitha,  and  called 
5  **  Naptha,"  and  the  beginninir  of  the  Kespondents'  trade.  Does  the  evidence 
justify  our  finding  that  what  was  clearly  descriptive  had  during  that  period 
come  to  have  a  secondary  meaning  ?]  Yes,  because  the  name  "  naptha  *'  is  so 
wide  in  connotation  that  it  does  not  lead  the  mind  to  the  article  itself ;  but 
when  it  had  become  identified  with  the  Appellants'  trade,  the  Respondents 

10  came,  not  to  put  a  good  new  detergent  soap  on  the  market,  but  to  steal  that 
trade  if  they  could.  This  case  is  really  within  Powell  v.  Birmingham  Vinegar 
Brewery  Company  (14  R.P.C.  720  ;  L.R.  (1897)  A.C.  710). 

MouUon,  K.C.,  followed  for  Appellants.—The   Court  will  infer  from  the 
Respondents  having  taken  the  name  "  Naptha,"  when  there  is  in  fact  none  in 

15  their  soap,  that  they  knew  the  term  had  a  special  meaning  in  the  market,  as 
was  inferred  in  Reddaway  v.  Banham  (13  R.P.C.  218  ;  L.R.  (1896)  A.C.  199). 
[ Vaughan  Williams,  L.J.— But,  if  "  Naptha  Soap  "  means  naptha  soap,  you 
have  no  case.]  The  decision  of  Lord  Westbury  in  M^Andrew  v.  Bassett 
(4  De  G.  J.  &  S.  380),  where  the  antecedent  user  was  only  about  two  months, 

20  was  right.  If  the  Appellants  can  show  that  their  manufacture  is  ordinarily 
called  by  a  name,  whether  it  be  descriptive,  nickname,  or  any  other,  then  the 
Court  will  stop  any  other  being  passed  off  under  that  name.  The  basis  of  the 
case  is  that  the  public  are  deceived. 

Counsel  for  the  Respondents  were  not  called  on, 

25  Vaughan  Williams,  LJ^—ln  my  judgment  this  appeal  ought  to  be 
dismissed.  The  question  which  we  have  to  determine  here  is  a  simple 
question  of  fact.  I  do  not  for  one  moment  deny  that,  quite  apart  from  any 
property  which  has  been  created  by  Statute  in  registered  Trade  Marks,  a  trader 
may  practically  get  property  in  a  mark  or  name  which  is  placed  on  his  article, 

30  although  he  has  no  registered  Trade  Mark,  and  even  although  the  name  which 
is  given  to  the  article,  which  he  manufactures  and  vends,  may  be  a  name  which 
he  has  not  himself  given  to  the  article,  but  one  by  which  the  public  have  come 
to  call  the  article  vended  by  him.  If  once  you  arrive  at  the  conclusion  that 
there  is  some  name  or  other  by  which  those  who  use  it  always  mean  to  designate 

.35  an  article  of  particular  manufacture,  then  you  have  to  look  at  the  evidence  to 
see  whether  the  Defendant  in  using  that  name,  did  so  with  the  intent  of 
passing  off  his  goods  as  being  the  goods  of  the  manufacture  of  the  person 
whose  articles  had  come  to  be  generally  indicated  by  that  name.  But  before 
you  can  come  to  the  conclusion  that  there  has  been  imitation,  you  must 

40  first  come  to  the  conclusion  that  the  Plaintiff's  articles  have  come  to  be  known 
by  the  particular  name  which  it  is  suggested  is  used  by  the  Defendant  for  the 
purpose  of  imitation  with  the  object  of  passing  off  his  goods  as  the  Plaintiff's 
goods.  Now  T  do  not  think  here  that  has  been  established  at  all.  I  think  that 
the  words  *'  Naptha  Soap  "  have  not  in  fact  come  to  bo  used  by  the  public  as 

45  indicating  especially  the  Plaintiffs'  soap.  The  Plaintiffs  called  their  soap, 
originally,  "  Fels-Naptha,"  and  that  was  the  name  they  intended  to  attribute 
to  their  soap.  They  introduced  it  into  this  country.  No  doubt  it  had  a 
rapid  success.  It  seems  to  have  been  the  first  naphtha  soap  which  was  intro- 
duced into  this  country,  and  I  am  not  surprised  that  for  a  long  time — not  a  very 

50  long  time — a  good  many  customers  who  came  into  shops  to  buy  soap  did 
not  say  "Fels-Naptha  Soap,"  but  they  said  "Naptha  Soap."  I  do  not  myself 
think  that  the  evidence  in  any  way  establishes  that  when  they  said  "  Naptha 
"  Soap  "  they  meant  naphtha  soap  according  to  any  particular  receipt,  made  in 
any  particular  fashion.    I  think  that  they  asked  for  "  Naptha  Soap  "  because 

55  they  wanted  soap  with  naphtha  in  it,  and  that  they  merely  omitted  the  name, 
because,  at  that  time,  when  only  one  person  was  using  this  new  invention,  it 
was  very  natural  that  the  buyers  should  merely  ask  for  the  popular  "  Naptha 


88  HfitORfS  OF  PATSlNt,  DfiSIGN,        [Feb.  24, 1904. 

Fels  V.  Ghristoplher  Thomas  A  BrotJiers^  Ld. 

"Soap — soap  with  naphtha  in  it.  Presently  there  came  other  soaps  on  the 
market — I  do  not  mean  the  Defendants'  soap,  but  "  Rock  Oil  Soap  "  and  some 
other  soap — I  forget  what  the  name  of  it  was.  The  evidence  is  that  as  soon 
as  ever  these  other  soaps  came  into  the  market,  then,  when  the  retailers  dealing 
in  that  soap  were  asked  for  "  Naptha  Soap,"  they  would  say  to  their  customers,  5 
"  Which  '  Naptha  Soap '  would  you  \\\iQ—Fels\  Thomas's^  or  Stevenson's  ? 
This  shows  conclusively  that  in  the  minds,  at  all  events,  of  those  retailers, 
"  Naptha  Soap "  had  not  become  especially  appropriated  to  soap  of  the 
Plaintiffs'  manufacture.  The  moment  that  one  comes  to  that  conclusion,  the 
next  conclusion  that  follows  on  that  is  almost  consequential.  If  the  name  had  10 
not  become  so  appropriated,  imitation  for  the  purpose  of  passing  of  goods 
becomes  proportionately  improbable,  and,  under  these  circumstances,  I  have 
no  hesitation  whatever  myself  in  finding  the  fact,  which,  as  I  understand  Mr. 
Justice  Byrne  and  Mr.  Justice  Kekewich  both  found,  that  the  name  '*  Naptha" 
was  not  used  by  the  Defendants  for  the  purpose  of  imitation  of  the  Plaintiffs'  15 
soap,  with  the  object  of  passing  off  the  Defendants'  soap  iis  being  of  the 
Plaintiffs'  manufacture. 

I  do  not  know  that  there  is  any  need  to  read  any  judgments  in  other 
cases  upon  the  subject.  There  was  read  to  us  in  the  courae  of  the  argument  a 
passage  from  Lord  Davey's  judgment  in  the  Cellular  Clothing  Company  v.  20 
Maxton  (16R.P.C.  397;  L.R.  1899  A.C.  326),  in  which,  whilst  pointing  out 
that  it  is  possible  in  the  case  of  a  descriptive  name  to  have  imitation  and  passing- 
off,  he  points  out  that  it  is  always  a  difficult  case  to  prove,  and  1  should  think, 
a  fortiori^  9k  difficult  case  to  prove  where  the  Plaintiffs  have  another  and  specific 
name,  which,  by  advertisements  all  over  the  world — advertisements  which  we  25 
have  been  told  cost  an  enormous  sum  of  money — they  have  tried  to  get  their  wares 
known  by  another  name— not  as  "  Naptha  Soap,"  but  as  "  Fels-Naptha  Soap." 

In  my  judgment  the  decision  of  Mr.  Justice  Kekewich  was  perfectly  right. 
There  was  nothing  in  this  case  at  all,  like  the  celebrated  letter  in  Roddaway's 
case,  in  the  slightest  degree  to  support  the  allegation  that  the  giving  of  this  30 
descriptive  name  in  this  case  was  done  for  the  purpose  of  imitation  and 
passing-off. 

ROMER,  L  J. — I  am  of  the  same  opinion.     Really  to  my  mind  this  is  a  very 
simple  case,  and  I  shall  confine  myself  to  saying  that  the  term  "  Naptha,"  as 
applied  to  soap  by  the  Plaintiffs,  was  clearly  a  descriptive  term.     It  was  applied  35 
to  soap  by  them,  the  original  manufacturers,  because  the  soap  which  they  sold 
under  that  name  contained  naphtha  and  was  a  good  detergent,  and  apparently 
because,  at  the  time  their  soap  was  first  put  upon  the  market,  or  first  manu 
factured,  naphtha,  as  an  ingredient  in  soap,  was  somewhat  of  a  novelty,  if 
not  an  absolute  novelty.     Then  the  Plaintiffs  i)ut  their  soap  on  this  market  40 
somewhere  about  the  year  1900,  but  they  sold  it  here  as  "  Fels-Naptha  Soap,'* 
that  is  to  say,  as  naphtha  soap  manufactured  by  Fels  ;  it  is  largely  advertised, 
and  the  Plaintiffs  are  fortunate  enough  to  have  no  other  naphtha  soap  put  on 
the  market  in  this  country  for  some  two  years,  and  so  they  get  a  large  sale. 
During  that  time,  before  other  manufacturers  in  this  country  prepared  and  sold  45 
naphtha  soap,  the  customers,  who  knew  the  Plaintiffs'  soap  and  liked  it,  not 
unnaturally  then  asked  for  it  as  "  Naptha  Soap  "  simply,  and,  of  course,  there 
being  no  other  manufacturer's  soap  on  the  market,  when  they  spoke  of  the  soap 
as  '*  Naptha,"  they  meant  the  Plaintiffs'  and  nobody  else's  soap.    Of  course  they 
could  at  that  time  have  meant  nobody  else's  soap,  but  such  evidence  as  that,  50 
and  the  evidence  generally  that  we  have  in  this  case,  is  to  my  mind  wholly 
insufficient  to  enable  this  Court  to  say  that  what  was  originally  a  purely 
descriptive  term  has  acquired  a   secondary  signification,  so  as  to  give  the 
Plaintiffs  a  sort  of  proprietary  right  in  the  term— a  right  to  say  that  nobody 
else  can,  without  risk  of  having  their  goods  said  to  be  calculated  to  deceive,  sell  55 
soap  under  the  name  "  Naptha  "  in  this  country.    No  such  secondary  significa- 
tion of  the  term  "  Naptha"  has  been  proved  to  exist  in  this  case,  and  that  being 
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BO  the  basis  on  which  the  Plaintiffs'  case  in  this  action  was  framed  falls  to  the 
ground.  I  need  scarcely  say  there  is  nothing  in  the  case,  to  my  mind,  which 
would  enable  the  PlaintiflPs'  case  to  acquire  a  different  position,  because  they 
seek  to  make  out,  with  more  or  less  success,  that  the  Defendants*  soap  contains 
yery  little,  if  any,  real  naphtha  in  it.  It  appeal's  to  me  that  that  is  an  irrelevant 
factor  under  the  circumstances. 

Stirling,  Z.J. — I  am  of  the  same  opinion.  In  my  judgment  the  word 
"  Naptha"  in  **Naptha  Soap"  was  from  the  first,  and  still  remains,  simply  a 
descriptive  word. 


10  In  the  Court  of  Appeal. 

Before  Lords  Justices  Vaughan  Williams,  Romer,  and  Stirling. 

November  24th,  1903. 
Fbls  v.  Stephenson  Brothers,  Ld. 


TVcuie  name. — "  Naptha.^"* — Actioa  to  restrain  passing-off. — Nam>e  associated 
15  with  goods    by  public. — Naphtha  an  actual  ingredient  in  Plaintiffs^    and 
Defendants^  goods. — Descriptive  word. — Injunction  refused. 

The  Plaintiffs^  Fels  &  Co.,  were  manufacturers  in  America  of  a  cold  water 
household  soapy  which  from  its  commencement  in  1894  they  had  sold  under  the 
name  ^^  Fels-Naptha,^^  naphtha  hehig  in  fact   an  important  ingredient  in 

20  ^he  soap  from  its  special  cleansing  qualities.  They  commenced  substantial 
sales  of  their  soap  in  England  in  February  1900  under  the  above  name^  but 
ft  appeared  from  the  evidence  given  in  this  action  that  dealers  and  customers 
had  frequently^  while  the  Plaintiffs^  wa^  the  only  soap  of  the  kind  on  the 
market^  designated  this  soap  by  the  simple  names  ^^ Naptha'*^   or  ^^ Naptha 

25  ^^  Soap''  In  the  latter  part  of  1902  the  Defendants^  who  were  wholesale  and 
retail  grocers^  commenced  selling  a  similar  soap  made  by  certain  manufacturerSy 
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which  ivasput  upon  the  market  as  ''^  Rock  Oil  Naijtha  Soap'^  Apart  frmn  the 
general  trade  evidence^  the  expert  evidence  of  analysts  wa^  addticedy  which 
showed  that  only  a  small  amount  of  naphtha^  far  less  than  in  the  PlaifUiffs* 
soapy  was  contained  in  the  Defefidants^  soap.  Judgment  was  given  for  the 
Defendants.  The  Plaintiffs  appealed.  On  the  appeal  coming  on  for  liearing^  5 
an  Order  was  simply  taken  dismissing  the  a^jpeal  tvith  a  view  to  the  consolida- 
tion of  this  and  two  similar  actions  for  the  purposes  of  an  appeal  to  the  House 
of  Lords. 

This  action  was  very  similar  to  that  of  Fels  v.  Christopher  Thomas  and 
Br  other  Sy  Ld.^  reported  above  ;•  the  general  facts  were  common  to  both  cases,  10 
and  the  Plaintiffs'  claim  was   based  only  on  the  name  of  the  soap  and  on 
the  secondary  meaning  of  "  Naptha."     They    made  no  claim  in  respect  of 
"  get-up." 

Mr.  Justice  Kekewich  dismissed  the  action,t  and  the  Plaintiffs  appealed. 

The  appeal  was  heard  on   the  24th  of  November  1903,  shortly  arfter  the  15 
Plaintiffs'  appeal  in  their  action  against  Christopher  Thomas  and  Brothers,  Ld.y 
had  been  dismissed. 

Waggett  (instructed  by  Campbell  and  Baird)  appeared  for  the  Appellants ; 
Sebastian  (instructed  by  Fields  Roscoe  A  Co.,  agents  for  Bateson,  Warr  and 
Wimshursty  Liverpool)  appeared  for  the  Respondents.  20 

Waggetty  for  the  Appellants. — This  Court  has  heard  the  evidence  in  this 
action  when  hearing  the  appeal  in  Fels  v.  Christopher  Thomas  and  BrotJierSy 
Ld.y  and  it  would  not  be  respectful  to  argue  this  case  here  having  regard  to  the 
judgments  of  this  Court  in  that  case.  It  has  been  arranged  that  if  these  cases 
are  taken  to  the  House  of  Lords  there  may  be  consolidation  of  the  actions  ;  but  25 
your  Lordships  will  simply  dismiss  this  appeal  with  costs. 

Vaughan  Williams,  L.J.— Yes. 


Ante,  page  85.  f  20  R.P.O.  443. 
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In  the  Court  op  Appbal. 

Before  The  Lord  Chief  Justice  and  Lords  Justices  Vaughan  Williams 

and  Rombr. 

November  30th,  1903. 

Fbls  v.  Hbdlby  &   Co.,  Ld. 


Trade  name. — "  Naptha.^^ — Action  to  restrain  passing-off, — Name  associated 
with  goods  by  public. --Descriptive  word. — Get-up, — Injunction  re/used. 

The  Plaintiffs,  Pels  &  Co.,  were  manufacturers  in  America  of  a  cold  water 
household  soapy  which  from  its  cominencemsnt  in  1894  they  had  sold  under  the 

10  name  "  Fels-Napthay^  naphtha  being  an  important  ingredient  in  the  soap  from 
its  special  cleansing  qualities.  Ihey  commenced  substantial  sales  of  their  soap 
in  England  in  February  1900  under  the  above  name,  but  it  appeared  that^ 
while  the  Plaintiffs*  was  the  only  soap  of  the  kind  on  the  market^  it  had 
extensively  become  the  popular  practice  for  dealers  and  customers  to  designate 

15  their  soap  by  the  simple  names  "  Naptha  "  or  "  Naptha  Soap,''  and  the  Plaintiffs 
therefore  contended  that  those  names  denoted  their  soap.  In  August  1902  the 
Defendants  Thomas  Hedley  &  Co.,  Ld.,  put  upon  the  market  a  similar  soap 
also  containing  naphtha,  under  the  name  "  Ladybird  Naptha  Soap,''  the  word 
**  Ladybird  "  being  their  registered  Trade  Mark  and  used  for  all  their  goods. 

20  Ji  appeared  that  the  Defendants'  soap  had  also  been  supplied  in  response  to 
orders  for  ^^  Naptha"  or  ^^  Naptha  Soap''  and  was  sold  in  wrappers  similar 
to  the  Plaintiffs'  (but  bearing  the  Defendants'  Trade  Mark  "  Ladybird "  and 
also  a  registered  device),  of  which  the  Plaintiffs  also  complained.  Held,  at  the 
trial,  by  Mr.  Justice  Byrne — (i)  that   the  get-up  of  the  Defendants'  goods, 

25  apart  from  the  use  of  Vie  words  "  Naptha  Soap,"  was  not  calculated  to  deceive; 
{2)  that  as  applied  to  the  goods  in  question  the  name  "  Naptha  "  was  a  descriptive 
wordy  denoting  an  ingredient  contained  in  them  ;  {8)  that  the  Defendants  had 
done  no  more  than  they  were  legally  entitled  to  do.  The  actioti  tvas  accordingly 
dismissed.     The  Plaintiffs  appealed. 
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Held,  on  appeal,  thaty  the  decision  of  Mr,  Justice  Byrne  on  the  absence  of 
secondary  meaning  in  the  words  "  Naptha  Soap "  being  correct,  there  was 
no  evidence  of  deception  by  similarity  of  ^^get-np.^^  The  appeal  was  dismissed 
accordingly. 

This  was  an  appeal  by  the  Plaintiffs  from  a  decision  of  Mr.  Justice  Byrne.       ft 

The  Plaintiffs,  Samuel  Simeon  Fels  and  Joseph  Fels,  carrying  on  business  under 
the  style  of  Fels  A  Co.,  were  American  manufacturers  of  soap  who  had  carried 
on  their  business  at  Philadelphia  for  upwards  of  twenty  yeais  past.  At  a  tim^^ 
prior  to  1894  they  had  commenced  to  manufacture  and  sell  household  soap  of 
an  improved  and  special  variety  with  exceptional  cleansing  powers,  and  it  10 
became  their  sole  product.  From  the  first  they  had  applied  to  their  soap 
the  name  "  Fels-Naptha "  so  spelt.  It  appeared  during  the  trial  that  the 
spirit  called  "  naptha,"  or  "  naphtha  "  was  in  fact  an  ingredient  in  the  Plaintiffs' 
soap,  and  gave  to  the  soap  its  detersive  or  cleansing  quality.  The  amount 
of  this  ingredient  did  not  appear  in  evidence  in  this  action,  but  a  special  15 
characteristic  of  the  soap  was  that  it  could  only  be  properly  used  with  cold  or 
tepid  water,  thereby  saving  the  expense  of  copper  fires  and  the  inconvenience 
of  steam. 

From  1894  to  1899  small  quantities  of  sample  packets  were  imported  to 
England  for  gratuitous  distribution.  In  February  1900  the  Plaintiffs  made  20 
their  first  large  consignment  to  their  agents  in  this  country  for  commercial 
purposes  ;  from  that  date  onwards  the  Plaintiffs  by  extensive  advertising  and 
otherwise  had  widely  promoted  the  reputation  and  sale  of  their  soap,  with  the 
result  that  a  large  and  increasing  demand  for  it  wjis  created. 

It  was  alleged  by  the  Plaintiffs  that,  "  notwithstanding  that  the  Plaintiffs  25 
"  themselves  gave  to  their  said  soap  the  longer  name  of  *  Fels-Naptha,'  it  has 
"  for  some  time  past  been  the  common  and  popular  practice  for  dealers  and  for 
**  members  of  the  public  applying  as  retail  customers  to  be  supplied  with  the 
**  said  soap  to  designate  and  refer  to  the  said  soap  by  the  shorter  designation 
"  *  Naptha,'  and  in  consequence  of  this  practice  the  name  '  Naptha '  has  become,  30 
**•  and  is,  the  popular  name  for  the  said  soap,  and  has  become  identified  with 
*'  that  soap,  and  customers  at  retail  shops  as  well  as  dealers  themselves  mean 
"  and  intend  in  asking  for  or  referring  to  *  Naptha  Soap '  to  ask  for  or  refer  to 
*'  the  said  soap  of  the  Plaintiffs  and  no  other." 

From    the    time    of    its    first    introduction    and    without    variation    the  35 
Plaintiffs'  soap  had  been  made  up  only  in  the  form  of  oblong  bars  of  one 
uniform  size  and  put  up  in  paper  wrappers,  which  are  more  particularly 
described  below. 

In  August  1902  the  Defendants,  Thomas  Hedley  A  Co.,  Ld.,  soap  manu- 
facturers at  Newcastle-upon-Tyne,  put  upon  the  market  a  household  soap  40 
containing  naphtha,  sold  in  bars  of  the  same  shape  and  size  at  2d.  a  bar. 
Wrappers  were  used  for  the  Defendants'  soap,  which  was  called  "ladybird 
"Naptha  Soap,"  the  word  "Ladybird"  being  a  fancy  name  registered  as  a 
Trade  Mark  by  the  Defendants,  and  used  by  them  for  the  articles  of  their 
manufacture ;  another  registered  Trade  Mark  of  the  Defendants,  consisting  of  a  45 
circular  device,  also  appeared  on  the  wrapper  among  the  letterpress.  The 
Defendants'  wrapper  is  more  particularly  described  below. 

On  the  23rd  of  October  1902  the  Plaintiffs  commenced  this  action  against  the 
Defendants,  claiming — "(1)  An  injunction  to  restrain  the  Defendants,  their 
"  directors,  officers,  servants,  and  agents  from  selling  or  offering  for  sale,  or  50 
"  advertising  or  procuring  or  enabling  to  be  sold  or  offered  for  sale,  any  soap 
"  not  of  the  Plaintiffs'  manufacture  as  or  for  '  Naptha  Soap '  or  under  any  name 
"  or  wrapper  or  in  any  get-up  designed  or  calculated  to  induce  the  belief  that 
"  the  soap  so  sold  is  soap  of  the  Plaintiffs'  manufacture,  and  from  passing  off  or 
"  enabling  others  to  pass  off  soap  not  of  the  Plaintiffs'  manufacture  as  or  for  55 
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**  the  goods  of  the  PlaintiflPs,  whether  by  means  of  name,  wrappers,  or  get-up 
"  or  otherwise  howsoever.  (2)  An  injunction  to  restrain  the  Defendants,  their 
"  directors,  of&cers,  seryants,  and  assents  from  selling  or  offering  for  sale  or 
^^  advertising  any  soap  not  of  the  Plaintiffs^  manufacture  under  any  name  of 
5  **  which  *  Naptha '  or  '  Naphtha '  forms  part  without  clearly  distinguishing  such 
"  soap  from  the  goods  of  the  Plaintiffs.  (3)  Delivery  up  or  destruction  of  all 
**  such  wrappers  in  the  Defendants*  possession  as  are  complained  of  in  this 
'*  action.  (4)  Damages  or  an  account  of  profits  and  payment.  (5)  Costs." 
The  Defendants  in  their  Defence  contended  that  the  word  "  Naptha  "  was  in 

10  6M5t  applied  to  the  Plaintiffs'  soap  merely  in  order  to  describe  its  nature,  naphtha 
being  the  important  constituent,  and  they  denied  that  in  popular  usage  the 
Plaintiffs'  soap  had  come  to  be  known  as  "  Naptha  Soap  "  so  as  to  distinguish 
it  from  any  other  soap  made  with  naphtha.  On  the  Ilth  of  December  1902  they 
wrote  to  the  Plaintiffs  offering  to  discontinue  their  then  wrappers  and  to  destroy 
15  their  stock  of  them,  without  prejudice  to  their  right  to  continue  to  describe 
soap  made  with  naptha  as  "  Naptha  Soap."  The  Plaintiffs  refused  this  offer, 
but  notwithstanding  the  Defendants  altered  their  wrappera  by  substituting  blue 
panels  for  green. 

When  the  action  was  tried  by  Mr.  Justice  Byrne^  in  March  1903,  evidence 

20  was  adduced  on  both  sides  and  is  summarised  in  the  report  of  that  trial.*  The 
particular  evidence  of  actual  deception  referred  to  in  the  argument  before  the 
Court  of  Appeal  was  given  by  a  large  number  of  witnesses,  «.^.,  by  Maud 
Clifford  who  always  called  the  Plaintiffs'  soap  '*  Naptha  Soap,"  and  having 
asked  for  ^'  Naptha  Soap  "  at  a  shop  with  the  intention  of  getting  the  Plaintiffs', 

25  was  supplied  with  a  packet  of  the  Defendants',  and  she  did  not  notice  the 
difference  until  she  had  used  the  soap  and  then  hunted  up  the  wrapper ;  and  by 
Mary  Ann  Millhouse^  whose  evidence  was  substantially  the  same,  except  that 
she  destroyed  the  wrapper  of  the  soap  supplied  to  her.  The  two  wrappers  in 
question  were  thin  sheets  of  papers  (common  in  size),  light  buff  in  tint,  and 

30  both  pink  in  appearance,  the  Plaintiffs'  from  being  covered  with  a  groundwork 
of  pink  writing,  and  the  Defendants'  from  a  groundwork  of  pink  lines ;  each 
wrapper  included  a  number  of  panels,  the  largest  of  which  bore  the  words 
"  Fels-Naptha"  and  "Ladybird  Naptha  Soap"  respectively;  the  ground  of 
each  of  these  larger  panels  was  dark  green,  until  the  Defendants  after  action 

35  brought  altered  theirs  to  blue  as  mentioned  above. 

The  Plaintiffs  appealed  from  the  decision  of  Mr.  Justice  Byrne^  and  the 

appeal  was  heard  on  the  30th  of  November  1903,  subsequently  to  the  appeals  in 

Fels  V.  Christopher  Thomas  Brothers^  Ld.,  and  Fels  v.  Stephenson  Brothers^  Ld,^ 

J.  Cutler^  K.C.,  and  Waggett  (instructed  by  Campbell  and  Baird)  appeared 

40  for  the  Appellants ;  Warmingtont  K.C.,  Levett,  K.C.,  Sebastian,  and  Howard 
E.  Wright  (instructed  by  Fields  Roscoe  A  Co,,  agents  for  Bateson,  Warr  and 
WifJishurst)  appeared  for  the  Respondents. 

J.  Cutler,  K.C. — The  Appellants  refrained  in  this  Court  from  arguing  the 
case  against  Stephenson  Brothers,  Ld,,  because  the  evidence  was  the  same  in 

45  both  that  case  and  the  case  against  Christopher  Thomas  and  Brothers,  Ld,,  in 
which  the  Court  had  previously  decided  against  the  Appellants.  In  the  present 
case  the  evidence  is  different,  but  the  evidence  as  to  the  word  "Naptha" 
meaning  the  Plaintiffs'  goods  is  of  the  same  character  as  that  in  the  other  cases, 
so  it  would  not  be  right  to  argue  that  point  here  ;  but  that  does  not  conclude 

50  the  matter,  because  here  we  have  evidence  of  actual  deception  of  the  public  by 
means  of  the  Defendants'  wrapper.  [The  learned  Counsel  here  shortly  opened 
the  salient  facts  of  the  case,  and  continued] — The  public  here  have  actually 
been  misled  by  the  Respondents'  wrapper,  which  is  the  only  one  proved  in  the 
case  at  all  like  the  Appellants'.    This  is  "  an  eye-sight  case,"  but  more  from 


20R.P.C.437.  t  ^9it«,  pa^es  85  and  89. 
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the  point  of  view  of  the  purchaser  than  of  the  Court.  [Lord  Alvbrstonb — 
Have  you  any  witnesses  who  relied  on  the  green  and  pink  of  the  wrapper  ?] 
No,  but  a  lai^e  number  say  that  being  supplied  with  the  soap  of  the  Respon- 
dents they  thought  they  had  the  Appellants',  which  they  had  wanted,  and  never 
found  out  their  mistake  until  they  had  got  the  soap  out  of  the  wrapper  and  5 
began  to  use  it.  The  spelling  of  "  Naptha  "  without  the  second  "  h  "  by  the 
Defendants  is  significant.  [Lord  Alvbrstonb — ^Do  you  suggest  that  the 
domestic  purchaser  would  go  by  that  ?]  No,  but  I  rely  on  this  point  as  evidence 
of  copying.  The  Appellants  had  enjoyed  two  and  a  half  years'  identification 
of  this  name  and  wrapper  with  their  goods,  which  had  had  enormous  sales,  and  10 
the  Respondents  have  put  an  instrument  of  fraud  into  the  hands  of  the  trade, 
when  they  should  have  taken  special  precautions  to  distinguish  their  goods. 
This  case  is  exactly  within  Magnolia  Metal  Company  v.  Atlas  Metal  Company 
(14  R.P.C.,  389)  and  should  be  dealt  with  as  Collins^  J.,  dealt  with  that  case. 
If  the  case  had  been  tried  by  a  jury,  I  should  have  contended  that  the  verdict  15 
was  contrary  to  the  evidence.  [Lord  ALVBRSTONB. — ^What  is  your  strongest 
evidence  ?]  Counsel  then  read  the  evidence  of  Maud  Clifford  and  Mary  Ann 
Millhouse  referred  to  above. 

Counsel  for  the  Respondents  were  not  called  on. 

Lord  Alvbrstonb,  L.CJ. — This  is  really  asking  us  to  reverse  Mr.  Justice  ^ 
Byrne  on  a  question  of  fact.  Mr.  CtUler  has  very  properly  read  the  strongest 
evidence  that  he  could.  It  is  clear  to  my  mind  that  that  evidence  and  the  same 
given  by  thirty  other  witnesses  shows  that  they  were  called  in  order  to  establish 
the  case  that  the  Plaintiffs  had  a  right  to  the  word  '^Naptha,"  on  the  ground 
that  it  had  come  to  acquire  a  secondary  meaning  as  denoting  their  soap,  and  2S^ 
really  was  not  evidence  on  the  point  of  make  up.  I  should  certainly  come  to 
the  same  conclusion  that  Mr.  Justice  Byrne  did. 

I  can  see  no  ground  for  interfering  with  his  judgment  on  that  which  was  a 
pure  question  of  fact. 

Vaughan  Williams,  L.J.—1  agree.  30 

ROMBR,  L,J, — I  agree. 
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In  thb  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley 

January  llth,  1904. 

Fels  v.  Hodgson  and  Simpson. 


5  Trade  name. — "  NapthaJ** — Action  to  restrain  manufacturers  from  passing 
off  their  soap  as  the  Plaintiffs*, — Previous  action  against  retailers  in  respect  of 
same  soap  dismissed. — Dismissal  affirmed  by  the  Court  of  Appeal. — Present 
action  dismissed. — Arrangements  as  to  appeal. 

The  Plaintiffs  in  this  action  were  Messrs.  Fels  &  Go.^  and  the  action  was 

10  brought  on  the  llth  of  October  1902,  claiming  an  injunction  "  to  restrain  the 
"  Defendants,  their  servants  and  agents,  from  selling,  supplying,  advertising  or 
**  offering  for  sale  any  soap  not  of  the  Plaintiffs'  manufacture  as  *  Naphtha  Soap  ' 
**  or  *  Naptha  Soap,*  or  under  any  name  or  description  whereof  *  Naphtha '  or 
"  *  Naptha '  forms  part,  or  in  any  manner  using  the  word  '  Naphtha  '  in  con- 

15  "  nection  with  the  sale  or  advertisement  of  any  soap  not  of  the  Plaintiffs' 
^  manufacture  without  clearly  distinguishing  the  goods,  in  connection  wherewith 
"  such  word  is  used,  from  the  goods  of  the  Plaintiffs,  and  from  passing  off,  or 
'^  enabling  others  to  pass  off,  soap  not  of  the  Plaintiffs'  manufacture  as  or  {for 
«*  the  goods  of  the  Plaintiffs."  mojsao 

20  On  the  same  date  Fels  A  Co.  commenced  an  action  against  Stephenson 
Brothers^  Ld.^  claiming  a  similar  injunction.  The  soap  complained  of  in  both 
actions  was  the  same — Hodgson  and  Simpson  being  the  manufacturers  and 
St^henson  Brothers^  Ld.^  retailers  thereof.  The  action  against  Stephenson 
Brothers  was  tried  before  Mr.  Justice  KekeuHch  in  March  1903,  and  resulted 

25  in  the  dismissal  of  the  action,  and  this  was  affirmed  by  the  Court  of  Appeal  on 
the  24th  of  November  1903.* 

On  the  llth  of  January  1904  the  present  action  came  on  for  trial  before 
Mr.  Justice  BUCKLEY. 

Waggett  (instructed  by  Campbell  and  Baird)  appeared  for  the  Plaintiffs ; 

30  Sebastian  (instructed  by  Fields  Roscoe  A  Co.,  as  agents  for  Bateson,  WarrJk  Co.^ 
of  Liverpool)  appeared  for  the  Defendants. 


*  AiUs,  page  89. 
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Wciggetty  after  stating  the  circumstances  as  to  the  two  actions,  said  that  it  did 
not  seem  right  to  trouble  the  Court  with  this  action,  and  he  asked  for  leave  to 
discontinue  it. 

Sebastian  submitted  that  the  action  ought  either  to  be  brought  on  or 
dismissed.  5 

Waggett  stated  that  an  appeal  to  the  House  of  Lords  in  the  action  against 
Stephenson  Brothers  was  under  consideration. 

Sebastian  said  that  if  the  Plaintiffs  consented  to  this  action  being  dismissed 
he  would  agree  that  they  should  not  be  debarred  from  appealing  after  the 
proceedings  in  the  House  of  Lords.  10 

BuCKLBY,  J. — You  cannot  contractually  extend  the  time  for  applying  to  the 
Court  of  Appeal.  It  is  a  matter  for  them.  Therefore  it  ought  to  be,  that  the 
Defendants  will  not  oppose  the  Plaintiffs  applying  to  the  Court  of  Appeal  for 
leave  to  appeal  at  any  time  within  three  weeks  after  the  decision  of  the  House 
of  Lords.  It  is  for  the  Court  of  Appeal  and  not  for  me  to  extend  the  time  for  15 
appealing. 

The  action  was  dismissed  with  costs  on  these  terms. 
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Christy  A  Co.  v.  Tipper  A  Son. 


In  thb  High  Court  op  Justice.— Chancbrt  Division, 

Be/ore  Lords  Justices  Vaughan  Williams  and  Stirling. 

August  12th,  1903. 

Be/ore  Mr.  Justice  Kekbwich. 
5  November  27th,  1903. 

Before  Mr.  Justice  Joyce. 

January  19th,  20th,  2l8t,  and  22nd,  and  February  let,  1901. 

Christy   &   Co.   v.  Tipper   A  Son. 

Trade  Mark. — Passing  off. — Motion  to  rectify  Register. — Invented  word. — 
IQ  ^^  AbsorbineJ** — Mark  registered  suhfect  to  a  note  on  the  Register. — Application 
before  trial  for  commission  to  take  evidence  abroad  refused.-- Application  to 
set  doum  question  of  law  refused. — Action  dismissed. — Mark  ordered  to  be 
removed  from  Register. — Patents^  Ac.  Act^  1883^  section  64;  Patents^  Ac.  Act^ 
1888^  section  10. 

j^j  In  1901  F.,  carrying  on  business  in  the  United  States^  registered  the  ward 
^  Absorbine^^  as  a  Trade  Mark  in  Classes  2  and  8^  stating  in  his  application 
that  no  daim  was  made  to  the  exclusive  use  of  the  word  ^Absorb^^  and  this 
disclaimer  appeared  on  the  Register.  He  used  the  word^  which  he  himself  had 
invented  some  years  before^  as  the  name  of  a  liquid  veterinary  preparation,  of 

20  which  there  were  large  sales  in  the  United  States,  and  considerable  advertise^ 
ment  from  1894  onwards  in  American  papers  circulating  in  this  country ; 
there  had  also  been  some  sales  in  the  United  Kingdom  from  1894.  In  1901 
C.  A  Co.,  carrying  on  business  in  the  United  Kingdom,  became  Y.^s  agents. 
In  1901  T.  A  Son,  wlio  ?iad  for  many  years  sold   an  absorbent  ointment 

OK  for  veterinary  purposes  as  "  Absorbent  Ointment,'*^  changed  the  name  to 
**  Absorbine,'**  but  had  not  sold  under  thai  name  until  shortly  after  TJ*s  appli- 
cation to  register,  although  ccUalogues  and  lahels  having  the  new  name  in  them 

had  been  prepared  before  that  date.    T.  A  Son  had  acted  bon4  fide,  and  they 

I 
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Wagffetfy  after  stating  the  circanistances  as  to  the  two  actions,  paid  that  it  did 
not  seem  right  to  trouble  the  Court  with  this  action,  and  he  asked  for  leave  to 
discontinue  it. 

Sebastian  submitted  that  the  action  ought  either  to  be  brought  on  or 
dismissed.  5 

Waggett  stated  that  an  appeal  to  the  House  of  Lords  in  the  action  against 
Stephenson  Brothers  was  under  consideration. 

Sebastian  said  that  if  the  Plaintiffs  consented  to  this  action  being  dismissed 
he  would  agree  that  they  should  not  be  debarred  from  appealing  after  the 
proceedings  in  the  House  of  Lords.  10 

Buckley,  J, — You  cannot  contractually  extend  the  time  foi*  applying  to  the 
Court  of  Appeal.  It  is  a  matter  for  them.  Therefore  it  ought  to  be,  that  the 
Defendants  will  not  oppose  the  Plaintiffs  applying  to  the  Court  of  Appeal  for 
leave  to  appeal  at  any  time  within  three  weeks  after  the  decision  of  the  House 
of  Lords.  It  is  for  the  Court  of  Appeal  and  not  for  me  to  extend  the  time  for  15 
appealing. 

The  action  was  dismissed  with  costs  on  these  terms. 
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Christy  it  Co.  v.  Tipper  A  San. 


In  thb  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Lords  Justices  Vauohan  Williams  and  Stirling. 

August  12th,  1903. 

Be/are  Mr.  Justice  Eekbwich. 
5  November  27th,  1903. 

Be/ore  Mr.  Justice  Joyce. 

January  19th,  20th,  2l8t,  and  22nd,  and  February  Ist,  1904. 

Christy   A   Co.   v.   Tipper   &   Son. 

Trcub  Mark. — Passing  off. — Motion  to  rectify  Register. — Invented  word. — 
IQ  ^^  Absorlfine." — Mark  registered  suftfect  to  a  note  on  the  Register. — Applicatiofi 
before  trial  for  commission  to  take  evidence  abroad  refused. — Application  to 
set  doum  question  of  law  refused. — Action  dismissed. — Mark  ordered  to  be 
removed  from  Register. — Patents,  ike.  Act,  188S,  section  64;  Patents,  Ac.  Act, 
1888,  section  10. 

25  In  1901  T.,  carrying  on  business  in  the  United  States,  registered  the  word 
^  Absorbine**  as  a  Trade  Mark  in  Glasses  2  and  S,  stating  in  his  appliccUion 
that  no  claim  was  made  to  the  exclusive  use  of  the  word  ^*Absorb,^^  and  this 
disclaimer  appeared  on  the  Register.  He  used  the  word,  which  he  himself  had 
invented  some  years  before,  as  the  name  of  a  liquid  veterinary  preparation,  of 

20  which  there  were  large  sales  in  the  United  States,  and  considerable  advertise- 
ment from  1894  onwards  in  American  papers  circulating  in  this  country ; 
there  had  also  been  some  sales  in  the  United  Kingdom  from  1894.  In  1901 
C.  ft  Co.,  carrying  on  business  in  the  United  Kingdom,  became  Y.^s  argents. 
In  1901  T.  ft  Son,  who  had  for  many  years  sold   an  absorbent  ointment 

^  for  veterinary  purposes  as  ^*  Absorbent  Ointment,"  changed  the  name  to 
•*  Absarbine,"  but  had  not  sold  under  thai  name  until  shortly  after  Y.^s  appli- 
cation to  register,  although  catalogues  and  Ictbels  having  the  new  name  in  them 
had  been  prepared  before  that  date.    T.  ft  Son  ?iad  acted  bon4  fide,  and  they 
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did  not  know  of  Y.'s  use  of  the  word  "  Absorhine  "  until  December  1902,  when 
they  complained  of  it,  and  in  1903  Y.  and  C.  &  Co.  commenced  an  action  against 
T.  &  rion  to  restrain  them  from  infringing  the  Trade  Marks  and  from  passing 
off.  T.  &  Son  m/)ved  to  rectify  the  Register  by  removing  the  Trade  Marks  on 
the  grounds  tJiat  the  word  wa^  not  an  invented  word  at  the  date  of  registration,  5 
and  was  descriptive,  and  had  been  used  before  registration  by  themselves  and 
others.  It  appeared  that  another  firm  had  used  the  word  to  some  extent  before 
the  registration,  but  they  decided  not  to  oppose  the  registration.  Two  interlo- 
cutory applications  were  made;  one  by  the  Plaintiffs  for  a  commission  to  the 
United  States  to  take  evidence,  especially  as  to  the  circulation  in  England  10 
of  American  papers  and  magazines  in  which  the  Plaintiffs  had  advertised 
"  Absorbine.''  This  application  was  granted  by  Kekewich,  J.,  but  the  Order 
for  a  commission  was,  on  appeal,  discharged  by  the  Court  of  Appeal.  The 
second  interlocutory  application  was  by  the  Defendants  to  have  the  question  of 
law  separately  argited  whether  "  Absorbine "  was  a  registrable  word.  This  15 
application  was  refined  by  Kekewich,  J.  The  action  and  motion  to  rectify 
were  heard  together. 

Held,  that  no  case  of  passing  off  had  been  established,  and  that  "  Absorbine,'' 
whether  it  was  a  misspelling  of   ^^  absorbing ''  or  formed  by  adding  the 
common  termination  '^ine''  to  *^  absorb,''  was  not  an  invented  word.     The  20 
Trade  Mark  was  ordered  to  be  expunged  in    both    classes,  and  the  action 
was  -dismissed. 

Eastman  Photographic  Materials   Company's  Application  (16  R.P.G.  476 ; 
L.R.  {1898)  A.G.  671)  discussed  and  followed. 

On  the  21st  of  November  1901    Wilbur  Fenelon   Young,  a  manufacturing  25 
chemist  carrying  on  business  in  the  United  States,  applied  to  register  the  word 
"  Absorbine "  as  a  Trade  Mark  in  Class  2  in  respect  of  chemical  subetanoes 
used  for  agricultural,  horticultural,  veterinary  and  sanitary  purposes,  and  the 
mark  was  registered  under  the  number  242,163,  the  following  disclaimer  being 
entered  on  the  Register,    namely : — "  No    claim  is   made  to    the  exclusive  30 
"  use  of  the  word  '  absorb.' "      He  also   registered  the  word    "  Absorbine " 
in  Class  3  in  respect  of  chemical  substances  prepared  for  use  in  medicine  and 
pharmacy  under  the  number  242,164.    The  final  notification  of  registration  was 
on  the  2l8t  of  June  1902,  the  registration  having  been  delayed  owing  to  the 
alleged  user  by  Gorbyn,  Stacey  &  Co.,  hereinafter  referred  to ;  but,  after  the  35 
time  for  opposition  by  them  had  been  extended  by  consent  to  the  9th  of  June 
1902,  they  decided  not  to  oppose  registration. 

On  the  30th  of  March  1903  T/tomas  Ohristy  A  Go.,  a  firm  of  wholesale 
druggists  carrying  on  business  in  the  City  of  London,  and  the  sole  agents  of 
TF.  F.  Young  in  the  United  Kingdom  for  the  sale  of  "Absorbine,"  and  40 
W.  F.  Young  commenced  an  action  against  B.  G.  Tipper  A  Son,  who  carried 
en  business  in  Birmingham  as  manufacturers  and  vendors  of  medical  prepara- 
tions for  veterinary  purposes,  claiming  an  injunction  to  restrain  the  Defendants, 
their  servante  and  agents — (1)  from  selling  or  offering  or  exposing  or  advertising 
for  sale  or  procuring  to  be  sold  any  veterinary  preparation  not  of  the  Plaintiffs'  45 
manufacture  under  the  name  of  **  Absorbine,"  or  under  any  other  name  which 
b]f  reason  of  colourable  imitation  thereof  or  otherwise  was  calculated  to  represent 
•r  lead  to  the  belief  that  such  preparation  was  a  preparation  of  the  Plainti&  ; 
(2)  irom  in  any  manner   infringing  the   Plaintiffs'  registered  Trade  Mark 
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No.  242,163 ;  (3)  and  from  in  manner  aforesaid  or  in  any  other  manner  passing 
off  or  enabling  or  assisting  others  to  pass  off  any  such  veterinary  preparation 
as  aforesaid  as  or  for  a  preparation  of  the  Plaintiffs,  and  for  other  consequential 
relief. 
5  Prior  to  the  commencement  of  the  action  correspondence  had  passed  betweea 
the  parties.  On  the  6th  of  December  19()2  the  Defendants  wrote  to  the  PlaintifE 
Toung^  having  seen  an  advertisement  of  his  "  Absorbine  "  in  "  Land  and  Water,*' 
complaining  ^t  the  name  was  an  infringiment  of  a  preparation  which  they 
made ;  and  a  correspondence  ensued,  in  which  the  Plaintiffs  referred  to  their 

10  registrations,  and  on  the  20th  of  February  the  Plaintiffs'  solicitor  wrote  asking 
the  Defendants  for  an  undertaking  in  certain  terms,  but  in  the  end  the  aotion 
above  stated  was  commenced. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged— (2)  that  the  "  Absorbine" 
preparation  manufactured  by  the  Plaintiff  W.  F.   Young  had  been  publicly 

l.")  sold  in  the  United  Kingdom  for  a  number  of  years  past  under  the  name  and 
Trade  Mark  "  Absorbine  "  and  had  had  a  good  sale ;  that  the  same  had  also 
been  well  advertised  in  the  United  Kingdom  in  various  ways  at  considerable 
expense,  and  it  had  for  many  years  past  been  well  known  in  America  and  in 
many  parts  of  the  world ;  (3)  that  the  word  "  Absorbine  "  had  been  registered 

20  aB  set  out  in  this  report ;  (4)  that  by  reason  of  the  merits  of  the  preparation  and  of 
the  attractiveness  of  the  name  and  of  the  expenditure  of  the  Plaintiffs  in  adver- 
tising the  same  the  said  name  and  Trade  Mark  '^  Absorbine  "  had  become  and 
was  well  known  as  indicating  exclusively  that  any  veterinary  preparation  to 
which  it  was  applied  was  a  preparation  made  and  sold  by  the  Plaintiffs,  and 

25  anyone  who  asked  for  or  ordered  a  veterinary  preparation  under  the  name 
"Absorbine"  intended  and  expected  to  receive  the  Plaintiffs'  said  preparation 
and  no  other  ;  (5)  that  the  Plaintiffs  had  recently  discovered  that  the  Defendants 
were  offering  for  sale  and  selling  a  veterinary  preparation  intended  as  a  remedy 
for  the  same  ailments  as  their  said  **  Absorbine  "  preparation  under  the  same 

30  name  "  Absorbine,"  and  they  requested  the  Defendants  to  desist  from  so 
doing ;  that  the  Defendants,  however,  declined  to  do  so ;  and  (6)  that  the 
Defendants  had  caused  damage  to  the  Plaintiffs  and  had  made  profits. 

The  Defendants  by  their  Defence  admitted  the  registration  of  th^  Trade 
Mark,  but  alleged  that  the  registration  in  each  class  was  improper,  and,  after 

35  refusing  to  admit  paragraphs  2  and  4  of  the  Statement  of  Claim,  alleged — 

(4)  that  the  Defendants  and  their  predecessors  in  title  had  for  upwards  of 
40  years  past  carried  on  a  large  and  high  class  business  as  manufacturers  and 
vendors  of  various  medical  preparations  for  veterinary  purposes,  which  prepa- 
rations had  been  and  were  extensively  known  and  used  in  the  United  Kingdom 

40  and  had  a  high  reputation  ;  that  one  of  the  Defendants'  said  preparations,  which 
had  been  sold  by  tbem  and  their  predecessors  in  business  for  many  years  past, 
consisted  of  ointment  used  as  a  remedy  for  bony  and  glandular  enlargements  ; 

(5)  that  the  Defendants'  said  ointment  was  (prior  to  August  1901)  advertised 
and  sold  by  the  Defendants  under  the  name  of  **  Absorbent,"  but  in  or  about 

45  August  1901  the  Defendants,  having  exhausted  their  printed  catalogues,  caused 
a  new  catalogue  to  be  prepared  and  copies  therefrom  to  be  printed ;  in  such 
new  catalogue  the  Defendants  made  alterations  in  the  names  of  several  of  their 
preparations,  including  that  of  their  said  ointment,  the  name  of  which  was 
altered  from  **  Absorbent "  to  **  Absorbine,"  and  the  Defendants  at  the  time, 

50  or  shortly  before,  made  a  corresponding  alteration  in  their  labels ;  that  the 
Defendants  sent  copies  of  their  said  new  catalogues  to  numerous  customers  of 
their  firm,  and  they  had  ever  since  their  said  catalogues  and  labels  were  printed 
sold  the  said  ointment  under  the  name  of  *^  Absorbine  "  ;  (6)  that  the  Defendants 
never  heard  of  the  Plaintiff,  Wilbur  Fenelon  Youngs  or  of  the  Plaintiffs'  prepa- 

55  ration  in  the  Statement  of  Claim  mentioned,  or  of  any  medicinal  preparation 
(other  than  that  of  the  Defendants')  being  advertised  or  sold  or  offered  for  sale 
under  the  name  of  *^  Absorbine  "  or  *'  Absorbent "  until  December  1902,  when 
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the  DefendantB  saw  an  advertisement  of  the  Plaintiffs*  said  preparation,  and  the 
Defendants  thereupon  wrote  to  the  Plaintiffs  complaining  of  the  Plaintifib*  user 
of  the  word  ^^  Absorbine  "  ;  (7)  save  as  aforesaid  and  save  that  the  Defendants 
had  refused  to  abstain  from  nsin^  the  word  **  Absorbine  **  the  Defendants  did 
not  admit  any  of  the  allegations  in  paragraph  5  of  the  Statement  of  Claim ;  5 
(8)  the  Defendants  denied  the  allegations  contained  in  paragraph  6  of  the 
Statement  of  Claim. 

On  the  22nd  of  April  1903  the  Defendants  gave  notice  of  motion  for  an  Order 
to  rectify  the  Register  by  the  removal  of  the  Trade  Marks  Nos.  242,163  and 
342,164,  and  that  the  Respondents,  the  PLiintiffs  in  the  action,  might  be  ordered  10 
to  pay  the  costs  of  that  application. 

In  parsoance  of  an  Order  of  Kekewichy  J.,  in  Chambers,  the  Defendants  gave 
the  following  Particnlars  of  the  grounds  on  which  they  intended  to  rely  in 
support  of  their  motion,  namely : — (1)  that  the  Respondents'  alleged  Trade 
Marks  were  not  at  the  date  of  the  registration  thereof  and  were  not  then  15 
registrable  Trade  Marks  within  the  Patents,  Designs,  and  Trade  Marks  Acts, 
1883  to  1888  ;  (2)  that  the  word  "  Absorbine"  was  not  an  invented  word,  and 
was  not  distinctive  of  the  Respondents*  goods,  bat  was  merely  descriptive  of 
the  character  or  quality  of  the  articles  to  which  it  was  applied,  and  the  Respon- 
dents were  not  entitled  to  acquire  an  exclusive  right  to  the  use  of  the  same  by  20 
registration  ;  (3)  that  the  alleged  Trade  Marks  were,  prior  to  the  registration 
thereof  by  the  Respondents,  used  by  the  Applicants  and  other  persons  in 
connection  with  articles  similar  to  the  goods  to  which  the  same  were  applied 
by  the  Respondents,  and  in  fact  the  word  '^  Absorbine  "  was  at  the  date  of  and 
prior  to  the  registration  by  the  Respondents,  and  had  ever  since,  been  common  25 
to  the  trade  and  to  the  public. 

In  pursuance  of  an  Order  for  certain  further  Particulars  the  following  were 
given  by  the  Defendants,  viz. :— (1)  As  to  the  names,  addresses,  and  dates  of 
user  of  the  word  "  Absorbine  "  in  connection  with  articles  similar  to  the  goods 
for  which  the  said  word  had  been  used  by  persons  other  than  the  Applicants,  30 
the  Applicants  were  informed  and  believed  that  Messrs.  Corbyn^  Stacey  A  Co.^ 
Ld.j  whose  registered  office  was  300,  Hij?h  Holborn,  London,  first  used  the  word 
*'  Absorbine  "  for  a  preparation  of  similar  character  to  the  Respondents*  prepara- 
tion in  May  1899,  and  that  they  had  continued  to  use  the  same  evjer  since, 
excepting  that  during  the  pendency  of  these  proceedings  such  user  had  been  35 
saspended ;  the  Applicants  were  unable  at  present  to  give  the  names  or 
addresses  of  any  other  firms  or  persons  who  may  have  used  the  said  word 
** Absorbine"  or  the  dates  of  any  such  user  by  any  such  persons.  (2)  As 
regards  the  date  of  the  first  user  of  the  said  word  by  the  Applicants,  in  the 
autumn  of  1901  the  Applicants  caused  a  reprint  to  be  prepared  of  their  catalogues  40 
or  booklets  called  "  Tipper's  Three  Tips  "  containing  lists  of  the  Applicants' 
preparations,  and  also  caused  to  be  prepared  new  labels,  the  Applicants'  stock 
of  catalogues  being  almost  exhausted,  and  in  preparing  the  said  new  catalogues 
and  labels  the  Applicants  caused  several  of  the  names  therein  to  be  altered  or 
modified,  including  that  of  the  preparation  referred  to  in  this  action,  the  name  45 
of  which  they  altered  from  "Absorbent "  to  "Absorbine."  The  printed  copies 
of  the  said  new  catalogues  were  received  by  the  Applicants  on  or  about  the 
17th  day  of  November  1901,  and  a  large  number  of  the  same  were  forthwith 
distributed  by  the  Applicants  by  their  travellers  and  otherwise,  the  Birmingham 
and  London  Cattle  Shows  being  then  pending.  Printed  copies  of  the  new  labels  50 
were  received  by  the  Applicants  on  or  about  the  25th  day  of  November  1901, 
and  a  number  of  the  same  were  forthwith  affixed  to  the  pots  containing  Appli- 
cants' said  preparation.  The  first  sale  made  by  the  Applicants  of  their  said 
preparation  under  the  name  "  Absorbine  "  was  made  on  or  about  the  lOth  of 
December  1901.  55. 

On  the  3rd  of  July  1903  the  Plaintiffs  applied  under  the  Summons  for  directions 
for  liberty  to  issue  a  Commission  for  the  examination  of  witnesses  on  their  behalf 
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in  the  United  States  of  America,  and  for  other  consequential  directions.  This 
application  was  adjourned  by  the  Master  to  the  Judge,  and  was  heard  in  Chambers 
on  the  3rd  of  August  by  Kekewichy  J.,  but  stood  over  for  a  fortnight  to  see  if  the 
Defendants  would  admit  facts.    The  Defendants  thereupon  made  an  admission, 

5  which  was  conditional  on  its  being  accepted  as  sufficient  to  avoid  a  commission. 
The  Plaintiffs  did  not  so  accept  it,  and  on  the  3rd  of  August  Kekeivich^  J.,  made 
an  Order  that  the  Plaintiffs  should  be  at  liberty  to  issue  a  Commission.  On  the 
4th  of  August  1903  the  Defendants  gave  notice  to  move  for  the  discharge  of 
that  Order,  and  that  the  application  for  a  Commission  might  be  dismissed. 

lb  This  motion  was  on  the  7th  of  August  1903  dismissed  with  costs,  the  Defen- 
dants refusing  certain  offers  made  by  the  Plaintiffs.  Leave  to  appeal  was 
refused  by  the  Judge,  but  was  subsequently  given  by  the  Court  of  Appeal,  and 
the  appeal  on  this  point  came  before  the  Court  of  Appeal  on  the  12th  of 
August  1903. 

15  E.  P.  Hewitt  (instructed  by  Belfrage  A  Co.^  agents  for  T.  Wallace  Robinson^ 
of  Birmingham)  appeared  for  the  Appellants ;  L.  B.  Sebastian  (instructed  by 
Townroe)  appeared  for  the  Respondents. 

Hewitt  for  the  Appellants,  after  referring  to  the  proceedings,  continued  : — 
The  obiect  of    the    application   was    for   a   Commission  in    order  that  the 

20  Plaintiffs  might  obtain  evidence  of  advertisements  of  "Absorbine"  by  the 
Plaintiff  Young  in  American  journals  circulating  in  this  country  with 
the  object  of  showing  the  connection  of  the  name  with  the  Plaintiffs. 
[Vaughan  Williams,  L.J.— The  identification  of  the  goods  in  England 
must  be  by  English  evidence.]     Yes,  and  if  it  is  wished  to  prove  extensive 

25  advertisement  of  the  word  in  this  country,  it  is  incredible  that  it  cannot  be 
done  except  by  this  expensive  course ;  moreover,  the  bearing  on  the  case  is 
somewhat  remote. 

Sebastian  for  the  Respondents. — The  Commission  was  only  ordered  because 
the  Defendants  refused  to  meet  the  Plaintiffs  in  the  matter  of  admissions  with 

30  regard  to  evidence  which  they  considered  important.  Until  the  last  few  years 
the  trade  in  "Absorbine"  was  done  directly  from  America.  We  want  to 
prove  that  persons  in  this  country  ordered  goods  from  us  in  America  in 
consequence  of  oar  advertisements.  We  can  call  individuals,  but  we  cannot 
without  the  evidence  for  which  we  desire  the  Commission  prove  the  extent  of 

35  the  publication  of  our  advertisements.  [Vaughan  Williams,  LJ. — You  can 
prove  how  many  persons  in  England  you  supplied/]  But  not  to  the  extent  to 
which  the  public  were  aware  of  our  existence.  [VAUGHAN  WILLIAMS,  LJ. — 
Although  you  sent  over  a  large  quantity  of  advertisements,  if  they  did  not  produce 
a  single  order,  the  fact  of  the  advertisements  would  be  immaterial.    To  make  an 

40  advertisement  relevant  you  must  show  it  had  an  effect.  Although  your  sales 
may  have  been  to  individuals,  yet  the  evidence  of  half  a  dozen  of  your  customers, 
who  saw  and  were  familiar  with  the  newspapers,  and,  seeing  the  advertisements, 
sent  orders  to  you  and  bought  from  you,  would  be  very  cogent  evidence.]  I 
want  to  show  that  large  quantities  of  the  advertisements  were  sent  here  of  our 

45  article.  If,  as  I  submit,  the  evidence  is  material,  it  is  also  wanted  for  the 
purpose  of  defending  the  registration,  which  is  being  attacked. 

Vaughan  Williams,  LJ.—\  do  not  think  this  Commission  ought  to  go. 
Mr.  Sebastian  has  stated  very  fairly  that  he  wants  the  evidence  to  prove  the 
use  of  this  word  over  here,  and  that  the  word  as  usei  by  his  clients  has  become 

50  known  in  this  country  with  reference  to  these  goods.  That  is  a  material  thing 
for  him  to  prove ;  but,  if  it  is  true,  it  cannot  be  necessary  to  send 
a  Commission  to  America  to  prove  the  knowledge  of  people  in  England  of  this 
word  as  used  by  the  Plaintiffs.  These  Commissions  are  very  expensive,  and, 
in  my  opinion,  in  this  case,  a  Commission  is  unnecessary. 

55      Stirling,  LJ. — I  entirely  agree. 

The  appeal  was  allowed,  and  the  Plaintiffs  were  ordered  to  pay  the  costs  o£ 
the  application  and  of  the  appeal. 
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The  Defendants  subsequently,  applied  that  the  question  of  law  raised  by  the 
Defence,  namely,  that  the  word  "Absorbine"  had  not  any  of  the  essential 
particulars  of  a  Trade  Mark  within  the  definition  of  section  64  of  the  Patents, 
&c.  Act,  1883,  as  amended  by  the  Patents,  &c.  Act,  1888,  should  be  set  down 
for  argument.  This  application  was  heard  by  Kekewich^  J.,  on. the  27th  of  5 
November  1903. 

Hewitt,  in  support  of  the  application,  referred  to  the  Pleadings  and  Particulars, 
and  stated  that  the  question  of  law,  which  was  the  miin  question  in  the  action, 
and  which  he  asked  should  be  argued,  was  whether  the  word  '*  Absorbine " 
was  incapable  of  registration,  and  that  the  object  of  the  application  was  to  10 
save  expense. 

Sebastian^  opposing  the  application,  said  that  the  question  was  whether  there 
should  be  two  trials  or  one.  Even  if  the  Trade  Mark  was  removed  from  the 
Register  that  would  not  determine  the  matter,  and  more  expense  would  have  to 
be  incurred.  The  Plaintiffs  relied  on  common  law  rights  as  well  as  on  Trade  if 
Mark.  Evidence  would  be  required  on  the  question  whether  the  word  was  au 
invented  word. 

Hewitt  replied. 

EsKBWiOH,  J. — 1  am  not  satisfied  that  1  can  hear  this  as  a  pure  point  of  law 
on  admitted  facts — that  is  to  say,  without  hearing  the  evidence  and  probably  at  gQ 
considerable  length — in  order  to  determine  the  origin  of  the  word  **  Absorbine  " 
and  its  meaning  as  applied  to  the  particular  preparation  ;  and,  even  if  I  did 
dispose  of  it  one  way  or  the  other,  it  seems  to  me  that  after  that  I  should  have 
to  hear  a  great  deal  more.  The  result  is  that  very  little  advantage,  if  any, 
would  be  obtained  by  having  an  independent  hearing.  Mr.  Hewitt  has  not  2t 
satisfied  me  that  it  falls  within  any  rule  guiding  my  discretion  in  these  matters. 
It  seems  to  me  that  this  point  must,  like  other  points,  be  argued  at  the  hearing 
of  the  Motion.  The  Plaintiffs  are  entitled  to  the  costs  of  this  application  in  any 
event. 

The  action  came  on  for  trial  on  the  19th  of  January  1904,  the  motion  for  30 
rectification  being  set  down  for  hearing  with  the  action. 

It  appeared  that  the  Plaintiffs*  preparation  was  a  liquid  one  sold  in  bottles, 
whereas  the  Defendants'  preparation  was  an  ointment  sold  in  pots.  After  the 
commencement  of  the  action  the  following  notice  was  put  on  the  pots  :— 
"  Tipper^s  *  Absorbine '.  is  an  ointment  put  up  in  pots,  and  has  no  connection  35 
"  with  a  liquid  preparation  sold  by  a  Yankee  house  under  a  similar  title."  The 
Defendants' pots  had  from  the  first  borne  the  name  of  the  Defendants.  In  view 
of  the  decision  of  the  learned  Judge  it  is  not  necessary  for  the  purpose  of  this 
report  to  state  fully  the  facts  as  to  the  use  of  the  word  "  Absorbine  "  by  Corby n^ 
StcLcey  A  Co,  or  those  relating  to  passing  off,  but  the  main  facts  relied  on  appear  40 
from  the  speeches  of  Counsel  reported  infra.  The  Plaintiff  Young  had  in  1892 
registered  a  Trade  Mark  comprising  the  word  *'  Absorbine  "  in  the  United  States, 
and  on  that  application  stated  that  the  arbitrarily  chosen  word  "  Absorbine  " 
was  the  essential  feature  of  the  Trade  Mark. 

Hughes,  K.C.,  and  L.  B.  Sebastian  (instructed  by  L.  E.  Townroe)  appeared  45 
for  the  Plaintiffs ;   Younger,  K.C.,  and  E,  P.  Hfiwitt  (instructed  by  Bel/rage  A 
Co.,  agents  for  T.  W.  Rofnnson,  of  Birmingham)  appeared  for  the  Defendants  ; 
R.  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for 
the  Comptroller-General. 

Hughes,  K.C.,  for  the  Plaintiffs. — This  is  an  action  to  restrain  the  use  by  the  50 
Defendants  of  the  word  "  Absorbine,"  which  is  an  invented  word  used  for  an 
embrocation  for  hordes.  The  Plaintiffs  also  sell  a  form  of  it  called  "  Absorbine  J"^ " 
for  human  beings.  The  word  was  invented  by  the  Plaintiff  Young  in  1888, 
and  was  registered  by  him  in  the  United  States  in  July  1892  ;  and  "  Absorbine  " 
has  been  sold  in  this  country  from  1894  onwards,  and  has  been  largely  advertised  55 
in  American  papers  which  circulate  in  this  country.    [The  registrations  in  thi« 
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country  were  then  stated.]  There  was  a  oorrespondenoe  with  Oorhyn^  Stacey  A  Oo* 
at  the  time  of  registration,  in  which  they  said  that  they  had  nsed  the  word,  bat  they 
did  not  oppose  the  registration.  The  first  sale  by  the  Defendants  was  not  nntil 
the  10th  of  December  1901.  Their  preparation  is  an  ointment,  and  onrs  is  % 
5  liquid,  but  the  name  might  mislead  persons  who  had  been  recommended  to  use 
**  Absorbine,"  meaning  our  preparation.  The  Plaintiffs  rely  on  Trade  Mark 
and  passing-off.     [The  Pleadings  were  referred  to.] 

Younger^  E.C.,  and  Hewitt^  opening  the  motion  to  rectify,  referred  to  thft 
Particulars,  and  continued. — For  two  or  three  yeara  prior  to  the  Plaintiffs* 

10  registration,  Corbyn,  Stacey  Js  Co,  had  sold  an  article  of  a  similar  character 
under  the  same  name.  The  Defendants  had  for  20  years  sold  IHpper^a 
^*  Absorbent,"  and  in  August  1901,  gave  instructions  for  altering  the  name  to 
**  Absorbine."  The  catalogues  with  the  name  so  altered  were  finally  printed  in 
November  1901,  and  were  delivered  to  travellers  before  the  Plaintiffs*  applica* 

15  tion  to  register.  But,  independently  of  any  prior  user,  the  word  is  not  an 
invented  word  within  the  meaning  of  section  64  (1)  (d)  of  the  Patents,  Ac.  Act^ 
1883,  an  amended  by  the  Act  of  1888.  The  registration  could  not  haye  been 
justified  before  the  ''  Solio  *'  case  {Eastman  Plwtographic  Materials  Gompany^$ 
Application^  15  R.P.C.  476 ;  L.R.  (1898)  A.C.  571).    The  substance  is  described 

aO  by  the  name — ^it  is  stated  to  be  specially  prepared  to  absorb.  The  word  properly 
deaoribes  liie  essential  characteristic.  Substantially  the  word  is  ^  absorbing  '* 
misspelt.  All  the  judgments  given  in  the  House  of  Lords  in  the  ''  Solio  **  cast 
are  against  the  registration  of  such  a  word  as  this.  The  Defendants*  conduct 
has  been  quite  bond  fide ;  they  now  warn  people  that  theirs  is  not  to  be  confused 

25  with  the  Yankee  preparation.  The  registration  would  entitle  the  Plaintiffs  to 
restrain  the  use  of  the  word  "  absorbent "  for  any  preparation  of  this  kind. 
This  is  the  boldest  attempt  to  justify  a  word  as  an  invented  word  that  has  come 
before  the  Courts.  [JOYCE,  J. — Many  such  words  have  been  rogistered.]  The 
line  must  be  drawn  somewhere.      The  qualification  on  the  Register  is  not 

30  jastified  by  anything  in  the  Acts;  the  sections  relating  to  disclaimer  have 
no  reference  to  a  disclaimer  of  part  of  a  word.  There  is  no  statement 
in  the  application  to  register  of  the  essential  particular  of  the  Trade  Mark. 
[Hughes^  K.O. — That  is  only  necessary  in  the  case  of  added  matter,  section  64^ 
subsection  (2).]      \8eh<istian. — The  disclaimer  was  in  compliance  with  th^ 

35  practice  in  the  Office ;  where  a  common  word  is  part  of  a  distinctive  word  it  U 
an  Offloe  rule  that  it  must  be  disclaimed.  The  disclaimer  is  not  under  the 
sections  as  to  disclaimer  in  the  Acts.]  [JOTGB,  </.— If  the  word  is  properly 
registered  I  do  not  understand  the  disclaimer.]  1  submit  that  this  registration 
of  an  ordinary  word  with  the  termination  "  ine  "  added  to  it  is  bad  on  the 

40  authority  of  the  decided  cases.     [HrigheSy  K.C.,  in  answer  to  JOYOB,  J.,  stsited 
that  he  relied  on  passing-off  if  the  action  failed  as  to  Trade  Mark.] 
The  evidence  in  the  action  and  on  the  motion  was  then  taken  together. 
R.  J,  Parker  for  the  Comptroller.— As  to  the  note  on  the  Register.    Words 
such  as  "Satinino"  were  refused  before  the  **  Solio "  case,  but  it  wfis  attc^r- 

45  vrards  thought  that  under  the  judgments  in  that  case  they  might  be  registerediL 
and  the  Comptroller  acting  under  directions  has  allowed  registration  with  a 
note  of  this  kind.  The  Board  of  Trade  has  in  some  cases  made  a  similar 
condition.  The  note  has  nothing  to  do  with  any  disclaimer  under  the  Act }  it 
is  required  by  the  Comptroller  acting  under  advice.    The  case  of  every  word 

50  must  be  judged  on  its  own  merits. 

Hughes^  K.C.,  for  the.  Plaintiffs.— First,  a|8  to  Trade  Mark,  for,  if  the  Plaintiffs 
BQCoeed  as  to  that,  the  other  part  of  the  action  becomes  unimportant. .  Before 
the  "Solio  "  case  it  was  assumed  that  clauses  (d)  and  (c)  were  connected  and 
that  an  invented  word  must  have  no  reference  to  the  character  or  quality  o|  tba 

55  goods.  In  that  case  the  House  of  Lords  decided  that  if  a  word  is  really  nU 
inventad  word,  it  is  immaterial  that  it  has  such  reference.  A  word  is  inventoA 
if  ii  was  not  in  the  language  before,  subject  to  the  qualification  that  tVQ  ordinary 
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worcU  put  together  do  not  make  an  inyented  word,  and  that  a  miBspelling  like 
'•Pirle"  will  not  do  (see  Ripley's  Application.  15  R.P.C.  151).  [Pagsages  from 
the  judgments  in  the  **  Solio  "  case  were  read.]  Lord  ShancTs  judgment  differs 
somewhat  from  the  other  judgments,  and  is  not  correct  on  this  point ;  an 
invented  word  may  result  from  the  real  combining  of  two  word;j,  although  not  5 
from  merely  adding  together  of  two  ordinary  words.  The  termination  "  ine  " 
has  different  meanings,  such  as  to  promote,  or  prevent,  or  to  get  an  effect  like 
as  in  '*  Satinine."  In  Field,  Ld.  v.  Wagel  Syndicate,  Ld.  (17  R.P.C.  266), 
Buckley,  J.,  held  "  Savonol "  to  be  an  invented  word.  [The  judgment  on  this 
point  was  read.]  Lord  Herschell  in  the  "Solio"  case  clearly  thought  that  10 
"  Satinine,"  which  was  refused  registration  in  Re  M^yerstein's  Trade  Mark 
(7  R.P.C.  114),  was  not  objectionable  on  the  ground  of  not  being  an  invented 
word.]  [Joyce,  J. — ^The  "  Savonol "  case  simply  decides  that  that  was  an 
invented  word.]  {_  Younger,  K.G. — But  Buckley,  J.,  says  "Savonette"  would 
not  be ;  and  I  submit  that  **  Savonine  "  would  also  not  be  an  invented  word.]  15 
^Mne  "  has  no  more  meaning  than  ''ol "  ;  at  all  events  there  is  no  one  common 
meaning.  Invention  in  reference  to  word  marks  is  quite  a  different  matter 
from  invention  necessary  to  support  Letters  Patent.  It  is  sufficient  that  the 
word  was  not  used  before,  and  there  may  be  more  than  one  inventor ;  a  word  is 
none  the  less  genuinely  invented,  merely  because  someone  has  invented  it  20 
before  {Iti  Re  Linrjtype  Company's  Trade  Mark,  No.  2,  17  R.P.C.  380). 
But  here  the  Plaintiff  Young  invented  the  word  himself.  As  to  the  alleged 
users,  there  was  no  user  by  the  Defendants  before  the  application  to  register. 
At  that  date  they  could  not  have  opposed  registration.  Corbyn,  Stncey  A  Co. 
had  used  the  word  '^  Absorbine"  with  their  own  name  for  a  liquid  sold  by  the  25 
pound.  February,  1900,  is  the  earliest  date  fixed,  and  only  two  sales  are  actually 
proved ;  these  were  for  single  bottles  on  the  27th  of  September,  1901,  and  the 
23rd  of  October,  1901.  After  long  consideration  they  decided  not  to  oppose  the 
Plaintiffs^  registration.  Apart  from  common  use,  no  one  else  can  rely  on  their 
user  {Paine  A  Co.  v.  Daniell  A  Sons'  Breweries,  10  R.P.C.  217).  [^Younger^  30 
K.C. — That  user  is  material  on  the  question  whether  the  word  was  an  invented 

word.]    As  to  passing-off [Joyce,  J. — If  you  fail  on  Trade  Mark,  is  not  your 

case  gone  ?  The  Defendants  clearly  had  no  intention  to  mislead  ;  there  has 
been  no  actual  deception,  and  they  now  clearly  distinguish.]  The  Plaintiffs* 
preparation  was  the  only  one  known  as  **  Absorbine,"  and  the  mere  use  of  the  35 
word  might  lead  to  deception.  [JOYOB,  J. — No  probability  of  deception  is 
shown.]  Persons  recommended  to  use  '^  Absorbine,"  and  asking  for  it,  might 
get  the  Defendants'  goods.  [JoYCB,  J.— They  sufficiently  distinguish.]  But 
they  did  not  before  action.  [Joyce,  /. — No  damage  is  proved.]  There  is 
evidence  that  "  Absorbine "  at  the  date  of  the  commencement  of  the  action  40 
me  mt  the  Plaintiffs*  preparation  and  no  other. 

Sebastian  followed. — In  Powell  v.  Birmingham  Vinegar  Brewery  Company 
(14  R.P.C.  720)  an  injunction  was  granted  although  "  Yorkshire  Relish  "  was 
removed  from  the  Register.  As  to  the  course  of  the  Trade  Mark  decisions,  no 
words  could  be  registered  as  new  marks  until  the  Act  of  1883  was  passed.  45 
After  that  Act  some  words  were  registered  until  the  decision  in  Van  Duzer's 
Trade  Mark  (4  R.P.C.  31),  after  which  hardly  any  word-marks  were  upheld  by 
the  Courts  until  the  **  Mazawattee  "  case  (Densham's  Trade  Mark,  12  R.P.C.  75 
and  271).  Thfe  Act  of  1883  was  intended  to  alter  the  law,  but  owing  to  the 
decisions  did  not  effectually  do  so  until  Re  Trade  Mark  Bovril  (13  R.P.C.  382)  50 
and  the  *^  Solio  **  case  {Eastman  Photographic  Materials  Company'^  Application, 
15  R.P.C.  476)  put  the  law  right.  Now  the  Defendants  are  trying  to  go  back 
from  what  was  decided  in  the  latter  case.  The  rule  laid  down  by  Liord 
Herschell  should  be  kept  to.  The  note  on  the  Register  makes  it  clear  that  the 
registration  does  not  prevent  any  one  using  any  word  which  was  used  before,  55 
such  as  "Absorbent";  the  registration  can  only  interfere  with  a  use  of 
"  Absorbine,**  or  perhaps  some  slight  alteration.     The  termination  makes  the 
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word  distinctiTe,  and,  apart  from  ttser,  no  one  could  know  what  "  Absorbine  " 
wag.  I'he  Comptroller,  in  allowing  such  notes  on  the  Register,  apparently  acted 
under  directions.    See  sections  82  and  95  of  the  Patents,  Ac.  Act,  188^. 

Younger^  K.C.,  for  the  Defendanta.— "  Satinine  "  was  held  by  Kay,  J.,  not  to 
5  be  an  invented  word,  and  the  House  of  Lords,  in  the  "  Solio "  case,  did  not 
express  the  opinion  that  that  decision  was  wrong,  but  held  that  clauses  (d)  and 
{e)  of  section  64  (1)  were  independent.  In  Salt's  Application  (11  R.P.C.  517  ; 
L.R.  (1894)  3  Ch.  166)  "Eboline  "  was  held  hot  to  be  an  invented  word  ;  and 
in  Farbenfabriken  vorm.  Bayer  &  Go.'e  Trade  Mark  (11  R.P.C.  84;   L.R. 

10  (1894)  1  Ch.  645)  "  Somatose  "  was  held  not  to  be  an  invented  word.  The 
**  Solio  "  case  was  not  a  new  departure  on  the  whole  law  as  to  word-marks,  but 
it  only  decided  that  clauses  (d)  and  {e)  were  independent  and  that  "  Solio  "  was 
an  invented  word.  In  the  "  Somatose "  case,  Lindley^  L.J.,  thought  that 
**  Somatose "  was  an  invented   word ;    but  even  taking  his  judgment,  the 

15  restrictions  which  he  lays  down  are  sufficient  to  prevent  "  Absorbine  "  from 
being  an  invented  word.  Novelty  at  the  date  of  registration  is  an  important 
feature  in  invention.  Smithy  L. J.,  said  the  word  must  be  '*  coined  for  the  first 
"  time,"  and  Lord  H&rschell  approved  of  that.  In  the  cases  a  distinction  is 
made  between  English  words  and  foreign  words,  for  the  point  of  view  of  the 

20  ordinary  person  must  be  considered.  If  a  word  is  an  English  word 
in  its  main  form,  with  nothing  added  except  a  mere  flourish,  and  the  word 
suggests  the  same  idea  as  the  English  word,  then  it  is  not  an  invented  word. 
Apart  from  authority,  the  meaning  of  invented  word  is  clear,  some  ingenuity  is 
required.    The  "  Solio  "  case,  except  as  to  clauses  (d)  and  (e)  being  independent, 

25  did  not  overrule  the  previous  decisions.  [Passages  from  the  judgments  in  the 
"Solio"  case  were  read.]  A  particle  such  as"ine"  added  to  an  ordinary 
English  word  does  not  make  an  invented  word ;  the  qualifications  in  the 
'*  Solio  "  case  govern  the  present  one.  According  to  the  standard  contended  for 
on  behalf  of  the  Plaintiffs,  no  invention  at  all  is  required.    Here  three  people 

30  independently  hit  on  the  word  "  Absorbine."  Lord  Shand  expressly  approves 
the  earlier  decisions,  and  the  other  Lords  do  not  differ  from  him.  In  the 
**  Savonol "  case,  the  whole  decision  turned  on  the  word  '*  Savon  "  being  French. 
Lord  Shand  was  dealing  with  English  words  when  he  said  that  the  mere 
addition  of  a  syllable  did  not  make  an  invented  word.    But  the  ''  Savonol " 

H5  case,  in  which  "  Savoline  "  was  held  to  be  an  infringement,  shows  the  danger 
of  such  registrations.  On  the  strict  meaning  of  the  note  on  the  Register,  the 
termination  "ine"  is  all  that  is  registered;  otherwise  any  variation  of  the 
word  "  Absorb  "  might  be  an  infringement.  This  word  is  almost  on  the  footing 
of  '•  Nourishing  Stout "  {Raggett  v.  Findlater,  L.R.  17  Ex.  29).    If  any  one 

40  registered  "  Nourishine  Stout "  would  not  the  former  infringe  ?  Either 
**  Absorbine "  is  made  by  the  addition  of  "  ine "  or  by  changing  **  ing "  to 
**  ine."  Secondly,  the  word  was  not  an  invented  word  on  the  21st  of  November 
1901,  when  registered,  because  (1)  it  is  part  of  the  Plaintiffs*  case  that  it 
had     been     attached    to    20,000    bottles    of    the    preparation   annually    in 

45  America  since  1898 ;  (2)  it  is  part  of  their  case  that  American 
newspapers  with  the  word  in  them  had  come  here ;  (3)  it  is  part  of 
their  case  that  20  bottles  of  the  preparation  had  been  sold  here  between  1894 
and  1901 ;  (4)  Gorbyn,  Stacey  A  Go,  had  published  eight  circulars,  with  an 
average  circulation  of  600  copies,  containing  the  word.     Paine  v.  Daniell  A 

50  Sons^  Brewery  Company  (10  R.P.C.  217)  related  only  to  the  individual  right  of 
a  third  party ;  here  the  user  is  relied  on  to  show  that  the  word  *^  Absorbine  " 
wa»  not  an  invented  word.  The  user  in  America  is  very  material ;  the  word 
must  be  new  and  freshly  coined  at  the  date  of  registration  {British  Electrosfone 
Company^s  Trade  Mark^  13  R.P.C.  447).  At  the  date  of  registration  any  one  was 

55  at  liberty  to  use  the  word,  and  the  Defendants  were  then  having  their 
catalogues  printed.  The  "  Tachytype  "  case  {Linotype  Company's  Trade  Mark, 
No.  2, 17  R.P.C.  380)  is  not  against  us  ;  it  is  doubtful  whether  it  is  correct,  but 
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at  all  events  in  that  ease  there  had  been  no  user  by  other  people,  and  no 
business  under  the  word  in  this  country  before  registration,  "  ITneeda "  in 
National  Biscuit  Company's  Application  (18  R.P.C.  170,  and  19  R.P.a  281), 
was  held  not  to  be  an  invented  word  by  Cozens- Hardy ^  J.,  who  referred  to  Lord 
HerschelVs  judgment  in  the  *'  Solio  "  case.  In  the  ''  Pirle  "  case  the  burden  on  5 
the  public  was  pointed  out,  if  a  word  having  the  same  sound  as  an  ordinary  word 
was  allowed  to  be  registered.  If  "  Absorbing  "  could  not  be  registered,  neither 
can  "  Absorbine."  There  must  be  some  element  of  invention.  [JOYCB,  J, — An 
invented  word  may  be  the  result  of  a  lucky  accident.]  "  Eboline "  from 
"  Eboli  "  has  been  held  not  to  be  invented.  Davis  v.  StHbolt  (6  R.P.C.  207),  10 
in  which  "  Bokol  "  was  held  not  to  be  a  fancy  word,  was  approved  by  Rotner^  J., 
in  Densham's  Trade  Mark  (12  R.P.C.  75).  As  to  the  action,  the  only  use  of  the 
word  by  the  Plaintiffs  is  on  botiles ;  the  Defendants'  preparation  is  an 
ointment  in  pots  ;  there  is  no  evidence  of  deception  or  that  the  Defendants'  use 
is  calculated  to  deceive.  The  right  to  restrain  infringement  of  a  Trade  Mark  is  15 
confined  to  goods  for  which  it  is  registered  and  on  which  it  is  used  (Edwards 
V.  Dennis,  L.R.  30  C.  D.  454)  ;  at  all  events,  if  the  mark  is  not  used  on  the 
same  goods  there  must  be  evidence  of  probability  of  deception.  As  to  costs, 
much  of  these  have  been  caused  by  the  addition  of  the  claim  in  respect  of 
passing  off.  20 

HugJieSy  K.C.,  replying  as  to  the  cases  cited. — The  *'  Electrozone  "  case  is 
contrary  to  principle  if  it  decides  that  use  by  the  Applicant  himself  before 
registration  prevents  a  word  from  being  an  invented  word  within  the  meaning 
of  the  Act.  Edwards  v.  Dennis  turned  on  a  question  of  assignment ;  besides,  the 
Defendants'  goods  here  are  similar  goods  to  those  of  the  Plaintiffs.  As  to  what  25 
evidence  of  probability  of  deception  may  be  given,  I  refer  to  North  Cheshire 
and  Manchester  Brewery  Company  v.  Manchester  Brewery  Company  (L.R. 
(1889)  A.C.  .83,  and  Pay  ton  &  Co.,  Ld.  v.  Snelling  A  Co.  (17  R.P.C.  628) ;  no 
evidence  is  required  where  the  words  are  identical. 
Judgment  was  reserved,  and  delivered  on  the  1st  of  February  1904.  30 

JOYCB,  J.— In  November  1901  the  Plaintiff,  W.  F.  Young,  applied  for  and 
subsequently  obtained,  the  registration,  as  a  Trade  Mark,  of  the  word 
"  Absorbine  "  in  Class  2,  **  In  respect  of  chemical  substances  used  for  agricul- 
"  tural,  horticultural,  veterinary  and  sanitary  purposes,"  and  in  Class  3,  **  In 
^*  respect  of  chemical  substances  prepared  for  use  in  medicine  and  pharmacy."  35 
The  user  of  the  word  seems  to  have  been  solely  in  connection  with,  and  as  tho 
designation  of,  a  liquid  preparation  professing  to  be  "  especially  prepared  to 
"  absorb  and  remove  the  wind-puff,  capped  hock,  thorough-pin,  shoeboil, 
"  enlarged  glands,  soft  splint,  big  knee,  thick  cord,  knotted  tendons,  big  ankle, 
"  collar-puffs,  boils  and  tumours."  The  Defendants  are  well-known  mannfac-  40 
turers  and  vendors  of  veterinary  preparations,  and  they  had  previously  sold  an 
ointment  under  the  name  of  "  Tipper's  Absorbent  Ointment "  for  application  in 
cases  similar  to  those  for  which  the  Plaintiffs'  liquid  remedy  was  advertised  to 
be  specially  prepared  or  appropriate.  At  a  date  practically  contemporaneoos 
with  the  Plaintiffs'  application  for  their  Trade  Mark  "  Absorbine,"  the  Defen-  45 
dants  who,  in  my  opinion,  are  beyond  all  question  perfectly  honest  and 
honourable  traders,  without  any  knowledge  of  what  the  Plaintiffs  were  doing, 
changed  the  title  of  their  absorbent  ointment  to  '*  Absorbine,"  and  they  have 
sold  the  same  under  the  title  of  "Absorbine — Tipper's''  ever  since,  though 
perhaps  not  in  very  large  quantities.  The  Plaintiffs,  having  discovered  what  50 
the  Defendants  were  doing,  on  the  30th  of  March  1903  instituted  an  action  not. 
only  for  the  usual  relief  in  respect  of  the  Tradt?  Mark,  but  also  for  an  injunction 
against  passing  off  or  enabling  others  to  pass  off  their  veterinary  preparation, 
namely  an  ointment,  as  and  for  the  Plaintiff's'  liquid  remedy.  The  Defendants 
replied  with  a  Motion  to  expunge  "  Absorbine  "  from  the  Register.  At  the  55 
conclusion  of  the  trial,  if  not  before,  it  was  virtually  admitted  on  the  part  of  the 
Plaintiffs  that  the  only  ground  for  the  passing-off  action  was  the  use  of  tb^ 
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word  "  Absorlnne/'  and  1  intimated  my  opinion,  and,  if  necessary,  do  now 
decide  that  if  "Absorbine"  be  allowed  to  remain  on  the  Register  of  Trade 
Marks  the  action  for  passing  ofiE  as  distinguished  from  the  action  in  respect 
of  infringement  of  Trade  Mark  was  unnecessary. 
5  It  is  quite  clear  that  the  word  "  Absorbine  "  has  obvious  reference  to  the 
character  or  quality  of  the  goods.  It  could  only  be  registered,  if  at  all,  under 
Cla88(^)of  subsection(l)  of  section  64  of  the  Act  of  1883  as  being  an  invented  word. 
Whether  or  not  it  be  an  invented  word  within  the  meaning  of  this  term  in 
the  Statute  is  the  single  question  that  remains  for  me  to  decide.     The  first  two 

10  syllables  of  the  word  under  consideration  are  beyond  all  question  the  common 
English  word  "Absorb."     I  do  not  think  I  have  been  told  how  the  whole  word  . 
was  invented.    In  the  application  for  its  registration  in  America  it  is  spoken  of 
by  the  Applicant  as  an  arbitrary  or  arbitrarily  chosen  word.     It  may  simply  be 
a  mis-Bpelling  of  the  present  participle  of  the  verb  "  Absorb,"  or  it  may  repre- 

15  Bent  that  participle  pronounced  in  a  careless,  slovenly  fashion,  I  may  almost 
say,  as  frequently  pronounced  by  ordinary  people.  If  it  be  this,  it  is  certainly 
incapable  of  registration  in  respect  of  such  a  veterinary  medicament  as  the 
Plaintiffs'.  Or  it  may  be  the  common  English  word  "  Absorb,"  with  a  common 
termination  added  thereto..    Such  a  termination  is  found  in  very  many  words 

20  designating  a  chemical  substance,  as  may  be  seen  by  reference  to  the  index  of 

-    any  Manual  of  chemi8try,f or  instance,  chlorine,  glycerine,  pepsine,  saccharine,  &c. 

it  is  also  found  frequently  as  a  mere  termination  in  the  names  of  medicinal  and  other 

preparations  which  are  sometimes  referred  to  as  proprietary  articles,  as,  for  instance, 

maltine,  sulpholine,  brilliantine,  &c.,  &c.    When  so  used  I  am  not  aware  that 

8b  the  syllable  ^^  ine  "  has  any  meaning  at  all  of  itself,  nor  has  it  any  here.  It  is 
little  if  anything  more  than  a  sort  of  flourish  to  round  off  the  word  or  expression 
to  which  it  is  attached  in  order  to  make  an  euphonious  name.  In  the  "  Solio  " 
oase*  it  was  decided,  contrary  to  what  had  previously  been  held,  that  a  word 
might  be  a  good  invented  word  although  it  might  have  some  reference  to  the 

30  ohuracter  or  quality  of  the  goods,  and  that  the  word  '*  Solio  "  was  an  invented 
word.  The  present  Lord  Chancellor,  in  the  course  of  his  observations  at  page 
577  in  Law  Reports  (1898)  Appeal  Cases,  said  :  **  My  Lords,  I  desire  to  give  my 
**  opinion  with  reference  to  the  particular  word  and  not  to  go  behind  it.  I  can 
**  quite  understand  suggesting  other  words — compound  words  or  foreign  words — 

35  ♦*  as  to  which  it  would  be  impossible  to  say  that  they  were  invented  words, 
*'  although  perhaps  never  seen  before,  or  that  they  did  not  indicate  the 
^  character  or  quality  of  the  goods,  although,  as  words  of  the  English  tongue,  they 
**  had  never  been  seen  before.  Suppose  a  person  were  to  attempt  to  register 
**  as  a  single  English  word  ^  Cheapandgood,'  or  even  without    taking  so  gross 

40  ^*  an  example,  using  a  word  so  slightly  differing  from  an  ordinary  and  recognised 
**  word  as  to  be  neither  an  invented  word  nor,  avoiding  the  prohibited  choice 
**  of  a  word,  indicating  character  or  quality.  The  line  must  sometimes  be 
**  difficult  to  draw  :  but  to  my  mind  the  substance  of  the  enactment  is  intelli- 
**  gible  enough,  and  the  Comptroller  has  to  make  up  his  mind  whether  in 

45  *'  substance  there  has  been  an  infringement  of  the  rule.  Of  course  also  words 
**  which  are  merely  misspelt,  but  which  are  nevertheless,  in  sound,  ordinary 
*'  English  words,  and  the  use  of  which  may  tend  to  deceive,  ought  not  to  be 
•*  permitted."  Lord  HerschelU  a  very  high,  if  not  the  highest,  authority  on  the 
law  of  Trade  Marks,  says  at  page  581  :  "  It  may  no  doubt  sometimes  be  difficult 

50  **  to  determine  whether  a  word  is  an  invented  word  or  not.  I  do  not  think 
"  the  combination  of  two  English  words  is  an  invented  word,  even 
•*  although  the  combination  may  not  have  been  in  use  before ;  nor  do  I  think 
**  that  a  mere  variation  of  the  orthography  or  termination  of  a  word  would  be 
'*  sufficient  to  constitute  an  invented  word,  if  to  the  eye  or  ear  the  same  idea 
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"  would  be  conveyed  aa  by  the  word  in  its  ordinary  form."  And  Lord  Shand 
Bays  :  '*  At  the  same  time,  I  agree  with  yonr  Lordships,  and  particalarly  with 
*^  what  has  been  said  by  my  noble  and  learned  friend  Lord  Mcicnaghten^  in 
*'  thinkinsr,  especially  after  the  decision  to  be  given  in  this  case,  that  the  Oomp- 
^^  troUer-Oeneral  will  be  fully  warranted  in  taking  care  that  there  shall  not  be  5 
"  admitted,  under  the  guise  or  cover  of  words  called  *  invented  '  by  the  Appli- 
^*  cant,  words  really  in  ordinary  use,  which  might,  in  a  disguised  form,  have 
*'  reference  to  the  character  or  quality  of  the  goods.  There  must  be 
"  invention  and  not  the  appearance  of  invention  only.  It  is  not  ]>06sible  to 
^'  define  the  extent  of  invention  required ;  but  the  words,  I  think,  should  be  IQ 
'*  clearly  and  substantially  different  from  any  word  in  ordinary  and  common 
"  use.  The  employment  of  a  word  in  such  use,  with  a  diminutive  or  a  short 
*'  and  meaningless  syllable  added  to  it,  or  a  mere  combination  of  two  known 
"  words,  would  not  be  an  invented  word  ;  and  a  word  would  not  be  *  invented  * 
"  which,  with  some  trifling  addition  or  very  trifling  variation,  still  leaves  the  15 
*'  word  one  which  is  well  known  or  in  ordinary  use,  and  which  would  be  quite 
"  understood  as  intended  to  convey  the  meaning  of  such  a  word."  Now,  it  is 
quite  immaterial  whether  I  agree  with  the  opinions  expressed  by  their 
Lordships  in  that  case  or  not,  but  indeed  I  do  agree  and  I  know  of  no  authority 
which  requires  me  to  hold  that  such  a  word  as  ^'  Absorbine  "  is  an  invented  20 
word.  None  of  the  syllables  or  parts  of  which  the  word  is  composed  were 
invented  and  I  see  no  invention  in  the  combining  of  them  so  as  to  form  the 
whole.  The  case  of  **  Tachytype,"  and  I  think  also  the  case  of  "  Savonol "  Were 
materially  different  from  the  present,  and  in  the  circumstances  I  flnd  myself 
compelled  to  hold  that  "  Absorbine  "  was  not  an  invented  word  within  the  25 
meaning  of  that  expression  in  the  Act,  and  must  be  expunged  from  the  Register. 
The  action  will  be  dismissed  with  the  ordinary  consequences.  You  do  not  want  a 
stay,  Mr.  Hughes.  You  can  appeal  from  the  Order  to  expunge  and  perhaps 
you  can  get  it  put  in  the  Interlocutory  List. 

Younger^  K.C. — If  my  friend  should  want   a    stay,  I  will    not    impose  30 
difficulties. 

JOTCB,  J. — There  is  a  difficulty  about  a  stay,  because  of  the  public  possibly 
being  interested.    I  do  not  think  I  can  stay  the  Order. 
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In  the  High  Court  op  Justice.— Chanobby  Division. 

Before  Mb.  Justice  Fabwbll. 

December  4th,  1903. 

Obnbbal  Elbctbic  Company  (1900),  Ld.  v.  Safety  Lift  and  Elevator 
5  Company. 

Patent, — Action  for  infringement — Alleged  invalidity  on  the  grounds  of 
prior  user  and  prior  publication. — Application  by  Plaintiffs  for  leave  to 
interrogate. — Form  of  interrogatories. 

In  an  action  for  infringement  of  a  Patent^  the  Defendants  in  their  Particulars 

10  of  Objections  alleged  prior  user  at  a  certain  place  by  V.  B.for  some  years  prior 
to  a  certain  dcUCy  and  prior  publication  by  J.  B,  at  a  certain  place  to  M.  of  that 
place  between  certain  dates.  The  Plaintiffs  applied  for  leave  to  administer 
Interrogatories^  which  were  shortly  as  follows : — As  to  prior  user— what  was 
the  manner  of  the  prior  user  ;  whether  by  means  of  a  nuichine  in  a^timluse^ 

15  and  whoU  was  the  purpose  of  the  use  of  the  machine^  and  the  periods  for  which 
it  was  used ;  whether  it  existed^  and  where  it  could  be  inspected^  and  what  was 
the  occu/paiion  and  address  of  V.  B.  As  to  the  prior  publiccUion — whether  it 
was  orcUy  by  document^  models  or  how  otherwise ;  whether  such  document  or  model 
existedy  and  where  it  could  be  inspected;  whether  any  more  exact  date  could  be 

20  given,  and  whai  was  the  occupation  and  address  of  M.  At  the  heading  of  the 
Summons  it  was  proposed  to  ask  whether  the  machine  was  in  the  Defendants'* 
possession  or  power  instead  of  where  it  could  be  inspected. 

Held,  that,  the  Defendants  stating  that  the  prior  user  alleged  was  by  tnachifie, 
they  ought  to  be  ordered  to  answer  the  first  Interrogatm^y  by  staging  whether 

25  any  such  machine  existed^  and^  if  sOy  whether  any  such  machine  was  in  their 
possession^  custody ^  or  power ,  and  stating  the  present  address  of  V.  B. ;  and^  the 
Defendants  stating  that  the  publication  referred  to  was  by  document^  they  ought 
to  be  ordered  to  answer  the  second  Interrogatory  by  so  stating  and  by  sufficiently 
identifying  the  document  and  the  present  address  of  M. ;  but  the  Defendants 

30  were  not  compelled  to  make  further  answer  to  either  of  the  Interrogatories. 
Birch  i;.  Mather  (L.iJ.  22  CD.  629)  followed. 


110  REPORTS  OF  PATENT,  DESIGN,        [Mar.  16, 1901 

General  Electric  Company  (1900)^  Ld,  v.  Safety  Lift  and 
Elevator  Company, 

On  the  17th  of  March  1903  the  General  Electric  Company  (1900),  Ld.,  and 
George  Herbert  Whittingham  commenced  an  action  against  the  Safety  Lift 
and  Elevator  Company  for  infringement  of  Letters  Patent  (No.  1417  of  1894) 
granted  to  the  Plaintiff  Whittingham  for  an  invention  of  an  "Automatic 
"  device  for  removing  resistance  in  starting  electric  motors  and  replacing  same,*'  5 
the  Patent  being  then  vested  in  the  Plaintiff  Company. 

The  Plaintiffs  having  delivered  a  Statement  of  Claim  and  Particulars  of 
Breaches,  the  Defendants  by  their  Defence  (inter  alia)  alleged  that  the  Patent 
was  invalid  by  reason  of  the  matters  appearing  in  the  Particulars  of  Objections 
therewith  delivered.  10 

The  Particulars  of  Objections  alleged  {inter  alia) — (2)  That  the  alleged 
invention  was  not  new.  "  (B)  The  said  alleged  invention  had  been  publicly 
"  used  at  Winchester  Square,  Birmingham,  by  Victor  Bornard  for  some  years 
"  prior  to  the  23rd  of  January  1894.  Such  prior  user  is  set  up  as  anticipating 
"  all  the  claims  in  the  Specification  of  the  said  Letters  Patent  sued  on.  (C)  The  15 
"  said  alleged  invention  had  been  published  by  John  Bush^  at  Green  Street 
*'*  Engineering  Works,  Blackfriars  Road,  London,  S.E.,  to  Mr.  Moffatt,  of  that 
"  place,  between  the  9th  of  June  1892  and  the  23rd  of  January  1894.  Such 
^^  prior  publication  is  set  up  as  anticipating  all  the  claims  in  the  Specification 
**  of  the  said  Letters  Patent  sued  on."  20 

The  Plaintiffs  applied  under  the  Summons  for  Directions  for  leave  to 
administer  the  following  Interrogatories,  namely  : — "  (1)  In  what  manner  and 
"  during  what  period  was  the  invention  claimed  by  the  Plaintiffs  publicly  used 
**  as  alleged  by  clause  (B),  paragraph  2,  of  the  Defendants'  Particulars  of 
"  Objections  ?  Was  it  by  means  of  a  machine  or  machines  in  actual  use  or  25 
*'  how  otherwise  ?  For  what  purpose  and  during  what  period  or  periods  was 
**  such  machine  or  were  such  machines  used  ?  Does  any  such  machine  exist  or 
"  any  model  or  description  or  drawings  thereof  ?  If  so,  where  may  the  same 
**  respectively  be  inspected  ?  What  is  the  occupation  and  address  of  the  said 
**  Victor  Bornard  ?  (2)  In  what  manner  was  the  said  invention  published  by  30 
"  John  Bush  to  Mr.  Moffatt  as  alleged  by  clause  (C),  paragraph  2,  of  the 
**  Defendants'  Particulars  of  Objections  ?  Was  it  so  published  by  means  of  oral 
**  communication,  or  by  any  document  or  documents,  or  by  means  of  any  machine 
"  or  models  or  how  otherwise  ?  Does  any  such  document  or  machine  or  model, 
"  or  do  any  plans  or  drawings  thereof  now  exist  ?  If  so,  where  may  the  same  35 
"  respectively  be  inspected  ?  Is  the  Defendant  Company  unable  to  give  any 
"  more  exact  date  for  such  publication  than  that  mentioned  in  the  Particulars 
*'^  of  Objections  ?  What  is  the  occupation  and  present  address  of  the  said 
'' Ut.  Moffatt'' ? 

The  Summons  was  adjourned  by  the  Master  into  Court.  40 

Bousfieldj  K.C.,  and  F.  H,  Maugham  (instructed  by  F.  Samuehon)  appeared 
for  the  Applicants ;  A.  J.  Walter  and  J,  H.  Gray  (instructed  by  Wilson, 
Bristowsy  and  Carpmael)  appeared  for  the  Respondents. 

Maugham  for  the  Applicants. — This  ie  an  action  by  the  Plaintiff  for  infringe- 
ment of  Patent,  and  the  Summons  asks  for  leave  to  administer  Interrogatories.   45 
The  Patent  is  for  a  machine  to  be  used  chiefly  in  connection  with  lifts,  for 
automatically  regulating  the  flow  of  the  electric  current.    The  Defence  denies 
infringement,  and  states  that  the  Patent  is  invalid  by  reason  of  matters  alleged 
in  the  Particulars  of  Objections.    Clause  2  of  the  Particulars  of  Objections 
contains  a  statement  of  a  number  of  Specifications  alleged  as  anticipations.   50 
Paragraphs  B  and  C  are  the  two  paragraphs  in  respect  of  which  the  application 
is  made.    Paragraph  3  alleges  want  of  subject-matter.    The   Plaintiffs  have 
asked  for  leave  to  administer  two  Interrogatories.     [The  first  proposed  Inter- 
rogatory was  read.]    As  to  the  last  thing  of  all — ^*'  What  is  the  occupation 
"  and  address  "  ? — ^there  is  an  authority  completely  in  point,  namely.  Birch  55 
V.  Mather  (L.R.  22  CD.  629)  before  Chitty,  J.    The  decision  there  was  that 
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in  a  Patent  action,  where  the  Plaintiff  or  Defendant  made  out  a  proper 
case,  the  Court  had  jurisdiction  to  order  Interrogatories  to  be  answered, 
notwithstanding  the  provision  in  the  Patent  Law  Amendment  Act,  1852, 
for  the  delivery  of  Particulars,  and  that  the  Plaintiff  was  also  entitled  under 
5  the  41st  section  of  that  Act  to  the  names  and  addresses  of  the  persons  by 
whom  prior  user  was  alleged  to  have  been  made,  as  well  as  the  place  where 
the  prior  user  had  taken  place.  In  the  present  case  the  Particulars  of  Objections 
give  the  place  and  the  name,  but  not  the  address  and  description.  It  also 
appears  by  the  statement  of  facts  in  this  case  that,  in  addition  to  that,  the 

10  Plaintiff  asked  for,  and  was  allowed  to  ask,  whether  the  machines  were  in 
exiitence.  It  is  a  very  important  thing  where  prior  user  is  alleged — that 
Plaintiffs  should  know  whether  the  machines  are  in  existence,  and  whether  any 
models  or  drawings  are  in  existence,  in  order  that  they  may,  if  possible,  get 
0ome  notion  of  what  the  alleged  prior  user  is.  The  Registrar  in  that  case  gave  leave. 

15  There  was  an  elaborate  judgment  by  Mr.  Justice  Chitty  dealing  with  a  number  of 
Mses,  including  the  case  of  Garj^ard  v.  Edge  (6  R.P.C.  372),  which  may  be  relied 
on  for  the  Defendants,  and  he  allowed  the  Interrogatories.  The  Interrogatories 
were  opposed  mainly  on  the  ground  that,  as  Particulars  could  be  ordered  and 
had  to  be  given  under  the  Act,  there  was  no  ground  for  Interrogatories.    It  was 

10  mainly  on  the  question  of  jurisdiction  that  the  case  was  reported.  The 
•ubstance  of  it  is  that  the  Judge  said  that  the  Order  of  the  Registrar  was  right. 
Then  there  is  the  case  of  the  Alliance  Pure  White  Lead  Syndicate^  Ld.  v. 
Maclvor'8  Patenfs,  Ld.  (8  R.P.C.  322).  In  that  case  A.  brought  an  action 
mgainst  M.  for  infringement  of  a  Patent*  for  improvements  in  making  white 

95  lead,  and  M.,  by  his  Particulars  of  Objections,  relied  on  prior  publication  of  the 
Plaintiff's  invention  by  the  manufacture  and  sale  by  white  lead  manufacturers 
generally  in  London  and  the  vicinity  from  1836  to  the  date  of  the  Patent.  The 
Plaintiff  interrogated,  asking  the  names  and  addresses  of  such  manufacturers, 
and  the  places  and  dates  of  user.    The  Defendant  having  refused  to  answer 

SO  the  Interrogatory,  it  was  held  that  the  Defendant  was  bound  to  answer  the 
Interrogatory.  There  is  one  part  of  the  Interrogatory  here  which  can  be  amended 
in  form  if  it  is  objected  to  as  it  stands,  and  that  is  the  part  which  asks,  ''  If  so, 
^  where  may  the  same  respectively  be  inspected ''  ?  Perhaps  the  proper  form  is 
to  ask  where  it  is  now,  and  whether  it  is  in  the  custody,  power,  or  control  of  the 

15  Defendants  ?  If  it  is  in  their  possession  I  submit  that  I  am  entitled  to  have 
the  Interrogatory  answered,  and  then  I  shall  get  inspection.  I  should  be  quite 
content  with  the  Interrogatory  in  that  form. 

Gray  for  the  Respondents  on  the  first  Interrogatory. — I  admit  that  the 
Particulars  which  I  am  bound  to  give  are  the  name  and  address,  and  the  period 

40  of  time  during  which  the  prior  user  has  been  existing.  I  have  said,  '*  The 
*^  said  alleged  invention  has  been  publicly  used  at  Winchester  Square,  Bir- 
"  mingham,  by  Victor  Bomard  for  some  years  prior  to  the  23rd  of  January 
**  1894."  I  cannot  give  better  Particulars  with  regard  to  the  number  of  years. 
The  address,  I  admit,  is  not  directly  stated,  but  the  address  is  really  Victor 

45  Bamardj  of  Winchester  Square,  Birmingham,  and  it  is  given  in  that  form.  It 
ought  to  have  been  stated,  "  of  that  particular  place."  If  my  friend  is  satisfied 
with  that  I  shall  be  perfectly  prepared  to  give  it  in  that  form.  So  far  as  the 
other  questions  in  the  Interrogatory  are  concerned,  I  submit  that  they  are 
absolutely  unprecedented.    One  question  is,  "  in  what  manner  and  during 

50  **  what  period  was  the  invention  claimed  by  the  Plaintiffs  publicly  used "  ? 
I  do  not  understand  the  question.  The  function  of  Particulars  of  Objections 
in  a  patent  action  is  to  enable  the  Plaintiff  to  make  inquiries  to  satisfy  himself 
as  to  what  really  was  done.  We  have  given  the  name  and  address,  subject,  of 
course,  to  the  alteration  which  I  make  now,  and  the  time  during  which  the 

65  pnriicular  invention  was  alleged  to  be  used.  I  submit  there  never  was  a  case — 
none  has  been  cited — in  which  furth^  Particulars  were  neoessary,  or  in  which 
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such  a  question  was  ordered  to  be  answered.  The  next  part  of  the  Inter- 
rogatory is,  ''  Was  it  by  means  of  a  machine  or  machines  in  actual  use,  or 
^'  how  otherwise  "  ?  I  haye  said  that  the  allef?ed  invention  has  been  publicly 
used.  I  do  not  know  what  other  answer  I  can  give  to  that.  *'For  what 
"  purpose,  and  during  what  period  or  periods  was  such  machine,  or  were  such  5 
'^  machines  used  **  ?  I  cannot  tell  that  at  present.  I  have  given  Particulars 
which  will  enable  the  Plaintiffs  to  inquire  for  themselves.  I  submit  that  is  all 
that  is  ever  required  in  Particulars  of  Objections  against  a  Patent  ^'  Does  any 
"such  machine  exist,  or  any  model,  or  description,  or  drawings  thereof"? 
I  daresay  my  clients  can  inform  the  Plaintiffs  whether  the  machine  exists  or  10 
not.  I  cannot  say.  [Fabwbll,  J. — ^That  seems  to  come  within  Mr.  Justice 
Ohitty^s  decision.]  I  think  the  decision  only  deals  with  the  other  part  of  the 
question — the  name  and  address.  [Fabwbll,  J. — As  to  whether  the  machines 
were  in  existence  the  Order  was  made,  as  far  as  I  can  make  out.]  The  whole 
argument  was  on  the  question  whether  Interrogatories  were  permissible.  I  15 
acGnit  that  they  are.  The  common  practice  is,  however,  to  ask  for  further  and 
better  Particulars.  There  never  has  been  a  case  where  better  Particalars  have 
been  given  which  would  justify,  or  make  it  necessary  for  the  Defendants  to 
answer,  the  questions  of  the  first  Interrogatory.  The  Defendants  understand 
that  the  machines  have  been  made  and  sold  continuously.  They  cannot  say  20 
whether  they  exist.  The  Plaintiffs  can  make  inquiries  as  to  this.  [Fabwbll, 
J. — Of  course  there  is  no  difficulty  in  the  Defendants  answering  it.  If  they  do 
not  know  they  can  say  so.]  There  is  no  reason  why  the  Defendants  should  not 
say  what  they  in  fact  know,  but  I  submit  it  is  putting  the  whole  expense  upon 
j  us  at  the  present  time.    The  Plaintiffs  may  discontinue  the  action.    Why  25 

should  not  the  Plaintiffs  make  the  inquiries  for  themselves  ?     [Fab WELL,  J. — . 
If  it  had  not  been  for  the  Order  of  Chitty^  J.,  I  should  have  thought  so  too,  but 
he  seems  to  have  allowed  it.]    The  head  note  shows  that  this  was  not  the 
real  point  with  which  Chitty^  J.,  was  dealing.    From  what  appears  by  the 
report  it  was  not  disputed.    [Fabwbll,  </. — Perhaps  for  the  same  reason  that  30 
it  is  hardly  worth  your  while  to  dispute  it.]     I  submit  that  this  is  not  a  decision 
against  me  on  the  point,  and  if  inquiry  has  to  be  made  by  either  party  I 
suggest  it  ought  to  be  made  by  the  Plaintiffs.    It  is  their  interest  to  find 
out  whether  the  machine  was  made.     Then  the  other  question  is,  '*If  so, 
*'  where  may  the  same  respectively  be  inspected "  ?     [Fabwbll,  J. — It  is  35 
proposed  to  alter  that  and  to  ask  whether  it  is  in  the  Defendants*  possession 
or  power  ?]     That  is  a  new  question.     I  say  at  once  it  is  not  in  their  possession 
and  power. 

Fabwbll,  J, — Perhaps  Mr.  Maugham  is  satisfied  with  that  ? 

Maugham. — Is  that  satisfactory  ?    I  should  prefer  to  have  an  answer  as  to  40 
this. 

Fabwbll,  J. — I  must  consider  whether  you  are  entitled  to  it.  I  have  not 
given  you  leave  to  amend  yet.  As  it  stands  you  are  not  entitled  to  the  second 
part. 

Maugham. — Your  Lordship  will  hear  me  on  that  ?    There  is  a  case  for  some  45 
Interrogatory. 

Fabwbll,  </. — I  think  you  are  entitled,  and  I  think  it  is  admitted  you  are 
entitled,  to  the  statement  of  the  occupation  and  address  of   Victor  Bomard. 
I  understand  the  suggestion  to  be  that  it  was  intended  to  be  given  to  you  ; 
that,  if  it  is  not  given  to  you,  it  will  be  given  to  you  as  "  Winchester  Square,  50 
*'  Birmingham  "  ;  and  then  as  to  the  occupation  ? 

Cray. — The  Defendants  do  not  know  the  occupation. 

Fabwbll,  J. — I  do  not  know  that  "occupation"  is  mentioned  by  Chitty^  J. 
I  will  not  go  beyond  the  authority. 

Oray. — ^The  Plaintiffs  cannot  have  made  a  single  inquiry  yet  or  they  would  55 
have  satisfied  themselves  on  every  one  of  these  points. 
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Farwell,  J. — On  the  authority  of  that  case  the  Defendants  are  bound 
to  grive  the  present  address.  If  they  do  not  know  it,  of  course  they  cannot. 
As  at  present  advised  I  think  you  have  said  enough.  I  think  ^^  For  some  years 
•*  prior  to  the  23rd  of  January  1894  "  is  sufl&cient  for  the  first  part  of  it.  As  to  thu 
5  question,  ^'  Was  it  by  means  of  a  machine  or  machines  in  actual  use,  or  how 
**  otherwise  "  ?  I  think  there  is  no  authority  for  that. 

Maugham. — Your  Lordship  sees  how  misleading  Particulars  may  be.    It  is 
now  said  that  a  number  of  machines  were  made  and  sold,  and  the  Defendants 
do  not  know  where  they  are. 
10       Ghuy. — I  do  not  rely  on  general  user  if  I  have  specific  user. 

Matigliam, — ^You  say  the  machine  had  been  publicly  used.  That  is  a  vague 
phrase.  I  want  to  know  whether  the  Defendants  made  the  machine  and 
sold  it. 

Gray, — It  is  a  common  expression  in  every  Patent  action,  and  it  has  always 
15  been  held  sufficient, 

Maugham. — Then  there  is  the  question  whether  the  machine  exists  or  not  ? 
Fakwbll,  J. — I  do  not  think  that  point  is  decided. 

Maugham. — Except  that  it  was  allowed.    I  think  there  is  nothing  in  the 
judgment. 
20      Far  WELL,  J. — Probably  it  was  not  objected  to. 

Maugham. — Nothing  was  said  about  it  because  the  Defendants  did  not  object. 

They  gave  it  up  before  the  Judge.    It  has  been  treated  as  an  authority  in  some 

of  the  text  books. 

Far  WELL,  J. — I  do  not  think  it  was  argued  ;  or  that  Chitty^  J.,  decided 

25  it.    The  Defendants  will  answer  that,  but  not  in  the   form  in  which   it  is 

asked.    I  do  not  think  they  can  say  whether  they  can  be  inspected. 

Gray. — Does  your  Lordship    say    I   should   answer  the   first  part  of  the 
Interrogatory  ? 
Farwbll,  J. — No ;  the  first  three  lines  I  do  not  see  any  reason  for  your 
30  answering — down  to  "  whether  any  such  machine  exists."   There  isno  authority 
that  I  can  see  from  the  cases.    The  rest  of  it  I  think  you  must  answer. 
Gray. — Then  I  answer  whether  any  machine  exists  ? 

Maugham. — Including  "  or  any  model,  or  description,  or  drawings  thereof." 
Farwbll,  J. — The  authority  does  not  go  beyond  machines,  and  I  shall  not 
35  go  beyond  that. 

Mattgham. — The  second  interrogatory  is,  "In  what  manner  was  the  said 
**  invention  published  by  John  Bush  to  Moffatt^  as  alleged  by  clause  (C), 
"  paragraph  2,  of  the  Defendants'  Particulars  of  Objections "  ?  That  is 
explained  by  the  next  questicm,  "Was  it  so  published  by  means  of  oral 
40  "  communication,  or  by  any  document  or  documents,  or  by  means  of  any 
"  machine  or  model,  or  how  otherwise  "  ?  I  am  entitled  to  ask  what  sort  of 
publication  it  is  that  is  relied  upon  by  the  vague  statement  in  the  Particulars— 
that  it  was  published  by  John  Bush  at  a  certain  date  to  Moffatt.  Then  I  ask 
whether  any  document,  machine,  or  model  constituting  such  publication  exists  ? 
45  The  last  question  is,  "  What  is  the  occupation  and  present  address  of  the  said 
"Mr.  Jfojfa^r' ?— which  is  the  same  thing  as  the  occupation  of  Victor 
Bomard. 

Farwbll,  J.— Do  the  Defendants  object  to  saying  whether  the  publication 
is  oral  or  in  writing  ? 
50      Cfray. — ^No,  they  do  not. 

Farwbll,  J. — I  think  the  Defendants  ought  to  state  whether  it  is  oral  or  by 
writing ;  and  to  identify  the  writing  if  it  is  by  writing. 

Gray. — It  is  by  a  document  not  in  the  possession  of  a  party  to  the  action.     It 
is  a  publication  by  John  Bush  to  Moffatt. 
55      Maugham. — If  it  is  a  written  document  which  is  identified  that  will  be  quite 
sufficient.    If  my  friend  says  the  publication  is  publication  by  a  document,  and 
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he  is  willing  to  produce  it,  or  to  identify  it  so  that  I  can  make  an  application 
for  production,  tiiat  is  all  I  want. 

Cray. — I  am  only  prepared  to  say  that  it  was  a  document  which  was  shown 
by  Bush  to  Moffatt. 

Farwbll,  jT— This  is  really  getting  better  Particulars  in  an  unusual  form  5 
by  Interrogatories.    The  Defendants  ought  in  the  first  instance  to  state  whether 
it  is  oral  or  written,  and  if  in  writing  give  the  date.    I  can  say  nothing  more 
than  that. 

Maugham. — I  assent  to  that,  provided  the  document  is  identified. 

Farwbll,  Jl— Somehow  or  other  the  Defendants  must  identify  the  document  10 

Maugham, — ^Then  I  ask  for  the  present  address  of  Mr.  Moffatt. 

Gray. — The  address  given  is  that  at  the  present  time. 

The  Order  as  drawn  up  was  as  follows  : — '^  The  Defendants  by  their  Counsel 
'*'  stating  that  the  prior  user  alleged  in  the  Defendants'  Particulars  of  Objections, 
''  paragraph  2,  clause  (6),  was  by  machine,  this  Court  doth  order  that  the  ^^ 
*^  Defendants  do  answer  the  first  Interrogatory  by  stating  whether  any  such 
'*'  machine  does  exist,  and,  if  so,  whether  any  such  machine  is  in  the  possession, 
''  custody,  or  power  of  the  Defendants,  and  stating  the  present  address  of 
''  Victor  Bornard.    And  the  Defendants  by  their  Counsel  stating  that  the 
"  publication  referred  to  in  the  Defendants'  said  Particulars  of  Objections,  20 
''  paragraph  2,  clause  (C)  was  by  a  document,  it  is  ordered  that  they  do  answer 
''  the  second  Interrogatory  by  so  stating  and  by  sufficiently  identifying  the 
'^  document  and  stating  the  present  address  of  Mr.  MoffcUt,  and  the  Defendants 
"^  are  not  compelled  to  make  further  answer  to  either  of  the  Interrogatories  ; 
*'  and  it  is  ordered  that  the  costs  of  this  application  and  occasioned  by  the  25 
'^  adjournment  thereof  into  Court  be  costs  in  the  action.'' 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Kekewich. 

November  18th,  1903. 

Jandus  Arc  Lamp  and  Electric  Company,  Ld.  v.  Arc  Lamp  Company. 

5  Patent, — Action  for  infringement,. —  Practice.  —  Motion  by  Plaintiffs  for 
liberty  to  apply  to  amend  Spe^Jications. — Terms, — Patents^  Ac.  Act^  1883^ 
sections  18^  19,  20. 

The  Plaintiffs  in  an  action  far  infringefnent  of  two  Patents  after  the 
delivery  of  the  Defence  applied  to  the  Court  /or  liberty  to  apply  ai  the  Paient 
10  Office  for  leave  to  amend  their  Specifications. 

Held,  that  the  Order  made  in  Ludington  Cigarette  Machine  Company,  Ld.  v. 
Baron  Cigarette  Machine  Company,  Ld.  (17  R.P.C.  746)  was  appropriate^ 
which  imposed  on  Vie  Plaintiffs  {among  others)  a  term  that  no  action  should 
be  brought  or  maintained  for  infringement  of  the  Patent  in  respect  of  any 
15  goods  made  prior  to  the  date  of  the  Ordei\  An  Order  giving  liberty  to  apply 
to  the  Patent  Office  for  leave  to  amend  wa^  made  accordingly. 

The  Plaintiffs  in  an  action  for  infringement  of  two  Patents  desired,  after  the 
delivery  of  the  Defence  and  Particulars  of  Objections,  to  amend  their  Specifica- 
tions, and  moved  for  liberty  to  apply  to  the  Patent  Office  for  leave  to  amend 

20  mider  section  19  of  the  Patents,  &c.  Act,  1883,  which  provides  that  "  in  an  action 
^  for  infringement  of  a  Patent,  the  Court  or  a  Judge  may  at  any  time  order  that 
"'  the  Patentee  shall,  subject  to  such  terms  as  to  costs  and  otherwise  as  the  Court 
*^  or  a  Judge  may  impose,  be  at  liberty  to  apply  at  the  Patent  Office  for  leave  to 
'^  amend  his  Specification  by  way  of  disclaimer,  and  may  direct  that  in  the 

25  ^  meantime  the  trial  or  hearing  of  the  action  shall  be  postponed/' 

J.  C.  Oraham  and  A,  J.  Walter  (instructed  by  Faithful  and  Owen)  appeared 
for  the  Applicants ;  W.  R.  Bousfieldy  K.C.,  and  J.  H.  Gray  (instructed  by 
Rackham  A  Co.)  appeared  for  the  Respondents. 
J.  C  Oraham  for  the  Applicants. — It  is  only  a  question  of  terms,  and  the 

30  Plaintiffs  are  willing  to  take  the  Order  made  by  your  Lordship,  and  confirmed 
by  the  House  of  Lords,  in  Ludington  Cigarette  Machine  Company^  Ld.  v. 
Baron  Cigarette  Machine  Company^  Ld.  (17  R.P.C.  745,  at  page  746).  In  that 
case  there  was  only  one  Patent  in  issue,  and  there  was  a  cross  petition  to  revoke 
it,  so  that  it  is  true  that  the  Order  there  made  covered  that  which  has  nothing 
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in  common  with  this  action.  The  Order  gave  liberty  to  apply  at  the  Patent 
Office  for  leave  to  amend,  but  ordered  that  the  Plaintiffs  were  not  to  bring  or 
maintain  any  action  for  infringement  in  respect  of  the  machines  made  before 
the  date  of  the  Order. 

Kbkbwich,  J.— Do  the  Defendants  agree  to  that  ?  5 

Bousfield^  K.C.,  for  the  Respondents. — No.  I  submit  the  right  Order  in  this 
case  will  be  that  the  leave  to  apply  at  the  Patent  Office  should  be  given,  but 
subject  to  the  condition  that  the  amended  Specification  Should  not  be  put  in 
evidence  in  the  pending  action.  [Kbkbwich,  J, — But,  assuming  that  the 
action  proceeds,  what  can  they  put  in  in  their  action  ?  They  cannot  put  in  the  lO 
original  Specification  because  it  would  be  gone.  If  they  are  not  to  put  in 
the  amended  Specification,  how  are  they  to  support  their  case  at  all  ?] 
They  must  contend  that  the  Patent  as  it  stands  is  valid.  The  Order  I  suggest 
was  in  effect  made  in  Laing  v.  Whitecross  Wire  and  Iron  Company^  Ld. 
(7  R  P.O.  389),  where  the  House  of  Lords  considered  that  Wills^  J.,  had  15 
a  perfect  right  to  attach  to  the  Order  for  leave  to  amend  the  condition 
that,  if  the  amended  Specification  wer^  given  in  evidence,  no  damages  or 
injunction  should  be  claimed  for  anything  done  before  the  disclaimer.  Such 
an  Order  was  also  made  in  Singer  v.  Siassen  (1  R.P.C.  121).  [KBKBWICH,  J. — 
That  is  a  long  time  ago  ;  we  have  learned  something  since  that.]  The  decision  20 
was,  in  1887,  followed  by  Day^  J.,  in  Allen  v.  Doulton  (4  R.P.C.  377,  at  page 
380),  and  in  the  meantime  the  same  Order  was  made  in  an  unreported  case  of 
Bray  v.  Gardiner,  In  each  case  the  Judge  must  consider  the  particular 
circumstances,  and,  as  in  the  cases  I  have  cited,  the  higher  Courts  will  not 
interfere  with  his  discretion.  [KBKBWICH,  J. — Here  tie  Applicants  have  25 
admitted  that,  for  the  purposes  of  this  action,  their  Patents  as  they  stand  cannot 
be  upheld.  If  you  are  right  in  claiming  this  condition  on  the  Order  why 
should  I  not  at  once  dismiss  the  action  .^]  It  comes  to  the  same  thing.  That 
is  what  I  was  going  to  point  out.  It  comes  to  this,  whether  the  action  is  alive 
or  is  not  alive.  30 

After  some  further  discussion, 

Kbkbwich,  J, — The  Order  made  in  Ludington  Cigarette  Machine  Com2)any, 
Ld.  V.  Baron  Cigarette  Machine  Company,  Ld.,  is  suitable,  and  I  have  not  had 
my  attention  called  to  any  subsequent  case  since  1900,  a  period  of  three  years, 
which  shows  that  the  Order  does  not  work  well.  But  it  must  be  clearly  35 
understood  that  I  do  not  make  the  Order  in  this  form  because  it  is  a  settled  form. 
The  Court  of  Appeal  distinctly  said  that  it  is  not  to  be  regarded  as  a  hard  and 
fast  line  ;  but  the  Order  seems  to  work  well  and  has  stood  tiie  test  of  the  House 
of  Lords.  I  think  I  had  better  make  an  Order  in  that  form,  and  that  will  do 
justice  between  the  parties.  4Q 

As  regards  costs,  the  learned  Judge  ordered  that  the  costs  of  the  Defendants 
in  the  action,  including  the  costs  of  the  present  application,  save  so  far  as  the 
same  could  be  utilised  for  the  purposes  of  the  action  aft«r  the  amendment  of  the  * 
Specification,  should  be  borne  by  the  Plaintiffs  in  any  event. 
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Be/ore  the  Judicial  Committee  op  the  Privy  CouNOiii. 

Present:  Lord  Davey,  Lord  Robertson  and  Sir  Arthur  Wilson. 

July  21st  and  29tli,  and  November  4th,  1903. 

Orand  Hotel  Company  op  Caledonia  Springs,  Ld.  v.  Wilson. 

&  Trade  name  of  goods.  —  Consolidated  actions  to  restrain  passing  off  and 
infringement  of  Trade  Mark. — Plaintiffs  whether  exclusively  entitled  to  word. 
— Word  whether  indicating  locality  or  the  goods  of  the  Plaintiffs  exdvsively. — 
Appeal  of  Plaintiffs  dismissed. 

The  Grand  Hotel  Company  of  Caledonia  Springs,  Ld.,  being  the  owners  of 

10  natural  springs  in  tfie  township  of  Caledonia,  Ontario,  brought  two  actions 
(which  were  afterwards  consolidated)  to  restrain  infringement  of  Trade 
Mark  and poAsing  off,  claiming  an  exclusive  right  to  the  word  **  Caledonia" 
in  certain  phrases,  including  "  Caledonia  Water"  " Caledonia  Springs 
"  Water,"   and    ^^  Mineral   Water  from    Caledonia   SpfHngs,"  atid  also  of 

lithe  words  ^^ Natural  Saline  Water"  and  ^^ Natural  Seltzer"  The  Plain^ 
tiffs^  springs  were  called  "  Caledonia  Springs,"  and  the  locality  was  also 
known  by  that  name.  The  Plaintiffs  had  the  right  to  take  water  frofn 
another  spring  sittuUe  about  two  miles  from  those  before  mentioned,  and 
included  this  spring  in  the  expression    ^^ Caledonia   Springs"     The   word 

20  "  Caledonia  "  form^  an  element  in  certain  of  their  Trade  Marks  sued  on,  and 
the  Plaintiffs'  waters  had  acquired  in  the  market  the  name  of  ^^  Caledonia 
**  Water."  One  of  the  Defendants  bored  on  land  belonging  to  another  Defen- 
dant, and  adjoining  that  of  the  Plaintiffs,  and  tapped  two  springs,  which 
yielded  water  generally  resembling  that  of  tlie  Plaintiffs^  springs,  and  they 

25  entered  into  arrangements  with  the  other  Defendants  for  placing  the  water's  so 
yielded  on  the  market  and  sellinj  the  same.    The  Defendants^  water  was  sold 
under  the  descHplion  "  Natural  Saline   Water,  from  the  New  Springs  at 
**  Caledonia,"  and  as  "  Beaver  Brand,"  whicJi  phrases  appeared  on  the  labels.  ' 
At  the  trial,  it  was  held  that  there  had  been  no  infringement  of  the  Trade  Marks, 

30  except  a  temporary  infringement  of  one  oftliem  by  a  label  of  one  of  the  Defen- 
dants, but  that  the  Plaintiffs  had  established  their  case  as  to  the  trifde  names 
**  Caledonia  Water"  and  "  Water  from  Caledonia  Springs,"  and  an  injunction 
tvas  granted  restraining  (inter  alia)  the  use  of  tlwse  expressions  and  of  *'  Water . 
^from  1ih$  'New  Springs  at  Caledonia  "  by  the  Defendants,    The  Court  of  Appeal 
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of  Ontario  allowed  the  Defendants^  appeal  dissolving  the  injunctiony  except  as 
regards  the  one  Defendant^  against  whom  an  injunction  against  the  %ise  of 
certain  labels  was  granted.    The  Plaintiffs  appealed. 

Held,  hy  the  Judicial  Committee  of  the  Privy  Council  that  the  Plaintiffs 
had  not  an  exclusive  right  to  the  use  of  the  word  "  Caledonia  "  in  connection  5 
unth  u)atersy  althou-gh  tlie  Respondents  could  not  use  the  word  so  as  to 
pass  off  their  goods  as  those  of  the  Plaintiffs;  that  there  h^id  been  no 
infringement  of  Trade  Mark,  except  in  the  particular  instance  mentioned, 
nor  imitation  of  get-up;  that  the  Defendants  were  entitled  to  indicate 
the  local  source  of  the  ivaters  sold  hy  them,  and  that  they  had  discharged  10 
the  burden  cast  on  them  of  distinguishing  their  goods  from  tJiose  of  the 
Plaintiffs.    The  appeal  was  dismissed. 

On  the  5th  of  February  1901,  the  Orand  Hotel  Company  of  Caledonia 
Spri7igs,  Ld.,  commenced  two  actions,  one  against  Rebecca  Wilson  (executrix  of 
Charles   Wilson,  deceased),  Samuel  O.    Wilson,  Peter  Lyall,    William    F.  li 
McDonell,  Thomas  A.  Trenholme,  and  J.  8.  McDougall,  and  the  other  against 
J.  Tune  A  Son,  Peter  Lyall,  W.  F.  McDonell,  Thomas  A.  Trenhohne,  and  J.  S, 
McDougall,  claiming  in  each  action  a  perpetual  injunction  restraining  the 
Defendants,  their  servants  and  agents,  from  infringjing  the  Plaintiffs'  Trade 
Marks  or  any  of  them,  and  from  infringing  the  Plaintiffs'  exclusive  right  to  the  20 
use  of  the  word  " Caledonia "  in  the  phrases  "Caledonia  Water,"  "Caledonia 
"  Springs  Water,"  " Caledonia  Seltzer,"  " Magi  Caledonia  Seltzer,"  "Caledonia 
"  Sprinfifs,  Ont.,  Natural  Saline  Water,"  and  "  Mineral  Water  from  Caledonia 
"Springs,"  and  "  From  New  Springs  at  Caledonia,"  and  the  words  "Natural 
"Saline  Water"  and  "Natural  Seltzer,"  and  from  using  the  labels  complained  25 
of  or  any  other  labels  infringing  the  Plaintiffs'  Trade  Marks,  or  any  of  them, 
or  the  Plaintiffs'  said  rights,  and  restraining  the  Defendants  Lyall,  McDonell, 
Trenholme,  and  McDougall,  and  each  of  them,  their  servants,  workmen,  and 
agents,  from  selling  and  from  shipping  from  their  said  well  water  to  be  sold 
anywhere  as  "  Caledonia  Water,"  or  under  any  name,  Trade  Mark,  or  designa*  30 
tion  using  the  said  word  "  Caledonia  "  as  descriptive  of  the  same,  or  to  indicate 
the  source  of  the  said  water,  and  an  account  of  damages. 

The  Defendants  Lyall,  McDonell,  Trenholme,  and  McDougall  were  not 
parties  originally  to  the  actions,  but  were  added  on  an  amendment  under  an 
Order  of  the  2(5th  of  April  1901.  35 

The  following  are  the  material  parts,  for  the  purpose  of  this  report,  of  the 
amended  Statement  of  Claim  in  the  action  against  Wilson  and  others : — 
"  (1)  The  Plaintiffs  are  a  Company  duly  incorporated  under  the  laws  of 
"  Ontario  with  power  to  carry  on  the  business  of  hotel  keeping  and  sale  of 
"  mineral  waters  in  connection  with  Caledonia  Springs,  situate  on  lot  20  in  the  40i 
"  first  concession  of  the  township  of  Caledonia,  in  the  county  of  Prescott.  The 
"  Defendants  Wilson  carry  on  the  business  of  bottlers  and  agents  in  the  city 
"  of  Toronto,  under  the  name  of  CJuirles  Wilson,  but  of  their  respective  interests 
"  .or  their  mutual  relation  in  regard  to  the  said  business  the  Plaintiffs  have  been 
"  unable  to  ascertain  the  facta.  The  Defendants  Lyall,  McDonell,  and  Tren-  45 
"  holme  are  British  subjects  resident  in  the  province  of  Quebec,  and  the 
"  Defendant  J.  S.  McDougall  resides  in  the  township  of  Caledonia,  in  the 
"  county  of  Prescott.  (2)  The  Defendants  Wilson  have  infringed  the  Plaintiffs' 
"  Trade  Marks.  (3)  The  Trade  Marks  are  as  follows  : — {a)  Trade  Mark  specific 
"  to  be  applied  to  the  sale  of  a  mineral  water,  and  which  consists  of  a  represen-  50 
"  tation  of  a  fish  or  dolphin  upon  a  background  formed  by  a  shield,  and  the 
"words,  'Caledonia  Spring,  Ont.,'  *  Natural  Saline   Water,'    *A    Universal 
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"  *  Beverage,'  registered  in  the  Department  of  Agriculture  of  Canada  in 
**  accordance  witli  the  Trade  Mark  and  Design  Act  by  King  Arnoldi,  on  the 
'*  24th  day  of  April  1896,  and  by  him  assigned  to  the  Plaintiffs  on  the  18th  day 
**  of  March  A.D.  1899,  recorded  on  the  20th  of  March  A.D.  1899.  (b)  Trade 
5  **  Mark  specific  to  be  applied  to  the  sale  of  mineral  water,  and  which  consists  of 
"  a  ribbon  or  band  with  pointed  ends,  with  a  circular  protuberance  or  swelling 
**  beyond  the  straight  edges  of  said  ribbon  or  band  ;  a  representation  of  water 
"  spouting  from  the  ground,  the  words  *  The  Grand  Hotel  Company  of  Caledonia 
"  ^Springs,  Ld.^  1876,'  also  the  word  *  Magi,'  also  the  words  *  Every  package  of 

10  "  'genuine  Caledonia  Water  from  the  original  Springs  should  bear  this 
"*  certificate,'  also  fac-simile  of  signature  of  ^  K.  Amoldiy  Sec.'y-Treas.'r' ; 
"  registered  in  the  Department  of  Agriculture  of  Canada  on  the  5th  day  of 
•♦  April  A.D.  1899,  by  the  Grand  Hotel  Company  of  Caledonia  Springs,  Ld. 
"  (<?)  Trade  Mark  specific  to  be  applied  to  the  sale  of  mineral  waters,  and  which 

15  "  consists  of  a  label  re  *  Magi  Caledonia  Seltzer,'  registered  in  the  Department 
**  of  Agriculture  of  Canada  on  the  Ist  day  of  February  A.D.  1901  by  the  Grand 
"  Hotel  Company  of  Caledonia  Springs,  Ld,  (d)  lYade  Mark  specific  to  be 
"  applied  to  the  sale  of  a  mineral  water,  and  which  consists  of  a  representation 
**  of  a  cock  or  rooster  enclosed  within  a  horseshoe  and  the  words  '  Natural 

20  "  *  Seltzer,'  *  The  white  sulphur  water  of  Caledonia  Springs,'  &c.  as  set  forth  in 
*'  the  label  annexed  to  the  application  for  registi-ation  of  the  said  Trade  ^fark 
"  registered  in  the  Department  of  Agriculture  for  Canada  in  accordance  with 
**  the  Trade  Marks  and  Design  Act  by  King  Amoldi  on  the  24th  day  of  April 
*«  1896,  and  by  him  assigned  to  the  Plaintiffs  on  the  18th  day  of  March  1899, 

25  "  by  assignment  recorded  on  the  20th  day  of  March  1899.  (e)  Trade  Mark 
**  specific  to  be  applied  to  the  sale  of  a  mineral  water,  and  which  consists  of 
"  a  label  bearing  the  representation  of  the  seal  and  name  of  the  registrant 
"  Company  (the  Plaintiffs)  and  the  words  *  Caledonia  Water,'  *  Caledonia 
**  *  Mineral  Water,'  *  From  the  Gas  Spring,'  as  set  forth  in  the  label  annexed  to 

30  ^  the  application  for  registration  of  the  said  Trade  Mark,  registered  in  the 
"  Department  of  Agriculture  for  Canada  in  accordance  with  the  Trade  Mark 
«  and  Design  Act  by  the  Plaintiffs  on  the  30th  day  of  August  1898.  (4)  For 
"  several  years  prior  lo  the  registration  of  any  of  the  said  five  Trade  Marks  the 
"  Plaintiff  Company  have  been  using  the  said  five  labels  respectively  the 

35  "  subject  of  the  said  registrations  in  their  business  of  selling  the  water  from 
"  Caledonia  Springs,  and  they  were  and  are  the  owners  of  the  said  labels  respect- 
^  ively,  and  had  and  have  the  exclusive  right  to  the  use  of  the  same 
"  respectively.  (5)  *  Caledonia  Springs  *  is  a  name  given  to  certain  flowing 
*'  springs  of  mineral  water  situate  upon  lot  number  twenty  in  the  first  conces- 

40  "  sion  of  the  township  of  *  Caledonia,  in  the  county  of  Prescott,  in  the  province 
"  of  Ontario,  containing  two  hundred  acres,  more  or  less,  and  a  certain  other 
"  spring,  known  as  *  The  Intermittent  Spring,'  on  adjoining  lands,  of  which 
^  spring  the  Plaintiffs  are  lessees.  The  Plaintiffs  are  the  owners  in  fee  simple 
"  of  the  said  lot  number  twenty,  save  and  except  a  small  portion  thereof  about 

45  "  fifty  feet  square,  more  or  less,  unconnected  with  the  said  springs,  {fi)  The 
**  said  springs  have  been  the  property  of  the  Plaintiffs  and  their  predecessors 
"  in  title  for  one  hundred  years,  or  thereabouts,  prior  to  the  bringing  of  this 
^  action,  and  during  all  that  time  have  been  celebrated  and  known  through 
**  Canada  as  springs  of  water  with  medicinal  .properties  very  beneficial    in 

50  "  rheumatic  and  other  cases  and  as  a  healthful  beverage  and  very  valuable  upon 
**  that  account,  and  the  said  water  has  been  during  all  that  time  used  by  persons 
"  resident  in  the  neighbourhood  of  the  said  springs,  and  has  been  sent  away  to 
''  people  not  resident  near  the  said  springs  for  use,  and  always  has  been  and  is 
"  an  article  of  sale  and  merchandise,  and  the  names  of  '  Caledonia  Water '  or 

55  "* Caledonia  Springs  Water'  have  for  one  hundred  years  or  thereabouts  been 
^  used  to  signify  to  the  general  public  and  the  Plaintiffs  and  their  predecessors 
•*  Wftt^r  obti^ined  from  the  Caledonia  Springs  only.    7.  There  is  not  now  and 
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"  never  was  an  incorporated  village  at  the  springs,  but  the  name  *  Caledonia 
"  *  Springs '  applies  solely  to  the  springs  themselves  as  they  come  out  of  the 
"  ground,  and  the  proprietors  of  the  same  procured  the  opening  of  a  post-ofifice 
"  there  many  years  ago  for  the  convenience  of  visitors  to  the  said  springs,  and 
"  have  kept  the  said  post-office  under  the  name  of  Caledonia  Springs  Post-office  5 
"  by  themselves  or  their  agents  almost  continuously  since  its  first  establishment 
"a*  great  many  years  ago.    8.  The  present  Grand  Hotel  v^as  erected  and  the 
"  Plaintiff  Company  were  incorporated  to  carry  on  the  same  and  to  conduct  the 
**  business  of  selling  the  water  derived  from  the  said  springs.    In  the  course  of 
"  their  said  business  the  Plaintiffs  and  their  predecessors  in  title  have  expended  10 
'*  large  sums  of  money  in  advertising  and  printing,  and  in  the  employment  of 
"agents  or  otherwise  in  establishing,  in  Ontario  and  elsewhere  in  Canada  the 
"  business  of  selling  the  water  from  the  said  springs  under  the  name  of 
"* Caledonia'    employed    in    various    relations    such    as    'Caledonia  Water,' 
" 'Caledonia  Springs  Water,' 'Caledonia  Seltzer,'  'Caledonia  Natural  Seltzer,'  15 
"  *  Magi  Caledonian  Seltzer,'  '  Caledonia  Springs  Ont.  Natural  Saline  Water,'-* 
"  and  '  Mineral  Water  from  Caledonia  Springs,'  and  the  Plaintiffs  and  their 
"  predecessors  in  title  of  the  said  springs  have  acquired  a  right  which  is  exclu- 
"  sive  to  the  use  of  the  said  word  '  Caledonia '  in  the  connection  and  use 
"  aforesaid  and  for  the  purpose  of  indicating  the  waters  derived  from  the  said  20 
"  springs.    8a.  The  Plaintiffs,  for  many  years  prior  to  the  registration  of  anv  of 
"  the  said  Tr.ide  Marks  hereinbefore  mentioned,  used  the  words  '  Natural  Saline 
"  '  Water '  and  '  Natural  Seltzer '  as  Trade  Marks  exclusively  for  waters  derived 
"  from  some  of  the  said  four  Caledonia  Springs,  and  have  acquired  a  right 
"  which  is  exclusive  to  the  use  of  the  said  words  in  the  connection  and  use  25 
"  aforesaid,  ^h.  Prior  to  the  invasion  of  the  Plaintiffs'  rights  by  the  Defendants, 
"  the  Plaintiffs  and  their  predecessors  in  title  had  always  enjoyed  the  exclusive 
"  use  of  all   the  words  and  phrases  hereinbefore  claimed  by  the  Plaintiffs 
"  without  interruption,  and  the  said  words  had  acquired,  long  prior  to  the  acts 
"  of  the  Defendants  herein  complained  of,  a  meaning  signifying  to  the  public  30 
"  that  waters  so  labelled  came  from  the   said  Caledonia    Springs.    8c.  The 
"  Plaintiffs  claim  their  rights  to  the  exclusive  use  of  all  the  words  and  phrases 
"  hereinbefore  claimed  by  both  common  law  and  by  virtue  of  the  registration  of 
"  their  said  several  Trade  Marks  or  some  of  them.    %d.  As  a  result  of  the 
"  continuous  expenditure  of  money,  by  the  energy  and  work  of  the  Plaintiffs  35 
"  and  their  predecessors  in  title,  proprietors  of  the  said  Caledonia  Springs,  an 
"  extensive  business  has  been  for  many  years  established  and  in  operation  for 
"  the  sale  of  the  water  from  the  said  springs  under  the  names  hereinbefore 
"  mentioned,  and  the  said  business  is  an  increasing  business  by  reason  of  the 
"  expenditure,  energy,  and  work  of  the  Plaintiffs.    8^.  The  .Defendants  Peter  40 
"  Lyall,   WilUam  F.  McDonell,  and  Thomas  A.  Trenhohne  being  aware  of  all 
'*  the  facts  and  circumstances  set  forth  in  paragraphs  1,  3,  4,  5,  (5,  7,  8,  8a,  8^, 
"  86-,  and  M  of  this  Statement  of  Claim  acq'iired  a  piece  of  land  being  part  of 
"  the  east  half  of  lot  21  in  the  first  concession  of  the  said  township  of  Caledonia 
"  adjoining  the  said  lot  20,  and  within  one  half-mile  or  so  of  the  said  Caledonia  45 
"  Springs  aforesaid   upon  said   lot  20  in  the  name  of  the  said  Defendant 
"  McDonelL  8/.  There  was  not  on  the  said  last-mentioned  lands  at  the  time  of 
"  the  purchase  of  the  same  by  the  said  last-named  Defendants  any  spring  what- 
'*  soever,  but  immediately  on  acquiring  the  said  lands  the  said  last-named 
"  Defendants  sunk  an  artesian  well  or  artesian  wells  thereon,  which  turned  out  50 
"  to  produce  water  of  a  saline  character  different  from  the  waters  derived  from 
"  any  of  the  Cale Ionia  Springs,  and  thereafter  the  Defendant  McDonell  entered 
"  into  an  agreement,  bearing  date  the  Ibt  day  of  August  1898,  with  the  Defen- 
"  dants  Lyall  and  Trenkolme^  by  which  he  transferred  to  each  of  the  last-named 
"  Defendants  one  undivided  third  part  of  the  lands  part  oi  lot  21,  which  had  55 
"  been  acquired  as  aforesaid,  in  consideration  of  which  transfer  the  Defendants 
^'  Lyall  and  Trenholme  covenanted  and  agreed  with  the  Defendant  i/(;i)o/»«f{ 
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"  that  they  would,  at  their  own  expense,  develop  the  said  well  on  the  property 
"  to  wit,  bore  and  pipe  the  same  so  as  to  advantageously  make  use  of  the  waters 
"  thereof  and  instal  and  establish  on  said  property  at  said  well  the  necessary  plant 
"  for  the  bottling  and  shipping  of  the  waters  thereof  as  the  demand  therefor 
5  "  may  require  ;  the  sum  to  be  so  expended  in  said  development  of  the  said  well 
**  and  the  establishment  and  installation  of  the  said  plant  by  the  paid  Lyall  and 
"  Trenholme  not  to  exceed  $10,000.  And  it  is  in  and  by  the  said  agreement 
"  further  provided  that  if  it  be  found  in  the  judgment  of  the  said  LyaJl  and 
"  Trenholme  that  the  flow  of  water  from  the  eaid  springs  is  insufficient,  or  that 

10  "  the  quality  of  the  water  thereof  does  not  warrant  the  establishment  and 
"  installation  of  said  plant  and  the  operation  of  the  paid  property,  the  said  Lyall 
"  and  Trenholme  are  to  have  the  option  of  discontinuing  the  development  of 
"  the  said  well  and  the  establishment  and  installation  of  the  said  plant. 
**8^.   The    Defendants     LyaUy     McDonell,    and    Trenholme     have    entered 

15  "into  a  partnership  in  relation  to  the  sale  of  the  waters  from  their 
**  said  wells  and  have  called  their  said  partnership  the  Beaver  Brand  Com- 
"  pany.  The  Defendant  J.  S.  McDougall  resides  at  or  near  the  said  wells  of 
"  the  said  Defendants  and  has  some  title  or  interest  in  the  said  lands  and 
"  in  the  said  partnership  between  the  said  other  Defendants,  or  is  authorised  by 

20  "  the  said  other  Defendants  to  do  the  acts  on  their  behalf  next  hereinafter  set  forth. 
"  8^.  The  said  Defendant  J.  S.  McDougall  puts  up  the  water  from  the  said 
"  wells  of  the  Defendants  Lyall,  McDonell,9,nd  Trenholme  in  barrels  and  other 
•*  vessels  and  bottles,  and  sends  them  away  from  the  said  wells  of  the  last- 
**  named  Defendants  to  all  the  Defendants  and  to  other  persons  by  the  order 

25  "  and  direction  of  the  last-named  Defendants,  and  such  water  is  shipped  by  the 
**  Defendants  Lyall,  McDonell,  Trenholme  and  McDougall  for  the  purpose  of 
**  the  same  being  sold  and  distribited  over  the  Province  of  Ontario  and  the 
"  Province  of  Quebec  as  '  Caledonia  Water,'  and  the  same  has  been  for  some- 
"  time  past  and  is  now  being  so  distributed  under  a  title  colorable  and  imitative 

30  **  of  what  is  used  by  the  Plaintiffs  in  the  sale  of  the  water  from  Caledonia 
«*  Springs.  8t.  The  Defendants  Lyall,  McDonell,  and  Trenholme  acquired  the 
"said  lands  on  lot  21  and  sank  the  wells  thereon  for  the  purpose  of 
"  invading  the  business  of  the  Plaintiffs  in  the  sale  of  the  waters  from  Caledonia 
"  Springs  and  to  avail  themselves  of  the  business  which  the  Plaintiffs  and  their 

35  "  predecessors  had  established  as  aforesaid  in  respect  of  the  sale  of  the  said  waters, 
*•  and  to  secure  to  themselves  the  benefit  of  the  expenditure,  energy  and  work 
"  of  the  Plaintiffs  and  their  predecessors  in  establishing  their  said  business  for 
**  the  sale  of  the  water  from  Caledonia  Springs,  and  to  rob  the  Plaintiffs  of  their 
"  legitimate  business  and  appropriate  the  same  to  the  said  Defendants.    8^.  The 

40  **  water  from  the  said  wells  of  the  Defendants  would  not  have  any  sale  except 
**  by  the  adoption  of  the  word  ♦  Caledonia '  in  connection  therewith.  The  said 
"last-named  Defendants  procured  the  Defendants  Wilson  to  sell  the  waters 
"  from  their  said  wells,  and  authorised  them  to  employ  a  label  or  Trade  Mark 
"  for  the  sale  of  the  same,  using  the  word  *  Caledonia,'  and  professing  that  the 

45  "  said  waters  so  sold  are  from  the  *  New  Springs  at  Caledonia '  and  in  bottles 
"  imitative  of  the  Plaintiffs'  bottles,  and  the  sale  of  the  same  is  effected  by 
"  calling  the  said  waters  '  Caledonia  Water,'  and  in  answer  to  the  demand  by 
**  the  customers  of  the  said  Defendants  Wilson  in  other  lines  for  the  '  Caledonia 
**  'Water'  sold  by  the  Plaintiffs.    The  said  Lyall,  McDonell,  Trenholme  and 

50  "  McDougall  have  also  employed  other  agents  in  different  parts  of  Ontario,  and 
**  are  employing  them  to  push  the  sale  of  their  water  with  the  name  *  Caledonia' 
"  used  in  connection  therewith  in  other  parts  of  Ontario  and  in  the  province 
**  of  Quebec,  and  the  said  conduct  of  the  said  last-named  Defendants  has  caused 
"  and  is  causing  serious  loss  and  damage  to  the  Plaintiffs,  and  injuring  their 

55  "  business  in  the  sale  of  the  water  from  Caledonia  Springs.  8^.  The  public 
*•  are  deceived  by  the  devices,  labels  and  misrepresentations  of  the  Defendants 
"  into  the  belief  that(the  water  sold  by  the  Defendants  is  the  water  sold  by  the 
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"  Plaintiffs,  that  is  to  say,  genuine  water  from  Caledonia  Springs.    SI.  Tiie 
**  Defendants  Wilson  are  the  agents  for  part  of  the  province  of  Ontario  of  the 
"  Defendants  Li/ally  McDonell^  Trenholme  and  McDougall  for  the  sale  of  the 
"  "water  from  the  said  well,  and  are  acting  under  labels  and  Trade  Marks  the 
''  devices  of  the  said  last-named  Defendants  and  under  their  instructions,  and  5 
"  are  acting  only  upon  and  under   an  agreement  by  the  said    last-named 
••  Defendants  to  indemnify  them,  the  said  Defendants  Wilson^  against  all  loss, 
*'  costs,  damages  and  expenses,  including  the  costs  of  this  action,  arising  out  of 
"  or  occasioned  by  their  sale  of  the  said  water  under  the  name  containing  the 
"  word  *  Caledonia,'  and  under  the  said  labels  and  Trade  Marks  of  the  Defend-  10 
"  ants  hereinbefore  referred  to.    9.  The  Defendants  have  infringed  and  are 
**  infringing,  and,  unless  restrained  by  the  order  and  injunction  of  this  Honour-  * 
**  able  Court,  threaten  and  intend  to  continue  to  infringe  the  Trade  Marks 
"  of  the  Plaintiffs  hereinbefore  mentioned,  and  also  the  exclusive  right  of  the 
"  Plaintiffs  to  use  the  said  word  '  Caledonia '   in  the  phrases  and  relations   15 
"  hereinbefore  mentioned,  and  the  words  '  Natural  Saline  Water '  and  '  Natural 
"  *  Seltzer'  for  the  purpose  of  indicating  mineral  water  derived  from  the  said 
"  spr'ngs,  by  selling  alleged  mineral  water  under  a  label  only  colourably 
"  different  from  the  registered  Trade  Mark  labels  of  the  Plaintiffs,  and,  in  fact, 
"  compounded  or  made  up  of  the  said  labels,  and  also  by  representing  the  said  20 
"  alleged  mineral  waters  to  the  public  as  '  Caledonia  Water,'  or  *  Caledonia 
'"  *  Springs  Water,'  by  the  use  of  the  said  words  and  phrases  when  the  fact  was, 
"  and  is,  that  the  said  waters  are  not  mineral  waters  derived  from  the  said 
**  Caledonia  Springs,  or  obtained  from  the  Plaintiffs."    Paragraphs  10  and  11 
contained  allegations  as  to  damages,  and  as  to  profits  made  by  the  Defendants.     25 

The  Statement  of  Claim  in  the  second  action  was  similar,  except  that  it 
omitted  the  allegation  against  the  Defendants  Wilson^  and  contained  allegations 
that  the  Defendants  Tune  were  a  partnership,  doing  business  in  the  City  of 
London,  in  the  province  of  Ontario,  as  agents  and  bottlers,  and  were  agents  for 
part  of  the  province  of  Ontario  of  the  Defendants  Lyally  McDonell^  Tren-  30 
holme  and  McDoiigall  for  the  sale  of  the  water  from  the  said  well,  and  were 
acting  under  labels  and  Trade  Marks  complained  of. 

On  the  14th  of  May  1901  an  Order  was  made,  upon  the  application  of  the 
Plaintiffs,  consolidating  the  two  actions. 

The  Statement  of  Defence  of   the  Defendants  Peter  Lijally  William  F.  35  | 

McDonell,  and  Thomas  A.  Trenholme  was,  so  far  as  material,  as  follows : —  I 

"  1.  The  Defendants  now  pleading  are  the  owners  of  certain  property,  situate 
"  in  the  township  of  Caledonia  in  the  county  of  Prescott,  upon  which  there 
"  are  certain  mineral  springs  hereinafter  mentioned.  2.  In  the  township  of 
"  Caledonia  aforesaid  there  are  a  number  of  sulphur,  saline,  and  other  mineral  40  i 

"  springs  well  known  throughout  the  Dominion  of  Canada  and  elsewhere,  the  ! 

"  waters  of  which  are  reputed  to  have,  and  have  medicinal  properties  useful  in  I 

*'  rheumatic  and  other  complaints.     3.  These  springs  are  in  the  immediate  ' 

"  vicinity  of  an  imincorporated  village  generally  known  as  Caledonia  and 
«*  Caledonia  Springs.    4.  The  Plaintiffs  have  recently  become  the  owners  of  45 
"  some  of  these  springs,  but  other  springs  of  a  similar  nature  and  of  a  superior 
"  quality  and  medicinal  value  are  owned  by  other  persons.    5.  These  Defend- 
"  ants  have  established  a  business  at  the  said  springs  for  the  sale  of  the  said 
"  mineral  waters.    Such  mineral  waters  are  generally  sold  in  bulk  to  dealers 
"  who  themselves  bottle  and  sell  to  retailers.    6.  In  the  ordinary  course  of  the  50 
"  business  of  the  said  Defendants  these  Defendants  sold  mineral  waters  from 
"  their  springs  to  the  Defendant  Rebecca  Wilson,  and  to  the  Defendant  Tune. 
«  These  springs,  owned  and  operated  by  these  Defendants,  were  discovered  and 
"  operated  subsequent  to  the  discovery  and  operation  of  the  Plaintiffs'  said 
"  springs.    7.  In  order  to  clearly  distinguish  the  waters  flowing  from  said  55 
**  springs  from  sulphur  and  other  mineral  waters  obtained  from  other  springs 
<<  in  Caledonia  these  Defendants  have  noU  the  same  as  "  Natural  Saline  Water,** 
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"  which  is  the  proper  and  usual  designation  and  description  of  such  waters. 
*'  8.  In  order  clearly  to  distinguish  the  said  water  from  the  springs  from  which  it 
"  comes  from  the  Plaintiffs'  and  other  older  and  longer  discovered  springs  at 
"  Caledonia,  these  Defendants  represented  and  sold  this  water  as  being  *  From 
5  "  *  New  Springs  at  Caledonia,'  and,  with  the  same  object,  these  Defendants 
'*  represented  it  to  be  of  the  '  Beaver  Brand,'  and  placed  conspicuously  on  the 
"  label,  used  and  authorised  to  be  used  by  them,  the  figure  of  a  beaver,  a  Trade 
'*  Mark  adopted  by  these  Defendants,  and  the  words  '  Beaver  Brand.'  These 
"  Defendants  have  authorised  their  co-Defendants,  Rebecca  Wilson  and  Tiiney 

10.  "  to  use  the  said  words  in  connection  with  the  sale  of  mineral  waters  sold  to 
"  him  by  these  Defendants.  9.  The  Defendant  McDougall  is  the  agent  of  thesfe 
"  Defendants,  residing  at  Caledonia,  employed  by  them  in  connection  with  the 
"  sale  of  their  said  mineral  water  and  the  operating  of  their  said  springs. 
"  10.  In  the  year  1896  King  Arnoldl  assume!  to  register  the  Trade  Mark  in 

15  "  paragraph  3  (a)  in  Plaintiffs'  Statement  of  Claim  mentioned,  but  the  same 
"  does  not  contain  the  words  '  Natural  Saline  Water '  as  is  falsely  alleged  in 
**  said  Statement  of  Claim,  and  the  said  words  are  not  claimed  or  even  men- 
"  tioned  in  the  application  of  the  said  Arnoldi^  By  paragraph  11  the 
Defendants  alleged  that  the  said  last-mentioned  Trade  Mark  was  not  a  good  and 

20  valid  Trade  Mark,  and  was  not  duly  registered.  The  Defence  continued  as  fol- 
lows :— "  13.  The  Plaintiffs  state  that  the  elements  of  their  firstly-mentioned 
"  alleged  Trade  Mark  are "  •  [Four  elements  were  set  out  including] 
"  (6)  The  words  *  Caledonia  Springs,  Ont.'  This  is  the  name  of  the  post- 
"  office  and  of  the   unincorporated  village   where   are  situated  the    springs 

25  **from  which  the  water  sold  by  these  Defendants  comes,  the  village  and 
"  locality  also  being  commonly  called  '  Caledonia.'  These  Defendants  have 
"  used  the  word  '  Caledonia '  only  as  stated  in  paragraph  7t  hereof  and' 
**  claim  the  right  to  do  so,  and  have  not  used  the  other  words,  (c)  The 
"  words   *  Natural  Saline  Water.'     Thesa  words  are  not  in  the  said  alleged 

30  "Trade  Mark  as  falsely  stated,  nor  are  they  even  in  the  said  A^moldi's' 
*'  application  therefor.  These  Defendants  have  used  them  as  stated  in  paragraph 
"  7  above  and  claim  the  right  to  do  so.  14.  The  Plaintiffs  state  that  the  elements 
"  of  their  secondly-mentioned  alleged  Trade  Mark  are—  "  [The  six  elements  were 
set  out.]     "  15.  These  Defendants  deny  that  the  Plaintiffs  could  by  their  regis- 

35  **  tration  of  the  alleged  Trade  Mark  referred  to  in  paragraph  3  (c)  obtain  the 
**  right  to  the  exclusive  use  of  the  words  *  Natural  Saline  Water '  and '  Caledonia,'' 
**  and  other  words  in  common  use  and  theretofore  used  by  these  Defendants  and 
"  others,  and  these  Defendants  have  not  infringed  the  same  but  claim  the  right 
"  to  use  the  words  '  Natural  Saline  Water'  and  *  Caledonia'  as  herein  set  out. 

40  "16.  The  Plaintiffs  state  the  elements  of  their  fourthly-mentioned  Trade  Mark 
"  are  (a)  the  representation  of  a  cock  or  rooster  enclosed  within  a  horseshoe.* 
**  These  Defendants  have  never  used  any  such  representation  and  do  not  claim 
"  any  right  to  do  so.  {b)  The  words  '  Natural  Seltzer.'  These  Defendants' 
"  have  never  used  these  words  and  make  no  claim  in  respect  thereof,     (c)  The 

45  **  words  *The  White  Sulphur  Water'  of  Caledonia  Springs.    These  Defendants 
"  have  never  used  these  words.    These  Defendants  claim  that  they  have  never 
"done  anything  that  can  by  any  possibility  be  regarded  as  in    any  way* 
"  infringing  this  Trade   Mark,   but  they  do  not  admit  the  validity  thereof. 
"  17.  The  Plaintiffs  allege  as  the  elements  of  their  fifthly-mentioned  Trade 

50  "  Mark.  [The  four  elements  were  set  out  including]  (b)  The  words  *  Caledonia 
"  *  Water.^  These  Defendants  have  used  these  words  and  claim  the  right  to  do  so. 
"(c)  The  words  'Caledonia  Mineral  Water.'  These  Defendants  have  used  these 
"  words  and  claim  the  right  to  do  so.  18.  For  many  years  prior  to  the  bringing  of 

♦  Only  the  elements  material  to  this  report  are  here  set  out;  the  Defendants  denied  user  o{, 
aU  the  elements  not  set  out)  and,  exoept  in  one  ease,  expressly  disclaimed  the  right  to  do  so. 
t  6itf,  ^ittfry  8.. 


u  « 
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this  action  the  owners  of  the  said  mineral  springs  in  the  said  township  of 
Caledonia,  other  than  the  Plaintiffs'  springs,  bottled  and  sold  the  waters  of 
the  springs  as  mineral  waters  from  Caledonia,  19.  These  Defendants  deny 
that  they  are  in  any  way  seeking  to  represent  the  mineral  water  sold  by  them 
as  the  Plaintiffs'  mineral  water  or  from  their  springs  or  in  any  way  to  mislead  5 
the  public  as  to  the  said  water,  but,  on  the  contrary,  they  have  con- 
spicuously called  attention  to  the  fact  that  the  same  comes  from  the  '  New 
'  Springs  at  Caledonia,'  and  have  adopted  the  words  *  Beaver  Brand  '  and  the 
**  device  or  picture  of  a  beaver  to  distinguish  the  said  waters  from  the  Plaintiffs' 
"  or  those  from  other  springs  in  the  said  township  of  Caledonia  or  at  Caledonia.  10 
"  20.  Save  as  herein  admitted  these  Defendants  deny  the  allegations  in  the 
**  Plaintiffs'  Statement  of  Claim." 

The  Defences  of  the  other  Defendants  {inter  alia)  contained  paragraphs 
corresponding  to  paragraphs  7,  8;  and  19  of  the  Defence  above  set  out  and 
claimed  the  benefit  of  that  Defence.  15 

The  action  was  tried  in  June  .1901  at  Ottawa,  before  the  Hon.  Chancellor 
Boyd,  who  found  that  the  words  "  Caledonia  Water "  and  "  Water  from 
*•  Caledonia  Springs,"  meant  the  mineral  waters  supplied  by  the  Plaintiffs, 
which  had  been  for  many  years  on  the  market,  and  widely  used  medicinally 
and  as  a  beverage ;  that  the  use  by  the  Defendants  of  the  words  "  Caledonia  20 
*•  Water  "  and  *'  Water  from  Caledonia  Springs  "  was  calculated  to  mislead,  and 
had  been  used  so  as  to  mislead  purchasers ;  and  that,  with  the  exception  of  the 
temporary  invasion  of  a  Trade  Mark  by  Turn's  use  of  one  label,  they  had  not 
actually  infringed  the  Plaintiffs'  registered  Trade  Marks ;  but  as  to  the  trade 
names  above  mentioned,  the  case  of  the  Plaintiffs  was  established.  The  25 
judgment  contained  the  following  observations  on  the  facts:— "No  doubt  the 
"  township  name  may  have  originally,  early  in  the  last  century,  have  suggested 
**  the  application  of  it  to  the  water ;  but  in  course  of  time  the  township  name 
"  has  been  lost  sight  of  in  the  particular  name  *  Caledonia  Springs,'  localised 
"  through  the  agency  of  the  Plaintiffs.    At  this  point  where  the  three  springs  80 

*  are  situated,  there  grew  up  in  the  course  of  time  the  Caledonia  Springs 
**  village  (attached  to  the  hotel),  the  Caledonia  Springs  post-office,  and  the 
**  Caledonia  Springs  station.  A  letter  merely  addressed  to  *  Caledonia '  would 
*'  go  to  that  place  in  the  township  of  Haldimand.     This  distinctive  character, 

*  now  and  for  a  long  time  past  generally  attributed  to  the  *  Caledonia  Springs,*  35 
arose  from  the  exertions  and  expenditure  of  the  Plaintiffs  in  making  known 

**  the  qualities  and  worth  of  the  water  arising  from  their  springs.     The  wide- 
spread market  for  this  water  knovm  by  this  name  was  made  entirely  by  the 

^^  enterprise  of  the  Plaintiffs.     Knowing  this,  the  Defendants  have  sought  to 

*  SS?^  J  ^*'  *^^  ^^*  perhaps  by  means  of  perfectly  accurate  representations.   40 
ii      A  \®^®^^*^*B  call  their  product  *  Water  from  the  New  Springs  at  Caledonia,' 

and  their  labels  carry  prominently  the  words  *  Springs'  and  'Caledonia.* 
«i  to^"^-  **  ^®.  ^^^  correct  to  speak  of  the  water  vended  by  them  as  from  *  New 
*'  *  Springs.'  Their  water  was  reached  by  means  of  boring  and  drilling,  and  it 
L  "^^     ,^  ^  artesian  well.    The  Plaintiffs'  water  issues  naturally  from  the  45 

^rth,  and  is  and  has  long  been  the  spontaneous  outflow  of  mineral  springs. 
«*  Neither  are  the  so-called  '  New  Springs '  of  the  Defendants  at  Caledonia ; 
"  they  may  be  in  Caledonia,  t.c,  the  township  of  that  name,  but  the  desire  was 

to  localise  the  new  venture  so  that  it  might  be  confounded  with  the  better  and  • 
"  well  known  product"  •  i^g 

4<  ^  ipj^nction  was  granted  restraining  the  Defendants  "from  selling, 
^^  shipping,  or  supplying  any  water  in  the  province  of  Ontario,  and  from  adver- 
i(  ^*®^^^,^''.  offering  for  sale,  or  causing  or  procuring  to  be  advertised  or  offered 

fw  *  ®i^^        ^^^  province,  any  water  as  or  under  the  name  of  'Caledonia 
Water,  or  as  coming  from  the  springs  owned  or  leased  by  the  Plaintiffs  in  55 

the  pleadings  mentioned,  or  any  of  them,  or  enclosed  in  any  bottles,  barrels, 
••  or  other  packages  whatsoever,  having  affixed  or  applied  thereto  any  mark  or 
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^  label  BO  contrived  as,  by  colourable  imitation  or  otherwise,  to  represent  the 
**  water  sold,  shipped,  or  supplied  by  the  Defendants,  as  being  water  coming 
**  from  the  springs  in  the  township  of  Caledonia  owned  or  leased  by  the 
"  Plaintiffs,  or  any  of  them,  and  particularly  from  u^ing  or  applying  in  the  said 
5  **  province,  in  reference  to  any  water  so  sold,  shipped,  or  supplied  by  them,  the 
"  words  *  Caledonia  Water,'  *  Water  from  Caledonia  Springs,'  or  *  Water  from 
**  *  the  New  Springs  at  Caledonia,'  and  also,  further,  from  so  using  and  applying 
**  in  the  province  of  Ontario  any  name  or  title  of  which  the  word  *  Caledonia ' 
^  forms  part  in  a  way  likely  or  calculated  to  deceive  the  pablic  into  the  belief 

10  ^  that  the  water  sold,  shipped,  or  supplied  by  the  Defendants  in  the  said 
*•  province  of  Ontario  is  mineral  water  from  the  springs  owned  or  leased  by  the 
^  Plaintiffs  in  the  township  of  Caledonia,  or  any  of  them,"  with  costs  and  an 
account  of  profits. 

The  Defendants  appealed,  and  on  the  4th  of  December  1902  the  Court  of 

15  Appeal  for  Ontario  {Maclennan  and  OsliT^  JJ.A.,  Moss^  C.J.,  dissenting)  allowed 
the  appeal,  except  that  with  regard  to  the  Defendants  Tune  Jk  Son  certain 
relief  was  granted,  as  appears  below.  Moss^  C.J.,  was  of  opinion  that  the  Plaintiffs 
were  entitled  to  an  injunction,  but  in  a  slightly  modified  form. 

The  judgment  of  Maclennan^  J.A.,  with  which  Oslery  J.A.,  concurred,  was 

20  ^  follows : — 

*'  Maolbnnan,  J. a. — ^After  a  very  careful  perusal  and  consideration  of  the 
"  oral  and  other  evidence  in  this  case,  I  have  arrived  at  a  different  conclusion 
'^  from  that  of  the  Chancellor. 

^  In  the  beginning  of  last  century  mineral  springs  were  discovered  quite  near 

25  *^  each  other  in  lot  number  twenty  in  the  first  concession  of  the  township  of 
"  Caledonia,  in  the  county  of  Prescott.  The  waters  from  these  springs  were  all 
*^  found  to  possess  medicinal  qualities,  though  differing  considerably  from  each 
*'  other  in  their  component  elements.  These  springs  soon  became  known  by 
«*  the  name  ^  Caledonia  Springs,'  and  have  ever  since  retained  that  name.    They 

30  •*  also  became  a  place  of  resort  by  invalids,  and  the  water  therefrom  has,  for  a 
^  long  time,  been  a  subject  of  merchandise  by  the  proprietors  by  the  name  of 
"  *  Caledonia  Water.'  As  early  as  the  year  1839,  as  appears  by  the  abstract  of 
**  title  put  in  by  the  Plaintiffs,  the  neighbourhood  of  the  springs  was  divided 
^*  into  village  lots,  with  streets  and  squares  ;  there  being  as  many  as  seventeen 

35  "  different  streets  mentioned  in  the  abstract.  Ever  since  that  time  the  locality 
^  of  the  springs,  as  well  as  the  springs  themselves,  has  been  called  and  known 
^  by  the  name  of  ^  Caledonia  Springs.' 

"  In  the  year  1866  a  Company  was  incorporated,  called  the  Caledonia  Springs 
^^  Hotel  Company^  for  the  purpose  of  building  and  maintaining  a  hotel,  and  their 

40  ^^  Charter  declares  that  the  Company 's  place  of  operation  is  Hhe  landed  property 
*^^in  the  township  of  Prescott,  called  and  known  as  the  Caledonia  Springs 
"•property.'  That  Company  built  a  hotel  and  carried  on  the  hotel  business, 
**  and,  in  the  year  1876,  the  Plaintiff  Company  was  incorporated  for  the  purpose 
*•  of  acquiring  the  land  on  which  the  springs  and  the  Caledonia  Springs  Hotel 

45  ^  are  situate,  and  for  carrying  on  a  hotel  business,  and  the  business  of  selling 

*'  mineral  waters.    The  Plaintiff  Company  accordingly  acquired  the  said  pro- 

"  perty,  including  the  hotel,  and  have  carried  on  the  hotel  business,  and  the 

^  business  of  selling  mineral  waters,  ever  since. 

••  Several  years  ago  the  Plaintiff  Company  induced  a  railway  company  to 

50  ^^  construct  a  line  of  railway  to  pass  near  the  springs,  affording  communication 
"  by  rail  with  Montreal  and  Ottawa,  and  the  railway  company  has  ever  since 
^'  maintained  a  station  on  its  line  at  or  near  the  springs,  called  Caledonia 
"  Springs.  For  many  years,  also  a  post-office  has  been  maintained  at  the 
**  Plaintifb'  hotel  by  the  Government  of  Canada,  called  Caledonia  Springs. 

55      ^  In  the  year  1898  the  Defendants  Lyall  and  McDonell  and  Trenholmey  whom 
^  it  will  be  convenient  to  call  Lyall  A  Co,j  became  the  owners  as  tenants  in 
'  common  of  part  of  the  east  half  of  lot  21  in  the  township  of  Caledonia,  Which 
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**  lies  adjacent  to  the  Plaintiffs'  land,  and  to  their  hotel  and  springs,  and  by 
"  boring  thereon  they  discovered  two  springs  of  mineral  water  having  medicinal 
**  qualities,  and  composed  of  many  of  the  ingredients  composing  the  water 
**  produced  by  the  Plaintiffs'  springs.  These  springs  of  the  Defendants, 
"  although  only  discovered  by  boring,  are  flowing  springs  like  those  of  the  5 
"  Plaintiffs  ;  and  the  Defendants  Lyall  A  Co.  have  engaged  in  the  business  of 
"  selling  the  water  therefrom  for  profit." 

After  referring  to  the  proceedings  in  the  action  and  stating  the  injunction 
granted,  the  judgment  continued  as  follows  : — "  The  Defendants  Lyall  A  Go, 
'•  finding  by  :vnalysis  that  their  water  contained  valuable  medicinal  properties,  10 
"  opened  a  correspondence  with  the  Defendants  Wilson^  at  Toronto,  and  the 
*'  Defendants  Tune  A  Go.j  at  London,  and  employed  them  respectively  as  agents 
"  for  the  sale  of  the  water  from  their  wells  or  springs.  The  Defendants  Wilson^ 
*•  and  Tune  A  Co.^  having  received  from  their  principals  consignments  of  water 
"  in  barrels  from  their  springs,  began  the  sale  thereof  in  bottles,  specimens  of  15 
*•  which,  with  the  labels  affixed  thereto,  have  been  produced  in  evidence. 

"  The  Plaintiffs'  waters  have  usually  been  put  on  the  market  in  a  similar 
"  way.    They  supply  agents  in  Quebec  and  Ontario  with  water  in  barrels.    The 
"  agents  bottle  and  sell  it  to  the  dealers.    The  Plaintiffs'  agents  in  Ontario  are 
"  McLauglilin  A  Co,,  of  Toronto.    The  bottles  used  by  Wilson  and  Tune  A  Co.  20 
*'  are  similar  in  size  and  shape  to  those  used  by  McLaughlin. 

"  The  Plaintiffs  claimed  in  their  Statement  of  Claim  that  the  Defendants  had 
"  infringed  five  different  Trade  Marks  used  by  them  to  distinguish  their  goods.' 
"  It  is  proved  that  for  a  short  time  before,  and  at  the  time  the  action  was 
**  commenced,  the  Defendants  Tune  A  Co.  used  a  label  upon  their  bottles  which  25 
'*  in  shape  and  colour  and  several  othor  respects  resembled  one  of  the  Plaintiffs' 
"  Trade  Marks,  whereby  a  consumer,  but  I  think  not  a  dealer,  might  be  deceived. 
**  This  label  had  not  been  sanctioned  by  Lyall  A  Co.^  and  was  at  once  abandoned 
•*  when  complaint  was  made,  and  another  was  adopted  to  which  no  objection 
^'  could  be  made.  The  Defendants  Wilson  never  used  a  label  which  could  be  30 
"  regarded  as  an  infringement  of  any  of  the  Plaintiffs'  Trade  Marks.  The 
**  learned  Chancellor  has,  therefore,  found  that  with  the  exception  of  what  was 
"  done  by  Tune  A  Co.  there  was  no  infringement  of  the  Plaintiffs'  Trade 
"  Marks,  and  in  that  conclusion  I  agree.  It  was  said,  however,  that  the  Defen- 
**  dants  had  been  selling  their  water  as  *  Caledonia  Water '  without  distin-  35 
"  guishing  it  fi-om  the  Plaintiffs'  water.  The  Defendant  Tune  admits  that  he 
"  did  sell  some  of  the  Defendants'  water  as  *  Caledonia  Water,'  and  that 
"  without  any  label,  or  anything  to  distinguish  it  from  the  Plaintiffs'  water. 
This  was  just  prior  to  the  commencement  of  the  action  on  the  5th 
"  of  February  1901.  On  the  previous  day  the  Plaintiffs'  solicitors  wrote  40 
"  to  Tune  A  Co.,  threatening  proceedings  to  restrain  the  use  of  a  label  with  the 
"  words  '  From  the  New  Springs  at  Caledonia,'  •  Seizor  Beaver  Brand,' 
"  '  Natural  Saline  Water,'  as  an  infringement  of  Plaintiffs'  Trade  Mark,  and 
'^  claiming  exclusive  right  to  use  the  words  *  Caledonia '  and  *  Caledonia  Springs ' 
"  in  connection  with  their  mineral  waters.  The  service  of  the  writ  followed  45 
"  immediately,  and  on  the  6th  of  February  Tune  A  Co.  answered  the  solicitors' 
"  letter,  saying  they  were  ignorant  of  the  Plaintiffs'  claim  to  the  word 
*' '  Caledonia '  and  did  not  intend  to  imitate  their  Trade  Mark,  and  they 
'<  offered  to  cease  using  the  label  objected  to,  and  to  re-label  all  the  *New 
"  '  Caledonia  Springs  Water '  with  a  label  no  one  could  mistake  for  the  Plain-  50 
''  tiffs'  label.  This  fair  and  reasonable  proposal  was  not  regarded  as  satisfactory, 
^^  and  those  Defendants  were  informed  that  they  must  submit  to  the  relief 
"  asked  for,  and  pay  the  costs,  otherwise  proceedings  would  not  be  stayed. 

"  The   Wilsons  do  not  appear  to  have  at  any  time  used  a  label  which  could  ' 
'<  be  regarded  as  an  imitation  of  the  Plaintiffs'  marks  or  any  of  them,  or  to  have  55 
"  sold  any  water  merely  as  '  Caledonia  Water.'    Their  label  is  very  different 
^'  from  any  of  the  Plaintiffs'  labels  in  colour  and  size  and  device,  and  has  nothing 
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"  thereon  of  which  the  Plaintiffs  could  complain  unless  it  be  the  word 
"  *  Caledonia '  as  part  of  the  phrase  '  From  the  New  Springs  at  Caledonia.'  So 
"  far  as  Tune  A  Co,  are  concerned,  I  think  their  appeal  fails  as  to  that  part  of 
**  the  judgment  which  enjoins  them  from  selling  their  water  as  *  Caledonia 
5  "  '  Water.'  On  reading  the  correspondence  between  I'une  <k  Co.  and  their 
"  principals  Lyall  A  Co.^  and  the  evidence  at  the  trial,  it  is  quite  clear  the  latter 
**  are  not  responsible  for  the  act  of  their  agent  in  selling  their  water  as 
'**  Caledonia  Water'  without  distinguishing  it  from  the  Plaintiffs' water.  On 
"  the  contrary,  Lyall  A  Co,  distinctly  cautioned  them  not  to  use  a  label  which 

10  ".  would  infringe  upon  any  other  water  in  the  market.  The  first  member  of 
**  the  mandatory  part  of  the  judgment  must  therefore  be  allowed  to  stand 
"  against  Tune  &  Co,  But  I  think  it  ought  not  to  stand  against  any  of  the 
**  other  Defendants.  There  is  no  evidence  that  they  or  any  of  them  sold  or 
"  desired  or  intended  to  sell  their  water  as  or  under  the  name  of  *  Caledonia 

15  "  *  Water,'  or  that  any  of  the  Defendants,  Tune  &  Go.  included,  intended  or 
"  desired  to  lead  their  customers  to  suppose  that  they  were  getting  water  which 
"  came  from  the  Plaintiffs'  springs.  If  any  intention  of  that  kind  had  been 
"  shown  it  would  have  been  proper  to  make  the  injunction  wide  enough  so  as 
"  effectually  to  prevent  such  a  fraud.    But  where  no  wrong  was  intended  an 

20  "  injunction  should  be  confined  to  the  precise  act  committed. 

"  For  the  same  reason  I  think  the  second,  third,  and  fourth  members  of  the 
**  mandatory  part  of  the  decree  objectionable,  and  that  they  should  be  struck 
"  out.  There  is  no  evidence  that  any  of  the  Defendants,  except  Tune  A  Son 
**  as  already  mentioned,  advertised  or  sold  their  water  as  coming  from  the 

25  **  springs  owned  or  leased  by  the  Plaintiffs,  or  enclosed  in  any  bottles,  barrels, 
"  or  packages  having  any  mark  or  label  contrived  to  represent  their  water  as 
"  coming  from  the  Plaintiffs'  springs  ;  or  that  they  used  or  applied  in  Ontario 
"to  the  Defendants'  water  the  words  'Caledonia  Water '  or  *  Water  from 
"  *  Caledonia  Springs.' 

30  "  They  have  used  the  last  phrase  mentioned  in  the  fourth  member  of  the 
*'  itijunction,  namely,  *  Water  from  the  New  Springs  at  Caledonia,'  as  descriptive 
"  of  their  water,  and  they  justify  their  doing  so,  and  the  question  is  whether 
**  they  are  right. 

"  The  learned  Chancellor  thought  it  was  not  correct  for  the  Defendants  to 

35  "  speak  of  the  water  sold  by  them  as  from  '  New  Springs,'  because  it  was 
"  reached  by  means  of  boring  and  drilling,  and  rises  from  an  artesian  well. 
"  while  the  Plaintiffs*  water  issues  naturally  from  the  earth,  and  is  and  has 
**  long  been  the  spontaneous  outflow  of  mineral  springs.  I  am  unable  to  take 
**  that  view.    As  we  have  seen,  the  Defendants'  wells  are  flowing  wells.    The 

40  "  water  springs  up  spontaneously  from  the  earth  through  the  orifices  drilled 
**  or  bored  by  the  Defendants.  One  of  the  definitions  given  in  both  the 
"  Standard  and  Century  Dictionaries  of  a  well  is  'A  spring  or  well  spring,  a 
"  *  spring  of  water,  a  fountain.'  The  Century  says,  *  A  spring  is  a  place  where 
"  *  water  comes  naturally  to  the  surface  of  the  ground  and  flows  away.    A 

45  "  *  spring  may  be  opened  or  struck  in  excavating,  but  cannot  be  made.'  I  con- 
"  f  ess  I  should  have  thought  the  word  *  spring '  the  natural  and  appropriate 
"  word  to  use  in  order  to  designate  the  flowing  wells  of  the  Defendants.  I  am, 
**  therefore,  of  the  opinion  that  the  Defendants  do  no  more  than  exercise  their 
"  legal  right  in  designating  and  describing  their  wells  as  springs. 

50  "  The  learned  Chancellor  also  finds  fault  with  the  use  by  the  Defendants  of 
**  the  word  *  Caledonia.'  The  Defendants  describe  their  water  as  from  '  The 
**  *  New  Springs  at  Caledonia.'  Their  springs  are  within  a  quarter  of  a  mile  or 
**  less  from  the  old  springs,  within  a  stone's  throw  of  the  village  called  Caledonia 
**  Springs,  near  a  railway  station  and  post-oflBce  of  the  same  name.    Now  the 

55  "Defendants  have  an  undoubted  right  to  describe  their  water  correctly  and 
"  truthfully.  It  is  a  saline  mineral  water.  It  is  derived  from  the  New  Springs, 
**  and  those  springs  are  in  the  township  of  Caledonia,  and  they  are  at  a  place 
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"  called  Caledonia  Springs.  If  the  Defendants'  water  is  likely  to  be  more 
"  sought  after  and  more  marketable,  and  if  the  business  of  selling  it  is  likely 
"  to  be  more  profitable  by  reason  of  the  situation  of  the  springs  and  their 
**  nearness  to  the  famous  old  springs,  the  Defendants  are  entitled  to  the  benefit 
"  of  that.  They  might  say,  in  so  many  words,  that  they  were  situate  within  5 
"  so  many  yards  of  the  old  springs,  just  in  order  to  gain  favour  in  the  market. 
"  The  learned  Chancellor  also  thinks  there  is  inaccuracy  in  saying  New  Springs 
"  *  at '  CaledojQia  instead  of  '  in '  Caledonia.  They  might  have  said  with  perfect 
"  correctness  New  Springs  at  Caledonia  Springs,  for  the  phrase  *  Caledonia 
"  *  Springs '  unquestionably  means  not  only  the  springs  of  water,  but  the  place,  10 
'*  the  locality,  the  neighbourhood  where  they  are  situate.  The  Defendant 
"  McDougall  lives  and  keeps  a  hotel  there.  The  first  question  put  to  him 
"  by  the  Plaintiffs'  Counsel  on  his  examination  for  discovery  was, '  You  live  at 
"  •  Caledonia  Springs  ? '—A.,  'Yes.'  If  a  crime  were  committed  at  or  near  the 
**  Defendants'  springs,  the  indictment  would  charge  that  it  was  committed  at  15 
•*  the  township  of  Caledonia,  and  not  in  the  township.  Therefore,  the  Defend- 
**  ants'  description  of  their  water  as  water  from  'The  New  Springs  at  Caledonia' 
"  is,  in  my  opinion,  a  perfectly  true  and  accurate  description,  and  not  only  so, 
**  but  one  which  clearly  and  sufficiently  distinguishes  it  from  the  Plaintiffs' 
"  water.  There  might  have  been  some  danger  of  confusion  if  they  had  said  20 
"  *  The  New  Springs  at  Caledonia  Springs,'  although  that  would  have  been  a 
^'  true  description ;  but  they  wisely,  perhaps,  avoided  that. 

"  It  was  very  strenuously  contended  that  the  Defendants  have  no  right  to  use 
"  the  word  *  Caledonia'  at  all  in  designating  their  water.    A  similar  contention 
**  27,  Lord  Selborne  says  : — ^  For  thac  ai^ument  no  authority  was  cited  ;  and  it  25 
"  was  made  in  Singer  Manufacturing  Go,  v.  Loog  (L.R.  8  App.  Cas.  15).    At  page 
"  'cannot,  in  my  opinion,  be  maintained  on  any  principle.    If  the  Defendant 
'' '  has  (and  it  is  not  denied  that  he  has)  a  right  to  make  and  sell  in  competition 
'' '  with  the  Plaintiffs,  articles  similar  in  form  and  construction  to  those  made 
'^  ^  and  sold  by  the  Plaintiffs,  he  must  also  have  a  right  to  say  that  he  does  so,  30 
^' '  and  to  employ  for  that  purpose  the  terminology  common  in  his  trade, 
**  *  provided  always  that  he  does  this  in  a  fair,  distinct  and  unequivocal  way.' 
"  And  at  pages  37,  38  Lord  Bktckhurn  uses  similar  language ;  and  Lord  Waison 
^  at  pages  38,  39.    Therefore,  the  Defendants'  springs  being  at  Caledonia,  they 
''  have  a  right  to  say  so,  taking  care  to  distinguish  them  from  those  of  the  35 
^  Plaintiffs  at  the  same  place. 

''  It  was  also  contended  that  the  make  up  of  the  Defendants'  goods  was 
"  calculated  to  deceive  the  public,  because  the  bottles  used  were  similar.  But  it 
"  was  not  shown  that  the  Plaintiffs'  bottles  were  in  any  way  peculiar  in  form, 
''  or  size,  or  colour,  or  different  from  bottles  in  common  use  for  the  sale  of  40 
''  other  waters.  It  was  said  that  it  was  common  to  put  such  goods  on  ice,  and 
"  that  the  labels  then  came  off  and  the  customer  might  be  deceived,  but  it  is 
"  not  shown  that  the  Defendants  did  things  of  that  kind.  [As  to  this  contention, 
**  see  observations  of  Lords  Macnaghten  and  Davey  in  Pay  ton  v.  Snelling  (L.R. 
"  (1901)  A  C.  308).]  45 

''  I  am,  therefore,  of  opinion  that  the  whole  of  the  fourth  member  of  the 
**  injunction  is  unwarranted. 

''  It  remains  to  consider  the  fifth  element,  and  it  follows  from  what  I  have 
**'  said,  that,  in  my  opinion,  no  part  of  it  can  be  maintained  as  against  any  of  the 
"  Defendants.    None  of  the  Defendants,  except  Tuns  A  Son^  have  been  shown  50 
"  to  have  done  anything  that  is  here  enjoined,  and  that  part  of  the  judgment 
''  which  I  think  ought  to  stand  against  Tune  A  Son  is  sufficient  as  against  them. 

*•  The  result  is  that  as  to  all  the  Defendants,  except  Tune  A  Sony  the  appeal 
*'  should  be  allowed  with  costs,  and  the  action  should  be  dismissed  with  costs. 
"  As  to  Tune  A  Sony  the  appeal  should  be  allowed,  except  as  to  the  first  clause  55 
'*  of  the  injunction  ;  and  the  reference  as  to  damages,  if  the  Plaintiffs  think  it 
^*  worth  while.    As  against  them  the  action  was  rightly  enough  brought.    I 
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**  think,  however,  if  the  PlaintifEs  had  asked  no  more  than  that^  Tune  &  Son 
^  wonld  have  contested  the  matter  no  further.  I  think  the  Plaintiffs  should 
I*  have  against  Tune  A  Son  such  costs  as  they  would  have  incurred  in  entering 
^  up  judgment  against  them  by  default,  for  so  much  of  the  injunction  as  they 
5  **  still  retain,  and  I  think  they  should  pay  them  the  rest  of  the  costs  of  the 
**  action  and  appeal,  with  set  off." 

The  injunction  against  Tune  <k  Son,  as  granted  by  the  Court  of  Appeal,  was 
in  the  terms  following,  namely  : — **  From  selling,  shipping,  or  supplying  any 
"  mineral  water  in  the  province  of  Ontario,  and  from  advertising  or  offering  for 

IQ  "  sale,  or  procuring  to  be  advertised  or  offered  for  sale  in  the  said  province  any 
"  water  enclosed  in  any  bottles,  barrels,  or  other  packages  whatsoever,  having 
"  af&xed  or  applied  thereto  the  label  marked  as  exhibits  1  and  3  referred  to  in 
"  the  examination  for  discovery  of  James  Tune^  read  at  the  trial  hereof,  or 
"  either  of  them,  or  any  other  mark  or  label  so  contrived  as,  by  colourable 

-•  "  imitation  or  otherwise,  to  represent  the  water  sold,  shipped,  or  supplied  by 
**  the  Defendants  as  being  water  coming  from  the  springs  in  the  township  of 
**  Oaledonia,  owned  or  leased  by  the  Plaintiffs,  or  any  of  them." 

The  Plaintiffs  appealed. 

The  Appellants*  Reasonp,  stated  in  their  Case  on  appeal,  were  as  follows  :— 

20  **  (1)  The  conclusions  of  fact  arrived  at  by  the  learned  Chancellor  at  the  trial 
**  and  the  learned  Chief  Justice  of  Ontario  in  the  Court  of  Appeal  are  indis- 
**"  putable  upon  the  evidence  adduced,  and  are  suf&cient  to  sustain  the  judgment 
**  pronounced  at  the  trial,  and  should  not  have  been  departed  from  by  the  Court 
**  below.    The  evidence  in  this  case  is  strikingly  similar  to  the  proof  in 

25  **  Reddaway  v.  Banham.  In  that  case  the  Lord  Chancellor's  view  that  the 
**'  Defendants  are  telling  the  truth  only  in  calling  their  product  '  Camel-hur 
^  *  Belting  "  was  changed  by  an  agent's  letter  put  in  evidence  explaining  the 
*^  necessity  for  adopting  the  trade  name  of  '  Camel-hair  Belting '  to  get  the 
**  Defendants'  product  into  the  market  established  by  the  Reddaways.    Here 

80  ^  there  is  an  exact  parallel  in  the  letter  &om  Respondent  Tune  to  Respondent 
^  Lyally  in  which  he  says  :  '  If  we  have  to  omit  all  reference  to  Caledonia  it 
**  *  would  as  you  know  be  very  detrimental  to  the  sale  of  the  water.'  The 
**  defence  of  these  actions  attests  that  fact  as  the  Respondents'  reason  for  using 
*•  the  word  *  Caledonia '  (Reddaway  v.  Banham^  L.R.  (1896)  App.  Cas.  1 99  et  seq.). 

35  ^'  (2)  The  Respondents  have  failed  to  establish  any  ground  for  the  use  of  the 
*^  word  *  Caledonia'  as  applicable  to  their  waters.  Not  only  is  it  not  shown 
**  that  the  township  of  Caledonia  outside  the  Appellants'  property  is  generally 
"  a  source  of  *  Caledonia  Water,'  but,  on  the  contrary,  it  is  proved  that  the 
**  *  Caledonia  Springs '  on  the  Appellants'  property  are  the  only  source  thereof. 

40  **  (3)  The  name  "  Caledonia  Springs  '  being  that  of  the  Appellants'  four  springs  ' 
"  only,  and  the  waters  therefrom  being  only  *  Caledonia  Water,'  it  would  not  be 
**  allowable  for  the  owners  of  the  Rochon  Spring  or  the  Cadieux  Spring  (the 
"  only  other  mineral  springs  in  Caledonia  township)  or  for  the  Respondents  if 
**  they  became  such  owners  to  call  those  two  springs  or  either  of  them  *  Caledonia 

45  •*  *  Springs '  or  the  water  therefrom  '  Caledonia  Water,'  or  to  describe  them  as  of 
^  the  township  of  Caledonia  or  otherwise  in  connection  with  the  word 
^  *'  Caledonia  '  so  as  to  render  it  likely  that  those  waters  would  be  by  reason 
•*  thereof  called  *  Caledonia  Waters.'  No  more,  it  is  submitted,  can  the 
'^  Respondents  do  so  with  their  wells  aforesaid  or  the  waters  therefrom.    (4) 

50  "  The  Appellants  have  the  exclusive  control  of  the  only  place  of  origin  of 
^  '  Caledonia  Waters '  and  the  access  thereto.  It  is  not  necessary  to  consider 
^  what  would  be  the  effect  if  these  sources  were  available  to  all  the  world  or 
^  found  in  many  places  within  the  township  of  Caledonia  outside  the  Appellants' 
^  property.    (5)  The  word  '  Caledonia '  has  lost  its  signification  as  the  name  of 

55  ^  the  township,  and  has  in  relation  to  mineral  waters  acquired  a  secondary 
*'  si^ification  as  solely  designating  the  winters  pf  the  Caledonia  Spring.  The  place 
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"  of  origin  being  the  property  of  the  Appellants,  the  Respondente  cannot  originate 
"  their  goods  there,  in  which  respect  this  case  differs  from  the  '  Stone  Ale '  case 
**  (Montgomery  v.  Thompson^  L.R.  (1891)  A.C.  217),  for  which  reason  the  rule  of 
"  that  case  applies  here  to  entitle  the  Appellants  to  their  injunction  without  qualifi- 
"  cation.    Appellants  rely  also  on  McAndrew  v.  Baasett  (1863)  (4  De  G.  J.  &  S.  5 
"  380)  ;  Sei'xo  v.  Provezende  (L.R.  1  Ch.  192) ;   Wotherspoon  v.  CufTte  (L.R.  5 
"  H.  of  L.  508, 521);  Braham  v.  Beachim  (L.R.  7  C.  D.  856) ;  the  "Akron  Cement" 
"  case  (Norman  v.  Alvord^  U.S.  Ct.,  40  Barb.  588).    (6)  For  these  reasons  the 
^'  Appellants  are  in  the  same  position  to  all  intents  and  purposes  as  if  they  and 
**  their  predecessors  had  produced  the  *  Caledonia  Water '  by  actual  manu-  10 
^'  facture  ;  as  if  the  same  was  in  fact  their  manufacture  and  product  under  that 
"  name,  the  principle  of  the  line  of  cases  of  which  Reddaway  v.  Banham 
"  (L.R.  (1896)  App.  Cas.  page  212)  is  the   leader,  governs   this  case  ;  Rcidde 
"  V.  Norman  (L.R.  (1872)  14  Eq.  348)  ;   Apollinaris  Company  v.  Norrish 
«  33  L.T.  N.S.  242).    Per  Lord  Justice  James,  ' "  Thorley's  Food  for  Cattle"  had  15 
"  ^  never  become  an  article  of  commerce  as  distinguished  from  the  particular 
•   "  manufactory  from  which  it  proceeded '  (Thorley's  case — Alassam  v.  Thorley^s 
"  Food  Company,  L.R.  14  C.  D.  748).    (7)  The  use  of  the  word  '  Caledonia '  by 
'^  the  Respondents  in  the  sense  of  the  name  of  the  township  as  applicable  to 
"  their  waters  is  an  untrue  use  thereof,  and  is  intended  to  and  does  create  a  20 
"false  impression.    (8)  Ordinary  and  unwary  persons  desiring  to  use  water 
"  from  Caledonia  Springs  are  thereby  deceived  into  using  the  Respondents* 
"  waters.    It  is  and  was  the  intention  of  the  Respondents  that  this  should  be 
"  so.    (9)  The  Respondents  so  deal  with  their  water  that  they  enable  others  to 
"  make  false  representations  and  to  deceive  the  ultimate  customers,  which  has  25 
"  been  dono  in  this  case  (Wotherspoon  v.  Currie,  per  Lord  Hatherley,  L.R.  5, 
"  H.L.  517).      (10)  It  is  no  answer  for  the  Respondents  to  say  (what  the 
"  evidence  shows  would  be  untrue),  viz.,  that  they  made  no  false  represen- 
"  tations  themselves,  and  had  no  intention  to  deceive  or  enable  others  to  do  so. 
"  It  is  proved  by  their  own  evidence  that  they  put  their  waters  into  the  hands  30 
"  of  others  to  be  sold  as  '  Caledonia  Water '  or  by  means  of  the  word  *  Caledonia ' ' 
"  as  applied  to  mineral  waters ;  at  all  times  their  devices  were  calculated  to 
"  cause  the  word  *  Caledonia '  to  be  attached  to  their  waters  in  the  sale  thereof ; 
"  it  matters  not  what  the  label  says  on  the  bottle  in  which  it  reaches  the 
"  purchaser  asking  for  *  Caledonia  Water,'  or  that  the  label  has  been  previously  35 
"  washed  off  or  no  label  at  all  is  on  the  bottle,  the  purchaser  is  deceived,  and 
"  the  deception  must  be  attributed  to  the  Respondents.    They  must  be  taken 
"  to  have  intended  the  reasonable  and  natural  consequences  of  their  acts.    Per 
*•  JameSy  L.J.  :  '  No  man  is  entitled  to  represent  his  goods  as  being  the  goods  of 
"  *  another  man  ;  and  no  man  is  permitted  to  use  any  mark,  sign,  or  symbol,  40 
"  *  device,  or  other  means  whereby,  without  making  a  direct  false  misrepre- 
"  *  sentation  himself  to  a  purchaser  who  purchases  from  him,  to  enable  such 
•*  *  purchaser  to  tell  a  lie  or  to  make  a  false  representation  to  somebody  else 
"  *  who  is  the  ultimate  customer '  (Singer  Manufacturing  Company  v.  Loog, 
"  L.R.  18  C.  D.  at  page  12  ;  quoted  by  Lord  Macnaghten,  Reddaway  v.  Banham^  45 
«•  L.R.  (1896)  App.  Cas.  218).     (11)  The  Respondents'  acts  in  the  premises 
"  were  and  are  calculated  and  liable  to  mislead,  and  it  is  sufficient  if  this 
"  is  so  as  to  ordinary  and  unwary  customers.    It  is  not  necessary  in  any 
"  event  to  show  that  experts  and  others  aware  of  the  real  facts  may  be  deceived, 
"  or  that  anyone  was  in  fact  deceived  (Singer  Manufacturing  Company  v.  50 
"  Loog,  L.R.  8  App.  Cas.  IS  ;  Worcester  Royal  Porcelain  Company  v.  Locke, 
"  18  T.  L.R.  712).    (12)  Actual  instances  of  deception  have  been  proved  in  the 
"  evidence.    (13)  The  case  made  put  the  onus  upon  the  Respondents  of  showing 
"  that  there  was  no  deception  (Rcidde  v.  Norman,  L.R.  14  Eq.  348)  ;  this  they 
"  did  not  even  attempt  to  prove.    (14)  It  is  not  necessary  for  the  Appellants  55 
"to  make  out  a  case  of  fraud  against  the  Respondents  or  to  show  that  they 
"  intended  to  deceive  (Singer  Manufacturing  Company  v.    Wilson^  L.R,  3 
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"  App.  Cas.  376 ;  Johnston  v.  Orr  Etving,  L.R.  7  App.  Cas.  219 ;  Singer 
"  Manufacturing  Company  v.  Loog,  L.R.  8  App.  Cas.  15  ;  Reddaway  v. 
.  «  Bentham,  L.R.  (1892)  2  Q.B.  639  ;  Saxlehner  v.  ApoUinaris  Company,  L.R. 
"  (1897)  1  Ch.  893 ;  2nd  editioD  Kerly  on  Trade  Marks,  375,  cases  cited  451 
5  "  et  aeq.).  (15)  A  case  of  fraud  is,  however,  shown  upon  the  evidence.  It 
"  must  be  inferred  that  the  operations  of  the  Respondents  were  entered  upon 
**  and  carried  on  with  the  fraudulent  design  of  passing  off  their  water  as  the 
**  water  of  the  Appellants  from  the  Caledonia  Springs." 

The  Reasons  set  out  in  the  Respondents'  Case  were  as  follows  : — "[(1)  That  the 

10  "  Appellants  have  no  exclusive  right  of  user  in  the  word  *  Caledonia '  either 
"  alone  or  in  combination  with  other  words  as  a  designation  of  mineral  waiters. 
"  (2)  That  the  Respondents  are  entitled  to  use  the  word  *  Caledonia'  in  designating 
"  or  describing  mineral  waters  derived  from  their  new  springs  at  Caledonia, 
**  provided  that  they  clearly  distinguish  such  waters  from  the  waters  supplied 

15  **  and  sold  by  the  Appellants  from  the  old  springs  at  Caledonia.  (3)  That  the 
*^  Respondents  in  fact  clearly  distinguish  by  labels  and  descriptions  their 
**  mineral  waters  from  those  of  the  Appellants.  (4)  That  the  judgment  of  the 
"  majority  of  the  Court  of  Appeal  for  Ontario,  and  the  reasons  given  for  it,  are 
^^  right,  and  should  be  afi&rmed.    (5)  That  the  Hon.  Chancellor  Boyd  and  the 

20  **  dissenting  judgment  of  the  Hon.  Chief  Justice  Moss  are  wrong." 

The  Appeal  came  on  before  the  Judicial  Committee  of  the  Privy  Council  on 
July  21st,  1903. 

Arnoldiy  K.C.  (of  the  Canadian  Bar)  (instructed  by  Gadsden  and  Treheme) 
appeared  for  the  Appellants ;  Scrutton,  K.C.,  and  R.  C.  Smithy  K.C.  (of  the 

25  C^adian  Bar),  (instructed  by  Poole  and  Robinson)  appeared  for  the  Respon- 
dents. The  arguments  on  both  sides  substantially  followed  the  Reasons  above 
referred  to. 

The  following  cases  were  cited  by  Arnoldi,  K.O.,  for  the  Appellants : — 
Montgomery  v.  Thompson  (8  R.P.C.361;  L.R.  (1891)  App.  Cas.  217) ;  McAndrew 

30  V.  Bassett  (4  D.  J.  &  S.  380)  ;  Reddaway  v.  Banham  (13  R.P.C.  218  ;  L.R.  (1896) 
A.C.  199) ;  Seixo  v.  Provezende  (L.R.  1  Ch.  192)  ;  Radde  v.  Norman  (L.R.  14 
Eq.  348) ;  Massam  v.  ThorUy's  Cattle  Food  Company  (L.R.  14  C.  D.  748)  ; 
Wotherspoon  v.  Currie  (L.R.  5  H.L.  508)  ;  Powell  v.  Birmingham  Vinegar 
Brewery  Comjjany  (13  R.P.O.  235 ;  14  R.P.C.  720 ;  L.R.  (1896)  2  Ch.  54 ; 

35  L.R.  (1897)  App.  Cas.  710) ;  Braham  v.  Beachim  (L.R.  7  Ch.  848) ;  and  Worcester 
Royal  Porcelain  Company,  Ld.  v.  Locke  A  Co.,  Ld.  (19  R.P.C.  479). 

The  cases  cited  by  ScrutUm,  K.C.,  and  Smithy  K.C,  for  the  Respondents, 
were  the  following: — Cellular  Clothing  Company  v.  Maxton  and  Murray 
(16  R.P.C.  397 ;  L.R.  (1899)  App.  Cas.  326)  ;  Whitstable  Oyster  Fishery  Company 

40  V.  Hayling  Fisheries,  lA.  (18  R.P.C.  434) ;  Braham  v.  Beachim  (L.R.  7  CD. 
848) ;  Canal  Company  v.  Clarice  (13  Wallace  311  (United  States) ) ;  Mont- 
gomerie  v.  Donald  (11  Scotch  Sess.  Cas.,  Fourth  Series,  506) ;  Montgomery 
V.  Thompson,  ubi  supra ;  Singer  Manufacturing  Company  v.  Loog  (L.R.  8 
App.  Cas.  15). 

45       The  judgment  of  the  Judicial  Committee  was  delivered  by  : 

Lord  Davby. — The  Appellants  are  the  proprietors  of  certain  lands  in  the 
township  of  Caledonia,  Prescott  County,  Ontario.  There  are  on  this  land  three 
natural  springs  of  mineral  waters  containing  chemical  properties  which  render 
them  serviceable  as  table  waters  and  for  medicinal  purposes.    The  springs  are 

50  in  close  proximity  to  each  other,  but  differ  widely  in  character.  One  of  these 
springs  is  known  as  the  "  Gas  Spring,"  from  the  quantity  of  carburetted  hydro- 
gen gas  which  it  evolves;  another  is  called  the  "Saline  Spring,"  while  the 
third  is  known  as  the  "White  Sulphur  Spring."  Owing  to  the  presence  of 
these  springs  the  site  has  for  many  years  past  acquired  a  great  reputation  as  a 

55  place  of  summer  resort.  The  Appellants  own  a  large  hotel  called  the 
**  Caledonia  Springs  Hotel,"  and  in  the  course  of  time  other  buildings  have 
li>een  erected^  which  the  learned  Chancellor  of  Onts^rio  in  his  judgment  describes 
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as  the  "Caledonia  Springs  village  attached  to  the  hotel,"  and  there  are  a 
Caledonia  Springs  post-office  and  a  Caledonia  Springs  railway  station.  The 
springs  are  called  the  "Caledonia  Springs"  and  the  locality  itself  has  also 
acquired  the  name  of  Caledonia  Springs,  very  much  like  Tunbridge  Wells, 
although  in  this  case  there  is  nothing  which  could  properly  be  described  as  a  5 
town,  and'no  incorporated  village. 

There  is  a  fourth  spring,  situate  about  two  miles  from  the  other  springs, 
called  the  "  Intermittent "  or  "  Duncan  "  spring,  belonging,  not  to  the  Appel- 
lants, but  to  a  gentleman  named  King  Arnoldi,  The  Appellants,  on  the  27th  of 
December  1889,  acquired  from  Mr.  Arnoldi  the  right  to  take  water  from  the  10 
"  Duncan  Spring,"  and  to  use  his  registered  Trade  Marks  for  a  period  of  two 
years,  and  also  for  ever  to  use,  in  connection  with  the  water  of  the  "  Duncan 
"  Spring,"  the  words  "  Magi  Caledonia  Springs,"  registered  by  them.  The 
Appellants  thus  include  this  spring  also  in  the  expression  "  Caledonia  Springs." 

The  Appellants  use  the  water  from  their  springs  for  the  purpose  of  supplying  15 
the  visitors  at  their  hotel,  and  also  supply  it  in  barrels  to  their  agents  and  others 
in  Ontario  and  Quebec,  who  bottle  it  for  the  purpose  of  sale  to  the  public.  And 
they  have  registered  as  Trade  Marks  certain  labels  for  use  on  the  bottles.  The 
Appellants'  waters,  and  (it  may  be  assumed)  Mr.  Arnoldfs  waters  also,  have 
acquired  in  the  market  the  name  of  "  Caledonia  Water."  20 

The  Respondent  McDougall  was  also  until  recently  the  proprietor  of  an  hotel 
at  Caledonia  Springs,  known  as  the  "Queen's  Hotel."  The  Respondent 
McDonAll  was  the  owner  of  land  immediately  adjoining  the  land  of  the 
Appellants.  McDougall,  having  some  difficulty  with  the  Appellants  as  to  the 
supply  of  their  water  for  the  visitors  at  his  hotel,  in  the  year  1898  commenced  25 
boring  on  the  land  of  McDonell^  who  was  his  brother-in-law,  and  at  the  depth 
of  85  feet  a  spring  of  saline  water  was  tapped,  and  a  further  boring,  made  a 
short  distance  from  the  first,  struck  a  subterranean  spring  of  sulphur  water  at  a 
depth  of  165  feet.  Both  sptings  have  a  continuous  natural  flow,  which  rises  up 
the  pipes  laid  in  the  borings.  These  borings  are  situate  about  a  quarter  of  a  30 
mile  from  the  Appellants'  three  springs,  and  the  analysis  of  the  water  obtained 
from  them  shows  a  general  resemblance  to  the  waters  from  the  Appellants' 
springs.  On  the  1st  of  August  1898  McDonell  entered  into  a  partnership  agree- 
ment with  the  Respondents  Lyall  and  Trenholme  for  placing  on  the  market  the 
waters  from  the  borings  thus  made  on  his  land.  Arrangements  were  then  made  35 
with  the  Respondents  Wilson  for  sale  of  the  waters,  as  agents  for  tlje  partnefrs, 
at  Toronto,  and  with  the  Respondents  J.  Tune  Jk  Son  for  their  sale  at  London 
(Ontario). 

On  the  5th  of  February  1901,  the  Appellants  commencad  two  actions  against 
the  Respondents  Wilson  and  against  the  Respondents  J.  Tune  A  Son.  The  40 
other  Respondents  were  afterwa^s  added  as  Defendants  in  each  action.  The 
.two  actions  were  consolidated,  and  were  heard  by  the  Chancellor  of  Ontario  on 
the  11th  of  June  1901,  and  judgment  was  delivered  on  the  18th  of  the  same 
month. 

The  Plaintiffs  in  the  action  claimed  an  exclusive  right  to  the  use  of  the  word  45 
**  Caledonia  "  in  the  phrases  (amongst  others)  '*  Caledonia  Water,"  "  Caledonia 
"  Seltzer,"  "  Mineral  Water  from  Caledonia  Springs,"  and  "  From  New  Springs 
*'  at  Caledonia,"  and  the  words  *'  Natural  Saline  Wat«r,"  and  "  Natural  Seltzer," 
and  prayed  an  injunction  to  restrain  the  Defendants  from  infringing  the 
Plaintiffs'  Trade  Marks,  and  also  from  selling  the  water  as  "Caledonia  Water,"  50 
or  under  any  name.  Trade  Mark,  or  designation  using  the  word  "  Caledonia  " 
as  descriptive  of  the  same,  or  to  indicate  the  source  of  the  water. 

The  learned  Chancellor  held  that  the  Respondents,  J,  Tune  A  Son^  had 
infringed  the  Appellants'  Trade  Marks,  and  the  Court  of  Appeal  agreed  in  that 
finding,  and  continued  the   injunction  granted  against    those    Respondents.  55 
There  is  no  appeal  as  to  this  matter,  and  it  seems  to  their  Lordships  clearly 
riglit.     It  is  fair,  however,  to  the  principal  Respondents  to  say  that  the 
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obnoxious  labels  were  adopted  without  any  direction  from  them,  and  when  they 
were  made  aware  of  the  use  of  the  labels  they  expressed  their  disapproval,  and 
said  they  could  not  undertake  to  defend  it.  As  regards  the  labels  used  by  the 
Respondents  Wilson^  the  Chancellor  held  that  the  Defendants  had  not  infringed 
5  the  Appellants'  Trade  Marks,  but  as  to  the  trade  names  "  Caledonia  Water  "  and 
"  Water  from  Caledonia  Springs,"  the  case  of  the  PlaintifiEs  was  established,  and 
he  granted  an  injunction  accordingly. 

The  Respondents  appealed,  and  their  appeal  was  heard  ultimately  before 
Moss^  C.J.,  and  Maclennan  and  Osier,  JJ.     The  Chief  Justice  agreed  with  the 

10  Chancellor,  but  thought  that  the  terms  of  the  injunction  should  be  varied  in  one 
respect.  The  two  other  learned  judges  dissented  (except  as  to  the  injunction 
against  J.  Tune  A  Son\  and  the  reasons  for  their  judgment  were  given  by  Mr. 
Justice  Maclennan.  The  appeal  was  accordingly  allowed,  and  by  an  Order  of 
the  4th  of  December  1902  the  actions,  save  in  respect  of  the  injunction  against 

15  the  Respondents  J.  Tune  &  Son^  were  dismissed  with  costs.    Hence  this  appeal. 

The  learned  Counsel  for  the  Appellants  did  not  lay  much  stress  upon  the 

alleged  infringement  of  the  Trade  Marks  except  as  regards  the  use  of  the  word 

'*  Caledonia,"  and  in  their  Lordships'  opinion  quite  rightly.     On  this  point, 

which  is  one  of  fact,  their  Lordships  agree  with  the  concurrent  findings  of  the 

20  two  Courts  below.  Nor  do  their  Lordships  think  there  is  anything  in  the 
make-up  of  the  Respondents'  goods  to  which  the  Appellants  can  reasonably 
object.  A  more  difficult  question  is  as  to  the  use  of  the  word  "  Caledonia  "  as  a 
trade  name,  or  as  pai't  of  the  description  of  the  Respondents'  waters.  It  must 
be  conceded  that  the  Respondents  cannot  use  the  word  in  such  a  manner  as  to 

25  pass  off  their  goods  for  those  of  the  Appellants.  But  if  they  have  not  done  so, 
they  ought  not  to  be  restrained  by  injunction  from  the  use  of  the  word. 

The  first  fact  to  be  noted  is  that  the  goods  in  question  are  not  a  manufactured 
article,  or«  in  other  words,  the  name  which  it  is  sought  to  protect  is  not  the 
name  for  the  Appellants'  make  of  goods  but,  to  put  it  most  favourably  for  the 

30  Appellants,  designates  water  from  particular  springs  belonging  to  them.  The 
waters  derive  their  virtues  from  the  strata  from  which  they  spring,  or  through 
which  they  pass,  before  they  reach  the  surface,  that  is  to  say,  from  the  inherent 
properties  of  the  soil  itself  in  that  particular  locality.  Another  material  fact 
10  that  the  words  "  Caledonia  Springs "  and  "  Caledonia  Water "  are  said  to 

35  designate  the  "  Duncan "  Spring  and  its  waters  equally  with  the  Appellants' 
three  sprim^s,  although  the  former  is  distant  two  miles  from  the  latter  and  has 
no  apparent  connection  with  them,  except  that  of  being  situate  in  the  same 
township.  It  is  quite  true  that  the  same  trade  name  may  designate  the  goods 
of  more  than  one  person,  but  it  is  less  easy  to  infer  that  a  geographical  descrip- 

40  tion  has  acquired  a  secondary  meaning  when  you  find  that  it  is  used  to  designate 
the  goods  of  two  or  more  persons  connected  only  by  identity  of  geographical 
oiigin.  And  whatever  force  there  is  in  this  observation  does  not  appear  to 
their  Lordships  to  be  materially  weakened  by  the  fact  of  there  being  other 
springs  in  the  township  which,  like  the  "  Duncan  "  Spring,  are  called  by  different 

45  names.  Lastly  it  must  be  observed  that  in  the  present  case  the  name  of  the 
locality  necessarily  enters  into  and  forms  part  of  any  real  description  of  the 
Respondents'  waters,  and  that  the  words  "  Caledonia  Springs  "  have  acquired  a 
secondary  or  perhaps  tertiary  meaning  as  the  name  and  the  only  name  of  the 
locality.     Their  Lordships  agree  with    Mr.  Justice  Maclennan  that  if  the 

50  Respondents'  Avater  is  likely  to  be  more  sought  after  and  more  marketable,  and 
if  the  business  of  the  selling  it  is  likely  to  be  more  profitable  by  reason  of  the 
situation  of  the  springs  and  their  nearness  to  the  famous  old  springs,  the 
Respondents  are  entitled  to  the  benefit  of  that  circumstance.  Indeed  it  is 
impossible  to  see  how  the  Respondents  could  adequately  describe  a  natural 
55  product  of  the  soil  which  derives  its  excellence  from  the  inherent  properties  of 
the  soil  in  that  particular  locality  without  some  reference  to  the  place,  and 
using  for  that  purpose  in  some  form  the  only  name  by  which  it  is  known. 
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Their  Lordships  are  therefore  of  opinion  that  the  Appellants  have  not  a  right 
to  the  exclusive  use  which  they  claim  of  the  word  "  Caledonia  "  in  connection 
with  their  waters.  The  "  Stone  Ale  "  case  (Montgomery  v.  Thompson^  L.R.  (1891) 
App.  Cas.  217),  does  not  appear  to  them  to  have  any  bearing  on  the  present 
case.  That  was  a  case  of  a  manufactured  article,  and  was  decided  on  the  5 
special  circumstances  of  the  case,  as  clearly  appears  from  the  judgments  of 
Lord  Watson  and  Lord  Macnaghten.  The  **  Glenfield  Starch  "  case  (  Wotlier- 
spoon  V.  Currie,  L.R.  5  H.L.  508)  differs  materially  from  the  present  case 
in  the  facts  on  which  it  was  decided,  for  the  term  "Glenfield"  was  not  a 
necessary  part  of  the  description  of  the  manufactured  article  there  in  question,  10 
and  there  was  evidence  that  the  Defendant's  works  were  set  up  at  Glenfield  for 
the  purpose  ot  passing  off  their  goods  as  those  of  the  Plaintiff.  But  have  the 
Respondents  used  the  word  "  Caledonia  "  in  such  a  manner  as  to  pass  off  their 
water  as  coming  from  the  springs  of  the  Appellants  ?  Or  have  they  taken 
adequate  care  to  distinguish  their  goods  from  those  of  the  Appellants  ?  In  15 
considering  this  question  their  Lordships  do  not  forget  the  answer  given  by  the 
Respondent  Lyall  in  his  evidence  when  he  accepted  the  suggestion  of  the 
Plaintiffs'  Counsel  that  his  object,  in  taking  hold  of  this  water  from  these  wells, 
was  to  sell  it  as  "  Caledonia  Water.*'  'i'hey  do  not,  however,  attach  so  much 
importance  to  this  piece  of  evidence  as  the  learned  Chancellor.  From  the  way  20 
in  which  the  suggestion  was  made  and  accepted  they  think  that  Lyall  may  not 
have  meant  more  than  that  he  desired  to  sell  it  as  "  Water  from  Caledonia  "  in 
competition  with  the  Plaintiffs.  The  Respondents  are  not  proved  to  have  ever 
themselves  sold  their  water  under  the  description  of  '*  Caledonia  Water  "  or 
"  Water  from  Caledonia  Springs,"  but  what  is  said  is  that  the  use  by  them  of  25 
the  word  "  Caledonia  "  in  any  form  enables  the  water  to  be  sold  by  the  retailer 
as  "Caledonia  Water,"  and  is  therefore  calculated  to  deceive  the  ultimate 
purchaser.  Their  Lordphips  agree  with  what  has  been  frequently  said  in  these 
cases,  that  even  a  description  of  goods  which  is  literally  true  may  be  so  framed 
as  to  mislead,  and  they  bear  in  mind  the  cases  of  which  Johnston  v.  Orr  Ewing  30' 
(L.R.  7  App.  Cas.  219)  is  an  example,  where  a  trade  name  or  mark  which  would 
not  mislead  the  dealer  has  been  held  an  infringement  because  it  was  calculated 
to  mislead  the  retail  purchaser. 

The  Respondents  (other  than  J.  Tune  dfe  Son)  sell  their  goods  under  the  descrip- 
tion of  "  Natural  Saline  Water  from  the  New "   (or)  '*  from  New  Springs  at  35 
"  Caledonia,'-  and  as  "  Beaver  Brand,"  and  they  have  a  picture  of  a  beaver  on 
their  labels  as  a  Trade  Mark.    It  appears  to  their  Lordships  that  the  expressions 
"  the    new   springs "    or    "  new  springs "  at  once  distinguishes  their  water 
from  the  water  coming  from  what  the  Appellants  call  on  one  of  their  labels 
'*  the  original  springs,"  and  no  person  reading  the  label  could  possibly  believe  40 
he  was  buying  water  from  the  original  springs.     It  is  not  like  the  case  of 
manufactured  goods  where  the  trade  name  attaches  to  the  make  of  a  particular 
manufacturer,  and  the  purchaser  might  then  suppose  he  was  buying  a  new 
make  of  the  same  manufacturer.    In  the  present  case  the  name  is  not  personal 
but  local,  and  attaches  only  to  the  particular  springs.    The  learned  Chancellor  45 
criticises  the  use  of  the  word  "  springs  "  as  descriptive  of  the  source  from  which 
the  Respondents  derive  their  water,  but  this  seems  hypercritical.    The  source 
is  none  the  less  a  spring  because  it  finds  its  way  to  the  surface  by  an  artificial 
cavity  instead  of  a  natural  fissure  in  the  soil.    The  learned  Chancellor  also 
criticises  the  use  of  the  words  *'  at  Caledonia."    He  says  there  is  no  place  called  50 
Caledonia  simply.    It  is  true  that  "  Caledonia  Springs  "  would  have  been  more 
accurate,  but  also,  probably,  in  the  view  of  the  Plaintiffs,  more  objectionable. 
Bat  whether  the  words  are  to  be  taken  as  referring  to  the  township  or  the 
particular  place,  their  Lords'aips  agree  with  Mr.  Justice  Maclennan  that  the 
words  "  at    Caledonia "  are  not  inaccurate,  and  it  was  pointed  out  that  the  55 
expression  is  used  in  the  sheet  called  *•  Life  at  the  Springs,"  which  is  described 
08  published  every  Saturday  ^  at  Caledonia."    It  is  possible  that  the  common 
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HBO  of  the  word  *'  Caledonia "  in  any  form  may  lead  to  some  dishonesty  on 
the  part  of  the  retail  seller.  But  their  Lordships  think  that,  in  the  peculiar 
circumstances  of  this  case,  the  Respondents  cannot  be  made  responsible  for  such 
a  consequence.  The  Plaintiffs  sold  their  water  as  "  Caledonia  Water  "  at  a  time 
5  when  they  had  no  competitors  in  the  sale  of  natural  mineral  waters  from  the 
place  called  Caledonia  Springs,  but  in  giving  it  that  name  they  ran  the  risk  of 
other  persons  discovering  other  springs  in  the  same  locality,  and  being  entitled 
to  sell  other  water  as  water  coming  from  springs  in  that  locality.  Their  Lord- 
ships hold  that  the  Respondents  are  entitled  to  indicate  the  local  source  of  the 

10  waters  sold  by  them,  and  so  holding,  they  think  that  the  burden  cast  upon  the 
Respondents  of  distinguishing  their  goods  from  those  of  the  Appellants  has 
been  discharged.  "New  Springs"  seems  at  least  as  distinctive  as  '*  Crystal 
"  Springs,"  which  the  Respondents  originally  thought  of,  or  "  Beaver  Spring  " 
which  was  suggested  by  the  Counsel  for  the  Appellants. 

15  They  will,  therefore,  humbly  advise  His  Majesty  that  the  appeal  should  be 
dismissed,  and  the  Appellants  will  pay  the  costs  of  it. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Buckley. 

December  18th,  1903- 

20  Dover  (H.  W.)  and  Dover,  Ld.  v.  New  Townbnd  Cycle  Company,  Ld. 

Paient — Trade  Mark. — Action  for  infringement. — Perpetual  injunction 
consented  to. — Undertaking  substituted. 

An  action  having  been  brought  by  Horace  Walter  Dover  and  Dover^  Ld.^  for 
infringement  of  Letters  Patent  No.  10,087  of  1899,  and  also  for  infrins^ement 

25  of  the  Plaintiffs'  registered  Trade  Mark  No.  221,740,  the  Plaintiffs  gave 
notice  of  motion  for  an  interlocutory  injunction.  On  the  hearing  of  the  motion, 
Astburyy  K.C.,  and  A.  J.  Walter  (instructed  by  Gresham^  Davies,  and 
Dallas)  appeared  for  the  Plaintiffs;  Sargant  (instructed  by  Morgan^  Price^ 
and  Mewbum,  agents  for  Hargreaves  and  Heaton^  of  Birmingham)  appeared 

30  for  the  Defendants. 

Astburpy  K.C.,  having  stated  that  the  Defendants  had  consented  to  a  perpetual 
injunction  and  to  treat  the  hearing  of  tlie  motion  as  the  trial  of  the  action, 
added  that,  although  the  writ  was  issued  against  a  Limited  Company,  that 
Company  was  not  in  fact  incorporated  until  after  the  issue  of  the  writ.    The 

35  real  Defendant  was  an  individual  carrying  on  business  under  the  name  of  the 
New  Townend  Cycle  Company ^  and  Counsel  asked,  with  the  consent  of  the 
other  side,  to  amend  the  writ  by  making  as  the  Defendant  the  individual  trading 
as  the  above  named  Company. 
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Buckley,  «/.,  suggested  simply  striking  oat  the  word  *'  Limited,**  and  said  it 
was  not  necessary  to  pnt  the  Defendant's  personal  name  in,  as  his  firm  name 
would  do. 

Aatburyy  K.C.— Amend  the  writ  by  omitting  the  word  "  Limited,"  and  then 
we  will  treat  this  as  the  trial  of  the  action  and  take  a  perpetual  injunction  with  5 
costs  by  consent. 

Buckley,  J. — ^Would  you  not  prefer  that  the  Defendant  should  give  a 
perpetual  undertaking  with  costs  ?  Perhaps  I  had  better  take  this  opportunity 
of  saying  why.  I  have  recently  heard  that  sometimes  in  Patent  cases  injunctions 
are  taken  by  consent  upon  terms  which  are  arranged  as  between  the  Plaintiff  10 
and  Defendant  (I  am  not  suggesting  that  that  is  so  here),  and  then  these 
injunctions  are  adyertised  as  if  they  had  been  granted  by  the  Court  in  an 
opposed  matter.  That  ought  not  to  be  done.  ^'  The  Defendant  appearing  and 
"  undertaking  "  of  course  precludes  that. 

Astbury^  K.C. — ^As  a  matter  of  fact  this  is  a  hostile  case,  but  we  will  take  the    15 
undertaking. 

The  judgment  as  drawn  up  was,  omictingtheformal  commencement,  asfollows : — 
^'  The  Defendants  by  their  Counsel  agreeing  to  treat  this  hearing  as  the  trial  of 
'^  this  action  and  consenting,  and  the  Defendants  by  their  Counsel  undertaking 
"  during  the  continuance  of  the  Plaintiffs'  Letters  Patent  No.  10,087  of  the  year  20 
"  1899  and  of  the  Plaintiffs'  registered  Trade  Mark  No.  221,740  respectively  to 
"  refrain  from  infringing  the  said  Letters  Patent  and  the  said  Trade  Mark 
"  respectively,  this  Court  doth  order  and  adjudge  that  the  Defendants,  the 
"  New  Towvend  Cycle  Company^  do  pay  to  the  Plaintiffs,  Horace  Walter  Dover 
'*  and  Dover,  Ld.^  their  costs  of  this  action,  to  be  taxed  by  the  Taxing  Master."     25 
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In  THE  HiG«  Court  op  Justioh.— Chanobry  Division. 

•     *        :       ■  -     '  • '     ^     :       ^- '      \  "  ^ 

jB4A>rfl  Mr.  Justice  ByrnB. 

October  Slst,  November  2nd  and  3rd,  and  December  2lBt,  1903. 

Werner  Motors,  Ld.  v.  A.  W.  Gamaoe,  Ld^ 

5  Design. — Action  for  infringement. — Validity  of  registration. — Patent  granted 
on  application  prior  to  registration  of  Design, — Novelty, — Defendants  threaten^ 
ing  to  sell  after  knowledge  of  registration. — Marking  of  articles,— Judgment  for 
Plaintiff^, — Parents j  Ac,  Act^  1883,  sections  51,58,  and  59, 

On  the  18th  of  November  1901  M,   W.  and  E.  W,  registered  a  Design 

10  applicable  ^^for  the  pattern  as  shoum  of  a  motor-cycle  frame^'*  and  the  registetied 
proprietors  of  the  Design  subseqicently  commenced  an  auction  for  infringement. 
The  Defendants  denied  infringement,  and  dlleged  that  the  registration  was 
invalid  for  want  of  novelty ;  they  also  alleged  that  the  sales  mctde  by  them 
before  action  had  been  mcuie  without  knowledge  of  the  registration  of  the  Design, 

15  and  cU  the  trial  ihey  contended  that,  although  they  had  made  a  few  sales  after 
the  commencement  of  the  auction,  they  had  never  threatened  to  do  any  wrongful 
act,  since,  onthe  evidence  the  copyright  had  ceased  tmder  section  51  of  the 
Patents,  Ac.  Act,  1883,  by  reason  of  insufficient  marking  of  articles  by  the 
PlaintijS^; , they  further  alleged  that  a  Patent  had  been  applied  for.  on  tJie 

20  ^ih  of  November  1901  for.  afrftmefor  motor-cycles  the.  same,  as  that. shown  in 

the  Design^  afid  that,  the  Patent  having  been  granted  on  an  applieation  made 

before  the  application  tb  register  the  Design,  the  registration  of  the  Design  was 

invalidated  by  reasoii  of  a  prior^  grant  of  exclusive  rights  in  the  article. 

Held,  that  the  Design  was  novel,  and  that  the  design  of  the  machine  sold- by 

25  the  Defendants  wa^,  with  the  eocception  of  immaterial  details,  identical  with  the 
registered  Design;  that  the  fact  of  the  registration  was  unknown  to,  the  Defen- 
dants before  a^ction^  cmd  their  acts  tmtil  then  were  protected  asftxr  as  penaUies 
or  damages  were  concerned,  but  thai  having  regard  to  the  subsequetit  sales  arid 
the  position  taken  up  by  the  Defendants  on  the  motion  and  sub'se§f4^tlyyttke 

80  Plaintiffs  were  entitled  to  an  injunction  ctgainst  infringement;  thatitheriBLtvqs 
no  evidence  of  articles  insufficiently  marked  having  been  sold;  and  that  the 
registration  of  the  Design  was  not  invalidated  by  the  Patent,  because^  first,  the 

Design  was  registered  before  the  actual  grant  of  the  Patent ;  secondly,  that  the 

N* 
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right  of  copyright  in  a  Design  is  not  a  grant  hut  is  stattUary ;  and,  thirdly^ 
tMt  rights  under  a  Patent  and  in  a  Design  are  separate  and  distinct  and  may 
co-exist  An  injunction  was  granted  unth  costs,  and  by  arrangement  the 
Plaintiffs  accepted  a  sum  for  damages.    A  stay  of  the  injunction  was  refused. 

On  the  18th  of  November  1901  M.  Werner  and  E.  Werner  registered  a  Design  5 
(No.  383,283)  in  Class  1  applicable  '*  for  the  pattern  as  shown  of  a  motor-cycle 
**  frame."    A  representation  of  the  Design  as  registered  is  shown  below,  except 
that  the  lettering  of  the  parts  has  been  added  for  the  purpose  of  this  report. 


On  the  18th  of  April  1902  the  Design  was  assigned  to  Werner  Motors,  Ld. 
On  the  1st  of  August  1902  Werner  Motors,  Ld.,  commenced  an  action  against  IQ 
A.  and  W.  Oamage,  Ld.,  for  infringement  of  the  Design,  claiming  an  injunction, 
damages  or  an  account  of  profits,  delivery  up,  and  costs. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged — (1)  the  registration  of 
the  Design,  and  that  it  was  a  new  and  original  Design  not  previously  published 
in  the  United  Kingdom  ;  (2)  that  the  Defendants  had,  without  the  written  15 
licence  or  consent  of  the  Plaintiffs,  applied  and  caused  to  be  applied  such  Design 
or  a  fraudulent  or  obvious  imitation  thereof  for  the  purpose  of  sale  to  motor 
bicycles,  being  goods  within  Class  1  ;  (3)  that  the  Defendants  had  sold  and 
offered  for  sale,  and  were  still  selling  and  offering  for  sale,  motor  bicycles 
constructed  according  to  such  Design  or  a  fraudulent  or  obvious  imitation  20 
thereof,  well  knowing  that  such  Design  had  been  used  or  applied  by  them 
without  the  consent  of  the  Plaintiffs;  (4)  that  the  Plaintiffs  complained  in 
particular  that,  on  the  29th  day  of  July  1902,  the  Defendants  sold  to  Rowland 
James  Moon,  at  their  premises  in  Hotborn,  in  the  City  of  London,  a  motor 
cycle  to  which  the  said  Design  No.  383,283  had  been  wrongfully  applied  as  25 
aforesaid ;  by  (5)  the  Plaintiffs  claimed  the  right  to  recover  compensation  in 
respect  of  all  infringements ;  and  (6)  they  alleged  injury  to  their  business. 
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By  their  Defence,  a8  amended,  the   Defendants  (1)  denied  infringement ; 

(2)  alleged  that  the  said  Design  was  not  a  new  nor  original  Design  at  the  date 
of  the  registration  thereof,  bat  had  been  published  in  the  United  Kingdom 
at  that  date — (a)  by  the    publication  of  the  following  documents : — (i)  The 

S  Specification  of  Letters  Patent  (No.  15,605  of  1897)  granted  to  Mettewic^ 
Fig.  1  of  the  drawings  being  relied  on ;  (ii)  the  Specification  of  Letters  Patent 
(No.  13,970  of  1899)  granted  to  GhapeUe  and  ChapeUe,  Pigs.  1  and  9  of  the 
drawing  being  relied  on  ;  (iii)  the  issue  of  a  newspaper  entided  the  ^'  Motor  Car 
"  Journal,"  dated  the  28th  of  July  1900,  the  illustration  on  page  359  being 

10  reUed  on ;  (iv)  the  issue  of  the  '^  Motor  Car  Journal,"  dated  the  16th  of  March 
1901,  the  illustration  on  page  28  being  relied  on  ;  (y)  the  issue  of  a  newspaper 
entitled  the  '*  Auto  Car,"  dated  the  26th  of  January  1901,  the  illustration  on 
page  79  being  relied  on  ;  (6)  by  the  use  in  public  and  sale  {inter  alia)*  (ii)  by 
W.  A.  Barnes  of  Church  Street,  Gainsborough,  in  the  year  1900  of  motor 

15  bicycles  substantially  the  same  as  those  illustrated  in  the  ''  Auto  Car  "  of  the 
26th  of  January  1901,  page  79  ;  (iii)  by  A.  O.  Hastings,  of  53,  Abingdon  Villas, 
Kensington,  London,  in  the  year  1901  of  a  motor  bicycle  known  as  the  '*  Red 
"Star";  (v)  hjA.J.  WestlaTce,  of  S2,  Portsdown  Road,  Maida  Vale,  London, 
in  the  year  1900  and  1901  of  a  motor  bicycle  known  as  the  "  Bluhm  "  ;  (3)  that 

20  the  Defendants  did  not  apply  or  cause  to  be  applied,  and  did  not  int^d  to. 
do  so,  the  said  Design  or  any  fraudulent  or  obvious  imitation  thereof  to  any 
bicycles  ;  (4)  that  the  Defendants  had  not  published  or  exposed  for  sale,  and 
did  not  intend  to  do  so,  any  bicycles  to  which  such  Design  or  any  fraudulent  or 
obvious  imitation  thereof  had  been  applied,  knowing  that  the  same  had  been 

25  applied  without  the  consent  of  the  registered  proprietors ;  (5)  that  the  said 
Design  was  registered  in  this  country  on  the  18th  day  of  November  1901  in  the 
names  of  Michel  Werner  and  Eugene  Werner  ;  that  on  the  8th  of  November 
1901  one  A.  F,  Spooner^  as  agent  for  the  said  M.  and  E.  Werner,  applied  for 
Letters  Patent  in  this  country  in  respect  of  an  invention  of  '*  Improvements  in 

30  "  frames  for  motor  bicycles  and  other  vehicles,"  which  frames  were  in  all 
respects  identical  with  the  said  Design,  and  Letters  Patent  in  respect  of  the  said 
invention  were  subsequently  granted  and  dated  the  8th  of  November  1901 ; 
the  Defendants  would  contend  that,  in  these  circumstances,  the  registration  of 
the  said  Design  was  invalid  and  was  contrary  to  the  policy  of  the  Act  and  was 

35  a  fraud  on  the  Crown. 

The  following  further  Particulars  of  paragraph  2  (ft)  of  the  Defence  were 
delivered  pursuant  to  an  Order  of  the  16th  of  February  1903  ; — (2)  By  the  use  in 
public  in  Oainsborough  by  W.  A.  Barnes,  of  Church  Street,  Gainsborough,  in 
and  after  the  month  of  December  1900,  of  a  motor  bicycle  substantially  the 

40  same  as  that  illustrated  in  the  ''  Auto  Car  "  of  the  26th  of  January  1901,  page  79  ; 

(3)  by  the  use  in  public  in  London  by  A,  G.  Hastings,  of  53,  Abingdon  Villas, 
Kensington,  London,  in  the  month  of  August  1901  and  subsequently  thereto, 
of  a  motor  bicycle  purchased  from  M.  Knapen,  of  Louvain,  Belgium,  known  as 
the  ^*  Red  Star "  ;  (5)  by  the  use  in  public  in  London  in  and  about  the  month 

•15  of  August  1898  by  A.  J.  Westlake  of  82,  Portsdown  Road,  Maida  Vale,  London, 

of  a  motor  bicycle  known  as  the  ''  Bluhm " ;  by  the  sale  by  the  said  A.  J, 

Westlake  tx)  A  L.  Stent  of  Fairfield,  Havant,  in  the  month  of  September  1900 

of  a  motor  bicycle  known  as  the  *'  Bluhm." 

Figs.  1  and  2  of  the  Specification  of  Spooner's  Patent  (No.  22,563  of  1901, 

50  granted  on  a  communication  from  abroad  by  M.  Werner  and  E.  Werner)  were, 
with  the  addition  of  some  detailed  matter,  substantially  identical  with  the 
registered  Design. 

The  claims  were  as  follows  : — ^^  1.  A  frame  for  motor  cycles  characterized  by 
**  the  arrangement  instead  of  and  in  the  place  of  the  ordinary  pedals,  at  the 

*  Nob.  (1)  and  (4)  were  straok  out  by  an  Order  of  the  26th  of  October  190S,  and  by  the  same 
Order  the  eyidence  on  h  (2)  and  (3)  was  to  be  confined  to  use. 
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<f  angle  formed  by  two  adjacent  tabes  of  the  frame,,  of  an  opening  allowing  of 
^'  the. placing  of  an  engine  saltably  fixed  to  the  said  tubes  but  being  preferably 
*'  secnred  by  means  of  a  f ork  i  formed  on  one  of  the  tabes  a  and  connected  to 
'<  an  ear  A  extending  the  width  of  the  casing  Sy  the  other  tnbe  b  being  connected 
^<  between  the  parts  of  the  other  ear  g  of  the  casing  opposite  to  the  first  ear  h ; 
"  the  part  b  of  the  frame  being  formed  with  the  head  of  the  backstay  c  carrying, 
**  itself*  the  pedal-crank  axle  j? ;  all  with  the  object  of  assuring  greater  stability 
f'  while  running  and  to  facilitate  the  fixing  of  the  engine.  (2)  A  frame  for 
'*  motor  cycles  constructed  substantially  as  described  with  reference  to  the. 
"  accompanying  drawings."  . 

.  The  Complete  Specific^^tion  was  left  on  the  8th  of  August  1902,  and  aocepted- 
on  the  23rd  October  1902.    : 

Fig.  2  of.  Chapelle' 8  Specification,  which  was  the  anticipation  chiefiy  relied  on 
at  the  trial,  is,  so  far  as  material,  shown  below. 


10 


The  following  is  an  extract  froin  the  description  of  the  Baines  motor  bicycle  15 
in  the  "  Motor  Gar  Journal "  :— "  The  bottom  tube  is  divided,  and,  with  the  seat 

tube  or  diagonal  which  is  also   bifurcated,  forms  the  frame  for  the  motor 
"No  pedals  are  fitted^that  is,  revolving  pedals— the  bottom  bracket  or  pedal 

crank  bearing  being  done  away  with." 

At  the  trial  the  Defendants  raised  the  point  that  the  Plaintiflb  had  not  always  20 
complied  with  section  51  of  the  Patents,  Ac.  Act,  1883,, as  to  the  marking  of 
articles,  and  alleged  that,  on  the  evidence,  the  copyright  in  the  Designhad 
ceased.  The  facts,  as  they  alleged  them  on  this  point,  were  that  a  Design  was  in  ' 
November  1902  registered  by  the  Plaintiffs  which  was  practically  the  same  as  the 
Design  sued  on,  and  that  articles  made  according  to  the  second  Design,  and  25 
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therefore  according  to  the  first  Design  substantially^  had  been  sold  without 
being  marked  with  the  number  of  the  first  Design.  It  will  be  seen  from  the 
judgment,  howeyer,  that  it  was  found  that  no  sale  of  such  articles  had  been 
proved.  . 
5  The  PlaintiflB  moved  for  an  interlocutory  injunction,  but  the  motion  was 
ordered  to  stand  to  the  trial,  the  Defendants  having  undertaken  to  keep  an 
account.    The  Defendants  put  in  evidence  on  the. motion  to  prove  delay  on  the 

girt  of  the  Plaintiffs,  and  they  did  not  state  that  they  did  not  intend  to  sell  in 
tore. 

10  .  A*  J. .  Walter  and  D.  M.  Kerly  (instructed  by  J.  B.  and  F.  Purchase)  appeared 
for  the  Plaintiffs ;  T.  Terrell,  £.0.,  and  J.  0.  Oraham  (instructed  by  Ward, 
Perks^  and  McKay)  appeared  for  the  Defendants.         . 

•  Walter  opened  the  Plaintiffs'  case. — This  is  an  action  for  infringement  of  a 
registered  Design  for  motor  cycles.    The  registration  is  under  section  47  of  the 

15  Patents,  Designs,  and  Trade  Marks  Act,  1883.  The  registration  was  in  November 
1901,  and  on  the  29th  of  July  1902  there  was  a  sale  by  the  Defendants  of  a 
motcnr  cycle  to  which  the  design  had  been  applied.  In  the  Design  the  motor 
itself  completes  the  frame,  aiid  the  position  of  the  strengthening  bar  is  new. 
It  has  been  very  largely  used.    The  question  of  design  is  one  to  be  decided  by 

20  the  eye  assisted  by  expert  evidence.  The  Defendants  buy  machines  abroad, 
and  bring  them  into  this  country  and  seU  them  here  ;  they  are  actually  selling 
the  Werner,  motor  cycle  under  that  name,  getting  the  machines  indirectly. 
Substantially  the  registered  Design  is  taken.  The  Plaintiffs  ask  for  an  injunc- 
tion, and  for  damages  under  section  59  of  the  Patents,  Sue  Act,  1883,  and  not  for 

35  penalties  under  section  58.  {^Terrell,  K.C.— One  of  the  substantial  defences  la 
that  the  Defendants*  acts  do  not  come  with  58  (a),  nor  within  (2^),  as  they  knew 
nothing  of  the  registration  ;'  also,  under  section  59,  there!  must  be  knowled^  ott 
the  part  of  a  Defendant  that  the  proprietor  has  not  given  : his.  consent  to  die 
application,  of  the  Design.]    The  evidence  will  show'  knowledge  on  the  part  of 

30  the  Defendants.  The  Plaintiffs  have  advertised  that'  the  Design  was  registered^* 
[Correspondence  was  here  referred  to  on  the  question  of  knowledge,  including 
a  letter  of  the  9th  of  April  1903  from  the  Plaintiffs  to  F.  Chaplin,  a  purchaser 
from  the  Defendsmts,  complaining  of  infringement  of  the  Plaintiffs'  rights, 
stating  that  the  Plaintiffs  had  certain  rights  in  the  new  Werner  Design',  and  also 

35  the  letter  referred  to  in  the  judgment.]     ITerrell,  K;C. — As  to  the-  mrst  letter, 

the  Def endiBuits  thought  it  referred  to  Patent  rights,  and;  as  to  the  other  letter 

to  Mr.  Brett,  the  Werner  1903  model  is  not  made  according  to  the  registered 

Design.]    The  Defendants  are  still  threiatening  io  sell  and'  off eHng  for  sale. 

The  following  witnesses  were  called  for  the  Plaintiffs,  namely  : — R,JJMoQ^ 

40  who  identified  the  machine  referred  to  in '  paragraph '  4  of  the  Statement  of 

Claim  ;  Professor  Boyes ;  and  E.  H.  Amott,  secretary  of  the  Plaintiff  Compuiy. 

The  certificate  of  registration  was  put  in,  and  an  affidavit  by.  Outtridge  was 

read  as  an  admission  that  the  Defendants  claimed  the  right  to  continue. 

In  the  course  of  his  examination-in-chief  of  ProteeBor  Boyes,  TFa^tor  proposed 

45  to  ask  the  witness  as  an  expert  what  were  the  special  features  of  the  Design. 
TerreU^  K.C.,  objected,  and  referred  to  Hecla  Foundry  Company  y.<  Walker, 
Hunter  A  Co.  (6  B.P.C.  554 ;  L.R.  14  App.  Cas.  550),  and  in  particular  Lowl 
HerecheWs  judgment,  and  continued: — The  object  or  purpose  is  not  to  be 
regarded  ;  the  question  of  infringement  of  a  design  is  one  of  shape  and  is  one 

50  for  the  eye  of;the  Court  ^Walter. — Expert  evidence  was  called  in  that  case.] 
Expert  evidence  is  only  admissible  where  explanation  <  is  required  from  a 
scientific  point  of  view.  If  a  witness  expresses,  an  opinion  whether  there  is 
reoemblance  io  a  design,  then  he  is  peirilonning  the  function  of  the  Court. 
rBTBira,  /.,  referred  to  Addley  Bourne  v.  Swan  and  Edgar,  Ld.  (L.R.  (1903) 

55  I  Ob.  211,  at  page  224 ;  20  R.P.C.  105,  at  page  118).]  That  was  an  action  for  passing 
off.  [Btbnb,  J. — May  I  not  have  assistance,  for  instance  as  to  whether  the  article 
isjoade  in  accordance  with  the  BesignE]    But  the  Design^  la 'registered  for  the 
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pattern,  and  the  function  is  immaterial.  [Btrnb,  J. — Cannot  the  expert  point 
out  iu  the  actual  machines  each  of  the  parts  shown  in  the  drawing  ?  I  will 
take  the  evidence  de  bene  esse,"]  The  witness  then  asked  how  far  he  was  to 
eliminate  function.  [Byrnb,  J. — You  may  point  out  the  parts  in  the.actual 
machine.]  The  witness  then  described  the  design,  stating  what  the  parts  which  5 
were  identified  in  the  drawing  before  him  by  letters  were,  and  subsequently 
pointed  out  in  the  exhibit  R. J.M.  2  (the  alleged  infringement)  the  parts  shown 
in  the  Design.  He  stated  that  he  was  accustomed  to  compare  designs  and  to  the 
interpretation  of  them  in  articles  of  manufacture.  He  was  then  asked — In  your, 
view  has  the  registered  Design  been  applied  to  that  motor  bicycle  (RJ.M.  2)  ?  10 
Terrell^  K.C.,  objected  that  it  was  the  same  as  if  an  expert  was  asked  if  a  Patent 
had  been  infringed.  Byrnb,  /.,  proposed  that  the  question  should  be  whether 
the  witness  found  all  the  parts  represented  in  the  Design  on  the  alleged  infringe- 
ment ?  Terrell^  E.C.,  suggested  that  the  question  should  be  whether  the  witness 
found  the  shape  of  iiie  parts  the  same,  and,  the  question  being  so  put,  the.  15 
witness  said  that  he  found  all  the  parts  substantially  the  same  in  shape  in  the 
bicycle  and  relatively  to  one  another  in  position  identical,  and  that  he  saw  na 
Design  referred  to  in  the  Particulars  of  Objections  like  the  registered  Design  in 
configuration  and  geometrical  arrangement  of  parts  one  to  another.  In  cross- 
examination  the  witness  specially  mentioned  the  following  points  as  novelties  30 
in  the  Plaintiffs*  Design — first,  putting  {d)  (the  horizontal  strengthening  tube) 
lower  than  had  been  done,  cross-bars  going  to  the  lug  of  the  head  were  old  ; 
secondly,  the  bifurcation  of  a  (the  front  down  tube)  and  its  separation  from  h 
(the  back  down  tube),  the  diamond  frame  not  being  complete  at  the  bottom 
apart  from  the  motor.  25 

Kerly  summed  up  the  Plaintiffs'  case.  The  point  being  taken  that  knowledge 
on  the  part  of  the  Defendants  must  be  proved,  there  may  be  a  difficulty  as 
regards  damages,  but  there  is  a  threat  to  continue  the  acts  complained  of,  so 
that  the  Plaintiffs  are  entitled  to  an  injunction.  It  is  inconceivable,  however, 
on  the  facts  that  the  Defendants  did  not  know  of  the  registration  ;  Uie  Defen-  30 
dants  are  a  limited  Company,  and  knowledge  of  their  agents  is  that  of  the 
Company,  though  the  agents  must,  of  course,  be  agents  for  this  purpose ;  the 
manager  of  their  cycle  department  would  be  such  an  agent.  The  Plaintiffs 
have  at  all  events  made  out  a  prima  facie  case.  The  Design  and  the  Patent  are 
not  a  double  grant.  The  protection  for  a  Design  is  limited  to  the  particular  35 
arrangement  and  shape,  but  that  of  a  Patent  is  not  so  limited.  The  Patent 
might  be  infringed  without  infringement  of  the  Design.  It  is  contended  that 
one  must  look  at  the  Design  irrespective  of  function,  but  this  is  not  so,  t.«., 
some  lines  represent  tubes,  the  concentric  circles  represent  a  crank  case,  and 
so  on.  One  has  to  look  at  the  collection  of  objects  as  indicated  in  their  40 
relative  arrangements  and  dimensions.    The  Design  is  good  as  applied. 

Terrdly  K,0.,  opened  the  Defendants'  case.  There  is  no  offence  under 
section  59  without  knowledge  that  an  offence  is  being  committed.  The  policy 
and  scheme  of  the  Part  of  the  Act  as  to  Designs  are  different  from  those  with 
regard  to  Patents.  Section  30  specially  provides  for  the  grant  of  an  injunction  in  45 
the  case  of  infringement  of  a  Patent,  but  it  contains  nothing  to  make  knowledge 
necessary.  For  the  granting  of  an  injunction,  there  must  be  a  threat  to  commit 
a  wrong.  Section  51  requires  the  marking  of  articles  to  which  a  registered 
Design  has  been  applied.  By  section  52  a  D(3sign  is  only  open  to  inspection  as 
therein  provided  ;  there  is  no  publication  during  its  existence  ;  but  for  the  50 
marking  of  articles  no  one  would  know  of  it.  Section  58  imposes  penalties  (a) 
in  the  case  of  manufacture  ;  {h)  of  sale  with  knowledge.  Under  section  59 
knowledge  is  part  of  the  offence.  The  Coott  will  not  grant  an  injunction  in  a 
case  in  which  it  will  give  no  damages  and  impose  no  penalty.  The  cause  of 
action  must  be  complete  at  the  date  of  the  writ,  and  if  the  Plaintiffs  fail  because  55 
of  want  of  knowledge  on  the  part  of  the  Defendants,  there  ought  uot  to  be  an 
injunction  on  account  of  anything  happening  subsequently.    There  was  no. 
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notice  to  the  Defendants  before  the  commencement  of  the  action.  IJan  v. 
Gfrossmany  12  R.P.C.  537,  was  referred  to.]  Moreover,  the  subsequent  acts  may 
be  lawful  if  articles  have  been  sold  unmarked,  the  Defendants  have  a  statutory 
right  to  make  the  article.  [The  Pleadings  were  referred  to.]  Only  one  breach 
5  is  alleged,  and  I  shall  prove  that  that  was  without  knowledge.  The  fact  is  that 
the  Defendants  knew  of  the  Patent,  and  were  prepared  to  contest  it ;  but  they 
are  sued  on  a  Design  which  they  did  not  know  of.  Knowledge  of  a  claim  of 
the  Plaintiffs  is  not  sufficient,  without  knowledge  of  the  Design.  Part  only  of 
the  bicycle  is  registered,  and  the  marking  does  not  show  which  part.  Subject- 
10  matter  is,  however,  an  important  point  of  the  case  ;  section  47  allows  registra- 
tion of  a  new  or  original  Design,  not  previously  published  in  the  United 
Kingdom,  and  section    61    defines  the  "proprietor."      Subject-matter    is    a 

Question  for  the  eye  {Hecla  Foundry  Company  v.   Walker^    Hunter  &  Co,y 
R.P.O.  554),  and  not  every  Design  that  is  new  is  registerable  (Le  May  v.  Welchf 

15  L.R.  28  Oh.  D.  24) ;  there  must  be  substantial  novelty,  and  the  novelty  must  be 
in  the  Design,  not  in  the  function.  A  Design  must  be  applicable  for  pattern, 
shape,  or  configuration,  or  ornament  (section  60).  Here  the  registration  is  for 
the  "  pattern  as  shown  of  a  motor-cycle  frame.*'  Trade  ought  not  to  be  ham- 
pered by  the  registration  of  Designs  for  merely  frivolous  alterations.     Ghapelle 

20  had  been  published ;  and  bicycle  frames  of  all  kinds  of  shapes  were  old  ;  the 
diamond  frame  with  a  strengthening  tube  was  old,  but  it  is  said  for  the  Plain- 
tiffs that  the  tube  is  in  a  new  position.  The  placing  of  the  motor  where  it  is  in 
the  restored  Design  was  old.  So  far  as  design  is  concerned,  and  apai^  from 
function,  the  alterations  are  mere  detail.    Function  is  not  material  {Walker  v. 

25  Falkirk  Iron  Company^  4  R.P.O.  390).  There  is  no  authority  on  the  point 
raised  as  to  prior  grant,  but  the  Orown  cannot  grant  the  sole  right  of  manufac- 
turing an  article  to  two  different  persons  :  it  can  under  the  Statute  of  Monopolies 
only  grant  it  to  the  first  and  true  inventor.  In  this  case,  the  Orown  had 
alresuly  granted  the  sole  right  to  make  the  article  before  the  Design  was 

30  applied  for.  The  claim  in  the  Specification  of  Spooner^a  Patent  involves  all 
the  essential  elements  of  the  Design.  A  purchaser  who  buys  the  patented 
article  from  the  Patentee  is  entitled  to  do  what  he  likes  with  it  {Incandescent 
OoB  Light  Company ^  Ld.  v.  Cantelo^  12  R.P.O.  262) ;  but,  according  to  the 
Plaintiffs'  contention,  the  owner  of  the  Design  can  prevent  a  purchaser  from 

35  using  the  article. 

Evidence  was  given  on  behalf  of  the  Defendants  by  A.  J.  Boult,  Patent 
agent,  A.  W.  Qamage^  and  other  witnesses,  including  Outtridge^  who  was 
manager  of  the  motor  department  of  the  Defendants'  business.  Gamage 
stated  that  about  25  to  30  machines  had  been  bought  in  Paris  from  Werner 

40  through  the  Defendants'  agent  before  the  date  of  the  ^rit ;  that  he  knew  there 
was  a  Patent)  but  did  not  know  of  the  registered  Design  ;  one  of  these  machines 
then  remained  unsold  ;  subsequently  about  four  machines  were  sold. 

Oraham  summed  up  the  Defendants'  case. — As  to  the  sales  before  the  service 
of  the  writ,  there  was  no  knowledge  on  the  part  of  the  Defendants,  and  there  is 

45  a  complete  defence  under  sections  58  and  59.  It  is  said  that  the  Defendants' 
threatened  to  go  on  selling,  but  no  injunction  can  now  be  granted  as  the  copy- 
right has  ceased,  because  the  Plaintiffs  registered  another  Design,  practically 
identical  with  that  sued  on,  and  sold  machines  made  according  to  that  later 
Design  without  the  number  of  the  first  Design  on  them  ;  so  they  have  really 

50  sold  machines  made  under  the  first  Design  without  the  machines  being 
properly  marked  under  section  51.  Under  the  circumstances  any  assertion 
by  the  Defendants  of  a  right  to  continue  selling  was  not  an  assertion  of  an 
intention  to  do  an  xmlawful  act.  It  is  submitted  that  an  injunction  should  not 
be  granted.    At  the  date  of  the  writ  the  Defendants  were  not  threatening 

55  and  intending  to  go  on  selling;  they  had  only  one  unsold  machine;  about 
four  were  sold,  subsequently,  but  this  was  after  knowledge  of  facts  rendering 
the  registration  bad.    The  Plaintiffs  must  contend  that  an  injunction  onght 
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to  be  granted  now,  becanse  they  ^were  eHtitled  to .  one  at  the  date  of  tlie 
writ,  but  the  Plaintiffs  never  had  any  right  to. an  injnaqtidn.  [ByrkB,  J. — 
The  Plaintiffs  say  that  the  subsequent  acts  of  the  Defendants  Amr  thai 
they  intended  to  go  on  selling.']  One  must  not  assnpie  a  wrongfal  inisMtiOBL 
witl^oat  any  evidence  of  a. wrongful  act.  [Byrne,  J. — Is  there  nAicwiAflBOe  of  $ 
an  inteQtipn  to  go  on  doing  an  act  which  became  wrongful  on  l.iimUiiijii  l^f 
the  Defe^^ants?]  There. is  no  evidence  of  any  threat.  As  to  prior  gsMi\ 
section  50  gives  the  re^stered  proprietor  of  a  design  copyrigU  for  fiye  yeavB, 
and  section  60  Refines  "  copyright "  as  the  exclusive  right  to  apply  the  Design  \ 
but  by  the  Patent 'which  is  dated  ten  days  earlier  than  the  lAMignthei  Crown  10 
granted  the  exclusive  right  to  another  person.  As  to  subject-matter,  a  Design 
is  not  by  section  60  applicable  for  construction.  Bearing  the  Judgment  of  Lord 
Hersdhell  in  Hecl^  Foundry  Company  v.  Walker ^  Hunt^  ir.  OOm:  in  mind,  one 
must  compare  the  Design  with  the  drawings  in  GhapjdWs  Specification.'  .  As  to 
infringement,  there  are  some  differences  between  the  machine  complained  of  15 
and  the  Design. 

Walter  in  reply. — ^As  to  the  marking,  the  Court  is  asked  to.  decide  a  point  that 
is  no.t  pleaded.    The  validity  of  the  second  Design  is  not  before  the  Court j  and 
there  might  arise  a  question  whether  the  registration  of  it  was  good.    There  is 
noeyid^ce  th^t  any  article,  to  which  the  Design  sued  on  has  been  applied,  has  20 
been  aold^'^itjiout'  being  properly  marked ;  section  51  says  the  marking  is  to  be 
before  ^^deliyejy.  on  sale.".    Knowledge  of  the  Design    on  the  part  of   the 
Defendants  is^  proved.;  they, knew  that  exclusive  rights  were  claimed,  and  in 
the  Plaititiffs'  advertisements,  or  inaiiy  pf  them,  itpaj^pears  that  .the  Design  was 
registered.- > The. Defendant^; knew  that  no  .consent  was  given^as  required  by  35 
section  .58.   .At;all  events^pn  the  .interlocutory  motion  the  Defendaiits  did  not 
deny  knowledge,  and  they-gavQan  unde^aking  to  keep  an  account.!  Moreoyer,  the 
validity. of' the: registration  .has  .been  attacked.  !  Assuming  that  there  was.  no 
teo^rledge  of  the  Design  by  the  Defendants  befojre  the  date  of  the  writ,  there 
is  evidence  of  an  intention  to  go  on  infringing.    As  to  infMogement,  one  has  to  80 
compare  the  alleged  infringement  with  the  Design;    Common  kbowledge  is  not 
material  on  the  question  of  infringement ;  the  only  test  is  whether  .the  Design 
has  been  applied.  ,  As  tp  subject-tnatter,  the  question  .is  whether  the  shape  is  to 
be  found  in.any  ^allefed  .a];itipipatio.n  ;  .one  must  .not.iQake.a  mossiic  of  the 
anticipations.    The  Design  need  only  be  new  in  its  application  (Harrieon  v.  35 
Taylpr,:^  L.J/Ex  3  ;'  Saunders  v.  TFV^;,dQ»;P;C.'29).    tn  LeMay.T.  Welsh 
it  was  foDnd  that  there  was  no .  subject-matter  for  design  in  collars,  .but  that 
oannot  be  sajd  to  be  so  to  to  motor  cycles.  ,  The  .new  features  are  a  fMne^  to  which 
a  motor  is  secured  as:  shown,'  the  strengthening  tube  dj  the  position  of  the 
pedal  crank.axle,  and; the  way  in  which  the  frame  is  joined  to  the  motor  in  the  40 
iront.and  back.  :  As  to  prior  grant,  there  is  no  grant  of  a  Design,  the  right  is  a 
statutory  copyright.    The  Defendants  must  say  that  there  cannot  be  a  Patent 
and  Design  for  ti^e  same  article,  but  there  is  no  authority  for  ttat..  Patent  rights 
ai^  a  different  matter,  Desigji  is  purely  a  question  of  fpim^  whereas  the  quescion* 
in  relation  to  Patents  is  not  one  qt  form.    At  all  events  the  Design  was  regis-.  45 
tered  bef 01^  the  actual  grant,  of  the  Patent. ,  ,       >       •  : 

Judgment,  was  res^^ved  and  deUyered  on  the  21st  of  December  1903.     . 

Btbnb,  J. — ^The.  Plaintiffis  are  the.  registered  proprietors  of  a  Deeign/fdr  motor 
hicy^d^s,  being  goods,  comprised  in  Glass  1.  They  &^  for  an:  injunction  to 
iiesteain  the  Defendants  from  selling  motor  cydea  to  whieh  such  Design  or  any  50 
obvious  imitation  thereof  has  been  applied,  and  for  damages.  The  Defendants 
deny  infirinigemeut  and  raise  other  defences,  grounded  on  want  of.  novelty, 
4enial  of  knowledge  of  application  of  the  Design  without  the  consent  of  the 
registered  proprietor,  and  fraud  on  the  Crown,  a. previous. application  for  a 
Pt^nt  for  improvements  in  frames  for  bicyqles,  which  frames, are. identical  55 
with  the  Dedgn,.  having  been  made  10  days  before  the  i»gistration  of  the 
Desiga-Hihe  Leitfeers  Pfttont  aubeequently  granted  dating'  bitck  to  .'the.  date  o£ 
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iippli^atkmv  I  afasatisfiedthat  the  Design  registered  was  new  and  original.  It 
represents  the  frame  of  a  motor  bicycle,  having  the  strengthening  tube  placed 
a  good  deal  lower  than  nsnsLl,  joining  two  tubes,  called  on  the  lettered  reproduc- 
tion of  the  registered  Design  used  at  the  trial  (a)  and  {h)\  by  means  of  junction 
5  pieces,  the  front  joint  being  a  good  way  down  the  tube  (a).  There  is  also  a 
continuation  of  the  tubes  (a)  and  (6)  downwards  so  as  to  leave  an  open  space 
between,  filled  and  joined  only  by  the  motor  by  means  of  two  Iwlts ;  the 
front  tube  (a)  being  bifurcated  and  passing  outside  the  motor  case ;  the  back  onej 
with  stays,  not  bifurcated  ;  the  bearings  of  the  pedal  crank  axle  being  shown 

10  situate  at  the  cdmmencemeni  of  the  lower  back  stay,  at  a  place  before  it  bifur- 
cates. A  comparison  of  this  drawing  with  the  drawing  of  Ghapelle^s  frame 
relied  on  shows  that  the  latter  differs  essentially.  It  represents  the  strengthening 
tube  in  the  usual  position,  and  it  represents  a  crank  axle  in  front  of,  not  behind, 
the  engine.  ■ 

15  In  me  representation  of  a  motor  cycle  in  the  picture  of  Bainea^  machine  in 
the  "  Autocar" — a  very  badly  "blurred  impression  not,  I  think,  much  relied 
on— ^there  there  is  no  cross  stay  rod  shown  as  in  the  Plaintiffs'  Design.  It  was 
in  fact  admitted  that  the  Design  of  this  machine  is  (^uite  differeht'from  th^ 
iregistered  Design,  but  it  was  said  that  it  showed  a  similar  fastening  iof  motor  t(^ 

20  rods.    I  cannot  say  that  I  am  persuaded  that  even  this  is  the  case.  *  Oii'the 

bther  hand;  I' am  clearly  of  opinion  that  the  Design  of  the 'machine  sold  by 

the  Defendants  as  shown  in  their  drawing,  is,  with  the' exception  of  small  and 

immaterial  details,  identical  with  the  registered'^  Design.''    In  fact' the  two  draw-^ 

.    inJH^are  different  drawings  oftKe  same' machiher:    '        '       j;  i:      /      .      ?:.  r 

25  -  Nel't,  .as  to /the  point*  riaieed;  that  the  Defendants  had  no  knawtedge  that 
the  Design  was  regidtiftred,'  I  come  to  the  conrclusion,"  though  not  without  a 
natural  -dtoubt- inspired  by  a-knowledge  of  the  keenness  with  which'advei^tises 
mei^are'exatiained  by  those' whose  duty  it  IS  to  see  and  look  at  the  literature 
connected  with  the  trade,'  that  I  must  accept  the  evidence  given  on  behalf  of 

80  the  Defendants,  T^ith  the  result  that  the  fact  of  registration  was  uhknbwii  io 
those  persons  connected  with 'the  Defendteint  Company,  whose  duty- it  was  to 
watch  and  know  about  what  was  doing  in  the  trade  in  motor  cycles,  prior  to'thci^ 
issue  of  the  writ  in  the  action.  It  is  not  the  fault' of  the  Plaintiffs  that -^i^' 
Defendants  did  not  know ;  but,  treating  the  case  upon  the  footing  that  notice  of 

35  registration^  has  not  been  brought  home  to  the  Defendant  Company,  what  is  the: 
result  ?  Only  that  the  Plaintiffs  are  not  entitled  to  damages  in  respect  "o^fi  dal^ 
effected  befoire  'writ.'  The  relevant  sections  of  the /Act  j^e  sections  58  and  69. 
The  Defendants  have  not  themiselves  applied  the  Design,  and* their  acts,  so  far 
as  penalty  or  damages  are  concerned,  appear  to  be  proteested  up'totlie  dato  of  the 

40  service  of  the'  writ'  This,  however,  will' not  protect  them  iagainst  an  injunction 
unless  Uiey  can  bring  themselves  within  the  exceptioh  from  the  general  rcQe 
mentioned  ra  Proctor  v.  Bayley  (LiR.  '42;  Chancery  Division  890).^  That  waft  a' 
case  having  reference,  to  itlfringeiiient'  of  a  Patent,  and'Lord  Justice  GcUen  at 
page  398  says  :  ^\Where  a  PalSent  is  infringed,  the  Patentee  has  a  ^i'ma/aoi^ 

45  ^  case  r<^  an  injunction,  for  it  is  to  be  presumed  that  an  infringer  intends  to  ^ 
^^  on  infrinifing,  and  that  the  Patentee  has  a  right  to  an  injdndtion  to  prevent' 
**  his  doing  so.-  Again,  if  the>re  has  not  been  any  infringement,  but^an  intention 
^  to  infringe  has  l^eh  shown^  an  injunction  will  be  granted:"  .  He  tiben  goes  on 
to  deal  wi&  the  f acts  e£  the  particular  case,'  and'cbmes  to  the  conclusion  tibat  the 

50  plaintiff  wasnot-justiiedrin  beiieving  that-the  defendants-intended-to-eontinue 
the  infringement,  and  consequently  an  injunction  was  refused;  Thefatttet>f 
that  case  were  very  :sp^ial.  ThcKpe  was  a  singleand  isolated  act  of- user  neariy; 
five  years  before  action^  and  the  use  .'of  the  machihes. had -then  been  abandoned,! 
because  the  .defendants  had  found ^them  ^unserviceable. .  .The  dej^en^tiants  in. 

55  their  pleadings  admitted  the. validity  of  ^he  Patent  wd  expressly. pleai^ 

•  6B.P.0.  68tf; 
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they  never  threatened  or  intended,  and  did  not  threaten  or  intend  to  use  any 
apparatus  infringing  the  plaintiff's  Patent. 

The  facts  in  the  present  case  differ  entirely.  The  Defendants  put  in  an 
affidavit  on  the  interlocntory  application  for  an  injunction,  strongly  opposing 
an  injunction  on  the  ground  of  delay  in  bringing  the  action,  and  offering  to  5 
keep  an  account.  So  far  from  saying  that  they  did  not  mean  to  repeat  the  acts, 
they,  in  effect,  claimed  the  right  to  repeat  them  if  they  kept  an  account,  so  that 
justice  might  be  done  at  the  trial  riiould  they  prove  to  be  wrong  in  selling 
more.  They  have  defended,  attacking  the  validity  of  the  Design,  and  they  have 
since  the  action  offered  to  sell,  though  stipulating  that  they  could  give  no  10 
indemnity  {see  their  letter  to  Mr.  Brett  of  the  10th  March,  1903,*  the  writ 
having  been  issued  in  August  1902).  Also  four  machines  have  also  been  sold 
since  the  writ. 

I  have  no  doubt  at  all  but  that  the  Defendants  were  threatening  and  intending 
at  and  after  the  date  of  the  service  of  the  writ  to  sell  machines  to  which  the  15 
registered  Design  had  been  applied.  If  on  service  of  the  writ  they  had  written 
and  said  that  tiiey  had  been  in  ignorance  of  the  registration,  and  that  they  did 
not  mean  to  sell  any  more  machines,  or  if  on  the  motion  they  had  offered  an 
undertaking  not  to  sell  more,  the  matter  would  have  stood  on  an  entirely 
different  footing.  20 

The  Plaintiffs  had  every  right  to  suppose  when  they  issued  the  writ  that  the 
Defendants  must  know  of  the  registered  Design,  and  want  of  knowledge  was 
not  raised  on  the  motion  as  a  defence.  In  August  1902,  as  I  have  said,  the  writ 
was  issued,  and  in  November  1902,  the  Plaintiffs  registered  a  new  Design, 
which,  in  fact,  was  similar  to  the  originally  registered  Design  except  as  to  a  25 
matter  of  two  inches  in  some  detail  as  it  was  put  by  one  of  the  witnesses.  I 
am  not  sure  that  I  yet  appreciate  the  argument  put  forward — a  man  sues  in 
respect  of  infringement  of  a  Design,  and  he  subsequently  to  action  registers 
another,  and  if  I  understand  the  point,  it  is  suggested  that  subsequent  sales  by 
him  of  things  according  to  the  new  Design,  without  having  both  registration  30 
numbers  upon  them,  has  occasioned  a  forfeiture  of  his  right  to  relief.  I  cannot 
follow  the  reasoning.  I  could  understand  the  second  registration  being  invalid 
because  it  was  in  truth  a  second  registration  of  the  original  Design,  but  this  is 
not  the  argument.  Section  51  has  reference  to  delivery  on  sale,  and  I  have  no 
sort  of  evidence  that  before  delivery  on  sale  any  article  was  not  caused  to  be  35 
duly  marked. 

The  remaining  point  in  the  case  is  whether  or  not  there  has  been  a  fraud 
upon  the  Crown  because,  having  registered  a  Design  under  Statute,  the  Crown 
has  been  induced  to  grant  a  Patent  for  a  machine,  the  grant  dating  back  to  a 
period  before  the  registration  of  Design.  There  appear  to  me  several  answers  to  40 
this  :  in  the  first  place,  the  grant  from  the  Crown  was  not  made  until  after  the 
statutory  title  was  created,  although,  when  made,  it  dated  back  to  an  earlier 
date  prior  to  publication  ;  in  the  second  place,  it  is  not  a  question  between  grant 
and  subsequent  grant  from  the  Crown ;  and,  in  the  third  place,  ^ere  is  nothing 
inconsistent  between  a  grant  for  a  Patent  and  a  coincident  right  and  existence  45 
of  a  statutory  right  to  a  Design.  The  object  of  and  privilege  conferred  by  Letters 
Patent  are  wholly  different  from  the  object  of  and  privileges  conferred  by 
Statute  to  a  Design  by  registration.  They  may  be  co-existent,  and  the  rights 
conferred  do  not  clash.    The  Patent  rights  may  be  infringed,  notwithstanding 

*  This  letter  omitting  f omiAl  parts  was  as  follows : — **  Dear  Sir, — ^Tour  esteemed  letter 
^  dated  the  7th  instant  duly  to  hand,  and  in  reply  thereto  note  that  yon  are  think in^f  of  gobig 
**  in  for  a  motor  bipyole,  and  that  yon  maoh  prefer  to  have  a  *  Werner.^  With  referenoe  to  yonr 
"  request  for  a  quotation  for  a  2  h.  and  a  2|  h.p.  fitted  with  two  good  reliable  brakes,  and  to  be 
"  the  same  as  Werner^ $  are  selling  as  190S  models,  bnr  prioes  are  as  follows  :->(Prioes  here 
followed.)  ^  We  would  respectfully  inform  yon,  however,  that  should  you  favour  us  ^^th  an 
**  order,  pending  our  own  action,  we  cannot  indemnify  you  should  Messrs.  Wermar'g  take  action. 
"  against  you.'* 
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the  Design,  and  the  Design  may  be  infringed  thongh  Patent  rights  may  not  be 
tonched.  A  Design  may  be  copied  exactly  without  a  Patent  for  the  subject 
being  infringed,  and  a  Patent  may  be  easily  infringed  without  touching  rights 
to  a  Design.  The  two  rights  are  separate  and  distinct  in  title  as  well  as  in 
5  substance,  and  though  no  doubt  any  attempt  to  bolster  up  an  invalid  Patent  of 
to  get  the  adyantage  of  an  equivalent  to  Patent  rights  by  the  utilization  of  the 
right  to  register  a  Design  would  be  jealously  watched,  the  rights  may  and  do 
fairly  co-exist. 

I  think  that  the  Plaintiffs  are  entitled  to  an  injunction  and  costs.  Do  they 
10  ask  for  any  damages  ? 

Kerly.—YeB ;  but  they  will  accept  5^.  damages. 

GHraham. — I  agree ;  that  is  to  say  subject  to  appeal. 

A  stay  of  injunction  was  applied  for  and  refused. 


In  thb  Coubt  op  Session  in  Scotland 

15  (INNBB  HOUBB.     SBOOND  DIVISION). 

Before  Thb  Lobd  Justiob  Clbbk  and  Lords  Young,  Traynbr, 

and  Moncbibff. 

September  24th,  1903,  and  January  26th,  1904. 

Nbw  Convbyor  Oompany,  Ld.  v.  Edinburgh  and  Leith 
20  Oas  Commissioners. 

Action  for  infringement  of  PcUent.— Specification  admittedly  bad,— Applied' 

tion  by  Pureuerafor  liberty  to  apply  at  the  Patent  Office  for  leave  to  amend 

the  Specification  by  way  of  disclaimer  and  to  eist  procedure  in  the  meantime. — 

Application  refused. — Action  dismissed. — Patents,  Ac.  Act,  1888,  section  19. — 

25  Costs  of  PtMic  Authority. 

like  N.  O.  Co.,  who  were  the  oumers  of  a  Patent  for  improvements  in 

charging  inclined  gas  retorts,  raised  an  cu^tion  against  the  Edinburgh  Oas 

■   Commissioners  for  infringement  of  the  same.    After  the  pleadings  had  been 

closed  and  a  proof  allowed,  the  N.  C.  Co.  admitted  thai  the  Specification  was 

30  bad,  and  that,  if  its  defects  were  cured,  the  Summons  would  have  to  be  corre- 
spondingly  amended.  Under  the  19th  section  of  the  Patents,  Jtc.  Act,  1883,  they 
moved  for  an  Order  authorising  them  to  apply  at  the  Patent  Offi^cefor  leave  to, 
amend  their  Specification  by  way  of  disclaimer,  and  to  sist  procedure  in  the 
action  until  such  application  had  been  disposed  of  by  the^  Patent  Office.    The 

35  motion  was  refused,  and  the  action  thrown  out.    The  Pursuers  reclaimed. 


I 
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New  Conveyor  Company,  M.  y  J  Edinln^gh  and  Leith  Oas 
ComnUssionera. 

Held,  that  the  Lord  Ordinary  had  taken  the  proper  course,  and  that  his 
discretion  ot^ht  not  under  the  circumstances  to  be  interfered  ivith.  Expenses 
as  between  agent  and  client  re/used. 


u 


In  an  Action  for  infringement  of  Letters  Patent  (No.  20,709  of  1892)  for 

Improvements  in  charging  inclined  gas  retorts,"  in  which  the  Defenders  5 
pleaded  the  invalidity  of  the  Patent  for  want  of  novelty  and  by  reason  of  prior 
pnblication.    After  the  Record  haA  been  closed  and  inrobf  allowed,  the  Pnrsners      ; 
moved  under  section  19  of  the  Patents,  &c.  Act,  1883,  for  liberty,  to  apply  at  the 
Patent  Office  for  leave  to  amend  the  Specificaj^ion  of  the  Patent.    Tke  Lord 
Ordinary  refused  the  Motion  and  dismissed  the  Action.    The  Lord  Ordinary  10 
pronounced  the  following  interlocutor  :— "  The  Lord  Ordinary,  having  heard 
**  Counsel  for  the  parties  on  the  Motion  of  the  Pursuers  for  an  Order  in  terms 
''  of  the  19th  section  of  the  Patent^?,  Designs,  and  Trade  Marks  Act,  1883, 
**  authorising  them  to  apply  at  the  Patent  Office  for  leave  to  amend  their 
^  Specification  by  way  of  disclaimer  and  to  sist  procedure  in  this  Action  in  the  15 
<<  meantime,  refuses  the  said  Motion,  dismisses  the  Action,  and  decerns ;  finds 
^*  the  Pursuers  liable  in  expenses ;  allows  an  account  thereof  to  be  given  in, 
**  and  remits  the  same  when  lodged  to  the  Auditor  to  tax  and  report." 

For  the  facts  of  the  case  and  the  proceedings  in  the  Outer  House  see  suprOj 
page  1.  20 

On  the  24th  of  September  1903  the  Pursuers  boxed  a  Reclaiming  Note  to  the 
First  Division,  by  whom  it  was  transferred  to  the  Second  Division.  The  case 
was  heard  on  the  26th  January  1904. 

Ure,  E.O.  (instructed  by  Laing  and  Harley,  W.S.)  for  the  Pursuers  asked  the 
Court  to  allow  the  Pursuers  to  apply  at  the  Patent  Office  for  leave  to  amend  25 
their  Specification  by  way  of  disclaimer  as  provided  by  the  Patents,  kG. 
Act,    18i33,  section  19.     This  would  not   prejudice   the  Defenders,  for  by 
section  20  of  the  same  Act  where  such  an  aniendment  is  allowed  no  damages 
are  to  be  given  in  any  Action  in  respect  of  the  use  of  the  invention  before  Uie 
disclaimer,  correction,  or  explanation  unless  the  Patentee  establishes  to  the  30 
satisfacti<m  of  th&  Court  that  his  original  claim  was  framed  in  good  faith  and 
with  reasonable  skill  and  knowledge.    Thus,  if  this  Action  was  allowed  to  go 
on,  the  Pursuers  must  still  establish  that  their  original  claim  was  made  in  good 
faith  and  was  reasonable.    [Lord  YOXHJG. — ^You  could  do  that  equally  well  in 
a  new  Action:]  '  [Lord  Monoribff.— Is  not  an  amendment  of  the  Specification  35 
a  matter  taking  timQ  ?.]    What  I  wish  to  disclaim  is  quite  an  unimportant  part 
of  the  Specification^  but  the  disclaimer  is  necessary  to  me.    [Lord  Traynkb. — 
This  amendment  might  possibly  make  your  Summons  incompetent.] 

Duncan  if^^tor  (histructed  by  J.  McQ.  Jack,  S.S.C.)  for  the  Defendmi  was 
not  called  on.  40 

The  LOBD  JUBTIOB  Clbbk.— In  this  case  I  think  the  Lord  Ordinary  has  taken 
the  proper  course.  Besides  I  do  not  think  that  it  wotdd  be  wise  to  interfere 
with  his  discretion  in  such  circumstances  unless  upon  very  strong  grounds. 

Lords  TOUNQ,  Tbaykbb,  and  Monobibpp  concurred. 

Duncan  Millar  for  the  Defenders  asked  for  expenses  as  between  agent  and  45 
client— the  Defenders,  the  JBtJfnAurjp^A  and  Leith  Corporations  Qds  CommiS" 
sioners  being  a  public  authority,  and  entitled  to  costs  on  that  footing.  . 

Lord  Tratneb. — Only  when  they  have  been  challenged  in  the  exercise  of 
their  public  functions.  The  infringement  of  Patents  in  the  manu&cture  of  gas 
in  not  a  ease  of  that^  soirt.    It  does  not  arise  out  of  the  exercise  of  public  ^tiei^  50 

.  * 

The  Ooujrt  gave  expenses  as  between  party  and  party,  c  ^. 
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In  thk  High  Court  op  Justiob.— Ohanobbt  Division..    . 
Before  Mb.  Justiob  Swinf^n-Eady. 
NoTomber  10th,  11th,  12th,  13th,  11th,  and  15th»  and  December  2l6t,  1903. 

•  BOORD  &  Son  t;,.HUDDABT. 

.    .        '  ')  .  .  ... 

5  Trade  Mark. — Action  for  infringement  and  to  restrain  passing  off.Sepuia- 
tian  acquired  under  tuords  d^criptiveof  a  Trade  Mark. — Injunction  granted 
with  costSf  hut  no  inquiry  as  to  damages^  as  the  Defendants  sales  were  so  small. 

B.  A  S.  (the  Plaintiffs)^  distillers  and  wine  and  spirit  merchants^  registered 
in  1879  a  Trade  Mark  {No.  20^505  in  Glass  48)  for  fermented  liquors  and 

10  spirits^  incfuding^  liqueurs^  as  having  been  used  for  25  years  prior  to  1879. 
The  mark  comprised  a  cat  with  one  paw  uplifted  standing  on  a  barrel  placed 
on  its  bilge.  ■  Sweetened  gin^  one  of  the  articles  sold  by  them^  had  long  been 
known  as  ^Old  Tom^'*  and  uHth  the  mark  they  associaled  those  uH>rds.  In 
addition  to  selling  gin  they  in  189S  began  to  sell  a  liqueur  called  ^'  Sloe  Qin  ** 

15  under  their,  mark  with  suitable  letterpress.  The  Defendant  IT.,  in  November  1899 ^ 
commenced  to  sell  sloe  gin  under  a  label  containing  thereon  a  cat  looking  out  of  a 
barrel  with  the  words  "  Cat.  Brand  "  on  a  scroll  underneath  it.  No  mam^ac- 
turer'*s  name  appeared  on  the  labels  but  there  were  the  words^ "  Specially  prepared 
^'  and  bottled  for  A.  G.  Hnddart."    H.  obtained  the  article  bottled  and  labelled 

20  from  M.  D.  A  Go.  M.  D.A  Co.,  in  response  to  a  letter  qf  complaint  addressed 
to  J7.,  accepted  the  responsibility^  gave  H.an  indemnity^  claimed  that  the  lahel 
complainedpf  was  their  ordinary  label  used,  by  them  in  their  trade  since  1876y 
and  thtU  it  had  been  adapted  for  she  gin  by  the  addition  of  suitable  letterpress. 
In  1887  M.D.  A  Co.  had  applied  to  ri^giiiisr'a  Trade  Mark  consisting  of  a  cat 

25  andbarrel.\  The  application  was  refused  on  the  ground  that  the  mark  was 
calculated  to  deceive.  They^  hou^er^  continue  to  use  the  markj  and  placed 
upon  their  label  the  word  "  Begisteired.^^  .  tt  was  suggested  by  themy  in  answer 
to  PlaintiffV  inqt^iries^  that  this  meant  cdpyright  registered.  'No  registration^ 
however^  anterior  in  date  td  the  4th  of  February  18^9  wasproduced  at  the  trial. 

30  M.  D.A  Cd.f  who  were  not  Defendants^  sought  to  prove,  that  a  cat  and  barrel 
label  uHis  common  tothe/spirit  trade^  and  that  the  Plaihtijgs^  with  knowledge  of 
its  use^  had  not  been  vigilant.  T^hey  contended  also  that  at  the  dqteof  registration 
the  Plaintiffs' did  not  inanufacture  ''  Sloe  CHn^'^  and  that  they  could  not  claim  the 
exdimveusfi  of  the  fharkfar  all  articles  in  the  class.    The  Plaintiff^  coritended 

35  thatM.  D.  A  Co.^s  user  had  been  acquiredinfraudofthembytheuseoftheuwrd 
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"  Registered'' ;  that  there  was  no  satisfactory  evidence  of  the  user  of  similar 
marks;  and  claimed  thai  they  (the  Plaintiffs)  had  acquired  an  exclusive 
reputation  for  goods  of  the  same  description  as  gin  under  the  designcUion 
"  Gat  Brand''  or  "  Gat  and  Barrel  Brand." 

Held,  tJuit  the  label  complained  of  taas  an  infringement  of  the  Plaintiffs'  5 
registered  Trade  Mark^  and  also  was  calculated  to  mislead  and  to  induce  the 
belief  that  goods  so  labelled  were  the  manufacture  of  the  Plaintiffk,     An 
injunction  was   granted   unth  costs^  but   no   inquiry    as    to   damages^  the 
Defendants  sales  being  so  small. 

In  1879  Sir  Thomas  William  Boord  registered  under  No.  20,505  in  Class  43,  10 
for  fermented  liquors  and  spirits — namely,  wine,  whisky,  and  liqueurs— the 
subjoined  Trade  Mark.    This  Trade  Mark  was  registered  as  an  old  mark,  user 
for  25  years  being  claimed. 


On  the  13th  of  August  1902  Boord  A  Son  commenced  an  action  against 
A.  C.  Huddart.  U 
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By  the  Statement  of  Claiin  the  Plaintiffs  stated  that— (1)  They  were  the 
registered  proprietors  of  a  Trade  Mark  (No.  20,505)  registered  in  Class  43  for 
fermented  liqnors  and  spirits,  inclnding  liqueurs,  in  1879,  as  having  been  used 
for  25  years  before  that  date.  (2)  They  and  their  predecessors  in  business  had 
5  carried  on  the  business  of  wine  and  spirit  merchants,  distillers,  manufacturers, 
and  sellers  of  fermented  liquors,  spirits,  and  liqueurs  for  upwards  of  150 
years,  and  they  relied  upon  a  user  from  1850  by  the  Plaintiffs  and  their 
predecessors.  All  these  persons,  including  the  Plaintiffs,  had  for  a  great 
number  of  years  manufactured,  sold,  and  advertised  for  sale  gin  and  liqueurs 

10  as  well  as  other  fermented  liquors  and  spirits,  and  had  acquired  a  great  reputa- 
tion for  the  same  respectively  under  and  in  connection  with  their  Trade  Mark 
and  under  and  in  connection  with  a  certain  label,  of  each  whereof  an  important 
essential  and  prominent  feature  was  the  representation  therein  of  a  cat  and  of  a 
barrel.    (4)  The  fermented  liquors,  spirits,  and  liqueurs,  including  **  Sloe  Oin  '^ 

15  and  other  goods  of  the  Plaintiffs'  manufacture  and  sale,  had  become  known  to 
the  purchasers  and  intending  purchasers  as  the  ^'  Cat  and  Barrel  Brand ''  and 
the  **  Cat  Brand ''  of  fermented  liquors,  spirits,  and  liqueurs,  including  '*  Sloe 
**Gin"  and  any  such  goods  or  merchandise  advertised  or  sold  under  or  in 
connection  with  the  Trade  Mark  or  label  or  as  or  of  the  '^  Cat  and  Barrel  Brand '' 

20  or  the  "  Cat  Brand  "  had  become  knovm  to  and  were  identified  by  traders  and 
the  public  as  goods  of  the  Plaintiffs'  manufacture  or  merchandise,  and  the 
words  "  Cat  and  Barrel  Brand  "  were  commonly  used  to  indicate  the  Plaintiffs' 
goods,  and  the  words  "  Cat  Brand  "  were  also  commonly  used  and  known  to 
indicate  the  Plaintiffs'  goods.    (5)  The  Plaintiffs  had  lately  discovered  that  the 

25  Defendant  was  selling  and  advertising  for  sale  "  Sloe  Qin  "  (a  liqueur)  not  of 
the  Plaintiffs'  manufacture  or  merchandise  under  or  in  connection  with  an 
alleged  Trade  Mark  or  label  bearing  a  representation  of  a  cat  and  a  barrel  with 
the  words  "  Cat  Brand  "  in  prominent  letters  under  or  otherwise  in  connection 
with  such  representation.    (6)  By  the  said  acts  the  Defendant  had  wrongfully 

30  obtained  and  would  obtain  for  himself  and  had  traded  and  would  trade  upon 
the  reputation  of  the  Plaintiffs,  and  had  passed  off  and  would  pass  off  the 
"  Sloe  Qin  '*  sold  by  the  Defendant,  not  being  of  the  Plaintiffs'  manufacture  or 
sale,  as  and  for  goods  of  the  Plaintiffs'  manufacture  or  sale.  (7)  The  user  of 
the  said  representation  of  a  cat  and  a  barrel  and  of  the  words  '^  Cat  Brand  "  in 

35  connection  therewith  was  misleading  and  calculated  to  deceive  purchasers  into 
the  belief  that  they  were  being  offered  and  were  purchasing  *•  Sloe  Gin  "  of  the 
Plaintiffs'  manufacture  or  sale.  (8)  The  Defendant  had  intended,  or,  alterna- 
tively, must  be  taken  to  have  intended,  the  said  passing  off  and  deceit  in  the 
two  preceding  paragraphs  mentioned.    (9)  The  said  acts  of  the  Defendant 

40  respectively  were  an  infringement  of  the  Plaintiffs'  registered  Trade  Mark. 
(10)  The  Plaintiffs  had  been  greatly  damaged  in  their  trade  and  reputation  by 
the  wrongful  acts  of  the  Defendant.  They  claimed  — (1)  An  injunction  to 
restrain  the  Defendant,  his  agents  and  servants,  from  infringing  the  Plaintiffs' 
registered  Trade  Mark.    (2)  An  injunction  to  restrain  the  Defendant,  his  agents 

45  and  servants,  from  selling,  offering  for  sale,  passing  off,  or  attempting  to  pass 
off,  or  enabling  others  to  pass  off  *'  Sloe  Qin  "  not  of  the  Plaintiffs'  merchandise 
or  manufacture  as  and  for  the  goods  and  merchandise  of  the  Plaintiffs  in  any 
way  whatsoever,  and  in  particular  by  using  the  words  "  Cat  Brand  "  in  con- 
nection with  the  representation  of  a  cat  and  barrel  or  otherwise,  or  using  the 

50  representation  of  a  cat  and  barrel,  or  any  words  or  a  word,  or  signs  or  a  sign, 
figures  or  a  figure,  devices  or  a  device,  which  were  calculated  to  enable  the 
Defendant's  ^*  Sloe  Oin "  or  other  liqueurs  or  goods  of  the  Defendant  to  be 
passed  off  as  or  for  the  goods  of  the  Plaintiffs.  (3)  Delivery  up  of  labels, 
&c.    (4)  An  account  of  profits  or  damages  ;  and  (5)  Costs. 

55  By  his  Defence  the  Defendant  stated  that  (1)  he  did  not  admit  any  of  the 
statements  contained  in  paragraphs  1  and  2  of  the  Statement  of  Claim,  save  and 
except  that  the  Plaintiffs  were  then  selling  gin  under  a  label  which  comprised. 
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with  other  matter,  a  representation  of  a  cat  on  a  barrel,  (2)  He  deiiied  that 
any  goods  of  the  Plaintiffs  had  become  or  were  known  to  anyone  as  "  Oat  and 
"  Barrel  Brand,"  or  "Gat  Brand,"  and  he  denied  that  any.  such  goods  sold 
under  any  such  brand  had  become  or  were  in  any  way  identified  with  the 
Plaintiffs.  And  he  denied  that  the  words  "  Cat  and  Barrel  Brand,"  or  "  Oat 
"  Brand,"  were  commonly  or  J  at  all  used  or  known  to  indicate  the  Plaintiffs' 
goods.  (3)  Gin  (which  was  the  spirit  to  which  the  action  related)  had  from 
time  immemorial  been  commonly  described  and  spoken  of  as  '*Old  Tom,"  and 
by  reason  thereof  the  representation  of  a  cat  (sometimes  with  and  sometimes 


without  a  representation  of  a  barrel)  had  for  many  years,  past  been,  and  the  10 
same  was,  in  common  and  general  use  in  the  spirit  trade,  and  in  particular  in 
the  gin  trade,  and  many  of  such  Trade  Marks  had  been  'actually  registered. 
The  designations  of  "Cat  and  Barrel  Brand"  and  "Cat  Brand,"  which  the 
Plaintiffs  claimed,  were  not  and  could  not  be  iBxclusively  indicative  of  their 
goods.  If  the  Plaintiffs  were  entitled  to  the  representation  of  a  cat  on  a  barrel  15 
which  they  were  using  (which  the  Defendant  did  not  admit),  tiiey  were  not  entitled 
to  any  other  representation  thereof  than  such  as  they  were  actually  using,  nor 
to  any  name  derived  therefrom.    (4)  The  Defendant  was  selling  and  advertising 
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for  sale  "  Sloe  Gin,"  not  of  the  Plaintiffs'  manufacture  or  merchandise,  under  a 
label  bearin£r  a  representation  of  a  cat's  head  with  the  upper  part  of  a  barrel 
and  the  words  "  Cat  Brand,"  and  claimed  to  be  entitled  so  to  do  in  common 
with  the  trade  generally.    (5)  He  denied  that  by  anything  he  had  done  or  was 
5   doing  he  had  wrongfully  obtained  or  would  obtain  for  himself,  or  had  traded 
or  would  trade  upon  the  reputation  of  the  Plaintiffs,  or  had  passed  off  or  would 
pass  off  any  "Sloe  Gin"  sold  by  him  as  or  for  any  goods  of  the  Plaintiffs. 
(6)  The   user  of  the  device  and  words  aforesaid  was  not  misleading,  nor 
calculated  to  deceive  anyone  into  the  belief  that  he  was  being  offered  or  was 
10  purchasing  "Sloe  Gin  "of  the  Plaintiffs.    (7)  The  Defendant  did  not  intend, 
and  Ought  not  to  be  taken  to  have  intended,  any  passing-off  or  deceit  what- 
soever.   (8)  Nothing  that  the  Defendant  had  done  was  an  infringement  of  the 
Plaintiffs'  Trade  Mark.    No  two  labels  on  which  any  representation  of  a  cat,  or 
part  of  a  cat  appeared,  could  well  be  more  different  than  the  labels  of  the 
15  Plaintiffs  and  the  Defendant  respectively  were  from  one  another,  and  the 
Plaintiffs  were  not  entitled  to  all  cat  devices,  nor  to  any  name  derived  there- 
from.   (9)  The  Plaintiffs  had  sustained  no  legal  damage  by  reason  of  anything 
that  the  Defendant  had  done,  and  the  action  should  be  dismissed  with  costs. 
.  A  representation  of  the  Defendant's  label  appears  on  page  152. 
20       The  action  came  on  for  trial  on  the  10th  of  November  1903. 

Moulton^  K.C.,  Eve^  K.C.,  and  Israel  Davis  (instructed  by  Halse^  Trustram  & 
Oo.)  appeared  for  the  Plaintiffs;    Warmingtorij  K.C.,  Scruttoriy  K.O.,  and 
Sebastian  (instructed  by  Farlow  and  Jack%mC)  appeared  for  the  Defendant. 
Eve^  K.C.,  opened  the  Plaintiffs'  case. — The  Plaintiffs  are  the  owners  of  a 
25  Trade  Mark  the  essential  features  of  which  are  a  cat  on  a  barrel.     "  Sloe  Gin  " 
is  the  subject-matter  of  the  action,  and  it  is  one  of  the  commodities  sold  under 
the  Trade  Mark.    The  Plaintiffs'  goods  have  become  known  under  the  designa- 
tions "  Cat  Brand,"  "  Cat  and  Barrel  Brand,"  and  "  Cat  on  Barrel  Brand."    Such 
designations  now  denote  their  goods  alone.    The  Defendant,  Huddart^  has  been 
30  selling  "  Sloe  Gin"  not  of  the  Plaintiffs'  manufacture  under  a  Trade  Mark  or 
label  bearing  a  representation  of  a  cat  and  barrel,  together  with  the  words  "  Cat 
**  Brand."    Messrs.  Melrose^  Drover  &  Go,  are  really  the  Defendants.     [Corres- 
pondence was  read,  wherein  Melrose^  Drover  &  Go,  stated  that  they  had  used  the 
label  complained  of  for  many  years  and  had,  in  1887,  applied  to  register  it.] 
35  They  supplied  the  goods  complained  of  to  Huddart^  and  they  claim  the  right  to 
use  the  label.    Their  mark  is  not  registered  under  the  Trade  Marks  Act,  but  the 
word  "  registered  "  is  printed  on  the  labels.     It  is  only  the  copyright  that  is 
registered.     No  one  is,  to  the  Plaintiffs'  knowledge,  using  a  "  Cat  and  Barrel 
"  Brand "  or  mark.    They  have  brought  actions  against  persons  using  a  "  Cat 
40  "  and  Barrel "  mark,  but  the  actions  have  never  been  fought  out.     In  answer  to 
written  orders  by  the  Plaintiffs  for  "  Cat  Brand,"  or  "  Cat  on  Barrel,"  or  "  Cat 
".and  Barrel "  goods,  the  goods  of  Messrs.  MelrosCy  Drover  A  Go.  have  been 
supplied. 
Evidence  was  adduced  by  the  Plaintiffs  and  the  Defendant  in  support  of  the 
45  premises. 

SciruUony  K.C.,  summed  up  the  Defendant's  case. — The  Plaintiffs'  mark 
registered  in  1879  as  an  old  mark,  has  been  applied  only  to  particular  classes  of 
go^dsin  Class  43.  "  Sloe  Gin  "is  the  subject-matter  of  the  action,and  neither  before 
nor  after  the  registration  has  the  registered  mark  been  used  by  them  for  "  Sloe 
50  *•  Gin."  The  mark  as  used  contained  the  descriptive  words,  "  Cordial  Old  Tom." 
"  Sloe  Gin  "  coald  not  have  been  sold  under  that  designation.  Three  firms  have 
for  between  30  and  35  years  been  using  labels  containing  a  representation  of  a 
cat  and  barrel  in  connection  with  the  sale  of  gin.  The  Plaintiffs  have  known 
this  for  considerably  over  a  year,  but  have  taken  no  steps  to  challenge  the  user 
55  except  by  bringing  this  action  against  one  London  retailer  of  a  subsidiary 
product,  viz.,  "  Sloe  Gin."  An  old  mark  registered  as  such  is  valid  only  in 
respect  to  the  goods  for  which  it  has  been  used.    The  use  of  the  mark  cannot 
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be  extended  to  other  goods  in  the  class  unless  it  is  registered  for  the  new  goods. 
Nor  can  an  essential  portion  of  the  old  mark  be  applied  to  goods  of  the  same 
class  except  by  a  new  registration,  for  it  must  be  the  mark  that  is  registered 
and  not  some  part  of  it  {Edwards  v.  Dennis^  L.R.  30  CD.  454 ;  Hargreaves 
V.  Freeman,  8  R.P.C,  237  ;  L.R.  1891   3  Ch.  39 ;  Hart  v.   CoUey,  7   R.P.O.  5 
93;     L.R.   44  C.   D.   193).      The    Plaintiffs    have    produced    no  registered 
Trade    Mark    for    "Sloe    Gin."      [SwiNPBN  -  Eady,    J.— You     say     that 
anyone    may    take   an    essential   portion    of  a  registered   mark   and  apply 
it,     not    to    the    same    but    analogous    goods  ?]       Yes — apart    from     the 
question  of  passing  off.     As  far  as   Trade  Mark  is  concerned,  the  cat  and  10 
barrel  can  be  applied  to  any  article  in  Class  43  for  which  the  old  mark  has  not 
been  used  by  the  Plaintiffs.    [Swinpbn-Eady,  J.— You  could  take  all  the 
mark  with  the  exception  of  the  descriptive  words  and  use  it  for  dry  gin  ?]  Yes  ; 
in  Hargreaves  v.  Freeman  the  whole  mark  was  taken,  and  was  used  for  cigars 
instead  of  out  tobacco.    There  cannot  be  a  prospective  claim  for  all  the  goods  15 
in  a  class.    The  use  of  the  picture  of  a  cat  is  common  to  the  trade,  and  six  firms 
used  a  picture  of  a  cat  and  barrel  before  1879.    To  constitute  infringement  there 
must  be  a  close  imitation  and  reproduction  of  the  Plaintiffs'  particular  arrange- 
ment (Orr-Ewing  v.  Registrar  of  Trade  Marks,  L.R.  4  App.  Cas.  479,  486, 
per  Lord  Gai7ms).    If  all  the  six  firms  had  gone  before  the  Registrar  in  1879  20 
he  would  have  said,  ''  These  are  substantially  the  same,  and  none  can  register 
"  the  mark  as  an  old  mark,"  or  "  You  all  have  the  cat  and  barrel,  but  each  may 
"  register  a  distinctive  arrangement."    As  to  passing  off,  representations  of  cats 
and  portions  of  cats  are  common  to  the  trade.    The  Plaintiffs'  claim  that  their 
goods  are  known  under  the  designations  of  "  Cat  Brand,"  and  "  Cat  and  Barrel "  25 
and  "  Cat  on  Barrel "  brands.  .  But  such  a  phrase  as  "  Cat  Brand  "  is  merely 
descriptive  of  a  mark  anyone  may  use.    The  most  overwhelming  evidence  is 
required  to  satisfy  the  Court  that  a  trader  has  a  monopoly  of  the  use  of  words 
descriptive  of  brands  or  marks.    The  Chinaman  or  African  may  foi^et  everything 
except   the    cat,    and    in  that    case    could   there    be  passing  off  ?     This    is  30 
an   attempt   to    obtain  a   monopoly  of  a    truly   descriptive    term    {Cellular 
Clothing   Company    v.    Maxton  and  Murray,    16  R.P.C.    397 ;    L.R.  1899, 
App.  Cas.  326),  and  in  that  case  Reddaivay  v.  Banham,  13  R.P.C.  218  :  L.R. 
1896  App.  Cas.  199,  was  distinguished.   The  use  of  a  phrase  which  also  describes 
the  mark  is  the  same  in  principle  as  the  use  of  a  phrase  which  describes  also  the  35 
nature  of  the  goods  or  their  geographical  origin.    A  trader  has  the  right  to  make 
an  article  of  a  particular  description  and  sell  it  under  that  description.    Also  to 
make  and  sell  an  article  coming  from  and  described  by  reference  to  a  particular 
district  ( WhitstaUe  Oyster  Fishery  Company  v.  Hayling  Fisheries,  Ld.,  and 
George  Tabor,  18  R.P.C.  434).    The  words  "  Cat  Brand,"  Ac,  equally  describe  40 
accurately  the  get>up  of  a  mark  commonly  used  in  the  trade.    It  cannot  be  truly 
said  that  the  mark  or  its  description  represents  the  goodB  of  any  particular  firm. 
Nor  could  the  use  of  the  mark  by  persons  other  than  the  Plaintiffs  mislead  the 
public  into  the  belief  that  under  it  they  were  purchasing  the  Plaintiffs'  goods. 
Amongst  the  130  documents  put  in  by  the  Plaintiffs  only  one  referred  to  sloe  45 
gin  by  the  phrase  "Cat  and  Barrel,"  and   that  was  in  1900;  and  a  large 
number  of  the  documents  mentioned  simply  "  Cat  Brand."    Messrs.  Melrose, 
Drover  &  Co.,  are  entitled  to  use  a  cat  and  barrel  not  colourably  imitating  the 
Plaintiffs'  label.     A  similar  mark  is  on  the  register  in  the  names  of  two  other 
people.     The  words  "  Cat  Brand,"  the  use  of  which  is  objected  to,  cannot  be  50 
identified  with  the  Plaintiffs*  "  Sloe  Gin  "  except  in  relation  with  "  Cat  and 
"  Barrel,"  and  there  cannot  be  such  an  identification  in  view  of  the  number  of 
people  using  the  "  Cat  and  Barrel."    ^The  evidence  shows  that  persons  in  the 
trade  are  not  deceived,  and  there  is  no  evidence  sufftcient  to  show  that  other 
persons  would  be  deceived.     No  suggestion  has  been  made  of  deception  by  the  55 
retailer,  as  suggested  in  Payton  A  Co.  v.  Snelling  (17  R.P.C,  48  ;  L.R.  1901, 
App.  Cas.  309).    If  the  Plaintiffs  may  not  have  a  monopoly  of  thp  figures  of 
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a  cat  and  barrel  they  may  not  monopolise  the  words  "  Cat  Brand,"  or  "  Oat  and 
"  Barrel "  {Wilh's  Trade  Mark,  10  R.P.C.  269  ;  L.R.  1893,  2  Oh.  262).  The 
Defendant's  label  has  been  in  use  for  ten  years.  It  originated  in  1893,  when 
Melrose,  Drover  A  Go,  adapted  for  the  purpose  a  label  that  had  been  in  use  for 
5  15  or  16  years.  Unless  the  Plaintiffs  have  a  reputation  for  every  sort  of  repre- 
sentation of  a  cat  and  barrel  there  is  no  case  of  passing-off.  The  evidence  does 
not  establish  this.  Nor  does  it  establish  that  they  have  a  reputation  for  every 
kind  of  liquor  in  the  class  sold  under  "  Oat,"  or  "  Cat  and  Barrel  Brand."  In 
view  of  the  marks  on  the  Register  the  strongest  evidence  is  required  to  establish 

10  such  a  reputation. 

Sebastian  followed, — The  evidence  shows  that  by  reason  of  the  extraordinary 
differences  between  the  labels  in  question  no  one  who  knew  the  Plaintiffs'  labd 
could  mistake  the  Defendant's  for  it.  It  is  not  possible  for  anyone  to  be 
deceived.     The  Plaintiffs  have  not  shown  that  any  member  of  the  public  has 

15  known  the  Plaintiffs'  goods  as  either  of  the  "  Cat "  or  "  Cat  and  Barrel "  brand, 
and  no  one  in  the  trade  or  out  of  the  trade  has  been  shown  to  have  known 
BoordPs  "  Sloe  Gin "  under  either  designation.  He  cited,  in  addition  to  the 
cases  already  referred  to.  In  re  Trade  Mark  of  La  Sodeti  Anonyme  des  Verreriea 
de  UEtoiU  (11  R.P.C.  142  ;  L.R.  1894,  2  Ch.  26)  ;  In  re  Trade  Mark  of  John 

20  Dewhurst  &  Sons,  Ld.  (13  R.P.C.  288  ;  L.R.  1896,  2  Oh.  137)  ;  In  re  Worthingtm 
&  Go:s  Trade  Mark  (L.R.  14  CD.  8). 

Eve,  K.C.,  in  reply. — The  issue  is  one  of  fact,  namely — Have  the  goods  of  the 
Plaintiffs  become  known  or  distinguished  by  the  appellations  "  Cat  Brand  "  or 
"  Oat  and  Barrel  Brand  ?  "    The  Defendant  relies  upon  the  parentage  of  the  label, 

25  but  on  that  the  evidence  is  not  satisfactory.  The  evidence  disproves  that  the  label 
as  used  by  Melrose,  Drover  &  Co.  had  been  in  use  for  "  Sloe  Gin  "  ten  years  prior 
to  1899,  at  which  date  the  Defendant  first  stocked  ^^  Sloe  Gin."  That  a  similar 
label  other  than  the  Plaintiffs'  had  been  in  use  for  30  years  is  doubtful,  and  the 
evidence  as  to  labels  other  than  the  Plaintiffs'  is  not  satisfactory.    There  has 

30  not  been  such  a  wide  user  of  them  as  to  attract  the  notice  of  persons  moving 
about  in  the  localities  whence  the  labels  emanated.  There  is  no  evidence  that 
any  other  person's  gin  was  spoken  of  as  "  Cat  Brand  "  or  "  Cat  and  Barrel  Brand." 
Such  an  appellation  was  not  applied  to  any  of  the  marks  referred  to  in  the 
evidence.    It  is  no  answer  that  there  are  the  goods  of  somebody  else  to  which 

35  the  phrase  might  have  been  applied.  The  answer  to  the  Defendant's  user 
is  that  it  has  been  in  fraud  of  the  Plaintiffs.  They  have  had  the  word 
**  Registered "  on  a  mark  not  registered  as  a  Trade  Mark  {Paine  A  Co,  v. 
DanieU  A  Sons'  Breweries ;  In  re  Paine  &  Co.'s  Trade  Mark,  10  R.P.C.  217 ;  L.R. 
1893,  2  Oh.  567).    By  the  use  of  this  label  they  have  filched  away  the  Plaintiffs' 

40  trade.  In  the  absence  of  the  label  of  Messrs.  Melrose,  Drover  A  Go's  the 
Defendant's  case  would  be,  "  In  1899  I  put  on  the  market  a  product  of  gin, 
'^  delected  a  label  consisting  of  a  representation  of  a  cat  and  barrel,  and  affixed 
"  to  that  label  the  description  «  Cat  Brand."  But  since  1893  "  Sloe  Gin  " 
has  been  identified  with  the  Plaintiffs'  label.    The  identification  of  the  source 

45  of  the  article  is  that  which  is  important  to  the  trader.  The  reputation  grows  up 
in  respect  not  of  particular  goods,  but  in  respect  of  goods  from  a  particular 
source.  When  the  goods  of  a  trader  have  become  identified  with  a  parti- 
cular appellation  it  is  not  necessary  for  him  to  establish  for  each  item  of 
his  goods  that  it  has  in  fact  become  separately  known  by  the  appellation. 

50  "  Sloe  Gin  "  is  a  by-product  of  gin  to  which  the  reputation  had  already  attached. 
Messrs.  Boord  are  entitled  to  claim  for  "  Sloe  Gin  "  the  reputation  which  has 
attached  to  their  gin  and  gin  products.  They  are  goods  of  the  same  description 
{In  re  Australian  Wine  Importers,  Ld.,  6  R.P.C.  311 ;  L.R.  41  CD.  278).  As  to 
the  use  of  a  Trade  Mark  for  goods  for  which  the  mark  has  not  been  registered  see 

55  Jay  v.  LaMer  (6  R.P.0. 136  ;  L.R.  40  CD.  649).  Any  person  asking  for  "  Cat 
"  Brand,"  or  *'  Oat  and  Barrel  Brand  "  goods  would  be  taken  to  refer  to  the  device 
on  the  Plaintiffs'  label  for  gin,  and  such  person  would  expect  to  be  supplied  with 
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their  goods  {Johnston  v.  Orr  Eunng,  L.R.  7  A.C.  219).  Upon  Trade  Mark  it  is 
said  that  the  Trade  Mark,  as  registered,  contains  the  words  "Old  Tom"  and 
"  Cordial  Old  Tom,"  and  that  if  the  Defendant  uses  the  Trade  Mark  omitting 
those  words  they  are  not  infringing  the  Trade  Mark,  and  that  the  Plaintiffs 
have  no  Trade  Mark  except  with  those  words.  In  respect  of  goods  other  than  5 
gin  the  Plaintiffs  have  altered  the  wording  on  the  mark  as  registered,  and  seek 
to  protect,  by  virtue  of  the  registration,  a  mark  which  includes  the  greater 
portion  of  the  Trade  Mark,  although  not  an  exact  reproduction.  It  is  not 
necessary,  in  order  successfully  to  maintain  an  action  for  an  injunction,  that 
that  which  you  are  using  should  be  an  exact  reproduction  of  the  whole  10 
device  (Melachrino  A  Go.  v.  Melachrino  Egyptian  Cigarette  Company  and 
Melachrinoy  4  R.P.C.  221).  The  registration  shows  that  it  was  registered  for  a 
wider  class  of  articles  than  "  Old  Tom."  The  Plaintiffs  are  entitled  to  restrain 
the  Defendant  from  using  the  mark  in  respect  of  any  goods  for  which  the  old 
mark  was  registered,  and  the  mark  extends  to  '^  Sloe  Gin."  15 

Judgment  was  reserved,  and  was  delivered  on  the  21st  of  December  1903. 

Swinfbn-Eady,  J.— The  Plaintiffs  are  a  very  old-established  firm  of  distillers 
and  wine  and  spirit  merchants,  and  they  claim  an  injunction  to  restrain  the 
Defendant  from  infringing  their  registered  Trade  Mark,  and  from  passing  off 
goods,  not  of  their  manufacture,  as  and  for  their  goods.  20 

The  business  was  a  very  old  one — something  like  a  century  old — in  1840, 
when  a  Mr.  Boord  was  admitted  a  partner,  and  in  1847  the  name  of  the  firm 
was  Swaine^  Boord  A  Co.  In  the  year  1848  an  Act  was  passed  enabling  spirits 
to  be  exported  on  drawback  (11th  and  12th  Victoria  cap.  122),  and  this  fact  and 
the  development  of  the  Australian  Colonies  led  the  Plaintiffs  to  believe  that  an  25 
export  trade  of  spirits  and  liqueurs  to  the  Colonies  would  be  profitable ;  and 
therefore  they  commenced  their  export  trade  which  they  have  continued  ever 
since.  In  connection  with  this  trade,  they  determined  to  adopt  a  Trade  Mark 
for  their  goods,  and  they  chose  as  the  mark  a  cat  with  one  paw  uplifted  standing 
on  a  barrel  placed  on  its  bilge,  which  they  have  ever  since  used.  This  mark  30 
was  adopted  in  or  about  the  year  1849.  The  Plaintiffs'  firm  were  ridiculed  at 
the  time  for  adopting  the  cat  on  a  barrel,  and  for  associating  the  words  '^  Old 
"  Tom,"  by  which  sweetened  gin  had  long  been  known,  with  a  cat.  Mr.  Beckwith 
left  the  firm  in  1866,  down  to  which  date  no  other  firm  were  using  the  cat  and 
barrel  to  his  knowledge.  Mr.  Beckwith  was  with  the  firm  when  fiiey  adopted  35 
the  cat  for  "  Old  Tom."  The  precine  origin  of  the  term  **  Old  Tom  "  as  applied 
to  sweetened  gin  is  lost  in  obscurity.  Charles  Dickens  in  "  Sketches  by  Boz  " 
refers  to  casks  bearing  such  inscriptions  as  "  Old  Tom,"  and,  long  previous  to 
that  publication,  the  expression  was  well  known.  In  one  of  the  early  gin  labels 
on  the  cover  of  the  exhibit  E.S.B.  2,  the  figure  of  "Old  Tom"  appears  as  a  40 
human  being ;  but,  whatever  the  origin  of  the  expression,  the  Plaintiffs  have 
established  that  they  were  the  first  persons  to  connect  the  words  "  Old  Tom  " 
with  a  cat.  Mr.  Syndercombe^  who  was  with  the  Plaintiffs'  firm  when  the 
device  was  adopted,  says  that  the  reason  for  its  adoption  was  that  there  was  a 
tradition  in  the  distillery  that  a  cat  had  fallen  into  one  of  the  vats — ^No.  4 — ^and  45 
the  gin  from  that  vat  was  always  highly  esteemed.  Mr.  Syndercombe^  who 
went  to  the  Plaintiffs'  firm  in  1849,  was  previously  with  Tannery  Sinclair  A  Co,y 
distillers  of  Lambeth,  and  was  familiar  with  their  "Old  Tom,"  but  neither 
there  nor  in  any  other  distillery  was  "  Old  Tom  "  associated  with  a  cat,  until, 
as  he  says,  Mr.  Joseph  Boord  originated  it  in  or  about  the  year  1849.  This  50 
Mr.  Boord  died  in  the  year  1875.  This  witness  was  also  able  to  identify  the 
label  referred  to  in  an  eutry  in  the  bought  ledger  of  the  28th  of  September,  1849, 
as  the  first  printing  of  the  "Cat  and  Barrel"  label.  Since  this  date  the  "Cat 
"  and  Barrel  "  label  has  been  used  continuously  by  the  Plaintiffs'  firm.  A  bundle 
of  five  Price  Lists  was  produced  by  Mr.  Beckwith  (marked  E.L.B.  4)  which  were  55 
in  use  in  the  years  1863, 1864, 1865  and  1866  respectively.  In  the  first  Price 
list,  the  "  Bottled  Cordials  "  are  seven  in  number.    The  first  is, "  No.  1  Old  Tom, 
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"  bottled,  labelled,  capsuled,  &c.,  as  for  exportation."  The  next  is  "  Juniper 
"  Cordial,  ditto,"  which  means  "  Juniper  Cordial,  bottled,  labelled,  capsuled,  &c., 
"  as  for  exportation."  Then  follow  "  Orange  Bitters,  ditto,"  "  Ginger  Brandy, 
"  ditto,"  "  Imperial  Brandy,  ditto,"  "  Royal  Highland  Whisky,  ditto,"  and  "  Islay 
5  "  Malt  Whisky,  ditto."  Thus  these  beverages,  including  brandy  and  whisky, 
were  described  as  early  as  the  year  1863  as  "  Cordials,"  and  were  offered  by  the 
Plaintiffs  for  sale  in  bottles,  and  with  labels,  capsules,  &c.,  as  for  exportation  ; 
that  is,  with  the  "Cat  and  Barrel"  label.  In  1866,  "Dry  Gin"— that  is, 
unsweetened  gin— and  "  Pure  Irish  Malt  Whisky  "  are  added  to  the  list  of 

10  bottled  cordials,  "  bottled,  labelled,  capsuled,  &c.,  as  for  exportation." 

Other  persons  appear  to  have  copied  the  Plaintiffs,  and  to  have  applied  the 
figure  of  a  cat's  head,  or  of  some  part  of  a  cat,  or  the  whole  figure  of  a  cat,  to 
gin.  When  this  practice  first  commenced  does  not  appear.  In  the  collection 
of  labels  made  by  Mr.  K  S.  Board  many  years  ago,  and  marked  E.S.B.  2,  there 

15  is  no  label  in  the  least  like  the  Plaintiffs'  "  Cat  and  Barrel "  label,  nor  any  label 
with  any  portion  of  a  cat.  But  gradually  a  cat  was  adopted  by  various  traders, 
and  by  the  time  the  Plaintiffs  applied,  namely,  in  1879,  to  register  their  "  Cat 
"  and  Barrel  "  mark,  under  the  Act  of  1875,  a  cat  alone — ^that  is,  without  any 
barrel— had  become  common  to  the  trade.    The  Plaintiffs  registered  their  mark 

20  in  1879  in  Class  43  for  fermented  liquors  and  spirits,  namely,  wine,  whisky, 
and  liqueurs,  as  an  old  mark  used  by  the  Applicants  and  their  predecessors  in 
business  for  25  years. 

There  are  two  other  "  Cat  and  Barrel  "  marks  on  the  Register  in  the  same 
class.    One  is  Messrs.  Bernard  &  Go's  of  Leith, No.  5716, registered  on  the  15th 

25  of  May,  1876,  consisting  of  a  shield  supported  by  dragons,  and  having  a  cat  and 
barrel  on  the  shield,  the  whole  surmounted  by  a  demi-bear  muzzled,  user  of  the 
mark  claimed  being  for  one  year- and  four  months  previously.  This  label 
appears  to  have  been  used  scarcely  at  all  in  England.  Mr.  D.  E.  Campbell^ 
cashier  with  Messrs.  Bernard  A  Co.,  said  that  practically  all  the  gin  they  send 

30  to  England  is  sent  in  bulk,  and  that  they  do  not  supply  labels  with  this  gin ; 
that  although  the  label  is  still  in  use,  they  only  use  it  for  "  Old  Tom  "  gin,  for 
which  they  also  have  another  label  without  any  cat  and  barrel.  Mr.  John 
Peters  of  Leith  was  the  only  witness  who  spoke  to  having  seen  Messrs.  Bernard^s 
registered  label  in  use.    The  other  registered  mark  is  that  of  Mr.  D.  N.  Abbott 

35  (formerly  Barker  Jt  Son),  No.  8656,  registered  in  1876,  consisting  of  a  barrel 

and  three  cats,  one  on  the  barrel  and  the  other  two  on  the  ground.    This  was 

registered  as  a  new  mark,  and  no  user  of  it  in  this  country  took  place  so  far  as 

shown  by  any  evidence  in  this  case. 

The  Plaintiffs'  goods  are  well  known  in  the  market,  and  frequently  referred 

40  to  and  ordered  as  "  Cat  and  Barrel  Brand,"  or  "  Cat  Brand  "  ;  and  the  Plaintiffs 
themselves  are  frequently  referred  to  as  the  "  Cat  and  Barrel  People."  The 
Plaintiffs  called  evidence  of  other  distillers,  of  merchants  in  the  wholesale 
trade,  of  export  merchants,  and  of  travellers,  who  proved  the  reputation  of  the 
Plaintiffs'  goods  under  the  name  of  "  Cat  and  Barrel "  or  "  Cat  Brand "  ; 

45  and,  indeed,  the  evidence  on  this  part  of  the  case  is  almost  entirely  one 
way.  And,  considering  the  length  of  time  for  which  the  Plaintiffs  have 
used  their  "  Cat  and  Barrel "  Trade  Mark,  it  would  be  surprising  if  it  were 
otherwise. 

The  Defendant  has  recently— that  is  to  say,  in  November  1899— commenced 

50  to  sell  "Sloe  Gin"  under  a  label  containing  thereon  a  part  of  a  cat,  and 
a  part  of  a  barrel,  with  the  words  "Cat  Brand"  underneath  it.  He 
obtains  this  article  bottled  and  labelled  from  Melrose^  Drover^  Ld.,  of  Leith. 
Upon  the  Plaintiffs  complaining  to  Mr.  Huddart^  the  Defendant,  he  sent  on 
their  complaint  to  Melrose^  Drove?^  Ld,^  who  replied  to  it  and  accepted  the  whole 

55  responsibility  in  the  matter  and  said  that  they  should  defend  Mr.  Huddart. 
This  firm,  it  is  admitted,  is  defending  the  action,  having  agreed  to  give  the 
Defendant  an  indenmity,  and  it  is  claimed  that  the  label  on  the  "  Sloe  Gin  "  in 
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qnestion  is  Melrose,  Drover,  Ld.^s  ordinary  label,  used  by  them  in  their  trade, 
and  adapted  for  "  Sloe  Gin  "  by  the  addition  of  suitable  letterpress. 

It  appears  that  Melrose,  Drover  Jt  Co.,  and  their  predecessors  were  customers 
of  the  Plaintiffs  down  to  the  8th  of  November  1878,  and  dealt  in  the  Plaintiffs' 
gin,  and  were  familiar  with  the  Plaintiffs'  label.    Mr.  G.  B.  Drover,  who  gave  5 
evidence,  joined  the  firm  in  1875,  and  the  name  was  then  changed  from 
Melrose,  Dickson  &  Co.  to  Melrose,  Drover  Jt  Go.   He  said  that,  shortly  after  he 
joined,  the  firm  changed  the  nature  of  their  trade,  and  started  to  manufacture, 
and  determined  to  adopt  a  new  label  for  themselves.    He  said  that  their  object 
was  to  have  a  label  which  should  not  bear  the  shadow  of  a  likeness  to  any  10 
other.    I  cannot  reconcile  this  with  what  they  did,  because  having  the  Plaintiffs' 
label  before  them,  and  intending  to  discontinue  purchasing  from  the  Plaintiffs, 
and  to    sell    goods   of   their    own    manufacture,  they  determined  to  adopt 
a  cat  and  barrel  as  their  own  label.     Mr.  Drover  said  that  they  obtained, 
for  the  purpose  of  their  new  label,  a  photograph  from  a  Brighton  photographer  15 
of  a  cat  put  in  a  hamper,  and  adapted  that ;  but  the  hamper  disappears,  and  a 
barrel  is  substituted  for  it  in  the  label.    No  satisfactory  explanation  is  given  of 
this  change  and  the  obvious  reason  was  to  approximate  as  closely  as  possible  to 
the  Plaintiffs'.    Messrs.  Melrose,  Drover  Jt  Go.  subsequently,  in  October  1887, 
applied  to  register  their  label,  but  registration  was  refused  by  the  Comptroller,  20 
one  of  the  grounds  of  his  refusal  being  that  it  v^as  too  close  to  the  Plaintiffs' 
registered  Trade  Mark  and  calculated  to  deceive.    It  appears  from  the  file  of 
proceedings  that  in  the  notice  of  objection  sent  from  the  Comptroller's  ofiBce, 
Melrose,  Drover  Jt  Go.  were  referred  to  the  Plaintiffs'  Trade  Mark  already  on 
the  Register.    Messrs.  Melrose,  Drover  A  Go.  did  not  appeal-  from  the  Comp-  25 
troller's  decision,  but  nevertheless  proceeded  to  use  their  proposed  mark  as 
their  Trade  Mark,  and  as  their  ordinary  and  standard  label.    They  also  placed 
and  used  the  word  "  Registered  "  upon  this  label.    When  the  Plaintiffs  asked 
for  an  explanation  of  the  use  of  the  word  "  Registered,"  Melrose,  Drover  A  Go. 
stated  that  the  word  meant  that  the  copyright  had  been  registered.  Even  this  was  30 
untrue,  as  no  registration  of  copyright  anterior  in  date  to  the  4th  of  February 
1899,  has  been  produced.    Mr.  Drover  said  that  he  had  other  labels  than  the 
Plaintiffs'  before  him  when  designing  their  new  label,  and  instanced  Thom  A 
Gameron's  labels.  The  secretary  of  that  Company,  Mr.  J.  M.  Nichol,  was  called 
as  a  witness  and  produced  a  book  (exhibit  J.M.N.  I)  containing  their  labels,  and  35 
many  of  these  appear  to  be  close  approximations  to  the  Plaintiffs'.    Indeed  the 
label  appearing  on  the  22nd  page  of  the  book  (which  has  a  printed  leaflet 
iminediately  beneath  it)  is  an  obvious  copy  of  the  Plaintiffs'  label,  with  the 
addition  of  two  barrels  beneath  that,  on  which  the  cat  is  represented  with 
uplifted  paw.     Melrose,    Drover,    Ld.,   have    not,   in   my  opinion,  honestly  40 
tried  to  take  a  label  as  different  from  the  Plaintiffs'  as  possible,  as  they  alleged, 
but  have  taken  one  as  closely  resembling  the  Plaintiffs'  label  as  they  dared  to 
go,  and  have  persisted  in  using  it,  with  the  word  "  registered  "  upon  it,  after  the 
registration  of  it  had  been  refused  for  the  reason  already  mentioned.    When 
Melrose,  Drover,  Ld.,  on  the  12th  July  1902,  sent  to  the  Plaintiffs  a  specimen  of  45 
their  label  with  the  word  "  Registered  "  upon  it  (namely,  the  exhibit  C.B.D.  4), 
the  label  so  enclosed  contained  a  cross  against  the  word  "  Registered,"  and  the 
addition  in  ink  of  the  words  "  Copyright  Registered."  Mr.  Drover  was  pressed 
in  cross-examination  about  this,  and  as  to  whether  the  reason  for  putting  this 
note  was  not  that,  without  it,  it  would  imply  that  the  Trade  Mark  was  registered  50 
under  the  Trade  Marks  Act,  and,  after  stating  that  it  was  quite  possible  that  it 
might  be  so  understood,  sought  to  shield  himself  from  answering  further  by 
alleging  that  he  was  abroad  when  the  label  was  so  sent  to  the  Plaintiffs.    This 
answer  turned  out  to  be  absolutely  untrue,  and  the  very  letter  enclosing  that 
label  with  the  words  **  Copyright  Registered  "  is  signed  by  Mr.  Drover  himself.  55 
Such  conduct  cannot  be  justified.    The  observations  of  Lord  Justice  Lindley  in 
Paine  v.  DaniM  (L,R.  1893  2  Ch.,  at  page  579),*  are  much  in  point  in  such  a  case. 

•  10  a.P.0,  217. 
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Section  105  of  the  Trade  Marks  Act,  1883,  makes  such  conduct  illegal 
and  enacts  that  for  every  offence  the  offender  shall  be  liable  on  summary 
conviction  to  a  fine  not  exceeding  five  pounds.  Moreover,  the  use  by  Melrose^ 
Drover,  Ld.,  of  the  "Cat  and  Barrel  "  label,  with  the  word  "  Registered "  upon 
5  H,  is  a  disparagement  of  the  Plaintiffs'  mark  as  registered  ;  and  the  use  by  the 
Defendant  Huddart  of  the  "  Cat  and  Barrel "  label  in  question,  with  the  words 
"  Cat  Brand  "  in  prominent  type,  is  not  only  an  infringement  of  the  Plaintiffs' 
Trade  Mark,  but  is  also  calculated  to  mislead  the  public,  and  induce  the  belief 
that  the  goods  in  question  are  the  manufacture  of  tiie  Plaintiffs.  There  is  not 

10  any  name  of  a  manufacturer  on  the  Defendant's  label  complained  of,  but  the  . 
words  appear,  "  Specially  prepared  and  bottled  for  A.  C.  Huddart,*^  and  persons 
may  well  believe  that  the  firm  who  specially  prepare  and  bottle  the  liqueur  in 
question  are  the  Plaintiffs,  whose  "  Cat  and  Barrel  "  mark  is  so  well  known, 
especially  as  the  word  **  Cat  Brand  "  appear  so  prominently  on  the  label.  When 

15  Mr.  Drover  was  pressed  about  the  use  of  the  words  "  Cat  Brand,"  he  said  that, 
as  a  cat  mark  was  common  to  the  trade,  the  words  **  Cat  Brand  "  would  not 
identify  any  sloe  gin,  or  any  particular  brand  or  mark  of  sloe  gin,  and  that 
there  was  nothing  on  the  label  in  question  to  indicate  the  manufacturer  beyond 
the  "  Cat  and  Barrel "  mark.    In  my  judgment  Melrose,  Drover,  Ijd.,  have  not 

20  been  acting  innocently  in  the  matter ;  the  user  of  the  words  *'  Cat  Brand " 
on  the  label,  in  connection  with  the  •*  Cat  and  Barrel "  mark,  is  only  another 
attempt  on  their  part  to  approximate  to  the  Plaintiffs'  Trade  Mark  and  trade 
description.  I  am  of  opinion  that  the  label  in  question  is  an  infringement  of 
the  Plaintiffs'  registered  Trade  Mark,  and  is  certainly  calculated  to  mislead,  and 

25  to  lead  to  the  belief  that  goods  so  labelled  are  of  the  Plaintiffs'  manufacture. 

It  was  alleged  that  Melrose,  Drover,  Ld.  had  used  their  "  Cat  and  Barrel " 
mark  (although  without  the  words  "  Cat  Brand  ")  since  about  the  year  1876,  and 
had  advertised  it  in  HanCs  Year  Book  from  1885,  and  that  the  Plaintiffs  must 
have  known  of  this  user.    Upon  the  evidence,  I  arrive  at  the  conclusion  that 

:|0  the  Plaintiffs  have  certainly  not  known  of  it,  but  brought  these  proceedings 
immediately  upon  its  coming  to  their  knowledge ;  and  I  am  by  no  means 
satisfied  that  Melrose,  Drover^  Ld.  have  used  the  label  for  the  length  of  time 
alleged.  Melrose,  Drover,  Ld.  have  placed  themselves  praclically  in  the  position 
of  Defendants,  and  have  actively  defended  this  action,  but  they  are  not  formal 

35  Defendants,  and  have  not  come  under  any  obligation  to  make  discovery  of 
documents.  Mr.  Drover  attended  and  gave  evidence,  but  did  not  bring  with 
him  any  of  the  books  of  lousiness  of  his  firm,  or  any  written  documents  by 
which  his  recollection  of  the  date  when  his  firm  began  to  use  the  "  Cat  and 
"  Barrel "  label  could  be  tested.    In  any  case,  the  label  has  been  used  mostly  in 

40  Scotland  and  Ireland  or  abroad,  and  not  in  this  country  to  any  material  extent, 
and  has  not  come  to  the  notice  of  the  Plaintiffs  or  their  travellers. 

With  regard  to  other  "  Cat  and  Barrel "  labels  alleged  to  have  been  used, 
but  not  registered,  the  evidence  is  unsatisfactory.  The  witnesses  differ  in  their 
recollection  as  to  which  label  Thorn  and  Cameron  used  in  1876  ;  there  is  no 

45  writing  produced  to  fix  any  date  ;  and  if  Thorn  and  Cameron  used  the  "  Cat 
•♦and  Barrel "  mark  in  1876,  why  did  they  alter  it  and  use  a  label  with  a  cat, 
bottle  and  glass  on  the  barrel?  Evidence  of  user  by  Thorn  and  Cameron 
fails.  Again,  with  regard  to  Mackenzie,  afterwards  Peter  Macdonald,  there  is 
no  confimiation  of  the  statement  that  the  label  was  used  in  1865 ;  no  docu- 

50  mentary  evidence  to  confirm  the  recollection  of  Peter  Macdonald ;  and  Drover 
did  not  apparently  know  of  Peter  MacdonaUTs  when  preparing  his  own  label. 
The  evidence  altogether  fails  to  establish  that  the  "  Cat  and  Barrel "  label  is 
common  to  the  trade,  and  the  various  proceedings  instituted  by  the  Plaintiffs 
show  that  they  were  vigilant  to  restrain  the  use  of  it  when  user  came  to  their 

55  knowledge. 

It  was  urged  that  the  Plaintiffs  did  not  manufacture  "  Sloe  Gin  "  at  the  date  of 
the  registration  of  their  Trade  Mark  in  1879,  and  that  a  trader  cannot,  by  merely 
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registering  a  Trade  Mark  for  an  entire  class,  and  yet  using  it  only  for  certain  articles 
in  the  class,  claim  the  exclusive  right  to  use  it  for  every  article  in  the  class  and 
restrain    other    traders    from    so    using    it,    and    reliance   was    placed  upon 
Edwards  v.  Dennis  and  Hargreaves  v.  Freeman.    True  it   is,  that  where 
the     PlaintiflE     dealt     only     in    iron    sheets,    and    the    Defendant    exclu-  5 
sively    in    steel    wire,    the    Court     held     that    it    was     impossible     that 
the    public  could    be    led    into    any    mistake.     And    Mr.     Justice    Ghitty 
followed    this    case    in    Hargreaves    v.    Freeman.     But    in    Edwards    v. 
Dennis  all  the  Lords  Justices  pointed  out  the  substantially  different  character 
of  the  goods  made  by  the  Plaintiff  and  Defendant  respectively.     When  the  10 
Summons  came    before    Vice-Chancellor   Bacon   he    said :    "  If   I    were    to 
"  listen  to  the  argument  addressed  to  me  on  behalf  of  Mr.  Edwards,  a  man 
**  who  deals  in  gold  and  stamps  gold  watch  cases  would  be  restricted  from  using 
"  this  Trade  Mark,  because  a  man  who  makes  sheet  iron  has  already  registered 
«  the  Trade  Mark."    In  the  Court  of  Appeal,  Lord  Justice  Lindley,  at  page  476,   15 
said  :  "  When,  therefore,  Mr.  Edwards  got  himself  registered  as  proprietor  of 
"  this  Trade  Mark,  it  is  perfectly  preposterous  to  say  that  he  thereby  acquired 
"  any  right  to  bring  an  action  against  a  person,  say  a  goldsmith,  who  may. 
"  manufacture  goods  of  a  kind  entirely  distinct  from  that  which  he  himself 
"  manufactures."     And  he  further  pointed  out  that  the  Act  meant  that  the  20 
mark  was  to  be  registered  "  in  connection  with  the  particular  trade  in  respect  of 
"  which  the   person   registering    desires   to  use   it."     It    follows    from    the 
decision  on  the  Summons,  that  after  Edwards*  mark  had  been  confined  to  iron 
sheets,  this  registration  would  not  have  prevented  Dennis  from  registering  a 
similar  mark  for  steel  wire,  although  in  the  same  class.      Dennis  in  fact  25 
established  his  right  to  the  mark  which  he  had  registered.    The  Plaintiffs  have 
used  their  registered  Trade  Mark  for  sweetened  gin,  and,  without  the  words 
"  Cordial  Old  Tom,"  for  dry  gin,  and  for  ginger  brandy  and  other  liqueurs.    In 
the  present  case,  instead  of  the  goods  sold  by  Plaintiffs  and  Defendant  respec- 
tively being  substantially  of    a  different  character    they    are    of   the  same  5M) 
character.    The  Plaintiffs  began  to  sell  the  liqueur  called  "  Sloe  Gin  "  in  1893, 
but    had    previoubly    used   their  registered    mark   for   sweetened  gin,  and, 
without  the  words  "  Cordial  Old  Tom,"  for  dry  gin,  and  for  ginger  braiidy  and 
other  liqueurs,  or  alcoholic  preparations  flavoured  and  sweetened.     Although, 
the  Defendant  only  began  to  sell  "  Sloe  Gin "  in  November  1899,  Melrose^'  35 
Drover,  Ld.,  began  to  do  so  in  1893,  the  same  year  as  the  Plaintiffs ;    they  also 
deal  in  spirits  and  liqueurs,  and,  having  regard  to  the  Plaintiffs'  registration,  it 
is  clear  from  the  case  of  the  Aitstralian  Wine  Importers,  Ld.,  that  Melrose, 
Drover,  Ld,,  could  not  have  registered  their  '*  Cat  and  Barrel "  mark  for  "  Sloe 
'*  Gin,"  even  if  the  Plaintiffs  had  not,  down  to  the  date  of  their  application,  40 
dealt  in  "  Sloe  Gin  "  at  all. 

Some  questions  were  put  to  Sir  Thomas  William  Boord,  with  a  view  of 
showing  that  registration  was  obtained  upon  a  Statutory  declaration  which  was 
inaccurate.  Even  if  there  were  any  error  in  the  Statutory  declaiation,  it  is  clear 
that  in  the  present  proceedings,  I  can  only  have  regard  to  the  Trade  Marks  45 
Register  where  the  mark  is  duly  registered  in  Class  43  for  fermented  liquors 
and  spirits. 

Th%  result  is  that  the  Plaintiffs  have  established  their  case,  and  there  must  be 
an  injunction  as  prayed,  and  the  Defendant  must  pay  the  costs  of  the  action. 
I  do  not  grant  any  inquiry  as  to  damages,  as  the  Defendant  Htiddari  is  the  only  50 
Defendant  on  the  record,  and  he  has  only  dealt  in  a  very  small  quantity  of 
"  Sloe  Gin  "  labelled  in  the  manner  complained  of. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Brfore  Mr.  Justice  Byrne. 

November  14th,  18th,  19th,  and  26th,  and  December  3rd  and  4th,  1903. 

In  the  Court  op  Appeal. 

5  Be/are  Lords  Justices  Vaughan  Williams,  Stirling,  and  Cozens-Hardy. 

March  let,  1904. 

DuNLOP  Pneumatic  Tyre  Company,  Ld.  v.  North  British 
Rubber  Company,  Ld. 

Patent,  —  Action  for  infringement. — Licence.  —  Construction.  —  "  Use  and 
10  **  exercise.*^ — Licence  whether  full  or  limited. — Whether  acts  complained  of  were 
covered  by  the  licence.^Qoods  made  abroad  by  third  persons  on  behalf  of 
Defendants. — Counterclaim  for  breach  by  Plaintiffs  of  agreement  contained 
in  licence  limiting  the  number  of  licences. — Plaintiffs  settling  with  infringers^ 
whether  a  breach  of  agreement. — Action  dismissed. — Counterclaim  dismissed. — 
15  Appeal  by  Plaintiffs  in  the  action  dismissed. 

A  licence  having  been  granted  under  Bartlett's  Patent  relating  to  pneumatic 
tyreSj  the  owners  of  the  Patent  commenced  an  action  for  infringement 
against  the  licenseeSy  alleging  that  certain  acts  of  the  licensees  were  not 
covered  by  the  licence.     Full  licence  to  use  and  exercise  the  invention  wcls 

20  granted^  but  certain  clauses  of  the  licence^  including  those  relating  to  royalties 
and  accounts^  referred  only  to  tyres  manufactured  and  sold  by  the  licensees; 
there  was  also  a  clause  prohibiting  assignment  or  sub-licencey  and  a  clause  that 
the  licensees  should  not  manufacture  or  sell  tyres  constructed  according  to 
Welch's  invention^  but^  subject  as  aforesaid^  should  be  entitled  to  manufacture 

25  all  forms  of  pneumatic  tyres  theretofore  manufactured  by  them  under  the  name 
or  title  of "  Clincher."  The  Plaintiffs  contended  that  the  Defendants  had 
infringed  the  Patent  by  the  importation  and  sale  of  Clincher-Michelin  tyreSj 
such  importation  and  sale  not  being^  as  the  Plaintiffs  aUegedy  within  the 
licenocy  and  they  also  alleged  that  the  arrangement  between  the  Defendants  and 

30  Michelin  &  Co.,  ofPariSy  was  such  that  the  Defendants  were  in  effect  sublicensing 
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Michelin  &  Co.  They  further  alleged  that  by  the  clause  as  to  Welch's  Patent 
the  Defendants  were  prohibited  from  making  any  tyre  under  Bartlett's  Patent 
that  would  also  infringe  Welch's  Patent.  The  Defendants  contended,  on  the  first 
point,  that  the  licence  was  a  general  one  and  that  they  were  entitled  to  purchase  tyres 
from  any  person,  and  also  thai  Michelin  A  Co.  were  manufacturing  the  tyres  as  5 
their  agents ;  and,  on  the  second  point,  that  an  absolute  licence  without  limitation 
was  given  to  use  Bartlett's  invention.  These  points  were  decided  as  points  of  con- 
struction  on  admissions,  and  the  Plaintiffs  subsequently  determined  to  call  no 
evidence  to  show  that  the  Welch  Patent  was  used  in  the  tyres  complained  of.  The 
licence  also  contained  a  clause  prohibiting  the  Plaintiffs,  in  events  which  happened,  10 
from  granting  more  than  one  licence  besides  the  licence  above  mentioned  and  one 
other  already  granted.  The  Plaintiffs  granted  a  further  licence,  which  was 
assigned  to  the  G.  Company,  and  afterwards  did  certain  acts  which,  the  Defen- 
dants contended,  were  breaches  by  the  Plaintiffs  of  their  agreement,  and  the 
Defendants  counterclaimed  in  respect  of  the  same.  Such  acts  consisted,  as  the  15 
Defendants  alleged,  of  licensing  tyres  in  Paris  for  importation  into  this 
country,  and  of  licensing  in  England  tyres  brought  into  this  country  by 
infringers  by  allowing  the  continued  use  of  such  tyres  on  payment  of  a  royalty. 
The  Plaintiffs  contended  that  they  were  not  in  any  way  bound  under  the 
contraet,  which  contained  a  special  clause  as  to  infringements,  to  sue  for  20 
infringement,  and  thai  in  the  instances  complained  of  they  had  only  done  what 
they  were  reasonably  entitled  to  do  in  ceases  of  infringement. 

Held,  by  Byrne,  J.,  in  the  action-^first,  that,  under  the  licence,  the  tyres  sold  by 
the  Defendants  must  be  manufactured  by  them,  but  might  nevertheless  be  manu- 
factured for  them  by  a  third  party,  and  that  the  agreement  between  the  Defen-  25 
dants  and  Michelin  k  Co.  was  for  Michelin  k  Co.  to  make  as  agents  for  the 
Defendants,  and,further,  that  the  arrangement  did  not  amount  to  a  sub4ioence  ; 
and,  secondly,  that  the  Defendants  might  manufacture  according  to  Bartlett's 
Patent,  and  all  things  that  tliey  had  done  previous  to  the  licence  were  to  be 
deemed  to  be  udthin  Bartlett's  Patent,  but  they  might  not  manufacture  according  30 
to  Welch's  Patent. 

Held,  on  the  Counterclaim— first,  that  the  Defendants  had  failed  to  connect 
the  Plaintiffs  with  the  acts  in  Paris  complained  of;  and,  secondly^  thai,  as  to 
the  acts  complained  of  in  England,  they  only  amounted  to  a  fair  and  reasonable 
way  of  dealing  urith  infringers.  35 

The  action  and  counterclaim  were  both  dismissed  with  costs,  including  in  the 
costs  of  the  action  given  to  the  Defendants  the  costs  of  and  occasioned  by  an 
application  made  by  the  Plaintiffs  to  enctble  them  to  raise  the  point  as  to 
Welch's  Palent,  which  application  was  allowed,  and  any  costs  thrown  away 
in  consequence  of  it,  with  a  set-off.  40 

The  Plaintiffs  appealed  {except  as  to  the  point  with  respect  to  Welch's  Patent), 
and  the  De/etidants  served  a  notice  thai,  in  the  event  of  the  Court  of  Appeal 
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reversing  the  judgment  in  the  action^  they  would  ask  that  the  jvdgwsnt  on  the 
Counterclaim  might  he  reversed;  as  the  Plaintiffs'  appeal  failed^  however^  ths 
Defendants'^  appeal  was  not  opened. 

Held,  by  the  Court  of  Appeal^  that  the  licence  was  a  full  one^  not  limited^  as 
5  tJie  Plaintiffs  contended^  to  ^*  manufacture  and  sale.''  The  judgment  of 
Byrne,  J.,  in  the  action  was  affirmedy  Stirling,  LJ.^  expressing  the  opinion 
also  that  Michelin  &  Co.  were  agents  of  the  Defendants  as  held  by  Byrne,  J. 
The  appeal  of  the  Plaintiffs  was  dismissed  with  costs^  but  the  Plaintiff^  were 
given  any  increased  costs  occasioned  by  the  Defendants'  appeal. 
10  Per  Vaughan  Williams,  L.J. — The  words  "  use  and  exercise  "  in  the  grant 
of  a  licence  confer ^  in  the  absence  of  anything  limiting  the  construction  ofthem^ 
afuU  licence  on  the  licensee. 

In  1890  Letters  Patent  (No.  16,783  of  1890)  were  granted  to  W.  E.  BarOett 
for  an  invention  of  "  ImprovementB  in  tyres  or  rims  for  cycles  or  other  vehicles." 

15  The  first  claim  of  the  Specification  was  as  follows  :— "  The  combination  of  a 
"  grooved  rim  or  metal  tyre,  and  an  arched  tyre  of  india-rubber  or  other  flexible 
"  material  held  in  the  groove  by  the  pressure  of  an  inflated  tube  within  the 
"  arch  which  forces  its  edges  against  the  sides  of  the  groove,  substantially  as 
"  described."    The  Complete  Specification,  together  with  Fig.  1  of  the  drawings, 

20  will  be  found  in  the  report  of  Oormully  and  Jeffery  Manufacturing  Company 
V.  North  British  Rubber  Company  (15  R.P.C.  245). 

On  the  1st  of  May  1896  an  Agreement  was  entered  into  between  the  North 
British  Rubber  Company ^  Ld.^  then  the  owners  of  Bartlett's  Patent,  which  is 
hereinafter  referred  to  as  "  the  Patent,"  of  the  first  part,    W.  E.  Bartlett, 

25  of  the  second  part,  and  the  Pneumatic  Tyre  Company^  Ld.j  of  the  third 
part,  whereby  the  Pneumatic  Tyre  Company  agreed  to  buy  the  Patent, 
together  with  other  Patents  therein  mentioned,  for  200,000Z.  in  cash,  and  by 
clause  (9)  the  Pneumutic  Tyre  Company  was  concurrently  with  the  execution 
of  the  assignment  of  the  Patents  to  grant  a  licence  to  the  North  British  Rubber 

30  Company  to  use  the  Patent,  and  the  licence  was  to  contain  the  provisions  in  the 
said  agreement  set  out.  The  Agreement  also  contained  provisions  with  respect 
to  the  litigation  then  proceeding  between  the  parties. 

By  a  Deed  dated  the  23rd  of  July  1896,  and  made  between  the  Dunlop 
Pneumatic  Tyre  Company ^  Ld.  (the  assignees  of  the  Pneumatic  Tyre  Company ^ 

35  Ld.),  of  the  first  part,  the  Pneumatic  Tyre  Company^  Ld.,  of  the  second  part 
(which  parties  of  the  first  and  second  parts  were  therein  called  the  licensors), 
and  the  North  British  Rubber  Company,  Ld.  (thereinafter  called  the 
licensees),  of  the  third  part,  after  referring  to  the  Agreement  of  the  1st  of 
May  1896,  and  after  a    clause   referring  to   other  Patents,  (2)   in   further 

40  pursuance  of  the  said  agreements  and  in  consideration  of  the  royalty  therein- 
after reserved  or  made  payable,  and  of  the  covenants  and  agreements  on  the 
part  of  the  licensees  thereinafter  contained,  the  licensors  thereby  granted 
unto  the  licensees  full  licence  under  the  Patent  to  use  and  exercise  the  inven- 
tion protected  by  the  Patent  during  the  term  of  the  Patent  or  any  prolongation 

45  thereof,  paying  therefor  the  royalty  next  thereinafter  mentioned.  The  Deed 
contained  the  following  clauses  (inter  alia) :— "(3)  The  licensees  shall  be  entitled 
"  tomanufcwjture  within  the  United  Kingdom  pneumatic  tyres  under  this  licence 
"  for  sale  outside  the  United  Kingdom  without  payment  of  any  royalty  to  the 
**  licensors  or  either  of  them,  but  all  such  tyres  shall  be  marked  before  being 

50  "  sent  out  by  the  licensees  by  having  the  words,  'Not  licensed  for  use  in  the 
**  *  United  Kingdom '  or  other  similar  words  marked  upon  them,  so  as  to  prevent 
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"  the  reimportation  of  the  same  into  the  United  Kingdom  by  persons  to  whom 
"  they  have  been  sold  by  the  licensees,  but  on  any  such  sale  as  is  intended  under 
*•  this  clause  the  licensees  will  obtain  an  agreement  from  the  purchasers  of  such 
"  tyres  not  to  sell  the  same  in  the  United  Kingdom  of  Great  Britain  and  Ireland, 
*'  and  will  strictly  enforce  the  said  agreement.  (4)  The  licensees  shall  as  from  5 
*'  the  1st  day  of  May  1896,  and  until  the  licensors  shall  have  obtained  the 
*'  agreement  mentioned  in  clause  5  of  these  presents,  pay  to  the  parties  hereto 
"  of  the  first  part  a  royalty  of  55.  per  pair  upon  all  tyres  manufactured  and  sold 
•  "  by  them  under  the  licence  contained  in  clause  2  of  these  presents,  such  royalty 
**  to  be  payable  half  yearly,  and  to  become  due  and  be  paid  at  the  end  of  two  10 
"  calendar  months  after  the  expiration  of  the  half  year  during  which  the  same 
"  tyres  shall  have  been  manufactured  or  sold."  Clauses  6  and  7  provided  for 
keeping  and  rendering  accounts  of  all  tyres  "  manufactured  and  sold  "  by  the 
licensees.  '*  (8)  So  long  as  the  licensees  shall  in  each  year  (calculated  from  the 
"  1st  day  of  May  to  the  30th  day  of  April  in  the  following  year)  sell  not  less  15 
"  than  25,000  pairs  of  pneumatic  tyres  manufactured  under  "  the  Patent  "  the 
'*  licensors  shall  only  be  entitled  to  grant  one  licence  (other  than  and  besides 
"  the  licence  already  granted  and  mentioned  in  the  third  schedule  hereto  and 
"  the  licence  granted  by  these  presents)  to  manufacture  and  sell  the  invention 
"  protected  by  "  the  Patent.  **  (10)  The  licensees  shall  not  manufacture  or  sell  20 
"  tyres  constructed  after  the  invention  of  Charles  Kingston  Welch  (No.  14,563 
"  of  the  year  1890),*  but,  subject  as  aforesaid,  the  licensees  shall  be  entitled  to 
**  manufacture  all  forms  of  pneumatic  tyres  heretofore  manufactured  by  them 
"  under  the  name  or  title  of  *  Clincher  Tyres,'  and  shall  be  entitled  to  make 
"  such  modifications  in  the  form  of  the  rims  and  in  the  sections  of  the  covers  25 
^'  as  may  be  necessary  to  meet  the  public  requirements  and  to  keep  up  the 
"  trade  in  *  Clincher  Tyres,'  and  no  proceedings  for  infringement  of  the  said 
**  Letters  Patent  mentioned  in  the  first  and  second  schedules  hereto  "  (which 
included  the  Patent)  "  or  of  any  Letters  Patent  the  property  of  the  licensors,  or 
**  either  of  them,  shall  be  commenced  against  the  licens  .^es  or  any  purchaser  30 
"  from  them  in  respect  of  any  '  ClincJier  Tyres '  manufactured  by  them  before 
**  the  1st  day  of  May  last.  (12)  The  licensors  shall  at  their  own  expense  take 
*^  all  steps  and  pay  all  fees  necessary  to  maintain  the*  said  Letters  Patent 
"  mentioned  in  the  first  and  second  schedules  hereto  during  the  full  term  for 
"  which  they  were  respectively  granted,  and  shall  after  notice  of  infringement  35 
**  commence  and  prosecute  such  actions  against  persons  infringing  the  said 
"  Letters  Patent  as  in  the  opinion  of  Mr.  John  Fletcher  Moulton^  Q.C.,  and  Mr. 
•*  Roger  William  Wallace^  Q.C.,  and  Mr.  Arthur  James  Walter^  Barrister- 
'*  at-Law,  it  is  desirable  or  expedient  to  commence  and  prosecute.  (14)  The 
"  licensees  shall  not  assign  or  transfer  the  licences  granted  by  these  presents,  40 
"  or  either  of  them,  to  any  person  or  Company  other  than  their  successors  in 
"  business  or  grant  any  sub-licence  to  any  person,  persons,  or  Company." 

On  the  26th  of  January  1903  the  Dunlop  Pneumatic  Tyre  Company y  Ld.^ 
commenced  an  action  against  the  licensees  for  infringement  of  the  Patent. 

The  Plaintiffs  by  their  Statement  of  (Uaim  alleged  that  they  were  the  owners  45 
of  the  Patent,  and  that  the  Defendants  had  infringed  the  same,  and  claimed  an 
injunction  to  restrain  the  Defendants  from  infringing  the  Patent  by  the  manu- 
facture, sale,  or  offering  for  sale  of  Clincher 'Miclmlin  tyres,  and  other  relief. 

The  Particulars  of  Breaches  alleged — (1)  that  the  Defendants  had  infringed, 
and  by  advertisements,  circulars,  and  the  continuous  offer  for  sale  threatened  50 
to  infringe  the  Patent  by  making,  selling,  and  offering  for  sale  Clincher- 
Michelin  tyres  and  parts  thereof  made  in  accordance  with  the  invention  claimed 
in  the  Patent ;  (2)  that  the  Plaintiffs   complained  of  the    importation    into 

*  The  Spedflcation  is  set  oat  in  the  report  of  Pneumatie  Tyr$  Company^  Ld,  y.  Lncester 
PneunuUis  Tyre,  ^0.,  Company,  16  B.P.O.  681. 
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this  country  from  abroad  and  of  one  otfer  for  sale  and  sale  by  the  Defendants 
of  a  tyre  marked  and  called  by  the  Defendants  and  known  by  the  name  of  the 
'^  Clincher-Michelin''  tyre;  (3)  that  the  Defendants  on  the  24th  day  of 
February  1903  sold  to  M.  S.  Foley,  of  Meadow  Street,  Manchester,  Lancashire, 
5  a  pneumatic  tyre  not  of  the  Plaintiffs'  manufacture  made  in  accordance  with 
the  inventions  claimed  in  all  the  claiming  clauses  of  the  Patent. 

The  Defendants  by  their  Defence  and  counterclaim  (stating  it  shortly)— (1) 
denied  infringement,  and  alleged  that  the  acts  of  which  complaint  was  made 
were  done  by  the  Defendants  under  the  licence  of  the  Plaintiffs  as  thereinafter 

10  appearing  ;  (2)  stated  the  licence  ;  (3)  that  by  the  licence  it  was  provided  that 
the  Plaintiffs  should  (in  certain  events  which  had  happened)  only  be  entitled 
to  grant  one  further  licence  to  manufacture  and  sell  the  invention  protected  by 
the  Patent ;  (4)  that  by  the  licence  it  was  provided  that  the  Plaintiffs  should, 
after  notice  of  infringement,  commence  and  prosecute  such  action  against 

15  persons  infringing  the  Patent  as  in  the  opinion  of  J,  F.  Moulton,  K.C ,  B.  W. 
Wallace^  K.C,  and  A.  J.  Waller  was  desirable  or  expedient ;  (5)  that  by  a  deed 
of  the  1st  of  March  1897  the  Plaintiffs  granted  a  licence  under  the  Patent,  and 
that  such  licence  was  transferred  to  the  Clipper  Company ;  (6)  that,  prior  to 
this  action  and  to  the  acts  complained  of,  the  Plaintiffs  authorised  and  permitted 

20  the  Clipper  Company  under  their  licence  to  import  and  sell  tyres  not  of  the 
manufacture  of  the  Plaintiffs  or  the  Clipper  Company  and  made  in  accordance 
with  the  Patent ;  (7)  that  the  Defendants  complained  to  the  Plaintiffs  of  such 
importations,  but  the  Plaintiffs  continued  to  authorise  and  permit  them,  and  that 
by  reason  of  such  facta  the  Defendants  contended  that  the  Plaintiffs  were 

25  estopped  from  saying  that  the  Defendants  were  not  under  their  licence  also 

equally  entitled  to  import  such  tyres  ^^    to  do  the  acts  of  which  complaint  was 

made  by  Plaintiffs  in  the  action ;  (8)  that  the  Plaintiffs  had  granted  licences 
under  the  Patent  other  than  the  one  in  paragraph  5  mentioned,  and  had 
permitted  the  importation  into  and  user  in  this  country  of  tyres  made  abroad 

30  in  accordance  with  the  Patent  in  the  manner  stated  in  the  Particulars  delivered 
therewith,  by  reason  whereof  the  Plaintiffs  were  not  entitled  in  any  case  to 
claim  any  injunction  against  the  Defendants.  In  the  counterclaim  the  Defen- 
dants (9)  referred  to  the  deed  of  the  1st  of  May  1896  ;  (10)  alleged  the  transfer 
to  the  Dunlop  Pneumatic  Tyre  Company,  Ld.,  of  the  rights  of  the  Pneumatic 

35  Tyre  Company,  Ld,,  under  and  subject  to  the  terms  and  conditions  in  such 
deed  contained  ;  (11)  repeated  paragraph  3  of  the  Defence ;  (12)  alleged  that 
the  Plaintiffs  had  granted  licences  under  the  Patent  contrary  to  the  terms  and 
provisions  of  the  said  deeds  of  the  1st  of  May  1896  and  the  23rd  of  July  1896, 
and  in  breach  of  the  agreements  therein  contained,  whereby  the  Defendants 

40  had  suffered  serious  lobs  and  damage,  Particulars  being  delivered  therewith. 

The  Particulars,  as  amended,  alleged  {;inter  alia) — (1)  that  on  the  1st  of 
March  1897  the  Plaintiffi  by  deed  granted  to  Thomus  Couchman  Phelpa  fall 
licence,  power  and  authority  under  the  Patent  to  use  and  exercise  the  invention 
protected  thereby,  and  to  import  and  sell  tyres  made  abroad,  and  in  particular 

45  had  authorised  the  Clipper  Company  to  import  and  sell  tyres  made  by  Messrs. 
Michelin  A  Co.  in  France  and  by  the  Continental  Caoutchouc  and  CruCta  Percha 
Company  in  Hanover  ;  (2)  that  the  Plaintiffs  had  prior  to  and  since  the  issue 
of  the  writ  in  the  action  licensed  the  use  in  this  country  of  the  tyres  (for 
vehicles  and  cycles)  of  foreign  manufacture  imported  into  this  country  upon 

50  motor  vehicles  and  otherwise  ;  that  in  particular  the  Defendants  complained 
of  licences  to  use  imported  tyres  granted  by  Plaintiffs  to— (A)  EL.  P. 
Salsbury  for  three  unnamed  tyres  branded  on  the  19th  of  February 
1903,  "Undertaking  given  L.  M.  Bergin'' \  (B)  Charles  Siebert,  chaffeur 
to  L.  E.  Ealli^  for  two  Michelin  tyres  and  one  continental   tyre  branded 

55  on  the  14th  of  April  1903,  "  Undertaking  given  L.  M.  Bergin  "  ;  (3)  that  the 
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Plaintiffs  had  prior  to  and  since  the  issue  of  the  writ  in  the  action  licensed  the 
tyres  of  foreign  mannfactnrers  under  the  Patent  for  importation  into  and  use 
in  this  country  ;  that  in  particular  F.  O.  Fenton  in  Paris,  as  agent  of  Plaintiffs 
or  of  the  Clipper  Company^  and  with  the  consent  of  the  Plaintiffs,  had  from 
time  to  time  during  '1902  and  1903  branded  in  Paris  motor  tyres  made  by  5 
Michelin  A  Co,  wil£  the  words  "  Clipper  Tyres,  manufactured  by  the  licence 
"  of  the  Dunlop  Company^'**  and  such  tyres  had  been  imported  into  this 
country.  [The  names  of  the  persons  who  had  been  supplied  with  and  had  used 
such  tyres  were  given.]  (4)  (5)  and  (6)  contained  further  allegations  as  to  the 
Plaintiffs  authorising  or  licensing  the  importation  of  tyres  ;  (7)  that  the  10 
numbers  and  dates  of  the  acts  of  the  Plaintiffs  contrary  to  the  terms  and 
provisions  of  the  said  deeds  of  the  1st  of  May  1896  and  the  23rd  of  July  1896, 
save  as  therein  above  stated,  were  not  known  to  the  Defendants,  but  the  Defen- 
dants would  claim  full  compensation  in  respect  of  all  such  acts ;  the  Defendants 
were  unable  to  give  further  or  better  Particulars  until  they  shall  have  had  15 
discovery.    Additional  Particulars  were  afterwards  given  of  paragraph  3. 

The  Plaintiffs  by  their  Reply  (inter  alia)  alleged  (4)  that  paragraph  4  of  the 
Defence  was  irrelevant ;  (5)  that  the  Plaintiffs  were  not  estopped  as  allied  ; 
and  in  their  Defence  to  the  counterclaim  (7)  objected  that  all  necessary  parties 
were  not  before  the  Court ;  (11)  denied  the  facts  alleged  in  paragraph  12  of  the  20 
counterclaim  save  that  they  granted  to  one  T.  C.  Phelps,  as  they  were  entitled 
to  do,  a  licence  under  the  Patent,  which  licence  was  owned  by  the  Clipper 
Company ;  (12)  alleged  that,  save  as  aforesaid,  they  had  granted  no  licence 
under  the  Patent ;  (13)  that,  as  to  the  matters  alleged  in  paragraph  2  of  the 
Particulars,  the  Plaintiffs  did  not  admit  any  of  the  matters  alleged  therein ;  25 
the  Plaintiffs  had  in  the  case  of  races  held  in  this  country  permitted  as  an  act 
of  courtesy  vehicles  with  infringing  tyres  upon  them  to  be  used  in  this  country 
upon  condition  that  such  vehicles  were  taken  out  of  this  country  after  the  race  ; 
the  Plaintiffs  had  in  other  cases  where  purchasers  of  cars  had  imported  cars 
with  infringing  tyres  upon  them  into  this  country  settled  their  claims  for  30 
damages  for  infringement  of  Patent  against  such  persons  by  reselling  to  the 
infringers  the  tyres  which  would  have  had  to  be  delivered  up  to  the  Plaintiffs 
as  infringements  ;  that  if  in  either  of  the  cases  referred  to  in  paragraph  2  of  the 
Particulars  persons  had  been  allowed  to  retain  infringing  tyres  (which  was  not 
admitted)  such  persons  were  allowed  to  retain  the  same  under  the  circumstances  35 
aforesaid ;  (14)ias  to  the  matters  alleged  in  paragraphs  3, 4,  and  6  of  the  Particulars, 
the  Plaintiffs  were  the  owners  of  the  Patent,  and,  whilst  not  admitting  any  of 
the  facts  alleged  in  such  paragraphs,  the  Plaintiffs  as  owners  of  the  said  Letters 
Patent  were  entitled  to  authorise  their  licensees,  the  Clipper  Company^  to  have 
their  tyres  manufactured  at  such  places  as  they  might  think  fit ;  (15)  as  to  the  40 
matters  lalleged  in  paragraph  5  of  the  Particulars,  the* Plaintiffs,  whilst  not 
admitting  any  of  the  facts  alleged,  were  entitled  as  owners  of  the  said  Letters 
Patent  to  have  their  tyres  manufactured  for  them  at  such  places  as  they  thought 
fit ;  (16)  filleged  estoppel  by  acquiescence  on  the  part  of  the  Defendants.    By 
an  amendment  made  by  leave  on  the  20th  of  November  1903,  after  the  commence-  45 
ment  and  adjournment  of  the  trial :  the  Plaintiffs  alleged  (17)  alternatively  that 
under  and  by  virtue  of  the  licence  the  Defendants  were  entitled,  subject  to  the 
conditions  in  the  licence  mentioned,  to  use  and  exercise  the  invention  protected 
by  BartletVs  Patent ;  (18)  that  under  and  by  virtue  of  clause  10  of  the  licence 
the  Defendants  were  only  entitled  under  the  licence  to  use  such  forms  of  50 
pneumatic  tyres  constructed  under  BartletVs  Patent  as  were  not  also  constructed 
after  the  invention  of  Welch  (No.  14,563  of  1890) ;  (19)  that  the  Clincher- 
Michelin  tyres  complained  of  in  the  action  were  such  forms  of  pneumatic 
tyres   constructed  under  Bartletfs  Patent  as  were  also  constructed  under 
Welches  Patent,  and  in  respect  of  such  tyres  the  Defendants  had  no  licence ;  55 
(20)  that  the  Defendants  were  not  entitled  to  assign  or  transfer  the  licence  or 
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grant  sub-licences;  and  (21)  that  the  acts  of  the  Defendants  in  the  action 
complained  of  were  an  assignment  or  transfer  of  the  licence  or  a  snb-licence 
thereunder  to  Messrs.  Michelin,  and  the  licence  did  not  authorise  or  empower 
the  Defendants  or  grant  any  licence  to  the  Defendants  to  sell  or  deal  in  tyres 
5  procured  by  the  Defendants  from  Messrs.  Michelin.  fThis  amendment  was 
afterwards  struck  out,  or  treated  as  struck  out,  unaer  the  circumstances 
mentioned  below.] 

On  the  14th  of  November  1903  a  Summons,  adjourned  from  Chambers,  for 
leaye  to  administer  interrogatories  to  the  Plaintiffs,  came  on  before  BwMey^  J., 

10  but  the  Plaintiffs  stated  that  it  woald  be  impossible  for  them  to  answer  the 

interrc^atories  before  the  case  came  on  for  trial,  and  the  Defendants  stated  that 

they  did  not  assent  to  a  postponement  of  the  trial,  and  Bv^kUy^  J.,  under  the 

circumstances,  made  no  Order. 

The  action  came  on  for  trial  on  the  18th  of  November  1903.    Early  in  the 

15  course  of  the  trial  the  Defendants  admitted  that  a  tyre  produced  was  made  in 
accordance  with  the  Patent  and  imported  from  France  by  them. 

T.  Terrell,  K.C.,  and  A.  J.  Walter  (instructed  by  J.  B.  and  F.  Purchase) 
appeared  for  the  Plaintiffs ;  Cripps,  K.C.,  Bousfield,  K.C.,  and  W.  Neill 
(instructed  by  J.  Nicholls  A  Son)  appeared  for  the  Defendants. 

20  Terrell,  K.O.,  for  the  Plaintiffs. — This  is  an  action  for  infringement  of 
Bartletfs  Patent.  The  Defendants  are  licensees  of  the  Patent,  and  the 
Plaintiffs  say  that  the  Defendants  have  gone  outside  the  conditions  of  the 
licence,  and  are  therefore  unlicensed.  The  licence  is  a  limited  one.  [The 
pleadings  were  referred  to.]    The  question  is,  whether  the  Defendants  have 

25  done  things  not  authorised  by  the  licence  ?  Prima  facie  they  have  infringed. 
In  1896  the  Plaintiffs  owned  the  Welch  Patent.  The  Defendants  owned 
BartletVs  Patent.  [Fig.  2  of  the  Specification  and  the  claim  were  referred  to.] 
The  Defendants  were  making  tyres  according  to  Bartlett^xid.  the  Plaintiffa  sued 
them  on  Welch,  alleging  that  the  edges  of  the  Defendants*  tyres  were  made 

30  inextensible.  The  Plaintiffs  were  then  alleging  that  the  Bartlett  tyres  would 
not  hold  on  unless  the  edges  were  made  inextensible.  Under  these  circum- 
stances the  agreement  of  the  1st  of  May  1896  was  entered  into,  by  which  the 
Plaintiffs  bought  the  Bartlett  Patent  for  200,000^.  and  agreed  to  grant  a  limited 
licence  to  the  Defendants,  they  paying  a  royalty  of  2«.  6rf.  a  tyre.    On  the 

35  23rd  of  July  1896  the  licence  was  granted.  At  that  time  only  bicycle  or 
tricycle  tyres  were  contemplated  ;  motor  cars  were  not  then  practicable.  I 
shall  not  contend  that  the  Defendsmts  cannot  make  motor  tyres,  although  the 
price  is  very  different.  Subsequently  to  the  licence,  the  Plaintiffs  and  Defen- 
dants both  commenced  to  make  motor  tyres,  and  two  questions  now  arise,  viz. : 

40  Is  the  licence  one  enabling  the  Defendants  to  import,  or  only  to  make  and  sell 
tyres  ?  Is  it  a  limited  licence  to  use  BartletVs  invention  provided  that  Welch 
is  not  used  as  well,  and,  if  so,  is  the  tyre  complained  of  therefore  outside  the 
scope  of  the  licence  as  including  Welch  ?  [The  licence  was  then  read.]  The  words 
*^  manu&cture  and  sell "  are  very  important.    If  the  Plaintiffs  are  wrong,  and  if 

45  the  Defendants  do  not  themselves  manufacture,  then  there  is  no  royalty  payable. 
The  important  clause  as  to  Welch  is  clause  10.  [Bousjield,  K.C. — ^The  Defen- 
dants have  had  no  notice  that  infringement  of  the  Welch  Patent  was  to  be 
raised.]  The  Plaintiffs  are  not  attacking  the  Defendants  in  this  action  for 
infringing    Welch,  but  say  that  they  are   not  entitled   to   make  a  type  of 

50  Bartlett  tyre  involving  the  use  of  Welch.  [^Bousfield,  K.O. — ^We  are  taken  by 
surprise  as  to  the  Welch  point.  There  is  also  the  question  whether  it  is  within 
the  pleadings.  The  writ  is  only  for  infringing  Bartlett,  and  the  Particulars  of 
Breaches  complain  of  nothing  more.  The  Defence  alleges  that  the  Defendants  are 
licensed,  and  comprises  a  special  defence  of  estoppel.  The  Reply  does  not  raise  the 

55  point.]  It  is  true  the  point  only  occurred  to  the  Plaintiffs  three  days  ago,  but  the 
pleadings  raise  the  whole  question — ^that  what  is  done  is  not  covered  by  the  licence. 
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I  do  not  need  to  amend  ;  it  is  a  question  only  of  PartictdarB.  [Btrnb,  J. — I  will 
allow  amendment  upon  terms  if  you  like  and  try  the  questions  of  construction 
and  lea^e  the  question  of  terms  until  application  is  made  for  adjournment. 
I  will  let  you  continue  the  opening  until  an  application  is  made.]  There  is  an 
express  limitation  of  the  licence.  A  Defendant  may  infringe  the  two  Patents  5 
by  one  tyre.  This  is  not  a  licence  to  make  Welch ;  clause  10  can  only  mean 
in  the  course  of  making  Barilett  you  shall  not  make  Welch ;  that  is  the  only 
possible  construction  of  the  clause.  As  to  importation,  the  agreement  must  be 
looked  at  as  a  whole.  No  royalties  are  payable  unless  a  tyre  is  ^'  manufactured 
'^  and  sold  "  ;  so  as  to  accounts.  There  are  proyisions  as  to  manufacturing  in  10 
England  and  selling  abroad,  but  there  are  no  provisions  as  to  importing  or 
selling  tyres  manufactured  abroad.  Also  clause  10  says,  '^  manufacture  or  sell.** 
Clause  14  prohibits  sub-licensing,  but  the  Defendants  are  licensing  Michdin  A 
Co.  to  sell  in  England  and  are  acting  as  intermediaries.  The  Defendants  cannot 
buy  from  Michelin  A  Go.  so  as  to  cover  that.  [(7Wjojo.s,  K.C. — We  admit  that  the  15 
Defendants  have  imported,  and  we  submit  that  they  are  entitled  to  do  so.]  They 
are  entitled  to  make  and  sell  the  tyres,  but  not  to  import.  The  Defendants  have 
full  licence  to  use  and  exercise  the  invention,  but  for  the  construction  of  those 
words  the  licence  must  be  read  as  a  whole.  If  the  Defendants  are  right,  the 
Plaintiffs  get  nothing  from  the  licence  so  far  as  motor  tyres  are  concerned.  20 
[The  form  of  Letters  Patent  in  the  first  schedule  to  the  Patents,  &c.  Act,  1883, 
was  referred  to.]  The  words  "make,  use,  exercise,  and  vend"  are  there 
used.  But  the  words  in  the  licence  are  "  use  and  exercise,*!  and  these  must 
be  read  with  the  other  parts  of  the  licence.  It  was  never  intended  that  the 
Defendants  should  buy  from  other  persons,  thereby  really  licensing  such  25 
persons  ;  whilst  by  the  terms  of  the  licence  the  Plaintiffs  are  very  strictly 
limited  as  to  granting  other  licences.  [Cripps^  K.C,  admitted  that  a  tyre 
produced  was  a  tyre  made  in  accordance  with  BaitletVs  Patent  and  imported 
from  France  by  the  Defendants.]  [An  Agreement  between  the  Defendants  and 
Michelin  A  (/O.  of  the  29th  of  January  1903,  which  is  referred  to  in  the  judgment,  30 
was  then  read.]  That  Agreement  is  really  a  licence,  and  is  forbidden  by  clause  14. 
On  the  second  point,  the  licence  is  not  to  extend  to  Bartlett  tyres  which  involve 
the  use  of  Welch.  Such  a  tyre,  as  the  admitted  tyre,  had  never  in  fact  been 
made  at  the  date  of  the  licence.  We  say  that  it  makes  use  of  Welch  in  fact, 
even  though  it  may  use  Barilett  too.  No  motor  car  tyre  can  be  used  without  35 
the  Welch  principle,  at  all  events  in  reserve ;  a  stiffened  edge  is  necessary,  as 
in  the  admitted  tyre, 

Cripps,  K.C.,  and  Bousfield,  K.C,  for  the  Defendants. — We  will,  if  the  Court 
thinks  it  convenient,  now  state  our  case.     We  submit  that  the  Defendants  are 
entitled  under  the  licence  to  import  Bartlett  tyres  manufactured  abroad.    There  40 
are  three  points  against  us— that  the  agreement  only  contemplates  manufacture 
and  sale ;  that  the  agreement  with  Michelin  A  Co.  is  a  sub-licence ;  and  that 
the  tyre  produced  is  an  infringement.    Full  licence  is  granted  to  *'  use  and 
^'  exercise  "  the  invention.    This  means,  in  the  widest  commercial  sense  of  the 
words,  that  the  Defendants  may  carry  on  their  business  in  the  patented  article.  45 
The  Plaintiffs  could  not  prevent  manufacture  abroad,  so  that  does  not  come  in 
question.    If  someone  manufactures  in  this  country  and  sells  to  the  Defendants 
they  do  not  infringe,  although  the  manufacturer  may.    ^'  Use  and  exercise  ** 
must  include  manufacture  and  sale,  but  the  Plaintiffs  argue  that  the  licence  is 
limited  to  ^'manufacture  and  sell.**    The  Defendants  have  never  contended  50 
that  a  royalty  would  not  be  payable  on  sale  only  ;  they  do  not  contend  that 
they  could  escape  from  royalty  by  importing  and  selling.    If  so,  the  only 
result  is  that  royalty  is  not  payable  ;  but  the  grant  is  not  cut  down.    But  our 
contention  is  that  '^  manufocture  and  sell  '*  may  be  read  disjunctively.    The 
Defendants  are  entitled  to  carry  on  their  business  in  the  tyres  in  the  fullest  55 
sense.    Then  as  to  the  agreement  with  Michelin  A  Co.y  the  ^e  is  to  take  place 
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abroad,  no  doubt  to  prevent  their  being  infringers.  If  they  had  manufactured 
here  they  would  be  infringers,  but  the  Defendants  would  not  be  infringers. 
The  fact  that  a  share  of  profits  in  the  Defendants'  motor-car  department  is 
Riven  to  Michelin  A  Co.  is  immaterial.  There  is  no  partnership.  Manufacture 
5  and  sale  abroad  of  a  patented  article  is  not  infringement ;  but  if  the  sale  is 
in  this  country  there  is  infringement  unless  the  article  is  sold  by  a  licensee. 
Again,  it  is  said  clause  10  makes  the  Defendants  liable ;  this  clause  does  not 
affect  their  right  to  use  the  Bartlett  Patent ;  that  was  the  very  question  which 
the  Agreements  were  meant  to  get  over.     [Byrne,  J, — It  is  contemplated  that 

10  Bartlett  can  be  made  without  infringing  Welch,  but  it  is  arguable  that,  if  wires 
were  put  in,  it  might  be  Bartlett  made  according  to  Welch."]  Clause  10  does 
not  limit  the  Defendants'  rights  to  make  under  Bartlett.  It  allows  them  to  go 
outside  the  strict  Bartlett  so  Tong  as  they  do  not  infringe  Welch.  As  regards 
the  Clincher  tyres,  we  might  go  on  manufacturing  them  as  before.     If,  as 

1 5  admitted,  what  we  have  made  is  Bartlett,  then  cadit  qiicestio.  The  Plaintiffs'  own 
case  is  that  we  are  making  Bartlett ;  that  is  the  very  thing  that  we  are  entitled 
to  do.  [BiRNE,  t7. — It  is  said  that  the  tyre  complained  of  infringes  Bartlett 
and  Welch  as  weU.]  The  Plaintiffs  are  not  under  the  licence  entitled  to 
complain  of  it ;  there  is  no  limit  to  our  licence  to  use  Bartlett.     [BYRNE,  J. — 

20  Does  not  clause  10  mean  that  the  Defendants  shall  not  manufacture,  even 
although  within  the  Bartlett  Patent,  if  they  infringe  Welch  ?]  I  submit  not. 
Clause  10  extends,  but  does  not  limit,  the  licence.  "  Clincher  "  means  a  tyre 
made  by  the  Defendants.  It  was  a  question  at  that  time  whether  Bartlett  was 
an  infringement  of  Welch,  and  it  was  intended  to  deal  with  that  position.     If 

25  the  Plaintiffs  are  right  as  to  clause  10,  they  could  set  up  that  the  Defendants 
were  left  in  the  same  position  as  before  the  licence  because  they  infringed 
Welch.  [Byrne,  J. — In  the  document  there  is  a  distinction  between  the  two 
inventions.]  As  to  clause  8,  the  Plaintiffs  wanted  the  Defendants  to  sell  as 
many  tyres  as  possible,  and  the  Defendants  stipulated  that  they  should  have  as 

30  competitors  only  one  other  further  licensee.  The  existing  licensees  did  not 
manufacture  themselves ;  the  Plaintiffs  allowed  the  licensees  to  get  others  to 
manufacture  for  them,  and  this  was  the  accepted  commercial  meaning  of  the 
licence.  The  Defendants  were  entitled  to  set  others  to  manufacture  for  them  and 
to  purchase  from  the  manufacturers  ;  the  Plaintiffs'  interest  was  that  the  output 

35  should  be  as  large  as  possible.  The  licence  was  to  put  the  Defendants 
unrestrictedly  in  the  position  of  the  Patentee.  The  Defendants  could  not  be 
liable  for  purchasing  from  anyone,  whether  infiinger  or  not,  although  the 
infringer  could  be  sued.  The  licensee  has  of  course  to  pay  the  royalty ;  he 
could  make  tyres  himself,  why  could  he  not  purchase  ?    In  substance,  the 

40  Defendants  have  gone  abroad  and  brought  the  tyres  in.  They  could  set  up  a 
manufactory  in  Holland  and  import  the  tyres  made  there.  Then,  as  to  the 
arrangement  with  Michelin  A  Co.,  no  licence  is  wanted  for  anything  done 
abroad,  so  there  is  no  sub-licence  to  Michelin  A  Co. ;  no  act  in  this  country  has 
been  licensed.    The  question  of  stiffened  edges  had  been  raised  before  the 

45  licence,  and  no  question  has  ever  been  raised  since  as  to  them.    Assuming  that 

the  Defendants  are  using  Welch,  clause  10  is  not  a  condition  or  limitation  on  the 

grant.    If  there  is  any  right,  it  is  merely  one  of  damages  for  breach  of  covenant. 

Terrell,  K.C.,  in  reply. — This  agreement  with  Michelin  A  Co.  is  a  sub-licence 

within  clause  14.    Michelin  A  Co.  are  to  have  part  of  the  "  profit  and  advantage  " 

50  granted  by  the  Patent.  Michelin  A  Co.  are  interested  in  the  resale  in  England 
of  the  tyres,  and  are  sub-licensees.  Clause  2  must  not  be  read  alone  as  the  grant, 
for,  if  so,  manufacture  and  sale  are  not  included.  I  say  they  are  included,  but 
the  Agreement  must  be  read  as  a  whole.  Clause  10  licences  the  pure  Bartlett, 
but  not  the  form  of  Bartlett  which  involves  Welch. 

5>  Byrne,  J. — This  is  an  action  to  restrain  infringement  of  what  may  be  called 
for  shortness  Bartletfs  Patent,  brought  by  licensors  against  licensees.    So  far 
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as  I  have  at  present  to  deal  with  the  matter,  the  point  at  issne  is  whether  or  not 
the  Defendants  can  justify  what  thej-  have  done  as  being  lawful  by  virtue  of 
the  terms  of  their  licence  from  the  Plaintiffs.  I  have  been  asked  by  both 
parties,  first,  to  determine  certain  questions  of  construction  arising  on  the 
licence  on  admitted  facts.  These  being  disposed  of,  there  are,  or  may  be,  other  5 
questions  to  be  dealt  with.  The  short  facts  not  in  dispute  are  as  follows  : — In 
the  year  181^6  there  was  a  i)ending  litigation  between  the  Plaintiffs,  the  owners 
of  the  Welch  Patent,  and  the  Defendants,  the  owners  of  the  Bdrtletl  Patent, 
involving  the  question  whether  what  was  being  done  by  the  Defendants  under 
BartLtVs  Patent  was  an  infringement  of  the  Welch  Patent.  These  disputes  were  10 
put  an  end  to  by  the  terms  of  an  Agreement  dated  thejlst  of  May  1896,  whereunder 
the  Plaintiffs  became  the  purchasers  of  BanletCs  Patent  for  200,000/.,  and  were  to 
grant  a  licence  upon  certain  terms.  The  Agreement  was  carried  out.  The  Plaintiffs 
became  the  owners  of  the  Bartlett  Patent,  and  they  granted  a  licence  to  the 
Defendants,  dated  the  23rd  of  July  1896,  the  terms  of  which  I  shall  have  to  15 
refer  to  particularly  later;  but  to  complete  the  necessary- statement  oE  facts 
before  I  proceed,  the  Defendants  have  entered  into  an  Agreement  with  Messrs. 
Michelin  &  Co,y  u  French  firm  of  tyre  manufacturers,  dated  the  29th  of  January 
1903,  the  leading:  part  of  the  Agreement  being  as  follows  :— "  It  is  mutually  agreed 
"  as  follows :  Messrs.  Michelin  <k  Co.  will  manufacture  for  the  North  British  ;?0 
"  Rubber  Gomp  my^  Ld.,  all  such  pneumitic  tyres  for  motor  oars  and  other 
"  vehicles  under  the  Bartlett  (British)  Patent  (No.  16,783  of  1890)  as  the 
"  North  British  Rubber  Company^  Ld,^  are  entitled  to  manufacture  under  the 
*'  licence  from  the  Dunlnp  Pneumatic  Tyr,'  Gnmpany^  Ld.^  dated  the  23rd  of 

July  1896,  other  than  cycle,  motor  cycle,  and  motor  bicycle  tyres,  and  as  the  25 
"  North  British  Rubber  Gompany  shall  require  for  the  United  Kingdom  upon 
**  the  terms  of  remuneration,  and  subject  to  the  mutual  stipulations  and  con- 
''  ditions  contained  in  a  memorandum  of  such  terms  to  be  from  time  to  time 
•agreed  npon  and  signed  by  the  said  partiei  hereto.    The  North  British 
'*  Ruhbei'  Company^  Ld.^  will  not  employ  any  other  person  to  manufacture  30 
"  such  tyres  for  them  during  the  pendency  of  this  agreement,  but  this  stipula- 
*•  tion  is  not  to  i)reclude  the  North  Bntish  Rubber  Company^  Ld,^  from  manu- 
**  facturing  such  tyres  by  their  own  servants  at  their  own  works  to  the  number 
'*  of  not  more  than  5,000  tj  res  in  any  year.    All  such  tyres  manufactured  by 
**  Messr.-J.   Michelin  &   Go.  shall   be  marked,    *  The   Glincher- Michelin  Tyre,  35 
*' '  BartletCs  Patent,  manufactured  for  the  North  British  Rubber  Gompany^ 
** '  Ld.y  by  Michelin  A  Go.,  Clermont  Ferrard.'     Nothing  in  the  said  memorandum 
*'  of  terms  or  in  the  mole  of  remuneration  or  in  the  course  of  business  between 
*'  the  parties  shall  be  construed  as  making  the  relationship  between  the  parties 
"  other  than  that  hereby  C]*eated,  namely,  that  Messrs.  Michelin  &  Go,  shall  40 
"  manufacture  such  tyrea  solely  as  the  manufacturing  agents  for  the  North 
"  British  Rubber  Gompany,  Ld,j  and  shall  not  have  the  right  to  make  such 
"  tyres  for,  or  to  supply  such  tyres  to,  any  person  in  the  United  Kingdom  other 
**  than  the  North  British  Rubber  Gompany^  Ld,'^    There  was  a  second  Agree- 
ment entered  into  embodying  the  terms  referred  to  in  that  Agreement.     It  45 
will  not  be  necessary  for  me  to  go  through  it  and  I  will  avoid  mentioning  the 
figures,  but  I  will  state  what  the  essential  provisions  for  the  present  purposes  are  : 
"  Messrs.  Michelin  <k  Go.  shall  deliver  the  Giincher- Michelin  tyres  as  well  as 
*•  the  accessories  free  at  Treport,  Dunkirk,  or  any  other  French  port  required,  at 
"  the  prices  and  upon  the  conditions  stated  in  their  confidential  tariff."     Then  50 
there  are  provisions  for  remuneration,  and  1  think  the  next  important  one  is 
clause  4,  which  is  that  '*  payment  for  the  tyres,  or  goods,  shall  be  made  on 
"  the  last  day  of  the  month  whi^h  follows  that  in  which  they  shall  have 
**  been  invoiced  and  shipped,  and  the  same  shall  be  nett,"  and  so  on,  and  the 
invoice  shall  be  dated  on  the  day  when  the  goods  are  despatched  from  Clermont  55 
Ferrard.    Then  in  clause  9  there  is  a  provision  for  taking  back  goods  made 
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by  Messrs.  Michelin  &  Co.  which  the  North  British  Rubber  Company  do  not 
sell,  and,  if  they  refuse  to  do  so,  then  the  North  British  Rubber  Company 
may  sell.  Then  clause  14  provides  :  "  In  consideration  of  the  special  con- 
•*  cession  given  to  the  North  British  Rubber  Company  by  Messrs.  Michelin  A 
5  "  Oo.,  as  shown  by  these  terms,  the  North  British  Rubber  Company  will  give 
"  them  a  share  of  the  profits  in  the  motor  tyre  department,"  and  then  there  are 
provisions  for  ascertaining  this  share.  Then  clause  24:  is  :  "  The  present  contract 
"  shall  continue  in  force  till  the  expiration  of  the  Bartlett  Patent,  1890," 
subject  to  something  which   I  need  not  mention ;   and  clauses  25  and  26 

10  have  in  view  possible  litigation.  Clause  25  provides  that  the  Rubber  Company 
shall  intimate  to  the  Dunlop  Company^  their  licensors,  their  intention  to  have 
their  motor  tyres  manufactured  for  them  by  Messrs.  Michelin  &  Co.  at  Clermont 
Ferrard,  and  to  import  them  into  the  United  Kingdom,  so  that  the  Dunlop 
Company  may  be  made  aware  of,  and,  if  they  so  desire,  take  steps  to  check  the 

15  quantities  thus  imported  by  the  Rubber  Company  ;  and  then  clause  26  is  a 
provision  for  making  some  arrangement  about  litigation,  and  the  costs  of 
litigation.     I  do  not  think  I  need  go  further  into  detail. 

The  Defendants  have  under  these  Agreements  bought  and  paid  for,  and  taken 
delivery  of  tyres  in  France  which  they  have  brought  into  England  and  sold. 

20  They  admit  liabilityr  to  pay  royalty  in  respect  of  such  goods.  It  is  part  of  the 
Plaintiffs'  case,  and  it  is  admitted  by  the  Defendants,  that  these  are  made  in 
accordance  with  the  £aW^^/  Patent,  otherwise  the  Plaintiffs  coaldnot  get  the  relief 
for  which  they  ask  in  the  present  action,  and  until  within  the  last  three  days  the 
only  contest,  so  far  as  the  case  has  been  heretofore  opened  before  me,  was, 

25  whether  or  not  the  Defendants  are  entitled  to  purchase  and  sell  Bartlett  tyres 
as  they  have  done  ;  but  a  new  question  has  been  since  raised,  namely,  whether  or 
not  the  tyres,  though  in  accordance  with  the  Bartlett  Patent,  are  or  are  not  also 
in  accordance  with  the  Welch  Patent,  and  on  that  ground  not  within  the 
licence. 

30  So  far  as  the  new  point  is  concerned,  I  have  held  that,  so  far  as  it  depends  on 
fact,  the  Plaintiffs  may  amend  so  as  to  raise  the  question  specifically,  upon 
terms,  but  that  the  Defendants  may  have  an  adjournment  to  meet  this  new 
question  on  evidence  should  it  become  necessary.  The  Defendants,  however, 
say  that  they  can,  on  the  construction  of  the  licence,  get  rid  of  this  new  point 

35  altogether. 

The  points  taken  on  behalf  of  the  Plaintifts  are,  first,  that  the  terms  of  the 
licence  do  not  permit  the  purchase  abroad  of  tyres  made  by  third  persons  in 
accordance  with  the  Bartlett  Patent,  and  their  importation  into  England 
and  sale    by  the  Defendants  ;   secondly,  that  even  if  this  be  permissible,  it 

40  cannot  be  done  if  the  tyres,  althoagh  made  in  accordance  with  the  Bartlett 
Patents,  are  also  constructed  after  the  invention  of  Welch  ;  and,  thirdly,  that 
the  particular  bargain  made  with  Messrs.  Michelin  A  Co.  amounts  to  a  sub- 
licence, and  is  contrary  to  the  terms  of  clause  14  of  the  licence. 

I  proceed  to  consider  the  terms  of  the  licence  itself,  which  requires  examina- 

45  tion  with  some  particularity.  It  recites  that  the  licensors  are  absolutely 
entitled  to  the  whole  legal  and  beneficial  interest  in  the  inventions  and  Letters 
Patent  mentioned  in  the  s<»hedules,  and  then  it  recites  shortly  the  Agreement 
of  the  1st  of  May  1896  which  I  have  mentioned.  The  first  clause  provider 
that  in  pursuance  of  this  Agreement  a  licence  is  granted  of  a  Patent  not  the  subject 

50  of  the  present  action.  Clause  2  is  the  first  important  clause.  "  In  further 
**  pursuance  of  the  said  Agreement,  and  in  consideration  of  the  royalty  herein- 
**  after  reserved  or  made  payable  and  of  the  covenants  and  agreements  on  the 
**  part  of  the  licensees  hereinafter  contained,  the  licensors  do  hereby jgrant  unto 
"  the  licensees  full  licence  under  the  Letters  Patent  mentioned  in  the  second 

55  "  schedule  " — that  is  the  Bartlett  Patent — ^*'  to  use  and  exercise  the  invention 
**  protected  by  the  said  Letters  Patent  during  the  term  of  such  Letters  Patent 
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"  or  any  prolongation  thereof,  paying  therefor  the  royalty  next  hereinafter 
"  mentioned.  And  it  is  hereby  mutually  covenanted  and  agreed  between 
"  and  by  the  said  respective  parties  hereto  as  follows."  Then  follows  clause  3  : 
^'  The  licensees  shall  be  entitled  to  manufacture  within  the  United  Kingdom 
"  pneumatic  tyres  under  this  licence  for  sale  outside  the  United  Kingdom  b 
"  without  payment  of  any  royalty  to  the  licensors  or  either  of  them,  but  all 
"  such  tyres  shall  be  marked  before  being  sent  out  by  the  licensees  by  having 
**  the  words  *Not  licensed  for  use  in  the  United  Kingdom*  or  other  similar 
"  words  marked  upon  them,  so  as  to  prevent  the  reimportation  of  the  same  into 
**  the  United  Kingdom  by  persons  to  whom  they  have  been  sold  by  the  licensees,  10 
"  but  on  any  such  sale  as  is  intended  under  this  clause  the  licensees  will  obtain 
*'  an  agreement  from  the  purchasers  of  such  tyres  not  to  sell  the  same  in  the 
*'  United  Kingdom  of  Great  Britain  and  Ireland,  and  will  strictly  enforce  the 
"  said  agreement."  Then  clause  4  is  :  "  The  licensees  shall  as  from  the  1st  day 
*^  of  May  1896,  and  until  the  licensors  shall  have  obtained  the  Agreement  15 
'^  mentioned  in  clause  5  of  these  presents,  pay  to  the  parties  hereto  of  the  first 
"  part  a  royalty  of  5«.  per  pair  upon  all  tyres  manufactured  and  sold  by  them 
^'  under  the  licence  contained  in  clause  2  of  these  presents,  such  royalty  to  be 
"  payable  half-yearly  and  to  become  due  and  to  be  paid  at  the  end  of  two 
'^  calendar  months  after  the  expiration  of  the  half  year  during  which  the  same  20 
"  tyres  shall  have  been  manufactured  or  sold." 

1  pause  here  for  one  moment  to  say  that  any  possible  question  that  might 
have  been  raised  as  to  the  generality  of  the  terms  of  clause  2,  by  reason  of  the 
absence  of  the  words  '* manufacture  and  sale" — the  words  being  simply  ^^  use 
**  and  exercise  " — is  entirely  got  rid  of  by  the  reference  in  clause  4  to  manufacture  25 
and  sale  under  clause  2.  Therefore,  if  clause  2  stood  alone,  it  would  be  simply  a 
general  licence,  conferring,  I  imagine,  all  such  rights  as  a  Patentee  can  give  to  a 
licensee.    Clause  3,  however,  obviously  limits,  to  some  extent,  what  might  be 
done  by  a  general  licensee  having  no  terms  imposed  upon  him ;  because  I 
apprehend  that,  under  a  general  licence,  he  would  be  entitled  to  sell  abroad,  30 
and  the  goods  might  come  back  again  into  England  after  he  had  sold  them 
abroad,  and  I  think  that  that  forms  one  limit  to  the  generality  of  the  preceding 
words.     I  may  say  further  that  I  think,  considering  the  construction  of  this 
document,  what  I  have  really  to  do  is  to  consider  fairly  the  meaning  of  the 
whole  of  the  terms,  and  that  it  will  not  do  to  start  by  saying  :  "  Here  is  a  y,5 
"  licence  in  perfectly  general  terms,  and  what  comes  after  is  not  to  be  construed 
"  as  limiting  the  terms  of  what  goes  before."     It  is  a  question  of  construction 
in  each  case,  looking  at  the  whole  instrument,  whether  what  is  granted  is  a  full, 
absolute,  and  entire  licence,  or  whether  it  is  granted  upon  terms  which  really 
limit  the  licence.    Clause  5  is  material  for  a  particular  reason.    It  has  not  40 
come,  I  understand,  into  operation,  but  it  provides  that  "  the  licensors  shall  use 
**  their  best  endeavours  to  procure  "  certain  firms  mentioned  "  to  enter  into  an 
"  agreement  or  agreements  in  writing  with  the  licensees  by  which  each  of  the 
"  said  three  Companies  shall  agree  to  increase  their  prices  for  pneumatic  tyres 
"  made  under  the  TF^fcA  Patent,  No.  14,563  of  the  year  1890,  by  5«.  per  tyre,"  45 
and  in  that  case  there  is  to  be  a   rise  in  the  royalty  paid   to  the  Dunlop 
Company y  and  there   are    certain  terms  mentioned.    I  refer  to  this  because 
there  is  a  reference  there  made  to  parties  entitled  to  make  pneumatic  tyres 
under  the  Welch  Patent.    Clause  6  provides  about  keeping  books,  containing  full 
entries  and  particulars  of  all  tyres  manufactured  and  sold  by  the  Defendants  50 
under  the  licence  granted  by  clause  2  of  the  Agreement.  Clause  7  provides  for  the 
furnishing  of  accounts  of  all  tyres  manufactured  and  sold  by  them  as  aforesaid 
during  the  preceding  half-year.    Clause  8  provides  that :    "  So   long  as  the 
"  licensees  shall  in  each  year  (calculated  from  the  1st  day  of  May  to  the  30th  of 
"  April  in  the  following  year)  sell  not  less  than  25,000  pairs  of  pneumatic  tyres  55 
*'  manufactured  under  the  Patent  mentioned  in  the  second  schedule  hereto, 
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**  the  licensors  shall  only  be  entitled  to  grant  one  licence  (other  than  and 
**  besides  the  licence  already  granted  and  mentioned  in  the  thivd  schedule 
"  hereto  and  the  licence  granted  by  these  presents)  to  manufacture  and  sell  the 
"  invention  protected  by  the  Letters  Patent  of  BarttetV  Then  clause  9,  I  do 
ft  not  think  I  need  refer  to,  but  clause  10,  which  is  important  on  one  of  the 
questions,  is  this  :  "  The  licensees  shall  not  manufacture  or  sell  tyres  constructed 
"  after  the  invention  of  Charles  Kingston  Welch,  No.  14,563  of  the  year  1890, 
"  but  subject  as  aforesaid  the  licensees  shall  be  entitled  to  manufacture  all 
**  forms  of  pneumatic  tyres  heretofore  manufactured  by  them  under  the  name 

10  "or  title  of  '  Clincher  Tyres,'  and  shall  be  entitled  to  make  such  modifications 
"  in  the  form  of  the  rims  and  in  the  sections  of  the  covers  as  may  be  necessary 
"  to  meet  the  public  requirements  and  to  keep  up  the  trade  in  the  '  Clincher 
"  *  Tyres,'  and  no  proceedings  for  infringement  of  the  said  Letters  Patent 
"  mentioned  in  the  first  and  second  schedules  hereto,  or  of  any  Letters  Patent 

J5  **  the  property  of  the  licensors  or  either  of  them,  shall  be  commenced  against 
"  the  licensees  or  any  purchaser  from  them  in  respect  of  any  '  Clincher  Tyres ' 
**  manufactured  by  them  prior  to  the  1st  day  of  May  lapt."  Then  clause  11  is 
about  taking  proceedings,  and  clause  12  is  that  the  licensors  shall  at  their  own 
expense  do  what  is  necessary  to  maintain  and  prosecute  actions  under  certain 

20  conditions.  Then  clause  13  is  that  the  licensees  shall  not  dispute  the  validity 
of  the  Patent,  and  clause  14  is  :  "  The  licensees  shall  not  assign  or  transfer  the 
"  licence  granted  by  these  presents  or  either  of  them  to  any  person  or  Company, 
"  other  than  their  successors  in  business,  or  grant  any  sub-licence  to  any  person 
"  or  persons  or  Company." 

25  1  have  said  that  it  appears  to  me  that  clause  3,  having  regard  to  what  is  said 
in  clause  4,  begins  by  a  general  licence.  Clause  3  has  a  double  object.  It 
exempts  from  royalty.  It  is  for  the  benefit,  so  far,  of  the  licensees ;  and  it 
limits  the  generality  by  forbidding  what  I  think  might  otherwise  have  been 
done  under  the  general  licence.    It  is  to  be  observed  that,  under  clause  4,  the 

30  royalties  are  payable  in  respect  of  the  things  manufactured  and  sold,  and  that 
expression  occurs  more  than  once,  and  was  a  good  deal  dwelt  upon  by  the 
Plaintiffs  in  their  argument  as  to  the  true  construction  to  be  put  upon  this. 

As  to  the  first  question,  I  think  that  the  true  meaning  of  the  Agreement  is 
that  the  goods  st>ld  under  the  licence  must  be  manufactured  by  the  licensees, 

35  but  I  also  think  that  they  are  not  the  less  manufactured  by  them  within  the 
meaning  of  the  clause  if  they  are  manufactured  for  them  by  a  third  party,  and 
a  price  is  paid  for  that.  I  think  that  the  argument  was  put  too  strongly  on  behalf 
of  the  Defendants  when  it  was  said  that  they  might  buy  anywhere  from  infringers 
and  sell  again,  but  the  agreement  with  Michelin  &  Co.  is  an  agreement  with 

40  persons,  who  are  themselves  entitle  1  to  make,  and  it  is  an  agreement  for 

Michelin  &  Co.  to  make  as  agents  for  the  Defendants.     I  agree  that  the  question 

is  far  from  being  free  from  difficulty,  but  I  think  this  is  a  manufacture 

by  them  within  the  meaning  of  the  licence. 

Then  as  to  the  second  point  taken,  which  turns  on  clause  10,  nanaely,  that  the 

45  licensees  shall  not  manufecture  or  sell  tyres  constructed  after  the  invention  of 
Welch,  1  cannot  avoid  seeing,  looking  at  this  Agreement— and  that  is  why 
I  referred  particularly  to  clause  5  as  well  as  to  clause  10— that  the  ^parties 
had  in  contemplation  and  must  have  considered  that  at  the  date  df  this 
licence  there  was  a  Welch  invention  which  could  be  distinguished  from  the 

50  Bartlett  invention,  otherwise  the  provisions  would  seem  to  be  most  extraordi- 
nary. Under  clause  5  there  are  persons  referred  to  who  are  already  licensed 
to  use  the  Welch  Patent,  and  there  are  provisions  contained  for  inducing  them 
to  come  to  some  terms.  Then  as  to  clause  10  a  good  deal  of  argument  was 
directed  to  saying  that  I  ought  not  to  read  that  as  in  fact  being  a  limit  upon 

55  the  generality  of  the  previous  licence,  but  that  I  ought  to  read  it  solely  having 
regard  to  the  words  which  occur  afterwards  in  the  clause  ;  that  the  clau*^  wjis 
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intended  for  the  benefit  of  the  Defendant  Company,  and  it  should  be  confined 
to  the  precise  subject-matter  of  that  clause.    But   I  cannot  read   it  in  that 
way.    The  words  at  the  beginning  of  the  clause  are :  "  The  licensees  shall 
"  not  manufacture  or  sell  tyres  constructed  after  the  invention  of  WelcK  but, 
"  subject  as  aforesaid,  they  shall   be   entitled  to  manufacture  "—putting  it  5 
shortly — ^as  they  had  manufactured  Clincher  tyres  before.     This  clause  was, 
I  suppose,  put  in  in  order  to  obviate  possible  questions  arising  between  the 
parties  as  to  whether  thinsfs  which  had  been  theretofore  manufactured  by  the 
Defendants  were  made  in  accordance  with  the  Bartlett  Patent  or  not,  and  in 
effect  the  clause  is,  speaking  generally  :  All  things  which  you  have  heretofore   10 
manufactured  as  CUncIier  tyres  you  may  go  on  man n fact uring,  and  you  may 
alter  the  forms  of  rims  and  sections  of  the  covers  as  therein  mentioned,  but  it  is 
all  subject  to  this,  that  you  must  not  manufacture  or  sell  tyres  constructed  after 
the  invention  of  Welch  ;  you  may  manufacture  according  to  Bartlett ;  all  the 
things  that  you  have  done  shall  be  deemed  to  be  within  Bartlett^  but  you  must   15 
not  manufacture  according  to  the  invention  of  Welch.    What  the  effect  of  that 
clause  is,  really  and  truly,  must  depend  upon  evidence,  and  it  may  be  something 
very  small  indeed,  because  there  is  an  undoubted  right  under  the  licence  to 
manufacture  Clincher  tyres,  and  to  manufacture  according  to  the    Bartlett 
Patent,  but  it  is  possible  that  proof  may  be  afforded  that,  although  manufactured  20 
within  the  Bartlett  Patent  and  being  in  accordance  with  it,  it  is  also  manu- 
factured in  accordance  with  another  invention  which  the  parties  had  in  mind 
at  the  time  when  they  entered  into  this  agreement — ^namely,  the  Welch  Patent. 
What  sort  of  controversy  that  may  lead  to  I  will  not  venture  to  prognosticat-e, 
but  I  can  see  this  very  clearly,  that  the  Defendants  start  with  this — "We  are  25 
"  allowed  to  manufacture  in  accordance  with  the  Bartlett  Patent;  what  you,  our 
"  opponents,  have  to  show  is,  that  we  have  taken  something,  in  addition  to  or 
"  apart  from  the  Bartlett  Patent,  which  is  constructed  after  the  invention  of 
"  Welch  within  the  meanln^r  of  the  Agreement." 

Then  there  is  a  short  point  which  turns  on  clause  14.  I  do  not  think  that  30 
the  agreement  which  has  been  made  with  Messrs.  AficJielin  Jt  Co,  does  amount 
to  a  sub-licence  or  to  an  assignment.  As  I  read  it,  it  is  really  an  agreement  to 
act  as  manufacturing  agents  and  to  bo  remunerated  partly  by  payment  of  a 
share  of  certain  profits.  I  cannot  say  that  that  is  a  licence.  I  am  quite  disposed 
to  accede  to  the  argument,  which  was  addressed  to  me,  that  the  meaning  of  a  35 
sub -licence  is  a  licence  to  somebody  to  do  something  which,  without  it,  he 
would  not  be  entitled  to  do,  but  that  does  not  apply  to  the  present  case  at  all, 
and  the  acts  are  outside  the  area  within  which  a  sub-licence  would  be  granted. 

Terrell^  K.C.,  then  applied  for  leave  to  amend  by  adding  to  the  Reply  and 
Defence  to  counterclaim  the  paragraphs  set  out  above  and  numbered  (17)  to  40 
(21)  ;  and  a  discussion  ensued  as  to  the  terms  on  which  amendment  should  be 
allowed  and  as  to  the  adjournment  necessitated  by  the  amendment. 

Bybnb,  «/.,  allowed  the  amendment  on  the  terms  of  the  Plaintiffs  paying  in 
any  event  the  costs  thrown  away.*  He  also  pointed  out  that  the  decisions 
on  the  two  points  of  construction  were  given  at  the  request  of  the  parties  and  45 
on  admissions  by  the  parties,  and  that  if  it  were  intended  to  appetd  on  these 
points  the  exact  form  of  the  admissions  should  be  settled  between  the  parties 
subject  to  application  to  the  Court  if  necessary.  Ultimately  it  was  ordered  that 
the  case  should  stand  over  and  keep  its  place  in  the  list,  but  not  come  in  for 
hearing  until  mentioned  again.  50 

On  the  26th  of  November  1903  Bousfield,  K.C.,  mentioned  the  case,  saying  that 
there  had  been  a  question  as  to  whether  the  tyres  complained  of  were  or  were  not 

*  The  exaot  terma  of  the  Order  finallj  made  as  to  oosts  appear  at  the  end  of  the  report  of  the 
trial. 
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made  according  to  Welch  as  well  as  according  to  the  Bartlett  Patent,  but  that 
since  the  amendment  was  made  the  Plaintiffs  had  given  notice  that  they  did 
not  intend  to  offer  any  evidence  on  that  branch  of  the  case,  and  that  practically, 
for  their  own  reasons,  they  had  dropped  the  charge  of  infringement  of  the 
5  Welch  Patent.  He  stated  that  he  presumed  that  the  Plaintiffs  would  not  go  to 
the  Court  of  Appeal  on  the  question  of  the  constructiou  of  clause  10  after 
offering  no  evidence,  but  he  now  asked  the  Plaintiffs  to  make  that  clear. 

Terrell^  K.C. — All  I  can  say  is  that  we  took  a  point  of  law,  which  we 
cannot  support  by  the  facts.    We  cannot  give  any  evidence  about  it ;   so  that 

10  we  are  not  going  at  all  on  clause  10.  My  friend  need  not  fear  any  further 
trouble  about  that. 

Bousfield^  K.C. — After  that  statement  I  shall  not  put  in  any  answer  to  their 
amended  pleading  ;  the  other  point  was  there  before  practically*. 

Terrell^  K.C. — You  need  not  trouble  about  it  at  all.     It  would  make  it  simpler 

15  if  we  struck  out  our  amendment  altogether. 
Byrne,  J. — Yes,  all  the  amendment. 

Terrell^  K.C. — There  are  only  two  points  now  left  for  the  Court  of  Appeal  to 
deal  with.  Then,  of  course,  there  is  this  further — the  Defendants  have  a 
Counterclaim  and  a  defence  of  estoppel.     I  do  not  know  whether  they  intend 

20  to  go  on  with  those. 

Botisjield,  K.C. — Yes,  we  must  offer  some  evidence. 

The  day  on  which  the  case  should  come  on  again  was  thei)  fixed. 

The  hearing  was  continued  on  the  3rd  of  December  1*.  0^^. 

GrippSy  K.C.,  for  the  Defendants. — As  to  the  Defence,  the  estoppel  pleaded  in 

25  paragraph  7  might  become  important,  although  the  major  point  has  been  decided 
in  the  Defendants'  favour.  [The  correspondence  between  the  parties  was  put 
in  and  the  licence  to  the  Clipper  Company. ']  As  to  the  Counterclaim,  the  Defen- 
dants will  prove  that  they  have  sold  the  numbers  of  tyre  mentioned  in  clause  8 
of  the  licence,  and  the  restriction  on  the  grant  of  licences  by  the  Plaintiffs  there- 

30  fore  became  operative,  and  the  Plaintiffs  were  not  entitled  to  grant  any  licence 
after  the  licence  to  the  Clipper  Company.  We  allege  that  there  have  been 
important  and  constant  breaches  by  the  Plaintiffs  of  this  provision.  In  view  of 
the  decision  on  the  construction  of  the  licenre,  paragraph  1  of  the  Particulars 
becomes  immaterial ;  but  paragraph  12  of  the  Counterclaim  and  the  Particulars 

35  in  reference  thereto  are  material.  [Paragraphs  2, 3,  and  4  of  the  Particuhirs  were 
referred  to.]  The  decision  on  the  construction  of  the  licence  does  not  affect  para- 
graphs 3  and  4,  for  it  has  been  held  that  the  acts  of  the  Defendants  were  justified 
because  Michelin  Jc  Co.  were-  their  agents,  and  not  on  the  general  ground  of 
importation  being  permissible.    The  Plaintiffs  by  their  Defence  to  the  Counter- 

40  claim  object  that  all  necessary  parties  are  not  before  the  Court.  \_Terrelly  K.C. — 
An  injunction  is  asked  for  by  the  Counterclaim.]  I  should  ask  for  an  inquiry  as  to 
damages ;  an  injunction  would  not  be  necessary.  The  Plaintiffs  say  that  they 
have  since  the  licence  to  the  Defendants  only  licensed  the  Clipper  Com/.any, 
and  they  do  not  admit  the  facts  alleged  in  paragraph  2  of  the  Particulars.     The 

45  Defendants  do  not  complain  as  to  the  racing  cars.  Their  point  is  that  the 
Plaintiffs  have  as  a  practice  licensed  persons  to  use  tyres  on  application,  and 
they  have  got  more  than  if  the  tyres  were  sold  by  the  Defendants  or  the 
Clipper  Company.  Paragraphs  17  to  21  of  the  Defence  to  the  Counterclaim 
have  now  bern  struck  out.     [  Walte7\— But  on  an  admission  that  without  them 

50  the  plesidings  were  wide  enough  to  cover  the  point  raised  thereby  as  to  sub- 
licences.] The  Defendants  do  not  abandon  any  part  of  their  Counterclaim,  but 
as  to  part  it  is  really  altei-native. 

Witnesses  were  then  called  on  behalf  of  the  Defendants,  including  Messrs. 
iff.  P.  Salsbury,   C.  Siebart    Stuart,  late  manager  of  the   Defendants,  and  j 

SSeartain  witnesses  called  as  to  the  matters  alleged  in  paragraph  3  of  the 
Fttrticulttn. 
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Botisjieldy  K.C.,  for  the  Defendants. —By  the  Connterclaim,  there  are  two 
classes  of  acts  complained  of ;  first,  tyres  of  foreign  manufacture  have  been 
brouglit  into  this  country  and  taken  to  the  Plaintiffs'  office  and  stamped 
as  being  licensed ;  secondly,  tyres  of  foreign  manufacture  have  been  taken 
to  FenUm  in  Paris  and  stamped  as  being  licensed  for  use  in  this  country.  We  5 
do  not  now  complain  of  genuine  tyres  made  by  Michelin  A  Go.  for  the  Clipper 
Company  under  their  licence.  When  the  Defendants  began  to  work  with 
Michelin  &  Go.  instead  of  the  Clipper  Company  doing  so,  Michelin  &  Co. 
undertook  not  to  send  tyres  into  this  country  ;  but,  after  the  agreement  between 
Michelin  Sc  (  o.  and  the  Clipper  Company  lapsed,  persons  got  tyres  which  were  10 
not  manufactured  for  the  Clipper  Company^  and  got  them  stamped  by  FenttJn 
with  the  st  imp  used  during  the  existence  of  the  agreement — that  is  to  say,  with 
the  words  "  Clipper  Tyres,  manufactured  by  licence  of  the  Dunlop  Company.'''' 
The  Plaintiffs  well  knew  what  Fenton  was  doing,  and  sent  persons  to  him  for 
that  purpose.  As  to  the  first  point,  a  regular  practice  has  grown  up  of  1,5 
the  Plain tilfs  stamping  any  tyres  taken  to  them  on  payment  of  a  royalty. 
[Certain  correspondence  which,  the  Plaintiffs  contended,  authorised  this 
was  referred  to.]  The  letters  were  not  dealing  with  a  regular  practice, 
but  only  a  particular  situation.  The  Defendants  are  entitled  to  say  that, 
apart  from  any  specific  direction  that  may  have  been  given  by  them,  the  20 
Plaintiffs  could  not  grant  any  licence.  [Byrnb,  /. — Substantially  what 
the  Defendants  want  is  a  declaration  ?]  Yes,  a  declaration  that  the  Plaintiffs 
are  not  entitled  to  licence  tyres  other  than  those  made  by  themselves  or 
their  licensees. 

Terrell^  K.C  ,  for  the  Plaintiffs. — First,  as  to  the  construction  to  be  put  on  25 
clause  8  of  the  licence.     Letters  Patent  are  a  prohibition  against  other  people 
manufacturing,  selling,  or  using  the  invention.    Under  clause  8  the  Plaintiffs 
were  only  to  grant  one  further  licence  to  manufacture  or  sell.     It  must  be  so 
read,  and  cannot  prohibit  licences  to  use,  otherwise  the  result  would  be  that  on 
a  sale  by  the  I^laintiffs  no  licence  to  use  could  be  given.     The  effect  would  be   30 
that  the  first  sale  of  a  tyre  by  the  Plaintiffs  would  be  a  licence  to  use,  and  they 
could  not  sell  another  tyre.     Such  a  construction  is  impossible.    The  Defendants 
say  that  neither  tlie  Plaintiffs  nor  the  Clipper  Company  can  import  into  and 
sell  in  this  country,  for  that  would  be  granting  a  licence  to  use.    However,  on 
the  facts,  the  Plaintiffs  told  the  Defendants  in  July  1899  that  they  were  going  35 
to  put  a  penalty  royalty  on  unlicensed  tyres  brought  into  this  country,  and  the 
Defendants  have  raised  no  objection  until  now.     What  is  complained  of  was 
acquiesced  in  ;  but  1  submit  also  that  the  Plaintiffs  are  entitled  to  do  what  they 
have  done.     If  anyone  is  infringing  by  an  imported  tyre,  the  Plaintiffs  say  : 
We  will  licence  you  to  use  it  if  you  pay  a  penalty  royalty.     [Byrne,  7.— Or  40 
any  royalty  ?]     Yes,  I  must  go  as  far  as  that.    The  Plaintiffs  also  get  an  under- 
taking not  to  infringe.     In  clause  12  the  word  "  desirable "  shows  that  it  was 
not  contemplated  that  every  infringer  should  be  sued.    The  Plaintiffs  were  not 
bound  to  sue  for  infringement  in  the  cases  complained  of.     [Byrnb,  /.—The 
Plaintiffs  would  be  ex  po^/cwto  giving  a  licence  to  use.     Is  that  contemplated  ?]  45 
Yes.     [Byrne,  /. — In  thit  way  they  could  licence  any  tyres  made  abroad.] 
They  are  not  bound  to  sue,  but,  as  a  fact,  in  the  cases  before  the  Court  they 
did  threaten,  and  were  right  in  doing  so.    So  that,  as  to  paragraph  2  of  the 
Particulars,  the  Plaintiffs  only  claim  a  reasonable  right,  and  they  say  that  the 
Defendants  acquiesced.    As  to  paragraph  3,  Fenton  was  not  the  Plaintiffs'  50 
agent ;  and  it  is  not  shown  that  the  Clipper  Company  have  done  anything 
which  they  have  no  right  to  do,  and,  if  they  have,  that  gives  no  right  of 
action  against  the  Plaintiff's. 

F.  C.  Baisley  was  called  as  a  witness  on  behalf  of  the  Plaintiffs,  and  stated 
the  course  which  the   Plaintiffs  took    with    regard    to    infringements;    his  55 
evidence  will  be  found  referred  to  in  the  judgment. 
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Walter*  Bummed  np  the  Plaintiffs'  case  on  the  Counterclaim.— Clause  8  of  the 
licence  leaves  the  Plaintiffs  unfettered  as  regards  their  own  acts  ;  the  licence 
must  be  construed  with  regard  to  the  business  point  of  view.  The  Plaintiffs 
are  left  free  to  have  their  tyres  made  where  and  by  whom  they  please.  The 
5  Clipper  Company  have  in  fact  never  manufactured  ;  they  have  got  tyres  from 
Michelin  A  Co.  and  others ;  and  the  Counterclaim  is  really  a  claim  that  the 
Clipper  Company  are  not  entitled  to  do  that.  [The  facts  as  to  paragraph  3  of 
the  Particulars  were  referred  to.]  It  is  not  proved  that  the  Plaintiffs  were  in 
any  way  concerned  in  what  was  done.     As  to  the  English  branch  of  the  case, 

10  the  Plaintiffs  have  not  deprived  themselves  of  the  right  of  settling  with 
infringers ;  clause  12  governs  cases  of  infringement.  The  case  was  opened  for 
the  Defendants  as  founded  on  a  practice  of  giving  licences  by  the  Plaintiffs  ; 
that^  however,  is  not  warranted  by  the  facts  proved.  Settling  with  an  infringer 
IB  not  giving  a  licence  within  clause  8.    A  licence  to  manufacture  implies  the 

15  right  of  sale  and  use  ;  but  a  licence  to  sell  does  not  imply  necessarily  the  right 
of  manufacture  ;  also  a  licence  to  sell  implies  granting  the  right  to  use.  There 
is  under  clause  8  no  fetter  on  the  Plaintiffs  granting  licences  to  use.  It  is  said 
that  the  Plaintiffs  must  not  take  damages  and  allow  the  use  of  a  tyre  to  continue ; 
but  they  are  not  boimd  to  sue  at  all  for  infringement.    There  has  been  a  fair 

20  and  bond  fide  exercise  of  the  Plaintiffs'  rights  and  not  an  underhand  method  of 
granting  licences. 

Bm^sfieldy  K.C.,  in  reply. — '•  Manufacture  and  sell "  in  the  licence  includes 
*'  use  and  exercise,"  and  vice  versa.  One  must  read  in  all  the  four  words  in 
clause  8.    But  then,  if  the  word  "  and  "  is  not  read  as  "  or,"  the  Plaintiffs 

25  may  contend  that  all  the  rights  are  not  included  in  a  licence  granted,  and  so  they 
might  grant  any  number  of  licences  to  sell  and  not  manufacture.  The 
Plaintiffs  are  not  entitled  to  say  that,  although  they  cannot  grant  the  whole 
rights,  they  can  grant  any  one.  On  the  facts,  I  submit  that  the  Plaintiffs  have 
not  limited  themselves  to  granting  licences  to  use — in  Salshury^s  case  there 

30  was  sale  as  well — and,  moreover,  they  have  not  put  any  restrictions  as  to  sale 
on  the  infringers. 

Btrnb,  J. — In  this  case  I  have  questions  arising  on  the  Counterclaim  to 
dispose  of.  There  are  two  matters,  and  one  is  with  respect  to  certain  aote  -done 
to  foreign  tyres  by  or  through  Mr.  Fenton,  the  agent  of  the  Clipper  Company 

l^b  in  Paris.  What  has  been  done  is  that  persons  have  bought  tyres  in  Paris,  and 
have  gone  to  Mr.  Fenton  in  Paris,  and  have  got  him  for  a  payment  to  stamp  on 
the  words,  "  Clipp&-r  Tyres,  manufactured  under  licence  from  the  Dunl'ip 
"  Company:"  This  part  of  the  case  I  think  I  may  dispose  of  quite  shortly. 
I  may  say,  however,  in  passing,  that  the  real  nature  of  the  act  done  was  a  sale 

40  to  Mr.  Fenton,  and  a  re-sale  by  him,  the  difference  in  the  purchase  money  really 
denoting  the  difference  between  the  English  price  and  the  French  price.  Now 
I  may  dispose  of  this  part  of  the  case  by  saying  that  the  Defendants  have  failed 
to  prove  that  the  Dunlop  Company  are  in  any  way  responsible  for  the  acts  of 
the  Clifrper  Company,  or  of  the  agent  of  the  Clipper  Company,  Mr.  Fenton. 

45  I  think,  after  hearing  the  evidence  of  the  Defendants,  it  is  perfectly  clear  that 
the  acts  complained  of  have  been  committed  by  the  Clipper  Company  through 
their  agent,  Mr.  Fenton,  and  the  utmost  that  can  be  said  against  the  Dunlop 
Company  in  respect  of  these  matters  would  be  that  they  have  to  a  certain 
extent  known  of  this  being  done,  that  they  admit  that  they  think  it  is  a  justifiable 

50  proceeding,  and  that  they  wrote  a  letter  in  which,  in  substance,  they  advised 
some  customer,  or  person  applying  to  them,  to  take  the  course  of  applying  to 
Mr,  Fenton,  the  Clipper  Company's  agent  in  Paris,  as  tq  what  to  do.  Well,  that 
is  not  sufficient.  In  my  opinion  the  Plaintiffs  have  failed  on  the  evidence  to  show 
that  the  Defendants  are  responsi  ble  for  the  acts  in  respect  of  which  they  seek  relief. 

55  The  other  matter  staads  on  a  different  footing.  The  averment  in  paragraph  2 
of  the  Counterctaim  is  that  the  Plaintiffs  have  "'  licensed  the  use  in  this  country 
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"  of  the  types  (for  Yehicles  and  cycles)  of  foreign  manufacture  imported  into 
"  this  country  upon  motor  vehicles  and  otherwise,"  and  then  Particulars  are 
given  of  two  cases  of  which  the  Defendants  complain.  There  is  a  third,  I 
think,  referred  to  afterwards  in  some  further  Particulars.  Then  I  will  refer  to 
what  is  said  in  the  Reply.  Paragraph  13  is  :  "  As  to  the  matters  alleged  in  ft 
**  paragraph  2  of  the  Particulars,  the  Plaintiffs  do  not  admit  any  of  the  matters 
"  alleged  therein.  The  Plaintiffs  have  in  the  case  of  races  held  in  this  country 
"  permitted  as  an  act  of  courtesy  vehicles  with  infringing  tyres  upon  them  to 
*'  be  used  in  this  country  upon  condition  that  such  vehicles  were  taken  out 
"of  this  country  after  the  race.  The  Plaintiffs  have,  in  other  cases,  where  10 
"  purchasers  of  cars  had  imported  cars  with  infringing  tyres  upon  them  into 
"this  country,  settled  their  claims  for  damages  for  infringement  of  Patent 
"  against  such  persons  by  reselling  to  the  infringers  the  lyres  which  would 
"  have  had  to  be  delivered  up  to  the  Plaintiffs  as  infringements.  If  in  either 
"  of  the  cases  referred  to  in  paragraph  2  of  the  Particulars  persons  have  been  15 
"  allowed  to  retain  infringing  tyres  (which  is  not  admitted)  such  persons  were 
"  allowed  to  retain  the  same  under  the  circumstances  aforesaid."  With  reference 
to  the  case  of  vehicles  brought  here  for  races,  we  have  nothing  to  do  with  that ; 
no  evidence  has  been  gone  into,  and  I  do  not  understand  that  any  complaint 
has  been  made  with  respect  to  that  matter.  But  undoubtedly  the  Plaintiffs  20 
have,  when  it  has  been  called  to  their  attention  that  there  were  infringing  tyres 
brought  into  this  country,  used  their  best  endeavours  to  find  out  and  deal  with 
such  cases.  It  is  common  ground  between  the  parties  that  it  is  alike  the  duty 
and  the  interest  of  the  Dunlop  Company  to  put  a  slop  to  such  infringements. 
It  is  also  admitted  on  the  part  of  the  North  British  Rubber  Company  that  it  is  25 
advantageous  that — if  I  may  use  the  expression — too  severe  an  exercise  of  a 
Patentee's  right  to  press  things  to  a  conclusion  in  every  accidental  case  would 
be  most  injurious  as  well  to  themselves  as  to  the  Dunlop  Company.  Now  see 
what  happens.  Since  the  year  1889,  according  to  the  evidence  which  I  have 
heard  to-day,  not  more  than  3(X)  cases  or  thereabouts  of  any  such  dealings  have  M 
happened,  but,  taking  the  class  of  cases  with  which  we  are  dealing,  iu  about 
ten  cases  or  thereabouts — the  witness,  Mr.  Baisley^  could  not  bind  himself  of 
course  to  exact  figures  in  any  way,  but  he  says  speaking  to  the  best  of  his 
belief — in  about  ten  cases  there  ha.s  been  a  voluntary  coming  to  the  Dunlop 
Company^  and  a  request  to  have  tyres,  which  have  been  acquired  abroad,  \M 
licensed  for  use  in  this  country,  and  what  has  been  done  then  is  this — whether 
the  Company  find  it  out  for  themselves,  or  whether  the  individual  comes 
and  asks  to  be  allowed  to  use  this  tyre,  it  is  dealt  with  on  this  footing.  They 
say,  "  Is  this  sm  intentional  infringement"  ?  They  consider  the  circumstances 
of  each  case,  and  they  do  not  consider  themselves  bound  to  issue  a  writ  and  40 
to  get  an  injunction  in  the  case  of  every  gentleman  who  happens  to  bring 
a  tyre  from  abroad  into  this  country,  but  they  consider  themselves  justified 
in  taking  from  such  peraons  a  certain  payment  which  they  call  a  penalty 
royalty,  and  an  acknowledgment  or  undertaking.  The  acknowledgment  is : 
"  I  have  infringed  and  have  handed  you "  so  much — ^the  one  before  me  45 
now  is  3^. — "to  cover  damages  and  costs  in  respect  of  such  infringement, 
"and  I  hereby  undertake  that  I  will  not  at  any  time  hereafter  import,  deal 
"  in,  sell,  or  use  tyres  which  infringe  the  said  Letters  Patent."  It  appcKArs 
to  me  that  that  is,  so  Ion?  as  it  is  fairly  used,  a  most  proper  way  of  4ealing 
with  cases  that  the  Plaintiffs  think  are  what  1  may  term  innocent  infringements —  50 
that  is  to  say,  not  tyres  imported  from  abroad  for  the  purpose  of  being  sold  and 
dealt  with  in  this  country,  but  tyres  that  generally  come  over  used  or  partly 
used  upon  cars  that  have  been  used  abroad.  Sometimes  a  gentleman  takes  his 
car  abroad,  and  he  has  to  replace  his  tyres  with  foreign  tyres.  Of  course  there 
are  many  different  ways  in  which  the  matter  could  arise,  but  it  is  deposed  to  56 
by  Mr.  Baisley  that  in  nooaee  have  they  over  given  a  licence  or  permiBsioii  to 
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anybody  to  bring  tyres  into  this  country.  The  case  is  not  the  case  that 
I  rather  gathered  was  sought  to  be  made  on  the  opening,  that  a  practice  was 
indulged  in  by  the  Dunlop  Company^  which  if  pursued,  would  materially 
interfere  with  the  trade  and  business  of  the  English  manufacturers,  including  the 
5  North  British  Rubber  Company,  in  this  country.  They  are  in  rather  a  curious 
position  about  the  matter,  because  in  1899  this  course  of  dealing  was  called 
distinctly  to  the  attention  of  the  North  Bf^itish  Rubber  Company,  and  they 
were  told  that  the  Dunlop  Company  proposed  to  take  this  course,  and  although 
it  may  be  that  they  did  not  anticipate  that  these  cases  would  occur  in  any 

10  very  large  number,  from  that  time  forward  till  some  time  in  the  year  1902 
— I  think  in  November — they  took  the  stand  that  they  did  not  approve  of 
this  practice.  It  is  said,  and  truly  said,  that  they  have  not  given  an  indefinite 
leave  to  the  Dunlop  Company  to  go  on  always  following  the  practice  that 
theretofore  had   been  followed,  and   that  they  were  entitled  to  insist  upon 

15  their  legal  rights  as  from  the  time  when  they  dissented  from  that  course  being 
pursued.  The  question  is  whether,  in  what  has  been  done,  and  so  long  as  it  is 
confined  to  cases  similar  to  those  which  have  been  proved  before  me,  and  which 
have  been  mentioned  by  Mr.  Baisley,  that  is  an  infringement  of  the  licence 
granted.    Really  and  truly  it  is  a  step  for  the  protection  of  the  invention — a 

20  compromise  on  terms  that  are  as  good  as  the  undertaking  which  would  be 
exacted  by  the  Court  in  a  case  of  an  infringement,  and  not  insisting  upon  the 
delivery  up  of  the  goods,  which  would  have  been  ordered  to  b«  delivered  up 
by  the  Court  had  the  matter  been  gone  through.  Having  regard  to  this,  that  it 
would  and  did  occasion  intense  unpopularity  amongst  the  persons  who  use 

25  these  tyres — amongst  the  customers  of  both  the  Plaintiff  Company  and  the 
Defendant  Company  and  others,  when  the  rights  of  the  Dunlop  Company  in 
respect  of  this  Patent  were  insisted  upon  very  strongly — I  mean  insisted  upon 
in  number^  of  cases  in  which  ihey  pressed  the  matter  on  to  injunction — 
in  the  view  I  take,  the  method  proved  before  me  is  a  fair  and  reasonable 

30  way  of  dealing  with  cases  of  infringement,  and  the  case  differs  altogether  from 

any  course  of  business  where  tyres  manufactured  abroad  were  licensed  for  use 

in  England  for  commercial  purposes,  op  to  an  extent  which  would  be  likely  to 

invade  the  trade  of  the  North  BHtish  Rubber  Company.  '  '    -    -  - 

Under  these  circumstances  I  do  not  think  that  a  case  has  been  made  out 

35  for  granting  damages  for  what  has  been  done.  Curiously  enough — ^and  that 
shows  the  position  of  matters  -an  injunction  was  asked  for,  but  at  the  Bar  it 
was  stated  the  injunction  was  not  wanted,  and,  I  think,  rather  at  my  suggestion 
whether  the  Defendants  would  like  a  declaration,  they  stated  that  they  would  like 
a  declaration,  so  that  I  have  taken  that  into  consideration  as  well,  but  I  do  not 

40  think  I  could  grant  a  declaration  unless  what  had  been  proved  was  shown  to 
be  a  case  giving  rise  to  the  necessity  for  making  such  a  declaration.  Conse- 
quently it  does  not  become  necessary  for  me  to  consider  the  point  that  has  been 
argued  on  the  construction  of  the  licence  itself,  and  I  must  not  be  understood 
to  have  expressed  an  opinion  upon  that  matter  of  construction  either  the  one 

45  way  or  the  other,  because  I  can  see  that  it  is  quite  possible  that  the  matter  may 
be  raised  in  an  entirely  new  way,  or  it  may  disappear  altogether.  I  think, 
under  the  circumstances,  I  ought  to  refuse  the  relief  asked  for  in  this  case  on 
the  Counterclaim. 

The  action  was  dismissed  with  costs,  including  in  the  costs  of  the  Defendants 
50  the  costs  of  and  occasioned  by  the  Plaintiffs'  application  to  amend,  and  any 
costs  thrown  away  in  consequence  of  it.    The  Counterclaim  was  dismissed  with 
costs  and  a  set-off  directed. 

The  Plaintiffs  appealed,  and  the  Defendants  served  notice  that,  "on  the 

*'  hearing  of  the  Plaintiffs'  appeal  from  the  judgment  of  Mr.  Justice  Byrne  in 

55  "  this  action,  in  the  event  of  the  Court  of  Appeal  reversing  the  judgment  of 
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•*  Mr  Justice  Byrne  upon  the  claim  as  to  the  construction  of  the  licence  of 
"  the  23rd  of  July  1896,  the  Defendants  will  contend  that  they  are  entitled  to 
''  succeed  upon  their  Counterclaim,  and  will  ask  that  the  judgment  of  Mr. 
"  Justice  Byrne  upon  the  Counterclaim  may  be  reversed."  The  Plaintiffs 
applied  to  the  Court  of  Appeal  to  set  aside  this  notice  as  irregular  and  5 
embarrassing,  but  the  application  was  refused. 

The  appeals  came  on  for  hearing  on  the  Ist  of  March  1904. 

The  same  Counsel  appeared  as  in  the  Court  below. 

Terrell,  K.C.,  for  the  Appellants  in  the  first  appeal,  that  of  the  Plaintiffs. — 
The  question  on  this  appeal  is  whether  under  ihe  terms  of  their  licence  the  10 
Defendants  can  import  tyres  from  abroad  and  sell  them  here.     In  form  the 
action  is  for  infringement,  because  the  Plaintiffs  contend  that  only  a  restricted 
licence   is  granted,  and  that,  so  far  as  the  Defendants'  acts  are  outside  the 
licence,  the  Defendants  are  infringers.     [The  facts  were  stated.]     The  licence 
is  only  to    manufacture    and   sell ;   but  the  Defendants  do  not  manufacture  15 
the  tyres  complained  of,  but  have  entered  into  an  Agreement  with  Michelin  & 
Co.,  and  the  Defendants  sell  tyres  made  by  them.    The  present  state  of  things 
is  different  from  that  at  the  time  of  the  licence,  motor-car  tyres  not  being 
then  contemplated  in   fixing  the  royalty.     [The  Agreement  of   the   1st   of 
May  1896  was  read,  and  also  the  assignment  of  the  Patent  and  the  licence  of  the  20 
23rd  of  July  1896.]     Clause  8  of  the  licence  forbids  the  licensors  to  grant  any 
other  licence  except  as  therein  mentioned.    The  licence  is  treated  as  a  personal 
one.     [Stirling,  L.J. — Could  the  Plaintiffs  grant  another  licence  to  sell  and 
not  manufacture  ?]     The  Plaintiffs  must  be  entitled  to  licence  purchasers  from 
them  to  sell.    Clauses  8  and  14  work  together ;  under  clause  14  the  licensees  are  25 
not  to  bring  in  other  persons  either  as  assignees  or  sub-licensees.     Subject  as 
therein  mentioned,  the  Plaintiffs  and  Defendants  were  together  to  have  the 
working  of  the  Patent.     Clause  14  is  not  inserted  as  a  matter  of  course  in 
drawing  a  licence.     It  depends  whether  the  royalty  is  the  main  th'ing  or  other 
matters — e,g.^  controlling  the  trade.    A  Patentee  can  make  what  restrictions  he  30 
pleases  as  to  locality,  user,  or  otherwise.     The  licence  deals  with  **  manufacturing 
"  and  selling,"  and  the  royalty  is  on  tyres  "  manufactured  and  sold."     One 
question  is  whether  the  Defendants  were  entitled  to  make  Michehn  A  Go.  their 
agents  for  manufacture.    The  Plaintiffs,  however,  contend  that  this  is  not  the 
real  effect  of  the  Agreement  between  the  Defendants  and  Michehn  A  Co,     [The  35 
Agreement  was  referred  to.]     The  provision  that  Michelin  A  Co.  shall  take  back 
unsold  tyres  is  important.     The  Defendants  make  themselves  the  selling  agents 
of  Michelin  A  Go.     [Vaughan   W^illiams,  />../. —In  an  ordinary  licence  does 
"  manufacture  and  sale  "  mean  on  the  licensee's  own  premises?]     It  means  by 
his  own   servants.     In    this   licence  "manufacture"  means  **  manufacture  by  40 
"  themselves."     [Stirling,  L.J.— The  Defendants  are  a  Corporation  and  must 
act  by  agents]     I  submit  that  the  licence  is  meant  to  be  personal,  and  that  the 
Agreement  with  Michelin  A  Go.  is  a  sub-licence.    The  manufacture  must  be  by 
the  Defendants  ;  they  cannot  go  and  buy  tyres  where  they  like.    A  licence  is 
something  that  gives  a  person  some  of  the  profit  and  advantage  of  the  Patent ;  45 
here  Michelin  A  Co.  are  given  some  of  the  profit  of  the  Patent.     [The  judgment 
was  read.]     Really  the  Defendants  buy  the  tyres  from  Michelin  A  Co.  at  a 
Fredch  port,  dividing  the  pi-ofits  with  Michelin  A  Co.    The  words  "  manufacture 
''and  sell"  are  contradistinguished  from  "purchase  and  sell."     It  would  be 
curious  if  the  Defendants  were  within  the  licence  if  they  bought  abroad,  but  not  50 
if  they  bought  in  England.     [STIRLING,  L. J.— Could  not  the  Defendants  employ 
any  firm  in  England  to  manufacture  for  them  .^]     The  manufacturers  would  be 
infringers.     [Stirling,  LJ.—li  the  Defendants   employed  them  to  manu- 
facture as  agents  for    them  ?]     The   Defendants  may  manufacture  by  their 
servants,  but  not  by  agents  in  this  way.     [Vaughan  WilliaHS,  L.J.—1  am  55 
disposed  to  agree  if  the  person  who  makes  could  sue  for  goods  sold  and  delivered    - 
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as  opposed  to  work  and  labour  done.]  Under  this  Agreement  Michelin  A  Co. 
could  only  sue  for  goods  sold  and  delivered.  [Cozbns-Hardy,  L.J, — A  licence 
legalises  that  which  would  be  illegal ;  an  injunction  against  infringement 
restrains  the  Defendants,  his  servants,  and  agents.]  Yes,  but  it  is  possible  to 
5  limit  a  licence  so  as  not  to  cover  manufacture  by  agents,  and  1  submit  that  is  the 
case  here.  The  substance  of  the  Agreement  with  Michelin  &  Go.  must  be 
regarded.  \ Dixon  v.  London  Small  Arms  Go.  (L.R.  1  App.  Gas.  632)  was 
mentioned.] 

GrippSyKXj.^  and  Bmisfieldj  K.C.,for  the  Respondents. — It  was  held  in  that  case 

10  that  the  defendants  were  contractors,  not  agents.  In  the  licence  here  clause  2 
contains  a  general  grant.  Clause  8  does  not  interfere  with  that  generality  ;  it 
makes  a  special  exemption  from  royalty.  As  to  clause  4,  no  question  has  arisen 
on  it  as  to  royalties  ;  it  is  common  form.  Whatever  construction  may  be  put 
on  it,  it  does  not  cut  down  the  grant.     [Vaughan  Williams,  L./.— Could  you 

15  buy  and  export  ?]  Yes,  that  does  not  matter  to  the  licensor.  As  to  the  words 
"  manufacture  and  sell  "  in  clause  4,  probably  they  should  be  read  "  manufacture 
"  or  sell,"  but  in  any  case  the  grant  is  not  affected.  [  Vaugh an  Williams,  L.J., 
referred  to  "  manufacture  "  in  clause  3.]  Hut  for  that  clause  the  royalty  would 
be  payable  on  tyres  therein  referred  to.     Clause  8  shows  that  the  wish  of  the 

20  licensors  was  that  the  Defendants  should  sell  as  largely  as  possible.  As  regards 
clause  14,  it  cannot  be  said  that  the  Defendants  have  sub-licensed  Miclielin  dc  Go.y 
who  are  abroad.  Really  the  only  point  made  is  that  the  royalty  clause  points 
to  some  limitation.  As  to  the  construction  of  the  Agreement  with  Michelin  &  Go.^ 
we  submit  that  the  judgment  is  right.     [Vaughan  Williams,  LJ, — I  do  not 

25  think  there  is  anything  in  the  sub-licence  point.  But  if  Byrne,  J.,  was  right  as 
to  the  limitation  of  clause  2,  I  am  not  sure  that  what  has  been  done  under  your 
agreement  with  Michelin  dc  Go.  was  justified  by  the  licence.]  We  submit  that 
clause  3  in  no  way  cuts  down  clause  2.  [Stirling,  L,J. — If  the  Defendants 
pay  the  royalty,  they  could*  manufacture  here  and  sell  abroad  without  the 

30  restrictions  of  clause  3  ?]     Yes,  clause  3  only  operates  to  exempt  from  royalty. 
[Vaughan  Williams,  LJ,,  referred  to  the  passage  in  the  judgment  of  Byrne, 
J.,  commencing  *'I  pause  here."]     Clause  4  is  said  to  introduce  "  maritifac*»*a_ , 
"and  sale"  into  clause  2,  but  we  submit  "  use  and  exercise "  are  in  thembelves 
the  widest  possible  terms.    As  to  the  royalty,  we  have  paid  on  all  tyres  dealt  in. 

35  [Vaughan  Williams,  L,J, — The  measure  of  the  royalty  is  "  manufactured  and 
"  sold."  [Cozbns-Hardy,  L.J,— At  the  end  of  clause  4  the  words  are  "  manu- 
*<  factured  or  sold."]  In  a  licence  "  manufacture  "  prima  facie  includes  manufac- 
ture by  agents.  Here  the  penalty  in  case  the  Defendants  did  not  manufacture 
and  sell  as  many  as  possible  is  important.     It  is  contended  for  the  Plaintiffs 

40  that  there  is  a  restriction  in  this  licence  on  the  class  of  agents.    *'  Manufacture 
*'  and  sell "  are  the  common-form  words  in  a  royalty  clause,  even  in  the  case 
of  an  exclusive  licence. 
Terrell,  K.C.,  replied. 
Vaughan  Williams,   LJ, — In    my    judgment,    the    licence    granted    by 

45  the  second  clause,  which  is  what  we  have  to  deal  with,  is  a  full  licence, 
and  there  is  nothing  to  restrict  it  at  all.  The  words  are,  "  The  licensors  do 
"  hereby  grant  unto  the  licensees  full  licence  under  the  Letters  Patent  men- 
"tioned  in  the  second  schedule  hereto  to  use  and  exercise  the  invention 
"  protected  by  the  said  Letters  Patent  during  the  term  of  such  Letters  Patent." 

50  It  seems  to  me  that,  if  there  had  been  nothing  else  at  all  in  this  licence,  these 
words  "  use  and  exercise  "  would  have  enabled  the  licensees  to  exercise  all  the 
powers  under  the  Letters  Patent ;  they  would  be  entitled  to  use,  exercise,  and 
also  to  make  and  vend. 

Then,  that  being  so,  the  suggestion  is  made  that,  notwithstanding  the  generality 

55  of  that  clause  in  the  licence,  it  is  cut  down  by  what  follows.  Mr.  Justice 
Byrne  takes  the  view  that  it  is  cut  down  by  clause  3.    I  confess  I  cannot 
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agree  in  that  view.    All  that  clause  3  does  is  to  relieve  the  licensees  from 
payment  of  a  royalty  in  the  particular  case  of  manufacturing  the  g(»ods  for 
export  abroad  provided  that  the  goods  are  marked  "  Not  licensed  for  use  in  the 
"  United  Kingdom,"  or  other  similar  words.    But  Mr.  Justice  Byrne  does  not 
take  that  view.     He  says  in  his  judgment,  **  I  pause  here  for  one  moment  to  say  5 
"  that  any  possible  question  that  might  have  been  raised  as  to  the  generality  of 
"  the  terms  of  clause  2  by  reason  of  the  absence  of  the  words  *  manufacture  and 
'*  *  sale  ' — the  words  being  simply  '  use  and  exercise '  —is  entirely  got  rid  of  by 
''  the  reference  in  clause  4  to  ^  manufacture  or  sale  '  under  clause  2."    So  far  I 
follow  him  and  understand  it.    *'  Therefore  if  clause  2  stood  alone,  it  would  be  10 
*'  simply  a  general  licence  conferring,  I  imagine,  all  such  right  as  a  Patentee 
"  can  give  to  a  licensee."     So  far  I  still  agree  with  Mr.  Justice  Byrne,    Then 
comes,  "  Clause  3,  however,  obviously  limits  to  some  extent  what  might  be 
**  done  by  a  general  licensee,  having  no  terms  imposed  on  him,  because  I 
"  apprehend  that,  under  a  general  licence,  he  would  be  entitled  to  sell  abroad,  and  15 
^'  the  goods  might  come  back  again  into  England  after  he  had  sold  them  abroad  ; 
^'  and   I  think  that  that  forms  one  limit  to  the  generality  of  the  preceding 
"  words."     I  do  not  agree  with  that.     It  seems  to  me  that  the  only  effect  of 
clause  3  is  not  to  limit  the  generality  of  the  licence,  but  to  relieve  the  licensees 
from  the  payment  of  royalties  in  the  particular  case  upon  certain  express  con-  20 
ditions.    That  being  so,  the  learned  Judge  passes  on  to  the  additional  clauses,  and 
afterwards  continues,  "  I  have  said  it  appears  to  me  that  clause  2,  having  regard  to 
"  what  is  said  in  clause  4,  begins  by  a  general  licence.  Clause  3  has  a  double  object. 
"  It  exempts  from  royalty.     It  is  for  the  benefit,  so  far,  of  the  licensees,  and  it 
^'  limits  the  generality  by  forbidding  what  I  think  might  otherwise  have  been  25 
"  done  under  the  general  licence.    This  is  to  be  observed,  that  under  clause  4  the 
"  royalties  are  payable  in  respect  of  the  things  manufactured  and  sold,  and  that 
''  expression  occurs  more  than  once,  and  was  a  good  deal  dwelt  upon  by  the 
**  Plaintiffs,  naturally,  in  their  argument."    Then  the  learned  Judge  goe«  on, 
'*  As  to  the  first  question,  I  think  that  the  true  meaning  of  this  Agreement  30 
**  is  that  the  goods  sold  under  the  licence  must  be  manufactured  by  the  licensees, 
**  T  also  think  that  they  are  not  the  less  manufactured  by  them  within  the  meaning 
"  of  the  clause  if  they  are  manufactured  for  them  by  a  third  party  and  a  price  is 
"  paid  for  that."     If  I  took  the  same  view  that  the  learned  Judge  does  apparently 
there  as  to  the  generality  of  the  licence  being  limited  by  the  user,  in  these  35 
clauses,  of  the  words  "  manufactured  and  sold,"  I  do  not  think  that  I  should 
agree  with  him  that  in  such  a  case  the  mere  purchase  in  a  shop  or  from  a  maker 
came  within  the  words  controlling  the  licence.     But  I  do  not  agree  really  in  the 
first  stage  of  this.    I  do  not  think  that  when  these  words  ^'manufactured  and 
*'  sold,"  as  they  appear  in  all  these  various  clauses,  are  looked  at,  they  are  40 
intended  or  should    be   allowed  in  any  way    to    control   the   general  grant 
in    clause    2.      I  think    that   these   words   are   only  used    for  the   purpose 
of   the    measure    of    that   upon    which   the    royalty    is  to  be  paid ;  and  I 
think  they  are  not  intended  in  any  way  to  limit  the  grant.    It   is  quite  plain 
that,  generally  speaking,  these  words  "  manufacture  and  sell "  would  form  a  45 
complete  and  convenient  measure  of  the  royalties  to  be  paid.    It  is  not  intended 
that  a  royalty  should  be  paid  under  this  licence  if  the  licensees  simply  manu- 
facture and  keep  something  for  themselves.    What  is  practically  intended  is  that, 
if  they  manufacture  and  sell  they  should  pay,  and  that  is  why  these  words  are 
introduced  here.     It  would  have  been  better  if  the  words  had  run  "  manufac-  50 
"  tured  or  sold,"  but  they  do  not.    They  run  here  "  manufactured  and  sold,"  but 
I  think  that  really  one  ought  to  read  the  words  here  as  if  they  had  been 
"  manufactured  or  sold."    As  Lord  Justice  Cozens-Hardy  has  pointed  out,  at 
the  end    of  clause  4  you    find  the    very    words    "manufactured  or  sold," 
and  they  are  used  in  respect  of  the  identical  subject-matter,  tfie  measure  of  55 
the  royalty. 
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Under  these  circumstances,  I  think  we  ought  to  hold  that  the  general  licence 
granted  by  clause  2  is  not  cut  down  by  these  words  to  which  our  attention  has 
been  called  and  the  effect  of  that  will  be  that  we  must,  under  those  circum- 
stances, support  the  judgment  of  Mr.  Justice  ByimCy  although,  as  far  as  I  am 
5  concerned,  not  quite  upon  the  same  grounds  as  the  learned  Judge  puts  it. 

Stibling,  L.J. — I  am  of  the  same  opinion.  The  first  question  is  as  to  the 
meaning  of  the  words  '•  use  and  exercise  "  in  the  second  clause  of  the  licence. 
By  that  clause  the  licensors,  who  are  the  owners  of  the  Patent,  granted  to  the 
licensees  full  licence  under  the  Patent  to  use  and  exercise  the  invention  protected 

10  by  the  Patent.  Kow  the  grant,  by  the  Crown,  which  is  contained  in  a  Patent,  is  a 
grant  to  "  make,  use,  exercise,  and  vend  the  invention."  Only  two  words  are 
used  in  the  licence—-"  use  and  exercise '  ;  but  it  seems  to  me  quite  plain  on  the 
licence  itself  that  the  four  words  were  meant  to  be  included,  and  that  the 
licence  is  to  be  read  just  as  fully  in  favour  of  the  licensees  as  if  had  run  "  to 

15  "  make,  use,  exercise,  and  vend  the  invention  protected  by  the  Letters  Patent." 
I  come  to  that  conclusion,  first  of  all,  because  the  language  of  clause  2  is  "  full 
'*  licence  under  the  Patent " — not  intended  to  be  a  limited  licence — and,  secondly, 
because  it  is  quite  plain  from  the  language  of  clause  4  that  '*  manufacture  and 
"  sale  "  were  intended  to  be  amongst  the  matters  which  were  to  be  authorised 

20  by  the  licence. 

Then  we  come  to  this  question — is  there  any  limit  introduced  into  this  wide 
grant  in  clause  2  by  the  use  of  the  words  *'  manufactured  and  sold  "  in  clause  4  ? 
I  think  not.  In  the  first  place,  I  agree  with  what  has  been  said  by  my  Lord 
that  clause  3  does  not  limit  the  grant ;  that  the  object  of  it  is  simply  in  the 

25  particular  circumstances  to  exempt  from  the  payment  of  royalties,  not  to  limit 
the  operation  of  the  grant ;  and  I  also  think  that  the  true  meaning  of  clause  4  is 
not  to  Jimit  the  operation,  even  as  regards  royalties,  in  the  way  in  which  1  was  at 
first  inclined  to  read  it.  I  think  that  the  royalty  is  not  confined  to  tyres  which 
are  both  manufactured  and  sold  by  the  licensees,  but  that  really  the  word  "  and  " 

30  there  ought  to  be  read  as  "  or  "  in  substance.  I  say  so  because  I  think  that  is  agree- 
able to  the  general  scope  of  the  licence.  If  the  full  words  ''  make,  use,  exercise,  and 
'*  vend  the  invention  "  had  been  found  in  clause  2,  "  and  ''  there  woultt  cwtainlx_ 
not  have  meant  that  the  licensees  were  to  do  a  combination  of  all  those  four  things 
together,  but  that  the  licence  intended  them  to  be  done  separately,  and  that 

35  whether  the  invention  was  used  by  itself,  or  exercised  by  itself,  or  made  by 
itself,  or  vended  by  itself,  it  was  within  the  scope  of  the  licence.  Equally  it 
seems  to  me  that  in  clause  4,  whether  the  tyres  are  manufactured  or  whether 
they  are  sold,  royalties  are  to  be  paid  for  them.  That  makes  the  whole  scheme 
of  ttie  licence  fit  together,  and  does  justice  between  the  parties. 

40  But  I  must  add,  for  myself,  that  even  supposing  the  true  construction  were 
that  "  use  and  exercise  "  were  simply  "  manufactured  and  sold,"  and  that  "  and  " 
were  to  be  read  in  the  strict  literal  meaning,  I  still  think  that  the  judgment  of 
the  learned  Judge  is  correct.  1  think  that  the  licensees  were  entitled  to  manu- 
facture by  their  agents,  and  upon  the  documents  which  are  in  evidence  before 

45  UB,  I  cannot  come  to  any  other  conclusion  than  that  Mlchelin  A  Go.^  the  French 
manufacturers,  were  for  this  purpose  agents  of  the  licensees. 

Cozbns-Hardy,  Z.J. — I  am  of  the  same  opinion.  Mr.  Justice  Byrne 
decided  against  the  Plaintiffs  on  two  grounds.  First,  that  the  licensees  may 
manufacture  by  an  agent,  and  is  not  bound  to  manufacture  at  his  own  works. 

50  1  agree  with  that  proposition.  He  also  held  that  Michelin  &  Co,  were  agents  of 
the  licensees.  I  certainly  do  not  desire  to  be  considered  as  in  way  dissenting 
from  that  conclusion,  although  1  do  not  think  it  necessary  or  desirable  to 
express  a  positive  opinion  upon  that  point.  I  prefer  to  base  my  judgment  upon 
the  broader  ground  pointed  out  by  my  Lord.    It  seems  to  me  that  the  generality 

55  of  the  grant  contained  in  clause  2  cannot  properly  be  cut  down  by  referring  to 
the  language  in  the  royalty  clause. 


184  REPORTS  OP  PATENT,  DESIGN,         [Mar.  30, 1904. 

Dunhp  Pneumatic  Tyre  Gompany,  Id,  v.  North  British  Rubber 

Company,  Ld. 

CrippSy  K.C. — The  appeal  will  be  dismissed  with  costs. 

Vaughan  Williams,  L./.— Yes. 

Terrell,  K.C. — May  I  ask  your  Lordship  what  you  are  going  to  do  with  the 
next  appeal,  which  is  the  Defendants'  appeal  in  this  case  ? 

Cripps,  K,C, — The  Defendants  gave  this  notice: — "Take  notice  that  on  the  6 
"  hearing  of  the  Plaintiffs'  appeal  from  the  judgment  of  Mr.  Justice  Byrne  in 
'*  this  action,  in  the  event  of  the  Court  of  Appeal  reversing  the  judgment  of 
"  Mr.  Justice  Byrne  upon  the  Claim  as  to  the  construction  of  the  licence  of 
"  July  23rd  1896,  the  Defendants  will  contend  that  they  are  entitled  to  succeed 
"  upon  their  Counterclaim,  and  will  ask  that  the  judgment  of  Mr.  Justice  Byrne  10 
"  upon  tbe  Counterclaim  may  be  reversed."  The  Defendants  do  not  want  to  go 
on  with  that  at  all. 

Terrell,  K.C. — I  ask  that  the  appeal  be  dismissed. 

Oripps^  K.C. — There  are  no  costs  involved  in  it. 

Terrell,  K.C. — There  are  indeed.    It  is  a  separate    and    totally    different  15 
thing. 

Stirling,  L,J, — If  there  are  any  extra  costs  occasioned  by  that  notice  to  the 
Plaintiffs,  the  Defendants  ought  to  bdar  them. 

Cripps,  K.C. — How  can  there  be  any  extra  costs  involved  ? 

Terrell,  K.C. — The  whole  of  the  printing  of  the  shorthand  notes.  -^^ 

Vaughan  Williams,  LJ', — You  must  not  suppose  that,  even  if  you  are  right, 
the  whole  of  the  printing  of  the  shorthand  writer's  notes  would  be  included  in 
the  costs  allowed. 

Terrell,  K.C. — The  Defendants'  appeal  is  on  a  totally  different  ground 
altogether.  '^^ 

Vaughan  Williams,  L,J. — So  I  understand,  and  there  may  be  some  trifling 
costs,  and  those  you  ought  to  have. 

Terrell,  K.C. — ^The  whole  of  the  evidence  was  on  the  cross  appeal.    There 
was  no  evidence  taken  on  the  point  just  decided.    The  learned  Judge  treated  the 
matter  as  two  cases.     He  heard  the  first  case  first  and  gave  judgment  upon  it,  30 
and  then  he  heard  the  Counterclaim  and  gave  judgment  on  it 

Vaughan  Williams,  L.J,— The  Taxing  Master  will  deal  with  it. 

Terrell,  K.C, — I  understand  the  Plaintiffs  are  to  have  such  costs  as  have  been 
occasioned  by  the  appeal  of  the  Defendants  on  the  Counterclaim. 

Gripps,  K.C. — I  cannot  imagine  that  there  has  been  anything  incurred  as  ^J5 
regards  that.     If  there  is  anything  I  suppose  the  Defendants  will  have  to  pay  it. 

Vaughan  Williams,  i.J.— Yes,  the  increased  costs. 
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In  thh  High  Court  op  Justice.— Chanohry  Division. 

Be/ore  Mr.  Justice  Byrne. 

December  4th,  5th,  8th,  9th,  10th,  and  21st,  1903. 


Neostyle  Manufacturing  Company,  Ld.  v.  Ellam's  Duplicator 
5  Company. 


Passing  off. — Trade  name  of  goods. — Description  of  accessories  for  use  in 
connection  with  Plaintiffs^  machine. — No  exclusive  right  in  Plaintiff^  to  name 
in  connection  with  accessories. — Judgment  for  Defendants. 

The  Neostyle  Manufacturing  Company,  which  traded  in  duplicating  machines 

10  and  manufactured  and  sold  accessories  for  use  therewith^  which  machines  and 
cuxessories  they  sold  under  the  name  ^^  Neostyle^^*  commenced  an  action  to  restrain 
another  Company  from  passing  offink^paper^  and  stationery  not  of  the  Plaintiffs^ 
inanufactwre  or  merchandise  as  and  for  the  goods  of  the  Plaintiffs  by  the 
use  of  the  word^  ^  Neostyle  ^^  or  otherwise^  and  from  infringing  their  Trade 

15  Mark  ** Neostyle*^  registered  in  Class  39  in  respect  of  paper^  stcUionery^  and 
bookbinding.  Before  the  trial  the  Trade  Mark  was  ordered  by  the  Court  of 
Appeal  to  be  removed  from  the  Register  on  the  ground  that  the  Plaintiffs  had 
not  an  exclusive  right  to  the  word  ^^ Neostyle^*  for  such  goods  (Neostyle 
Manufacturing  Company's    Trade    Mark,  20  B.P.C.  803).      The  Defendants 

20  alleged  inter  alia  thcU  the  term  "  Neostyle  "  was  not  distinctive  of  the  Plaintiffs' 
goods^  and  tiiat^  as  applied  to  paper  ink  and  accessories^  it  meant  that  such  paper  ^ 
ink  and  accessories  were  suitable  for  use  in  the  ^*'NeostyW  machine.  The 
Defendants  had  described  their  accessories  as  being  ^''for  the  Neostyle^'  and  had 
used  the  term  ^Neostyle  Ink'*  in  a  catalogue  meant  for  the  tradcj  and  two 

25  cases  of  sale  of  ^'Neostyle  Ink''  were  proved.    At  the  trial  the  Plaintiffs 

adduced  evidence  to  establish  a  ccmc  of  passing  off  by  means  of  the  tins  in 

which  the  Defendants  sold  their  "  ink  for  the  Neostyle^"  which  tins  had  not 

in  aU  cases  the  Defendants'  name  on  tliem. 

Held,  thai^  although  the  word  ^^ Neostyle"  had  become  identified  in  England 

JIG  urith  the  PlUiniiffs'  duplicating  machines^  they  had  never  had  any  exclusive 
right  to  the  u>ord  in  connection  with  dupliccUor  accessories ;  tfiat  the  Defendants 


18B  REPORTS  OF  PATENT,  DESIGN,       [April  18,  1904. 


Neo^tyh  Manufacturing  Company^  Id.  v.  Etlam's  Duplicator 

Company. 

might  sell  ink  and  paper  for  use  on  the  "  Neostyle  '*  machine^  and  so  describe 
them,  provided  that  they  did  not  by  words  or  get-up  represent  their  goods  as 
those  of  the  Plaintiffs;  that  there  had  been  no  passing  off  by  the  Defendants; 
and  that  the  Plaintiffs  had  failed  to  establish  a  case  entitling  them  to  an 
injunction ;  but  the  Court  suggested  that  the  Defendants^  name  should  always  5 
appear  on  the  tins  of  ink  sold  by  them.     The  a^Mon  was  dismissed  with  costs. 

On  the  loth  of  July  1902  the  Neostyle  Manufacturing  Company^  Ld.^ 
commenced  an  action  against  Ellam's  Duplicator  Company  claiming  an 
injunction  to  restrain  the  Defendants,  their  servants  and  agents,  from  in  any 
manner  passing  off  any  ink,  pap  3r,  stationery  or  other  requisites  not  of  the  10 
Plaintiffs'  manufacture  or  merchandise  as  or  for  the  Plaintiffs'  goods,  whether 
by  the  use  of  the  name  under  which  the  same  was  sold  or  otherwise  howsoever ; 
and  from  selling  or  offering  or  exposing  or  advertising  for  sale,  or  procuring  to 
be  sold,  any  such  goods  as  aforesaid  under  the  name  "Neostyle"  or  under  any 
other  name  which,  by  colourable  imitation  of  such  name  or  otherwise,  was  15 
calculated  to  represent  or  lead  to  the  belief  that  such  goods  were  the  Plaintiffs' 
goods  ;  and  from  in  any  way  infringing  the  Plaintiffs'  registered  Trade  Mark 
No.  241,492,  and  for  other  relief. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged~(l)  that  they  were  a 
limited  Company,  which  carried  on  business  as  manufacturers  and  vendors  of  20 
stationery  and  similar  articles  ;  (2)  that  the.  various  articles  manufactured  by 
or  for  the  Plaintiffs  and  sold  by  them  were  distinguished  by  them  from  all 
goods  of  a  similar  character  by  the  Trade  Mark  and  trade  name  "  Neostyle," 
which  was  specially  invented  for  and  had  for  several  years  past  been  used  by 
them  and   their  predecessors  in  business  for  that  purpose,  and  such  name  25 
indicated  exclusively  that  the  inks,  paper,  and  other  articles  of  stationery  sold 
thereunder  had  been  manufactured  by  or  for  the  Plaintiff  Company,  and  the 
same  carried   their  guarantee  of  excellence  in  respect  of  the  make,  quality, 
and   style  of   the   goods  ;    (3)  that   in  October  1901    the    Plaintiff  Company 
obtained  registration  of  the  said  invented  and  distinctive  word   '*  Neostyle  "  30 
as  their  Trade  Mark  No.  241,492  in  respect  of  paper  (except  paper-hangings)* 
stationery,  and  bookbinding  in  Class  39,  and  the  same  was  standing  on  the 
Register  in  their  name*  ;  (4)  that  the  Plaintiffs  had  expended  large  sums  of 
money  in  advertising  their  said  goods  under  the  name  and  Trade  Mark  afore- 
said, and  by  reason  of  the  excellence  of  such  goods,  and  of  the  novelty  and  35 
distinctiveness  of  the  said  word  '*  Neostyle,"  and  of  the  Plaintiffs'  energy  and 
expenditure,  such  goods  had  become  and  were  well  known  to  the  public  under 
such  name  and  Trade  Mark  as  aforesaid,  and  anyone  who  asked  for  or  ordered 
"Neostyle"  ink,  paper,  stationery  or  the  like,  intended  and  expected  to  receive     ?. 
the  goods  of  the  Plaintiff  Company  and  no  others  ;  that  the  said  name  and  Trade  40 
Mark  were  of  great  value  to  the  Plaintiffs,  and  it  was  of  extreme  importance  to 
them  that  the  same  should  not  be  copied  or  imitated  by  others ;  (5)  that  the 
Defendants,  who  carried  on  in  London  a  business  of  a  similar  character  to  the 
Plaintiffs,  had  recently  begun  to  offer  for  sale  and  sell  and  invoice  articles  of 
stationery  such  as  ink,  paper,  and  the  like  under  the  said  name  "  Neostyle,"  and  45 
thereby  to  cause  such  goods  to  be  passed  off  and  sold  as  and  for  the  goods  of 
the   Plaintiff  Company ;  that  previously  to  their  commencing  to  do  so  the 
Defendants  were  in  the  habit  of  selling  similar  articles  under  other  names,  and 


'this  mark  was,  however,  before  the  trial  ordered  by  the  Court  of  Appeal  to  be  removed  from 

-     '        '        - ■     ■       -  1,  rpj,^^  Mark,  ^  B.P.a  809»)  Oil  the  ^rouid 

and  the  Plaintiffs  were  not  exoloBively  entitUa 


the  B«gr^ter  (a^  Nsostjfle  Manu/aoturi^ig  Company' 9  Trade  Mark,^  bTp.O.  809>)  OA  the  |prQ^ 
that  2>ai7ki.  (?e^^A^  had  certain  rights  in  the  word  a   "    "  * 


t6  iUa  XUte  of  it. 
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the  adoption  and  use  by  the  Defendants  of  the  said  name  "  Neostyle  "  in  manner 
aforesaid  had  taken  place  with  full  knowledge  on  their  part  of  the  Plaintiffs' 
rights,  and  could  only  have  originated  in  a  desire  to  imitate  the  Plaintiffs' 
5  goods  ;  and  (6)  that  the  use  by  the  Defendants  of  the  said  name  "  Neostyle  "  in 
manner  aforesaid  was  calculated  to  pass  off  their  goods  as  the  goods  of  the 
Plaintiffs,  and  that  the  Plaintiffs  had  suffered  damage. 

The  Defendants  by  their  Defence  alleged— (1)  that  the  term  "  Neostyle  "  was 
in  the  year  1889  invented  by  and  had  been  continuously  used  by  David 

10  Oestetner  to  indicate  pens,  ink,  paper  and  other  stationery  manufactured  and 
sold  by  him  both  in  this  realm  and  in  the  United  States ;  (2)  that  David 
Oestetner  was  not  the  predecessor  in  business  of  the  Plaintiff  Company,  and 
the  term  "  Neostyle  "  was  adopted  by  the  Plaintiff  Company  without  the  leave 
or  licence  of  Oestetner ;  (3)  that  the  term  "  Neostyle  "  was  not  distinctive  of 

15  the  goods  of  the  Plaintiff  Company  as  alleged  or  at  all ;  (4)  that  there  were  no 
predecessors  in  title  of  the  Plaintiff  Company  ;  thAt  one  Klaber,  who  was  for 
several  years  in  the  employment  of  Oestetner  in  the  United  States,  and  was 
afterwards  in  the  employment  of  the  Neostyle  Company  of  America  (a  Company 
formed  to  deal  in  the  goods  of  Oestetner  in  the  United  States)  left  the  employ- 

20  naent  of  the  said  Company  in  the  year  1899,  and  came  to  this  country  and 
purported  to  convey  to  the  Plaintiff  Company  the  right  to  use  the  name 
•*  Neostyle " ;  that  Klaher  had  no  business  in  connection  with  the  term 
"  Neostyle  "  or  any  business  at  all,  and  had  no  power  to  grant  to  the  Plaintiff 
Company  the  right  to  use  the  term  "  Neostyle  "  and  no  business  to  convey  in 

25  connection  with  such  term  ;  (5)  that  the  word  "  Neostyle "  was  wrongly 
registered  by  the  Plaintiff  Company  as  its  Trade  Mark ;  that  it  was  not 
invented  by  or  for  the  Plaintiffs,  but  was  a  word  in  common  use  in  the  trade 
to  describe  the  goods  of  Oestetner*  ;  (6)  that  the  said  word  "  Neostyle  "  was 
improperly  placed  upon  the  Register  by  the  Plaintiff  Company  and  should  be 

30  removed,  and  that  a  motion  to  the  Court  was  pending  in  which  Oestetner  was 
moTing  to  rectify  the  Register  by  the  removal  of  the  said  mark ;  (7)  that  if  the 
Plaintiff  Company  had  by  reason  of  Trade  Mark  or  user  acquired  any  right  to 
the  term  "  Neostyle,"  which  was  wholly  denied,  the  said  right  had  been  so 
acquired  in  connection  with  the  use  by  the  Plaintiff  Company  of  the  said  term 

35  to  describe  a  particular  kind  of  copying  machine  manufactured  and  sold  by 
them  and  no  further  or  otherwise  ;  (8)  that  in  connection  with  the  said  copying 
machine  paper  of  a  suitable  size  and  quality,  and  ink  of  a  suitable  quality,  and 
other  stationery  of  a  suitable  size  and  quality  was  used  ;  (9)  that  the  Defendants, 
who  were  manufacturers  and  sellers  of  paper,  ink,  stationery  and  copying 

40  accessories  suitable  for  all  classes  of  copying  machines,  described  the  ink, 
paper  and  accessories,  so  sold  by  them  for  use  with  each  different  kind  of 
copying  machine,  as  paper,  ink  or  accessories  for  such  and  such  machine,  and 
inter  alia  paper,  ink  and  accessories  for  use  in  the  ^^  Neostyle  "  machine  was  so 
described,  or,  shortly,  was  described  as  "  Neostyle "  paper  ink  or  accessories, 

45  the  term  "Neostyle"  being  the  abbreviated  title  by  which  the  Plaintiffs' 
copying  machine  was  commonly  known ;  (10)  that  the  term  **  Neostyle  "  as 
applied  to  paper,  ink  and  accessories  did  not  mean  that  such  paper  ink  or 
accessories  were  manufactured  by  the  Plaintiff  Company,  but  that  such  paper 
ink  and  stationery  were  suitable  for  use  in  the  "  Neostyle  "  machine  ;  (11)  that 

50  the  use  of  the  term  "  Neostyle  "  in  connection  with  paper,  ink  and  stationery, 
in  the  meaning  set  out  in  the  preceding  paragraph,  was  common  to  the  whole 
trade  in  typewriting  and  copying  machine  accessories,  and  such  term  was  used 
by  the  whole  trade  with  such  meaning,  and  the  use  of  the  said  term  in  the  said 
connection  was  so  understood  by  the  whole  trade  and  public,  and  no  person  had 


Su  footnote  on  page  186. 
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or  coald  be  deceived  into  believini?  that  by  such  use  of  the  term  "  Neostyle  '* 
the  goods  manufactured  by  the  Plaintiff  Company  were  intended,  nor  could, 
nor  had  the  goods  of  the  Defendants  been  passed  off  as  the  goods  of  the 
Plaintiffs  by  any  such  use  of  the  term  ''  Neostyle "  ;  (12)  save  as  therein 
admitted  the  Defendants  denied  each  and  every  of  the  facts  alleged  in  the  5 
Statement  of  Claim,  as  if  the  same  were  specifically  denied. 

Astbury^  K.C.,  and  L,  B.  Sebastian  (instructed  by  C,  Urquhart  Fisher) 
appeared  for  the  Plaintiffs ;  T.  Terrell,  K.C.,  A.  J.  Walter,  and  C.  TerreU 
(instructed  by  Pritchard,  Englefield  A  Co.)  appeared  for  the  Defendants. 

Astbury,  K.C.,  opened  the  Plaintiffs'  case. — The  Trade  Mark  has  since  the  10 
commencement  of  the  action  been  ordered  by  the  Court  of  Appeal  to  be  removed 
from  the  Register,  and  tlie  Plaintiffs  can  now  rely  only  on  passing  off.    [The 
facts  were  then  stated.]    "  Neostyle "  has  in  England  become  identified  with 
the  Plaintiffs  and  their  goods  ;  they  are  known  as  the  Neostyle  Company,  and 
their  duplicator  is  called  the  "  Neostyle."  Since  1900  they  have  done  an  enormous  li) 
business  in  "  Neostyle "  goods ;  Oestetner  has  only  used  the  word  on  goods 
exported  by  him    to  America.     The  Defendants  will  say  that  the  use  of 
**  Neostyle  "  for  accessories  means  that  the  goods  are  for  use  in  **  Neostyle " 
instruments,  and  will  also  rely  on  the  decision  of  the  Court  of  Appeal  that  the 
Plaintiffs  were  not  entitled  to  have  the  word  on  the  Register,  as  that  might  20 
interfere  with  Qestetner*s  use.    But  the  decision  does  not  deal  with  any  question 
of  passing  off,  and  only  makes  the  proof  of  the  secondary  meaning  of  the  word 
more  difficult.    If  "Neostvle"  means  the  goods  of  the  Plaintiffs,  then,  if 
Oestetner  sold  his  goods  in  England  under  that  name,  he  would  be  in  no  better 
position  than  the  Defendants.    It  has  not  been  held  that  Oestetner  is  entitled  25 
to  the  use  of  the  word  in  this  country.    The  Defendants  have  followed  the 
get-up  of  the  Plaintiffs'  goods.     [  TTaZfer.— That  is  not  allecred  in  the  pleadings.] 
There  will  be  evidence  of  an  intention  to  pass  off.    The  Defendants   sell 
"Neostyle    Ink"    in    tins    which    fit    the   tops   which   we   supply  to  our 
customers,  instead  of  the  Defendants  selling  square  tins  as  formerly.    [The  30 
judgments  of  the  Court  of  Appeal  in  the  Neostyle  Manufacturing  Company^s 
Trade  Mark  (20  R.P.C.  803)  were  then  read,  and  the  judgment  of  Kekeunch,  J. 
(20  R.P.C.  329)  was  referred    to.]    The    Plaintiffs  may   not  have   such  an 
exclusive  right  as  to  entitle  them  to  registration,  but  still  the  word  may  have  a 
secondary  meaning  denoting  their  goods.     Oestetner's  goods  have  never  been  35 
on  the  market  in  this  country  under  the  name  "  Neostyle."    No  one  has  a  right 
to  pass  off  his  goods  as  those  of  another  person  ;  there  is  no  limitation  to  that 
proposition. 

The  evidence  for  the  Plaintiffs  was  then  taken.    The  following  witnesses 
were  called  :—A.  D.  Klaber,  A.  S.  Newmark,  J.  F.  M.  Bowden,  O.  Davidson^  40 
W.  B.  Perry,  M.  J.  Douglas  Carter,  M.  Macfarlane,  E.  F.  Innes,   V.  Jones, 
O.  Barrett,  F.  Payne,  E.  Hanger,  M.  Bartholomew,  F.  W.  Scliafer,  A.  E. 
Oeorge,  E.  Wyatt,  and  C.  U.  Fisher. 

Walter  openeil  the  Defendants'  case.— The  case  for  the  Plaintiffs  must  be 
that  they  have  acquired  an  exclusive  right  to  the  word  "  Neostyle  "—that  is  to  45 
say,  that  it  denotes  their  goods  and  the  goods  of  no  one  else,  and  that  this 
applies  not  only  to  the  duplicating  machine  but  to  ink  and  stencil  paper.    The 
Plaintiffs  knew  of  Oestetner,  and  that  he  was  doing  a  lai^e  trade  in  stencil 
paper,  and  their  witnesses  would  not  swear  that  "  Neostyle "  was  not  on  it. 
It  is  proved  that  a  machine  called  the  "Neostyle"  is  well  known  on  the  50 
market,  and  that  ink  and  paper  for  use  in  various  duplicating  machines  are 
made  and  are  described  by  the  machines  with  which  they  are  to  be  used. 
There  i»  no  custom  limiting  the  manufacture  to  the  maker  of  the  machines. 
•*  Neostyle  Ink"  and  "Neostyle  Paper"  mean  merely  ink  and  paper  for  use  in 
"  Neostyle  "  machines.    The  exclusive  right  is  not  established  by  the  Plaintiffs'  55 
evidence,  and  I  shall  call  a  large  body  of  trade  evidence  on  the  point.    Since 
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1889  every  sheet  of  stencil  paper  circulated  by  Oestetner  in  this  country  has  had 
the  word  "  Neostyje  "  on  it.     No  case  of  passing  off  has  been  made  out. 

The  following  witnesses  were  called  on  behalf  of  the  Defendants  : — F.Ellam^ 
one  of  the  partners  in  the  Defendant  Company ;  A.  Foots,  D.  QestetneTy  A. 
5  Cattelh  F.  J.  Odden,  S.  Eldod,  and  G.  F,  Ackhurst, 

Terrell,  K.C.,  summed  up  the  Defendants'  case. — ^This  case  is  important  in 
this  way,  that  it  deals  with  a  system  by  which  a  name  is  given  to  an  article, 
and  then  confusion  is  introduced  between  the  name  of  the  article  and  that  of 
the  seller,  so  that  when  ordering  the  article  one  cannot  help  using  the  name  of 

10  the  seller.  Here  the  Plaintiflfs  have  so  contrived  with  regard  to  the  "  Neostyle  '* 
machine,  which  is  a  machine  of  a  particular  construction,  and  the  Neo$fylc 
Manufa^yiuring  Company,  that  people  cannot  deal  either  in  the  machine  or  its 
fittings  and  accessories  without  using  the  word  "Neostyle,"  and  then  the 
Plaintiffs  contend  that  the  word  indicates  their  goods.    This  case  is  like  Singer 

15  Manufacturing  Company  v.  Loog  (L.R.  8  App.  Cas.  15),  where  it  was  held  that 
a  person  might  describe  a  sewing  machine  as  being  made  on  the  *^  Singer^* 
system.  The  present  case  was  launched  both  as  a  Trade  Mark  case  and  a  passing  off 
case,  but  the  Court  of  Appeal  have  decided  that  the  word  "  Neostyle  "  was  not  the 
exclusive  property  of  the  Plaintiffs,  and  therefore  it  cannot  have  been  descrip- 

20  tive  of  the  Plaintiffs'  goods  at  the  date  of  its  registration.  [The  facts  were  then 
referred  to.!  Qestetfier  was  the  first  to  use  the  word,  and  hks  had  a  right  to  use 
it  from  ]  889  onwards  ;  he  could  have  registered  it  in  the  first  instance.  The 
Plaintiffs  have  taken  the  word  knowing  of  his  rights ;  and,  if  they  cannot  stop 
Oestetner,  they  cannot  stop  the  Defendants  from  using  it.    Secondly,  the 

25  Defendants  have  an  absolute  right  to  the  use  of  the  word — it  belongs  to  the 
public  by  reason  of  its  use ;  at  all  events  it  is  not  the  Plaintiffs'  property  ; 
Oestetner  may  have  a  right  to  register  it  as  being  the  first  user.  Assuming  for 
this  part  of  the  case  that  the  Defendants  have  not  got  the  absolute  right  to  use 
the  word,  is  what  they  do  calculated  to  deceive  ?    They  have  a  right  to  sell  the 

30  particular  ink  and  to  describe  it ;  how  can  they  do  it  except  by  saying  it  is  for 
the  "^  Neostyle  ?  "  If  there  is  any  mistake  it  is  due  to  the  Plaintiffs  calling  the 
machine  and  their  Company  by  one  name.  There  is  no  case  in  which  it  has 
been  held  to  be  passing  off  to  use  merely  a  word  to  which  the  Plaintiffs  have 
not  an  exclusive  right.     On  the  facts  I  submit  that  what  the  Defendants  have 

35  done  is  not  calculated  to  deceive. 

Astbury^  E.C.,  in  reply. — The  case  has  materially  altered  since  its  commence- 
ment. Aj9  to  the  allegation  that  the  word  did  not  at  the  commencement  of  the 
action  mean  exclusively  the  Plaintiffs'  goods,  there  would  be  a  difficulty  in  the 
Plaintiffs'  way  in  the  absence  of  fraud,  and  if  the  case  depended  on  the  use  of 

40  the  word  simplidter.  But  directly  it  is  shown  that  the  Defendants'  conduct 
is  dishonest,  then  it  is  not  necessary  to  prove  an  exclusive  right  to  or  meaning 
of  the  word.  The  Defendant  Ellam  has  really  admitted  that  the  word 
"Neostyle"  used  simpltciter  means  the  Plaintiffs'  goods,  and  that  "Neostyle 
"  Ink  "  means  their  ink.    The  words  "  for  the  Neostyle  "  are  at  least  ambiguous, 

45  and,  if  anything  is  done  to  assist  in  a  deception,  then  there  can  be  no  defence. 
It  does  not  matter  how  many  other  people  are  entitled  to  use  the  word 
"Neostyle"  if,  as  I  submit  on  the  facts,  the  Defendants  have  committed  a 
fraudulent  deception  and  passed  off  their  goods  as  the  Plaintiffs',  they  are 
liable  in  damages.     Singer  Manufacturing  Company  v.  Spence  (10  R.P.O.  297) 

50  shows  that  this  is  so.  The  Defendants  might  in  their  catalogue  have  described 
their  ink  as  **  EUam's  Ink  for  the  Neostyle "  if  they  had  really  wanted  to 
distinguish.  Then  the  Defendants  make  their  tins  of  such  a  size  and  shape 
that  the  tops  which  the  Plaintiffs  furnish  for  use  with  their  own  tins  fit  the 
Defendants'  tins.    The  question  is,  whether  the  Defendants  are  passing  off  their 

55  goods  as  those  of  the  Plaintiffs  (Beddaway  v.  Banham,  13  R.P.C.  5il8 ;  L.R. 
(1896)  App.  Cas.  199).   Even  though  Oestetner  may  with  certain  precautions  and 
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nnder  certain  circumstances  use  the  word  ^^  Neostyle,*'  that  does  not  entitle  the 
Defendants  to  pass  oflE  their  goods  as  those  of  the  Plaintiffs.  \^Perry  v.  Truefitt 
(6  Beav.  66)  was  referred  to.1  A  passing  off  case  is  a  common  law  action  on  the 
case  for  fraud  (Eodgers  v.  Nowill,  3  D.  M.  &  G.  614)  ;  the  action  had  its 
origin  in  the  old  action  of  deceit.  [Byrne,  J.^  pointed  out  that  in  an  action  of  5 
deceit  the  Plaintiff  alleges  that  he  is  deceived.]  The  Plaintiff  in  a  passing  off 
action  must  establish  that  he  has  been  injured  by  a  wrongful  act  on  the  part  of 
the  Defendant  which  injures  the  Plaintiff's  business  by  reason  of  the  Defen- 
dant's goods  being  passed  off  as  his.  In  modern  times  the  action  has  been 
extended  to  cases  in  which  there  is  no  dishonest  intention  if  the  mark  or  10 
expression  used  refers  exclusively  to  the  Plaintiff's  goods.  [The  &ct8  were 
further  referred  to.] 

Judgment  was  reserved,  and  delivered  on  the  21st  of  December  1903. 

Byrnb,  ,7. — This  is  an  action  by  the    NeostyU  Manufacturing  Company 
to  restrain  the  Defendant  Company  from  passing  off  ink,  paper,  stationery  15 
Ac,  not  of  the  Plaintiffs'  manufacture  or  merchandise  as  and  for  the  Plaintiffs^ 
goods  by  use  of  the   name  **  Neostyle "   or  otherwise,    and  from  infringing 
the  Trade  Mark  '*  Neostyle." 

So  much  of  the  case  as  is  founded  on  Trade  Mark  has  gone,  because  the  mark 
has  been  struck  off  the  Register  by  order  of  the  Court  of  Appeal.  The  mark  20 
was  struck  off  at  the  instance  of  Mr.  Gestetner,  a  witness  in  the  present  ca^e, 
because,  in  the  opinion  of  the  Court  of  Appeal,  the  present  Plaintiffs  had 
failed  to  establish  such  an  exclusive  right  to  the  word  "  Neostyle  "  as  to  entitle 
them  to  registration. 

The  Defendants  in  the  present  case  were  not  parties  to  the  proceedings  to  25 
rectify  the  Register,  and  although  the   Plaintiffs'   Counsel  appreciated  and 
mentioned  at  the  outset  the  difficulties  in  his  way,  owing  to  the  decision  in  the 
Court  of  Appeal  and  to  the  Trade  Mark  having  gone,  he  elected  to  proceed  with 
the  action,  proposing  to  establish  a  case  of  passing  off.    A  good  deal  of  the 
evidence  which  I  have  heard  is  a  repetition  of  the  evidence  already  given  in   3Q 
the  oiUer  proceedingp.    I  must,  however,  shortly  deal  with  the  facta.     Ge^teiner 
was  sole  lici^nsee  in  America  for  a  Patent  for  a  duplicating  machine  known  as 
the  '*  Cyclostyle,"  which  he  was  also  entitled  to  sell  in  England.     On  the  3rd  of 
October  1884  an  Agreement  was  entered  into  between  Oestetner  and  Kldber 
whereunder  Kldber  was  to  sell  "  Cyclostyle  "  goods  in  America,  snc^ji  ^oods  to  ^ 
be  supplied  by  Oestetner  from  England.    For  use  with  duplicating  machipes 
certain  accessories  are  necessary,  such  as  ink,  stencil  paper,  and  otlier  paper, 
and  ocQasionally  pens,  and  in  this  particular  case  stencil  paper  and  pens  were 
supplied.    This  Agreement  of  the  3rd  of  October  1884  was  acted  upon  until  the 
da^  of  the  next  Agreement.    Late  in  1887,  or  the  beginning  of  1888,  EMber  ^ 
says  ii6  invented  the  word  ^'  Neostyle  "  for  application  to  a  machine  invented 
by  bini  in  America.    In  1888   Gestetner  made  some  improvements  in  the 
**  Cyclostyle  "  machine  and  began  to  use  the  word  "  Neo-Cyclostyle  ^'  in  connec- 
tion with  it.    He  went  to  America  in  this  year,  and  there  was  some  diousslou 
about  adopting  the  word  "  Neostyle  "  for  goods  thereafter  to  be  sent  to  America  ^ 
by  Qestetner*    On  the  15th  of  January  1889  a  second  Agreement  was  entered 
into  t>€^tween   Gestetner  ancl  Klaher  which  varied  the  rights  of  the  partif^s. 
Ge»tetner  went  on  supplying  goods  as  before,  but  the  word  "  Neostyle  **  wa^ 
applied  to  goods  so  Bupplied  by  Gestetner — certainly  to  pens  and  prepared  paper 
and  the  words  "  Cyclostyle  "  and  "  Neostyle  "  were  treated  as  synonymous.    On  50 
the  30th  of  A^ugust  1893  an  Agreement  was  entered  into  between  Oestetner  and 
the  Neostyle   Company^  a  new  American  Company,  to  whom  Klaher  had 
assigned  his  interest.    Klaher^  though  not  a  party,  knew  of  and  assented  to  this 
Agreement.    Under  it  all  "  Cyclostyle  "  pens  and  paper  were  to  be   purchased 
from  Gestetner  at  stipulated  prices.     In  the  Agreement  there  was  a  clause  5^ 
wb^-eby  it  ws^s  ^^  covenanted  and  agreed  t^iat  should  the  p^ty  of  the  first  Vf^ 
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"  cancel  this  Agreement  as  herein  provided  for,  then  all  labels,  Trade  Marks,  and 
"  designations  in  use  by  the  party  of  the  second  part  appertaining  to  *  Cyclostyle  * 
*•  pens  and  •  Cyclostyle '  paper  shall  revert  to  and  become  the  sole  property  of 
"  the  party  of  the  first  part,  and  the  party  of  the  second  part  shall  not  thereafter 
^  "  employ  or  use  said  labels.  Trade  Marks,  or  designations  for  any  purpose 
"  whatsoever."    The  party  of  the  first  part  was  Oestetner  and  the  American 
Company,  the  Neostyle  Company^  was  the  party  of  the  second  part.    Ktaher  was 
the  person  mainly  interested  in  the  American  Company.    The  Court  of  Appeal 
have  held  that  any  rights  Klaher  had,  either  in  the  original  Trade  Marks,  or  in 
10  any  Trade  Marks  subsequently  adopted,  passed  from    Klaher  to    the  new 
Oompany  ;  but  it  was  said  by  Lord  Justice  Vauglian  Williams  there  was  very 
little  to  pass  as  far  as  Klaher  was  concerned.    The  Lord  Justice,  after  reading 
a  portion   of  the    last  Agreement,   said :    "  One  thing  is  quite  plain  under 
**'  that  Agreement,  that  any  rights  that  Klaher  had  either    in   the  original 
15  **  Trade  Marks  used  (including  unregistered  Trade  Marks)  or  in  any  Trade 
"  Marks   which  were   afterwards  adopted  passed  from  Klaher  to   the   new 
*'  Company  so  far  as  Klaher  was  concerned,  but  really  so  far  as  Klaher 
'*  was  concerned  there  was  very  little  indeed  to  pass,  because  by  the  seventh 
"  clause  of  the  Agreement  of  1889  it  was  provided  that  *  the  said  party  of  the 
20  **  *  second  part  is  also  hereby  exclusively  licensed  or  empowered  for  the  United 
**  *  States  to  use  the  title,  Trade  Mark,  or  designation  of  "  Cyclostyle  "  or  any 
*' '  variation,  modification,  addition,  change,  or  alteration  made  and  adopted  or 
**  *  used  by  the  said  party  of  the  first  part  in  connection  with  duplicating  or  copying 
**  *  apparatuses.     Nor  shall  he  sell  any  *'  Cyclostyle  "  machines  unless  the  sam6 
2$  t*  *  shall  have  properly  affixed  thereto  the  label  and  Trade  Mark  of  the  party  of 
*^ '  the  first  part  hereto.'  "     In  January  1899  Klaher^  being  minded  to  establish  a 
business  in  England  for  the  sale  of  goods  similar  to  some  of  those  sold  by  the 
American  Company,  sent  over  two  •  clerks  to  see .  if  they  could  establish  a 
business  in  London,  and  they  traded  as  the  '*  Neostyle  Manufactunng  Gom- 
30  **  I^ny,*'  using  the   word  "  Neostyle "   to  designate    their  machine.    Klaher 
received  reports  from  time  to  time  and  determined  to  come  to  England  himself, 
which  he  did   in  the  month  of  November  1899.     He  got  rid  of  most  of  his 
interest  in  the  American  Company,  retaining  only  a  few  shares     K  laher  pushed 
the  business  in  England  and  caused  the  Plaintiff  Company  to  be  registered  as  a 
35  limited  Company  about  February  1900,  under  its  present  name.    The  Plaintiffs' 
duplicating  machines  have  always  been  sold  as    the  '^  Neostyle,^'    and  the 
acdessories  for  such  machines  have  been  sold  by  them  in  connection  with  the 
same  name.    There  can  be  no  doubt  that  in  England  the  word  "Neostyle  "  has 
become  identified  with  the  machine  of  the  Plaintiffs,  but  they  (the  Plaintiffs) 
40  Iw^ve  certainly  never  had  any  exclusive  right  to  the  word  in  connection  with 
duplicator  accessories.     Oestetner  has  sold  and  sells  in  England,  apart  from 
goods  he  still  supplies  from  England  to  America,  large  quantities  of  stencil 
paper  with  a  caution  upon  it  in  these  terms  :  "  Caution.    Each  genuine  sheet 
**  of  *  Cyclostyle '  or  *  Neostyle  '  or  *  Neo-Cyclostyle '  paper  must  bear   the 
45  •*  signature  of  the  Inventor,  as  follows  :  '  D.  Oestetner,''    Any  sheet  not  bearing 
^  this  signature  is  a  worthless  imitation  and  will  be  found  to  clog  and  spoil  the 
'*  pen  and' give  very  inferior  results."     I  am  satisfied  that  similar  paper  with 
this  caution  upon  it  bias  been  sold  in  large  quantities  by  Oestetner  for  at  least 
ttti' or  twelve  years  past. 
50      The  truth  appears  to  be  that  there  has  been  a  user  by  Klaher  and  the  Plaintiff 
Oompany  of  the  word  "  Neostyle,"  and  they  could  not,  so  far  as  I  can  see,  now 
be  stopped  from  using  the  word  to  designate  their  machine  and  goods,  but  they 
have  never  acquired  a  right  to  say  that  the  word  designates  their  goods  and  no 
others. 
55      There  are  a  large  number  of  duplicating  machines  upon  the  market,  and  it 
appenft  to  be  a  common  practice  for  the  makers  who  manufacture  their  own 
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accessories,  to  make  and  sell  accessories  also  for  other  machines.  The  Plaintiff 
Company  does  so  itself,  and  a  type- written  list  of  theirs  used  for  instractions  to 
agents  was  produced,  in  which  they  include  sizes  and  price  of  typo-stencil 
papers  manufactured  by  themselves — amongst  other  things,  "For  use  on 
"  'Cyclostyle,'  Order  as  Cyclo-Typo,  stating  size,"  "For  use  on  Ellam's  Mimeo-  5 
"  graphs  and  Typewriter  Duplicators  "  (that  is  on  the  Defendants'  machines), 
"  Order  as  Mimeo-Typo,  stating  size."  This,  which  was,  I  think,  dated  after 
the  institution  of  the  present  action,  Klaber  describes  as  carrying  the  war  into 
the  enemy's  camp.  They  also  sell  ink  for  all  copying  machines.  Mr,  Sinclairy 
a  witness  who  was  called  for  the  Plaintiff  Company,  sells  ink  which  he  calls  10 
ink  "  for  the  Neostyle."  He  says  he  would  not  call  it  "  Neostyle  Ink,"  that  he 
should  not  give  his  ink  if  asked  for  "  Neostyle  Ink,"  he  would  sell  ink  as  ink 
"  for  the  Cyclostyle,"  but  not  as  "  Cyclostyle  Ink  "  ;  he  has  sold  ink  "  for  use 
**  with  the  Neostyle  "  without  any  other  name  on  it.  I  think  this  is  making  a  very 
fine  distinction  ;  at  all  events  he  justifies  selling  as  the  Defendants  do  in  tins  15 
"  Ink  for  the  Neostyle."  Tlie  form  of  Admiralty  tender  refers  to  tenders  for  ink 
"for  use  with  the  Neostyle."  Sinclair  now  holds  a  Government  contract  and 
supplies  paper  of  his  own  manufacture. 

The  Defendants,  besides  making  their  own  machine  and  accessories,  sell 
accessories  for  all  apparatuses,  and  certain  matters  appear  by  the  evidence  20 
though  not  pleaded  or  alleged  as  part  of  the  Plaintiffs'  case  upon  which  they 
ask  for  judgment.    The  Defendants  have  sold  and  sell  ink  "  for  the  Neostyle,'* 
meaning  the  Plaintiffs'  machine,  in  tins  with  labels  upon  them  to  this  effect : 
"  Ink  for  the  Neostyle — Purple,  Best  Quality,  Odourless."    This  ink  is  sold  in 
tins  with  this  label  upon  it,  and  without  any  name  appearing  upon  the  tin*  25 
The  tins  are  usually,  if  not  always,  sold  in  boxes  similar  to  the  one  I  now  hold 
in  my  hand,  a  coloured  box.    I  am  told,  though  I  have  not  seen  any  other 
specimens  of  the  label,  that  the  labels  are  printed  in  the  colour  of  the  ink 
contained  in  the  tin.    The  actual  form  of  tin  is  common,  but  the  special  size 
was  copied  from  the  Plaintiffs'  size.    The  tins,  it  is  said,  and  I  believe  truly  30 
said,  though  there  seemed  to  be  a  difficulty  in  fitting  in  some  cases,  are  made  of 
such  a  size  as  to  enable  lids  which  are  sold  with  the  Plaintiffs'  goods  to  be  fitted 
into  those  tins  just  in  the  same  way  as  they  can  be  fitted  into  the  Plaintiffs'  tins. 
Then  there  was  put  in  evidence  a  catalogue  of  the  Defendant  Company,  who 
describe  themselves  as  "The  largest  makers  in  the  world  of  Duplicators,  35 
"  Stencil  Paper  for  all  copiers.  Stencil  Ink  for  all  copiers.  Impression  Paper, 
"  Ribbons,  Carbons,  Letter  Copiers,"  and  so  on,  and  at  page  11  they  have  thia 
advertisement :  "  Stencil  Ink  for  all  apparatuses,  for  hand  and  typewriting,  in 
"  all  colours — Black,  blue,  purple,  green,  red.    Unequalled  the  world  over  for 
"  softness  and  ease  of  working.    It  never  tears  or  spoils  the  stencil."    Then  40 
there  are  some  prices  given.    Then,  "  Copying  inks  also  supplied.    Neostyle  inks 
"  (any  colour),  small  4s.,  large  7«.  6t^."     I  may  say  at  once  that  I  do  not  think 
this  last  catalogue  is  calculated  to  deceive  anyone.     It  is  an  advertisement 
obviously  meant  for  the  trade  and  is  one  which,  I  think,  to  anyone  looking  at 
it  would  show  that  it  was  an  advertisement  of  persons  selling  goods  of  their  45 
own  make.     They  also  sell  stencil  paper  marked  "  For  the  Neostyle." 

There  were  two  cases  of  sale  by  the  Defendants  proved,  one  to  a  lad  in  the 
employment  of  the  Plaintiffs'  Solicitor,  and  the  other  to  Alfred  Otorgey  of 
Defendants'  ink  in  the  tins  as  "  Neostyle  Ink  "  ;  Neostyle  ink  being  asked  for, 
and  invoices  being  given  describing  the  goods  as  "  Neostyle  Ink."  Except  as  50 
appears  by  the  invoices  I  cannot  attach  much  weight  to  the  case  of  the  purchase 
by  the  lad  Hanger.  It  was  in  July  1902,  and  the  witness's  recollection  was  not 
very  clear  as  to  what  took  place.  The  other  oase^  which  was  in  January  1902, 
I  do  not  think  carries  the  matter  further  than  the  description  in  the  invoioe. 

A  reference  to  the  Statement  of  Claim  shows  that  the  whole  complaint  was  ^ 
founded  on  a  sole  right  to  the  use  of  the  woi^i  "  Neostyle  ^  in  any  form,  whioh 
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would  prevent  anyone  other  than   the  Plaintiffs  selling  ink  for  use  in  the 
^'  Neostyle  *'  machine  as  they  would  not  be  able  to  describe  what  it  was. 

This  contention  cannot  be  upheld.  I  am  clearly  of  opinion  that  the  Defen- 
dants and  other  manufacturers  may  sell  ink  and  paper  for  use  on  the 
5  "•  Neostyle  **  machine,  and  to  do  it  they  must  say  so,  but  of  course  they  must  not 
by  words  or  get-up  repi'esent  their  goods  as  the  Plaintiffs*  goods.  I  cannot  say 
that  the  Defendants  have  done  this.  Their  get-up  is  wholly  different,  though 
the  tins  are  the  same  shape  and  size.  I  think  it  would  be  right  for  the  Defen- 
dants to  put  their  own  names  on  all  their  labels  showing  that  they  are  selling 

10  their  manufactures,  as  the  absence  of  it  may  cause  confusion  or  mistake,  but 
really  this  was  never  complained  of  by  the  Plaintiffs,  nor  does  it  form  any 
part  of  the  case  made  by  the  pleadings,  which  are  directed  against  any  use  of 
the  word  "  Neostyle." 

In  substance  I  think  the  only  possible  ground  of  complaint  would  be  that 

15  the  Defendants  do  not  put  their  names  on  their  labels.  But  this  point  was  not 
made  until  it  was  seen  that  the  case  as  originally  made  could  not  be  sustained, 
and  there  is  no  suggestion  that  the  labels  resemble  the  Plaintiffs'  labels. 
The  real  issue  between  the  parties  was  whether  or  not  the  Plaintiffs  have  such 
an  exclusive  right  to  the  word  '^  Neostyle  "  as  to  prevent  any  use  of  it  whatever. 

20  The  charge  grounded  on  this  was  one  of  fraud,  and  ought  to  be  made  out 
strictly  as  alleged. 

On  the  whole  of  the  facts  I  do  not  think  that  the  Plaintiffs  have  made  out  a 
case  to  entitle  them  to  an  injunction  in  this  action.  I  should  be  glad  to  know 
that  tiie  Defendants,  notwithstanding  that,  will  accept  my  suggestion  and  put 

25  their  names  on  their  future  tins  of  ink.     Otherwise,  it  is  a  thing  that  is  likely 

'  to  cause  confusion,  not  so  much  with  regard  to  their  immediate  buyers  as  when 
it  gets  into  the  hands  of  other  people.  If  it  got  into  the  hands  of  a  dishonest 
retailer  I  think  it  might  possibly  lead  to  confusion. 

(/.  TerrelL — I  am  instructed  that  the  word  has  not  been  made  use  of  in  that 

30  way  for  twelve  months.    The  Defendants  are  grateful  for  your  Lordship's 
suggestion  and  will  adopt  it. 
The  action  was  dismissed  with  costs. 
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In  thb  High  Court  op  Justice.— Chanobry  Division. 

Befi/re  Mr.  Justice  Farwbll. 

February  16th,  1904. 

ROBBBTS     V.    GRAYDON. 


Patent. — Agreement. — Construction. — Infringement  by  making  goods  outstde  5 
the  Agreement.^Judgment/or  Plaintiff. 

R.  being  the^owner  of  a  Patent  relating  to  revolving  heelpads^  and  O.  having 
filed  a  Provisional  Specification  relating  to  the  same  su^ecty  R.  and  G.  entered 
into  an  Agreement  by  way  of  compromise  of  an  actiofi  a^ follows: — tJiat  i?., 
admitting  G.'s  right  to  manufacture  and  sell  his  heel  pads  in  accordance  unth  10 
his  Provisional  Specification^  would  undertake  not  to  interfere  with  such 
rights^  and  would  not^  further^  allege  that  (r.^s  heel  pods  were  an  infringement 
of  any  of  R.^s  Patents  or  repeat  threats  to  O.  or  his  customers ;  and  that 
neither  party  should  be  at  liberty  to  question  the  validity  of  the  other* s  Patents 
for  revolving  heels  or  heel  pads.  R.  subsequently  brought  an  action  against  O.  15 
alleging  that  Q.  was  selling  heel  pads  not  protected  by  the  Agreement^  and 
claiming  a  declaration  to  that  effect  and  an  injunction  against  infringement. 

Held,  thrit  the  Defendant  was  selling  certain  heel  pads  not  in  accordance  with 
his  Provisional  Specification  as  construed  by  the  parties  in  the  Agreement,  A 
declaration  was  made  and  an  injunction  was  granted  accordingly.  JO 

On  the  12th  of  September  1896  Letters  Patent  (>Jo.  20,259  of  1896)  were 
granted  to  Oeorge  Wood  for  '*  Improvements  in  revolving  heel  plates  or  pads.** 

The  Complete  Specification  was  as  follows  : — "  This  invention  has  reference 
•*  to  certain  improvements  in  or  in  connection  with  protectors  for  use  on  boots 
**  and  shoes  and  for  other  pnrp9ses  for  which  Letters  Patent  were  granted  to  25 
•*  one  John  Milnes  No.  4723  of  1890.  In  the  Specification  of  the  said  recited 
**  Patent  are  described  certain  small  studs  or  protectors  for  boots  and  shoes 
"  formed  with  grooves  or  channels,  into  which  fits  a  metal  plate,  by  which  the 
"  stads  or  protectors  are  secured  to  the  boot  heel  by  a  screw  or  screws. 

**  My  invention  consists  in  adapting  a  revolving  heel  pad  or  false  heel  on  the  30 
''  principle  of  the  said  Patent,  which  is  to  be  made  in  rubber,  leather,  paper,  or 
"  a  combination  of  guttapercha,  and  such  substances  as  can  be  suitably  applied 
"  and  made  for  wear.  The  object  of  my  invention  is  to  provide  a  substitute  to 
'^  wear  on  the  heel  of  boots  and  shoes,  so  as  not  to  wear  down  the  original  heel 
"  of  the  boot  or  shoe,  and  in  case  one  portion  of  the  pad  should  become  worn,  35 
*'  a  fresh  surface  may  be  readily  presented. 
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**  In  carrying  out  my  inventioD,  I  form  a  disc  or  circular  piece  of  rubber  or 
^  other  siiitable  material,  and  make  it  of  various  sizes  or  thicknesses,  so  as  to 
*'*'  be  adaptable  to  the  largest  or  smallest  heels,  and  this  piece  of  rubber  is  so 
*^  made  or  moulded  that  an  ordinary  screw  or  nail  shall,  with  the  following 
5  "  devices,  be  sufficient  to  hold  it  in  position,  and  allow  it  to  be  revolved  as  re- 
"  (quired.  The  pad  of  leather,  rubber,  composition,  or  material,  of  which  my  revolv- 
"  ing  heel  plate  is  made,  is  preferably  formed  circular  in  shape,  and  is  grooved  or 
'^  channelled  on  its  exterior  surface  for  the  reception  of  a  metal  plate,  which  fits 
'*  into  the  said  grooves  deeply,  so  as  not  to  come  in  contact  with  the  ground 

10  ^^  when  being  worn.  This  metal  plate  is  now  bored  at  a  central  point,  and  into 
^*  the  hole  thus  formed  a  screw  nail  is  inserted  to  fix  the  pad  to  the  boot  heel. 
**  The  metal  plate  may  be  in  the  form  of  a  cross,  and  made  to  fit  into  corresponding 
"*'  grooves  in  the  pad  or  any  other  suitable  shape  may  be  adopted.  The  pads 
**  instead  of  being  formed  circular  may  be  heel  shaped  or  they  may  be  of  any 

15  '*  desired  form  or  thickness. 

"  In  the  accompanying  drawings.  Fig.  1  represents  the  heel  pad  of  rubber  or 
**  other  material  grooved  on  its  external  surface  at  B,  and  formed  with  a  central 
*^  hole  C.  It  may  be  ribbed  as  shewn.  Fig.  2  shews  the  metal  plate  preferably 
"  cross-shaped,  and  provided  with  a  central  hole  D,  which  fits  into  the  groove 

20  **  B  formed  for  its  reception  in  the  pad  represented  in  Fig.  1.  When  the  plate 
'^  is  placed  in  position,  the  screw  shewn  in  Fig.  3  is  passed  through  the  central 
*'  holes  in  the  metal  plate,  and  rubber  pad  respectively,  and  tightened  on  the 
**  boot  heel,  but  nevertheless  so  as  to  allow  the  pad  to  revolve  on  the  surface 
**  of  the  boot  heel.    The  whole  arrangement  and  construction  of  my  improved 

25  **  heel  plate  or  pad  when  fixed  is  shewn  in  Fig.  4. 

'*  To  prevent  fraying  of  the  edges,  the  rubber  pad  may  be  encased  with  a 
**  metal  case,  which  will  considerably  prevent  wear." 

The  Patentee  claimed  : — "  Tn  revolving  heel  plates  or  pads,  cutting  or 
"  grooving  or  channelling  rubber  or  similar  pad  represented  in  Fig.  1  in  such 

30  ^^  a  way  as  to  receive  metal  plate  shewn  in  Fig.  2,  and  providing  the  same  with 
"  a  central  hole  for  the  reception  of  a  screw  for  fixing  to  the  boot  heel,  the  said 
**  pad  being  free  to  revolve,  and  present  a  fresh  surface  for  wear,  substantially 
**  as  described." 


net 


FIG. 2. 


This  Patent  became  vested  in  Peter  Edwards  RohertSy  trading  as  the  Revolving 
35  Heel  Company.  On  the  2l8t  of  May  19<U  Frederick  Hors/aU  Oraydon  applied 
for  Letters  Patent  for  "Improvements  in  heel  plates,  or  pads  for  boots,  shoes, 
**  and  the  like."  The  Patent  was  granted  and  numbered  10,495  of  1901,  but  at 
the  date  of  the  Agreement  of  compromise  hereafter  mentioned  the  Complete 
Specification  had  not  been  left  at  the  Patent  Office. 
40  The  Provisional  Specification  was  as  follows  : — "  The  object  of,  my  invention 
**  is  to  construct  rotary  or  movable  heel  plates  or  pads  for  boots,  shoes,  or  the 
^'  like  so  as  to  be  self -adjustable  without  frictio^  s^nd  al\^ays  mai^ta^n  ^  lev«|l  or 
**  Qti^ht  heel. 
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**  I  preferably  form  my  improved  heel  plates  or  pads  of  one  or  more  leather 
or  wood  discs,  the  diameter  of  sach  pad  corresponding  with  that  of  the  boot 
heel ;  in  the  centre  of  this  disc  is  a  perforation,  through  which  passes  a  screw 
for  attaching  the  pad  to  the  boot  heel.  By  this  construction  of  revolving  heel 
pad  I  dispense  with  the  use  of  metallic  discs,  plates,  or  the  like  for  securing  the 
pad  to  the  boot  heel  thereby  allowing  the  pad  to  revolve  more  freely,  and 
automatically  adjust  itself  in  such  a  manner  as  to  wear  equally  upon  its 
whole  surface,  so  greatly  prolonging  the  life  of  such  pad.  I  may  if  desired 
employ  an  eyelet  within  the  central  perforation  for  still  further  reducing  the 
friction  of  the  pad  upon  the  central  screw.  My  improved  pad  may  if  desired 
have  a  series  of  metallic  pegs  inserted  around  or  near  the  edge  for  still 
further  increasing  its  durability." 

The  Complete  Specification,  so  far  as  material  to  this  report,  was  as  follows  : — 
The  object  of  my  invention  is  to  construct  rotary  or  movable  heel  plates  or 
pads  for  boots,  shoes,  or  the  like,  so  as  to  be  self -adjustable,  easily  attached, 
without  friction,  and  always  maintain  a  level  or  straight  heel. 


10 


15 
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*^  Fig.  1  is  a  sectional  elevation  of  my  improved  heel  pad  showing  method  of  and 
means  for  attaching  same  to  a  boot  heel.  Fig  2  is  a  plan  of  Fig.  1.  Fig.  3  is  a 
sectional  elevation  of  eyelet  employed  in  securing  the  pad  to  the  boot  heel  in 
order  to  reduce  the  friction  and  prevent  the  central  perforation  in  the  pad  20 
from  becoming  enlarged  from  any  cause.  Fig.  4  is  a  sectional  elevation  of  my 
improved  heel  pad  showing  same  constructed  of  two  discs.  Fig.  5  is  a 
sectional  elevation  of  my  improved  heel  pad  without  the  use  of  the  metallic 
eyelet  shown  at  Figs.  1,  2,  3«  and  4. 

"  I  preferably  form  my  improved  heel  plates  or  pads  of  one  or  more  disca  25 
A  of  leather,  wood,  or  other  suitable  material  or  combination  of  materials, 
the  diameter  of  such  pad  corresponding  with  that  of  the  boot  heel  B  ;  in 
the  centre  of  this  disc  is  a  perforation  C,  through  which  passes  a  screw  D  for 
attaching  the  pad  to  the  boot  heel.  Also,  in  order  to  make  the  pad  revolve 
more  freely  upon  the  boot  heel  and  prevent  the  expansion  of  the  central  hole  30 
C  (which  expansion  causes  the  pad  to  become  too  slack  or  have  too  much  play 
upon  the  attachment  screw  D  with  objectionable  results),  I  employ  preferably 
a  brass  or  other  metallic  eyelet  or  cup  E  of  a  section  corresponding  with  the 
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^  hole  C  and  the  head  of  the  attaching  screw  D  ;  the  metallic  eyelet  encircling 
''  the  screw  lessens  the  friction,  and  while  allowing  an  easy  and  automatic 
^^  movement  of  the  pad  upon  the  said  screw,  yet  always  keeps  the  said  pad  in 
**  close  contact  with  the  boot  heel.  Also  to  increase  the  durability  I  employ  a 
5  '^  series  of  metallic  pegs  F  driven  into  the  said  pads  near  the  edge  or  in  any 
*^  other  convenient  position.  By  this  construction  of  revolving  heel  pad  I 
^  dispense  with  the  use  of  metallic  discs,  plates,  or  the  like  for  securing  the  pad 
^  to  the  boot  heel  thereby  allowing  the  pad  to  revolve  more  freely  and  auto- 
^^  matically  adjust  itself  in  such  a  manner  as  to  wear  equally  upon  its  whole 

10  ^  sur^e  so  greatly  prolonging  the  life  of  such  pad.*' 

The  Patentee  claimed  : — ^^  Constructing  rotary  heel  pads  for  boots,  shoes, 
**  and  other  foot  coverings,  of  one  or  more  discs  A  of  leather,  wood,  or  other 
*^  suitable  material  or  combination  of  materials  provided  with  a  central  perfora- 
^  Hon  C  and  eyelet  E,  such  pad  rotating  upon  and  secured  to  the  boot  or  other 

15  ^^  heel  by  means  of  a  central  screw  D  or  the  like,  substantially  in  the  manner 
^  and  for  the  purposes  set  forth.** 

In  1901  Oraydon  commenced  an  action  against  Roberta  for  an  injunction  to 
restrain  him  £rom  threatening  Oraydon's  customers  on  the  ground  that  his 
goods  were  an  infringement  of  Wood's  Patent.    This  action  was  compromised 

20  by  an  Agreement  dated  the  18th  of  November  1901,  which  contained  the 
following  clauses  : — "  1.  Defendants  admitting  Plaintiff's  right  to  manufacture 
^^  and  sell  his  heel  pads  in  accordance  with  his  Provisional  Specification  will 
*^  undertake  not  to  interfere  with  such  rights,  and  will  not  further  allege  that 
^  Plaintiffs  heel  pads  are  an  infringement  of  any  of  their  Patents,  or  repeat 

25  <*  their  threats  to  Plaintiff  or  his  customers.  (4)  Neither  party  shall  be 
"  at  liberty  to  question  the  validity  of  the  other's  Patents  for  revolving  heels  or 
^*  heel  pads.**  On  the  15th  of  November  1902  Roberts  commenced  an  action  for 
Infringement  of  Patent  against  Ghraydan^  but  further  proceedings  in  that  action 
were  stayed  in  view  of  the  action  next  mentioned.    On  the  16th  of  April  1903 

30  an  action  was  commenced  by  Roberts  against  Oraydon  claiming  *^  A  declaration 

**  that  the  revolving  boot  plates  manufactured  *P.   sold  by  the  Defendant  since 

'^  the  17th  of  September  1902,  or  some  of  them,  are  not  within  clause  1  of  the 
^  Agreement  made  the  18th  day  of  November  1901  between  the  Plaintiff  and 
^  Defendant,  and  that  such  plates  are  infringements  of  Letters  Patent  No. 

35  ^  20,'^9  of  1896  belonging  to  Plaintiff ;  and  an  injunction  to  restrain  the 
**  Defendant,  his  servants  and  agents,  from  infringing  the  Plaintiff's  Letters 
'*  Patent  No.  20,239  of  1896  by  the  sale  of  such  plates  or  otherwise  save  so  far 
^  (if  at  all)  as  provided  by  the  said  Agreement,"  and  the  Plaintiff  claimed 
certain  consequential  relief. 

40  The  Plaintiff  by  his  Statement  of  Claim,  after  stating  the  grant  of  the  Patents 
to  himself  and  the  Defendant,  and  alleging  the  compromise  already  mentioned, 
further  alleged  as  follows  :— -(6)  That  the  Defendant  had  since  the  17th  of 
September  1902  manufactured  and  sold,  both  before  and  since  the  issue  of  the 
writ  in  the  action,  revolving  heel  plates  not  of  the  class  described  in  clause  1 

45  of  the  said  Agreement.  [Particulars  of  sales  complained  of  were  then  given.] 
(7)  That  the  Plaintiff  claimed  a  declaration  that  such  pads,  and  pads  similar  to 
them,  were  not  of  the  class  described  in  clause  1  of  the  Agreement  of  the 
18th  day  of  November  1901,  and  that  the  Plaintiff  was  at  liberty  to  allege  that 
such  pads  or  certain  of  them   were  an  infringement  of  his  Patent  without 

50  breach  of  the  said  Agreement.  (8)  The  Plaintiff  further  said  that  such  of 
the  said  revolving  heel  x>ads  as  were  not  of  the  class  of  the  pads  referred  to  in 
clause  1  of  the  said  Agreement  were  an  infringement  of  his  Patent,  and  he  would 
claim  full  damages  for  all  such  pads  manufactured  or  sold  in  infringement 
thereof,  though  he  was  unable  until  after  he  should  have  obtained  discovery  to 

55  give  particulars  of  the  manufocture  or  sale  of  such  pads  other  than  the  sales  of 
■uoh  pads  (if  any)  as  might  be  included  in  paragraph  6. 
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The  Defendant  by  his  Defence  admitted  paragraphs  1  to  5  of  the  Statement  of 
Claim,  and  after  certain  allegations  as  to  the  negotiations  for  the  compromise 
(4)  denied  the  allegations  of  paragraph  6  of  the  Statement  of  Claim,  and  denied 
that  he  had  since  the  Agreement  sold  revolving  heel  pads  other  than  those  which 
he  was  under  the  Agreement  entitled  to  sell,  and,  after  referring  to  other  pro-  5 
ceedings  between  the  parties,  (6)  denied  that  under  the  Agreement  the  Plaintiff 
was  entitled  to  take  any  proceedings  for  infringement  of  Wood's  Patent  against 
the  Defendant  in  respect  of  any  revolving  heel  pads  manufactured  or  sold  by 
the  Defendant ;  (7)  if  the  Plaintiff  was  so  entitled  the  Defendant,  upon  the 
true  construction  of  Wood's  Patent  in  view  of  the  state  of  the  art,  denied  10 
infringement ;  (8)  that  the  Defendant  proposed  to  refer  to  the  following 
matters  and  documents  as  showing  the  state  of  the  art  at  the  date  of  Wood^s 
Patent  [the  paragraph  then  set  out  certain  alleged  common  users  of  revolving 
heel  plates  and  washers  with  screws  and  referred  to  several  Specifications  of 
Patents]  ;  (9)  that  the  Defendant  was  the  owner  of  Patent  No.  10,495  of  1901,  15 
and  was  the  owner  of  and  had  obtained  provisional  protection  No.  21,070  of 
1902  for  a  further  invention  pi  improvements  in  revolving  heel  pads  ;  (10)  that 
undef  and  by  virtue  of  the  said  Agreement  the  validity  of  the  Defendant's 
Patent  and  provisional  protection  was  admitted  by  the  Plaintiff,  and  the 
Plaintiff  (sic)  was  entitled  to  manufacture  revolving  heel  pads  protected  by  20 
each  of  the  said  Patents.  The  Defendant  also  delivered  a  counterclaim 
claiming  {inter  alia)  rectification  of  the  Agreement. 

The  following  is  the  Complete  Specification  of  the  Patent,  No.  21,070  of  1902, 
so  far  as  material  for  the  purpose  of  this  report  : — "  The  object  of  my  invention 
"  is  to  construct  rotary  or  moveable  heel  plates  or  pads  for  boots,  shoes,  or  the  25 
^'  like,  so  as  to  be  self -adjustable,  easily  attached,  silent,  without  friction,  and 
"  always  maintain  a  level  and  straight  heel  until  thoroughly  worn. 

FiC.i 

nc.3. 


FIC.2 


HC.4.  ^ 


"  Fig.  1  is  a  plan  of  rubber  disc  forming  part  of  my  improved  rotary  heel 
"  pad  for  boots,  shoes,  and  the  like.     Fig.  2  is  a  sectional  elevation  of  Fig.  1, 
"  Fig.  3  is  a  plan  of  leather  plate  or  insertion  fitting  within  corresponding  recess  30 
''  in  Fig.  1.     big.  4  is  a  plan  of  eyelet  or  plate  for  attachment  to  leather  inser- 
•*  tton."    ....     [Other  figures  were  described.] 

-    "  I  construct  my  improved  heel  pad  preferably  of  an  indiarubber  disc  A, 
**  with  a  suitable  recess  B  formed  on  its  exterior  surface  of  the  shape  preferably 
*^  of  a  six  pointed  istar,  and  of  a  suitable  depth,  with  a  central  eountersank  hol^  b5 
*^  or  perforation  C,  annular  grooves  D  are  also  formed  upon  thd  wearing  surfaoe 
*^  of  this  rubber  disc  A. 
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**  Within  this  recegs  fits  a  correspondingly  shaped  piece  of  leather  B,  in  which 
"  is  a  central  perforation  or  hole  F,  at  the  back  of  this  leather  insertion  E,  I 
"  preferably  employ  a  metallic  eyelet  or  plate  G,  the  extended  flanga  of  which 
**  also  corresponds  in  shape  with  the  aforesaid  leather  B,  and  has  a  number 
5  *'  of  spikes  or  pins  K  formed  upon  it  which  pierce  the  leather  E  and  bind  the 
**  two  together,  a  central  screw  pivot  or  the  like  H,  secures  the  said  pad  to  the 
"  boot  heel  J." 

The  Patentee  claimed  : — **  1.  Constructing  rotary  heel  pads  for  boots,  shoes, 

"  and  the  like,  of  a  rubber  disc  A  having  a  recess  such  as  B,  within  which  fits  a 

10  "  correspondingly  shaped  leather  plate  or  filling  E  attached  to  a  flanged  metallic 

"  eyelet  G,  the  whole  being  secured  by  and  rotating  upon  a  central  screw  or 

*'  the  like,  substantially  as  set  forth." 

The  heel  pads  complained  of  by  the  Plaintiff,  so  far  as  relied  on  at  the  trial, 
were  exhibits  D  and  E.    Exhibit  D  was  substantially  the  heel  pad  shown  in  the 
15  figures  of  the  Specification  of  Patent  No.  21,070  of  1902.    Exhibit  E  had  a 
similar  metal  plate,  but  no  leather  piece. 

The  action  came  on  for  trial  before  Farwbll,  J.,  on  the  16th  of  February, 
1904. 

Moultauj  K.C.,  Bousfield,  K.O.,  and  H.  F.  Moulton  (instructed  by  R.  H. 

20  BenUey^  agent  for  Roberts  and  Riley ,  of  Burnley)  appeared  for  the  Plaintiff ; 

Upjohn^  K.C.,  and  A,  J,  Walter  (instructed  by  Helliwell,  Harby^  and  EversJied^ 

agents  for  Juhb^  Booth,  and  Helliwell,  of  Halifax)  appeared  for  the  Defendant. 

Btmsfield^  K.C.,forthe  Plaintiff,  referred  to  the  pleadings  and  the  Agreement, 

and  continued  : — The  Agreement  was  entered  into  before  the  Defendant  had 

25  filed  his  second  Provisional  Specification.    The  Defendant  is  now  selling  heel 

pads  made  under  the  Plaintiff's  Patent  and  not  under  the  Defendant's.    [The 

Specifications  were  referred  to.]    The  Defendant  cannot  dispute  validity,  and 

is  not  entitled  to  refer  to  prior  Specifications  on  the  construction  of  Wood*8 

Specification  {Jandus  Arc  Lamp    and  Electric  Company,  Ld.  v.    Johnson, 

30  17   R.P.C.  361).    There  are  two  fallacies  in  the  Defendant's  case— first,  the 

contention  that  the  Agreement  did  not  refer  to  his  existing  Patent  only  ; 

secondly,  that  an  Agreement  not  to  dispute  the  validity  of  his  Patent  is  a 

licence  to  let  him  make  anything  that  he  chooses  to  make.    The  Defendant's 

1901  Patent  was  for  dispensing  with  the  metal  disc  ;  it  was  unpractical,  and  the 

3$  Defendant  first  put  a  leather  plate  in  the  centre  of  the  pad  ;  that  did  not  succeed 

and  he  added  a  metal  plate  as  well.    Finally  he  dropped  the  leather  altogether 

and  usee  the  Plaintiff's  heel  pad,  except  that  the  metal  is  different  in  shape. 

[Answers  to  Interrogatories  were  put  in,  and  Upjohn,  K.C.,  on  behalf  of  the 

Defendant  admitting  the  identity  of  exhibits  C,  D,  and  E,  no  witnesses  were 

40  called.] 

Upjohn,  K.C.,  and    Walter    for  the   Defendant.— The  Patents  are   really 

identical.     [Farwbll,  J, — Is  not  the  use  of  a  metal  plate  excluded  in  that  of 

1901  ?]    What  is  an  eyelet  but  a  plate  with  a  hole  in  it  ?     [A  prior  Specification 

of  Norton  was  proposed  to  be  referred  to,  but  was  objected  to.]     [FAR WELL,  J. — 

45  I  have  nothing  to  do  with  validity.     I  have  only  to  construe  the  Agreement.] 

On  the  construction  of  the  Agreement,  it  was  not  confined  to  existing  Patents. 

Its  true  meaning  was  that  either  party  might  take  out  what  Patents  he  liked 

and  sell  what  he  liked.    Rubber  is  not  of  the  essence  of  the  Plaintiff's  Patent, 

nor  is  leather  of  the  essence  of  the  Defendant's.    The  functions  of  the  plate 

50  and  eyelet  is  the  same  ;  the  difference  is  merely  one  of  size.    The  Defendant 

has  not  departed  from  the  terms  of  the  Agreement  of  compromise. 

No  reply  was  called  for. 

Fabwbll,  J. — If  it  had  not  been  for  the  able  and  energetic  arguments  which 

I  have  heard  from  Mr.  Upjohn  and  Mr,  Walter,  I  should  have  thought  this  case 

55  was  unarguable.  It  is  not  a  question  of  Patent  law  at  all.    It  is  a  mere  question 

of  the  construction  of  an  Agreement.    One  gentleman  took  out  a  Patent  in 

1896,  claiming: — '^  In  revolving  heel  plates  or  pads,  cutting  or  grooving  or 
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'*  channelling  rubber  or  similar  pad  represented  in  Fig.  1  in  sncii  a  way  as 
'*  to  receive  metal  plate  shown  in  Fig.  2,  and  providing  the  same  with  a  central 
''  hole  for  the  reception  of  a  screw  for  fixing  to  the  boot  heel,  the  said  pad 
^^  being  free  to  revolve,  and  present  a  fresh  snr^e  for  wear  substantially  as 
"  described."  The  Provisional  Specification  which  formed  the  subject-matter  5 
of  the  Agreement  was  for  an  invention  ^  To  construct  rotary  or  moveable  heel 
*^  plates  or  pads  for  boots,  shoes,  or  the  like  so  as  to  be  self-adjustable 
^^  without  friction,  and  always  maintain  a  level  or  straight  heel.  I  preferably 
**  form  my  improved  heel  plates  or  pads  of  one  or  more  leather  or  wood 

*^  discs By  this  construction  of  revolving  heel  pad  I  dispense  10 

^*  with  the  use  of  metallic  discs." 

I  say  nothing  whatever  about  the  validity  of  the  Patents  beyond  this :  that 
these  two  rival  owners  of  Patents  met  together  and  settled  their  differences  by 
an  Agreement  which  in  effect  comes  to  this.  The  owner  of  the  1896  Patent 
said  to  the  owner  of  the  1901  Patent :  "  You  by  your  Provisional  say  that  you  15 
^^  dispense  with  the  use  of  metal  discs.  Very  well ;  so  long  as  you  do  that  I 
*^  am  content  that  you  should  make  what  you  please  in  accordance  with  your 
•*  Provisional.  Do  it  and  I  will  not  attack  you."  The  sole  question  is  whether 
what  the  Defendant  is  doing  is  in  accordance  with  his  Provisional  Specification. 
I  am  clearly  of  opinion  that  it  is  not  in  accordance  with  the  Provisional  as  SO 
construed  by  the  parties  in  their  Agreement,  because  he  does  not  dispense  with 
the  use  of  the  metal  discs,  and  in  fact,  so  far  as  I  can  judge  on  a  view,  his 
revolving  heel  plate  is  as  nearly  as  possible  identical  for  all  practical  purposes 
at  any  rate  with  that  of  the  Plaintiff. 

In  my  opinion  there  has  been  a  clear  breach  of  the  Agreement,  and  the  relief  25 
must  be  granted  as  asked. 

Bauaflddj  K.O. — There  will  be  a  declaration  construing  the  Agreement,  and 
an  injunction. 

Fabwbll,  J. — Yes,  construing  the  Agreement  in  this  sense — that  the  two 
articles  D  and  E  exhibited  to  the  Answers  to  Interrogatories  are  not  within  30 
clause  1,  and  then  on  that  the  injunction  will  be  granted. 

BouBjield^  E.C. — I  will  take,  if  your  Lordship  pleases,  an  inquiry  as  to 
damaged. 

Farwbll,  J. — ^That  must  be  an  inquiry  limited,  of  course,  to  the  sales  of 
D  and  E  ;  and  I  give  the  Plaintiff  the  costs  of  the  action.  35 

Bou8fieldy  K.C.— The  costs  of  the  previous  action,  which  was  stayed,  were 
made  to  depend  upon  this.  They  were  ordered  to  be  costs  in  an  action  to  be 
brought  to  determine  what  plates  were  authorised  to  be  sold,  and  that  is  this 
action. 

Fabwbll,  «/. — ^Then  I  direct  those  costs  to  be  treated  as  costs  in  this  action,  40 
and  you  will  get  the  costs  of  that  action. 
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In  thh  High  Court  ^op  Justice.— Chanobry  Division. 

Before  Mr.  Justice  Swinfbn-Eady. 

December  12th,  1903. 

Heine,  Solby  ^  Co.  y,   Coninco  InojUIdbscbnt  Light  Company. 

5  Patent — Action  for  infringement. — Practice.^-Delay  in  making  application 
to  advance  trial  for  which  leave  was  given  to  Plaintiffs  on  interlocutory  motion 
for  injunction. — Motion  by  Plaintiffs  to  advance  the  trial. — Motion  refused. — 
Gosts  to  he  the  Respondents^  in  any  event. 

This  was  an  action  for  infringement  of  Letters  Patent  (Nob.  24,459  of  1889, 

10  17,093  of  1901,  and  9198  of  1892)  granted  for  certain  improvements  in  pocket 
automatic  gas  lighters. 

On  the  20th  of  February  1903  an  interlocutory  motion  for  an  injunction  was 
brought  on.  No  Order  was  made  on  the  motion,  but  leave  was  given  to  apply 
to  advance  the  trial  as  soon  as  the  action  was  set  down,  which  was  done  on  the 

15  4th  of  December.  On  the  12th  of  December  1903  the  Plaintiflfe  moved  to  fix 
the  trial  for  the  I5th  of  December,  but  at  the  Bar  asked  that  it  should  be  on  the 
14th  of  January  1904.    The  Defendants  opposed  the  motion. 

W.  G.  Godwin  (instructed  by  Edgar  Francis  Weldoh)  appeared  for  the 
Applicants ;  W.  Neill  (instructed  by  Armita^e  andArmitctge)  appeared  for  the 

20  Respondents. 

SwiNFEN-E  AD  Y,  J. — This  is  a  motion  to  fix  the  trial  of  the  action  for  Tuesday,  the 
15th  of  December,  on  the  ground  that  ^'  it  is  important  that  the  action  should  be  tried 
^  during  the  present  Sittings,  as,  if  the  trial  is  postponed  until  the  next  Sittings  ** 
(I  am  reading  now  from  the  affidavit  in  support),  ''and  then  takes  its  place  in 

25  "  the  list,  the  Plaintiffs  and  the  Defendants  will  both  have  lost  this  season's 
^  market^  whioh  is  only  a  valuable  market  during  the  earlier  winter  months."  It 
is  now  said  at  the  Bar  that  that  is  not  asked  for,  and  cannot  be  pressed ;  but  I  am 
asked  to  fix  the  trial  for  the  14th  of  January.  It  was  on  the  20th  of 
February  last  that  leave  was  given  to  apply  to  advance  as  soon  as  the  action 

30  was  set  down.  The  pleadings  were  closed  in  March.  Notice  of  trial  was  not 
given  or  the  action  was  not  set  down  until  the  4th  of  December.  Under  these 
circumstances,  if  the  matter  were  in  my  own  paper,  and  I  was  hearing  witness 
actions,  I  should  decline  to  advance  the  hearing.  When  leave  is  given  to  the 
Plaintiff  to  apply  to  advance,  he  is  given  it  with  the  view  that  he  shall 

35  proceed  promptly  on  his  part  if  he  desires  a  speedy  trial,  and,  after  waiting 
from  February  until  December,  if  the  matter  remained  in  my  own  paper,  I 
should  certainly  not  advance  the  hearing.  But  it  does  not  rest  there,  because 
now  it  is  agreed  that  it  cannot  be  disposed  of  in  these  Sittings,  and  must  go 
before  Mr.  Justice  Farwellj  who  is  taking  witness  actions  next  Sittings,  and  in 

40  no  case  could  I  interfere  or  fix  a  ^  day  for  him  to  try  any  particular  action. 
That  will  be  a  subject-matter  which  will  have  to  be  dealt  with  by  himself. 

The  result  is  that  the  motion  fails,  and  the  costs  must  be  the  Respondents*  in 
any  event 
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HeinSf  Solby  A  Co.  y.  The  Goninco  Incandescent  Light  Company. 

In  thk  High  Court  of  Justich.— Chancery  Division. 

Be/ore  Mr.  Justice  Farwbll. 

February  4fch,  1904. 

Heine,  Solby  &  Co.  v.  The  Coninoo  Incandescent  Lioht  Company. 

Patent. — Combination. — Action  for  infringement — Subject-matter. — Novelty  •  5 
-^Utility.— Patent  held  to  be  valid  and  the  Defendants  to  have  infringed. — 
Practice. — Amendment  of  writ. — Particulars  of  Breaches.— Patents^  Designs^ 
ic.  Act,  1883y  section  29  (2). 

The  owners  of  three  Patents  for  improvements  in  pocket  atUomaiicgas  lighters 
commenced  an  action  for  infringement.    The  Defendants  denied  infringementy   10 
and  allied  that  the  Patents  were  invalid  by  reason  of  being  anticipated^  of 
want  of  subject-matter,  of  novelty,  and  of  utility.    The  Writ  as  originally 
issued  alleged  infringement  of  one  Patent  only.    Subsequently  it  was  amended 
by  the  inclusion  of  two  others.    From  the  Statement  of  Claim  it  appeared  that, 
althotighthePlaintijffsultimatelybecamet?ie  assignees  of  all  the  Paients,aithe  time  15 
oftheissue  of  the  Writ  they  were  not  the  assignees  of  the  twoadded  under  the  Order 
giving  leave  to  amend.    The  Particulars  of  Breaches  delivered  related  to  articles 
sold  before  the  Plaintiffs  ?iad  acquired  a  title  to  these  two  Patents,  and  no 
amended  Particulars  of  Breaches  were  delivered.    The  Plaintiffs  were  not 
able  to  bring  their  Particulars  of  Brea^ches  within  the  first  Patent.    Upon  20 
objection  being  taken  to  the  Plaintiffs  proceeding,  it  was  arranged  by  consent 
that  the  question  of  the  validity  of  one  only  of  the  three  Patents  (i.e.,  one  of 
the  two  subsequently  added)  should  be  tried,  Utgether  with  the  question  of 
infringement  thereof,  the  Plaintiffs  waiving  any  inquiry  as  to  damages. 

Held,  that  the  invention  was  a  new  application  of  an  old  form  of  protecting  25 
cover  in  combination  with  old  and  well  known  attributes  of  platinum  black  so 
as  to  produce  a  useful  commercial  article ;  tJicU  the  Patent  was  vjlid ;  and  thcU 
the  Defendants  had  infringed. 

On  the  26th  of  August  1901  Letters  Patent  (No.  17,093  of  1901)  were  granted 
to  (7.  E.  J.  Berfhold  for  "  An  improvement  in  pocket  automatic  gas  lighters.**       30 

The  Complete  Specification,  which  -was  accepted  on  the  25th  of  June  1902, 
-was  as  follows  : — '^  My  invention  relates  to  a  construction  of  automatic  gaa 
-^  lighter  in  which,  when  not  in  use,  the  igniting  pellet  is  protected  against  deterio- 
*  ration  by  the  atmosphere  by  being  enclosed  in  a  casing  formed  of  two  parts  so 
*^  formed  and  arranged  that  in  one  position  thereof  the  pellet  is  completely  35 
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*^  enclosed,  while  on  moving  the  one  part  relatively  to  the  other  part  to  a  limited 
^'  extent  when  required  for  use  openings  are  uncovered  through  which  a  gas  jet 
^*  to  be  ignited  can  gain  access  to  the  igniting  pellet. 

*'  On  the  accompanying  drawing  are  shewn  various  forms  of  pocket 
5  ^^  automatic  gas  lightors  constructed  according  to  my  present  invention.  In 
^^  the  construction  shewn  respectively  in  longitudinal  section,  two  side  views 
^*  and  a  cross  section  at  Figs.  1,  2,  3  and  4,  the  igniting  pellet  p  which  may  be  of 
"  any  known  form  for  effecting  the  ignition  of  gas  by  catalytic  action,  is  con- 
*^  tained  in  a  cylindrical  part  r  fixed  to  a  socket  piece  k  constituting  a  handle, 

10  "  over  which  part  r  is  fitted  a  cylindrical  sheath  A,  which  can  be  turned  round 
*'  within  certain  limits  thereon.  Both  r  and  h  have  a  series  of  longitudinal  slots  so 
^*  arranged  that  when  the  two  parts  are  in  the  relative  position  shewn  at  Fig.  2, 
**  the  solid  parts  between  the  slots  of  h  cover  the  slots  of  r  and  thus  effect  the 
"  complete  enclosure  of  the  igniting  pellet.    When  the  part  h  is  turned  upon  r 

15  ''  so  that  the  slots  of  the  two  parts  face  each  other  as  at  Figs.  3  and  4,  the  gas  can 
*'  gain  access  to  the  pellet  p  and  be  ignited  thereby.  For  allowing  of  this  rela- 
"  tive  motion  of  h  and  r,  without  permitting  the  former  to  be  removed  from  the 
^*  latter,  the  part  h  has  a  slot  q  formed  in  it,  through  which  passes  a  pin  «, 
**  screwing  into  r  and  A;,  and  thus  also  serving  as  a  stop  for  limiting  the  rotation 

20  **  of  A,  and  for  securing  the  part  r  to  the  handle  k. 

**  In  the  construction  shewn  at  Figs.  5  and  6,  the  inner  receptacle  r  containing 
^*  the  igniting  pellet  is  formed  with  a  series  of  perforations  while  the  outer 
^*  sheath  h  has  no  openings,  but  can  be  slid  longitudinally  upon  r  from  the 
•*  position  at  Fig.  5  in  which  it  entirely  encloses  r,  into  the  position  shewn  at 

25  ^^  Fig.  6  in  which  it  uncovers  the  perforations  and  allows  the  gas  to  penetrate  to  the 
"  pellet.  The  extent  to  which  h  can  be  slid  outward  upon  r  is  limited  by  means  of 
"  a  slot  or  groove  r^  formed  in  r,  in  which  is  engaged  a  tongue  W  stamped 
"  out  of  the  part  h  and  bent  inwards  into  the  slot  or  groove.  Or  the  two  parts 
**  may  be  secured  together  as  shewn  in  the  section  at  Fig.  7,  where  the  inner 

30  **  perforated  part  r  has  its  mouth  r*  slightly  widened,  and  fitting  in  the  outer 
^*  sheath  /i  of  a  correspondingly  enlarged  size,  while  the  latter  has  screwed  to  it 
**  a  part  h^  that  fits  the  outer  surface  of  r,  so  that  when  the  latter  is  drawn  out- 
**  wards,  as  shewn,  its  enlarged  end  serves  as  a  stop  for  preventing  it  from  being 
**  entirely  drawn  out  of  h.    It  will  be  obvious  that  in  the  arrangements  where 

35  **  the  outer  part  h  slides  longitudinally  upon  the  inner  part  r,  the  casing  need 
"  not  be  of  cylindrical  form  but  can  be  of  any  other  sectional  shape,  such  as 
"  square,  triangular,  polygonal,  oval,  or  the  outer  part  h  may  even  be  made  with 
*'  a  spherical  or  other  shaped  outer  surj^ce  as  indicated  at  Fig.  8,  and  may  be 
"  of  ebonite,  wood,  or  any  desired  material.     In  this  case  the  parts  are  secured 

40  ^  together  by  a  pin  h^  screwing  through  h  and  engaging  with  a  slot  or  groove  in 
"  the  part  r. 

"  Figs.  9  and  10  shew  a  side  view  and  cross  section  at  X — X  of  an  arrangement 
"  similar  to  Figs.  5  and  6  in  which  the  outer  part  h  has  a  raised  groove  h* 
"  formed  by  embossing  into  which  fits  an  embossed  projection  r^  on  ^e  inner 

45  **  part  r,  the  groove  A*  being  formed  with  an  elbow  and  extending  to  the  outer 
**'  end,  so  that  when  desired  to  separate  the  two  parts,  the  inner  part  can  be 
^  turned  slightly  so  as  to  bring  its  stud  opposite  the  outer  part  of  the 
**  groove  h\" 

The  claims  were  as  follows : — "  1.  An  automatic  gas  lighter  in  which  the 

50  *^  igniting  pellet  is  enclosed  in  a  casing  formed  of  an  inner  and  an  outer 
**  part,  capable  of  a  certain  limited  motion  relative  to  each  other,  the  inner  part 
**  containing  the  pellet  being  formed  with  slots  or  perforations,  which  in  one 
"  position  of  the  outer  part  are  covered  so  as  to  prevent  the  air  gaining  access 
"  to  the  pellet,  while  in  another  position  thereof  they  are  uncovered,  substan- 

55  ^\  tially  as  described.  2.  An  automatic  gas  lighter  such  as  is  referred  to  in  the 
"  first  claim,  wherein  the  inner  and  outer  parts  of  the  casing  are  formed  with 
"  longitudinal  slots,  the  outer  part  being  capable  of  being  turned  upon  the 
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^  inner  part  to  a  limited  extent  so  that  in  one  position  of  the  outer  part  its  slots 
"  are  brought  opposite  those  of  the  inner  part,  while  in  another  position  the  outer 
"  part  closes  the  slots  of  the  inner  part,  substantially  as  described.  3.  An 
*^  automatic  gas  lighter  such  as  is  referred  to  in  the  first  claim,  wherein  the 
'^  inner  part  of  l^e  casing  is  formed  with  openings  or  perforations,  while  the 
''  outer  part,  which  has  no  openings,  can  be  slid  longitudinally  to  a  limited 
^^  extent  upon  the  inner  part  so  as  in  one  position  to  cover  the  openings  of  the 
*'  latter,  and  in  another  position  to  uncover  them,  substantially  as  described." 


FIG  5 
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The  action  was  conmienced  on  the  31st  of  January  1903  in  respect  to  one 
Patent  only— viz.,  No.  24,459  of  1899.    On  the  20th  of  February  1903  leave  was  10 
obtained  to  amend  the  Writ  by  the  addition  of  two  Patents.    The  PlaintifiE3 
were  the  assignees  of  all  the  Patents  at  the  date  of  trial,  but  it  appeared  from  the 
Statement  of  Claim  that  two  of  the  Patents  (No.  17,093  of  1901  and  No.  9198  of 
1902)  had  not  been  assigned  to  them  at  the  date  of  the  commencement  of  the 
action,  at  which  date  tiie  Plaintiffs  were  the  sole  agents  in  England  for  the  15 
Patentee,  but  were  assigned  between  the  dates  of  the  issue  of  the  Writ  and  its 
amendment.    At  the  trial  objection  was  taken  that  the  Plaintiffs  were  not 
entitled  to  proceed  in  respect  of  the  particular  acts  of  alleged  infringement,  the 
dates  of  which  as  given  in  the  Particulars  were  prior  to  their  title,   Fabwbll,./., 
suggested  that  the  objection  might  be  met  by  a  waiver  of  the  claim  to  damages  20 
in  respect  to  anything  done  before  the  amendment  of  the  Writ.    The  Defen- 
dants objected  on  the  ground  that  the  Particulars  of  Breaches  delivered  related 
to  specific  articles  sold  before  the  Plaintiffs  had  become  owners  of  the  Patents 
added  by  the  amendment,  and  that  no  amended  Particulars  of  Breaches  had 
been  delivered.    The  Plaintiffs  then  urged  that  before  the  action  came  on  there  25 
had  been  an  interview  between  the  solicitors  of  the  parties,  and  that  the  Defen- 
dants had  agreed  to  contest  the  validity  of  one  Patent  only  and  not  to  contest 
the  infringement.    The  Defendants  at  the  Bar,  while  admitting  that  there  had 
been  an  informal  conversation,  denied  that  any  agreement  or  admission  had 
been  made.    Finally,  the  Plaintiffs  offered  to  withdraw  the  claim  to  damages  30 
and  to  proceed  upon  one  only  of  the  Patents,  viz.,  No.  17,093  of  1901,  and  it 
was  arranged  by  consent  that  its  validity  should  be  tried,  together  witili  the 
question  of  infringement,  the  Plaintiffs  waiving  any  claim  to  damages. 

By  their  amended  Statement  of  Claim  the  Plaintiffs  stated  inter  alia  that — 
(1)  they  were  the   registered  legal  owners  of  Patent  No.  17,093  of  1901,  35 
acquired   by    Assignment    dated    the    18th    of    February    1903    and   duly 
registered,  of  Patent  No.  24,459  of  1899,  acquired  by  Assignment  dated  the 
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16th  of  January  1903,  registered  the  26th  January  1903,  and  of  Patent 
No.  9198  of  1902,  acquired  by  Agreement  dated  the  7th  of  February  1903,  and 
confirmed  by  Assignment  dated  the  6th  of  April  1903  ;  (2)  the  Defendant 
Company  had  infringed  the  said  Patents  in  the  manner  appearing  by  the 
»  PbrticularB  of  Breaches.  They  claimed — (1)  an  injunction  restraining  the 
Defendant  Company,  their  servants  and  agents,  from  selling  or  offering  for 
sale  or  in  any  manner  dealing  with  any  articles  constructed  in  infringement  of 
the  Patents;  (2)  damages,  or  an  account  of  profits  at  the  Plaintiffs' 
option;  (3)  delivery  up  or  destruction  of  «11  articles  in  Defendant  Company's 

10  possession  constructed  in  infringement  of  the  said  Letters  Patent. 

The  Particulars  of  Breaches  stated  that— (1^  the  Defendant  Company  had 
infringed  the  Plaintiffs'  Letters  Patent  No.  17,0i93  of  1901,  No.  24,459  of  1899, 
Mid  No.  9198  of  1902  by  selling  and  offering  for  sale  BertholdCs  pocket  gas 
lighters  constructed  in    accordance    v^ith  the    inventions  described    in    ttie 

15  Complete  Specification  of  the  said  Letters  Patent ;  (2)  the  Defendant  Company 
on  the  17th  of  January  1903  sold  to  the  Oxford  Incandescent  Supply  Stores^ 
20  Rathbone  Place,  Oxford  Street,  E.C.,  one  dozen  of  the  aforesaid  pocket  gas 
lighters  constructed  as  aforesaid  ;  (3)  on  dates  not  known  to  the  Plaintiffs  the 
Defendant  Company  sold  to  Messrs.  Morgan  and  Oreen^  60  Baxter  Gate, 

20  Loughborough,  and  to  O.  Northeast,  13  Blackwood  Street,  Walworth,  respec- 
tively, one  and  a  half  dozen  and  two  and  a  half  dozen  of  the  pocket  gas  lighters 
constructed  as  aforesaid  ;  (3)  the  Plaintiffs  were  unable  until  they  should  obtain 
discovery  to  give  better  Particulars  of  the  Defendant  Company's  infringements, 
but  would  claim  to  recover  full  compensation  for  all  infringements  of  the 

25  Letters  Patent  committed  by  the  Defendant  Company. 

By  their  amended  Defence  the  Defendant  Company  stated  that — (1)  they  had 
not  infringed  the  Letters  Patent,  or  any  of  them  as  alleged,  or  at  all ;  (2)  all  of 
the  Letters  Patent  were  invalid  for  the  reasons  stated  in  the  Particulars  of 
Objections. 

30  The  following  were  the  material  portions  of  the  amended  Particulars  of 
Objections  upon  which  the  Defendants  relied :— (1)  None  of  the  alleged  inven- 
tions were  useful.  (2)  The  Complete  Specification  of  each  of  the  alleged 
inventions  did  not  distinguish  what  parts  of  the  alleged  invention  were  new 
and  what  were  old.    With  regard  to  the  Patent  No.  17,093  of  1901— (3)  The 

35  alleged  invention  claimed  in  all  the  claiming  clauses  of  the  Specification  of  the 
allied  invention  was  not  novel,  having  been  published  in  this  realm  prior  to 
the  date  of  the  said  Patent  by  the  publication  at  the  Patent  Office  of  the 
following  Complete  Specifications,  the  whole  being  relied  on  in  each  case  with 
respect  to  all  the  claims  of  the  Complete  Specification  of  the  alleged  invention  :— 

40  (a)  Fritz  Beimel  (No.  11,537  of  1899)  ;  (b)  James  Osborne  Spong  (No.  24,459 
of  1889).  (4)  The  alleged  invention  was  also  published  in  this  realm  prior  to 
the  date  of  the  Patent  by  the  manufacture,  use,  sale,  and  disclosure  to  the 
public  of  automatic  gas  lighters  by  Bernard  Pordes^  of  74  Milton  Street, 
London,  in  or  about  the  months  of  July,  August,  September,  October,  November, 

45  and  December,  1899.  (5)  The  alleged  invention  was  also  published  in  this 
realm  prior  to  the  date  of  the  Patent*  by  the  public  general  manufactui'e,  use 
and  Side  of  receptacles  for  needles,  pencil  leads,  drugs,  and  various  small 
articles  consisting  of  two  parts,  one  sliding  or  rotating  within  the  other,  and 
provided  with  springs  capable  of  being  brought  together  when  desired.    (6) 

50  The  alleged  invention  claimed  in  all  the  claims  of  the  Complete  Specification 
of  the  alleged  invention  was  not  proper  subject-matter  for  Letters  Patent, 
having  regard  to  the  state  of  common  knowledge  and  to  paragraphs  3  and  4 
hereof,  and  to  the  publication  at  the  Patent  Office  of  the  following  Complete 
Specifications,  the  whole  of  which  are  relied  on  in  each  case  : — (a)  Htigo 

55  Borchardt  (No.  13,095  of  1897)  ;  (ft)  Hugo  Borchardt  (No.  30,906  of  1897)  ; 
(c)  Adolf  Martini  (No.  24,392  of  1899).  (7)  Having  regard  to  paragraphs  3  to  6 
hereof,  the  person  to  whom  the  said  Letters  Patent  were  granted  was  not  the 
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true  and  first  inventor  of  the  alleged  invention.  The  Particulars  of  Objections 
extended  to  the  other  Patents  sued  upon,  viz.,  No.  24,459  of  1899  and  No.  9198 
of  1902. 

The  action  came  on  for  trial  on  the  4th  of  February  1904. 

Robert   Wallace,  K.C.,  and  W.  G,  Godwin  (instructed  by  Edgar  Francis  5 
Weldon)  appeared  for  the  Plaintijffs  ;   W.  Neill  (instructed  by  Armita^e  and 
Armitage)  appeared  for  the  Defendants. 

Robert   Wallace^  K.C.,  opened  the  Plaintiffs'  case. — The  invention  relates 
to  an  improvement  in  pocket  automatic  gas  lighters.    The  Patentee  Berthold 
(No.   17,093  of  1901)  has  succeeded  in  inventing  a  new  and  useful  article.  10 
Anterior  to  the  Patent  the  properties  of  platinum  black  in  relation  to  the 
ignition  of  gas  were  known.    The  difficulty  was  how  to  apply  that  knowledge. 
The  atmosphere  has  a  most  deleterious  effect  upon  the  platinum-black  ball 
if  it  is  not  protected,  and  within  a  week  it  loses  its  power.    Berthold  has 
applied  the  knowledge  successfully.     He  has  two  cases — an  inner  and  an  X5 
outer  case — one  sliding  or  rotating  upon  the  other.    The  inner  case  is  perforated 
with  a  number  of  holes,  and  in  it  is  a  platinum  wire  with  balls  upon  it.    The 
outer  case  has  no  openings.    When  used  to  ignite  gas  the  outer  case  is  drawn 
out  leaving  the  balls  exposed  to  the  gas.     The  outer  case  is  then  pushed  back 
and  the  atmosphere  is  absolutely  excluded.    The  platinum  ball  is  protected  by  20 
this  means  both  from  the  atmosphere  and  from  injury  by  contact  with  external 
objects — e,g.y  pockets,  &c.    The  invention  of  Spong,  an  alleged  anticipation, 
only  afforded  protection  to  the  igniting  medium  from  contact  with  the  pocket, 
&c.,  and  did  not  protect  from  the  atmosphere.     [Farwbll,  J, — ^What  is  the 
invention  ?]     It  is  the  application  of  cei*tain  well-known  principles — ^none  of  25 
them  by  themselves  being  sufficient  to  become  the  subject-matter  of  a  Patent, 
but  in  combination  producing  a  novel  result.    The  atmosphere  being  excluded 
the  platinum  ball  can  be  used  as  a  commercial  article  and  an  article  of  utility. 
The  case  comes  within  the  principle  laid  down  in  Cannington  v.  Nuttall 
(L.R.  5  H.  L.  205).    Previously  to  the  Patent  the  pocket  automatic  gas  ligl^ter  30 
was  only  a  toy.    Now  it  is  a  commercial  article. 

J.  T.  Norman  (analytical  cnemist)  was  called  for  the  Plaintiffs.  He  stated 
that  Sponges  Patent  did  not  deal  with  the  atmospheric  action  on  the  black  ball, 
but  only  with  mechanical  pressure.  In  a  few  days  the  black  ball  would 
become  inefficient.  Berthold^s  invention  extended  the  life  of  the  ball  to  such  35 
a  length  as  to  make  the  article  of  practical  use.  The  igniting  pellets  were 
protected  from  atmospheric  influences,  in  which  were  included  dust  and  the 
action  of  certain  gases  present  in  the  atmosphere.  It  made  a  scientific  curiosity 
into  a  practical  commercial  article.  The  cross-examination  of  the  witness  was 
directed  to  common  knowledge  and  the  alleged  anticipations  set  forth  in  40 
the  Particulars  of  Objections,  and  to  the  fact  that  the  Defendants'  article  was 
not  constructed  according  to  the  Specification  of  Patent  No.  17,093  of  1901. 

The  Defendants  called  no  evidence. 

W.  Neill  for  the  Defendants. — ^The  Defendants  have  not  infringed.    The 
article  they  have  sold  is  wanting  in  one  of  the  essentials  of  the  Plaintiffs'  45 
Patent — t.^.,  the  exclusion  of  the  atmosphere.    It  has  an  opening  through  which 
the  air  can  enter.    [Far WELL,  J, — You  cannot  evade  the  Patent  by  nuJcing  an 
opening.    The  whole  point  is  whether,  admitting  this  to  be  old,  the  particular 
application  is  not  novel.]    Platinum  black  was  old.    Its  use  for  ignition  was 
old.    The  knowledge  that  it  was  hygroscopic  was  old,  and  that,  unless  it  was  50 
made  non-hygroscopic  or  was  protected  from  the  atmosphere,  it  would  deteriorate. 
DeimeVs  Patent  covered  that.    The  whole  thing  is  contained  in  Spong  except 
that  the  air  is  not  excluded.    It  was  known  that  if  you  used  platinum  black 
you  must  either  exclude  the  air  or  prepare  the  pellet  in  such  a  way  that  it 
would  not  be  hygroscopic.    Berthold  uses  the  hygroscopic  pellet,  and  therefore  55 
he  must  protect  it  from  the  air.    [FARWBLL,  J.,  referred  to  Brooks  v.  Lamplugh 
(15  R.P.C.  33).]    There  it  was  a  new  application  and  an  ingenious  one.    In 
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Gannington  v.  NuttaU  there  was  a  new  discovery,  and  in  Brooks  v.  Lamplugh 
the  Patentee  found  out  a  way  to  utilise  the  girder  principle.  In  the  present 
case  nothing  new  was  found  out.  The  method  of  shutting  the  platinum  ball  in 
a  box  is  very  old.  It  comes  within  the  propositions  laid  down  by  Lindley^  L.J., 
5  in  Oadd  v.  Mayor ^  Ac,  of  Manchester  (9  R.P.C.  524).  There  is  here  no  inven- 
tion, nor  is  there  an  exercise  ,of  ingenuity  suf&cient  to  support  a  Patent. 
It  may  have  been  an  improvement  in  a  sense,  but  the  article  is  not  new. 
[Farwbll,  «7. — If  Claim  2  is  bad,  the  Patent  cannot  be  supported  until  the 
'Specification  is  amended.]      [  Walla^ce^  K.C. — It  is  only  a  claim  for  an  alternative 

10  method  of  doing  it — that  is,  turning  the  outer  case  round  instead  of  pulling 
it  out.] 

Farwbll,  J. — ^These  cases  are  very  difficult  because  they  are  very  near  the 
line.  The  principles  are  well  settled,  but  whether  in  any  given  case  there  is 
sufficient  invention  to  support  a  Patent  or  not  is  always  a  matter  of  very  great 

15  difficulty.  I  have  come  to  the  conclusion  in  the  present  case  that  there  is 
enough.  The  thing  to  be  aimed  at  was  that  the  known  platinum-black  ball  (I 
think  it  is  called)  required  protection  from  atmospheric  influences  in  order  to 
make  it  available  for  the  useful  purpose  for  which  it  was  desired  to  be  used.. 
It  had  been  used  under  a  former  Patent  but  in  a  manner  which  was  not 

20  effective,  and,  as  Mr.  WaiUace  put  it,  it  was  rather  a  pretty  plaything  than  a 
useful  article. 

This  is  a  new  application  of  what  is  certainly  nothing  but  an  old  form  of 
covering  consisting  either  of  a  perforated  case  within  an  unperforated  case  and 
fitting  closely,  or  a  case,  with  slots  longitudinally  cut,  inside  another  case  and 

25  turning  round  so  that  you  can  have  it  open  or  shut  to  the  air  as  you  please, 
which  is  as  old  as  possible  of  course.  But  it  is  the  application  of  this  old  form 
of  protection  to  the  old  known  attributes  of  the  platinum-black  ball,  as  they 
were  existing,  so  as  to  make  a  useful  commercial  article  which  is  the  subject- 
matter  ;  and  it  seems  to  me  to  be  good.    I  ithink  the  case  nearest  to  it,  if  I 

30  have  to  go  upon  cases,  is  the  bicycle  saddle  case  I  referred  to,  where  the  Court 
of  Appeal  held  that  the  application  of  the  old  idea  of  a  truss,  which  is  familiar 
in  bridges,  to  the  framework  of  a  bicycle  saddle  was  sufficient  subject-matter  to 
support  a  Patent.  The  same  principle  applies  here,  although  I  agree  it  is  very  near 
the  line.    I  cannot  doubt  that  the  Defendants'  article,  which  is  sold  by  them,  is  an 

35  infringement.  They  are  not  doing  anything  more  than  making  a  little  hole  in 
it,  which,  while  it  does  not  quite  spoil  it,  makes  it  a  little  worse.  Thereby  they 
hoped  they  were  evading  the  Patent.  It  does  not  make  the  matter  any  better 
that  they  get  their  articles  from  Qermany. 

An  injunction  was  granted  restraining  the  Defendants  from  infringing  Letters 
40  Patent  No.  17,093  of  1901.    A  certificate  of  validity  was  also  granted,  and,  by 
consent,  no  costs  were  given  to  either  side. 


208  REPORTS  OF  PATENT,  DESIGN,       [April  20, 1904. 

Dunlqp  Pneumatic  Tyre  Company ^  Ld.  v.  Hyde  Rubber  Company. 


In  the  High  Court  op  Justice.— King's  Bench  Division. 

Be/ore  Mr.  Justice   Buckley 
(Sitting  as  an  additional  Judge  of  the  King's  Bench  Division). 

February  24th  and  25th,  1904. 

DuNLOP  Pneumatic  Tyre  Company,  Ld.  v.  Hyde  Rubber  Company.  5 

Patent. — Action  for  infringement. — Issue  of  infringement. — Judgment  for 
Plaintiffs. 

Theoumers  of  the  Welch  Patent  for  ^^  Improvetnents  in  rubber  tyres  and 
^^  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles,^^  having 
brought  an  action  for  infringement^  the  Defendant  denied  infringement.  The  10 
fourth  claim  of  the  Plaintiffs^  Spedftaition  was  for  "a  rubber  or  elastic  tyre 
"  having  the  form  of  a  saddle  or  arch  in  section  lined  with  canvas  in  combina- 
"  tion  with  two  wires  or  sufficiently  inelastic  cores  for  securing  the  same  to  the 
"  rims  or  tyresy  substantially  as  herein  described^  The  Defendant  had  an 
arrangement  partly  of  string  and  partly  of  wire  in  the  edges  of  his  tyre^  which  15 
he  contended  was  not  the  equivalent  of  and  did  not  perform  the  functions  of  the 
Plaintiffs^  wires  or  inelcutic  coreSy  and  did  not  in  use  lie  in  the  same  position  in 
the  rim. 

Held,  that  the  Defendant  had  infringed.  Judgment  was  given  for  the 
Plaintiffs.  20 

On  the  27th  of  August  1903  the  Dunlop  Pneumatic  Tyre  Company ^  Ld.^ 
and  the  PneumcUic  Tyre  Company ^  Ld.^  commenced  an  action  against  iheHyde 
Rubber  Company  (under  which  name  the  Defendant  traded)  for  infringement 
of  Welches  Patent  (No.  14,563  of  1890)  for  "  Improvements  in  rubber  tyres  and 
**  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles,"  claiming  25 
the  usual  relief  and  costs  as  between  solicitor  and  client. 

Claim  4  of  the  Complete  Specification  was  as  follows  : — '^  A  rubber  or  elastic 
^'  tyre,  having  the  form  of  a  saddle  or  arch  in  section  lined  with  canvas,  in 
*^  combination  with  two  wires  or  sufficiently  inelastic  cores  for  securing  the 
'*  same  to  the  rims  or  tyres,  substantially  as  herein  described."  The  full  30 
Specification  with  certain  of  the  drawings  thereto  will  be  found  in  the  report  of 
PneumcUic  Tyre  Company^  Ld.  v.  Leicester  PneumcUic  Tyre  and  Automatic 
Valve  Company  (16  R.P.C.  531). 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the 
proprietors  of  the  Patent ;  that  the  Patent  was  valid  and  had  been  so  certified ;  35 
and  that  the  Defendant  had  infringed. 

The  Particulars  of  Breaches  alleged — (1)  that  the  Defendant  had  infringed 
the  Patent  by  making,  selling,  and  offering  for  sale  pneumatic  tyres  and  parts 
thereof  made  in  accordance  with  the  invention  claimed  in  the  Patent ;  (2)  that 
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the  Defendant  on  the  7th  of  August  1903  sold  to  Mr.  J.  Warde^  of  &c.,  a 
pneumatic  tyre  not  of  the  Plaintiffs*  manufacture  made  in  accordance  with  the 
Inventions  claimed  in  the  claiming  clauses  of  the  Patent ;  and  (3)  reserved  the 
right  to  recover  in  respect  of  all  infringements. 
5  The  Defendant  by  his  Defence  denied  that  he  had  infringed  the  Patent  in 
the  manner  set  forth  in  the  Particulars  of  Breaches  or  at  all.  Before  the  trial 
the  sale  of  the  tyre  referred  to  in  paragraph  2  of  Particulars  of  Breaches  was 
admitted,  but  not  that  the  tyre  was  an  infringement  of  the  Patent.  This  tyre 
will  be  found  described  in  the  judgment. 

10  The  action  came  on  for  trial  before  Bucklbt,  «/.,  on  the  24th  of  February 
1904. 

A.  J.   Walter  (instructed  by  J.  B.  and  F.  Purchase)  appeared  for  the 
Plaintiffs ;  the  Defendant  appeared  in  person. 

Walter  for  the  Plaintiffs  referred  to  Claim  4  of  the  Specification  and  to 

15  Pig.  15  of  the  Drawings,  and  continued: — Claim  4  covers  both  wires  and 
'^  sufKciently  inelastic  cores.*'  In  many  decisions  on  the  Patent,  tyres  having 
cores  in  the  edges  inextensible  in  use  have  been  held  to  infringe  the  Patent ; 
for  instance,  in  Pneumatic  Tyre  Company^  Ld,  v.  Gasswell  (13  R.P.C.  164), 
where  there  were  convolutions  of  wire,  but  the  ends  of  the  wire  were  not 

20  connected.  Here  there  are  two  inextensible  things  in  each  side  of  the  tyre 
complained  of.  There  is  a  string  which  is  wound  round  four  times,  and  which 
is  strong  enough  by  itself  to  hold  the  tyre  on  ;  and  there  is  a  wire  added  to 
that.  The  ends  of  the  wires  are  put  into  a  brass  tube  or  sleeve,  which  is  slightly 
bent,  and  a  high  degree  of  friction  is  obtained  between  the  wires  and  the  tube. 

25  The  Defendant's  tyre  holds  by  reason  of  the  inextensibility  of  the  cores  in  use. 

Messrs.  Baisley  and  Adam^  were  called  as  witnesses  on  behalf  of  the  Plaintiffs. 

The  Defendant,  in  cross-examining  and  in  addressing  the  Court,  said  that 

his  case  was  that  the  cores  in  his  tyre  lay  at  the  bottom  of  the  rim  and  not  on 

the  shoulder  of  it,  which  was  the  Welch  position,  and  that  the  inner  tube  when 

30  inflated  pressed  on  the  edges  of  the  tyre  and  held  the  tyre  on ;  that  the  edges 
of  the  tyre  were  not  in  fact  inextensible  ;  and  that  the  tyre  did  not  hold  on  by 
reason  of  inextensibility. 

No  witnesses  were  called  on  behalf  of  the  Defendant. 

BUOKLUT,  J. — ^The  Defendant  in  this  case  has  a  cover,  in  the  edge  of  which 

35  there  are  four  convolutions  of  string  ;  there  is  also  a  wire  which  goes  all  round 
the  edge  of  the  cover  but  is  not  brazed  at  its  two  ends ;  the  two  ends  go  into  a 
metal  sleeve  in  the  circumference  of  the  rim,  which  is  neither  straight  nor  curved, 
but  is  of  a  pointed  form,  like  the  gable  of  a  roof  with  a  very  obtuse  angle 
in  the  gable.    The  ends  of  the  wire  pass  into  the  two  sides  of  that  sleeve.    The 

40  convolutions  of  the  cord  are  very  "  tacky  "  with  indiarubber  solution  ;  and  the 
Plaintiffs*  case  is  that  the  result  of  the  convolutions  of  the  cord,  and  the  wire,  in 
onei)ocket,  with  some  sticky  material  to  make  them  cling,  and  the  locking  of  the 
two  ends  of  the  wire  into  the  sort  of  gable  which  I  have  described,  have  the  effect, 
BO  soon  as  the  cover  is  subjected  to  pressure  by  the  blowing  up  of  the  inner 

45  tube,  of  producing  an  inextensible  edge.  The  Defendant's  case  is  that  he  does 
not  use  his  convolutions  of  cord  and  his  wire  for  the  purpose  of  getting 
an  inextensible  edge,  but  that  the  whole  object  of  them  is  to  give  initial  con- 
traction when  the  cover  is  put  on  to  the  rim,  in  order  that  the  edges  of  the  cover 
may  be  induced  to  lie  in  the  very  bottom  of  the  rim,  and  that,  when  the  inner 

50  tube  is  blown  up,  the  cover,  thus  placed,  is  exposed  to  friction  between  the 
inflated  inner  tube  and  the  rim,  and  that  it  is  friction  alone  which  holds  his  cover 
on.  Of  course  the  obvious  question  that  arises,  under  these  circumstances,  is. 
Why  take  so  much  trouble  to  have  four  convolutions  of  cord ,  with  the  wire,  and  the 
gable  to  hold  the  ends  of  the  wire,  when  you  would  achieve  your  purpose  very 

55  much  better  by  having  a  strong  piece  of  elastic  in  it  that  woidd  bring  it  down 
to  the  bottom  of  the  rim,  if  all  you  want  is  to  get  it  there  and  then  to  blow  it 
up  and  hold  it  on  ?  That  obviously  is  not  the  object  of  the  arrangement  at  all.  The 
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object  is  to  have  something  that  will  hold  the  tyre  on.  Now  how  is  this  held 
on  ?  It  has  been  proved  that  when  you  pnt  the  Defendant's  tyre  on  the 
rim,  and  subject  it  to  the  pressure  of  the  expansion  of  the  inner  tabe,  the 
edges  of  the  cover  do  not  remain  in  the  bed  of  the  rim,  but  assume  the  position 
which  is  assumed  by  the  inextensible  wire  under  the  Welch  Patent :  they  lie  5 
in  the  shoulder  of  the  rim,  and  the  Defendant's  tyre  is  held  on  by  the  existence 
in  it  of  a  core  which  is  inextensible  in  use.  The  result  of  putting  it  on  and 
inflating  is,  that  you  get  an  inextensible  edge  which,  being  of  a  diameter  less 
than  the  diameter  of  the  edge  of  the  rim,  cannot  come  off,  which  is  the  well- 
known  Welch  manner  of  holding  on  a  cover.  Having  said  this,  I  do  not  think  10 
I  need  say  any  more  for  the  purpose  of  showing  that  this  is  nothing  but  an 
attempt  to  make  use  of  that  which  is  the  subject  of  the  Welch  Patent,  by 
substituting  a  core,  which  is  practically  inextensible,  in  a  slightly  different 
form.    There  is  infringement  and  I  grant  the  injunction  asked. 

Judgment  was  given  for  an  injunction  and  costs,  an  inquiry  as  to  damages  15 
and  delivery  up  of  infringing  tyres.    A  Certificate  as  to  the  Particulars  of 
Breaches  was  given. 

BUOKLET,  (7. — The  Registrar  tells  me  that  I  must  initial  the  Particulars  of 
Breaches.  I  have  never  done  such  a  thing  when  sitting  in  the  Chancery 
Division.  20 

Walter. — Neither  have  I  heard  of  it  in  the  King's  Bench  Division. 

BUCKLBT,  J. — I  do  not  want  to  put  the  Registrar  in  a  difiBculty,  but  I 
decline  to  do  it  because  I  think  it  is  unnecessary.  I  object  to  the  Judge  being 
asked  to  initial  all  sorts  of  matters  which  seem  to  be  unnecessary.  I 
decline,  but  nevertheless  if  it  is  necessary  I  will  do  it.  25 


In  thb  High  Court  op  Justioh.— Chanobry  Division. 

Before  Mb.  Justiob  Kbkbwioh. 

January  15th,  1904. 

TiNLBY  V.  Smart  and  Parkbr,  Ld.,  and  J.  S.  Smart. 

Design.— Action  for  infringement.— Motion  treated  as  trial.— Judgment  for  3Q 
Plaintiff  by  coneent-Costa  of  affidavits. 

In  an  action  for  infringement  of  a  registered  Design  (No.  893,886)  for  Fenders 
the  Plaintiff  gave  notice  of  motion  for  an  interlocutory  injunction.  On  the 
hearing  of  the  motion, 

E.  P.  Hewitt  (instructed  by  Belfrage  &  Co.,  agents  for  T.  W.  Robinson,  of  35 
Birmingham)  appeared  for  the  PlainUff ;  J.  C.  Graham  (instructed  by  Harrison 
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and  DavieSy  agents  for  Hooper  and  Ryland^  of  Birmingham)  appeared  for  the 
Defendant  Company  ;  and  J.  F,  Oalbraith  (instructed  by  John  Westcott^  agent 
for  Wright  and  Marshall^  of  Birmingham)  appeared  for  the  other  Defendant. 
Hewitt  stated  that  both  Defendants  consented  to  the  hearing  of  the  Motion 
5  being  treated  as  the  trial,  and  submitted  to  a  perpetual  injunction  with  an 
inquiry  as  to  damages,  but  the  Defendant  Company  raised  a  question  as  to 
their  liability  to  costs  on  the  ground  of  certain  offers  made  by  them. 

Ebkbwigh,  J. — If  the  Company  is  prepared  to  submit  to  a  perpetual  injunc- 
tion and  an  inquiry  as  to  damages  they  are  prima  fa>cie  liable  also  to  pay  the 
10  costs. 

Oraham, — On  the  10th  of  December  last  the  Defendant  Company's  solicitors 
wrote  to  the  Plaintiff's  solicitor  the  following  letter : — "  Referring  to  your 
^'  correspondence  herein,  we  beg  to  inform  you  that  the  fenders  in  question 
"  were  made  without  knowing  that  they  were  your  client's  property,  but  we 
15  "  have  advised  our  clients  that,  notwithstanding  this,  they  are  liable,  and  they 
"  at  once — as  notice  was  given  to  your  client— gave  orders  for  an  immediate 
"  stoppage  of  any  dealings  with  them.  Our  clients  are  quite  prepared  to  give 
^  an  undertaking  not  to  repeat  the  infringement,  and  also  to  pay  such  fair  and 
^*  reasonable  damages  as  are  in  accordance  with  the  number  of  infringing 
20  "  articles  sold.  If  your  client  chooses  to  take  any  proceedings  we  shall  consent 
^^  to  an  injunction  and  file  an  affidavit  setting  forth  the  profits  made  by  our 
"  clients  in  the  matter.  We  give  you  notice  that  we  shall  not  contest  your 
'*  client's  claim,  and  that  therefore  there  will  be  no  necessity  for  more  than  one 
^  brief  to  Counsel  in  the  matter.  We  also  give  you  notice  that  we  shall  read 
25  "  this  letter  on  the  hearing  of  any  application  you  may  make  to  the  Court." 
Up  to  the  date  of  that  letter  the  Plaintiffs  were  of  course  entitled  to  all  costs, 
but  since  the  date  of  the  letter  they  have  been  filing  a  number  of  affidavits, 
which  was  unnecessary.  I  ask  your  Lordship  to  make  the  same  Order  that  was 
made  in  Slazenger  v.  Pigott  (12  R.P.C.  439). 
30  Kbkbwioh,  J. — You  cannot  have  that  form  of  Order,  because  on  your  offer 
there  could  not  have  been  a  consent  Order  made  in  Chambers.  The  Motion 
must  be  brought  on  with  one  Counsel. 

Qraham. — It  is  the  unnecessary  costs  of  filing  affidavits  that  I  object  to, 
Hewitt — We  have  proceeded  in  a  cheap  and   summary  way  in  order  to 
35  determine  the  matter.    On  the  15th  of  December  the  other  side  wrote  asking 
for  copies  of  our  evidence.    I  submit  that  there  is  no  ground  for  depriving  the 
Plaintiff  of  any  costs. 
ElBKEWlCH,  J. — Have  you  verified  the  letter  of  the  10th  of  December  ? 
Hewitt.— It  is  in  the  bundle  of  correspondence  which  is  exhibit  T.  2  to  the 
40  Plaintiff 's  affidavit. 

Kbkbwioh,  J. — I  think  that  the  Defendant  Company  ought  not  to  pay  the  costs 
of  any  affidavits  other  than  the  affidavit  verifying  the  correspondence  which  is 
exhibit  T.  2  to  Francis  Rowland  Tinley^s  affidavit.    I  think  after  the  letter  of 
the  LOth  of  December  there  was  no  occasion  to  file  evidence  at  all. 
45      Hewitt — Subject  to  that  the  Order  will  go  ? 

Ebkbwigh,  J*.— 'Yes  I  reserve  the  costs  of  the  inquiry  as  to  damages. 
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Weingarten  Brothers  v.  Bosenthal. 
Weingarten  Brothers  v.  Sherwood  A  Go. 


In  thb  High  Court  op  Justiob.— Chancery  Division. 

Before  MR.  JUSTICE  Parwbll. 

January  18th,  19th,  and  20th,  1904. 

Weingarten  Brothers  v.  Rosenthal. 
Weingarten  Brothers  v.  Sherwood  &  Co.  5 

Trade  name. — Actions  for  injunctions  to  restrain  use  of — Descriptive  term, — 
Prior  user  by  one  Defendant. — Actions  dismissed. 

W.  -B.,  an  American  firm^  hegan  to  sell  corsets  in  this  country  in  February 
1901  under  the  title  of  "  Erect  Form  Corsets'^  Their  sales  prior  to  action  were 
not  large.  In  February  1902  they  commenced  an  action  against  W.  B.  to  \Q 
restrain  him  from  passing  off  his  corsets  as  theirs  by  the  u^e  of  "  Erect  Form^^^ 
and  in  April  1902  they  commenced  a  similar  action  against  H.  S.  A  Oo.  The 
two  actions  were  in  the  list  for  trial  on  the  same  day^  and  were  in  effect  tried 
together. 

Held,  t?icU  "  Erect  Form  "  as  applied  to  corsets  was  a  descriptive  term^  and  15 
?iad  not  acquired  a  secondary  signification  as  denoting  the  Plaintiffs*  corsets^ 
and  that  the  term  had  been  in  fact  first  used  in  this  country  by  the  Defendants 
S.  A  Go.    Both  auctions  were  dismissed  with  costSy  the  Defendant  W.  R.  being 
allowed  the  costs  of  three  Counsel. 

These  were  two  actions  by  Weingarten  Brothers  of  a  similar  character  to  the  20 
action  of  Weingarten  v.  Bayer^  reported  20  R.P.C.  289  and  649.  In  each  of  the 
two  present  actions  the  Plaintiffs  claimed  an  injunction  to  restrain  the  Defendants, 
their  servants  and  agents,  from  selling  or  offering  or  exposing  or  advertising  for 
sale  or  from  procuring  to  be  sold  any  corsets  not  of  the  Plaintiffs'  manu&cture 
under  the  name  of  ^^  Erect  Form  Corsets  "  without  clearly  distinguishing  such  25 
corsets  from  the  Plaintiffs*  corsets,  and  from  in  any  manner  passing  off,  or 
enabling  or  assisting  others  to  pass  off,  any  such  corsets  aforesaid  as  or  for  the 
Plaintiffs*  corsets,  and  other  consequential  relief. 

In  the  Statement  of  Claim  in  the  action  against  W.  Bosenthal^  after  alleging 
large  sales  of  their  *' Straight  Fronted  Corsets**  under  the  name  of  *' Erect  30 
'^Form  Corsets*'  in  this  country  in  and  since  February  1901,  and  that  the 
name  ^* Erect  Form  Corset'*  was  universally  understood  as  indicating  that 
the  corsets  in  respect  of  which  it  was  used  were  the  Plaintiffs*  corsets, 
the  Plaintiffs  alleged  as  follows  :— "  In  the  month  of  February  1902  the 
*^  Plaintiffs  discovered  that  the  Defendants,  who  carry  on  business  as  manu-  35 
"  facturers  and  vendors  of  corsets  at  No.  15,  London  Wall,  in  the  City  of 
'^  London,  and  who  were  already  manufacturing  and  selling  under  other  names 
^' '  Straight  Fronted  Corsets '  similar  in  pattern  and  style  to  the  Plaintiffs*  said 
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'^  ^  Straight  Fronted  Corsets,'  had  becran  for  the  first  time  to  adopt  and  use  in 
"  respect  of  their  *  Straight  Fronted  Corsets,'  instead  of  any  of  the  names 
"  previously  used  by  them,  the  said  name  '  Erect  Form  Corsets '  used  by  the 
"  Plaintiffs  as  aforesaid,  and  to  print  the  words  '  Erect  Form '  on  the  boxes  in 
5  "  which  such  corsets  were  sold.  On  the  same  boxes  on  which  the  Defendants 
^'  have  begun  to  use  the  said  words  ^  Erect  Form '  there  also  appear,  though  in 
"  very  much  smaller  type,  the  words  *  W.  R.'  '  Whalonia  Straight  Fronted 
"  *  Corsets,'  such  word  *  Whalonia '  being  a  registered  Trade  Mark  of  the  Defen- 
**  dants,  and  such  description  being  the  description  under  which  the  same 

10  **  corsets  were  sold  by  the  Defendants  before  they  adopted  the  said  words 
"  *  Erect  Form '  for  the  same  without  any  justification  and  solely  in  order  to 
"  compete  unfairly  with  the  Plaintiffs." 

By  his  Defence  the  Defendant  alleged  that  the  term  ^^  Erect  Form  Corsets  " 
was  not  a  distinctive  name  for  corsets  of  the  Plaintiffs'  manufacture,  but  was  a 

15  descriptive  name  in  common  use,  and  usually  applied  to  corsets  giving  an  erect 
form  to  the  figure  of  the  wearer. 

In  the  action  against  Sherwood  <k  Co.  the  Plaintiffs  by  their  Statement  of 
Claim  (after  similar  allegations  to  those  above  mentioned  as  to  their  sales  and  the 
meaning  of  the  term  "  Erect  Form  Corsets  ")  alleged  that — "  In  the  month  of 

20  "  March  1902  the  Plaintiffs  discovered  that  the  Defendants,  who  carry  on  business 
**  as  manufacturers  and  vendors  of  corsets  at  No.  12,  London  Wall,  in  the  City  of 
**  London,  and  who  were  already  manufacturing  and  selling  *  Straight  Fronted 
"  *  Corsets '  similar  in  pattern  and  style  to  the  Plaintiffs'  said  "  Straight  Fronted 
•*  *  Corsets,'  had  begun  for  the  first  time  to  describe  such  corsets  as  '  Erect  Form 

25  "  *  Straight  Fronted  Corsets,'  and  to  print  the  words  aforesaid  on  their  said 
**  corsets.  There  was  no  legitimate  reason  for  the  introduction  of  the  said 
**  words  *  Erect  Form '  into  the  description  of  the  Defendants'  said  corsets, 
"  which  were  already  correctly  and  sufficiently  described  as  *  Straight  Fronted 
^^  *  Corsets,'  and  the  Defendants  adopted  and  used  the  said  words*  ^  Erect  Form ' 

30  "  for  their  corsets  as  aforesaid  without  any  justification  and  solely  in  order  to 
"  compete  xmfairly  with  the  Plaintiffs." 

By  their  Statement  of  Defence  the  Defendants  denied  that  they  first  used  the 
words  "  Erect  Form  "  in  March  1902,  and  stated  that  they  had  used  the  words 
**  *  Erect  Form '  in  connection  with  their  corsets  as  early  as  the  year  1900," 

35  alleging  in  fact  a  use  of  ^'  Erect  Form  "  as  a  name  for  corsets  prior  to  the  use 
thereof  by  the  Plaintiffs  in  this  country. 

The  actions  came  on  for  trial  before  Mr.  Justice  FAR  WELL  on  the  18th  of 
January  1904.  At  first  the  actions  were  taken  separately,  but  ultimately  they 
were  in  effect  tried  together. 

40  Levetty  K.O.,  John  Cutler,  K.C.,  and  Sebastian  (instructed  by  C.  Urquhart 
Fisher)  appeared  for  the  Plaintiffs ;  Astbury,  K.C.,  J.  W.  Cordon,  and  D.  M. 
Kerly  (instructed  by  Edwards  and  Cohen)  appeared  for  the  Defendant 
Rosenthal',  Bramwell  Davis,  K.C.,  and  Gann  (instructed  by  Tippetts) 
appeared  for  the  Defendants  Sherwood  A  Co. 

45  John  GutUr,  K.C.,  opened  the  Plaintiffs'  case,  and  called  evidence  in  support 
thereof.  At  the  close  of  the  Plaintiffs'  evidence  Levett^  K.C.,  summed  up 
the  Plaintiffs'  case. 

Evidence  was  then  called  for  the  Defendant. 

The  Defendant  Sherwood  deposed  that  he  adopted  the  term  "  Erect  Form  "  in 

50  consequence  of  something  that  he  had  heard  from  Miss  Paton,  who  was  in  charge 
of  his  stall  at  the  Exhibition  of  1900,  as  to  American  ladies  inquiring  for  corsets 
as  "  Erect  Form,"  and  that  he  then  arranged  with  Rvssell,  the  manager  of  his 
factory,  to  put  ^^  Erect  Form "  on  all  the  new  shapes  of  his  straight  fronted 
corsets  for  the  next  season,  and  that  these  goods  were  in  his  travellers'  hands  in 

55  the  first  week  in  January  1901,  and  that  they  took  orders  for  the  same  in 
January  190L    He  also  proved  subsequent  orders,  and  was  corroborated  by 
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Miss  Paton,  Russell^  Aston,  one  of  his  travellers,  and  some  customers.  Howitt, 
manager  of  R.  and  W.  H,  Symington,  Ld.,  deposed  that  his  firm  put  on  the 
market  in  1886  a  corset  called  the  "American  Corset."  Adolf  Rosenthal  (who 
was  not  connected  with  the  Defendant  Rosenthal)  deposed  that  some  of  his 
advertisements  in  1900  contained  the  words  "Straight  Fronted  American  5 
"  Shaped  Corsets,"  and  that  he  began  to  use  "  Erect  Form  "  in  W02  because  he 
considered  it  common  property.  The  Defendant  Rosenthal  was  called,  and 
said  that,  after  consulting  his  solicitor  in  November  1901,  he  put  on  the  market 
the  "  W.  R.  American  Shaped  Corset."  He  called  his  corset "  American  Shaped  " 
to  let  the  public  know  that  they  were  American  shaped,  but  not  American —  10 
"  W.  R."  and  "  Whalonia  "  distinguished  his  corsets  from  others. 

Astbury,  K.C.,  said  he  had  other  witnesses  to  prove  that  "Erect  Form" 
meant  the  shape  of  the  corset  and  not  the  maker,  but  he  did  not  propose  to 
call  them. 

Judgment  was  then  given  as  follows  : —  15 

Far  WELL,  J, — In  my  opinion  this  is  a  plain  case.  In  fact,  I  think  1  might 
almost  go  BO  far  as  to  congratulate  the  PlaintifFs  on  their  courage  in  bringing 
such  an  action. 

The  Plaintijffs  in  the  year  1892  registered  in  America  a  Trade  Mark,  which 
consisted  of  a  crown  with  the  letters  "  W.  B."  in  the  centre.    They  carried  on  20 
business  as  corset-makers  in  America,  with  that  as  their  Trade  Mark.    In  the 
beginning  of  1901  they  sent  an  emissary  over  here  to  try  and  extend  their 
trade  in  England,  the  trade  being  then  under  the  Trade  Mark  registered  in 
America  in  1892— a  crown  with  "W.  B."  in  the  middle.    The  particular  form 
of  corset  they  were  endeavouring  to  press  was  a  straight-fronted  corset,  which  25 
they  told  me  they  had  designed  in  May  1900.    The  phrase  "  Erect  Form  "  was 
certainly  used  in  the  course  of  their  attempting  to  push  this  corset  which,  as  I 
say,  was  then  being  sold  under  the  registered  American  Trade  Mark  in  America, 
and  it  was  brought  over  by  that  description  to  England.    The  phrase  "  Erect 
"  Form "  was  certainly  used.    Then  in  July  1901,  in  consequence  of  some  30 
complaints  or  proceedings  taken  by  a  firm  of  Pretty,  claiming  to  be  the  owneni 
in  England  of  a  registered  Trade  Mark  "  W.  B.,"  the  Plaintiffs  dropped  that 
title  altogether,  and  in  October  1901  they  registered  in  America  "  Erect  Form  " 
as  tlieir  Trade  Mark.    Of  course  they  have  never  registered  that  in  England, 
nor  do  I  think  they  would  have  any  prospect  of  successfully  attempting  to  do  35 
so.    From  July  1901  their  traveller  pressed  the  sale  of  their  corsets,  describing 
them  as  "  Erect  Form." 

In  the  year  1900  Mr.  Sherwood  had  had  a  stall  at  the  EarPs  Court  Exhibition, 
exhibiting  corsets,  and  in  consequence  of  a  certain  conversation  which  the  lady 
in  charge  of  the  stall  had  with  some  American  ladies,  it  occurred  to  him  that  40 
the  words  "  Erect  Form  "  would  be  admirably  adapted  to  describe  the  straight- 
fronted  corsets  which  had  recently  been  introduced  from  America,  and  which 
produced  on  the  figure  that  desirable  consummation,  an  erect  form.    Accordingly, 
early  in  the  year  1901,  he  adopted  the  term  "  Erect  Form  "  ;  and  he  put  it  on 
the  tape  which  has  been  applied  to  his  corsets  since  then,  which  was  some  months  45 
before  the  Plaintiffs  sold,  or  attempted  to  sell,  in  England.    Prior  to  action,  the 
whole  extent  of  the  Plaintiffs*  business  of  selling  under  "  Erect  Form,"  appears 
to  be  this — They  took,  or,  rather,  the  lady  took,  a  single  room  in  Great  Portland 
Street,  the  rent  of  which  she  cannot  remember  (from  which  I  infer  it  was  not 
large)  ;   she  did  not  put  up  the  name  of  the  firm,  and  there  was  no  outward  50 
or  visible  sign  that  the  corsets  were  being  sold  there,  or  that  any  business  was 
being  done  there.    There  she  remained  for  about  six  months.    Then  she  went 
on  to  the  City,  and  there  there  were  certain  numbers  of  sales.    If  I  followed 
her  evidence  aright,  she  said  that  the  customers  all  told  during  the  period  were, 
according  to  her  present  recollection,  28,  although  in  her  former  evidence  she  55 
thought  there  were  24.    I  will  give  her  the  benefit  of  the  doubt,  and  say  there 
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were  28.    So  far  as  regards  the  state  of  the  history  at  the  period  when  the 
action  was  commenced. 

On  that  the  Plaintiffs  say  that  the  words  "Erect  Form"  denoted  to  the 
English  world  at  large  corsets  made  by  Weingarten^  and  nobody  else.  A 
5  more  astounding  proposition  I  do  not  think  I  ever  heard.  It  is  a  mere 
question  of  fact.  [  am  not  going  into  the  cases,  but  I  will  just  take  the 
way  that  it  is  put  by  Lord  Balshury  in  the  "Cellular"  case,*  because  it 
sums  up  the  matter  quite  clearly.  I  think  Mr.  Levett^  when  he  once  found 
that  I  was  satisfied  that  the  words  were  descriptive,  as  indeed  the  Court  of 

10  Appeal  have  already  held  they  were  in  another  case,  felt  that  the  difficulty 
was  insuperable.  Lord  HaUhury^  quoting  one  of  the  Scotch  Judges, 
says  : — ^  *  An  invented  name  has  either  no  meaning  at  all,  or  no  meaning 
"  ^  in  relation  to  the  goods  which  it  denotes  ;  and  it  has  been  held  that  a  trader 
"  *'  who  selects  such  a  name  for  the  purpose  of  distinguishing  his  goods  ^om 

15  ^'  *'  those  of  other  traders  is  entitled  to  be  protected  in  the  use  of  the  sign  which 
"  *'  he  has  chosen.  In  such  a  case  the  mere  fact  of  the  use  of  the  arbitrary  sign 
"  *  by  a  rival  trader  raises  a  presumption  of  a  design  to  pass  off  his  goods  under 
"  *  false  colours  which  it  is  not  easy  to  displace.' "  Then  he  goes  on  :  "  I  think  it 
"  '  must  be  admitted  that  the  word  '  Cellular  *  has  not  lost  its  descriptive  signifi- 

20  ^*  *'  cation  according  to  the  use  of  the  cloth  trade  :  in  other  words,  that  the  primary 
"^meaning  has  not  been  displaced  by  the  secondary  meaning  which  the 
"  *  Pursuers  allege  and  have  in  part  proved.' " 

It  seems  to  me  unless  and  until  you  have  either  shown  that  the  words  are 
not,  properly  speaking,  descriptive,  or  that  the  trade  has  been  so  large  in  extent 

25  and  so  widely  known — the  difficulties  in  proving  which  are  almost  insuperable 
— that  the  primary  signification  in  respect  of  the  goods  in  question  is  lost  and 
the  secondary  signification  has  attached  to  those  words  that  they  mean  goods 
made  by  the  Plaintiff,  instead  of  the  primary  signification,  you  cannot  succeed. 
In  this  case  it  is  al^olutely  impossible  for  anyone  to  hold  that  the  Plaintiffs 

30  have  carried  on  business  in  such  a  way  or  to  such  an  extent  as  to  have  any 
reputation  at  all  at  the  time  of  the  issue  of  this  writ  in  England  as  attaching  to 
these  words. 

That  the  words  are  descriptive,  if  it  were  not  for  Mr.  Justice  Joyce* s  judgment 
in  the  former  case,  I  should  have  thought  was  plain  beyond  argument.    The 

35  particular  case  before  him  was  not  the  same  as  the  present  case.  There  the 
words  were  printed  in  a  particular  fantastic  fashion  and  there  might  have  been 
something  in  the  mode  in  which  they  were  printed.  I  am  not  really  concerned 
with  that — it  was  a  question  of  fact  just  as  this  is — and  if  I  were  concerned 
with  it  the  Court  of  Appeal  reversed  the  learned  Judge,  so  the  decision  would 

40  be  the  same  as  I  am  coming  to  in  the  present  case. 

Mr.  Levett  attempted  to  make  a  distinction  which  was  so  subtle  that  I  really 
think  it  eluded  me,  but  so  far  as  I  am  concerned  I  can  see  no  difference  as  to 
descriptiveness,  whether  the  word  which  describes  the  goods  be  an  ordinary 
adjective,  or  whether  the  adjective  is  one  which  describes  the  effect  which  the 

45  goods  do  produce  upon  the  person  to  whom  they  are  supplied.  Whether  I  say 
that  some  patented  food  is  tastefal,  or  whether  I  say  that  it  is  strength- 
producing,  it  appears  to  me  to  be  descriptive  in  either  case.  The  one  describes 
the  effect  it  has  upon  my  palate,  the  other  describes  the  effect  it  has  upon  my 
strength  ;  it  is  a  distinction  I  do  not  follow. 

50  In  my  opinion  it  is  plain  that  these  words  are  clearly  descriptive,  and  there 
is  no  sort  of  right  in  the  Plaintiffs  to  claim  them  at  all. 

I  do  not  think  it  is  worth  while  to  go  through  all  the  evidence.  I  have  sub- 
mitted to  take  it  at  considerable  length  because  the  parties  tell  me  that  they  are 

*  CeUular  Clothing  Company  v.  MasOon,  and  Murray,  16  BJP.C.  397. 
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proposing  to  go  so  far  as  the  Hoase  of  Lords  with  this  case.  Accordingly,  I 
have  allowed  a  great  deal  of  evidence  to  go  in,  bnt  I  do  not  think  [  need  go 
through  it  now.  I  must  say  this  that  my  own  opinion,  as  to  these  words  being 
descriptive,  is  entirely  confirmed  by  the  evidence  of  the  Plaintiffs*  own 
witnesses,  and  by  the  advertisements  that  I  have  seen.  It  is  quite  plain  to  my  5 
mind  that  in  every  case,  both  of  advertisement  and  what  the  witnesses  have 
said,  the  words  are  used  in  order  to  call  the  attention  of  the  wearers  to  the  fact 
that  these  corsets  produce  an  erect  form,  and  that  in  my  opinion  is  descriptive. 

As  for  deception,  of  course  there  is  no  question  of  deception  if  the  Plaintiffii  have 
no  right  to  the  words,  but  to  my  mind  it  is  almost  ludicrous  to  talk  of  deceiving  10 
by  the  use  of  such  words  as  these.  The  Defendants  in  both  cases  sell  under 
their  ordinary  well-known  Trade  Marks.  They  do  not  simply  describe  these 
as  ''  Erect  Form,"  and  nothing  more.  So  far  as  the  Defendant  Boeenthal  is 
concerned  his  box  has  upon  it  ^'  American  Shaped  Corset,  Erect  Form,"  and  in 
the  comer  his  well-known,  ancient  Trade  Mark  "  Whalonia,"  and  "  W.  R."  also  15 
on  the  side.  No  one  has  been  called  to  say  that  they  have  been  deceived.  No 
one  has  said  that  anyone  could  be  deceived.  On  the  contrary,  it  seems  to  me 
it  is  quite  plain  no  one  could  be  deceived. 

With  regard  to  the  other  case  the  box  is  even  more  plain.  I  have  not  got  it 
before  me,  but,  according  to  my  recollection,  I  do  not  think  the  words  "  Erect  20 
^'  Form  '*  appear  outside  the  box  at  all.  The  corset  inside  does  not  contain 
any  representation.  "Erect  Form"  is  printed  in  an  ordinary  way,  and  is 
apparently  on  the  face  of  it,  descriptive  and  as  far  as  regards  the  words 
"  American  Shape "  I  think  they  are  intended  to  represent,  not  that  the 
corsets  are  made  in  America — I  do  not  see  how  the  Plaintiffs  can  possibly  say  25 
that  it  means  they  are  made  in  America  when  they  have  themselves  set  up  a 
factory  in  England  and  make  them  here — but  they  represent  that  they  are  of  a 
shape  which  was  not  even  invented  in  America  but  in  Paris,  but  which 
apparently  the  Plaintiffs,  and  a  great  many  of  the  other  traders,  thought  was 
invented  in  America.  30 

Then,  as  regards  Mr.  Rosenthal  in  particular,  he  has  given  his  evidence  in 
the  box  with  great  candour.  He  says  :  "  Yes,  I  knew  that  there  were  several 
"  people  using  the  words  '  Erect  Form ' ;  1  knew  of  four  advertisements ;  I  did 
"  not  know  which  of  them  used  it ;  I  consulted  my  solicitors  and  took  Counsers 
"  opinion  ;  I  did  not  desire  to  do  anything  wrong ;  I  was  advised  that  ^  Erect  35 
"  ^  Form  *  were  simply  descriptive  words,  and  that  I  could  use  them  and  have 
"  done  so."  I  entirely  agree  with  him.  I  see  no  reason  whatever  why  he 
should  not. 

Then,  as  regards  Mr.  Sherwood^  his  position  is  even  stronger.    It  seems  to  me 
that  he  was  first  in  the  field.     If  anybody  had  any  reason  to  complain  he  might  40 
have  a  cause  of  complaint  as  against  the  present  Plaintiffs. 

The  result  is  that  on  the  evidence  that  I  have  heard,  and  also  on  the  question 
of  construction  of  the  words  so  far  as  it  is  for  me,  I  am  of  opinion  that  the 
Plaintiffs'  case  fails  in  both  instances  and  both  actions  must  be  dismissed  with 
costs.  45 

The  costs  of  three  Counsel  were  allowed  to  the  Defendant  Rosenthal. 
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Tn  the  Matter  of  Burroughs^  Wellcome  A  Oo's  Trctde  Marks^ 

and 
In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Acts,  1883  to  1888. 


In  thb  Court  of  Appeal. 

Before  Lords  Justicbs  Yauohan  Williams,  Stirling,  and  Cozbns-Hardt. 

March  25tli,  28th,  and  29th,  1904. 

In  thb  Matter  of  Burroughs,  Wbllooxb  a  Co.*s  Trade  Marks, 

5  and 

In  the  Matter  of  the  Patents,  Designs,  and  Tradb 
Marks  Acts,  1883  to  1888. 

Trade  Mark. — Fancy  twrd. — Motion  to  expunge  Trade  Marks  from  the 
Begister. — Motion  dismissed. — Appeal  dismissed. — Patents,  Designs,  and  Trade 
10  Marks  Act,  1888,  section  64,  subsection  1  (c). 

In  and  previously  to  the  month  of  March  1884  B.  W.  A  Co.  were 
manufacturing  and  setting  compressed  drugs  in  a  solid  form  and  of  a 
lenticular  or  bi-conuex  shape.  In  1884  B.  W.  A  Co.  registered  the  word 
^Tabloid'*  in  Classes  8  and  42,  and  in  1885,  in  the  same  classes,  a  device 

15  consisting  ofaframs  with  the  word  "  Tabloids  "  inside.  They  had  previously 
registered  and  used  the  word  "  Tablet  ^^  for  the  same  goods.  H.  8.  W.  (who  was 
the  surviving  partner  of  the  firm  of  and  traded  ms-B.  W.  A  Co.)  invented  the  word 
•*  Tabloid.^*  B.  W.  A  Co.  commenced  an  action  against  T.  and  C.  complaining  of 
their  selling  goods  not  of  the  Plaintiffs'  manufacture  in  response  to  orders  and 

20  prescriptions  for  drugs  under  the  designation  of  "  Tabloids^'*  or  "  Tabloids — 
"B.,*  TT.,"  or '' Tabloids— Burroughs,  Wellcome  A  Co.;'  preceded  or  followed 
by  the  name  of  the  particular  drugs  required.  The  Defendants  denied  any 
passing  off,  and,  as  to  the  Trade  Marks,  moved  to  expunge  them  from 
the  Register  on  the  ground  that  '^  Tabloid^'  was  not  a  fancy  word;  that  it 

25  UKLS  descriptive;  that  it  was  used  by  B.  W.  A  Co.  in  1884  and  onwards  to 
denote  the  various  articles  so  sold;  and,  further,  that  it  had  not  acquired  an 
exclusive  meaning  as  denoting  the  goods  ofB.  W.  A  Co.,  but,  on  the  contrary, 
had  acquired  a  meaning  connoting  any  compressed  medicine  made  up  in  a  bi- 
convex or  similar  shape,  and  denoted  as  well  tlie  goods  of  other  manufacturers 

30  as  those  of  B.  W.  A  Co.  The  PlaintiffV  contention  was  thcU  "  Tabloid''  and 
^  Tabloids''  were  fancy  words  and  that  they  meant  exclusively  the  goods  of 
B.  W.  A  Co.  It  was  held  at  the  trial  thcU  *^  Tabloid"  was  a  fancy  word  as 
applied  to  the  goods  for  which  it  was  registered,  and  that  the  Motion  to  rectify 
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failed  and  must  he  dismissed;  and  that  the  Plaintiffs  had  made  out  their  case 
and  were  entitled  to  an  injunction  to  restrain  the  Defendants  from  using  the 
word  "  Tabloid  "  or  "  Tabloids  "  so  as  to  pass  off  goods  not  manufactured  by  the 
Plaintiffh  as  or  for  the  goods  of  the  Plaintiffs.  The  Defendants  appealed  from 
the  judgment  so  far  as  it  dismissed  their  Motion.  5 

Held,  by  the  Court  of  Appeal,  that "  Tabloid''  was  at  the  date  of  registration 
not  descriptive,  and  was  a  distinctive  fancy  word  not  in  common  use.  TJie 
appeal  uhxs  dismissed  with  costs. 

When  it  is  sought  to  remove  from  the  Register  a  mark  which  ?ias  been  long 
registered  on  grounds  depending  on  the  proof  of  facts  existing  at  the  date  of  10 
registration,  the  Court  will  give  the  registered  owner  the  benefit  of  any  doubt. 
Chesebrough  Manufacturing  Company's  Trade  Mark,  19  R.P.C.  342  ;  LJi.  (1902) 
2  Ch.l  followed. 

H.  S.  Wellcome,  a  manufacturing  chemist,  the  surviving  partner  of  the  firm  of 
and  who  traded  aa  Burroughs,  Wellcome  A  Co.,  on  the  17th  of  January  1903  15 
commenced  an  action  against   Thompson  and  Capper,  who    were    chemists 
carrying  on  business  at  Manchester  and  elsewhere.    The  PlaintiflP  claimed — 
( I)  an  injunction  to  i-estrain  the  Defendants,  their  servants  and  agents,  from  in  any 
manner  passing  off,  or  attempting  to  pass  off,  any  preparation  not  of  the  manu- 
facture of  the  Plaintiff  as  or  for  a  preparation  of  the  Plaintiff  ;  (2)  and  from  20 
selling  or  offering,  or  exposing  or  advertising  for  sale,  or  procuring  to  be  soldi 
any  such  preparation  as  aforesaid  under  the  name  of  "  Tabloid  "  or  "  Tabloids," 
or  "Tabloid  B.  W.  &  Co."  or  ''Burroughs,  Wellcome  A  Co.'s  Tabloids,"  or 
under  any  other  name  which  by  reason  of  colourable  imitation  thereof  or 
otherwise  was  calculated  to  represent  or  lead  to  the  belief  that  such  preparation  25 
was  a  preparation  of  the  Plaintiff  ;  (3)  and  from  selling  or  supplying  any  such 
preparation  in  response  to  orders  for  "  Tabloid  "  products  or  a  preparation  of 
Burroughs,  Wellcome  A  Co. ;    (4)  and  from  in  anv  manner  infringing  the 
Plaintiff's  registered  Trade  Marks  Nos.  36,154,  36,155,  42,378,  4;^,379,  225,812, 
225,813,  225,814,  i»45,815,  and  225,816,  or  any  of  them  ;  (5)  an  Order  for  delivery  30 
up,  &c. ;  (6)  damages,  or  an  account  of  profits ;  and  (7)  costs. 

By  his  Statement  of  Claim  tfae  Plaintiff  stated  that  his  was  an  old-established 
and  extensive  business,  and  that  (2)  in  the  year  1884,  or  prior  thereto,  he  was 
desirous  of  inventing  and  adopting  a  new  and  distinctive  Trade  Markand  trade 
designation  for  goods  of  his  which  should  effectively  distinguish  them  frOm  35 
the  goods  of  all  others  enga^d  in  a  similar  business,  and  to  this  end  he  invented 
and  adopted  as  his  Trade  Mark  and  trade  name  the  word  *'  Tabloid,"  which  had 
never  existed  before  and  was  absolutely  new  and  unknown.  (3)  On  or  about 
the  14th  of  March  1884  he  applied  for  and  in  due  course  obtained,  in  the  name 
of  his  firm,  the  registration  aa  of  that  date  of  the  word  "  Tabloid  "  as  his  IVade  40 
Mark  No,  36,154  in  Class  3  in  respect  of  chemical  substances  used  in  medicine 
and  pharmacy.  He  further  subsequently,  on  or  about  the  27th  of  January  1885, 
applied  for  and  in  due  course  obtained  similar  registration  as  of  the  last  men- 
tioned date  of  the  word  "  Tabloids  "  in  a  frame  as  his  Trade  Mark  No.  42,378  in 
respect  of  the  same  goods  in  Class  3.  Both  the  registrations  had  been  duly  45 
renewed  and  were  standing  in  the  name  of  the  Plaintiff.  (4)  On  or  about  the 
14th  of  March  1884  he  applied  for  and  in  due  course  obtained,  in  the  name  of 
the  firm,  the  registration  as  of  that  date  of  the  word  ''  Tabloid  "  as  his  Trade 
Mark  No.  36,155  in  Class  42  in  respect  of  preparations  of  food  for  human  use. 
He  further  subsaqnently,  on  or  about  the  27th  of  January  1885,  applieii  for  and  50 
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in  due  course  obtained  similar  registration  as  of  the  last  mentioned  date  of  the 
word  "  Tabloids  "  in  a  frame  as  his  Trade  Mark  No.  42,371)  in  respect  of  the 
same  goods  in  Class  42.  Both  the  registrations  had  been  dnly  renewed  and 
were  standing  in  his  name.  (5)  At  or  abont  the  date  of  the  first  registration  he 
b  began  to  use,  and  had  ever  since  nsed,  the  word  ^*  Tabloid  *'  as  his  distinctive 
Trade  Mark  in  respect  of  a  very  great  variety  of  goods  of  his  manufacture. 
Such  user  had  been  on  an  enormoDS  scale  within  the  United  Kingdom,  and  had 
been  both  on  the  bottles  and  receptacles  in  which  the  goods  were  sold,  and  also 
in  numberless  advertisements  and  other  documents  circulated  among  the  trade, 

10  the  medical  profession,  and  the  public,  for  the  purpose  of  advertising  and 
popularising  his  goods.  In  addition  to  the  British  trade  the  mark  had  also 
been  used  most  extensively  in  connection  with  goods  exported  by  him  to  all 
parts  of  the  world.  (6)  By  reason  of  such  user  and  of  the  novelty  and  dis- 
tinctiveness of  the  Trade  Mark  and  trade  name,  and  of  the  very  great  expendi- 

15  ture  of  the  Plaintiff  in  advertising  and  making  it  known,  the  same  had  become 
and  was  very  familiar  to  the  trade  and  the  medical  profession  and  also  to  the 
public  as  indicating  exclusively  that  any  preparation  to  which  it  was  applied  or 
in  respect  of  which  it  was  used  was  a  preparation  of  the  Plaintiff's,  and  anyone 
who  ordered  or  asked  for  any  preparation  by  that  name  intended  and  expected 

20  to  receive  a  preparation  of  a  particular  make — Le.,  the  Plaintiff's  make  and  no 
other.  (7)  The  Defendants  carried  on  business  as  chemists  in  Manchester  at 
two  shops,  No.  51,  Piccadilly,  and  No.  39,  Deansgate,  respectively,  and  were  in 
the  habit  of  supplying  preparations  not  being  the  Plaintiff's  preparations  in 
response  to  orders  for  "  Tabloids  "  or  "  Tabloid  "  preparations,  even  when  the 

85  name  BurToug?is,  WeUcome  &  Co.  or  "  B.  W.  &  Co."  was  expressly  mentioned. 
Amongst  the  Particulars  given  were  the  following  : — (1)  a  verbal  order  for 
"  Burroughs,  WeUcome  A  Go.'s  Cascara  Sagrada  Tabloids  "  ;  (2)  a  written  order 
for  ''  Tabloid  Potassi  Chlorate— B.  W.  &  Co." ;  and  (3)  a  written  order  for 
"  Cascara  Sagrada  Tabloids — B.  W.  &  Co."  ;  and  nine  other  orders,  written  and 

30  verbal,  for  "  Tabloids  "  of  various  kinds.  (8)  The  goods  supplied  in  response 
to  such  orders  were  in  no  single  instance  the  Plaintiff's  goods,  and  the  Defen- 
dants were  deliberately  and  knowingly  selling  other  preparations  in  place  of 
the  Plaintiff's  preparations  and  in  response  to  orders  for  the  Plaintiff's  prepara- 
tions,  and   were   thereby  representing  that  they  were  in  fact  the  Plaintiff's 

35  preparations,  and   were  by  so  doing  deceiving  the   public  and  injuring  the 

Plaintiff,  and  unless  they  were  restrained  by  the  Order  and  injunction  of  the 

Court  from  continuing  so  to  do  they  would  still  further  deceive  the  public  and 

injure  the  Plaintiff.    The  Plaintiff  claimed  the  relief  stated  above. 

By  their  Defence  the  Defendants  stated  that — (1)  the  word  "  Tabloid  "  was 

40  not  a  new  word  or  an  invented  word,  but  was  merely  the  word  "  Table  "  with 
the  common  suffix  "oid."  The  word  was  not  distinctive  of  the  Plaintiff's 
goods,  but  was  a  word  commonly  used  in  the  medical  and  pharmaceutical  pro- 
fessions and  in  ordinary  literature  to  indicate  shape  or  form  ;  (2)  they  admitted 
the  registrations  set  out  in  paragraphs  3  and  4  of  the  Statement  of  Claim.    Such 

45  registrations  were  improperly  made,  and  the  Defendants  were  moving  to  rectify 
the  Register  by  removing  such  marks  therefrom.  The  Defendants  had  not 
infringed  such  Trade  Marks  or  any  of  them  ;  (3)  they  admitted  that  the  Plaintiff 
had  l^ely  used  the  word  as  a  descriptive  word  upon  and  in  connection  with 
medical  preparations  put  up  in  tabloid  form.    Save  as  in  the  Defence  admitted 

SM)  the  Defendants  denied  that  the  said  word  had  been  used  by  the   Plaintiffs ; 

(4)  they  denied  all  the  matters  alleged  in  paragraph  6  of  the  Statement  of  Claim  ; 

(5)  save  as  to  the  sales  referred  to  in  paragraph  7  of  the  Statement  of  Claim  to 
W.  H.  Sykes,  to  W.  B,  Davies,  and  to  2\  Smith,  the  Defendants  had  no 
knowledge  of  the  i^ales  referred  to  in  such  paragraph,  but  as  they  claimed  the 

$5  right  to  sell  medical  preparations  in  tabloid  form  under  their  ordinary  description 

3  % 
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of  '*  Tabloids,"  they  were  prepared  for  the  purposes  of  the  action  to  admit 
the  sales  referred  to  in  such  paragraph  other  than  the  sales  to  Sykes,  Davies, 
and  Smith ;  (6)  they  did  not  supply  to  Sykes,  Davies,  or  Smith  any  goods  not  of 
the  manufacture  of  the  Plaintiff  as  and  for  the  goods  of  the  Plaintiff.  As  to 
Sykes  and  Davies,  both  such  purchasers  were  in  terms  informed  by  the  Defen-  5 
dants"  salesman  that  the  goods  supplied  to  them  were  not  the  goods  of  the 
Plaintiff  but  the  goods  of  the  Defendants.  As  to  Smith,  the  order  was  not  in 
writing,  but  was  given  verbally,  and  no  mention  was  made  by  Smith  that  the 
goods  of  the  Plaintiff  were  required,  nor  was  any  written  order  given  for  such 
goods ;  (7)  they  admitted  that  the  word  "  Tabloid  "  coupled  with  the  letters  10 
** B.  W.  &  Co."  and  the  name  " Burroughs,  Wellcome  A  Co''  meant  goods  of 
the  Plaintiff  and  no  others.  They  had  not  supplied,  aud  were  not  in  &e  habit 
of  supplying,  any  goods  other  than  the  goods  of  the  Plaintiff  under  orders  in 
which  the  word  ^'  Tabloid  "  was  coupled  with  such  letters  or  name  ;  and  they 
were  and  always  had  been  ready  to  give  any  undertaking  not  to  sell  under  15 
orders  so  given  any  goods  other  than  those  of  the  Plaintiff.  No  notice  of  any 
such  claim,  or  any  notice  at  all,  had  been  given  to  the  Defendants  prior  to  the 
issue  of  the  writ  in  the  action ;  (8)  they  denied  each  and  every  of  the  facts 
alleged  in  paragraph  8  of  the  Statement  of  Claim ;  (9)  save  as  s|)ecifically  or 
impliedly  admitted  they  denied  each  and  every  of  the  allegations  in  the  20 
Statement  of  Claim  as  if  the  same  had  been  specifically  denied. 

The  Defendants  gave  notice  of  a  Motion  to  rectify  the  Register  by  expunging 
the  Plaintiff's  trade  marks ;  and  the  Particulars  of  Objections  upon  which 
they  relied  in  support  of  their  Motion  were  as  follows  : — "  (A)  As  to  all  the 
**  Trade  Marks— (a)  the  word  'Tabloid'  is  not  an  invented  word;    (ft)  the  25 
"  word  *  Tabloid '  has  reference  to  the  character  and  quality  of  the  goods  to 
**  which  it  is  applied  ;  (c)  the  word  *  Tabloid'  does  not  consist  of.  or  contain 
'<  any  of  the  essential  particulars  specified  in  section  64  of  the  Patents,  Designs, 
"  and  Trade  Marks  Act,  1883  ;  (d)  the  word  '  Tabloid '  was  prior  to  the  date  of  ^ 
'*  the  registration  of  the  mar^  the  word  commonly  and  generally  used  to  30 
''  describe  small  tablets  or  pilules.     (B)  As  to  Trade  Marks  Nos.  42,378  and 
*'  42,379— (a)    the    marks    were   registered   without    any   disclaimer   under 
"  section  74  of  the  Patents,  Designs,  and  Trade  Marks  Acts  of    the  word 
'^  *  Tabloid.'    And  the  Applicants  claim  that  such  marks  should  be  removed, 
*'  or,  alternatively,  that  the  Register  ^ould  be  rectified  by  the  addition  to  the  35 
"  Register  of  a  disclaimer  of  any  right  to  the  exclusive  use  of  the  word 
"  *  Tabloid '  ;   (b)  the  marks  are  not  used   by  the  Respondents "  ;   (c)  the 
Objections  set  out  in  paragraph  (A).    (C)  As  to  the  Trade  Marks  Nos.  225,812, 
^25,813,  225,814,  225,815,  and  225,816— (a)  the  Objections  set  out  under  para- 
graph  (A)  ;  (b)  none  of  such  marks  have  been  used  upon  any  of  the  goods  in  40 
Classes  1,  2,  39,  44,  or  48,  in  respect  of  which  the  mark  has  been  registered. 

The  Action  and  Motion  were  tried  together,  judgment  being  given  on  the 
14th  of  December  1903  by  Byrne,  J.,  who  decided  that  "  Tabloid  "  was  a  fancy 
word  as  applied  to  the  goods  for  which  it  was  registered,  and  that  the  Motion 
failed  ;  an  injunction  was  granted  in  the  action  (ante,  p.  69).  45 

The  Applicants  on  the  Motion  to  rectify  appealed  from  that  part  of  the 
judgment  dismissing  the  Motion. 

Waller  and  Gray  for  the  Appellants. — This  is  an  appeal  from  Byrne,  J.,  on 
a  Motion  to  rectify  the  Register.  The  first  two  marks  are  the  word  "  Tabloid," 
registered  in  Classes  3  and  42,  and  the  next  two  marks  are  the  word  ''  Tabloids  '*  50 
within  a  device  consisting  of  a  frame.  The  marks  were  registered  under  the 
Act  of  1883.  An  attempt  was  made  to  crave  in  aid  of  the  Act  of  1888,  but  under 
section  27  of  the  Act  of  1888  these  marks  were  subject  to  the  liability  of  being 
removed  under  section  90  of  the  Act  of  1883  ;  and  the  Motion  is  for  rectification 
by  ''  persons  aggrieved  "  on  the  ground  that  the  word  could  not  be  registered  55 
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^ — 

under  section  64  of  the  Act  of  1883.  "  Invented  words  "  were  only  iptrodnced  by 
the  Act  of  1888.  [Section  64  (1)  (c)  of  the  Act  of  1883  was  read.]  It  was  held 
by  Byrne,  J.,  that  the  words  "  Tabloid  "  and  "  Tabloids  "  were  distinctive  fancy 
words  not  in  common  use.  We  submit  that  this  was  wrong.  It  was  held  under 
5  the  Act  of  1883  that  no  words  came  within  the  Act  which  had  reference  to  the 
character  or  quality  of  the  goods.  [Section  64,  as  amended  by  the  Act  of  1888« 
was  read.]  In  the  "  Solio  "  case  it  was  held  that  (rf)  and  (<?)  are  to  be  read 
disjunctively.  It  was  proved  in  the  present  case  that  before  registration 
Mr.  Wellcome  had  used  and  registered  the  word  "  Tablet "  to  describe  doses  of 

10  medicine  put  up  in  compressed  form,  and  he  wanted  a  more  euphonious  word, 

and  invented,  as  be  said,  ''Tabloid."    He  had  also  used  "Ovoid"  for  other 

articles.    The  word  '*  Tabloid  "  was  used  as  early  as  1885,  but  there  was  no 

'  reference  to  the  mark  in  advertisements  until  1888.    It  is  important  to  see  how 

the  mark  was  at  first  used.    The  first  user  was  *' Tabloids  of,"  &c.,  on  the 

15  gooda.  Next,  in  1888,  "  Tabloids "  was  printed  in  inverted  commas ;  then 
** Trade  Ifeirk"  in  small  letters  was  added;  in  1896  "Tabloid  System" 
appeared.  [The  Respondents'  advertisements  were  referred  to.]  All  the 
above  were  used  in  the  advertisements  ;  also  '*  Tabloid  Brand  "  and  ''  Tabloid 
Products."     These    users   were    to   describe    articles,  not  distinctively,  but 

20  to  describe  tablets.  It  was  a  new  word  for  the  same  article — compressed 
bi-convex  drugs.  "Tablet"  was  dropped  in  1888  or  1889,  but  the  words 
were  from  1885  to  1888  used  interchangeably  for  the  same  article. 
"Tkbloid"  vras  a  word  full  of  meaning,- and  the  dictionaries  show 
what  everyone  took  it  to  mean.    We  refer  to  the  literature  on  the  subjects 

25  {^Neville,  E.C. — ^The  word  had  never  been  used  before  registration,  and  I 
submit  that  any  literature  subsequent  to  the  date  of  registration  is 
irrelevant.]  The  termination  **  oid "  has  the  meaning  of  "  like." 
[Vaughan  Williams,  LJ.—U  excludes  the  thing  that  it  is  like,  as  in 
anthropoid.]    So  "  Tabloid  "  is  like  a  tabula.     [The  following  works  were  also 

30  referred  to  : — The  Practitioner,  article  on  "  Tablet  Triturations  "  ;  the  Century 
Dictionary  of  1889  ;  Foster's  Encyclopaedic  Medical  Dictionary  of  1892  ;  CasselVs 
Encyclopoedic  Dictionary ;  Ghamher*s  Twentieth  Century  Dictionary,  1901 ; 
Standard  Dictionary,  1895  ;  Encyclopaedia  Britannica  ;  Dr.  Foster's  Reference 
Book  of  Practical  Therapeutics;  and  Latin  Grammar  of  Pharmacy.]    This 

35  literature, shows  the  meaning  of  the  word  in  general  use.  The  dictionaries 
refer  to  the  word  as  **  Table  "  plus  "  oid,"  and  give  the  same  meaning  of  it- 
Some  have  recently  added,  ''used  as  a  trade  mark"  at  the  instance  of  the 
Respondents,  but  they  keep  the  derivation  and  meaning,  and  the  addition  has 
no  effect.    The  evidence  of  the  witnesses  showB  that  when  they  first  met  the 

40  word  they  all  thought  it  was  formed  from  <* Table"  and  "oid,"  and  gave 
the  meaning  to  it  accordingly.  We  rely  on  Van  Duzer's  Trade  Mark  and 
Leafs  Trade  Mark  (4  R.P.C.  31  ;  L.R.  34  Ch.  D.  62:^ ;  applying  the  tests 
there  laid  down — Is  tabloid  fanciful  in  its  application  to  the  article  to 
which  it  is  applied  ?    One  has  to  know  the  article  to  which  the  word  is 

4A  propoeed  to  be  applied.  Knowing  this  anyone  would  say  the  word  meant  like 
or  having  the  form  of  a  table  or  tablet.  The  word  suggests  descriptiveness. 
[Cozbns-Harut,  LJ^. — ^What  would  it  suggest  with  regard  to  malt,  for 
mstance  ?]  It  has  never  been  used  for  that,  and  the  registration  might  be 
limited.    The  law  as  laid  down  in  Van  Dozer's  Trade  Mark  has  never  been 

50  departed  from.  Then  there  is  Be  Trade  Mark  Bovril  (13  R.P.C.  382 ;  L.R.  (1896) 
2  Ch.  600).  Applying  the  test  there  laid  down,  "  Tabloid  "  did  at  the  date  of  its 
registration  describe  the  goods.  *'  Tabloid,"  if  it  had  no  definite  meaning,  at  all 
events  suggested  one.  A  word  to  be  a  fancy  word  must  be  non-descriptive  and 
meaningless  as  applied  to  the  goods.    The  actual  word  in  this  case  differs  from 

55  "  Bovril "  because  "  oid  "  is  a  well-known  termination.    Even  as  an  invented 
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word  tinder Jihe  Act  of  1888  ''  Tabloid  "  would  not  stand  the  tests  laid  down  in 
the  **  Solio  "  case  {Eastman's  Photographic  Materials  Company's  Application, 
15  R.P.C.  476  ;  L.R.  (1898)  App.Cas.  571).  "  Tabloid,"  although  a  new  word,  was 
not  an  invented  word  within  the  meaning  of  the  Act.     [Cozbns-Hardt, 
LJ". — T  do  not  think  it  is  enough  that  it  was  never  seen  before — e.g.,  "  TJneeda"  5 
was  invented  in  that  sense.]    "  Tabloid  "  is  made  by  merely  adding  a  suffix  to 
an  ordinary  English  word.    [Vaughan  Williams,  L./.— How  would  Lord 
Eerschell  have  dealt  with  "  Satinine  "  as  an  invented  word  ?]     He  would  have 
struck   it  out.     [The  passage  from  Lord  HerschelVs  judgment  referring  to 
"Satinine"  was  read.]     [Vaughan  Williams,  L./.— I  gather  that  if  he  had  10 
arrived  at  the  conclusion  that  "  Satinine  "  was  an  invented  word,  then,  unless 
there  was  some  other  reason  for  it  not  being  an  invented  word,  he  would 
have  held  that  it  was  an  invented  word,  notwithstanding  that  it  was  '*  Satin  "  * 
plus  a  termination.]     He  says,  "  if  the  word  be  an  invented  word  "  ;  it  was 
not  before  him  to  consider  whether  it  was.    [Vaughan  Williams,  LJ. —  15 
It  may  be  that  the  word  "  Satinine  "  was  objectionable  on  other  grounds — ^that 
is  to  say,  that  he  did  not  think  that  Lord  Justice  Kay's  objection  to  it,  that  it 
did  not  involve  much  invention,  was  a  good  one.]     I  do  not  suggest  that  the 
quantum  of  merit  has  to  be  considered,  but  Lord  Eerschell  is  not  expressing 
any  approval  of  "Satinine."    [Vaughan  Williams,  LJ.,  referred  to  Lord  20 
Hei'^helVs  judgment  as  to  a  Trade  Mark  not  being  registered  as  a  reward  of 
merit,  and  added :  Although  you  may  say  that  Sie  word  is  compounded  of 
familiar  parts,  this  word  deprives  no  one  of  any  right.]     It  prevents  the  proper 
development  of  the  English  language  ;  a  mere  variation  of  the  orthography  or 
termination  of  a  word  does  not  make  an  invented  word.    It  cannot  be  that  any  25 
word  not  previously  used,  however  made,  is  an  invented  word.    **  Tabloid " 
trespasses  against  all  the  judgments  in  the  "  Solio  "  case.   There  is  no  invention  in 
merely  altering  the  termination  of  a  word.    [Vaughan  Williams,  LJ, — ^What 
would  yon  say  to  "  Pastiloid  "  for  lozenges  ?]   It  would  be  bad.    "  Electroid  "  has 
been  held  to  be  \y^-  {Hannah's  Trade  Mark,  7  R.P.C.  46) ;  that  was  a  new  30 
word.    [Vaughan  Williams,  LJ, — Is  there  any  purely  English  word  in 
which  "  old  "  has  been  used  as  a  suffix  ?]     "  Crystalloid  "  is  of  Greek  origin. 
••  Table"  is  of  Latin  origin.    [Vaughan  Williams,  LJ. — ^Are  there  any  words 
of  Latin  origin  ending  in  **  oid  "  ?]     Yes,  fungoid  and  ovoid.    Zincoid  is  in  a 
dictionary,  and  is  made  from  an  English  word.    "  Savonol  "  has  been  held  to  be  a  35 
good  invented  word  (J.  G.  and  J.  Field,  Id.  v.  Wagel  Syndicate,  Ld.,  17  R.P.C. 
266),  but  it  veas  held  to  have  no  meaning.    In  Meahy  A  Go.,  Ld.  v.  Triticine,  Ld* 
(15  R.P.C.  1),  "  Triticumina  "  was  held  not  to  be  a  fancy  word.    A  fancy  word 
has  no  meaning.    The  use  and  advertisements  of  tabloid  show  that  it  was 
descriptive,  and  " Tabloids "  in  itself  shows  that '* Tabloid  "  had  a  meaning;  40 
"  Tabloids "  was  used  on  a  box  of  bi-convex  articles  as  descriptive  of  them. 
The  Respondents  themselves  dedicated  the  word  to  the  public  as  a  descriptive 
word.    In  Orossmith's  Trade  Mark  (6  R.P.C.  180),  "  EmoUio  "  was  held  not  to 
be  a  fancy  word.    [Vaughan  Williams,  LJ. — Is  it  not,  as  North,  J.,  puts 
it,  not  whether  the  words  are  capable  of  a  meaning,  but  whether  they,  as  used,  45 
were  intended  to  describe  a  quality  ?]  Here  the  first  user  shows  the  descriptive 
meaning  of  "  Tabloid."    Linoleum  Mafiufacturing  Gompany  v.  Nairn  (L.B,.  7 
CD.  834)   was   not  a  case   of  registered  Trade  Mark,  but  on  this  point  the 
principle  is  the  same.    When  the  Trade  Marks  were  first  registered  the  Respon- 
dents used  "  Tabloid  ".  descriptively,  and  it  cannot  have  been  distinctive  at  any  50 
time.    The  word  has  passed  into  the  language,  and  is  used  in  current  literature. 
[Several  instances  were  quoted.]    The  Appellants  had  never  used  the  word  on 
goods,  but  what  was  complained  of  in  the  action  against  them  was  that  they 
had  supplied  tablets  in  response  to  written  ordei-s  for  '*  Tabloids."    There  is  no 
difference  in  meaning  between  *^  Tablet "  and  *'  Tabloid."    It  is  submitt^  that  55 
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the  word  "Tabloid  "  is  not  distinctive  and  is  not  a  fancy  word.  "  Distinctive  " 
governs  everything  in  section  64  (1)  (c).  "  Distinctive "  means  indicating 
goods  of  a  particular  person  (Kerly  on  Trade  Marks,  2nd  edition,  page  132). 
[Vaughan  Williams,  L.J.— -Should  not  the  Trade  Mark  Acts  be-  construed  so 
5 '  £ar  as  possible  to  prevent  fraud  ?]  But  people  ought  not,  in  the  words  of 
Fry,  L.J.,  be  allowed  to  appropriate  parts  of  the  open  common  of  the  English 
langui^e.  The  word  "  Tabloid  "  must  be  considered  as  a  whole  and  its  meaning, 
when  invented,  to  the  ordinary  intelligent  members  of  the  public  with  know- 
ledge of  what  it  is  to  be  applied  to.     Under  the  Act  the  true  test  is  whether, 

10  knowing  the  article,  the  word  has  a  descriptive  meaning  or  whether  it  suggests 
one  ;  as  examples  of  the  rule,  new  words  formed  merely  by  adding  suffixes  to 
ordinary  words  are  not  distinctive  fancy  words.  In  the  "  Bovril "  case  the  Lords 
Justices  directed  them3elvea  as  jurors  on  the  principle  of  the  '•  Melrose  "  case. 
[The  judgment  of  Byrne,  J.,  was  read.]   One  has  to  take  the  word  *'  Tabloid  " 

15  in  connection  with  goods  of  thie  kind  for  which  it  was  used,  i.e,,  medicine  in 
tablet  form,  and  with  the  knowledge  of  the  use  of  "Tablet."  The  qaestioYi  is 
whether  the  word  i;^as  obviously  non-descriptive  of  Hko  goods  to  which  it  was 
applied.  The  evidence  ai  to  the  origin  of  the  word  is  important.  The 
intention  of  the    inventor  of  a  word  is  not  conclusive,  but  it  is  material. 

20  [Vaughan  Williams,  L,J. — A  fancy  word  is  not  generally  chosen  hap- 
hazard. The  mere  fact  that  the  train  of  thought  in  the  inventor's  mind-  can'  be 
traced  back  is  not  fatal  to  the  word.  The  fact  that  the  characteristics  of  the 
article  may  have  suggested  the  word  does  not  make  it  bad ;  what  does 
make    it   bad    is    that    the    naole    should    describe    a  characteristic  of  the 

25  article.]  By  reason  of  what  hsii  taken  place  before;  the  word  was  aptly 
descriptive  of  the  article,  and  Mr.  Wellcome  knew  this.  Just  as  "ovoid" 
was  formed  from  oin^m,  Mr.  Wellcome  m^kde  "Tabloid"  from  tablet,  meaning 
of  the  shape  of  a  tablet.  The'use  of  the  suffix  "  oid  "  was  well  known  iii  1881. 
If  a  literary  man  was  asked  in  1884  to  coin  a  word  to  aj^tly  describe  something 

aO  of  the  form  of  a  tablet,  he  could  not  have  made  a  more  apt  word.  [VauQHan 
Williams,  LJ^, — A  literary  man  who  did  not  happen  to-be  a  'Scholar.] 
"  Tablet"  means  a  little  table.  [Vaughan  Williams,  L,J. — ^Theh  in  m  iking 
"  Tabloid  "  you  Ifeave  out  all  that  makes  the  diminutive.]  No  word  has  been 
upheld  as  a  Trade  Mark  in  which  every  syllable  has  a  meaning  ;  if  "  Tabloid  " 

35  is  good,  any  word  ending  in  "  oid  "  is  good.  In  1884  anyone  Seeing  "  Tabloid  " 
would  associate  it  with  "  Tablet,"  which  the  Respondents  had  used  to  describe 
compressed  drugs.  The  word  would  suggest  not  tab]e,  but  compressed  drugs 
known  as  tablets,  and  tabloid  is  formed  similarly  to  ovoid,  fungoid,  and  so  on. 
The  dictionaries  at  once  attached  a  meaning  to  the  word  and  included  it. 

40  MouUon,  K.O.V  and  Neville,  K.C.,  for  the  Respondents.— The  first  principle 
applicable  here  is  that  the  question  of  the  propriety  of  the  registration  must  be 
judged  as  at  the  date  of  registration,  namely  18S4.  No  subsequent  matters  can 
affect  the  question.  A  mark  rightly  registered  can  only  be  destroyed  by  the 
behaTionr  of  the  owner.    Thus  the  use  of  the  word  in  literature  in  the  passages 

45  quoted  is  immaterial.  [Vaughan  Williams,  LJ. — It  is  not  contended  that 
we  must  not  take  the  date  of  registration.]  Secondly,  it  is  no  objection  to  a 
mark  that  it  i^  not  used  on  all  the  traders'  goods,  and,  if  used  on  some  only,  the 
word  comes  to  denote  the  particular  goods  as  well  as  the  trader ;  thus  '*  Kodak  " 
got  to  denote  the  goods  and  then  got  to  be  used  as  a  verb,  but  never  to  denote 

50  goods  which  did  not  come  from  the  Eastman  Company.  It  is  a  fallacy  to  say  that 
tiie  word  must  not  describe  the  goods  as  well  as  the  origin  ;  it  would  be  different 
if  .the  owner  had  applied  the  mark  to  goods  of  other  traders.  "Vaseline  "  was 
unquestionably  applied  to  denote  petroleum  jelly  that  came  from  the  Chesehrough 
Company.   "  Tabloid  "  has  never  meant  anything  except  the  Respondents'  goods. 

55   Dictionaries  have  been  quoted  against  us.    [Cozens-Hardy,  L.c7.— That  did 
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not  impress  me.]     [Vauohan  Williams,  LuT. — It  made  no  impression  on  me.] 
The  real  issue  is  \vhether  in  1884  the  word  was  a .  distinctive  fancy -word  not 
in  common  use.    It  had  never  been  used,  so  it  was  not  of  coarse  in  common 
use.    And  by  adoption  by  the  Respondents  it  could  be  made  a  distinctive 
word,  for  it  was  not  a  mere  dej^criptive  word.    [Cozbns-Hard7,  LJ"^  referred    5 
to  ''  Uneeda.**]    That  was  a  mere  mis-spelling.    In  1884  people  would  not  know 
the  meaning  of  ''  Tabloid "  ;   it    was    a    foncy  word,  and  could   be  made 
distinctive.    As  to  whether  ^e  word  was  a  "  &ncy  word  " — ^the  history  of 
the    law    must   be    kept   in    mind.     An    extended    meaning  was  formerly 
given  to  the  judgments  in  Van  Duzer's  case.    [Vaughan  Williams,  LJ^. —   l\) 
No  one  says  now,  as  was  said  in  that  case,  that  a  ^ fancy  word"  must  be 
absolutely  meaningless.]    Until  the  ^*  Bovril "  case  that  was  supposed  to  be  the 
eJQTect  of  Van  Duzer^s  case,  the  considerations  are  different  when  one  is  not 
dealing,  as  in  Van  Dtizer^s  case,  with  an  existing  word.    [Gozriis^HabDT,  LJ, 
— ^The  mere  fact  that  the  wordis  new  is  not  enough,  is  it  ?]    The  fact  that  the  15 
word  is  new  and  has  no  meanin^^  is  sufficient.    [COZBNS-H ABDT,  LJ. — Does  not 
your  argument  involve  that  North,  J.,  was  wrong  in  the  ^  Triticumina  '^case  ?] 
That  word  would  be  registered  since  the  ^^  Solio  "  case,  and  so  would  ^  Emollio. 
The  test  of  a  new  fancy  word  is  whether  it  had  a  meaning  to  ordinary  people. 
[Gozbns-Hardy,  LJ^  referred  to  the  Respondents'  use  of  the  words  **  Tabloids  20 
**  of  **  at  or  about  the  time  of  registration.]    That  referred  to  the  Respondents* 
goods,  and  not  those  of  otl^er  traders;    it  is    not  a  descriptive    user,    but 
always    of   their   goods.      [QOZBNS-Hardy,    LJ. — Does   not   the    user    at 
or  immediately    after   registration   throw   a   light   on  the   meaning   of  the 
word    as  originally   registered  ?]    There   is  no   objection   to  using   a   mark  25 
descriptively  of  the  goods  of  the  owner.    In  considering  whether  *^  Tabloid  " 
was   a   fancy  word    in   1884,  it   is   difficult   to    put   aside   the  familiarity 
with  it  since  gained,  but  this  should  be  done ;  moreover,  the  long  user  by  the 
Respondents  to  denotetheir  goods  should  be  considered  as  in  the  ^  Vaseline'*  case.* 
What  could  ''  Tabloid  "  mean  in  1884  ?    There  is  no  English  word  formed  by  30 
adding  *^  oid  '*  to  an  English  word.  The  Respondents  registered  also  ^  Valloid  " — 
what  does  that  mean  ?    It  was  suggested  that  '^  Solio  "  had  a  meaning,  hut  the 
House  of  Lords  asked — ^What.  does  it  mean  ?    The  use  of  *'  Tablet "  for  the 
article  helps  the  Respondents,  anyone  can  go  on  using  it ;  but  **  T*abloid  *'  was, 
I  submit,  a  fancy  word,  and  has  no  meaning  in  itself.    The  registration  hurts  no  35 
one,  and  the  word  was  in  fact  in  fronted  by  Mr.  Wellcome.    [The  judgment  of 
Lindley,L.J.,  in  Be  Trade  Mark  Bovril  (13  R.P.C.  382)  was  referred  to.]  If  the 
*^  fancy  "is  to  begot  from  the  application,  it  must  be  obviously  non -descrip- 
tive;  but  a  distinction  is  made  between  ordinary  words  and  new  words. 
^  Somatose  "  is  now  registered.     The  termination  ^'  ose  "  of  *<  Somatose  "  is  as   40 
common  as '^  oid."  Neither  word  had  any  meaning  in  itself.    In  1884. '^  oid,** 
although  it  had  been  used  scieptifically,  was  not  a  common  suffix ;  in  English 
words  it  is  part  of  a  root,  as  in  "  avoid  "  and  "  devoid.'*    But,  even  if  "!i)^d  "  is 
a  common  suffix  meaning  like,  then  like  what  ?    Does  ^*  Tabloid  *'  dm^  *Mike 
*^  a  tablet  '*  or  '^  like  a  table  *'  ?    The  only  thing  common  is  flatness,  which  the  45 
Respondents*  compressed  drugs  do  not  have ;    they  are  bi-convex.    In  the 
Matter  of  the  Registered  Trade  Marks  of  Bass,  Batcliff,  and  Oretton,  Ld. 
(19  R.P.G.  529),  shows  that  where  a  mark  has  been  long  on  the  Register  every 
reasonable  intendment  ought  to  be  made  in  favour  of  the  owners.    [C02BNS* 
Habdt,  LJ.,  referred  to  the   ^'Vaseline"   case   on    the  same    point.]    The  50 
evidence  is  that  '* Tabloid"  meant  the  Respondents'   goods  to  doctors  and 
chemists ;  as  to  the  public,  different  views  were  taken  by  the  Appellants* 

*  Cheiehrough  Manufacturing  Ompany's  Trad9  Afark,  19  B.P,C.  342 ;  LJt.  (1902)  2  Ch.  1. 
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'witnesses.  The  Respondents*  witnesses,  with  a  few  exceptions,  said  it  had  no 
meaning  apart  from  the  Respondents'  goods.  As  to  ^'  Tabloids  of,''  &c.,  if  the 
word  was  a  fancy  word,  that  use  subsequently,  even  if  improper,  does  not  affect 
the  registration  ;  but  it  was  not  improper.  ^'  Tabloid  of  chlorate  of  potash  " 
5  means  Burroughs,  Wellcome  A  Co.'s  manufacture  of  chlorate  of  potash.  After 
the  "  Solio  "  case  it  cannot  be  said  that  the  earlier  decisions  were  favourably 
looked  on  in  the  House  of  Lords ;  the  question  in  each  case  is  one  of  fact. 
The  onus  is  on  the  Appellants  after  this  lapse  of  time. 

Walter  in  reply.— The  reference  to  Bass'  Trade  Marks  and  the  "  Vaseline  " 

10  case  is  merely  ad  misericordiam.  However  long  a  mark  has  been  on  the 
Register,  it  ought  to  be  taken  off  if  it  veas  not  a  good  Trade  Mark.  [Vaughan 
Williams,  LJ.,  read  from  the  judgments  in  the  ^^  Vaseline"  case.]  That  rule 
is  only  applicable  to  the  facts  there  ;  the  question  was  whether  ihe  mark  had 
been  used  as  a  name  for  patented  goods.    [Vaughan  Williams,  LJ. — ^The 

15  longer  the  mark  has  been  on  the  Register  the  more  strong  is  the  onus  in  favour 
of  the  registered  owner  and  against  the  person  seeking  to  remove  it.]  The 
line  of  reasoning  does  not  apply  here,  because  the  validity  of  the  registration  of 
**  Tabloid  "  depends  whether  the  word  was  within  the  definition,  Bnd  time  has 
made  no  alteration.    The  question  is  whether  the  word  could  be  restored  in 

20  1884.  The  only  answer  of  the  Respondents  to  our  arguments  is  that  tabloid  if 
it  implies  anything  implies  table— that  is,  flatness.  Even  so  the  comparison  is 
with  pills ;  a  ''tabloid  "  is  a  flal  kind  of  disc  as  opposed  to  a  pill.  If  the  word 
is  table  plus  ''  old  "  it  is  not  meaningless  and  not  within  the  definition  of  the 
Act     The  issue  is  whether  the  word  was  a  distinctive  &ncy  word  not  in 

25  common  use  as  applied  to  the  goods — e.g.,  to  tablets. 

Vaughan  Williams,  Zr.J.— This,  in  a  sense,  is  rather  a  difficult  case  ;  not 
in  the  sense,  however,  that  the  law  is  difficult  I  do  not  think  there  is  much 
difficulty  in  point  of  law.  It  may  be  said  generally  of  the  law  that  it  is  now 
defined  by  Van  Duzer's  case  as  modified  by  the  "  Bovril "  case,  and  I  do  not 

30  think  that  the  law  thus  defined  is  very  difficult  to  ascertain.  But  the  case  is  a 
difficult  one  because  it  is  really  a  question  of  fact  which  we  have  to  decide 
here,  and  that  question  of  fact  is  :  What  did  the  word  "  Tabloid  "  convey  to 
those  who  heard  it  at  the  date  of  the  registration  in  1884  ?  The  difficulty  of 
answering  that  question  is,  of  course,  vei-y  considerably  increased  by  the  lapse 

85  of  time.  We  have  had  quoted  to  us  dictionariesand  literary  productions  which  have 
been  published  during  the  whole  period  between  1 884  and  the  present  time.  I  do 
not  think  that  sort  of  evidence  has  assisted  us  much.  In&ct  I  go  a  stepfurther ;  I 
think  that  that  sort  of  evidence  has  had  a  direct  tendency  to  make  our  task 
more  difficult,  because  it  is  difficult  to  eradicate  altogether  from  one's  mind  the 

40  statements  which  have  been  made  about  the  use  of  this  word  ^'  Tabloid,"  and 
its  meaning  at  the  material  date,  which  everybody  agrees  is  the  date  of  the 
registration.  But  this  case  is  not  the  first  in  which  the  Courts  have  had  to  de41 
with  that  sort  of  difficulty.  I  think,  as  appears  from  the  passages'  which  were 
read  yesterday  from  the  judgments  of  Lord  Justice  Stirling  and  Lord  Justice 

45  GozenS'Hardy  in  the  CJiesehrough  case,  that  the  Court  when  it  has-  had  to  deal 
with  a  question  of  fact  of  this  sort,  long  after  the  date Of  the  registration,  has 
laid  down  a  rule  that  in  such  a  case  theipresumption  ought  to  be  in  favour  of  the 
persons  who  have  had  that  registered  Trade  Mark  for  a  length  of  time ;  and  the 
onus  of  proof  as  to  what  was  the  user  of  the  word,  and  what  it  was  understood 

50  M  conveying  at  the  date  of  registration,  ought  to  be  thrown  upon  the  persons 
who  seek,  s^r  such  a  lapse  of  time,  to  say  that  the  Trade  Mark  ought  not  to 
have  been  registered.  But  I  should  be  very  sorry  if  it  was  supposed  from  what 
I  am  saying  that  I  in  any  way  mean  to  suggest  that  this  sort  of  presumption  in 
favour  of  the  Trade  Mark,  which  has  been  registered  for  such  a  long  period, 

55  ought  to  be  allowed  to  overmaster  the  plain  evidence  showing  that  the  Trade 
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Mark,  having  regard  to  the  state  of  things  at  the  date  of  the  registration,  ought 
not  to  have  been  registered.  I  take  it,  if  you  had  something  registered  as  a 
Trade  Mark,  which  the  evidence  showed  clearly  ought  not  to  have  been  i^egis- 
tered  at  the  date  when  it  was,  that  no  presumption  would  justify  us  in  keeping 
such  a  Trade  Mark  on  the  Register.  5 

Now,    I    have  to   ask   myself :    What    was  the  character  of    this    Trade 
Mark   in    1884  ?     What  did  the  word  "  Tabloid "    convey  at  the  moment 
when  it  was  registered  ?    In  my  judgment  this  word  "  Tabloid "  was,  at 
the  time  of  the    registration,    a    distinctive    word    suggesting  the  source  or 
the  origin  of  the  goods  which  were  covered,  or    intended    to    be    covered,  10 
by  it ;    and  I  think,  further,  that  at  that  date  the   word    "  Tabloid "    was 
not  a  descriptive  word.    As  the  word  was  understood  at  that  time  it  really  con- 
veyed to  the  hearers  no  peculiar  quality  of  the  goods  which  were  offered  to 
the  public.    I  think  that  the  word  "  Tabloid "  may  properly  be  described  at 
that  time  as  being  a  fancy  word.    I  do  not  myself  think  that,  having  regard  to  15 
to  the  judgments  in  the  "  Bovril  "  case,  it  could  be  said  that  a  word  is  to  be 
treated  as  a  descriptive  word  because  it  might  suggest  some  idea  to  the  hearer. 
It  seems  to  me  that  the  Trade  Mark  which  was  under  discussion  in  the  **  Bovril " 
case  proves  the  contrary.    It  is  perfectly  impossible  to  say  that  the  word 
"  Bovril "  used  in  respect  of  an  extract  of  meat  did  not  suggest  beef,  or  an  ox,  20 
as  the  materials  from  which  the  extract  was  made.    But  the  mere  fact  that  the 
word  **  Bovril  "  did  contain  such  a  suggestion,  to  my  mind  is  inconsistent  With 
the  idea  that  the  fancy  word  must  be  absolutely  unsuggestive.    It  must  not  be 
descriptive,  but  it  need  not  be  absolutely  unstiggestive.     Speaking  of  this,  I 
would  like  to  add  that  it  is  not  to  the  interest  of  any  community  that  you  25 
should  so  deal  with  any  subject-matter  which  is  regulated  by  Statute  law  as  to 
make  the  rule  of  law,  that  you  deduce  from  the  Statute,  inconsistent  with  the 
practice   of   mankind.     Nobody    supposes  that,    when    you   sit   down   and 
choose  a  fancy  name,  you  ask  someone  to  make  a  selection  at  haphazard 
from  a  dictionary  of  a  number  of  words,  and  you  then  put  them  into  a  bag,  30 
and  dip  your  hand  in,  and  leave  it  to  chance  what  word  it  is  that  you  select, 
and  then  use  that  word  however  foreign  it  may  be  to  the  subject-matter  to 
which  you  propose  to  apply  your  Trade  Mark.    The  real  fact  of  the  matter  is 
that  when  a  man  sits  down  to  choose  a  Trade  Mark,  his  mind  will  naturally  run 
on  words  that  are  more  or  less  cognate  to  the  articles  with  reference  to  which  the  l\5 
Trade  Mark  is  proposed  to  be  registered.    He  sits  down  and  does  that,  and  having 
done  that,  his  next  care  is  that  the  cognate  word  that  he  so  chooses  shall  not  be  such 
that  it  really  describes  the  quality  or  the  form  of  the  article  to  which  the  Trade  Mark 
is  meant  to  apply.     When  one  is  deisding  with  the  question  whether  a  word  is 
descriptive,  I  think  one  must  always  bear  in  mind  that  for  a  word  to  be  really  40 
descriptive,  it  must  describe  something  which  is  material  to  the  composition  of 
the  article  to  which  the  Trade  Mark  is  intended  to  apply.   If  it  does  not,  I  do  not 
think  that  one  ought  easily  to  arrive  at   the    conclusion  that  the  word  is 
descriptive,  because  it  in  some  way  or  other  might  suggest^  or  even  more  than 
suggest  might  more  or  less  describe,  the  particular  style  in  which  the  person  45 
registering  has  been  in  the    habit  of  making  up  his  goods,  although  that 
is  always  a  course  which  must  be  adopted  with  great  care,  because  one  must 
be  careful  never  to  violate  that  rule  which  has  to  be  applied  in  respect  to  Trade 
Marks,  namely,  that  you  must  not  adopt  as  your  Trade  Mark  any  word  what- 
soever which  would  deprive  the  public  of  the  full  and  free  user  of  that  word  50 
when  it  is  a  known  word,  and  especially  when  it  is  a  Imown  word  in  a  particular 
trade.    But,  subject  to  those  observations,  I  say  not  only  is  this  word  distinctive, 
but,  in  my  opinion,  it  is  not  a  descriptive  word. 

I  am  not  forgetting  that  which  Mr.  WaU&r  and  Mr.  Gfray  pressed  on  us 
vtsry  much.     They  said  that  the  present  case  was  to  be  distinguished  from  55 
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the  *'  Iteyril  '*  case,  becaose  ^^  old  *'  was  a  known  termination  of  English  words, 
and  that  **  ril,"  which  was  the  final  syllable  of  "  Bovril,"  was  not ;  and 
they,  as  I  understood,  argaed  this,  that  the  result  was  that  in  ^  Bovril ''  you 
had  got  a  word  which  suggested  '^  ox  "  or  ^^  beef  "  as  the  substance  oat  of  which 
5  the  sonp  was  made,  but  that  that  did  not  matter  as  the  word  was,  strictly 
speaking,  a  fancy  word,  not  being  a  word  in  the  English  language  at  all.  I 
want  to  say  with  reference  to  that,  that  according  to  my  view,  this  word 
*^  Tabloid  "  was,  in  substance,  an  unknown  word  at  the  moment  when  Messrs. 
Burrotighs  and  Wellcome  adopted  it.    It  is  quite  true  that  you  could  find  a 

10  good  many  words  terminating  with  the  suffix  ^'  oid,''  which  were  familiarly  used 
by  English  speaking  people  ;  but  in  the  main  I  think  that  those  words  will  be 
fonnd  not  to  be  words  of  English  origin.  They  were  words  which  did  not  at 
all  set  one's  teeth  on  edge  when  one  heard  them,  as  ^'  Tabloid  "  rather  does 
mine.  They  were  words  like  "  trapezoid,  **  aneroid,"  and  other  words  in  which 

15  the  first  or  commencing  syllable,  as  well  as  the  sufifiK,  was  of  Qreek  origin. 
But  I  doubt  very  much  whether  '*  oid  "  had  then  become,  as  it  has  become 
now,  a  recognised  termination  for  English  words.  Therefore*  be  that  as 
it  may,  I  do  not  think  that,  if  you  took  the  average  Eoglishman  in  1884, 
the  word  *' Tabloid"   in  respect  to  these  medicines  would   have  conveyed 

20  anything  to  his  mind  at  all.  And  even  at  the  present  moment  there  seems  to 
be  a  great  difficulty  in  saying  what  it  is  which  the  word  "  Tabloid  "  is  supposed 
to  convey.  Certainly,  if  you  take  the  meaning  of  the  word  "  Table  "  or  "  Tablet " 
it  does  not  suggest,  to  my  mind,  anything  of  the  form  of  these  tabloids  which 
were  produced  and  sold  by  Messrs.  Bwyoughs  and  Wellcome ;  but  I  siy,  as  a 

25  juryman,  that  this  is  my  conclusion  in  fact,  and  I  cannot  express  that  conclusion 
in  better  words  than  it  is  expressed  by  Mr.  Justice  Byrne,  when  he  said  :  '*  I 
**  think  the  case  is  near  the  line,  but  trisating  it  as  a  matter  of  fact  in  the 
**  particular  case,  I  come  to  the  conclusion  that  in  March  1884  the  word  was 
^  not  *  really  intelligibly  describing  the  thing  sold,'  which  is  the  way  in  which 

30  ^  Lord  lAndley  at  page  607  of  the  report  of  the  '  Bovril '  case  puts  the  form  of 
"  direction  to  the  jury."  I  should  have  preferred  to  express  my  judgment  by 
saying,  that  I  entirely  agree  with  the  judgment  of  Mr.  Justice  Byrne.  I 
think  that  this  word  is  a  fancy  word  in  that  it  was  a  coined  word ;  I  think 
that  it  did  not  describe  anything  intelligibly  in  1884  to  thos3  who  heard  it. 

35  I  agree  that  you  cannot  say  that  the  word  is  absolutely  unsuggestive,  but 
any  suggestion  which  you  derive  from  it  is  a  very  inaccurate  suggestion  as 
to  shape,  and  an  inaccurate  suggestion  as  to  a  matter,  which  was  in  no  sense 
essential,  or  of  any  practical  materiality  in  the  articles  to  which  it  was 
applied. 

40  There  is  only  one  other  matter  upon  which  I  propose  to  make  $iny  observation 
and  that  is  on  the  part  of  the  argument  which  was  based  upon  the  previous  user 
of  the  word  ''  Tablet."  I  think  that  the  word  ''  Tablet,"  although  that  of  course 
was  an  accepted  English  word,  did  not  really  convey  anything  material  about 
the  article  to  which  the  Trade  Mark  was  to  be  applied.    Th^i  can  it  be  said 

45  that  because  Messrs.  Burroughs  and  Wellcome  registered  the  word  "  Tabloid  '* 
two  years  afterwards  that  their  previous  user  of  the  word  ''  Tablet "  converted 
that  which  but  for  that  previous  user  would  have  been  an  invented  word,  a 
coined  fancy  word,  into  a  word  that  by  their  previous  user  of  the  word  **  Tablet" 
had  acquired  a  meaning.    I  do  not  think  so.    Of  course,  this  is  really  only  part 

SO  of  what  one  has  to  consider  as  a  matter  of  fact    I  am,  notwithstanding  that 
previous  user  of  the  word  "  Tablet,"  of  opinion  that  "  Tabloid  "  when  first 
adopted  as  a  Trade  Mark  by  Messrs.  Burroughs  and  Wellcome,  did  not  intelli- 
gibly describe  anything. 
Under  these  circumstances  I  have  only  thought  it  right  to  mention  what  was 

55  said  about  the  word  *^  Tablet,"  and  the  user  of  it  as  a  Trade  Mark,  to  show  that 
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in  arriving  at  the  conclusion  of  fact  which  I  have  arriyed  at  I  have  not  left  that 
argument  out  of  consideration. 

In  my  judgment,  the  judgment  of  Mr.  Justice  Byrne  is  quite  right. 

Stirling,  LJ. — In  tiiis  case  the  validity  of  the  registration  of  the  words 
''  Tabloid  "  and  ''  Tabloids ''  under  the  Trade  Marks  Act  of  1883,  as  applied  to  9 
substances  used  in  medicine  and  pharmacy,  is  called  into  question.  The  r^gis- 
tration  is  justified  upon  the  ground  that  at  the  date  at  which  it  took  place, 
namely,  1884,  the  word  '*  Tabloid  "  was  a  distinctive  fancy  word  not  in  common 
use.  I  think  there  is  no  contest  that  the  word  was  not  in  common  use  in  the 
year  1884.  It  appears  to  have  been  a  word  coined  at  that  date,  and  if  it  was  not  10 
in  common  use  at  that  time  it  might  fairly  be  taken  to  be  distinctive.  Therefore 
I  do  not  enter  into  any  discussion  as  to  the  terms  ^'distinctive**  and  '4n  common 
"  use."  The  real  contest  in  this  case  is  whether  these  words  were  in  1884  "a 
"  fsmcy  word  or  words,"  or  not.  The  meaning  of  "  fancy  word  or  words,"  as 
used  in  the  Act  of  1883,  has  been  considered  by  the  Court  of  Appeal  in  two  15 
cases,  namely,  in  Van  Duzer's  case,  and  in  the  case  of  the  l^ade  Mark 
"  Bovril,"  and,  of  course,  by  those  decisions  we  are  bound.  The  first  of  these 
eases.  Van  Duaer^s  case — ^with  which  was  heard  another  case  called  Leafs 
case — related  to  the  application,  in  the  way  of  a  Trade  Mark,  of  the  words 
<*  Melrose  "  and  ^  Electric  "  (words  which  were  not  new  at  the  time),  and  some  SO 
principles  were  laid  down  with  regard  to  the  meaning  to  be  attributed  to  the 
words  "  fancy  word  or  words  "  which  were  supposed  to  extend  to  all  cases ;  but 
that  matter  came  to  be  re-considered  in  the  '^Bovril "  case,  which  had  to  deal 
with  a  word  which,  like  the  word  '*  Tabloid,"  was  a  new  one  at  the  date  of  its 
registration.  25 

It  appears  to  me,  as  I  think  it  appeared  also  to  Mr.  Jastice  Byrne,  that  the 
proper  course  is  to  deal  with  the  present  case  relating  to  the  word  ^  Tabloid  "  in 
the  way  in  which  the  Court  of  Appeal  dealt  with  the  word  '*  Bovril "  in  that 
case.  What  does  Lord  Justice  Lindley,  who  gave  the  leading  judgment  in  that 
case,  say  is  the  proper  thing  for  him  to  do  ?  He  said,  *^  It  would  be  altogether  90 
^  wrong  for  us  to  take  the  Act  of  1883  and  substitute  for  the  words  ^  fancy 
"  word  '  ^  a  non-descriptive  word.'  That  is  not  the  language  of  the  legislature. 
**  But  I  agree  that  a  word  which  describes  the  article  to  which  it  is  applied  will 
**  not  do.  Let  us,  therefore,  ask  ourselves  whether  '  Bovril '  is  a  descriptive 
"  word."  Then  he  said :  **  To  my  mind  it  is  not  descriptive,  notwithstanding  35 
**  Mr.  Bower^s  very  ingenious  argument.  He  tries  to  make  it  out  to  be  a 
^  descriptive  word,  not  by  taking  the  word,  but  by  taking  a  little  bit  of  it,  and  he 
"  says  that  because  '  Bov '  may  have  some  relation,  and  does  have  some  relation 
"  to  *  ox,'  therefore  *  Bovril '  describes  what  ?  I  do  not  see  that  it  describes 
'*  anything  at  all."  Then  later  he  said  :  ^'  I  think  it  is  pre-eminently  and  purely  40 
**  a  question  of  fact.  Now  I  ask  myself  this  ?  Supposing  that  a  jury  were 
^  asked  to  say  whether  on  the  2nd  November  1886  ^  Bovril '  was  a  fancy  word 
^  not  in  common  use,  and  supposing  they  said,  upon  a  direction  from  the  judge, 
^^  which  I  think  it  would  be  the  duty  of  the  judge  to  give,  that  if  they  were  of 
<^  opinion  that  it  really  intelligibly  described  the  thing  sold  it  would  not  do,  45 
<<  could  they,  with  that  direction,  reasonably  say  it  was  not  a  fancy  word  not  in 
**  common  use  ?  I  do  not  think  they  could."  Now  I  think  that  that  is  the 
process  which  we  ought  to  apply  to  the  word  "  Tabloid  "  v/hich  we  have  to 
consider  here.  Mr.  Justice  Byrne  has  taken  that  course,  and  his  answer  to  the 
question  has  been  already  read,  therefore  I  do  not  repeat  it.  Speaking  for  50 
myseif,  I  can  only  say  ihAi  I  entertain  greater  doubt  than  he  seems  to  have 
entertained,  or  than  is  felt  by  my  brother,  as  to  the  result  of  the  evidence  in 
this  case.  Mr.  Justice  Byrne  said  that  there  was  a  suggestion  or  atmosphere  of 
description  about  the  word  as  used,  but  he  came  to  the  conclusion  that  it  could 
not  be  said  to  have  been  other  than  a  fancy  word.  55 
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I  Bhoold  now  like  to  state  the  difftculty  which  oocnrs  to  me.  The  question  which 
we  have  to  consider  is  whether  "  Tabloid  "  was  a  fancy  word  when  it  was  invented 
in  the  year  1884.  In  dealing  with  that  question  we  must  not  treat  it  in  an 
abstract  manner,  but  see  what  were  the  circumstances  which  preceded  the 
5  introduction  of  the  word,  I  think  we  start  with  this  :  that  before  1884  the  word 
"  Tablet "  was  well  known  in  connection  with  medicines.  I  find  in  the  Imperial 
Dictionary,  published  in  the  year  1874,  that  is  ten  years  before,  this  meaning  of 
"Tablet" :  "  A  medicine  in  a  square  form  ;  tablets  of  arsenic  were  formerly  worn 
"  as  a  preservative  against  the  plague.    A  solid  kind  of  electuary  or  confection 

10  "  made  of  a  dry  ingredient  usually  with  sugar  and  formed  into  little  flat  squares  ; 
*•  called  also  lozenge  and  troche.  Also  applied  to  anything  made  up  in  a  flat, 
«  square  shape,  as  a  tablet  of  soap."  Further,  we  know  this,  that  for  some  years 
previous  to  1884  this  very  flrm  of  Burroughs  and  Wellcome  had  found  that  a 
convenient  and  useful  mode  ot  making  up  medicines  was  to  make  them  up  in 

15  the  form  of  what  they  called  tablets,  which  were,  broadly  speaking,  sm^l 
amounts  of  substance  of  globular  shape,  and  they  had  sold  medicines  so  ii^a^e 
up  under  the  name  of  "  Tablets,"  and  in  fact  they  had  registered  the  word 
"Tablets  "as  their  Trade  Mark  in  connection  with  these  preparations.  They 
appear  to  have  been  advised  that  *'  Tablets "  was  a  word  the  registration  of 

20  which  could  not  be  maintained,  and  they  applied  themselves  to  see  whether 
they  could  not  find  another  word  which  could  be  used  apparently  for  the  same 
purpose  as  the  word  "  Tablet "  had  been  used  before.  They  fixed  on  the  word 
"Tabloid."  What  does  "Tabloid"  suggest?  It  suggests  a  connection  either 
with  "Table"  or  "Tablet."    It  is  registered  as  applied  to  preparations  for 

25  use  in  medicine  and  pharmacy.  We  have  not  heard  of  the  use  of  the  word 
"Table"  in  connection  with  medicine  or  pharmacy,  but,  as  I  have  alr^dy 
stated,  we  have  heard  of  the  use  of  "Tablet,"  and  it  seems  to  me  that  it  might 
be  inferred  from  the  evidence  which  we  have  in  this  case,  that  the  word 
"  Tabloid  "  had  a  descriptive  meaning.    The  termination  "  oid  "  is  one  which  is 

30  not  uncommon  in  words  which  are  used  in  the  English  language,  and  it 
means  of  a  shape  or  kind  similar  to  that  which  is  denoted   by  the  early 
part  of  the  word  to  which  "oid"  is  affixed.    I  confess  I  feel  a  great  deal 
of  hesitation  as  to  whether  the  true  inference  of  fact  is  not  that  "  Tabloid 
did  mean,  as  applied  to  medicine,  a  preparation  made  up,  not  precisely  m 

35  the  same  form  as  that  which  had  hitherto  been  designated  under  the  name 
"Tablet,"  but  of  something  of  the  same  kind,  and  whether  it  is  not  descrip- 
tive in  that  sense.  But  Mr.  Justice  Byrne  has  taken  a  diflEerent  view,  and 
my  brethren  both  take  the  same  view  as  Mr.  Justice  Byrne ;  and  I  think  in 
deciding  this  question  that  it  has  to  be  borne  in  mind  that,  as  laid  down  in  the 

40  "Vaseline  "  case,  when  a  Trade  Mark  is  impeached  after  so  long  a  distance  of 

time  as  occurs  in  this  case,  it  is  fair  that  if  any  doubt  exists  the  person  who  has 

had  his  Trade  Mark  on  the  register  for  that  long  period,  and  has  openly  and 

largely  made  use  of  it,  should  have  the  benefit  of  the  doubt. 

For  these  reasons  I  am  not  prepared  to  differ  from  Mr.  Justice  Byrne,  or  my 

45  Brethren,  and  therefore  think  that  the  Appeal  fails. 

Cozbnb-Habdt,  L.J.—I  share  to  a  large  extent  the  difftculties  which  have 
pressed  on  Lord  Justice  Stirling,  If  this  case  had  fallen  to  be  decided  ten 
years  ago  I  cannot  doubt  that  the  mark  would  have  been  taken  off  the  register 
as  not  being  "  a  distinctive  fancy  word  not  in  common  use."    But  the  swing  of 

50  the  jadicial  pendulum  has  been  very  great,  and  the  extreme  point  of  that  swing 
is  to  be  found,  I  think,  in  the  present  case. 

The  real  difficulty  is,  I  thmk,  in  putting  a  meaning  on  the  word  "fancy." 
It  certainly  means  something  more  than  new  or  newly  coined  ;  and  certainly 
means  something  more  than  "  invented."    The  real  diflflculty  is  to  say  what 

55  more  is  involved  in  the  use  of  the  word  "  fancy." 
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In  the  Matter  of  Burroughs^  Wellcome  &  Oo^s  Trade  Marks^ 

and 
In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Acts,  1883  to  1888. 

The  present  case  is  extremely  near  the  line,  bat  reading,  as  I  haye  done 
very  carefully,  the  decision  of  the  Court  of  Appeal  in  the  **  Bovril "  case,  by 
which,  in  so  far  as  it  may  qualify  earlier  cases,  we  are  bound,  I  am  driven  to 
the  conclusion,  that,  although  this  word  is  suggestive  of  description,  it  is  not 
necessary  that  the  word  should  be  absolutely  unsuggestive  of  it,  and  I  cannot  & 
find  in  the  present  case  anything  sufficiently  near  to  description  to  enable  me 
to  distinguish  it  from  the  ^<  Bovril "  case.  As  a  juryman,  I  am  not  able  to  say 
that  *'  Tabloid  **  really  intelligibly  described  a  thing,  to  use  the  words  of  Lord 
Justice  Lindlet/y  or  that  it  is  otherwise  than  non-descriptive  and  meaningless 
as  applied  to  the  articles  in  question,  to  use  the  words  of  Lord  Justice  Lopes.        lO 

Under  these  circumstances  I  cannot  say  that  iMr.  Justice  Byrne  was  wrong 
in  declining  to  remove  from  the  Register  a  mark  which  had  been  on  for  nearly 
20  years,  and  I  agree  therefore,  that  the  appeal  must  be  dismissed. 

Moulton,  K.O. — ^The  appeal  will  be  dismissed  with  costs. 

Vaughan  Williams,  L.J.— Yes.  la 


In  thb  High  Court  op  Justice.— Chanckry  Division. 

Before  Mr.  Justice  Kekewich. 

13th  November,  1903. 

SiDDALL  AND  HiLTON,  LD.  V.  WOOD. 

Patent, — Action  for  infringement. — Invention. — Suhfect-matfer. — Novelty. —  aO 
Judgment  for  Defendant.— Certificate  as  to  Particulars  of  Objections. 

The  Plaintiffs  sued  for  infringement  of  a  Patent  for  an  invention  for  wire 
mattresses,  which,  according  to  the  Plaintiffs'  expert  witness,  consisted  in  the 
combination  of  several  parts,  with  a  practical  continuity  from  side  to  side  of 
ihe  framework,  over  which  the  wire  fabric  was  stretched ;  the  device  of  gaining  95 
strefigth  by  overlapping  being  admitted  to  be  an  old  idea.  In  dismissing  the 
action  on  the  ground  tJiat  no  invention  was  proved,  the  Court  granted  a 
Certificate  as  to  the  Particulars  of  Objections  delivered  by  the  Defendant  with 
respect  to  (a)  subject-matter,  (b)  vagueness,  and  (c)  novelty. 
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Siddall  and  Hilton,  Ld.  v.  Wood. 

In  this  action  the  Plaintiffs,  Siddall  and  Hilton^  Limited^  carrying  on  business 

as  mattress  makers  at  Sowerby  Bridge,  Yorkshire,  and  elsewhere,  sought  an 

injunction  to  restrain  the  Defendant,  Thomas   Wood,  carrying  on  a  similar 

bnsiness  at  Heckmondwike,  Yorkshire,  from  infringing  their  Patent  No.  3625 

5  of  1893,  for  wire  mattresses. 

In  1893  a  Patent  for  wire  mattresses  was  granted  to  Edward  Rowcliffe 
Billington^  the  object  of  the  invention  being  to  prevent  the  "sagging"  in 
wire  mattresses,  and  the  consequent  rolling  together  of  sleepers  thereon. 
In   1900  the  Plaintiffs  purchased   Billington's    business,  together  with   this 

10  and  other  Patents. 

The  Complete  Specification  of  the  Patent  in  question  so  far  as  material  for 
this  report  was  as  follows  : — "This  invention  relates  to  that  class  of  wire 
*•  mattresses  in  which  the  wire  is  worked  into  the  form  of  springy  material, 
"  such   as  in  what  are  called  woven  wire  mattresses,  consisting  of  interlaced 

15  "  spiral  wire  coils,  which  material  is  supported  in  a  frame  and  held  therein 
"  under  tension. 

"  According  to  this  invention,  a  mattress  bottom  is  composed  of  two  or  more 
"  strips  or  pieces  of  the  wire  material,  the  edges  of  which  overlap  each  other. 
"  By  thifl  construction,  I  effect,  amongst  other  things,  a  strengthening  portion 

20  "  in  the  middle  of  or  at  parts  within  the  outer  edges  of  the  mattress  where  the 
"  different  strips  of  material  overlap ;  I  also  provide  a  bed  bottom  or  mattress 
**  in  which  the  separate  parta  are  unaffected  one  by  the  other  when  a  weight 
"  comes  upon  any  individual  one,  and  at  the  same  time  obviate  the  opening  of 
"  the  bottom  at  the  parts  where  the  edges  come,  and  so  prevent  the  clothes 

25  "  being  caught  between  the  edges.  To  give  further  strength,  the  over-lapping 
"  parts  of  the  mattress  may  be  made  stronger  than  the  main  portion  by  having 
**  an  extra  number  of  coils,  or  by  employing  coils  of  a  stronger  wire." 

The  Drawing  annexed  having  been  described,  the  Patentee  claimed  : — 
"  The  herein  described  improved  wire  mattress,  that    is  to  say,  a  mattress 

30  "  wherein  the  wire  fabric  in  different  parts  of  its  width  is  in  separate  pieces 
"  or  strips  {i.e.  non-continuous  in  its  width),  and  the  inner  selvedges  or  edges 
"  of  which  overlap  or  lie  one  upon  another  :  for  the  purposes  specified." 

The  Plaintiffs,  by  their  Particulars  of  Breaches,  alleged  that  at  various  dates 
in  J901,  1902,  and  1903,  the  Defendant  sold  in    open    market   three  wire 

35  mattresses  which  he  had  made  in  accordance  with  their  Patent. 

The  Defendant  admitted  that  he  had  made  the  mattresses  in  question  in  a 
particular  way,  but  denied  that  in  so  doing  he  had  infringed  the  Plaintiffs' 
Patent,  which,  he  further  submitted,  was  bad  for  want  of  subject-matter  and  for 
lack  of  novelty.    He  delivered  with  his  Defence  the  following  Particulars  of 

40  Objections  : — "  (1.)  The  alleged  invention  is  not  the  proper  subject-matter  for 
"  Letters  Patent.  (2.)  The  Complete  Specification  of  the  alleged  invention  does 
"  not  distinguish  what  parts  of  the  alleged  invention  are  claimed  as  new  and 
"  what  parts  thereof  are  not  new.  (3.)  The  said  Complete  Specification  is 
**  ambiguous  and  misleading  in  that  it  does  not  appear  thereby  whether  or  not 

45  "  the  alleged  invention  includes  the  construction  or  arrangement  of  a  mattress 
"  in  two  or  more  strips  of  fabric.  (4.)  If  the  alleged  invention  includes  such 
^'  construction  or  arrangement  as  last  aforesaid,  the  alleged  invention  was  not 
^^  new  at  the  date  of  the  Letters  Patent  No.  3625  of  1893,  having  regard  to  the 
"  common  and  public  knowledge  at  the  date  thereof.    (5.)  The  alleged  invention 

50  ^  was  not  new  at  the  date  of  the  said  Letters  Patent,  but  bad  been  published  in 
"  this  realm  before  the  date  thereof  in  and  by  the  publications  following, 
"  namely :  (a)  By  the  Complete  Specification  of  Letters  Patent  No.  16,967  of 
"  1889,  granted  to  William  Parish  Hoskins  ;  page  5,  line  25  to  line  31,  and 
**  Figare  14.    (b)  By  the  Complete  Specification  of  Letters  Patent  No.  17,942  of 

55  **  1889,  granted  to  Thomas  Edmund  Wales  and  Alfred  Edmund  Wales  ;  page  1, 
"  line  6  to  line  18  ;  page  2,  line  7  to  line  17,  Figure  1.    (c)  By  the  Complete 
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8iddall  and  Hilton,  Ld.  v.  Wood. 

"  Specification^of  Letters  Patent  No.  9597  of  1891,  granted  to  Thomas  Edmund 
"  Wales  and  Alfred  Edmund  Wales ;   page  2,  lines  56-57,  Figure  29." 

The  action  came  on  for  trial  with  witnesses  before  Mr.  Justice  Ebkbwioh 
on  the  13th  of  November  1903,  when  the  Plaintiffs  exhibited  three  models  of 
wire  mattresses  which  they  alleged  were  coYe];^d  by  their  Patent ;  No.  1  5 
consisting  of  three  strips  of  wire  material,  two  wide  pieces  and  one  narrow 
piece,  laid  over  the  meeting  edges  of  the  others ;  No.  2,  of  two  pieces  stretched 
on  a  frame  "  in  different  parts  of  its  width  "  so  as  '^  to  overlap  one  another  "  ; 
and  No.  3,  of  three  pieces  stretched  on  the  same  principle.  They  admitted  no 
novelty  in  the  several  parts,  but  they  claimed  that  the  combination  was  an  IQ 
invention  in  that  it  gave  a  strengthening  where  the  pieces  overlapped  and 
obviated  the  parting  or  opening  of  the  mattress  down  its  centre. 

P.  0.  Lawrence,  K.C.,  and  Walter  (instructed  by  Sidsdah  and  Son,  agents 
for  J.  H.  Simpson  of  Dewsbury)  appeared  for  the  Plaintiffs. 

Warrington,  K.C.,  and  Waggett  (instructed  by  Van  Sandau  and  Co.,  agents  15 
for  Iveson  and  Macaulay  of  Heckmondwike)  appeared  for  the  Defendant 

The  only  witness  called  by  the  Plaintiffs  was  a  Patent  agent,  Mr.  Royston, 
who  said  in  examination  in  chief,  that  the  main  characteristic  of  the  invention 
was  the  existence  of  a  practical  continuity  from  side  to  side  of  the  mattress- 
frame  together  with  an  absolute  separateness  of  the  parts,  and  that  he  did  not  gQ 
find  this  in  the  prior  Specifications  referred  to  by  the  Defendant.  But  in 
cross-examination  he  admitted  that  the  making  of  a  mattress  in  two  or  more 
strips  was  an  old  idea  when  the  Plaintiffs'  Patent  was  taken  out,  and  that 
the  strengthening  was  only  caused  by  the  double  thickness  of  one  piece  of 
fabric  overlapping  the  other,  which  was  a  device  familiar  to  mechanics ;  the  25 
only  novelty  he  could  see  was  in  the  separableness  of  the  pieces  plus  the 
continuity. 

At  the  close  of  the  above  evidence  : 

Ebkbwich,  J. — It  seems  to  me  that    Mr.  Roystoh*s    evidence   puts  the 
Plaintiffs  out  of  Court  altogether  at  present.     Had  you  not  better  consider  30 
whether  it  is  worth  while  to  go  on  ? 

Lawrence,  K.C. — I  will  not  trouble  your  Lordship  with  any  further  I3vidence.  . 

WariHngton,  K.C. — I  ask  your  Lordship  for  judgment  for  the  Defendant. 

KekbwigH)  J. — 1  do  not  think  there  is  any  invention,  and  I  do  not  think 
the  Defendant  has  infringed.  ^ 

WarHngton,  K.C.— I  ask  your  Lordship  to  hold  that  my  Objections  have 
been  substantiated. 

Lawrence,  K.C. — My  friend  has  not  put  a  single  Specification. 

Warrington,  K.C. — I  was  relieved  from  the  necessity  of  putting  any  of  the 
Objections.  ^ 

After  some  further  discussion  a  Certificate  was  given  as  to  Nos.  1,  2,  3  and  4 
of  the  Particulars  of  Objections  above  set  out. 
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In  the  Matter  of  HaUersley  and  Jack9&n'$  P(UenL 


Before  THE    Solicitor-Gbnbral. 


February  24tli  and  25th,  1904. 


In  the  Matter  of  Hattbrslby  and  Jackson's  Patent. 


Application  for  leave  to  amend  Specification.    Opposition  thereto  on  the 

5  ground   that    the   amendment   proposed  would   make    the   Specificationy    as 

amended^  claim  an  invention  substantially  larger  than  or  different  from  the 

invention  originally  claimed.    Amendment  allowed  hy  Chief  Examiner ^  acting 

on  behalf  of  Comptroller.    Patents^  Ac.  Act^  1888^  section  18  {8)  and  (P). 

-  Held,  on  appeal^  hy  the  Law  Officer^  that  the  amendment  would  make  the 
10  Specification  claim  an  invention  substantially  different  from  that  originally 
claimed^  there  being  no  claim  to  the  combination  aikedfor  on  amendment^  alt 
reference  to  one  part  of  the  combination  having  been  omitted  by  an  amendment 
already  made.  The  decision  of  the  Chief  Examiner  was  reversed  and  the 
application  was  refused. 

J  5      On  the  29th  of  March  1897  a  Patent  (No.  8000  of  1897)  was  granted  to 

Richard  Longden  Hattersley  -  and   Simeon  Jackson  for    **  Improvements  in 

**  dobby  looms  for  weaTing." 
The  Specification  was  amended  by  order  of  the  Comptroller-General  in  1901, 

and  as  amended  was,  so  far  as  material  for  this  report,  as  follows  : — **  This 
2Q  ^'  invention  relates  to  improvements  in  that  class  of  weaving  looms  in  which 

"  the  shedding  of  the  warp  is  effected  by  what  is  commonly  termed  a  dobby.** 
**  When  the  draw  hooks  of  a  double  lift  dobby  engage  with  one  of  the  draw 

**  knives  and  are  *  drawn  '  or  operated  the  ends  of  the  balks  to  which  the  hooks 

^  are  attached  describe  a  curve  or  move  in  a  curved  path  and  rise  and  fall,  as 
25  "  the  case  may  be,  according  as  to  whether  the  lower  or  upper  end  of  the  bulk 

"  is  operated,  and  consequently  the  hooks  do  not  remain  in  line  with  the 

**  direction  of  motion,  which  causes  unnecessary  friction  and  loss  of  power. 
"  To  obviate  this  as  much  as  possible  we  incline  the  upper  and  lower  guides 

"  in  which  the  draw  knives  work  towards  each  other  sufficiently  to  raise  the 
30  **  lower  knives  and  lower  the  upper  ones  as  the  hooks  are  operated  and  thus 

"  keep  the  hooks  practically  horizontal  or  in  line  with  the  direction  in  which 

"  they  are  moving. 


^Fftw  hooko  in  lino  it;  atfcaiiiod  by  cbrrftDgin^  the  fuloFftm  of  the-juok  lovcro 
35  *'  or  boll^raDk  Ictoro-in   the  oamo  plarHO  as  the  ooDtro^of  attaohmont  of  tko 
^*  hooko  to  tho  balk  lovoro  when  tho  lattor  oro  not  lifting,  and  by  arranging 
".the  ecntPOHDf  ttttoohmont  of  tho-balk  levers  to  the  jaok  lovers. in  snob  o^peoi 

^*  points  loofttod-oquidistant  from  each  oido  of  tho  piano,    t    t  '  t    t    ?    t 
"  "  Fig.  1  rupreHHiiis  au*^evalhwi""'h)uklug"towai'dBthB' front  of~the"'looni * vt 
''such  parts  of  .a^bhy  aft  ar^  oee^ssary  ta*  illustrate  the^  application  (^  our 

T 
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In  (he  Matter  of  Hattersley  and  Jadke&rCe  PaietU. 

**  improvements.    Fig.  2  is  a  separate  view  of  one  of  the  jack  levers  together 
^'  with'  its  balk  lever  and  hooks 

"  The  upper  guides  A,  A,  in  the  side  frames  A*  of  the  dobby  in  which  the 
"  knives  A*  work  are  inclined  down  towards  the  lower  knife  guides  A*,  A*, 
"  consequently  as  the  hooks  B,  B  move  backward  and  forward  their  ends  B',  B'  5 
"  are  kept  more  in  line  with  their  centres  of  attachment  B*  to  the  balks  B*. 

*'-ThG  parto  arc-  so  rolativoly  arranged  that  when  thoy  aro-  not  oporatod  by 
^tho  knivoo  the  fnlorum  ■  B^  of  tho-jaoli  Iovopb  B^  io  vortioally  bonoath  tho 
^*  oontroo  of*  attoohmont  B^-of  the  hooko  B  as  ohowu  by  tho  brokoa  lino  arl^ 
*^-Figi  2f  And  the  oontro  of  attoohmont  B^  of  tho-balk- B^-to  tho  jook  lovor  10 
i^W-  lios^  botopO"  tho  jook  lovor  i9»movod»-Bnoh  a  diotanoo  tfom^ho  Kne  ayi^ 
^^  that  whon  tho  oaidJovor  io  fully  oporatod  it  pasooo  to  a-  position  oquidistant 
^*  from  oaid  lino  but  on-tho-oppooito  oido."    t    t    t    t    t    t 

The  first  claim  was  as  follows : — (1)  A  dobby  in  which  the  knife  guides  are  in- 
"  clined  towards  each  other  substantially  as  herein  shown  and  described."  The  15 
"  second  claim  struck  out  by  amendment  was,  ignoring  the  erasure,  as  follows : — 
ii^QiyAr  dobby  whioh,^  when  tho  jack  lovoro  aro  not  *  lifting,  ^  hao-tho  fulorum 
^^■^tho  boll  orank  lovoro-in-tho  oamo  piano  ao  tho-oontros  of  eonnootion  of  tho 
^^^hoohfl  to  tho  bttlh  lovorOi  and  in  whioh  tho  oontro  of  oonnootion  of  tho  balk 

^*  latter  ouoh  oontro  paoooo  oquidistant  on   oaoh  oido-  of  said^planoi  onbstan 
^-tially  an  horoin  shown  and  doooribodi''    The  second  and  third  claims  after 
the  amendment  were  as  follows : — "  (2)  The  combination  of  the  rod  0  having 
'*  a  notched  end  adapted  to  be  supported  by  one  of  such  notches  and  the 
*'  rocking  shaft  D*  having  arms  D,  D^  and  D*  substantially  as  herein  shown  25 

and  described  and  for  the  purpose  specified.  (3)  The  combination  of  the 
^^  levers  E  and  L  arranged  and  operating  substantially  as  herein  shown  and 
"  described  and  for  the  purpose  specified." 

In  1902  Oeorge  Hattersl^  Jk  SonSy  Ld.^  as  owners  of  the  Patent,  brought  an 
action  for  infringement  against  Oeorge  Hodgson^  Ld.^  which  was  tried  before  30 
Mr.  Justice  Kekewich  on  the  15th  and  16th  of  July  1903,  with  the  result  that 
the  action  was  dismissed  (see  20  R.P.C.  591). 

Application  for  leave  to  amend  the  Specification  was  made  at  the  Patent 
Office  on  the  16th  of  July  1903  ;  the  amendments  applied  for  were  as  follows  : — 
(1)  To  restore  the  second  paragraph  of  the  description  which  had  been  cancelled  ."tS 
by  the  previous  amendment.  .  (2)  To  insert  in  the  preamble  to  the  claims  after 
the  words  "we  declare  that,"  the  words  "  we  make  no  claim  to  a  dobby  with 
*'  inclined  guides  except  when  the  centres  B\  B*,  and  B'  are  arranged  in  relation 
^^  to  one  another  and  to  the  inclined  guides  as  shown  and  described."  (3)  To 
insert  in  Claim  1,  after  the  words  "  each  other,"  the  words  "  and  having  the  40 
"  centres  B*,  B",  and  B*  as  shown  in  Fig.  2  arranged."* 

Notice  of  opposition  to  this  application  was  given  by  Oeorge  Hodgson^  Ld,y 
on  the  following  grounds  :— (1)  That  the  amendment  if  allowed  would  make 
the  Specification  as  amended  larger  than  or  substantially  different  from  the 
invention  claimed  by  the  Specification  as  it  stood  before  amendment.  (2)  That  45 
the  amendment  if  allowed  would  include  and  contain  a  combination  not  claimed 
in  the  Specification  as  originally  filed  and  not  claimed  in  the  Specification  as 
amended  on  the  28th  day  of  October  1901.  (3)  That  the  proposed  amendment 
is  an  attempt  to  reinstate  in  the  Specification  an  invention  which  has  been 
specifically  disclaimed  by  previous  amendment,  and  that  this  should  not  be  50 
allowed. 

The  application  came  on  for  hearing  before  the  Chief  Examiner,  acting  for 
the  Comptroller-General. 

«  For  tiii«  Figtufe  (wa  the  o&imp  Fi«ruresY  fM  80  E.P.O.  694. 
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In  the  Matter  of  HcUtereley  and  Jackeon'e  Patent. 

The  Chibf  Examinbb. — ^This  is  an  application  under  section  18  of  the 
Patenta,  Ac.  Act,  1883,  to  amend  the  Specification. 

This  case  is  one  of  considerable  difficulty,  and  as  a  principle  on  which  certain 
amendments  have  for  many  years  been  allowed  by  the  Comptroller  of  Patents 
5  is  questioned,  and  a  decision  upon  the  point  will  affect  the  practice  of  tbe 
Office  in  very  many  cases,  I  will  deal  with  the  case  at  some  length,  and 
consider — (1)  Whether  amendments  of  a  certain  kind  as  set  out  below  are 
allowable ;  and  (2)  whether  this  case  relates  to  an  amendment  of  the  kind,  and 
whether  in  the  special  circumstances  of  this  case  the  amendment  should  be 

10  allowed. 

As  to  the  first  point — An  inYcntor  who  has  claimed  per  ee  a  feature  of  con- 
struction in  a  machine  shown  in  his  Specification  sometimes  finds  that  the  said 
feature  has  been  used  in  some  other  machine,  and  he  thereupon  seeks  to  amend 
his  Specification  by  disclaiming  the  feature  when  used  in  a  machine  other  than 

15  the  one  he  has  particularly  shown.  This  he  does  by  amending  his  claim  so 
that  it  is  no  longer  a  claim  to  the  feature  per  se  but  only  to  the  feature  in 
combination  with  something  else.  If  this  combination  was  clearly  contemplated 
by  the  inventor  when  he  filed  his  Specification,  and  was  set  out  in  the  original 
Specification,  it  is  the  practice  to  allow  the  amendment  as  by  way  of  disclaimer 

20  (Patents  Act,  section  18,  subsection  1),  and  as  making  the  invention  smaller 
than  and  not  different  (subsection  8)  from  that  of  the  original  claim. 

The  object  of  the  Patentee  in  amending  is  generally  to  prepare  for  an  action 
for  infringement  against  a  person  who  is  ^ing  the  combination  which  is 
claimed  in  the  Specification  as  amended,  and   of    which  the  Patentee  is, 

25  ex  hypothesis  a  meritorious  inventor.  If  such  amendments  are  to  be  refused, 
an  inventor  may  be  compelled  to  make  more  numerous  claims,  setting  out 
separately  all  possible  combinations  of  the  parts  of  the  machine  he  has  invented, 
so  that  if  it  should  subsequently  appear  that  some  of  them  have  been  used  in 
other  machines  he  may  excise  certain  claims,  and  leave  those  he  is  ready  to 

30  fight  upon. 

The  aforesaid  practice  is  based  upon  the  decision  of  the  Law  Officer  in 
Gochrane^e  case  (Oriffin*s  Patent  Cases,  page  304),  and  as,  during  the  hearing  of 
the  present  opposition,  there  was  some  discussion  as  to  the  meaning  of  the  Law 
Officer  as  reported,  I  will  state  how  I  have  hitherto  understood  this  decision. 

35  Cochrane  described  in  his  original  Specification  a  core  for  a  slag  mould  which 
had  a  wedge-shaped  front  and  the  back  of  which  might  be  of  any  one  of  various 
shapes.  The  Drawing  showed  a  core  with  a  rounded  back,  and  the  Specification 
stated,  '^  Although  I  prefer  to  make  the  part  a  of  a  rounded  shape  yet  it  will  be 
^'  evident  that  it  may  be  of  other  configuration,  so  long  as  the  angular  or  wedge* 

40  **  shape  of  the  part  a^  be  retained."  The  original  claim  was  for  ^'  Constructing 
^'  cores  for  slag  moulds  of  an  angular  or  wedge-shape  whereby  they  are  rendered 
*'  of  increased  strength  and  are  made  to  operate  with  a  wedging  action  upon  the 
^*  slag  and  to  effect  the  complete  discharge  thereof,  substantially  as  herein 
^^  described,"  and  this  was  amended  so  as  to  read,  ^^  Constructing  cores  for  slag 

45  ^  moulds  of  an  angular  or  wedge-shape  on  the  one  side  and  of  rounded  shape 
^  on  the  opposite  side  whereby  they  are  rendered  of  increased  strength  and  are 
^  made  to  operate  with  a  wedging  action  upon  the  slag  and  to  effect  the  complete 
^  discharge  thereof,  substantially  as  herein  described,'*  and  thus  became  a  claim  to 
a  particular  front  when  used  with  a  particular  ][>ack,  whereas  no  claim  to  a  back 

50  was  originally  made.    During  the  argument  the  Law  Officer  said  :  *^  It  seems  to 

*^  me  tt^t  if  the  original  Specification  claims  all  angular  or  wedge-shape  slag 

I  ^  boxes,  and  then  words  are  put  in  which  confine  it  to  the  angular  or  wedge- 

I  ^  sbap^  boxes  which  have  a  rounded  back,  the  invention  is  thereby  confined 

^'  to  a  particular  class  of  slag  box,  which  was  included  with  a  number  of  other 

55  "  slag  boxes  in  the  previous  claim.  If  you  have  got  a  claim  for  A,  B,  0,  D,  E, 
'*  and  F,  aud  you  confine  it  to  F,  that  is  a  narrower  claim  than  the  original,  and 
*^  it  is  ilot  different  b^causd  it  is  ipcluded  in  t]^6  ol4  claim." 
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'  The  discngsion  whicli  arose  at  the  hearing  of  the  present  oase  was  a6  to  the 
meaning  of  the  above-stated  illnstration  given  by  the  Law  OfliiJer.  - 1  have 
always  considered  the  series  of  letters  "A,  B,  C,  D,  E,  and  F  ••  of  the  Law 
OflQcer  to  refer  to  a  possible  series  of  moulds  with  wedge-shaped  fronts  and 
with  various  shaped  backs.  Thus  "  A^*  is  a  core  with  a  wedge-shaped  front  tod  5 
one  particular  form  of  back.  Thus  "  B  "  is  a  coro  with  a  wedge-shaped  front 
and  another  particular  form  of  back.  Thus  "  0  '*  is  a  core  with  a  Wedge-shaped 
front  and  a  third  particular  form  of  back.  Thus  "  D  '*  is  a  core  with  a  wedge- 
ehiaped  front  and  a  fourth  particular  form  of  back.  Thus  *♦  E  "  is  a  core  with  a 
wedge-shaped  front  and  a  fifth  particular  form  of  back.  Thus  "F"  is  a  core  10 
with  a  wedged-shaped  front  and  a  rounded  back,  to  which  the  amended  claim 
was  confined. 

It  will  be  noted  that  in  cases  of  this  kind  the  claim  of  the  Patentee  to  the 
particular  combination  shown  is  the  same  before  as    after  the  amendment, 
and  under  the  original  claims  no  other  person  than  he  could  construct  the  15 
combination.    It  appears  to  me  that  such  amendments  are  clearly  allowable. 

As  to  the  second  point,  the  Specification  now  under  consideration  relates  to 
the  construction  of  dobby  looms,  and  comprised  originally,  inter  alia — (1)  The 
use  of  inclined  knife  guides  (original  Claim  1)  ;  and  (2)  The  use  of  a  particular 
arrangement  of  the  centres  of  certain  levers  (original  Claim  2).  30 

An  amendment  of  the  original  Specification  has  already  been  allowed  by 
which  the  claim  to  the  arrangement  of  centres  was  excised,  and  also  the 
corresponding  parts  of  the  description  in  the  body  of  the  Specification,  but  the 
Drawings  which  form  part  of  the  Specification  were  left  unamended,  and  show 
clearly  the  arrangement  of  centres.  ^  ^ 

It  is  now  desired  to  amend  the  Specification  by  adding  to  the 'first  claim 
words  of  reference  to  the  arrangement  of  centres  shown  on  the  Drawings,  so 
that  the  claim  may  read  :— "  A  dobby  in  which  the  knife  guides  are  inclined 
♦'  towards  each  other,  and  having  the  centres  B*,  B«,  and  B®  as  shown  in  Fig.  2 
**  arranged  substantially  as  herein  shown  and  described."  30 

It  is  also  desired  to  restore  part  ol  the  description  in  the  body  of  the  Specifi- 
cation relating  to  the  arrangement  of  centres,  and  to  insert  in  the  preamble  to 
the  claims,  after  the  words  **  we  declare  that,"  the  following  disclaimer,  viz. : — 
*•  We  make  no  claim  to  a  dobby  with  inclined  guides  except  when  the  centres 
**  B*,  B«,  and  B^  are  arranged  in  relation  to  one  another,  and  to  the  inclined  85 
**  guides,  as  shown  and  described,  but " 

The  effect  of  the  amendment  is  to  alter  the  claim  from  a  claim  for  a  dobby 
having  the  inclined  guides  and  any  arrangement  of  centres  (since  some  arrange- 
ment of  centres  is  necessary  for  a  dobby  of  this  class)  to  a  claim  for  a  dobby 
with  the  particular  arrangement  of  centres  shown  in  the  Drawing.  It  appears  40 
to  me  that,  following  the  decision  of  the  Law  Officer,  such  an  amendment  is 
allowable,  provided  the  particular  arrangement  of  centres  is  clearly  shown. 

The  Specification  under  consideration  has  been  construed  by  Mr.  Justice 
Kekewich  in  the  case  of  Hatteraley  A  Sons,  Ld.  v.  George  Hodgson,  Ld. 

The  learned  Judge  stated  that  "  the  evidence  shows  that  what  he  (Mr.  Jackson,  45 
"  one  of  the  grantees)  has  brought  out  and  perfected  is  a  practical  machine, 
"possessing  very  great  advantages.     .     .    .    .    .     .     It  is  a  combination  of 

"  inclined  knife  guides  together  with  a  particular  alteration  of  centra  of  the 
**  balk  lever  and  the  jack  lever*    .    .    ...    ;    The  first  claim  is  for  a  dobby 

"in  which  the  knife  guides  are  inclined  towards  each  other  subBtantialiy  as  SO 

"  herein  shown  and  described .    That  inclination  is  not  .'Only 

*•  substantially,  but  with  great  particularity,  shown  and  des<5ribed  itt  the  letter- 

"  press  and  in  the  Figures. Now,  there  is  in  the  Figures  a 

"description  showing  the  other  element  of  combination.    All  the  witnesses 
"  agree  that  the  Figures  are  accurate  enough,  end  with  those  ^gnees  before  a  55 
", competent  workman  there  will:,  be  no  difficulty  Am  :tcoiflpto3ttttg  ^-Tfeiry 
**  machine  which  th«f  Plaintiffs  ^laim  as  their  c^wn.-  W*(^  ttee^BlgOBBa^buC 


a 


THl.  XX^yp.  12.]      AND  TRADE  MARE  CASES.  jBR 

ItriHS  Matier  of  BaUer^Iey  ofid  JaOc^oh'^  P&tml. 

(as  regaedB  iihye'amended  Specification)  ^'  it  is  not  in  the  deacription  in  the  lettdr- 

^  press.    The  rescdt  is  this  that the  Plaintiffs  have   told  the 

^  public  that  a  useful  invention  may  be  made  in  one  or  two  ways,  either  with 

*^  or  without  the  alteration  of  centres *'  the  machine  ^'  is  useful 

5  ^  if  made  according  to  the  Figures  as  they  intended  it  to  be  made.'' 

The  Patentees  accordingly  wish  to  make  their  bad  Patent  good  by  amendment. 
The  merit  being  in  the  combination  not  previously  specifically  claimed  they 
wish  to  limit  the  first  claim  to  such  combination.  This  is,  I  think,  clearly 
allowable  under  the  decision  in  Cochrane* 8  case,  and  I  think  it  would  be  very 

10  unfortunate  if  a  Patentee  were  precluded  from  so  amending.  Further,  as  the 
arrangement  of  centres,  though  shown  in  the  Drawing  forming  part  of  the 
Specification,  is  not  described  in  the  body  of  the  Specification  as  it  stands,  they 
wish  to  restore  part  of  the  description  of  the  original  Specification  which  was 
excised  on  the  previous  request  for  amendment.    This,  in  my   7iew,  may 

15  properly  be  allowed  as  by  way  of  explanation  of  the  drawing  (seSy  for  instance, 
Morgan*s  case  in  Orifi&n's  smaller  book,  page  17)  and  as  making  clear  the 
original  intention  of  the  Applicant  (see,  for  instance,  the  cases  of  Kelly  v. 
Heaihrnan^  7  R.P.C.  343,  and  Allen's  case,  page  3,  and  Beck  and  Juslioe^s  case, 
page  10,  of  Oriffin*8  smaller  book).    Or,  in  the  alternative,  this  part  of  the 

30  amendment  might  be  regarded  as  by  way  of  correction,  for  there  is  strong 
evidence  of  mistake  in  the  form  of  the  previous  amendment. 

Mr.  Terrell  objected  to  the  amendment  on  the  three  following  grounds  : — 
(1)  Ihe  Patent  was  originally  for  two  inventions,  viz.,  A  (the  inclined  guides) 
and  B  (the  arrangement  of  centres),  and  the  Patentee  now  says,  ^^  My  invention 

25  **  instead  of  being  an  invention  of  A,  and  an  invention  of  B,  is  going  to  be  an 
^^  invention  for  combining  A  and  B.''  I  am  unable  to  agree.  The  Patent  was 
originally  for  a  dobby  having  two  special  featnres  A  and  B.  The  first  claim 
was  for  a  dobby  having  A ;  this  dobby  must  necessarily  have  some  arrangement 
of  centres,  and  B  "was  clearly  the  particular  armngement  of  centres  contemplated 

30  hy  the  Piatentee.  But  the  Patentee,  probably  fearing  that  his  A  might  be  taken  for 
use  with  another  arrangement  of  centres,  did  not  limit  its  use  to  a  use  with  B 
only.  Now  he  wishes  to  do  so.  (2)  Admitting  that  if  you  have  a  Patent  for  a 
combination  of  A,  B,  and  C,  and  you  seek  to  amend  it  by  adding  D  to  it,  you 
are  reducing  the  claim,  this  is  different  from  the  present  amendment.    I  fail  to 

35  see  the  alleged  difference,  and  I  cannot  agree  with  Mr.  Terrellin  the  distinction 
which  he  draws  between  adding  D  to  the  combination  A,  B,  0,  and  adding  D 
to  A.,  since  the  use  of  the  letters  is  purely  arbitrary.  Thus  the  arrangement  of 
knife  guides  which  has  been  referred  to  above  as  A  is  really  a  combination  of 
parts,  each  of  which  might,  for  the  purpose  of  argument,  be  designated  by  a 

40  separate  letter  of  the  alphabet.  (3)  Under  Moser  v.  Marsden  the  Specification 
as  amended  must  be  treated  as  if  it  had  been  the  original  Specification,  and  the 
Patentee  seeks  to  introduce  into  the  first  claim  an  integer  not  in  the  original 
Specification.  It  appears  to  me  that  the  integer  is  already  in  the  Specification 
sinuce  the  Drawings  form  part  of  the  Specification  and  it  is  clearly  shown  in  the 

45  Drawings.  In  any  case,  as  matter  is  often  inserted  on  amendment  explanatory 
of  the  Drawing,  and  as  in  this  case  there  can  be  no  doubt  that  the  matter 
added  (page  3,  lines  46  to  52,  restoring  the  original  Specification)  was 
contemplated  by  the  Patentee  when  he  filed  his. original  Specification,  I  see 
no  objection  to  allowing  the  integer  to  be  introduced  into  the  body  of  the 

50 '  Specification,  and  when  this  is  done  Mr.  TerrriPs  objection  under  this  head 
will  be  removed. 

In  this  result,  I  allow  the  Specification  to  be  amended  in  the  manner  set  out 
in  the  copy  accompanying  the  request  for  amendment. 

The  Opponents  appealed  from  the  decision  of  the  Chief  Examiner. 
55       TerrM,  K.0«,  and  J.  O.  Graham  appeared  for  the  Appellants  ;  Bousfietd^  K.O., 
aitd.B^^ik^tfUi^ppeKred  for  the  Respondents. 
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In  the  Matter  of  HcMersley  and  Jackson^ s  Patent. 

Sir  E.  Oarson,  S.O.— In  this  case  the  Patentee  seeks  to  amend  his  Specifica- 
tion under  somewhat  pecnliar  circumstances.  In  the  Specification  as  originally 
lodged  the  Patentee  made  two  claims  :—"(!)  A.  dobby  in  which  the  knife  guides 
"  are  inclined  towards  each  other,  substantially  as  herein  shown  and  described. 
"  (2)  A  dobby  which,  when  the  jack  levers  are  not '  lifting/  has  the  fulcrum  of  5 
^f  the  bell  crank  levers  in  the  same  plane  as  the  centres  of  connection  of  the 
'*  hooks  to  the  balk  levers  and  in  which  the  centre  of  connection  of  the  balk 
''  levers  to  the  jack  levers  is  in  such  a  position  that,  in  the  movements  of  the 
'^  latter,  such  centre  passes  equidistant  on  each  side  of  said  plane,  substantially 
"  as  herein  shown  and  described."  10 

With  reference  to  the  second  claim  at  line  45  of  the  Specification,  the  follow- 
ing description  of  the  arrangement  is  given  : — "  The  parts  are  so  relatively 
'^  arranged  that  when  they  are  not  operated  by  the  knives  the  fulcrum  B*  of  the 
**  jack  levers  B^  is  vertically  beneath  the  centres  of  attachment  B*  of  the 
**  hooks  B  as  shown  by  the  broken  line  a— 6,  Pig.  2.  And  the  centre  of  15 
"  attachment  B^  of  the  balk  B*  to  the  jack  lever  B'  lies,  before  the  jack  lever 
'^  is  moved  such  a  distance  from  the  line  a — &,  that  when  said  lever  is  fully 
'*  operated  it  passes  to  a  position  equidistant  from  said  line  but  on  the  opposite 
"  side." 

The  Opponents,  who  are  the  Appellants  before  me,  were  apparently  advised  20 
that  the  Patent  was  invalid  and  proceeded  to  manufacture  *^  dobbies  "  containing 
the  improvements  claimed  and  as  set  out  in  the  Specification  and  the  Drawings. 
The  Patentee  thereupon  amended  his  Specifictition  by  striking  out  the  second 
claim  and  the  paragraph  in  the  Specification  to  which  I  have  already  referred. 
Having  amended  his  Specification  he  brought  an  action  against  the  Appellants  25 
for  infringement  which  was  tried  before  Mr.  Justice  Kekeivich  on  the  15th  and 
16th  of  July  1903.    A  report  of  the;trial  is  to  be  found  in  Vol.  XX.  of  the  Reports 
of  Patent  Cases,  page  591.    Shortly  stated,  Mr.  Justice  Kekewich  seems  to  have 
held  that  upon  the  Specification  amended  in  the  manner  I  have  stated  the 
Patentees  could  not  succeed  as  the  inclined  knife  guides,  unless  in  combination  30 
with  the  centres  of  the  balk  and  jack  levers,  were  valueless,  and  constituted  no 
improvement,  and  that  such  combination  was  not  claimed  by  the  Specification 
as  amended,  and  he  accordingly  dismissed  the  action.    It  is  under  these  circum* 
stances  that  the  Patentee  comes  before  me  and  asks  to  restore  the  passage  in  the 
Specification  which  he  had  in  his  previous  amendment  struck  out :  to  insert  a  35 
disclaimer  "  to  a  dobby  with  inclined  gaides  except  when  the  centres  B^  B*, 
'^  and  B^  are  arranged  in  relation  to  one  another  and  to  the  inclined  guides  as 
"  shown  and  described,"  and  to  amend  Claim  1  so  as  to  read  as  follows  : — "  A 
"  dobby  in  which  the  knife  guides  are  inclined  towards  each  other  and  having 
"  the  centres  B*,  B^  and  B«  as  shown  in  Fig.  2  arranged  substantially  as  herein  40 
^'  shown  and  described  "  ;  in  other  words,  he  seeks  to  make  such  an  amendment 
in  his  Specification  as  will  make  it  a  claim  for  the  combination  to  which  Mr. 
Justice  Keketvich  referred. 

It  was  argued  before  me  by  Mr.  Terrell  that  as  the  claim  in  its  present  form 
is  for  a  combination  of  all  the  parts  of  a  dobby  with  the  inclined  knives  if  I  were  45 
by  amendment  to  allow  the  Patentee  to  limit  the  combination  to  some  of  the 
parts  only,  such  amendment  would  be  "  substantially  larger  than  the  invention  " 
as  it  at  present  stands.  If  Mr.  Terrell  was  right  in  his  construction  of  the  claim 
I  think  his  contention  would  be  sound.  But  I  do  not  accept  fibe  construction 
he  asks  me  to  put  upon  the  claim.  In  my  view  the  claim  is  for  a  dobby  into  50 
which  has  been  introduced  knife  guides  inclined  towards  each  other,  and  if  you 
combine  the  knife  guides  with  a  particular  alteration  of  centres  of  the  balk  lever 
and  the  jack  levers  and  seek  to  introduce  such  a  combination  into  a  dobby,  you 
do  not  enlarge  but,  on  the  contrary,  you  limit  the  invention  (Cochrane^ 8  case, 
Griffin's  Patent  Cases,  page  304).  55 

There  remains,  however,  the  question  whether  if  I  allow  the  amendment  it 
"  would  make  the  Specification  as  amended  claim  an  invention  substantially 
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In  the  Matter  of  Hattersley  and  Jackson's  Patent. 

^  different  from  the  invention  claimed  by  the  Specification  as  it  stood  before 
**  amendment.*'  (Section  18,  subsection  8,  Patents  Desi^s  and  Trade  Marks 
Act,  1883.) 

Mr.  Bousfidd  i-eferred  me  to  the  case  of  Kelly  v.  Heathman^  which  is  reported 
5  in  45  Chancery  Division,  page  256,*  in  which  the  Patentee  was  allowed  to 
amend  his  Specification  by  striking  out  three  claims  and  substituting  for  them 
a  combination  including  the  three  claims  previously  made.  Mr.  Justice  North 
held  that  there  was  no  objection  in  that  particular  case  to  the  amendment,  but 
be  so  decided  upon  the  ground  that  even  before  amendment  there  was  a  claim 

10  to  a  combination,  though  not  happily  expressed,  and  that  the  amendment 
amounted  to  nothing  more  than  a  correction  or  explanation,  which  is  of  course 
admissible.  The  case  before  me  is,  in  my  opinion,  very  different.  The  Specifi- 
cation before  it  was  amended — purposely  I  think— claimed  the  inclined  knife 
guides  and  the  alteration  of  centres  of  jack  levers,  &c.,  separately,  in  the  belief 

15  that  each  constituted  a  patentable  invention.  No  doubt,  if  an  application  was 
made  to  amend  the  claim  by  claiming  the  two  in  combination,  there  would  be 
a  strong  ground  for  contending  that  as  each  had  been  claimed  separately  the 
claim  could  be  limited  by  claiming  them  in  combination.  The  Patentee, 
however,  upon  finding  that  he  could  not  sustain  the  second  claim,  instead  of 

20  applying  for  an  amendment  by  way  of  combination,  preferred  to  abandon  his 
second  claim  and  to  rely  upon  his  first  claim,  which  was  a  larger  claim  than  in 
combination  it  would  have  been,  and,  in  the  form  which  the  Specification 
assumed  after  the  amendment.  Claim  2,  and  all  reference  to  it  in  the  Specifica- 
tion, became  eliminated.    Moreover,  the  Patentee  in  the  action  before  Mr. 

25  Justice  Kekewich  never  applied  for  liberty  to  amend,  or,  rather,  for  liberty  to 
make  an  application  to  amend. 

Under  these  circumstances  I  must  deal  with  the  Specification  as  it  comes 
before  me,  and  I  find  in  it  no  reference  to  the  suggested  combination,  except  so 
far  as  the  Drawings  show  it.    As  regards  the  Drawings,  it  is  to  be  observed  that 

30  they  show  equally  a  combination  of  the  inclined  knife  guides  and  all  the  various 
parts  of  the  dobby  which  are  shown.  I  have  already  pointed  out  that  if  I  were 
to  treat  the  claim  as  a  combination  of  all  the  parts  shown,  including  the  inclined 
knife  guides  and  the  alteration  of  centres,  I  should  be  compelled  to  yield  to  Mr. 
TerrelVs  argument  that  the  proposed  amendment  would  make  the  invention 

35  ^*  substantially  larger  than  the  invention  as  claimed.'' 

I  think  the  case  is  entirely  different  from  Kelly  v.  Heaihmany  and,  so  far  from 
finding  upon  the  Specification  any  claim  to  the  combination  now  asked  for,  I 
am  aware  that  all  reference  to  one  part  of  it  was  omitted  by  the  amendment 
already  made.    I  am  of  opinion,  therefore,   that  I  should  not  be  justified  in 

40  allowing  the  amendment.  I  shall  reverse  the  decision  of  the  Chief  Examiner, 
with  20  guineas  costs  to  be  paid  by  the  Respondents  to  the  Appellants. 

*  Reported  also  7  R.P.C.  343. 
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In   the  Matter  of  the    Trade  Mark,  No.  216,821, 
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In  the  High  Court  of  Justice.— Chanohry  Division. 

Before  Mr.  Justice  Joyce. 

January  14th,  15th,  16th,  22nd,  25th,  26th,  1904. 

Warwick  Trading  Company,  Ld.  v.  Urban. 

In  the  Matter  of  Trade  Mark,  No.  216,821. 

and 

In  the  Matter  of  the  Patents,  Designs  and  Trade  Marks 
Acts,  1883  to  1888. 


Trade  Mark. — *^  Bioscope." — Alleged  infringement. — Pa^ing-off. — Name  of 
Patented  Article. — Action  dismissed. — Motion  to  expunge  Trade  Mark  from  the  10 
Register. — Mark   struck  off. — Invented  word. — Patents,  Designs  and   Trade 
Marks  Ad,  1888,  section  64,  subsection  1  (d). 

The  W.  T.  Company  was  incorporated  in  May  1898,  and  in  August  of 
that  year  registered  as  a  Trade  Mark  the  word  ^^  Bioscope  ^^  in  connection 
with   their   business,    which    was   that   of    sellers    {not   manufacturers)   of  15 
cinematographic  apparatus.      In  September  1903,  they  commenced  an  Action 
against  C.  U.,  who  had  previously  been  in  their  service  as  managing  director^ 
in  respect  of  similar  apparatus  bearing  the  name  ^*  Bioscope,^^  and  sold  by  him^ 
and  against  a  Company  profnoted  by  him.    The  Plaintiff^  claimed  relief  on  the 
grounds  of  infringement  of  their  Trade  Mark,  and  also  of  passing-off.     At  20 
the  trial  of  the  Action  which  came  on  with  a  Motion  by  the  Defendants  to 
rectify  the  Register,  evidence  was  giveti  of  the  use  of  the  term  ^^  Bioscope,^^  both 
with  and  without  reference  to  cinematographic  apparatus,  for  many  years 
prior   to   the   commencement    of  the   Plaintiffs^    btisiness;    and   it  further 
appeared  that  a  machine  bearing  that  name  had  previously  been  patented  in  25 
England. 
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Wartvick  Trading  Company^  Lck  v.  Urban. 

In  the  Matter  of  the  Trade  Mark,  No.  216,821, 

and 

In  the  Matter  qf  the  Patents,  Designs  and  Trade  Marks  Acts,  1883  to  1888. 

Held,  on  the  Motion,  that  the  word  ^^ Bioscope'''*  was  not  an  invented  word 
within  the  meaning  of  subsection  1  (d)  of  section  64  of  the  Patents  ic.  Acts, 
and  that  the  Trade  Mark  must  therefore  be  struck  off  the  register  with  costs. 

And  held,  in  the  Action  :    {!)   That   the  Defendant  Company   had   not 

5  represented  its  business  to  be  the  business  of  the  Plaintiff  Company ;  (2)  that 

the  Defendant's  goods  had  not  in  fa^t  deceived,  and  were  not  calculated  to 

deceive  the  public  into  the  belief  that  they  were  the  goods  sold  by  the  Plaintiff 

Company,  but   that  the   Defendants  goods    were   sufficiently   distinguished; 

and  (3)  that  the  word  '*  Bioscope  "  did  not  denote  the  Plaintiff  Company's  goods 

10  exclusively,  and  that  they  had  no  monopoly  in  the  word.     The  action  was 

.    dismissed  with  costs. 

The  Warwick  Trading  Company,  Ld,,  were  sellers  and  dealers  (not 
manufacturers)  of  cinematographic  apparatus  and  films,  having  been  incorporated 
in  May  1898,  for  the  purpose  of  acquiring  and  carrying  on  the  English  branch 

15  of  a  business  previously  carried  on  by  Maguire  and  Baucxis,  Ld.,  in  New  York 
and  England.  Charles  Urban  had  been  employed  in  the  American  branch  of 
the  business  of  Maguire  and  Baucus,  Ld.,  and  on  the  formation  of  Warwick 
Trading  Company,  he  entered  into  its  service.  On  the  2nd  September,  1898| 
the  Warwick  Trading  Company,  applied  by  Charles  Urban,  then  the  manager 

20  of  its  business,  for  the  registration  as  a  Trade  Mark  of  the  word  "  Bioscope  "  in 
combination  with  a  flourish  or  device,  of  which  added  matter  there  was  a 
disclaimer  when  the  Trade  Mark  was  eventually  registered  under  the  No« 
216,821,  in  Class  8,  in  respect  of  "cinematographic  apparatus  for  projecting 
animated  pictures  on  a  screen."    Upon  the  original  application  it  was  intended 

25  to  make  the  words  "  C.  Urban,  N.Y."  an  essential  particular  of  the  Trade  Mark, 
but  the  Comptroller  refused  to  take  the  mark  in  that  form.  In  the  latter  part 
of  1902,  the  Warwick  Trading  Company  were  desirous  of  opening  a  branch 
business  in  Paris,  and  for  that  purpose  they  sent  Charles  Urban  to  Paris  where 
he  started  an  agency,  taking  certain  premises  in  his  own  name.    It  appeared  that 

30  he  gradually  came  to  treat  this  business  in  Paris  as  his  own,  and  in  March  1903, 
he  resigned  his  position  as  Managing  Director  of  the  Plaintiff  Company,  and 
proceeded  to  start  a  business  of  his  own  at  48  Rupert  Street,  Piccadilly,  London, 
under  the  name  of  the  Charles  Urban  Trading  Company.  At  the  trial  of  the 
action  hereinafter-mentioned,  evidence  was  given  as  to  notepaper  and  a  sign- 

35  board  used  by  Charles  Urban  similar  to  those  of  the  Warwick  Trading 
Company,  and  that  he  had  taken  the  word  "  Bioscope  "  as  his  London  telegraphic 
address  and  the  word  "  Cousinhood,"  which  was  the  Company's  telegraphic 
address,  as  his  Paris  telegraphic  address. 

In  the  month  of  April   1903,  Charles  Urban  issued  advertisements  in  the 

40.  **  Era  "  and  other  newspapers  containing  the  Warwick  Comjjuny's  Trade  Mark, 
the  block  for  which  he  had  obtained  from  an  employe  of  the  Plaintiff  Company, 
and  his  Company  put  upon  the  market  cinematographic  machines  bearing  its 
name  together  with  the  plate  containing  the  word  '*  Bioscope."  In  July  1903, 
after  bankruptcy  proceedings  had  been  instituted  against  him  by  the  Warwick 

45  Trading  Company  in  respect  of  moneys  due  from  him  in  connection  with  the 
Paris  business  for  funds  advanced  and  goods  supplied,  he  converted  the  Charles 
Urban  Trading  Company  into  a  limited  liability  company. 

In  September  1903,  the  Warwick  Trading  Company  commenced  an  Action 
against  Charles  Urban,  and  the  Charles  Urban  Trading  Company^  Ld.,  for 
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Warwick  Trading  Company y  Ld.  v.  Urban. 

In  the  Matter  of  the  Trade  Mark,  No.  216,821. 

and 

In  the  Matter  of  the  Patents^  Designs  and  Trade  Marks  Acts,  1883  to  1888. 

(1)  an  injunction  restraining  them  from  infringing  the  PlaintifEa'  Trade  Mark 
"  Bioscope/'  and  (2)  an  injunction  to  restrain  passing-off. 

The  Defendants  did  not  deny  infringement,  but  gave  notice  of  a  Motion  to 
rectify  the  Register  of  Trade  Marks  by  removing  therefrom  the  Plaintiffs 
registered  Trade  Mark.  5 

This    Motion,  together   with  a  Motion  by  the  Plaintiff  Company   for  an     - 
interim  injunction  came  before  the  Vacation  Judge,  when  they  were  adjourned, 
and  it  was  then,  by  consent,  agreed  that  the  two  Motions  should  be  heard 
together  with  witnesses,  and  be  treated  as  the  trial  of  the  Action.  They  came  on 
for  hearing  on  the  15th  of  January  1904,  before  Mr.  Justice  JOYCB.  10 

W.  F.  Hamilton,  K.C.,  and  R.  H.  Hodge  (instructed  by  W.  R.  Bennett  A  Co.) 
appeared  for  the  Plaintiffs ;  A.  J.  Walter  and  O.  White  (instructed  by  Julitu 
A.  White)  appeared  for  the  Defendants;  R.  J.  Parker  (instructed  by  the 
Solicitor  to  the  Board  of  Trade)  appeared  for  the  Comptroller. 

On  the  hearing  of  the  Motion  to  rectify,  the  Defendants  put  in  a  number  of  15 
books  and  documents,  some  of  which  were  produced  from  a  place  open  to  the 
public,  viz.,  the  .Patent  Office  Library.     These  included  (a)  a  lantern-slide, 
prepared  for  exhibition  in  this  country  in  March  1897,  showing  the  boxing 
match  between  Fitzsimmons  and  Corbett,  with  the  word  "  Bioscope  "  upon  it ; 
{b)  **  Dictionary  of  Photography,"  7th  edition,  published  in  London  in  March  20 
1897,  with  a  reference  to  "  Bioscope  "  under  the  term  "  Zoetrope  '* ;  (c)  a  copy, 
certified  by  the  Foreign  Office,  of  an  entry  in   the  French  Register  of  Trade 
Marks,  showing  the  registration  of  the  word  bv  one,  Demsney,  on  17th  October 
1895  ;  id)  the  "  Revue  Sclentifique  et  Industrielle  "  (i.  184)  for  16th  September 
1897,  showing  a  picture  of  a  '*  Bioscope " ;   {e)  Woodbury's    "  Encyclopaedic  25 
Dictionary  of  Photography,"  1896,  describing  a  "Bioscope"  ;   (/)  "Cosmos  des 
Progres  des  Sciences,"  published  in  Paris  in  1852,  referring  at  p.  703  to  a 
"  Stereophantoscope  or  Bioscope  " ;  (jg)  a  work  first  published  in  1812  called 
"  The  Bioscope,  or  Dial  of  Life." 

Walter,  for  the  Defendants. — ^The  word  "  Bioscope  "  cannot  be  a  good  Trade  30 
Mark  under  Section  64  of  the  Patents,  &c.,  Acts,  1883-1888,  for  it  is  not  an 
invented  word,  and  it  has  reference  to  the  character  or  quality  of  the  goods.  The 
evidence  that  it  was  a  known  word  as  a  name  for  goods  of  this  description  is 
clear  and  conclusive. 

W.  F.  Hamilton,  K.C.,  for  the  Plaintiffs.— The  books  relied  on  by  the  35 
Defendants  are  either  obscure  or  foreign,  and  many  of  them  do  not  refer  to  any 
such  machine  as  the  present,  [JOTCB,  J. — They  need  not  do  so,  if  they  contain 
the  word.  It  seems  to  me  it  would  be  monstrous  for  you  to  have  a  monopoly 
of  this  word.]  At  any  rate,  the  word  was  "  invented  "  by  us  for  this  purpose  ; 
in  Trade  Mark  law  there  is  nothing  like  "  true  and  first  inventor  "— ^r  Cozens-  40 
Hardy,  L.J.,  in  Re  Linotype  Go.'s  Trade  Mark,  17  R.P.C.  380 ;  L.R.  1900,  2  Ch. 
238.  I  have  witnesses  who  will  say  that  the  word  was  not  known  in  England 
before  June  1897.  [Joyce,  J. — Such  evidence  would  not  affect  my  mind  in  the 
&ce  of  the  documents  and  books  referred  to  by  the  Defendants,  and  I  decline  to 
admit  the  evidence  you  propose.]  45 

R.  J.  Parker,  for  the  Comptroller. — After  the  decision  of  the  "  Solio  "  case 
the  kind  of  words  which  had  been  previously  refused  as  descriptive  were,  under 
high  advice,  put  on  the  register  de  bene  esse,  so  as  to  leave  the  question  open. 

Joyce,  /.—This  is  an  application  to  rectify  the  Register  of  Trade  Marks  by 
expunging  therefrom  the  registration  of  a  Trade  Mark,  No.  216,821,  which  is  a  50 
sort  of  device  with  the  word  "  Bioscope  "  ;  but  the  essential  particular  of  the 
Trade  Mark  is  the  word  "  Bioscope,'*  and  there  is  a  disclaimer  of  any  right  to 
the  exclusive  use  of  the  added  matter.  The  Company  who  registered  that  Trade 
Mark,  in  fact,  claims  to  have  a  monopoly  of  the  use  of  the  word  '*  Bioscope  '*  in 
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Warwick  Trading  Company^  Ld.  v.  Urban. 

In  the  Matter  of  the  Trade  Mark,  No.  216,821, 

afid 

In  the  Matter  of  the  Patents,  Designs  and  Trade  Marks  Acts,  1883  to  1888. 

connection  with  cinematograph  apparatus  for  projecting  animated  pictures  on  a 
screen.  In  order  that  they  could  be  entitled  to  do  that,  their  Trade  Mark  must 
come  within  one  of  the  clauses  of  Sub-Section  1  of  Section  64  of  the  Act  of  1883 
as  amended  by  the  Act  of  1888.  I  need  not  trouble  about  Clauses  (a),  (6),  and  (c), 
5  because  it  is  not  suggested  that  it  comes  within  any  of  those  ;  but  it  is  contended 
that  the  word  ^*  Bioscope  "  is  an  invented  word,  or  that  it  is  a  word  which  has 
no  reference  to  the  character  or  quality  of  the  goods.  The  date  of  the  applica- 
tion for  the  registration — ^and,  of  course,  the  registration  bears  the  date  of  the 
application — ^is  the  2nd  of  September  1898.    Upon  the  books  and  materials  pro- 

10  duced  in  Court  before  me  by  Mr.  Walter,  1  am  clearly  of  opinion  that  the  word 
^^  Bioscope  '*  was  not  an  invented  word  within  the  meaning  of  the  cases.  It  was 
in  fact  a  known  English  word. 

Then,  was  it  a  word  which  had  no  reference  to  the  character  or  quality  of 
the  goods  ?    It  appears  to  me  that  the   word    had  been  used  before  this 

]  5  application  in  connection  with  apparatus,  not  precisely  the  same  perhaps,  but 
of  a  similar  character  to  that  in  respect  of  which  the  Plaintiffs  succeeded  in 
getting  it  registered. 

In  my  opinion  the  application  to  expunge  this  mark  from  the  Register 
succeeds,  with  the  usual  consequences. 

20  The  hearing  of  the  action  so  far  as  regards  ^'  passing-off  "  was  then  proceeded 
with,  and  evidence  was  adduced  by  the  Defendants  of  other  established  users  of 
the  word  "  Bioscope,"  e.g^,  **  Watson's  Century  Bioscope,"  "  The  Electric 
Bioscope"  ;  it  also  appeared  that  at  music-halls  the  electric  switch  for 
cinematographs  was  generally  labelled  '^  Bioscope  "  ;    and  it  was  admitted  at 

25  the  bar  by  the  Plaintiffs  that  the  verb  ^'  to  bioscope  "  was  as  common  as  the 
verb  **  to  kodak." 

Hamilton,  E.C. — The  Defendants  have  not  sufficiently  distinguished  their 
goods  from  the  Plaintiffs\  and  the  conduct  of  the  Defendant,  Charles  Urban, 
entitles  the  Plaintiffs  to  relief  against  him. 

20  Walter^  for  the  Defendants. — ^The  decision  as  to  the  Trade  Mark  practically 
decides  the  *'  passing-off "  case.  The  Plaintiffs  have  not  proved  that  the  word 
denotes  only  their  goods.  The  word  has  been  applied  to  Demeney's,  a  machine 
patented  by  Qaumont  in  England  in  1894,  in  respect  of  which  the  Plaintiffs 
have    paid   royalties.    The  Plaintiffs   only    show   that  they  alone   sold    the 

35  machines,  to  which  in  1898  they  gave  a  name  which  was  not  novel,  while  the 
cinematograph  showmen  use  the  name,  whatever  the  machine.  Nobody  has 
been  deceived,  and  the  Defendants  sufficiently  distinguish  their  goods  by  adding 
the  name  of  the  Defendant  company,  while  the  Plaintiffs  themselves  now  label 
their  machine    "Warwick  Trading  Company."      The  word    "Bioscope"    is 

40  descriptive  and  has  no  secondary  meaning.    CeUular  Clothing  Company,  Ld., 
V.  Maxton  and  Murray  (16  R.P.C.  397,  L.R.  1899  App.  Cas.  326) ;  Linoleum 
Manufacturing  Company  v.    Nairn  (L,R.   7  CD.  834);  and    Wotherspoon 
and  Co.,  v.  Carrie  (L.R.  5  H.L.  508),  were  referred  to. 
Hamilton,  K.C.  replied. 

45  JOTCB,  J. — The  Plaintiff  Company,  was  incorporated  in  the  month  of  May 
1898,  and  on  the  22nd  August  in  the  same  year  they  applied  for  and  obtained 
registration  of  a  Trade  Mark,  the  particulars  of  which  I  need  not  describe.  In 
order  to  see  what  it  is,  it  is  better  to  refer  to  the  diagram  in  the  Trade  Marks 
Journal  of  the  26th  April  1899,  when  this  application  was  advertised,  and  from 

50  which  it  appears,  and  also  from  the  application  for  the  Trade  Mark,  that  the 
Trade  Mark  was  for  cinematograph  apparatus  for  projecting  animated  pictures  on 
a  screen,  and  that  the  essential  particular  of  the  Trade  Mark  was  the  word 
^Koscope/*  there  being  the  usual  disclaimer  of  any  added  matter.     Now 
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from  that  time  down  to  the  time  of  the  trial,  the  Plaintiff  Company  have  uaed 

that  Trade  Mark  **  Bioscope  "  principally  in  connection  with  the  sale — ^they  have 

never  mannfactared— of  a  species,  not  always  the  same,  bat  a  species  of  machine, 

which  machine  (not  that  particular  machine)  is  now,  at  all  events,  commonly 

known  as  a  "Bioscope."    In  the  beginning  of  September  1903,  the  Plaintifib  5 

commenced  an  Action  against  the  Defendants,  the  principal  Defendant  being 

the  Charles    Urban   Trading  Company,  Limited,  for  relief —T  am  not  sure 

whether  in  the  circumstances  under  which  this  trial  comes  on,  I  ought  to  take 

the  claim  from  the  Writ  or  from  the  Notice  of  Motion,  but  practically  there  was 

a  claim  for  relief  in  respect  of  alleged  infringement  of  their  Trade  Mark  by  the  1ft 

Defendants  in  using  this  word  '^  Bioscope,"  that  this  is  to  say,  there  was  a 

claim  for  relief  in  respect  of  Tnide  Mark.    There  was  also  a  claim  in  respect  of 

the  use,  by  some  of  the  Defendants,  of  a  telegraphic  address  which  was  objected 

to  by  the  Pftiintiffs.    I  think  that  has  been  disposed  of  in  the  course  of  the 

di«icussion.    The  Plaintiffs  made  out  no  case  as  regards  that ;  and  then  there  1!^ , 

was  a  claim,  in  the  Writ,  at  all  events,  for  an  account  of  profits.    This  action 

was  met,  as  such  actions  often  are  met,  by  a  motion  on  behalf  of  the  Charles 

Urban  Trading  Company^  Limited,  the  Defendant  Company,  to  expunge  this 

Trade  Mark  of  "  Bioscope  "  from  the  Register,  and  it  was  proved  before,  me,  by  -  ] 

the  production  of  various  books  and  documents,  as  to  the  dates  of  which  there  20  ' 

is  no  dispute,  among  other  things,  that  long  before  the  Warwick  Trading  I 

Company  used   the  word    in   question — in  fact,  before  that  Company  waa  \ 

incorporated  and.  before  it  ever  existed — the  word  "Bioscope"  was  known  in  ' 

France  as  the  name  given  to  a  machine  similar  to  that  which  I  have  mentioned 

as  being  sold  by  the  Warwick  'Trading  Company,  or  at  all  events  containing  its  25  \ 

most  essential  feature,  which  appears  to  me  to  have  been  invented  by  one  | 

Demeney ;  and  so  early  as  the  17th  October  1895,  Demsney  registered  that  name.  j 

"  Bioscope  '*  in  France.     Previously  to  the  registration,  Oaumont,  who  appears 

to  have  been,  1  think,  the  assignee  of  Deineney  of  the  inveation,  patented  the 

invention  himself  in  England.    This  was  in  1893  or  1894, 1  am  not  quite  sure  30 

which  ;  and  to  him  royalties  had  been  paid  in  respect  of  the  machines  sold  by 

the  Plaintiff  Company  down  to  the  present  time.    It  is  also  shown  to  me,  by 

American  books  produced  here,  that  the  word  was  known  in  America  before 

the  Plaintiff  Company  existed,  as  describing  this  or  a  similar  machine,  and  the 

word  is  to  be  found  in  various  English  publications  of  an  earlier  date  than  the  35 

existence  of  the  Company — publications  connected  with  photography,  which 

gave  this  word  as  practically  the  generic  name  of  the  machine.    In  particular, 

in  the  early  half  of  the  year,  1897,  there  was  in  London  a  '^  Bioscope  Exhibition  " 

of  a  fictitious  representation  of  a  well  known  pugilistic  encounter  between 

Corbeit  and   Fitzsimmons.    That  was  a  *^  Bioscope  Exhibition "  beyond  all.  40 

doubt,  and  that  was    in  London  in  the  early  part  of  the  year  1897,  and 

subsequently.    It  appears  to  me  that  the  only  possible  justification  for  the 

registration  of  the  word  "  Bioscope,"  as  a  Trade  Mark — I  mean  by  that,  under 

Clause  64  of  the  Act,  the  only  Clause  under  which  it  could  possibly  be  registered 

— was  as  an  invented  word.     Under  the  circumstances  I  have  mentioned,  45 

I  have  held  it  not  to  be  an  invented  word  within  the  meaning  of  that  Section,   *^  :^ 

and  I  have  therefore  ordered  it  to  be  expunged  from  the  Register. 

That  being  so,  the  Plaintiffs,  having  failed  to  establish  their  monopoly  ol  the 
use  of  the  word  ^'  Bioscope ''  by  virtue  of  the  registration  of  it  as  a  Trade  Mark, 
have  endeavoured  to  obtain  the  monopoly  of  that  word  by  bringing  a  passing-off  50 
action,  and  by  the  contention  that  anyone,  particularly  the  Defendants,  by 
using  the  word  '^Bioscope"  in  connection  with  similar  machines,  or  anything 
else,  would  be  really  passing  off  their  own  goods  as  and  for  the  goods  of  the 
Pli»intiffs.    The  claim  has  been  somewhat  differently  formulated  from  timie.ii 
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Mme  in  the  action.  As  last  pat,  a  declaration  was  claimed  that  the  acts  of 
the  Defendants  in  inif)rdssin«^  or  affixing — and,  practically,  it  comes  to  using — 
the  word  "Bioscope,"  without  clearly  distinguishing  what  they  sold  from 
the  machines  and  cameras  sold  by  the  Plaintiffs,  were  calculated  to  lead 
5  the  public  to  belicYe  that  the  goods  sold  by  the  Defendants  were  the  goods  of  the 
Plaintiffs,  and  also  to  restrain  the  Defendants  from  issuing  circulars  and  advertise- 
ments so  expressed  as  to  represent  that  the  machines  sold  by  them  were  the 
machines  of  the  Plaintiff  Company,  and  also  from  representing  that  the  business 
carried  on  by  the  Defendant  Company  was,  in  fact,  the  business  of  the  Plaintiff 

10  Company.  Now  it  is  practically  admitted — at  all  events  I  at  once  decided — 
that  there  is  no  evidence  to  show  that  the  Defendant  Company  has  represented 
Hs  business  to  be  the  business  of  the  Plaintiffs.  Therefore  that  was  dropped. 
But  there  still  remains  the  claim  that  by  using  the  word  "  Bioscope "  the 
Defendants  were  representing  that  the  machines  sold  by  them,  or  supplied 

15  by  them,  were  in  fact  machines  sold  or  supplied  by  the  Plaintiffs.  It  is 
curious  that  as  to  "Bioscopes,"  at  all  events,  whatever  it  may  be  as  to 
cameras,  some  time  in  July  of  1903,  the  Plaintiff  Company  determined  to 
mark  their  machines,  and  they  directed  the  manufacturers  of  their  machines 
that  they  should  be  marked,  with  the  words  "  Warwick  Bioscopes "  and  with 

SO  their  own  name  and  address,  and  they  did  this,  no  doubt,  to  distinguish  them 
from  the  machines  sold  by  the  Defendants.  The  Defendant  Company  marked 
their  machines,  "  Urban  Bioscopes,'*  with  their  own  name  and  address ;  and  if 
there  were  no  evidence  on  the  subject,  judging  by  common  sense,  and  in  the 
light  of  nature,  I  should  say  that  there  was  no  danger  whatever  of  one  of 

25  those  machines  being  mistaken  for  the  other  by  anyone  who  knew  anything 
about  it,  namely,  by  the  people  who  buy  these  machines.  No  case  of  deception 
or  mistake  has  been  proved,  or  even  alleged.  No  doubt  with  reference  to 
passing-off  cases,  it  is  an  established  rule,  that  no  one  has  a  right  to  represent 
his  goods  as  the  goods  of  another  person.    Lord  HerschelVs  statement  of  the 

30  principle  will  be  found  in  the  case  of  Reddaway  v.  Banham  (13  R.P.C.  218 ; 
L.R.  1896  App.  Cas.  199),  which  was  mentioned  in  the  course  of  the  argument  in 
the  "  Yorkshire  Relish  "  Case,  Powell  v.  Birmingham  Vinegar  Brewery  Go,,  Ld. 
(14  R.P.C.  720 ;  L.R.  1897  App.  Cas.  710),  where  the  present  Lord  Chancellor 
says : — "  The  proposition  of  law  is  one  which  has  been  accepted  by  the  highest 

35  "  judicial  authority  and  acted  upon  for  a  great  number  of  years.  It  is  that  of 
**  Lord  Justice  Tui-ner,  who  says  in  Burgess  v.  Burgess  :  *  No  man  can  have  any 
"  *  right  to  represent  his  goods  as  the  goods  of  another  pei-son,  but  in  applica- 
"  <  tions  of  this  kind  it  must  be  made  out  that  the  Defendant  is  selling  his  own 
"  '  goods  as  the  goods  of  another.' "    So  far  that  is  Lord  Justice  Turner,  but  the 

40  Lord  Chancellor  goes  on,  "  That  is  the  only  question  of  law,  which,  as  it  appears 
"  to  me,  can  arise  in  these  cases.    All  the  rest  are  questions  of  fact.'* 

The  principal  ground  on  which  the  Plaintiff  Company  alleges  that  the  Defen- 
dant  Company  is  passing  off  its  goods  as  the  goods  of  the  Plaintiff  Company 
is  that,  by  reason  of  the  use  of  the  term  "  Bioscope  "  by  the  Plaintiff  Company 

45  while  they  had  this  mark  .on  the  Register,  they  claim  that  the  name  has  become 
so  associated  with  their  particular  "  Bioscopes  "  as  to  denote  the  "  Bioscopes  "  sold 
by  them,  and  no  others.  As  pointed  out  by  the  Judgment  of  Lord  Davey  in 
CeUular  Clothing  Company,  Ld.,  v.  Maxton  and  Murray  (16  R.P.C.  397, 
L.R.  1899  App.  Cas.  326)  case,  and  in  the  earlier  Judgment  of  Mr.  Justice  Fry  in 

50  Siegert  v.  Findlater  (L.R.  7  Ch,  D.  801,  at  p.  813),  under  such  circumstances  as 
those  of  the  present  case,  it  is  almost  impossible  to  establish  such  a  proposition 
as  that  for  which  the  Plaintiffs  contend.  I  have  heard  a  great  deal  of 
evidence,  and  I  must  say,  a  great  deal  which  appears  to  me  to  have  very  little 
relevance  to  the  real  questi<m  ^hicb  I  have  to  decide  ;    but  without  going 
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through  all  that  evidence,  it  appears  to  me  to  be  enough  to  say,  that  in  my 
opinion  the  proposition  asserted  by  the  Plaintiff  Company  with  reference  to 
the  restricted  meaning  that  they  contend  for  of  the  term  ^'  Bioscope,"  is  not 
established,  or  anything  like  established,  and,  in  my  opinion  it  is  contrary  to 
the  fact.  In  other  words,  I  consider  that  the  Plaintiff  Company  is  not  entitled  5 
to  the  sole  use  of  the  word  '^  Bioscope,**  and  has  no  monopoly  of  it.  Further 
I  consider — really  there  has  been  no  evidence  on  the  subject — ^that  the 
^'Bioscopes'*  sold  by  the  Plaintiff  Company  and  the  Defendant  Company 
respectively  are  at  the  present  time  sufficiently  distinguished,  if  it  be  that  the 
Defendants  are  bound  to  distinguish  at  all.  10 

It  is  no  part  of  my  business  to  discuss  the  merits  of  the  various  disputes 
between  the  Plaintiff  Company  and  the  Defendant,  Charles  Urban.     There 
are  some  matters  in  which  the  conduct  of  Urban  is  open  to  some  observation. 
It  may  be  that   Urban  has  behaved   very  badly  to   the   Company,  and  it 
may  be  that  the  Company  has  behaved  very  badly  to  Urban.     I  really  do  15 
not  know,  and  I  do  not  intend  to  decide.    Holding  the  view  which  I  do,, 
on  what  I  consider  to  be  the  principal  question  in  the  case,  it  is  not  necessary 
for  me  to  consider,  what  otherwise  I  think  I  should  have  to  consider,  the  very 
awkward  circumstances  to  my  mind,  at  all  events,  of  the  purchases  made  by 
the  Plaintiffs  from  the  Defendants  of  goods  marked  in   this  very  way,  of  20 
which    they   complain ;     but  the    Plaintiffs    having,  in  my  opinion,    failed 
altogether  to  make  out  a  right  to  a  monopoly   in  this  word  **'  Bioscope,**  I 
think   that   there  is   nothing  in   the  advertisements  or  circulars  to  represent 
that  any  goods  not  obtained  from  the  Warwick  Company  are  the  goods  of  that 
Company.    In  my  opinion  there  is  no  probability  of  deception  whatever,  that  25 
is  to  say,  the  action  so  far  as  regards  "  passing-off  *'  fails,  and  must  fail  with 
the  usual  consequences. 
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5    Lambert  Company  v.  International  Phonograph  Indestructible 

Record  Company,  Ld. 

Patent. — Action  for  infringement, — Construction  of  specification. — Infringe* 
ment  notfoUnd. — Judgment  for  Defendants. — Appeal  by  Plaintiffs  dismissed. 

The  owners  of  Letters  Patent  for  "  Improvements  in  the  process  of  and 

10  "  apparatus  for  reproducing  phonographic  records  "  brought  an  action  for 
infringement,  in  which  the  Defendants  contended  that  they  did  not  infringe,  and, 
alternatively,  that,  if  the  claims  included  what  they  did,  then  the  Patent  was 
invalid.  The  first  claim  of  the  Specification  was  for  "  the  process  of  producing 
"  copies  of  phonograph  records  by  forcing  ablank  of  suitable  material,  softening 

15  "  when  heated,  against  the  record  st^rface  of  an  indented  matrix  by  heated 

^^  fluid,  as  steam  or  the  like,  under  pressure,  until  the  blank  is  softened  and  an 

"  impression  has  been  taken,  and  then  continuing  the  pressure  by  means  of  a 

.   ^  cooling  fluid,  as  air,  until  the  blank  liardens  and  the  impression  is  fixed,  as 

**  Jkerein  described  with  reference  to  the  draivingsy    The  Plaintiffs  alleged  thai 

20  ^>w«  of  the  chief  features  of  the  apparatus  shown  in  the  draunngs  was  that  it 
allowed'  of  the  exit  of  air  from  between  the  matrix  and  the  celluloid  blank. 
Tike  Defendants'  apparatus  differed  from  that  of  the  Plaintiffs  in  several 
respects,  including  the  escape  of  the  air  and  the  closing  of  the  chamber  from 
inside  instead  of  externally ;  they  used  in  their  process  steam  under  pressure, 

25  and  subsequently  air  under  pressure,  but  they  cooled  by  insertion  of  the 
apparatus  into  cold  water.  It  was  held  at  the  trial  (19  E.P.C.  706),  that  the 
claims  in  the  Ptaintiffh"*  Specification  were  limited  by  the  particular  combination 
therein  described,  and  that  the  Defendants  had  not  infringed.  The  actum  was 
dismissed  with  costs.    The  Plaintiffs  appealed. 

30     The  app^l  wtis  dismissed  with  costs. 
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On  the  24th  of  July  1900  Letters  Patent  (No.  13,344  of  1900)  were  granted  to 
Thomas  Bennett  Lambert  for  an  invention  of  "  Improvements  in  the  process  of 
"  and  apparatus  for  reproducing  phonographic  records." 

The  Complete  Specification  was  as  follows  : — "  The  invention  relates  parti- 
**  cularly  to  processes  and  apparatus  by  which  the  ordinary  record  now  used  in  5 
"  connection  with  phonographs  and  similar  talking  machines  may  be  reproduced 
*^  any  number  of  times ;  and  especially  to  the  reproduction  of  indeBtmctibla 
"  records— all  of  which  will  more  fully  hereinafter  appear. 

"  The  principal  object  of  the  invention  is  to  produce  a  simple,  economical 
"  and  efficient  process  of  reproducing  phonographic  records.  10 

*' A  further  object  of  the  invention  is  to  produce  a  simple,  economical  and 
"  efficient  apparatus  for  carrying  on  the  process  of  reproducing  records. 

**  A  further  object  of  the  invention  is -to  provide  a  simple,  economical, 
"  efficient  and  comparatively  indestructible  reconi  ;  and  the  invention  consista 
•*  in  the  process  of,  apparatus  for,  and  the  indestructible  record  hereinafter  15 
"  described  and  claimed. 

"  In  the  accompanying  drawings,  Fig.   1  represents    a   vertical    sectional 
"  elevation  of  one  style  of  apparatus  in  which  the  process  may  be  carried  on 
"  for  reproducing  the  improved  record  ;  and  Fig.  2  a  vertical  sectional  elevation, 
"  taken  through  a  longitudinal  section  of  a  record  constructed  in  accordance  20 
"  with  these  improvements. 

"  In  constructing  a  machine  in  accordance  with  these  improvements  and 
"  using  the  same,  a  matrix  a  of  the  desired  size  and  strength  is  provided, 
•'  which  is  preferably  cylindrical  in  contour.  The  inside  of  the  matrix,  as  is 
*'  well  known,  has  a  spiral  *  phonogram '  thereon,  formed  elecstrolytically  by  25 
"  depositing  copper  upon  a  wax  cylinder  upon  >which  a  record  of  the  human 
"  voice  has  been  made  in  an  ordinary  phonograph — all  of  which  is  well  known 
"  and  understood  by  those  skilled  in  the  art.  Inside  of  this  matrix  is  placed  a 
"  blank  record  h  preferably  cylindrical  in  shape  and  which  is  formed  of  a 
^*  composition  of  cellulose  or  celluloid  with  some  other  suitable  material  which  30 
'*  may  be  formed  of  coarse  and  cheap  ingredients,  either  a  coarse  kind  of 
*•  cellulose  or  celluloid,  or  other  suitable  material.  This  coarseness  or  cheapness 
*'  of  ingredients  is  indicated  in  the  body  by  dotted  lines,  as  shown  particularly 
**  in  Fig.  2.  To  give  the  cylinder  a  fine  and  homogeneous  exterior  surface  c 
"  adapted  to  receive  the  record  impressions,  it  is  provided  with  a  coating,  cover  35 
"  or  veneer  made  of  material  of  the  requisite  fineness,  and  which  may  be  made 
**  of  the  same  material  as  that  forming  the  body  of  the  cylinder,  excepting  that 
'^  it  must  be  of  such  fineness  and  delicacy  as  to  meet  the  usual  and  ordinary 
**  requirements.  It  may,  however,  be  made  of  pure  celluloid  or  cellulose  laid 
"  thereon  and  without  any  baser  or  coarser  materials  mixed  therewith,  and  may  40 
"  be  either  integral  with  the  body  of  the  cylinder  or  in  the  shape  of  a  separate 
**  envelope  afterwards  applied  and  secured  thereto.  In  either  case,  however, 
**  due  regard  should  be  given  to  the  relative  co-efficiency  of  contraction  and 
"  expansion  so  as  to  secure  permanence  of  form  and  relation. 

**  The  blank  cylinder  record  so  formed  is  next  placed  upon  a  base  x  of  the  45 
'^  machine,  which  acta  as  a  closure  for  one  end  of  the  cylinder  chamber  formed 
"  within  the  record,  which  I  will  hereinafter  term  the  ♦  record  chamber '  d. 
"  A  head  portion  e  is  next  provided  and  placed  upon  the  blank  record  cylinder 
*•  to  xxomplele  the  closure  of  the  record  chamber  d,  and  a  gear  spiildle  fis 
^*  allowed  to  drop  thereon.    A  weighted  lever  ^  is  provided  and  mounted  OB^a  50 
**  shaft  h  that  carries  a  pinion  i  meshing  with  the  geared  spindle  above  described, 
"  so  that  as  the  weighted  lever  operates  the  pinion,  it,  in  turn,  raises  or  lower^ 
"the  spindle  into  or  out  of  engagement  with  the  head,  and  thus '  keeps  ihe 
''  record  chamber  sealed  for  the  purposes  hereinafter  described.    A  stop  screwy* 
^^  is  provided  and  secured  to  the  main  frame  k  of  the  machine  by  means  of  an  55 
"  arm  2  so  as  to  limit  the  downward  mofVfem«nt  x^t  it»  ^eagtiM  l€cre»y  Ind  r  • 
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**  thereby  determine  the  position  and  amoant  of  pressure  with  which  the 
^'  geared  spindle  rests  on  the  head. 

**  It  is  now  desirable  to  soften  the  cellulose  record  blank,  so  that  it  may  be 
^  expanded  out  against  the  indented  surface  of  the  matrix.  In  order  to 
"  accomplish  this  result,  steam  at  about  thirty  pounds  pressure  to  the  square 
"  inch  is  forced  into  the  record  chamber  through  a  pressure  supply  pipe  m, 
"  which  is  connected  by  means  of  a  branch  pipe  n  with  a  suitable  source  of 
"  steam  supply.  The  steam  is  confined  in  the  record  chamber  at  a  uniform 
"  pressure,  but — in  order  to  prevent  condensation — is  also  permitted  to  blow 
*^  through  and  out  of  an  exhaust  pipe^,  which  surrounds  the  supply  pipe,  and 
**  through  the  branch  pipe  q  thereof. 

'^  Tliis  steam,  as  above  suggested,  being  kept  at  substantially  uniform  pressure 
**  within  the  record  chamber,  by  means  of  its  peculiar  heating  qualities  and  other 
*^  actions,  softens  the  record  and  forces  it  out  against  the  inner  indented  surface 
^*  of  the  matrix,  filling  every  part  and  portion  of  the  same  and  making  a  complete 
"  positive  of  it,  or  an  exact  duplicate  of  the  original  positive  from  which  the 
^'  matrix  was  made. 


Exhausi 


:Air 


♦      **  After  this  has  been  accomplished— and  experience  teaches  the  operator  just 

«*  how  long  it  takes  steam  to  accomplish  this  result— the  supply  of  steam  is  shut 

20  "  off  by  means  of  a  valve  «  and  a  supply  of  air  under  pressure  is  permitted  to 

«•  enter  through  the  pupply  from  a  second  brauch  pipe  ^,  which  carries  a  valve  u 

U 
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"  connected  with  a  saitable  source  of  air  supply.  The  air  under  pressure  is 
"  furnished*  the  record  chamber  at  substantially  the  same  pressure  as  that  of . 
"  the  steam,  though  this  may  be  varied  to  suit  special  circumstances  and 
".  conditions,  and  blows  out  all  of  the  steam  through  the  exhaust  pipe  above 
"  described.  It  also  acts  to  partially  cool  the  record,  and  when  this  has  been  5 
"  acccomplished,  the  air  as  well  as  steam  is  shut  oflF,  the  gear  spindle  raised,  and 
"  the  matrix  with  its  reproduced  record  removed  from  the  machine.  The 
"  reproduced  phonographic  record  cylinder  cools  very  quickly  and  at  the  same 
"  time  shrinks  or  contracts  sufficiently,  so  that  it  may  be  readily  removed  from 
"  engagement  with  the  matrix."  10 

The  Patentee  claimed  : — "  1.  The  process  of  producing  copies  of  phonograph 
"  records  by  forcing  a  blank  of  suitable  material  softening  when  heated,  against 
**  the  record  surface  of  an  indented  matrix  by  heated  fluid,  as  steam  or  the  like, 
"  under  pressure,  until  the  blank  is  softened  and  an  impression  has  been  taken, 
"  and  then  continuing  the  pressure  by  means  of  a  cooling  fluid,  as  air,  until  the  15 
"  blank  hardens  and  the  impression  is  fixed,  as  herein  described  with  reference 
"  to  the  drawings. 

"  2.  In  connection  with  the  subject-matter  of  Claim  1,  enclosing  the  cylindrical 
"  blank  in  an  indented  matrice  upon  a  table  closing  one  end  of  said  blank, 
"  closing  the  other  end  hermetically  by  a  suirable  disk,  and  introducing  steam  20 
**  or  heated  fluid  under  pressure  through  pipes  n,  w,  exhausting  it  through 
"  pipes  J9,  g,  and  finally  introducing  the  cooling  medium  under  pressure  through 
^^  pipes  ^,  m,  as  herein  described  with  reference  to  the  drawings. 

"  3.  In  connection  with  the  subject-matter  of  Claims  1  and  2,  the  exhaust 
*'  pipe  /?,  opening  from  the  record  chamber  concentrically  with  and  externally  25 
"  to  the  pipe  m  through  which  steam  and  air  are  introduced,  as  herein  described 
**  with  reference  to  the  drawings. 

**  4.  In  connection  with  the  subject-matter  of  Claims  I  and  2,  geared  spindle, 
"  pinion  /,  weighed  lever  g^  and  adjustable  stop^,  for  operating  and  controlling 
*'  the  disk  &,  as  herein  described  with  reference  to  the  drawings.  30 

"  5.  A  phonograph  record  having  its  body  formed  of  coarse  material,  as 
''  celluloid,  and  its  impression  surface  of  similar  material  of  finer  and  more 
"  homogeneous  quality,  in  which  the  impression  is  taken  from  the  matrix  while 
'^  said  material  is  warm  and  plastic,  as  herein  described  with  reference  to  the 
"  drawings."  35 

On  the  23rd  of  January  1903  the  Lambert  Company  commenced  an  action 
against  the  International  Phonographic  Indestructible  Record  Company,  Ld.^ 
for  infringement  of  this  and  two  other  Patents,  claiming  the  usual  relief. 

By  their  Statement  of  Claim,   which  was  confined  to  the  one  Patent,  the 
Plaintifl!s  alleged — (i)  that  they  were  the  owners  of  the  Patent ;    (2)  that  it  40 
was  valid  ;  and  (3)  that  the  Defendants  had  infringed. 

The  Particulars  of  Breaches  alleged  that  the  Defendants  had  at  divers  times 
prior  to  the  commencement  of  this  action,  and  subsequently  thereto,  infringed 
the  Patent  by  manufacturing,  selling,  and  using  phonograph  records  constructed 
in  accordance  with  the  inventions  described  and  claimed  in  the  Specification  of  45 
the  Patent ;  that  such  phonograph  records  were  infringements  of  all  the  claims 
of  the  said  Specification  ;  that  the  Defendants  manufactured  and  in  the  month 
of  January  1903  and  prior  to  the  commencement  of  the  action  sold  to  one 
W.  A.  Johnson,  of  Seccomb,  Liverpool,  a  phonograph  record  constructed  as 
aforesaid ;  that  the  Defendants  on  the  27th  day  of  December  1902,  at  their  50 
registered  office  at  8,  Cook  Street,  Liverpool,  offered  for  sale  to  the  Edison 
Import  House,  Karntheratrasse  28,  Vienna,  Austria,  phonograph  records 
construct-ed  as  aforesaid ;   that  the  precise  number,  particulars,  and  dates  of 

'  SiCf  the  word  **  to  "  beix^  obviously  oii^itto4.  > 
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the  Defendants*  infringements  were  not  at  present  known  to  the  Plaintiffs, 
but  the  Plaintiffs  would  claim  to  recover  from  the  Defendants  full  compensation 
in  respect  of  all  sdch  infringements. 
The  Defendants  by  their  Defence — (1)  denied  infringement ;  and  (2)  alleged 
5  that  the  Patent  was  invalid  by  reason  of  the  matters  in  the  Particulars  of 
Objections  appearing. 

The  Particulars  of  Objections  alleged— (1)  that  the  said  Thomas  Bennett 
Lambert  was  not  the  first  and  true  inventor  of  the  alleged  invention  ;  (2)  that 
the  alleged  invention  was  not  useful ;  (3)  that  the  alleged  invention  was  not 
10  new;  ihat  the  alleged  invention  had  been  published  in  this  realm  prior  to 
the  date  of  the  Patent  by  the  deposit  in  the  Matent  Office  Library  of  the  final 
Specifications  of  the  following  Letters  Patent : — 


Name. 

No.  and  Date. 

Parts  relied  on. 

Claims  against 
which  alleged. 

Lake 

Xo.431of  1881... 

The  whole. 

Claims  1  and  2. 

Howard 

No.  10,050  of  1888 

«          » 

»            >» 

15  Bonne 

No.  15,868  of  1890 

»»          »> 

i>            »i 

Liorst 

No.  23,336  of  1893 

»             n 

»            »t 

Young 

No.  1478  of  1894... 

»             >i 

»»            « 

Baux  and  Olaenzer 

No.  21,443  of  1894 

>»             »» 

>»            »> 

Thompson    ... 

•  a. 

No.  6855  of  1895... 

»             » 

»            >i 

20   Wolcott 

•  •• 

No.  15,057  of  1899 

>»             « 

99                    V 

Lambert 

... 

No.  1560  of  1900... 

»             » 

»                     W 

Lambef*t 

... 

No.  1561  of  1900... 

»>             »> 

»                      99 

(4)  that  the  alleged  invention  as  claimed  in  the  fifth  claiming  clause  of  the 
final  Specification  of  the  Patent  formed  the  subject  of  a  prior  grant  of  Letters 

25  Patent  to  one  Ademor  Napoleon  Petit  upon  an  application  numbered  11,469  of 
the  year  1900,  by  reason  of  which  prior  grant  the  grant  of  Letters  Patent  to  the 
said  Thomas  Bennett  Lambert  was  invalid  and  of  no  effect ;  the  Defendants 
relied  upon  the  whole  of  the  Specification  and  claims  of  the  said  Ademor 
Napoleon  Petit ;  (5)  that  the  alleged  invention  as  claimed  in  all  the  claiming 

30  clauses  of  the  final  Specification  of  the  Patent  was  not  the  6ubject*matter  of . 
valid  Letters  Patent  *  the  Defendants  would  rely  thereunder  upon  the  Specifi- 
cations thereinbefore  referred  to  as  part  of  the  common  general  knowledge 
npon  the  subject,  and  would  also  rely  upon  the  common  general  knowledge  of 
the  trade  as  regards  the  formation  and  removal  from  moulds  and  strengthening 

35  of  articles  of  celluloid  and  similar  material. 

The  action  was  tried  on  the  23rd,  24th,  25th,  and  27th  July  1903,  by  BupkUy^Z.^ 
who  held  that  the  claims  in  the  Plaintiffs'  Specification  were  limited  by  the 
particular  combination  therein  described,  and  that  the  Defendants  had  not- 
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infringed.    The  action  was  dismissed  with  costs  (20  R.P.C.  709).  The  Plaintiffs 
appealed. 

The  alleged  infringement  will  be  found  described  in  detail  in  the  judgment 
of  Buckleyj  J.  (20  R.P.C.  715),  but  a  representation  is  given  below  of  a 
section  of  it,  from  a  drawing  which  was  prepared  by  the  Plaintiffs  for  the 
purposes  of  the  action.  In  that  representation  the  letters  indicate  the  following 
parts  : — ^A  represents  the  celluloid  blank,  B  the  matrix,  C  the  head  piece,  D  a 
projection  on  it  forming,  the  inner  side  of  the  recess,  E  a  central  tube  upon 
which  is  the  rubber  washer  F,  O  a  brass  washer  having  a  sleeve  H  by  which  it 
is  held  at  right  angles  to  the  tube  E,  I  a  spring  attached  to  the  brass  washer 
having  at  its  other  end  similar  fittings /S  H^ ;  F^  being  another  rubber  #asher. 


10 


FIG.I. 


1 

Surface  -O-yj 


/I9 


i^      / 


77 


M 


N 


/ 


--B 


^ 


M 


J  a  piece  fitting  the  tube  E  closely  and  being  recessed  to  take  the  square  end  of 
the  matrix  at  K,  having  also  a  recess  L  for  the  inturned  end  of  the  blank  A  and 
a  projection  on  J  similar  to  D  at  the  other  end,  M  a  piece  screwed  on  to  the  end 
of  the  tube  E,  and  N  boles  in  the  tube  E.  In  the  Defendants'  apparatus  several 
matrices  charged  as  above  were  put  on  a  branched  cluster  through  which  steam 
was  admitted  at  about  70  lbs.,  air  being  afterwards  driven  in  at  about  200  lbs. 
pressure  ;  this  was  left  for  about  half  an  hour,  after  which,  without  allowing 
the  compressed  air  to  escape,  the  cluster  with  the  matrices  was  put  into  cold 
water. 


15 


80 
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The  points  in  which  Buckley ^  J.,  found  Defendants'  apparatus  and  process 
to  differ  from  those  of  the  Plaintiffs  were  us  follows  : — "  The  first  point  there- 
^  fore  is  this — that  the  Plaintiffs'  joint  is  external,  the  Defendants*  joint  is 
**  internal ;  the  operation  of  the  Plaintiffs'  process  is  to  obtain  their  joint  by 
5  ^'  compression,  in  the  first  instance  at  any  rate,  whereas  the  Defendants  get 
"  theirs  from  first  to  last  by  tension.  Then  in  the  course  of  the  operation  the 
*'  Plaintiffs  use  an  exhaust-pipe,  and  their  process  is  one  by  which  the  steam  is 
^  perpetually  circulating  to  a  small  extent,  and  the  air  to  a  substantial  extent, 
**  by  being  passed  thronurh  the  chamber.    The  Plaintiffs  cool  by  driving  air — 

10  ''  circulating  air  replaced  from  time  by  cooler  air— through  the  chamber  and 
^^  through  Uie  exhaust-pipe.  The  Defendants  do  nothing  of  the  sort.  The  air 
**  which  they  drive  in  under  200  lbs.  pressure,  of  course,  goes  in  as  cold  air,  and 
^  will  cool,  to  a  small  extent,  but  to  an  extent  quite  immaterial  for  the  purposes 
"  which  we  have  here  to  consider— they  cool  by  the  external  application  of  cold 

15  "  water  after  they  have  removed  the  cluster  from  the  branch.  They  therefore 
"  cool  externally,  whereas  the  Plaintiffs  cool  internally.  Further,  the  Plaintiffs' 
**  Patent  will  not,  upon  the  evidence,  commercially  produce  records  made  from 

'^  thin  celluloid  blanks The  result    is    that   the  Plaintiffs' 

^  apparatus  will  not  make  records  of  thin  celluloid  blanks  ;  it  will  act  with  the 

20  ^  thick  celluloid  blanks  in  the  way  in  which  I  have  endeavoured  to  describe, 
"  but  it  will  not  make  the  thin  ones.  The  difference  of  the  Defendants'  appa- 
^  ratus  upon  this  point,  as  it  seems  to  me,  is  this,  that  they  use  the  milling  and 
"  the  arrangements  which  I  have  described  to  ensure  the  exit  of  the  air,  and 
"  thus  arrive  at  a  machine  which,  employing  a  thin  record  and  having  the  in- 

25  "  turned  flange,  will  drive  out  the  air  by  employing  the  milled  exits  which 
**  they  have  provided  for  it.  There  is  another  point  of  difference  which  may  be 
^  material  (I  am  not  sure  that  it  is  not),  and  that  is  this.  As  I  have  said,  the 
"  operation  of  the  pressure  which  the  Plaintiffs  apply  has  a  tendency  to  drive 
**  out,  to  bulge  the  ends  of  the  blank,  and  thus  to  lock  in  the  air.    The  Defen- 

30  '^  dants'  apparatus  is  such  as  that  that  danger  never  arises  at  all,  because  they 
"  never  put  their  blank  under  pressure,  they  put  it  always  in  such  a  position 
^  as  that  there  is  no  tendency  to  drive  it  out  at  the  ends.  Theirs  is  a  scheme 
**  which  provides  for  the  self-sealing  closing  of  the  record  chamber.  They  do  it 
••  by  a  double  protection— by  using  the  in-turned  flange  they  get  what  would  be 

35  **  a  self -seal  without  the  rubber  washer,  and  by  the  use  of  the  rubber  washer 
*'  they  perfect  that  joint  and  prevent  any  possible  accident." 

T.  Terrell^  K.C.,  and  J.  C.  Chraham  (instructed  by  Riddell  &  Co.)  appeared 
for  the  Appellants ;  Aatbury^  K.C.,  and  A.  J.  Walter  (instructed  by  Sharpy 
Parker^  Pritchards^  Barham^  and  Lawford^  agents  for  Payne^  Frodsham^  and 

40  Bewley,  of  Liverpool)  appeared  for  the  Respondents. 

TerreU^  K.C.,  and  Ordham^  for  the  Appellants,  referred  to  the  Plaintiffs' 
Specification,  and  described  what  the  Defendants  did,  and  continued  : — In  a 
combination  Patent  all  the  elements  may  be  old,  or  some  element  or  elements 
may  be  new.    In  the  Plaintiffs'  invention,  forming  the  steam  chamber  inde- 

45  pendently  of  the  matrix  was  new.  The  invention  was  a  combination  involving 
five  points — the  matrix  is  without  a  joint  in  it ;  the  record  chamber  forms  a 
complete  closed  receptacle  by  itself  independently  of  the  matrix,  which  gives  a 
means  of  exit  for  any  air  from  between  the  matrix  and  the  record  ;  hot  fluid 
under  pressure  is  used  for  softening  the  celluloid  ;  the  cooling  is  done  under 

50  pressure  ;  and  there  is  freedom  to  contract  longitudinally.  The  combination  was 
new  as  a  whole,  and  cannot  be  shown  to  be  anticipated  by  picking  out  points 
from  several  alleged  anticipations.  The  anticipations  are  used  to  narrow  the 
invention.  No  celluloid  record  made  before  the  date  of  the  Patent  by  any 
apparatus  (except  by  engraving)  was  produced  at  the  trial.    The  Plaintiffs'  was 

55  the  first  successful  commercial  method  of  making  a  celluloid  record  for  this 
purpose,  and  the  Patent  cannot  be  limited  to  the  particular  details.     The 
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Defendants  have  taken  the  essence  of  the  Plaintiffs^  combination.  They  have  the 
closed  chamber  formed  by  the  celluloid  and  the  head  and  bottom  pieces,  they 
heat  the  celluloid  under  pressure,  they  cool  it  under  pressure,  and  provide  tot 
the  exit  of  the  air  at  the  top  and  bottom.  The  fact  that  the  Defendants'  apparatus 
is  not  precisely  the  same  as  the  Plaintiffs'  does  not  prevent  it  leing  an  infringe-  5 
ment ;  their  apparatus  and  process  are  the  same  as  those  of  the  Plaintiffs  in  the 
essential  points  ;  for  instance,  both  make  the  steam  chamber  complete  without 
the  aid  of  the  matrix,  by  the  celluloid  and  head  and  foot  plates  alone.  The 
three  essential  parts  of  the  Plaintiffs'  apparatus  are  the  head-plat«,  the  foot- 
plate, and  the  celluloid  placed  in  an  open-ended  matrix.  The  Defendants  have  10 
all  these.  As  regards  the  exit  of  air,  the  Defendants  obtain  the  same  result  by 
substantially  the  same  means.  We  admit  that  the  advantage  of  providing  for 
the  exit  of  air  is  not  referred  to  in  the  Specification,  although  the  means  of 
exit  is  shown  in  the  figures  ;  but  it  was  not  necessary  for  the  Patentee  to 
point  it  out;  it  was  sufficient  for  him  to  show  how  to  make  and  use  the  15 
apparatus  ;  and  he  does  show  how  to  get  a  good  record.  In  the  Defendants* 
apparatus  the  spring  keeps  the  rubber  rings  in  place,  but  not  with  so  great  force 
as  to  put  the  celluloid  into  tension.  [The  evidence  was  referred  to,  and  the 
alleged  anticipations  discussed,  and  the  judgment  of  Buckley ^  J.,  was  read. 
HiU  V.  Evans  (4  D.  F.  &  J.  288),  was  referred  to  on  the  question  of  anticipation.]  80 
•  Asthury^  K.C.,  and  Walter  for  the  Respondents. — ^As  to  the  jointed  mould, 
there  was  no  invention  in  doing  away  with  that.  The  knowledge  of  the  state 
of  the  art  at  the  date  of  the  Patent  was  that  celluloid  was  a  suitable  substance 
for  a  record  ;  that  it  must  be  softened,  and  that  steam  or  hot  water  could  be 
used  for  that  purpose  ;  that,  if  steam  were  used,  steam-tightness  was,  of  course,  25 
essential ;  and  that  the  celluloid  must  be  cooled  in  such  a  way  as  not  to  deform 
it ;  and  that  it  would  be  deformed  unless  it  was  kept  under  pressure  during 
the  cooling ;  also  it  was  common  knowledge  that  there  might  be  an  air  film, 
and  that  to  do  engraving,  as  opposed  to  mere  configuration,  it  must  be  expelled ; 
and  that  if  one  got  a  seal  at  once  at  the  top  and  bottom  of  the  apparatus  the  air  30 
would  not  be  expelled,  but  an  air  cushion  would  be  formed.  Lake  had  shown 
how  to  get  rid  of  the  air  for  his  purpose,  and  it  was  obvious  that  for  a  phono- 
graph record  the  exit  must  be  put  where  it  would  not  interfere  with  the  record 
to  be  engraved.  Oiven  all  this  knowledge,  the  difference  in  the  article  makes 
no  invention,  unless  some  difference  of  principle  was  required  in  applying  it  to  85 
the  article.  It  was  said  in  the  Court  below  that  the  invention  was  for  a  means 
of  air  escape  and  for  means  allowing  of  the  contraction  of  the  celluloid.  The 
Specification  has  nothing  as  to  the  former,  or  as  to  the  celluloid  being  longer  or 
shorter  than  the  matrix,  or  being  tight  or  loose  in  it.  Unless  the  Patentee  is 
confined  to  his  particular  details  the  Patent  is  anticipated.  There  is  a  great  4fl 
difference  between  OJaim  1  and  Claim  2.  Unless  Claim  1  has  a  narrow  con- 
struction given  to  it  it  is  anticipated — for  instance,  by  Lake.  Claim  2  is  a 
separate  claim  for  what  is  now  said  to  be  the  invention  ;  for  it  is  now  said  that 
the  element  of  novelty  was  the  steam  chamber  formed  by  the  celluloid  and  the 
top  and  bottom  pieces.  Claim  1  must  be  limited  to  the  process  in  the  particular  45 
apparatus.  It  is  contended  that  if  anyone  has  not  the  alleged  new  part,  but 
merely  a  mechanical  equivalent  for  it,  that  is  infringement.  But  where  a 
Patent  is  for  doing  an  old  thing  in  an  old  way  with  new  details,  one  cannot 
infringe  unless  the  details  are  taken,  which  differentiate  the  invention  from 
what  has  been  done  before.  Here  every  separate  feature  of  the  invention  was  50 
old.  Unless  details  are  vital,  Lake  had  every  feature  of  the  invention.  There 
are  more  differences  between  what  the  Plaintiffs  and  the  Defendants  do  than 
between  what  the  Defendants  do  and  what  Lake  did.  Where  the  Defendante 
differ  from  Lake  they  differ  from  the  patented  invention,  and  in  those  respects 
in  which  the  patented  invention  differs  from  Lake  there  the  Defendants  differ  55 
from    the    Plaintiffs'    invention.     [The    alleged  anticipations,    including   in 
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particular  Lake  and  Wolcott^  were  referred  to,  and  also  the  evidence.] 
The  Patent  is  invalid  by  reason  of  prior  grant,  for  Claim  5  is  the  same 
as  Petit. 

Terrell^  K.C.,  replied* 
5      Vaughan  Williams,  LJ.—l  think  that  the  judgment  of  Mr.  Justice  Buckley 
ought  to  be  affirmed. 

The  real  question  which  has  to  be  decided  in  this  case  is  whether  the  Defen- 
dants have  infringed  the  Plaintiffs'  Patent.     In  order  to  decide  that  question 
one  must  first  ask  oneself  what  the  invention  is,  and  what  is  the  nature  of 
10  it.    Before  I  answer  this  question  I  prefer  to  point  out  what  it  is  for  which 
I  am  seeking  when  I  ask  it.    What  I  am  really  seeking  for  is  that  I  want 
to  know  whether  the  Plaintiffs'  Patent  is  what  I  will  call  a  simple  combi- 
nation Patent,  a  method  consisting  of  a  series   of  old  steps  well  known,  or 
whether  the  Plaintiffs'  Patent  is  a  Patent  which  really  embodies  such  an  over- 
15  riding  feature  producing  such  a  result  as  that  when  one  comes  to  deal  with  the 
question  of  whether  there  is  a  difference  between  what  the  Defendants  do, 
and  what  is  described  in  the   Specification,  one  will  not  easily  let  oneself 
find  a  difference  merely  because  the  steps  may  not  be  identical.    I  say  at  once 
that,  in  my  judgment,  the  Plaintiffs'  Patent  is  in  no  sense  a  pioneer  Patent,  or  a 
aO  Patent  in  which  there  is  a  subordinate  integer  which  could  be  claimed  or 
properly  referred  to  when  dealing  with  the  question  of  infringement  as  the  pith 
•  and  marrow  of  the  invention.    It  is  quite  true  that  the  evidence  does  not  show 
that  before  the  date  of  the  Patent  phonograph  records  were  produced  from 
celluloid  softened  by  heat  under  pressure,  cooled  under  pressure,  carried  out 
25  by  making  the  record  with  the  top  and  bottom  into  a  closed  cylinder  free  to 
move  vertically,  and  arranged  so  as  to  provide  for  the  expulsion  of  the  air 
between  the  record  and  the  matrix.    Now  in  those  words  I  have  tried  to  put 
the  description  of  the  invention  which  was  submitted  to  us  by  Mr.  Terrell^ 
and  which,  I  think,  he  largely  based  upon  the  evidence  of  Mr.  Swinburne 
30  at  the  beginning  of  his  examination-in-chief,  and  I  am  saying  that,  as  far  as 
that  process  is  concerned,  I  think  the  Plaintiffs  are  entitled  to  say  that  the 
evidence  does  not  show  that  phonograph  records  upon  celluloid  were,  before 
the  date  of  their  Patent,  produced,  at  all  events  commercially.     But,  ass\iming 
that,  it  seems  to  me  that  the  production  of  WolcotVs  Specification  of  1899,  and 
35  the  evidence  of  the  experts  called  on  either  side,  show  that  it  was  known,  or, 
at  all  events,  alleged,  that  you  could  use  celluloid  as  the  material  for  the 
reproduction  of  the  record  on  the  copper  matrix  by  internal  pressure  of  the 
external  surface  of  the  celluloid  blank  against  the  inner  surface  of  the  sur- 
rounding copper  matrix  having  on  its  internal  surface  a  negative  copy  taken  by 
40  electrolysis  from  a  wax  cylinder. 

I  think  it  desirable  to  put  this  beyond  a  doubt,  and  for  that  purpose  I  will 

read  two  passages  from  WolcotVs  Specification.    The  first  of  these  passages 

says: — ^"This  invention  relates  to  an  improvement  in  the  manufacture  of 

"  phonogram,  gramophone,  or  graphophone  duplicates,  and  its  object  is  to 

45  "  produce  from  the  negative,  a  copy  taken  from  a  wax  cylinder  upon  which  the 

"  record  has  first  been  produced,  any  number  of  duplicates  capable  of  with- 

**  standing  for  a  lengthened  period  ;  that  it  consists,  mainly,  in  evenly  pressing 

**  by  means  of  a  liquid  or  fluid  medium,  a  cylinder  "  (there  we  have  the  internal 

pressure)  "or  tubing  of  plastic  material,  or  of  a  material  capable  of  being 

50  '*  rendered  plastic  by  the  application  of  a  gentle  heat,  embedded  between  said 

**  negative  copy  of  the  record  and  a  circumferentially  recessed  metallic  cylinder 

"  or  piston,  towards  and  against  said  negative  copy,  thus  taking  an  exact 

'*  impression  therefrom,  so  that  all  projections  on  the  inner  surface  of  the  latter 

"  forming  the  phonogram  properly  speaking,  will  be  reproduced  on  the  outer 

55  **  Burfiace  of  the  said  plastic  cylinder  or  tubing  in  reversed  order,  so  as  to  form 

•*  correspoDdiqgly  shaped  small  impressions  which  are  an  eicact  duplicate  of 
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**  the  original  record."  That  description  is  marvellously  near  the  description 
of  the  process  in  the  PlaintiflEs'  Specification,  the  effect  of  which,  in  a  few 
words,  was  presented  to  us  by  Mr.  Terrelly  as  I  have  pointed  out  at  the 
beginning  of  my  judgment.  Now  it  is  true  that  at  that  point  in  WolcotVs 
Specification  there  is  no  mention  of  the  celluloid,  but  we  get  that  if  we  come  5 
to  the  third  paragraph,  for  he  says  in  line  34: — ^''The  plastic  cylinder  or 
"  tubing  *  A '  preferably  consisting  of  vulcanite,  celluloid  or  the  like  is  then 
"  placed  in  the  electro."  It  is  of  great  importance  when  one  is  dealing  with 
this  Specification  of  WoUotCs  to  see  whether  he  deals  with  the  question  of  the 
expulsion  of  air.  Upon  that  not  only  is  it  plain,  if  you  look  at  his  Drawings,  10 
that  he  does  so,  but  the  evidence  of  the  experts — ^accepted  by  the  experts,  as  I 
understand  it,  on  both  sides — is  that  in  the  process  set  forth  in  WolcotVs  Specifi- 
cation the  expulsion  of  air  would  take  place  in  precisely  the  same  way  as  in 
the  Plaintiffs',  although  possibly  it  might  be  done  rather  better  in  WolcotVs 
Specification.  I  think  that  is  to  be  found  in  Question  and  Answer  255,  on  15 
page  19  of  the  evidence.  "  (Q.)  The  Plaintiffs,  as  you  said,  did  not  mention  the 
"  air  expulsion,  but  the  air  expulsion  would  act  in  precisely  the  same  way 
"  there  as  in  the  Plaintiffs  "  ?  Now  the  particular  answer  I  am  taking  (I  prefer 
to  take  it)  is  Mr.  Swinburne's  answer.  "  (A.)  Yes,  it  might  act  in  even  a  better 
"  way,  because  there  is  no  chance  of  bulging  out  under  there."  Under  those  20 
circumstances  it  seems  to  me  that  WolcotVs  Specification,  and  the  fact  to  which 
I  have  already  called  attention  about  its  including  this  method  of  air  expulsion, 
IS  sufficient  to  prevent  the  Plaintiffs  from  relying  upon  their  method  of  air 
expulsion  as  a  novelty  overriding  his  invention. 

I    have    now    dealt  with    that  which    is    one  of   the   principal  features  25 
relied  upon  by  Mr.  Terrell  as  constituting  such   a  novelty   in   the  Paten- 
tee's invention  as  would  prevent  us  dealing  with  the  Patent  as  if  it  were 
what  I  have  called  a  simple  combination  Patent.    But  this  morning  when 
Mr.  Terrell  was  dealing  with  this  matter  he  really  put  it  in  another  way,  although 
it  is  concerned  intimately  with  the  novelty  of  which  I  have  already  spoken.  30 
He  said  that  the  overriding  feature  of  the  Patentee's  invention  is  the  keeping 
the  celluloid  away  from  the  matrix  during  the  first  part  of  the  operation  ;  and 
he  says  that,  although  he  is  bound  to  admit  (and  it  certainly  is  so)  that  you 
cannot  find  in  the  Patentee's  Specification  anything  which  would  lead  you  to 
suppose  that  the  inventor  in  framing  his  Specification  recognised  any  such  35 
feature  as  the  central  feature  of  his  invention,  or  attempted  to  indicate  snch 
feature  and  its  importance  in  a  way  which  would  attract  the  attention  not 
only  of  the  general  public  or  the  trade,  but  not  even  in  such  a  way  as  t.o  attract 
the  attention  of  a  skilled  workman,  or  a  man  of  science  who  had  to  try  and 
carry  out  the  intention  as  described  by  the  Specification.    But  Mr.  Terrell^  40 
although  he  had  to  admit  that,  said  that  on  the  evidence  it  is  plain  that  the 
expulsion  of  the  air  was  a  matter  of  very  great  importance  ;  it  you  did  not 
expel  the  air  it  would  act  as  a  cushion,  which  would  prevent  such  contact 
between  the  celluloid  and  the  matrix  as  is  necessary  to  produce  an  accurate  and 
useful  impression,  and  he  says  that,  under  those  circumstances,  we  ought  not  to  45 
regard  the  f&ct  that  the  Patentee  has  not  called  attention  to  this  in  his  Specification, 
and  Mr.  Terrell  said  this  is  so  for  two  reasons.    First  he  said, "  Never  mind 
*'  whether  the  Patentee  recognised  the   importance  of  this  himself  or  not ; 
''  never  mind  whether  he  called  attention  to  it  in  such  a  way  as  to  give  any 
^^  information  upon  it  to  the  public  at  all,"  if  in  fact  when  it  is  attempted  50 
to  apply  the  process  described  in  his  Specification — ^the  actual  process  of  manu- 
facture for  commercial  purposes— it  is  found  that  the  application  of  his  invention 
does  effect  this  result  of  expulsion  of  this  cushion  of  air,  that  is  quite  suffi- 
cient, and  Mr.  Terrell  says  that  on  the  evidence  we  ought  to  find  that  such  fact 
has  been  proved.    He  goes  a  step  further  and  says  tluit,  even  if  -Buch  fiict  is  55 
not  proved  by  the  evidence  pf  commert^ifl^l  n^anu&cture,  ^et  it  itp  sufftoiently 
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proved  by  the  demonstration  before  Mr.  Diigald  Clerk^  and  his  admission  that 
the  Patentee's  invention  is  eflBcient  for  the  purpose  of  this  expulsion  of  air,  and 
that,  in  truth,  the  expulsion  of  air  is  produced  by  the  fact  that  when  you 
introduce  the  steam  into  the  celluloid,  constructed  and  held  as  described  in 
5  the  Specification,  the  pressure  necessarily  begins  from  the  centre  and  goes 
towards  the  two  ends,  and  then  presses  out  the  air  at  the  two  ends  much  in  the 
same  way  as,  if  you  had  a  flexible  bottle,  or  a  bladder  partially  full,  and  you 
put  your  two  hands  down  somewhere  on  the  middle  of  that  flexible  bottle 
partially  filled,  and  pressed  outwards  towards  the  ends,  you  would  drive,  of 

10  course,  the  water  towards  the  ends  ;  in  the  same  way  it  is  su^ested  you 
drive  the  air  towards  the  ends.  Then  it  is  said  that  in  the  earlier  part  of  the 
portion  of  time  following  upon  the  introduction  of  the  hot  fluid  into  the 
celluloid  the  ends  of  the  space  between  the  celluloid  and  the  matrix  are  left 
open,   and   continue    open   for  a    sufficient    time    for   the  expulsion  of  the 

15  cushion  of  air  before  the  surface  of  the  celluloid  bulges  and  stops  up  the  space 
which  originally  existed  between  the  celluloid  and  the  matrix  at  the  time  when 
the  heated  fluid  under  pressure  was  first  introduced  into  the  record  chamber, 
as  it  has  been  called.  Those  are  the  two  points  that  Mr.  Terrell  made.  He 
wanted  to  show  that  a  known  desideratum  has  been  arrived  at,  and  he  proposed 

20  to  prove  it  by  one  of  these  two  ways — either  by  the  course  of  commercial 

manufacture  showing  that  the  invention  did  achieve  this  desideratum,  or  by 

showing  that  Mr.  Dugald  Clerk ^  after  an  experiment  conducted  in  the  course 

of  this  trial,  admitted  that  this  was  the  case. 

With  regard  to    the  proof    by    thtj     commercial    manufacture    and     pro- 

25  duction  for  commercial  purposes  of  these  records,  in  my  judgment  it 
proves  nothing  of  the  sort.  As  I  said  to  Mr.  Terrell  this  morning,  if 
he  turned  to  the  evidence  of  Mr.  Philpott  he  would  find  that,  although 
Mr.  Philpott  did  say  at  the  beginning  of  his  examination,  that  thousands 
of    records    had    been    produced    manufactured    by    a    machine    made    in 

30  exact  accordance  with  the  Specification,  yet  when  you  read  on  a  little 
further  in  his  examination  it  is  obvious  that  he  contradicted  his  original 
assertion.  According  to  my  reading  of  his  evidence  he  really  did  say  that  the 
production  of  these  thousands  of  records  was  by  a  machine  materially 
different    from     a    machine    made    in    accordance     with     the     Plaintiffs* 

35  Specification,  because  he  was  asked  this — "  (Q.)  You  showed  the  apparatus  to 
**  him  in  the  factory  ? — (A.)  Yes.  (Q.)  And  that  was  turning  out  records  in 
**  thousands,  you  said  ? — (A.)  Yes." — so  that  was  the  machine  he  was  referring 
to.  Then  he  went  on — "  May  I  make  an  explanation  ?  At  the  time  I  showed 
*'  it  to  Mr.  Cramer  Roberts  we  were  using  the  thick  material,  but  I  was  turning 

40  **  the  flange  on  the  record  before  printing  at  that  time.  (Q.)  You  were  using  the 
**  thick  material  but  turning  in  the  flanges  ?—( A.)  Yes,  with  a  perfectly  plain 
"  top  plate,  with  no  vents  in  either  the  top  plate  or  the  bottom."  So  that  it  is  per- 
fectly manifest  that  the  commercial  production  referred  to  by  Mr.  Philpott 
was    a  commercial    production    by  the  use  of    a    machine  which   differed, 

45  to  my  mind,  in  material  points  from  the  machine  as  it  would  have 
been  if  it  had  followed  the  Specification.  That  is  confirmed  by  the 
evidence  of  Mr.  James  Hotigh,  which  if  looked  at  really  states  exactly 
the  same  fact  as  to  the  date  of  the  commercial  production  that  the 
evidence  of  Mr.  Philpott  does,  which,  putting  it  shortly,  is  that  the  com- 

50  mercial  production  did  not  take  place  so  long  as  the  machine  was  in  use 
which  was  in  accord  with  the  Specification.  That  disposes  of  one  of 
the  two  pounds  upon  which  Mr.  Terrell  relied  as  proving  that  experience 
showed  that  the  Plaintiffs'  machine,  described  in  the  Specification,  in  fact 
answered  the  desideratum  when  it  was  used  for  commercial  purposes.    It 

55  seems  to  me  that  that  is  no  more  proved  by  this  evidence  than  it  is  in  the  case 
of  Wolcott,   For  aught  I  know  WolcotVs  machine  was  one  which  if  you  made 
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additions  to  it  might  have  well  been  a  commercial  success.  In  neither  of  the 
two  cases  have  we  proof  of  any  commercial  success  following  upon  the  use  of 
a  machine  made  in  accordance  with  that  Specification, 

With  regard  to    the  demonstration  before  Mr.  Dugald  Gierke  I  am  inclined 
to  say   that  it  is    evident   that    Mr.    Dagald  Clerk  supposed  that  the  intro-  5 
duction    of   the    heated    fluid    under    pressure    into    the    record    chamber 
would   really    produce    such    results    as    would    prevent   the    expulsion    of 
the  air,  and    I   think  that    the    reasonable    view    to    take    of    that   demon- 
stration   is  that  it  showed,  at  all  events  in  the  case  of  the  two  thick  celluloid 
cylinders  which  were  then  experimented  upon,  that  that  did  not  happen  which   10 
Mr.  Dugald  Clerk  anticipated  would  happen.      It    is  clear    that  somehow 
or  other  the  air  was  expelled,  and  somehow  or  other  a  satisfectory  record 
with  a  clean  impression  was  arrived  at.    I  think  that  Mr.  Terrell  very  properly 
relied  upon  that.    Mr.  Justice  Buckley  deals  with  this  question  in  his  judgment, 
and  he  points  out  (which  I  think  some  of  the  expert  evidence  rather  hinted  at)  15 
that  the  explanation  of  why  that  air  was  expelled  was  very  difficult.    He 
suggests  three  explanations.     I  do  not  think  that  one  ought  to  say  on  this 
evidence  that  the  proper  conclusion  is  anything  else  than  that  in  fact  when  this 
experiment  was  tried  the  air  was  expelled,  and  that  it  was  expelled  by  reason 
of  the  space  between  the  celluloid  and  the  matrix,  or,  to  use  the  words  Mr.  20 
Terrell  used  this  morning,  expelled  by  keeping  the  celluloid  away  from  the 
matrix  during  the  first  part  of  the  operation.    Let  me  assume  that  in  favour  of 
the  PlaintiflEs.    Ought  one  to  say  that  the  proof  of  that  entitles  one  to  draw  the 
conclusion  that  the   Patentee's  invention  attains  a  desideratum  which  had  not 
been  arrived  at  before  ?    So  far  as  the  mere  theory  is  concerned  of  this  expul-  25 
sion  of  the  air,  that  theory  had  already  been  indicated  in  Wolcotts  Specification, 
and,  I  should  say,  in  one  or  two  others,  but  I  do  not  propose  to  go  into  them. 
It  is  sufficient  for  me  to  refer  to  WolcotVs  Specification  which  has  been  already 
indicated  as  a  step  in  the  manufacture  of  these  phonographic  records.     That 
being  so,  wliat  it  is  necessary  for  Mr.  Terrell  to  do  to  succeed  is  to  show  that  30 
there  is  something  in  the  fact  of  the  successful  experiment  with  these  two 
records  with  the  thick  cylinders  in  the  presence  of  Mr.  Dugald  Clerk  which 
entitles  him  to  say  that  the  capacity  of  thus  achieving  the  end  has  been  demon- 
strated by  that  experiment  in  such  a  way  as  to  entitle  us  to  treat  this  feature  in 
the  Specification  as  a  novel  feature  overriding  the  whole  combination,  in  such  35 
a  sense  that  although  everything    else    in    the    Specification    may  be    old, 
although  all   the  steps  may  be  old,    and   although    the    purpose    at    which 
those  steps  were  aimed  may  be  old,  yet  this  one  experiment,  which  resulted 
in  the  proof  in  a  single  instance -of  a  feature  in  this  process  which   would 
be  efficient  for  the  expulsion  of  the  air,  is  sufficient  to  make  us  treat  the  40 
Patent  as  really  a  pioneer  Patent,  notwithstanding  the  fact  that  the  inventor 
.does  not  say  a  single  word  from  the  beginning  to  the  end  of   the    letter- 
press of  the  Specification  to  indicate  that  he  recognised  the  fact  at  all,  or  to 
communicate  the  fact  to  those  who  read  the  Specification.    Under  these  circum- 
stances the  result  is  that,  when  I  come  to  consider  what  this  invention  was,  and  45 
what  the  nature  of  it  was,  I  come  to  the  conclusion  that  what  I  have  called  a 
simple  combination  Patent  is  not  a  Patent  which  could,  in  any  sense,  be  called 
a  pioneer  Patent. 

That  being  go,  the  only  question  is  whether  the  Defendants'  combination  is 
the  same  ?  1  do  not  propose  to  go  in  any  detail  through  the  difEerences.  I  50 
think  it  is  quite  sufficient  for  me  to  say  that  having  read  Mr.  Justice  Buckley^s 
judgment  I  am  satisfied  that  the  differences  which  he  points  out  between  the 
process  adopted  by  the  Defendants,  and  that  described  by  the  Patentee  in  his 
Specification,  are  not  mere  differences  which  are  immaterial  because  they  are 
the  adoption  of  mechanical  equivalents,  or  of  something  which  does  not  sub-  55 
stantially  differ  from  the  modus  operandi  of  the  Patentee  as  indicated  in  his 
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Specification.  I  think  that  if  I  went  through  these  differences  I  shoald  not  be 
able  to  state  them  as  well  as  has  been  done  by  Mr.  Justice  BttcMey.  There  is 
only  one  qualification  which  I  add  to  it.  I  am  not  quite  sure  that  I  should  say 
of  each  one  ot  the  differences,  which  have  been  relied  upon  by  the  Defendants* 
5  Counsel  in  the  course  of  the  argument,  that  it  is  a  sufficient  difference  to  negative 
infringement ;  but  if  you  take  the  whole  of  the  differences  it  seems  to  me  that 
the  process  adopted  by  the  Defendants  is  substantially  different  from  that 
which  is  described  in  the  Specification.  I  was  very  much  struck  with  one 
thing  which  Mr.  Astbury  said  in  the  course  of  his  argument,  because  I  think 

10  it  is  very  material  upon  this  point  of  differences.  He  said,  speaking  of  Lakers 
Specification,  "  Where  I  differ  from  Lake  I  differ  from  the  Plaintiffs,  and  in  so 
''  far  as  the  Plaintiffs  differ  from  Lake  I  differ  from  the  Plaintiffs."  He  was 
then,  of  course,  referring  to  the  Specification.  I  think,  therefore,  that  the 
process  employed  by  the  Defendants  differs  from  that  employed  by  the  Plaintiffs. 

15  The  two  combinations  are  substantially  and  materially  different,  and,  therefore, 
there  has  been  no  infringement,  and  this  appeal  must  be  dismissed. 

Stirling,  L.J. — I  am  of  the  same  opinion.  I  agree  with  what  has  been  said 
by  my  Lord,  and  with  what  was  said  by  Mr.  Justice  Bttckley  in  the  Court 
below.    I  propose  to  add  very  little,  but  1  do  wish  to  state  that  I  particularly 

20  agree  with  what  Mr.  Justice  Buckley  said  with  reference  to  the  point  which 
bAS  been  prominently  brought  before  us  in  this  Court,  and  urged  as  the  reason 
why  the  decision  of  the  learned  Judge  below  ought  to  be  reversed.  It  has  been 
contended  that  this  is  a  pioneer  Patent,  and  it  has  been  urged  that,  perhaps 
not  the  essential  part,  but  at  any  rate  an  essential  part  of  the  invention 

25  has  been  taken  by  the  Defendants.  Now  the  way  in  which  that  is  made 
out  is  this.  The  Patent  is  one  for  the  making,  out  of  celluloid,  phono- 
graphic records.  The  process  is  this.  A  record  is  taken  by  the  phonograph  on 
a  cylinder  of  wax  (I  am  stating  it  very  shortly)  and  from  that,  by  electrotype, 
a  copper  negative  is  taken,  constituting  a  hollow  cylinder  of  copper  and  which 

30  has  reproduced  on  the  inside  the  record  as  it  appears  on  the  wax  cvlinder.  Into 
that  is  introduced  a  hollow  cylinder  of  celluloid  which  nearly,  but,  of  course, 
not  accurately,  fits  the  copper  cylinder.  The  Patentee's  process,  as  he  describes 
it  consists,  first,  in  closing  the  celluloid  cylinder  leaving  the  copper  cylinder 
open  ;  then  introducing  into  the  space,  which  is  formed  by  the  two  closures 

35  at  each  end  of  the  cylinder  and  the  celluloid  cylinder  itself,  heated  steam 
which  softens  the  celluloid  and  drives  it  up  against  the  copper  matrix. 
I  need  not  go  further  into  that.  The  Patentee  says  that  it  is  essential  that  the 
steps  should  be  so  performed  that  the  celluloid  cylinder  bulges  in  the  middle, 
and  comes  first  in  contact  there  with  the  matrix,  and  thus  the  air  between  the 

40  matrix  and  the  celluloid  is  gradually  expelled,  and  no  cushions  of  air  are  left 
which  would  interfere  with  the  efficiency  of  the  process  by  either  preventing 
a  portion  of  the  record  being  produced  at  all,  or,  at  any  rate,  rendering  it  less 
sharp.  The  mode  of  doing  that  is  claimed  to  be  an  essential  part  of  the  Patentee's 
invention,  and  it  is  said  that  the  Defendants  have  infringed,  not  because  they 

45  have  taken  exactly  the  same  mode  of  dealing  with  the  celluloid  cylinder  as  the 
Patentee  but  that  they  have  taken  something  which  is  really  in  the  nature  of  an 
equivalent  to  what  is  done  by  the  Patentee.  To  that  the  answer  of  Mr.  Justice 
Buckley  is,  and  it  seems  to  me  to  be  perfectly  justified,  that  the  Patentee  has  not 
described  that  as  an  essential  part  of  his  invention  at  all.    I  need  not  say  that 

50  the  Patent  Act  imposes  on  the  Patentee  the  duty,  by  means  of  his  Complete 
Specification,  of  completely  describing  and  ascertaining  the  nature  of  his 
invention,  and  when  you  look  and  examine  his  Complete  Specification  there  is 
not  a  single  word  in  the  letterpress  of  the  Specification  which  is  directed  to  this 
essential  feature  at  all.    It  is  true  that  when  you  look  at  the  Drawing  which 

55  accompanies  it  you  do  discover  that  in  the  apparatus  which  he  uses  the  hollow 
celluloid  cylinder  is  closed  while  the  copper  cylinder  which  surrounds  it  is  left 
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open,  and  by  that  means  it  is  probable,  upon  the  evidence,  that  the  steam  which 
is  introduced  inside  the  celluloid  cylinder  does  act  in  the  way  that  is  suggested. 
That  is  not  even  completely  made  out  on  the  evidence  to  my  mind,  but  still  the 
balance  and  probability  of  the  evidence  does  appear  to  be  in  favour  of  that 
being  the  modus  operandi.  Then  what  has  he  done  r  He  has  indicated  an  5 
arrangement  which  operates  in  a  way  that  is  said  to  be  an  essential  feature  of 
the  invention.  Still  there  remains  this  objection,  that  he  does  not  seem  to  me 
to  have  described  that  as  part  of  the  invention  which  he  claims.  That  is  the 
conclusion  which  Mr.  Justice  Btickley  arrived  at,  and  with  that  I  completely 
agree.  I  do  not  think  it  is  necessary,  after  what  my  Lord  and  the  learned  10 
Judge  have  said,  to  travel  over  the  whole  field  which  has  been  discussed  in  the 
ai^ument  before  us.    I  agree  that  the  appeal  ought  to  be  dismissed. 

Cozbns-Hardy,  L,J. — I  am  of  the  same  opinion,  and  1  so  entirely  agree  with 

.  what  was  said  by  Mr.  Justice  Buckley ,  and  with  what  has  been  said  by  my 
Lord  and  Lord  Justice  Stirling,  that  I  do  not  think  I  should  be  justified  in  15 
taking  up  more  than  a  few  minutes  of  the  time  of  the  Court.  Every  Patentee 
regards  his  own  invention  as  a  master  Patent,  or  a  pioneer  Patent,  and  seeks  to 
induce  the  Court  to  approach  the  consideration  of  all  questions  of  construction 
and  of  infringement  on  that  footing.  I  shrink  from  applying  that  principle  to 
the  present  case.  Mr.  Walter  in  his  argument  yesterday  satisfied  me  that  so  20 
far  from  this  being  a  master  Patent,  or  a  pioneer  Patent,  it  is  really  a  very 
narrow  Patent.  It  is  neither  more  nor  less  than  a  combination  Patent,  and,  that 
being  so,  for  the  reasons  which  have  been  elaborated  by  Mr.  Justice  Buckley, 
and  by  my  Lord  and  Lord  Justice  STIRLING,  I  thixik  it  is  reasonably  clear  that 
there  has  been  no  infringement  of  the  Patent  by  that  which  has  been  done  by  25 

-  the  Defendants.  It  is  not  necessary,  in  the  view  which  I  take,  to  consider  the 
point  which  was  made  with  reference  to  the  prior  grant  to  Petit.  I  only  desire 
to  say  that,  as  at  present  advised,  I  am  not  satisfied  that  this  objection  would 
prevail. 

The  appeal  was  dismissed  with  costs*  30 


7oL  XZI^  No.  13.]     AND  TRADE  MARK  OASES.  261 

Anglo-Swiss  Condensed  Milk  Company  v.  Pearks,  Ounstonj  and  Tee^  Ld. 
In  the  Matter  of  the  Trade  Marks  Nos.  15,920  and  238,790  of  the  Anglo-Swiss 

Condensed  Milk  Company. 


In  the  Court  of  Appeal. 

Be/ore  Lords  Justices  Vaughan  Williams,  Stirling,  and  Cozbns-Hardy. 

February  9th  and  10th,  1904. 


Anglo-Swiss  Condensed  Milk  Company  v.  Pearks,  Gunston, 

AND  Tee,  Ld. 

In  the  Matter  op  the  Trade  Marks  Nos.  15,920  and  238,790  op  the 
Anglo-Swiss  Condensed  Milk  Company. 


Action  for  infringement  of  Trade  Marks  and  for  passing  off. — Motion  to 
rectify  hy  exclusion  of  certain  goods. — No  intention  to  use  Trade  Mark  for  such 
10  goods. — Mark  common  to  the  Trade.-^Action  dismissed. — Order  for  rectification 
ofBegister. 

In  1878  a  Company  registered  a  Trade  Marky  consisting  of  a  figure  of  a 
milkmaid  with  the  words  ^^  Milkmaid  Brandy''  in  Class  42,  for  substances 
used  as  food  or  ingredients  in  food,  with  the  exception  of  certain  goods,  not 

15  including  butter  in  such  exceptions.  In  1901  the  same  Company  registered 
another  Trade  Mark  consisting  of  a  slightly  different  figure  of  a  milkmaid 
until  the  same  words  for  the  whole  of  Class  42.  The  Company  had  also  other 
Trade  Marks  with  the  figure  of  a  milkmaid  in  thenij  but  not  for  butter.  Their 
principal  trade  was  in  condensed  milk,  and  they  never  traded  in  butter  in  the 

20  United  Kingdom  until  May  1901,  although  they  had  formed  the  intention  of  so 
trading  in  1897,  and  had  traded  abroad  in  butter.  In  1902  they  commenced  an 
action  against  another  Company  for  infringement  of,  in  particular,  the  Trade 
Marks  of  1878  and  1901,  and  for  passing  off,  and  in  it  complained  of  the  use  by 
the  Defendants  of  coloured  posters  and  handbills  having  thereon  the  figure  of  a 

25  milkmaid  with  the  Defendants^  trade  name  prominently  thereon  and  the  u>ords 
"  Milk  Blended  Butter  "  ;  these  posters  and  handbills  were  first  u^sed  in  November 
1901.  The  Plaintiffs  alleged  that  they  had  a  reputation  in  various  articles  of 
dairy  produce  under  the  brand  of  a  milkmaid,  and  that  the  posters  ivere 
ealeuUMd  to  Uadpersom  to  believe  that  the  butt&r  to  which  thiy  referred  u;ds 

Y 
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the  Plaintiff^'  Imtter.  The  Plaintiffs  had  only  a  small  retail  trade  in  butter^ 
and  used  only  the  1901  Trade  Mark,  and  not  that  of  1878^  in  connection  with 
such  trade.  The  Defendants  had  a  very  large  retail  trade  in  their  milk 
blended  butter.  They  denied  infringement  and  passing  ojf,  and  moved  to 
exclude  butter  from  the  goods  for  which  the  Trade  Marks  were  registered  on  5 
the  grounds  that  the  Plaintiffs  had  never  used  or  intended  to  use  the  1878  Trade 
Mark  for  buttm\  and  that  in  1901  a  milkmaid  was  common  to  the  trade.  The 
action  and  motion  were  heard  together.  Held,  by  Joyce,  J.,  that  the  action 
failed  as  to  passing  off,  and  that  the  Register  must  be  rectified  so  as  to  exclude 
butter  from  the  goods  for  which  the  Trade  Marks  were  registered^  on  the  10 
ground^  as  to  the  1878  Trade  Marky  that  there  had  been  no  real  intention  to 
use  it  for  butter^  andj  as  to  the  1901  Trade  Mark^  that  at  the  date  of  its  regis- 
tration  the  device  of  a  milkmaid  was  common  to  the  butter  trade.  The  action 
was  dismissed^  and  an  Order  made  for  rectification  in  the  manner  mentioned. 
The  Plaintiff^  appealed.  15 

Held,  by  the  Court  of  Appeal  {affirming  Joyce,  J.),  that  the  action  failed  as 
to  passing  off^  and  that  the  Register  must  be  rectified  so  as  to  exclude  butter 
from  the  class  of  goods  for  which  the  Trade  Marks  were  registered^  on  the 
ground^  as  to  the  1878  Trade  Mark,  that  there  had  been  no  real  intention  to  use 
it  for  butter  J  and,  as  to  the  1901  Trade  Mark,  that  at  the  date  of  its  registration  20 
tJie  device  of  a  milkmaid  was  in  common  use  in  the  trade  as  an  ornamentation 
and  indication  of  goods  sold,  and  also  as  a  Trade  Mark  for  butter.  The  action 
was  dismissed,  and  an  Order  made  for  consequential  rectification  of  the 
Register. 

Oa  the  17th  of  December  1878  Charles  Terry  Sparks,  manager  in  Englaiiil  25 
of  the  Anglo-Swiss  Condensed  Milk  Company  (hereinafter  referred  to  as  the 
Swiss  Company),  applied  on  their  behalf  for  the  registration  of  a  Trade  Mark, 
which  is  shown  below,  in  Glass  42,  for  substances  used  as  food  or  as  ingredients 


^^klO 


in  food,  except  condensed  milks,  coflfee  and  milk,  chocolate  and  milk,  and 
essence  of  coflEee.    No  user  before  the  13th  of  August  1875  was  claimed.    This  30 
mark  was  registered  under  No.  15,920.    On  the  12fch  of  June  1901  the^  Swiss 
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Company  applied  for  the  regisfcration  of  another  Trade  Mark,  which  is  shown 
below,  in  Glass  42,  for  substances  nsed  as  food  or  as  ingredients  in  food.  This 
mark  was  registered  nnder  No.  238,790.    On  the  16th  of  June  1902  the  Swiss 


Company  commenced  an  action  against  Pearks^  Gunston  and  Tee^  Ld.y  claiming 
5  an  injunction  to  restrain  infringement  of  the  above-mentioned  Trade  Marks 
and  of  three  others,  or  any  of  them,  and  from  selling,  offering  for  sale,  or 
passing  off,  or  enabling  others  to  sell  or  pass  off,  goods  not  of  the  Plaintiffs* 
manufocture  or  merchandise  as  or  for  the  PlaintifEs^  goods  by  the  use  of  the 
representation  of  a  milkmaid,  or  any  device  only  colourably  differing  from  the 

10  Plaintiffs*  said  Trade  Marks,  or  by  the  use  of  any  device  enabling  the 
Defendants*  goods  to  be  described  or  called  ^'  Milkmaid  Brand,**  and  for  other 
relief. 

The  short  particulars  of  the  three  other  Trade  Marks  mentioned  in  the  writ, 
but  of  which  infringement  was  not  alleged  at  the  trial  (not  being  registered  for 

15  butter)  are  as  follows :— (^)  No.  8831,  registered  on  the  26th  of  August  1876  as 
an  old  mark,  consisting  only  of  the  representation  of  a  milkmaid  contained  in 
Trade  Mark  No.  15,920,  and  registered  for  condensed  milks,  coffee  and  milk, 
chocolate  and  milk,  and  essence  of  coffee ;  (2)  No.  189,720,  registered  on  the 
9th  of  September  1895  for  the  same  goods  as  No.  8831,  and  being  the  same  as 

20  Trade  Mark  No.  238,790 ;  (3)  No.  189,891,  registered  on  the  18th  of  September 
1895,  and  being  the  same  as,  and  for  the  same  goods  as,  the  last  mentioned 
mark,  except  that  the  words  ^^  Milkmaid  Brand  **  were  omitted. 

The  Plaintiffs,    by    their    Statement    of    Claim,   alleged   (1)   they  were  a 
Company  incorporated  under  the  laws  of  Switzerland,  and  carried  on  an  old 

25  established  business  as  manufacturers  and  vendors  of  condensed  milk  and 
milk  products,  with  &ctories  in  Switzerland,  England,  Bavaria,  and  Norway, 
and  offices  at  10,  Mark  Lane,  in  the  city  of  London,  and  also  in  Switzerland, 
and  that  their  business  was  believed  to  be  the  largest  of  the  kind  in  the  world  ; 
and  that  for  many  years  past  an  important  branch  of  the  Plaintiffs*  business  had 

30  consisted  in  the  manufacture  and  sale  of  butter ;  (2)  that  for  35  years  past,  or 
thereabouts,  the  Plaintiffs  had  used  as  the  distinguishing  mark  of  their  goods  a 
Trade  Mark  representing  a  figure  of  a  milkmaid,  the  same  being  in  many  cases 
accompanied  by  the  words  ^*  Milkmaid,'*  or  ^^  Milkmaid  Brand,**  and  they  had 
•also  frcHjuently  used  the  words  *'  Milkmaid  **  or  ^^  Milkmaid  Brand,**  without 

35  ihe  figure 4  that  in  jbhe  case  of  butter  the  said,  device  was  stamped  upon  the 
butter  ksedf,  ajid  wis  also  used  upon  wrappers,  show-cards^  tmd  in  other  ways  ; 

Jf  2 
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(3)  that  the  PlaintiflFs  were  the  proprietors  of  the  aforesaid  five  Trade  Marks ; 

(4)  that  during  many   years   the   Plaintiffs   had  expended  very  large  sums 
of  money  in  advertising  their  said  goods  under  the  name  of  "  Milkmaid  "  or 
"  Milkmaid  Brand,"  and  usually  in  connection  with  their  said  device,  in  the 
United   Kingdom  and   in   various   foreign   countries,   and  by  reason  of  the  5 
distinctiveness  of  the  Plaintiffs'  said  name  and  brand,  and   of  the   inherent 
merits  of  their  goods  and  of  such  expenditure  as  aforesaid,  the  Plaintiffs'  said 
goods  were  thoroughly  well  known  in  the  United  Kingdom  and  in  most  parts 
of  the  world  under  the  name  "  Milkmaid  "  or  "  Milkmaid  Brand,"  and  in 
conjunction  with  the  representation  of  a  milkmaid ;  that  the  said  name  and  10 
device  were  exclusively  applied  to  the  Plaintiffs'  goods,  and  were  associated  and 
identified  with  them,  and  that  anyone  who  asked  for  or  ordered  any  such 
goods   under   either   of   the  names  aforesaid,  or  under  the  device  aforesaid, 
intended  and  expected  to  receive  the  Plaintiffs'  goods  and  no  other  ;  (5)   that 
tjie  Defendants  were  a  limited  Company  carrying  on  business  at  6,  Bayer  Street,  15 
Golden  Lane,  in  the  city  of  London,  and  elsewhere,  as  dealers  in  goods  similar 

to  those  manufactured  and  sold  by  the  Plaintiffs ;  that  the  Defendants  began, 
for  the  first  time  a  few  months  ago,  to  use  a  representation  of  a  milkmaid  in 
advertisements  relating  to  their  butter,  and  they  had  very  recently  begun  to  use 
the  said  device  in  the  shops  in  which  their  butter  was  sold  and  in  connection  20 
with  the  sale  of  their  butter,  so  as  to  represent  that  the  same  was  "  Milkmaid 
"  Butter,"  or  in  other  words  the  Plaintiffs'  butter  ;  that  the  Defendants  were, 
moreover,   taking  advantage   of  such   device  to  supply  their  own  butter  in 
response   to  the   orders  for   "Milkmaid   Butter,"  or  in  other  words  for  the 
Plaintiffs   butter;  (6)  that  the  Defendants  were,  in  manner  aforesaid,  repre-  25 
senting  that  their  butter  was  "  Milkmaid  Butter,"  and  they  were  causing  the 
same  to  be  bought  and  sold  by  the  same  name  by  which  the  Plaintiffs'  butter 
and  other  milk  products  were  bought  and  sold,  and  they  had,  by  such  means  as 
aforesaid,  been  making  profits  which  ought  to  belong  to  the  Plaintiffs,  and 
causing  damage  and  injury  to  the  Plaintiffs,  and  that  unless  they  were  restrained  30 
the  public  would  be  deceived  and  the  Plaintiffs  further  injured. 

The  Defendants  by  their  Defence  alleged— (1)  that  they  had  not  infringed 
the  ^d  Trade  Marks  or  any  of  them  ;  (2)  that  the  DefeniantB  bad  not 
passed  off  or  attempted  to  pass  off  any  butter  of  their  manufacture  or  merchan- 
dise as  the  butter  of  the  Plaintiffs  ;  (3)  that  the  Defendants,  who  sold  butter  of  35 
their  manufacture  and  merchandise  under  the  name  "  Milk  Blended  Butter," 
had  for  the  purposes  of  advertisement  and  shop  display  used  pictures  in  which 
there  was  a  figure  of  a  milkmaid  with  the  words  '' Pearks'  Milk  Blended 
"  Butter,"  clearly  printed  thereon  ;  that  the  use  of  pictures,  statuettes,  and 
drawings  of  or  containing  a  milkmaid  was  common  to  the  trade,  and  the  use  of  40 
the  ^id  advertisem^ts  and  pictures  did  not,  and  had  not,  and  could  not,  pass  off 
any  butter  of  the  Defendants  as  and  for  the  butter  of  the  Plaintiffs,  and  did  not 
lead,  and  had  not  led,  to  the  description  of  the  Defendants'  butter  as  "Milkmaid 
'  Butter.  As  instances  of  such  common  general  user  of  the  figure  and  device 
of  a  milkmaid  in  the  trade  in  connection  with  dairy  produce,  the  Defendants  45 
would  refer  to  figures,  posters,  and  handbUls  in  use  by,  amongst  others,  the 
proprietors  of  NestWs  Swiss  Milk  and  their  customers  throughout  the  trade, 
the  Danish  Dairy  Company  at  their  branches  throughout  the  realm,  the  Dairy 
Supply  Company  and  their  customers  throughout  the  trade,  Coopman  and 
foungj  of  John  Street,  London,  and  their  customers  throughout  the  trade ;  50 
(4)  that  the  Plaintiffs  had  not  as  an  important  or  any  branch  of  their  business  in 
this  realm  any  business  as  manufacturers  or  sellers  of  butter ;  that  the  PlaintiflEa 
had  no  reputation  in  this  realm  for  butter  of  their  manufacture  or  merchandise 
x^?,  ..>TM,*^*^?.^^*^"P*^^^  of  "Milkmaid  Butter,"  or  ataU,and  that  the 
tiUe     MxikiQaid  Butter  "  was  entirely  ui^known  in  this  |^m,  add  no  butter  55 
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was  sold  by  the  Plaintiffs  upon  which,  or  the  wrappers  of  which,  or  the  show- 
cards  of  which  the  mark  of  a  milkmaid  or  the  words  **  Milkmaid  "  or  "  Milkmaid 
"  Brand  "  were  used  ;  (5)  that  the  Defendants  had  not  supplied  and  did  not 
supply  in  answer  to  orders  for  "  Milkmaid  Butter  "  butter  of  their  manufacture 
5  or  merchandise  ;  if  any  orders  were  given  for  "  Milkmaid  Butter,"  which  was 
not  admitted,  such  orders  did  not  mean  and  would  not  be  understood  to  mean 
butter  of  the  Plaintiffs'  manufacture  or  merchandise ;  (6)  that  the  Defendants 
admitted  that  the  Plaintiffs  had  a  large  business  in  condensed  milk  mixed  with 
coffee,  cocoa,  and  chocolate,  and  that  in  respect  of  such  goods  the  Plaintiffs 

10 '  had  a  reputation  in  connection  with  the  words  "  Milkmaid  "  and  "  Milkmaid 
**  Brand  "  ;  save  in  respect  of  such  goods,  the  Defendants  denied  that  the 
Plaintiffs  had  any  reputation  in  connection  with  the  said  word  or  words; 
(7)  that  if  the  Plaintiffs  had  any  reputation  in  connection  with  the  sale  of 
butters  of  their  manufacture  or  merchandise  in  connection  with  the  device  of  a 

15  milkmaid  or  the  words  "  Milkmaid  "  or  "  Milkmaid  Brand,"  which  was  wholly 
denied,  they  were  not  entitled  to  restrain  the  Defendants  from  the  acts  therein- 
before admitted  by  reason  that  the  Plaintiffs  had  for  a  long  period  been  acquainted 
with  the  conduct  of  the  Defendants  now  complained  of  and  the  common  general 
use  of  the  device  of  a  milkmaid  by  the  trade,  and  had  acquiesced  therein,  and 

20  had  by  their  laches  lost  their  rights,  if  any,  to  restrain  the  Defendants  from  the 

continuance   of  the  said  acts ;   (8)  save  as  therein  admitted  the  Defendants 

denied  each  and  every  of  the  alle^tions  in  the  Statement  of  Claim  as  if  the 

same  were  specifically  denied. 

Pursuant  to  an  Order  of  the  Court  of  the  8th  of  December  1902  the  Defen- 

25  dants  gave  further  and  better  Particulars  of  paragraphs  3  and  7  of  the 
Defence  which  alleged  the  use  by  Henry  Nestle  of  a  picture  or  drawing  A  of 
a  milkmaid  during  the  years  1891  to  1902  for  condensed  milk,  by  the  Danish 
Dairy  Company  of  pictures  or  drawings  B,  B^  and  B*  of  a  milkmaid  during 
the  years  1900  to  1902  for  butter,  by   Coopman  and   Young  of  a  picture  or 

3,)  drawing  C  of  a  milkmaid  during  the  years  1893  to  1902  for  margarine  mixture, 
by  the  Dairy  Supply  Company  of  a  picture  and  drawing  D,  D*  shown 
in  their  catalogae  of  a  milkmaid  statuette  for  dairy  produce  shown  in  the  1900- 
1901  catalogue,  but  the  Defendants  had  no  knowledge  how  long  the  same  had 
been  in  use,  by  the  Welsh  Dairy,  Birmingham,  of  the  picture  E  of  a  milkmaid 

b5  for  dairy  produce  displayed  on  a  mirror  forming  the  side  of  the  passage 
entrance  to  the  dairy  shop,  displayed  during  the  year  1902,  the  Defendants 
having  no  knowledge  for  how  long  before  it  had  been  used,  by  the  Maypole 
Dairy  Company  of  pictures  or  posters  of  a  milkmaid  F  for  dairy  produce  used 
with  trifling  variations  during  the  years  1891  to  1902.    The  Particulars  further 

40  alleged  as  to  figures,  posters,  and  handbills,  the  use  by  Henry  Nestle  of  posters 
6  during  the  years  1891  to  1902,  by  the  Danish  Dairy  Cmnpariy  of  handbills  B, 
B^  and  B*  during  the  years  1900  to  1902,  by  the  Dairy  Supply  Company  of  a 
figure  D  shown  in  the  current  catalogue  for  1900  to  1902,  by  Coopman  afid 
Young  of  a  figure  0  used  from  1893  to  the  time  of  the  Particulars.    Particulars 

45  were  also  given  as  to  acquiescence  and  laches.  Further  particulars  of  common 
use  were  subsequently  delivered. 

On  the  3rd  of  February  1903  the  Defendants  gave  notice  of  motion  for  an 
Order  to  rectify  the  Register  of  Trade  Marks  by  removing  therefrom  the  Trade 
Marks  Nos.  15,920  and  238,790,  or  alternatively  by  inserting  therein  a  disclaiming 

50  note  limiting  the  claim  in  respect  of  such  marks  to  substances  other  than  butter. 
The  following  particulars  of  the  grounds  for  rectification  were  delivered : — 
"  (1)  Both  the  said  marks  are  registered  for  substances  used  as  food  or  as 
*'  ingredients  in  food.  Such  substances  include  milk,  butter,  cream,  and  dairy 
^  produce  generally. •  Both  the  said  marks  are  common  marks  in  general  use  in 
I  55  *^  the  dairy  trade  in  connection  with  butter,  cream,  milk,  and  dairy  produce 
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^*  generally.  The  Applicants  intend  to  allege  particularly  that  figures,  handbills, 
'^  and  posters,  in  which  there  are  pictures,  statuettes,  and  drawings  of  a  milkmaid, 
•*  are  in  use  by  the  proprietors  of — (a)  Nestle" s  Swiss  Milk  and  their  customers ; 
"  (6)  the  Danish  Dairy  Company,  at  their  branches  throughout  the  realm  ;  (c) 
*^  the  Dairy  Supply  Company  and  their  customers  throughout  the  trade ;  (d)  5 
^  Coopman  and  Young j  of  John  Street,  London,  and  their  customers  throughout 
^*  the  trade.  (2)  The  Applicants  intend  to  allege  further  that  the  Respondents 
''  have  not  used  their  said  marks  or  either  of  the  same  upon  butter,  milk,  cream, 
**  or  dairy  produce  generally,  and  to  ask  for  an  Order  for  the  rectification  of  the 
^'  Register  relating  to  both  the  said  marks  in  accordance  with  the  facts  alleged  10 
*'  in  paragraphs  1  and  2  hereof.''  [The  Particulars  delivered  in  the  action  were 
also  referred  to.] 

A  representation  of  the  Defendants'  poster  complained  of  by  the  Plaintiffs 
will  be  found  on  the  opposite  page.  In  the  poster  as  used  the  ground  waa  blue. 
The  milkmaid's  gown  was  pink.  The  stool  and  pail  were  coloured  brown.  The  15 
words  "  Pearks  "  and  "  Butter  "  were  in  yellow  and  "  Milk  Blended  "  in  white. 
It  was  stated  that  a  well-known  lady  had  given  a  sitting  for  the  original  picture, 
which  was  produced  at  the  trial.  The  use  made  by  the  Defendants  of  the 
poster  was  to  hang  it  framed  in  their  shops  above  the  butter  on  the  counter ; 
below  the  poster  and  above  the  butter  there  was  usually  hung  a  notice  20 
descriptive  of  the  way  in  which  the  Defendants'  butter  was  niade.  There  was 
also  a  smaller  poster  or  handbill  similar  to  the  one  above  described  except  in 
respect  of  size,  but  it  was  stated  that  the  issue  of  these  was  in  1901  and  that 
they  had  been  used  up.  The  Plaintiffs  also  put  in  evidence  an  advertisement 
by  the  Defendants  in  the  ^'  Brighton  and  Hove  Times."  25 

It  appeared  from  the  evidence  that  the  Plaintiffs'  reputation  was  principally 
in  connection  with  condensed  nrilk,  and  their  ''  Milkmaid "  Trade  Marks  and 
'^  Milkmaid  Brand "  were  very  extensively  known  in  connection  with  that 
trade,  but  that,  although  they  had  traded  abroad  in  butter,  they  first  formed  the 
intention  of  trading  in  butter  in  the  United  Kingdom  about  1897,  and  they  30 
actually  commenced  to  trade  in  it  in  May  1901,  on  the  completion  of  their 
factory  at  Kensal  Road,  but  such  trade  was  retail  and  principally  in  that 
locality  and  was  of  comparatively  small  amount ;  the  Plaintiffs  had  not  used 
their  Trade  Mark  No.  15,920  in  connection  with  butter,  but  had  so  used  their 
Trade  Mark  No.  238,790  on  wrappers,  bill-heads,  and  other  documents,  the  35 
butter  itself  having  the  figure  of  the  milkmaid  stamped  on  it,  but  without  the 
words  *^  Milkmaid  Brand."  The  Plaintiffs  called  evidence  to  show  a  close 
connection  between  the  milk  and  butter  trades.  It  was  shown  that  the 
Defendants  had  200  shops  in  this  country,  and  their  annual  sale  of  butter 
was  about  400,OOOZ.  a  year ;  their  *<  Milk-Blended  Butter "  was  butter  im-  40 
ported  from  the  colonies  in  a  refrigerated  state  and  afterwards  re-churned 
with  milk. 

The  following  witnesses  gave  evidence  for  the  Plaintiffs  at  the  trial : — W.  21 
Bilsany  their  manager ;  A.  E,  McKay ^  of  Parkins  and  Gotio*s^  who  proved  an 
order  from  the  Plaintiffs  for  wrappers  for  butter  on  the  12th  of  June  1901,  45 
and  the  dispatch  of  such  wrappers  on  the  28th  of  that  month  to  222  Kensal 
Road,  the  Plaintiffs'  butter  factory  ;  E.  Dowseti^  buyer  for  the  Star  Tea  Com- 
pany^ Ld. ;  F.  HUls^  manager  of  the  Plaintiffs'  factory  at  Kensal  Road ; 
E.  Oadd^  grocer  and  provision  dealer  at  Stoke  Newington ;  H.  J.  Stokes^ 
grocer  and  provision  dealer  at  Wandsworth  ;  A.  S.  Kinder^  grocer  and  provision  50 
merchant  at  Lewisham,  and  a  director  of  TrickeiVs^  Ld. ;  William  Dunlcp^  a 
retired  captain  of  the  merchant  service,  who  had  purchased  the  PlaintifEs' 
butter  packed  in  wrappers  with  a  milkmaid  oh  the  wrapper,  and  spoke  generally 
as  to  the  reputation  of  the  Plaintiffs'  goods  and  marks  ;  H.  EvanSj  manager  of 
the  International  Tea  Company's  Stores  ;  R.  J.  White,  grocer  and  provision  55 
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dealer  at  Battersea,  who  stated  that  he  had  asked  for  *'  Milkmaid  Batter  *'  at  one 
of  the  Defendants'  shops  and  been  given  the  Defendants'  ^  Milk-Blended 
**  Butter,"  that  the  Defendants'  poster  was  hanging  over  the  butter,  and,  in 
cross-examination,  that  he  saw  one  of  their  notices  hanging  up  in  the  shop,  and 
that  the  butter  had  a  wrapper  on  it  with  words  as  follows  : — "  Choicest  butter 


BuMlk 


10 


"  blended  with  pure  English  full-cream  milk,  whereby  the  percentage  of  water 
**  in  the  butter  is  increased  to  about  24  per  cent.,  but  this  limit  of  percentage  is 
"  not  guaranteed.  Pearks'  butter,  milk  blended,"  with  a  statement  as  to  weight ; 
C.  Watson,  assistant  editor  of  the  "  Syren  "  newspaper  ;  J.  A.  Lovelock,  a  clerk 
in  the  Plaintifb'  employ,  who  stated  that  he  was  served  with  the  Defendants* 
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butter  at  one  of  their  shops  in  response  to  an  order  for  "  Milkmaid  Butter  ** ; 
F.  A.  8.  Owdtkin,  articled  clerk  to  the  Plaintiffs'  solicitors,  who  asked  for 
"  Milkmaid  Butter "  at  one  of  the  Defendants'  shops,  and  was  asked  by  the 
shopman  whether  he  wanted  milk-blended  butter,  and  he  then  pointed  to  the 
butter  and  said  that  he  wanted  that  butter,  and  he  received  the  Defendants'  5 
butter  ;  that  he  afterwards  went  to  another  of  the  Defendants'  shops  and  asked 
for  "  Milkmaid  Butter"  and  received  the  Defendants' ;  in  cross-examination  he 
said  that  he  knew  that  the  Defendants  generally  had  the  notice  R.  J.  W.  2,  com- 
mencing, "all  butter  sold  at  this  establishment  is  * Pearks' Blended  Butter,"* 
and  describing  the  process,  in  their  shops.  10 

The  following  witnesses  gave  evidence  on  behalf  of  the  Defendants : — 
J.  Causfieldy  managing  director  of  the  Defendant  Company,  who  stated  that  the 
Defendants  had  a  poster  for  tea  which  had  been  very  successful,  and  they 
decided  to  have  a  companion  one  for  butter,  and  they  got  the  same  people  to 
submit  a  design,  who  were  only  told  that  it  was  to  have  some  connection  with  15 
butter,  that  the  notice  R.  J.  W.  1  was  hanging  in  the  window  of  all  the 
Defendants'  shops,  and  the  notice  R.  J.  W.  2  under  the  poster  in  every  shop ; 
W,  R.  Young^  of  Coopman  and  Young^  provision  merchants,  who  spoke  as  to 
the  use  of  a  dairymaid  for  about  26  years  on  margarine  ;  A.  Lovell^  an  assistant 
in  the  employ  of  Lovell  and  Christmas^  Ld,^  wholesale  provision  merchants ;  20 
Q.  Baff^  manager  of  the  South  Down  Creameries^  Wimbledon,  who  said  that  a 
milkmaid,  without  or  with  a  cow,  had  been  a  common  form  of  ornamental  adver- 
tisement in  connection  with  dairies,  and  produced  a  specimen  of  a  bag  in  which 
they  had  sold  butter  for  16  years,  the  bag  having  a  milkmaid  and  a  cow  on  it, 
and  produced  also  a  stamp  having  a  milkmaid  on  it,  which  they  had  used  for  25 
the  same  period  ;  R.  M.  F.  Robertson^  director  of  Dohson^  Molle  A  Co.^  Ld^ 
general  printers,  J,  S.  Latham^  manager  of  the  dairy  department  of  the  Dairy 
Supply  Company^  who  stated  that  they  had  sold  stamps  for  butter  with  a  dairy- 
maid on  them  for  16  years  ;  O,  Palmer^  manager  of  the  Belgravia  Dairy  Com- 
pany y  Ld.y  who  stated  that  they  had  sold  pats  of  butter  stamped  with  a  milk-  30 
maid  since  1888,  and  spoke  of  other  uses  of  a  milkmaid  by  his  Company, 
in  particular  on  a  billhead  used  in  connection  with  butter ;  A,  H.  BrarAum^ 
manager  of  the  Dairy  Outfit  Company ^  Ld.^  who  stated  that  since  1894  they 
had  sold  china  figured  of  a  milkmaid  to  dairy  shops,  the  sale  amounting  to 
hundreds,  and  that  since  1894  a  milkmaid  had  been  a  common  device  on  bill-  35 
heads  and  bags  in  connection  with  butters,  eggs,  and  so  forth,  and  th&t  they  sold 
stamps  also  with  the  figure  of  a  milkmaid  on  them  for  eight  years ;  A.  C.  Mills^ 
of  Mills  and  Span^ow,  provision  merchants,  who  stated  that  his  firm  had 
received  butter  from  New  Zealand  in  boxes  marked  '*  Milkmaid  Brand  "  for  10 
or  12  years.  [J7t^^s,  E.C.,  stated  that  the  people  in  New  Zealand  had  given  an  40 
undertaking  to  discontinue  this,  and  subsequently  put  in  a  letter  to  this  effect.] 
R.  Waterhouse^  secretary  to  the  Willows  Refrigerating  Company^  who  orna- 
mented, tiled,  and  fitted  up  dairies,  and  said  that  the  figure  of  a  milkmaid  was 
a  popular  ornament ;  C.  A.  Jung^  colour  printers'  agent,  who  ordered  the 
preparation  of  the  poster,  receiving  instructions  about  the  end  of  June  1901  \  A.W.  45 
Branson^  manager  of  one  of  the  Defendants'  shops,  being  the  first  one  to  which 
F.  A.  S,  Gwatkin  went ;  A.  Smxirt,  trade  valuer  and  expert ;  (7.  H.  Edwards^ 
who  was  employed  by  the  Defendants  at  the  shop  to  which  the  witness  Lovelock 
went,  and  who  said  that  he  stated  it  was  ^^  Milk-Blended  Butter  "  ;  A.  Frosty 
managing  director  of  the  Dairy  Outfit  Company.  50 

Mr.  Justice  Joyce  held  that  the  action  failed  as  to  passing  off,  and  that  the 
Register  must  be  rectified  so  as  to  exclude  butter  from  the  goods  for  which  the 
Trade  Marks  were  registered,  on  the  ground,  as  to  the  1878  Trade  Mark,  that 
there  had  been  no  real  intention  to  use  it  for  butter,  and  as  to  the  1901 
Trade  Mark,  that  at  the  date  of  its  registration  the  device  of  a  milkmaid  was  65 
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common  to  the  butter  trade.    The  action  was  dismissed,  and  an  Order  made 
for  rectification  in  the  manner  mentioned.* 
The  appeal  came  on  for  hearing  on  the  9th  of  February. 
Neville^  K.C.,  HugJies^  K.C.,  and  L.  B.  Sebastian  (instructed  by  McKenna  A 
5  Co.)  appeared  for  the  Appellants ;  Bousfield,  K.C.,  A.  J.  Walter,  and    W. 
Frampton  (instructed  by  W.  B.  Styer)  appeared  for  the  Respondents  ;  R.  J. 
Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for  the 
Comptroller-General. 
Neville,  E.C.,  and  Sebastian  for  the  Appellants. — The  Appellants  have  a 

10  considerable  reputation  under  the  mark  and  name  "  Milkmaid."  At  the  date 
of  the  registration  of  the  mark  (1878)  they  had  a  trade  in  Switzerland  in  milk 
and  butter.  They  immediately  commenced  to  trade  in  milk  in  England,  and 
subsequently  commenced  to  trade  here  in  butter.  The  Respondents  do  not 
dispute  that  the  Appellants  have  a  reputation  under  the  name  ^^  Milkmaid,"  but 

15  they  say  it  does  not  extend  to  butter.  Joyce^  J.,  on  the  authority  of  the  cases 
cited  to  him,  decided  that  the  registration  must  be  limited  by  the  exclusion  of 
butter.  But  the  cases  do  not  lay  down  any  principle  affecting  the  right  of  the 
Appellants  to  the  use  of  their  Ti'ade  Mark  in  connection  with  butter.  Edwards 
V.  Dennis  (L.R.  30  CD.  454)  turned  upon  the  totally  different  nature  of  the 

20  articles  sold.  If  a  man  registers  a  mark  for  articles  usually  included  in  a 
particular  trade — e.g,,  a  dairyman's  trade — ^he  may  subsequently  extend  the 
protection  of  his  mark  to  an  article  of  a  nature  coming  within  the  trade  if  no 
one  has  in  the  meantime  begun  to  use  the  mark  for  that  article.  In  Batfs 
Trade  Mark  (16  R.P.C.  411 ;  L.R.  1898  2  Ch.  43  ;  and  1899  App.  Cas.  428) 

25  the  registration  was  not  bond  fide,  and  there  was  no  intention  to  use  the  mark 
for  the  purpose  of  trade.  The  question  is  whether  in  this  case  the  original 
registration  was  bond  fide.  The  articles  here  are  generally  dealt  in  by  the 
same  persons.  The  object  of  registering  for  a  class  is  that,  if  the  mark  is 
registered  in  respect  of  a  particular  business,  the  owner  shall  be  entitled  to  use 

30  it  with  regard  to  any  article  fairly  coming  within  the  four  comers  of  his 
business.  The  Trade  Mark  Registration  Acts  are  intended  to  benefit  traders, 
and  the  more  reasonable  view  is,  as  stated  in  the  Actof  1875,  that  the  registra- 
tion should  be  in  connection  with  the  business,  but  that  you  may  register  in 
respect  of  a  whole  class.    A  bond  fide  registration  in  respect  of  a  particular 

35  trade  will  protect  articles  which  legitimately  come  within  the  scope  of  that 
trade.  If  this  interpretation  were  not  to  be  put  on  the  Statutes  traders  would 
be  embarrassed,  for  they  would  have  to  register  a  new  mark  for  each  article 
within  the  scope  of  the  business  not  sold  at  the  date  of  the  original  registration. 
[The  evidence  was  referred  to.]    The  milk  and  butter  trades  are  kindred  trades. 

40  The  inference  the  Court  is  entitled  to  draw  from  the  evidence  is  that  the  public, 
who  have  known  for  many  years  of  the  Appellants*  brand  *'  Milkmaid  "  in 
connection  with  condensed  milk,  would  connect  butter  sold  under  that  brand 
with  the  Appellants'  goods  {Eastman  Photographic  Materials  Company,  Ld. 
V.   Griffiths'  Cycle  Corporation,  Ld.,  15   R.P.C.    105).     The  1901  mark  is 

45  identical  with  that  registered  in  1878.  The  regulations  in  regard  to 
foreign  registration  made  it  necessary  to  have  one  registration  for  the  whole 
class  insteetd  of  two.  In  1886  the  Appellants  took  proceedings  against  one 
Metcaif  in  respect  to  the  use  of  the  word  "  Dairymaid  "  as  a  Trade  Mark.  In 
the  result  Metcaif  s  user  was  limited  {Anglo-Swiss  Condensed  Milk  Company  v. 

50  Metc€Uf,  3  R.P.C.28;  L.R.  31  CD.  454).  [Cozbns-Hardt,  L. J.— That  case  is 
very  strongly  against  you.J  Metcaif  s  registration  did  not  extend  to  butter. 
[Vaughan  Williams,  L./.— But  Metcaif  was  limited  to  ''  butterine  and  other 
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**  fotty  sabstanceB."]  The  Company's  registration  was  in  respect  of  dairy  products, 
and  bntterine  and  Mty  substances  were  not  within  it.  In  order  to  make  the 
registration  of  1901  irregular  and  improper,  so  as  to  cause  it  to  be  expunged  on 
the  Respondents'  application,  it  must  be  shown  that  there  was  before  registra- 
tion a  real  user  by  someone  else  of  the  design  of  a  milkmaid  as  a  Trade  Mark.  5 
This  has  not  been  shown  (  Verity's  Trade  Marky  19  R.P.C.  58),  The  Appellants 
are  entitled  to  succeed. 

Counsel  for  the  Respondents  were  not  called  upon. 

Vaughan  Williams,  LJ. — We  think  that  the  judgment  of  Mr.  Justice  Jo^c^ 
ought  to  be  affirmed.  10 

I  will  first  say  one  word  as  to  the  passing  off  action.  I  entirely  agree  with 
Mr.  Justice  Joyce  that  there  is  no  shadow  of  foundation  for  it.  I  have  nothing 
more  to  say  about  that. 

With  regard  to  the  Trade  Mark  matter,  the  evidence  that  in  1S78,  the 
date  of  the  registration,  those  registering  had  no  intention  whatever  to  15 
manufacture,  or  deal  in  butter,  or  anything  else  than  condensed  milk,  coffee 
and  milk,  cocoa  and  milk,  chocolate  and  milk,  and  essence  of  coffee  in 
this  country,  is  very  strong  indeed.  At  all  events,  they  had  no  intention 
to  deal  in  butter.  I  draw  this  conclusion  from  the  fact  that,  for  23  years 
after  the  date  of  this  registration,  there  is  no  evidence  whatsoever  that  the  20 
Anglo-Swiss  Condensed  Milk  Cofnpany  manufactured  or  dealt  in  butter  in  this 
country.  But  that  is  not  the  only  ground  upon  which  one  can  draw  this 
inference,  for  the  case  which  was  cited  of  the  Anglo-Siviss  Condensed  Milk 
Company  v.  Metcalf  before  Mr.  Justice  Kay  in  1886,  if  carefully  considered, 
shows  to  my  mind  conclusively  that  at  that  date  the  Anglo-Swiss  Condensed  25 
Milk  Company  so  little  intended  to  apply  their  Trade  Mark  to  butter,  that  they 
were  perfectly  content  that  the  Detendants  in  that  case  should  use  a  dairy- 
maid Trade  Mark  in  respect  of  bntterine  and  other  fatty  substances  used  as 
food,  a  course  which  they  really  could  not  have  adopted  if  they  at  that  time  had 
any  notion  of  applying  their  Trade  Mark  to  butter.  30 

That  being  so,  the  only  other  thing  that  has  to  be  dealt  with  is  the  Trade 
Mark  which  was  registered  on  the  12th  of  June  1901.  With  regard  to  that,  no  doubt 
it  is  a  registration  which  is  of  a  date  subsequent  to  the  time  when  the  Anglo- 
Swiss  Company  began  to  deal  in  butter,  and  manufacture  butter,  at  Kens^l 
Road.  The  question  now  is  whether  at  that  date  they  ought  to  have  been  35 
allowed  to  get  that  Trade  Mark  registered  in  respect  of  butter.  I  need  not 
trouble  myself  as  to  the  other  substances  within  the  class  other  than  the  milk 
products  or  the  milk  combinations.  Mr.  Justice  Joyce  has  arrived  at  the 
conclusion  that  the  mark  of  a  dairymaid,  or  a  milkmaid,  was  in  common  use 
in  the  trade  at  the  date  of  this  registration.  I  can  have  no  doubt  that  the  40 
evidence  amply  shows  that ;  and  in  my  judgment  the  evidence  shows,  not  only 
that  the  millonaid  or  dairymaid  mark — I  make  no  distinction  between  the  two — 
was  in  use  in  the  trade  prior  to  June  1901,  but  it  also  shows  that  it  was  in  use 
in  two  ways.  It  might  be  that  in  some  cases  you  could  say  that  the  use  was 
rather  for  ornamentation,  or  for  indication  of  the  nature  of  the  goods  dealt  with  45 
in  the  shop  than  as  a  Trade  Mark  ;  but,  as  I  say,  the  evidence  shows  that  there 
was  a  use  in  two  ways.  To  my  mind  it  conclusively  shows  also  that  it  was 
used  as  a  Trade  Mark — I  do  not  mean  as  a  registered  'i^rade  Mark,  but  as  a 
Trade  Mark.  Under  these  circumstances,  in  my  judgment,  the  registration  of 
'^  Milkmaid  "  as  a  Trade  Mark  ought  not  to  be  allowed.  I  need  not  go  into  the  50 
cases  which  were  cited  by  Mr.  Justice  Joyce  ;  it  is  sufficient  to  say  that  I  agree 
with  his  conclusion  in  fact  and  his  conclusion  in  law  upon  that  part  of  the  case, 
and  I  think  that  the  appeal  ought  to  be  dismissed. 

Stirling,  L.J. — I  am  entirely  of  the  same  opinion,  and  I  have  nothing  to 
add  in  substance  to  what  has  been  said  both  by  Mr.  Justice  Joyce  and  by  my  55 
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Lord.  I  shonld  only  like  to  make  this  remark  with  regard  to  the  question 
which  has  been  principally  urged  upon  us  in  the  course  of  the  argument, 
namely,  as  to  the  validity  of  the  registration  in  1878  of  this  Trade  Mark.  The 
question  which  we  have  to  consider  is  that  which  was  stated  by  Lord  Lindley^ 
5  then  Master  of  the  Rolls,  in  Re  Batfs  Trade  Marky  in  this  form  :  ''  Can  a  man 
^  properly  register  a  Trade  Mark  for  goods  in  which  he  does  not  deal,  or  intend 
**  to  deal — meaning  by  ^  intending  to  deal '  having  at  the  time  of  registration 
**  some  definite  and  present  intention  to  deal  in  certain  goods,  or  descriptions 
^  of  goods,  and  not  a  mere  general  intention  of  extending  his  business  at  some 

10  '*  future  time  to  anything  which  he  may  think  desirable  **  ?  That  question  hB 
answered  in  the  negative,  and  that  is  the  question  which  has  to  be  answered  in 
the  present  case  with  reference  to  the  materials  before  us.  Now  we  have  it 
that  as  far  back  as  1876  the  Plaintiff  Company,  being  then  manufacturers  of 
condensed  milk  and  also  of  butter  in  Switzerland — ^for  they  are  a  Swiss 

15  Company — registered  in  England  a  Trade  Mark  in  Class  42  in  respect  of  certain 
specified  articles,  namely,  condensed  milk,  coffee  and  milk,  cocoa  and  milk, 
chocolate  and  milk,  and  essence  of  coffee.  That  being  the  case,  they  proceeded 
in  1878  to  register  the  same  mark  with  a  slight  addition,  namely,  the  words 
^VMilkmaid  Brand  '*  in  Class  42,  except  in  respect  of  the  substances  for  which 

80  the  main  portion  of  the  Trade  Mark  had  been  already  registered.  Now  Class  42 
is  an  extremely  wide  class  of  '^  substances  used  as  food,  or  ingredients  in  food,'* 
and  there  are  a  large  number  of  examples  which  the  learned  Judge  referred  to. 
That  being  the  state  of  things,  what  happened  as  regards  butter,  as  to  which 
the  question  arises  ?    Tkey  did  not  make  any  use  in  England  of  the  Trade 

25  Mark  as  regards  butter  until  1901.  It  seems  to  me  that  this  is  a  very  good 
example  of  the  difference  which  is  referred  to  by  Lord  Lindley,  namely,  a  case 
of  a  mere  general  intention  to  extend  the  business  at  some  future  time  to 
anything  within  Class  42  which  the  Company  might  think  reasonable,  and  not 
what  he  calls  a  definite  and  present  intention  of  dealing  in  butter.    1  entirely 

30  agree  that  the  appeals  ought  to  be  dismissed. 

Cozbns-Hardy,  LJ". — I  am  of  the  same  opinion.  I  so  entirely  agree  with 
what  fell  from  Mr.  Justice  Joyce  in  his  judgment,  and  what  has  been  said  by 
my  Lord  and  Lord  Justice  Stirling,  that  I  think  it  would  only  be  a  waste  of 
time  to  add  anything. 

3S  Vaughan  Williams,  LJ". — I  desire  to  say,  because  I  am  not  quite  sure  I 
made  it  clear,  that  in  the  observations  I  made  about  the  Trade  Mark  being  in 
common  use  before  1901,  of  course  I  was  speaking  of  butter,  and  not  of  milk. 
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Saccharin  Gorporation^  Ld.  v.  Hopkinson. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Byrne. 

February  20th,  1904. 

Saccharin  Corporation,  Ld  r.  Hopkinson. 


Patent. — Action  for  infringement, — Infringement  of  several  Patents  alleged.  5 
— Motion  for  Judgment  in  default  of  Defence. — Judgment  for  Plaintiff^. 

On  the  8th  of  September  1903,  The  Saccharin  Corpoy^ationj  Ld,j  commenced 
an  action  against  John  Arthur  Hopkinson  for  infringement  of  the  following 
Letters  Patent,  which,  in  the  Particulars  of  Breaches,  were  divided  into  groups 
A  and  B,  namely  (A)  No.  25,273  of  1894,  granted  to  H.  Imray ;  (B)  No.  5135  10 
of  1895,  granted  to  H.  E.  Newton ;  (B)  No.  1164  of  1897,  granted  to  W.  Lloyd 
Wise;  (B)  No.  3680  of  1898,  granted  to  Julius  Hanff;  (A)  No.  9962  of  1899, 
granted  to  G.  B.  Ellis;  (B)  No,  19,629  of  1899,  granted  to  H.  H.  Lake;  and  (A) 
No.  4525  of  1900,  granted  to  Oliver  Imray.  The  Plaintiflfe,  by  their  Statement 
of  Claim,  as  amended,  alleged  (1)  That  they  were  the  proprietors  of  the  15 
Patents ;  (2)  That  a  certificate  of  validity  was  granted  in  respect  of  the  Patent, 
No.  25,273  of  1894,  by  BUCKLEY,  •/.,  in  an  action  of  Saccharin  Corporation^ 
Ld.  V.  AnglO'Gontinental  Ghemical  Works^  Ld.* ;  (3;  That  the  Defendant  had 
infringed  the  Patents  in  manner  by  the  Particulars  of  Breaches  therewith 
delivered  appearing ;  (4)  That  on  or  about  the  2nd  of  November  1900,  the  20 
Plaintiffs  commenced  an  action  against  the  Defendant,  alleging  inter  cUia  that 
the  Defendant  had  infringed  the  first  five  of  the  Patents  ;  (5)  That  on  or  about 
the  15th  of  November  1900,  the  Defendant,  in  consideration  of  the  Plaintiffs 
agreeing  not  to  proceed  further  in  the  said  action,  undertook  not  directly  or 
indirectly  to  infringe  any  or  either  of  the  said  Patents,  and  admitted  that  the  said  25 
five  Patents  were  valid  and  subsisting ;  and  (6)  That  the  Defendant,  in  breach 
of  his  said  undertaking,  had  further  infringed  the  Patents  as  set  out  in  the 
Particulars  of  Breaches.  The  Plaintiffs  claimed  an  injunction  against  infringing 
all  or  any  of  the  Patents,  and  the  usual  other  relief,  with  costs,  and  as  regards 
the  Patent,  No.  25,273  of  1894,  costs  as  between  solicitor  and  client.  30 

The  Particulars  of  Breaches  alleged  as  follows  :— (1)  That,  prior  to  the 
issue  of  the  writ,  and  subsequent  to  the  date  of  the  several  Patents  in  the 
Statement  of  Claim  referred  to,  the  Defendant  had  infringed  the  Patents  in  the 
Statement  of  Claim  set  out  by  the  importation,  sale,  offer  for  sale,  and  use  of 

'  ETrln  in  this  realm ;  that  the  saccharin  so  imported,  sold,  dealt  with,  and  35 
lised  was  manufactured  from  toluene  snlphoH^hloride  according  to  the  processes 
described  in  the  Specifications  of  the  four  said  Patents  marked  ^^  B,''  and  as 


•  17  R.P.C.  807. 


7     oL  XXI.,  No.  13.]     AND  TRADE  MARK  OASES.  378 

Saccharin  Corporation^  Ld.  v.  Hopkinaon. 

claimed  in  all  the  claiming  clauses  of  the  said  Specifications  ;  that  the  tolaene 
snlpho-chloride  from  which  the  said  substances  were  so  manufactured  as 
aforesaid  was  manufactured  according  to  the  Specifications  of  the  three  Patents 
marked  ^^  A  "  in  the  Statement  of  Claim,  and  as  claimed  in  all  the  claiming 
5  clauses  of  the  said  Specifications  ;  (2)  that  in  particular  the  Plaintiffs  complained 
of  the  purchase  from  one,  Jackson^  of  Blackley,  Manchester,  between  the  end  of 
April  and  the  middle  of  August,  in  the  year  1903,  of  43  lbs.  of  saccharin  and 
the  sale  by  the  said  Defendant  to  one,  George  Enoch  Skidmore,  of  8  Scott  Street, 
Wigan,  during  the  same  period,  of  between  70  to  80  tins  of  saccharin,  the  said 

10  saccharin  so  purchased  and  sold  being  manufactured  as  alleged;  and  (3) 
reserved  the  right  to  claim  in  respect  of  all  infringements.  The  Plaintiffs 
moved  for  judgment  in  default  of  Defence. 

Sinclair  (instructed  by  J.  H.  and  J.  Y,  Johnson)  appeared  for  the  Plaintiffs ; 
the  Defendant  did  not  appear. 

15       Sinclair  referred  to  thcStatement  of  Claim,  and  the  Particulars  of  Breaches, 

and  continued: — In  the  Notice  of  Motion,  the  Minutes  of  the  Order,  which  I 

propose  to  ask  for,  are  set  out.    Paragraph  1  asks  for  an  injunction  restraining 

infringement    of  all    these   Patents  during  the    continuance  of  the  Patents 

-    respectively ;  paragraph  2  asks  for  an  inquiry  as  to  damages ;  paragraph  3 

20  asks  that  the  costs  of  the  inquiry  be  reserved  ;  paragraph  4  for  delivery  up,  and 
paragraph  5  for  costs,  and,  as  regards  the  Patent  in  respect  of  which  the  Plaintiffs 
obtained  a  certificate,  costs  as  between  solicitor  and  client.  [Byrne,  J. — How 
do  you  separate  them  ?]  I  do  not  know  how  the  Taxing  Masters  do  that. 
I  suppose  there  will  be  a  difference.     [BYRNE,  J, — I  think  you  will  have  a  good 

25  deal  of  difficulty  over  it.  I  do  not  know  whether  it  is  worth  your  while  to 
ask  for  it.]  Of  course  it  may  turn  out  on  the  inquiry  as  to  damages  that 
the  major  part  of  the  infringement  has  been  committed  in  respect  of  the 
Patent,  as  to  which  the  Certificate  was  obtained.  [Byrne,  J. — In  the  Particu- 
lars of  Breaches  you  say   that  the  Defendant  has  imported  into  England, 

30  suid  you  give  seven  instances.  Is  this  the  proper  form  of  Order  ?  I  suppose 
you  do  not  know  which  Patent  is  infringed,  so  that  you  put  all  the  Patents 
together.]  "We  know  that  certain  groups  are  infringed,  and  it  may  very  well 
be  that  they  are  all  infringed  by  reason  of  this  stuff  being  imported.  [Byrne,  J. — 
Has  judgment  been  given  in  this  form  where  the  Plaintiffs  did  not  distinguish 

35  which  Patents  were  infringed  ?]    Yes. 

Byrne,  </. — It  is  alleged  here  that  all  the  Patents  are  infringed,  and  that  is 
not  denied. 
Sinclair — No. 
Byrne,  J. — ^You  may  have  it  in  this  form  ;  it  seems  to  be  right. 

40       Sinclair — Judgment  will  be  in  the  terms  of  the  proposed  Minutes  ? 
Byrne,  J.— Yes. 
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Dunlop  Pneumatic  Tyre  Company,  Ld.,  and  Pneumatic  Tyre  Company,  Ld.  ▼. 

David  Moseley  A  Sons,  Ld.,  and  India-rubber  and  Tyre  Repairing  Company. 

Sams  V.  David  Moseley  A  Sons,  Ld. 


In  thb  Court  of  Appeal. 

Be/ore  Lords  Justices  Yaughan  Williams,  Stbbling,  and  Cozbns-Habdt. 

March  2nd  and  3rd,  1904 

Dunlop  Pneumatic  Ttrb  Company,  Ld.,  and  Pneumatic  Tybb  Company, 
Ld.  v.  David  Moseley  &  Sons,  Ld.,  and  India-bubbbr  and  Tybb  5 
Rbpaibing  Company. 

Same  v.  David  Moseley  &  Sons,  Ld. 

Patent. — Action  for  alleged  infringement. — Bight  to  manufacture  and  seil 
one  element  (not  separately  claimed)  of  a  combination. — Alleged  intent  by 
several  persons  to  sell  separately  the  elements  for  the  purpose  of  infringement —  10 
Action  dismissed. 

A  Company,  the  oumers  of  two  Patents — (i)  (Bartlett),  for  "  Improvements  in 
"  tyres  or  rims  for  cycles  and  other  vehicles,'^*  and  {2)  (Welch),  for  ^^  Improve* 
"  ments  in  rubber  tyres  and  metal  rims  or  feUoes  of  wheels  for  cycles  and 
"  otJier  light  vehicles,^^  brought  ttvo  actions  against  the  Defendants  for  infringe-  15 
msnt.     The  Patents  were  for  combinations.     The  Complete  Specification  of 
Bartlett  claimed: — **(i)  T?ie  combination  of  a  grooved  rim  or  metal  tyre,  and 
"  an  arched  tyre  of  india-rubber  or  other  flexible  mateiHal  held  in  the  groove  by 
*'  the  pressure  of  an  inflated  tube  tvithin  the  arch,  which  forces  its  edges  against 
"  the  sides  of  the  groove,  substantiaUy  as  described.     (2)  Tyres  or  rims  for  20 
"  cycles  and  other  vehicles  consisting  of  the  parts  a,  b,  c,  combined  and  arranged 
^*  substantially  as  described  and  shewn  in  the  drawings.'**     The  Complete 
Specification  of  Welch  claimed  by  the  fourth  and  ninth  claims  respectively: — 
"  (4)  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section 
'^  lined  with  canvas,  in  combination  urith  ttvo  unres  or  sufficiently  inelastic  25 
^'  cores  for  securing  the  same  to  the  rims  or  tyres,  substantiaUy  as  herein 
^^  described,    (d)  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch 
*<  in  section,  provided  with  endless  wires  or  cores  fitted  or  vulcanised  within 
"  each  side  for  the  purpose  of  securing  the  same  to  the  rims  in  combination  with 
*^  an  inflatable  inner  tyre  or  tube,  substantially  as  described  and  shewn  unth  30 
**  reference  to  Figs.  15  and  18  of  the  drawings.''    The  Company  alleged  that  the 
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Defendants  had  in/ringed  by  selling  tyres  or  parts  thereof  and  pleaded  at 
the  Bar  and  sottght  to  prove  that  the  Defendants  had  manufactured  and  sold 
the  outer  tyre  or  cover  {one  of  the  elements  of  the  combinations)  unth  the  intent 
that  it  should  be  used  by  the  purchaser  (not  being  a  licensee  of  the  Company) 
5  for  the  purpose  of  making  one  or  of  her  of  the  combinations.  The  Defendants 
denied  if^fringement^  and  claimed  that  they  were  lawfully  entitled  to  sell  the 
cover;  that  they  had  done  so  bond  fide  and  in  the  ordinary  course  of  trade^ 
and  they  contended  that  intent  was  immaterial.  At  the  trial  it  was  held  by 
SwiNFBN  Eadt,  J.,  that  (the  Patents  having  previously  been  held  to  be  for 
iO  combinations)  the  cover  was  not  newy  and  was  not  separately  claimed ;  that 
the  Defendants  respectively  were  lawfully  entitled  to  make  and  sell  or  sell  the 
cover;  that  consequently  intent  was  immaterial;  and  thai  the  Defendants  had 
not  infringed.    The  Plaintiff^  appealed. 

The  Court  of  Appeal  affirmfid  the  decision  of  Swinfen  Eadt,  J.,  and 
15  dismissed  the  Appeal  tvith  costs. 

These  were  consolidated  actions  by  the  Dunlop  Pneumatic  Tyre  Company ^ 
Ld.y  and  the  Pneumatic  Tyre  Company^  Ld.^  commenced  on  the  29th  of 
Janaarj  1903,  to  restrain  the  infringement  of  Letters  Patent  (No.  16,783  of 
1890)  granted  to  William  Erskine  Bartletty  and  Letters  Patent  (No.  14,563  of 

20  1890)  granted  to  Charles  Kingston  Welch. 

The  Complete  Specification  of  Bartlett  is  set  ont  at  page  245  of  15  R.P.C.,  and 
that  of  Welch  at  page  533  of  16  R.P.O.  The  claims  so  far  as  at  present  material 
are  set  out  in  the  head  note  above. 

By  their  Statement  of  Claim  the  Plaintiffs  stated  that — (1)  they  were  the 

25  proprietors  of  the  Patents  sned  npon ;  (2)  that  Welch's  Patent  was  good  and 
valid,  and  had  been  so  certified  by  Kekevnch^  J.,  in  an  action  of  the  Pneumatic 
Tyre  Company  v.  Cass  well;  also  that  the  Letters  PateDt  of  Bartlett  had  been 
so  certified  by  Rom^y  J.,  in  an  action  of  the  North  British  Rubber  Company ^ 
Id.  V.  Mackintoshy  and  that  Welch  and  Bartlett  respectively  were  the  first  and 

30  tnie  inventors  of  the  inventions  described  in  the  Patents  respectively  ;  (3)  that 
the  Defendants  had  infringed  in  the  manner  by  the  Particulars  of  Breaches 
appearing.  They  claimed  an  injunction  to  restrain  infringement,  an  account 
of  profits  or  damages,  delivery  up  of  all  tyres  and  parts  of  tyres  made  in 
infringement  of  the  Patents,  and  costs  as  between  solicitor  and  client. 

35  The  Particulars  of  Breaches  stated  that — "  (1)  the  Defendants  had  infringed, 
**  and  by  advertisements,  circulars,  and  the  continuous  offer  for  sale  threatened 
^  to  infringe,  the  Letters  Patent  by  making,  selling,  and  offering  for  sale 
**  pneumatic  tyres  and  parts  thereof  made  in  accordance  with  the  inventions 
^  claimed  in   the   Letters   Patent.     (2)    The    Plaintiffs   complained    of   the 

40  ^  manufacture,  sale,  and  offer  for  sale  of  beaded-edge  and  other  tyres  by  the 
^  Defendants,  David  Moseley  A  SonSy  Ld. ;  also  of  the  sale  and  offer  for  sale  of 
**  similar  beaded-edge  and  other  tyres  by  the  Defendants,  the  India-rubber  and 
"  Tyre  Repairing  Oompanyy  which  tyres  had  been  manufactured  by  the 
^  Defendants,  David  Moseley  &  SonSy  Ld.y  and  supplied    by  them   to  the 

45  *^  India-rubber  dtc.  Company.  (3)  They  also  complained  of  the  manufecture 
*•  by  the  Defendants,  the  India-rubber  Ac.  Company  of  tyres  infringing  both 
**  the  Letters  Patent,  and  which  were  in  the  said  Defendants^  price-list  described 
**  as  *  re-lined,'  but  which  were  in  fact  re-made  tyres.  They  also  complained 
**  against  the  said  Defendants  of  the  sale  of  infringing  tyres  described  in  the 
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^'  wholesale  price-list  as  second-hand  covers  with  endless  wires,  all  of  which 
"  covers  were  re-made  in  infringement  of  the  Letters  Patent.  (4)  The  said 
**  tyres  were  not  of  the  Plaintiffs'  manufacture,  and  were  made  in  accordance 
**'  with  the  inventions  claimed  in  all  the  claiming  clauses  of  the  Letters  Patent.'* 

By  their  Defence  Moseley  A  Sons,  Ld.,  stated  that--(l)  they  made  no  admis^  5 
sion  with  regard  to  any  of  the  allegations  in  paragraphs  1  and  2  of  the  Statement 
of  Claim  ;  (2)  they  denied  that  they  had  ever  infringed  or  threatened  to  infringe 
either  of  the  Letters  Patent ;  (3)  they  made  no  admission  with  regard  to  any  of 
the  allegations  in  paragraphs  1,  2,  and  3  of  the  Particulars  of  Breaches ;  and 
(4)  they  submitted  that  as  against  them  the  action  ought  to  be  dismissed.  10 

The  Defendants,  the  India-rubber  and  Tyre  Repairing  Company,  traversed 
the  allegations  contained  in  the  Statement  of  Claim. 

The  action  came  on  for  trial  before  SwiNPBN  Eady,  /.,  who  held  that  (the 
Patents  having  previously  been  held  to  be  for  combinations)  the  cover  was  not 
new  and  was  not  separately  claimed  ;  that  the  Defendants  respectively  were  15 
lawfully  entitled  to  make  and  sell  or  sell  the  cover  ;  that,  consequently,  intent 
was  immaterial ;  and  that  the  Defendants  had  not  infringed.* 

The  Plaintiffs  appealed. 

The  Appeal  came  on  for  hearing  on  the  2nd  March,  1904. 

Terrell,  K.C.,  C.  A.  Russell,  K.C.,  J.  G,  Uraham  and  A.  J.  TToZfer (instructed  'SO 
by  J.  B.  A.  F.  Purchase),  appeared  for  the  Appellant43 ;  Cripps,  K.C.,  Eve,  K.C-, 
and  O.  Leigh  Clare  (instructed  by  Rowcliffe,  Rawle  A  Co.,  agents  for 
F,  A.  Woodcock  of  Manchester),  appeared  for  the  Respondents  David 
Moseley  A  Sons,  Ltd. ;  Macnaghten,  K.C.,  and  Mark  Romer  (instructed  by 
Emmett  A  Co,,  agents  for  il.  ^  Q.  W.  Fox  of  Manchester),  appeared  for  the  25 
Respondents  the  India-rubber  and  Tyre  RepaiHng  Company. 

Terrell,  K.C.,  and  Russell,  K.C.,  for  the  Appellants. — The  case  raises  an 
important  point  of  law  as  to  infringement.  If  a  plaintiff  owns  a  Patent  for 
a  combination  A,  B  &  C,  and  the  defendant  makes  A — ^a  part  of  the  combi- 
nation, which  can  only  be  used  for  infringement  of  the  Patent — and  sella  30 
A  with  the  intention  that  other  persons  should  put  together  A,  B  &  C, 
is  he  liable  as  an  infringer?  The  Appellants  own  two  Patents,  Welches  and 
BartUtVs,  which  have  been  the  subject  of  judicial  construction,  and  are  for 
combinations.  Welch,  in  Claims  4  and  9,  claims  a  coiiibination  of  (a)  an 
arched  india-rubber  or  elastic  outer  tyre,  with  looped  edges  for  the  insertion  35 
of  wires ;  {b)  the  wires,  and  {c)  the  rim  or  tyre  in  the  manner  described  and 
illustrated.  Bartlett  claims  a  combination  of,  (a)  an  outer  tyre  of  india-rubber 
or  other  elastic  material ;  {b)  a  metal  tyre  or  rim,  and  (c)  an  air-tight  tubular 
chamber,  in  the  manner  described  and  illustrated.  BartletVs  tyre  is  secured 
in  the  groove  by  the  pressure  of  an  inflated  inner  tube,  and  WdcKs  by  means  40 
of  wires  in  combination  with  an  inflated  inner  tube.  The  wires,  rims  and 
inner  tubes,  are  common  articles  of  commerce.  The  outer  cover  is  an  article 
which  requires  a  great  deal  of  plant  and  machinery  to  manufacture,  and 
consequently  can  only  be  made  by  persons  who  have  substantial  means.  The 
covers  are  of  use  for  no  other  purpose  than  to  form  part  of  one  or  other  of  the  45 
Appellants'  combinations.  The  India-rubber  and  Tyre  Repairing  Company 
sell  the  covers,  which  they  purchase  from  Messrs.  Moseley.  The  intention 
in  making  and  selling  the  covers,  is  that  they  should  be  used  by  others  to 
make  one  or  other  of  the  combinations.  Swinfen  Eady,  J.,  held,  that  inten* 
tion  was  immaterial.  But  a  Patent  is  a  franchise  ;  infringement  of  Patent  is  a  50 
trespass ;  a  trespass  is  a  tort ;  and  when  seversd  persons  join  together  in 
accomplishing  a  toit,  they  are  joint  tort  feasors,  and  each  is  liable  for  the  whole 


'  Ante,  p.  5a. 
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tort.    Therefore,  the  Appellants  contend  that  intention  to  take  part  in  the  tort 
is  material.    The  part  taken  by  the  Defendants  is  the  making  and  selling  the 
covers.    The  Courts  discourage  pursuing  users.     It  is  better  to  pursue  the 
manufacturer.     What  Messrs.  Moseley  have  done  is  necessarily  an  act  in  part 
5  performance  of  the  tort,  inasmuch  as  the  covers  can  only  be  used  to  complete 
the  infringement,  and  for  no  other  purpose.     [Vaughan  WILLIAMS,  L.J.—1 
do  not  think  that  intention,  in  the  sense  in  which  you  use  the  word,   has 
anything    to     do    with    the    matter.       You    most    show    that,  these    peoplb 
took  part   in  the  infringement,   and   not  that  they    were  prepared  to  take 
10  part.    You  have  to  prove  such  facts  here  as  you  would  have  to  prove  if  the 
Statute  had  made  infringement  a  criminal  offence.    Have  you  any  evidence 
which    you   couid   have   put  to  a  jury  that    these    people  took  part  in    an 
infringement  ?]    Yes..    They  manufacture    covers  which  cannot  be  used  for 
any  purpose  other  than  to  infringe  ;  they  sell  them  and  persons  buy  large 
15  numbers  of  them:    they  would  not  sell  them  if  they  were  not  being  used 
in  combination  with  the  other  parts  for  the  purpose  of  infringement.    The 
covers  are  described  in  a  catalogue,  which  is  in  evidence,  as  being  "  ready 
"  for  wires,"  and    if  the  wires    are  put  into  them  they  are  infringements. 
[Vaughan  Williams,  L. J.— What  is  the  tort  ?]     The  tort  is  committed  by 
20  the   unknown  persons   who   put  the  parts  together.     FVaughan  Williams, 
L.J. — Can  you  adduce  any  evidence  to  prove  an  actual  infringement  of  your 
Patent,  and  that  Messrs.  Moseley  were  parties  to  it  ?]     The  inference  to  be 
drawn  from  the  evidence  is  that  these  articles  have  been  sold  for  years  for  the 
purpose  of  infringement,  and  therefore  that  infringements  have  been  committed. 
25  The  articles  have  been  sold  in  a  way  which  can  only  induce  the  wrongful  act. 
United  Telephone  Company  v.   Dale   (L.R.  25    CD.  778),  per  Pearson,  J., 
p.  782-3.    A  price  list  of  Warburton,  Allen  dc   Co.,  put  in   evidence  at  the 
trial,    indicates    how    the    cover    sold   to    them    by    Messrs.    Moseley    is    to 
be  used,  i,e.,  "ready  for  wiring."     The  tort  is   proved  when  circumstances 

30  are  brought  before  the  Court,  from  which  it  may  infer  that  the  infringing^ 
article  must  have  been  made  by  a  person  unknown  operating  with  the 
Respondents.  Any  of  the  tort  feasors  may  be  sued.  [Vaughan  Williams, 
LJ. — If  you  could  fix  Warburton,  Allen  Jc  Co.  with  selling  all  the  component 
parts,  and  nothing  was  required  but  to  put  them  together  you  would  have  some 

35  evidence  in  proof  of  infringement.]  All  the  parts  of  the  Bartlett  are  so  sold 
and  offered  for  sale,  and  it  remains  only  to  connect  Warburton^  Allen  A  Co.- 
with  Messrs.  Moseley.  [Cozens-Hardy,  L.J. — But  Warbnrton,  Allen  &  Co. 
seem  to  sell  the  Bartlett  and  Welch  tyres.]  If  Warburton,  Allen  A  Go.  are 
infringing  by  selling  covers  not  made  by  the  Appellants,  together  with  the 

40  other  parts,  and  the  covers  they  sell  are  made  by  Messrs.  Moseley,  then 
inasmuch  as  such  covers  are  of  no  commercial  value  except  for  that  purpose, 
Messrs.  Moseley  are  taking  part  in  the  tort  that  Warburton,  Allen  A  Co: 
are  committing.  If  I  sell  poison  to  a  man  intending  that  he  should  poison  some 
one  with  it  I  am  liable.     Here  part  of  the  evidence  shows  that  the  Defendants 

45  intended  the  covers  to  be  used  in  infringement.  Intention  to  do  an  act  with  the 
knowledge  that  it  is  for  the  purpose  of  committing  a  tort  is  material  as 
distinguished  from  intention  to  infringe  a  Patent.  The  cases  as  to  contribution 
between  joint  tort  feasors  point  to  the  distinction  Merryweather  v.  Nixon 
(8.  T.R.  186)  and  Adamson  v.  Jarvis   (4  Bingham  66.)     The  Courts  have, 

50  drawn  a  distinction  between  cases  where  an  act  was  obviously  illegally 
done,  and  cases  where,  although  illegally  done,  the  person  joining  in  did 
not  know  of  its  illegality.  [Vaughan  Williams,  i^.J.— According  to 
Warburton,  Allen  A  Co.'s  catalogue  they  seem  to  offer  for  sale  all 
the    articles  necessary  to  make  the  combination ;    that  might  be    evidence . 

55  against  them  of  an  act  constituting  infringement  by  them.]    If  it  is  evidence  as . 

Z 
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against  them  of  an  infringement  it  is  evidence  that  a  tort  has  been  committed. 
Then  it  mnst  be  shewn  that  Messrs.  Moseley  took  part  in  it.  A  direct  act  of 
infringement  by  them  cannot  here  be  proved.  The  evidence  proves  an 
infringement  of  the  fourth  Claim  of  Welch.  Messrs.  Moseley  have  taken  part 
in  a  series  of  acts  constituting  the  infringement,  and  are  therefore  liable  for  it.  5 
Clark  V.  Newsam  and  Edwards^  1  Exch.  31. 

The  following  cases  were  also  referred  to  : — Adams  v.  Kelly ^  Ryan  and  Moody, 
157 ;  Lister  v.  Leathery  8  E  and  B,  1004 ;  Harrison  v.  Anderston  Foundry 
Company y  L.R.  1  App.  Cas.  574  ;  and  Dunlop  Pneumatic  Tyre  Company  v. 
Nealy  16  R.P.C.  247  ;  L.R.,  1899, 1  Ch.  807.  10 

The  Respondents  were  not  called  upon,  but  CrippSy  K.C.  stated  that  what 
Messrs.  Moseley  had  done  they  had  done  in  the  ordinary  course  of  trade.  They 
had  sold  the  covers  for  many  years.  They  had  nothing  to  do  with  Warburtony 
Allen  A  Co's  catalogue.  They  repudiated  the  whole  basis  of  the  Appellants' 
case.  15 

Vaughan  Williams,  LJ. — We  have  heard  this  case  at  considerable  length, 
and  in  my  judgment  it  is  really  covered  by  authority,  but  even  if  it  is  not 
covered  by  authority,  I  have  no  doubt  as  to  what  our  judgment  ought  to  be,  and 
that  the  decision  of  Mr.  Justice  Surinfen  Eady  ought  to  be  affirmed.  There  can 
be  no  doubt,  having  regard  really  to  the  whole  course  of  this  action,  both  before  20 
Mr.  Justice  Sunn/en  Eady  and  upon  the  hearing  of  this  Appeal,  that  the  real 
question  which  was  intended  to  be  raised  by  the  Plaintiffs  was  this — whether 
the  selling  of  an  article  intended  to  be  used  for  the  purpose  of  infringing  a 
Patent  is  an  infringement  of  the  Patent.    In  my  judgment  it  is  not. 

The  best  way  of  dealing  with  the  case  would  be  to  take  the  very  short  25 
statement  of  the  facts  as  it  appears  in  the  Judgment  of  Mr.  Justice  Swinfen 
Eady.  He  said  :  "Generally,  there  is  no  dispute  as  to  the  facts  with  regard 
"  to  what  the  Defendants,  Messrs.  Moseley y  are  doing.  They  are  making  and 
"  selling  what  is  known  as  the  cover,  that  is  the  outer  detachable  cover,  and 
*^  they  are  selling  it  with  a  lining  suitable  for  the  insertion  of  wires,  so  that  the  SO 
"  cover,  as  sold  by  them,  is  adapted  for  use  in  the  manner  described  in  Welches 
**  Specification,  but  not  necessarily  for  use  solely  in  that  manner.  They  are 
**  also  making  and  selling  a  cover  with  beaded  edges,  but  without  pockets,  for 
"  wires,  which  cover  is  capable  of  being  used  in  the  manner  described  in 
"  Bartlett^s  Specification,  the  beads  or  lugs  of  the  cover  engaging  in  the  inturned  35 
"  angle  of  the  rim."  There  we  have  a  short  statement  of  the  facts  of  this  case. 
In  my  judgment  our  conclusion  ought  to  be  the  same  in  this  case,  whether  or 
not  Mr.  Justice  Swinfen  Eady  is  right  when  he  said  that  these  covers,  of 
which  complaint  is  made,  are  adapted  for  use  in  the  manner  described  in 
these  Specifications,  but  not  necessarily  solely  for  use  in  that  manner,  and  he  40 
repeated  the  same  conclusion  when  he  said,  most  of  the  "  covers  would  probably 
"  ultimately  be  used  in  one  or  other  of  those  methods  "  that  is  to  say  the  Welch 
or  the  Bartlett  method — "  I  am  of  opinion  that  those  are  not  exhaustive  of  the 
"  purposes  to  which  the  covers  may  be  put,  and  that  they  would  be  useful  for 
"  other  purposes  in  connection  with  other  tyres,  as  Mr.  Beaumont  pointed  out."  45 

It  is  quite  plain  that  what  the  Plaintiffs  allege  here  is  that  there  has 
been  an  infringement  by  one  or  other  of  these  Defendants,  and  that  that 
infringement  has  been  constituted  by  the  sale  of  these  covers  which  are 
constituent  parts  of  one  or  other  of  the  methods  patented  in  the  combina- 
tion Patents  known  as  the  Welch  Patent,  and  the  Bartlett  Patent.  I  am  50 
of  opinion  that  the  sale  of  these  covers  cannot  be  said  to  amount  to  or  be 
evidence  proving  an  infringement  of  one  or  other  of  these  Letters  Patent. 
In  truth,  and  in  fact,  veil  it  how  you  like,  the  Plaintiffs  do  not  complain 
of  any  infringement  of  this  Patent  in  which  they  say  that  the  Defendants, 
one  or  other  of  then^  have  taken  part  as  actors,    AH  that  they  complain  of  55 
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is  the  sale  of  these  covers,  which  sale,  it  is  said,  must  have  been  known  to 
be  a  sale  to  a  person  intending  to  commit  an  infringement  of  one  or  other 
of  these  Patents. 
In  my  judgment  the  authorities  show  conclusively  that  on  those  facts  there 
5  would  be  no  infringement  by  the  Defendants  of  these  Letters  Patent.  Our 
attention  has  been  called  to  the  Judgment  of  Sir  George  Jessel  in  the  case 
of  Townsend  v.  Haivorth,  the  first  report  called  to  our  attention  is  that 
in  the  12th  Chancery  Division  in  the  notes  to  a  case  of  Sykes  v.  Howarth. 
The  case  of  Sykes  v.  Howarth  itself  begins  on  page  826,  and   the  report  of 

10  the  Judgment  of  Sir  George  Jessel  in  Townsend  v.  Haworthy  to  which  I  am 
going  to  refer  appears  in  the  notes  to  the  report  of  Sykes  v.  Howarth.  There 
Sir  George  Jessel  says  :  "  You  cannot  make  out  the  proposition  that  any 
"  person  selling  any  article,  either  organic  or  inorganic,  either  produced  by 
"  nature  or  produced  by  art,  which  could  in  any  way  be  used  in  the  making  of 

15  "  a  patented  article  can  be  sued  as  an  infringer,  because  he  knows  that  the 
"  purchaser  intends  to  mike  use  of  it  for  that  purpose."  That  case  of 
Townsend  v.  Haworth  went  to  the  Court  of  Appeal,  and  the  Judgment  of 
Sir  George  Jessel  wbs  affirmed  in  the  Court  of  Appeal.  The  report  of  that  is  to 
be  found  in  the  report  of  Sykes  v.  Howarth  in  48  Law  Journal,  Chancery, 

20  at  page  770.  I  wish,  before  leaving  the  consideration  of  Sykes  v.  Howarth^  to 
call  attention  to  an  observation  at  the  end  of  the  Judgment  of  Lord  Justice  jPry, 
then  Mr.  Justice  Fry,  in  Sykes  v.  Howarth :  this  appears  in  the  report  of 
his  Judgment  both  in  the '  Law  Reportfl  and  in  the  Law  Journal.  It  is 
this  :    •*  In  what  I  have  said,  I  think  there  is  nothing  at  variance  with  the 

25  *'  conclusion  expressed  by  the  Court  of  Appeal,  and  by  the  Master  of  the  Rolls 
"  in  the  case  of  Townsend  v.  Haworth^  and  I  entirely  agree,  if  I  may  say  so,  that 
"  selling  articles  to  a  person  to  be  used  for  the  purpose  of  infringing  a  Patent  is 
"  not  an  infringement  of  the  Patent."  He  went  on  to  point  out  that  the  case 
of  Sykes  v.  Howarth  was  an  entirely  diflFerent  case. 

30  Perhaps  it  is  convenient,  before  I  go  to  the  report  of  the  decision  of  the 
Court  of  Appeal,  which  appears  at  length  in  the  Law  Journal  Report  of 
Sykes  v.  Howarth^  just  to  point  out  really  what  were  the  facts  which  had 
to  be  dealt  with  in  that  case.  The  marginal  note  in  the  Law  Journal  Report, 
page  769  is  very  concise  and  very  accurate.    It  runs  thus  :  "  Improvements 

35  **  in  *  card '  covered  rollers  were  the  subject  of  a  Patent.  A,  under  a 
"  contract  to  *  clothe,'  rollers  for  B,  made  cards,  and  in  accordance  with  the 
"  Patent  the  cards  were  *  nailed '  to  the  rollers  by  a  person  selected  by  B, 
"  and  paid  by  A  :— Held,  that  the  'nailer'  was  the  agent  of  A,  and  that  A 
**  had  infringed  the  Patent,"    The  whole  ground  therefore  of  that  decision 

40  was  that  the  nailer  was  the  agent  of  A,  and  was  paid  by  A,  and  it  waa 
on  that  ground  that,  as  Mr.  Justice  F7^  pointed  out,  the  case  was  entirely 
different  from  the  case  of  Townsend  v.  Haworth,  which  was  before  Sir  George 
Jessel,  and  afterwards  before  the  Court  of  Appeal.  I  now  return  to  what  is 
decided  in  the  case  of  Townsend  v.  Haworth.    I  have  really  read  the  passage  from 

45  the  Judgment  of  Sir  George  Jessel.  Now  let  me  read  what  it  is  that  is  said  by 
the  Lords  Justices  on  the  hearing  of  the  Appeal.  Lord  Justice  James  said : 
"  It  is  clear  there  is  no  case  for  an  injunction.  Upon  this  Bill  there  is  no 
"allegation  that  the  demurring  Defendants  are  in  any  sense  of  the  word 
"  infringers.    It  is  true  that  they  may  be  having  a  privity  in  the  sale  of  the 

50  "  articles,  and  may  indemnify  the  other  Defendant,  the  infringer.  But  it  is 
"  impossible,  to  my  mind,  to  conceive  a  declaration  at  law  which  would  meet  the 
"  case  and  make  them  liable,  and  if  they  are  not  liable  at  law,  they  are  not  liable 
**  in  equity."  That  is  to  say  that  Lord  Justice  James  not  only  decided  the 
question  upon  the  demurrer  to  the  Bill,  but  he  took  the  facts  set  out  in  the  Bill, 

55  and  said  that  to  his  mind  it  would  be  impossible  on  those  facts  to  conceive  any 
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declaration  at  law  which  would  meet  the  case.  Then  Lord  Jnstice  Mellish  said  : 
"  I  am  of  the  same  opinion.  I  think  it  is  quite  clear  that  at  law  the  Defendant 
"  would  be  entitled  to  a  verdict  on  a  plea  of  not  guilty.  Selling  materials  for  the 
"  purpose  of  infringing  a  Patent  to  the  man  who  is  to  infringe  it,  even  although 
"  the  party  who  sells  it  knows  that  he  is  going  to  infringe  it  and  indemnifies  him,  5 
^^  does  not  by  itself  make  the  pers(»n  who  so  sells  an  infringer.  He  must  be  a  party 
"  with  the  man  who  so  infringes,  and  actually  infringe."  Now,  I  put  that  view 
to.  Mr.  Terrell  and  to  Mr.  Russell  in  the  course  of  the  argument.  I  say  that,  in 
form,  what  they  are  complaining  of  here  is  an  infringement ;  but  when  they 
come  to  the  proof  of  that  of  which  they  are  complaining,  infringement,  they  do  10 
not  prove  that  the  Defendants  are  parties  with  anyone  who  has  infringed, 
and  they  do  not  prove  that  the  Defendants  have  actually  infringed.  Of 
course,  if  the  Defendants  were  parties  to  an  infringement,  in  such  sense  as  that 
they  would  be  principals,  if  infringement  were  an  offence  which  would  be 
indictable  as  a  criminal  offence,  they  would  be  equally  responsible  in  this  15 
civil  action,  but  how  can  it  be  contended  for  one  moment  upon  these  facts  that 
if  infringement  were  an  indictable  offence,  as  I  have  hypothetically  suggested, 
there  would  be  any  case  whatever  to  ^o  to  a  jury  upon  these  facts  ?  The  truth 
of  the  matter  is,  that  not  only  is  not  it  true  in  this  case  that  the  Defendants  on 
these  facts  are  parties  with  a  person  who  has  committed  an  infringement  so  as  20 
to  make  them  what  is  called  in  criminal  law  principals  in  the  first  degree,  but  it 
is  equally  clear  that  they  are  not  even  what  is  called  in  criminal  law  principals 
in  the  second  degree.  It  cannot  be  said  on  these  facts  that  they  have  aided  or 
abetted  anyone  in  the  commission  of  the  act  of  infringement.  The  truth  of  the 
matter  is  that,  taking  the  evidence  in  this  case,  and  taking  the  findings  of  the  25 
learned  Judge  in  this  case,  which  I  see  no  reason  to  disapprove  of,  it  is 
impossible  to  find  that  there  is  any  infringement  either  alleged  or  proved. 
In  that  state  of  circumstances  it  seems  to  me  impossible  to  say  that  the 
Plaintiffs  have  proved  a  good  cause  of  action,  because -they  have  proved  the  sale 
by  the  Defendants,  or  any  of  them,  of  articles  which  are  adapted  for  use  in  one  30 
or  other  of  the  patented  arrangements.  I  wish  to  say  that,  in  my  judgment, 
this  case  would  fail  even  though  the  Plaintiflfa  were  able  to  substantiate  the 
proposition  which  the  learned  Judge  finds  against  them,  that  these  covers,  as 
manufactured  and  sold  by  these  Defendants,  could  not  be  used  for  any  other 
purpose  than  fitting  them  into  the  Plaintiffs'  tyres  under  one  or  other  of  the  35 
Patents. 

I  want  to  say  one  word  about  the  United  Telephone  Company  v.  DaU,  which 
was  cited  to  us,  and  which  is  reported  in  the  25th  Chancery  Division.  That  was 
a  case  which  was  heard  before  Mr.  Justice  Pearson^  in  which  he  made  an 
observation  in  the  course  of  the  argument.  I  only  want  to  say  that  although  40 
we  have  not  got  to  decide  it  in  the  present  case,  I  see  no  reason  for  sug- 
gesting that  Mr.  Justice  PearsorCs  observation  was  wrong.  His  observation 
was  this,  as  it  appears  on  page  782  :  "  If  there  was  a  Patent  for  a  knife  of  a 
"  particular  construction,  and  an  Injunction  was  granted  restraining  a  Defendant 
"  from  selling  knives  made  according  to  the  Patent,  and  he  was  to  sell  the  com-  45 
**  ponent  parts,  so  that  any  school  boy  could  put  them  together  and  construct  the 
"  knife,  surely  that  sale  would  be  a  breach  of  the  Injunction."  I  have  not  to 
determine  whether  that  observation  is  right  or  not.  I  only  wish  to  say  that,  as 
far  as  I  am  concerned,  I  see  no  reason  for  saying  that  it  is  wrong,  and  there  is 
nothing  in  my  judgment  to-day  which  is  intended  to  be  inconsistent  with  it.  If  50 
you  are  in  substance  selling  the  whole  of  the  patented  machine,  I  do  not  think 
that  you  save  yourself  from  infringement  because  you  sell  it  in  parts  which 
are  so  manufactured  as  to  be  adapted  to  be  put  together.  But  that  is  not  this 
case.  Here,  what  is  complained  of  is  merely  the  sale  of  some  one  or  other  of  the 
parts  of  one  or  other  of  the  patented  tyres,  55 
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I  do  not  think  that  I  need  say  any  more  in  this  case,  but  I  should  like  to 
add  that  I  cannot  conceive  that  the  practical  result  of  our  judgment  will  be 
to  inflict  any  injury  upon  the  Plaintiffs.  If  the  parts  manufactured  and  sold  by 
Messrs.  Moseley  are  eventually  used  for  the  purpose  of  making  the  patented 
5  tyres,  and  thus  infringing  the  Patents  of  the  Plaintiffs,  the  Plaintiffs  will  have 
full  opportunity  of  suing  those  who  thus  infringe  their  Patents,  and  the  fact  that 
they  were  not  able  to  sue  the  present  Defendants  for  selling  some  article  which  . 
might  or  must  be  intended  for  use  in  making  such  tyres  would  not,  in  my  judg- 
ment, practically  deprive  them  of  their  full  rights  to  enforce  any  rights  and 

10  privileges  which  they  are  entitled  to  as  Patentees.  I  dare  say  in  this  parti- 
cular case  there  may  be  some  difficulty,  partly  because  of  the  conduct  of  the 
Plaintiffs  themselves  as  brought  to  our  knowledge  in  this  case  and  in  the  ante- 
cedent case,  and  partly  by  the  fact  of  these  tyres  being  tyres  of  world-wide  user. 
The  truth  of  the  matter  is  that  the  Plaintiffs  seem  to  have  granted  very  large  and 

15  extensive  licenses  within  the  United  Kingdom.  It  is  quite  plain,  therefore,  that 
the  sale  of  these  tyres,  even  if  they  were  sold  entire,  and  the  sale  of  these  parts 
of  tyres,  the  thing  complained  of  here,  to  those  licensees  is  no  infringement  of 
the  Patents,  although  they  are  intended  to  be  used,  and  are  in  fact  used  for 
the  manufacture  of  tyres.    It  is  also  quite  plain  that  the  manufacture  of  these 

20  tyres  for  the  purpose  of  selling  to  export  merchants  is  a  matter  which  may  be 
very  far  from  being  an  injury  to  the  Patentees.  Under  these  circumstances  I 
think  that  the  decision  of  Mr.  Justice  Swinfen  Eady  ought  to  be  affirmed,  and 
this  Appeal  dismissed  with  costs. 

Stirling,  Z/.J.— I  am  of  the  same  opinion.      Both  the  learned  Counsel  who 

2&^ai^ued  this  case  on  behalf  of  the  Appellants  admitted,  and,  in  my  judgment,  . 
rightly  admitted,  that  the  mere  manufacture  and  sale  of  the  covers  which  are  in  > 
question  did  not  constitute  an  infringement  of    the   Patent.     The   case   of 
Toumsend  v.  Haworth,  before  Sir  George  Jessel,  when  Master  of  the  Rolls,  and 
the  Court  of  Appeal,  decides  that  the  sale  of  the  covers  does  not  become  an 

30  infringement  merely  because  the  vendor  knows  that  the  purchaser  intends  to 

use  the  article  when  sold  for  the  purpose  of  infringing  the  Patent.     It  is 

necessary  for  the  purpose  of  constituting  the  vendor  an  infringer  to  show  that 

he  has  made  himself  a  party  to  the  infringement. 

In  the  present  case  there  are  two  Defendants  ;  one  is  the  manufacturer  of  the 

35  covers  ;  the  other  is  the  India-rubber  Company,  who  sold  the  covers,  and,  it  is 
said,  with  the  addition  of  other  portions  of  the  combination  which  is  patented. 
The  learned  Judge  who  saw  the  witnesses,  decided  that  the  India-rubber 
Company  did  not  infringe,  and  we  have  really  not  been  asked  to  over-rule  his 
decision  on  that  question  of  fact.    But  assuming  that  the  India-rubber  Company 

40  did  infringe,  still,  in  my  judgment,  there  is  no  evidence  that  the  manufacturers 
knew,  still  less  that  they  made  themselves  parties  to  any  infringement. 

I  agree  with  the  Judgment  of  Mr.  Justice  Swinfen  Eady,  and  in  particular  I 
desire  to  adopt  this  portion  of  it  as  my  own  :  "  Selling  these  covers  to  licensees 
"  of  the  Plaintiffs  is  a  lawful  trade  ;  selling  them  for  export  is  a  lawful  trade, 

45  "  but  the  purchasers,  nevertheless,  might  not  export  them ;  and  to  make  the 

"  Defendants,  Messrs.  Moseley, ^^ — those  are  the  manufacturers — "  responsible 

"  for  the  ultimate  use  of  the  covers,  so  as  to  put  upon  them  the  burden  of 

«« ascertaining  whether  the    purchasers    intended  to  use,  and    to  use  them 

. .."  lawfully,  would  be  imposing  upon  them  a  burden,  which,  in  my  opinion,  the 

50  **  law  does  not  impose." 

I  agree  that  the  Appeal  ought  to  be  dismissed. 

Cozens-Hardy,  L.J.— I  so  entirely  agree  with  what  has  fallen  from  my 
Lord,  and  from  Lord  Justice  Stirling,  and  also  with  the  Judgment  of  Mr.  Justice 
Swinfen  Eady,  that  it  would  not  be  right  for  me  to  add  more  than  a  very 

55  few  words. 
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It  seems  to  me  to  be  almost  beyond  dispate  that  the  mere  mann&cture  and 
sale  of  these  covers  was  a  perfectly  lawful  business.  We  had  before  us  the  day 
before  yesterday  a  case  in  which  the  same  Plaintiffs  were  Appellants,  from 
which  it  appeared  that  one  of  the  licensees  of  these  very  patents  sells  more 
than  25,000  of  them  a  year  —considerably  more  than  25,000  a  year  we  were  told.  5 
It  is  also  in  evidence  here  that  there  is  a  very  large  export  trade  in  these  covers. 
So  far,  therefore,  as  Messrs.  Moseley  export  them,  and  so  far  as  they  supply 
them  to  licensees,  it  is  plain  that  no  complaint  whatever  can  be  made  by  the 
Plaintiffs,  and  having  regard  to  what  was  said  in  argument,  I  think  it  right, 
speaking  for  myself,  to  say  that  there  may  be  a  third  class  of  cases  in  10 
which,  from  any  point  of  view  the  supply  might  be  perfectly  legal — I  mean  for 
the  purposes  of  repair.  I  am  quite  aware  that  the  word  "  repair  "  is  a  difficult 
word  to  construe,  but  I  do  not,  myself,  think  that  NeaVs  case  in  Law  Reports 
1899,  1  Chancery,  bears  fully  the  construction  which  was  attributed  to  it  by 
the  Appellants'  Counsel.  I  certainly  doubt,  I  do  not  say  any  more  than  that,  15 
whether  the  holder  of  a  licensed  tyre  may  not  replace  a  worn-out  cover  without 
being  guilty  of  an  infringement  of  the  Patent.  It  is  not  necessary  to  decide 
that  here  ;  but  I  only  desire  for  myself  to  keep  that  matter  open  for  another 
occasion.  That  being  so,  we  have  a  trade  which  is  certainly  not  necessarily 
unlawful,  and,  indeed,  it  seems  to  me  to  be  plainly  legal  and  lawful,  and  if  that  20 
be  admitted,  Townsend  v.  Havoorth  is  a  decision  of  the  Court  of  Appeal, 
which  is  binding  on  us,  that  there  is  no  infringement  by  the  Defendants,  even 
though  they  sell  to  persons  with  the  intent  that  those  persons  should  afterwards 
use  them  for  infringing  purposes,  or  even  if  they  took  an  indemnity  in  case  of 
any  infringement  being  made.  I  think  Townsend  v.  Hawurth  is  binding  25 
on  us,  and  I  entirely  agree  with  what  was  said  by  Sir  G^eorge  Jessely  and  by 
the  Lords  Justices  in  that  case. 

I  think  that  this  Appeal  fails,  and  must  be  dismissed. 


In  the  High  Court  of  Justice.— King's  Bench  Division. 

Manchester  Winter  Assizes.  30 

Before  Mr.  Justice  Bigham. 
February  10th,  1904. 
Crosslby  v.  Coates. 

Patent — Action  for  infringement. — PtHot  user. 

This  was  an  action  for  infringement  of  a  Patent  for  improvements  in  anti*  35- 
vibration  devices  for  use  with  incandescent  gas  fittings.    The  Defendant  alleged 
the  invalidity  of  the  Patent  on  various  grounds^  including  prior  user. 

Held,  that  the  prior  user  alleged  by  the  Defendant  was  proved.    Judgment 
was  given  for  the  Defendant  with  costs. 
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On  the  19th  of  March  1903  Letters  Patent  (No.  18,796  of  1902)  were  granted 
to  the.  PlaintiflE  Bartholomew  Grossley  for  "  Iinprovementfl  in  anti-vibration 
**  devices  for  use  with  incandescent  gas  fittings.*' 

The  Complete  Specification,  so  far  as  material  for  this  report,  was  as  follows  : — 
5  ^^  The  invention  relates  to  anti-vibration  devices  for  use  with  incandescent  gas 
^*  fittings,  and  the  first  part  has  reference  to  means  employed  for  that  purpose 
**  in  the  suspension  of  incandescent  gas  lights,  which  is  especially  serviceable 
**  for  mills  and  workshops,  and  public  buildings,  but  may  be  also  employed  in 
^  private  houses.  The  second  part  of  my  invention  is  designed  to  prevent 
10  ''  oscillation  of  top  part  of  light  fittings,  and  to  give  to  same  greater  firmness  or 
**  stability. 

"  To  accomplish  the  first  part  of  my  invention,  I  make  two  springs  from 
^'  copper  covered  steel,  or  other  tempered  wire,  which  are  hung  one  from  the 
*^  other,  and  each  of  which  are  provided  with  two  long  hooked  arms,  so  that  the 
15  '^  heat  from  the  gas  does  not  come  in  contact  with  the  springs  and  cause  them 
"  to  lose  their  elasticity.  One  of  such  springs  provided  with  hooked  arms  may 
^*  be  employed  instead  of  two,  but  I  prefer  the  use  of  two. 

^'  To  attain  the  object  of  the  second  part  of  my  invention,  the  gas  shade  or 
**  reflector,  is  made  to  fit  over  the  wire  frame  containing  the  light,  and  made 
20  **  to  rest  on  the  shoulders  of  a  '  Jena '  normal  chimney,  by  having  a  central  hole 
^^  for  the  passage  of  top  part  of  chimney.  From  the  part  resting  on  chimney 
'*  shoulders,  two  slots  are  cut,  one  slot  diametrically  opposite  the  other,  so  as  to 
"  fit  the  wire  frame  on  each  side,  securely  holding  top  part  of  wire  frame  and 
^  chimney,  thus  preventing  oscillation,  or  chimney  being  knocked  out  of  its 
25  ^  place  accidentally,  whereby  the  life  of  both  chimney  and  mantle  is 
"  prolonged." 

After  describing  the  drawings  (which  included  a  particular  gas  shade  or 
reflector),  the  Patentee  claimed : — *^  1.  Asasuspendinganti-vibration  device  for  use 
**  with  incandescent  gas  fittings,  a  spring  constructed  with  two  long  hooked  arms 
30  ^  to  get  the  spring  portion  clear  of  the  heat  evolved  from  the  gas,  substantially 
"  as  described  and  set  forth.  :i.  As  a  suspending  anti-vibration  device  for  use 
^  with  incandescent  gas  fittings,  the  use  of  two  springs,  each  having  two  long 
*'  hooked  arms,  engaged  one  with  the  other,  substantially  as  described  and  illus- 
^*  trated.  3.  A  lamp  shade  or  reflector  for  use  with  incandescent  gas  fittings, 
85  ^*  constructed  with  a  central  hole  J,  and  having  slots  K  K,  substantially  as 
"  described  and  illustrated  for  the  purpose  specified." 

On  the  30th  of  June  ]  903  the  Patentee  commenced  an  action  for  infringement 
against  John  Oeorge  Goatea,  claiming  the  usual  relief. 

By  his  Particulars  of  Breaches  he  alleged— (1)  the  manufacture  and  sale  of 

40  anti-vibration  devices  for  use  with  incandescent  gas  fittings  similar  to  those 

shown  on  the  Drawings  attached  to  the  Complete  Specification  ;  and  (2)  that 

the  manufacture  and  sale  of  anti- vibration  devices  was  an  infringement  of  the 

first,  second,  and  third  claims  of  the  Patent. 

The  Defendant  by  his  Defence  denied— (1)  that  the  Plaintiff  was  the  owner 

45  of  the  Patent ;  (2)  that  the  Plaintiff  was  the  first  and  true  inventor ;   (3) 

infringement  in  the  manner  mentioned  in  the  Particulars  of  Breaches  or  at  all ; 

and  alleged  (4)  that  the  Patent  was  invalid  for  the  reasons  set  out  in  the 

Particulars  of  Objections. 

The  Particulars  of  Objections  were  as  follows :— *'  (1)  The  true  and  first 
50  "  inventor  of  the  subject  of  the  Letters  Patent  in  question  vtslq  James  Cross^  of  110 
"  Leeds  Road,  Nelson,  or  one  Andrew  Jackson^  who  formerly  worked  for  Plaintiff, 
^  whose  present  address  is  unknown  to  the  Defendant.  (2)  The  alleged 
*'  invention  is  not  the  proper  subject-matter  of  Letters  Patent.  (3)  The  alleged 
**  invention  is  not  useful.  (4)  The  alleged  invention  was  not  new  at  the  date 
55  **  of  the  said  Letters  Patent,  having  regard  to  common  and  public  knowledge  at 
**  the  date  thereof.  (5)  The  alleged  invention  was  merely  the  application  to 
^<  incandescent  gas  fittings  of  that  which  has  been  fsimiliar  and  matter  of 
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"  common  and  public  knowledge  in  the  case  of  every  implement  or  mechanism 
*>  which  required  to  be  suspended  free  from  vibration  as  far  as  possible.  (6) 
"  The  alleged  invention  was  published  within  the  realm  prior  to  the  date  of  the 
"  said  Letters  Patent  by  the  filing  at  the  Patent  Office  of  the  following  Specifi- 
**  cations  -.^Edward  Freund  (No.  16,734  of  1892)  for  *  Improvements  in  portable  5 
"  '  lamps* ;  W.  T.  Sugg  (No.  2172  of  1899)  for  '  Improvements  in  supports  foi* 
"  *  materials  used  for  incandescent  gas  lights.'  (7)  The  alleged  invention  wafi 
"  also  published  within  the  realm  by  the  manufacture  and  user  of  the  same  or 
"  similar  devices  for  incandescent  gas  fittings  by  the  manufacture  thereof  by 
**  James  Cross,  of  110  Leeds  Road,  Nelson,  in  the  year  1885  onwards  down  to  10 
"  the  date  of  the  Letters  Patent,  and  particularly  in  the  months  of  December 
"  1901  and  January  1902,  and  by  the  manufacture  and  sale  thereof  by  Joseph 
"  William  Law,  of  13  Liverpool  Street,  Preston,  prior  to  the  date  of  the  said 
"  Letters  Patent,"  and  by  a  large  number  of  other  persons  and  firms  therein 
mentioned.  15 

The  action  came  on  for  trial  on  the  10th  of  February  1904  at  the  Manchester 
Winter  Assizes  before  Mr.  Justice  BiGHAM,  sitting  without  a  jury. 

Atkinson  (instructed  by  John  Lord,  of  Burnley)  appeared  for  the 
Plaintiff ;  Orant  (instructed  by  Smith  Lawson,  of  Burnley)  appeared  for 
the  Defendant.  20 

The  Plaintiff  was  called  and  deposed  that  he  made  a  drawing,  and  from  that 
his  patented  article  was  made  for  him  by  one  Andrew  Jackson,  a  wire  worker 
whom  he  met  in  a  tramcar  and  took  into  his  employment. 

John  Cooke,  a  practical  engineer,  spoke  to  the  novelty  and  utility  of  Plaintiff^s 
invention.  '25 

For  the  Defence,  James  Cross  deposed  that  he  sold  supports  for  incandescentf 
lamps,  and  that  the  Andrew  Jackson  who  had  been  employed  by  the  Plaintiff 
to  make  his  patented  article  had  made  a  precisely  similar  article  for  witness  in 
the  winter  of  1901-2,  which  witness  had  sold  in  large  quantities. 

Joseph  WilUam  Law  was  also  called,  and  produced  a  contrivance  made  and'  80 
sold  prior  to  the  date  of  the  Plaintiff's  Patent  similar  to  the  Plaintiff's  patented 
article. 

BiGHAM,  J. — This  seems  to  me  to  be  exactly  the  same  in  principle  as  thcf 
Plaintiff's.    I  do  not  know,  Mr.  Atkinson,  whether  you  are  going  to  ask  me  to' 
disbelieve  Mr.  Cross.    Unless  you  have  some  good  reason  for  asking  me  to  35 
disbelieve  what  he  tells  me  I  shall  accept  his  evidence. 

Atkinson, — ^The  only  reason  I  have  for  suggesting  that  he  must  be  mistaken 
about  the  year  is  this :  ho  has  never  suggested  anybody  as  the  inventor  till 
to-day,  and  he  has  permitted  Crossley  to  advertise  this  as  his.     One  would 
expect  a  protest  from  an  ordinary  business  man,  but  he  never  let  Crossley  40 
know.    These  are  curious  facts. 

BiGHAM,  J. — ^They  do  not  in  the  least  unsettle  my  conviction  that  these 
things  were  made  when  Jackson  was  in  the  employment  of  Cross  in  the  year 
1901  and  in  the  beginning  of  1902. 

Atkinson. — I  really  cannot  ask  your  Lordship  to  disbelieve  Cross.  45 

BiGHAM,  J. — I  may  say  this  further,  though  it  is  not  necessary  to  say  it :  I 
do  not  believe  that  I  should  have  held  that  this  was  good  subject-matter  for  a 
Patent  at  all,  and  I  have  a  strong  impression  also — perhaps  it  is  not  necessary 
to  express  it,  but  I  have  a  strong  impression — ^that,  if  any  merit  is  to  be  given 
to  anybody,  Jackson  is  the  person  entitled  to  the  merit.  However,  I  am  not  50 
going  to  pronounce  judgment  upon  that  point.  There  will  be  judgment  for 
the  Defendant  with  costs. 

Orant. — I  ask  for  a  Certificate  as  to  the  Particulars  of  Objections. 

BiGHAM,  J. — Yes,  but  as  to  the  anticipations  so  far  only  as  relates  to  Law  and 
Cross. 

55 


Vol.  XXI.,  No.  14.]     AND  TRADE  MARK  OASES.  285 

MontgomeHe  A  Co.y  Ld.  v.  Toting  Brothers^ 
Montgomerie  A  Co.,  Ld.  v.  Marshall. 


In  the  Court  op  Session  in  Scotland  (Outer  House). 

Be/ore  Lord  Kyllachy. 

March  6th  and  18th,  June  25th  and   31st,  July  Ist,  3rd,  and  17th,  1903. 

Aifore  the  Second  Division— Lords  Justice  Clerk,  Young  &  Trayner 

August  13th,  1903,  January  19th,  20th  and  2l8t,  1904. 

Montgomerie  &  Co.,  Ld«  v.  Young  Brothers* 
Montgomerie  &  Co.,  Ld.  v.  Marshall* 


Trade  Mark. — Trade  name. — Action  to  restrain  vse  of  trade  name  and 
infringement  of  Trade  Mark, — Action  to  restrain  the  passing  off  of  bread  a$ 
10  ^^  Bermaline  Bread.*^ — Probability  of  deception. — Absence  of  deceit  orfratidon 
the  part  of  Defendant  personally. -^Liability  for  act  of  servant. — Interdict 
granted  by  the  LORD  Ordinary,  but  refused  by  the  Second  Division  of  the  Inner 
House. 

M.  A  Co.y  bakerSj  Ac,  in  Scotland  (the  Pursuers  in  the  actions)  began  in 

15  1886  to  make  a  special  bread  containing  extract  of  malt^  and  called  this 

bread  ^^Bermaline  Bread,^^  registering  the  word  ^^Bermaline*^  as  a  Trade 

Mark,  and  calling  the  malt  extract  used  in  their  bread  *^  Bermali7ie  Malt 

**  Extract.^*     They  advertised  such  names  extensively  and   appointed  agents 

throughout  the   kingdom,  who  were  authorised  to  sell  the  Pursuers'  bread 

20  and  to  make  bread  containing  the  Pursuers''  extract  of  malt.    In  February 

1902,  being  in  a  position  to  supply  flour  and  meal  to  all  their  a^/ents^  they 

intimated  to  their  agents  that,  unless  they  took  their  meal  or  flour  for  making 

•*  Bermuline  Bread "  made  under  the  licence  from  the  Pursuers,  t/ieir  agencies 

tmutd   be    recalled.      M.    resigned    his    agency   February    1902,  took   down 

25  "  BermcUine  Bread "  from  the  window  of  his  one  shop  in  Bellshill  and  put 

up  ^^  Marshall s  Malt  Bread^'  under  ivhich  name  he  directed  his  sef*vants  to 

sell  his  bread*    He  also  instructed  them  never  to  give  out  his  own  bread  as 

^  Bermaline.^^     Thereafter,  on  fourteen  occaeions  between  October  1902  and 
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Januartf  1903  his  servants  sold  to  seven  persons  loaves  as  **  Bermaline  Bread^^ 
which  were  not  **  Bermaline  Bread  "  having  paper  bands  around  them  which 
i€ere  said  to  he  colourable  but  innocent  imitations  of  bands  enclosing  the 
Pursuers*  loaves,  y.,  an  agents  who  had  sfiops  in  Edinburgh^  resigned  his 
agency  on  the  5th  of  November  1902^  and  directed  his  servants  to  say  they  no  f> 
longer  kept  "  Hermaline  Breads  Tliereafter^  on  ten  different  occasions  at  five 
different  shops,  Y.'s  servants,  however,  sold  and  described  loaves  as  "  Bermaline 
"  Bread "  which  were  not  "  Bermaline  Bread'*'  to  nine  persons  who  were  either 
cu^tom^rs  or  emissaries  of  M.  &  Go. 

Held,  by  the  Lord  Ordinary,  that  both  Defenders  through  their  servants  |0 
had  represented  their  goods  as  the  goods  of  the  Pursuers  and  infringed  their 
Trcuie  Mark,  and  that  their  personal  innocence  did  not  affect  the  Pursuers^ 
right  to  damages  for  invasion  of  a  proprietary  right  and  commission  of  a  legal 
ierong ;  and  held,  further,  that  as  the  number  of  sales  suggested  a  practice 
which  afforded  reasonable  ground  for  an  apprehension  of  continuance  of  the  i^ 
uyrong,  interdict  must  be  granted  against  both  Defenders  selling  under  the 
name  of  "  Bermaline "  bre^d  not  manufactured  by  the  Pursuers,  or  which 
has  not  been  manufactured  or  put  on  the  market  by  the  Pursuers  or  with  their 
authority. 

Contra  held,  by  the  Inner  House  (Second  Division)  on  the  ground  that  the  *^() 
evidence  did  not  satisfy  them  that  eitlier  Defender  intended  or  committed 
ivilful  injury,  or  that  wrong  had  actually  been  done.  Observed  (per  LORDS 
Young  and  Traynor),  that  where  the  Court  are  of  opinion  that  a  master  has 
adopted  all  reasonable  means  to  prevent  his  servants  committing  a  wrong, 
mere  inadvertence  or  carelessness  in  a  few  unimportant  instances,  even  if  25 
proved,  may  not  warrant  interdict  being  granted. 

Interdict  refused. 

The  Pursuers  in  these  cases  were  maltsters,  malt  extract  manufacturers,  millers, 
bakers,  and  food  specialists,  who  carried  on  business  at  Partick,  Glasgow,  and  at 
the  Bermaline  Mills,  Haddington.  Since  1886  they  and  their  predecessors  had  30 
been  manufacturing  a  special  kind  of  bread  containing  an  extract  of  malt 
manufactured  solely  by  themselves.  They  were  the  owners  of  a  Trade  Mark 
registered  on  the  24th  of  August  1894  under  the  Patents,  &c.  Acts  1883  to  1888, 
numbered  181,861  and  of  No.  215,477,  registered  on  the  7th  of  July  1898,  for  the 
use  of  the  word  "Bermaline"  in  Class  42,  for  substances  used  as  food  or  35 
ingredients  in  food.  The  Pursuers'  malt  extract,  and  it  alone,  was  known  as 
and  called  "  Bermaline  Malt  Extract,"  and  bread  in  the  manufacture  of  which 
"Bermaline  Extract"  was  used  was  called  ** Bermaline  Bread,"  and  was  the 
only  bread  so  called.  The  Pursuers  stated  (and  it  was  not  denied)  that  they 
had  spent  large  sums  in  advertising  and  creating  a  demand  for  this  bread.  40 

Toung  Brothers,  the  Defenders  first  mentioned,  were  bakers  in  Edinburgh, 
and  Marshall,  the  other  Defender,  was  a  baker  in  Bellshill,  in  Lanarkshire. 
Many  bakers  throughout  the  United  Kingdom  had  been  appointed  agents  by 
the  Pursuers  for  the  manufacture  and  sale  of  "Bermaline  Bread"  containing 
the  Pursuers'  "Bermaline  Malt  Extract."  Young  Brothers  held  such  an  45 
agency  from  the  28th  of  June  1897,  and  Marshall  from  the  beginning  of 
May  1897. 
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In  February  1902  the  Pursuers,  having  erected  millg  for  the  purpose  of 
manufacturing  meal,  sent  out  a  circular  to  the  trade,  in  which  they  intimated 
that  they  were  receiving  complaints  from  the  public  all  over  the  country  about 
the  quality  of  "  Bermaline  Bread,"  and  that  they  were  satisfied  that  those  com- 
5  plaints  were  caused  by  the  inferior  quality  of  the  meal  used  by  their  agents. 
They  also  intimated  that  the  agency  would  be  recalled  unless  the  agent  agreed 
to  purchase  the  meal  supplied  by  the  Pursuers.  The  Defender  Marshall,  oil* 
receipt  of  the  Pttrsuers'  circular,  refused  to  bind  himself  to  buy  the  Pursuei^* 
meal,  and  on  the  25th  of  February  resigned  the  agency,  and  thereafter  returned' 
3(to  them  the  drums  and  other  property  used  in  connection  with  the  "  Bermaline 
"  Bread.*'  On  the  28th  of  March  he  wrote  to  the  Pursuers  asking  them  to' 
remove  the  "  Bermaline  Bread  "  lettering  from  his  window  ;  this  was  shortly 
afterwards  done,  and  the  lettering  "  Marshall's  Malt  Bread  "  was  substituted. 
The  Defenders  Young  Brothers  did  not  become  purchasers  of  the  Pursuers*' 

15  meal,  but  were  allowed  to  retain  the  agency  for  the  manufacture  and  sale  6f 
"Bermaline  Bread"  made  with  the  "Bermaline  Malt  Extract "  till  the  5th  of 
November  1902,  when,  in  consequence  of  a  dispute  with  the  Pursuers*  traveller,* 
they  gave  it  up.    On  the  22nd  of  November  1902  they  wrote  to  the  Pursuers 
requesting  them  to  remove  from  their  shop  windows  all  '*  Bermaline  '*  adVertise- 

20  ments.  They  also  sent  or  gave  orders  to  all  their  shops,  of  which  they  had 
several  in  different  quarters  of  Edinburgh,  that  the  sale  of  "  Bermaline  6read  " 
should  be  stopped,  and  that,  if  asked  for,  the  customer  should  be  told  that  it  was 
no  longer  kept.  The  Defender  Marshall^  on  giving  up  his  asrency,  also  intimated 
to  his  assistants  that  he  no  longer  made  "  formaline  Bread,"  and  directed  that 

25  his  bread  was  to  be  sold  as  "  Marshall's  Malt  Bread."    He  averred  that  his 
customers  were  also  made  aware  that  thereafter  he  only  sold  his  own  tnalt' 
bread.    At  the  end  of  October  1902  the  Pursuers  became  suspicioits  that  maiiy* 
bakers  who  had  given  up  their  agencies  for  the  sale  of  "  Bermaline  Bread  '*  were 
selling  as  "  Bermaline  Bread  "  bread  not  made  with  the  *'  Bermaline  "  extract. 

30  They  sent  round  emissaries  to  the  shops  of  various  bakers  to  test  by  actual  pur- 
chase whether  this  was  so.  These  persons  went,  amongst  others^  to  the  Shop  of 
Marshall.  .  They  gave  -evidence  that  they  had  there  purchased  as  •*  Bermaline 
*•  Bread  "  loaves  which  were  produced  and  were  admittedly  not  made  with 
**  Bermaline  "  extract.    Such  sales,  they  averred,  were  made  to  them  on  the  30th 

35  and  31st  of  October,  on  the  1st,  3rd,  7th,  10th,  11th,  12th,  15th,  27th,  and  28th 
November,  on  the  I2th  and  26th  of  December  1902,  and  on  the  9th  of  January 
1903,  being  fourteen  separate  occasions.  The  shopgirls,  on  the  other  hand,  gave 
evidence  that  they  never  sold  bread  as  "  Bermaline  Bread  "  after  the  agencfy  was 
given  up  ;  that  they  never  sold  •*  Marshall's  Malt  Bread  "  as  "  Bermaline  Bread  "  \ 

40  and,  in  particular,  that  they  sold  no  bread  as  "  Bermaline  Bread  "  on  the  dates 
mentioned.  Some  of  them  could  not  remember  the  persons  who  were  said  to 
have  bought  the  loaves  in  question.  Some  of  them  remembered  selling  bread  to 
them,  but  not  "  Bermaline  Bread." 

After    Young  Brothers  gave  up  their  "  Bermaline "  agency  on  the  5th  of 

45  November  1902,  the  emissaries  of  the  Pursuers  went  to  their  shops  also,  and  on 
the  8th,  11th,  14th  and  21st  of  November,  purchased  in  five  shops  of  these 
Defenders  loaves  which  they  produced  which  were  not  made  with  "  Bermaline 
"  Extract,"  but  which,  they  deposed,  were  sold  to  them  as  "  Bermaline  "  loaves. 
In  this  case  also  the  shopgirls  denied  having  made  such  sales  either  to  these 

50  persons  or  to  others. 

In  consequence  of  these  inquiries  made  by  the  Pursuers,  actions  were  raised 
against  Yowng  Brothers  and  against  Marshall.  The  grounds  and  the  con- 
clusions of  the  two  actions  were  substantially  the  same.  In  each  case  It  was 
averred  ••  that  the  Defenders  have  been  in  the  habit  of  wilfully  and  fraudulently 

55  ^  advertising  for  sale  and  selling  as  '  Bermaline  Bread  *  bread  not  manufactured 
^  with  *  Bermaline  Malt  Extract '  and  known  by  the  Defenders  not  to  be  so 
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^  manufactared,  on  the  false  pretence  made  by  the  Defenders  or  their  shopmen 
**  and  servants  that  such  bread  was  *  Bermaline  Bread '  manufactured  with  the 
**  *  Bermaline  Malt  Extract '  all  in  infringement  of  the  Pursuers'  Trade  Mark 
"  and  in  contravention  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883, 
**  section  76."  It  was  asked  that  the  Defenders  should  be  interdicted  **  from  in  5 
**  any  way  advertising  or  offering  for  sale  or  selling  any  substances  used  as  food 
**  or  as  ingredients  in  food,  and  particularly  any  loaves  of  bread  stamped  or 
**  marked,  or  labelled  or  enclosed  in  wrappers  or  packages  marked  with  the 
**  word  *  Bermaline,'  or  using  the  name  '  Bermaline '  either  by  itself  or  in  com- 
*^  bination  with  other  names  to  designate  substances  used  as  food  or  as  10 
*'  ingredients  in  food,  and  particularly  loaves  of  bread  manufactured  by  the 
**  Defenders,  and  so  stamped  or  marked  or  labelled  or  enclosed  in  wrappers  or 
^'  packages  so  marked,  or  from  advertising  or  representing  themselves  as  bakers 
**  or  sellers  of  '  Bermaline  Bread '  or  selling  loaves  of  bread  under  said  name,  or 
*^  using  said  names  in  invoices,  labels,  bags,  packages  or  stationery,  or  in  any  15 
**  way  infringing  the  sole  and  exclusive  right  of  the  Pursuers  to  use  the  name 
**  *  Bermaline '  in  connection  with  or  for  the  purpose  of  designating  any  sub- 
**  stances  used  as  food  or  as  ingredients  in  food,  and  particularly  any  loaves  of 
•*  bread."  The  Pursuers  also  concluded  for  1001.  damages,  but  stated  at  the  Bar 
that  they  did  not  desire  substantial  damages,  but  would  be  satisfied  with  a  20 
nominal  sum. 

The  Pursuers  pleaded  : — **  1.  The  Defenders  having  infringed  the  Pursuers* 
*'  Trade  Mark,  the  Pursuers  are  entitled  to  interdict  as  concluded  for.  2.  The 
•'  Defenders  having  wilfully  and  fraudulently  used  the  name  by  which  the 
•'  Pursuers'  goods  are  known  in  the  market,  and  thereby  illegally  encroached  on  25 
•*  and  injured  their  trade,  the  Pursuers  are  entitled  to  interdict  as  concluded  for. 
^  3.  The  Pursuers  having  sustained  loss  and  damage  to  the  extent  of  the  sum 
*'  sued  for  through  the  wrongful  acts  of  the  Defenders,  they  are  entitled  to 
**  damages  as  concluded  for." 

The  Defenders,    Young  lirotherSy  pleaded  : — 1.  The    Pursuers'  statements  30 
"  are  irrelevant  and  wanting  in  specification.    2.  The  Pursuers'  averments,  so 
**'  far  as  material,   being  unfounded  in  fact,  the  Defenders  are  entitled    to 
"  absolvitor,  with   expenses.     3.  The   Pursuers  having  sustained  no   loss  or 
**•  damage  through  any  acts  of  the  Defenders,  are  not  entitled  to  damages." 

The  pleas  tendered  for  Marshall  in  the  other  case  were  similar.     He  also  35 
pleaded  : — "  2.  The  Defender,  not  having  infringed  the  Pursuers'  Trade  Mark, 
**  ought  to  be  assoilzied." 

In  the  case  of  Young  Brotliers  the  Record  was  closed  on  the  6th  of  March  1903, 
and  a  proof  allowed,  which  was  taken  on  the  25th  of  June  and  3rd  of  July  1903  ; 
and  in  the  case  of  Marshall  the  Record  was  closed  on  the  18th  of  March  1903,  40 
and  proof  before  answer  as  to  relevancy  allowed,  which  was  taken  on  the  31st  of 
June  and  Ist  of  July  1903. 

At  the  proofs  the  various  points  were  brought  out  which  have  been  referred 
to  in  the  preceding  narrative.     It  appeared  that  the  Pursuers,  before  February 
1902,  when  they  erected  mills  of  their  own,  had  been  in  the  habit  of  supplying  45 
their  agents  with  their  malt  extract  and  allowing  them  to  buy  their  flour  where 
they  pleased.    After  they  erected  mills  they  insisted  that  their  agents  should 
"use  their  Tthe  Pursuers')  flour,  partly  with  a  view  of  keeping  the  quality  of  the 
bread  unirorm  all  over  the  country,  but  partly  also  with  a  view  to  obtaining  a 
large  market  for  the  flour.     [Lord  Kyllachy. — I  am  quite  satisfied  that  the  50 
Pursuers  were  entitled  to  prescribe    the  terms  on  which  their  trade  name 
might  be  used.    But  there  is  no  question  here  as  to  the  flour.    It  is  a  complaint 
for  selling  "Bermaline  Bread"  made  without    "Bermaline    Extract."]      In 
regard  to  the  sales,  it  was  proved  that  in  each  case  the  Defenders  had  repeatedly 
warned  the  shopgirls  not  to  sell  their  bread  as  "  Bermaline  Bread."    There  was  65 
no  attempt  on  the  part  of  the  Pursuers  to  prove  that  the  sales  had  been  made 
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■with  the  Defenders'  sanction  in  either  case,  or  to  substantiate  the  chsage  that 
the  sales  were  "  wilfully  and  fraudulently  "  made.    Neither  Defenders  had  ever 
advertised  their  bread  as  "Bermaline  Bread,"  or  used  the  word  "Bermaline 
on  invoices,  labels,  bags,  packages,  or  stationery,  after  the  close  o*.,*'^®  ?«*?f J" 

5  Marshall  ofEered  to  advertise  that  he  did  not  sell  "Bermaline  Brea^.  ine 
«  Bermaline  "  lettering  had  in  each  case  been  allowed  to  remain  for  a  short  time 
on  the  window  after  the  termination  of  the  agency  ;  in  the  case  of  Young 
Brothers  from  the  25th  of  February  to  the  28th  of  March  ;  in  the  case  ot 
Marshall  from  the  5th  of  November  to  the  22nd  of  November.      In  Mars/uUls 

10  oases  the  purchases  founded  on  were  made  while  the  lettering  remained  on  tne 
window  ;  in  Young's  case  after  its  removal.  In  Marshall's  case  evident  was 
led  regarding  certain  bands  which  were  put  round  his  loaves  of  breafl,  ana 
which  were  stated  to  be  a  colourable  imitation  of  those  used  by  the  Pursuers. 
Each  loaf  of  this  Defender's  malt  bread  was   encircled  with  a  paper  bantt, 

15  marked  in  large  letters  "  Marshall's  Malt  Bread."  The  Pursuer  s  br«id  when 
sold  bears  a  paper  band,  on  which  are  printed  in  conspicuous  letters  the  woras 
"  Bermaline  ;  Montgomerie's  Patent."  Both  bands  were  printed  oj  t^  same 
printer.  They  were  both  in  two  colours,  red  and  blue.  They  were  of  the  same 
size,  twenty  inches  by  two,  and  were  of  somewhat  similar  appearance,    un  tne 

20  bands  used  by  Marshall,  while  he  was  agent  for  "Bermaline  Bread  ^vas 
printed  a  picture  of  a  medal  won  by  him  with  "  Bermaline  Bread  ?  tJi  f  Ffture 
Vas  also  placed  on  the  band  of  «  Marshall's  Malt  Bread."  The  words  '  Sold  m 
"  fancy  bread  in  compliance  with  the  Bread  Act,"  appeared  on  both  bands. 
For  about  two  months  after  giving  up  the  "  Bermaline  "  agency,  -««':f«"jr 

o^  used  a  band  entirely  different  from  both  of  these  bands.  He  averred  that  wnat 
resemblance  there  was  in  the  bands  was  accidental,  and  that,  in  fact,  the  banas 
were  clearly  distinguishable.  In  Ymng's  case  the  bread  was  soW  yjth^a*  a^y 
band  round  it.  In  both  cases  the  question  for  the  Court  (P^ttia^*!*/**  J^® 
dispute  regarding  the  bands)  practically  narrowed  itself  to  t»\i?-T"'.'^®^™V^® 

^  Defenders'  shopgirls  had,  against  their  express  instructions,  sold  their  or^as 
«  Bermaline  "  in  the  circumstances  detailed  above,  and  if  so  whether  this  was 
a  use  of  the  trade  name  of  the  Pursuers  sufiScient  to  support  the  present  action 

"*  In  the'onter  House  the  Pursuers  amended  their  Summons  in  each  case  so 

Vi  that  it  should  run  (the  words  then  inserted  being  those  in  italics)  :—  ^^f™  ™ 
"any  way  advertising,  or  offering  for  sale  or  selling,  ^'^T ^^^^^^f'^ 
"as  food,  or  as  ingredients  in  food,  and  particularly  any  loaves  of  bread 
"  stamped  or  marked  or  labelled  or  enclosed  in  wrappers  or  packages  .marKea 
«  with  the  word  '  Bermaline,'  or  using  the  word  '  Bermaline    either  by  iteelt  or 

40  «  in  combination  with  other  names,  to  designate  substances  used  as  looa j)r  as 
"ingredients  in  food,  except  the  'Bermaline  Bread'  manufactured  by  the 
'-Pursuers  or  their  agents,  and  particularly  loaves  of  bread,  "»'  ^"«; 
"  « Bermaline  Bread '  manufactured  by  the  Defender,  and  so  stamped  or 
"  marked  or  labelled  or  enclosed  in  wrappers  or  packages  so  marfcea  ;  or  ij?m 

45  "  advertising  or  representing  himself  as  a  seller  of  '  Bermaline  Bread,  or  selling 
«  loaves  of  bread  under  the  said  name  being  bread  or  loaves  not  of  the  firauers 
"or  their  agents'  manufacture,  or  not  containing  '  Bermaline  extract 
"manufactured  by  them  or  any  of  them,  or  using  said.nf^®.«^  thlsole 
"labels,  bags,  packages,  or  stationery,  or  in  any  way  ^'^".X^^Xe '    in 

50  "  and  exclusive  right   of   the  Pursuers   to   use  the  name    '  ^;^^»1»^®     '^ 

«  connection  with,  or  for  the  purpose  of  designating   any  «ijf  »°^««  "^^^ 

"  food,  or  as  ingredients  in  food,  or  particularly  any  loaves  of  bread  not  being 

"  Jiermaline  Bread."  ,  ii„„,«.,i  k-  +i,a 

This  amendment  was  made  verbally  at  the  Bar,  and  was  ajlo^«^,  ^^ Ji® 

Sh  LOED  Ordikart   in   the   interiocutor  by  which  he    disposed  of  the  caae, 
bat    was    not    written    on    the    process    copy    of   the   plosed    record    and 


290  REPORTS  OF  PATENT,  DESIGN,        [May  18, 1904. 

Montgomerie  A  Co.,  Ld.  y.  Young  Brofhers. 
Montgomerie  &  Co.,  Ld.  v.  Jtfar^AoJI* 

initialled  by  Counsel  till  BOth  July,  three  days  aftw  the  prono^ftcement  of 
that  interlocutor. 

In  the  Outer  House,  Counsel  were  heard  in  MarshalVa  case  on  June  3l8t,  and 
in  that  of  Young  Brothers  on  July  3rd.  On  July  17th  Lord  Kyllachy,  Lord 
Ordinary,  pronounced  judgment  in  both  cases  as  follows  :  "  The  Lord  Ordinary  5 
"  allows  the  Pursuers  to  amend  the  conclusions  of  the  summons  as  proposed  at 
"  the  Bar  :  Opens  up  the  record  for  that  purpose,  and  said  amendment  having 
"  been  made,  recloses  the  record  ;  and,  having  considered  the  whole  cause, 
"  interdicts,  prohibits,  and  discharges  the  Defenders  from  selling  loaves  of  bread 
"  under  the  name  of  *•  Bermaline  Bread,*  which  have  not  been  manufactured  by  10 
"  the  Pursuers,  or  put  on  the  market  by  the  Pursuers  or  with  their  authority  ; 
*'  decerns  against  the  Defenders  for  payment  to  the  Pursuers  of  the  sum  of  5s.  in 
"  full  of  the  conclusion  for  damages ;  finds  no  expenses  due  to  or  by  either 
"  party."    For  LORD  Kyllaohy'S  opinion,  see  20  R.P.C.,  p.  781. 

The  Defenders  in  each  case  reclaimed  to  the  First  Division.    The  cause  was  15 
subsequently  transferred  to  the  Second  Division. 

The  Reclaiming  Notes  were  boxed  on  August  13th  1903  ;  and  sent  to  the  Roll 
on  the  first  day  of  the  winter  Session  thereafter,  the  question  of  the  competency 
of  the  Reclaiming  Notes  being  reserved  for  hearing  at  the  same  time  as  the 
merits.  20 

Counsel  were  heard  on  the  19th  and  20th  of  January  1904. 

Counsel  for  the  Reclaimers  Young  Brothers,  Salvesen,  K.C.,  and  Hunter 
(instructed  by  Button  and  Jack,  Solicitors);  Counsel  for  the  Reclaimer  Marshall, 
Shaw  K.C.,  and  Morison  (instructed  by  R.  S.  Rutherford,  Solicitor)  ;  Counsel 
for  the  Respondents,  Clyde  K.C.,  Constable  and  FF.  F.  Trotter  (instructed  by  25 
T.  S.  Paterson,  W.S.). 

Counsel  for  the  Respondents  objected  to  the  competency  of  the  Reclaiming 
Note  on  the  ground  that  the  amendment  which  had  been  made  on  the  Summons 
in  the  Outer  House  had  not  been  printed  in  the  print  appended  to  the  Reclaiming 
Note.  Counsel  for  the  Reclaimers  contended  that  the  amendment  had  not  been  30 
properly  made,  or  at  least  that,  at  the  date  when  the  interlocutor  reclaimed 
against  was  pronounced,  no  properly  authenticated  copy  of  it  was  in  process, 
and  that  the  process  was  to  be  printed  as  at  the  date  of  the  interlocutor  reclaimed 
against.  The  following  cases  and  Statutes  were  cited  in  debate : — Judicature 
Act,  1825,  sec.  18  ;  Act  of  Sederunt,  11th  July  1828,  sec.  77  ;  Carter  v.  Johnston,  35 
9  D.  598  ;  Muir  v.  Muir,  2  R.  26 ;  McEvoy  v.  Brae's  Trustees,  18  R.  417 ; 
Williamson  v.  Howard,  1  F.  864 ;  Adams  v.  Adam's  Trustees,  5  F.  863. 

The  Court  unanimously  repelled  the  objection.  The  opinions  of  the  Judges 
on  this  point  of  Scottish  procedure  will  be  found  in  the  "Scots'  Law  Times," 
vol.  XL,  p.  601.  40 

Counsel  were  then  heard  on  the  merits. 

For  the  Reclaimers,  it  was    argued    that   the    only   evidence  brought  to 
show  that  the  sales  complained  of    had  been  made  was  that  of  employes 
of  the    Respondents.      It   was  contradicted  in   every  case   by  the   evidence 
of    the     shopgirls.      The     Respondents    had    not    made    out     clearly    that  45 
these    sales   ever   occurred.      The    Reclaimers  had   instructed  their  servunts 
not  to  sell  bread  as  "  Bermaline.''     [Lord  YoUNG  :  A  master  is  respoosijl^le  for 
damage  done  by  his  servant,  but  it  is  a  novel  proposition  to  me  that  a  master  is 
to  be  interdicted  against  his  servants'  acting  contrary  to  his  instructions.]    In 
any  case  the  employ^  of  the  Respondents  who  bought  the  bread  were  not  50 
deceived.    They  knew  they  were  pot  getting  "  Bermaline  Bread  "  ;  that  was  tjieir 
object.  [The  Lord  Justice  Clbrk  :  Each  man  knew  that  if  the  bread  supplied 
to  him  was  "  Bermaline  Bread  "  it  should  have  had  a  "  Bermaline  "  band  round  it. 
They  made  no  inquiry  as  to  this  ?]    No.    Besides,  the  infringement  of  the 
Respondents'  rights,  if  any,  was   unimportant  and   innocent,  and  interdict  55 
should  not  be  granted  {Bass,  RatcUff  a^id  Oretton,  Ld.  v.  Laidlaw,  13  R.  898)^ 
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Singer  Machine  ManVffacturing  Company  v.  Wilson  (L.R.,  3  App.  Cas.,  376)  and 
Montgomery  v.  Thompson  (L.R.,  1891,  App.  Oas.,  217  ;  8  R.P.C.  361)  were  to  be 
distingaighed.  There  the  acts  of  infringement  were  undoubted  and  considerable. 
Cellular  Clothing  Company  v.  Maxton  (16  R.P.C.  397;  25  R.  1098)  and 
5  T?iomson  Jk  Co..  v.  Robertson  (15  R.  880)  were  founded  on.  Davidson  v. 
CampheU  Kenton  (41  Scottish  Law  Reporter  134)  was  cited  to  show  that  there 
might  be  ground  for  interdict  against  the  servant,  yet  the  Respondents  might 
not  be  entitled  to  interdict  against  the  master. 

For  the  Respondents  it  was  argued  that  the  evidence  showed  there  had  been 

IQ  at  least  a  legal  infringement  of  their  rights,  and  this  was  enough  to  entitle  them 
to  an  interdict  (Singer^  ubi  supra ;  Cellular  Clothing  Co.y  ubi  supra)  ;  the 
master  could  be  interdicted  for  the  acts  of  his  servant  even  though  committed 
against  his  orders  (BeUs  v.  De  Vitre,  L.R.  3  Ch.  App.  429  at  p.  441 ;  Tonge 
V.  Ward,  21  L.T.,  480 ;  Syhes  v.  liowarth,  L.R.,  12  CD.  826). 

J5  On  the  2l8t  January  1904,  the  Court  unanimously  recalled  the  interlocutor 
reclaimed  against  and  assoilzied  the  Defenders  with  expenses. 

Case  of  Young  Bbothbrs. 

Lord  Justiob  Clbrk.— The  Lord  Ordinary  has  felt  compelled  to  grant 
interdict.    After  giving  all  consideration  to  the  case,   I  do  not  think  this  was 

20  ^  oase  for  interdict.  The  thing  to  be  interdicted  is  the  sale  of  what  is  not 
**  Bermaline  Bread  "  as  "  Bermaline  Bread."  That  would  be  a  good  ground  for 
interdict  if  it  had  been  done  in  such  a  way  as  to  be  an  infringement  of  the 
rights  of  the  Pursuers,  even  had  it  been  done  by  the  Defenders'  servants  and 
without  the  Defenders^  knowledge  and  approval.     But  in  such  a  case  as  this  we 

25  must  look  with  care  to  see  that  there  really  was  such  a  sale  and  how  it  was  gone 
about.  The  question  turns  on  the  sale  of  a  few  loaves  of  bread.  When  an 
article  is  of  great  value  the  sale  of  even  a  single  article  may  be  so  important  as 
to  justify  interdict.  But  here  when  the  action  is  raised  about  the  sale  of  a  very 
small  number  of  loaves,  there  must  be  very  clear  evidence  of  such  sales  having 

30  been  made.  On  reading  the  evidence  I  am  not  satisfied  that  such  sales  were 
made  ;  or  if  they  were,  they  were  by  pure  inadvertence.  I  think  the  evidence 
should  be  very  clear  that  whiat  was  being  asked  for  was  ^'  Bermaline  Bread."  I 
am  not  satisfied  that  this  was  so.  The  evidence  is  conflicting,  and  it  seems  as  if 
the  matter  had  been  gone  about  for  the  express  purpose  of  entrapping  the 

35  saleswomen.  It  is  very  extraordinary  that  the  action  should  be  raised 
about  the  sale  of  an  article  of  which  the  value  is  so  small,  and  in  the  sale 
of  which  the  Defenders  had  so  little  interest.  I  agree  with  the  Lord  Ordinary 
that  interdict  should  not  be  granted  unless  there  is  a  reasonable  apprehension  of 
a  repetition  of  the  offence.    Here  there  can  be  no  such  apprehension.    The 

40  Defenders,  it  is  true,  were  not  willing  to  admit  that  they  had  committed  an 
ofiEenoe,  but  they  are  willing  to  undertake  that  such  sales  of  supposedly 
M  Bermaline  Bread  "  will  not  continue.  On  the  whole  matter  I  am  of  opinion 
that  there  has  been  no  such  proof  of  the  sale  of  bread  iis  "  Bermaline  Bread," 
which  was  not  ^^  Bermaline  Bread,"  as  to  entitle  the  Pursaers  to  interdict. 

45  Lord  YODNG. — In  this  case  the  facts  alleged  by  the  Pursuers  are  clear, 
emphatic,  and  strong.  They  allege  that  the  Defenders,  who  were  at  one  time 
au^orised  by  them  to  sell  ^'  Bermaline  Bread "  by  that  name,  to  which  the 
Pursuers  alone  were  entitled,  renounced  the  right  so  to  sell  it  on  22nd  November 
1902,  bat  that  notwithstanding  that  renunciation  they  sold  '^  Bermaline  Bread  " 

50  under  the  trade  nanie,  not  accidentally  but  wilfully,  to  the  Pursuers'  great 
damage.  The  averments  to  that  effect  are  very  clear.  The  last  occauon  on 
which,  aa  adleged,  bread  was  sold  as  ^'  Bermaline  Bread  "  by  the  Defenders  was 
14th  Movemt^r  1902,  that  is,  ^x  weeks  before  this  action  was  raised.     It  was 
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not  contended  by  the   learned    Counsel  that  there  was  any  truth  in   that 
allegation.      Both  of  the    Youngs^  the  Defenders,  stated  that  they  had  no 
intention  of  selling  ''  Bermaline  Bread  "  as  such  after  they  ceased  to  have  the 
Pursuers'  authority,  and    that    they  instructed    their    servants    accordingly. 
There  is  evidence  to  that  effect  by  the  Defenders,  and  I  ventured  to  put  the  5 
question  to  Mr.  Constable  at  the  end  of  his  speech,  whether  he  disputed  the 
truthfulness  of  the  Defenders'  statement  they  had  no  such  intention  and  had 
given  such  instructions,  and  he  said  he  could  not  dispute  that.    Now,  when  did 
the  Pursuers  become  aware  of  the  facts  they  allege  as  having  come  to  their 
knowledge  recently  before  the  action  was  raised  ?    I  asked  whether  inquiry  10 
had  been  made  as  to  whether  any  customer  had  got  **  Bermaline  Bread  "  as  such 
in  the  Defenders'  shops  after  the  renunciation  by  them  of  the  Pursuers'  Agency. 
The  answer  was  that  no  such  inquiry  had  been  made  or  would  be  possible. 
Therefore  it  was  something  approaching  to  wilful  false  statement  on  the  Record 
that  such  sales  had  been  made.    The  Pursuers  could  not  prove  any  such  sales   15 
except  to  the  detectives  employed  by  themselves  after  November  1902,  to  see 
if  they  could  not  catch  the   Defenders'  servants,  and  the  evidence  of  these 
employes  of  their  own  was  contradicted.     I  must  say  that,  upon  the  facts  so 
disclosed,  the  statements  made  on  Record  are  not  only  not  warranted  by  any 
evidence,  but  are  shown  by  the  evidence  to  be  such  as  ought  not  to  have  been  20 
made.    They  were  averments  which  it  was  discreditable  to  make.    I  venture  to 
use  that  word.     They  were  averments  discreditable  to  be  made  without  any 
inquiry  having  been  made  to  ascertain  the  truth  of  them  before  they  were  made. 
Now  upon  that  I  should  be  very  clearly  of  opinion  on  the  evidence  that  there 
was  no  case  for  an  interdict  at  all.      I  do  not  accept  the  evidence  of  detectives  25 
and  employes  of  the  description  I  have  referred  to,  when  contradicted  by  the 
evidence,  which  I  accept  as  honest  and  truthful  evidence,  of  the  servants  in 
the  shops  of  the  Defenders.     I  do  not  accept  that  evidence,  and  I  therefore 
hold  upon  the  proof  here  that  there  were  no  sales  contrary  to  the  instructions 
of  the  Defenders — the  admitted  instructions  made  by  them  and  received  by  their  30 
employes.    But  I  go  further,  and  say  that,  if  even  I  could  hold  it  as  proved 
that  those  persons,  who  were  employed  to  be  trapping  witnesses,  had  succeeded 
in  getting  from  the  girls  "  Bermaline  "  loaves  by  the  name  of  **  Bermaline," 
I  should  hold   that  to  be  no  ground  for  an  interdict  in  the  face  of   what 
I   hold  to  be  proved — that  the   instructions   of  the  Defenders  were  distinct  35 
that  there  should  be  no  such  sales.     I  cannot  agree  to  the  proposition  that  if 
a  servant  disobeys  the  master's  instructions   in   a   matter  of  this  kind,  the 
interdicting  of  the  master  is  the  remedy.     The  cases  show,  and  the  good  sense 
and  reason  of  the  thing — such  good  sense  and  reason  as  almost  all  our  common 
law  is  founded  upon — show  that,  if  a  trader  carries  on  business  in  a  manner  40 
which  he  is  not  entitled  to  do  to  the  detriment  of  another,  it  will  be  no  excuse 
to  him,  and  nothing  to  prevent  an  interdict,   that  he  has  done  it  by  others, 
not  by  his  own  hand,  if  he  has  not  taken  all   the   means  in  his  power  to     • 
prevent  it.     In  the  cases  which  have  occurred,  the  employer  against  whom  an 
interdict  was  asked  and  obtained  was  carrying  on  the  business,  and  carrying  it  45 
on  in  a  manner  which  he  maintained  he  was  entitled  to  do,  and  which  was 
not  hurtful  to  his  neighbour  so  as  to  entitle  his  neighbour  to  complain.     When 
it  was  decided  by  the  Oourt  against  that  contention  that  it  was,  then  it  was  quite 
proper  to  interdict  him  by  himself  or  others  continuing  to  carry  on  the  business 
or  to  do  the  things  either  with  his  own  hand  or  by  the  hands  of  others  employed  50 
by  him,  which  he  had  been  maintaining  his  right  to  do  and  defending  his 
condact  in  doing.    But  the  case  which  I  have  put,  and  which  is  presented  here 
upon  the  assumption  with  which  I  am  now  dealing,  is  not  of  that  kind  at  all, 
but  simply  of  a  servant  in  a  shop  violating  accidentally  or  otherwise  the 
instractions  of  her  master.     In  a  case  of  that  kind  to  say  that  the  remedy  is  to  55 
interdict  the  master  and  to  punish  him  for  breaoh  of  interdict,  that  ii  to  say, 
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for  his  contempt  of  the  authority  of  the  Court  which  has  granted  it,  if  his 
servant  or  any  servant  in  any  of  his  shops  should  ever  violate  his  instructions 
again, — ^to  maintain  such  a  proposition  is  certainly  not  in  my  opinion  to  be 
accepted.  The  maintenance  of  such  a  proposition  is  not  to  be  sustained.  I 
5  do  not  need  to  enter  into  this  case  any  further  than  I  have  done.  Perhaps 
I  have  gone  too  much  into  detail  already,  but  I  must  repeat  that  the  aver- 
ments of  the  Pursuers  here,  contrasted  with  the  evidence  as  to  their  conduct 
and  as  to  their  truth  and  facts  of  the  case,  show  as  unmaintainable  a  case  as  I 
ever  remember  to  have  had  occasion  to  deal  with.      I  am  therefore  of  opinion 

10  with  your  Lordship  that  the  defences  ought  to  be  sustained,  the  grounds  of 
action  repelled,  and  the  Defenders  assoilzied  with  expenses. 

Lord  Traynbr. — My  Lord,  this  case  presents  some  features  that,  I  think, 
are  not  commonly  met  vnth  in  actions  of  this  kind.  The  complaint  is  that  the 
Defenders  have  violated  a  right  of  the  Pursuers  to  their  detriment,  but  it  appears, 

15  and  it  is  not  disputed,  that  the  Defenders  disclaim  any  intention  to  do  that 
which  is  complained  of.  They  say  that  they  have  further  instructed  their 
servants  to  take  care  that  all  customers,  regular  or  casual,  who  come  to  their 
premises  for  the  purpose  of  purchasing  *'  Bermaline  Bread  "  are  to  be  told  that 
they  do  not  sell  it.    And  the  motive  that  they  might  haye  had  for  interfering 

20  with  the  Pursuers'  right  is  absolutely  removed  by  this  fact,  which  1  think  is 
sufficiently  established,  that  the  sale  of  "  Bermaline  Bread,"  at  all  events  in  the 
Defenders'  experience,  has  not  been  a  commercial  success  but  has  been  the 
contrary.  They  have  therefore  no  motive  for  carrying  on  this  trade,  which  the 
Pursuers'  say  they  are  carrying  on.     They  have  distinctly  announced  that  they 

25  do  not  intend  to  carry  it  on,  and  they  have  as  distinctly  instructed  their  servants 
to  tell  the  public  who  come  to  the  shops  that  they  do  not  carry  it  on,  and  do  not 
sell  that  particular  kind  of  bread.  Now,  it  would  be  difficult  in  these 
circumstances,  taking  nothing  else,  to  hold  that  the  Defenders  should  be 
interdicted  from  doing  a  thing  which  they  not  only  deny  they  have  ever  done, 

30  but  which  they  distinctly  state  their  intention  not  to  do  again.  They  had 
carried  on  this  trade  legitimately  enough  for  a  certain  time,  but  their  instructions 
to  their  servants,  following  upon  their  own  distinct  resolution,  was  that  they 
would  carry  it  on  no  longer,  and  their  servants  were  instructed  to  inform 
regular  and  casual  customers  that  that  was  so.      I  do  not  think  that  that 

35  presents  a  case  for  interdict  if  there  was  nothing  else.  But  then,  my  Lord, 
we  come  to  the  evidence,  and  I  rather  agree  with  some  of  the  observa- 
tions which  have  been  made  upon  the  value  of  evidence  of  persons  who 
are  professional  or  non-professional  detectives  sent  to  premises  for  the  purpose  of 
trying  to  get  up  a  case.       That  class  of  evidence,   I  think,    is   always  to 

40  be  received  cum  nota,  and  unless  it  is  corroborated  by  independent  testimony 
is  not  to  be  proceeded  upon  with  any  confidence.  Now,  in  this  case  of  Young'* s 
the  witnesses  who  are  brought  to  support  the  Pursuers'  case  are  persons  who 
were  sent,  some  of  them  from  Glasgow,  for  the  express  purpose  of  trying  to 
support  the  Pursuers'  case,  for  the  purpose  of  getting  people  in  the  Defenders' 

45  shops  to  sell  them,  on  their  request  for  "  Bermaline  Bread,"  something  that  was  not 
of  the  description  asked  for.  I  say  again  that  that  evidence  unsupported  would 
not  impress  me  favourably  ;  but  all  the  less  do  I  give  any  credence  or  weight 
to  it,  when  it  is  opposed  by  evidence  of  a  very  independent  character,  and 
I  must  say  remarkably  well  given.    The  servants  in  the  Defenders'  shops  were 

50  unanimous  in  stating  not  only  that  they  had  got  the  instructions  from  their 
masters,  to  which  I  have  already  referred,  but  that  they  were  careful  to  keep 
these  instructions  in  view  and  obey  them,  and  they  say  they  did.  Now,  it  is 
quite  possible  to  suppose  that  these  witnesses  examined  for  the  Pursuers  did  go 
and  ask  for  "  Bermaline  Bread,"  and  it  is  possible  that  they  got  something  in  reply 

d5  to  their  demand  which  vtras  not  ^  Bermaline  Bread  "  on  one  or  two  occasions.  That- 
is  quite  possible^  but  then  it  is  rather  a  curious  thing  that  the  persons  who  come 
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to  make  these  demaudB  for  ^'Bermallne  Bread  *'  come  at  a  time  when  the  shops  are 
fnll,  when  the  shop  girls  are  busy,  doing  their  best  to  supply  customers  who 
don't  want  to  be  kept  waiting,  and  in  these  circumstances  it  is  not  wonderful  if 
the  shopgirl,  when  the  request  was  preferred  did  not  hear  or  understand  that  it 
was  ^'  Bermaline  Bread  ^^  that  was  being  asked  for.  It  is  not  quite  the  same  word,  5 
but  it  might  quite  well  be  misunderstood  for  brown  bread,  and  brown  bread 
they  all  got.  But  even  if  the  Pursuers'  witnesses  had  gone  to  the  Defenders' 
shops  on  one  or  two  occasions  and  asked  distinctly  for ''  Bermaline  Bread,''  and  had 
in  return  got  something  which  was  not  ^^  Bermaline  Bread,"  I  should  not  have 
regarded  one  or  two  instances,  that  might  have  arisen  entirely  from  inadvertence,  10 
a  sufficient  ground  for  granting  the  interdict  which  has  been  craved  for.  On 
the  whole  matter,  in  Young^s  case,  I  am  quite  satisfied  that  the  Pursuers  have 
entirely  failed  to  make  out  a  case  for  interdict,  and  that  they  have  certainly 
proved  no  damage,  and,  therefore,  I  agree  with  your  Lordships  in  thinking  that 
the  interlocutor  should  be  recalled  and  the  Defenders  assoilzied.  15 


Cabb  of  R.  Marshall. 

The  Lord  Justice  Clerk. — My  Lords,  the  matters  here  are  in  a  somewhat 
different  position  from  YouHrg^$  case,  but  the  result  il^  the  same.  In  this  case 
the  conflict  of  evidence  is  very  sharp  indeed,  and  it  is  quit«  certain  that  the 
Pursuers'  witnesses  put  a  good  deal  of  circumstance  into  their  evidence,  whether  20 
true  or  otherwise,  which  does  not  occur  in  the  case  of  the  other  action  with 
which  we  have  just  dealt.  But  concurring,  as  I  do,  in  the  observations  that 
have  been  made  in  regard  to  the  class  of  witnesses  that  were  brought,  I  have 
looked  with  some  care  into  some  of  that  evidence,  and  I  am  not  at  all  satisfied 
with  it,  apart  altogether  from  the  evidence  given  for  the  Defender.  There  was  25 
one  thing  which  was  very  marked  and  pointed,  and  that  is  that  one  of  the 
servants  through  a  speaking  tube  asked  whether  there  were  any  "  Bermaline  " 
loaves  ready  in  the  bakery,  and  got  a  reply  that  they  would  be  ready  in  a  few 
minutes,  and  one  of  the  witnesses  said  he  heard  the  reply ;  I  think  it  is  an 
extremely  doubtful  thing  how  he,  standing  in  the  shop,  could  hear  a  reply  30 
through  a  speaking  tube  or  a  telephone.  But  the  particular  witness  who  speaks 
to  it  speaks  very  strongly,  "Hullo,  Jeanie,  send  round  some  *  Bermaline  Bread '  at 
^  once.*'  One  witness  says  he  asked  whether  there  were  any  ^*  Bermaline  "  loaves 
ready,  and  he  was  informed  there  were,  but  the  wife  of  KMy  who  says  that 
was  said  does  not  corroborate  him  at  all,  but  on  the  contrary  contradicts  his  35 
evidence  in  regard  to  that  matter  in  a  very  distinct  manner.  Now,  that  is 
just  one  of  those  instances  which  rather  tests  whether  witnesses  are  not  just 
going  a  little — ^to  use  a  current  expression — beyond  the  score  in  what  they  say. 
It  is  quite  possible  that  when  he  was  there  something  was  said  through  a 
speaking  tube.  I  don't  say  that  the  man  is  committing  absolute  perjury  in  40 
saying  that  some  such  incident  took  place,  but  where  I  think  the  evidence  fails 
is  that  it  referred  really  lo  ^^  Bermaline  Bread."  Both  the  Defender's  witnesses 
distinctly  say  that  nothing  of  the  kind  took  place,  that  no  such  question  was 
asked  about  ^  Bermaline  Bread,''  and  that  no  such  answer  was  given,  and  I  see 
no  reason  to  attribute  greater  faith  to  the  evidence  of  KMy  than  to  the  45 
evidence  of  those  two  witnesses.  And  so  with  regard  to  a  great  deal  of  the 
evidence  which  has  been  led  in  the  case  of  MarsJially  it  does  not  impress  me 
favourably,  particularly  in  a  case  where  the  purpose  is  to  prove  that  the  bread 
was  being  sold  on  the  false  pretence  made  by  the  Defender  and  his  shop-people 
that  such  bread  was  made  with  the  '^Bermaline  Malt  Extract"  made  by  the  50 
Pursuers.  In  this  case  the  striking  and  very  remarkable  &ct  occurs  that  was 
referred  to  by  one  of  your  Lordships  in  dealing  with  the  other  case,  that  there  is 
proof  positive  by  persons  absolutely  disinterested  that  the  Defender's  servants 
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refused  to  sell  to  the  ordinary  cnstomerB  of  the  shop  bread  as  being  "  Bermaline 
'*  Bread  "  after  the  date  at  which  their  agency  had  ceased.  Now,  I  accept  that 
evidence.  I  see  no  ground  whatever  to  doubt  it,  but  if  the  servants  of  the 
Defender  were  persistently  refusing  to  sell  bread  as  "  Bermaline  Bread  "  to  the 
5  ordinary  customers  of  the  Defender,  it  would  b,e  a  very  strange  thing  indeed  if, 
when  piBople  came  in  that  they  knew  nothing  about,  who  happened  to  be 
employed  practically  as  detectives  by  the  Pursuers,  they  should  then  proceed  to 
sell  bread  as  "  Bermaline  Bread  "  to  them.  It  is  quite  possible  that  some  of  the 
witnesses  who  come  for  the  Pursuers  did  ask  for  *'  Bermaline  Bread,"  but  it  is  also 

10  equally  possible  that  that  was  not  thoroughly  understood  by  the  servants.  But 
this  is  quite  certain  that  in  every  case  in  which  they  did  supply  the  bread 
they  supplied  it  with  their  statement  in  print  upon  it  to  the  effect  that  it 
was  "  Marshall's  Malt  Bread."  Now,  if  they  did  that  it  is  perfectly  plain  that  the 
Defender  intended  to  act  bond  fide  after  giving  up  his  agency,  to  sell  such  bread 

15  that  was  "  Bermaline  Bread  "  in  appearance  as  being  **  Marshall's  Malt  Bread." 
But,  then,  it  was  said  that  the  label  was  a  colourable  imitation  of  the  Pursuers' 
label.  My  Lords,  I  see  no  ground  for  saying  that  at  all.  I  quite  accept  the 
explanation  that  is  given  of  the  form  of  the  label  by  the  Defenders.  They  got 
this  from  the  printer,  made  up  not  from  their  design,  but  from  his  design, 

20  and  the  only  resemblance  that  I  can  see  between  the  two  is  that  both  are 
printed  partially  in  blue  and  partially  in  red  characters,  but  it  appears  quite 
distinctly  on  the  one  that  "  Bermaline  "  is  the  leading  word,  and  quite  distinctly 
upon  the  other  that  "  Bermaline  "  is  not  the  leading  word  but  "  Marshall's  Malt 
*'  Bread,"  and  no  person  who  paid  the  very  slightest  attention,  indeed,  without  any 

25  attention  at  all,  if  they  had  looked  at  the  label  and  saw  the  words  on  it,  could 
doubt  that  it  was  not  a  label  bearing  to  represent  that  that  bread  was  "Bermaline 
**  Bread."  My  Lords,  I  don't  see  very  well  what  more  the  Defender  could  do 
And  in  this  case,  as  in  Young^s  case,  it  is  a  little  remarkable  that  no 
communication  is  made  to  the  Defenders  to  get  any  explanation  before  an  action 

30  was  raised,  no  pointing  out  that  some  of  your  servants  are  doing  a  thing  which 
they  ought  not  to  do,  which  in  the  ordinary  course  of  business  between 
reasonable  people  would  be  a  reasonable  and  sensible  course  to  take  to  avoid 
litigation.  There  was  no  real  attempt  to  injure  the  Pursuers,  but  immediately 
a  very  strong  and  offensive  attack  on  the  ground  of  fraud  is  made  against  the 

36  Defender.  My  Lords,  I  am  satisfied  that  the  Pursuers  have  failed  to  prove 
any  such  case  as  they  allege  on  Record,  and  that  as  in  the  other  case  the  interdict 
should  be  refused. 

Lord  Young.  —I  concur. 

Lord  Traynkr. — I  also  concur. 

40      Lord  Justice  Clbrk. — ^With  expenses  in  both  cases. 


296  REPORTS  OF  PATENT,  DESIGN,        [May  18, 1904. 

Monro  v.  Hunter. 


In  the  High  Court  op  Justicb.— King's  Bench  Division. 

Before  MR.  Justice  Channell. 

February  15th,  1904 

Monro  v.  Hunter. 

Trade  Mark. — Use  as  a  Trade  Mark. — Mark  used  by  salesman  on  baskets  5 
containing    goods    consigned    to    him. — Conversion    of    baskets. — Defendant 
responsible  for  acts  of  his  agent. — Judgm^ent  for  Plaintiff  for  nominal  damages 
and  costs. 

The  name  of  a  Govent  Garden  salesman  was  registered  as  an  old  mark^  and 
was  marked  upon  baskets  belonging  to  him  and  used  by  growers  of  the  vegetables  10 
consigned  to  him  for  sale  on  commission  for  the  purpose  of  packing  and 
forwarding  their  goods  to  him.  Some  of  the  baskets  sent  by  him  to  one  of  such 
growers  for  such  purpose  were  made  use  of  to  send  vegetables  to  other  salesmen^ 
and  the  vegetables  were  exposed  for  sale  in  the  baskets  by  the  other  salesmen. 

The  business  of  the  grow&r  had  been  assigned  to  the  Defendant  as  trustee  for  15 
the  grower's  creditors^  and  at  the  time  of  the  wrongful  use  of  the  baskets  the 
grower  was  carrying  on  the  business  as  agent  for  the  Defendant. 

Held,  that  the  Plaintiff  was  entitled  to  dainages  for  infringement  of  Trade 
Mark  and  for  conversion  of  the  baskets  against  the  Defendant^  fiottvithstanding 
that  the  wrongful  acts  had  been  committed  contrary  to  his  orders,  20 

The  Plaintiff  charged  tfie  growers  to  wlitmi  he  sent  his  baskets  a  sum^  less 
than  the  value  of  the  baslcets^  as  security  for  their  return  a^id  to  enable  him  to 
keep  an  account.     This  was  not  held  to  constitute  a  sale  of  the  baskets. 

This  was  an  action  for  infringement  of  Trade  Marks  and  also  for  damages 
for  the  conversion  of  certain  baskets  upon  which  the  Trade  Marks  were  stencilled  25 
or  painted,  and  which  were  alleged  to  be  the  property  of  the  Plaintiff. 

The  Plaintiff,  George  Monro  was  a  salesman  at  Covent  Gfarden  Market,  London. 
His  business  consisted  of  the  sale  upon  commission  of  fruit,  flowers  and 
vegetables  consigned  to  him  by  the  growers.  The  practice  in  the  market, 
which  was  followed  by  the  Plaintiff,  was  for  the  salesman  at  the  beginning  of  the  30 
season,  and  from  time  to  time,  to  deliver  to  the  growers  large  numbers  of  baskets, 
marked  with  his  name  and  Trade  Marks,  which  are  to  be  used  by  the  growers  to 
pack  their  goods,  but  only  for  consignment  to  the  salesman.  For  purposes  of 
account  and  as  a  security  for  the  return  of  the  baskets,  a  conventional  sum, 
somewhat  less  than  the  value  of  the  baskets,  is  charged  against  the  grower  in  85 
the  salesman's  books,  when  baskets  are  sent  to  him,  and  is  allowed  for  when  the 
baskets  are  returned  by  the  growers  either  full  or  empty. 
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Before  the  month  of  February  1902,  one  Boardman^  carried  on  busineBB  as 
a  grower  of  cucumbers  and  other  vegetables  at  Haslemere.  He  had  been 
accustomed  to  consign  his  produce  to  the  PlaintiflF,  and  large  numbers  of  baskets 
marked  with  the  Plaintiff's  name  and  Trade  Marks  had  been  sent  to  him  for 
5  the  purpose  referred  to  above.  On  the  14th  of  February  1902,  he  executed  an 
assignment  of  his  business  and  property  to  the  Defendant,  Robert  Hunter^  as 
trustee  for  his  creditors.  The  Defendant,  who  was  an  accountant  in  business 
in  the  City  of  London,  carried  on  Boardman's  nursery  and  business  under 
BoardmarCs  name  down  to  the  month  of  June  1902,  when  he  sold  it.  He 
10  employed  Boardman  as  his  agent  to  conduct  and  carry  on  the  nursery  and 
business  down  to  the  time  of  the  sale,  and  paid  him  wages  out  of  the  estate. 

The  Plaintiff  was  the  registered  proprietor  of  several  Trade  Marks  specified  in 

the  Statement  of  Claim,  each  consisting  substantially  of  his  name,  Qeorge  Monro^ 

printed  in  ordinary  letters.      They  were  claimed  as  old  marks  in  use  before 

15  1875.    None  of  them  had  been  on  the  Register  five  years  at  the  date  of  the 

action. 

The  action  was  commenced  on  the  13th  of  August  1902.    The  pleadings  were 
as  follows  :  the  Plaintiff  by  his  Statement  of  Claim  stated  :— (1)  That  he  carried 
on  business  as  a  fruit,    flower  and  vegetable    salesman    at  Covent  Garden, 
20  London,  and  was  the  proprietor  of  three  several  Trade  Marks,  consisting  of  or 
comprising  his  name,  and    registered    respectively  in    Class  42  under  Nos. 
227,376  and  231,367,  and  in  Class  50  under  No.  232,935  ;  (2)  that  the  Plaintiff 
used  the  said  Trade  Marks  by  marking  the  same  upon  baskets  and  barrels  con- 
taining produce  which  was  his  or  had  passed  through  his  hands,  and  the  said 
25  Trade  Marks  respectively  were  well  known  in  the  Market  and  to  the  trade 
and  public  as  indicating  that  the  baskets  and  barrels  upon  which  they  or  any 
of  them  was  marked  and  the  contents  thereof  were  his  goods  or  had  passed 
through  his  hands  and  that  the  said  contents  were  of  good  quality  and  were 
properly  and  fairly  packed  ;  (3)  that  the  Defendant  carried  on  or  had  recently 
30  carried  on  the  business  of  a  nurseryman  at  Haslemere  in  the  County  of  Surrey, 
which  wjis  assigned  to  him  by  one  tSamuel  Boardman  on  or  about  the  14th  day 
of  February  1902  and  in  the  said  business  he  wrongfully  used  baskets  and 
barrels  marked  with  the  said  T^de  Marks  or  some  of  them  for  and  in  connec- 
tion with  the  sale  of  produce  which  was  not  the  Plaintiff's  and  which  had 
35  never  passed  through  the    Plaintiff's  hands  ;     (4)  that  the  Defendant  had 
wrongfully  detained    and    still    detained    certain    baskets    of    the   value  of 
£28  la.  6d.  which  were  the  property  of  the  Plaintiff,  and  although  required 
before  the  commencement  of  this  action  to  return  the  same  he  had  refused 
and   neglected  to  do  so  ;   (5)  alternatively  the  Defendant  had    wrongfully 
40  convert^  the  baskets  last  mentioned  to  his  own  use.    Particulars  of  the  said 
baskets  converted  were  delivered  with  the  Statement  of  Claim. 

The  Defendant  by  his  Defence  stated :— (1)  The   Defendant  admitted  the 

first  paragraph  of  the  Statement  of  Claim,  but  would  contend  that  the  Trade 

Marks  therein  mentioned  were  not  valid  on  the  ground  that  the  purposes  or 

45  subject-matter  for  which  the  same  purponed  to  be  used  were  not  the  proper 

subject  of  a  Trade  Mark  or  entitled  to  the  protection  thereof ;  (2)  the  Defen- 

.  dant  denied  that  the  Plaintiff  used  his  alleged  Trade  Marks  by  marking  the 

same  upon  baskets  or  barrels  containing  produce  which  was  his  or  had  passed 

through  his  hands,  or  that  the  said  Trade  Marks  respectively  were  well-known 

50  in  the  market  or  to  the  trade  or  public  as  indicating  that  the  baskets  or  barrels 

upon  which  they  or  any  of  them  were  or  was  marked,  or  the  contents  thereof 

were  his  goods  or  had  passed  through  his  hands,  or  that  the  said  contents  were 

of  good  quality  or  were  properly  or  fairly  packed ;  (3)  the  Defendant  denied 

that  he  had  wrongfully  used  baskets  or  barrels  marked  with  any  of  the  Plaintiff's 

55  alleged  Trade  Marks  or  had  wrongfully  detained  or  converted   any  of  the 

Plaintiff's  baskets  or  had  ever  refused  or  neglected  to  return  any  of  the 

Plaintiff's  baskets ;  (4)  that  it  was  the  Plaintiff's  practice  to  sell  his  baskets 
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and  other  receptacles  to  any  persons  desiring  to  use  the  same,  who  either  paid 
or  were  debited  in  account  with  the  price  thereof,  and  there  was  no  obligation 
on  the  part  of  the  purchasers  to  return  the  same  or  to  use  the  same  only  for 
the  purpose  of  consigning  goods  to  the  Plaintiff ;  (5)  that  the  Plaintiff's 
practice  was  to  receive  consignments  of  produce  of  all  qualities,  and  to  sell  the  5 
same  on  commission  in  the  ordinary  course  of  business,  and  whether  consigned 
in  baskets  or  receptacles  marked  with  his  name  or  alleged  Trade  Mark  or  not, 
and  there  was  no  indication  or  representation  to  purchasers  of  goods  in 
receptacles  so  marked  that  such  goods  were  of  good  quality  or  were  properly 
or  fairly  packed,  but  that  the  purchasers  paid  the  prices  for  them  according  to  10 
the  quality  ;  (6)  that  the  Plaintiff  supplied  his  baskets  and  other  receptacles  to 
any  persons,  and  that  he  sold,  as  before  mentioned,  any  goods  of  any  quality 
consigned  by  any  producer  in  any  kind  of  basket  or  receptacle  ;  (7^  that  the 
baskets  claimed  by  the  Plaintiff  in  this  action  were  sold  by  him  to  or  chai^ged 
by  him  in  account  with  Samuel  Boardman^  named  in  the  Statement  of  Claim,  15 
and  the  Defendant  would  contend  that  the  Plaintiff  had  no  right  of  Action 
against  the  Defendant  in  respect  thereof. 

On  behalf  of  the  Plaintiff  evidence  was  given  by  the  Plaintiff  himself,  as  to 
the  practice  above-mentioned  ;  that  the  baskets  were  not  sold  but  remained  the 
property  of  the  Plaintiff ;  and  to  the  effect  of  paragraph  2  of  the  Statement  of  20 
Claim.  It  was  also  proved  that  a  number  of  baskets  belonging  to  the  Plaintiff,  in 
respect  of  which  the  sums  debited  as  security  amounted  to  £44,  representing 
about  800  baskets,  had  been  delivered  to  Boardinan  and  had  not  been  returned 
before  the  14th  of  February  1902.  About  half  of  these  were  returned  by  the 
Defendant  or  by  Boardman  in  June  1902.  Evidence  was  given  that  in  the  25 
month  of  April  1902,  baskets  marked  with  the  Plaintiff's  name  and  Trade  Marks 
and  filled  with  cucumbers  were  seen  on  the  railway  at  Haselemere.  They  had 
printed  labels  bearing  Boardman' s  name  and  his  business  address  as  consignor, 
and  the  Plaintiff's  name  and  address  as  consignee.  The  Plaintiff's  name  had 
been  struck  out  and  they  had  been  re-addressed  to  a  salesman  at  Guildford,  30 
Surrey,  at  about  the  same  time.  Cucumbers  in  the  Plaintiff's  baskets,  marked 
as  stated,  were  seen  exposed  for  sale  at  the  sale-rooms,  in  Guildford  of  the 
salesman  referred  to. 

The   Plaintiff  was  unable  to  prove  what  number  of  the  Plaintiff's  baskets 
were  actually  received  or  taken  over  from  Boardman  by  the  Defendant,  or  35 
were  actually  used  by  him,  and  accordingly   he  asked   for   nominal  damages 
only. 

The  Defendant  was  called  as  a  witness  on  his  own  behalf,  and  stated  that  he 
inspected  the  nursery  from  time  to  time,  but  never  saw  any  of  the  Plaintiff's 
baskets  there,  that  he  had  given  Boardman  orders  not  to  use  the  Plaintiff's  40 
baskets,  and  that  Boardman  had  baskets  of  his  own.    He  denied  all  knowledge 
of  the  wrongful  use  of  the  Plaintiff's  baskets. 

Dickens,  K.C.,  and  D,  M.  Kerly  (instructed  by  J.  G.  Button  &  Go,)  appeared 
for  the  Plaintiff ;  Montague  Lushy  K.C.,  and  Edivard  Ford  (instructed  by 
Harris,  Ghetham  A  Go,)  appeared  for  the  Defendant.  45 

Dickens,  K.C.,  and  Kerly,  for  the  Plaintiff,  argued  that  the  marks  were  Trade 
Marks,  and  had   been  used  as  such,  citing  the  judgment  of  Boiveriy  L.J.,  in    ' 
In  re  PowelVs  Trade  Mark,  10  R.P.C.  195 ;  L.R.  (1893)  2  Ch.  388 ;  and  that 
there  had  been  an  infringement ;  there  was  also  conversion  of  the  baskets. 

Edward  Ford,  for  the  Defendant,  argued  that  there  was  no  proof  of  the  use  50 
of  the  baskets  or  marks  by  the  Defendant  or  by  Boardman.    That,  in  any  case 
there  was  no  infringement,  because  the  marks  were  used  as  marks  of  ownership 
of  the  baskets  only,  and  not  as  Trade  Marks.    The  Defendant  was  not  liable  for 
what  Boardman  might  have  done  in  the  matter. 

OHAfiJMJiiiL,  J. — I  think  there  must  certainly  be  nominal  damages,  because  I  55 
think  it  has  been  proved — ^not  by  the  very  clearest  evidence  in  the  world,  bat 
by  quite  sufficient  evidenoe-^that  notwithstanding  any  instructions  the  Defendant 
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may  have  given — and  by  that  I  do  not  mean  to  say  that  I  dispnte  his  word 
or  doubt  his  word  when  he  says  he  did  give  them — but  notwithstanding 
any  instructions  that  he  may  have  given  to  Boardman  to  use  Boardman^s  own 
baskets  and  not  to  use  Monro's — I  am  satisfied  on  the  evidence,  that  in  respect 
5  of  two  or  three  baskets  at  any  rate,  Boardman  at  the  time  when  he  was 
carrying  on  this  business  for  Hunter  did  use  a  few  of  these  baskets.  That 
was  a  wrongful  act,  and  I  think  it  involves  nominal  damages,  and  it  involves 
the  liability  of  the  person  who  was  in  fact  carrying  on  that  business  for  the 
act  of  his  servant  in  doing  it,  notwithstanding  that  act  of  his  servant  was  in 

10  contravention  of  his  express  orders,  because  it  was  an  act  done  in  the  course  of 
the  master's. business,  and  within  the  scope  of  his  employment,  and  done  for  his 
master,  to  send  his  master's  cucumbers — not  done  for  his  own  purposes  in  any 
way.  Consequently,  according  to  all  the  principles  on  which  a  master  or 
employer  is  liable,  for  those  whom  he  employs,  I  think  that  the  Defendant  here 

15  is  liable  in  nominal  damages  for  the  misuse  of  those  baskets. 

I  do  not  want  to  give  any  judgment  one  way  or  the  other  upon  the  Trade 
Mark  question,  but  from  the  assumption  which  I  make  for  the  purposes  of 
this  case,  that  the  Trade  Mark  is  a  good  one,  it  follows  that  there  is  an 
infringement  both  of  the  right  of  property  and  of  the  right  of  Trade  Mark ; 

20  but  it  does  not  in  any  way  add  to  the  damages  which  are  still  nominal.  I  say 
**  nominal,"  although  it  is  just  possible  that  the  baskets  thus  used  may  have 
been  partially  worn  out,  and  may  not  have  been  so  valuable  ;  but  still  there  is 
no  proof,  for  they  may  have  been  damaged  or  may  not,  and  there  is  no  reason 
therefore  for  giving  more  than  the  nominal  damages  of  one  shilling,  which 

S5  I  must  give. 

As  to  the  costs,  I  should  like  to  see  if  anyone  can  now  point  out  to  me  on 
the  correspondence  before  action,  whether  any  question  of  right  was  set  up 
by  the  Defendant.  If  the  Defendant — otherwise  than  in  these  pleadings, 
which  I  understand  are  Pleader's  pleadings— had  previously  contended,  not 

30  merely  that  he  had  not  done  it  in  fact,  but  that  he  had  a  right  to  do  it,  and  did 
it,  then  I  think  he  ought  to  pay  the  costs  of  this  action.  The  probability  is  that 
there  is  no  evidence  to  that  effect.    I  think  it  is  rather  doubtful. 

[After  the  correspondence  between  the  parties  before  action  had  been  referred 
to,  the  learned  Judge  added]  :  I  think  I  must  give  the  Plaintiff  costs.    Upon 

3S  that  I  have  a  little  difficulty  about  the  point  of  the  Trade  Mark,  which  I  have  not 
dealt  with  ;  but  while  there  was  no  admission  that  any  articles  had  been  in  fact 
used  by  the  Defendant,  there  was  an  assertion  of  a  right  to  use  them  by  the 
aUegation  that  the  course  of  dealing  was  to  sell  the  baskets,  to  the  person  to 
whom  they  were  sent  and  against  whom  they  were  debited,  and.  that  the 

40  property  passed  to  him  with  a  right  to  use  them  for  any  purpose  that  the 
so-ciedled  purchaser  desired  to  use  them  for.  After  that  certainly  the  Plaintiff 
could  not  avoid  going  on  with  his  action  and  taking  it  to  triid,  and  he  has 
succeeded,  although  he  has  succeeded  only  to  the  extent  of  nominal  damages.  I 
think,  therefore,  that  there  must  be  a  judgment  with  costs,  and  I  will  certify  for 

46  costs  on  the  principle  that  it  really  was  an  action  to  try  a  right,  namely,  the  right 
to  use  these  baskets  for  the  purposes  of  the  grower's  trade.  That  right  is  clearly 
negatived  upon  the  evidence.  The  case  is  established  on  the  part  of  the 
Plaintiff,  and  I  give  judgment  for  the  cne  shilling  and  any  necessary  certificates 
to  give  the  Plaintiff  his  costs. 

50  Ford  asked  that  the  Plaintiff  should  be  ordered  to  pay  all  the  costs  of  an 
adjournment  which  he  had  applied  for  and  obtained,  and  the  learned  Judge  so 
ordered. 
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British  Vacuum  Gleaner  Company ,  Ld.  v.  Suction  Oleaners^  Ld.^ 

a/nd  Others. 


In  the  High  Court  of  Justicb.— Chanohry  Division. 

Before  Mr.  Justiob  Swinfbn  Eady. 

February  26th,  1904. 


British  Vacuum  Olbanbr  Company,  Ld.  v.  Suction  Olbanbrs,  Ld., 

AND  Others.  * 


Patent. — Action  for  infringement  against  several  Defendants. — Motion  to 
commit  one  Defendant  for  contempt  by  issuing  circulars.  —  Motion  for 
interlocutory  injunction. — Motion  to  commit  refused. 

On  the  15th  of  January  1904  the  British  Vacuum  Cleaner  Company^  Ld.y 
commenced  an  action  agaiuBt  Suction  Gleaners^  Ld,y  and  Lacy,  Hutbert  A  Go.^  10 
Ld.y  for  infringement  of  Letters  Patent  (No.  17,433  of  1901)  granted  to  Hubert 
Cecil  Booth,  claiming  the  usual  relief.  On  the  10th  of  February  1904  John 
Sugden  was  added  as  a  Defendant  in  the  action.  The  Plaintiffs  gave  notice  of 
motion  for  an  interlocutory  injunction  against  the  Defendants,  Suction  Cleaners^ 
Ld.^  and  also  notice  of  motion  to  John  Sugden  for  an  Order  committing  him  to  15 
prison  for  contempt  of  Court  in  procuring  to  be  printed  and  in  publishing  on 
divers  occasions,  since  the  date  of  the  issue  of  the  writ,  a  certain  printed  circular 
or  advertisement  headed  "BluflE  v.  Business"  alleging  inter  aZia  that  the 
Plaintiffs  knew  that  they  were  unable  to  uphold  the  validity  of  the  Patent  sued 
on,  and  in  writing  and  causing  to  be  sent  to  Messrs.  Rowntree  A  Sons  a  20 
letter,  dated  the  25th  of  January  1904,  stating  inter  alia  that  the  Defendants, 
Suction  Cleaners,  Ld.,  had  in  hand  absolute  proof  that  the  said  Patent  was 
absolutely  invalid  on  account  of  anticipation,  and  that  the  said  Defendant 
might  be  restrained  until  the  trial  of  the  action,  or  until  further  Order  during 
the  continuance  of  the  action,  from  publishing  or  being  in  any  way  instrumenttd  25 
in  publishing,  whether  by  letter,  circular,  advertisement  or  otherwise,  any 
statement  that  the  Patent  was  invalid  or  was  known  to  be  so  by  the  Plaintiffs, 
and  from  publishing  or  being  in  any  way  instrumental  in  publishing  the 
said  circular  or  any  similar  circular,  and  from  otherwise  prejudicing  and 
interfering  with  the  trial  of  the  action,  and  that  he  might  be  ordered  to  pay  30 
the  costs  as  between  solicitor  and  client  of  and  incidental  to  that  motion,  and  that 
such  further  or  other  Order  might  be  made  as  to  the  Court  should  seem  meet. 
The  purpori  of  the  circular  complained  of  will  be  found  sufficiently  stated  in 
the  judgment. 

T.  Terrell^  K.O.,  and  H.  A.  Golefax  (instructed  by  Hasties)  appeared  for  the  35 
Plaintiffs ;  A.  J.  Walter  and  J.  H.  Gray  (instructed  by  Stanley,  Woodhouse  A 
Go.)  appeared  for  the  Defendants. 
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Terrell,  K.C.,  and  Golefax  for  the  Plaintiffs. — The  circular  issued  by  the 
Defendants  is  a  contempt  of  Court.  It  was  held  in  Qaulard  and  Oibhs  v. 
Lindsay  (4  R.P.C.  189)  that  a  plaintiff  may  not  say  that  he  has  commenced  an 
action  which  is  certain  to  succeed ;  but  he  may  issue  a  fair  warning  saying 
5  that  he  is  advised  that  what  a  defendant  does  is  an  infringement.  Bere  the 
warning  which  the  Plaintiffs  have  issued  is  a  perfectly  proper  one  ;  but  the 
Defendants  are  saying  in  their  circular  that  the  Patent  is  bad  and  that  the 
Plaintiffs  know  it.  That  is  a  statement  that  the  Plaintiffs  are  acting  dishonestly. 
[Fenner  v.  Wilson  &  Co.,  Ld.  (10  R.P.C.  283)  and  Daw  v.  Eley  (L.R.  7  Eq.  45) 

10  were  referred  to.]     Then  there  is  a  motion  for  an  interlocutory  injunction. 

Walter. — The  Defendants  want  to  have  an  early  trial  of  the  action,  and 
are  prepared  to  give  an  undertaking  until  the  trial.  [It  was  arranged  that 
the  action  should  be  set  down  at  once,  but  not  come  into  the  paper  for  a 
fortnight.]    Also  the  Defendants  do  not  piopose  to  send  out  the  circular  any 

15  more  ;  it  is  not  now  applicable.  But  the  Plaintiffs  by  their  circulars  appealed 
to  the  public,  and  they  cannot  properly  complain  of  the  Defendants  having 
done  the  same  thing  (Daw  v.  Eley). 

Terrell,  K.C.,  in  reply. — Daw  v.  Eley  only  shows  that  a  fair  reply  is  allowable, 
but  the  Defendants*  circular  is  of  an  unjustifiable  nature. 

20  SwiNFBN  Eady,  J. — In  this  case  there  are  two  motions  before  me — one  to 
restrain  the  infringement  of  a  Patent,  the  other  to  commit  for  contempt  in 
issuing  a  circular,  C.F.H.  2,  headed  "  Bluff  v.  Business."  Now,  happily,  the 
motion  for  the  injunction  has  been  disposed  of  in  what  I  cannot  help  thinking 
is  the  best  manner  possible  :  an  early  day  has  been  fixed  for  the  trial,  and  the 

25  parties,  at  the  trial,  will  have  their  rights  determined. 

With  regard  to  the  motion  to  commit,  I  think  it  is  sufBcient  to  say  that  I 
certainly  should  not  make  any  Order  to  commit  the  Defendant  for  issuing  this 
circular.  It  appears  that  there  is  a  contest  between  the  parties  as  to  whether 
BootVs  Patent,  on  which  the  Plaintiffs  are  suing,  is  valid.    The  Plaintiffs  have 

30  issued  a  postcard  headed  '^  Warning."  "  It  has  come  to  the  knowledge  of  the 
"  British  Vacuum  Cleaner  Company,  Ld.,  that  circulars  and  other  advertising 
"  matter  had  been  sent  out  by  Suction  Cleaners,  Ld.'^ — that  is  to  say,  the 
Defendants — "  offering  for  sale  a  machine  which  the  British  Vacuum  (Jleaner 
**  Company,  Ld^"^ — the  Plaintiffs — **  are  advised  is  an  infringement  of  their 

35  "  Patent  right,"  and  then  they  gave  notice  that  they  will  proceed,  if  their  own 
action  is  successful,  '^ against  all. persons  vending,  supplying  or  using  such 
^  machine."  On  the  other  hand,  the  Defendants  have  issued  a  circular  stating 
that  they  are  advised  that  BootKs  Patent  is  invalid  and  cannot  be  sustained, 
and  that  they  believe  this  is  well  known  to  the  Plaintiffs,  and  they  add  if  the 

40  Plaintiffs  *'  believed  in  their  Patent  they  would  have  applied  for  an  interim 
"  injunction  before  this,  which,  if  granted,  would  effectively  stop  Suction 
"  Cleaners,  Ld.,  from  selling  their  plant*.  But  to  get  an  interim  injunction  they 
•*  would  have  to  prove  their  Patent  good,  and  this  they  cannot  do."  Then  they 
refer  to  a  special  matter  :  "  Suction  Cleaners,  Ld.,  will  send  some  convincing 

45  **  information  about  Booth's  Patent  to  anyone  interested,  and  are  willing  to  give 
"  to  their  customers  a  guarantee  against  any  claims  by  the  British  Vacuum 
"  Cleaner  Company,  Ld.,  in  respect  of  any  *  Klenus '  plant  purchased  or  used  by 
^*  them."  Now  it  appears  after  the  Plaintiff  Company  was  formed  there  was  some 
litigation  between  them  and  the  owner  of  a  previous  Patent,  who  brought  an 

50  action  against  the  present  Plaintiffs,  and  in  the  result  the  present  Plaintiffs 
bought  up  that  previous  Patent  for  a  sum  of  15,000Z.  Of  course  it  is  quite 
possible  that  both  Patents  may  be  valid,  but  apparently  that  is  the  ground 
which  the  Defendants  have  for  their  statement  that  they  will  send  some 
convincing  information.    In  my  opinion  the  circular  of  the  Defendants  is 

55  certainly  in  bad  taste,  and  it  is  a  circular  which,  it  is  quite  obvious,  is  not 
applicable  to  the  present  circumstances,  and,  as  a  motion  has  been  made  for  au 
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interim  injunction,  this  circular  conld  no  longer  continae  tobe  issued.  I  regret 
the  suggestion  that  the  Plaintiffs  are  aware  of  the  invalidity  of  their  own  Patent, 
but  certainly  under  the  circumstances  of  this  present  case  I  should  not  make  any 
Order  of  committal  or  any  Order  upon  the  motion.  As  I  have  said,  the  matter 
will  be  rapidly  tried.  There  will  be  no  more  circulars  of  this  kind  sent  out  5 
between  now  and  the  trial,  and  under  those  circumstances  I  do  not  make  any 
Order  on  the  motion.    I  simply  refuse  the  motion. 

Terrelly  K.C. — Then,  with  regard  to  the  Defence,  as  we  are  going  to  such  a 
speedy  trial  1  should  like  to  add  that  both  parties  are  to  have  liberty  of  inspec- 
tion of  each  other's  machines,  and  to  take  drawings  and  photographs  as  tiiiey  10 
may  be  advised. 

SwiNFBN  Eady,  J. — Mutual  inspection,  and  you  can  take  photographs  of  * 
each  other's  machines. 

Walter. — I  understand  that  the  Defendants  have  not  a  machine  at  present, 
but  they  will  supply  photographs.    The  Plaintiffs  cannot  expect  the  Defendants  15 
to  make  a  machine  up. 

Terrell^  K.C.— There  is  one  which  has  been  delivered  to  the  Patent  Steam 
Carpet  Beating  Company  I  am  told, 

Walter. — If  they  will  let  the  Plaintiffs  see  it,  we  shall  offer  no  objection. 

SwiNPBN  Eady,  J. — You  will  offer  every  facility  in  your  power  for  letting  20 
them  see  machines  in  existence,  if  any  ? 

Walter. — Certainly. 

Terrell^  K.C. — The  Defendants  have  drawings  of  the  machines  which  they 
have  sold,  and  I  ask  for  copies  of  those  drawings. 

SwiNPEN  Eady,  J. — You  can  see  the  machines.    The  Defendants  will  give  25 
you  the  names  of  the  persons  to  whom  they  sold  them. 

Terrelly  E.C. — Supposing  the  Plaintiffs  cannot  see  the  machines,  then  they 
want  to  see  the  drawings  and  take  copies  of  them. 

Walter. — They  can  have  photographs,  and  the  Defendants  will  give  them 
every  facility.    They  will  write  to  their  customers  and  ask  them  to  allow  the   30 
Plaintiffs  to  see  the  machines. 

Terrelly  K.C. — If  the  Plaintiffs  see  the  machines  that  will  do,  but  they  might 
not  be  able  to  see  them. 

SwiNPBN  Eady,  J. — ^The  Defendants  have  undertaken  to  give  every  facility. 

Terrelly  K.C. — Supposing  the  customers  do  not  let  the  Plaintiffs  see  them,  35 
then  can  the  Plaintiffs  see  the  Defendants'  working  drawings  ? 

Walter. — You  can  have  photographs  of  our  machines. 

SwiNPBN  Eady,  J.— There  will  be  liberty  to  apply. 
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In  the  High  Coubt  of  Justice.— Ohanobry  Division. 
Before  Mr.  Justice  Farwbll. 

March  24th,  25th,  26th,  28th  and  29th,  1904« 

British  Vacuum  Cleaner  Company,  Ld.  v.    Suction  Cleaners,  Ld., 
5  AND  Others. 


Patent. — Action  for  infringement. — Construction  of  Specification. — Patent 
held  valid. — Infringement  found. 

A  Patent  was  granted  to  B.for  improvements  relating  to  the  extraction  of 
dust  from  carpets^  Ac.    The  owners  of  the  Patent  brought  an  action  for  in- 

10  fringement  against  the  S.  Co.,  the  L.  Co.,  and  J.  S.  who  was  the  Secretary  and 

manager  of  and,  as  the  Plaintiffs  alleged,  a  shareliolder  in  the  8.  Co.    The 

Defendants  denied  infringement,  and  set  up  the  invalidity  of  the  Patent.    In 

the  course  of  the  trial  the  action  was  dismissed  against  the  L.  Co.  unth  costs. 

Held,  t?iat  according  to  the  true  construction  of  the  Specification  the  Patent 

15  uHisfor  an  instrument  to  carry  out  a  particular  process,  and  was  valid;  and 
tlMt  the  S.  Co.  had  infringed,  and  an  injunction  was  granted  against  them ; 
but  that  no  case  had  been  made  out  against  J.  S.,  and  the  action  was  dismissed 
as  against  him  with  costs. 

On  the  30th  August  1901,  Letters  Patent  were  granted  to  Hubert  Cecil  Booth 
20  for  '^  Improvements  relating  to   the   Extraction  of  Dust  from  Carpets  and 
other  Materials."    The  Complete  Specification  was  as  follows  : — 

"  This  invention  has  reference  to  the  extraction  of  dust  and  similar  impurities 
^  from  carpets,  rugs,  curtains,  bedding,  upholstered  furniture,  flour  sacks, 
**  tapestry,  and  the  like,  and  has  for  its  chief  object  to  effect  such  extraction 
25  "  by  passing  over  the  surface  of  the  carpet  or  the  like,  suitably  formed  hollow 
♦*  implements  whose  interior  is  maintained  at  a  pressure  considerably  lower 
**  than  that  of  the  atmosphere,  by  the  action  of  a  power-driven  suction  pump 
"  connected  therewith  by  a  pipe  or  conduit  which  also  serves  to  conduct  the 
**  extracted  impurities  along  with  the  air  to  an  appropriate  contrivance  or 
30  ^*  contrivances  for  separating  and  collecting  them  from  the  air  so  that  the 
^  latter  reaches  the  pump  in  a  cleanly  condition  so  as  not  to  interfere  with  the 
**  action  of  the  pump. 

**  According  to  my  invention  the  suction  pump  is  actuated  by  an  oU,  steam, 

**  electric,  gas,  or  other  motor,  the  motor  and  the  pump  being  both  mounted  on 

35  *^  a  frame,  carriage,  or  base  which  is  adapted  to  stand  outside  or  inside  the 

"  building  wherein  the  dust  extracting  operation  is  to  be  performed.    The  said 
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'*  pump  is  connected  by  flexible  piping  with  the  dnst  extracting  implement  or 
"  implements  which  are  formed  with  an  opening  or  openings  at  the  part 
"  contiguous  to  the  surface  of  the  carpet  or  the  like,  for  the  dust  and  other 
"  impurities  to  enter  the  interior  of  the  implement  and  pass  away  through  the 
"  said  flexible  piping  by  the  suction  produced  by  the  pump.  At  suitable  » 
"  intervals  in  the  length  of  the  piping  I  provide  between  the  implements  and 
"  the  pump,  the  aforesaid  contrivances  for  collecting  the  extracted  impurities, 
"  such  contrivances  being  preferably  located  at  points  outside  the  room  wherein 
"  the  dust  extracting  operation  is  taking  place. 

"  The  dust  extracting  implement  has  a  hollow  base  portion  provided  with  an  10 
"  opening  in  its  surface  which  lies  next  the  article  to  be  cleaned,  and  the  pipe 
"  or  tube  connecting  the  implement  with  the  impurity  collectors  and  the 
*'  pump,  may  be  provided  with  a  cock  or  valve  so  arranged  that  it  normally 
"  assumes  a  closed  position  and  is  capable  of  being  readily  and  expeditiously 
"  opened  when  required.  15 

"  In  some  cases  the  hollow  base  of  the  implement  is  provided  with  a 
**  chamber  to  which  the  air  pipe  is  connected,  said  chamber  having  a  transverse 
"  or  dome  shaped  partition  composed  of  porous  or  other  appropriate  material 
"  serving  as  a  separator  of  the  dust  or  other  impurities  withdrawn  from  the 
'*  carpet  or  other  article.  The  said  partition  is  provided  with  a  stem  extending  20 
"  to  the  exterior  of  the  chamber  for  the  purpose  of  enabling  said  partition 
"  to  be  shaken  to  remove  therefrom  dust  or  other  impurities.  The  inlet  from 
"  the  base  portion  to  the  said  chamber  may  be  prolonged  and  furnished  with  a 
"  flap  or  clack  valve. 

"  One  of  the  impurity  collectors  may  comprise  a  box  or  casing  provided  with  25 
^^  a  dome  shaped  porous  partition.  Beneath  this  partition  is  situated  a 
"  deflecting  cap  upon  which  the  impure  air  impinges,  and  a  suitable  outlet  for 
''  the  cleansed  air  is  provided  on  the  opposite  side  or  above  said  partition. 
"  In  the  lower  part  of  the  collector  there  may  be  placed  a  series  of  inclined 
"  or  other  suitably  arranged  baffle  plates  for  directing  the  heavier  portions  of  30 
"  the  impurities  toward  the  bottom  of  the  box  or  casing. 

''  Another  impurity  collector  comprises  a  casing  containing  water  or  other 
"  liquid  through  which  the  current  of  impure  air  passes.  Perforated  or 
**  reticulated  partitions  or  screens  are  arranged  near  the  bottom  of  the  casing 
''  in  such  manner  as  to  split  up  the  impure  air  into  fine  streams  or  bubbles  as  35 
**  it  passes  through  the  liquid.  Above  the  level  of  the  liquid  I  provide  suitable 
'^  baffle  plates  to  cause  the  air  to  flow  in  a  circuitous  course  and  be  thereby 
^  dried  before  leaving  the  collector. 

"  In  order  that  my  invention  may  be  more  clearly  understood  and  readily 
*^  carried  into  effect    I  will  proceed   to   describe  the    same  more    fully    in  40 
"  connection  with  the  accompanying  drawings  in  which  : — 

*^  Figure  1  is  a  plan  of  the  apparatus.  Figure  2  is  a  side  elevation  of  an 
*'  Implement  and  its  connections,  partly  in  section.  Figure  3  is  an  under  side 
"  view  of  the  implement  shown  in  Figure  2.  Figure  4  is  a  sectional  side 
"  elevation  of  a  modified  form  of  implement.  Figure  5  is  an  under  side  view  45 
'^  of  the  implement  shown  in  Figure  4.  Figures  6  and  7  are  a  sectional  side 
"  elevation  and  an  under  side  view,  respectively,  of  a  further  modification  of 
*'  the  implement.  Figure  8  is  a  sectional  elevation  of  the  implement  provided 
^^  with  a  dust  collecting  chamber.  Figure  9  is  an  under  side  view  of  the 
^^  implement  shown  in  Figure  8.  Figures  10, 11,  and  12  are  vertical  sectional  50 
"  views  of  the  contrivances  for  collecting  the  impurities.  The  same  letters 
"  of  reference  indicate  similar  parts  in  the  various  figures. 

'<  In  Figure  I,  1  is  the  hollow  implement  provided  with  a  handle  2  and 
**  connected  by  flexible  piping  to  a  preliminary  dust  or  impurity  collector  3. 
**  The    dust  collector    3  is  connected   to  a  second  dust    collector   4    which  55 
«  communicates  with  the  suction  pump  5  actuated  by  the  motor  8  driven  by 
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"  power  from  a  generator  or  store  7  ;  the  dnst  collector  4,  pump  5,  motor  6^ 
"  and  generator  7  being  carried  by  a  suitable  frame  or  base  8  mounted  upon 
"  wheels. 

"  In  Figures  2  and  3,  the  implement  1  is  provided  with  a  base  9  having  an 
5  '•  orifice  10  which  communicates  with  the  hollow  interior  of  the  implement. 
'*  The  area  of  the  orifice  10  can  be  adjusted  by  a  plate  11  secured  to  the  base  9 
"  by  screws  12  which  pass  through  slots  13  in  said  plate.  To  adjust  the  area  of 
"  the  orifice  10,  the  screws  12  are  loosened,  the  plate  11  then  moved  into 
*'  the  required  position  and  the  screws  12  tightened.    The  hollow  interior  of 

10  **  the  implement  1  is  connected  to  the  dust  collectors  and  the  pump  by  flexible 
"  piping  14.  15  is  a  rotary  valve  which  is  rigidly  connected  to  the  handle  2 
'*  and  is  normally  held  closed  by  a  spring  rod  16  connected  to  the  valve  lever 
"  17  by  a  pin  and  slot  connection  and  retained  in  its  closed  position,  as  shown 
"  in  the  drawing,  by  a  spring  18.     To  open  the  valve,  the  rod  16  is  depressed 

15  "  against  the  resistance  of  the  spring  18  by  a  hand  lever  16*. 

"  Referring  to  Figures  4  and  5  the  hollow  implement  1  is  provided  with  a 
"  curved  base  19  an  orifice  20  and  a  handle  21.  Between  the  flexible  pipe  14 
"  and  the  implement,  is  situated  a  tube  22  provided  with  a  rotary  valve  23. 
"  The  lever  24  of  the  valve  23  is  connected  by  a  link  25  to  one  end  of  a  spring 

20  "  2^  the  other  end  of  which  is  fixed  to  a  lug  carried  by  the  tube  22.  The 
**  spring  tends  to  hold  the  valve  23  closed  as  shown  in  the  drawing.  When  the 
"  implement  is  in  use  the  operator  grasps  the  tube  22  and  the  spring  26, 
"  drawing  the  spring  26  toward  the  tube  22  into  the  position  shown  in  dotted 
*'  Ivie  in  Figure  4  and  thereby  opening  the  valve  23  and  putting  the  implement 

25  **  in  communication  with  the  dust  collectors  and  suction  pump. 

"  Figure  6  and  7  show  an  implement  having  a  base  27,  a  handle  2,  and  a 
"  flexible  pipe  14  similar  to  those  shown  in  Figures  2  and  3.  The  base  27  is, 
"  however,  provided  with  a  non-adjustable  orifice  28. 

"  The  implement  shown  in  Figures  8  and  9  comprises  a  hollow  dome-shaped 

30  "  chamber  29  having  a  similar  base  to  that  shown  in  Figures  2  and  3.  The 
"  orifice  30  of  this  implement  is  prolonged  and  extends  some  distance  within  the 
"  chamber  29  and  is  provided  with  a  flap-valve  31.  Above  the  valve  31  is 
**  situated  a  transverse  or  dome-shaped  partition  or  diaphragm  of  flexible  resilient 
**  porous  material  32  to  filter  the  air  drawn  through  the  orifice  30  and  valve  31 

35  **  so  that  cleansed  air  leaves  the  chamber  29  by  the  pipe  14.  A  rod  or  stem  33 
"  extends  through  the  top  of  the  chamber  29,  One  end  of  the  stem  rests  upon 
"  or  is  connected  to  the  partition  32  and  the  other  end  of  said  rod  is  provided 
"  with  a  suitable  push  piece  34  situated  outside  the  chamber  29.  A  spring 
"  35  tends  to  hold  the  stem  33  in   the   position  shown  in  the  drawing.    By 

40  **  pressing  upon  the  push  piece  34  and  thereby  depressing  the  stem  33,  the 
"  partition  32  is  also  depressed.  When  the  stem  33  is  released,  it  is  raised  by 
"  the  spring  35  and  the  partition  32  springs  upwardly  thereby  shaking  any  dust 
"  or  impurity  collected  on  the  under  side  of  said  partition,  to  the  bottom  of  the 
"  chamber  29. 

45  "  Referring  to  Figure  10,  which  is  a  vertical  sectional  view  of  the  impurity 
"  collector  3,  the  said  collector  comprises  a  box  or  casing  having  two  parts  36 
"  and  37  provided  with  flanges  bolted  together  and  having  a  packing  ring  38 
"  between  them ;  the  two  parts  36,  37  being  thus  hermetically  but  detachably 
^^  secured  together.    There  is  also  situated  between  the  parts  36,  37,  a  dome- 

50  **  shaped  partition  39  of  cotton-wool,  linen,  canvas  or  similar  material  made 
"  rigid  by  being  faced  with  perforated  or  reticulated  metal.  The  partition  39  is 
"  held  in  a  groove  40  in  the  ring  38,  so  that  the  parts  36,  37  may  be  readily  dis- 
"  connected  for  removing  the  impurities  from  the  part  37.  The  pipe  14  enters 
**  the  part  37  and  is  prolonged  upwardly  to  a  point  a  short  distance  below  the 

55  "  centre  of  the  partition  39.  41  is  a  deflecting  cap  distributing  the  air  drawn 
^  through  the  pipe  14,  and  preventing  it  striking  directly  against  the  partition 
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39.  In  the  lower  portion  of  the  part  37  are  arranged  a  series  of  inclined  baffle 
plates  42  which  direct  the  heavier  particles  of  impurities  drawn  in  through  the 
pipe  14  toward  the  bottom  of  the  part  37,  and  prevent  said  particles  from  being 
unduly  disturbed  by  air  currents  or  when  the  casing  is  opened  for  removing 
the  impurities  collected  therein.  Air  is  drawn  from  the  part  36  through  a  pipe 
42  to  the  dust  collector  4. 

"  Figure  ]  1  is  a  modification  of  the  impurity  collector  shown  in  Figure  10.  A 
dome-shaped  porous  partition  of  calico  53  is  supported  by  a  coiled  spring  54 
within  the  casing  55.  The  pipe  14  enters  the  casing  55  below  the  partition  53, 
and  is  provided  with  a  deflecting  cap  41  as  above  described.  The  casing  55  is 
provided,  below  the  partition  53,  with  a  hinged  door  56  forming  an  outlet  for 
impurities.    The  apparatus  is  provided  with  pressure  gauges  57, 58.    Strings  59 


10 


are  connected  to  the  top  of  the  partition  53,  whereby  said  partition  may  be 
drawn  down  against  the  resistance  of  the  spring  54  when  the  door  56  is  opened. 
Upon  the  release  of  said  strings,  the  spring  54  will  again  raise  the  partition  53  15 
thereby  imparting  to  said  partition  a  shock  and  shaking  dust  and  impurities 
from  it.  Impure  air  enters  the  collector  through  the  pipe  14,  the  impurities 
are  collected  by  the  partition  53,  and  the  cleansed  air  leaves  the  casing  by  the 
pipe  42.  The  inlet  and  outlet  pipes  in  this  form  of  impurity  collector  are 
carried  by  a  single  casting  so  as  to  avoid  disconnecting  the  apparatus  from  the 
engine  when  it  is  required  to  open  the  collector  for  the  removal  of  impurities 
or  for  repairs,  or  to  replace  the  filtering  medium. 

"  The  partition  39  in  Figure  10  and  also  the  partition  53  in  Figure  11,  is  open 
at  the  bottom,  so  that  the  impurities  tend  to  fall  by  gravity  away  from  the 
filtering  medium. 

"  Referring  to  Figure  12,  which  is  a  vertical  sectional  view  of  the  dust 
collector  4,  the  pipe  42  enters  the  bottom  of  the  collector  which  is  partially 
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^'  filled  with  water  or  cleansing  liquid.  43  is  a  perforated  baffle  plate  situated 
"  immediately  above  the  mouth  of  the  pipe  42,  and  44  is  a  reticulated  partition 
**  extending  across  the  collector  above  the  baffle  plate  43.  The  baffle  plate  43 
"  and  partition  44  split  up  the  air  drawn  into  the  collector  through  the  pipe  42, 
**  into  fine  bubbles  or  streams  as  it  passes  through  the  liquid,  and  so  assist  in 
"  removing  impurities  therefrom.  45  is  a  gauge  for  indicating  the  level  of  the 
"  liquid  in  the  collector,  46  is  the  liquid  inlet,  and  47  is  an  outlet  for  liquid  and 
**  impurities.  Within  the  space  above  the  liquid  in  the  collector  4,  are  arranged 
"  baffle  plates  48,  49  and  50,  which  cause  the  cleansed  air  to  flow  in  a  circuitous 
**  course,  and  be  thereby  dried  before  entering  a  pipe  51  through  perforations 
**  52  and  being  thence  conducted  to  the  pump  5. 

"  The  dust  extracting  implements  shown  in  Figures  2,  3,  6,  7,  8  and  9  are 
"  more  particularly  adapted  for  the  treatment  of  carpets  and  the  like,  while  the 
"  implement  shown  in  Figures  4  and  5  is  more  particularly  adapted  for  the 
"  treatment  of  upholstery. 


FIG, ID.    3 


"  The  operation  of  the  apparatus  is  as  follows  : — The  underside  of  the  imple- 
**  ment  1  is  passed  over  the  surface  to  be  cleansed,  the  valve  15  or  23  controlling 
"  the  pipe  14  being  opened  and  the  suction  pump  5  at  work,  a  current  of  air  and 
**  impurities  extracted  thereby  from  the  article  being  cleaned  is  drawn  through 

20  "  the  orifice  of  the  implement  and  thence  through  the  pipe  14,  and  the  impurity 
**  collectors  3,  4  to  the  pump  5  from  which  practically  pure  air  is  discharged.  If 
"  required  the  valve  15  or  23  may  be  omitted. 

*'  I  find  that  it  is  essential  to  practical  success  to  drive  the  pump,  as  above 
*'  stated,  by  power,  and  to  maintain  a  vacuum  of  at  least  5  lbs.  per  square  inch 

25  **'  in  the  filter  on  the  side  of  the  filtering  medium  where  the  air  and  dust  enter, 
"  when  the  apparatus  is  at  work,  and  therefore  it  is  only  to  extractors  working 
"  with  a  considerable  vacuum  that  my  claims  relate. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that  what 

30  "  I  claim  in  apparatus  for  extracting  dust  from  carpets  and  other  materials  is  : — 
"  1.  The  combination  of  an  extracting  implement  connected  with  a  power  driven 
"  suction  pump,  and  dust  collecting  means  interposed  between  the  said  imple- 
'*  ment  and  pump,  substantially  as  and  for  the  purpose  specified.  2.  In 
"  apparatus  of  the  type  claimed  in  the  first  claim  a  valve  controlling  the  com- 

35  "  munication  between  the  extracting  implement  and  the  impurity  collectors  and 
"  suction  pump,  said  valve  being  so  arranged  that  it  normally  assumes  a  closed 
"  position,  substantially  as  described  and  for  the  purpose  specified.     3.  In 
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*'  apparatus  such  as  is  claimed  in  the  first  claim  a  hollow  extracting  implement 
I*  having  a  transverae  vibratory  porous  diaphragm,  an  inlet  orifice  closed  by  a 
"  valve  on  one  side  of  said  diaphragm,  and  an  outlet  suction  pipe  on  the  other 
u  5  ?  ^^  ^^^  diaphragm,  substantially  as  described,  for  the  purpose  specified. 
^^  4.  In  apparatus  such  as  is  claimed  in  the  first  claim  an  impurity  collector  pro-  5 
^^  vided  with  a  dome  shaped  porous  partition  having  beneath  it  a  deflecting  cap 

upon  which  impure  air  is  discharged,  and  having  an  outlet  for  cleansed  air 

above  said  partition,  substantially  as  described  for  the  purpose  specified.  5.  In 
^1  apparatus  such  as  is  claimed  in  the  first  claim  an  impurity  collector  containing 
i(  ^i?^^^'  ^^  which  are  arranged  perforated  reticulated  partitions  for  distributing  10 
^^  the  impure  air,  and  having  baffle  plates  arranged  above  the  level  of  said  liquid 
^^  to  cause  the  air  to  flow  in  a  circuitous  course  before  leaving  the  collector,  sub- 
^^  stantially  as  described  for  the  purpose  specified.  6.  An  impurity  extracting 
*  implement  constructed,  an-anged  and  adapted  to  operate  substantially  as 
^^  described  with  reference  to  Figures  2  and  3,  or  to  Figures  4  and  5,  or  to  15 
^^  Figures  6  and  7,  or  to  Figures  8  and  9  of  the  accompanying  drawings  for  the 
^^  purpose  specified.  7.  An  impurity  collecting  implement  constructed,  arranged 
44  adapted  to  operate  substantially  as  described  with  reference  to  Figure  10 
„  ^^  ^.J^f^^^^  ^^  *^  Figure  12  of  the  accompanying  drawings  for  the  purpose 
^^  specified.     8.  Apparatus  having  its  members  constructed  and  arranged  to  20 

co-operate  substantially  as  described  with    reference  to  the  accompanying 
"  idrawings  for  the  purpose  specified." 

The   Patent  was    assigned  to  the  British  Vacuum  Cleaner  Company,  Ld., 
who  on  the  I5th  January  1904,  brought  an  action  against  Suction  Cleaners,  Ld , 
Lacy  Hulhert  and  Co.,  Ld.,  and  John  Sugden  for  infringement  and  claimed  26 
the  usual  relief. 

The  following  Particulars  of  Breaches  were  delivered.—"  (1)  At  divers  times 
u  ^"5^Jt^  *^r^  commencement  of   this  action  the  Defendants   Lacy  Hulhert 
am/  Co.,  Zrrf,  have  infringed  the  Letters  Patent  in  the  Statement  of  Claim 
mentioned,  by  manufacturing  and  by  selling  and  supplying  to  the  Defendants  30 
^^  Ruction  Gleaners,  Ld.,  and  the  Defendants  ^Si^c^wn  Cleaners,  Ld.,  have  at  divers 
a  *J^®^  P"^^  ^  *^®  commencement  of  this  action  infringed  the  said  Letters 
a  ^^®^*  by  selling,  offering  for  sale,  supplying  and  using  apparatus,  machinery 
a  ^^ff   P^chanism  manufactured  according  to  or  in  manner  only  colourably 
44  ^i^^t"^^  5*^2^  *^®  invention  described  in  the  Specification  filed  in  pursuance  35 
of  the  said  Letters  Patent  and  claimed  in  the  first,  fourth,  sixth,  seventh 
and  eighth  claiming  Clauses  thereof.      (2)    In  particular,  the  Defendants 
«4  ^?^"P^_^^««<5rs,  Ld.,  have  exposed  for  sale  and   have  used  at  39  Victoria 
^^  Street,  London,  S.W.,  and    have    by  circulars  offered  for  sale  and  sold  on 
,^  diyers  occasions  between  their  incorporation  and  the  commencement  of  this  40 
action   apparatus,  machines  or  mechanism  manufactured  as  aforesaid.    The 
Defendants    Lacy  Hulhert  and  Co.,  Ld.,    manufactured    for  and   sold   or 
supplied  to  the  Defendants   Suction  Cleaners,  Ld.,  the  apparatus,  machines 
or  mechanism  in    this   paragraph    referred    to.    The  Plaintiffs  are  una])le 
^^  until  discovery  to  further  particularise  the  infringements  in  this  paragraph  45 
a  T^vT      *^-    (^)  ^^®  precise  numbers,  dates  and  amounts  of  the  Defendants' 
«*  ™'^e?n«'^tfl  are  not  at  present  known  to  the  Plaintiffs,  but  the  Plaintife 
wiU  claim  to  recover  from   the  Defendants  full  compensation  in  respect  of 
i«    }  ^A'  ^^t"^fi^®°^®^te.    (4)  The  Defendant  John  Sugden  was  the  promoter 
4<  ni         ^^   ri   °^^^®^  a^^   secretary  of  the   Defendant  Company  Suction  50 
^^  iAeaners,  Ld.,  and  as  such  conducts  and    controls  the  business  of  such 
company,  and  has  taken  an  active  part  in  all  the  infringements  on  the  part 
of  the  said  Company  complained  of.    The  said  Company's  issued  Capital,  with 
the  exception  of  seven  shares  held  by  the  signatories  of  the  Memorandum 
'  of  Association,  is  held  by  the  wife  of  the  Defendant  Sugden  as  bis  nominee  55 
•*  and  on  his  behalf.'* 
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The  Defendant  Suction  Cleaners,  Ld,,  by  their  Defence,  denied  the  title  of 
the  Plaintiffs  to  the  Patent,  and  also  denied  infringement.  They  farther 
alleged  that  the  Letters  Patent  were  invalid  by  reason  of  the  matters  set  out 
in  tile  following  Particulars  of  Objections : — "  (1)  The  said  alleged  invention 
5  '*  was  not  new  by  reason  of— {A  )  Prior  publication  of  the  invention  ;  (B)  Prior 
**  conmion  general  public  knowledge  of  the  invention  as  claimed  in  all  the 
"  claiming  clauses  thereof.  Particulars  of  A  are  as  follows :— (-4)  The  said 
"  alleged  invention  had  been  published  in  this  realm  prior  to  the  date  of  the 
"  said  Letters  Patent  by  the  deposit  in   the  Patent    Office    Library  of  the 

10  '*  Specifications  of  the  following  Letters  Patent,  the  whole  of  each  of  which  is 
^\  relied  upon  as  anticipating  the  claiming  clauses  of  the  Complete  Specification 
"  of  the  said  Letters  Patent  specified  hereafter  :  (a)  British — 1.  Lake,  No.  676 
'*  of  1870,  against  claims  1,  6  and  8  ;  2.  Newton,  No.  14,050  of  1884,  against 
"  claims  1,  6,  7  and  8  ;   3.  Behrns,  No.  2168  of  1886,  against  claims  4,  7  and  8  ; 

15  **  4.  Nageh  Kaemp  and  Linnenhi^ugge,  No.  4729  of  1886,  against  claims  4, 7  and  8  ; 
"  5.  Harvey,  No.  546  of  1893,  against  claims  1,  6  and  8  ;  6.  Harvey,  No.  4545 
"  of  1894,  against  claim  1 ;  7.  Howard  and  Taite,  No.  2577  of  1896,  against  claims 
"  1, 4, 6, 7  and  8,  and  No.  10,271  of  1896,  against  claims  1, 2,  6  and  8  ;  8.  Oue  and 
"  Bonner,  No.  5050  of  1898,  against  claims  5,  6,  7  and  8 ;    9.  Shore,  No.  13,298 

20  "  of  1898,  against  all  claims ;  10.  Beth,  No.  14,373  of  1898,  against  claims  4,  6, 
"  7  and  8  ;  11.  Wilton,  No.  9350  of  1899,  against  all  claims  ;  12.  Thurman, 
"  No.  23,144  of  1900,  against  claims  2,  3,  4,  6,  7  and  8.  {h)  United  States  of 
"  America — 1.  McQaffey,  No.  91,145,  dated  June  6th  1869,  against  claims  1,  6, 
"  7  and  8  ;  2.  Harmon,  No.  260,194,  dated  June  27th  1882,  against  claims  1,  4, 

25  "  6,  7  and  8  ;  3.  Leaycra/t,  No.  279,572,  dated  June  19th  1883,  against  claims 
**  I,  5,  6,  7  and  8  ;  4.  Paine,  No.  328,057,  dated  October  1st  1885,  against  claims 
**  1,  5,  6,  7  and  8 ;  5.  Ethridge,  No.  434,178,  dated  August  12th  1890,  against 
"  claims  1,  5,  6,  7  and  8 ;  6.  Wolfe,  No.  448,900,  dated  March  24th  1891,  against 
"claim  1;    7.  Cummings,  No.  460,935,  dated  October  6th  1891,  against  all 

30  "  claims  ;  8.  Young  and  Douglass,  No.  566,554,  dated  August  25th  1896,  against 
^  all  claims ;  9,  Burger,  No.  614,832,  of  the  year  1898,  against  all  claims ; 
"  10.  Robkin,  No.  618,908,  dated  February  7th  1899,  against  claims  6,  7  and  8  ; 
"  11.  Westman,  No.  628,505,  dated  July  llth  1899,  against  claims  1,  6,  7  and  8. 
"  (2)  The  said  alleged  invention  as  to  all  the  claiming  clauses  is  not  the  proper 

35  "  subject-matter  of  Letters  Patent.  The  Defendants  will  rely  hereunder  upon 
"  the  matters  set  out  in  paragraph  1  hereof.  And  will  further  allege  that  the 
"  combination  in  claim  1  was  a  perfectly  well-known  combination  in  connection 
"  with  all  kinds  of  suction  appliances  in  flour  machinery,  dust-separating 
"  machinery,  and  grain  elevating  machinery.    (3)  The  said  Hubert  Cecil  Booth 

40  "  was  not  the  first  and  true  inventor  of  the  said  alleged  invention.    (4)  The  said 
''  alleged  invention  is  not  useful ;   apparatus  constructed  in  accordance  with . 
"  figures  8,  10  and  12  will  not  work.     (5)  The  Complete  Specification  of  the 
"  said  Letters  Patent  describes  and  claims  an  invention  different  to  and  larger 
"  than  the  invention,  the  nature  of  which   is  described  in  the  Provisional 

45  **  Specification." 

The  Defendants  La^yy  Hulbert  and  Co.,  Ld.,  also  denied  infringement  and 
pleaded  in  addition  (1)  That  they  had  not  manufactured  or  sold  or  supplied  any 
apparatus,  machinery  or  mechanism  as  alleged,  or  at  all,  and  (2)  that  they 
had  not  manufactured,  or  sold,  or  supplied   any  combination  of   extracting 

50  implements,  power-driven  suction  pump,  and  dust  collecting  means,  as  claimed 
in  the  Specification  of  the  Plaintiffs'  Letters  Patent,  or  at  all. 

The  Defendant  Sugdeji,  after  denying  infringement,  pleaded  that  he  was  not 
a  shareholder  in  or  director  of  the  Defendant  Company  Suction  Cleaners^ 
Ld.,  but  only  the  secretary,  and  had  no  other  interest  therein,  or  connection 

55  therewith.  He  also  denied  that  his  wife  held  any  shares  in  the  Company  as 
his  nominee,  or  on  his  behalf,  and  submitted  that  he  had  been  improperly 
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joined.  Lastly,  he  alleged  the  invalidity  of  the  Plaintiffs'  Patent,  relying  upon 
the  Particulars  of  Objections  delivered  by  Suction  Cleaners^  Ld.^  as  above- 
stated. 

Moulton^  K.C.,  Terrelly  K.C.,  Cole/ax,  and  H.  F.  Moulton  (instructed  by 
Hasties)^  appeared  for  the  Plaintiffs ;  Bousfieldj  K.C.,  and  Walter  (instructed  5 
by  Stanley^  Woodhouse  and  Hedderwick),  for  the  Defendants  Suction  Cleaners 
Ld,^  and   Sxigderiy  and    Upjohn^  K.C.,  and    Walter  (instructed   by    Stanley^ 
Woodhouse  and  Hedderwick\  for  the  Defendants  iKicy  Hulhert  and  Co.  Ld. 

Moulton^  K.C. — This  is  an  invention  which  has  already  given  rise  to  a  new 
and  important  industry.  The  three  elements  of  novelty  are  :  (1)  A  tight  joint  10 
on  the  carpet ;  (2)  a  small  orifice  to  the  cleaning  instrument,  and  (3)  a 
considerable  vacuum.  This  last  is  not  to  be  found  in  any  of  the  anticipations, 
for  they  do  not  use  instruments  which  would  give  it ;  in  general  they  use 
nothing  stronger  than  a  fan,  while  we  have  a  power-driven  pump. 

The  evidence  of  Dugald  Clerk  showed  that  the  invention  described  in  the  15 
Plaintiffs'  Specification  consisted  of  three  things — a  dust  extracting  implement 
constructed  to  work  efficiently  with   a  high  vacuum,  a  suitable    filter,  and  a 
power-driven  pump,  and  the  main  point  of  the  invention  was  the  combination 
of  the  three.    The  object   of   the    invention  was   to  remove   dust  from  the 
inside  of  and  from  underneath  carpets  and   furniture.    He  also  stated  that  20 
he   had   made  models  as   suggested  by  several  of  the   alleged  anticipating 
Specifications,  those  of  Lake^  Howard  and  Taite^  Wilton^  Cummings  arid 
BurgeVj  and   had   found   that  they  would    not   do    the    same  work  as  the 
Plaintiffs'  invention.    Thus    Wilton^s  invention    acted    by  stirring  the  dust 
from  the  surface  of  the  carpet  by  means  of  a  brush  and  then  sucking  it  off  25 
by  a  fan,  and  Burger^s  would  not  work  because  the  orifice  was  too  great,  so 
that  it  was  not  possible  to  move  the  implement  on  the  carpet.    C.  V.  Boys  gave  • 
evidence  of  a  similar  kind.    C.  F.  Hitchins^  the  managing  director  of  the  Plaintiffs, 
gave  figures  showing  the  financial  success  of  the  Company.     Walter  Carr^ 
of  the  carriage  department  of  the  London  and  North  Western  Railway  Company,  30 
stated   that  they   had    tried   the    Taite-Howard  system    for  cleaning   their 
carriages  and  abandoned  it  in  favour  of  the  Plaintiffs'  system.    M.  A.  Adams 
said  he  had  seen  the  machine  used  by  the  Defendants  Suction  Cleaners^  Ld.y  at 
the  works  of  the  Patent  Steam  Carpet  Beating  Company^  Ld.y  and  it  bore 
the  name  of  the  Defendants  Lacy  Hulhert  and  Company ^  Ld.    Lacy  Hulhert  35 
gave  evidence  as  to  the  work  done  by  the  Defendants  Lacy  Hulhert  and  Oo.^ 
Ld.^  for  the  Defendants  Suction  Cleaners^  Ld.    The  working  of  the  Plaintiffs' 
implement    was   also   demonstrated    to    the    learned    Judge  by  a  practical 
experiment. 

Terrell^  K.C.,  summed  up  the  Plaintiffs'  case. — The  first  claim  is  limited  to  dust  40 
collection  by  means  of  the  combination  of  :  (1)  A  suction-pump  driven  by  power ; 
(2)  a  filter,  which  must  be  interposed  between  the  extractor  and  the  pump ; 
and  (3)  a  dust  extracting  implement.  If  the  Defendants'  instrument  is  effective 
it  must  work  with  a  considerable  vacuum  and  be  the  same  as  ours.  The 
reason  why  none  of  the  previous  inventions  will  work  is  that  they  do  not  45 
cause  the  air  to  rush  through  the  carpet  at  high  velocity,  as  ours  does.  The 
only  ground  on  which  the  first  claim  can  be  attacked  is  on  the  ground  that  it  is 
a  wide  claim  for  a  narrow  combination. 

Bousfield^  K.C,  opened  the  case  for  the  Defendants  Suction  Cleaners. — The 
Plaintiffs'  case  as  now  put  is  merely  one  of  supporting  a  Patent  on  a  question  50 
of  degree,  and  this  has  never  been  done  by  the  Courts.  The  case  which  went 
nearest  to  it  was  that  of  Lyon.  v.  Goddard  (10  R.P.C.,  121,  334,  11  R.P.C^ 
113),  and  in  that  case  there  was  a  discovery  of  an  important  scientific 
principle,  viz. — that  by  the  use  of  super-heated  steam  articles  could  be 
disinfected  without  damaging  them  by  burning  or  wetting.  The  idea  of  the  55 
cgnsiderable  vacuum  and  of  the  power-driven  pump  are  not  to  be  found  in  the 
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Provisional  Specification.  The  only  thing  the  inventor  in  this  case  has  done 
is  to  nse  greater  power  to  give  greater  ^racaam,  and  that  is  not  an  invention, 
unless  there  was  some  new  principle  discovered.  There  might  no  doubt  be 
some  invention  in  the  details,  but  we  have  not  imitated  any  of  the  details 
5  described  in  the  Plaintiffs'  Specification.  Thus  we  have  no  tight  joint  on 
the  carpet  in  our  implement,  at  least  two-thirds  of  the  air  which  in  this  comes 
over  the  surface  of  the  carpet.  The  only  distinction  between  the  Plaintiffs' 
Specification  and  Gummings*  is  the  tight  joint. 

For  the  Defendants  Professor  J.  D.  Gormack^  of  University  College,  London, 

10  said  there  was  no  invention  described  in  the  Plaintiffs'  Specification.  There  was 
no  novelty  in  the  narrow  orifices,  which  were  to  be  found  in  Howard  and  Taite^s 
and  Lakers  Specifications.  Gumming's  Specification  showed  that  he  understood 
the  distinction  between  making  dust  rush  through  the  carpet  and  collecting  it 
from  the  surface,  and  Burger^s  implement  was  of  the  same  type.    Several  of 

15  these  inventions  would  work.  The  Defendants'  implement,  unlike  that  of  the 
Plaintiffs',  was  not  constructed  to  work  with  a  considerable  vacuum  inside  it ; 
it  operated  like  that  of  Howard  and  TaitSj  but  probably  with  a  somewhat  greater 
scraping  effect.  The  order  of  the  three  parts  of  the  Defendants'  combination 
was  the  natural  one,  and  there  was  no  invention  in  putting  them  in  that  order. 

20  A  grain-lifting  apparatus  could  easily  be  adapted  to  do  such  work  as  was  done 
by  the  Plaintiffs'  apparatus.  The  combination  of  an  extracting  implement,  a 
filter  and  a  pump  was  to  be  found  in  Leaycraffs  Specification.  W.  O.  Walker 
said  that  a  considerable  vacuum  could  be  obtained  with  a  rotary  fan. 

At  the  conclusion  of  the  evidence  for  the  Defendants  it  was  agreed  that  there 

25  was  no  case  against  Lacy  Hulbert  &  Go.^  and  the  action  was  dismissed  against 
them,  with  costs. 

WalUr  summed  up  the  Defendants'  case. — There  was  nothing  new  in 
the  use  of  suction  to  raise  matter  through  a  pipe,  even  by  a  power- 
pomp.    Power  fans  were  known  and    used    for  the  purpose  of   producing 

30  suction,  which  might  be  increased  by  a  combination  of  fans.  Nor  was  there 
anything  new  in  the  use  of  a  suction  device  for  removing  dust  from  carpets, 
or  in  the  combination  of  a  suction  device  with  an  extracting  instrument. 
These  combinations,  to  the  extent  of  their  power,  did  remove  dust  by  a  current 
of  air.    The  problem  of  removing  more  dust  is  solved  by  using  more  power.    If 

35  the  invention  is  said  to  lie  in  anything  but  the  use  of  particular  forms  of 
appliance,  then  there  is  no  invention .  Howard  and  Taite's  invention  was  worked, 
and  is  more  like  the  Plaintiffs'  implement  than  that  which  is  used  by  the 
Defendants.  Gummings'  invention  also  removes  dust,  though  not  so  much  as 
the  Plaintiffs'  invention.    If  the  Defendants'  combination  is  within  the  first 

40  claim  of  the  Plaintiffs,  then  the  Patent  is  bad.  He  cited  Bradford  Dyers* 
Association,  Ld.  v.  Bury  (18  R.P.C.  161, 19  R.P.C.  1). 

MouUony  E.C.,  replied. — If  Howard  and  Taite  did  the  same  thing  as  the 
Plaintiffs,  they  did  it  in  a  different  way.  This  is  plainly  subject-matter  for  a 
Patent,  for  even  a  mere  alteration  of  scale  is  sometimes  good  subject-matter,  as 

45  is  shown  by  Lyon  v.  Qoddard.  [Farwbll,  J. — But  the  only  thing  patented  in 
that  case  was  the  instrument.]  The  real  issue  in  this  case  is  whether  there  was 
any  infringement.  The  rugosities  on  the  Defendants'  instrument  are  just  the 
thing  to  make  a  tight  joint.  Murray  v.^  Glayton  (L.R.  7  Ch.  570)  shows  that 
invention  sometimes  begins  when  you  make  a  thing  cheaper.     As  regards. 

50  Sugden,  he  acts  for  the  Defendants  Suction  Gleaners^  Ld.  [Farwbll,  J. — 
There  is  no  evidence  against  him  before  me.  What  has  he  done  that  constitutes 
infringement  ?1 

Farwbll,  J. — I  have  come  to  a  conclusion,  and  I  do  not  think  it  will  serve 
any  useful  purpose  for  me  to  reserve  judgment,  because  I  have  the  case  so  fully 

55  in  my  mind  after  all  these  days  that  I  think  I  can  deal  with  it  more  satisfactorily 
now  than  if  I  waited  until  after  the  Vacation.    The  Plaintiffs'  case  depends, 
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as  usual,  on  the  construction  of  the  Specification,  and   I  have  come  to  the 
conclusion  that  he  has  invented  a  new  and  most  useful  process  (which  I  think 
is  the  proper  word  to  use),  by  which  dust  can  be  effectively  extracted  from 
carpets  in  a  way  which  it  never  could  before.     I  think  there  is  great  force  in 
Mr.  Moulton's  observation  that,  although  utility  and  novelty  are  two  distinct  things,  5 
still  the  fact  of  utility,  when  it  takes  the  shape  of  a  sudden  and  great  success 
for  a  newly  produced  article,  is  some  evidence  of  the  novelty  of  the  means 
or  process  by  which  that  so  useful  article  was  produced.     If  it  had  not  required 
invention  of  a  sort,  it  might  be  well  said  that  the  world  would  long  before  have 
discovered  what  it  then  found  it  wanted  so  much.     Looked  at  from  that  point  10 
of  view,  I  think  the  Court  ought  to  regard  the  Specification,  when  it  does  result 
in  so  useful  a  production,  with  as  favourable  an  eye  as  is  consistent  with  fairness. 
Down  to  the  date  of  this  Patent,  there  had  been  many  suggestions  and  many 
Patents  for  attempting  the  cleaning  of  carpets,  and  in  some  cases  the  extraction 
of  dust  from  carpets  by  way  of  cleaning,  but  in  no  case  had  there  been  any  15 
successful  operation — successful,  that  is  to  say,  in  the  real  sense  of  success,  in 
which  the  Plaintiffs  have  succeeded.    The  shortcoming,  I  think,  was  discovered 
by  the  Patentee,  when  he  says :  **  You  have  not  sufficient  power  to  make  a 
"  sufficient  vacuum,  and  the  result  is  that  you  cannot  make  or  maintain  a  vacuum 
*'  sufficient  to  clean  your  carpet."    The  process  that  he  suggests,  and  which,  to  my  20 
mind,  he  has  fairly  expressed  in  his  Specification,  is  not  a  general  statement 
of  a  combination  of  extractor,  dust-collector,  and  pump  at  large,  because  in  the 
first  place  that  would  not  work  for  want  of  further  directions,  and   in   the 
second  place  it  certainly  would  have  been  anticipated  by  other  people  who 
said  the  same.      It  is  not  enough    to  say  that,   unless   you  say  something  25 
more,  and  show  how  it  is   to  be  done.      Reading  the   Specification  fairly, 
I   think  that  the   Patentee  does  show  how  it  is  to  be  done.    Reading  his 
Drawings  with  his  Specification,  it  is  to  be  done  by  means  of  an  implement 
which  sits  tightly  upon  the  carpet  so   that   there  is  a  practical  similarity  of 
vacuum  both  at  the  instrument  end  and  at  the  filter  end.     I  think  that  is  the  30 
only  explanation  of  lines  27  to  30  on  page  6  of  the  Specification.*  I  think  it 
shows  there  that  the  Patentee  had  in  his  mind  the  necessity  of  keeping  his 
vacuum  fairly  at  both  ends.    The  whole  point  of  it  is,  as  is  stated  there,  that 
it  is  essential  to  practical  success  to  drive  the  pump  by  power  and  to  maintain 
a  vacuum  of  at  least  51b.  per  square  inch  at  the  filter.    That  appears  to  me  to  35 
be  a  perfectly  good  process  and  well  and  sufficiently  stated,  and  I  do  not  feel 
myself  at  liberty,  with  regard  to  an  invention  or  process  of  this  sort,  to  tie 
down  the  inventor  to   the  particular  Figures  which   are   set    forth  in    these 
Drawings.    If  he  were  tied  to  these  Drawings,  as  to  which  I  had  some  little 
hesitation  at  first,  it  is  probable  that  the   Defendants   might  be  able  to  say  40 
then   with   success   that   they   did   not  infringe.    But  I    confess   I    am   not 
favourably  impressed  by  the  Defendants,  because  they  appear  to  me  to  have 
tried   to   evade   the  Plaintiffs'   Specification   and   Patent  by   making  a  worse 
instrument,  rather  taking  the  Plaintiff's  implement  and  spoiling   it  so  far  as 
they   could,  so  as  to  keep  some  success,  and   be   able   to  say  they  did   not  45 
infringe.    They  have  left  out  the  runners,  so  that  they  have  not  any  weight  to 
assist  them  in  maintaining  their  close  fitting  to  the  carpet.    I  am  convinced  on 
the    result  of  the  evidence  that  such  success  as  the  Defendants  do  attain  is 
entirely  due  to  their  using  the  process  which  the  Patentee  has  invented  and 
expounded  in  his  Specification.    The  evidence  that  Mr.  Moulton  referred  to  50 
just  now  shows  that  the  Defendants  in  practice  usually  work  their  appliance 
with  from   10  to    15  inches   of  mercui*y  vacuum   in  the  pipe.    That   is,  in 
effect,  what  the  Patentee  has  pointed  out  to  be  necessary  to  success.    It  has 


Ante,  page  807,  lines  23  to  37. 
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been  suggested  that  the  experiment  showed  that  there  was  not  that  vacaum  kept 
up  in  the  instrament.  I  do  not  think  myself  that  the  experiment  showed  that 
that  would  be  satisfactory,  because  it  would  only  show  that  the  instrument  in 
the  way  that  it  was  then  worked  was  not  working  as  well  as  it  could  be  made 
5  to  work.  If  the  instrument  were  held,  having  regard  to  its  configuration,  in  a 
skilful  manner,  I  have  no  doubt  that  it  could  be  made  to  work  so  as  to  get  the 
full  benefits  pointed  out  by  the  Plaintiffs'  Specification.  I  do  not  think  I  do 
the  Defendants  injustice  by  holding  that  they  are  speaking  the  truth  when  they 
describe  their  system  in  the  mode   in  which  they  have  done  in  a  document 

10  which  has  been  put  in  evidence.  They  /certainly  do  there  claim  the  full 
benefit  of  all  that  the  Patentee  does,  and,  so  far  as  I  can  see,  avowedly  say  they 
take  the  benefit  of  the  Plaintiffs'  process. 

The  result  is,  in  my  opinion,  that  the   Plaintiffs'  Patent   is  perfectly  good. 
I  am  rather  glad  to  be  able   to  see  my  way  clear  to   hold  that  it   is  good — 

lA  although  I  have  had  some  little  doubt  about  it — because  I  think  it  is  a  most 
useful    invention.      1    think     also    that    the     Defendants     have    infringed. 
Consequently  the  usual  relief  will    be    granted,  that    is,  there  will  be    an 
injunction.    Do  the  Plaintiffs  ask  for  delivery  up  ? 
Moulton,  K.C. — Yes,  and  for  damages. 

20       Farwbll,  J. — Very  well,  an  inquiry  as  to  damages. 

Walter, — There  is  only  one  instrument  which    has   been    made,    and    the 
Defendants  cannot  deliver  it  up,  because  it  is  not  in  their  possession. 

Moulton^  K  C. — We  will  take  judgment  in  the  complete  form ;  but  if  it  is 
a  tiifling  thing  of  that  kind  we  shall  not  carry  out  the  inquiry. 

25  Farwbll,  ./. — Of  course  if  you  carrj'  out  the  inquiry  you  do  so  at  your 
own  risk  as  to  costs.  I  only  order  the  thing  which  I  have  seen  in  Court  to 
be  delivered  up — the  thing  that  pushes  backwards  and  forwards. 

Moultofky  K.C. — I  ask  for  a  certificate  that  the  validity  of  the  Patent  came 
into  the  question,  and  that  the  Particulars  of  the  Breaches  are  proved. 

80  Farwbll,  J. — Yes.  Then  as  regards  Mr.  Sugdev,  I  must  dismiss  the  action 
with  costs.  There  is  no  case  against  him,  and  I  cannot  see  that  there  was  any 
justification  for  joining  him. 
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In  the  High  Court  of  Justiob.— Chancery  Division, 

Be/ore  Mr.  Justice  Farwell. 

March  3rd  and  7th,  1904. 

S.  T.  Midgley  and  Sons,  Ld.  v.  Morris  and  Cowdery. 

Passing  off. — Use  by  Plaintiffs  and  Defendants  of  same  catch-phrase  in  5 
advertisements. — The  Plaintiffs  not  the  first  users  of  the  phrase  as  aUeged, 
— Action  dismissed. 

A  firm  of  boot  manufacturers  alleged  that  they  had  invented  and  used  as  their 
Trade  Mark  the  phrase^  "  tair  wear  or  a  free  pairy^  and  they  commenced  an 
action  against  a  firm  of  retailers  of  boots  and  shoeSy  complaining  of  the  use  by  10 
the  Defendants  of  the  same  phrase  in  connection  with  the  sale  of  boots  and  shoeSy 
and  claiming  an  injunction  against  its  use  and  against  the  Defendants 
representing  their  btisiness  to  be  comiected  with  the  Plaintiffs'  business. 

Held,  that  the  evidefice  established  user  of  the  phrase  prior  to  the  Plaintiffs^ 
user  by  other  persons.    The  a^tioti  was  dismissed  with  costs.  15 

A.  W.  Midgley  (trading  as  S.  T.  Midgley  <k  Sons)  and  S.  T.  Midgley  &  SonSy 
Ld.y  commenced  an  action  against  Morris  A  Cowdery y  claiming  (1)  an  injunction 
to  restrain  the  Defendants  and  their  servants  and  agents  from  infringing  the 
Plaintiffs'  Trade  Mark  and  from  using  the  words  "  Fair  wear  or  a  free  pair  "  in 
connection  with  the  sale  of  any  goods  not  being  goods  of  the  Plaintiffs'  mana-  20 
facture  or  of  the  manufacture  of  one  of  them,  and  from  in  any  way  passing  off 
any  goods  not  of  the  Plaintiffs'  manufacture  as  being  goods  manufactured  by  the 
Plaintiffs  or  either  of  them,  and  from  representing  that  the  business  carried  on 
by  them  at  Newport,  in  the  Isle  of  Wight,  was  in  any  way  connected  with  the 
Plaintiffs'  business  ;  (2)  damages ;  and  (3)  costs.  25 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  (inter  alia) : — (1)  That 
the  first  above-named  Plaintiff's  firm  was  an  old-established  nrm  of  boot 
manufacturers,  at  the  date  of  the  writ  carrying  on  business  at  Crown  Works, 
Leeds,  and  they  had,  for  a  period  of  upwards  of  sixteen  years  prior  to  the 
2nd  day  of  December  1903,  adopted  and  used  as  their  Trade  Mark  the  phrase  :  30 
''  Fair  wear  or  a  free  pair  "  ;  that  their  goods  had  been  widely  advertised  by 
said  Plaintiff,  and  very  extensively  sold  by  large  numbers  of  retail  dealers 
in  all  parts  of  the  realm  under  the  said  mark,  and  the  phrase  had  so  become 
widely  known  in  trade  and  to  the  general  public  as  indicating  goods  of  the 
Plaintiff's  manufacture.  fThe  paragraph  then  alleged  the  incorporation  of  35 
the  Plaintiff  Company,  and  that,  in  effect,  it  was  the  successor  in  business  of 
S.  T.  Midgley  A  Sons."]  (2)  That  the  Defendants  were  retailers  of  boots,  and 
shoes  at  Newport,  in  the  Isle  of  Wight,  and  had  recently  adopted  upon  their 
business  cards  and  other  documents,  and  in  connection  with  their  j  business, 
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and  had  exhibited  prominently  upon  their  shop-front  the  said  mark — "  Fair 
'*  wear  or  a  free  pair,"  thereby  inducing  their  customers  and  the  public 
generally  to  suppose  contrary  to  the  fact  that  boots  and  shoes  of  the  Plaintiffs' 
manufacture  were  offered  for  sale  by  the  Defendants,  and  that  there  was  a 
5  connection  between  the  Defendants^  business  and  the  Plaintiffs',  but  that 
the  Defendants  had  in  fact  refused  to  buy  and  sell  the  Plaintiffs'  goods, 
and  had  sold  the  goods  of  other  manufacturers  as  and  for  the  goods  of  the 
Plaintiffs*  manufacture  by  means  of  the  said  mark  so  used  as  aforesaid,  and 
had  thereby  injured  the  Plaintiflfe'  trade,  and  unless   restrained  by  Order 

10  they  would  continue  to  do  so.  (3)  That  the  Defendants,  in  addition  to 
using  the  Plaintiffs'  Trade  Mark  as  aforesaid,  had,  as  thereinafter  par- 
ticularly stated,  copied  the  phraseology  of  the  Plaintiffs'  advertisements, 
thereby  increasing  the  resemblance  of  the  Defendants'  advertisements  to  those 
of  the  Plaintiffs',  and  making  it  more  difficult  for  the   Plaintiffs'   customers 

15  and  the  public  generally  to  distinguish  the  Defendants'  place  of  business  from 
a  place  where  goods  of  the  Plaintiffs'  manufacture  were  retailed,  that  is  to  say, 
the  Defendants  had  caused  to  be  conspicuously  painted  across  the  front  of  the 
house  in  which  their  business  is  carried  on  the  words,  "What  the  public 
"  want ;  fair  wear  or  a  free  pair,"  and  they  caused  to  be  inserted  in  the 

20  Isle  of  Wight  County  Press  and  South  of  England  Reporter,  of  the  22nd 
March  1902,  an  advertisement,  containing  the  following  words  :  '*  What  the 
"  public  want ;  sound  boots  at  cheap  prices  ;  fair  wear  or  a  free  pair."  That  they 
also  issued  during  the  months  of  April,  May  and  June  1902,  business  cards, 
containing  an  announcement  of  the  commencement  of  their  business,  at  the 

25  foot  of  which  cards  were  printed  the  words,  "  What  the  public  want ;  fair  wear 
"  or  a  free  pair  "  ;  that  the  phrase,  "  What  the  public  want,"  was  imitated  from 
the  Plaintiffs'  advertisements,  which  had  been  extensively  circulated  during 
the  early  months  of  the  year  1902,  in  the  following  form :  "  Just  what  the 
"  public  want ;    fair  wear  or  a  free  pair  ;  Boots  and  Shoes." 

30  The  Defendants  by  their  Defence  alleged  {inter  alia)  : — (1)  That  save 
and  except  that  the  first  above-named  Plaintiff's  firm  was  and  that  the 
second  above-named  Plaintiffs'  firm  is  a  firm  of  boot  manufacturers  carrying 
on  business  at  Leeds  and  that  the  Plaintiffs,  8.  T,  Midgley  A  8on^  Ld.y 
were  a  Company  incorporated  under  the   provisions  of  the  Companies'  Act 

85  with  a  registered  ofi&ce  at  Leeds  as  alleged,  the  Defendants  denied  each  and 
every  allegation  in  paragraph  1  of  the  re-amended  Statement  of  Claim ;  that 
the  phrase  "  fair  wear  or  a  free  pair  "  was  not  a  Trade  Mark  registered  or  certified 
under  the  Patents  Act  (46  &  47  Vict.,  c.  57  &  51,  and  51  &  52  Vict.,  c.  50)  ;  that 
this  said  phrase  was  not  a  Trade  Mark  and  was  not  the  Trade  Mark  of  the 

40  Plaintiffs  or  either  of  them  ;  that  if  the  Plaintiffs  had  used  the  said  phrase  as 
descriptive  of  their  or  his  goods  (which  the  Defendants  denied)  the  said  phrase 
had  not  acquired  a  secondary  meaning  denoting  goods  of  the  Plaintiffs' 
manufacture  or  of  the  manufacture  of  one  of  them,  and  the  Defendants 
would  contend  that  the  Plaintiff  Arthur  Walter  Midgley  had  not  and   that 

45  the  Plaintiff  Company  had  not  the  right  to  the  exclusive  use  of  the  said 
phrase.  (2)  That  the  Defendants  admitted  that  they  were  retailers  of  boots  and 
shoes  at  iNewport  in  the  Isle  of  Wight ;  they  denied  that  they  had  used  or 
adopted  or  exhibited  the  said  phrase  as  a  mark  as  alleged  in  paragraph  2  of  the 
re-amended  Statement  of  Claim;  that  if  and  so  far  as   the  Defendants  had 

50  used  the  said  words  either  alone  or  in  conjunction  with  other  words  (which 
the  Defendants  did  not  admit)  they  had  used  them  in  the  ordinary  course  of 
their  business  as  words  purely  descriptive  and  in  conmion  use  to  express  to 
their  customers  the  terms  upon  which  their  business  was  conducted  and  to 
make  an  offer  with  regard  to  the  exchange  in  certain  circumstances  of  goods 

55  purchased  from  them ;  that  the  Defendants  had  not  used  the  said  words  as 
being}  in  any  way  their  Trade  Mark  or  as  specially  distinctive  of  goods  sold  by 
them ;  the  said  words,  if  and  so  far  as  they  had  been  used  by  the  Defendants, 
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did  not  imply  and  could  not  be  understood  to  imply  that  the  goods  sold  by  the 
Defendants  were  of  the  Plaintiffs'  or  of  any  particular  manufacture;  the 
Defendants  denied  that  they  had  induced  and  would  contend  that  the  use  of 
the  said  words  was  not  calculated  to  induce  their  customers  and  the  public  to 
suppose  that  boots  and  shoes  of  the  Plaintiffs'  manufacture  were  offered  for  5 
sale  by  the  Defendants  or  that  there  was  a  connection  between  the  Plaintiffs' 
business  and  that  of  the  Defendants;  they  denied  that  they  had  sold  the 
goods  of  other  manufacturers  as  and  for  the  Plaintiffs'  goods  as  alleged ; 
they  denied  that,  they  had  committed  the  acts  or  any  of  the  acts 
complained  of  in  the  said  paragraph  or  that  the  said  acts  or  any  iQ 
of  them  were  wrongful  as  alleged ;  and  they  denied  the  alleged  injury 
to  the  Plaintiffs"  trade.  (3)  The  Defendants  did  not  admit  any  of  the 
allegations  contained  in  paragraph  3  of  the  re-amended  Statement  of  Claim  ; 
they  denied  that  they  had  copied  the  phraseology  of  the  Plaintiffs'  advertise- 
ments as  alleged ;  they  denied  that  the  Defendants'  advertisements  made  or  15 
were  calculated  to  make  it  difficult  for  the  Plaintiffs'  customers  to  distinguish 
the  business  as  alleged  in  the  said  paragraph  ;  the  Defendants'  advertisements 
were  different  from  those  of  the  Plaintiffs ;  the  Defendants  denied  that  they 
had  imitated  the  phrase  "  what  the  public  want "  from  the  Plaintiffs'  advertise- 
ment ;  the  said  phrase  either  alone  or  with  the  words  "  fair  wear  or  a  free  pair  "  gQ 
was  not  distinctive  of  the  Plaintiffs'  goods  ;  (4)  the  -Defendants  denied  the 
alleged  or  any  damage ;  the  Defendants  would  contend  that  the  re-amended 
Statement  of  Claim  disclosed  no  cause  of  action  and  that  the  Plaintiffs  were 
not  entitled  to  the  relief  prayed  for.  (5)  Save  as  above  expressly  admitted 
the  Defendants  denied  each  and  every  allegation  contained  in  the  re-amended  25 
Statement  of  Claim  and  in  the  particulars  delivered  by  the  Plaintiffs." 

The  action  was  tried  on  the  3rd  and  7th  of  March  1904. 

Bouafield^  K.C.,  and  J.  W.  Gordon  (instructed  by  Hamlin^  Qrammery  and 
Hamlin^  agents  for  H,  R,  Cousins,  of  Leeds)  appeared  for  the  Plaintiffs.    S, 
Sevan  (instructed  by  Sole,  Turner,  and  Knight,  agents   for  H,  R,  Hooper,  Jo 
of  Newport,  Isle  of  Wight),  appeared  for  the  Defendants. 

The  Plaintiffs'  case  was  opened  by  Bousfield,  K.C.,  and  after  the  Plaintiffs' 
evidence  had  been  heard  Gordon  summed  up  the  Plaintiffs'  case,  referring  to 
Ohivers  and  Son  v.  Ghivers  and  Co.,  Ld.   (17   R.P.C.  420),  Montgomery   v. 
Thompson  (8  R.P.C.,  361),  Reddaway  v.  Banham  (13  R.P.C.  218),  and  Cellular  35 
Clothing  Company  v.  Maxton  and  Murray  (16  R.P.C.  897), 

Bevan  opened  the  Defendants'  case  and  proceeded  to  call  evidence  on  their 
behalf. 

Before  the  Defendants'  case  was  finally  closed,  Fabwell,  J.,  intimated  that 
he  had  heard  enough,  and  was  satisfied  that  the  evidence  established  user  of  4fy 
the  phrase  by  the   Defendants  before  the  date   when  the   Plaintiffs   claimed 
to  have  invented  it.    He  dismissed  the  action  with  costs. 
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In  the  Court  of  Session  in  Scotland. 

Be/o7^e  the  LORD  Ordinary  (Low). 

March  13th  and  26th,  and  May  19th,  19()3,  February  5th  and  2«th,  1904. 

Parozone  Company,  Ld.  v.  Johnston  Gibson. 

5  Trade  name. — ^^  Parozone.'' — Na^ne  of  bleaching  fluid.— Admission  by 
Bespondent  of  Gomplainers'  exclusive  title.—  Failure  of  Respondent  to  prove 
inadvertence  in  use. — Interdict  granted. — Evidence. — Specification  o/ instances 
of  ivrong/ul  use  of  name. — Evidence  not  limited  to  such  specification. 

The  P.  Co.  invented  and  applied  the  name  "  Parozone ''  to  a  bleaching  fluid 

10  made  by  them^-and  it  was  admitted  that  they  were  entitled  to  the  exclusive  use  of 
thai  name  as  indicating  fluid  manufactured  by  them  only.  G.,  a  smull  trader^ 
also  made  a  bleaching  fluids  but  said  that  he  never  sold  it  as  "  Parozone^'  and 
when  asked  for  ^'Parozone  "  explained  that  his  fluid  was  not  "  Parozone.''  The 
P.  Co.  proved  that  onflve  occasions,  to  two  persons^  G.  or  his  servants  sold  his 

15  fluid  in  answer  to  a  request  for  ^^  Parozone^"  and  tvithout  explanation.  TJiey 
further  proved  tJhat  O.  pointed  out  to  two  former  shopgirls  the  jar  where  he  kept 
his  **  Parozone^"  and  that  it  was  a  matter  of  daily  ofxftirrence  for  Q.'s  fluid  to  be 
sold  to  customers  who  asked  for  ''^  ParozonCy"  without  explanation.  Q.  proved 
that  on  some  occasions  he  had  explained  that  his  blecLch  tvas  not  "  Parozone,^'* 

20  Held,  by  the  LORD  Ordinary  that  the  P.  Co.  were  entitled  to  interdict. 

In  the  Record  the  P.  Co.  specified  two  individuals  to  tvhom  O.  had  sold  his 
bleach  as  **  Parozone."  ff .,  in  defence^  stated  that  while  he  might  by  inadvert- 
ence have  failed  in  one  or  two  instances^  yet  his  "  invariable  answer  "  to  persons 
asking  for  ^^  Parozone'*  was  that  "^  had  a  bleaching  fluid  of  his  ou*n  manu^ 

25  *^  facture  which  he  was  able  to  supply  to  tliem."  Held,  by  the  Lord  Ordinary, 
that  while  the  P.  Co.  must  prove  their  speciflc  instances^  they  were  entitled^ 
tvithout  specification^  to  prove  other  instances  as  an  answer  to  this  defence. 

The  Complainers  in  this  case  were    the  Parozone  Co.^   Ld.^  having  their 
registered  office  at  No.  11,  Bothwell  Street,  Gla^ow,  and  the  Respondent  was 
30  Johnston   Gibson^  carrying  on    business    at    Gibson^s  Townhead  Emporium, 
116,  Taylor  Street,  Glasgow. 

The  action  was  one  of  suspension  and  interdict  brought  to  restrain  Gibson 
from  selling  as  '*  Parazone  "  any  bleaching  fluid  not  manufactured  by  the  Com- 
plainers.   The  Complainers  are  manufacturers  and  sellers  of  a  bleaching  fluid 
35  to  which  they  gave  the  name  of  "  Parozone."    Before  the  formation  of  the  said 
limited  company  the  fluid,  or  a  similar  fluid,  was  manufactured  and  sold  by 
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James  Pattison  &  Company^  Glasgow,  who  invented,  selected,  and  used  the 
name  "  Parozone  "  as  a  distinctive  name  for  it.  The  Complainere,  at  the  time 
of  the  formation  of  the  Company,  acquired  the  rights  of  James  Pattison  A 
Company,  Since  the  introduction  of  this  manufacture  into  the  market,  the 
Complainers  averred  that  "  Parozone  "  had  become  well  known  to  the  public,  and  5 
had  a  considerable  sale.  The  name  "  Parozone "  was,  they  said,  exclusively 
identified  with  the  Complainers  and  their  authors,  and  with  their  manufacture. 
Further,  the  bleaching  fluid  made  and  sold  by  the  Complainers  was  marked  with 
the  name  "  Parozone,"  and  they  were  registered  proprietors  of  a  Trade  Mark 
No.  72,496,  dated  4th  May  1898,  on  which  the  name  "  Parozone  "  prominently  10 
figured.  At  the  date  of  registration  the  word  "Parozone"  was  used  by  the 
Complainers  exclusively,  and  was  a  special  and  distinctive  word.  This  bleaching 
fluid,  however,  manufactured  by  the  Complainers  was  not  a  patented  article,  and 
there  were  numerous  bleaching  fluids  manufactured  and  sold,  some  of  which 
might  happen  to  be  of  the  same  composition.  15 

The  Complainers  averred  that  they  had  recently  ascertained  that  for  some 
time  past  the  Respondent  had  been  in  the  habit  of  selling  at  his  shop,  No.  116 
Taylor  Street,  Glasgow,  in  response  to  orders  by  customers  for  "  Parozone  ^'  or 
"  Parozone  bleach,"  a  bleaching  fluid  or  fluid  not  manufactured  or  supplied  by 
the  Complainers  or  their  agents.  In  particular,  on  the  23rd  of  January  1903,  the  20 
Respondent  sold  to  Mrs.  M^Goombey  in  response  to  a  request  for  "  Parozone,"  a 
fluid  not  made  or  supplied  by  the  Complainers  or  their  agents.  Further,  the 
Respondent  on  the  20th  and  30th  of  January  1903,  sold  to  Mrs.  Wood,  35  Harlaw 
Street  Glasgow,  in  response  to  a  request  for  "  Parozone,"  a  fluid  not  made  or 
supplied  by  the  Complainers  or  their  agents.  This  fluid  sold  by  the  Respondent  25 
was  of  a  quality  inferior  to  "  Parozone,"  containing  much  less  chlorine,  and  the 
Complainers  were  prejudiced  by  its  sale  as  "  Parozone." 

The  Respondent  denied  this,  and  stated  that  he  was  in  the  habit  of  retailing  a 
bleaching  fluid  of  his  own  manufacture.  He  sold  this  at  ^d.  per  gill,  the  retail 
price  of  "  Parozone  "  being  Id.  per  gill.  He  did  not  keep  **  Parozone  "  bleach,  30 
and  had  no  jars,  carboys,  or  labelled  bottles  supplied  by  the  Complainers  or 
marked  with  the  word  "Parozone"  in  his  premises.  He  disclaimed  any 
intention  of  representing  his  bleaching  fluid  to  be  "  Parozone  "  manu&ctured  by 
the  Complainers,  and  did  not  claim  any  right  to  the  use  of  the  word  "  P^ozone  " 
to  describe  the  fluid  manufactured  by  him.  He  also  averred  that  "the  35 
"  Respondent  has  never  sold  or  been  in  the  habit  of  selling  bleaching  fluid  not 
'*  manufactured  or  supplied  by  the  Complainers  to  customers  in  response  to 
"  orders  for  '  Parozone '  or  *  Parozone  bleach.'  Customers  occasionally  ask  for 
"  '  Parozone '  at  the  shop  kept  by  the  Respondent.  His  invariable  answer  to 
'•  such  customers  is  that  he  does  not  keep  *  Parozone '  or  *  Parozone  bleach,'  but  40 
"  that  he  has  a  bleaching  fluid  of  his  own  manufacture  which  he  is  able  to  supply 
"  to  them.  If  his  bleach  was  sold  as  ^  Parazone '  in  the  cases  condescended  on, 
**  it  was  done  inadvertently." 

The  Complainers  sought  that  the  Respondent  should  be  interdicted  "  from 
"  exposing  or  offering  for  sale,  and  from  selling  as  *  Parozone '  or  *  Parozone  45 
"  *  bleach,'  either  by  himself  or  through  his  assistants,  any  bleach  or  bleaching 
"  fluid  not  made  or  supplied  by  the  Complainers  or  their  agents,  and  from 
"  representing  in  any  way  that  any  bleach  or  bleaching  fluid  not  manu&ctured 
**  by  the  Complainers  is  of  the  Complainers'  manufacture,  and  from  in  any  way 
"  infringing  the  sole  and  exclusive  right  of  the  Complainers  to  use  the  name  of  50 
"  *  Parozone.' "     They  also  asked  for  interim  inderdict.     The  Complainers 
pleaded. — "  (1)  The  word  'Parozone'  being  exclusively  used  by  the  public, 
"  including    the  Respondent's    customers,  to  describe    the    bleaching    fluid 
"  manufactured  and  supplied  by  the  Complainers,  and  the  Respondent  having 
"  offered  and  sold  as  ^  Parozone '  a  bleaching  fluid  not  manufiactured  or  supplied  55 
"  by  the  Complainers  or  their  agents,  the  Complainers  are  entitled  to  interdict 
"  as  craved.      (2)  The  Complainers  having  the  sole  right  to  the  use  of  the 
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"  name  *  Parozone/  to  designate  the  bleaching  fluid  manufactured  by  them,  and 
^'  the  Respondent  having  offered  and  sold  as  ^  Parozone '  a  bleaching  fluid  not 
"  manufactured  or  supplied  by  the  Complainers  or  their  agents,  the 
**  Complainers  are  entitled  to  interdict  as  craved,  (3)  The  defences  are 
5  **  irrelevant." 

The  Respondent  pleaded. — "  (1)  The  Complainers'  averments  are  irrelevant 
**  and  insufficient  to  support  the  prayer  of  the  Note.  (2)  The  Respondent  not 
"  having  offered  and  sold  as  *  Parozone '  a  bleaching  fluid  not  manufactured  or 
"  supplied  by  the  Complainers  or  their  agents,  the  Note  should  be  refused,  with 
10  "  expenses.  (3)  The  Complainers'  averments,  so  far  as  material,  being 
"  unfounded  in  fact,  the  Note  should  be  refused." 

On  the  13th  of  March  1903,  Lord  PEARSON  Lord  Ordinary  on  the  Bills  granted 

interim  interdict ;  on  the  26th  of  March  he  passed  the  Note  from  the  Bill  Chamber 

to  the  Court  of  Session,  and  on  the  19th  of  May  Lord  Low  closed  the  Record. 

1 5  Proof  was  taken  on  the  5th  of  February  1904.    In  the  Complainers'  proof  the  sales, 

condescended  on  in  the  Record  were  proved. 

Clydej  K.C.,  and  Mnncrieff  (instructed  by  BUder  and  Aikman^  W.S.),  for  the 
Complainers,  led  evidence  Uiat  there  had  been  a  long  course  of  infringement  of 
the  Complainers'  rights  prior  to  the  acts  specified  in  the  Record. 
20      McLennan  (instructed  by  J.  Murray  Lawson^  S.S.C.),  for  the  Respondent, 
objected  to  this  line  of  examination.    Particulars  of  the  acts  of  infringement  to 
be  proved  should  have  been  given  on  record.    He  had  had  no  warning  of  this 
line  of  proof,  and  could  not  be  prepared  to  meet  it.    He  cited  Humphries  v. 
Taylor  Drug  Co.  (5  R.P.C.  687  ;  L.R.  39  CD.  693). 
25       ClydSj  K.C.,  replied  that  he  was  not  attempting  to  prove  specific  instances  on 
which  to  found,  but  to  prove  the  regular  practice  of  the  Respondent,  so  as  to 
meet  his  Defence,  that  he  never  supplied  his  bleach  as  ^^  Parozone,"  and  that,  if 
so  sold  in  the  cases  founded  on,  it  was  sold  inadvertently. 
The  objectian  was  repelled. 
30      From  the  Respondent's  proof  it  appeared  that,  in  some  instances,  when  asked 
for  "  Parozone,"  he  said  he  did  not  keep  it,  but  the  Complainers  proved,  both  by 
the  evidence  of  customers  and  by  that  of  his  own  shopwomen,  that  in  others 
he  had  supplied  his  own  bleach  in  answer  to  inquiry  for  "  Parozone."    The 
facts  brought  out  in  proof  are  indicated  in  the  LORD  ORDINARY'S  opinion  {infra^, 
35       Clyde^  K.C.,  and  Moncrieff:  This  is  a  pure  question  of  fact,  viz.,  whether  the 
Respondent  had  sold  his  bleach  as  '^  Parozone."    In  the  instances  mentioned  on 
record  this  was  proved  to  have  been  done.    It  would  be  objected  that  it  was 
proved  by  "  detective  "  evidence,  the  evidence  of  employes  of  the  Complainers' 
sent  out  to  make  test  purchases.    But  this  case  was  different  from  the  cases 
40  where  such  evidence  was  held  insufficient — Ba^s^  RatcliffA  QreUon^  Ld.  v. 
Laidlaw  (13  R.  898)  ;  Thomson  &  Co.  v.  Robertson  (15  R.  8'80)  ;  TJwmson  A  Co. 
V.  Dailly  (24  k.  1173).    In  these  cases  there  were  only  a  few  petty  instances  of 
the  wrong  use  of  a  dealer's  name,  while  here  there  was  a  long-continued  practice 
of  wrongful  use.   This  was  proved  by  the  evidence  of  the  Respondent's  employes 
45  and  customers.    In  most  similar  cases  it  had  been  set  up  in  Defence  that  the 
Respondents  had  given  instructions  to  their  employes  not  to  sell  their  goods  as 
the  Complainers',  and  that  these  instructions  had  been  disobeyed.    Here  this 
was  certainly  not  done,  at  least  during  the  long  period  prior  to  the  end  of  1902, 
during  which  the  wrongful  sales  were  taking  place,  nor  were  customers  warned 
50  that  they  were  not  getting  the  Complainers'  **  Parozone "  prior  to  that  date, 
though  after  the  end  of  1902,  when  it  was  known  that  this  action  was  imminent, 
some  were  warned. 

McLennan. — If  sales  had  taken  place  they  were  simply  due  to  inadvertence. 

The  element  of  deceit  was  necessary  in  every  case  of  this  kind.    Here  there  had 

55  been  no  intention  to  deceive,  nor  had  customers  been  deceived.    The  name 

^  Parozone  "  is  a  word  in  familiar  use  with  a  certain  part  of  the  public,  and 

people  ask  for  *'  Parozone "  as  a  convenient  term  for  bleaching  fluid,  without 
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having  in  their  mind  that  of  any  particular  maker.  This  makes  an  inadvertent 
omission  to  warn  them  that  they  are  not  getting  the  Complainers'  article 
occasionally  probable.  Such  information  might  have  been  given  to  customers 
at  the  time  their  connection  with  the  Respondent  began  and  have  faded  from 
their  memory.  It  would  be  sufficient  to  warn  the  customers  when  they  first  5 
asked  for  "Parozone"  {Thomson  &  Co.  v.  Robertson^  uhi  supra).  Warning 
was  certainly  given  to  some  customers.  The  Respondent  concedes  the  right  of 
the  Complainers  to  the  exclusive  use  of  the  word  "  Parozone  "  ;  this  disclaimer 
is  sufficient.  There  was  no  attempt  at  defiance  after  notice  had  been  given  by 
the  Complainers  that  they  objected  to  the  conduct  of  the  Respondent.  No  10 
case  is  made  here  of  Respondent  having  been  an  agent  of  the  Complainers  who 
had  given  up  his  agency ;  therefore  warning  to  servants  is  unnecessary ;  that 
only  requires  to  be  given  on  giving  up  an  agency  (Montgomerie  v.  Young 
\Brothers  20  R.P.C.  791).  The  specific  instances  libelled  were  cases  of 
attempted  detective  evidence.  The  object  of  the  witnesses  in  asking  for  15 
"  Parozone  "  was  not  to  conclude  an  ordinary  trade  transaction,  but  was  to  get 
as  "  Parozone  "  what  was  not  "  Parozone."  Their  evidence  is  therefore  to  be 
taken  cum  notd.  Certainly  they  were  not  deceived  as  to  what  they  were 
getting.  Nor  is  it  proved  that  the  public  in  general  were  deceived.  But  deceit 
must  be  proved — Stuart  &  Co.  v.  Scottish  Val  de  Travers  Paving  Co.j  Ld.y  20 
(13  R.  1).  See  also  the  Judgment  of  the  Sheriff  of  Lanark  reported  in  a  note  to 
this  case  and  the  cases  cited  there,  and  Singer  v.  Loog  (L.R.  8  App.  Cas.  15). 
Here  there  had  only  been  a  few  cases  of  sale  by  inadvertence,  as  in  Bass  v. 
Laidlaiv  and  Thomson  &  Co.  v.  Eohertsonj  uhi  supra,  where  an  interdict  was 
refused.  This  case  was  similar  to  Montgomerie  v.  Young  Brothers  {uhi  supra),  25 
where  an  interdict  was  refused  by  the  Second  Division.  It  was  necessary 
for  the  Complainers  to  prove  a  habit  of  wrongful  dealing.  They  had  not 
succeeded  in  making  this  out. 

His  Lordship  made  avizandum  ;  and  on  the  26th  of  February  1904  issued  the 
following  Opinion  : —  30 

Lord  Low. — It  is  not  disputed  that  the  bleaching  fluid  made  and  sold  by  the 
Complainers  is  known  as  '*  Parozone,"  and  that  they  have  the  sole  right  to  use 
that  name.  The  Respondent  does  not  keep  "  Parozone,"  but  he  makes  a  bleaching 
fluid  of  his  own,  and  he  denies  that  he  has  ever  sold  that  fluid  as  "  Parozone." 

It  has  been  proved  that  the  persons  specified  in  the  Record — Mrs.  Wood  and  35 
Mrs.  M^Coomhe — ^went  several  times  to  the  Respondent's  shop,  and  in  reply  to  a 
request  for  *'  Parozone "  were  supplied  with  bleach  made  by  the  Respondent 
without  any  explanation  being  given  that  it  was  not  "  Parozone."  Mrs.  Wood 
went  to  the  shop  four  times,  and  upon  two  of  these  occasions  she  was  served  by 
the  Respondent  himself,  upon  the  two  other  occasions  she  was  served  by  a  40 
girl,  apparently  the  Respondent's  daughter.  Mrs.  M^Coomhe  was  once  at  the 
shop,  and  was  served  by  the  Respondent.  I  may  say  that,  although  neither 
Mrs.  Wood  nor  Mrs.  M^Coomhe  actually  identified  the  Respondent  as  the  person 
who  served  them,  it  is  not  suggested  that  any  other  man  than  the  Respondent 
ever  served  customers  in  the  shop.  45 

The  Respondent  said  in  his  evidence  that  he  did  not  believe  that  he  had  ever 
sold  his  bleach  in  answer  to  a  request  by  Mrs.  Wood  or  Mrs.  M^Coombe,  or 
anyone  else,  for  "  Parozone,"  without  explaining  that  it  was  not  "  Parozone," 
although  he  may  possibly  have  done  so  inadvertently  if  other  customers  were 
waiting.  He  further  said  that  the  statement  made  in  his  answers  to  the  effect  50 
that  it  is  his  invariable  custom,  if  anyone  asks  for  "  Parozone,"  to  explain  that 
he  does  not  keep  "  Parozone  "  but  has  a  bleach  of  his  own  manufacture,  is  true. 

To  meet  that  statement  the  Complainers  adduced,  in  the  first  place,  the 
evidence  of  Mrs.  Peacock  and  Miss  Clark,  who  had  been  in  the  Respondent's 
service  as  shopgirls.    Mrs.  Peacock  says  that  when  she  entered  the  Respondent's  55 
service  he  shewed  her  the  jar  in  which  his  bleach  was  kept,  and  said  that 
that  was  the  ** Parozone";  that  it  was  a  matter  of  daily  occurrence  for  the 
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Respondent's  bleach  to  be  sold  to  customers  who  asked  for  "Parozone";  that 
these  sales  were  made  sometimes  by  her  and  sometimes  by  the  Respondent ; 
and  that  she  never  gave,  or  heard  any  explanation  given  to  the  effect  that  the 
article  sold  was  not  in  fact  "  Parozone."  Miss  Glark  also  says  that,  during  the 
5  eight  months  which  she  served  the  Respondent,  it  was  a  daily  practice  to  sell 
the  Respondent's  bleach  as  *'  Parozone"  without  any  explanation.  Further,  the 
Complainers  brought  several  witnesses  who  had  repeatedly,  in  answer  to  a 
request  for  "Parozone,"  been  supplied  by  the  Respondent  with  a  bleaching 
fluid,  which  they  understood  to  be  "  Parozone,"  without  any  explanation. 

10  On  the  other  hand  the  Respondent  adduced  two  witnesses— Mrs.  Rogers  and 
Mrs.  Haggerty— who  said  that  they  went  to  his  shop  and  asked  for  «  Parozone  " 
and  were  told  by  him  that  he  did  not  keep  "  Parozone,"  but  made  a  bleach  of 
his  own.  Further,  the  witness  Phillips  says  that  he  was  frequently  in  the 
Respondent's    shop    and    heard    him    upon   several     occasions    explain    to 

15  customers,  who  asked  for  "  Parozone,"  that  he  did  not  keep  it.  It  was  pointed 
out  that  these  witnesses  speak  to  a  period  subsequent  to  a  date  when  the 
Complainers'  traveller,  Moloney,  cautioned  the  Respondent  not  to  sell  his  own 
bleach  as  "  Parozone."  I  think  that  the  more  natural  explanation  is  that  the 
Respondent  could  only  remember  cases  which  occurred  recently,  and,  therefore, 

20  I  think  that  I  must  regard  it  as  being  proved  that  the  Respondent  did  sometimes 
tell  customers  that  he  did  not  keep  "  Parozone."  I  have  further,  no  reason  to 
doubt  that  the  witnesses  whom  he  was  able  to  find  did  not  represent  all  the 
persons  to  whom  he  had  made  such  an  explanation.  Still,  looking  to  the 
evidence  led  by  the  Complainers,  and  especially  that  of  Mrs.  Peacock  and  Miss 

25  Clark,  I  cannot  come  to  any  other  conclusion  than  that  the   Respondent's 

practice  was  to  sell  his  own  bleach  in  answer  to  a  request  for  "  Parozone," 

without  any  explanation,  and  that  to  give  an  explanation  was  an  exception  to 

the  general  rule. 

The  question  is  whether  in  these  circumstances  the  Complainers  are  entitled 

30  to  interdict.  It  was  argued  for  the  Respondent  that  the  only  evidence  upon 
which  the  Complainers  could  found,  or  which  it  was  competent  for  them  to 
lead,  was  that  of  Mrs.  Wood  and  Mrs.  M^Coombe,  because  the  occasions  upon 
which  bleach  was  said  to  have  been  sold  to  them  were  the  only  instances  of 
which  notice  was  given  on  Record,  and  that  as  these  witnesses  admittedly  went 

35  to  the  shop  in  a  detective  capacity  their  evidence  was  not  of  a  reliable  character. 
I  agree  that  it  was  necessary  for  the  Complainers  to  prove  that  the  Respondeni 
sold  his  bleach  to  Mrs.  Wood  and  Mrs.  M'Coomhe  as  "  Parozone,"  and  that  he  did 
so  in  such  circumstances  as  to  justify  the  inference  that  it  was  his  practice  to  do 
so,  but  I  also  think  that  the  other  evidence  led  by  tjie  Complainers  was  competent 

40  for  the  purpose  of  meeting  the  Respondent's  averment  that  his  "  invariable 
** answer  "  to  customers  asking  for  "  Parozone,"  was  "that  he  had  a  bleaching 
**  fluid  of  his  own  manufacture  which  he  was  able  to  supply  to  them."  In 
the  first  place  I  have  no  doubt  of  the  honesty  and  accuracy  of  the  evidence  of 
Mrs.  Wood  and  Mrs.  M^Coomhe,  and  of  the  corroborative  evidence  of  Johnston 

45  and  Binks,  and  in  the  second  place,  the  Respondent's  bleach  having  been 
supplied  to  Mrs.  Wood  as  "  Parozone "  on  four  separate  occasions,  and  to 
Mrs.  M^Coomhe  on  one  other  occasion,  I  think  that  the  Complainers  were  entitled 
to  assume  that  it  was  the  Respondent's  practice  to  sell  his  own  bleach  as 
^  Parozone."    Further,  as  I  have  already  said,  I  think  that  the  other  evidence 

50  in  the  case  shews  that  it  was  not  the  Respondent's  invariable,  or  even  general 
practice  to  explain  that  the  bleach  which  he  kept  was  not "  Parozone  "  but  that 
his  general  practice  was  the  other  way,  although  he  sometimes  explained  that  he 
did  not  keep  "  Parozone.'-  It  was  further  argued  for  the  Respondent  that  the 
fact  that  he  occasionally  sold  a  pennyworth  or  a  halfpenny  worth  of  his  own 

55  bleach  as  "  Parozone"  did  not  justify  the  severe  remedy  of  an  interdict,  especially 
considering  that  his  total  sales  did  not  amount  to  more  than  a  shilling  in  the 
week.    No  doubt  from  that  point  of  view  the  case  is  a  trivial  one,  but  I  do 
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not  suppose  that  the  importance  of  the  question  to  the  Complainers  is  to  be 
measured  by  the  money  value  of  the  sales  made  by  the  Respondent.  The  article 
in  which  the  Complainers  deal,  and  which  has  acquired  a  reputation  under  the 
name  of  "  Parozone,"  is  one  which  appears  to  be  generally  sold  by  the  gill,  for 
which  a  penny  is  charged,  and  accordingly  if  it  was  the  practice  among  small  5 
tradesmen  to  sell  as  '*  Parozone  "  bleach  which  was  not  made  by  the  Complainers 
the  loss  to  their  business  might  be  very  serious,  although  the  amount  of  the 
sales  of  any  individual  tradesman  might  be  small. 

Further,  the  Respondent  has  all  along  maintained  that  he  has  never  sold  his 
bleach  as  '*  Parozone."  That  has  been  proved  to  be  untrue,  and  the  evidence  10 
establishes,  in  my  judgment,  not  only  that  he  has  sold  his  own  bleach  as 
'^  Parozone,"  but  that  he  has  done  so  to  an  extent  which  cannot  be  accounted 
for  by  mere  inadvertence  or  f orgetfulness.  If  the  Respondent  had  admitted 
that  he  had  sometimes  sold  his  bleach  in  ansi^er  to  a  request  for  '^  Parozone,'^ 
but  had  undertaken  not  to  do  so  in  the  future,  I  should  not  have  been  disposed  1^ 
to  grant  interdict,  but  as  matters  stand  I  think  that  the  Complainers  are  entitled 
to  the  protection  which  an  interdict  will  give  them. 

The  Interlocutor  was  as  follows :  "  Edinburgh,  26th  February  1904.  The  LORD 
^^  Ordinary  having  considered  the  cause,  sustains  the  reasons  of  suspension, 
"  suspends  the  proceedings  complained  of,  and  interdicts,  prohibits  and  20 
^'  discharges  the  Respondent  in  terms  of  the  prayer  of  the  Note,  and  decerns  : 
"  Finds  the  Complainers  entitled  to  expenses,  allows  an  account  thereof  to  be 
"  given  in  and  remits  the  same  when  lodged  to  the  Auditor  to  tax  and  report" 


In  the  Supreme  Court  op  Judicature. 

Court  op  Appeal.  25 

Before  Lords  Justices  Vaughan  Williams,  Romer,  and  Stirling. 

December  16th  and  17th,  1903,  and  February  22nd,  1904. 

Gammons  v.  Battersby. 

Patent.— Action  for  infringement. — Construction  of  Specification. — Novelty. — 
Stibject-matter. — Utility. — Infringement.  30 

The  Patentees  of  an  invention  of  "  Improvements  in  attaching  bindings  to 
**  t?ie  brim^  of  hais  "  stated  in  their  Specification  that  the  invention  consisted  "  in 
^^  fitting  a  hut  having  a  stiffs  curled^  or  rolled  brim^  with  a  binding  having  its 
"  inner  edge  connected  to  the  inner  side  of  the  brim  by  stitches  extending  through 
"  the  same  and  being  turned  over  the  edge  of  the  brim  so  as  to  cover  said  edge  35 
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"  and  ako  cover  and  protect  ths  connecting/  stitches ;  the  said  binding  having 
^  its  ends  connected  together  subsequent  to  its  connection  to  the  brim  and  prior 
**  to  its  being  turned  or  snapped  over  the  edge  of  the  samsy  for  a  purpose  herein- 
*^  of ter  pointed  ouV^ ;  that  the  ifivention  also  consisted  of  a  machine,  and  the 
5  Specification  proceeded  to  describe  the  machine  and  the  method  of  attaching  the 
binding  to  the  hat  by  means  of  the  machine.  The  Patentees  claimed,  first,  "  The 
"  herein  described  method  of  attaching  to  a  hat  having  a  stiff,  curled  or  rolled 
"  brim,  a  binding  having'^  Ac,  (as  above)  " substantially  as  specified,'^  and  the 
other  claims  were  for  sewing  machines  comprising  elements  therein  respectively 

10  specified.  The  Defendants  denied  infringement,  and  alleged  want  of  novelty 
and  want  of  subfect-mcUter  as  to  all  the  claims,  and  contended  in  particular 
that  the  first  claim  included  attaching  the  binding  by  hand  in  the  manner 
described  in  that  claim.  For  the  Plaintiffs,  whilst  it  was  alleged  that  in  any 
case  the  metJwd  was  new,  it  was  contended  that  Claim  1  only  included  attaching 

15  the  binding  by  the  machine.    The  Defendants  also  alleged  that  the  anly  tiling 
new  in  the  machine  was  making  a  concavity  in  the  underside  of  the  work- 
supporting  arm  for  the  purpose  of  clearance  in  working,  that  all  the  other 
elements  tvere  old,  and  that  there  was  no  invention. 
Held  (affirming  Buckley,  J.),  that  Claim  1  was  for  the  method  of  attaching 

20  ^  binding  by  means  of  the  machine ;  that  novelty  and  utility  in  respect  of  all 
the  claims  was  established;  and  tJiat  the  Defendants  had  infringed. 

On  the  23rd  of  June  1897  Letters  Patent  (No.  15,048»  of  1897)  was  granted 
to  Welcome  Pennson  Gammons,  jun.,  and  George  Stephen  Braclter  for 
"  Improvements  in  attaching  bindings  to  the  brims  of  hats." 

25  The  Complete  Specification,  as  amended  in  accordance  with  a  decision  of  the 
Comptroller-General  of  the  3rd  day  of  April  1901,  was  as  follows  :— "  Our 
**  invention  relates  to  the  art  of  attaching  bindings  to  the  brims  of  hats,  and  it 
**  consists  in  fitting  a  hat  having  a  stiff,  curled,  or  rolled  brim,  ftftd  with  a 
**  binding  with  having  its  inner  edge  connected  to  the  inner  side  of  the  brim 

30  **  by  stitches  extending  through  the  same  and  being  turned  over  the  edge  of 
**  tiie  brim  so  as  to  cover  said  edge  and  also  cover  and  protect  the  connecting 
"  stitches ;  the  said  binding  having  its  ends  ^  onappod-'-er  connected  together 
**  subsequent  to  its  connection  to  the  brim  and  prior  to  its  being  turned  or 
"  snapped  over  the  edge  of  the  same,  for  a  purpose  hereinafter  pointed  out. 

35       "  The  invention  also  consists  in  a  sewing  machine  which  although  designed 

"  more  especially  for  connecting  one  edge  of  bindings  to  stiff,  curled,  or  rolled 

**  hat  brims,  may  be  used  to  advantage  in  connecting  one  edge  of  bindings  to 

**  soft  hat  brims. 

"  Other  objects  and  advantages  of  the  invention  will  be  fully  understood 

40  "  from  the  following  description  and  claims  when  taken  in  connection  with 
".  the  annexed  drawings,  in  which  :  Fig.  1,  is  a  perspective  view  of  our  improved 
"  sewing  machine.  Fig.  2,  is  a  vertical  longitudinal  section  of  the  same  with 
**  parts  in  elevation.  Fig.  3,  is  a  detail  longitudinal  section  on  an  enlarged 
"  scale  of  the  work  supporting  arm.    Fig.  4,  is  a  detail  section  taken  in  the 

45  "  plane  indicated  by  the  line  x,  x,  of  Fig.  3.  Fig's  5  and  6,  are  detail  views  of 
"  the  diuttle  removed  from  the  race,  and  :  Fig's  7  and  8,  are  views  of  a  hat 
**  with  the  binding  applied  in  accordance  with  our  invention.  In  the  said 
"  drawings,  similar  letters  designate  corresponding  parts  in  all  of  the  views, 
**  refeiring  to  which  :  A,  indicates  the  base  of  the  machine,  and  B.  indicates 
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"  the  overhanging  arm  having  the  head  C,  at  its  forward  end,  in  which  are 
"  arranged  the  needle  bar  D,  the  presser  bar  E,  having  the  foot  a,  at  its  lower 
"  end  and  the  feed  bar  F.  The  said  needle  bar,  presser  bar,  and  feed  bar  may 
"  be  similar  in  construction  to  those  embodied  in  sewing  machines  at  present 
"  in  use,  and  the  bars  D  and  F,  may  be  operated  by  the  drive  shaft  G,  through  5 
"  the  medium  of  mechanism  contained  in  the  head  C  ;  the  needle  bar  D,  being 
"  reciprocated  vertically  while  the  feed  bar  F,  is  given  respectively  an  up  and 
"  down  movement  and  a  forward  and  backward  horizontal  movement  in  relation 
'*  to  the  work  plate  in  order  to  feed  the  materials  f orwardly  as  will  be  hereinafter 
"  more  fully  described.  Extending  forwardly  from  the  forward  end  of  the  10 
"  base  A,  is  the  work  supporting  arm  H,  of  our  improved  machine.  This  arm  H, 
"  has  the  rear  portion  of  its  underside  concaved  as  indicated  by  I,  to  accommo- 
"  date  the  crown  of  a  stiff  hat  to  which  the  binding  is  being  connected,  and  this 
"  concavity  may  be  afforded  by  recessing  the  underside  of  the  arm  or  by  bending 
"  the  arm  into  a  concavo-convex  form  as  illustrated  ;  the  latter  manner  being  15 
"  preferable  for  obvious  reasons.  At  its  forward  end  which  rests  beneath  the 
"  needle,  feed,  and  presser  bars,  as  shown,  the  arm  H,  is  made  straight,  fiat,  and 
**  comparatively  thin  for  reasons  which  will  presently  appear,  and  it  is  provided 
"  adjacent  to  its  forward  end  with  the  vertically  disposed  needle  receiving 
"  aperture  &,  and  preferably  has  the  portion  c,  in  which  said  aperture  is  formed  20 
**  raised  as  illustrated  so  that  its  upper  side  will  rest  flush  with  the  plate  J,  upon 
"  which  the  guage  K,  presently  described,  is  mounted. 

"  L,  indicates  the  horizontal  race  for  the  loop  taking  device  M,  which  may  if 
"  desired,  be  an  oscillatory  shuttle  of  the  well  known  construction  illustrated. 
**  This  race  L,  which  communicates  with  the  needle  opening  &,  as  better  shown  25 
"  in  Fig.  3.  is  normally  covered  by  the  plate  J ;  and  the  shuttle  M,  which  it 
"  contains  is  oscillated  by  the  same  shaft  G,  that  operates  the  needle  bar  and 
"  feed  bar  through  the  medium  of  the  cam  /,  the  lever  g^  the  reciprocatory 
"  rack  hy  the  gear  wheel  t,  and  the  pinion  j^  or  any  other  suitable  intermediate 
"  mechanism ;  the  pinion  y,  (when  employed)  being  removably  splined  to  the  30 
^'  shuttle  as  shown  so  as  to  permit  of  the  latter  being  readily  removed  when  the 
"  plate  J,  is  swung  to  one  side  on  its  pivot  «,  to  open  the  race  L. 

*'  The  corners  of  the  upper  side  of  the  arm  H,  at  the  forward  end  of  the  same 
"  a^e  rounded  or  beveled  as  indicated  by  ^,  so  that  no  sharp  angles  which  would 
"  tend  to  injure  a  hat  brim  are  presented  to  the  same  as  it  is  fed  beneath  the  35 
"  needle. 

'•  N,  indicates  the  binding  guide  of  the  machine  which  is  preferably  formed 
"  of  sheet  metal,  although  other  material  may  be  employed  if  found  desirable. 
"  This  guide  N,  is  shown  as  formed  in  one  piece  and  attached  to  the  side  of 
"  the  arm  H,  and  it  has  its  free  portion  r,  bent  so  as  to  rest  in  a  vertical  plane  40 
"  parallel  to  and  close  against  the  forward  end  of  the  said  arm  and  also  has  the 
"  retaining  loop  s,  which  rests  upon  the  upper  side  of  the  arm  H,  close  to  one 
**  end  of  the  portion  c,  thereof,  and  the  retaining  loop  ^,  which  rests  slightly 
"  below  the  arm  as  shown. 

"  K,  indicates  the  guage  against  which  the  edge  of  the  hat  brim  is  pressed  by  45 
"  the  operator,  in  order  to  have  all  the  stitches  take  through  the  brim  and  binding 
"  at  a  uniform  distance  from  the  edge  of  the  former  so  as  to  make  a  neat  and 
"  finished  job.    This  guage  K,  may  be   formed  and  may-^bc-^formod  and  may      *■ 
'*  be  adjusted  and  adjustably  fixed  in  any  suitable  manner,  but  we  prefer  to 
'*  form  it  of  sheet  metal  and  provide  it  with  the  upturned  lip  v,  at  its  forward  50 
"  end  and  with  the  longitudinal  slot  w^  and  adjustably  connect  it  with  the 
"  plate  J,   by   a  binding  screw  a?,  as  by  this  construction  it  may  be  readily 
"  adjusted  and  adjustably  fixed  so  as  to  permit  of  taking  the  stitches  through 
"  the  brim  at  various  distances  from  the  edge  of  the  rim. 

**  In  the  practical  operation  of  our  improved  machine,  after  the  guage  K,  has  55 
"  been  properly  adjusted,  the  binding  I,  is  placed  in  the  guide  N,  so  that  its 
"  upper  portion  will  overlap  the  forward  thin  and  flat  end  of  the  work  supporting 
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"  arm  as  illuetrated  by  dotted  lines  in  Fig.  1.  The  brim  2,  of  the  hat  3,  is  then 
"  placed  npon  the  end  of  the  arm  over  the  binding  and  its  edge  is  pressed 
"  against  the  guage  K,  by  the  operator  when  the  machine  is  started  and  the 
"  stitching  of  the  binding  to  the  brim  is  commenced  and  continued  until  the 
5  "  binding  is  connected  throughout  its  length  to  the  brim.  We  prefer  in  practice 
*^  to  start  the  stitching  at  the  back  of  the  hat  and  stitch  entirely  around  the  hat 
"  to  the  point  of  commencement.  While  the  stitching  of  the  binding  to  the 
**  front  or  back  end  portions  of  the  hat  brim  is  going  on,  the  hat  rests  and  is 
**  held  with  the  crown  depending  but  as  the  stitching  progresses  toward  and 

10  **  along  the  side  of  the  brim,  the  hat  must  be  gradually  turned  until  the  crown 
"  rests  in  a  horizontal  or  approximately  horizontal  position  with  the  inside  of 
"  the  hat  toward  the  operator  and  the  crown  in  the  concavity  above  mention ed, 
**  and  as  the  stitching  further  progresses,  the  hat  must  be  turned  so  that  when 
**  it  reaches  the  end  of  the  brim  opposite  to  the  point  of  commencement,  it  will 

15  **  rest  in  the  position  first  mentioned,  viz. :  with  its  crown  depending.  From 
**  this  point,  the  operation  is  repeated  to  the  point  of  commencement,  that 
**  is  to  say  the  hat  is  slowly  turned  until  when  the  stitching  reaches  the 
**  middle  of  the  side  of  the  hat  brim,  its  crown  rests  in  an  approximately 
**  horizontal  position  beneath  the  arm  H  ;  and  from  this  point  to  the  point  of 

20  **  commencement  the  hat  is  slowly  turned  until  when  it  reaches  the  point  of 
**  commencement  it«  crown  will  rest  in  a  depending  position.  The  concavity 
•*  of  the  arm  H,  permits  of  the  hat  being  turned  freely  into  the  horizontal 
'*  position  stated,  and  it  is  absolutely  necessary  to  get  the  hat  into  such  position 
**  in  order  to  sew  the  binding  to  the  sides  of  the  brim  in  a  finished  manner 

25  **  especially  when  the  brim  is  provided  with  the  fashionable  deep  rolls  or  curls, 
**  it  will  be  appreciated  that  the  concavity  of  the  said  arm  H,  forms  an  important 
**  feature  of  our  invention. 

"  After  the  piece  of  binding  has  been  attached  along  one  edge  and  throughout 
"  its  length  to  the  inner  side  of  the  stiff  hat  brim  by  stitches  4,  (see  Fig.  8)  its 

30  **  eiidB  are  ^  onappod'  or  sewed  together  as  indicated  by  5,  after  which  it  is 
•*  turned  outwardly  or  snapped  over  the  curled  brim,  when  it  will  be  snugly 
**  and  tightly  held  thereon.  This  is  due  to  the  fact  that  the  outer  side  of  the 
"  brim  is  larger  than  the  inner  side  and  consequently  when  the  ends  of  the 
**  binding  are  ^  onappod  '  of  connected  together  after  one  edge  of  said  binding 

35  **  is  connected  to  the  brim,  and  before  it  is  turned  over  the  same,  the  free  edge 
**  of  the  binding  is  strained  and  sprung  over  the  brim  under  considerable 
*'  tension,  varying  according  to  the  thickness  of  the  felt.  This,  as  stated, 
**  renders  the  binding  tight  upon  the  brim,  but  in  order  to  avoid  any  possibility 
**  of  the  binding  coming  off  during  use,  its  outer  edge  may  if  desired  be  stitched 

40  "  by  hand  to  the  brim  or  otherwise  suitably  secured. 

**  In  virtue  of  the  binding  being  connected  to  the  brim  and  turned  over  the 
'*  edge  of  the  same  in  the  manner  described,  it  will  be  seen  that  said  binding 
•*  will  snugly  fit  the  brim  and  hold  itself  in  position  thereon  without  the 
**  employment  of  stitches  or  other  fastening  means ;  and  it  will  also  be  seen 

45  ^'  that  said  binding  will  cover  the  connecting  stitches,  thus  preveinting  the  same 
**  from  being  rottened,  faded  or  otherwise  deteriorated,  which  is  an  important 
'*  advantage. 

^  It  is  obvious  when  a  piece  of  binding  is  to  be  attached  to  a  hat  brim,  the 
*^  distance  of  the  line  of  stitches  from  the  edge  of  the  brim  may  be  varied  to 

50  ^^  salt  various  kinds  of  hats  by  suitably  adjusting  and  adjustably  fixing  the 
"  guage  K. 

^'  During  the  operation  of  stitching  the  binding  to  the  hat  brim,  the  feed 
^  bar  F,  by  its  up  and  down  and  forward  and  backward  horizontal  movements 
*'  serves  to  feed  the  hat  and  consequently  the  binding  forwardly  and  at  the  same 

55  *'*'  time  holds  the  hat  brim  to  the  needle  plate  while  it  is  being  fed. 

'^  It  i^ill  be  observed  that  our  machine  is  very  simple,  and  that  its  construction 
^^  is  such  that  the  parts  are  not  likely  to  get  out  of  order,  and  it  will  also  bO' 
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observed  that  the  stitching  of  the  binding  to  the  brim  may  be  aocomplished 
as  easily  when  the  brim  is  deeply  curied  or  rolled,  as  when  it  is  but  slightly 
curled  or  rolled,  and  this  without  in  any  way  damaging  the  brim  or  changing 
or  destroying  its  shape. 

"  The  shuttle  M,  cooperates  with  the  needle  in  the  usual  manner,  and  it  is 
disposed  horizontally  as  described  so  as  to  permit  of  the  arm  H,  being  made 
thin  in  order  to  enable  it  to  readily  take  between  the  brim  and  crown  of  the 
hat  as  illustrated  in  Fig.  3.  The  shuttle  M,  alone  forms  no  part  of  our 
invention  and  any  suitable  loop  taking  device  may  be  employed  in  lieu  of 
the  same. 

"  The  needle  bar,  feed  bar,  and  presser  bar  with  the  mechanism  for  transmitting 
motion  to  the  same,  when  considered  alone  also  do  not  form  a  part  of  the 
invention  and  any  suitable  mechanism  which  embodies  a  practical  feed  device 
may  be  employed  in  lieu  of  the  same. 


10 


\.^y 


'^  While  our  improved  machine  is  designed  more  especially  for  connecting  15 
the  edge  of  bindings  to  the  inner  sides  of  stiff,  rolled,  or  curled  hat  brims,  it 
may  be  used  to  advantage  for  so  connecting  bindings  to  soft  hat  brims." 
The  Patentees  claimed : — ^**  1— A  The  herein  described  method  of  cUtaching 
to  a  hat  having  a  stiff,  curled  or  rolled  brim,  ftfid  a  binding  having  its  inner 
edge  connected  to  the  inner  side  of  the  brim  by  stitches  extending  through  20 
the  same  and  being  turned  over  the  edge  of  the  brim  so  as  to  cover  said  edge 
and  also  cover  and  protect  the  connecting  stitches  ;  the  said  binding  having 
its  ends  *  onappod   -or  connected  together  subsequent  to  its  connection  to  the 
brim  and  prior  to  its  being  turned  over  the  edge  of  the  same,  substantially  as 
specified.  25 

'^  2 — ^A   sewing  machine  comprising   a  work   supporting  arm  having  the 
comparatively  thin   and   flat  portion  at   its  forward   end  adapted  to  take 
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^  between  the  brim  and  crown  of  a  stiff  hat  and  the  concavity  I,  in  its  nnder- 
*'  side  in  rear  of  said  thin  and  flat  portion  adapted  to  receive  the  crown  of  a 
"  hat ;  the  said  concavity  I,  extending  above  the  lower  side  of  the  forward 
*'  flat  and  thin  portion  and  being  disposed  at  right  angles  to  the  length  of  the 
5  '^  arm,  a  loop  taking  device  arranged  in  said  arm  adjacent  to  its  forward  end, 
"  a  hat  gnage  arranged  npon  and  adjustably  connected  to  the  upper  side  of  the 
''  work  supporting  arm  adjacent  to  Uie  forward  end  thereof,  the  binding  guide 
**  arranged  upon  the  forward  end  of  the  work  supporting  arm  and  having  the 
"  lower  loop  2,  adapted  to  receive  the  lower  edge  of  the  binding  and  support 
10  **•  the  same  and  t^e  upper  horizontally  disposed  loop  8,  arranged  upon  tiiie 
"  upper  side  of  the  work  supporting  arm,  an  overhanging  arm  carrying  a  needle 
^*  bar  and  a  feeding  device,  and  means  for  operating  the  needle  bar,  feeding 
*'  device  and  loop  ts^er,  substantially  as  specified. 

"  3 — ^A  sewing  machine  comprising  a  work  supporting  arm  having  the 
15  "  corners  of  its  upper  side  beveled  at  its  forward  end  as  indicated  by  j»,  a  hat 
**  guage  arranged  upon  and  adjustably  connected  to  the  upper  side  of  the  work 
**  supporting  arm  adjacent  to  the  forward  end  thereof,  the  binding  guide 
"  arranged  upon  the  forward  end  of  the  work  supporting  arm  and  having  the 
*'  lower  loop  t^  adapted  to  receive  the  lower  edge  of  the  binding  and  support 
20  ^'  the  same  and  tiiie  upper  horizontally  disposed  loop  8,  arranged  upon  the 
"  upper  side  of  the  work  supporting  arm,  a  feeding  device,  and  a  suitable 
*^  organized  stitch  forming  mechanism,  substantially  as  specified. 

"  4— A  hat  sewing  machine  comprising  the  work  supporting  arm  H,  having 

'^  the  comparatively  thin  and  flat  portion  at  its  forward  end  adapted   to  take 

2^  *'  between  the  brim  and  crown  of  a  stiff  hat,  and  the  concavity  I,  in  its  under 

•*  side  in  rear  of  said  thin  and  flat  portion  adapted  to  receive  the  crown  of  a 

**  hat ;  the  said  concavity  I,  extending  above  the  lower  side  of   the  forward 

'  flat  and  thin  portion  and  being  disposed  at  right  angles  to  the  length  of  the 

arm,  a  hat  guage  carried  by  the  arm  H,  a  binding  guide  carried  by  said 

'  arm  and  a  suitable   organized  stitch  forming  mechanism,  substantially  as 

•*  specified." 

On  the  1st  of  May  1901  the  Patentees  commenced  an  action  against  ^o/^r^^ 
Jt  Oo,j  Ld.y  for  infringement  of  the  Patent,  claiming  the  usual  relief. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged — (1)  that  they  were  the 

35  registered  owners  of  the  Patent ;  (2)  the  amendment  of  the  Specification,  and 

that  the  original  claim  was  framed  in  good  faith  and  with  reasonable  skill  and 

knowledge ;  (3)  that  the  Patent  was  valid ;  and  (4)  that  the  Defendants  had 

infrinsred. 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the   Defendant 

40  Company  had  infringed  the  Patent  and  the  first,  second,   third,  and   fourth 

claims   thereof,    in    manner  following,   viz.,  that  the  Defendant    Company 

had  subsequently  to  the  date  of  the  Patent  used  certain  machines  manufactured 

by  the  Singer  Manufacturing  Company^  or  some  other  person  or  Company, 

without  the  Plaintiffs'  authority  for  the  purpose  of  attaching  bindings  to  the 

45  brims  of  hats  in  the   improved  manner  described  and  claimed  in  tilie  first, 

second,  third,  and  fourth  claims  of  the  Patent  as  amended  in  accordance  with 

the  decision  of  the  Comptroller-General,  dated  the  3rd  of  April,  1901 ;  that  the 

machines  so  used  included  and  applied  the  method  of  attaching  to  a  hat,  having 

a  stiff,  curved,  or  rolled  brim,  a  binding  having  its  inner  edge  connected  to  the 

50  inner  side  of  the  brim  by  stitches  extending  through  the  same  and  being  turned 

over  the  edge  of  the  brim,  so  as  to  cover  the  edge  and  also  cover  and  protect 

the  connecting  stitohes,   such   binding   having   its   ends   connected  together 

subsequent  to  its  connection  to  the  brim  and  prior  to  its  being  turned  over  the 

edge  of  the  same,  being  the  method  substantially  specified  in  the  Specification 

55  so  amended  as  aforesaid ;  and   the   Particulars  went  on  to  all^e  in  detail 

that  the  machines  so  used  had  the  combinations  substantially  specified  and 

claimed  in  the  second,  third,  and  fourth  claims  of  the  Specification. 
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The  Defendants  by  their  Defence  denied  infringement,  and  alleged  the 
invalidity  of  the  Patent  by  reason  of  the  matters  in  the  Particulars  of 
Objections  appearing. 

The  Particulars  of  Objections  alleged— (1)  that  the  Patentees  were  not  the 
first  and  true  inventors  of  the  alleged  invention  ;  (2)  that  the  alleged  5 
invention  was  not  useful ;  (3)  that  the  alleged  invention  was  not  new ; 
(A)  that  the  alleged  invention  claimed  in  the  first  claiming  clause  of  the  final 
Specification  of  the  Patent  had  been  publicly  used  in  the  realm  by  the  Defen- 
dants at  their  works  at  Off erton  Hat  Works,  Stockport,  in  the  county  of  Chester, 
continuously  for  the  last  thirty  years  ;  (B)  that  the  alleged  invention  described  10 
in  the  second,  third,  and  fourth  claiming  clauses  of  the  said  Specification  had 
been  published  in  this  realm  prior  to  the  date  of  the  said  Letters  Patent  by  the 
publication  at  the  Patent  Office  Library  of  the  final  Specifications  of  the  following 
Letters  Patent : — [Eleven  Specifications  were  mentioned  for  which  see  20  R.P.C. 
535,  including  Thomas^  No.  9074  of  1884,  for  which  see  20  R.P.C.  535].  (4)  15 
that  the  alleged  invention,  as  to  all  the  claiming  clauses  thereof  was  not 
proper  subject-matter  for  valid  Letters  Patent;  that  under  this  head  the 
Defendants  would  rely  upon  general  public  knowledge  and  common  general 
knowledge  in  the  hat  and  sewing  machine  trades,  and  upon  the  matters  alleged 
in  paragraph  3,  and  would  also  allege  that  the  alleged  combinations  claimed  20 
in  Glauses  2,  3,  and  4  were  mere  collections  of  old  and  well-known  parts 
of  sewing  machines  all  commonly  known  and  used,  and  that  no  invention 
was  required  to  collect  the  same  together,  and  that  the  collection  of  parts  named 
in  the  said  claims  were  not  combinations  which  formed  good  subject-matter  for 
valid  Letters  Patent.  25 


The  alleged  infringing  machine  was^stated  to  be  made  under  Letters  Patent 
No.  21,875  of  1898,  granted  to  J.  K^  Macdonaldy  on  a  communication  from 
abroad  by  the  Singer  Manufacturing  Company.  Fig.  1  of  the  drawings  to  the 
Specification  of  this  Patent  is  shown  above. 
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The  action  came  on  for  trial  before  Mr.  Justice  Buckley^  who  held  that 

Claim  1  was  for  the  method  of  attaching  the  binding  by  means  of  the  machine, 

that  novelty  and  utility  in  respect  of  all  the  claims  were  established,  and  that 

the  Defendants  had  infringed,  and  judgment  was  given  for  the  Plaintiffs 

5  accordingly.* 

The  Defendants  appealed. 

Astbury^  K.C.,  A.  J.  Walter,  and  H.  A.  Cole/ax  (instructed  by  G.  D,   Wans- 
hrough)  appeared  for  the  Appellants. 
Moultony  K.C.,  T.  Terrell^  K.O.,  and  Whinney  (instructed  by  SUicky  MonrOy 

10  and  Atkdnson)  appeared  for  the  Respondents. 

Astbury,  K.C.,  and  A.  J.  Walter  for  the  Appellants.— This  is  an  appeal  in  a 
Patent  action  from  a  judgment  of  Buckley^  J.,  affirming  the  Patent  and  granting 
an  injunction  for  infringement.  The  Patent  is  one  for  putting  the  ribbon  binding 
round  the  edge  of  a  hat  and  for  a  sewing  machine  for  doing  it.    The  first  claim 

15  is  for  the  fixing  on  of  the  ribbon  as  we  say  apart  altogether  from  any  particular 
machine  by  which  it  is  done,  which  was  thought  by  the  Patentee  to  be  novel,  and 
which  turns  out  to  be  nothing  of  the  kind.  The  Court  below,  however,  has 
held  that  the  first  claim  is  for  putting  it  on  by  a  machine,  and  that  Claims  2,  3, 
and  4  are  claims  for  a  sewing  machine  for  the  purpose  of  stitching  the  band  on 

20  the  hat.  We  say  that  Claim  1  is  not  for  putting  it  on  by  a  machine  ;  it  is  a 
claim  for  putting  it  on  in  a  particular  way  with  a  result  that  is  admittedly  after 
the  evidence  quite  old.  With  reference  to  the  machine,  we  say  that  the 
machine  itself,  unless  it  is  confined  to  very  small  detailed  improvements,  is  one 
which  has  been  known  for  years  ;  but,  in  addition  to  that,  Claim  3  is  a  claim 

25  for  the  sewing  machine  in  gross,  which  doed  not  contain  the  only  novelty  which 
is  a  feature  of  the  other  machines  and  of  the  machine  itself.  Sewing  machines 
of  two  classes  were  known  at  this  date ;  sewing  machines  in  which  there  was  a  top 
arm  in  which  the  driving  mechanism  for  working  the  needle  and  the  feed  mecha- 
nism were  carried,  and  a  lower  arm  in  which  the  mechanism  for  driving  the  shuttle 

30  and  the  lower  portion  of  the  feed  mechanism  were  placed.  There  was  another 
type  of  machine,  namely,  a  machine  having  only  the  upper  arm  which  carried  the 
whole  of  the  mechanism  and  from  which  hung  the  work  supporting  table.  Both 
these  classes  of  machines  were  knowu.  In  every  sewing  machine  there  was  a 
feed  mechanism  which  carried  the  work  forward,  after  one  stitch  had  been  made, 

35  into  the  position  in  which  the  next  stitch  was  to  be  put  in.  The  particular  feed 
mechanism  of  this  machine  was  also  a  well  known  form — that  is  to  say,  in 
which  the  needle  performed  the  function  not  only  of  piercing  the  material  and 
passing  the  thread  through,  but  in  which  the  needle  itself  received  a  transverse 
motion  and  carried  the  work  forward  so  that  it  was  in  the  right  position,  when 

40  the  needle  went  up  and  moved  back,  to  come  down  and  put  in  the  next  stitch. 

.    It  was  also  well  known  that  there  was  a  guide — that  is,  something  against 

which  the  edge  of  the  material  that  was  being  sewn  could  be  pressed,  so  that 

the  distance  of  the  stitching  from  the  edge  should  be  a  constant  distance.    This 

was  commonly  described  as  a  gauge.    There  was  also  known  an  attachment  by 

45  which  when  you  were  sewing  together  two  articles,  such  as  a  ribbon  and  a 
piece  of  material,  there  was  a  guide  in  which  the  ribbon  could  be  placed  so  as 
to  keep  the  edge  of  the  ribbon  and  the  edge  of  the  material  in  a  constant  relation 
to  each  other.  All  these  fittings  were  perfectly  well  known  in  sewing  machines. 
There  was  also  known,  in*  particular  relation  to  the  hat  industry,  the  method  in 

50  which  you  put  the  binding  equally  over  both  edges,  and  the  method  in  which 
you  sewed  with  what  has  been  called  the  ladder  stitch.  At  the  date  when  this 
Patent  was  taken  out  it  was  believed  by  the  Patentee  that  he  had  in  fact  invented 
a  new  method  of  securing  the  binding  of  a  hat  to  the  brim.  What  was  the 
method  by  which  the  hat  binding  was  secured  to  the  brim  ?    It  had  nothing 
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to  do  with  the  meanB  by  which  the  stitches  were  put  in.  It  had  solely  to  do 
with  the  position  in  which  the  stitches  were  put.  Whether  the  stitches  are  put 
in  by  a  machine  or  whether  they  are  put  in  by  hand,  the  method  of  securing 
the  binding  to  the  brim  so  that  it  can  be  afterwards  snapped  over  is  absolutely 
independent  of  the  agency  by  which  the  stitches  are  inserted.  Sewing  with  a  5 
machine  per  se  can  do  nothing  but  attach  the  ribbon  to  the  hat.  That  is  all  it 
does,  and  that  is  what  the  hand  does  too.  Does  the  fact  that  it  is  sewn  with  a 
sewing  machine  do  anything  more  except  to  sew  with  the  aid  of  a  mechanically 
moved  needle  the  same  thing  that  has  been  sewn  with  the  hand  of  an  operator  ? 
It  does  not  do  anything  else.  It  is  a  confusion  of  language  to  describe  sewing  10 
a  thing  by  a  machine  as  a  method.  It  is  not  a  method  at  all.  There  is  no 
diflference  in  the  sewing  of  that  to  the  sewing  of  anything  else.  The  machine 
performs  its  function  of  passing  the  needle  through  and  carrying  the  thread 
through  stitch  after  stitch  and  nothing  else.  There  is  no  new  invention,  no 
new  method  in  the  sewing  machine.  The  sewing  machine  performs  its  ordinary  15 
fu action  of  sewing  a  thread  and  nothing  else.  It  has  absolutely  nothing  to  do 
with  the  new  pi*ocess  beyond  the  fact  that  it  is  a  mechanically  operated  needle 
instead  of  a  hand  operated  needle.  The  sewing  machine  is  outside  the  first 
claim  altogether.  It  performs  nothing  but  the  physical  act  of  putting  in  the 
stitches,  and  it  is  no  part  of  the  method.  The  method  is  the  method  described,  20 
namely,  so  attaching  the  ribbon  that  when  it  is  sewn  on  one  edge  it  can  be 
turned  over.  If  that  is  the  true  construction,  whether  or  not  the  machine  is  in 
Claim  1,  we  have  not  infringed,  as  the  binding  having  its  ends  connected  together 
subsequent  to  its  connection  to  the  brim  is  an  essential  element  of  the  first 
claim.  We  do  not  do  that.  We  make  a  complete  circle  of  the  ribbon  in  the  25 
old  and  well  known  way,  and  we  connect  the  ends  before  we  touch  the  machine. 
So  that  we  say  we  have  not  infringed  the  first  claim,  no  matter  how  it  is  construed, 
because  the  binding  connected  together  subsequently  is  an  essential  element 
We  have  not  infringed  the  second  or  third  claims  because  we  have  'not  got  a 
gauge  which  is  made  essential  by  them  in  the  claim,  and,  with  regard  to  the  30 
fourth  claim,  we  say  it  is  a  claim  for  the  machine  as  shewn  in  the  drawings 
which  we  have  not  got. 

T.  Terrell^  K.C.,  and  Whinney  {Moulton,  K.C.,  with  them)  for  the  Respon- 
dents.— This  is  really  a  very  clever  invention  if  the  problem,  that  the  Patentee 
had  to  solve  when  he  started,  is  once  realised.    It  is  the  first  time  that  a  tape  35 
or  binding  has  been  sewn  on  to  a  material  by  a  sewing  machine  when  the 
binding  is  put  underneath  and  the  needle  has  gone  through  the  material  first ; 
the  needle  goes  through  the  material  first,  which  is  the  felt  in  the  case  of  a  hat, 
and  through  the  binding  after.    It  is  a  difficult  problem  to  solve,  and  it  is  solved 
in  an  exceedingly  ingenious  manner.    If  done  by  hand  it  is  comparatively  easy ;  40 
it  is  only  when  you  use  a  machine  that  you  have  the  problem.    On  the  evidence  ' 
a  woman  did  12  hats  a  day  by  hand,  and  according  to  the  Appellants'  evidence 
she  can  do  15  dozen  a  day  by  the  machine,  and  according  to  our  evidence 
45  dozen.    This  machine  is  enormously  used  in  the  trade.    There  was  a  great 
demand  in  the  hat  trade  for  a  machine  which  will  do  this  operation.    Many  45 
machines  were  tried  ;    none   succeeded — everybody  did  it    by  hand.     The 
Patentee  comes  forward  with  hi&  machine  and  he  succeeds,  and  it  is  adopted 
by  the  trade.    That  is  not  conclusive  of  invention  ;  but  the  Courts  have  always 
said  that  that  goes  a  long  way  towards  proving  subject-matter  in  an  invention. 
Now,  what  is  the  combiuation  in  Claim  3  ?    It  is  a  combination  of  five  parts,  50 
each  one  of  which  was  old,  and  existed  before  in  numerous  forms.    There  were 
numerous  forms  of  feeding  mechanism,  of  shuttle  mechanisms,  of  gauges, 
and  of  work  supporting  arms.    The  Patentee  has  selected  out  of  all  those 
numerous  forms  one,  and  he  has  described  its  qualities,  and  he  has  put  the 
one  out  of  each  set  of  different  forms  together,  and  it  is  the  selection  of  55 
those  five  suitable  elements,  the  bringing  them  together  and  putting  them  in 
combination,  which  makes  the  machine  that  accomplishes  his  purpose.    The 
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Patentee  succeeded  in  making  a  machine  by  means  of  which  he  can  sew  npside 
down.  If  that  is  not  invention,  if  that  is  not  subject-matter  to  do  that,  then  we 
are  wrong.  The  true  interpretation  of  Claim  1  is  this  :  "  My  invention  is  an 
'^  invention  for  a  method  of  attaching  the  bindings  to  the  rims  of  hats,  in  the 
5  ^*  course  of  which  I  use  a  machine.  My  invention  also  is  the  machine  which 
"  I  use."  There  is  not  a  single  word  of  any  other  method  of  doing  it  except 
the  doing  it  by  a  machine  ;  it  is  clear  the  claim  is  one  for  doing  it  with  the 
assistance  of  this  machine.  Now,  as  to  infringement,  the  Appellants  say  they 
have  not  infringed  because  we  claim  as  part  of  Claim  1  that  the  binding  is 

10  connected  together  subsequent  to  its  connection  to  the  brim  and  prior  to  its 
being  turned  over,  and  they  say  we  have  not  done  that,  we  have  connected  the 
binding  together  before  its  connection  to  the  brim,  and  the  question  is — Is  that 
infringement  ?  The  machine,  we  submit,  is  the  essence  of  the  invention  ;  the 
machine  which  enables  you  to  sew  the  binding  on.    The  machine  is  the  real 

15  thing  invented,  and  the  sevTing  the  binding  on  is  another  invention.    We  say 
also  that  the  other  claims  have  been  infringed.    We  submit  that  the  appeal 
should  be  dismissed. 
Astbury,  K.C.,  replied. 
The  judgment  of  the  Court  was  delivered  by 

20  ROMBR,  Ljr. — ^This  case  is  one  of  considerable  diflBculty,  but  the  conclusion 
I  have  arrived  at  is  that  the  judgment  of  Mr.  Justice  Buckley  should  not  be 
disturbed. 

The  claims  in  the  Specification  which    give  rise  to  difficulty  are  those 
numbered  1,  2,  and  3.    I  will  first  deal  with  Claim  3.    That  is  for  the  machine 

25  VTithout  the  concavity  formed  in  the  lower  arm  to  allow  the  hat  to  be  con- 
veniently placed  as  the  band  is  sewn  to  the  brim.  If  that  claim  is  good,  then 
Claim  2  (which  is  for  the  machine  with  the  concavity)  is  clearly  good. 

Undoubtedly  sewing  machines  are  so  numerous,  and  have  been  applied  to  so 
many  purposes,  that  no  one  part  of  the  patented  machine  can  be  claimed  as 

30  absolutely  new.  But  the  question  is  whether  the  combination  of  parts  so  as  to 
form  a  particular  machine  is  not  novel,  and  required  inventioD,  so  as  to  form 
good  subject-matter  for  a  Patent.  The  Appellants  urged  that  Mr.  Swinburne^ 
the  Plaintiffs'  expert  witness,  had  in  his  evidence  admitted  that  the  patented 
machine  without  the  concavity,  even  as  a  combination,  had  nothing  novel  in  it, 

35  and  there  are  some  parts  of  his  evidence  which,  taken  by  themselves,  appear  to 
support  the  Appellants*  view.  Bat,  on  reading  carefully  his  evidence  as  a 
whole,  I  am  satisfied  that  this  view  is  not  correct,  and  that,  on  the  contrary,  his 
evidence  is  to  the  effect  that  the  combination  was  novel  and  required  inven- 
tion.   And,  apparently,  this  was  the  view  of  his  evidence  taken  by  Mr.  Justice 

40  Buckley,  The  expert  witness  for  the  Defendants,  Mr.  Drigald  Clerks  was 
undoubtedly  of  opinion  that  the  combination  was  not  one  that  required  inven- 
tion, or  had  such  novelty  in  it  as  to  support  a  Patent  for  it.  In  this  state  of 
the  expert  evidence,  it  is  important  to  consider  the  evidence  as  to  the  alleged 
anticipations  and  the  public  knowledge  at  the  date  of  the  Patent. 

45  It  is  significant  that  no  machine  is  alleged  as  an  anticipation  in  the  Defendants' 
Particulars  of  Objections ;  and  the  Defendants  have  failed  to  prove  that  at  the 
date  of  the  Patent  any  machine  existed  or  was  known  which,  without  alteration, 
would  do  the  work  that  can  be  done  by  the  patented  machine.  Indeed  there  is 
evidence  that  the  Plaintiffs'  machine  was  not  only  the  first  to  do  that  work  but 

50  that  it  was  a  complete  novelty  in  the  trade,  and  enabled  the  bindings  to  be  sewn 
on  the  brim  of  the  hard  and  curled  brimmed  hats  in  a  new  and  useful  way. 
In  fact  the  utility  of  the  machine  is  not  seriously  in  dispute.  And  that  inven- 
tion was  required  appears  from  this,  that,  although  there  was  a  demand  for  a 
machine  such  as  the  Plaintiffs',  and  attempts  had  been  made  to  produce  one,  no 

55  person  prior  to  the  production  of  the  Plaintiffs'  machine  had  been  thoroughly 
successful  in  those  attempts.  I  may  instance  the  hat-binding  machine  which 
was  the  subject  of  Thomas^a  Patent  as  specially  illustrating  this,  for  that  machine 
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had  obvioas  and  admitted  defects  avoided  by  the  Plaintiffs*  machine,  and  yet  it 
had  never  occurred  to  the  inventor  of  the  Thonias  machine  how  he  could  avoid 
those  defects  or  produce  a  machine  like  that  of  the  Plaintiffs.  I  do  not  think 
the  merits  of  the  Plaintiffs'  machine  are  the  less  because  it  is  now  seen  what  a 
little  alteration  was  really  required  in,  or  in  the  adjustment  of,  some  of  the  ^ 
parts  of  previously  known  machines,  in  order  to  produce  a  machine  which 
would  do  the  work  first  done  by  the  Plaintiffs-  machine.  Now  that  the 
Plaintiffs*  invention  is  known,  it  is  easy  to  do  what  was  ingeniously  suggested 
by  the  Defendants'  Counsel  in  the  argument  before  us — that  is  to  say,  take  a 
previously  known  machine,  and,  with  what  might  appear  at  first  sight  a  10 
somewhat  insignificant  alteration  or  re-adjustment,  make  it  do  the  work  of  the 
Plaintiffs*  machine.  On  the  evidence  as  a  whole,  therefore,  I  come  to  the  same 
conclusion  as  that  arrived  at  by  Mr.  Justice  Biickley^  namely,  that  the  Plaintiffs' 
machine  (even  without  the  concavity)  could  do  work  which  was  useful  and 
desired,  and  which  no  other  then  known  machine  could  do,  and  that  the  15 
machine  was  novel  and  useful  and  required  invention  and  could  form  good 
subject-matter  for  a  Patent,  and  accordingly  that  Claims  2  and  3  of  the 
Specification  are  valid. 

1  ought  perhaps  to  add  with  reference  to  Claim  3,  the  Plaintiffg'  machine 
without  the  concavity  will  sew  binding  even  on  hats  with  hard  curled  brims,  20 
though  not,  of  course,  so  easily  or  conveniently  as  with  the  concavity  in 
accordance  with  Claim  2.  That  the  Patentee  has  pointed  out  that  this  machine 
can  also  be  used  to  sew  bindings  on  soft-brimmed  hats  clearly  does  not,  in  any 
way,  invalidate  his  Patent. 

Then,  as  to  infringement,  I  think  the  Defendants  have  infringed.  The  only  25 
way  they  can  differentiate  the  machine  used  by  them  from  the  patented  one  is 
by  pointing  out  that  they  do  not  use  the  loop  "  t  "  referred  to  in  the  Plaintifb* 
Specification.  But  that  loop  was  found  in  practice  to  be  unnecessary,  and  was 
not,  in  my  opinion,  an  essential  or  substantial  part  of  the  Plaintiffs*  machine, 
and  I  think  the  Defendants  have,  in  effect,  taken  and  used  the  Plaintiffs*  30 
machine. 

It  only  remains,  therefore,  for  me  to  consider  Claim  1.  After  much  hesita- 
tion, I  have  come  to  the  conclusion  that,  that  being  a  claim  merely  for  the 
method  shown  of  sewing  on  the  binding  to  the  brim  as  a  continuous  process, 
it  would  not  be  fair  to  the  Patentee  to  extend  the  claim  beyond  one  for  the  35 
exact  process  shown,  and  that  as  the  only  process  of  sewing  shown  or  suggested 
in  the  Specification  is  that  done  by  the  patented  machines,  Claim  1  does  not 
extend  to  cover  a  case  where  the  sewing  is  done  by  hand  or  otherwise  than  by 
that  machine.  Accordingly,  I  think  that  the  claim  is  not  invalid  as  suggested 
on  behalf  of  the  Appellants.  40 

This  view  is  supported  by  the  fact  that  the  Specification,  in  the  first  part  of 
it,  speaks  of  the  machine  not  as  being  a  separate  invention,  but  as  beini?  part  of 
the  invention.  Seeing  that  the  Defendants  have  infringed  the  machine,  it  is 
unnecessary  to  consider  whether  they  have  or  have  not  also  infringed  Claim  1. 

In  the  result,  in  my  opinion,  the  appeal  must  be  dismissed  with  costs.  45 
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In  the  Court  of  Appeal. 

Be/ore  Lords  Justicbs  Vaughan  Williams,  Stirling  and  Cozbns-Hardt. 

March  22nd,  23rd  and  24tb,  1904. 

Sandow,  Sandow,  Ld.,  Brookbs,  and  Waldbnstbin  v.  Szalay. 

5      PcUent. — Action  for  infringement. — Injunction  granted  in  respect  of  one 
Patent  sued  on. — Appeal. — Patent  held  not  to  he  infringed. — Appeal  allowed. 

S.,  Ld.,  w7io  were  the  proprietors  of  a  Patent  granted  to  J.  B.  for  "  Improve- 
**  ments  in  dumb-bells  for  physical  culture  exerdses^^  brought  an  action  for 
infringement  of  the  same  and  of  another  patent  not  relied  on  at  the  trial.    The 

10  invention  consisted  in  a  dumb-hell  formed  in  two  parts,  divided  longitudinally, 
with  springs  between  them.  In  the  ProvisioncU  Specification  the  Patentee 
expressly  mentioned  compressed  air  springs.  The  Complete  Specification  omitted 
any  mention  of  them,  but  the  second  Claim  mentioned  resilient  means  of 
expansion  generally.      The  Defendants  dumb-bell  had  inflated  india-rubber 

15  halls  hettoeen  the  halves  of  the  dumb-hell  at  each  end.  The  Defendant 
attacked  the  validity  of  the  Patent  on  variotus  grounds,  and  denied 
infringement.  It  was  held  at  the  trial  that  the  Specification  claimed  a 
combination ;  that  it  was  not  a  claim  for  the  invention  of  mere  details  ;  but 
that  it  embodied  a  new  principle  or  idea ;  that  the  Patent  was  valid,  and  thai  the 

20  Defendant  had  infringed,  and  judgment  was  given  for  the  Plaintiffs  on  this 
Patent,  a  certificate  of  validity  being  granted.    The  Defendant  appealed. 

Held  by  the  Court  of  Appeal  (Stirling,  L.J.,  doubting),  that  on  the  evidence 
as  to  the  state  of  knowledge  no  new  result  was  attained  by  the  Patentee,  a/nd  that 
the  inference  to  he  drawn  from  the  omission  of  mention  of  air  springs  in  the 

25  Complete  Specification  was  that  the  Patentee  did  not  intend  to  claim  them,  and 
on  the  construction  of  the  Specification  that  they  were  not  claimed  and  that 
under  the  circumstances  an  air  spring  could  not  be  claimed  as  a  mechanical 
equivalent  for  the  springs  described  in  the  Complete  SpecificcUion.  The  appeal 
uKis  allowed,  with  costs. 

80  This  was  an  action  by  Eugen  Sandow,  Sandow,  Ld.,  and  two  licensees, 
commenced  on  the  29th  of  Jmie  1903,  to  restrain  the  infringement  of  Letters 
Patent  (No.  17,855  of  1898)  granted  to  Joseph  Bohinson  for  **  Improvements  in 
*^  dumb-bells  for  physical  cnltare  exercises  "  and  of  another  Patent  not  relied 
upon  at  the  trial. 

2  D 
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The  Proviflional  Specification  of  Joseph  Robinson  was  as  follows : — "  My 
"  invention  relates  to  improvements  in  the  construction  of  dumb-bells  and 
"  consists  in  the  application  of  one  or  more  springs  attached  to  the  dumb-bell, 
"  thus  causing  the  dumb-bell  to  acquire  a  firm  grip  when  held  in  the  hand.  The 
"  firm  grip  of  the  dumb-bell  is  intended  to,  and  does  cause  a  continuous  tension  5 
"  of  the  muscles  of  the  arms  when  used  for  physical  culture  exercises. 

"  My  invention  consists  of  one  or  more  flat  steel  springs,  steel  spiral  springs, 
**  rubber  springs,  or  compressed  air  springs,  or  a  combination  of  these  several 
**  springs,  attached  to  the  interior,  or  in  the  handle  portion  of  the  dumb-bell  in 
**  such  a  position  and  manner  as  to  cause  the  dumb-bell  to  be  firmly  grasped  10 
"  when  in  use. 

"  My  invention  consists  of  a  dumb-bell  constructed  of  wood,  compressed 
"  pulp,  metal  or  other  suitable  material.  The  usual  method  of  construction  I 
"  adopt  is  to  form  the  dumb-bell  in  two  longitudinal  sections  and  insert  the 
"  steel  or  other  springs  between  the  two  sections  of  the  dumb-bells.  15 

"  My  invention  may  be  constructed  by  fixing  the  steel  or  other  springs,  by 
"  screws  or  other  suitable  means ;  a  joint  or  hinge  is  fixed  at  one  end  of  the 
"  inside  of  section,  to  allow  the  dumb-bells  to  open  at  one  end,  the  springs 
**  being  arranged  so  as  to  keep  the  two  sections  apart,  when  not  being  held  in 
"  the  hand.  Two  pieces  of  leather  or  rubber  are  attached  to  the  open  end  of  20 
"  the  sections  to  prevent  the  springs  extending  the  sections  too  far  apart. 

*'  The  special  advantage  is  that  by  the  application  of  a  combination  of  springs, 
"  it  causes  a  continous  tension  of  the  muscles,  thereby  enabling  a  person  using 
"  these  dumb-bells  to  gain  strength  and  health  in  a  much  more  efficient  manner, 
*^  and   with  less  exertion,   causing  the  person  to    feel  refreshed   after  such  25 
"  wercise." 

The  Complete  Specification  was  as  follows  : — "  My  invention  relates  to 
"  improvements  in  dumb-bells,  and  consists  in  the  application  of  one  or  more 
**  springs  to  the  dumb-bells  so  as  to  cause  the  same  to  require  a  firm  grip  when 
**  held  in  the  hand.  This  firm  grip  of  the  dumb-bell  is  intended  to,  and  does,  30 
**  cause  a  continuous  tension  of  the  muscles  of  the  arms,  wrists,  hands,  and 
"  fingers  when  used  for  physical  culture  exercises. 

"  The  invention  consists  principally  in  the  application  of  flat,  curved,  or  spiral 
"  springs,  or  a  combination  of  several  springs,  to  the  interior  or  to  the  handle 
**  portion  of  the  dumb-bell  in  such  a  position  and  manner,  that  when  in  use  the  35 
"  grasp  on  the  handle  will  cause  the  spring  or  springs,  to  be  compressed. 

**  The  dumb-bells  may  be  constructed  of  wood,  compressed  pulp,  metal  or 
**  other  suitable  material. 

'*  The  manner  in  which  my  invention  is  to  be  performed  or  carried  into 
"  practical  effect    will  be   readily  understood  on  reference  to  the    sheet  of  40 
"  drawings  hereunto  annexed  and  the  following  explanation  thereof. 

^  It  will  be  obvious  that  various  ways  of  giving  this  expansive  action  to  the 
"  bar  or  handle  may  be  adopted  without  departing  from  thti  distinctive  featoreft 
**  of  my  invention,  but  for  the  sake  of  illustration  I  have  shown  on  the  drawings 
"  various  different  forms  which  the  invention  may  take.  45 

"  In  the  modiflcation  shown  at  Fig.  1  the  bar  a  and  the  two  *  bells  *  b  are 
*^  divided  into  two  parts  longitudinally,  being  hinged  together  at  c  at  one  end 
"  and  a  bow  spring  d  fixed  between  the  two  to  keep  the  two  sections  apart  when 
"  not  being  held  in  the  hand,  the  open  hands  being  prevented  from  being 
"  extended  too  far  apart  by  a  band  e  of  leather  or  other  suitable  material.  50 

"  In  the  modification  shown  partly  in  section  at  Fig.  2,  the  twa  aeotiona  avfe 
•*  held  together  by  screws  /and  are  distended  by  coil  springs  g. 

"  In  Fig.  3  the  two  sections  are  separated  by  a  bow  spring  d  (as  in  Pigi  1) 
"  ai^d  are  kept  in  place  l)y  steady  pins  h  and  are  prevented  from  expaadiog  too 
**  much  by  india  rubber  rings  «.  55 

^'  In  the  modification  shown  in  longitudinal  section  at  Fi^  4  a&d  tmnflsvaraa 
"  section  at  Fig.  5  the  *  bells '  b  are  hollow  and  are  divided  tranaviwael^  iiutca^ 
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"  of  longitudinally  they  are  held  together  by  a  screw  /.  The  handle  consists  of 
"  a  series  of  spring  bars  a  bowed  out  in  the  centre,  which  must  be  compressed 
^'  when  the  handle  is  grasped. 

"  The  modification  shown  at  Figs.  6  and  7  is  somewhat  similar,  with  the 
"  addition  of  a  spiral  spring  i  inside,  the  tension  of  which  can  be  increased  or 
*'  diminished  by  turning  the  screw/. 

**  Figs.  8  and  9  resemble  Fig.  2  with  the  exception  that  two  coiled  springs  g 
**  are  used  at  each  end  instead  of  one  and  the  sections  are  kept  from  expanding 
"  too  much  by  india-rubber  bands  e. 


15 


10  "  In  the  modification  shown  partially  in  section  at  Pig.  10  the  *  bells*  h  are 
"  made  hollow  with  conical  centres^  inside,  the  handle  is  made  of  a  series  of 
"  bars  a  bowed  in  the  centre,  and  with  their  ends  a^  bevelled  to  fit  against  the 
"  cones  inside  the  *  bells.'  The  latter  are  held  together  by  the  screwed  rod  / 
"  and  the  cones  are  forced  inwards  so  as  to  expand  the  handle  by  coiled 
"  springs  g, 

**  In  the   modification    shown    in    partial    sectional    elevation    at  Fig.   11 

"and  transverse  section   at   Fig.  12   the    interior    of   each  *bell'  h  is  made 

**  in  a  box  form,  and  the  ends  of  the  curved  bars  a  which  form  the  handle 

**  fit  inside  the  same  being  expanded  by  split  circular  springs  k  inside  the 

20  "  cranked  ends." 

The  Patentee  claimed  : — ^*'  The  improvements  in  dumb-bells   for   physical 
<*  culture  ezereises  which  consist  in  making  the  handle  or  bar  (which  unites 

2  D  2 
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"  the  two  bells)  compressible  and  at  the  same  time  resilient  by  means  of  springs, 
"  so  that  when  in  use  the  grasp  of  the  hands  compresses  the  springs,  thus 
"  causing  a  continuous  tension  and  play  of  the  muscles  of  the  arms,  wrists  and 
"  hands,  thereby  enabling  a  person  using  these  dumb-bells  to  gain  strength  and 
"  health  in  a  much  more  efficient  manner,  and  with  less  exertion  than  with  the  5 
"  ordinary  dumb-bells,  in  the  manner  substantially  as  hereinbefore  described. 
"  2.  A  dumb-bell  having  a  handle  consisting  of  two  or  more  parts,  and  resilient 
"  means  for  expanding  said  parts,  adapted  to  be  compressed  by  the  hand, 
"  substantially  as  and  for  the  purpose  hereinbefore  described." 

The  Pleadings  so  far  as  they  related  to  Robinson's  Patent  and  are  material  to  this  10 
report  were  as  follows — by  their  Statement  of  Claim  the  Plaintiffs  stated 
that  (1)  the  Plaintiffs,  Sandow,  Ld.j  were  the  owners  of  the  Patent,  and  that 
Joseph  Robinson^  the  grantee,  was  the  first  and  true  inventor  of  the  invention 
described  in  that  Patent ;  (2)  that  the  Plaintiffs  Brookes  and  Waldenstein 
were  licensees  from  SandoWj  Ld, ;  (3)  that  the  Defendant  had  infringed  the  15 
Patent ;  (4)  and  that  he  threatened  and  intended  to  continue  such 
infringements.  They  claimed  an  injunction  and  the  usual  consequential 
relief. 

By  their  Particulars  of  Breaches  the  Plaintiffs  stated  (1)  the  Defendant  had 
at  various  times  previously  to  the  commencement  of  the  action,  and  subse-  20 
quently  thereto,  infringed  the  Patent  by  making,  selling,  and  making  profitable 
use  of  certain  dumb-bells  and  other  appliances  being  the  same,  or  essentially 
the  same,  as  the  dumb-bells  or  appliances  described  in  and  covered  by  the  above 
Specification  and  claimed  by  Claims  1  and  2.  (2)  They  complained  of  the  sale 
by  the  Defendant  of  two  pairs  of  dumb-bells  only  colourably  differing  from  25 
dumb-bells  described  in  and  covered  by  the  Specification ;  (3)  of  the  sale  by 
the  Defendant  of  large  numbers  of  such  dumb-bells  to  divers  persons 
whose  names  were  not  known  on  dates  not  fully  known  to  the  Plaintiffs ; 
(4)  of  the  manufacture  for  sale  and  the  use  of  a  certain  dumb-bell,  which  was 
produced  in  Court  by  the  Defendant.  30 

By  his  Defence  the  Defendant,  in  paragraphs  1,  2,  3,  and  4,  traversed  para- 
graphs 1,  3,  and  4  of  the  Statement  of  Claim,  and  stated  (5)  that  the  Patent 
was  not  new  nor  valid,  for  the  reasons  given  in  the  Particulars  of  Objections. 

By  the  Particulars  of  Objections  the  Defendant  alleged — (1)  The  Defendant 
had  not  infringed  the  Patent ;  (2)  the  alleged  invention  comprised  therein  was  35 
not  proper   subject-matter    in  that  it  did  not   involve  the  exercise   of  any 
invention  or  ingenuity,  and  did  not  point  out  any  sufficient  improvement ; 
(3)  the  second  claim  was  too  wide  and  too  general,  and  comprised  more  than 
he  had  (if  anything)  invented ;  (4)  the  Complete  Specification  was  ambiguons, 
and    did    not    sufficiently    describe   the   materials  or  things  directed  to  be  40 
used  ;  (5)  the  alleged  invention  was  not  new  at  the  date   of  the  Patent  by 
reason  of  the  following  prior  publication  and  prior  user ;  (6)  Publication. — 
The   publication  within    the  realm    in  the  following  Specifications,  filed  in 
the   Patent   Office :   (a)  James  Brotherhood^  No.  3556  of  1885 ;  (b)  Pe^cival 
EveHtt,     No.    13,259     of    1889;     and     (7)     by    three    books,  deposited   in  45 
the  Patent  Office  Library  in  1897,  on  physical  culture  and  gymnastics,  edited 
by    Colonel    AmoroSy    entitled    "  Manuel    Complet    d'Education   Physique," 
and     described     in    Vol.     I.,     pages    67,    68,     and     69,    and      illustrated 
on    pages     11    and    17   of    Vol.  III.  ;   (8)    Prior  user^   manufacture^  and 
publication. — (a)  By  an  appliance  known  as  ^^  Spencer's  Qrip,"  manufactured  50 
at    the    works    of    Messrs.   Oillman  and  Spencer^  and  used  in  1895  by  the 
Defendant  and  others,  including  the  members  of  *'  The  Weight  Lifting  Club  "  ; 
(6)  the  user  in  1892  by  A,  W.  Spencer ^  at  F.  QaltorCs  Anthropometric  Labora- 
tory in  the  South  Kensington  Museum,  of  a  dumb-bell  hand-grip  or  appliance 
then  known  as  '^  Salter's  Dynamometer,^  substantially  the  same  as  the  dumb-  55 
bells    described    and    claimed  by  Bobinson;    (9)  for    many  years  prior  to 
Robinson^s  Patent  it  was  common  knowledge  amongst  athletes  and  in  schoolB 
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of  physical  culture  in  England,  that  tension  and  play  of  the  muscles  of  the 
arms,  wrists,  and  hands  were  produced  by  gripping  steel  "springs,  and  such 
method  was  constantly  practised.  Robinson's  alleged  invention  was  only  an 
example  of  this  method,  and  did  not  possess  subject-matter  for  valid  Letters 
5  Patent. 

The  action  was  tried  by  Byrnb,  «/.,  who  held  that  the  Patent  embodied  a  new 
principle  or  idea  and  was  valid,  and  had  been  infringed.  Judgment  was  given 
for  the  Plaintiffs  on  Bobinson*s  Patent,  with  a  certificate  of  validity 
(ante^  page  33). 

10      The  Defendant  appealed. 

P.  H.  V.  Nicolas  (instructed  by  E.  F.  Weldon)  appeared  for  the  Appellant ; 
T.  Terrell,  K.C.,  and  O.  Leigh  Clare  (instructed  by  G.  E.  Leuns)  appeared  for 
the  Respondents. 
Nicolasj  for  the  Appellant. — I  do  not  say  that  the  Patent  is  anticipated,  but  that 

15  on  the  true  construct!  on  of  a  Specification  it  is  not  a  wide  one,  and  the  Defendant  has 
not  infringed.  There  are  considerable  differences  between  the  devices  employed 
— ^as  much  as  between  solid  and  pneumatic  tyres.  If  the  Patentee  knew  of  the 
means  now  used  by  the  Defendant,  then  the  Patent  is  bad,  for  he  has  not  fully 
disclosed  his  invention,  Letvis  v.  Marling  (1  Webs.;  490  at  p.  496),  Wood  v. 

20  Zimmer  (1  Webs.,  82).  [Vaughan  Williams.  L,J.—A  Patentee  is  not  bound 
to  make  a  catalogue  of  mechanical  equivalents.]  No,  but  he  is  bound  to  show 
the  best  way  of  carrying  out  his  invention.  The  evidence  is  that  the 
Defendant's  is  the  cheapest  and  best  way.  The  Patentee  gives  one  method — 
namely,  metal  springs.    [Vaughan  Williams,  Z.J. — ^What  would  you  say  to 

25  curved  whalebone  ?]  The  Complete  Specification  clearly  indicates  a  metal 
spring.  If  it  covers  any  kind  of  spring  it  is  bad.  Claim  2  is  too  wide.  The 
Defendant  has  a  better  and  cheaper  method.  If  the  Patentee  knew  of  the 
Defendant's  method  he  has  not  disclosed  it,  and  the  consideration  for  the  grant 
is  bad.    The  Patentee  is  in  the  same  position  as  the  patentee  in  Monnet  v.  Beck 

30  (14  R.P.C.  777),  where  he  was  either  claiming  an  impossible  process  or  one  not 
described.  If  the  Patent  includes  what  the  Defendant  does,  the  Specification  claims 
what  is  not  described.  If  "  resilient  means  "  covers  all  kinds  of  resilient  means 
whatsoever,  Claim  2  is  a  claim  for  a  principle  and  is  bad,  Automatic  Weighing 
Machine  Company  v.  Knight  (6   R.P.C.  297),  following  Neilson  v.  Harford 

35  (1  Webs.  295).  [Vaughan  Williams,  Z./.— If  a  principle  is  embodied  in  a 
particular  combination,  would  it  not  be  infringement  if  some  one  substituted 
mechanical  equivalents  ?  The  suggestion  is  here  that  what  the  Defendant  uses 
is  a  well-known  form  of  spring.]  It  is  not  a  spring  at  all,  merely  an  air  cushion. 
It  is  not  a  mechanical  equivalent ;  everything  in  the  combination  was  old,  the 

40  dumb-bell  in  sections,  and  the  resilient  means.  {Terrell,  K.C. — I  do  not 
agree.]  If  the  Patentee  did  not  know  of  our  way,  he  cannot  claim  what  he  did 
not  invent,  Tetley  v.  hJaston  (Macrory  P.C.  48),  Rushton  v.  Crawley  (L.R.  10 
Eq.  522).  The  Public  have  a  right  to  be  told  what  the  Patentee  claims  and  what 
he  does  not,  so  that  they  may  know  what  they  may  use  and  what  they  may  not. 

45  JTaughan  Williams,  L.J. — By  an  accurate  definition  of  what  the  invention  is.] 
The  Specification  meant  to  include  only  metal  springs,  flat,  curved,  or  spiral.  Air 
springs  are  mentioned  in  the  Provisional  Specification,  but  are  omitted  in  the 
Complete  Specification.  As  to  the  state  of  knowledge  : — (1)  Ordinary  dumb- 
bells were  well  known  ;  (2)  Colonel  A  moras'  Gripping  Machine,  to  be  used  in 

50  gymnastic  exercises,  was  known ;  (3)  "  Salter's  Grip "  was  used  for  physical 
culture  ;  (4)  Also  a  dial  with  a  spring  in  the  middle  for  similar  purposes  ;  (5) 
"  Spencer's  Grip  "  had  also  been  used  in  schools  of  physical  culture,  and  it  has  the 
principle  of  Fig.  1  of  the  Specification.  Make  the  handles  of  iron  and  then  one 
has  Fig.  1  of  the  Specification.    Further,  one  must  have  a  split  wooden  pattern 

55  in  order  to  make  a  dumb-bell.  Neither  a  split  dumb-bell,  per  se,  nor  resilient 
means,  per  se,  could  be  claimed.  The  Patent  is  for  a  combination  of  well- 
known  means  to  perform  their  known  function^j.     The  question  is  whether 


S88  REPORTS  OF  PATENT,  DESIGN,        [May  26v  1904 

SandoWy  Sandow^  Ld,^  Brookes^  and  Waldenstein  v.  Szalay. 

Claim  2  is  for  a  combination  within  Curtis  v.  Piatt  (L.R.,  3  CD.  135n) ;  or 
within  Proctor  v.  Bennis  (4  R.P.C.  333).  I  submit  the  former ;  and  that  the 
Patentee  is  to  be  confined  strictly  to  his  combination,  and  the  doctrine  of  mechani- 
cal equivalents  does  not  apply  ;  Gosnell  v.  Bishop  (5  R.P.C.  151).  The  result  is 
old.  [Vaughan  Williams,  Z.J.— Was  there  any  instance  of  dumb-bells  fitted  5 
with  internal  resilient  springs,  so  as  at  the  same  time  to  exercise  the  muscles 
of  the  arm  as  well  as  of  the  hand  and  wrist  ?]  It  is  true  there  was  nothing  of  that 
kind  which  was  called  a  dumb-bell,  but  "  Spencer* s  Grip  "  was  so  used  in  fact. 
Byrne^  J.  thought  that  a  dumb-bell  was  necessarily  heavy.  That  is  not  so. 
[Terrelly  K.C. — The  object  of  the  invention  is  the  "  continuous  tension."]  Fig.  10 
1  is  the  only  form  of  the  invention  indicated  in  the  Provisional  Specification. 
Having  regard  to  the  common  knowledge,  the  Patent  is  not  within  Proctor  v. 
Bennis.  If  it  is  within  Curtis  v.  Piatt,  then  the  doctrine  of  mechanical 
equivalents  does  not  apply,  although  I  deny  that  our  air  cushion  is  a  mechanical 
equivalent.  Even  if  the  Patent  is  within  Proctor  v.  Bennis^  the  substance  of  15 
the  invention  must  be  taken.  Ticket  Punch  Register  Company y  Ld.  v.  Colley's 
Patents  (12  R.P.C.  171)  shows  that  the  doctrine  of  mechanical  equivalents 
only  applies  if  there  is  a  new  result,  and  then  the  substance  must  be  taken  to 
constitute  infringement.  •  liyme^  J.,  held  that  a  new  idea  or  principle  was 
involved,  but  I  submit  that  the  principle  is  to  be  found  in  Spencer's  Grip.  20 
Even  if  a  new  principle  is  involved,  the  Defendant  has  carried  it  into  effect  in 
a  totally  different  way  and  has  not  infringed,  Lord  Halshuryy  in  Pneumatic  Tyre 
Go,  V.  Tuheless  Pnuematic  Tyre  Company,  Ld,  (17  R.P.C.  77).  To  infringe  the 
combination  the  whole  must  be  taken ;  (Gwynne  v.  DrysdaU  3  R.P.C.  65). 
Byrne,  J.  based  his  judgment  on  a  wrong  definition  of  a  dumb-bell.  A  dumb-  25 
bell  has  not  necessarily  a  knob  at  each  end.  I  do  not  say  that  "  Spencer's  Grip  '* 
is  an  anticipation,  but  the  Specification  must  be  construed  with  regard  to  the 
knowledge  of  the  time.  There  are  many  advantages  in  the  Defendant's 
dumb-bell  that  are  not  in  the  Plaintiff's,  e,g,,  cheapness  and  facility  of  repairS) 
and  that  you  cannot  come  to  the  end  of  the. resiliency.  No  workman  reading  30 
the  Specification  could  make  the  Defendant's  machine.  Having  regard  to  what 
went  before,  there  was  nothing  new  in  substance  or  result.  [The  Judgment  of 
Byrne,  /.,  was  read.] 

Terrell,  K.C,  and  Clare  for  the  Respondents  : — ^The  first  thing  is  to  find  out 
from  the  Specification  what  is  the  invention  and  what  is  claimed.    There  is  no  35 
doubt  what  the  Patentee  meant  by  a  dumb-bell.    As  to  the  prior  knowledge,  no 
dumb-bell  was  ever  made  in  two  pieces  before  the  Patent ;  what  was  proved 
was  that  the  patterns  for  casting  them  were  in  two  pieces.    A  spring  means 
something  which  is  capable  of  deformation,  but  which  reverts  to  its  original 
form  when  the  force  is  removed.  An  air  ball  is  a  curved  spring.     [Vaughan  40 
Williams,  L.J,,  referred   to   the  change  from  the  Provisional  to  the  Com- 
plete Specification,  and  the  position  of  the  word  "  curved."]     In  the  Complete 
Specification  the  Patentee  puts  the  matter  in  a  general  form,  all  reference  to  the 
material  is  left  out,  but  as  an  air  spring  could  not  be  flat  or  spiral,  he  introduces 
the  word  "  curved."    [VAUGHAN  Williams,  LJ. — All  the  words  used  refer  to  45 
metal  springs  or  the  like.]     As  to  Curtis  v.  Piatt  and  Proctor  v.  BenniSy  the  Court 
in  every  case  finds  out  what  is  the  substance  of  the  invention  and  sees  whether 
that  is  taken.    If  here  the  substance  is  having  a  spring  action  between  the  parts 
of  the  dumb-bell,  it  is  an  infringement  to  have  a  spring  of  any  kind.    There  is 
no  evidence  that  people  would  not  at  once  know  that  an  air  spring  would  do.  50 
[Vaughan  Williams,  L.J.— The  onus  is  on  the  Plaintiffs.]     [^Du^aid  Clerk's 
evidence  as  to  infringement  was  referred  to.]     We  submit  that  the  words  are 
capable  of  a  construction  covering  the  infringement,  but  apart  from  that  the 
substance  must  be  looked  at.    Claim  2  covers  all  "  resilient  means,"  and  therefore 
covers  all  known  kinds  of  spring.    [ Vaughan  Williams,  Z. J.— The  claim  does  2U> 
not  enlarge  the  Specification.]     The  claim  defined  the  invention.    The  Patentee 
meant  to  get  the  "  continuous  tension  "  coupled  with  the  weight  of  the  dumb-belL 
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The  "  continuous  tension"  was  new,  and  gives  a  different  result  on  the  muscles  of 
the  arm.  The  Patentee  meant  a  combination  of  this  with  a  dumb-bell ;  and  it  is 
clear  what  he  meant  by  a  dumb-bell.  [Vaughan  Williams,  LJ, — "  Resilient 
"  means  "  must  be  of  the  character  described  in  the  Specification.]  An  air- 
5  spring  is  not  in  terms  included,  but  it  is  not  excluded.  An  air-spring  is  sub- 
stituted for  a  metal  spring,  and  the  Court  has  to  say  whether  the  combination  is 
taken.  An  india-rubber  ball  is  a  well-known  form  of  air-spring.  [Vaughan 
Williams,  L.J,^  referred  to  the  omission  of  air-springs  in  the  Complete  Specifi- 
cation, although  mentioned  in  the  Provisional  Specification,  and  suggested  that 

10  that  would  have  been  relied  on  by  the  Patentee  if  an  air-spring  had 
been  used  before  for  the  purpose.]  The  Patent  would  have  been  bad  as 
anticipated.  If  so,  it  is  an  infringement.  The  real  invention  was  the 
dividing  of  the  dumb-bell  and  putting  the  spring  in  between  the  parts. 
The  division  of  the  cases  into  classes  instanced  by  Curtis  v.  Piatt  and  Proctor  v, 

15  Bennis  has  been  wrongly  used.  The  question  is  what  is  the  real  invention  ? 
But  if  the  invention  is  for  an  equivalent  for  something  done  before,  then  the 
substitution  of  another  equivalent  is  not  infringement.  The  question  here  is 
whether  the  claim  is  for  a  resilient  dumb-bell  or  for  a  dumb-bell  made  resilient 
in  a  particular  way.    A  Patentee  is  not  bound  to  give  all  ways  of  carrying  out 

aO  his  invention.    The  wording  of  the  Specification  shows  that  the  Patentee  is  not 

describing  the  only  forms  of  the  invention,  and  Claim  2  shows  what  he 

considered  the  real  merit  of  the  invention  to  be,  namely,  the  spring  action,  and 

that  the  Defendant  takes. 

NicolaSy  in  reply  : — "  Curved  spring  "  is  said  to  cover  what  the  Defendant 

25  has,  but  I  submit  that  this  construction  is  wrong.  The  difference  between 
Curtis  V.  Piatt  and  Proctor  v.  Bennis  has  been  often  acted  upon.  [Vaughan 
Williams,  L.J, — The  object  being  new  has  been  referred  to  as  one  of  the 
characteristics  of  the  difference,  and  it  is  here  said  that  the  object  was 
new.]    That  is  not   so  on  the  evidence.     The  development  of   the  muscles 

30  by  the  use  of  springs  was  old,  and  such  devices  were  used  in  exercises. 
IClare. — The  Patentee  invented  the  use  of  resiliency  in  a  dumb-bell.  In  OaddY. 
Mayor  of  Manchester  (9  R.P.C.  259  and  516),  the  principle  of  a  pontoon  was 
old  for  other  purposes.  Here  the  Patentee  claims  the  use  of  an  old  principle  as 
applied  in  a  dumb-bell.]    [Vaughan  Williams,  ii.  J.— The  overpowering  of 

35  springs  as  a  physical  exercise  was  old,  and  dumb-bells  were  old,  but  the 
Patentee,  it  is  said,  invented  the  combination  of  this  in  one  instrument.  The 
new  object  was  raising  the  weight  plus  overcoming  the  force  of  the  spring. 
Then  it  is  said  that  the  Defendant  has  a  mechanical  equivalent.]  The  difference 
between  the  grip  and  the  dumb-bell  is  merely  one  of  degree  in  weight.     I  do 

40  not  say  that  the  Patent  is  anticipated,  but  I  rely  on  common  knowledge  to  limit 
the  scope  of  the  invention.  Further,  although  the  article  and  object  are  new, 
the  doctrine  of  mechanical  equivalents  does  not  apply,  unless  the  substance  of 
the  invention  is  taken.  The  air-spring  is  abandoned  in  the  Complete 
Spfecification.    [Vaughan  Williams,  L.J.— Every  process  which  will  produce 

45  the  same  result  is  not  a  mechanical  equivalent.  If  it  involved  invention  it  is 
not  a  mechanical  equivalent.]  [Terrell^  K.C. — A  mechanical  equivalent  must 
be  that  which  was  known  to  be  a  mechanical  equivalent  at  the  date  of  the 
Patent  {Heath  v.  Univin,  2  Webst.  236).]  The  Ticket  Punch  case  is  the 
leading  case  on  mechanical   equivalents  ;    but  if  the   Patent  is  not  within 

50  Proctor  v.  Bennis,  the  doctrine  of  mechanical  equivalents  does  not  apply. 
[Vaughan  Williams,  L,J. — You  must  have  invention,  otherwise  your  device 
is  left  as  a  mechanical  equivalent  ;  what  is  your  invention  ?  Is  it  the  discovery 
of  the  air-spring  ?]  [Terrellj  K.C. — With  reference  to  air-springs  being  omitted 
from  the  Complete  Specification,  Aktielolaget  Separator  v.  Dairy  Outfit  Com- 

55  pany  (15  R.P.C.  327)  decided  the  exact  point]  [Vaughan  Williams,  LJ.— 
There  were  there  two  descriptions  of  one  thing,  ana  the  Patentee  only  in  the  Com- 
plete Specification  adopted  one  description.]    The  Complete  Specification  is  the 
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dominant  document.  The  omission  of  air-springs  in  the  Complete  Specification 
shows  the  Patentee's  intention,  and  is  almost  an  invitation  to  the  public  to  use 
those.  If  the  Patentee  knew  of  the  Defendant's  device  he  ought  to  have 
disclosed  it  ;  if  not,  he  cannot  claim  an  improvement  of  which  he  was 
ignorant.  The  whole  of  the  Complete  Specification  applies  only  to  metal  5 
springs.  The  Statute  says  that  the  Patentee  shall  describe  his  invention.  The 
Defendant  has  not  a  spring  at  all,  his  combination  is  quite  different.  I  submit 
that  the  combination  is  of  a  Curtis  v.  Piatt  type  ;  but,  if  not,  the  pith  and 
marrow  are  a  flat,  curved,  or  spiral  spring.  Even  where  there  is  a  new  principle 
another  person  may  carry  it  into  effect  by  different  means.  The  Patentee  is  10 
bound  to  disclose  any  improvement  in  his  Complete  Specification ;  so  if  here 
he  knew  of  our  improvement  his  Patent  is  bad  for  not  disclosing  it. 

Vaughan  Williams,  L,J. — I  find  myself  with  great  deference  to  Mr.  Justice 
Byrne  unable  to  come  to  the  same  conclusion  as  he  came  to  here. 

I  will  deal  in  a  moment  with  the  nature  of  the  invention  described  in  the   15 
Specification  of  Rohinson'a  Patent,  but  before  I  do  that  I  wank  to  say  a  word  or 
two  with  regard  to  the  state  of  knowledge  in  relation  to  these  mechanical 
appliances  that  are  used  for  the  cultivation  of  a  man's  bodily  strength  in  a 
gymnasium.  I  thought  at  one  time  that  in  this  case  the  real  invention  at  which 
Robinson  arrived  was,  that  there  being  undoubtedly  knowledge  at  the  date  20 
of    his  Patent  that    you    might    substitute  as    an  exercise  of    strength    for 
over-powering  weight,  which  formerly  had  been  really  the  subject-matter  to 
which  strength  was  applied,  the  strength  of  a  spring,  and  it  being  also  known 
that  you  might  educate  the  human  muscles  by  either  of  these  processes — ^you 
might  apply  the  muscles  to  the  lifting  of  weights,  and  you  might  apply  the  25 
muscles  to  controlling  the  force  of  springs — it  seemed  to  me  at  one  time  that 
Robinson*8  Patent  was  the  first  Patent  in  which  those  two  modes  of  exercising 
and  educating  human   muscles  were  combined   in    one    machine  or  instru- 
ment.   If  that  had  been  so,  I  should  have  been  disposed  to  say  myself  that  the 
result  sought  to  be  attained  by  Rohinson^s  Patent  was  a  new  result ;  but  when  30 
I  came  to  look  at  the  evidence  I  came  to  a  different  conclusion.    I  came  to  the 
conclusion,  on  the  evidence,  that  the  exercise  of  the  human  muscles  in  con- 
trolling a  spring  had,  at  the  date  of  this  Patent,  been  so  appreciated  by  those  who 
were  engaged  in  this  sort  of  business,  that  it  had  really  become  known  generally 
that  you  might  substitute  for  weight,  whenever  you  wished,  the  controDing  of  36 
the  power  or  force  of  a  spring. 

I  have  before  me  the  judgment  of  Mr.  Justice  Byrne  in  the  Reports  of  Patent 
Cases,  volume  21,  page  39,  and  I  find  that  Mr.  Justice  Byrne  said  :  "  As  to  the 
^'  alleged  prior  publications  I  do  not  find  that  the  Specifications  or  the  passages 
**  from  the  *  Manual  Complet  d'Education  Physique '  show  prior  publication."  40 
Stopping  there  I  may  say  that  these  publications  were  not  put  in  for  the 
purpose  of  proving  prior  publication ;  they  were  put  in  simply  and  solely  for 
the  purpose  of  showing  the  state  of  knowledge  at  the  date  of  Robinson's  Patent, 
Mr.  Jnstice  Byrne  goes  on  :  "  Neither  ASjp«ncer'«  Grip,  nor  Salter's  Dynamometer 
"  have  any  resemblance  to  dumb  bells.  To  exercise  fingers  and  wrists  and  to  45 
"  measure  strength  of  grip  are  objects  quite  different  from  the  objects  of  dumb- 
*^  bells  which  are  to  exercise  the  muscles  of  the  arms  as  well  as  of  the  wrists, 
"  hands  and  fingers.  The  notion  of  swinging  any  of  the  things  referred  to  in 
**  dumb-bell  fashion  is  absurd."  But  when  I  look  at  the  evidence  of  Mr. 
William  Henry  Freeman  upon  page  28  in  the  shorthand  writer's  transcript,  50 
I  find  this.  He  is  askod  the  question  ;  "  Were  you  a  member  of  the  Weight 
«  Lifting  Club  ?"  (A.)  "Yes."  (Q.)  Did  you  know  Spencer's  Grip  and  did 
**you  use  it  there?"  (A.)  "Yes."  (§.)  "About  what  year?"  (A.)  "As 
''  near  as  I  can  say  about  eight  or  nine  years  ago  " — so  that  is  a  date  prior  to 
Robinson's  Patent.  (Q.)  "For  what  purpose  did  you  use  it?"  (A.)  "For  55 
"  measuring  the  strength  of  the  fingers  and  for  the  development  of  the 
^*  fore-arm,    Not  ouly  the  upper  part  of  the  arm  but  the  other."    That  seems  to 
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me  to  come  out  to  exactly  the  same  thing  that  the  dumb-bell  exercise  does ;  but 
the  question  goes  on :  *'  Was  it  used  for  the  same  purpose  as  Jiobinson^s  thing 
"  was  used  ?  "  (A,)  "  Yes."  (Q.)  "  Did  you  also  use  these  other  things  Salter's 
"  dynamometer  ?  "  (A.)  "  Yes,  and  I  have  seen  them  used  in  various  public- 
5  "  houses.  There  used  to  be  a  man  going  about  the  streets  with  one  of  these 
"  kind  of  things  for  trjing  the  grip  of  the  hand."  I  do  not  think  that  I  need 
read  any  more  of  this,  excepting  that  he  says  again,  which  is  only  repeating 
what  he  said  before :  **  I  could  use  Spencer's  grip  as  a  dumb-bell  for 
*'  strengthening  the  arms."    (Q.)  "  But  you  could  not  use  it  as  a  dumb-bell  ?  " 

10  (A.)  "  Yes."    Of  course  it  would  not  be  sufficient  that  the  witness  should  say 
you  could  so  use  it,  but  in  the  earlier  part  of  his  evidence  it  seems  to  me  that 
he  did  so  use  it ;  and  as  to  this  evidence  I  am  reminded  that  there  is  no  cross- 
examination  whatsoever. 
The  conclusion  I  have  come  to  with  regard  to  this  evidence  is  that  it  negatives 

15  the  suggestion  that  it  was  a  novelty  to  attain  by  Robinson's  Patent  the  result 
that  you  could,  in  machines  used  for  the  very  exercises  for  which  dumb-bells 
are  used,  utilise  the  over-coming  of  the  force  of  the  spring  as  a  substitute  for 
weight.  I  fell  less  hesitation  in  saying  that  this  was  the  state  of  knowledge, 
which  is  described  by  this  witness,  because  the  view  that  he  takes  is  really  a 

20  view  that  is  indorsed  by  Sandoiv  in  his  advertisement,  and  most  emphatically 
indorsed.  I  need  not  read  the  advertisement  at  length,  but  the  substance  of  the 
portion  of  the  advertisement  to  which  I  am  referring  is  this  : — He  is  speaking 
of  the  annoyance  of  having  to  change  your  dumb-bells  as  you  grow  either  older 
or  stronger,  and  want  some  heavier  test  upon  which  to  exercise  your  strength. 

25  He  says  that  the  user  of  these  dumb-bells,  supplied  with  these  springs,  which 
the  pupil  is  to  grip,  does  away  with  the  necessity  of  constantly  changing  your 
dumb-bells,  which  amounts,  as  I  understand  it,  to  this — that  the  grip  of  the 
spring  is  substituted  for  the  weight  of  the  dumb-bell  in  the  exercises. 

It  seems  to  me,  for  the  reasons  I  have  just  given,  that  it  is  impossible  for  the 

30  Plaintiffs  under  Bobinson's  Patent  to  claim  that  bis  dumb-bells  achieve  a 
new  and  an  unknown  result. 

Having  started  with  that,  let  me  look  at  the  Specifications.  We  find  on 
page  1,  beginning  at  line  8,  in  the  Provisional  Specification  :— "  My  inven- 
•*  tion  consists  of  one  or  more  flat  steel   springs,  steel  spiral  springs,  rubber 

35  "  springs,  or  compressed  air  springs,  or  a  combination  of  these  several  springs, 
**  attached  to  the  interior,  or  in  the  handle  portion  of  the  dumb-bell,  in  such  a 
"  position  and  manner  as  to  cause  the  dumb-bell  to  be  firmly  grasped  when  in 
"  use."  When  we  come  to  the  Complete  Specification,  we  find  that  passage 
very  materially  altered.      It  appears  upon  line  5,  page  2,  of   the  Complete 

40  Specification: — "The  invention  consists  principally  in  the  application  of  flat, 
**  curved,  or  spiral  springs,  or  a  combination  of  several  springs,  to  the  interior  or 
"  to  the  handle  portion  of  the  dumb-bell  in  such  a  position  and  manner  that, 
•*  when  in  use,  the  grasp  on  the  handle  will  cause  the  spring  or  springs  to  be  com- 
•*  pressed.  The  dumb-bells  may  be  constructed  of  wood,  compressed  pulp,  metal, 

45  "  or  other  suitable  material."  I  have  read  the  last  two  lines  only  as  confirmation 
of  what  I  have  already  said,  of  how  completely  the  Patentee  takes  the  view 
that  the  spring  and  the  grip,  or  the  compression  of  the  spring,  is  substituted  for 
the  weight.  He  does  not  consider  that  it  is  necessary  that  his  dumb-bells 
should  be  constructed  of  any  weighty  material.    But  to  go  back  to  the  com- 

50  parison .  of  these  clauses,  it  will  be  seen  that  the  words  "  rubber  springs  or 
"  compressed  air  springs  "  are  left  out.  Those  words,  which  are  in  the  Provisional 
Specification,  are  left  out  in  the  Complete.  Then  when  we  come  to  the  Complete 
Specification,  '*  steel "  is  left  out,  and  we  have  got  "  fiat,  curved,  or  spiral  springs." 
**  Curved  "  did  not  appear  in  the  Provisional  Specification.    Now  what  is  the 

55  meaning  of  these  words  in  the  Complete  Specification  ?  Mr.  Terrell's  BxiggeBiion 
was  that  the  Patentee  only  meant  to  describe  more  briefiy  than  he  had  done  in 
the  Provisional  Specification,  the  identical  springs  which  he  had  thus  described 
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in  the  first  instance  and  he  snggested  that  the  word  "  curved  "  which  appears 
in  the  Complete  Specification,  was  meant  to  cover  "  rubber  springs  or  com- 
**  pressed  air  springs."  Mr.  Diigald  Clerk,  who  was  called  as  a  witness,  does  not 
agree  with  him  there.  He  says,  and  says  in  the  plainest  possible  manner,  that 
in  hJs  judgment  the  words,  "  flat,  curved,  or  spiral  springs,"  refer  to  metal  5 
springs,  and  do  not  cover  that,  which  I  will  call  for  shortness,  the  springs  in  the 
Defendant's  dumb-bells,  which  are  pneumatic  cushions.  What  Mr.  Dugaid 
Clerk  says  is  this.  Although  he  takes  the  view  that  the  words,  "  flat,  curved,  or 
"  spiral  springs,"  only  refer  to  metal  springs,  yet  he  thinks  that  these  words  do  not 
exclude  the  pneumatic  cushion  springs,  and  that  the  user  of  the  word  '^  princi-  10 
"  pally  "  in  line  5  prevents  such  springs — that  is  the  pneumatic  cushion  springs — 
from  being  excluded.  Well,  I  do  not,  as  a  matter  of  construction,  arrive  at  the 
same  view  that  the  witness  arrived  at.  It  is  quite  plain  that  in  the  Provisional 
Specification  there  is  a  specific  sort  of  spring  described,  which  is  plainly  omitted 
in  the  Complete  Specification.  What  is  the  proper  inference  to  draw  from  that  ?  15 
I  cannot  agree  with  the  conclusion  of  Mr.  Justice  Byrne  upon  this  point.  On 
page  39.  He  says  :  "  The  first  point  to  notice  on  the  Specification  is  that  there  is  no 
'^  reference  in  the  Complete  Specification  to  compressed  air  springs  specifically, 
"  such  a  reference  having  been  contained  in  the  Provisional  Specification,  but 
*'  reading  the  two  fairly  I  do  not  think  that  it  is  left  out  as  an  abandonment  of  20 
"  any  form  of  spring.  The  Complete  Specification  leaves  out  the  word  *  steel ' 
"  in  reference  to  the  flat,  curved,  or  spiral  springs,  spoken  of  in  the  Provisional 
"  Specification,  and  it  obviously  would  take  in  whalebone,  cane,  india-rubber, 
<<  compressed  air,  or  metal  of  any  kind,  such  as  copper,  aluminium,  iron,  or  any- 
"  thing  else  in  the  nature  of  a  spring,  which  would  give  the  effect  the  Patentee  25 
'*  desired  to  produce.  I  think  the  intention  is  to  enlarge  and  not  to  diminish  the 
**  nature  or  material  of  the  springs  as  mentioned  in  the  Provisional." 

I  prefer  in  construing  this  Specification  to  deal  with  it  in  the  way 
described  in  the  Judgment  of  Sir  George  Jessel  in  Stoner  v.  Toddj  (L.R.  4  CD.  58). 
He  said  :  '*  That  being  so,  we  do  not  find,  as  a  rule,  that  complete  description  30 
**  in  a  Provisional  Specification  which  is  required  to  enable  a  workman  of 
"  ordinary  skill  to  carry  out  the  invention.  When  we  find  in  the  Final 
'^  Specification  that,  in  the  description  of  one  of  the  subordinate  matters  of  the 
*^  invention,  one  of  the  details  has  been  abandoned,  that  is  a  notification  to  the 
^'  publio  that  the  inventor  could  not  work  it,  or  thought  it  useless,  and  35 
^'  consequently  omitted  it  altogether."  That  is  the  view  I  take  of  this 
Specification.  I  think  that  the  natural  inference  to  draw  from  the  inclusion 
in  the  Provisional  Specification  of  the  compressed  air-springs,  is  that  the 
Patentee  had  such  a  spring  present  to  his  mind  at  the  time  when  he  drew 
his  Provisional  Specification,  but  that  between  that  time  and  the  Complete  40 
Specification,  he  arrived  at  the  conclusion  that  it  was  not  feasible  to  apply  the 
pneumatic  cushion  spring  to  dumb-bells  for  this  purpose.  And  when  I  look 
at  the  Defendant's  dumb-bell  I  can  quite  understand  that  a  Patentee,  and 
even  an  ingenious  Patentee,  when  he  came  to  try  to  utilise  a  pneumatic 
cushion  as  a  spring  for  the  purpose  of  these  dumb-bells,  found  that  it  was  45 
not  easy  to  invent  a  mode  by  which  he  could  do  this.  I  find  no  difficulty, 
therefore,  in  coming  to  the  conclusion  that  Robinson,  the  Patentee,  did  omit 
the  reference  to  the  air  spring  for  the  reason  that  he  found  he  could  not  work 
it,  and  thought  that  for  this  purpose  it  was  useless. 

If  I  once  come  to  the  conclusion  that  the  nature  of  this  invention  was  not  50 
such  that  the  result  was  new,  and  come  to  the  conclusion  that  the  P&tentee 
abandoned  the  pneumatic  cushion  spring  as  not  suitable  for  his  invention,  the 
only  question  I  have  to  ask  myself  is — Can  it  be  said  in  this  state  of  circum- 
stances that  the  pneumatic  cushion  spring  was  a  mere  mechanical  equivalent  for 
the  metallic  springs  which  are  described  in  the  Complete  Specification  ?  I  55 
wish  to  say  in  passing,  as  I  have  used  the  words  ^*  metallic  springs,"  that  I 
only  use  those  words  because  it  is  a  convenient  heading  under  which  to  collect 
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the  sort  of  springs  that  are  described  in  the  Complete  Specification,  but  I  do  not 
mean  to  say  that  in  my  judgment  the  words  of  the  Specification  are 
limited  to  metallic  springs.  I  agree  with  Mr.  Justice  Byrney  to  take  one 
example,  that  a  whalebone  spring  would  plainly  come  within  the  words. 
0  The  words  cover  any  spring  which,  whatever  might  be  the  material  of  the 
spring,  would  be  capable  of  taking  the  "  flat,  curved,  or  spiral "  form  which,  of 
course,  could  be  taken  by  steel  springs — by  all  metallic  springs,  and  not 
alone  by  those,  but  also  by  whalebone  and  other  springs;  The  question 
which  I  have  to  ask  myself  is — Can  it  be  said  under  these  circumstances  that 

10  these  pneumatic  cushion  springs  are  a  mechanical  equivalent  for  the  springs 
described  in  the  words  to  which  I  have  just  referred  ?  I  think  not.  One 
haa  a  right  to  start  with  this  assumption  that  the  Patentee  did  not  himself 
think  that  for  this  purpose  you  might  use  whichever  of  these  two 
forces  you  liked,  that  is  the  resilient  force  coming  from  the  pneumatic  cushion 

15  and  the  resilient  force  coming  from  the  metallic  springa  I  do  not  consider 
that  he  thought  so,  and  when  I  look  at  the  Defendant's  dumb-bells  I  am  of 
opinion  that,  so  far  from  this  being  a  known  mechanical  equivalent,  it  required 
considerable  invention  to  find  out  that  you  could  use  pneumatic  springs  for  this 
purpose.    As  I  understand  the  rule  about  known  mechanical  equivalents  it  is 

20  not  sufficient  in  the  application  of  the  rule  to  say  that  the  particular  form  of 
spring,  qua  spring,  was  known.  It  must  be  known  as  a  form  of  spring  which 
could  be  used  for  this  very  purpose.  I  do  not  mean  to  say  that  it  need  have 
been  actually  used  at  some  prior  time  for  that  purpose,  but  I  mean  that  I  do  not 
think  that  it  ought  to  be  treated  as  a  mere  colourable  imitation  of  a  step  in  the 

25  Patentee's  combination  if  the  nature  of  the  substituted  step  taken  is  of  such  a 
character  that  it  would  not  be  present  to  the  mind  of  a  workman  or  other 
person  conversant  with  this  sort  of  matter  that  he  could  substitute  the  one  form 
for  the  other.     I  think  in  this  case  that  the  majority  probably,  if  not  all,  of  the 

„^  people  concerned  with  this  sort  of  matter,  having  read  Robinson's  Specification, 

30  would  not  arrive  at  the  conclusion :  "  Oh,  if  I  like,  I  may  have  a  pneumatic 
**  cushion  spring  instead  of  a  metal  spring."  I  think  it  required  considerable 
thought  and  invention  to  arrive  at  that  conclusion.  It  would  not  be  enough  for 
the  Defendant  to  show  that  his  dumb-bell  is  an  improvement  upon  Robifison^s 
dumb-bell.    He  must  do  more  than  that.    In  my  judgment  his  dumb-bell 

35  differs,  and  differs  substantially,  from  the  combination  dumb-bell  described 
in  Robinson's  Specification. 

Under  these  circumstances,  as  I  do  not  think  that  this  is  a  case  of  mere 
substitution  of  a  mechanical  equivalent,  I  am  of  opinion  that  this  appeal  ought  to 
succeed,  and  that  the  Plaintiffs  cannot  say  that  the  Defendant's  dumb-bell  is  an 

40  infringement  of  their  Patent. 

Stirling,  L.J. — This  is  an  action  for  infringement  of  a  Patent  taken  out  in 
1898  for  "  Improvements  in  dumb-bells  for  physical  culture  exercises.*'  I  need 
not  say  that  in  the  year  1898  dumb-bells  were  very  well  known  as  a  means  of 
improving  and  developing  the  strength  of  the  muscles  of  the  arms  and  of  the 

^  shoulders ;  and,  speaking  broadly,  the  improvement  which  is  claimed  by  the 
Patent  is  a  combination  of  a  dumb-bell  with  a  spring,  the  dumb-bell  being  an 
ordinary  dumb-bell  divided  into  halves,  with  a  spring  placed  between  the 
halves  in  such  a  way  as  to  cause,  as  the  Patentee  states  in  his  Specification, 
a  continuous  tension  of  the  muscles  of  the  arms,  wrists,  and  hands. 

50  At  the  date  of  the  Patent,  the  use  of  springs  for  developing  and  strengthening 
the  muscles  of  the  hands  and  fingers  and  the  wrists,  was  known,  but  the 
learned  Judge  in  the  Court  below  took  the  view  of  the  evidence  that  the 
combination  which  is  patented  by  Robinson,  the  Patentee,  was  the  first  instrument 
which  jombined  the  advantages  in  physical  culture  of  the  dumb-bell  and  of  the 

55  spring  as  used  for  strengthening  the  muscles  of  the  shoulders,  arms,  wrists, 
Imnds,  and  fingers.  If  that  be  the  true  view  of  the  evidence,  I,  speaking  for 
myself  should  have  groat  difficulty  in  departing  from  the  conclusion  at  which 
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the  learned  Judge  ultimately  arrived.  I  say  no  more  than  that,  because  there  is 
one  point  which,  if  it  were  necessary,  I  should  desire  to  consider  a  little  further 
than  I  have  done,  namely,  what  would  be  the  effect  in  that  case  of  the  peculiar 
circumstance  that  the  Patentee  in  his  Provisional  Specification  has  claimed 
the  use  of  rubber  springs  and  of  compressed  air  springs,  which  he  does  not  5 
mention  in  his  final  Specification  ?  Subject  to  that,  as  at  present  advised,  I  should 
agree  with  the  view  that  was  taken  by  Mr.  Justice  Byrne,  But  our  attention  has 
been  called  to  the  evidence  of  Mr.  William  Henry  Freeman^  and  my  learned 
brethren  are  of  opinion  that  that  evidence  shows  that  there  was  in  use  at  the 
date  of  the  Patent  an  instrument,  known  as  Spencer'' s  Grip,  which  was  in  &ct  10 
used  at  once  for  the  purpose  of  a  dumb-bell  and  also  for  the  purpose  of  giving 
strength  to  the  muscles  of  the  fore  part  of  the  arm,  and  of  the  wrist,  and  of  the 
hands  and  fingers.  Speaking  for  myself,  I  will  only  say  that  I  do  not  feel 
entirely  sure  that  was  the  true  view  of  the  evidence,  but  that  is  a  matter  in 
which  T  think  it  would  be  unbecoming  of  me  to  differ  from  my  brethren,  and  15 
if  that  view  of  the  evidence  be  taken,  I  think  there  is  a  very  material  difference 
in  the  principle  which  is  to  be  applied  to  the  construction  of  the  Patent. 
Therefore,  with  that  reservation,  I  agree  with  what  has  been  said  by  my  Lord 
in  the  conclusion  he  has  arrived  at. 

COZBNS-H ARDY,  LJ, — I  am  of  the  same  opinion,  and  I  have  very  little  to  add.  20 

As  a  matter  of  construction,  first,  of  the  Provisional  Specification,  and  next, 
of  the  Complete  Specification,  two  points  seem  to  me  to  be  reasonably  clear. 
In  the  Provisional  Specification,  the  Patentee  had  an  idea,  which  he  put  into 
writing,  that  he  had  an  invention,  consisting  of,  amongst  other  things,  either 
flat  steel  springs,  spiral  steel  springs,  rubber  springs,  or  compressed  air  springs.  25 
It  is  quite  clear  that  he  then  thought  that  compressed  air  springs  would  work 
with  this  invention.  When  we  come  to  the  Complete  Specification,  he  uses 
words  which,  to  my  mind,  perfectly  clearly  show  that  he  did  not  intend  to 
include  air  springs.  The  words  there  used  are — "The  invention  consists 
**  principally  in  the  application  of  flat,  curved,  or  spiral  springs,  or  a  combination  30 
"  of  several  springs."  It  was  argued  rather  faintly  by  Mr.  Terrell  that  an  air 
cushion  or  an  air  spring  might  fall  within  the  meaning  of  the  words  **  curved 
"  spring."  Well,  his  own  expert  witness,  Mr.  Dugald  Gierke  dealt  with  that  very 
shortly.  I  am  reading  from  the  Judge's  notes — "Line  5,  page  2,  refers  to 
"  metallic  springs ;  would  cover  a  whalebone  spring  or  any  meM,  flat,  curved,  or  35 
"  spiral ;  do  not  include  air  springs."  Then  he  goes  on  to  say — "  But  do  not 
"  exclude  it  because  of  the  word  '  principally '  there  used."  Well,  I  ask  myself, 
why  this  change  between  the  Provisional  Specification  and  the  Complete  ?  Why 
the  dropping  out  of  the  air  cushion  ?  The  inference  I  draw  is  that  the  Patentee 
in  the  interval  between  his  Provisional  Specification  and  his  Complete  had  40 
either  come  to  the  conclusion  that  an  air  spring  would  not  work,  or  that  at  least 
he  did  not  know  whether  it  would  work  or  would  not,  and  that,  in  fact,  by 
abandoning  that  part  of  his  Provisional  claim,  he  said — ^*'I  do  not  claim  the 
"  air  cushion  ;  you  may  use  it  if  you  can." 

That  being  so,  it  seems  to  me  it  is  too  late  for  him  to  now  rely  upon  the  45 
general  words  in  his  Complete  Specification  on  the  ground  that  the  substance  of 
his  invention  has  been  taken.    He  cannot  call  that  a  known  mechanical  equivalent 
which  he  did  not,  at  the  time  when  he  took  out  his  Patent,  recognise  as  a 
mechanical  equivalent,  but  which,  on  the  contrary,  he  deliberately  excluded. 

I  will  not  say  anything  more  except  on  the  one  point,  and  it  is  a  very  short  50 
point,  upon  which  Lord  Justice  STIRLING  has  expressed  a  doubt  It  really 
turns,  I  think,  entirely  upon  the  true  meaning  and  effect  of  those  very  few 
sentences  from  the  evidence  of  Mr.  William  Henry  Freeman^  which  have  been 
read  by  my  Lord,  and  as  to  which  I  may  say  there  was  no  cross-examination  of 
any  kind.  It  does  seem  to  me  that  that  evidence  must  be  accepted,  and,  being  55 
accepted,  we  are  not  dealing  here  with  what  may  be  called  a  "  master  "  Patent. 
We  are  simply  dealing  with  a  Patent  which  seeks  to  attain  a  known  object  by 
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one  particular  means.  The  learned  Jndge^s  note  of  that  evidence  seems  to  me 
really  to  give  the  pith  and  marrow  of  it.  The  note  says — "  Knew  Spencer'* 8 
"  Grip  about  eight  or  nine  years  ago.  Was  used  to  strengthen  arm."  If  that  be 
so,  tMs  cannot  be  regarded  as  a  master  Patent ;  it  must  be  regarded  simply  as  a 
5  combination  Patent,  and  as,  I  think,  a  combination  Patent  with  this  peculiarity 
about  it,  that  the  Patentee  has  deliberately  excluded  one  particular  kind  of 
spring,  and  said  in  effect  to  the  public,  ^^  You  may  use  this  without  infringing 
"my  Patent." 

Nicolas. — I  ask  that  the  appeal  be  allowed  with  costs  here  and  below,  and  for 
10  the  usual  certificate  that  the  Particulars  of  Objections  were  reasonable. 

Vacjghax  Williams,  i.J.— Yes. 


In  thk  High  Court*  of  Justice.— Chanobry  Division. 

Before  Mr.  Justice   Swinfen-Eady. 

March  25th,  1904. 

15  Badisohb  Anilin  und  Soda  Fabrik  v.  Chbmischb   Fabrik  vormals 

Sandoz  in  Basel. 

Patent — Action  for  infringement. — Practice. — Service  of  Notice  of  Writ  out 
of  jurisdiction. — Motion  to  set  aside. — Order  Xl.y  rule  1  (f.) 

The  oumers  of  a  Patent  obtained  leave  to  serve  Notice  of  the  Writ  in  an  action 
%i  for  infringement  of  a  Patent  on  the  Defendants  WAt  of  the  jurisdiction.  After 
service  the  Defendants  moved  to  set  the  proceedings  aside.  In  answer  to  the 
affidavit  filed  on  behalf  of  the  PlaintiffSy  the  Defendants  filed  affidavits  stating 
that  the  substance  sold  by  them  was  a  different  product  made  by  a  secret  processy 
which  was  altogether  different  from  the  Plaintiffs^  specified  process. 
25  Held,  that  the  PlaintiffSy  having  made  out  a  primA  facie  case  of  infringement 
within  thejurisdictiony  the  Order  for  service  out  of  the  jurisdiction  was  rightly 
made. 

Held,  alsoy  that  there  being  a  conflict  of  evidence  onthefactSy  the  matter  could 
not  be  disposed  of  on  motion. 
30  Order  XI.y  r.  1  (J)  does  not  enable  the  Court  to  direct  service  out  of  the 
jurisdiction  of  a  Writ  claiming  damages  for  infringement  qf  a  Patent  which 
has  expired  at  the  date  of  the  Writy  although  an  injunction  is  also  sought  in 
respect  of  another  Patent. 
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On  the  10th  of  February  1904,  the  Badische  Anilin  und  Soda  Fabrik 
commenced  an  action  against  the  Ghemiache  Fabrik  vormals  Sandoz  in 
Basely  claiming  an  injunction  to  reetrain  infringement  of  Letters  Patent, 
No.  14,723,  of  1891,  and  damages,  or  an  account  of  profits  in  respect  of 
infringement  of  Letters  Patent,  No.  15,374,  of  1887 ;  and  also  in  respect  of  5 
Letters  Patent,  No.  14,723,  of  1891,  delivery  up  and  costs. 

This  was  a  motion  by  the  Defendants,  that  the  Order  dated  8th  February 
1904,  giving  the  Plaintiflfe  leave  to  issue  the  writ  in  this  action  with  liberty 
to  serve  the  Defendants  with  notice  thereof  in  Basel  or  elsewhere  in  the 
confederation  of  Switzerland  might  be  discharged,  and  that  the  service  both  10 
of  the  writ  and  of  the  notice  of  the  writ  might  be  set  aside,  and  that  all 
further  or  other  proceedings  in  the  action  might  be  set  aside  on  the  ground 
that  the  Defendants  were  not  subject  to  the  jurisdiction  of  this  Court,  and 
that  the  Order  was  obtained  upon  an  insufficient  affidavit  containing 
misstatements  of  facts.  15 

The  Defendants  were  a  firm  of  Swiss  manufacturers  carrying  on  business  at 
Basel,  in  Switzerland.  In  pursuance  of  the  Order  of  8th  February  1904,  notice 
of  the  writ  was  duly  served  by  Dr.  Ehrhardt,  one  of  the  Plaintiffs'  chemists 
in  Basel,  on  the  Defendants  on  the  3rd  of  March  1904. 

The  Plaintiffs   alleged  that  the   Defendants  .had  infringed  their  Patent  of  20 
1891,  by  importing  and  selling  within  the  jurisdiction,  a  substance  which  was 
identical  with  that  of  the  Plaintiffs  under  the  name  of  "Rhodamine  6"  or 
"PinkG." 

The  Defendants,  on  the  other  hand,  alleged  that  the  substance  imported  and 
sold  by  them  was  not  an  infringement  of  the  Plaintiffs  Patent  of  1891,  but  was  25 
a  different  product,  made  by  a  secret  process  which  was  altogether  different 
from  the  Plaintiffs'  specified  process.    The  effect  of  the  evidence  sufficiently 
appears  from  the  judgment. 

The  motion  was  heard  on  the  25th  of  March  1904. 

Asquithy  K.O.,  and  CoUfax  (instructed  by   (?.  B.  Ellis)  appeared  for  the  30 
Defendants  ;   and  Moultony  K.C.,  CrippSj  K.C.,  and  J.  G,  Graham  (instructed 
by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the  Plaintiffs. 

Asquithy  K.C.,  and  Cole/ax  for  the  Defendants. — ^The  Order  for  service  out  of  the 
jurisdiction  ought  to  be  discharged.  The  writ  in  the  action  claims  damages  for 
infringement  of  the  Patent  of  1887.  At  the  date  of  the  writ  that  Patent  had  35 
expired,  and  consequently  no  injunction  could  be  granted  under  Ord.  XI, 
r.  1  (/)  in  respect  of  its  infringement.  The  Court  had  therefore  no  jurisdiction 
to  direct  service  of  the  writ  out  of  the  jurisdiction  in  such  a  case.  As  regards 
the  Patent  of  1891,  the  Defendants  are  a  foreign  Company  domiciled  abrcMul, 
and  ought  not  te  be  brought  over  here  to  defend  an  action  on  such  materials  40 
as  are  now  before  the  Court  The  Plaintiffs  have  made  out  no  primd  facie  case 
of  infringement. 

Moulton,  K.C.,  and  J.  C.  Graham  for  the  Plaintiffs. — ^The  question  in  this 
case  is  not  one  of  jurisdiction,  but  whether  the  statements  of  the  Plaintifb 
or  of  the  Defendants  are  correct.    The  Plaintiffs  are  seeking  relief  in  respect  45 
of  something  done  in  England.     There  is  no  tribunal,  except  an  English 
tribunal,  which  can  grant  them  relief.     It  is  not  a  question  of  choice  of  forwm^ 
but  a  question  of  relief  or  no  relief.    If  a  party  is  voluntarily  and  properly  here, 
the  Court  will  not  limit  the  number  of  causes  of  action.    There  is  no  reported 
case  in  which  the  Court  has  struck  out  a  cause  of  action.    [Swinfbn-Eady,  J.  50 
— I  am  against  you  on  the  point  that  because  the  Plaintiffs  have  one  cause  of 
action  you  can  tack  on  other  causes  of  action  not  within  Order  XI.]     If  the 
Court  is  of  opinion  that  the  writ  should  only  include  the  Patent  in  respect  of 
which  the  injunction  is  asked,  the  Plaintiffs  consent  to  the  writ  being  amended 
by  confining  it  to  that  Patent.     [Swinpbn-Eady,  /.—I  am  clearly  of  that  55 
opinion.] 
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Oolefax  replied. 

Swinfhn-Eady,  /. — This  is  a  motion  to  discharge  an  Order  for  service  out  of 
the  jurisdiction.  It  extends  to  two  matters.  It  is  said  that  the  writ  claims 
damages  for  the  infringement  of  a  Patent  which  had  expired  at  the  date  of  the 
5  writ,  and  that  Order  XI.  does  not  enable  the  Court  to  direct  service  out  of  the 
jurisdiction  in  such  a  case.  Order  XI.,  Rule  1,  sub-rule  (/)  provides  for  service 
out  of  the  jurisdiction  where  any  injunction  is  sought  as  to  anything  to  be 
done  within  the  jurisdiction,  whether  damages  are  or  are  not  also  sought  in 
respeot  thereof.    That  obviously  means  in  respect  of  the  same  matter  as  that  in 

10  respect  of  which  the  injunction  is  sought,  and  one  of  the  Patents  having  expired, 
there  can  be  no  injunction  with  regard  to  the  infringement  of  that  Patent. 
Therefore,  it  seems  to  me  that  in  so  far  as  the  writ  claims  damages  for 
infringing  a  Patent  already  expired,  leave  to  serve  such  a  writ  out  of  the 
jurisdiction  ought  not  to  be  granted.    But  the  Plaintiffs  have  met  the  matter  by 

IS  submitting  to  have  their  writ  amended,  and  undertaking  to  amend  it  so  far  aa 
it  seeks  damages  in  respect  of  that  Patent.  On  the  writ  being  so  amended 
that  point  is  got  rid  of. 

But  the  other  point  is  the  more  material  one.    The  Plaintiffs  claim  for  the 
infringement  of  a  Patent  of  1891,  which  is,  putting  it  shortly,  for  converting  a 

SA  substsmce,  or  dealing  with  a  substance  called  tetra-ethyl-rhodamine,  or 
Rhodamiue  B,  and  treating  it  as  the  raw  material,  and  by  applying  a  process  to 
it  converting  it  into  a  dye  of  a  different  colour,  which  is  called  Rhodamine  O. 
The  Plaintiffs  allege  that  the  Defendants  infringe  that  Patent  within  the 
jurisdiction,  by  selling  a  substance  identical  with  their  substance — according  to 

8ft  the  language  of  Dr.  Ehrhardt^  the  self  same  product,  or  an  identical  product^* 
and  they  sell  it  under  the  name  of  Rhodamine  6,  or  Pink  G.  There  is  no 
dispute  that  a  substance  is  sold  by  agents  of  the  Defendants  within  the 
jurisdiction  under  those  two  names  *' Rhodamine  O"  and  '^Pink  O,"  and 
similar    substances    but    in    a    more    concentrated    form     with    the    word 

90  "  concentrated  "  or  "  extra  "  on  them.  The  sale,  therefore,  of  the  substance  within 

the  jurisdiction  is  not  a  matter  of  dispute.    The  Defendants  allege  that  that 

substance  sold  by  them  is  made  by  a  process  which  is  not  an  infringement  of  the 

Plaintiffs'  Patent. 

The    evidence    stands    in    this   way.      On    behalf    of    the    Plaintiffs    Dr. 

35  Ehrhardt  deposes  that  there  is  no  process  known  to  science,  or  that  is 
generally  known  to  science,  or  described  in  chemical  literature,  or  which 
is  the  subject  of  general  knowledge,  and  he  is  not  aware  of  any  other 
process  than  the  Plaintiffs'  Patented  process — ^the  process  described  in 
their  Specification — by  which  Rhodamine  B  is  converted  into  Rhodamine  G. 

40  Dr.  Ehrhardt  also  states  that  the  product  originally  called  by  the  Plaintiffs 
Rhodamine  B  has  been  sold  by  the  Defendants  as  Pink  B,  and  under  other 
names.  That  is  outside  this  cause  of  action ;  that  is  the  old  Patent.  The 
material  part  of  his  affidavit  is  this — ''  And  similarly  Rhodamine  O  has  been  sold 
*^  by  them  as  Pink  O,  but  in  many  cases  the  Plaintiffs'  names,  Rhodamine  B 

45  *^  and  Rhodamine  G,  have  been  used  by  the  Defendants  for  the  self-same 
*•  products."  In  other  words,  that  the  Defendants  have  not  only  sold  the 
identical  substance,  sold  by  the  Plaintiffs  as  Rhodamine  G,  as  Pink  G,  but  they 
have  also  sold  it  by  the  same  name  as  the  Plaintiffs'  name — ^the  self-same 
substance — as  Rhodamine  G.    Dr.  Ehrhardt  denies  that  the  two  dyes  sold  by 

50  the  Plaintiffs  and  Defendants  respectively  are  chemically  quite  different,  as  the 
Defendants  allege,  and  he  says  he  cannot  understand  how  that  statement  is 
made,  and  that  he  emphatically  contradicts  it. 

On  the  other  hand,  the  Defendants  in  substance  say  this  :  '^  True  it  is,  or  may 
"  be,  that  there  is  no  process  generally  known  to  science,  as  a  matter  of  common 

55  **  scientific  knowledge,  by  which  Rhodamine  B  can  be  converted  into  Rhodamine 
^  Gy  but  we  know  a  secret  process,  and  it  is  by  the  employment  of  this  secret 
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"  process,  which  is  altogether  different  from  the  Plaintiffs'  specified  process,  that 
"  we  make  the  substance  which  we  sellJ'  They  further  say  that  their  product 
is  not  the  same  as  that  of  the  Plaintifb,  but  chemically  differs  from  it ;  that 
applying  one  test,  namely,  the  test  of  solubility,  different  results  are  given  with 
regard  to  their  product  and  the  Plaintiffs*  product ;  and  they  pray  in  aid  the  5 
OTidence  of  a  sMUed  chemist  who  says  that  the  Defendants'  secret  process  has 
been  communicated  to  him ;  and  that  he  has  obtained  a  product  by  the  use  of  that 
process  which  is  identical  with  the  product  made  and  sold  by  the  Defendants, 
but  which  differs  in  certain  respects  from  the  product  made  and  sold  by  the 
Plaintiffs  under  the  same  name.  That,  shortly,  is  the  way  in  which  their  case  10 
is  put.  I  read  the  afiBdavit  of  Dr.  Ehrhardt  as  denying  in  toto  that  the 
substances  are  chemically  quite  different. 

Under  these  circumstances  I  am  clearly  of  opinion  that  there  is  an  issue  to  be 
tried  between  the  Plaintiffs  and  the  Defendants,  and  that  the  Plaintiffs  have 
made  out  a  primd  facie  case.  Whether  the  Defendants'  process  is  a  different  1ft 
one,  as  they  allege,  or  not,  and  whether  the  su  bstances  are  the  same,  or  chemically 
different,  are  matters  for  the  trial.  Their  evidence  must  be  tested  by  cross- 
examination,  and  when  once  the  Court  has  come  to  the  conclusion  that  the 
Plaintiffs  have  made  out  a  primd  facie  case  of  infringement  of  their  Patent 
within  the  jurisdiction— -a  fair  case  for  trial — in  my  judgment  that  is  a  case  in  20 
which  an  Order  for  service  out  of  the  jurisdiction  not  only  may  be  made,  but 
ought  to  be  made  ;  because  it  is  open  to  this,  that  unless  the  Plaintifb  have 
leave  to  serve  the  writ  on  a  foreigner,  or  serve  notice  of  the  writ  out  of  the 
jurisdiction  with  a  view  to  trying  the  action  in  this  country,  where  is  the  action 
to  be  tried  ;  where  is  that  issue  to  be  determined  ?  Courts  in  England  do  not  2i 
try  the  infringement  of  foreign  Patents  abroad.  In  the  same  way  cannot  I 
assume  that  the  Courts  of  foreign  countries  would  try  the  infringement  of 
what  they  would  deem  to  be  foreign  Patents — ^that  is  to  say,  try  any  issue  of 
the  infringement  of  an  English  patent  in  England  ?  This  is  the  country  in 
which  that  issue,  properly  raised,  ought  to  be  determined.  30 

Under  these  circumstances  I  am  clearly  of  opinion  that  I  cannot  try  that  issue 
on  a  motion  to  discharge  the  Order  for  service  out  of  the  jurisdiction,  and  that 
in  so  far  as  the  motion  asks  for  that  discharge  it  fails  and  must  be  dismissed  ; 
and  I  think  that  it  is  proper,  having  regard  to  the  other  Patent,  to  make  the  costs 
of  both  parties  costs  in  the  action.  35 

Oolefax  asked  for  leave  to  appeal. 

Swinfen-Eadt,  J. — I  do  not  think  it  is  a  case  in  which  I  ought  to  grant  leave 
to  appeal.  The  question  is  only  whether  the  matter  should  l^  tried  or  not.  I 
therefore  refuse  leave. 
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In  thb  Court  of  Session  in  Scotland. 

INNBB  HousB.— Second  Division. 

Be/bre  The  Lord  Justice  Clerk,  Lords  Traynsr  and  Moncbibff. 

December  10th,  1903,  and  February  26th,  1904. 

5  Woolley  and  Son  v.  Morrison. 

Trade  name, — Name  embossed  on  bottles, — Alleged  passing  off  and  deceit.-^ 
Action  to  reatrain.'^Interdict  refused  by  the  Lord  Ordinary  und  by  the 

INITER  HOUSB. 

W.  A  S.  and  also  M.  were  beer  bottlers  and  possessed  bottles  on  whichy  as  in  the 

10  case  of  other  Edinburgh  bottlers^  their  respective  names  were  embossed^  and  in 
which  they  bottled  beer  or  aerated  waters  which  they  did  not  brew  or  make. 
Prior  to  the  institution  of  a  ^^ Bottlers'  Exchange'*^  in  March  1902  {which 
"  ExchangCy^  however  y  did  not  comprise  aU  the  members  of  the  trade\  the  practice 
of  the  trade  justified  the  retention  by  individual  bottlers  of  other  bottlers^  bottles^ 

15  returned  in  exchange  for  their  own^  and  filling  them  and  sending  them  out 
again  as  if  they  were  their  own.  After  March  1902^  each  bottler  was  supposed 
to  get  back  and  fill  only  his  own  bottleSj  and  individual  bottlers  tried  to  prevent 
their  rivals  filling  bottles  embossed  unth  any  but  their  oum  names.  In  December 
1902,  W.  Jt  S,  found  in  a  grocer^s  shop  seventeen  of  their  bottles  marked  with  their 

SO  namsy  bearing  also  the  name  of  the  brewer  but  not  of  the  name  of  any  bottler^ 
although  they  had  been  filled  by  M.  W.  A  8.  thereupon  sought  to  interdict  M. 
from  filling  their  bottles  and  sending  them  on  the  market^  on  the  ground  that 
by  doing  so  M,  represented  thai  the  beer  so  bottled  and  sold  by  him  was  beer  of 
W.  A  S:s  IjoUling. 

25  Held,  by  the  LORD  Ordinary,  that  W.  A  S.  had  failed  to  prove  that  the 
RespondenVs  use  of  their  bottles  deceived  the  trade  or  the  public^  or  was  in  the 
circumstances  fitted  to  deceive  the  trade  or  the  public.  Interdict  was  refused 
with  expenses.  W,  A  S.  reclaimed.  The  Inner  House  adhered  to  the  Judgment 
of  the  Lord  Ordinary. 

30  This  was  an  action  of  suspension  and  interdict,  the  Note  being  presented  to 
the  Court  on  the  22nd  of  January  1903.  The  Complainers  were  Charles  Woolley 
A  Sony  beer  bottlers  and  aerated  water  manufacturers,  49  Elm  Row,  Edinburgh. 
The  Re^ondent  was   William  Morrisony  wholesale  bottler,  2  King's  Road, 

2  B 
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Portobello.  Both  dealt  (intei*  alia)  in  beer,  ales,  and  stoat,  which  they 
obtained  from  the  brewers  in  bulk  in  barrels  or  otherwise  and  drew  oflE  from 
the  barrels  into  bottles,  which  they  sold  to  their  customers  and  the  public 
generally.  Along  with  the  beer,  ale,  or  stout  the  brewers  sent  adhesive  labels 
printed  with  the  brewer's  name,  which  were  gummed  on  to  the  bottles  before  5 
they  were  sent  out.  These  printed  labels  sometimes  had  the  bottler's  name  on 
them  as  well  as  the  brewer's;  sometimes  they  bore  the  brewer's  name  only. 
The  Complainers  also  manufactured  mineral  waters,  but  they  did  not  manufac- 
ture beer,  ale,  or  stoat,  or  any  other  liquor  in  which  the  Respondent  traded. 
The  Respondent  did  not  manufacture  or  bottle  mineral  waters.  The  Com-  10 
plainers,  for  the  purposes  of  their  business,  owned  a  large  number  of  bottles 
upon  which  their  name  was  marked.  The  name  was,  in  most  instances,  moulded 
on  to  the  bottle  in  the  process  of  manu&cture,  but  in  many  cases  it  had  been 
engraved,  sand-blasted,  or  otherwise  put  upon  the  bottles  by  a  subsequent 
process.  15 

There  was  a  contract  between  wholesale  bottlers  in  Edinburgh  and  district, 
whereby  they  formed  themselves  into  an  association  called  the  Edinburgh  and 
District  Aerated  Water  Manufacturers  Defence  Association^  Ld.  The  members 
of  the  said  association  were,  by  the  terms  of  their  said  contract,  permitted  to 
lift  each  other's  beer,  ale,  stout,  and  aerated  water  bottles,  from  which  they  20 
selected  those  branded  or  marked  with  their  own  name.  They  then  sent  those 
which  did  not  belong  to  them  to  the  bottle  exchange  or  clearing-house  of  their 
said  association,  in  order  that  they  might  then  be  sent  to  their  respective 
owners.  The  contract  was  based  on  the  expectation  that  each  bottler  would 
receive  back  the  whole  of  his  own  bottles  through  the  medium  of  the  bottle  25 
exchange.  The  Respondent  was  not  a  member  of  the  bottle  exchange,  and  had 
never  received  authority  to  lift  or  use  the  Complainers'  named  bottles. 

The  Complainers  averred  that  ''The  Respondent  has  in  the  past  beeh  using 
'*  for  beer,  ales,  stout,  or  aerated  waters  of  his  own  bottling  or  manufacture 
''  bottles  bearing  the  Complainers'  name,  and  the  Respondent  may  continue  the  30 
"  practice  to  the  detriment  of  the  Complainers'  business.  The  Complainers 
^*  object  to  their  name  being  used  as  if  they  were  the  bottlers  or  manufocturers, 
*^  in  sales  of  beer,  ales,  stout,  or  aerated  waters  which  are  not  bottled 
*'  by  them."  They  said  that  they  had  expended  great  industry,  care,  skill,  and 
capital  in  the  development  and  extension  of  their  trade  as  bottlers,  which  35 
could  not  be  maintained  unless  their  trade  name  moulded  on  their  bottles 
was  protected.  Their  reputation  depended  on  the  bottles  bearing  their 
name  being  really  filled  by  them.  In  particular  they  averred  that  the  Respon- 
dent had  sold  beer  bottled  by  him  in  bottles  moulded  with  the  name  of  the 
Complainers  to  James  Smithy  grocer,  160  Morrison  Street,  Edinburgh,  on  40 
.the  6th  and  12th  of  December  1902.  They  asked  that  the  Respondent  should 
be  interdicted  from  ^'  selling  or  exposing  for  sale,  or  from  having  in  his 
«<  possession  for  sale  or  for  any  purpose  of  trade,  beer,  ales,  stout,  or  aerated 
*'  waters,  or  any  other  alcoholic  or  non-alcoholic  drinks,  not  bottled  or  manu- 
*'  f  actured  by  the  Complainers,  contained  in  bottles  which  bear  the  name  of  the  45 
''  Complainers  either  impressed,  embossed,  engraved,  sand-blasted,  moulded,  or 
"  otherwise  marked  thereon,  or  which  have  the  Complainers'  said  name  in  any 
*•  way  exhibited  thereon."    They  also  asked  for  interim  interdict. 

The  Respondent  in  his  Answers  explained  tJiat  when  he  sent  out  his  bottled  - 
beer  a  charge  was  made  for  the  bottles,  a  rebate  being  given  for  their  value  if  50 
and  when  they  were  returned.    '*  This  is  the  invariable  rule  in  the  wholesale 
''  trade,  and  it  is  the  rule  followed  by  the  Complainers.     In  the  course  of 
''  business  it  occasionally  happens  that  certain  of  the  bottles  returned  to  the 
*'  Respondent  are  not  plain  bottles,  but  bottles  marked  with  the  names  of  other 
'*  wholesale  traders  who  use  bottles  stamped  with  their  name.    It  is  admitted  55 
''  that  the  Respondent  may  have  sold  to  retail  traders  beer  or  stout  bottled  by 
''  his  servants  in  a  bottle  or  bottles  so  marked,  and  that  some  of  such  bottles 
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^  may  have  been  marked  with  the  name  of  the  Complainers*  Snoh  cases  are, 
"  however,  accidental  and  exceptional.  The  name  of  the  manufacturer  of  the 
**  beer,  which  is  stated  on  the  label,  is  the  only  matter  of  the  slightest 
**  importance  to,  or  which  is  in  any  way  regarded  by,  members  of  the  public 
ft  **  in  purchasing  same.  The  name,  moulded  or  otherwise,  placed  upon  the 
*^  bottle  is  not  understood  by  the  public  as  in  any  way  referring  to  the  bottler 
^  of  the  contents,  and  the  public  are  in  this  respect  in  no  way  misled  or 
*^  deceived.'*  The  Respondent  said  that  ^^  had  any  complaint  been  made  to  him 
*^  by  the  Complainers  with  regard  to  their  marked  bottles,  or  had  he  been 

10  '^  asked  not  to  use  their  marked  bottles,  he  would  have  been  quite  willing,  and 
'*  he  hereby  expresses  his  willingness,  to  ta^e  every  reasonable  precaution 
"  against  receiving  into  his  premises  any  bottles  marked  with  the  Complainers* 
^  name,  or  selling  beer  or  other  liquors  in  bottles  thus  marked.'*  There  was 
no  averment  on  the  part  of  the  Oomplainers  that  any  warning  had  been  given 

15  to  the  Respondent  except  that  the  Edinburgh  and  District  Aerated  Water 
Manufacturers'  Defence  Association^  the  "Bottle  Exchange'*  to  which  the 
Complainerq  belong,  had  on  Ist  March  1902  and  frequently  thereafter,  inserted 
an  advertisement  in  the  "  Scotsman  "  newspaper  notifying  that  the  members  of 
thQ  association  would  fill  and  send  out  only  their  own  bottles,  and  giving 

20  warning  that  any  person  found  filling,  dealing  in,  selling,  illegally  retaining, 
damaging,  or  destroying  any  bottles,  Ac,  which  were  the  property  of  members 
of  the  association  would  be  prosecuted  for  infringing  the  rights  of  property  of 
said  members.  A  list  of  members  of  the  association  containing  the  names  of 
the  Complainers  was  appended  to  this  advertisement. 

25  On  the  5th  of  February  1903,  Lord  Pbabson,  Lord  Ordinary  on  the  Bills, 
having  heard  Counsel  upon  the  Note  and  Answers,  passed  the  Note  from  the 
Bill  Chamber  to  the  Court  of  Session^  but  refused  interim  interdict. 

The  Record  was  closed  on  the  4th  of  March  1903,  and  the  case  was  sent  to 
the   Procedure  Roll.     On  the  29th   of    May  1903,  after   Counsel  had  been 

30  heard  on  the  relevancy,  the  Lord  Ordinary  ordered  a  proof. 

This  was  taken  on  10th  of  November  1903.  From  the  Proof  it  appeared 
that,  prior  to  the  institution  of  the  ^*  Bottle  Exchange  **  in  March  1902,  the 
practice  was  for  bottlers  who  had  sent  out  full  bottles  to  receive  back  an  equal 
number  of  empty  ones  in  exchange,  without  regard  to  whether  these  empties 

35  were  plain  glass  bottles  or  were  stamped  with  their  own  name  or  with  the  name 
of  another  bottler.  They  would  then  fill  these  returned  empties  and  send  them 
out  again.  After  the  institution  of  the  ^<  Exchange  '*  a  kind  of  clearing  house 
was  established  for  the  benefit  of  its  members,  to  which  all  the  bottles  were 
sent  to  be  sorted  out,  each  bottler  receiving  back  those  marked  with  his  own 

40  name.  Many  members  of  tlie  trade  are  not  members  of  the  *^  Exchange.** 
These  could  get  their  bottles  from  it  on  payment  of  a  small  commission.  The 
Complainers  themselves,  before  the  institution  of  the  *^  Exchange,**  were 
indifferent  what  bottles  were  returned  to  them,  but  after  it  was  formed  they 
endeavoured  with  its  aid  to  obtain  the  return  of,  and  to  get  control  over  all 

45  their  own  bottles,  yet  they  still  accepted  plain-glass  bottles  in  exchange  for 
their  own.  Suspecting  that  their  bottles  were  being  used  by  other  bottlers 
they  sent  round  to  various  shops,  and  found  in  that  of  James  Smithy  grocer, 
160  Morrison  Street,  Edinbui^h,  three  bottles  stamped  with  their  name,  but 
filled  by  the  Respondent  and  delivered  by  his  servants   to  Smith  on  the 

50  6th  of  December  1902,  and  fourteen,  similarly  stamped,  filled  by  the 
Respondent  and  delivered  to  Smith  on  the  12th  of  December  1902.  Ten  of 
these  bottles  were  marked  <^  G.  WooUey  A  Son^  49  Elm  Row,  Edinburgh,'*  and 
the  remaing  seven  "  C.  Woolley  A  Son,  Edinburgh.**  They  had  all  conspicuous 
adhesive  labels  giving  the  name  of  the  brewer  of  the  beer  they  contained  but 

55  no  bottler*B  name. 

After  hearing  Counsel  on  the  evidence.  Lord  Kyllacht  took  the  case 
\o  avizandum,   $mcl   on   21st   November  1903)  pronounced    the   following 
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interlocntor :— The  LORD  ORDINARY,  having  considered  the  cause,  refuses  the 
prayer  6i  the  Note,  and  decerns  :  Finds  the  Respondent  entitled  to  expenses, 
and  remits  the  account  thereof  when  lodged  to  the  Auditor  to  tax  and  report. 
For  the  LORD  ORDINARY'S  Opinion,  see  supra^  p.  67. 

The  Oomplainers  reclaimed  to  the   Second  Division,  the  reclaiming  Note  5 
being  boxed  on  December  10th  1903. 

At  the  hearing  on  the  26th  of  February  1904,  there  appeared  for  the  Respondent 
C.  D,  Murray  and  (?•  H,  Henderson  (instructed  by  Kelly^  Pateraon  A  Co.y 
S.S.C.) ;  for  the  Oomplainers,  Campbell^  K.C.,  and  A.  A.  Fraser  (instructed 
by  0.  A.  Eadiey  S.S.C.)  10 

For  the  Oomplainers,  it  was  contended  that  they  were  entitled  to  interdict 
the  Respondent  from  making  use,  without  their  leave,  of  the  bottles  which 
were  the  Oomplainers'  property,  and  that  they  were  entitled  also  to  interdict  the 
Respondent  from  using  their  trade  name  embossed  on  the  bottles  by  which  a 
misrepresentation  was  made  to  the  public,  and  that  although  there  was  no  intent  15 
to  defraud.  The  following  authorities  were  cited  : — Merchandise  Marks  Act 
1887  sects.  2  (2),  3  (3),  5  (Ic),  (2),  (3) ;  Rose  v.  Loftus  (57  L.J.  Oh.  576) ; 
ThtOaites  A  Go.  v.  McEvilly  (116  Law  Times  313)  ;  MiUington  v.  Fox  (3 
M.  A  0.  338);  Reddaway  v.  Banham  (13  R.P.O.  218;  L,R.  1896  A.0. 199). 

Oounsel  for  the  Respondent  were  not  called  upon.  80 

Thb  Lord  Justice  Olbrk. — Much  of  the  argument  which  we  have  heard 
has  been  addressed  to  the  question  of  an  infringement  of  Trade  Mark  contrary 
to  the  provisions  of  thetMerchandise  Marks  Act,  but  there  is  no  averment  as  to 
the  Statute  on  record.   However,  taking  the  case  upon  the  merits,  if  the  Oom- 
plainers could  show  that  there  had  been  fraudulent  use  of  any  device  belonging  25 
to  them  they  would  be  entitled  to  interdict.    From  the  evidence  it  appears 
perfectly  clear  that  until  the  institution  of  the  Bottle  Exchange  in  March  1902, 
it  was  quite  common  for  bottles  to  be  sold  with  the  name  of  one  person  on  the 
label  and  the  name  of  another  embossed  on  the  bottle.    The  fact  that  the 
Defence  Association  was  instituted  is  in  itself  proof  of  this  indiscriminate  use  30 
of  marked  bottles.    Now,  it  cannot  be  said  that  because  such  an  association  was 
formed  and  advertised  in  the  newspapers  such  a  practice  can  be  set  aside  in  a 
day.    It  must  take  time  to  alter  such  a  public  understanding.    The  Oomplainers 
might  have  been  entitled  to  interdict  if  there  had  been  intent  to  defraud.    In 
the  present  case  there  was  no  such  intention.    A  few  bottles  were  discovered  to  35 
have  been  sold  by  the  Respondent  bearing  embossed  upon  them  the  name  of  the 
Oomplainers,  and  that  is  all.    The  Respondent  had  no  desire  to  infringe  any 
right  of  the  Oomplainers.    Of  course,  if  any  trader  were  found  using  a  label  or 
Trade  Mark  belonging  to  another  person  and  continuing  to  do  so  for  a  long  time,' 
that  might  afford  a  ground  for  interdict,  for  there  would  be  intention  to  defraud.  40 
But  there  is  no  such  case  here.    I  think  the  LoRD  Ordinary's  opinion  is  most 
clear,  and  I  concur  in  all  that  he  says. 

Lord  Tratner. — I  am  substantially  of  the  same  opinion.     I  think  the 
Lord  Ordinary  correctly  states  that  ^  the  question  in  this  case,  as  presented 
^*  at  the  discussion,  is  a  question  not  as  to  an  unlawful  appropriation  of  the  45 
"  Oomplainers'  property,  or  as  to  infringement  of  the  Oomplainers'  Trade  Mark." 
The  whole  case  turns  on  what  the  name  embossed  on  the  bottle  means  to  the 
public.    The  cases  quoted  to  us  were  cases  of  goods  bearing  a  trade  mark  or 
trade  name,  which  indicated  that  the  contents  of  the  bottles  were  manufactured 
by  one  person,  when,  in  point  of  fact,  they  were  manufactured  by  another  50 
person.    There  is  no  such  case  here.    The  name  embossed  on  the  bottle  might 
have  been  indicative  of  the  ownership  of  the  bottle,  but  gave  no  indication  as 
to  the  manufacturer  of  the  contents,  because  in  each  case  the  bottle  bore  a 
separate  label  to  indicate  who  was  the  manufacturer.    But  apart  from  this,  this 
is  not  a  case  for  interdict.     The  Respondent's  position  is  quite  frank.    He  55 
ac/knowledges  that  he  may  have  sold  the  bottles  bearing  the  name  ci  the 
Oomplainers,  but  says  that  such  a  sale  was  accidental,  and  that,  had  he  been 
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askedy  he  would  have  been  willing  to  take  reasonable  precautions  against  a 
recurrence  of  it.  "When  a  man  comes  into  Court  in  this  position  it  cannot  be 
said  that  he  is  to  be  subjected  to  interdict.  On  these  grounds  I  think  that  the 
prayer  of  the  Note  should  be  refused. 

Lord  MONCRIEFF. — I  am  of  the  same  opinion,  and  for  the  reasons  stated  by 
the  Lord  ORDnrARY. 


In  the  High  Court  op  Justice.— Chancery  Dfvision. 

Be/cre  MR.  Justice  Joyce. 

February  6th,  1904. 

10  AsHWORTH  V,  English  Card  Clothing  Company,  Ld.  (A). 

Patent.'-'AcHon  for  infringement. — Costs, — Tcuvation,— Preliminary  inspec- 
tion of  machinery  by  agreement  of  parties  without  Order. — Discretion  of  Taxing 
Master.— Rules  of  the  Supreme  Gourty  Order  60,  Rule  8. — Costs  allowed.--- 
Erection  of  machinery  at  time  of  trial  without  Order. — "  Luxury. ^^ — Costs 
\h.  disallowed. 

In  an  unsuccessful  action  for  infringement  of  a  Patent^  where  a  mutual 
inspection  by  Counsel  and  expei^ts  of  elaiborate  and  heavy  machinet^  was  arranged 
between  the  solicitors  without  the  expense  of  obtaining  an  Order  for  the  purpose, 
under  Rule  3  of  Order  50  of  the  Rules  of  the  Supreme  Court,  the  costs  of  such 
20  inspection  were  allowed,  but  not  the  Defendants'  costs  of  erecting  machinery  in 
London  at  the  time  of  tJie  trial,  when  it  was  not  seen  by  either  the  Judge  or  the 
Plaintiff. 

This  was  a  Summons  by  the  Defendants  in  an  unsuccessful  action  for 

infringement  of  a    Patent,   to  review  the  taxation  of   certain  costs   of  the 

25  Defendants.     The  action  was  dismissed,  with  costs,  on  the  ground  that  the 

PlainfiflTs  Patent  No.  16,047  of  1886  was  bad  for  want  of  subject-matter,  as  well 

as  on  the  ground  of  no  infringement  proved.* 

♦  18  R.P.C.  367  ;  19  R.P.C.  468 ;  20  R.P.C.  790. 
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The  Taxing  Master,  on  taxation  of  the  Defendant's  costs,  disallowed  (a)  fees 
to  Counsel  and  an  expert  for  inspecting  certain  elaborate  and  heavy  machinery, 
the  Plaintiff  having  admitted  that  a  mutual  inspe.ction  by  both  parties  was 
necessary,  and  the  inspection  having  been  arranged  between  the  solicitors 
without  the  expense  of  obtaining  an  Order  of  Court ;  and  (&)  the  cost  of  setting  5 
up  the  machinery  in  London  near  the  Law  Courts,  where  it  was  inspected  by 
Counsel  and  an  expert  for  the  Defendants,  but  was  not  seen  by  the  Judge  or 
those  acting  for  the  Plaintiff. 

The  Taxing  Master  disallowed  the  fees  for  inspection,  in  spite  of  the  mutual 
arrangement,  and  although  in  his  view  it  was  reasonable  and  proper.  His  10 
grounds  for  so  doing  were  that  without  an  Order  under  Rule  3  of  Order  50  of 
the  Rules  of  the  Supreme  Court,  he  had  no  discretion,  and  that  it  had  never 
been  the  practice  to  allow  the  costs  of  a  view  of  the  locus  in  quo  or  of  an 
inspection  of  the  subject-matter  of  an  action  without  some  express  direction  on 
the  subject ;  he  referred  to  Mitchell  v.  Barley  Main  Colliery  Company  (L.R.  10  15 
Q.6.D.  457),  where  inspection  was  allowed  t^  the  Plaintiff  only  on  payment  of 
costs  in  any  event.  He  disallowed  the  costs  of  erecting  the  machinery  in  London 
as  a  luxury  incurred  by  over-caution. 

Younger^  K.C.,  and  A.  J,  Walter  (instructed  by  RowcliffeSy  Agents  for 
Ramsden^  Sykes  and  Ramsden  of  Huddersfield),  appeared  for  the  Defendants ;  20 
T.  Terrell,  K.O.,  and  /.  O.  Oraham  (instructed  by  W.  J.  Jk  E.  H.  Tremellenj 
Agents  for  Blair  and  Seddon  of  Manchester)  appeared  for  the  Plaintiff. 

Joyce,  J. — With  reference  to  the  setting-up  of  machinery  in  London,  I  agree 
with  the  Taxing  Master  about  that,  and  I  will  not  allow  it. 

With  regard  to  the  other  inspection,  it  was  found  to  be  necessary  and  proper,  25 
and  I  think  it  would  be  the  very  worst  possible  precedent  if  the  costs  were 
disallowed  because  the  inspection  was  made  without  an  Order  of  the  Court  for 
the  inspection  being  obtained.    I  allow  them,  but  I  make  no  Order  as  to  costs 
now. 
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Aahworth  v.  The  English  Card  Clothing  Company^  Ld. 


In  thb  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Joyce. 

February  6th  and  20th,  1904. 

Ash  WORTH  V.  English  Card  Clothing  Company,  Ld.  (B). 

5  Patent— Action  for  infringement.— Costs.— Interest  on  costs  paid  by  litigant 
unsuccessful  in  the  Court  of  Appeal  hut  successful  in  the  House  of  Lo9xls. — 
Satisfaction  of  judgment  Debt— Judgments  Acty  18S8  {1  A  2  Vict.  c.  110\  s.  17. 

An  action  for  infringement  of  a  Patent  was  dismissed  with  costs,  and  the 
Plaintiff  paid  the  Defendants^  costs  unth  interest  to  date.     Upon  the  Plaintiff 

10  successfuMy  appealing  to  the  Court  of  Appeal^  tJie  Defendants  repaid  the  amount 
80  received  with  interest  to  date.  The  House  of  Lords  restored  the  original  Order^ 
and  the  Plaintiff  repaid  the  original  amount  of  costs  and  interest^  but  refused  to 
satisfy  the  Defendants^  claim  for  interest  at  4  per  cent  on  the  amount  from  the 

'  :  date  of  the  repayment  after  the  Court  of  Appeal  decision  to  the  date  of  the 

15  return  after  the^House  of  Lords  decision. 

Held,  that  the  Defendants  were  entitled  to  this  further  sum  in  respect  of 
interest. 

This  was  a  Motion  by  the  Defendants  in  an  unsuccessful  action  for  infringement 
of  a  Patent  for  payment  of  interest  on  costs. 
20      On  the  22nd  of  June  1901,  the  Plaintiffs  action  was  dismissed  with  costs  ;  and 
on  the  26th  of  March  1902,  the  Plaintiff  paid  the  Defendants'  costs,  £1013,  with 
interest  to  date,  amounting  altogether  to  £1(^2. 

On  the  11th  of  July  1902,  the  Court  of  Appeal  reversed  the  Order  of  the 
Judge  at  the  trial,  and  on  the  21st  of  July  the  Defendants  returned  to  the 
25  Plaintiff  the  sum  of  £1042  with  interest  to  date. 

On  the  9th  of  November  1903,  the  House  of  Lords  reversed  the  Order  of  the 
Court  of  Appeal  and  restored  the  original  Order,  and  on  the  23rd  of  November 
the  Plaintiff  repaid  the  £1042  together  with  the  interest  to  the  21st  of  July  1902. 
The  Defendants  then  claimed  £51  for  interest  at  4  per  cent,  on  the  amount 
30  repaid  to  them  as  from  the  21st  of  July  1902  to  the  23rd  of  November,  but  the 
Plaintiff  refused  to  pay  this.  The  Defendants  therefore  applied  by  Motion  for 
payment  of  this  sum  to  them. 

Younger^  K.C.,  and  A.  J.  Walter  (instructed  by  Rowcliffes^  Agents  for 
Ramsden,  Sykes  and  Ramsden  of  Huddersfield),  for  the  Defendants.  We  are 
35  entitled  to  interest  at  4  per  cent,  on  these  costs  during  the  time  they  remained 
unpaid,  as  being  interest  down  to  date  of  judgment.  This  case  is  not  governed 
by  the  apparently  adverse  decision  in  Edge  v.  Gallon  (16  R.P.C.  509  ;  1899,  W.N. 
137)  which  only  decided  that  where  costs  have  been  paid  under  an  Order  of  the 
Court,  and  are  then  ordered  to  be  repaid,  'that  means  the  costs  and  not  the 
40  interest. 
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T.  Terrelly  K.C.,  and  J.  C.  GHraham  (instructed  by  W.  J.  and  E.  H. 
Tremelleny  Agents  for  Blair  and  Seddonj  of  Manchester),  for  the  Plaintiff. 
Such  a  claim  for  interest  is  statutory  and  can  only  be  made  by  the  Defendants 
if  they  bring  their  case  within  Section  17  of  the  Judgments  Act,  1838,  which 
provides  that  "  Every  judgment  debt  shall  carry  interest  at  the  rate  of  £4  per  ft 

"  cent,  per  annum  from  the  time  of  entering  up  the  judgment 

*'  until  the  same  shall  be  satisfied.^'  Here  it  is  plain  that  the  event  contemplated 
by  the  Statute,  viz.,  the  return  of  the  moneys  under  the  Order  of  the  Court 
of  Appeal  and  the  granting  of  the  **  allocatur  *'  in  respect  thereof,  has  occurred. 

Younger^  K.C.,  in  reply.  '0 

Judgment  was  reserved  and  delivered  on  February  20th  1904. 

Joyce,  J. — In  this  case,  in  the  Court  of  first  instance,  the  Plaintiff^s  action 
was  dismissed  with  costs  on  the  22nd  June  1901.    On  the  26th  March  1902  the 
Plaintiff  paid  the  Defendants*  costs,  £1013,  with  interest  to  date,  amounting 
altogether  to  £1042.    On  the  11th  July  1902  the  Order  of  the  Court  below  was  15 
reversed  by  the  Court  of  Appeal,  and  on  the  21st  of  the  same  July  the  Defen- 
dants, being  required  to  do  so  by  the  Plaintiff,  returned  to  him  the  amount  he 
had  paid  for  costs  and  interest    Pausing  here  for  a  Ynoment,  it  appears  to  me 
that  at  that  moment  matters  stood  in  the  same  position  as  if  the  Plaintiff  had 
never  paid  or  been  ordered  to  pay  these  costs.    On  the  9tli  November  1903,  the  20 
House  of  Lords  reversed  the  Order  of  the  Court  of  Appeal,  and  restored  the 
original  Order.    The  Plaintiff  is  willing  to  repay,  and  has  -repaid  the  Defen- 
dants' costs  and  interest  that  were  returned  to  him  under  the  Onier  of  the  Court 
of  Appeal — ^this  interest  being  interest  on  the  Defendants' costs  from  the  original 
judgment  to  the  21st  July  1902.    He  objects,  however,  to  pay  interest  on  such  M 
costs  for  the  period  since  the  21st  July  1902,  although  he  has  had  the  m6ney>  in 
his  hands,  without,  as  it  ultimately  turns  out,  being  entitled  thereto.     But  by 
law  if  these  costs  had  never  been  paid  at  all  the  Defendants  would  be  now  entitled 
to  have  them  with  interest  from  the  date  of  the  original  Judgment,  and  it 
appears  to  me  that  they  ought  not  to  be  in  a  worse  position  by  reason  of  having,  30 
under  an  Order  of  the  Court  of  Appeal  now  reversed,  returned  the  amount  of  '  r 
these  costs  with  interest  to  the  2lBt  July  1902.    I  think  that  this  return  of  costs, 
demanded  by  and  received  by  the  Plaintiff,  put  the  Defendants  in  the  same 
position  as  if  they  had  never  been  paid  by  the  Plaintiff.    Therefore,*  in  my 
opinion,  the  Motion  is  entitled  to  succeed.    I  should  add  that  the  case  which  35 
was  cited  to  me  of  Edge  v.  Gallon  was  altogether  different.    There  the  costs 
refunded  were  simply  costs  which  an  erroneous  Order  of  the  Court  below,  sub-    ^ 
sequently  reversed,  compelled  the  Defendant  to  pay,  and  there  was  no  Statute     " 
or  Rule  entitling  the  Defendant  to  interest  on  the  costs  so  refunded.    Therefore 
there  must  be  an  Order  according  to  the  Notice  of  Motion,  with  the  costs.  40 
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MacmilUm  and  Others  v.  Ehrmann  Brothers^  Ld.^ 

and 

In  the  Matter  of  the  Trade  Mark  ''Mac/arlane  &  Go^ 


In  the  High  Court  op  Justice.— Chanobrt  Division. 

Be)(yre  Mr.  Justice  Buckley. 

March  15th,  16th,  17th,  and  18th,  1904. 

Macmillan  and  Others  v,  Ehrmann  Brothers,  Ld., 
*  and 

In  the  Matter  op  the  Trade  Mark  "  Macfarlane  &  Co." 

JVocfe  name. — Action  to  restrain  use  of  a  name  that  was  not  either  Plaintiffs 
or  Defendants^, — No  deception^  or  probability  of  deception   proved. — Actioti 
dismissed. — Trade   Mark. — Motion     to    rectify. — Rectification    by    consent. — 
10  Costs. 

A  firm  of  Macfarlane  &  Co.  {sometimes  with  various  initials)  traded  as 
whisky  distillers  and  merchants  at  Paisley  from  1740  till  1897 ;  they  had  a 
good  local  reputation.  The  then  continuing  member  of  the  firm,  J.  Macfarlane, 
assigned  the  goodwill  oftlie  business  to  Foulds  &  Co.,  Ld.    TJie  Plaintiff^  were  four 

15  of  the  directors  of  ¥ou\d&  &  Co.,  Ld.  It  was  agreed  that  the  business  should  be 
assigned  by  Foulds  &  Co.,Ld.,  to  the  Plaintiffs^  but  that  assignment  was  not  actually 
execnted  till  after  action  brought.  Fonlds  &  Co.,  Ld.,  remained  the  recU  owners  of 
and  carried  on  the  business  under  the  style  of  Macfarlane  &  Co.  In  the  year  1897 
Ehrmann  Bros.,  tfie  predecessors  in  busine^ss  of  the  DefendantSy  began  to  use  the 

20  name  "  Mojcfarlane^''  or  "  Macfarlane  &  Co.  ^^^  to  denote  a  brcmd  of  whisky  sold  by 
them.  They  adopted  the  name  at  the  suggestion  of  a  gentleman  named 
Macfarlane,  who  was  associated  with  them  in  their  business  of  dealers  in  wines 
and  spirits.  They  registered  the  signature  of  **  Macfarlane  Jt  Co.^^  as  their 
Trade  Mark  {No.  204^384).    During  the  year  1899  the  trade^  nominally  carried 

2&  on  by  the  Plaintiffs,  was  extended  to  England.  The  Plaintiffs,  when  the 
respective  trades  of  the  parties  came  into  collision,  brought  this  cu^tion  to  restrain 
the  Defendants  from  using  the  name  **  Macfarlane  &  Co.,"  so  as  to  represent  their 
whisky  as  that  of  the  Plaintiffs.  Order  for  Particulars  of  Defendants' 
advertising,  Ac,  made. 

30      The  Plaintiffs  also  moved  to  rectify  the  Register  of  Trade  Marks  by  removing 

the  Defendants'  mark  **  Macfarlane  &  Co.;'  No.  204,884. 

2  F 
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Maemillan  and  Others  r,  Ehrmann  Brothers,  Ld,^ 

and 

In  the  Matter  of  the  Trade  Mark  "  Mac/arlane  A  6V>." 

Held,  that  the  Plaintiffs  had  failed  to  prove  that  the  Defendants'  a^ts  had  inter- 
eepied  or  were  calculated  to  intercept  the  Plaintiffs'  trade.  The  action  was 
dismissed  with  costs. 

On  the  admission  of  Defenda^its*  Counsel  that  tJie  registratitm  of  "  Macfurlane 
"  4t  CoJ*^  as  a  Trade  Mark  could  not  he  supported  as  it  was  not  the  signature  of  5 
an  existing  firm,  an  Order  to  rectify  tvas  made  on  the  Motion  by  consent  with 
costs,  including  the  costs  of  the  Comptroller,  but  as  no  evidence  on  the  Motion 
had  been  given,  there  could  be  no  costs  of  evidence. 

On  the  23rd  day  of  May  1903,  R,  D,  Maemillan,  J.  Wishart,  W.  Jf  .  M.  Turmr, 
and  J.  B,  C,  Newton,  trading  as  Ma^farlane  A  Co,,  brought  an  action  asrainst  10 
Ehrmann  Hros.,  Lrf.,  claiming  an  injunction  to  restrain  the  Defendant  Company 
from  selling,  or  offering  for  sale,  whisky  under  the  name  or  description  of 
Macfarlane  <k  Co.,  and  from  using  the  name  or  description  of  Macfarla?ie  4Jk  Co. 
as  part  of  or  in  connection  with  any  labels  or  capsules  affixed  upon  any  bottles, 
jars,  or  casks  of  whisky  offered  for  sale  or  sold  by  or  on  behalf  of  the  Defendant  15 
Company,  and  also  from  stating  or  inserting,  or  causing  to  be  stated  or  inserted, 
in  any  advertisement  or  circular,  any  words  or  expressions  asserting  or  suggesting 
that  they  were  offering  for  sale,  or  authorised  to  sell,  Macfarlane  <k  Co's  whisky, 
so  as  to  represent,  or  lead  to  the  belief,  that  they  were  offering  for  sale,  selling, 
OT  ai:KhoriBed  to  sell,  the   Plaintiffs'  whisky.     The  Plaintiffs  alBO  claim^  20 
dapoages  and  costs. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  shortly  (1)  that  their  firm 
was  established  in  the  year  1740,  and  traded  up  to  the  present  time  as  distillers 
and  Scotch  whisky  merchants,  under  the  name  of  Macfarlane  A  Co. ;  (2)  that 
they  sold  extensively  in  the  United  Kingdom  and  the  Colonies  whisky  as  25 
•* Maofarlane's  Whisky,"  or  "Macfarlane  &  Co.'s  Whisky,"  and  that  they 
acquired  a  great  reputation  for  such  whisky,  so  that  the  trade  and  the  public 
understood  that  whisky  so  called  meant  the  whisky  of  the  Plaintiff  firm  ; 
(3)  that  the  Defendant  Company  had  for  some  time  past  sold  other  whisky 
under  the  name  of  Macfarlane  A  CoJ*$  whisky,  thereby  leading  to  the  belief  30 
that  the  Defendant  Company  was  advertising  the  Plaintiffs'  whisky ;  (4)  that 
the  Plaintiffs  did  not  know  of  this  sale  by  the  Defendant  Company  until  just 
before  the  action  ;  and  (5)  that  the  Plaintiff  firm  had  suffered  damage. 

The  Defendant  Company,  by  their  Defence,  allesred  shortly  :— (1)   That  th«y 
denied  that  the  Plaixitiff  Firm  was  established  in  1740,  or  that  it  or  the  Plaintiff  35 
ever  traded  as  Macfarlane   A  Co. ;  (2)  They  denied  that  the  Plaintiffs  traded 
as  a  firm  or  were  possessed  of  the  goodwill  of  a  firm  of  Macfarlane  A  Co., 
whidi  had  formerly  traded  at  Paisley  or  elsewhere  ;   (3)  They  alleged  thai 
if  the  goodwill  of  the  old   Paisley  firm  still  existed  it  belonged  to  a  Limited 
Company  styled  William  Foulds  A  Co.,  Ld.,  of  which  the  Plaintiffs  were  40 
directors  or  officers,  and  in   which  they  were  shareholders  ;  (4)  They  denied 
the  alleged  reputation  in  the  trade   of  the  Plaintiff-n'  "  Macfarlane  whisky  " ; 
(5)  They  stated  that    they    were    the  successors   of   the   firm  of  Ehrmann 
Brothers,  and  were  assignees  of  the  business,  goodwill,  and  Trade   Marks  of 
that  firm;  (6)  That  in  the  year  1897  they  adopted  "Macfarlane  A,  Co."  as  a  45 
distinguishing  brand;  and  caused  the  signature  of  "  Macfarlane  &  Co."  to  be 
regietered  as  their  Trade  Mark  (Class    43,  No.  204,384),  and    were  the  pro- 
prietors thereof;  (7)  That  "in   and   ever   since   the  said  year  1897  the  said 
"  firm  of   Ehrmann  Brothers  and  the  Defendants  have  used  the  said  brand, 
"  *  Macfarlane  &  Co.'  in  the  said  firm,  and  also  as  *  Macfarlane '  as  a  brand  or  50 
"  mark  to  indicate  and  -idei^fy  tkeir  whisky,  and  have  soJd  lacge  ^oaaAitiet 
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and 

In  the  McUter  of  the  Trade  Mark  ''Macfarlane  &  Go'' 

**  of  such  whisky  under  the  said  brand,  and  have  very  widely  advertised  the 
'*  said  goods  thereunder.  Whisky  marked  with  the  said  brand  or  described 
"  thereby  is,  and  for  many  years  before  the  commencement  of  this  action  was 
**  well  known,  to  the  trade  and  public  as  being  the  goods  of  the  Defendants  "  ; 
5  (8)  They  denied  that  they  had  done  anything  that  led,  or  was  calculated  to 
lead,  to  the  belief  that  they  were  advertising  or  offering  for  sale  the  Plaintiffs' 
whisky,  or  any  whisky  other  than  their  own ;  (9)  They  alleged  that  the 
Plaintiffs  never  sold  any  whisky  as  that  of  Macfarlane  &  Co.^  but  if  they  did 
use  that  designation  it  was  always  accompanied  with  the  words  "  of  Paisley," 

10  and  that  the  Defendants'  whisky  was  always  distinguished  in  bold  type  by 
the  words  "  Macfarlane  &  Co.,  of  Glasgow  "  ;  and  (10)  They  alleged  that  the 
Plaintiffs  were  estopped  through  laches  and  acquiescence  in  the  Defendants' 
acts. 

On  the  19th  December  1903  an  Order  for  Particulars  of  the  7th  paragraph  of 

15  the  Defence  was  made  by  the  Master.  The  Defendants  were  ordered  to 
give  Particulars  as  to  "  (a)  How  and  where  the  Defendants  have  in  and  since 
♦*  the  year  1897  used  the  Trade  Mark  No.  204,384  in  Class  43,  Macfarlane  A  Go^ 
^*  exhibiting  to  the  particulars  a  label  showing  user  of  the  same  Trade  Mark ; 
**  (b)  how,  when  and  where,  the  whisky  sold  under  the  name  or  brand  of 

20  "  Macfarlane  A  Go.  has  been  very  Widely  advertised  as  alleged,  and  in  what 
"  publications  or  lists,  and  identifying  the  same  publications  or  lists ;  and, 
"  (c)  when  the  said  whisky  marked  with  the  said  brand  or  described  as 
"  '  Macfarlane' $  Whisky '  first  became  known  to  the  trade  and  public  as  the 
"  goods  of  the  Defendants."      Pursuant  to  the  Order  the  following  Particulars 

2d  were  given  :  "  (a)  On  the  Defendants  whisky  labels  of  various  issues,  and  of 
•*  some  of  which  issues  specimens  are  exhibited  hereto  and  are  marked,  etc., 
"  and  on  labels  of  other  issues  which  have  been  exhausted  and  of  which  no 
**  reference  copies  have  been  kept ;  (&)  by  numerous  circulars,  price  lists  and 
'*  insets  thereto  as  circulated  by  the  Defendants  in  hundreds  of  thousands  or 

30  **  more  from  time  to  time.  The  Defendants  have  not  in  their  possession  copies 
'*  of  all  such  price  lists  but  can  identify  a  number  of  them,  by  reference  to  the 
"  first  eight  items  in  the  first  part  of  the  schedule  to  the  Plaintiffs'  affidavit  of 
**  documents ;  (c)  it  was  brought  under  the  notice  of  such  members  of  the  trade 
"  and  public  to  whom  it   was  offered  by  the  Defendants'  travellers  or  by 

3^  "  Defendants'  price  lists  and  circulars,  referred  to  from  about  the  period  of  its 
*'  registration." 

On  the  23rd  day  of  February  1904,  notice  of  Motion  was  served,  on  behalf  of 
the  Plaintiffs,  that  the  Register  of  Trade  Marks  be  rectified  by  the  removal  of 
the  Trade  Mark  No.  204,384  in  Class  43.     On  the  Motion  being  brought  on  it 

40  was  ordered  by  Buckley ^  J.,  to  be  put  in  the  list  next  after  the  action. 

The  action  came  on  for  trial  before  Mr.  Justice  BUCKLEY  on  the  15th  March 
1904  ;  the  Motion  to  rectify  was  also  in  the  list. 

A$tbury,  K.C.,  and  J.  S.  Green  (instructed  by  Greenwood  and  Greenwood) 
appeared  for  the  Plaintiffs;    Buckmaster,  K.C.,  and    Kerly    (instructed  by 

Afh  Byman  laaaca  and  Lewis)  appeared  for  the  Defendant ;  and  R.  J.  Parker 

(instructed*  by  the  Solicitor  to  the  Board  of  Trade)  for  the  Comptroller-General. 

Astbury,  K.C.,  in  opening  the  Plaintiffs  case  gave  an  outline  of  the  nature  of 

the  evidence  and  of  the  case  for  rectification  of  the  Register  which  was  to  come 

on  after.     [BUCKLEY,  J.— All  I  have  directed  is,  that  it  should  be  put  in  the 

50  Paper  next  after  the  action.  When  the  Motion  is  reached  1  shall  deal  with  it.] 
We  ask  that  the  Court  will  act  on  the  same  evidence. 

The  Plaintiffs,  Turner^  Newtm  and  Wishart,  and  other  witnesses  gav# 
evidence.  Documentary  evidence  as  to  the  early  history  and  nature  of  the 
business  of  Macfarlane  d:  Go.,  of  Paisley,  >vas  also  put  in.    The  facts  proved 

^J^  are  given  fully  in  the  judgment  below.  . 

2  F  2 
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Bt4^kmaster,  K.C.,  for  the  Defendants,  contended  that  the  real  purchasers  of 
the  old  business  of  Macfarlane  A  Co.  were  Foulds  A  Co.,  Ld,,  and  that  the 
whole  arrangement  was  a  device  to  avoid  the  provisions  of  the  Companies*  Acts. 
[Buckley,  J.— No  doubt  Foulds  &  Co.,  Ld.,  were  the  owners  of  the  business ;  but 
the  Companies'  Acts  have  nothing  to  do  with  this  case.]  The  only  parties  who  5 
can  complain  are  those  who  lose.  [BUCKLEY,  J. — ^Not  necessarily  so.  What  if 
trustees  carry  on  a  business  ?]  The  Plaintiffs  are  not  Macfarlane  &  Go,  at  all, 
,the  business  and  goodwill  belong  to  Foulds  &  Go,,  Ld.  The  Defendants' 
business  will  be  shown  to  be  quite  distinct,  and  their  use  of  the  name  of 
Macfarlane  A  Go,,  to  have  commenced  in  entire  ignorance  of  the  business  of  10 
Macfarlane  A  Co.,  of  Paisley.  It  was  adopted  in  the  year  1S97,  at  the 
suggestion  of  a  gentleman  of  that  name,  then  connected  with  the  business  of 
Mr.  Ehrfnann.  A  special  mark,  his  family  tartan,  was  also  adopted  from  the 
same  person.  [BUCKLEY,  J. — ^You  were  going  to  use  the  name  **  Macfarlane  '* 
either  honestly  or  dishonestly.  You  might  use  it  honestly  none  the  less  because  15 
it  was  not  your  own  name,  or  dishonestly  if  it  was  your  own  name.]  The 
Defendants' *  registered  Trade  Mark,  the  signature  of  "Macfarlane  &  Co.," 
was  in  the  hand-writing  of  Mr.  Ehrmann.  [Counsel  commented  in  detail 
on  the  evidence  given  for  the  Plaintiffs  as  to  the  nature  and  extent  of  their 
trade.]  The  Plaintiffs  must  show  they  had  a  reputation  for  *' Macfarlane  20 
*'  Whisky  "  before  the  Defendants  began  to  deal  in  a  Macfarlane  Brand.  The 
question  is  :  Do  people  buy  the  Defendants'  goods  thinking  they  are  buying  the 
Plaintiffs  ?  Their  trade  in  Birmingham  and  the  Midlands  is  simply  that  of  Ryder 
who  formerly  sold  whisky  as  "  V.O. V.,"  and  subsequently,  after  it  was  known, 
and  after  his  arrangement  with  Plaintiffs  added  the  name  Macfarlane  A  Go.  25 
[BUCKLEY,  •/.— Take  the  case  of  "  Boots  "  Chemists.  You  go  and  ask  for  the 
things  they  advertise.  You  do  not  ask  for  '*  Boots* "  Pills,  &c.,  but  merely  the 
particular  drug  you  want.  Suppose  somebody  began  to  advertise  "  Boots' " 
Camphor,  &c.  Would  not  that  be  actionable  ?  Is  it  not  really  a  question  of 
fact,  as  to  what  the  term  "  Boots' "  conveys  to  people's  minds.  Are  you  not  30 
dwelling  too  much  on  "  V.O.V  "  ?]  It  was  proved  that  this  business  in  Ryder* s 
V.O.V.  was  practically  all  the  English  business  the  Plaintiffs  had.  Assume 
there  was  a  Birmingham  reputation  only,  and  another  begins  innocently  to 
trade  under  the  same  name  in  London,  his  customers  knowing  nothing  of  the 
Plaintiffs;  when  the  respective  areas  become  enlarged  and  come  in  contact,  35 
can  the  London  trader  be  restrained  ?  [BUCKLEY,  J. — Directly  he  begins  to 
trade  in  an  art^  in  which  the  use  of  the  name  enables  him  to  steal  the 
established  trade  of  the  other  man,  then  I  should  say  you  could  restrain  him.] 
But  the  law  does  not  limit  a  man's  trade  to  one  locality.  One  must  enquire 
how  it  is  that  buyers  are  misled.  [BUCKLEY,  J. — Directly  an  innocent  person  40 
finds  he  is  receiving  orders  which  are  not  meant  for  him,  but  are  meant  for 
another  person,  and  executes  them,  he  becomes  a  fraudulent  person,  but  up  to 
that  time  he  is  innocent.  The  injunction  is  to  restrain  him  from  selling  the 
goods  so  as  to  pass  them  off  as  those  of  another  man.]  The  claim  here  is  not 
for  passing-off  at  all,  but  for  the  use  of  the  name.  [BUCKLEY,  J.— The  last  45 
words  of  the  injunction  asked  for  ought  to  qualify  the  whole  of  it.]  But  we 
have  never  done  these  things,  there  is  no  evidence  that  anyone  was  misled  by 
our  labels  or  lists.  [Buckley,  J. — ^The  action  is  not  with  respect  to  "get  up  " 
at  all.  The  action  is  for  using  a  name  so  as  to  induce  the  belief  that  one  is 
buying  from  Plaintiffs'  firm  of  Macfarlane  A  Go.'\  There  is  no  evidence  that  50 
anyone  was  misled  by  our  lists  or  labels,  therefore,  no  cause  of  action.  We  will 
prove  the  origin  of  our  use  of  the  name  of  Macfarlane.  In  the  trade,  fictitious 
names  are  frequently  used.  Plaintiffs  must  prove  that  it  was  done  to  take  some 
of  the  trade  that  would  otherwise  come  to  them,  Levy  v.  Walker  (L.R.  10  CD. 
436,  per  James^  L J.,  at  p.  447).  55 
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Evidence  was  then  called  on  behalf  of  the  Defendants.  The  effect  of  it 
appears  fully  in  the  judgment  of  the  learned  Judge. 

Kerhj  summed  up  the  case  for  the  Defendants. — It  must  be  observed  that 
there  are  motives  for  this  action  other  than  merely  preventing  the  trade  of  the 
5  Plaintiffs  being  improperly  taken.  The  evidence  shows  that  the  trade  had 
combined  against  the  Defendants,  who  were  unpopular  on  account  of  the 
prices  at  which  they  sold.  The  Plaintiffs  have  no  cause  of  action.  The  legal 
proposition  is  that  only  those  who  own  the  goodwill  of  a  business  can  sue  in 
respect  thereof.    The  Act  of  1883  (sec.  70)  provides  that   a  Trade   Mark  can 

10  be  assigned  only  as  part  of  the  goodwill  of  a  business.  There  is  no  right 
of  action  apart  from  goodwill,  in  the  case  of  a  Trade  Mark,  and  it  has  been  held 
that  the  same  rule  applies  in  an  action  for  passing-off.  [BUCKLBY,  J, — That  is 
quite  plain  ;  I  accept  your  proposition.]  An  agent  cannot  sue  because  the  acts 
alleged  would  amount  to  a  tort  to  the  business  Richards  v.  Butcher  (7  R.P.C.  288). 

1;')  If  Foulds  A  Co.^  Ld.y  were  suing,  they  would  be  met  by  a  good  Defence  in 
that  they  were  themselves  representing  to  the  public  that  the  goods  they  sold 
were  not  their  own  blends,  but  those  of  another  firm  Wood  v.  Butler  (3  R.P.0. 81). 
The  Plaintiffs  never  carried  on  any  business  of  their  own  ;  it  was  only  as  agents 
for  Foulds  A  Co.,  Ld.    All  the  evidence  supports  this  view.    The  agreement  to 

20  sell  the  business  was  actually  forgotten,  and  the  assignment  of  it  by  Foulds  A 
Co.y  Ld.,  to  the  Plaintiffs  was  never  executed  till  after  this  action  was  brought. 
The  Plaintiffs  to  succeed  must  prove  that  their  trade  was  so  widely  known  tiiat 
when  the  name,  Macfarlane  A  Go,^  is  heard  of,  it  must  necessarily  convey  the 
meaning  that  it  denotes  their  trade.     There  is  no  such  evidence  here.    They 

25  must  prove  a  universal  reputation  in  England ;  but  there  were  other  Macfarlane^ s^ 
although  not  in  the  wholesale  trade. 

Asthury^  K.C.,  in  reply. — The  Plaintiffs  have  proved  that  they  are  the 
successors  of  the  original  firm  of  Ma^farlaiie  A  Go,^  of  Paisley.  [Buckley,  J. — 
You  had  a  real  business  locally   known.     You  have  not  proved  a  general 

30  reputation  in  Birmingham,  nor  any  English  trade  before  1899.  Defendants 
began  in  1897,  and  not  in  fraud  of  you.]  We  need  only  prove  the  general 
reputation  in  Scotland  ;  our  trade  there  is  over  100  years  old.  The  Defendants' 
leaflets  have  flooded  Scotland.  The  Scotch  customers  would  be  deceived.  Why 
allow  it  there  ?    They  may  not  use  even  their  own  name  if  they  use  it  so  as  to 

35  deceive  purchasers,  Turton  v.  Turlon  (L.R.  42  CD.  128).  People  who  had  been 
buying  our  whisky  would  be  misled.  [BUOKLBY,  •/. — There  was  a  firm  of 
Maxifarlane  A  Go,^  of  Paisley,  having  a  small,  respectable  business.  You  say, 
Mr.  Ehrmann  took  the  name  of  that  obscure  firm  for  improper  purposes.  It 
is  highly  improbable.]     Even  if  he  did  not  know  then,  he  did  later  on,  and  it 

40  was  not  honest  then  to  continue  knowing  what  the  result  would  be.  In  the  oases 
of  Tussaud  v.  Tussaud  (L.R.  44  CD.  678)  and  John  Brinsmead  A  Co.  v.  T.  E. 
Brinsmead  A  Sons,  Ld.  (13  Times  L.R.  3)  the  Defendants  were  restrained, 
although  they  carried  on  business  in  their  own  names.  [Counsel  commented 
in  detail  on  the  effect  of  the  evidence.] 

45  Buckley,  /.—In  this  action  the  Plaintiffs  do  not  complain  in  any  way  of  the 
get  up  of  the  Defendants'  goods.  They  do  not  say  as  to  matter  of  form  or 
character  of  label  or  form  in  which  the  bottle  of  whisky  is  sold,  or  the  manner 
of  packing  or  the  like,  that  there  is  any  resemblance  at  all  to  theirs.  No  con- 
sideration of  that  kind  arises  at  all  in  the  case.    Their  complaint  is  that  the 

50  Defendants  sold  whisky  as  Macfarlatie  A  Gomijany's  whisky,  and  that  the 
name  of  the  Plaintiffs'  firm  is  Macfarlane  A  Gompany,  and  that  this  must  not 
be  done,  because  orders  may  in  that  state  of  things  be  given  to  the  Defendants 
which  are  intended  for  the  Plaintiffs.  There  is  no  evidence  of  any  orders 
having  been  so  given,  but  I  do  not  say  that  that  concludes  the  case.    I  have  got 

55  to  see  whether,  as  a  matter  of  fact,  it  is  mad^  out  to  my  satisfaction  that  if  the 
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Defendants  continue  to  do  that  which  they  have  been  doing,  they  will  in  feet 
break  the  commandment,  '*  Thon  shalt  not  steal,"  by  executing  orders  intended 
for  the  Plaintiffs  which  reached  the  Defendants. 

Neither  party  to  the  controversy  bears  the  name  of  Macfarlane.  Their 
respective  connections  with  that  name  will  appear  in  the  course  of  this  Judgment.  5 
For  a  great  many  years — the  Plaintiffs  say  as  far  back  as  1740 — ^there  has  existed 
a  firm  of  Macfarlane  A  Company^  of  Paisley,  sometimes  with  and  sometimes 
without  the  initial  letter  of  a  Christian  name  before  it.  It  was  Z>.  Macfarlane 
A  Company  at  one  time  and  T,  H,  Macfarlane  A  Company  at  another,  but  for 
many  years  past  it  has  been  Macfarlane  A  Co,  simply.  1  have  no  doubt  at  all  10 
that  for  100  years  at  least  that  firm  has  existed. 

I  may  state  these  facts  with  regard  to  them:  that  they  are  found  in  the 
Assessment  Rolls  of  1807  and  1880 ;  they  are  found  in  Directories  of  1832, 1H66, 
1867,  and  1885  ;  that  I  have  their  "Bills  Payable"  book  from  1867  to  1895 ;  I 
have  their  parcels  books  from  1877  onwards ;  I  have  one  of  their  stock  books,  15 
trom  1879  until  the  present  year,  1904 ;  and  there  has  been  a  witness  of  the 
name  of  Longmuir  who  went  into  their  employment  in  1867.  That  the  firm 
has  existed  for  a  great  many  years  there  is  no  doubt  at  all.  As  regards  their 
business,  I  am  also  satisfied  that  they  have  not  bad  a  trivial  or  imaginary 
business.  The  stock  book  of  which  I  spoke  just  now,  from  187 j<  onwards,  shows  20 
considerable  sales  and  dealings  over  all  those  years.  In  1883  their  turnover  is 
said  to  have  been  £15,600 ;  in  1897,  which  is  a  year  I  have  to  mention  further, 
it  had  come  down,  and  it  was  only  about  £6800.  After  that  it  went  up  again, 
and  in  1900  it  was  £14,000  odd,  and  in  1902  £16,000  odd.  It  was  a  perfectly 
respectable  firm  carrying  on  business  for  years  in  Paisley,  and  as  to  their  25 
business  connection,  the  short  effect  of  the  evidence,  I  think,  is  that  they  were 
not  an  advertising  firm  in  the  way  in  which  firms  advertise  nowadays — I  do  not 
say  their  natnc  did  not  appear  in  some  trade  circulars  ;  it  did — but  they  were  not 
people  who  issued  advertisements  or  price  lists,  or  such  things  wholesale.  They 
seem  to  have  done  a  quiet  business.  They  were  certainly  known  in  Paisley  and  30 
the  neighbourhood,  and  have  been  for  many  years.  People  have  bought  their 
whisky,  and  say  it  is  very  good  whisky  ;  and  I  daresay  it  is.  They  had, 
before  the  year  1899.  substantially  no  English  trade  at  all.  I  do  not  say  they 
never  sold  a  bottle  of  whisky  here,  but  with  some  qualification  of  that  sort 
they  had  no  English  trade  of  any  sort  or  description,  and  the  general  effect  of  35 
the  evidence  is  that  although  they  were  known  in  Paisley  and  the  neighbour- 
hood, and  Paisley  people  bought  from  them  there  and  knew  their  name  of  Mac- 
farlune  A  Co,y  they  were  not  generally  known  at  all.  They  had  a  good  local 
reputation,  and  nothing  more. 

In  May  1897,  (perhaps  before  that,  in  1896,  or  somewhere  thereabouts),  the  then  40 
•continuing  member  of  the  Plaintiffs'  firm,  James  Macfarlane^  went  off  to  New 
Zealand.  On  the  25th  May  1897,  he  executed  in  New  Zealand  an  assignment  by 
which  he  parted  with  the  goodwill  of  this  business  to  a  Limited  Company, 
called  Foulds  A  Co,y  Ld,  It  seemed  from  the  evidence  which  1  have  had, 
that  in  the  later  years  of  James  Mac/arlane^s  ownership  the  business  had  45 
gone  down,  and  ultimately  he  had  left  it — I  do  not  know  why — and  he  was 
minded  to  sell  it.  The  Plaintiffs  are  four  gentlemen,  no  one  of  whom  is  named 
Macfarlane,  who  were  Directors  of  Foulds  A  Go.^  Ld.  As  regards  the 
form  of  the  assignment  a  question  has  been  raised  about  which  it  is  not 
necessary  to  for  me  to  come  to  any  decision  at  all.  It  was  this :  that  the  50 
assignment  was  in  the  first  place  taken  to  Foulds  A  Co.,  Ld,  Then  it  seems 
to  have  occurred  to  them  that  ir  they  were  the  owners  of  the  business 
they  would  have  to  trade  with  the  word  ** Limited"  in  the  name  of 
Foulds  A  Co,,  /vrf.,  and  they  did  not  like  that.  Under  those  circumstances 
the  business  was  assigned  by  Foulds  A  Co,,  Ld,,  to  these  four  gentlemen.  55 
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In  point  of  fact,  Foulds  A  Co,,  Ld.y  remained  as  before,  the  real  owners  of  the 
business.  Everything  was  accounted  for  to  them,  but  the  firm  of  Macfarlane  A 
Co,,  constituted  by  the  four  Plaintiffs,  were  the  persons  who  ostensibly,  at  any 
rate,  carried  it  on.  It  seems  to  me  the  result  of  the  facts  would  be  that  if  any 
5  creditor  wanted  to  sue  for  any  debt  incurred,  he  would  sue  these  four  persons, 
Foulds  &  Co.,  Ld,  not  being  parties  in  the  action.  However  that  may  be  I 
do  not  think  it  very  much  matters. 

The  Plaintiffs,  then,  in  the  year  1897,  became  entitled  to  the  business.    They 
seem  to  have  proceeded  energetically  to  try  to  raii^e  it  from  its  depressed  condition, 

10  and  they  succeeded.  In  1899  they  appointed  a  man  named  Ryder  to  be  their 
agent  at  Birmingham,  and  the  Knglish  connection  of  the  Plaintiffs  began  from 
the  year  1899.  Mr.  Ryder  seems  to  hav(».  been  an  energetic  person.  He  made 
a  good  many  sales  in  Birmingham,  and  the  sales  extended  to  a  good  many  other 
places — Cardiff,  Worcester,  Huddersfield,  Moseley,  near  Birmingham,  one  man 

15  at  Twickenham,  and  other  people  in  Paisley  or  in  the  nei.'hbourhood.  The 
English  business  increased.  In  1900  it  was  a  little  over  £4,000  ;  in  1901  nearly 
£6,000 ;  in  1902  nearly  £8,000  ;  and  in  1903  a  little  over  £11,000.  Those,  I 
think,  are  all  the  material  facts  that  I  need  state  for  the  moment  as  regards  the 
Plaintiffs*  business. 

80  I  now  take  up  the  story  of  the  Defendants.  The  Defendants,  in  1897,  or 
rather  their  predecessors  in  title,  a  firm  of  Ehrmann  Brothers,  were  carrying 
on  business  in  Finsbury  Square,  in  London.  It  is  proved  completely  to  my 
satisfaction  that  in  the  year  1897,  a  certain  Captain  Macfarlane  came  into 
communication  with  them,  who  seems  to  have  been  a  person  who  was  willing 

25  to  tout  for  orders  from  persons  of  high  station,  and  to  recommend  whiskies, 
wines,  and  spirits,  provided  he  could  catch  a  customer.  He  seems  to  have  been 
employed  by  Ehrmann  Brothers  at  the  beginning  of  1897,  or  probably  a  little 
earlier.  The  first  letter  I  have  of  his  is  the  8th  January  1897,  Captain 
Macfarlane  suggested  that  Ehrmanns  should  start  a  "  Macfarlane  Blend  *'  of 

20  whisky,  and  he  mentioned  it  to  certain  people  of  high  station.  I  have  a  number 
of  letters  before  me,  but  I  am  not  going  to  read  them  at  length,  because  it  is 
beyond  dispute,  that  in  1897  Captain  Macfarlane^  being  in  communication  with 
Ehrmann  Brothers  suggested  to  them  that  they  should  start  a  "  Macfarlane  ^ 
Co."  or  a  "  Macfarlane  *'  blend  of  whisky,  and  that  he  offered  them  the  use  of 

b5  his  tartan  and  his  coat  of  arms.    He  suggested  they  should  get  a  label,  which  in 

point  of  fact,  the  DefiBudants  used,  and  which  is  before  me,  and  which  as  I  have 

said,  does  not  resemble  in  the  smallest  degree  the  Plaintiffs'.    That  Ehrmann 

Brothers  decided  to  accept,  and  accordingly  that  label  was  printed  and  used. 

The  way  in  which  the  Defendants  conduct  their  business  is  to  issue  very 

40  largely  broadcast — by  the  million,  Mr.  Ehrmann  says — certain  lists  describing 
their  wines,  and  I  have  lists  of  theirs,  of  which  the  first  in  June  1897,  which 
contains  the  '^  Macfarlane  Whisky."  There  are  several  brands  of  it  at  different 
prices — 10  years,  12  years,  14  years,  20  years,  and  28  years.  Now  these  lists  are 
rather  instructive  in  the  case,  and  I  will  state  what  I  have  been  able  to 

45  ascertain  from  those  which  have  been  put  in  evidence.  There  were  lists  in 
three  colours  :  blue  lists,  white  lists,  and  pink  lists.  The  pink  lists  did  not 
come  into  existence  until  the  8th  of  November  1900,  All  theeie  lists  irrespective 
of  colour  were  numbered  consecutively.  Some  of  them  bear  dates,  and  others 
bear  no  dates.    As  to  others  the  dates  have  been  traced  by  communications  with 

^  Stationers'  Hall.  What  I  am  able  to  gather  is,  that  in  June,  August,  and 
November  1897,  there  were  three  blue  lists  numbered  respectively  128,  132, 
and  133,  which  all  contained  quoted  for  sale  *'  Macfarlane  Whisky."  I  think 
they  are  all  in  the  same  words  exactly — "  The  Macfarlane."  I  have  then  got 
lists  of  the  following  numbers  :  130  white,  136  white,  which  is  dated  August 

^^  i89§,;.  159.  bine,.  wHich  is  May  1899  ;   140  white,  wJwqI^  is  Jiune  lrs93  ;    141 
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white,  which  is  March  1900  ;  142  pink,  November  1900 ;  146,  March  1901 ; 
undated  161  and  193,  and  194  Star  Rose,  1st  January  1902  ;  all  of  which 
contain  whiskies,  but  none  of  which  contain  "  Macfarlane  Whisky."  On  the 
6th  February  1902  there  is  194*  a  pink  list  in  which  the  whisky  pages  are  wanting, 
so  I  cannot  say  what  may  have  been  in  them.  Bat  No.  202,  the  16th  April  1902  5 
contains  "  Macfarlane  Whisky,"  and  so  do  subsequent  lists  of  October  1902, 
and  No.  255  on  which  this  action  is  brought,  and  a  subsequent  one  No.  281. 
The  result  of  all  that  is,  that  in  1897  the  list  contains  "  Macfarlane  Whisky." 
After  1897  to  1902  they  do  not  contain  ''  Macfarlane  Whisky."  For  the  reasons 
which  I  have  assigned  I  think  that  the  name  "  Macfarlane  "  was  taken  in  the  10 
year  1897  h(ma  fide^  so  far  as  any  trade  name  can  be  taken  bond  fide^  in  the 
sense  that  a  man  named  Macfarlane  offered  the  use  of  his  name.  I  am  sorry  to 
say  from  the  evidence  on  both  sides  that  it  is  common  in  the  wine  trade  for  a 
dealer  to  represent  himself  as  being  agent  for  firms  of  attractive  names,  which 
in  point  of  fact  have  no  existence  at  all,  and  which  are  really  the  dealer  over  15 
again,  and  this  was  an  instance  of  that  kind.  Ehrmann  Brothers^  not  really 
being  Macfarlane  &  Co,  in  any  true  sense,  represented  in  their  lists  that  they 
were  selling  wines  of  a  firm  of  Macfarlane  which  did  not  exist.  It  was  a 
mere  name  for  the  purpose  of  selling.  The  question  is  whether  they  did  that 
so  as  to  give  any  cause  of  action.  20 

In  1902.  as  will  be  apparent  from  what  I  said  just  now,  the  Plaintiffs  had 
extended  to  England  the  trade  such  as  it  was  of  moderate  dimensions  which 
they  were  carrying  on  in  the  sale  of  whisky,  and  the  facts  to  which  I  drew 
attention  might  lead  to  the  Court  being  persuaded  that  in  1902  the  Defendant 
Company  of  Hhrmann  Brothers^  Ld,y  which  had  been  incorporated  in  the  interval,   25 
namely  in  1900,  were  resuming  the  use  of  the  name  Macfarlane  &  Co,^  because 
they  wished  to  divert  trade  which  was  intended  for  the   Plaintiffs.     I  have 
watched  the  evidence  very  carefully  all  the  way  through,  to  see  it  I  could  find 
any  indication  or  any  facts  which  would  lead  me  to  the  belief  that  in  resuming 
in  the  list  No.  202  the  name  Macfarlane  &  Co,^  the   Defendants  did  so  by  30 
reason  of  any  suggestion  arising  from  their  knowledge  of  the  Plaintiffs*  trade. 
I  fail  to  find  any  at  all.    The  link  is  wholly  wanting.    There  is  the  fact  that 
they  did  not  use  the  words  from  1897  to  1902,  but  there  is  nothing  to  show  me 
that  they  resumed  them  in  1902  with  any  purpose  of  intercepting  the  Plaintiffs* 
trade.    Evidence  has  been  given  before  me  by  Mr.   Ehrmann  and   by  the   35 
travellers  of  Ehrmann  Brothers^  Ld.^  and  they  say — and  I  have  no  reason  upon 
the  evidence  to  disbelieve  what  they  say — that  these  blue  lists  of  1897  which 
did  contain  the  name  of  Macfarlane  had  been  printed  in  such  numbers  in  1897 
that  the  stock  lasted  on  over  the  interval  of  time,  and  they  have  all  told  me  that 
without  a  break  over  this   period  of  time  they  were  soliciting  orders  for  40 
Macfarlane  A  Co.^s  whisky,  and  receiving  them  and  executing  them.    The 
books    of  Ehrmann  Brothers  have    been    produced,  and   there  was    ample 
opportunity  of  contraverting  that  statement  if  it  was  not  true.    The  statement 
has  not  been  displaced.     Significant,  therefore,  as  the  fact  is  with  regard  to  the 
lists,  I  arrive  at  the  conclusion  that  the  Plaintiffs  have  not  made  out  that  45 
the  words  were  dropped  in  1897  and  resumed  in  1902  in  any  way  with  the 
intention  of  taking  the  Plaintiffs'  trade.    I  therefore  absolve  the  Defendants 
from  any  imputation  of  any  intention  of  taking  the  Plaintiffs*  trade,  either  when 
they  first  used  the  words  in  1897  or  when  they  resumed  them  on  their  lists  in 
1902.  50 

But  that  does  not  conclude  the  case,  because,  if  I  arrive  at   the  conclu- 
sion that  in  point  of  fact  the  use  of  the  words  has  the  result  of  intercepting  • 
orders  intended  to  be  executed  by  the  Plaintiffs  so  that  they  are  executed 
by  the  Defendants,  the    Plaintiffs  would  still   be  entitled  to   relief.      Now, 
how  do  the  Plaintiffs  stand  as  regards  this  ?    First  one  general  obiervation  ^  55 
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No  single  person  of  any  sort  or  description  has  been  called  who  said : 
*'  I  read  the  Defendants'  list,  and  I  thought  that  what  they  were  offering  was 
**  the  Plaintiffs'  whisky  and  I  ordered  from  the  Defendants  under  that  belief." 
I  do  not  say  that  that  concludes  the  case  either.  If  I  find  that  the  words  are 
5  calculated  to  induce  that  belief,  I  might  find  that  without  evidence  of  cases 
in  which  it  had  that  result,  but  the  fact  that  there  is  no  evidence  at  all  that  it 
ever  had  that  result  is,  of  course,  a  very  important  factor  in  arriving  at  a 
conclusion  as  to  this. 

As  regards  any  evidence  of    deception  it  is  confined  to  three  witnesses 
10  only.    They  are  first  a  Mr.  Faulkner  who  is  a  manager  to  Merritt  A  Co,  of 
Mark  Lane,  who  are  agents  for  Foulds  for  the  country  places  exclusive  of 
London.    His  evidence  comes  to  this:  that  in  March  of  last  year  he  received 
the  pink  list  No.  255  with  a  certain  yellow  inset  in  it.    This  yellow  inset  has 
been  dwelt  on  a  good  deal.    It  is  a  paper  which  is  headed,  "  A  Revolution  in 
15  "  the  Whisky  Trade,"  and   it  contains  an  advertisement  of  these  whiskies, 
quoting  five  brands  of  them.    Mr.  Faulkner  says  that  he  looked  at  it,  and 
seeing  the  name  of  Macfarlane  <k  Co,^  which  of  course  he  knew  because  he  was 
Foulds  agent  and  knew  that  Foulds  and  Macfarlane  had  the  relationship  which 
in  fact  subsisted  between  them,  thought  that  Ehrmann  Brothers^  Ld.y  who 
20  seem  to  be  persons  not  very  acceptable  to  the  trade,  were  selling  the  Plaintiffs* 
whisky,  and  he  spoke  to  Mr.   Turner  one  of  the   Plaintiffs  about  it.      Mr. 
Turner  also  seems  to  have  been  rather  startled  at  this  state  of  things,  and  the 
scheme  which   I   am  going  to   describe  was  arranged  between    tiiem.    Mr. 
Faulkner  wrote  under  the  name  of  "  Shorland "  asking  for  certain  sample 
25  bottles,  and  he  used  the  name  of  ^'  Shorland  "  to  conceal  his  identity,  and  he 
received  certain  sample  bottles  and  the  invoice,  and  he  found  it  was  not  the 
Plaintiffs'  whisky.    Mr.  Faulkner  does  not  pretend  to  say  that  when  he  got 
the  whisky  he  was  deceived  at  all.    He  could  noc  be  because,  as  I  have 
poiniied  out,  the  label  is  totally  different,  and  was  described  as  coming  from 
30  Mcicfarlane  A   Co.  of  Glasgow,  and  he  knew  perfectly  well  that  his  firm 
was  Macfarla^ie  A  Go.  of  Paisley,    There  was  no  deception  at  all  on  him  for  he 
knew  he  was  getting  a  different  thing  to  what  he  ordered.     He  wrote  to  find 
out  and  he  found  out  that  it  was  not  the  Plaintiffs'  whisky.    That  is  the  end  of 
that  list.  It  comes  to  nothing  more  than  this  :  that  Faulkner  who  is  an  expert  in 
35  these  matters  and  who  of  course  knew  Macfarlane^ s  name  very  well,  because  he 
was  their  agent  or  Foulds'  agent,  seeing  their  name  in  this  list  wanted  to  find  out 
what  it  meant  and  he  found  out.    The  next  was  a  man  named  Masters,  who  is  a 
Director  of  a  Company  of  spirit  merchants  in  Mark  Lane.      He  says  he  saw  the 
pink  list  about  eighteen  months  ago.     He  seems  to  be  as  struck  as  Faulkner 
40  was  by  the  appearance  of  Macfarlane  in    Ehrmanns^  list.     When  he  saw 
Turner,  one  of  the  Plaintiffs,  he  questioned  him  about  it  and  said  that  if  it  was 
the  Plaintiffs'  whisky  which  was  being  sold  through  h'hrmanns*  he  would  have 
nothing  further  to  do  with  Macfarlane  &  Go,,  because  Ehrmann  Brothers,  Ld. 
were  so  distasteful  to  him  that  he  would  not  have  had  anything  to  do  with 
45  them,  if  that  were  through  them.     That  is  the  end  of  Masters  evidence.     He 
found  out  what  we  all  know  ;  that  in  point  of  fact  this  was  not  the  Plaintiffs' 
whisky  at  all.    The  other  witness  was  a  man  named  Thompson,  who  lives  at 
Huddersfield  and  he  has  known  the  Plaintiffs'  whisky  for  about  two  and  a-half 
years.      In  January  or  February  1903,  he  saw  a  pink  list  and  he  thought  it 
50  referred  to  Macfarlane  A  Go,  of  Paisley.     He  put  himself  into  communication 
with   the  Trade  Protection  Association,  and   Newton,  who  is  another  of  the 
Plaintiffs,  was  taxed  with  supplying  Ehrmanns  with  it.     Thompson  said  that  if 
that  was  so  he  should  consider  whether  he  would  give  them  any  further  orders, 
if  they  allowed  the  Defendants  to  go  on  selling  their  whisky.    So  far  as  I  know 
S5  those  are  the  only  instances  at  all  of  anyone  who  has  been  deceived,  and  when 
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you  come  to  look  at  them  they  really  come  to  nothing  at  all.  The  other  evidence, 
to  summarise  it  shortly  only  comes  to  this.  There  are  eight  trade  witnesses, 
including  one  from  Scotland,  two  from  London,  and  others  from  other 
places,  and  this  man  Thompson^  whom  I  have  just  mentioned,  at  Hud- 
dersfield.  Their  evidence  simply  comes  to  this  that  they  have  known  of  5 
Foulds  A  Co,  and  they  have  brought  from  Ryder  generally.  They  were 
people  who  knew  Macfarlane  &  Co,'s  whisky  as  being  the  Plaintiffs'  whisky 
and  they  had  not  heard  of  anyone  else  who  supplied  the  whisky.  That 
is  the  whole  of  their  evidence.  Then  there  are  the  consumers,  one  from 
Glasgow,  one  from  Renfrewshire,  one  from  Paisley,  and  another  is  a  man  10 
named  Bailey  of  Twickenham,  who  is  an  oil  and  colourman,  and  he  has 
bought  the  Plaintiffs'  whisky  for  many  years.  He  seems  to  have  been  told  by 
somebody  that  it  was  a  very  good  whisky,  and  he  used  to  write  up  by  post  every 
now  and  again  and  have  three  gallons  of  it  at  a  time.  Those  are  the  only 
consumers  that  have  been  called.  What  does  that  evidence  come  to  ?  It  seems  U 
to.  me  that  it  does  not  come  to  more  than  this — this  is  common  ground  and  I  do 
not  understand  the  Defendants  to  dispute  it — that  Ma/]farlane  Is  Go.  of  Paisley 
blendetl  whisky  ;  they  were  not  distillers  at  alU  but  they  blended  whisky  or  it 
was  blended  for  them,  and  they  sold  it,  and  they  had  a  good  reputation  in  a 
•local  and  limited  area,  and  persons  bought  it,  and  bought  it  because  it  was  20 
Macfarlane  A  Co's  whisky.  They  had  always  bought  it  as  such  and  did  buy  it 
as  such.  But  the  Defendants  on  their  part  assumed  a  trade  name  which 
happened  to  be  Ma^^farlane  &  Co,  but  which  was  taken — subject  to  that  I  am 
going  to  say  next — without  any  knowledge  that  there  was  a  firm  of  Macfarlane 
Jk  Go.  of  Paisley  who  had  good  business,  which  either  the  Defendants  were  25 
desirous  of  intercepting  or  which  they  in  point  of  fact  did  intercept  by  that 
which  they  did.  I  do  not  think  it  is  proved  that  they  did  either  the  one  or  (he 
other. 

It  only  remains  to  state  something  further  as  to  the  knowledge  which  Mr. 
Ehrmann  had  in  1897  of  the  existence  of  Macfarlane  A  Go.  of  Paialey,  I  30 
think  that  he  had  some.    It  is  proved  that  in  1882  there  bad  been  put  on  the 
Trade  Marks  Register  a  label  "  Fine  old  Scotch  Whisky,  D.  Macfarlane  <tf  Co^ 
"  Paisley,"  with  the  device  and  "  M  "  and  a  couple  of  arrows  above  it.    The 
person  who  registered  that  mark  was  *'*'  Daniel  Macfarlane  for  and  on  behalf  of 
"  the  firm  of  D.  Macfarlane  A  Co.^  29,  Lady  Lane,  Paisley,  Renfrew,  N.B.,  36 
*'  Spirit  Merchants."    When  Ehrmann  in  1897  was  desirous  of  registering  a 
certain  other  label  with  the  signature  of  Macfarlane  A  Co.  he  employed  a  Patent 
Agent  named   Wildbore^  who  has  told  us— and  the  letters  which  have  been 
looked  into  bear  out  his  statement — ^that  when  the  registration  of  that  mark 
of  1897  was  under  consideration  the  Comptroller  called  attention  to  this  mark  of  40 
1882  of  D.  Macfarlane  A  Co.^  Lady  Lane,  Paisley.    Mr.  Ehrmann  therefore 
knew    in    1897    that    there    had    been  and  there  might  be  still  a  firm  of 
Z>.  Macfarlane  A  Co.  of  Paisley,  and  so  far  as  appears  he  did  nothing  further. 
1  think  that  incident  begins  and  ends  there.    He  did  not  concern  himself  as  to 
whether  they  were  still  existent,  and  he  did  not  abstain  from  registering  his  45 
label  with  the  signature  '*  Macfarlane  A  Co,''  by  reason  of  the  knowledge  which 
I  think  certainly  he  did  that  that  firm  existed.    That  does  not  lead  me  to 
qualify  the  opinion  I  have  formed  irrespeciive  of  that  fact.    Whether  he  ought 
to  have  made  more  inquiry  I  am  sure  I  do  not  know.     By  that  circumstance  I 
am  by  no  means  satisfied  that  he  assumed  this  name  of  Macfarlane  A  Oo.^  in  5i) 
order  to  intercept  and  get  the  benefit  of  the  trade  of  this  firm  of  Macfarlane  A 
Co.^  of  Paisley,  which  at  that  time  was  of  exceedingly  modest  dimensions — 
1897  was  it«  lowest  point. 

The  result  of  the  whole  case  as  it  seems  to  me  is  this  ;  that — however  IHtle 
th^  Court  may  approve  of  a  firm  taking  another  Rsune,  which  i^  not  their  own,  for  55 
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the  purpose  of  putting  forward  a  firm  whose  name  is  put  forward  as  the  vendor  or 

sellers  of  the  whiskies  of  another  firm  which  in  point  of  fact  does  not  exist 

and  as  to  which  the  buyer  might  possibly  have  had  some  ground  of  complaint — 

the  PlaintiflFs  have  failed  to  show  that  in  doing  that  thing  the  Defendants  did 

5  anything  which  intercepted  or  tended  to  intercept  the  trade  of  the  Plaintiffs. 

The  whole  case  really  turns  on  the  determination  of  the  pure  question  of 

fact :  Did  or  did  not  the  act  which  the  Defendants  do,  produce,  or  is  it  calculated 

to  produce,  the  result  of   intercepting  the  Plaintiffs'  trade  ?      I  answer  that 

question  in  the  negative.     I  therefore  think  that  this  action  fails,  and  I  dismiss 

10  it,  and  in  dismissing  it  I  do  not  see  why  any  other  result  should  ensue  when  a 

plaintiff  comes  here  with  a  cause  of  action  which  he  cannot  maintain,  and  so  I 

dismiss  it  with  costs. 

Asthury,  K.C. — Then,  my  Lord,  there  is  the  motion  to  take  this  mark  off  the 
Register.    I  presume  from  your  Lordship's  Judgment  that  that  must  succeed. 
15       Buckley,  J. — What  do  you  say,  Mr.  Buckmaster  ? 

Buckmaater,  K.C  — I  will  just  say  a  word  to  my  client.    [The  learned  Counsel 

consulted  with  his  client].     I  have  spoken  to  my  client,  my  Lord.     Both  from 

what  your  Lordship  has  said  and  from  the  facts  as  we  now  know  them  I  think 

it  would  be  difficult  for  me  to  contend  that  the  signature  was  the  signature  of  a 

20  then  existing  firm,  and  on  that  ground  I  will  consent  to  the  Register  being 

rectified.     I  say  on  that  ground  because,  of  course,  many  other  grounds  have 

been  alleged  in  the  Notice  of  Objections  that  they  have  given  to  us.     It  is  only 

on  that  ground  that  I  accede  to  it.     That  would  follow,  of  course,  with  the 

usual  consequences  too.     There  is  only  one  thing  further.     Mr.  h'hrmann  wants 

25  me  to  say  that  if  your  Lordship  thinks  there  is  any  reasonable  alteration  that  he 

ought  to  make  in  his  style  of  trading,  he  would  be  willing  to  do  it  as  a  pm^ely 

voluntary  act  on  his  part     He  does  not  want  to  trade  so  as  to  interfere  with 

other  people's  business.     He  offers  to  say  *'  not  connected  with  any  t)ther  firm  of 

"  Macfarlane  &  Gf>y    He  will  put,  as  he  has  put,  "  of  Glasgow  "  in  every  one 

30  of  his  lists.     If  that  will  help  the  Plaintiffs,  it  shall  be  done. 

Asthnry,  K.C. — I  do  not  want  to  assent  to  anything  now  which  would  prevent 
my  clients,  if  they  are  so  advised,  trying  their  fortune  elsewhere. 

Buckley,  J, — By  all  means  reserve  your  right  of  going  elsewhere,  but  I 
should  have  thought,  apart  from  that  which  you  might  hold  entirely  in  reserve, 
<H5  an  alteration  under  which  the  Defendants  may  so  cease  to  do  it  ought  to  be 
accepted.    You  v/ill  put  it  on  the  first  page,  of  course  ? 

Buckmasiery  K.C. — The  Defendants  will  put  it  wherever  they  put  "  Macfarlane 
"  &  Co.,  of  Glasgow,"  and  they  will  say  *'  not  connected  with  any  other  firm  of 
"  Macfarlane  &  Co." 
40       Buckley,  ./^.—Nobody  wants  to  preclude  the  Plaintiffs  from  going  to  the  . 
Court  of  Appeal,  of  course,  but  if  they  determine  not  to  go  to  the  Court  of 
Appeal,  they  are  willing  to  accept  this  offer  that  the  Defendants  will  put  on  theiir 
lists, "  of  Glasgow,"  and  "  not  connected  with  any  other  firm  of  Macfarlane  &  Co."  ? 
Astbury^  K.C. — Certainly,  my  Lord. 
45       Buckma^ter^  K.C. — The  Defendants  are  not  going  to  destroy  existing  lists,  or 
anything  of  that  kind,  but  they  will  put  it  in  all  future  lists. 

Astbury,  K.C. — I  am  asked  to  mention  that  the  costs  of  the  Comptroller  will 
have  to  be  provided  for. 

Bttckmaster,  K.C. — They  must  be  paid  by  us.    We  cannot  help  it. 
ftO       Astfjury,  K.C. — There  is  one  matter  in  connection  with  the  Motion,  and  that 
is  your  Lordship  allows  it  with  costs  ? 
Buckley,  c7.— Yes. 

Asthury^  K.C,  asked  for  some  direction  about  the  taxation  of  these  costs,  as 
the  Plaintiffs  had  given  notice  they  would  tile  no  evidence,   but  would  rely 
55  on  that  given  in  the  Action. 
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BUOKLBY,  J. — There  will  be  no  costs  of  any  evidence,  if  no  evidence  has  been 
filed. 

Astbury^  K.C. — We  have  given  verbal  evidence. 

Buckley,  J. — You  have  not  given  any  evidence.    I  only  took  the  evidence 
in  the  Action.    The  Motion  was  purposely  left  until  after  the  Action  was  over.  5 
The  costs  of  the  Motion,  which  are  given  to  you,  will  not  include  any  costs  of 
evidence.    There  has  been  no  evidence  given. 

Astlmryy  K.C. — I  thought  that  the  letter  we  wrote  was  a  proper  one,  viz., 
that,  as  the  evidence  we  should  file  on  the  Motion  should  only  be  repeating  the 
evidence  we  proposed  to  give  in  the  Action,  we  should  rely  on  the  evidence  10 
given  viva  voce  in  the  Action. 

Buckley,  J. — But  you  could  not  do  that.  I  refuse  to  treat  it  in  that  way. 
I  simply  put  the  Motion  in  after  the  Action,  leaving  the  question  of  what  should 
be  done  with  the  evidence  to  be  considered  then.  I  have  made  no  Order  except 
by  consent.  15 
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Before  Mr.  Justice  Joyce. 

March  2nd,  3rd,  4th,  5th,  8th,  9th,  12th  and  14th,  1904. 

Imperial  Tobacco  Company  (of  Great  Britain  and  Ireland),  Ld.  v. 

purnell  and  co.  20 

Passing-off. — "  Get-up^ — Narrow  red  hand  round  cigars. — Common  to  the 
trade. — Name  of  brand. — Fraud  neither  alleged  nor  proved. — Judgment  fw* 
Defendants. 

The  predecessors  of  the  Plaintiffs^  wJio  were  cigar  manufacturers ^  in  ISSS 
commenced  to  sell  cigars  under  the  name  "  Marcella^^'*  and  having  round  them  25 
a  narrow  hand  of  red  paper  five  thirty-seconds  of  an  inch  in  widths  unth 
the  name  of  the  brand  printed  thereon  in  white.  They  contended  thai  these 
cigars  were  so  well  known  and  so  much  asked  for  as  "  narrow  red  band  •' 
cigars^  as  to  entitle  them  to  an  injunction  restraining  the  sale  by  the  Defendants 
of  cigars  hearing  similar  bands  three-sixteenths  of  an  inch  in  tvidth^  and  30 
sold  under  the  name  •*  Purnellay  It  apj^eared  that  tlie  Plaintiffs  first  knew 
of  the  Defendants^  cigars  in  1901^  although  the  Defendants  alleged  that  they 
h((d  sold  "  Purnella  "  cigars  since  1882  in  large  quantities^  and  other  cigars 
bearing  similar  hands  since  1878.  Evidence  was  also  given  of  other  long 
uses  0/  cigar-bands  of  praetically  the  same  undth  and  style.  35 

Held  (i)  that  a  plain  red  hand  for  cigars  of  whatever  width  was  common 
and  open  to  the  trade ;  {2)  that  the  Defendants*  red  hand  was  sufficiently 
distinguis?ied  from  aU  other  red  hands  by  the  name  "  Purnella  "  ;  and  (3)  that 
even  if  the  Plaintiffs  had  used  a  narrow  red  hand  to  a  greater  extent  than  any 
other  manufacturer^  that  gave  them  no  exclusit>e  right  thereto.  The  Action  40 
was  dismissed^  with  costs. 
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The  PlaintiflEs,  the  Imperial  Tobacco  Company  {of  Great  Britain  and 
Ireland)^  Ld.y  carried  on  in  London  and  in  many  other  places  a  large  bnsiness 
as  mann&ctnrers  and  vendors  of  tobacco  and  cigars.  They  carried  it  on  in 
succession  to  several  firms  whose  business,  goodwill,  trade  marks,  and  trade 
5  names  were  vested  in  them.  Among  these  firms  was  a  firm  trading  under  the 
style  or  firm  name  of  Allen  Brothers^  who,  about  1888,  adopted  the  title  of 
"Marcella'*  as  the  name  of  a  new  brand  of  cigars  which  they  put  upon 
the  market  with  a  narrow  band  of  red  paper  about  five  thirty-seconds 
of  an  inch  in  width  encircling  each  cigar,  and  carrying  the  name  *'  Marcella.'* 

10  Their  sales  of  these  cigars  rapidly  increased,  and  the  average  quantity  sold  in 
each  month  of  the  year  prior  to  the  trial  was  over  one  million.  By  reason  of 
the  distinctiveness  of  the  band,  the  Plaintiffs  alleged  that  soon  after  their 
introduction  on  the  market,  and  continuously  since,  the  cigars  were  commonly 
asked  for,  and  ordered,  and  spoken  of  bv  the  names  "  Narrow  Red  Band  Cigars," 

15  •*  Little  Red  Band  Cigars,"  '*  Red  Banders,"  *'  Narrow  Red  Banders,"  and  similar 
names  referring  to  the  "Red  Band"  or  "Narrow  Red  Band,"  and  that  any  one 
who  asked  for  or  ordered  cigars  by  any  such  name  intended  and  expected  to 
receive  the  PlaintiflE  Company's  "  Marcella  "  cigars,  and  no  others. 

In  their  Statement  of  Claim,  the  Plaintiffs  alleged  "  that  it  was  in  1901  that 

20  **  they  were  informed  that  John  Purnell^  who  carried  on  business  as  a  wholesale 
^*  cigar  merchant  at  Shoreham,  in  Sussex,  and  whom  they  now  sued  as  Purnell 
**  and  Go.y  was  selling  cigars  bearing  narrow  red  bands  similar  to  their  own,  but 
•*  with  the  word  '  Purnella '  instead  of  the  word  '  Marcella.' "  The}-  then 
communicated  with  the  Defendants,  but,  receiving  no  supply,  and  being  unable 

25  to  meet  with  any  such  cigars,  concluded  that  they  had  been  misinformed.  In 
November,  1902,  they  renewed  their  investigations,  and  in  January,  1903, 
discovered  such  cigars  of  the  Defendants  on  sale  in  the  South  of  England  at 
a  price  cheaper  than  that  of  the  Plaintiffs'  cigars.  They  thereupon  issued  the 
writ  in  this  action. 

30  By  their  Defence  the  Defendants  denied  that  the  Marcella  cigars  were 
spoken  of  by  the  names  in  question  except  for  the  purposes  of  trap  orders ; 
they  alleged  that  various  other  cigar  makers  had  used  similar  narrow  red 
bands,  and  said  that  they  had  not  replied  to  the  letters  received  from  the 
Plaintiffs  prior  to  these  proceedings  because  they  regarded  them  as  idle  threats 

35  (1)  in  view  of  the  long  user  of  their  own  narrow  red  bands,  and  (2)  the 
common  use  in  the  trade. 
The  action  came  on  for  trial  before  Mr.  Justice  JOYCE  on  2nd  of  March  1904. 
NeuillCy  K.C.,  Astbury,  K.C.,  BankeSy  K.C.,  and  Sebastian  (instructed  by 
McKenna  A  Go,\  appeared  for  the  Plaintiffs. 

40  Walter  and  St.  John  Morrow  (instructed  by  C.  Urquhart  Fisher)  appeared 
for  the  Defendants. 

Nevilley  E.C.,  opened  the  Plaintiffs'  case,  shortly  stating  the  facts. 
The  Plaintiffs'  witnesses  were  then  called.    E.  J.  Lambert,  manager  of  the 
"  Lambert  A  Butler  "  branch  of  the  Plaintiff  Company,  described  the  origin  of 

45  and  trade  in  the  cigars  in  question.  A  number  of  trade  witnesses,  including 
/'.  Gage,  Swansea  ;  Jesse  Saxby,  Kilbum  ;  T  S.  Bowles,  Cardiff  ;  A.  Jackman, 
Glasgow  ;  H.  W. Styles,  Brighton  ;  V.  A.Stewart,  Southend-on-Sea ;  A.  F.  May, 
Ryde  ;  J.  H.  Thompson,  Brighton ;  W.  Dickinson,  Manchester ;  J.  P.  Bums, 
Glasgow  ;  D.  W.  Anderson^  Glasgow  ;  W.  R.  Rowland,  Redhill ;  T  C.  Dolan, 

50  Liverpool ;  A.  Hughes,  Reading  ;  W.  J.  Lovett,  Birmingham  ;  F.  Knight,  West 
Bromwich  ;  G.  Towill,  Exeter  ;  H.  Brabeer,  Portsmouth  ;  J.  R.  Miller,  Reigate  ; 
and  AT.  S.  Harvey,  Portsea,  gave  evidence  to  the  effect  that  for  a  period  going 
back  thirteen  years  they  haS  heard  the  term  "  narrow  red  band "  applied  very 
frequently  to  "  Marcella  "  cigars,  and  had  not  ever  heard  it  applied  to  any  other 

55  cigar.  A  number  of  customers  gave  similar  evidence,  including  a  carpenter 
who  smoked  "  two  or  three  shillings  worth  a  week  and  knew  them  as  often  as 
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"  '  narrow  red  band  cigars '  as  '  Marcellas/  "  and  a  frequent  smoker  who  said  it 
was  six  months  before  he  noticed  the  name  "  Marcella  "  on  the  band.  [JOYCE,  J. 
— Nobody  smokes  a  cigar  without  looking  at  the  band  I — Neville,  K.C. — Well, 
my  Lord,  I  positively  deny  that,  because  I  have  smoked  many  cigars  and  always 
take  the  band  off.]  H,  J.  Walsh,  a  secretary  to  the  Plaintiff  Company,  deposed  5 
as  to  being  handed  ''  Purnella  "  cigars  in  response  to  orders  in  January  1904  for 
"  narrow  red  band  cigars"  at  several  hotels,  including  the  "Crown  Inn"  ai 
Portslade,  kept  by  one  Oreenyer,  who,  as  he  alleged,  said,  "  They  are  cheap,  but 
^*  a  lot  of  people  think  they  are  '  Marcellas.'  " 

On  behalf  of  the  Defendants,  a  body  of  evidence  was  given  to  the  effect  ths^  10 
the  term  "  narrow  red  brand  "  did  not  exclusively  denote  the  Plaintiffs'  cigar& 
and  that  a  number  of  different  brands   of  cigars  bearing  narrow  red  bands  of 
practically  the  same  width  had  been  on  the   market  for  many  years,  e.g*^ 
^'  Cuba  House,"  "  Prince  Imperial,"  "  Hay  ward's  Special,"  "  Sherwood  Rangers,*' 
"  Flor  Fina "  and  others.      This  evidence  was  given  by  T.  J.  h'letcJier  and  15 
A.  H.  Dexter,  both  of  Nottingham  ;  A,  S,  Oatlow,  Leicester  ;  G,  Tyler,  Sheffield 
and  Nottingham ;   A.  Bottomley,  Halifax ;    0.  J.  Freeman,  Hoxton ;    C.  M. 
Smeaton  and  F,  Wooll,  traveller  and  secretary  to  Rohins(m  A  Bamsdale,  Ld,, 
Nottingham ;   A.  J,  Temple,  Hammersmith ;   D,  Lyons,  of  Stepney,  who  had 
manufactured  "  Purnella  "  cigars  for  the  Defendants  for  the  last  four  years,  for  580 
three  of  which  he  had  put  the  narrow  red  bands  upon  them  ;   W,  H.  Newfnan, 
London  ;  J.  Moore  of  the  Tobacconists'  Sup/dy  Syndicate,  London  ;  W.  Thorpe^ 
]Liondon,  and  others.     O.  Greeny er,  landlord  of  "The  Crown  Inn,"  Portslade^ 
denied  making  the  above-mentioned  remarks  imputed  to  him,  and  said  that  his 
words  were :  *'  I  do  not  know ;  they  might  look  a  little  like  them  ('  Marcellas '),  25 
"  but  they  are  not  the  same  price."    The  Defendant  John  PtirneU  deposed  that 
in  1878  he  had  sold  cigars  called  "  La  Nettie,'*  afterwards  "  La  Nellie,"  bearing 
iiarrow  red  bands  with  those  names  in  white  letters  upon  them  ;  that,  although 
his  books  did  not  show  sales  of  "  Purnellas  "  earlier  than  1894,  he  had  in  fad; 
sold  them  from  1882  or  1883,  and  at  an  average  of  30,000  a  year  for  the  last  30 
10  years ;  and  that  he  had  never  heard  of  the  Plaintiffs'  "  Marcella "  cigars 
before  1897. 

Walter,  sunmied  up  the  Defendants'  case. 

Neville,  K.C.,  in  reply.      The   Plaintiffs  are  entitled  to  the  injunction  for 
which  they  ask,  both  because  of  the  probability  of  deception  by  means  of  the  35 
narrow  red  band,  and  having  regard  to  the  manner  in  which  the  Defendants 
adopted  the  name  "  Purnella." 

JOYCB,  J. — ^This  case  has  occupied  a  very  long  time,  and  no  doubt  a  great 
deal  of  money  has  been  spent  in  the  contest,  but  I  think  now,  as  I  have  thought 
aU  along,  it  really  can  be  disposed  of  in  a  very  few  words.  40 

I  am  of  opinion  that  the  Plaintiffs  have  not  and  cannot  have  a  monopoly  in 
any  particular  width,  or  length  if  you  please,  of  a  plain  red  band,  the  use  of 
such  band — a  plain  red  band — ^being  common  and  open  to  the  trade.  Secondly, 
I  am  of  opinion  that  the  red  bands  of  the  Defendant,  each  of  which  is  plainly 
stamped  with  the  word  "  Purnella,"  are  well  and  sufficiently  distinguished  45 
from  all  other  red  bands,  including  the  somewhat  narrower  band  of  the 
Plaintiffs,  who  as  a  nuitter  of  fact,  plainly  stamp  all  their  bands  with  the  word 
"  Marcella.".  Every  cigar  manufacturer  or  tobacconist  in  this  country  is 
entitled  to  make  or  sell  cigars  of  any  size  or  shape  he  pleases,  and  no  one  can 
doubt  that  the  practice  of  applying  bands  to  cigars  for  sale  is  common  and  open  50 
to  the  trade.  It  was  not  contended  before  me,  nor  is  it  the  fact,  that  any 
manu&cturer  or  dealer  is  not  entitled  to  apply  to  his  cigars  a  band  of  every  or 
any  cdoar  he  may  from  time  to  time  prefer,  just  as  much  as  a  grocer  may  wrap 
4ip  and  sell  a  pound  of  tea  in  paper  of  any  colour  he  pleases. 

No  complaint  was  made  before  me  as  to  the  use  of  the  word  '*  Purnella,"  and,  55 
if  tfioh  complaiiit  Jiad  been  made,  no  ground  for  it  has  been  eatablislied  before 
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me.  The  claim  of  the  Plaintiffs  is  that  no  one  bnt  themselves  is  entitled  to  use 
fop  cigars  a  plain  narrow  red  band  like  that  nsed  by  them,  whatever  may  be 
the  legend  or  letters  npon  it.  I  make  the  Plaintiffs'  band  to  be  five  thirty- 
seconds  of  an  inch  in  width.  The  Plaintiffs  complain  of  the  Defendant's  band 
5  which  is  abont  three-sixteenths  of  an  inch  in  width.  As  I  understand,  the 
Plaintiffs  do  not  complain  of  a  red  band  as  wide  as  about  a  qnarter  of  an  inch  in 
width.  Whether  or  not  they  would  complain  of  a  red  band  of  less  width  than 
their  own  I  do  not  know,  and  I  think  they  have  discreetly  declined  to  state. 
This  is  the  first  time  I  have  ever  heard  of  such  a  thing  as  a  right  to  a  monopoly 

10  in  any  particular  width  in  a  common  band  or  anything  of  the  kind.  The  size 
or  colour  of  the  band,  or  particular  width  of  the  band  is  incapable  of  registration, 
and  its  use  cannot  be  protected  under  any  Statute  in  force  in  this  country.  The 
Plaintiffs  to  succeed  must  make  out  that  the  use  of  a  narrow  red  band  by  the 
Defendant  was  fraudulent  in  its  origin,  or  has  become  so  since  by  reason  of 

15  his  having  notice  of  what  the  Plaintiffs  were  doing.  The  Statement  of  Olaim' 
does  not  allege,  nor  in  my  opinion  is  there  any  ground  for  suggesting,  that  thwe* 
has  been  any  actual  fraud  in  the  Defendant,  or  that  there  has  been  any  attempt* 
or  intention  on  his  part  to  steal  the  Plaintiffs'  trade.  In  my  opinion  the* 
Dffendant  is  a  perfectly  honest  trader. 

20  Upon  the  evidence  I  am  not  satisfied  that  the  use  of  a  narrow  red  band,  when' 
adopted  by  the  Plaintiffs'  predecessors,  was  novel  or  peculiar  to  them.  I  think 
such  a  band  was  probably  used  quite  as  early,  if  not  earlier,  by  other  people, 
if  not  by  the  Defendant  himself.  He  has  certainly  used  it  for  many  years, 
and  it  has   been  used  at  various  times  by  different  persons,  though  man^ 

25  of  iheae  have  been  intimidated,  I  think  I  may  say,  by  the  Haintiffs  into* 
giving  it  up. 

I  do  not  doubt  that  the  Plaintiffs  have  nsed  and  do  use  a  narrow  red  band  to 
a  greater  extent  than  any  other  manufacturer;  but  this  does  not  confer  an^ 
excluaive  right  upon  them.    The  only  shadow  of  a  foundation  for  the  Plaintiffs* 

90  claim  is  that  the  Plaintiffs'  cigars,  as  it  is  alleged,  have  been  occasionally  asked 
for  by  persons,  sometimes  in  jest  or  sometimes,  though  I  doubt  it,  because  they 
were  unacquainted  or  imperfectly  acquainted  with  the  proper  designation  of 
these  cigars,  as  a  cigar  with  "  a  red  band "  or  **  narrow  red  band,"  which  no 
doubt  it  is.    If  and  so  far  as  the  Plaintiffs'  cigars  have  been  asked  for  by  **  a  red* 

35  **  band  "  I  think  that  is  immaterial,  for  a  red  band  is  open  to  the  trade.  If  and 
so  far  as  they  have  been  asked  for  by  "  a  narrow  red  band  "  that  is  somewhat 
different,  but  I  am  of  opinion  that  the  extent  to  which  this  has  been  done  has 
been  very  much  exaggerated  by  some  of  the  witnesses  on  behalf  of  the  Plaintiffs, 
and  the  fact  of  an  article  being  occasionally  asked  for  by  a  characteristic 

40  common  to  itself  and  others  which  is  open  to  the  trade,  gives  no  right  to  a 
monopoly  of  that  characteristic.  I  am  of  opinion  that  a  matter  of  one,  or  two,  or 
three-sixteenths  of  an  inch  in  difference  in  the  width  or  narrowness  of  a  band, 
which  is  open  to  the  trade  to  use,  cannot  make  the  thing  ^'  distinctive  "  in 
the  sense  in  which  that  term  is  used  in  cases  of  this  kind.    In  the  present 

45  case  the  proper  and  sufficient  distinction  is  in  the  name  on  the  band. 

In  my  opinion  the  case  is  not  like  that  of  Beddaway  v.  Banham  (12  R.P.C.  83  ? 
L.R.,  1895,  1  Q.B.  286 ;  13  R.P.C.  218  ;  L.R.,  1896,  App.  Cas.  199),  where  the 
Jury  foimd  that  **  camel  hair  belting  "  meant  belting  made  by  the  Plaintiff,  as 
distinguished  from  belting  made  by  other  manufacturers,  but  it  is  more  like  the 

58  case  of  the  Cellular  Clothing  Company y  Ld.  v.  Maxton  and  Murray  (15  R.P.C. 
581 ;  L.R.,  1899,  App.  Oas.  326),  where  it  was  held  that  the  word  «  Cellular  " 
was  an  CNrdinary  English  word  which  appropriately  and  conveniently  described 
the  cloth  by  which  the  goods  sold  by  the  Respondents  were  manufactured,  bat 
the  term  had  not  been  proved  to  have  acquired  a  secondary  or  special  meaning 

55  BO  as  to  denote  only  the  goods  of  the  Appellants.  If  I  am  bound  to  state  my 
opinion  1  do  state  that  it  has  not  been  proved  in  this  case  that  the  words  '*  narrow 
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"  red  band,"  in  connection  with  cigars,  have  acquired  such  a  secondary  or  special 
meaning  as  to  denote  only  the  goods  of  the  Plaintiffs. 

I  am  of  opinion  that  the   Plaintiffs'  cigars  and  the  Defendant's  cigars  are 
perfectly  distingnishable  in  the  market  by  any  customer  whose  peculiarities 
can  be  rightly  regarded  by  the  Court  in  considering  cases  of  this  kind,  and   5 
I  think  a  passage  from  the  judgment  of  Lord  Justice  Bomsr  in  Pay  ton  and 
Co.^  Ld.  V.  Snelling^  Lampard  and  Go,^  Ld,  (17  R.P.C.  57)  which  judgment 
was  expressly  approved  by  the  House  of  Lords  (17  R.P.C.  628)  applies  to  this 
case  :  "  It  seems  to  be  a  sort  of  popular  notion   of  some   witnesses    that  in 
"  considering  whether  customers  are  likely  to  be  deceived  you  are  to  consider  10 
"  the  case  of  an  ignorant  customer  who  knows  nothing  about,  or  very  little 
"  about  the  subject  of  the  action.    That  is  a  great  mistake.     The    kind  of 
**  customer  that  the  Courts  ought  to  think  of  in  these  cases  is  the  customer 
"  who  knows  the  distinguishing  characteristics  of  the  Plaintiff's  goods,  thoee 
**  characteristics  which  distinguish  his  goods  from  other  goods   on  the  market  15 
**  so  fer  as  relates  to  general  characteristics.    The  customer  must  be  one  who, 
**  knowing  what  is  fairly  common  to  the  trade,  knows  of  the  Plaintiff's  goods 
•*  by  reason  of  these  distinguishing  characteristics.    If  he  does  not  know  that, 
"  he  is  not  a  customer  whose  views  can  properly,  or  will  be  regarded  by  this 
"  Court.    Otherwise,  see  what  would  happen.    There  are  many  customers  who  20 
**  have  very  little  knowledge  of  goods  on  the  market.     In  this  case  consider 
"  coffee  tins.     There  is   many  a  customer,  for   example,  who   deals   at   one 
"  particular  small  shop.    He  is  accustomed  to  have  his  coffee  sold  to  him  in  a 
**  round  tin  of  one  shape  and  in   a  red  colour.    He   knows  no   other  kind. 
**  Naturally  if  that  man  went  to  that  same  shop  and  was  served  with  a  tin  of  25 
**  the  same  size  and  the  same  colour,  knowing  no  other,  he  might  well  say, 
'*  ^  I  thought  this  coffee  was  the  same   as  the   coffee  that   had    always  been 
*'  *  served  to  me  in  this  shop,'  and  yet  it  might  turn  out  that  if  he  knew  the 
"  market  the  second    tin  was    perfectly  distinguishable  from  the   first,  and 
"  that  the  only  relation  between  the  two,  the  shape  of  the  tin  and  the  colour,  30 
**  was  perfectly  common  to  the  market.    A  customer  like  that  must  not  be  regarded 
**  or  considered  in  dealing  with  cases  of    this    class,   and    I   think   that  the 
"  Plaintiffs  in  cases  of  this  kind  are  too  fond  of  laying   hold  of  customers  of 
the  class  I  have  been  referring  to,  persons  of  an  ideal  character,  who  either 
"  are     particularly    innocent    or    too    easily  deceived ;    but    considering    the  85 
"  customers  whose  views  ought  to  be  regarded  in  a  case  of  this  kind,  I  cannot 
"  come  to  the  conclusion  that  the  Defendants'  tins  could  be  used  for  a  moment 
"  to    deceive    those    customers,'*     In   the   present  case    no  real  instance  of 
mistake  or  deception  by  reason  of  there  being  a  similarity  in  the  bands  used 
by  the  Plaintiffs  and  Defendant  respectively  has   been   proved,  though   both   40 
kinds  of  cigars  have   been  sold  for  years ;  moreover  I  distrust  the  evidence 
of  the  Plaintiffs'  witnesses  who  were  sent  to  endeavour  to  get  some  of   the 
Defendant's  cigars  sold  to  them  as  and   for  cigars   of   the   Plaintiffs,  and  I 
ought  to  add  this  that  I  do  not  believe  that  Mr.  Oreenyer  ever  made  the 
remark  attributed  to  him  by  one  of  the  Plaintiffs'  witnesses,  namely  that  45 
the  cigars  were  "  cheap  but  a   lot  of  people  think  they  are  *  Marcellas.' "     I 
do  not  believe  such  a  remark  was   ever  made.    There   is  no   evidence   that 
the  Defendant's  bands  have  done  the  Plaintiffs  the  slightest  harm,  I  do  not 
believe  that  the  Plaintiffs  have  sustained   one  farthing   damage  by  what  has 
happened.    In  my  opinion   this   is    an   attempt   to    acquire    a    monopoly  to  50 
which  the  Plaintiffs  are  not  entitled  and  to  oppress  other  people  and  I  can 
come  to  no  other  conclusion  on  the  whole  case  but  that  this  action  fails  and 
must  be  dismissed  with  costs. 
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In  the  High  Court  op  Justicb.— Chancery  Division. 

Before  Mr.  Justice  Kbkbwich. 

January  26th,  27th,  and  28th,  1904. 

WuRM  V.  Webster  and  Oirling. 


5  Trade  name  of  Band. — Action  for  injunction  to  restrain  Defendants  fr&m 
representing  their  Band  to  he  the  Plaintiff's  by  the  use  of  certain  names. — Action 
dismissed. 

W.  brought  an  action  against  W.  and  O.  to  restrain  them  from  representing 

any  band  other  than  the  Plaintiff^s  Band  to  be  the  "  White  Viennese  Band^'*  the 

10   "  White  Hungarian  Bandy'  or  the  "  White  Band^'  claiming  these  titles  as  the 

trade  names  of  his  Band.    At  the  trial  he  abandoned  his  case  as  to  the  two  last 

titles. 

Held,  that  the  Plaintiff  had  failed  to  establish  that  tike  title  '*  White  Viennese 
**  Band  '*  had  acquired  a  secondary  signification  as  denoting  his  Band  only^  and 
15  that  no  case  of  passing  off  had  been  established  against  tlie  Defendants^  and  the 
action  was  dismissed  with  costs. 

On  the  19th  of  November  1901,  Anton  Stanislaus  Wurm  commenced  an 
action  against  Webster  and  Oirling  and  Frank  Olivere  Charles  Harrington. 
The  Statement  of  Claim  was  as  follows  :— "  (1)  The  Plaintiff,  who  was  bom  in 

20  ^^  Austria,  is  the  proprietor  and  conductor  of  a  band  of  Austrian  and  Hungarian 
**  musicians,  known  as  *  The  White  Viennese  Band,'  *  The  White  Hungarian 
"  *  Band,'  and  the  *  White  Band.'  The  Defendant,  Harrington^  is  also  the 
"  conductor  and  proprietor  of  a  band,  which  is  generally  known  as  ^  Harrington! s 
'*  *'  Band,'  and  the  Defendants,  Webster  and  Girling^  are  theatrical  and  musical 

25  ^*  agents,  carrying  on  business  at  44  Upper  Baker  Street,  in  the  County  of 
*'  Ix>ndon.  (2)  The  Plaintiff's  said  band  has,  since  1891,  been  well  known 
^  throughout  this  country,  and  has  acquired  a  great  reputation  and  popularity 
^  under  the  said  names  or  some  or  one  of  them,  and  it  has  always  worn  and 
^'  been  distinguished  by  a  white  uniform.     No  other  band  is  known  or  has 

30  * "  acquired  any  reputation  under  the  said  names  or  either  of  them,  nor  is  any 
"  other  band  well  known  or  distinguished  by  a  white  uniform,  and  the  use  of 
^  any  such  names  or  a  like  name,  or  the  same  uniform  or  a  like  uniform,  in 
"  connection  with  any  other  band  than  the  Plaintiff's  said  band,  is  calculated  to 
^  misleEul  and  deceive,  and  to  induce  the  belief  that  such  band  is  the  Plaintiff's 

35  '^  band.     (3)  About  the  beginning  of  the  month  of    September  1901,  the 
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"  Reverend  G.  H.  Oauldj  the  Rector  of  the  Church  of  St.  Paul,  in  the  city  of 
"  Winchester  (where  the  FlaintifTs  said  band  is  well  known  under  the  said 
"  names,  and  by  the  said  uniform),  applied  to  the  Defendants,  Messrs.  Webster 
*'  and  Qirling^  through  Messrs.  Teague  and  King,  music  sellers,  in  the  said 
"  city,  to  engage  '  The  White  Viennese  Band,'  meaning  thereby  the  PlaintiflTs  5 
"  said  band,  to  perform  at  the  Guildhall,  in  the  said  city,  on  the  3rd  of  October 
**  1901,  and  the  said  Defendants  agreed  to  engage  the  said  band  for  such 
"  performance.  (4)  The  said  Defendants  did  not  in  fact  engage  the  Plaintiffs 
"  said  band  for  such  performance,  but  arranged  with  the  Defendant,  Harrington^ 
"  that  he  (the  said  Defendant)  should  take  his  band  to  perform  at  the  place,  and  10 
'*  on  the  date  above-mentioned,  under  the  name  of  '  The  White  Viennese  Band,' 
"  and  the  said  Defendant's  should  be  passed  off  as  the  Plaintiff's  band.  (5)  By 
**  reason  of  the  arrangement  above  stated,  the  band  of  the  Defendant,  Harrington^ 
"  was  from  an  early  date  in  September  down  to  the  2nd  of  October  1901, 
"  extensively  advertised  for  the  said  performance,  as  well  in  newspapers  as  in  15 
"  posters,  in  and  about  the  said  city,  as  *  The  Celebrated  White  Viennese  Band,* 
"  and  on  the  3rd  day  of  October  1901,  as  *  Herr  Moritz  Francois*  White  Hungarian 
*'  *  Band,'  and  on  the  last-mentioned  date  the  Defendant,  ilarrm^ton,  and  his  said 
"  band  performed  at  the  said  Guildhall  under  the  said  names  or  one  of  them, 
**  and  the  members  of  his  said  band  were  dressed  in  a  white  uniform  similar  to  20 
"  that  worn  by  the  Plaintiff's  said  band,  and  by  reason  of  such  advertisement 
**  and  uniform  the  belief  was  induced  that  the  said  Defendant's  band  was  the 
"  Plaintiff's  band.  (6)  The  Defendants  have,  on  other  occasions,  particulars 
**  whereof  the  Plaintiff  cannot  at  present  give,  but  which  are  well  known  to  the 
''  Defendants,  passed  off  the  Defendant  Harrington's  band,  as  the  Plaintiff's  25 
^'  band,  and  they  threaten  and  intend  to  continue  to  pass  off  the  said  Defendant's 
"  band  as  the  Plaintiff's  band,  by  calling  it  or  advertising  it  by  one  or  more  of 
"  the  said  names  by  which  the  Plaintiff's  band  is  well  known,  or  by  some  name 
*•  similar  thereto,  and  by  using  a  white  uniform  similar  to  that  of  the  Plaintiff's 
^*  band  in  connection  therewith.  (7)  By  reason  of  the  premises  the  Plaintiff  30 
"  has  suffered  damage."  The  Plaintiff  claimed  •'  (1)  an  injunction  to  restrain 
'*  the  Defendants  and  each  of  them  from  advertising  or  in  any  way  representing 
"  any  band,  other  than  the  Plaintiff's  band,  to  be  *  The  White  Viennese  Band,' 
*•  or  *The  White  Hungarian  Band,'  or  « The  White  Band,'  and  from  advertising 
"  or  representing  in  any  way,  either  by  the  use  of  any  similar  name  or  of  a  white  35 
"  uniform  that  the  Defendant  Harrington's  band,  is  the  Plaintiff's  band.  (2) 
"  Damages." 

The  Statement  of  Defence  was  as  follows  :  "  (1)  As  to  paragraphs  1  and  2  of 
**  the  Statement  of  Claim,  the  Defendants  admit  that  the  Plaintiff  and  the 
"  Defendant,  Frank  Olivere  Charles  Harrington,  are  respectively  proprietors  40 
"  of  bands,  and  the  Defendants,  Webster  and  Oirling^  are  carrying  on  business 
'^  as  theatrical  and  musical  agent  as  alleged.    The  wearing  of  a  white  military 
**  or  quasi-military  uniform  is  found  by  the  conductors  and  proprietors  of  bands, 
^^  such  as  the  Plaintiff's  and  Defendant's  to  be  attractive,  and  the  Plaintiff  and 
**  Defendant    Frank   Olivere  Charles  Harrington,  are  accustomed  to  dress  45 
"  their  respective  bands  in  uniforms  of  that  colour.    Except  to  the  extent 
**  aforesaid,  paragraphs  1  and  2  of  the  Statement  of  Claim,  and  every  allegation 
^'  therein  contained  are  denied.    (2)  As  to  paragraphs  3  and  4  of  the  Statement 
"  of  Claim,  the  Defendants  say  that  on  or  about  the  29th   July  1901,  the 
**  Defendants,  Webster  and  Oirling,  received  from  Messrs.  Teague  and  King  in  50 
"  the  said  paragraph  3  mentioned  (but  not  from  the  Reverend  (7.  H.  OouU,  in 
'<  the  said  paragraph  also  mentioned)  an  application  as  to  the  cost  of  '  five  or 
"  *  six  members  of  the  White  Austrian  Band.'     By  that  expression  the  Plaintiff's 
"  band  was  not  meant  but  the  Defendant's  band,  or  alternately  any  band  dressed 
^'  in  a  white   uniform  of  the  character  above-stated,  which  the  Defendants,  55 
"  Webster  and  GKrling,  were  in  a  position  to  engage.    The  Defendants,  Webster 
^  and  Oirlingj  were  in  a  position  to  engage  the   Defendant  Frank  0.  C. 
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^^  Harrington's  said  white  uniformed  band,  and  a  clerk  of  theirs  replied  meaning 
**  to  give  a  quotation  as  to  the  coat  of  six  members  of  such  band.  The  Defendants, 
"  Webster  and  Oirlingy  did  not,  nor  did  the  said  clerk  mean  in  the  said  reply  to 
refer,  nor  did  they  refer  to  the  Plaintiff's  band,  nor  did  the  Defendants 
Webster  and  Oirling j  agree  to  engage  the  same.  By  a  mistake  the  said  clerk 
•*  in  the  said  reply  called  the  Defendant  F.  O.  G.  Harrington^ s  said  band  *  The 
**  *  White  Viennese  Band.*  It  is  by  the  Defendant,  F.  O.  G.  Harrington^  and  should 
"  have  been  by  the  said  clerk  described  as  *  The  White  Hungarian  Band,'  or 
**  (more  fully)  ^  Francois^ '  or  *  Herr  Moritz  Francois"  Wh\i»  Hungarian  Band,' 

10  "  *  Francois '  or  *  Herr  Moritz  Francois '  being  a  nom  d'orcJiestre  of 
**  the  Defendant,  F,  O.  G,  Harrington.  The  Defendant,  Harrington^  does 
**  not,  nor  do  the  other  Defendants  desire  that  the  phrases,  *  White  Viennese,' 
"  or  '  Viennese  White '  should  be  applied  to  the  Defendant,  Harrington* s  band, 
^^  and  disclaim  that  title  as  applied  thereto,  of  this  the  Plaintiff  is  well  aware. 

15  '^  The  Plaintiff's  band  is  not  well  known  in  Winchester  under  the  names,  or 
<*  by  the  uniform  in  the  said  third  paragraph  alleged,  or  at  all.  The  Defendants 
"  absolutely  deny,  that  the  Defendants,  Webster  and  Girling ^  arranged  with  the 
**  Defendant,  Frank  Olivere  Gfiarles  JSTarrtn^^on,  that  he  should  take  his  band  to 
<^  perform  as  alleged,  or  at  all,  under  the  name  of  ^  The  White  Viennese  Band,' 

20  "  or  that  the  Defendant,  Frank  Gharles  Olivere  Harrington's  said  band  should 
"  be  passed  off  as  the  Plaintiff's  band.  The  Defendant,  Frank  Gharles  Olivere 
*'  Harrington^  was  not  aware  of  the  correspondence  between  the  said  Messrs. 
**  Teague  and  King^  and  the  Defendants,  Webster  and  (Hrlingy  or  their  said 
"  clerk.    (3)  As  to  paragraph  5  of  the  Statement  of  Claim,  the  Defendants  deny 

25  '^  the  alleged  advertisements,  and  respectively  say  that  they  were  not  responsible 
^*  therefor,  if  the  same  in  fact  existed,  except  to  the  extent,  and  under  the 
<'  circumstances  following :  The  said  Messrs.  Teague  and  King,  on  the 
•*  17th  September  1901,  wrote  to  the  Defendants,  Webster  and  Oirling^  in 
«<  reference  to  the  said  portion  of  the  said  band  of  the  Defendant,  Harrington — 

30  ^^ '  Are  we  right  in  describing  it  as  a  part  of  Herr  Wurm's  band  ? '  meaning  the 
•*  Plaintiff's  band,  and  the  Defendants,  Webster  and  Qirlingy  replied  on  the 
"  18th  September  1901,  again  using  the  word  *  Viennese '  by  inadvertence  for 
"  •  Hungarian.'  *  The  band  must  be  advertised  as  *  Herr  Moritz  Francois'  White 
'*  •  Viennese  Band.'     It  is  in  every  respect  equal,  if  not  superior  to  the  one 

35  **  mentioned  by  you,  but  has  nothing  to  do  with  the  conductor  named.' 
^  Thereupon,  for  some  days  the  said  band  was  advertised,  as  in  the  said  letter 
**  directed.  The  Plaintiff,  asserted  to  the  said  Reverend  G.  H.  Oould^  and  or  to 
'*  the  said  Messrs.  King  and  Teague^  that  the  Defendant  Frank  Olivere  Gharles 
<*  Harrington's  band,  was  being  represented  as  his,  and  the  Defendants,  Webster 

40  ^^  and  Oirling^  on  hearing  of  his  allegation  through  their  solicitors,  offered 
«<  the  Plaintiff  the  engagement  for  his  band,  which  the  Plaintiff  refused.  Such 
<'  offer  was  made  to  avoid  any  possible  ground  of  complaint,  and  on  the 
"  Plaintiff's  refusal,  the  Defendants,  Webster  and  Oirling^  directed  Messrs. 
**  Teague  and  King  to  advertise,  and  they  did  in  fact  advertise  throughout 

45  **  Winchester,  as  follows  :  '  The  band  which  will  perform  to-day,  is  *  Francois* 
**  'White  Hungarian  Band'  and  not  *  White  Viennese '  as  accidentally  described.' 
«^  Members  of  the  Defendant's  said  band,  did  perform  at  the  Quildhall  in  their 
"  accustomed  white  uniform,  under  the  description  of  Fraficois'  or  Herr  Moritz 
«  Francois'  White  Hungarian  Band.    The  Defendants  do  not  admit  that  such 

50  ^*  uniform  is  so  similar  to  the  uniform  of  the  Plaintiff's  band  as  to  create 
«^  confusion,  and  in  any  event  the  belief  alleged  in  the  said  paragraph  has  not 
"  been  in  fact  induced,  or  alternatively,  if  it  was  the  Defendants  were  not 
**  responsible  therefor.  (4)  Paragraph  6  of  the  Statement  of  Claim,  and  every 
**  allegation  therein  is  denied.      (5)    The  Defendants    deny    the  damage  in 

55  ^  paragraph  7  of  the  Statement  of  Claim  alleged,  but  while  denying  liability  the 
<^  Defendants  have  paid  into  Court,  the  sum  of  £10  in  satisfaction  of  the  damages 
"  claimed  by  the  Plaintiff  herein." 
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By  his  reply,  the  Plaintiff  joined  issue  on  the  Defence,  but  accepted  as 
satisfaction  of  the  damages  claimed  the  sum  of  £10  paid  into  Court. 

The  action  came  on  for  trial  before  Mr.  Justice  Kbkbwioh  on  January  the  26th, 
1904.    Dickens^  K.C.,  Warrington^  K.C.,  and  Jessel  (instructed  by  Rus^U  and 
Amholz)  appeared  for  the  Plaintiff  ;  Danckwerts,  K.C.,  P.  O.  Lawrence,  K.C.,  5 
and    Rowlands    (instructed     by   Lermitte    and    Jerome)    appeared    for    the 
Defendants. 

KBKBWIOH,  J, — Notwithstanding  the  numerous  questions  which  have  been 
r&ised  and  discussed  in  the  course  of  this  trial,  I  think  the  case  may  very  well 
be  disposed  of  on  one  ground.  The  real  issue  is  whether  the  title  of  the  Plain-  10 
tiff's  band,  whatever  that  title  may  be,  has  acquired  a  secondary  meaning,  so 
that  it  is  now  known  as  his  band  without  the  use  of  his  name,  and  that,  when 
that  title  is  used,  everyone  who  ought  to  know  at  once  recognises  that  the 
Plaintiff's  band  is  referred  to,  and  no  other.  That  is  what  I  understand  is 
intended  by  a  secondary  meaning.  I  say  everyone  who  ought  to  know,  because  15 
it  cannot  be  supposed — and  was  not  supposed  in  the  cases  which  have  been 
referred  to — the  Stone  Ale  case  and  the  Yorkshire  Relish  case,  and  others — ^that 
all  the  world  knows,  and  that  it  is  universally  known.  It  is  only  known  to 
those  who,  either  from  the  trade  or  from  their  habits,  would  be  likely  to 
know.  20 

First,  I  have  to  ask  what  is  the  title  of  the  Plaintiff's  band  ?  He  put  forward 
in  his  Statement  of  Claim — and  he  adhered  to  it  in  his  Answer  to  Interrogatories 
— three  alternative  titles,  first,  "  The  White  Viennese  Band,"  which  I  may  say  at 
once,  to  save  repetition,  may  be  taken  to  be  synonymous  with  the  "  Viennese 
"  White  Band"  ;  secondly,  "The  White  Hungarian  Band"  ;  and  thirdly,  "The  25 
"  White  Band."  It  would  have  been  practically  impossible  for  him  to  have 
succeeded  in  that  claim,  because  I  think  it  is  inconceivable,  according  to  my 
knowledge  of  the  world  and  the  use  of  language,  that  the  Plaintiff  could  have 
proved  that  the  three  titles  of  his  band  had  all  acquired  secondary  meanings  so 
as  to  denote  his  band  and  his  band  only.  The  Plaintiff's  Counsel  discreetly  30 
gave  up  at  once  "  The  White  Hungarian  Band,"  and  at  the  conclusion  of  the 
Plaintiff's  evidence  he  also  gave  up  "  The  White  Band,"  with,  if  I  may  say  so, 
equal  discretion.  It  was  certainly  the  weakest  of  the  lot.  Again,  I  cannot  con* 
ceive  it  practically  possible  that  anyone  could  establish  a  title  to  "  The  White 
"  Band,"  so  that  nobody  else  could  call  their  band  "  White."  However,  we  have  35 
got  those  two  out  of  the  way,  and  I  need  say  no  more  about  them. 

The  question  is  whether  the  title  "  The  White  Viennese  Band  "  has  acquired 
a  secondary  meaning,  so  that  among  those  who  ought  to  know,  and  who  have 
opportunities  of  knowing,  who  deal  with  bands  in  one  way  or  another,  would  at 
once  conclude  when  they  heard  the  phrase  "The  White  Viennese  Band"  that  40 
the  Plaintiff's  band,  and  no  other  band,  was  intended.  That,  to  my  mind,  is  the 
issue. 

I  have  heard  a  great  deal  about  the  difference  between  Viennese  music  and 
other  music,  as  to  whether  there  is  a  conductor,  or  a  leader,  or  a  leader  who 
sometimes  conducts.    All  that  seems  to  me  to  be,  I  will  not  say  beside  any  45 
question,  but  beside  the  question  which  I  have  to  decide.     The  point  on  which 
I  propose  to  dispose  of  the  case  is  this.    The  Plaintiff  has  not  proved  to  my 
satisfaction  that  his  band  is  known  by  the  name  of  "The  White  Viennese 
"  Band,"  or  has  been  known  by  that  title  so  as  to  give  it  an  opportunity  of 
acquiring  a  secondary  meaning.    My  conclusion  on  the  evidence  is  that  the  50 
Plaintiff's  band  has  been  known,  and  is  known  generally  as  "  Herr  WumCs 
"  White  Viennese  Band,"  and  that  the  prefix  of  his  name  is  really  required  in 
order  to  identify  his  band.      I  put  aside  altogether  all  the  evidence  respecting 
the  ordinary  prefix  or  addition  of  the  conductor's  name.    Probably  in  a  lai^ge 
number  of  cases  you  would  find  the  conductor's  name  published  with  the  tiUe  55 
of  the  band,  more  perhaps  as  an  advertisement  of  the  conductor  himself,  and 
partly  also,  of  course,  to  intimate  to  those  who  are  likely  to  hear  it,  that  the 
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band  will  be  conducted  by  somebody  who  has  a  claim  to  be  fomous.  I  put  all 
that  aside,  I  am  dealing  with  the  pure  question  of  fact.  Mr.  Warrington  in 
reply,  has  relied,  as  of  course  he  necessarily  would,  on  the  evidence  which  he 
has  called  to  show,  that  **  The  White  Viennese  Band  "  is  understood  by  many 
5  people  to  mean  the  Plaintiff's  band,  and  he  has  also  of  course,  called  attention  to 
the  absence  of  evidence  the  other  way.  Necessarily  there  was  an  absence  of 
evidence  on  the  other  side,  because  it  would  have  been  purely  negative,  and 
would  have  been  of  no  avail.  I  take  such  distinguished  witnesses  as  Lady 
Jeune^  Lord  Pembroke^  and  Sir  George  Faiidel  Phillips.     They  have  employed 

10  the  Plaintiff  ;  they  know  him  well,  and  they  know  how  excellent  his  band  is. 
About  that  there  seems  to  be  no  doubt  at  all,  and  particularly  when  it  is 
conducted  or  led  by  himself.  They  know  what  they  are  asking  for  ;  they 
know  of  no  other  White  Viennese  Band.  Really  that  is  all  their  evidence  comes 
to  at  all. 

15  On  the  other  hand,  I  have  a  large  body  of  evidence  pointing  to  the  conclusion 
that  the  band  is  described  and  known  generally  as  the  Plaintiff  himself 
invariably  describes  it  in  all  the  letters  I  have  seen  as  "  Herr  Wurm's  White 
"Viennese  Band."  Then  remarks  have  been  made  on  the  character  of  the 
witnesses,  that  they  are  all  interested  in  opening  the  door  for  the  multiplication 

20  of  bands.  That  is  perfectly  true,  but  I  have  had  before  me  a  number  of  wit- 
nesses whose  veracity  I  have  no  reason  to  doubt  at  all,  and  some  of  whom  are 
extremely  pointed.  I  do  not  think  it  necessary  to  name  any  but  one.  I  have 
heard  Mr.  Edwards^  the  manager  of  ChappelVs  entertainment  department,  a 
gentleman  of  large  experience,  who  gave  his  evidence  remarkably  well,  and  he 

25  not  only  produced  letters,  but  told  me  what  he  himself  knew  on  the  matter,  and 
he  told  me— what  others  have  told  me— that  if  he  is  asked  for  *'  The  White 
"Viennese  Band,"  he  would  say  which  ?  Witness  after  witness  has  told  me  the 
same  story.  It  is  not  recognised  in  the  trade  as  necessarily  meaning  the 
Plaintiff's  band,  and  it  is  in  the  trade  to  which  you  must  look  ;  because  it  is  not 

30  only  among  the  people  who  go  to  listen,  or  the  people  who  engage  the  band  for 
the  entertainment  of  themselves  and  their  friends,  but  the  reputation  must  be 
obtained  among  those  who  as  agents  and  as  managers  of  entertainment  depart- 
ments have  to  provide  a  band  when  required  by  the  inquiries  at  their  of&ces. 
They  all  tell  the  same  story.    They  very  likely  know,  and  they  do  know,  many 

35  of  them,  that  the  Plaintiff's  band  is,  l'  may  say,  the  best— at  any  rate,  the  best 
known.  They  were  very  hesitating  about  any  other  White  Viennese  Band ; 
they  had  heard  of  some,  and  it  is  very  difficult,  I  agree,  to  find  out  if  there  is  in 
existence,  or  has  been,  any  distinct  band  called  by  that  name,  but  still  there  is 
no  denomination  among  them,  no  acquired  name  among  them,  such  as  White 

40  Viennese  Band.    They  want  something  else  to  add  to  it. 

Then  Mr.  IVarrington  has  called  my  attention  to  those  cases  in  which  the 
addition  of  the  name  of  the  proprietor  did  not  prevent  a  secondary  title  being 
acquired.  Certainly  not.  I  do  not  say  the  addition  of  Herr  WurnCs  name 
prevents  the  title  acquiring  a  secondary  meaning,  but  what  I  do  say  is  that  the 

45  secondary  meaning  has  not  been  acquired  without  his  name,  that  his  name  has 

been  from  first  to  last  regarded  as  part  of  the  title  of  his  band,  and  that  without 

it  the  title  is  not  known   in  the  sense,  in  which   I  consider  it  ought  to  be 

known,  in  order  to  acquire  a  secondary  meaning. 

Let  me  repeat,  I  do  not  pretend  to  say  everybody  ought  to  know.    You 

50  cannot  prove  universality,  but  before  you  can  acquire  a  secondary  meaning  for 
your  goods,  or  for  a  band,  you  must  prove  that  among  those  who  deal  in  such 
things,  yours  are  generally  known  by  the  name  which  you  set  up.  Among  those 
who  sell  them,  and  those  who  buy  them,  whether  it  be  ale  or  Yorkshire  Relish, 
or  a  band,  it  is  precisely  the  same  story  throughout  ;  there   must  be    that 

55  general  familiarity  with  the  title  as  describing  a  particular  article,  before 
you  can  arrive  at  the  conclusion  that  the  secondary  meaning  has  been  acquired. 
In  my  view  it  has  not  been  acquired  in  this  particular  case.    If  that  is  right, 
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there  is  no  object  or  reason  for  going  into  any  of  the  other  items  of  passing  off ; 
I  have  not  hetmi  Mr.  Dickens  on  the  question,  and  therefore  perhaps  I  ought  not 
to  pronounce  a  decided  opinion.  But  as  at  present  advised,  on  the  two  points 
that  have  been  raised,  having  formed  a  conclusion,  I  think  I  had  better  express 
it.  First,  as  regards  the  use  of  the  white  uniform, — I  know  of  no  rule  against  5 
any  man,  who  wishes  to  send  a  band  down  to  a  wedding,  or  for  any  other 
occasion,  to  prevent  his  putting  his  performers  into  a  white  uniform.  I  do  not 
know  why,  because  the  Plaintiff  uses  gold  lace,  or  blue  cuffs  and  collars, 
another  man  should  not  do  the  same.  They  are  open  to  all  the  world.  I  agree 
that  if  you  see  any  other  indication  of  attempting  to  pass  off  one  band  for  10 
another,  then  you  may  look  to  the  uniform  among  other  indications,  and  form 
your  own  conclusion  upon  it,  but  the  use  of  the  uniform  alone  seems  to  me  to 
be  quite  defensible.  As  I  have  had  occasion  to  say  before  in  a  case  of  this  kind, 
it  may  not  be  good  taste  to  take  another  man^s  uniform,  any  more  than  it  is  good 
taste  to  put  coffee  into  blue  tins  with  a  certain  amount  of  lettering  very  like  15 
your  neighbour's,  but  still  it  is  open  to  you  to  do  so  if  you  please. 

Then  as  regards  the  Winchester  incident,  there  again,  without  prejudice  to 
any  argument  on  the  part  of  the  Defendants,  it  seems  to  me  that  if  the  Plaintiff 
had  acquired  the  title  which  he  says  he  has,  there  was  an  offence  committed  in 
the  first  instance  certainly,  if  not  all  through,  in  good  faith,  without  meaning  to  20 
do  any  harm.  Still  I  think  an  offence  would  have  been  committed  against  him, 
and  that  he  woald  have  been  entitled  to  some  relief  against  both  Defendants. 
But  I  dispose  of  that  part  of  the  case,  as  I  do  of  the  rest,  by  saying  that  he  must 
first  prove  that  he  had  a  title  which  had  acquired  a  secondary  meaning.  I  hold 
that  he  had  not,  and  therefore  the  Winchester  incident  falls  with  the  rest  of  the  25 
complaint     There  must  be  judgment,  therefore,  for  the  Defendants,  wiUi  costs. 
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In  the  Court  of  Appeal. 

Before  Lords  Justices  Vaughak  Williams,  Stirling,  and  Cozens-Hardt. 

Jannary  2l8t,  22nd,  23rd,  and  25th,  and  Febraary  8th  and  9th,  1904. 

In  the  Matter  of  Geipbl's  Patent. 


5  Patent. — Petition  for  revocation. — Disconformity  between  Provisional  Specifl' 
cation  and  Complete  Specification, — Want  of  subfect-matterj  and  of  utility ^ 
and  of  novelty. — Disclaimer  of  part  of  invention. — Patent  held  invalid  on 
ground  of  disconformity. — Form  of  Order  of  revocation. — Terfns  imposed  on 
amendment  by  disclaimer  under  section  19  of  the  Patents^  Ac.  Act^  J88S. — 
10  Patents^  Ac.  Act^  1888^  section  26. 

In  1898  Letters  Patent  were  granted  to  Q.for  improvements  in  and  connected 
tvith  steam  traps.  A  Petition  was  presented  for  revocation  of  the  Patent^  and 
it  was  aUeged  in  the  Particulars  of  Objections^  as  amended  and  reamendedj  that 
the  invention  was  not  newy  that  there  was  no  subject-matter,  that  the  invention 

15  was  not  useful^  and  that  the  Complete  Specification  of  the  Letters  Patent 
described  and  claimed  an  invention  different  from  and  larger  than  the  alleged 
invention  described  in  the  Provisional  Specification.  During  the  hearing  of 
the  Petition  it  was  admitted  that,  in  any  event,  the  Specification  would  require 
amendment^  as  one  modification  of  the  invention  was  proved  useless.    It  was 

20  held  by  Bnckley,  «7.,  tha4i  there  was  good  subject-matter  for  the  Patent,  but 
that  disconformity  between  the  Provisional  Specification  and  the  Complete 
Specification  was  established,  as  the  nature  of  the  invention  described  in  the 
Provisional  was  the  application,  in  the  way  described,  of  the  principle  of 
differential  expansion,  whereas  the  Complete  covered  an  application,  in  a 

25  particular  way  described,  of  the  principle  of  controlled  expansion,  and  that  the 
Patent  must  be  revoked,  unless  within  three  montJis  the  Patentee  obtained  leave 
to  amend  by  disclaimer.  It  was  also  held,  that  if  the  Specification  was 
amended  no  injunction  was  to  be  asked  for  in  any  action  brought  for  infringe- 
ment of  the  Patent  in  respect  of  any  steam  traps  made  prior  to  the  date  of 

30  judgment,  unless  the  Patentee  established  to  the  satisfaction  of  the  Court  that 
his  original  claim  was  made  in  good  faith  and  with  reasonable  skill  and 
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knowledge.  The  Patentee^  Respondent  to  the  Petition^  appealed,  and  there  was 
a  cross  appeal  by  the  Petitioners  against  the  judgment  as  to  terms  under 
section  19. 

Held,  tJiat  there  was  no  disconformity  between  the  Provisional  Specification 
and  the  Complete  Specificatiofiy  as  otherwise  a  Patentee  could  not  in  any  way  5 
vary  from  his  Provisional  Specification,  and  thai  the  appeal  must  be  allowed. 

Held  also,  that  the  Judge  had  exercised  his  discretion  with  regard  to  terms  as 
to  disclaimer^  afid  that  the  cross  appeal  must  be  dismissed. 

On  the  18th  of  April  1893  Letters  Patent  (No.  7860  of  1893)  were  granted  to 
William  Oeipel  for  "  Improvements  in  steam  traps."  10 

The  Provisional  Specification  was  as  follows  : — "  This  invention  has  reference 
**  to  an  improved  steam  trap  or  method  of  draining  automatically  the  condensed 
**  water  from  steam  pipes,  or  steam  cylinders  or  jackets,  steam  receivers,  or  other 
**  receptacles  where  it  is  desired  to  di*ain  away  the  water  as  it  forms,  without 
^'  allowing  steam  to  escape.  The  object  of  the  invention  is  mainly  to  make  a  15 
^^  more  reliable  and  less  costly  apparatas  and  one  which  is  accessible  and  can  be 
**  easily  repaired.  The  apparatus  consists  essentially  of  two  tubes  of  metal 
^  having  as  different  a  coefficient  of  expansion  as  practicable,  one  end  of  the 
'*  tubes  being  the  inlet  admitting  water  and  steam,  the  other  end  being  the 
**  outlet ;  thus  the  water  or  steam  are  within  and  not  outside  of  the  tubes.  20 
'*  These  tub^  may  be  either  straight  or  bent  into  a  circle,  they  are  firmly 
*'  connected  at  both  ends,  one  of  the  junctions  being  free  to  move,  the  other 
^^  being  fixed  ;  there  is  a  slight  distance  between  the  ends  of  the  tubes  at 
^  the  fixed  junction,  but  at  the  free  junction  they  may  be  close  together.  In  the 
'^  case  of  the  straight  tabes  the  two  form  two  sides  of  a  triangle  the  base  into  25 
^'  which  they  are  fixed  making  the  third  and  smallest  side.  According  as  the 
^'  pipes  are  hot  or  cold  the  relative  lengths  thereof  alter  and  cause  movement 
'^  at  one  of  the  angles,  this  movement  takes  place  at  what  I  have  called  the  free 
**  end.  Similarly  if  the  two  tubes  are  bent  to  a  circle  or  part  of  a  circle  as 
**  above  mentioned,  unequal  changes  in  length  of  the  tubes  must  cause  motion  30 
^*  at  the  free  end.  The  free  end  is  attached  either  by  a  link,  or  levers,  or  rack 
^  and  pinion,  or  other  device  to  the  spindle  of  a  cock  or  valve  which  is  fixed  on 
^*  the  discharge  out-let  to  atmosphere  ;  the  motion  above  mentioned  causes  the 
•*  cock  or  valve  to  be  opened  or  shut  according  as  there  is  water  or  steam  only 
*'  in  the  pipe.  I  use  preferably  one  brass  and  one  iron  tube,  the  brass  tube  35 
<«  being  nearest  the  steson  inlet — ^the  iron  nearest  the  water  out-let.  When  both 
'^  tubes  are  cold  the  cock  or  valve  is  held  open,  but  when  steam  passes  the  brass 
*''  tube  expands  most  and  the  cock  is  closed  until  water  forms  in  sufficient 
*^  quantity  to  again  cool  the  pipes.  I  may  arrange  the  pipes  so  that  they  are  not 
^^  in  the  same  plane,  in  which  case  there  is  a  circular  movement  caused  which  40 
*^  I  may  use  for  operating  the  valve  as  above  set  forth.  It  will  be  observed  that 
*^  there  is  no  box  or  receptacle  into  which  the  working  parts  are  placed  as  is  so 
^  often  the  case,  on  the  other  hand  they  are  all  exposed  and  thus  free  from  the 
**  destroying  action  of  any  impurity  or  deposit  from  the  steam  or  water.  The 
^^  water  and  steam  merely  pass  through  the  tubes  and  the  valve  or  cock  which  is  45 
*'  fixed  at  the  end  to  atmosphere.  There  can  be  no  loss  of  movement  owing  to 
*^  slackness  of  working  parts  so  far  as  concerns  the  tubes ;  this  is  an  important 
*^  desideratum,  as  the  expansion  is  comparatively  small  and  is  so  easily  lost 
^'  where  there  are  working  joints.  The  opening  and  closing  of  the  valve  or 
**  cock  is  regulated  by  adjusting  the  link  or  levers  above  described,  there  are  50 
«  many  obvious  methods  of  doing  this.  There  are  other  obvious  ways  of 
^^  arranging  this  steam  trap,  for  instance,  instead  of  having  only  two  tubes  I 
<<  may  use  three  or  more,  and  I  may  use  a  bell  crank  or  other  plan  in  place 
•'  of  a  lever  for  the  triangular  form  of  trap. 
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The  Complete  Specification  was  as  follows: — "  This  invention  has  reference 
**  to  an  improved  steam  trap  or  method  of  draining  automatically  the  condensed 
**  water  from  steam  pipes,  or  steam  cylinders  or  jackets,  steam  receivers,  or 
"  other  receptacles  where  it  is  desired  to  drain  away  the  water  as  it  forms, 
R  **  withont  allowing  steam  to  escape.  The  object  of  the  invention  is  mainly  to 
**  make  a  more  reliable  and  less  costly  apparatus  and  one  which  is  accessible 
"  and  can  be  easily  repaired.  The  apparatus  consists  essentially  of  two  tubes  of 
**  metal  having  as  different  a  coefficient  of  expansion  as  practicable,  one  end  of 
'^  the  tubes  being  the  inlet  admitting  water  and  steam,  the  other  end  being  the 

10  "  outlet ;  thus  the  water  or  steam  are  within  and  not  outside  of  the  tubes, 
**  These  tubes  may  be  either  straight  or  bent  into  a  circle,  they  are  firmly  con- 
**  nected  at  both  ends,  one  of  the  junctions  being  free  to  move,  the  other  being 
'^  fixed  ;  there  is  a  slight  distance  between  the  ends  of  the  tubes  at  the  fixed 
"  junction,  but  at  the  free  junction  they  may  be  close  together.    In  the  case  of 

15  "  the  straight  tubes  the  two  form  two  sides  of  a  triangle  the  base  into  which 
^  they  are  fixed  making  the  third  or  smallest  side.  According  as  the  pipes  are 
^  hot  or  cold  the  relative  lengths  thereof  alter  &  cause  movement  at  one  of  the 
"  angles,  this  movement  takes  place  at  what  I  have  called  above  the  free  end. 
**  Similarly,  if  the  two  tubes  are  bent  to  a  circle  or  part  of  a  circle  as  above 

20  ^  mentioned,  unequal  changes  in  length  of  the  tubes  must  cause  motion  at  the 
**  free  end.  The  free  end  is  attached  either  by  a  link,  or  levers,  or  rack  & 
^*  pinion,  or  other  device  to  the  spindle  of  a  cock  or  valve  which  is  fixed  on  the 
**  discharge  outlet  to  atmosphere ;  the  motion  above  mentioned  causes  the  cock 
**  or  valve  to  be  opened  or  shut  according  as  there  is  water  or  steam  only  in  the 

25  "  pipe. 

<<  I  use  preferably  one  brass  &  one  iron  tube,  the  brass  tube  being  nearest  the 
*'  steam  inlet,  the  iron  nearest  the  water  outlet.  When  both  tubes  are  cold  the 
*^  cock  or  valve  is  held  open,  but  when  steam  passes  the  brass  tube  expands 
'^  most  &  the  cock  is  closed  until  water  forms  in  sufficient  quantity  to  again 

30  **  cool  the  pipes. 

*^  Referring  to  the  drawings  Fig.  1  shows  the  trap  arranged  with  straight 
"  tubes  ;  Fig.  2  with  tubes  bent  to  a  part  of  a  circle  both  of  which  are  shown 
**  with  cocks  operated  by  a  lever  on  bell  crank.  Fig.  3  shows  in  section  the 
*''  trap  arranged  with  a  valve,  and  Fig  4  is  an  end  view  of  the  same,  the  tubes 

35  ^  being  in  section  through  A.  B.  a,  a,  are  the  tubes  having  the  higher  co- 
•'  efficient  of  expansion,  preferably  of  brass  or  copper ;  &,  6,  are  the  tubes 
"  having  the  lower  coefficient,  preferably  of  iron  ;  steam  or  water  enters  at  c  or 
"^  Ci,  and  leaves  B.t  d;  e  is  the  base  into  which  the  ends  of  the  tubes  are  fixed, 
"  this  in  the  case  of  Figs,  3  and  4  is  shown  combined  with  a  receptacle  for 

40  "  holding  a  certain  quantity  of  water  should  there  be  a  sudden  rush  ;  /,/,  are 
**  the  levers  or  bell  crank  for  connecting  the  free  end  of  the  tubes  i,  i,  with  the 
**  plug  of  the  cock  or  spindle  of  the  valve.  The  working  of  the  trap  may  be 
"  more  easily  understood  by  reference  to  the  diagram  Fig.  5.  When  the  tubes 
"  are  cold  or  comparatively  cold,  which  will  be  the  case  so  long  as  they  contain 

45  "  water,  they  take  up  the  position  shown  by  the  full  lines  ;  but  whenever  the 
"  water  is  discharged  &  steam  follows  then  the  tubes  become  hotter,  &  the  sides 
^*  a,  of  the  triangle  expands  most,  the  tubes  assuming  the  position  shown  by  the 
•'  dotted  lines  ;  the  base,  e,  being  fixed.  Consequently  the  lever,/, moves  from 
"  the  position  shown  in  the  frdl  lines  to  that  in  the  dotted  lines  and  so  closes 

50  **  the  valve  or  cock.  When  water  again  enters  the  tubes  they  cool,  and  side,  a, 
**  contracts  most  thus  bringing  the  tubes  back  to  the  position  shown  in  the  full 
**  lines  A  reopening  the  valve  or  cock,  &  so  on. 

**  I  may  arrange  the  pipes  so  that  they  are  not  in  the  same  plane,  in  which  case 
^*  there  is  a  circular  movement  caused  which  I  may  use  in  operating  the  valve 

55  ^  as  above  set  forth. 

"  It  will  be  observed  that  there  is  no  box  or  receptacle  into  which  the  working 
**  parts  are  placed  as  is  so  often  the  case  with  other  traps,  on  the  other  hand  the 


382 


REPORTS  OF  PATENT,  DESIGN,         [June  8, 1901 


In  the  Matter  of  OeipeCs  Patent. 


working  parts  are  all  exposed  &  thus  free  from  the  destroying  action  of  any 
impurity  or  deposit  from  the  steam  or  water.  The  water  &  steam  merely  pass 
through  the  tubes  and  the  discharge  yalve  or  cock.  There  can  be  no  loss  of 
movement  owing  to  slackness  of  working  parts  so  far  as  concerns  the  tubes  ; 
this  is  an  important  desideratum  as  the  expansion  is  comparatively  small  &  is 
so  easily  lost  where  there  are  working  joints. 

"  The  opening  and  closing  of  the  valve  or  cock  is  regulate  by  adjusting  the 
link  or  levers/,  above  described  by  the  nut  j,  or  otherwise,  there  are  many 
obvious  methods  of  doing  this. 

**  There  are  other  obvious  ways  of  arranging  this  steam  trap,  for  instance, 
instead  of  having  only  two  tubes  I  may  use  three  or  more,  or  instead  of  one 
of  the  tubes  I  may  use  a  tie  rod.  Such  an  arrangement  is  shown  in  Fig.  6. 
In  this  case  the  length  of  the  rod,  h^  remains  constant  while  according  as  the 
tube,  a,  is  cold  or  hot  the  valve  is  opened  or  closed.  In  this  case  the  valve  is 
moved,  the  spindle  being  adjusted  by  the  screw,  E,  to  a  fixed  position.  Since 
the  valve  and  outlet  move  in  this  arrangement  I  may  use  a  flexible  tube  or 
expansion  piece  or  bellows,  in  case  it  is  necessary  to  conduct  away  the  dis- 
charged water ;  or  I  may  place  the  valve  at  the  junction  of  the  two  tubes  at 
the  free  end  so  that  the  iron  tube,  &,  carries  oflE  the  water  after  passing  the 
valve,  the  length  of  the  tube,  6,  in  this  arrangement  remains  practically 
constant,  &  the  opening  &  closing  is  done  by  the  contraction  and  expansion 
of  the  tube  a. 


10 


15 


20 


PIC. I. 


*^  In  some  cases  I  may  insert  a  receiver  between  the  inlet  to  the  trap  and  the 
steam  pipe  or  vessel  in  order  to  hold  a  body  of  water  in  the  event  of  a  sudden 
rush." 

The  Patentee  claimed  : — "  First.  A  steam  trap  wherein  the  opening  &  closing 
of  the  discharged  valve  or  cock  is  eiffected  by  the  motion  set  up  by  two  or 
more  tubes  of  metal  having  different  expansion  co-efficients,  the  said  tubes 
being  fixed  at  one  end  &  free  to  move  at  the  other  end,  the  water  or  steam 
passing  through  the  inside  of  the  tubes  only,  as  above  expJained.  Second. 
The  combination  of  two  metal  tubes  having  different  expansion  co-efficients, 
or  of  one  metal  tube  &  one  tie  rod  having  different  expansion  co-efficients  & 
through  which  i^ater  &  steam  are  discharged,  one  end  of  the  said  lubes,  or 
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**  tube  k  rod,  being  fixed,  &  the  other  ends  being  connected  together  &  free  to 
**  move  with  a  lever,  or  link,  or  spindle,  or  other  similar  arrangement  for 
**  opening  &  closing  the  outlet  valve  or  cock  substantially  as  described  Third. 
"  The  improved  apparatus  for  discharging  water  from  steam  pipes,  or  receivers, 
5  '^  or  other  vessels  arranged  and  operating  substantially  as  above  described.*' 

In  January  1903  a  Petition  was  presented  by  Charles  Hibhert  Berry  (under 
the  authority  of  the  Attorney-General)  for  the  revocation  of  the  Patent.  The 
Petition  alleged  that  the  Patent  was  invalid  for  the  reasons  set  forth  in  the 
Particulars  of  Objections. 

10  The  Particulars  of  Objections  were  as  follows  :— "  1.  The  said  alleged  inven- 
*'  tion  was  not  new  at  the  date  of  the  said  Letters  Patent.  The  said  alleged 
^  invention  was  published  in  this  realm  prior  to  the  date  of  the  said  Letters 
"  Patent  in  the  following  Specifications  : — [Fifteen  Specifications  were  men- 
"  tioned  (for  which  see  20   R.P.O.    549)    including   Kusenherg   No.  1084  of 

15  "  1875,  and  RoyU  No.  807  of  1877.]  The  whole  of  each  of  the  above  Specifica- 
"  tions  is  relied  on  as  against  all  the  claims  in  the  Specification  of  Oeipel  (No. 
'*  7860  of  the  year  1893).  2.  The  said  alleged  invention  is  not  the  proper 
"  subject-matter  of  Letters  Patent.  The  Petitioner  will  rely  in  support  of  this 
**  objection  upon  all  the  Specifications  set  out  in  paragraph  1  hereof  and  upon 

20  ^^  the  common  general  knowledge  in  the  trade  of  the  construction  and  working 
^  of  steam  traps.  3.  The  said  alleged  invention  is  not  useful.  4.  The  Complete 
*^  Specification  of  the  said  Letters  Patent  describes  and  claims  an  invention 
^  different  from  and  larger  than  the  alleged  invention  described  in  the  Provi* 
^  sional  Specification.    The  Petitioner  intends  to  allege  that  the  combination  of 

25  '^  one  metal  tube  and  one  tie-rod  used  as  described  in  the  said  Complete  Speci- 
**  fication  and  claimed  in  the  second  and  third  claims  thereof  is  not  described 
**  or  foreshadowed  in  the  Provisional  Specification." 

The  Petition  came  on  for  hearing  in  June  1903  before  Mr,  Justice  Buckhj/y 
who  held  that  there  was  good  subject-matter  for  the  Patent^  but  that  discon- 

30  formity  between  the  Provisional  Specification  and  the  Complete  Specification 
was  established,  as  the  nature  of  the  invention  described  in  the  Provisional  was 
the  application,  in  the  way  described,  of  the  principle  of  differential  expansion, 
whereas  the  Complete  covered  an  application,  in  a  particular  way  described,  of 
the  principle  of  controlled  expansion,  and  that  the  Patent  must  be  revoked, 

35  unless  within  three  months  the  Patentee  obtained  leave  to  amend  by  disclaimer. 
He  also  held  that,  if  the  Specification  was  amended,  no  injunction  was  to  be 
asked  for  in  any  action  brought  for  infringement  of  the  Patent  in  respect  of 
any  steam  traps  made  prior  to  the  date  of  judgment  unless  the  Patentee 
established  to  the  satisfaction  of  the  Court  that  his  original  claim  was  made  in 

40  good  faith  and  with  reasonable  skill  and  knowledge.* 

The  Respondents  to  the  Petition  appealed,  and  the  Petitioners  also  appealed 
against  the  Order  of  Buckley^  J.,  as  to  terms  in  case  of  disclaimer.    On  the 
hearing  of  the  appeals, 
BotMfieldf  E.C.,  and  A.  J.  Walter  (instructed  by  Frank  Evelyn  JoneSy  agent 

45  for  W.  r.  Hilly  of  Manchester)  appeared  for  the  Appellants ;  and  T.  Terrell^ 
K.C.,  Asthimfy  K.C.,  and  Oray  (instructed  by  Faithfull  and  Owen)  appeared 
for  the  Respondents. 

BcusfieUL,  E.C.,  for  Appellant. — The  Patent  has  reference  to  steam  traps.  It 
is  an  apparatus  for  automatically  letting  out  of  hot  steam  pipes  the  condensed 

50  water  which  accumulates  there.  The  device  by  which  this  invention  works  is 
founded  upon  what  one  may  call  the  differential  expansive  action  of  two 
members  which  are  heated  by  the  steam.  When  the  steam  condenses  and  hot 
water  accumulates  at  a  point,  that  hot  water  gradually  gets  cold.  When  that 
hot  water  is  discharged  steam  comes  in  where  the  hot  water  was  before  and 
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expands  a  portion  of  the  pipe  which  before  was  cooled  by  the  hot  water.  So 
that  this  invention  has  to  do  with  the  particular  way  of  utilising  the  expansion 
and  contraction  so  produced  for  the  purpose  of  automatically  opening  and 
shutting  the  vaWe.  [Cozbns-Hardy,  L.J.— Has  Mr.  Justice  Buckley  held  the 
Patent  invalid  on  the  ground  of  disconformity  ?]  Yes,  he  held  it  bad  on  two  5 
grounds.  First,  on  the  ground  that  Fig.  2  will  not  work.  We  accept  that 
portion  of  the  judgment.  The  other  ground  was  that  the  particular  modifica- 
tion shown  in  Fig.  6  was  not  in  the  Provisional  Specification.  That  is  the  part 
of  the  judgment  we  are  challenging.  My  observations  will  be  directed  to  the 
one  point,  as  to  whether  Fig.  6  is  or  is  not  a  proper  modification  of  the  kind  of  10 
thing  which  was  described  in  the  Provisional  Specification.  I  say  that  Pig.  6  is  a 
legitimate  and  proper  development  or  modification  of  that  which  is  described  in 
the  Provisional  Specification  as  Fig.  3.  Instead  of  two  tubes,  there  is  a  tube  and  a 
solid  rod.  On  the  evidence,  this  solid  rod  contracts  and  expands,  but  very 
little.  To  put  the  case  against  me  at  its  highest,  I  assume  that  the  rod  B  15 
remains  a  fixed  length.  There  is,  therefore,  B  remaining  constant,  still  the 
difference  in  length  of  the  legs,  which  produces  the  result  desired.  As  a  matter 
of  fact,  the  expansion  of  B  as  a  tube  in  Fig.  3  works  against  the  result.  In  that 
respect  Fig,  6  is  better  than  Fig.  3.  There  is  still  differential  expansion.  If  in 
Fig.  3  we  could  get  a  material  of  which  the  coefficient  was  zero,  which  did  not  20 
expand,  or  of  which  the  coefficient  of  expansion  was  negative — that  is,  which 
contracted— that  would  be  better.  These  things  are  physically  possible.  There 
-are  some  things  which  contract  with  heat;  water,  for  instance,  below  four 
degrees  Centigrade.  The  ^tion  of  Fig.  6  can  be  put  in  this  way.  Supposing 
A  and  B  expand  equally  you  get  no  movement  at  the  valve  ;  but  the  less  the  25 
expansion  of  B  is,  the  more  movement  you  get.  In  Fig.  6  you  may  reduce  the 
expansion  of  B  to  nothing,  that  is  all.  [The  Specification  was  read.]  The  other 
side  contend  that  the  Patentee  has  described  in  that  an  apparatus  consisting 
essentially  of  two  tubes,  and  that  in  Fig.  6  there  are  not  two  tubes,  but  one  tube  and 
a  tie  rod.  The  Specification  says  "  the  water  or  steam  is  thus  within  and  not  30 
*'  outside  the  tubes.  These  tubes  may  be  either  straight  or  bent  into  a  circle,  they 
**  are  firmly  connected  at  both  ends,  one  of  the  junctions  being  free  to  move, 
"  the  other  being  fixed."  The  one  point  against  me  is  the  fact  that  Fig.  6  has  a 
tie^  rod  instead  of  a  second  tube.  I  have  three  observations  to  make  on  that 
point.  The  first  is  that,  supposing  there  was  no  Provisional  Specification,  there  35 
would  be  no  difficulty  in  reading  the  Complete  Specification  as  a  whole,  namely, 
that  description  in  which  the  Patentee  says  it  consists  essentially  of  two  tub€«, 
and  the  clause  in  which  he  says  you  may  modify  it  by  only  having  one.  There 
is  nothing  there  inconsistent.  Secondly,  reading  that  sentence  to  the  end,  it  is 
evident  that  the  real  essence  is  not  the  two  tubes,  but  this,  **  Thus  the  water  or  40 
**  steam  are  within  and  not  outside  of  the  tubes."  By  essential  he  meant  na 
more  than  "important."  When  he  says  that  his  apparatus  consists  of  two 
tubes  with  a  different  coefficient,  "one  end  of  the  tubes  being  the  inlet 
"  admitting  water  and  steam,  the  other  end  being  the  outlet ;  thus  the  water  or 
"  steam  are  within  and  not  outside  of  the  tubes,"  he  is  referring  to  what  is  45 
essentially  an  important  feature  ;  that  instead  of  having  this  thing  dipped  in 
water  and  living  in  water  it  is  something  through  which  the  steam  passes,  so 
diat  it  does  not  tend  to  become  decomposed.  Thirdly,  that  is  not  the  language 
of  limitation  but  of  description.  This  is  an  engineer  describing  his  apparatus. 
He  is  not  in  those  words  attempting  to  define  his  invention  in  the  sense  of  50 
distinguishing  it  from  other  things  that  have  gone  before  ;  he  is  simply  -wanting 
to  point  out  what  is  the  important  feature  of  it.  [The  evidence  was  referred 
to  and  Mr.  Justice  Buckley^  judgment  in  the  Court  below  was  read.]  The 
learned  Judge  classified  the  apparatus  thus — those  moved  by  free  expansion, 
those  moved  by  controlled  expansion,  and  those  moved  by  differential  expan-  55 
sion.  As  to  Fig.  6  the  learned  Judge  said  "  the  water  and  steam  do  not  pass 
*•  through  two  of  the  tubes  so  as  to  call  into  action  their  relative  expansions, 
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'^  bat  it  pasBes  only  throngh  the  one  tabe,  and  the  outlet  is  at  the  end  of  that, 
^  and  there  it  is  discharging.  Subject  to  something  that  I  am  going  to  say, 
**  the  result  of  that  is  that  he  is  here  availing  himself,  not  of  the  principle 
"  of  diflEerential  expansion,  but  of  the  principle  of  controlled  expansion." 
5  The  case  where  one  of  the  tubes  does  not  expand  is  that  of  equal  difiEerential 
expansion.  The  two  legs  are  connected  together,  and  one  of  them  expands 
more  than  the  other.  Supposing  one  expands  and  the  other  does  not  expand 
at  all,  it  is  still  the  difference  in  the  length  of  these  legs,  produced  by 
expansion,  which  causes  the  movement.    Fig.  6  and  Fig.  3  cannot  be  put  into 

10  a  different  class  and  one  called  a  case  'of  controlled  expansion  and  the  other 
differential.  The  learned  Judge  said,  ''  Fig.  6  is,  as  I  say,  not  based  upon  the 
*^  principle  of  differential  but  on  that  of  controlled  expansion,  and  it  seems  to 
"  me  to  be  really  in  a  modified  form  just  what  Boyle  and  Kusenherg  did." 
It  is  only  the  modified  form  we  are  claiming.    We  claim  the  arrangement  of 

15  two  legs,  coming  to  a  point  so  that  they  get  the  sideways  movement  shown  in 
the  figure.  Nothing  of  that  is  touched  by  Royle  or  Kvsenherg.  The  learned 
Judge  held  that  the  Patentee  relied  on  controlled  expansion,  and,  that  being 
so,  there  was  disconformity  between  the  Provisional  Specification  and  the 
Complete  Specification.    It  is  an  artificial  distinction — the  distinction  between 

80  controlled  and  differential  expansion.  It  might  be  said  that  both  Fig.  6 
and  Fig.  3  are  examples  of  controlled  expansion,  because,  of  course,  the 
movement  of  the  end  point  is  a  movement  by  the  two  tubes  which  connect  it 
to  the  base.  The  function  of  the  parts  is  to  be  considered,  and  whether  Fig.  6 
is  not  a  reasonably  fair  modification  of  Fig.  3,  and  whether  it  does  not  grow  out 

25  of  Fig.  3,  and  whether  it  is  not  such  a  mc^ification  that  the  Patentee  is  really 
bound,  having  gone  into  it^  during  the  period  of  provisional  protection,  to 
describe  it  to  the  public  in  order  to  deal  fairly  with  the  public,  and  show  an 
alternative  form — certainly  advantageous — which  he  has  come  to  in  the  course 
of  his  experiments.    There  is  nothing  new  in  the  principle  of  differential 

30  expansion.  But  this  Patent  is  a  new  application  of  the  principle.  It  is  to  have 
the  two  tubes  which  expand  differently,  and  to  fix  them  at  one  end  upon  a  base 
to  join  the  other  two  things  together.  We  are  using  the  same  principle  when, 
instead  of  having  two  tubes,  we  simply  have  one  of  them  a  rod,  which  for  this 
purpose  remains  at  constant  length.    The  movement  is  still  obtained  because 

35  one  leg  is  lengthened  under  the  influence  of  the  steam,  so  that  you  get  a 
differential  expansion  of  the  two  legs,  and  we  still  pass  the  steam  through 
the  one  tube  whether  it  is  the  combined  tube  A  and  B  or  not.  The 
case  of  Woodward  v.  San^im  (4  R.P.C.  166)  has  a  bearing  on  this  case, 
particularly  the  judgment  of  Cotton^  L.J.,  at  the  bottom  of  page  174,  and 

40  the  judgment  of  Lindley,  L.J.,  in  the  middle  of  page  177.  lOadd  v.  Mayor, 
Ac.  oj  Manchester  (9  R.P.C.  516)  and  Ward  v.  Hill  (20  R.P.C.  189)  were  also 
refeired  to.] 

T.  Terrell,  K.O.,  and  Gray  for  the  Respondents. — The  question  of  discon- 
formity is  a  serious  point  in  patent  law.     If  a  man  is  allowed  by  cover  of  having 

45  a  provisional  protection  to  get  as  his  Patent  something  which  he  did  not 
invent  at  the  time  he  lodged  his  Provisional  Specification,  he  may  get  ahead  of 
inventors  who  really  did  invent  it  first,  and  get  a  prior  date  to  them.  This 
case  must  be  decided  from  two  points  of  view — first,  as  a  matter  of  construction 
of  the  Specification,  and  then  as  a  matter  of  fact  as  to  the  Specification.    The 

50  Specification  of  all  Letters  Patent  is  a  document  addressed  to  the  public,  who 
are  supjposed  to  read  it  with  the  knowledge  of  the  art  of  the  time.  The  state 
of  the  art  in  question  at  the  time  of  this  Patent  was  this — there  were  many 
different  sorts  of  steam  traps.  Tie  rods  were  known.  The  use  of  the  expansion 
movement  of  steam  was  well  known,  and  the  two  traps,  Kuaenberg  and  Royle, 

55  were  also  known.  Kusenberg  is  a  case  of  distortion  by  controlled  expansion. 
By  means  of  this  controlled  expansion  he  gets  a  large  movement  on  the  valve, 
and  is  able  to  open  and  shut  his  valve,    Royle  is  Kuaenberg  upside  down. 
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Oeipel  operates  by  the  same  principle.  The  difference  between  QeipeTs  Fig.  6 
and  Kusenherg  is  that  he  has  nsed  his  distortion  at  the  end,  and  Kusenherg  has 
used  his  distortion  in  the  middle.  Both  used  the  same  distortion  for  the  same 
purpose,  but  took  it  from  a  different  point.  The  learned  Judge  said :  **  It 
"  seems  to  me  to  be  really  in  a  modified  form  just  what  Boyle  and  Kusenherg  5 
"  did."  Supposing  he  had  held  there  was  no  disconformity,  he  would  have  to 
hold  the  Patent  was  bad  because  of  Kusenherg  and  Boyle.  There  must  be  two 
different  metals  to  allow  the  principle  of  difference  of  coefiBcient  expansion  to 
operate.  The  essence  of  this  invention  is  that  the  whole  thing  must  work  at 
the  same  temperature  or  else  it  would  not  be  a-  steam  trap  at  all.  If  the  inven-  10 
tion  is  to  be  read  so  widely  as  to  include  every  restraint  which  makes  a  dis- 
tortion, then  Kusenherg  becomes  an  anticipation.  The  two  arguments  on 
disconformity  and  subject-matter  are  correlative,  and  there  must  be  election 
of  one.  In  that  case,  the  question  is  whether  Fig.  6  ought  to  be  disclaimed  or 
not.  There  must  be  substantial  invention.  Oeipel  in  Fig.  6  uses  the  new  15 
principle  of  having  two  tubes  of  two  different  metals  as  well  as  the  old  principle 
of  distortion.  Fig.  6  does  not  work  by  that  new  principle.  It  is  in  effect 
Kusenherg,  and,  if  Fig.  6  is  nothing  but  a  development  of  Fig.  3,  then  Fig.  3 
and  Fig.  6,  being  the  same  invention,  do  not  contain  subject-matter  which 
distinguishes  them  from  Kusenherg.  The  Patentee  says  that  it  is  necessary  for  20 
him  to  obtain  a  motion  of  the  valve  under  circumstances  in  which  the  valve  is 
raised  from  one  temperature  to  another,  yet  in  neither  Specification  is  a  case 
contemplated  in  which  one  part  of  the  valve  is  at  a  different  temperature  from 
another.  Two  tubes  of  the  same  metal  will  not  do.  There  must  be  two  tubes 
of  different  metals.  The  Patentee  is  not  entitled  to  claim  Fig.  6  whether  he  25 
had  invented  it  or  not.  If  Fig.  6  is  allowed,  tfien  the  Patent  is  too  wide, 
on  the  ground  of  the  anticipations  by  Kusenherg  and  Boyle.  Looking  at  the 
Specification,  nowhere  does  it  point  to  the  possibility  of  one  tube,  and,  if  one 
tube  were  possible,  it  would  not  be  necessary  to  have  two  different  metals. 
Under  all  circumstances  it  is  assumed  that  the  trap  is  to  have  one  temperature,  30 
and  it  only  works  and  enables  the  valve  to  open  and  shut  by  having  two 
different  metals.  That  is  the  essence  of  the  Patent.  Fig.  6  does  not  work  by 
having  two  metals  of  different  coefficients  of  expansion.  Pneumatic  Tyre 
Oompany,  Ld.  v.  Leicester  Tyre  Company,  Ld.  (14  R.P.C.  851,  at  page  869, 
line  25)  lays  down  the  limitations  to  be  put  upon  a  Patentee  in  his  Provisional  35 
Specification.  The  Patentee  has  in  this  case  used  words  which  exclude  an  area 
which  might  otherwise  have  been  within  more  general  phraseology.  Fig.  3 
does  not  work  unless  there  are  two  different  metals  having  different  expansion 
coefficients.  It  ought  to  be  compared  with  Fig.  6  as  closely  as  possible.  There 
is  no  modification  of  the  Provisional  Specification  described  or  foreshadowed  40 
in  any  shape  or  form  which  does  not  require  of  its  essence  that  the  metals 
shall  be  of  different  coefficients  of  expansion,  and  taking  every  figure  which  is 
shown  in  the  Complete  Specification  down  to  that  part  of  the  letterpress  which 
did  appear  in  the  Provisional  Specification  that  is  essential,  and  unless  there  is 
in  these  the  essential  features  the  traps  will  not  work.  With  regard  to  Fig.  6,  45 
it  consists  of  an  expanding  tube  which  is  restrained  from  expanding  by  reason 
of  a  stay  rod,  and  that  is  Kusenherg,  and  nothing  else.  It  depends  not  in  the 
least  upon  the  metals  which  are  used,  but  on  the  difference  of  temperature  in 
the  tube  which  carries  the  steam  and  the  stay  rod  which  obstructs  the  motion. 
In  both  cases  it  is  by  distortion,  and  distortion  in  identically  the  same  form  and  50 
identically  the  same  way.  If  that  is  so,  Fig.  6  is  outside  the  Specification.  It  is 
not  the  same  invention,  and  the  Patent  is  bad. 

Bousfield,  K.C.,  replied. — The  Respondents*  argument  is  based  on  an  artificial 
classification  of  these  steam  traps,  and  they  endeavour  to  establish  that  Pig.  3 
shall  come  within  the  particular  definition  of  the  classification,  and  Fig.  6  is  55 
without  it.    [Vauohan  Williams,  LJ.—l^  not  that  artificial  classification 
essential  to  your  case  ?]    No.    The  function  of  the  Provisional  Specification  is 
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eesentially  not  to  limit  a  Patentee  to  a  particular  invention.    Hemay  worknpon 
his  invention. 

A  discussion  then  took  place  on  the  cross  appeal  of  the  Petitioners  as  to 
imposing  terms  in  the  event  of  a  disclaimer,  in  which  substantially  the  same 
5  arguments  were  used  as  in  the  Court  below. 

VAuaHAN  Williams,  L.J. — I  think  we  all  agree  that  the  Judge  has  a  dis- 
cretion, not  merely  a  limited  discretion  as  suggested,  in  the  matter.  The  Judge 
knows  much  more  about  the  case  than  we  do,  and  he  has  exercised  that 
discretion,  and  I  do  not  think  we  ought  to  review  it. 

1^       Under  those  circumstance,  I  think  the  best  way  will  be  to  abstain  from 
making  any  observation  upon  the  arguments  which  were  put  forward  at  the 
Bar,  whether  I  agree  with  them  or  whether  I  do  not.    I  think  this  appeal  ought 
to  be  dismissed  with  costs. 
Stirling,  L.J. — 1  agree. 

1^       Gozbns-Hardt,  L,J. — I  agree.    It  is  not  for  me  to  say  whether  I  should 

have  exercised  the  discretion  in  the  same  way  that  the  learned  Judge  has,  but 

having  exercised  it  I  cannot  say  that  he  has  gone  so  wrong  that  we  ought  to 

review  it. 

Judgment  on  the  main  appeal  was  reserved  and  delivered  on  the  8th  of 

20  February  1904. 

Stirling,  LJ^. — This  is  an  appeal  from  an  Order  made  by  Mr.  Justice 
Buckley  on  a  Petition  for  the  revocation  of  a  Patent,  by  which  it  was  ordered 
that  the  Patent  should  be  revoked  unless  within  three  months,  or  such  further 
time  as  the  Court  should  allow,  the  Patentee  obtained  leave  to  amend  the 

25  Specification  by  disclaiming  Figs.  2  and  6  of  the  drawings  attached  thereto.  The 
app^l  extends  only  to  so  much  of  the  Order  as  relates  to  Fig.  6,  it  being 
admitted  that  the  decision  as  to  Fig.  2  was  well  fonnded. 

The  ground  on  which  the  learned  Judge  held  that  Fig.  6  must  be  disclaimed 
was  that  in  respect  of  it  there  is  disconformity  between  the  Provisional  Specifi- 

30  cation  and  the  Complete  Specification.  The  Patent  relates  to  improvements  in 
steam  traps,  which  are  devices  used  for  draining  the  condensed  water  from 
steam  pipes,  or  other  receptacles  for  steam.  It  is  desirable  that  these  traps 
should  act  automatically  as  the  water  falls,  and  for  this  purpose  advantage  is 
taken  of  the  expansion  and  contraction  of  metals  caused  by  variations  of 

35  temperature  in  such  a  way  that  when  water  is  formed  there  is  opened  a  valve 
through  which  the  water  is  discharged.  Prior  to  the  date  of  this  Patent  this 
had  been  effected  in  various  ways.  These  different  methods  have  been  classi- 
fied by  the  learned  Judge  under  three  heads,  which  are  in  substance  as  follows  : 
First,  free  expansion  which  takes  place  where  a  tube  is  allowed  freely  to 

40  elongate  under  the  heat  of  steam,  and  to  contract  freely  when  water  forms,  and 
the  tube  consequently  cools,  the  tube,  by  its  expansion  or  contraction,  actuating 
a  lever  so  arranged  that  at  the  moment  when  the  water  forms  the  valve  is 
opened  by  the  action  of  the  lever.  Secondly,  controlled  expansion,  where  a  tie 
rod,  or  tie  rods,  is  or  are  connected  with  the  tubes  so  as  to  control  their  expan- 

45  sion  and  contraction  in  such  a  way  as  to  produce  a  movement  which  is  used  to 
open  the  valve.  Thirdly,  differential  expansion,  which,  in  the  language  of  the 
learned  Judge,  "  consists  in  having  two  of  the  tubes  with  different  coefficients 
"  of  expansion,  so  that  you  get,  as  the  temperature  is  higher  or  lower,  a 
"  greater  amount  of  expansion,  or  a  greater  amount  of  contraction  in  the  case 

50  "  of  one  tube  than  in  the  case  of  the  other,"  the  variations  in  figure  thence 
arising  being  applied  to  open  or  close  a  valve.  The  learned  Judge  has  held, 
and  I  think  rightly,  that  the  invention  described  in  the  Provisional  Specification 
falls  within  the  third  class.  In  that  Specification  the  Patentee  states  as 
follows  : — "  The  apparatus  consists  essentially  of  two  tubes  of  metal,  having  as 

55  "  different  a  coefficient  of  expansion  as  practicable,  one  end  of  the  tubes  being 
*'  the  inlet  admitting  water  and  steam,  the  other  being  the  outlet ;  thus  the 
'^  water  and  steam  is  within  and  not  outside  of  the  tubes.    These  tubes  are 
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''  firmly  coauected  at  both  ends,  one  of  the  junctions  being  free  to  move,  the 
^^  other  being  fixed ;  there  is  a  slight  distance  between  the  ends  of  the  tubes 
'^  at  the  fixed  junction,  but  at  the  &ee  junction  they  may  be  close  together.*' 
The  two  tubes  "  form  two  sides  of  a  triangle,  the  base  into  which  they  are  fixed 
**'  making  the  third  and  smallest  side.  According  as  the  pipes  are  hot  or  cold  5 
^^  the  relative  lengths  thereof  alter  and  cause  movement  at  one  of  the  angles. 
^^  This  movement  takes  place  at  what  I  have  called  the  free  end.*'  In  the 
Complete  Specification  the  Patentee  describes,  by  reference  to  Figs.  1,  3,  and  4 
of  the  drawings,  a  trap  which  is  admitted  to  conform  to  the  Provisional  Speci- 
fication. In  those  figures  the  letter  a  designates  the  tubes  having  the  higher  10 
coefficient  of  expansion,  preferably  of  brass  or  copper,  while  h  designates  those 
having  the  lower  coefficient,  preferably  of  iron.  In  this  arrangement  the  steam 
and  water  passes  through  both  tubes.  The  mode  of  working  of  the  trap  is 
explained  in  the  Complete  Specification  by  reference  to  Fig.  5  of  the  drawings. 
The  Patentee  says  :  "  When  tubes  are  cold,  or  comparatively  cold,  which  will  be  15 
^^  the  case  so  long  as  they  contain  water,  they  take  up  the  position  shovni  by 
^^  the  full  lines ;  but  whenever  the  wat>er  is  discharged,  and  steam  follows, 
'^  then  the  tubes  become  hotter,  and  the  side  of  the  triangle  expands  most, 
*'  the  tubes  assuming  the  position  shown  by  the  dotted  lines,  the  base  e  being 
^'  fixed.  Consequently  the  lever  /  moves  from  the  position  shown  in  the  20 
'<  full  lines  to  that  shown  in  the  dotted  lines,  and  so  closes  the  valve  or  cock. 
<^  When  water  again  enters  the  tubes  they  cool,  and  side  a  contracts  most,  thus 
^^  bringing  the  tubes  back  to  the  position  shown  in  the  full  lines,  and  reopening 
"  the  valve  or  cock,"  and  so  on.  The  particular  mode  of  motion  produced  in 
this  way  was  at  the  date  of  the  Patent  entirely  a  novel  mode  of  opening  and  25 
closing  the  valves.  Nothing  is  found  in  the  Provisional  Specification  which 
aptly  describes  the  device  represented  by  Fig.  6.  In  the  Complete  Specification 
the  following  description  is  given  : — "  There  are  other  obvious  ways  of  arranging 
'*  this  steam  trap ;  for  instance,  instead  of  having  only  two  tubes  I  may  use 
"  three,  or  more,  or  instead  of  one  of  the  tubes  1  may  use  a  tie  rod.  Such  an  30 
^'  arrangement  is  shown  in  Fig.  6.  In  this  case  the  length  of  the  rod  h  remaioB 
^'  constant,  while  according  as  the  tube  a  is  cold  or  hot  the  valve  is  open  or 
*'  closed.  In  this  case  the  valve  is  moved,  the  spindle  being  adjusted  by  the 
'*  screw  A;  to  a  fixed  position.  Since  the  valve  and  outlet  move  in  this  arrange- 
'^  ment  I  may  use  a  fiexible  tube,  or  expansion  piece  or  bellows  in  case  it  is  35 
^'  necessary  to  conduct  away  the  discharged  water,  or  I  may  place  the  valve  at 
"  the  junction  of  the  two  cubes  at  the  free  end,  so  that  the  iron  tube  h  carries 
^'  off  the  water  after  passing  the  valve  ;  the  length  of  the  tube  b  in  this  arrange- 
^^  ment  remains  practically  constant,  and  the  opening  and  closing  is  done  by  Uie 
'^  contraction  and  expansion  of  the  tube  a.'*  The  device  so  described  forms  40 
the  subject  of  a  second  claim,  which  is  as  follows  : — ^^  Secondly,  the  combination 
"  of  two  metal  tubes  having  different  expansion  coefficients,  or  of  one  metal 
'*  tube,  and  one  tie  rod  having  different  expansion  coefficients,  and  through 
*^  which  water  and  steam  are  discharged,  one  end  of  the  said  tubes,  or  tube  and 
'^  rod  being  fixed,  and  the  other  ends  being  connected  together,  and  free  to  45 
**  move  with  a  lever,  or  link,  or  spindle,  or  other  similar  arrangement  for 
"  opening  and  closing  the  outlet  valve  or  cock,  substantially  as  described."  In 
dealing  with  this  portion  of  the  Patent  the  learned  Judge,  after  pointing  out 
that  the  language  of  the  second  claim  is  inaccurate,  inasmuch  as  the  water  or 
steam  is  not  discharged  through  the  rod,  but  is  discharged  through  the  tube  50 
only,  proceeds  as  follows  : — ^'  It  is  true  that  in  the  immediately  antecedent  words 
'^  he  says, '  having  different  expansion  coefficients,'  and  if  you  read  that  literally  I 
^^  agree  he  has  said, '  My  tie  rod  is  to  have  a  different  expansion  coefficient  to  my 
^'  ^  metal  tube.*  But  he  has  told  you  above  that  the  length  of  the  rod  is  to 
'^  remain  constant,  which  is  equivalent  to  saying  that  it  does  not  matter  that  the  55 
<«  coefficient  of  expansion  of  my  rod  is  different  from  that  of  my  tube.  I  do  not 
^*  think  in  Fig.  6  he  has  relied  on  differential  expansion  at  s^ll*    I  think  he  has 
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^  relied  on  controlled  expansion.  That  being  so,  it  seems  to  me  that  there  is 
"  disconformity  between  the  Provisional  Specification  and  the  Complete  Speci- 
^'  fication.  The  Provisional  Specification  goes  to  differential  expansion  :  this 
*'  particular  claim  is  a  claim  to  controlled  expansion.**  With  the  greatest 
5  respect  for  the  learned  Judge,  I  am  unable  to  agree  with  this  part  of  his  judg- 
ment. In  particular  I  cannot  agree  that  the  Patentee  by  saying  that  the  length 
of  a  rod  is  to  remain  constant  has  done  what  is  equivalent  to  saying  that  it  does 
not  matter  that  the  coefficient  of  expansion  of  the  rod  is  different  from  that  of 
the  tube.    Neither  according  to  the  terms  of  the  Provisional  and  Complete 

10  Specifications,  nor  in  actual  working,  is  it  essential  to  the  success  of  the  patented 
invention  that  both  the  tubes  referred  to  in  the  Specifications  should  expand. 
What  the  Specifications  do  require  is  that  the  coefficients  of  expansion  of  the 
two  tubes  should  be  different,  a  condition  which  is  satisfied  if  the  coefficient  of 
one  be  of  considerable  amount,  and  that  of  the  other  zero  ;  that  is  to  say,  if  the 

15  second  tube  is  inextensible,  or  incapable  of  expansion  by  heat.  Whether  the 
second  tube  expands  under  heat  only  to  a  slight  extent,  or  does  not  expand  at 
all,  the  motion  relied  on  by  the  Patentee  for  opening  and  closing  the  valve  will 
be  produced,  and  will  be  of  the  same  nature  as  when  the  second  tube  is  of  iron, 
as  suggested  in  the  Specifications.    Such  motion  is  attributable  to  ^'differential 

20  ^'  expansion,"  though  that  is  a  term  which  does  not  occur  in  the  Specifications 
any  more  than  '^  controlled  expansion."  It  appears  to  me  that  in  reality  those 
terms,  though  they  may  be  convenient  for  purposes  of  classification,  are  not  in 
strictness  mutually  exclusive.  If,  then,  an  apparatus  in  which  one  of  the  tubes  is 
inextensible  &lls,  as  I  think  it  does,  within  the  Provisional  Specification,  it 

25  seems  to  me  that  an  apparatus  consisting  of  one  tube  in  combination  with  a 
tie  rod  cannot  be  excluded  merely  on  the  ground  that  the  tie  rod  is  inextensible^ 
for  in  both  forms  of  apparatus  differential  expansion  is  made  use  of.  In  the 
argument  before  this  Court  other  grounds  were  urged  in  support  of  the  decision. 
It  was  contended  that  the  Patentee  in  his  Provisional  Specification  states  that 

30  lus  apparatus  consists  essentially  of  two  tubes  of  metal,  and  that  it  was  not 
permissible  for  him  to  claim  by  his  Complete  Specification  an  apparatus  con- 
sisting of  one  tube  and  a  tie  rod.  Now  the  function  of  the  Provisional 
Specification  is  to  describe  the  nature  of  the  invention,  while  the  Complete 
Specification  must  particularly    describe   and    ascertain    the    nature  of   the 

35  invention,  and  in  what  manner  it  is  to  be  performed.  In  Woodward  v.  Sansum 
(4  R.P.C.  166),  Lord  Justice  Cotton^  at  page  175,  says  :  "  A  Patentee  putting  in 
'*  a  Provisional  Specification,  showing  the  nature  of  his  invention,  is  not  bound 
"  to  describe  the  way  in  which  that  can  be  carried  into  effect  and  operation,  but 
"  if  he  does  describe  a  way  of  doing  it,  and  before  he  files  his  Complete  Specifi- 

40  **  cation  he  either  finds  improvements  in  that  way,  or  a  different  way  of 
"  carrying  into  effect  that  which  is  described  as  his  invention  in  the  Provisional 
"  Specification,  he  is  bound  to  give  the  public  the  benefit  of  what  he  has 
"  discovered  as  regards  the  mode  of  carrying  the  invention,  the  nature  of  which 
"  must  be  described  in  the  Provisional  Specification,  into  effect,  even  although 

45  "  there  maybe  improvement,  and  even  invention,  which  was  not  known  to  him 
"  at  the  time.'*  A  Patentee  therefore  is  at  liberty  to  describe  in  his  Complete 
Specification  a  method  of  carrying  his  invention  into  effect  different  from  that 
given  in  the  Provisional  Specification,  provided  this  new  method  is  really  within 
the  invention  of  which  the  nature  is  described  in  the  Provisional  Specification,  and 

50  the  question  whether  this  is  so  or  not  is  one,  not  of  construction  of  the  Specifi- 
cation, but  of  fact,  as  was  decided  in  the  same  case  of  Woodward  v.  Sansum. 
In  the  present  case  I  think  the  invention  was  the  application  of  differential 
expansion,  so  as  to  produce  a  new  mode  of  motion  for  the  purpose  of  opening 
and  shutting  a  valve  in  steam  tubes  and  other  receptacles.    In  the  apparatus 

55  described  in  the  Provisional  Specification  this  mode  of  motion  was  produced  by 
the  differential  expansion  of  two  tubes.  In  the  Complete  Specification  it  was 
also  obtained  by  the  differential  expansion  of  a  tube  and  rod.    Both  methods 

2  H 
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are,  in  my  opinion,  within  the  invention,  and  the  evidence  shows  that  the 
second  naturally  arises  oat  of  the  first :  see  the  cross-examination  of  Mr. 
Stmnbume  at  question  827.  I  apply  to  this  case  the  language  of  Lord  Justice 
lAndley  in  Woodward  v.  Sansum  (4  R.P.C.  177)  "  It  appears  to  me  that  if  we 
**  were  to  hold  that  this  Complete  Specification  was  bad,  as  being  more  extensive  5 
"  than  the  Provisional  Specification,  we  should  find  ourselves  driven  to  go  this 
"  length  :  that  a  man  could  not  vary  from  his  Provisional  Specification  at  all, 
"  and  that  if  he  had  done  more  than  describe  the  nature  of  his  invention  in 
"  general  terms,  that  is  to  say  if  he  had  condescended  to  describe  anything 
"  particularly  clearly  and  intelligibly,  he  would  thereby  tie  himself  down  to  10 
"  what  he  had  so  described,  and  would  find  himself  unable  to  introduce  into 
"  his  Complete  Specification  any  variation,  however  obvious,  or  however  much 
**  it  might  naturally  grow  out  of,  or  be  involved  in,  the  nature  of  his  real 
"  invention." 

It  was  also  pointed  out  that  in  the  case  of  the  tie  rod  it  was  admitted  by  Mr.  15 
Swinlnirne^  who  gave  evidence  on  behalf  of  the  Patentee,  that  in  Fig.  6  it  was 
practically  immaterial  that  the  coefficients  of  expansion  in  the  tube  and  in  the 
rod  should  be  diflEerent ;  and  it  was  urged  that  it  was  of  the  essence  of  the 
invention  described  in  the  Provisional  Specification  that  the  two  coefficients 
should  be  different.    To  this  it  was  answered  that,  however  this  might  be,  the  20 
Complete  Specification  was  in  entire  conformity  with  the  Provisional  Specifi- 
tion,  because  the  claim  made  in  respect  of  Fig.  6  is  limited  to  the  combination 
of  "  one  metal  tube  and  one  tie  rod  having  different  expansion  coefficients," 
and  I  think  the  answer  is  sufficient.    The  Patentee  certainly  appears  by  his 
Provisional  and   Complete  Specifications  to  have  confined  his  claims  within  25 
narrower  limits  than,  so  far  as  I  can  see,  were  absolutely  necessary,  and  when 
questions  as  to  infringement  arise  he  may  find  himself  in  a  position  of  very 
considerable  difficulty.     But  on  a  Petition  for  revocation  no  question  as  to 
infringement  can  arise.    The  only  matters  to  be  considered  are  those  relating  to 
the  validity  of  the  Patent,  and  it  is  no  ground  of  objection  that  the  ambit  of  80 
the  Specification  is  too  narrow. 

These  objections  being  disposed  of,  it  becomes  necessary  to  deal  with  a  point 
which  was  argued  in  the  Court  below,  as  well  as  before  us,  but  was  not  dealt 
with  by  the  learned  Judge,  who  referred  to  it  in  the  folJ owing  passage  : — 
"  Now,  if  I  thought  that  controlled  expansion  was  within  his  (that  is  the  35 
"  Patentee's)  Specification,  and  that  the  principle  he  was  availing  himself  of 
"  was  that,  and  not  that  which  it  seems  to  me  to  be,  there  might  be  very  great 
"  difficulty  as  to  subject-matter,  but  I  am  not  of  that  mind.  It  appears  to  me 
"  that  he  has  not  relied,  in  his  Provisional  Specification,  on  controlled  expansion 
"  at  all,  and  I  do  not  think  that  he  has  relied  on  it  in  his  Complete  Specification.  40 
"  He  has  throughout  relied  on  differential  expansion.  Fig.  6,  as  I  say,  is  based, 
*'  not  on  the  principle  of  differential,  but  of  controlled,  expansion.  It  seems  to 
"  me  to  be  really  in  a  modified  form  just  what  Royle  and  Kvsenherg  did." 
For  the  reasons  already  stated  I  am  unable  to  agree  with  the  view  that  Fig.  6  is 
not  based  upon  the  principle  of  differential  expansion.  It  was  contended,  45 
however,  that  the  invention  described  in  Fig.  6  was  bad  for  want  of  subject- 
matter,  on  the  ground  that  it  was  a  mere  modification  of  the  inventions  of 
Kusenberg  and  Royle,  to  which  the  learned  Judge  refers.  I  am  opinion  that 
this  contention  is  not  well  founded,  for  this  reason  :  that  the  motion  of  which 
the  Patentee  avails  himself  to  effect  the  opening  and  closing  of  the  valve,  is  of  50 
an  entirely  different  kind  from  that  employed  by  Kusenberg  and  Royle.  The 
Patentee,  whether  his  apparatus  consists  of  two  tubes,  or  of  one  tube  and  a  tie 
pod,  avails  himself  of  the  motion  produced  by  differential  expansion  at  a  point 
at  OP  near  the  junction  of  the  tubes,  or  the  tube  and  the  tie  rod,  as  the  case  may 
be,  that  junction  being  free  to  move  while  the  other  ends  of  the  tubes  op  the  55 
tube  and  tie  rod  remain  fixed.  Kusmberg  and  Royle,  on  the  contrary,  used 
devices  consisting  of  combinations  of  tubes  and  tie  rods  in  which  the  Junctions 
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of  the  tabes  and  tie  rods  were  kept  fixed,  while  points  situated  in  the  tubes  or 
the  tie  rods  were  caused  to  move  in  straight  lines,  and  this  is  a  mode  of  motion 
entirely  different  from  that  made  use  of  by  the  Patentee. 

The  mechanical  device  employed  by  the  Patentee  in  the  present  case  was 
5  novel  at  the  date  of  the  Patent,  and  has  been  held  by  Mr.  Justice  Bvckley  to 
offer  advantages  not  afforded  by  the  devices  of  Kvsenherg  and  Royle,  That 
decision,  so  far  as  regards  Fig.  3,  has  not  been  appealed  from,  and  with  it  I 
agree.  In  my  view  Fig.  6  is  a  modification  and  natural  development  of  Fig.  3, 
and  in  Fig.  6  the  same  novel  mode  of  motion  is  made  use  of,  and  the  same 
10  advantages  are  gained  as  in  Fig.  3.  I  think,  therefore,  that  this  objection  fails, 
and  the  conclusion  is  that  the  appeal  ought  to  be  allowed. 

Vaughan   Williams,  LJ, — The    judgment   delivered    by    Lord   Justice 
Stirling  is  the  judgment  of  the  Court. 

Walter. — The  appeal  will  be  allowed  with  costs  ?    I  do  not  know  what  the 

15  Order  will  be  with  regard  to  the  costs  in  the  Court  below,  in  so  far  as  they 

were  increased  by  this  part  of  the  case.    At  present  the  Order  of  Mr.  Justice 

Buckley  is  that  we  pay  the  costs  in  the  Court  below.    Of  course  a  considerable 

amount  of  time  was  occupied  by  this  question  of  disconformity.    The  general 

costs  of  the  action  we  must  pay,  because  we  were  wrong  on  one  of  the  figures, 

20  but  the  Order  I  should  ask  your  Lordships  for  is  that  the  appeal  be  allowed 

with  costs,  and  a  direction  that  we  should  have  the  costs  in  the  Court  below, 

so  far  as  they  were  increased  by  this  part  of  the  case.    I  cannot  ask  for  more 

than  that.    The  costs  have  been  taxed  and  paid  in  the  Court  below. 

Vaughan  Williams,  LJ. — It  would  be  much  better  for  both  sides,  in  this 

25  state  of  things,  where  the  costs  have  been  taxed  and  paid,  to  avoid  if  possible 

any  further  expenditure  in  ascertaining  how  much  of  the  costs  below  were 

attributable  to  this  part  of  the  case. 

Walter. — If  your  Lordships  could  do  that,  my  clients  are  quite  ready  to  leave 
it  to  you  to  say  what  proportion. 
30       Terrell^  K.C. — ^We  are  entitled  to  the  general  costs  of  the  Petition.    The 
general  costs  of  the  Petition  are  themselves  two-thirds  or  thereabouts  of  the 
whole  of  the  costs.    Then  we  are  entitled  to  the  general  costs  of  the  issue  upon 
which  we  have  succeeded,  if  your  Lordships  are  fixing  that. 
Walter. — ^The  amount  of  the  bill  of  costs  was  660^. 
35      Vaughan  Williams,  L.J. — If  you  will  let  us  have  the  bill  itself  we  will 
look  at  it.    It  will  be  amply  sufficient  to  enable  us  to  judge  what  the  proportion 
should  be,  and  we  will  do  so  as  soon  as  we  have  seen  the  bill. 
On  the  following  day  the  case  was  mentioned  again. 

Vaughan  Williams,  L.J. — The  Respondents  must  return,  in  our  opinion, 
40  125/.  of  the  total  sum  of  660Z. 

Terrell^  K.C. — ^Would  it  not  be  convenient  to  do  this  ?    My  clients  will  have 
to  pay  the  costs  of  the  appeal,  so  if  they  add  125/.  to  their  costs  of  the  appeal 
I  think  that  will  meet  it. 
Vaughan  Williams,  L.J. — Yes,  that  will  produce  the  same  result. 


392  REPORTS  OF  PATENT,  DESIGN,  [June  8, 1904. 

PouUon  and  Son  v.  Kelley  and  Son, 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Swinpbn-Eady. 

March  4th,  1904. 

POULTON  AND  SON  V.   KELLBY  AND  SON. 


Action  for    Infringement   of  Patent   and  for   Paasing-off.^Motion  for  5 
Interlocutory  Injunction. — Injunction  granted. 

On  the  20th  of  February  1904,  William  Poulton  Ttrading  as  Poulton  and 
Son)  commenced  an  action  against  Kelley  and  Son^  claiming  an  injunction  to 
restrain  the  Defendants  : — "  (1)  From  passing-oflE  or  enabling  or  assisting  others 
'^  to  pass-off,  or  from  endeavouring  or  attempting  to  pass  off,  seating  blocks  and  1(1 
"  flue  covers  manufactured  by  the  Defendants  or  by  any  person  other  than 
"  the  Plaintiff,  as  *  Special  Seating  Blocks  and  Flue  Covers  of  Messrs.  PouUon 
"  *  and  Co.^8  pattern,'  or  as  or  for  the  Plaintiff's  manufacture,  or  from 
^'  passing-off,  or  attempting,  or  enabling,  or  assisting  others  to  pass  off  the 
"  Defendants'  goods  or  goods  manufactured  for  them  as  and  for  the  Plaintiff's  15 
<'  goods  ;  (2)  from  selling  or  contracting  to  sell,  or  offering  for  sale,  or 
"  procuring  to  be  sold  under  the  name  or  description  of  *  Poultoh*8  Patent 
** '  Curvilinear  Seating  Blocks  and  Flue  Covers,'  or  any  name  describing 
'^  goods  manufactured  by  the  Plaintiff,  as  seating  blocks,  flue  covers,  or  goods 
"  other  than  and  except  those  manufactured  by  the  Plaintiff  ;  (3)  from  the  20 
"  infringement  of  the  Plaintiff's  Letters  Patent  dated  23rd  February  1893, 
«  No.  3987." 

The  Plaintiff  moved  for  interlocutory  injunctions  in  the  terms  above  set 
out. 

It  appeared  from  the  affidavits  filed  on  the  Motion,  that  the  Corporation  of  25 
the  City  of  Coventry,  in  May  1903,  invited  tenders  for  exteasions  of  their 
electric    lighting  works,  and  that  the    Defendant,  who  was  a  builder   and 
contractor  trading  as  Kelley  and  Son^  tendered  for  and  obtained  the  contract,  , 
which  was  signed  on  the  1st  of  August,  1903.    The  Specification  stated  '^  Special 
"  Seating  Blocks  and  Flue  Cov^ers  of  Poulton  and  Co,'8  Pattern  are  to  be  used."  30 
The  Defendant,  who  alleged  that  he  was  unaware  when  he  read  the  Bill  of 
Quantities,  and  did  not  gather  from  the  Specification  that  the  Plaintiff  had  a 
Patent,  had  some  correspondence  with  him,  and  inferred  therefrom,  as  he 
alleged,  that  the  Plaintiff  did  not  make  and  was  not  willing  to  make  flue  covers 
of  the  pattern  specified  by  the  City  Engineer,  and  that  he  did  not  make  seating  35 
blocks  of  the  exact  dimensions  specified.    The  Defendant  obtained  the  goodb 
from  another  manufacturer,  but  denied  that  he  had  passed  off  or  attempted  to 
pass  off  other  goods  as  those  of  the  Plaintiff's,  and  denied  that  he  had  ever 
suggested  that  the  goods  supplied  were  of  the  Plaintiff's  manufacture.    The 
further  facts  sufficiently  appear  from  the  Judgment.  40 
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Evcj  K.Cm  and  E.  Clayton  (instructed  by  J.  BarOett)  appeared  for  the 
Plaintiff  ;  Z>.  M.  Kerly  (instructed  by  Growders^  Vizardy  and  Oldham^  agents 
for  BrowetiSy  Coventry)  appeared  for  the  Defendant. 

Swinfbn-Eady,  J. — In  my  judgment,  the  Plaintiffs  are  clearly  entitled  to 
5  the  injunctions  which  they  seek  both  as  regards  ^e  infringement  of  the 
P&tent,  and  as  regards  passing  off.  Although  Mr.  Kerly  has  pressed  upon  me 
that  this  is  a  small  case,  I  do  not  at  all  look  upon  it  as  an  unimportant  case, 
and  I  am  satisfied  that  it  is  not  an  accidental  infringement.  It  appears  that  in 
the  Specification  of  the  work  which  the  Corporation  required,  it  was  said  that 

10  the  fire  brick  blocks  and  flue  covers  were  to  be  obtained  from  "  an  approved 
^'  manufacturer,**  and  with  regard  to  the  special  seating  blocks  and  flue  covers, 
they  were  to  be  of  Messrs.  Poulton's  pattern  ;  and  it  appears  from  the  evidence 
that  the  Defendant,  who  obtained  the  contract,  was  told  where  to  obtain  them. 
He  was  given  Messrs.  Povlton  and  Son^a  address,  and  he  communicated  with 

15  them.  His  first  letter  was  on  the  27th  of  August,  his  tender  having  been  accepted 
on  the  Ist  of  August.  There  was  further  correspondence  in  October,  and  on  the 
12th  of  November  is  the  Plaintiffs'  last  letter.  The  note-paper  upon  which  the 
Plaintiffs  write  (I  have  here  the  original  letters)  contains  numerous  diagrams  in 
colours,  showing  the  shape  and  configuration  of  the  fire  blocks  that  they  use, 

20  and  their  seating  blocks  and  the  manner  of  applying  the  seating  blocks ;  and 
the  letter  paper  also  contains  the  statement  that  they  are  '^Patentees  of  the 
"  Improved  Curvilinear  Boiler  Seating  Blocks  and  Flue  Covers."  That  appears 
prominently  on  their  note-paper.  So  that  the  Defendant  knew  of  their  Patent ; 
he  knew  of  the  shape  of  their  blocks  ;   he  knew  where  to  obtain  them,  and  he 

25  knew  that  Messrs.  Poulton  were  manufacturers  of  them  ;  and,  apparently 
because  he  thought  he  could  get  them  a  trifie  cheaper,  he  chose  to  pass  by  the 
Patentees,  the  manufacturers ;  he  addressed  no  further  communication  to  them ; 
and  the  next  thing  that  they  hear  of  it  apparently  is  that  he  had  got  them  made 
by  some  other  manufacturer,  the  name  of  whom  up  to  this  moment  he  has  not 

30  disclosed,  and  whose  name,  according  to  the  evidence,  he  refused  to  disclose  at 
the  time,  although  now,  at  the  close  of  the  case,  his  Counsel  offers  to  disclose  the 
name  of  the  manufacturer.  Then  the  next  the  Plaintiffs  heard  of  it  was  that 
they  received  a  letter  from  the  manager  of  the  Electricity  Works  of  the 
Corporation.     He  wrote  to  the  Plaintiffs  on  the  assumption  that  they  were 

35  supplying  these  seating  blocks.  He  said  to  them,  '^You  are  supplying  some 
''  blocks  here  for  the  boilers,  and  it  seems  to  me  the  blocks  are  not  the  right 
**  design,**  and  he  complained.  Upon  that  the  Plaintiffs  were  put  upon  enquiry  as 
to  what  had  taken  place.  Then,  owing  to  the  illness  of  the  manager,  that  was  not 
followed  up  rapidly,  and  then  there  was  another  complaint.    The  next  complaint 

40  came  from  the  National  Boiler  and  General  Insurance  Company.  They,  on  the 
Ist  of  February,  wrote  directly  to  Messrs.  Poulton  on  the  assumption  that  they 
were  doing  the  work.  That  led  to  the  discovery,  and  then  the  Defendant 
complains  that  he  has  been  sued  without  notice,  and  alleges  that  he  is  an 
innocent    infringer,  and    that   it  is  a  small  matter.     Having  regard  to  the 

45  correspondence,  and  to  the  attitude  which  the  Defendant  has  since  taken  up, 
I  feel  myself  quite  unable  to  take  the  view  which  his  Counsel  has  submitted  to 
me.    It  appears  to  me  to  be  a  deliberate  infringement. 

Then  he  urged  that,  even  if  the  Patent  was  infringed,  there  was  no  case  of 
passing  off  ;  but  the  inference  which  I  draw  from  the  evidence  before  me  is 

50  that  there  was  no  other  manufacturer  of  the  Poulton  blocks  than  Messrs.  Poulton 
and  Son  themselves,  and  that  merely  supplying  blocks  of  the  Poulton  pattern 
is  a  representation  that  they  were  made  by  Messrs.  Poulton,  There  was  no 
other  manufacturer ;  certainly  the  Boiler  Insurance  people  thought  so;  and 
certainly  the  manager  of  the   Electricity   Works  thought   so.    The  contract 

55  requires  them  to  be  the  blocks  of  an  approved  manufacturer,  and  no  other 
manufacturer's  name  was  ever  submitted.  First  of  all,  Mr.  Swindlehurst  was  not 
informed  until  afterwards  that  the  seating  blocks  had  not  been  manufactured  or 
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supplied  by  Messrs.  Poulton  ;  and  Mr.  Tomlinsony  his  assistant,  said  that  he 
was  not  aware  until  after  the  seating  blocks  had  been  delivered  on  the  site  that 
they  were  not  being  obtained  from  Messrs.  Poulton^a,  I  think  the  whole  course 
of  the  Defendant's  conduct  has  been  to  represent  that  these  are  seating  blocks 
manufactured  by  Messrs.  Poulton,  and  according  to  Messrs.  Poulton^s  Patent.       5 

Under  these  circumstances,  I  am  of  opinion  that  an  Injunction  ought  to  be 
granted  until  trial  or  further  Order.  I  do  not  now  treat  this  as  the  trial.  It  may 
be  that  out  of  Court  the  Plaintiffs  may  consent  to  do  so  on  being  supplied  by 
the  Defendant  with  the  particulars  of  the  name  and  address  of  the  manufacturer 
who  delivered  the  goods  complained  of  in  this  action.  If  the  Defendant  should  10 
supply  that,  the  parties  are  at  liberty  to  take  steps  to  treat  this  as  the  trial  and  a 
perpetual  Injunction  will  be  drawn  up  ;  but  unless  they  agree  out  of  Court,  the 
only  Order  1  make  now  is  to  grant  an  Injunction  until  further  Order  in  the 
terms  of  the  Notice  of  Motion.  Of  course,  if  this  Motion  is  treated  as  the  trial, 
the  .Defendant  must  pay  the  costs  of  the  action,  15 


In  the  High  Court  of  Justice.— Chancery  Division. 
Be/bre  Mr.  Justice  Kekewich. 
March  29th,  1904. 

RiCKETT,  COCKBRELL  &  CO.,  LD.   V.  NBVILL. 

Action  to  restrain  passing-off. — Use  by  uHdow  in  carrying   on   her  late  20 
husband* s  business  of  the  name  of  her  late  husband^ s  former  employer. — Moivm 
for  interim  injunction. — Injunction  refused. 

N.  was  for  several  years  in  the  employ  of  G.  Jk  Go.^  as  assistant  in  and 
manager  of  their  coed  business.  Leaving  their  employ^  he  set  up  business  on 
his  otvn  account  as  a  coal  merchant,  under  the  style  of  "  N.  from  C.  A  Go.^'^  25 
which  he  habitually  u^ed  in  advertisements^  letter-paper  and  coal  waggons. 
Upon  his  death,  within  a  year,  his  undow  continued  the  business  tmder  the 
same  style.  G.  A  Go.  commenced  an  action  for  an  injunction  to  restrain 
her  from  so  doing,  bid  were  refused  such  injunction,  and  the  action  was 
dismissed  with  costs.  3q 
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The  Plaintiffs,  Rickett^  Gockerell  and   Co,^  Ld.^  were  coal  merchants,  being 

a  Company  formed  in  1899,  for  the  pnrpose  of  amalgamating  the  business  of 

Ricketty  Smith  and  Go.,  and  the  retail   portion  of  the  business  of  William 

Gary    and    Son,    Ld.^    which    had    been    carried    on    under   the    style    of 

5   G,  J.  Gockerell  and  Go. 

The  Defendant,  Margaret  Louisa  Neville  was  the  widow  and  sole  executrix 
and  universal  legatee  of  Sydney  Neville  who  at  the  time  of  his  death  on  the 
24th  February  1904,  was  carrying  on  business  as  a  coal  merchant  under  the 
style  of  "  Sydney  Nevill,  from  G.  J.  Gockerell  &  Co.,  Ld." 

Iff  Sydney  Nevill  was  for  several  years  in  the  employ  of  O.  J,  Gockerell 
and  Go.y  Ld.,  as  assistant  to  the  manager,  and  after  the  business  of  that  firm 
was  acquired  by  William  Cory  and  Son,  Ld.,  he  was  employed  as  assistant 
manager.  In  March  1903,  he  left  the  employment  of  the  Plaintiff  Company 
into  which    he    had  entered  when  they  took  over  the  business,  and  set  up 

15  business  on  his  own  account  as  a  coal  merchant  in  the  Strand.  He  used  the 
style  of  "  Sydney  Nevill,  from  G.  J.  Gockerell  &  Co.,  Ld.,"  habitually  in 
advertisements  in  the  daily  papers,  upon  his  bill  heads,  letter-paper  and 
circulars,  and  on  his  waggons  and  carts.  After  his  death,  the  Defendant 
carried  on  the  business  in  the  same  style,  and  the  Plaintiffs  brought  an  action  for 

20  an  injunction  to  restrain  her  and  her  servants  and  agents,  ^^  from  printing,  or 
**  afl&xing,  or  causing,  or  permitting  the  name,  (?.  J.  Gockerell  and  Go,,  Ld.,  or 
**  any  name  of  which  the  name  *  Gockerell,'^  forms  part  to  be,  or  remain  printed, 
"  or  affixed  on  any  billheads,  letter-paper,  circulars  or  advertisements,  vans, 
*^  waggons  or  carts,  used  for  the  purpose  of,  or  in  connection  with  the  business 

25  *'  of  a  coal  merchant  can*ied  on  by  the  Defendant,  and  from  otherwise  using  or 
**  causing  or  permitting  the  names,  '  Q,  J.  Gockerell  and  Go.,  Ld.,^  or 
**  *  Gockerell,^  to  be  used  in  such  a  manner  as  to  lead  the  public  or  purchasers, 
"  to  believe  that  the  Defendant's  business  is  in  any  way  connected  with  the 
"  business  that  was  formerly  carried  on  by  O.  J.  Gockerell  and  Go.,  Ld.,  and  is 

30  **  now  carried  on  by  the  Plaintiffs,  or  that  the  Plaintiffs  as  the  successors  of 
*'  O.  J.  Gockerell  and  Go.,  Ld.,  are  in  any  way  interested  in  the  Defendant's 
**  said  business." 

On  the  29th  March  1904,  a  motion  by  the  Plaintiffs  for  an  interim  injunction 
came  on  before  Mr.  Justice  Eekbwich. 

35  Warringttm,  K.G.,  and  Austen  Gartmell  (instructed  by  Deacon,  Gibson, 
Medcalf  and  Marriott)  appeared  for  the  Plaintiffs. 

P.  O.  Lawrence,  K.C.,  and  R.  J.  Parker  (instructed  by  Sewell,  Edwards  and 
Nevill)  appeared  for  the  Defendant. 

Warri7igton,  K.C.  for  the  Plaintiffs. — ^The  Defendant  does  not  say  that  she  is 

40  **  Gockerell  &  Co."  but  she  holds  out  that  she  has  been  connected  with  them, 
which  is  not  the  fact.  She  is  not  an  old  servant  of  that  firm  but  a  stranger, 
and  what  she  is  doing  is  as  much  calculated  to  mislead  customers  as  what  was 
done  by  the  Defendants  who  were  restrained  in  Olenny  v.  Smith  (2  Dr.  &  Sm. 
476),  and  in  Bookham  v.  Pottage  (L.R.  8  Ch.  App.  91).     The  Plaintiffs  are 

45   entitled  to  an  injunction. 

P.  O.  Lawrence,  K.G.  for  the  Defendant. — The  Defendant  is  entitled  to  avail 
herself  of  the  goodwill  of  her  late  husband's  business,  including  the  style 
under  which  he  traded  for  nearly  a  year.  The  Plaintiffs  have  failed  to 
prove  that  they  have    been  damnified  or    that   the  style    held  out    by  the 

50  Defendant  amounts  to  a  trade  libel,  and  are  therefore  *not  (entitled  to  relief 
dark  V.  Freeman  (11  Beav.  112).  The  cases  relied  on  by  the  Plaintiffs  were 
cases  of  dishonesty. 

Ebkbwioh,  /. — ^When  a  defendant  has  innocently  done  something  wrong 
and  comes  into  Court  and  supports  the  right  to  do  what  is  wrong,  that  may  by 

55  itself  establish  a  case  of  fraud  and  dishonesty.  For  instance,  if  any  one  takes  a 
trade  name  ignorantly,  as  has  often  been  done,  and  then  when  he  is  challenged, 
insists  upon  continuing  to  use  it,  by  insisting  he  turns  that  which  was  innocent 


396  REPORTS  OF  PATENT,  DESIGN,  [June  8, 1904. 

Rickett,  Cockerell^  A  Go.y  Ld.  v.  NmnU. 

into  a  wrongful  act.  In  that  sense,  if  this  lady  is  wrong  at  all,  and  if  she  has  heen 
doing  what  is  wrongful,  it  is  a  continuing  wrongful  act  to  resist  the  injunction  ; 
hut  in  no  other  sense  can  it  he  possihly  said  that  there  is  the  slightest  dishonesty 
in  this  case.  It  is  not  denied  that  her  hushand,  whon^  she  represents,  was 
entitled  to  use  his  own  name  with  the  affix  '*  From  Cockerell  &  Co." — using  the  5 
name  of  his  employers,  not  in  a  prominent  manner,  hut  merely  as  indicating 
that  Sydney  Nevill  looked  for  custom  in  this  particular  trade  and  looked  for  it 
with  more  confidence  because  he  had  been  formerly  in  the  employ  of  a  well- 
known  firm.  It  is  not  denied  that  he  did  that,  and  he  did  it  with  perfect 
propriety  for  something  like  nine  months.  Then  he  died  and  left  his  widow  W 
in  possession  of  his  effects,  including  his  trade,  and  she  continues  to  use  his 
name.  She,  of  course,  was  not  "  From  Cockerell  &  Co."  ;  but  he*  who  estab- 
lished the  business  was.  She  has  not  altered  the  billheads  and  she  has  not 
altered  the  letters  on  her  yans. 

I  think  there  are  other  points  on  which  the  case  might  be  decided,  but  no  one  1& 
has  suggested  that  a  widow  succeeding  to  and  carrying  on  a  business  in  the 
way  in  which  her  husband  was  entitled  to  carry  it  on  has  ever  been  restrained, 
or  has  ever  been  found  fault  with  for  doing  that  which  he  could  not  be  found 
fault  with  for  doing.  I  am  not  prepared  to  take  that  further  step  which,  so 
far  as  I  am  aware,  no  Court  has  ever  yet  taken,  or  has  ever  been. asked  to  take  ;  ^ 
and,  without  going  further  into  the  case  I  decide  it  on  that  ground  and  refuse 
the  Motion. 

Warrington^  K.C. — I  am  willing  to  treat  the  Motion  as. the  trial  and  to  have 
the  action  dismissed  with  costs. 

Kbkbwich,  /.—Very  well.  25 


Vol.  XXI.,  No.  18.]     AND  TRADE  MARK  OASES.  397 

Thtvaites  A  Go.  v.  M'Evilly. 
Gantrell  and  Cochrane  v.  Murphy  and  Bradahaw, 


IH  THE  Court  of  Appeal— Ireland. 

Before  Lords  Justices  FitzGibbon,  Walker,  and  Holmes, 

January  25th  and  26th,  1904. 

Thwaitbs  &  Co.  V.  M'EVILLY. 
Cantubll  and  Cochrane  v.  Murphy  anp  Bradshaw. 


Trade  Mark. — Selling  mineral  waters  not  of  Plaintiffs*  manufacture,  in 
bottles  embossed  with  Plaintiffs'  name^  registered  as  a  Trade  Mark,  but  bearing 
laibeis  with  Defendants'  name  and  address  as  manufacturers. — No  actual  fraud 
or  deception  proved  or  allied. — Meaning  of  ^Hnnocently  "  in  Section  2,  sub- 
10  section  2,  of  Merchandise  Marks  Act,  1887 .—Injunction  granted.  ^Appeal 
dismissed. 

The  Plaintiffs  um^e  manufacturers  of  mineral  and  aerated  waters  in  Dublin, 
which  they  sold  to  the  trade  in  bottles  embossed  with  tJieir  names^  registered  as 
Trade  Marks.    The  Defendants,  who  were  manufacturers  in  LimeiHck,  had  become 

15  possessed  of  a  number  of  the  Plaintiffs*  bottles  so  emJjossed,  which  they  refilled 
unth  waters  of  their  own  manufacture,  and  sold  to  retailers,  but  tvith  labels 
affixed  bearing  their  own  name  and  address  as  manufacturers.  It  was  not  proved 
or  alleged  that  fraud  was  intended,  or  that  any  person  had  been  actually  misled. 
The  Defendants  gave  evidence  thcU  the  public  were  guided,  not  by  the  name 

20  embossed  on  the  bottle,  but  by  the  label ;  but  the  Plaintiff^  contended  that  the 
label  was  liable  to  fall  off,  or  might  he  removed  by  a  fraudulent  retailer,  who 
could  then  sell  the  contents  as  of  Plaintiffs*  manufacture.  No  evidence  was  given 
that  this  had  in  fact  been  done;  but  the  Plaintiffs  had  served  notices  on  the 
Defendants  cautioning  them  against  i^ifig  bottles  so  embossed,  iwttvithstanding 

25  which  they  persisted  in  using  them,  and  claimed  a  right  to  do  so.  An  injunction 
ivas  granted  by  the  Master  of  the  Rolls  with  costs.    The  Defendants  appealed. 

Held,  by  tlie  Court  of  Appeal,  that  the  Defendants,  by  putting  mineral  water 
of  their  own  tnanufacture  into  bottles  bearing  the  Plaintiffs^  Trade  Marks^ 

2  I 
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committed  an  offence  against  the  Merchandise  Marks  Act ;  that  "  innocently ^''  in 
Section  2^  sub-section  2,  (c)  of  that  Act  means  imwcence  of  intention  to  infringe 
the  Acty  and  that  placing  labels  bearing  tJieir  own  names  on  the  bottles  did  not 
exonerate  the  Defendants,  Appeal  dismissed^  and  the  decision  of  Master  of 
Bolls  affirmed^  with  costs.  5 

Allen  V.  Richards  (26  8.J.  668)^  apjjroved. 

These  were  appeals  from  a  judgment  of  the  Master  of  the  Rolls  in  Ireland 
granting  injunctions  in  two  test  actions,  brought  to  try  the  question 
whether  the  Plaintiffs,  who  were  manufacturers  of  mineral  and  aerated  waters 
in  Dublin,  which  they  sold  to  retailers  in  bottles  embossed  with  their  names,  iQ 
registered  as  Trade  Marks,  were  entitled  to  injunctions  restraining  the 
Defendants,  who  were  manufacturers  in  Limerick,  from  re-filling  such  bottles 
with  waters  of  their  own  manufacture,  though  with  labels  affixed  bearing  their 
own  name  and  address  as  manufacturers.  It  was  not  proved  or  alleged  that 
there  had  been  any  actual  fraud  or  passing-off.  The  Defendants  alleged  that  15 
the  Plaintiffs  had  parted  with  the  property  in  the  bottles,  that  they  had  received 
them  from  retailers  in  the  ordinary  course  of  trade  in  exchange  for  bottles  of 
their  own,  and  that  by  affixing  labels  bearing  their  own  name  and  address  all 
chance  of  fraud  or  passing-off,  or  mistake  by  the  public,  was  prevented  and 
rendered  impossible,  as  the  labels  on  the  bottles  were  the  only  indication  of  the  20 
contents.  Witnesses  gave  evidence  that  the  public  were  guided,  not  by  the 
embossment  on  the  bottles,  but  by  the  labels.  It  was  pointed  out,  however,  for 
the  Plaintiffs,  that  the  labels  were  liable  to  come  off,  or  might  be  removed  by 
a  fraudulent  retailer,  who  could  then  pass  off  the  contents  as  of  the  Plaintiffs' 
manufacture  ;  and  they  relied  upon  the  fact  that  they  had  served  notices  on  25 
the  Defendants  cautioning  them  against  using  their  embossed  bottles,  and 
that  if  they  continued  doing  so  proceedings  would  be  taken  against  them. 
The  Defendants  submitted  that  they  were  within  their  right  in  using  the 
bottles  in  the  manner  stated,  and  they  relied  upon  Section  2,  sub-section  2  (c) 
of  the  Merchandise  Marks  Act,  1887,  which  they  contended  exonerated  them,  j)0 
as  having  acted  innocently.  The  Master  of  the  Rolls  granted  injunctions, 
holding  that  the  sale  of  goods  of  Defendants'  manufacture  in  bottles  bearing 
the  Plaintiffs*  Trade  Mark  was,  in  itself,  an  infringement  of  that  Statute  ;  that 
each  bottle  when  sold,  bore  two  trade  descriptions,  one  true,  and  the  oUier  not 
true ;  and  that  where  a  man  knew  that  another  was  the  owner  of  a  Trade  ;^ 
Mark,  and  he  intentionally  used  it  by  applying  it  to  his  own  goods,  from 
motives  of  personal  convenience  or  profit,  he  could  not  under  the  Statute  claim 
immunity  on  the  ground  of  innocence  (20  R.P.C.  663). 

The  Defendants  appealed.  The  Pleadings  and  the  facts  of  the  cases  are 
more  fully  stated  in  the  Report  of  the  trial  before  the  Master  of  the  Roils.  40 

IgnatitAS  O^Brien^  K.O.,  and  Doyle  (instructed  by  James  Doyle)  appeared  for 
the  Appellants  ;  0'8?iaughnessy,  K.C.,  Bloody  K.C.,  and  Day  (instructed  by 
Gerald  Byrne)  appeared  for  the  Respondents. 

O'Brien^  E.C.,  and  Doyle^  for  the  Appellants.— What  the  Act  was  intended 
to  prevent  was  the  affixing  of  a  false  trade  name,  trade  mark,  or  trade  45 
description  to  goods  for  the  purpose  of  passing  them  off  as  the  manufacture 
of  another.  In  the  present  case  no  such  intention  is  alleged  or  proved,  and 
in  fact  it  would  be  impossible  ;  for  until  the  label,  which  bore  the  true  name 
of  the  manufacturer  and  a  description  of  the  kind  of  mineral  water  in  the 
bottle  was  affixed,  it  would  have  been  impossible  to  sell  the  goods,  as  the  label  50 
was  the  only  indication  of  what  the  contents  of  the  bottle  were.  The  gist  of 
the  offence  is  the  application  of  a  false  trade  mark  or  trade  description,  with 
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the  intention  of  selling  the  goods  of  one  person  as  the  manufacture  of  another. 
Here  there  was  no  intention  to  sell,  nor  would  it  be  possible  to  sell,  until  the 
label,  bearing  the  true  name  of  the  manufacturer  and  the  description  of  the 
contents,  was  aflSxed  to  the  bottle.  What  the  Court  has 'to  look  to  is  the  joint 
5  effect  of  the  embossment  and  the  label,  and,  putting  the  two  together, 
whether  they  were  calculated  to  lead  persons  to  the  conclusion  that  the 
contents  were  manufactured  by  the  Plaintiffs,  per  Palles^  Lord  Chief  Baron, 
in  Findlater  v.  Quirke  (3  New  Irish  Jurist  165).  In  R.  v.  M'Evilly  (2  New 
I.J.  116)  relied  on  by  the  Plaintiffs  in  the  argument  before  the  Master  of  the 

10  RolU^  it  was  admitted  that  a  false  trade  description  had  been  used.  That  case, 
therefore,  is  no  authority  on  the  present  question. 

O'Shatighfiessey,  K.C.,  and  Blood,  K.C.,  for  the  Respondents.— Proof  of 
actual  fraud,  or  intention  to  pass  off,  is  of  course,  not  necessary  ;  nor  even  is  it 
necessary  to  show  that  the  use  of  the  bottle  bearing  the  embossed  Trade  Mark 

15  was  calculated  to  deceive  or  mislead.  The  sale  of  mineral  water  of  the 
Defendants*  manufacture  in  bottles  bearing  the  Plaintiffs'  Trade  Mark,  is  in. 
itself  an  offence  against  the  Act ;  and  the  use  of  the  label  is  no  excuse. 
Findlater  v.  Quif'ke  has  no  bearing  on  the  present  case.  That  was  a  case 
of  false  trade  description.     This  is    the  case  of   a    registered    Trade    Mark. 

20  In  Allen  v,  Richards,  (26  S.J.  658),  a  case  similar  in  its  facts  to  the  present, 
North,  J.,  granted  an  injunction,  holding  that  if  the  defendant  chose  to  buy 
second-hand  bottles  bearing  a  trade  name,  and  filled  them  with  the  same 
liquid  as  the  owner  of  the  name  was  in  the  habit  of  filling  them  with,  he 
was  not  in  a  position  to  resist  an   injunction ;    and  that  the  affixing  of  the 

25  defendant's  own  label  did  not  affect  the  question.  The  present  is  a  stronger 
case,  for  it  is  that  of  falsely  applying  a  registered  Trade  Mark. 

The  following,  among  other  cases,  were  also  referred  to :  Powell  v. 
Bumingham  Vinegar  Brewery  Company,  (13  R.P.C.  235  ;  14  R.P.C.  720 ;  L.R. 
(1896)  2  Ch.54 ;  L.R.  (1897)  App.  Cas.  710) ;  Singer  y.  Loog  (L.R.  8  App.  Cas.  15). 

30  PlTZQlBBON,  L.J. — It  is  difficult  to  keep  the  portions  of  the  Merchandise 
Marks  Act,  1887,  which  deal  with  Trade  Marks  separate  from  those  which 
deal  with  "trade  descriptions";  and  the  difficulty  is  increased  by  the  citation 
of  cases  dealing  with  false  trade  descriptions,  which  have  no  application  to 
the  present  case,  in  which  the  cause  of  action  is  the  illegal  use  of  a  registered 

35  Trade  Mark.  In  my  opinion,  the  objects  of  the  legislation,  as  regards 
Trade  Marks,  are  two :  First,  the  protection  of  persons  who  have  the 
exclusive  right  to  use  Trade  Marks,  and  who  have  a  monopoly  of  them  ;  and 
secondly,  the  protection  of  the  public  against  being  deceived  into  purchasing 
goods  made  by  people  other  than  the  proprietors  of  the  Trade  Marks  on  the 

40  faith  of  which  the  goods  are  bought.  These  objects  are  distinct,  and  we  have 
to  determine,  upon  the  words  of  the  Act,  what  the  protection  is  which  the 
legislature  has  deemed  it  necessary  to  give,  for  the  purpose  of  securing  each  of 
them.  Having  ascertained  what  the  legislature  has  defined  to  be  an  illegal  use 
of  a  Trade  Mark,  the  Court  is  not  at  liberty  to  cut  the  protection  down  to  cases 

45  in  which  fraud,  or  "  passing  off  "  has  been  proved  or  intended,  or  in  which  acts 
have  been  done  which  were  calculated  to  deceive,  further  or  otherwise  than 
by  coming  within  the  prohibitive  words  of  the  Statute.  There  may  be  cases 
where,  in  ninety -nine  out  of  a  hundred  instances,  no  mischief  would  result,  yet 
in  the  hundredth  case  it  might  occur,  even  unintentionally ;  and  all  that  the 

50  Court  has  to  do  is  to  ascertain  whether,  in  order  to  give  the  desired  protection, 
the  legislature  has  declared  that  the  thing  done  shall  be  an  offence  against 
the  Act. 

In  the  present  case,  we  must  ascertain  first,  whether  the  Defendant  has  done 
an  act  which,  prima  facte,  comes  within  the  definition  of  an  offence  against 

55  the  Act ;  and  secondly,  if  so,  whether  be  has  proved  anything  sufficient  to 

2  I  2 
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bring  him  within  the  statatory  exemption.  Leaving  out  immaterial  and 
alternative  wordB,  but  adding  or  altering  nothing,  and  omitting  nothing 
material,  the  Act,  Section  2,  defines  the  alleged  offence  as  follows : — 
'*  (2)  Every  person  who*  sell?,  or  has  in  his  possession  for  any  purpose  of  trade, 
*'  any  goods  to  which  any  Trade  Mark  is  falsely  applied,  shall  be  guilty  of  an  5 
"  offence  a.s^ainst  this  Act." 

This  definition  says  nothing  about  mens  rea  or  intent ;  nothing  about  deceit 
or  fraud.  The  condition  of  exemption  is  as  follows  :— *'  Unless  he  proves 
*^  (a)  that  having  taken  all  reasonable  precautions  against  committing  an 
*<  offence  against  this  Act,  he  had  at  the  time  of  the  commission  of  the  alleged  10 
'*  offence  no  reason  to  suspect  the  genuineness  of  the  Trade  Mark  ;  and  (b)  that 
"  on  demand  made  by  or  on  behalf  of  the  prosecutor,  he  gave  all  the  information 
"  in  his  power  with  respect  to  the  persons  from  whom  he  obtained  such 
**  goods  ;  or  (c)  that  otherwise  he  had  acted  innocently.'* 

Beyond  question,  what  the  Defendant  did  in  the  present  case  came  within  15 
the  definition  of  the  offence,  and  was  prima  fade  an  infringement  of  the  Act. 
That  he  sold  mineral  waters  made  by  himself,  to  which  the  Trade  Mark,  in  some 
cases  of  Thwaites^  and  in  other  cases  of  Gantrell  and  Gochrane,  was  falsely  (/.«., 
contrary  to  the  fact)  applied,  was  proved  and  admitted.  In  fact  the  Defendaint 
contended  that  he  was  entitled  to  have  in  his  possession,  and  to  use  for  the  20 
purpose  of  trading  in  mineral  water  made  by  himself,  bottles  to  which  the 
Trade  Marks  ot  other  makers  were  applied.  His  defence  was  that  he  could  not 
carry  on  his  trade  profitably  unless  he  did  this. 

Again  omitting  what  is  for  present  purposes  immaterial.  Section  5  says  : — 
"  (1)  A  person  shall  be  deemed  to  apply  a  Trade  Mark  to  goods  who  places  any  25 
'^  goods  which  are  sold  or  had  in  possession  for  any  purpose  of  trade,  in  any 
"  covering  to  which  a  Trade  Mark  has  been  applied.  (2)  The  expression 
"  '  covering '  includes  any  bottle.  A  Trade  Mark  shall  be  deemed  to  be  applied 
'^  whether  it  is  impressed  or  otherwise  affixed  to  the  goods,  or  to  any  covering. 
*'  (3)  A  person  shall  be  deemed  to  falsely  apply  to  goods  a  Trade  Mark,  30 
^  who,  without  the  assent  of  the  proprietor  of  a  Trade  Mark,  applies  such  Trade 
<'  Mark,  but  the  burden  of  proving  the  assent  of  the  proprietor  shall  lie  on  the 
"  Defendant." 

The  Defendant  here  cannot  escape  from  these  express  and  definite  enact- 
ments unless  he  proves  (a)  and  (h\  or  (c),  under  Section  2  (2)  In  my  opinion  35 
the  observation  of  Palles^  O.B.,  in  Findlater  v.  Quirke  (3  New  Irish  Jurist, 
165),  that  what  the  Court  had  to  look  to  was  the  joint  effect  of  the  embossment 
and  the  label— even  if  it  be  law  as  to  a  trade  degcription — ^is  not  applicable  to 
the  present  case.  The  marks  embossed  on  the  bottles  which  the  Defendant 
used  were  the  registered  Tmade  Marks  of  proprietors  who  did  not  assent  to  40 
their  being  affixed  to  the  goods  of  the  Defendant.  This  is  not  a  case  in  which 
a  mark  so  nearly  resembling  a  Trade  Mark  as  to  be  calculated  to  deceive  has 
been  used  or  applied ;  the  actual  Tirade  Mark  of  one  maker  has  been  applied 
to  bottles  containing  the  goods  of  another.  It  is  not  a  case  of  ''  trade 
^<  description,"  true  or  false.  Had  it  been  so,  the  question  might  have  arisen  45 
whether  the  combined  effect  of  the  two  things — the  embossed  Trade  Mark  and 
the  paper  label — was  or  was  not  an  indication,  direct  or  indirect,  as  to  the  place 
in  which  the  goods  were  made,  or  as  to  the  mode  of  manufacturing  them. 
But  there  are  no  qualifying  words  in  the  provisions  against  applying  a  Trade 
Mark.  An  argament  was  founded  on  the  fact  that  the  provisions  of  Sec.  3  50 
relating  to  ''  false  trade  description "  are  extended  to  cases  where  such  a 
description  "  is  a  Trade  Mark  or  part  or  a  Trade  Mark  "  ;  and  to  cases  of  the 
application  to  goods  of  any  **  figures,  words,  or  marks,  or  arrangement  or 
'^  combination  thereof,  whether  including  a  Trade  Mark  or  not."  In  these 
provisions,  deceit,  or  the  risk  of  misleading,  may  be  material,  but  they  relate  to  55 
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cases  of  false  trade  description,  and  not  to  the  false  application  of  a  Trade 
Mark.  In  my  opinion  where  a  registered  Trade  Mark  is  "  falsely  applied," 
deceit  and  the  risk  of  misleading  are  assumed,  or  become  immaterial,  and 
the  offence  is  prima  fade  completed  ;  and  the  condition  or  burden  is  thrown 
5  on  the  Defendant  of  proving  that  he  comes  within  (a)  and  (b\  or  {c\  of 
Section  2  (2).  These  defined  exemptions  cannot  help  the  Defendant  here. 
Clanses  (a)  and  (b)  have  no  application  to  the  facts  ;  ^*  reasonable  precautions," 
**  the  genuineness  of  the  Trade  Mark,"  "  the  information  in  his  power,"  have 
nothing  to  do  with  the  present  case.    There  remains  only  the  alternative  (c), 

10  viz.,  *'  that  otherwise  he  had  acted  innocently."  This  cannot  mean  that,  having 
knowingly  and  wilfully  applied  the  Trade  Mark  of  another  manufacturer  to  his 
own  goods,  the  Defendant  can  exonerate  himself  by  adding  to  the  Trade  Mark  a 
label  bearing  his  own  name,  and  saying  that  he  has  no  intention  to  deceive.  In 
my  opinion,  the  words  "  otherwise  acted  innocently  "  apply  to  cases  similar  to 

15  those  described  in  (a)  and  (b),  where  a  defendant  can  prove  that  he  was 
innocent  of  any  intention  to  infringe  the  Act :  for  instance,  that  he  was 
unaware  that  the  mark  applied  to  the  goods  was  the  Trade  Mark  of  another 
manufacturer,  or  that  the  act  was  done  by  some  other  person  for  whom  he  was 
not  responsible  ;  but  they  cannot  apply  to  a  case  like  the  present,  where  the 

20  Defendant  admittedly  knew  that  the  embossments  on  the  bottles  were  regis- 
tered Trade  Marks,  which  he  wilfully  applied  to  goods  not  manufactured  by 
the  proprietors  of  those  marks. 

It  has  been  urged  that  an  injunction  would  cause  great  inconvenience  to  the 
Defendant's  trade.    But  no  inconvenience  could  have  arisen,  if  the  Defendant 

25  had  insisted  that  his  customers  should  return  him  his  own  bottles,  or  if  he  had 
refused  to  accept — or  to  give  credit  for — ^bottles  bearing  the  Trade  Marks  of  other 
manufocturers.  Allowing  customers  to  mix  the  bottles,  or  the  practice  of  some 
manufacturers  of  accepting  bottles  indiscriminately,  cannot  excuse  infringing 
the  Act  by  filling  bottles  bearing  the  Plaintiffs  Trade  Marks  with  goods  not 

30  manufactured  by  them. 

it  was  said  that  the  Plaintiffs  had  parted  with  the  property  in  the  bottles  by 
selling  them  to  customers  from  whom  the  Defendant  had  acquired  the  property 
in  them.  But  the  object  of  the  Act — namely,  to  stop  a  practice  which  the 
legislature  considered  to  be  injurious,  that  of  applying  the  Trade  Mark  of  one 

35  manui^turer  to  the  goods  of  another,  in  the  course  of  trade — ^has  nothing  to  do 
with  the  ownership  of  the  thing  which  falsely  bears  the  mark.  Fraud,  or 
intention  to  deceive,  is  not  a  necessary  ingredient  in  the  offence  of  applying 
a  T^de  Mark  contrary  to  the  fact,  which  is  what  the  Act  means  by  "  felsely  " 
applying  it.    That  has  been  done  by  the  Defendant ;  and  it  is  no  answer  or 

40  defence  that  he  did  not  intend  to  deceive,  or  that  he  put  on  the  goods — besides 
the  Trade  Mark — ^a  label  bearing  his  own  name.  The  decision  of  Norths  J.,  in 
Allen  V.  Richards  (26  S.J.  658),  is  an  authority  in  favour  of  our  decision,  which 
is  that  the  appeal  must  be  dismissed,  and  the  Order  of  the  Master  of  the  Rolla 
affirmed  witii  costs. 

45  Walker,  L-J.— I  concur.  There  are  only  two  questions  in  the  case: 
First,  has  the  Defendant  violated  the  Act  of  Parliament  ?  Secondly,  if  so,  has 
he  brought  himself  within  either  of  the  exempting  clauses  by  putting  the 
label  on  the  bottles  ?  This  is  the  case  of  a  registered  Trade  Mark,  which  stands 
upon  a  higher  plane  than  that  of  a  trade  description,  and  is  governed  by 

50  different  considerations.  Under  the  Act  of  1887,  an  offence  is  committed  by 
affixing  a  Trade  Mark  to  any  goods  to  which  it  does  not  belong,  unless  the 
defendant  proves  that  he  **  acted  innocently."  How  could  the  Defendant 
prove  that  he  acted  innocently  when  he  admitted  that  he  knew  that  the 
mark  on  the  bottles  was  the  Trade  Mark  of  another  person,  that  he  filled  them 

55  with  goods  of  his  own  manufacture,  that  he  did  so  for  the  purposes  of  sale,  and 
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had  actually  sold  them,  that  he  was  aware  of  the  Act  of  Parliament,  that  he 
knew  that  the  Act  declared  that  that  should  not  be  done,  but  put  his  own 
construction  on  it,  and  contended  he  was  entitled  to  do  it,  because  he  put  on  the 
bottles  labels  bearing  his  own  name?  The  Act  of  Parliament  distinctly 
declares  that  that  should  not  be  done ;  and  I  cannot  conceive  how  the  5 
Defendant  could  say  that  he  had  acted  innocently.  By  Section  5,  *' A  person  shall 
'^  be  deemed  to  apply  a  Trade  Mark  to  goods  who  applies  it  to  the  goods  them- 
"  selves,  or  to  any  covering,  label,  reel,  or  other  thing  in  or  with  which  the  goods 
'*  are  sold  or  exposed,  or  had  in  possession  for  any  purpose  of  sale,  trade,  or 
"  manufacture  "  ;  and  "  the  expression  *  covering '  includes  any  stopper,  cask,  10 
"  bottle,  vessel,  box,  cover,  capsule,  frame,  or  wrapper."  Reading  those 
definitions  into  the  second  section,  the  Defendant  has  plainly  been  guilty  of  an 
offence  against  the  Act,  and  he  could  not  show  that  he  had  acted  innocently, 
because  he  knew  that  he  had  done  so.  The  decision  of  the  Master  of  the  Rolls 
must  be  affirmed.  '  15 

Holmes,  LJ. — I  concur.  The  case,  in  my  opinion,  does  not  admit  of  question. 
The  Defendant  had  in  his  possession  for  the  purposes  of  sale,  and  had  actually 
sold,  bottles  containing  mineral  water  of  his  own  manufacture,  to  which  the 
Trade  Marks  of  other  manufacturers  had  been  falsely  applied,  and  it  is  admitted 
that  he  was  aware  of  the  existence  of  those  Trade  Marks  on  the  bottles.  Under  20 
those  circumstances  the  Plaintiffs  were  clearly  entitled  to  an  injunction,  unless 
the  Defendant  was  able  to  show  that  he  was  exempted  by  the  Statute.  What 
the  Defendant  suggested,  as  entitling  him  to  exemption,  was  that  he  had  put  on 
the  bottles  labels  bearing  his  own  name  as  the  manufacturer,  and  that  this 
showed  that  he  had  no  intention  to  deceive,  and  he  was  entitled  to  exemption  as  25 
having  acted  innocently.  What  is  the  meaning  of  having  "  acted  innocently  ?  " 
Is  the  Court  to  hold  that  it  means  the  absence  of  intention  to  deceive  ?  I  think 
not.  "  Innocently,"  in  my  opinion,  means  that  the  Defendant  was  innocent  of 
any  intention  to  infringe  the  Act.  He  did  not  act  innocently  if  he  knew,  as  he 
did  know,  that  he  had  applied  to  goods  of  his  own  manufacture  the  Trade  Mark  30 
of  another,  and  if  he  endeavoured  to  avoid  the  consequences  by  attaching  a  label 
bearing  his  own  name. 

The  appeal  was  dismissed  with  costs. 
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In   the   High   Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Joyce. 

March  11th,  14th,  15th,  and  19th,  and  May  10th,  1904. 

AOKROYD    AND    BEST,    LD.    V.    THOMAS    AND    WILLIAMS. 

5  Patent. — Action  for  Infringetnent — Construction  of  Specification— Infringe- 
ment  denied. — Judgment  for  Defendants. — Solicitors^  undertaking  to  refund 
costs. 

The  oumers  of  a  Patent  for  improvements  in  miners'  safely  lamps,  having 
brought  an  action  for  infringement,  the  Defendants  denied  infringement,  and 

10  atteged  the  invalidity  of  the  Patent,  but  at  the  trial  relied  principally  on  the 
contention  that  the  Patent  was  for  a  particular  combination,  which  they  had 
not  taken.  The  first  claim  of  the  SpecificcUion  was  as  follows : — "  In  a  miner^s 
"  safety  lamp,  the  employment  of  a  spring  catch  for  locking  the  bonnet,  the  said 
**  spring  catch  being  brought  into  an  acting  position  on  the  closing  of  the  lamp, 

15  ^substantially  as  set  forth.''     The  Plaintiff^  alleged  that  the  feature  of  the 

invention  was  an  arrangement  by  which,  when  the  bonnet  was  screwed  on,  it 

locked  automcUically,  and  could  not  be  removed  until  the  main  lock  of  the  lamp 

was  undone,  and  that  ths  Defendants  had  in  substance  taken  the  combination. 

Held,  that  the  Patent  did  not  involve  any  new  principle,  but  toas  for  the 

20  particular  combination,  and  that  the  Deferidants  had  not  taken  the  patented 
spring  catch  or  the  substance  of  the  invention.  I7ie  action  was  dismissed  unth 
costs. 

On  the  12th  of  March  1898,  Letters  Patent  (No.  6128  of  1898)  were  granted  to 
William  Ackroyd  and  William  Best  for  an  mvention  of  "  Improyements  in  or 

25  "  connected  with  Miners'  Safety  Lsonps." 

The  Complete  Specification  was  as  follows  : — "  It  is  the  cnstom  for  all  miners' 
^Mamps  to  be  delivered  into  the  lamp  room  for  cleaning  purposes  after  they 
^  have  been  employed  in  the  mine,  bnt  when  the  lamp  is  again  returned  to  the 
'*  miner  ready  lighted  and  locked,  he  has  no  guarantee  that  the  lamp  has  been 

30  ^*  properly  attended  to.  If  the  lamp  cleaner  is  negligent  in  his  duty,  he  may 
^  simply  remove  the  lamp  bottom  and  clean  the  interior  of  the  lamp  without 
^  taking  out  the  gauze,  or  the  lamp  may  be  closed  after  cleaning  without  having 
^*  a  gauze  in  at  all.  Faults  of  this  description  cannot  be  detected  by  the  miner, 
**  and  this  negligence  has  often  been  the  cause  of  disastrous  explosions. 

35  **  Now  the  object  of  this  invention  is  to  prevent  explosions  being  caused  in 
**  mines  through  the  negligence  of  the  lamp  cleaner  or  other  person  cleaning 
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"  the  lamps,  or  through  any  attempt  on  the  part  of  the  miner  to  loosen  the 
*'  glass,  and  with  this  object  we  construct  our  lamp  as  shown  in  the  accompany- 
"  ing  drawing  where  Figure  1  is  a  sectional  elevation  of  the  same,  and  Figures 
"  2,  3,  4  and  5  are  detail  views. 


nc.i 


ric.2. 


"  The  general  structure  of  the  lower  part  of  the  lamp  is  as  follows  :•— A  is  the  5 
"  lamp  frame,  and  B  is  the  lamp  bottom  or  oil  container  which  is  provided 
"  with  a  spring  bolt  C  only  capable  of  being  withdrawn  by  means  of  a  powerful 
"  magnet.  The  lamp  bottom  B  screws  into  the  lamp  frame  A  by  means  of  a 
*'  right  hand  screw  thread  D.  E  is  a  ring  for  receiving  the  base  of  the  glass  J. 
"  This  ring  E  screws  into  the  lamp  frame  by  means  of  a  left  hand  thread  F,  and  10 
"  the  base  of  the  ring  E  is  provided  with  a  flange  on  the  under  side  of  which 
"  are  situated  rack  teeth  H  (see  inverted  plan  view  Figure  5)  for  engaging  with 
"  the  locking  bolt  C. 
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"  The  particular  arrangement  of  the  upper  part  of  the  lamp,  characterizing 
"  the  invention,  and  whereby  the  screw  off  outer  cover  or  *  bonnet'  R  may  be 
"  fastened  after  the  base  of  the  lamp  is  locked  and  whereby  the  *  bonnet '  R 
"  cannot  be  unfastened  until  the  base  of  the  lamp  is  unlocked,  is  as  follows  : — 
5  "  The  upper  edge  of  the  lamp  glass  J  bears  against  a  shoulder  L  formed  upon 
"  the  lower  edge  of  the  gauze  cover  K.  M  is  a  spring  which  is  attached  to  the 
"  lamp  frame  A,  and  N  is  a  stud  which  is  attached  to  the  end  of  the  spring  M 
"  and  passes  through  a  hole  in  the  lamp  frame  A.  P  is  a  spring  which  is 
"  fastened  to  the  under  side  of  the  bonnet  R,  which  latter  is  connected  to  the 

10  *'  lamp  frame  A  by  means  of  the  screw  thread  S. 

"  When  the  ring  E  is  screwed  tightly  home,  the  glass  J  holds  the  shoulder  L 
"  of  the  gauze  K  firmly  up  against  its  seat  in  the  lamp  frame  A,  the  said 
"  shoulder  in  its  turn  holding  up  the  stud  N  as  shown  at  Figure  3  and  plan 
"  view  Figure  4  and  so  keeping  the  spring  M  in  a  position  to  engage  with  the 

15  **  spring  P,  as  seen  at  Figure  3.  The  lamp  bottom  B  can  now  be  screwed 
"  into  position,  the  boll  C  running  round  over  the  rack  teeth  H,  until  the  said 
*'  lamp  bottom  B  is  screwed  securely  home.  Any  attempt  to  unscrew  the  lamp 
"  bottom  B  without  first  withdrawing  the  bolt  only  tends  to  tighten  the  parts  more 
"  firmly  into  position  owing  to  the  reverse  direction  of  the  screw  threads  F  and  D. 

20  "When  the  lamp  is  handed  to  the  miner  in  this  condition,  viz.,  with  the 
"  lamp  base  locked  but  with  the  bonnet  R.  removed,  the  miner  or  inspector  can 
"  only  examine  the  gauze  and  they  cannot  tamper  with  the  lamp.  When  the 
"  examination  of  the  gauze  K  has  been  made,  the  bonnet  R  is  secured  firmly 
**  home,  until  the  spring  P  takes  behind  the  spring  M,  and  the  bonnet  is 

25  "  thus  firmly  locked  until  the  spring  M  resumes  the  position  shown  at  Figure  2, 
**  which  cannot  take  place  until  the  lamp  is  taken  to  pieces  in  the  lamp  room. 

"  Thus  according  to  our  invention  the  lamp  bonnet  R  may  be  screwed  on  and 
"  off  from  the  lamp  frame,  to  which  it  can  be  locked  by  the  spring  catch  M  the 
"  said  spring  catch  M  only  being  brought  into  action  when  the  glass  J  and  the 

30  "  gauze  K  are  pressed  firmly  in  position  by  means  of  the  ring  E.  This  enables 
"  the  lamp  to  be  handed  to  the  miner  with  the  gauze,  glass,  and  glass  holding 
"  ring  fastened  into  position,  and  with  the  lamp  base  already  locked  whilst  the 
"  bonnet  can  be  handed  separately  to  the  miner,  or  it  can  be  screwed  loosely  on 
"  the  frame  but  not  far  enough  for  the  spring  catch  M  to  engage  and  lock  the 

35  '*  said  bonnet  R.  The  miner  can  thus  take  off  the  said  bonnet  R  and  see  that 
"  the  gauze  K  is  in  position  and  clean,  and  the  inspector  can  repeat  the 
"  examination  and  then  screw  the  bonnet  up  until  the  spring  lock  P  engages 
"  with  the  spring  catch  M  in  the  lamp  frame,  thus  firmly  locking  the  bonnet  R 
"  which  cannot  be  again  opened  until  the  lamp  bottom  B  is  unlocked  in  the 

40  "  lamp  room.  The  lamp  cleaner  is  obliged  to  remove  the  gauze  K  and  glass  J 
"  in  order  to  remove  the  bonnet  R,  thus  preventing  the  possibility  of  his  simply 
"  cleaning  the  interior  of  the  gauze  K  with  a  brush  so  as  to  save  himself  the 
"  trouble  of  removing  the  glass  holding  ring  E.  If  the  gauze  is  not  properly 
"  cleaned,  or  if  it  has  been  omitted,  the  neglect  is  at  once  detected  by  the  miner 

45  "  or  the  inspector." 

The  Patentee  claimed  :— "  (1.)  In  a  miner's  safety  lamp  having  a  screw  off 
**  bonnet,  the  employment  of  a  spring  catch  for  locking  the  bonnet,  the  said 
**  spring  catch  being  brought  into  an  acting  position  on  the  closing  of  the  lamp, 
"  substantially  as  set  forth.    (2.)  In  a  miner's  safety  lamp  having  a  screw  off 

50  "  bonnet,  the  spring  stop  M  brought  into  the  acting  position  by  the  fiange  L  of  the 
"  gauze  K  on  the  raising  of  the  glass  J  when  locking  the  lamp,  in  combination 
"  with  the  spring  catch  P  on  the  bonnet  R  substantially  as  set  forth.  (3.)  In  a 
'•  miner's  safety  lamp  having  a  screw  off  bonnet,  a  spring  catch  P  situated  on 
**  the  under  side  of  the  bonnet  R,  in  combination  with  a  spring  stop  M  having 

55  "  a  stud  N  the  latter  being  actuated  by  the  raising  of  the  glass  J  on  the  lamp 
^  being  closed  substantially  as  set  forth." 
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On  the  22nd  of  November  1902  Ackroyd  and  Beat,  Ld.,  Charles  Topham 
Navlar  B,nd  John  Protidfoot  Humble,  commenced  an  action  against  Thomas 
ana  Williams  for  infringement  of  the  Patent,  claiming  the  usual  relief. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  :—  (1)  That  they  were, 
and  had  been  since  the  12th  March  1898,  the  owners  of  the  Patent ;  (2)  That  5 
the  Patent  was  valid ;  and  (3)  That  the  Defendants  had  infringed  the  same. 
By  their  Particulars  of  Breaches  they  alleged  that  the  Defendants  had  infringed 
the  Patent  by  manufacturing  lamps  according  to  the  invention,  as  claimed  in  all 
the  three  claiming  clauses  of  the  Specification,  and  delivering  them  to  the 
persons  or  companies  named  at  or  about  the  dates  stated  (four  instances  10 
were  given,  all  in  the  year  1902,  prior  to  the  date  of  the  writ).  A  letter  of 
January  the  12th  1904  to  the  Plaintiffs'  Solicitors  by  the  Defendants'  Solicitors, 
stated  that  the  Defendant  was  prepared  to  admit  that  he  had  manufactured  and 
delivered  hxmps  as  alleged  in  the  Particulars  of  Claim,  and  that  such  lamps  were 
constructed  according  to  the  drawings  of  L.  N.  Williams'  Specification,  No.  25,334  15 

The  Complete  Specification  of  this  Patent,  so  far  as  material  for  the  purposes 
of  this  Report,  was  as  follows  :—'*  This  invention,  which  relates  to  miners' 
"  safety  lamps,  consists  in  an  improved  method  of  and  means  for  locking  the 
"  bonnet  to  the  lamp  body  and  unlocking  it  therefrom.  Within  a  chamber  pro-  20 
**  vided  on  the  step-top  ring,  that  is  to  say,  the  ring  above  the  glass,  is  a  cup 
•*  adapted  to  slide  upwards  and  downwards.  In  the  cup  is  a  spiral  spring  in 
**  compression,  the  lower  end  of  which  spring  bears  against  the  inner  face  of  the 
**  cup  bottom.  The  other  end  of  the  spring  bears  against  the  underside  of  a 
**  bolt.  The  said  spring  tends  constantly  to  force  the  bolt  up  and  cause  it  to  85 
"  project  at  top  above  the  top  of  the  cup.  A  piston  of  larger  diameter  than  the 
**  aperture  through  which  the  bolt  projects  prevents  the  bolt  from  being  forced 
"  out  of  the  cup  upwards  by  the  thrust  of  the  spring.  The  cup  is  flanged  at 
**  bottom.  Between  the  upper  face  of  the  flange  of  the  cup  and  a  shoulder 
**  provided  in  the  chamber  is  a  spiral  spring  tending  constantly  to  depress  the  30 
"  cup.  To  the  underside  of  the  cup  is  screwed  or  otherwise  attached  one  end 
"  of  a  pillar  which  extends  down  and  is  passed  through  the  lower  ring  of  the 
**  lamp  body.  A  shoulder  on  the  pillar  limits  the  downward  travel  of  the  pillar 
"  by  contact  with  the  upper  face  of  the  lower  ring  of  the  lamp  body.  As  the 
"  oil-pot  is  screwed  into  the  lamp,  the  cup  is  raised  by  the  consequent  pushing  35 
"  up  of  the  pillar  connected  to  it.  The  spiral  spring  encircling  the  cup  is  further 
**  compressed  in  the  chamber.  The  bolt  carried  in  the  cup  is  elevated  to  project 
"  above  the  top  of  the  chamber.  In  the  bonnet  ring  is  a  circular  row  of  ventila- 
**  tion  apertures,  a  provision  made  in  some  forms  of  safety  lamps.  The  ribs 
"  between  the  apertures  are  specially  shaped  under  this  invention,  that  is  to  say,  40 
"  each  rib  is  knife-edged  and  has  an  inclined  face  at  one  side.  The  ring  of  ribs 
**  and  apertures  constitutes  a  circular  rack. 

"  In  screwing  the  bonnet  on  to  the  lamp  body,  which  is  done  subsequently  to 
"  locking  the  oil-pot  in  place  in  the  lamp,  the  bolt  for  locking  the  bonnet  to  the 
**  lamp  is  depressed  against  the  resistance  of  the  spring  under  it,  and  rebounds  45 
"  into  a  ventilating  aperture  in  the  bonnet  ring,  and  thus  the  bonnet  becomes 
"  locked  on  the  lamp. 

"  Unlocking  takes  place  as  the  oil-pot  is  being  unscrewed.  The  spiral  spring 
"  encircling  the  cup  depresses  the  cup,  and  thus  the  bolt  is  drawn  down  clear  of 
"  the  bonnet  and  frees  it.  50 

"  Referring  to  the  accompanying  drawings.  Fig.  1  represents  part  of  a  miners' 
**  safety  lamp  fitted  with  my  improvements  for  locking  the  bonnet  to  the  lamp 
'•  body  and  unlocking  it  therefrom.  The  view  is  partly  in  vertical  section  ;  the 
"  section  being  taken  through  the  chamber  in  which  the  locking  bolt  is  situated. 
**  Fig.  2  is  a  plan  of  the  bonnet  ring  a  as  inverted.  Fig.  3  is  a  vertical  section  55 
<«  through  one  of  the  wedge-like  ribs  a^  intervening  between  the  ventilation 
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"  apertures  a* — Fig.  2 — of  the  bonnet  ring  a.  Fig.  4  is  a  similar  section  at  the 
'^  opposite  side  of  the  lamp.  Cast  with  the  step-top  ring  &  is  a  chamber  c  in 
"  which  is  a  cup  d  which  is  adapted  to  slide  vertically  in  the  chamber  c.  Coiled 
"  about  the  cup  d  is  a  spiral  spring  e^  the  lower  end  of  which  bears  on  a  shoulder 
5  **  rf*  provided  on  the  cup.  The  upper  end  of  the  spring  e  bears  against  the  inner 
*•  face  of  the  top  of  the  chamber  c.  The  spring  e  tends  constantly  to  depress  the 
**  cup  d  and  with  it  the  pillar/ which  is  screwed  or  otherwise  rigidly  connected 
**  to  the  cup.  A  bolt  g  adapted  to  slide  vertically  in  the  cup  d  is  acted  upon 
"  from  below  by  a  spring  h^  the  upper  end  of  which  bears  against  the  under  face 

10  "  of  the  piston  g^  of  the  bolt  g.  The  lower  end  of  the  spring  Shears  against  the 
"  inner  fece  of  the  bottom  of  the  cup  d.  The  spring  h  tends  constantly  to  force 
"  the  bolt  g  upwards  to  the  full  extent  of  its  upward  travel,  projecting  out  of  the 
**  cup  d  as  shown  in  the  drawing.  The  piston  ^S  by  contact  with  the  inner  face 
**  of  the  top  of  the  chamber  c,  limits  the  upward  travel  of  the  bolt^.   The  pillar/ 

15  "  is  reduced  in  diameter  towards  the  lower  end.  The  part  thus  reduced  loosely 
"  jSt«  a  passage  provided  for  it  in  the  bottom  ring  i  of  the  lamp  body.  The 
**  extent  of  downward  movement  of  the  pillar  /  is  limited  by  contact  of  the 
"  shoulder /I  with  the  upper  face  of  the  bottom  ring  t.  At  foot  the  pillar/ has 
"  attached  to  it  a  disc  j  which  prevents  the  pillar  from  entering  the  aperture 

20  "  made  in  the  oil-pot  k  for  receiving  the  bolt  by  which,  as  ordinarily,  the  oil-pot 
"  is  locked  to  the  lamp  body. 


**  In  the  bonnet  ring  a  is  a  circular  row  of  ventilation  apertures  a^,  as  is  the 

"  practice  to  provide  in  some  types  of  miners'  safety  lamps.  The  ribs  a^  between 

'*  the  apertures  are,  under  this  invention,  specially  shaped.    They  are,  as  seen 

25  *'*'  at  Figs.  3  and  4  of  the  drawings,  wedge-shaped.    They  are  knife-edged  teeth, 

^  and  &ey  are  so  made  in  the  bonnet  ring  a  that  in  screwing  the  ring  on  to  the 

^'  lamp  body,  the  knife-edge  of  each  wedge  leads  in  the  direction  of  rotation, 

^*  and  the  deeper  part  of  each  wedge  follows  as  a  tail. 

^'The  act  of  screwing  on  the  oil-pot  A;  to  the  bottom  body  ring  i  causes  the  pot 

30  ^^  to  come  into  contact  with  the  bottom  of  the  disc  j  fixed  on  the  pillar/.    The 
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*^  latter  is  pnshed  up  against  the  resistance  of  the  spring  «,  which  is  farther  com- 
*'  pressed.  The  pillar /carries  up  the  cup  d  and  the  bolt  </,  which  latter  is  thus 
*^  made  to  project  above  the  top  of  the  step-top  ring  b  into  the  bonnet  ring  a. 
"  When  the  oil-pot  has  been  screwed  fully  home,  it  locks  to  the  body,  as 
**  ordinarily.  5 

*'  The  bonnet  /  is  next  screwed  on  to  the  extension  b^  of  the  step-top  ring  b. 
^*  As,  in  screwing  on  the  bonnet  Z,  the  ribs  a^  bear  on  the  bolt  g^  the  latter  is 
**  depressed  during  the  forward  passage  of  each  rib,  but  is,  by  the  rebound  of  the 
'^  spring  h,  shot  up  again  into  the  succeeding  aperture  a*  behind  the  deep  face 
**  of  the  rib  when  the  latter  has  passed,  thus  locldng  the  bonnet  to  the  lamp  body  10 
'^  by  preventing  the  bonnet  from  being  unscrewed.  The  bonnet  cannot  be 
^*  unscrewed  until  the  oil-pot  k  has  been  unlocked  and  unscrewed  to  allow  the 
"  cup  d  with  the  bolt  ^  to  be  depressed  by  the  spring  e." 

The  Defendants,  by  their  Defence  : — (1)  Did  not  admit  that  the  Plaintiffs  were 
the  owners  of  the  Patent ;    (2)  Denied  infringement ;   and  (3)  Alleged   that  15 
the  Patent  was   invalid.     By  their  Particulars  of  Objections   they  alleged  : 
(1)  That  the  said  alleged  invention,  forming  the  subject  matter  of  the  Patent^ 
was  not  new,  but  had  been  published  in  this  Realm  prior  to  the  date  of  the 
Patent,  in  the  Specifications  of  the  following  Patents  :  A.  Yates^  No.  2677  of 
1871,  B.  Patterson  &  Shupe,  No.  2697  of  1887,  C.  Thome,  No.  2779  of  1889,  20 
D.   Thomas,  No.  8136  of  1889,  and  E.  Hughes,  No.  27,150  of  1896.     The 
Defendants  relied  upon  the  whole  of  each  of  these  Specifications  as  anticipating 
all  the  claims  in  the  Specification  of  the  Plaintiffs*  Patent ;  (2)  That  there  was 
no  subject  matter  ;  the  Defendants  relied  thereunder  upon  common  knowledge 
concerning    the    constraction  of    miners'  safety  lamps,  and  of    the   various  25 
methods  of  locking  the  different  parts  of   same,  and   upon  the  matters  set 
out  in  paragraph  1 ;  (3)  That  the  alleged  invention   was  not  useful ;  lamps 
constructed  as  described  in  the  Complete  Specification  could  have  their  bonuets 
removed  without  unlocking  the  lamp  ;    (4)  That  the  Complete   Specification 
of  the  Patent  did  not  sufficiently  describe  the  nature  of  the  invention  and  the  30 
manner  in  which  the  same  was  to  be  performed,  and  was  misleading  in  that 
the  spring  catch  was  not  brought  into  operation  by  the  closing  of  the  lamp  as 
alleged,  or  at  all ;  (5)  That  the  alleged  invention  was  not  new  ;  but  as  to  all 
the  claims  in  the  Complete  Specification  of  the  Patent,  had  been  anticipated  by 
the  prior  user  of  each  of  the  lamps  marked  "  A  "  to  "  H,"  which  were  in  the  35 
possession    of    the   Defendants'    Solicitors,  and    could  be  inspected  by  the 
Plaintiffs. 

The  Particulars  specified  eight  lamps,  marked  "  A  "  to  "  H,"  the  lamp  "  D  " 
being  called  *'  Improved  Cambrian,"  and  the  earliest  date  of  user  being  given  as 
1887;  the  lamp  «  G  "  being  called  "  Thomas'  Patent,  No,  8136  of  1889,"  the  earliest  40 
date  of  user  being  given  as  1889  ;  and  the  lamp  '^  H  "  being  alleged  to  be  manu- 
factured by  Fredk.  Oriffin,  in  October  1897,  at  the  Defendants'  works,  and 
used  at  the  Defendants'  works,  and  at  the  Lewis  Merthyr  Colliery  Company,  in 
October  and  the  following  months  of  the  year  1897. 

The  action  came  on  for  trial  on  the  11th  March  1904,  before  JOTCB,  /.  45 

T.  Terrell,  K.C.,  and  J.  (7.  Graham  (instructed  by  Walker  aiid  Eowe,  agents 
for  Wooler,  Burrows,  and  Burton,  Leeds)  appeared  for  the  Plaintiffs ; 
A.  J.  Walter  (instructed  by  Purkis  and  Co.,  agents  for  T.  Phillips  and  Son, 
Aberdare)  appeared  for  the  Defendants. 

Terrell,  K.C.,  opened  the  Plaintiffs'  case  :  —  This  invention  relates  to  50 
improvements  in  miners'  safety  lamps.  In  such  lamps  the  fiame  is  protected 
by  a  wire  gauze;  bat  miners  sometimes  seek  to  avoid  the  protection,  for 
instance,  by  sucking  the  fiame  through  the  wire  gauze  to  light  their  pipes  ;  and 
to  prevent  this  bonnets  are  fixed  on  the  bodies  of  the  lamps.  But  tiie  miner 
has  to  have  the  lamp  given  to  him  open,  that  he  may  be  satisfied  that  the  gauze  55 
)S  in  and  that  it  is  not  dirty.    On  the  other  hand,  the  colliery  proprietor  (by 
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the  mine  inspeotor)  has  to  insist  on  the  bonnet  being  afterwards  screwed  home, 
and  the  patented  device  is  for  the  purpose  of  preventing  the  bonnet  being 
undone  again.  In  the  lamp  there  is  a  safety  lock,  only  operated  in  unlocking  by  a 
powerful  magnet  or  other  means,  and  this  is  locked  before  the  bonnet  is  put 
5  on  ;  it  locks  the  bottom  of  the  lamp,  and  it  puts  into  operation  what  will  lock 
the  top  as  well  when  the  bonnet  is  screwed  home,  so  that  the  miner  cannot 
then  open  either  the  bottom  or  the  top  ;  and  the  bonnet  cannot  be  removed 
until  the  bottom  of  the  lamp  is  unlocked.  [The  patented  lamp  was  shown 
and  the  Specification  read.]     Owing  to  the  right-handed  and  left-handed  screws 

10  any  attempt  to  unscrew  the  bottom  of  the  lamp  only  tends  to  tighten  the  parts, 
unless  the  bolt  is  withdrawn,  in  which  case  the  whole  of  the  parts  of  the  lamp 
can  be  unscrewed.  The  bonnet  remains  locked  until  M  can  resume  the  position 
shown  in  Figure  2,  that  is  until  N  can  drop,  which  cannot  happen  until  the 
bottom,  of  the  lamp  is  unscrewed.     The  point  of  the  invention  is  that  on 

15  screwing  home  the  bonnet  the  benefit  of  the  security  of  the  main  look  of  the 
lamp  is  obtained  for  the  bonnet.  In  Claim  1,  the  expression  spring  catch 
means  M  and  N  together.  This  is  the  most  important  claim,  although  all  the 
three  claims  are  really  infringed,  but  the  infringement  is  within  the  actual 
words  of  Claim  1.    It  has  the  screw-off  bonnet  and  the  spring  catch,  and  that 

20  catch  is  brought  into  an  acting  position  on  the  closing  of  the  lamp.  [  WaUef\ 
in  reply  to  a  question  by  the  Court,  stated  that  the  Defence  was  non- 
infringement, or,  if  the  Defendants'  apparatus  was  covered,  then  that  the  Patent 
was  invalid.]  "  Substantially  as  set  forth  "  must  be  read  with  each  part  named 
in  the   Claims.    The   new   feature   of  this  invention  is   bringing  the  spring 

25  catch  into  an  acting  position,  that  is,  ready  to  operate,  by  screwing  up  the 
lamp  ;  for  the  first  time  it  was  made  impossible  to  get  at  the  gauze  without 
undoing  the  bottom  of  the  lamp.  There  had  been  many  previous  attempts  to 
solve  the  problem. 

The  witnesses  called  for  the  Plaintiffs  were  W.  Best,  one  of  the  Patentees, 

30  P.  M.  Justice,  and  O.  Brewer, 

Walter  opened  the  Defendants'  case,  and  referred  to  Easterbrook  v.  Orea^ 
Western  Railway  Company  (2  R.P.C.  201). 

The  witnesses  called  for  the  Defendants  were  M.  A.  Adams,  F.  Qriffin  (who 
stated  that  he  made  the  lamp  H  at  the  latter  end  of  1897)  and  L.  N.  WiUiams. 

35  Walter  summed  up  the  Defendants'  case : — The  Patent  is  for  a  particular 
combination,  and  the  Defendants  have  not  infringed.  According  to  the 
Specification,  the  lamp  cleaner  is  obliged  to  remove  the  gauze  K  and  glass  J  in 
order  to  remove  the  bonnet  R  ;  no  combination  which  enables  a  lamp  cleaner  to 
get  off  the  bonnet  without  removing  the  gauze  is  an  infringement.    In  the 

40  Defendants'  lamp,  it  is  not  necessary  to  take  away  the  gauze  in  order  to  get  off 
the  bonnet  The  Patentees  state  in  the  Specification  what  the  particular 
arrangement  characterizing  the  invention  is.  As  to  Claim  1,  it  is  now  said  that 
the  "  spring  catch  "  is,  M,  N  and  P,  but,  if  so,  it  is  not  brought  into  acting 
position  on  the  closing  of  the  lamp,  nor  even  on  screwing  in  the  ring  E. 

45  Therefore,  M,  N  and  P  do  not  make  up  the  "  spring  catch."  The  Patent  is  bad  if 
there  is  no  description  of  what  is  claimed,  or  if  the  Patentees  have  insufficiently 
described  the  manner  in  which  the  invention  is  to  be  performed.  If  the 
construction  contended  for  by  the  Plaintiffs  is  right  then  the  Patent  is  bad, 
because  there  is  no  sufficient  description  of  what  is  claimed,  but  the  true 

50  construction  is  that  M  and  N  form  the  "  spring  catch,"  and  Claim  1  means  that 
they  are  brought  into  an  acting  position  on  screwing  up  of  the  ring  E.  Every- 
thing in  the  Specification  points  to  this  being  of  the  essence  of  the  invention. 
If  the  construction  for  which  I  contend  is  right,  the  Defendants  do  not  take  the 
combination  and  do  not  infringe.    In  their  apparatus,  they  do  not  remove  the 

55  gauze  when  taking  off  the  bonnet ;  they  do  not  release  the  bonnet  by  unscrewing 
a  ring ;  they  do  not  use  any  glass :  and  they  do  not  put  a  ratchet  into  an  operative 
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position  by  screwing  up  any  ring  corresponding  to  B  ;  they  adopt  an  old  method 
of  raising  a  pillar  by  screwing  in  the  oil  container.  If  the  Plaintiffs  attempt  to 
put  their  claim  wider,  then  they  are  endeavouring  to  claim  every  miner's  safety 
lamp  having  a  screw-off  bonnet  automatically  locked,  and  Thomas*  Specification 
covers  that.  In  the  state  of  the  art  there  was  no  scope  for  an  invention  having  5 
such  a  broad  claim  as  is  set  up,  but  only  for  an  invention  for  special  details. 
Moreover,  the  Patent  purports  to  be  for  a  lamp  whioh  cannot  be  tampered  with, 
and  can  only  be  taken  to  pieces  in  the  lamp  room,  but  it  has  been  shown  that 
the  lamp  can  be  opened  with  a  pin,  and  the  invention  does  not  accomplish  the 
purpose  which  the  Specification  states  that  it  accomplishes,  and  the  Patent  10 
is  bad. 

Terrell^  K.C.,  in  reply  : — ^The  first  question  is  what  is  the  true  meaning  of 
the  Specification  having  regard  to  the  state  of   knowledge  of  the  time.    At 
the  date  of  the  Patent  there  was  no  lamp  which  would  do  what  the  Plaintiffs' 
lamp  does,  none  had/accomplished,  qua  function,  its  object.    One  must  not  take  15 
one  point  from  one   alleged   anticipation  and    another    point   from    another 
anticipation,  and  so  on.     The   last    paragraph    of    the    Specification    is  very 
impoAant.    The  Patentees  in  the  Specification  state   the   known   defect   and 
how  they  are  going  to  obviate  it.    They  also  state  another  advantage,  that  the 
gauze  and  glass  must  be  removed  before  the  bonnet  is  removed;   but  if  the  20 
Defendants  take  the  combination,  it  is  immaterial  that  their  lamp  has  not 
all  the  advantages.    In  the  Specification  the  Patentees  admittedly  describe  in 
a  clear  manner  what  they  intend  to  do ;  and  the  claims  must  be  construed 
with  the  rest  of  the  Specification.    Even  if  inaccurate   language  is  used   in 
the  claims,  when  it  is  obvious  what  the  Patentees  meant,  the  Court  will  give  25 
effect  to  the  claims.    In  Claim  1  ^'  apring  catch  "  means  what  is  clearly  shown 
in  Figures  2,  3  and  4.    It  is  true  that  the  Patentees  sometimes  call  M,  ^,  and  P 
the  "  spring  catch,"  and  sometimes  only  M  and  N,  and  that  in  one  place  they  call 
P  a  '^spring  lock,"  but  in  Claim  1,'^ spring  catch"  means  the  combination  of 
M,  N  and  P.     M  and  N  do  not  lock  the  bonnet  by  themselves.    "  Being  brought  30 
'^  into  an  acting  position "  means  that   M  and   N  are  brought    into    such    a 
position  that  they  are  capable  of  acting  with  P.    The  Patentees  cannot  be 
claiming  M  and  N  without  P,  for  they  would  be  useless;  and  each  claim 
must    be    for   a    new  and   useful    invention,  otherwise    the  Patent  is  bad, 
DeeUy  v.  Perkes  (12  R.P.0. 192,  and  13  R.P.C.  581).    That  case  and  Tubes,  Ld.  35 
V.  Perfecta  Seamless  Steel  Tube  Company y  Ld.  (17  R.P.C.  569,  18  R.P.C.  339, 
and  20  R.P.G.  77),  are  cases  just  on  opposite  sides  of  a  line.    In  the  former 
case  Claim  1  included  no  selective  action,  and  in  consequence  it  claimed 
what  without  that  was  useless,  and  the  claim  was  bad,  and  that  case  shows 
that  each  claim  stands  by  itself.    As  to  infringement,  the  Specification  states  40 
the  problems  to  be  solved.     The  lamp  has  the  capacity  to   perform  three 
different  functions ;  first  that  the  lamp  can  be  closed  with  the  main  lock 
fastened  and  the  bonnet  off,  and  so  handed  to  the  miner ;  secondly,  tiiat  the 
bonnet  is  automatically  locked  when  it  is  screwed  on  by  the  miner ;  thirdly, 
that  the  bonnet  cannot  then  be  taken  off  without  undoing  the  main  lock  of  the  45 
lamp.    There  is  another  point  as  to  the  removal   of   the   gausse,  which  the 
Defendants  have  not  taken.     The   question  is  whether  the  omission  of  that 
part  excuses  them  from  infringement.     The   three   classes    of  infringements 
are  stated  in  Glarhe  v.  Adie  (L.R.  2  App.  Cas.  315),  and  that  case  shows  that 
a  Patent  may  be  infringed  by  the  substance  of  the  indention  being  taken,  50 
although  a  Defendant  does  not  take  what  is  described  in  the  express  words  of 
the  claim.    The  judgment  of  Lindley^  LJ.,  in  Benno  Jaffe  und  DarmstOedter 
Lanolin  Fabrik  v.  John  Richardson  S  Go.  {Leicester^  Ld.  (11  R.P.C.  261,  at 
p.  271),  is  to  the  same  effect ;  one  must  look  at  the  substance  of  the  matter  and 
not  inerely  the  words.    The  cases  on  the  construction  of  claims  show  that,  55 
althoufh  a  claim  read  by  itself  might  seem  to  mean  one  thing,  yet  if  one  fincl9 
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on  reading  the  whole  Specification  that  it  cannot  bear  that  meaning,  then  one 
must  put  on  it  the  constrnction  that  the  whole  Specification  demands  {Tuhes^ 
lid.  V.  Per/ecta  Seamless  Steel  Tube  Company  Ld.,  20  R.P.C.  77).  In  that  case  the 
first  claim  was  in  words  limited  to  ^'  compressing  and  shaping/'  in  which  case 
5  it  was  anticipated,  bnt  it  was  held  that  the  water  cooling  and  expelling 
apparatus  was  intended  to  be  included  in  it.  In  this  case  as  in  that,  the 
wording  may  be  bad  and  inaccurate  and  the  terms  used  inappropriate,  yet  the 
Court  will  look  at  the  substance  of  the  matter.  Although  Section  5  of  the 
Patents,  &c.,  Act,  1883,  requires  that  a  Specification  shall  end  with  a  distinct 

10  claim,  yet  in  Vickers,  Sans  &  Co.,  Ld.,  v.  Siddell  (7  R.P.C.  292),  that  section 
was  held  to  be  directory  only.  A  combination  Patent  may  be  infringed, 
although  some  only  of  the  parts  are  taken  {Nordenfelt  v.  Gardner ,  1  R.P.C.  61 ; 
Dudgeon  v.  Thomson,  L.R.  3  App.  Cas.  34,  at  p.  44).  The  question  is  no  doubt, 
accord  ing  to  the  case  last-mentioned,  whether  the  Defendants  ha\re  taken  the  things 

15  specified,  but  one  must  regard  the  ideas  and  not  the  language.  It  is  noticeable 
that  in  Claim  2,  P  is  called  the  '^  spring  catch.'*  The  particular  form  of  the 
main  lock  of  tiie  lamp  is  not  part  of  the  inyention.  Claim  1  means  in  a  miner's 
safety  lamp  the  employment  of  those  parts  which  produce  the  results  described 
in  the  Specification.    It  is  the  only  claim  for  the  whole  invention,  and  is  thus 

80  different  from  the  first  claim  in  the  case  of  Deeley  t.  Perkes,  where  the  first  and 
second  claims  would  haye  been  identical  on  one  construction  of  Claim  1. 
^  A  spring  catch"  is  claimed,  not  '^  the  spring  catch,"  and  it  means  a  pawl  and 
rack  so  that  there  is  sliding  in  one  direction  and  stopping  in  the  other.  Also  it 
is  to  be  brought  into  acting  position  "  on  "  not  "  by  "  the  closing  of  the  lamp  ; 

25  when  the  lamp  is  closed  M  and  N  are  ready  to  work,  they  form  the  tooth  of  a  rack 
and  the  pawl  is  screwed  down  on  to  it.  The  Defendants  bring  a  spring  pawl 
into  an  *'  acting  position  "  on  closing  their  lamp  and  have  a  different  form  of 
pawl  and  rack,  but  substantially  there  is  no  difference  in  their  device.  The 
patented  combination  is  one  having  new  functions  by  reason  of  the  combination. 

30  The  invention  is  claimed  ^'substantially  as  set  forth,"  and  the  substance  is  giving 
to  the  miner  the  advantage  stated  in  the  Specification. 

WaUer. — ^As  to  the  cases  last  cited,  I  agree  that  the  claim  is  to  be  read  with  the 
rest  of  the  Specification,  and  that  one  must  find  out  what  is  the  substance  of  the 
invention,  and  whether,  even  in  a  combination  Patent,  the  substance  is  taken 

35  by  the  Defendant.  Then  the  Plaintiffs  say  that  Claim  1  would  be  bad  if  not 
construed  as  they  allege,  and  quote  Deeley  v.  Perkes  on  that  point ;  but  I  say 
that  Claim  1  is  drawn  so  as  not  to  make  P  an  essential  element  and  might  be 
good,  although  it  is  for  M  and  N  without  P.  It  is  in  every  case  a  question 
whether  the  substance  of  the  invention  is  taken,  but  one  must  see  whether  the 

40  invention  consists  only  in  the  specisil  combination  or  whether  a  new  principle 
is  involved,  as  in  Proctor  v.  Bennts  (4  R.P.C.  333).  This  Patent  is  only  for  a 
particular  combination,  which  the  Defendants  have  not  taken. 

JOTGB,  J. — ^The  invention,  or  alleged  invention,  in  question  in  this  case,  has 
reference  to  a  miner's  safety  lamp  with  a  screw  off  bonnet.    It  is  the  first 

45  claim,  and  that  alone,  which  is  alleged  to  have  been  infringed.  It  is  in  these 
terms  :  "  In  a  miner's  safety  lamp  having  a  screw  off  bonnet,  the  employment 
^'  of  a  spring  catch  for  locking  the  bonnet,  the  said  spring  catch  being  brought 
^  into  an  acting  position  on  the  closing  of  the  lamp,  substantially  as  set  forth," 
by  which  I  understand  the  employment  in  miners'  safety  lamps,  for  locking 

50  the  bonnet,  of  a  spring  catch — ^whatever  that  may  be — that  is  brought  into  an 
acting  position  on  or  by  the  closing  of  the  lamp. 

The  Specification  appears  to  me  to  be  very  loosely  drawn,  but  that,  I  believe, 
is  no  uncommon  case.  It  is  asserted  by  the  Plaintiffs,  and  assented  to  by  the 
Defendants,  that  the  Patent  is  for  a  combination  ;   in  fact,  for  a  particular 

55  arrangement  elaborately  described  in  the  Specification.  It  is  not  for  carrying 
into  effect  a  principle,  as  it  is  termed,  in  which  case  other  modes  of  doing  the 
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same  thing  might  possibly  be  protected ;   bat  it  is,  I  think,  for  a  particular 
mechanical  mode  of  attaining  certain  results. 

As  to  the  spring  catch  referred  to  in  the  first  claim,  which  is  brought  into  an 
acting  position  on  the  closing  of  the  lamp,  it  appears  to  me  upon  carefully 
reading    the    Specification,  and    construing    it   just  as  I    should  any  other  5 
document,  that  what  is  referred  to  as  the  spring  catch  in  the  first  claim  is  the 
device  or  catch  (if  that  be  a  correct  term)  formed  by  the  stud  N  furnished  with 
the  spring  M,  which  presses  it  down  so  that  it  no  longer  acts  as.  soon  as  all 
pressure    or  resistance  on  the  lower  end  of    the  stud  is  removed  by  the 
withdrawal,  not  of  the  lamp  bottom  B,  but  of  the  ring  E,  which  allows  the  10 
glass  chimney  and  the  flange  of  the  gauze  above  it  to  fall,  and  thus  allows  the 
spring  M  to  depress  the  stud  N.    As  a  matter  of  fact,  the  Plaintiffs'  spring 
catch  is  not  brought  into  acting  position  by  the  closing  of  the  lamp,  but,  at  an 
earlier  stage,  by  the  insertion  of  the  chimney  in  its  proper  position,  if  not  by 
the  previous  resistance  of  the  flange  of  the  gauze,  but  at  latest  by  the  screwing  15 
in  of  the  ring  E.    The  closing  of  the  lamp  is  a  separate  and  subsequent 
operation. 

The  Plaintiffs'  Counsel  protested  strongly  against  the  interpretation  which  I 
place  upon  the  first  claim  on  the  ground  that,  if  this  be  the  true  construction, 
the  Patent  is  hopelessly  bad  according  to  the  decision  cf  the  Court  of  Appeal  30 
and  the  House  of  Lords  in  the  case  of  Deeley^s  Patent,  which  will  be  found 
reported  in  the  12th  and  13th  volumes  of  the  Patent  Office  Reports.  If 
this  result  follows,  I  cannot  help  it,  but  for  my  part  I  have  no  doubt  about  the 
construction. 

Whatever  be  the  true  construction,  however,  I  think  the  action  fails.  The  25 
Defendants  have  not,  in  my  opinion,  taken  any  spring  catch  of  the  Plaintiffs, 
but  have  made  a  totally  different  one.  They  have  not  taken  the  Plaintiffs' 
particular  combination  or  mechanical  arrangement ;  nor,  having  regard  to  the 
previous  state  of  knowledge,  have  the  Defendants,  in  my  opinion,  taken  the 
substance  of  the  Plaintiffs'  invention,  if,  indeed,  there  be  anything  in  it  that  30 
could  be  properly  so  called,  which  I  doubt.  The  Defendants'  lamp  has  not  the 
same  combination  in  substance  or  effect,  but  a  substantially  new  or  different 
combination.  In  other  words,  I  hold  that  there  is  no  infringement,  and  the 
action  must  be  dismissed  with  costs. 

A  Certificate  was  given  as  to  1,  2  and  5  of  the  Particulars  of  Objections.  35 

Counsel  for  the  Plaintiffs  applied  for  a  stay  of  the  taxation  of  costs  in  the 
event  of  an  appeal.  JOYCB,  J.,  refused  the  application,  stating  that  all  the 
Plaintiffs  were  entitled  to  was  an  undertaking  to  refund. 

On  the  10th  of  May  1904  Counsel  for  the  Plaintiffs  stated  that  they  had 
appealed,  but  the  solicitors  for  the  Defendants  refused  to  give  the  undertaking  40 
to  refund.    JOYCE,  J.,  intimated  that  if  they  refused  he  would  stay  the  payment 
of  the  costs  but  not  the  taxation.    Counsel  for  the  Defendants  then  stated  that 
if  that  was  his  Lordship's  view  the  undertaking  would  be  given. 
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In  the  High  Court  op  Justiob.— Ohancbry  Division. 

Before  Mr.  Justiob  Ebkbwich. 

April  21st,  1904. 

HiOKs    V.    Simmons. 


5       Patent — Action  for  Infringement. — Construction  of  Specification. — Infringe- 
ment found.— 'Judgment  for  the  Plaintif. 

The  Specification  of  Letters  Portent  claimed  "a  Clinical  Thermometer 
"  having  two  or  more  chambers  formed  within  tlve  bore  of  the  tube  and  a 
*'  comparatively  open  contraction  tvithin  each  chamber  substantially  as  herein 

10  "  shown  and  described^  and  for  the  purpose  stated^  The  owner  of  the  Patent 
brought  an  action  fo?*  infringement  of  tfie  same^  i7i  which  the  Defendant 
relied  on  non-infringement.  In  the  Defendants  thermometer  there  were  two 
contractions^  but^  at  all  events  in  its  final  state^  only  one  chamber.  The 
object  of  the  two  contractions  was  to  overcome  the  difficulty  which  existed  with 

15  one  contraction  only^  in  obtaining  the  return  of  (he  mercury  after  tJie 
temperature  has  been  read;  the  chambers  were  necessary  in  manufacture  for 
the  purpose  of  obtaining  the  contractions. 

Held,  that  tlie  two  contractions  formed  the  pith  and  marrow  of  the  invention; 
and  thaty  notunthstanding  the  reference  in  the  claim  to  two  chambers^  the 

20  Defendant  had  infringed.  Judgment  was  given  for  the  Plaintiff  with  costs ; 
a  stay  ukis  granted  as  to  destruction  of  infringing  articles^  but  refused  as 
to  the  injunction. 

On   the  25th  of  February  1897,  Letters  Patent  (No.  5120  of  1897)  were 
granted  to  James  Joseph  Hicks  for  an  invention  of  ^*  Improvements  in  Clinical 
25  Thermometers.** 

The  Complete  Specification  was  as  follows: — **The  invention  has  for  its 
^^  object  an  improved  construction  of  clinical  thermometer  with  a  view  to 
^  render  the  renwtting^  of  the  same  more  easy  than  is  the  case  with  clinical 
«<  thermometers  as  heretofore  oonstrncted. 
30  ^  Heretofore  clinical  thermometers  have  been  made  with  what  is  known  as  an 
*'  Mndestmctible  index,'  which  is  obtained  by  making  a  single  knife-edge  con- 
**  traction  in  a  chamber  in  the  bore  at  a  position  more  or  less  near  the  bulb,  such 
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"  contraction  acting,  on  the  cooling  of  the  mercury  in  the  bulb,  to  separate  the 
"  portion  of  mercury  above  the  contraction  from  that  below  the  same. 

"  With  this  construction  of  clinical  thermometer  it  was  necessary  to  make  the 
'^  said  knife  edge  contraction  so  acute  as  almost  to  close  the  bore  at  that  part, 
"  as  otherwise  the  separation  of  the  mercury  above  the  contraction  from  that 
"  below  would  not  take  place  on  the  cooling  of  the  same,  but  the  entire  column 
"  of  mercury  would  pass  below  the  said  contraction. 

'*  The  above-named  construction  of  clinical  thermometer  renders  it  very 
*'  dif&cult  to  re-set  the  same  on  account  of  the  violent  shaking  or  swinging 
"  necessary  to  cause  the  mercury  in  the  tube  to  pass  below  the  said  contraction. 


10 


ric.2. 


rT\ 


a 


"  My  present  invention  is  illustrated  in  the  accompanying  drawings,  in  which  .• — 
*<  Fig.  1  is  a  longitudinal  sectional  diagram  of  a  clinical  thermometer  showing 
"  my  invention  applied  to  that  class  of  clinical  thermometer  known  as  the  *  Non 
"  *  plus  ultra,'  in  which  the  contraction  for  producing  the  *  indestructible  index* 
"  is  very  near  the  bulb.  Fig.  2  is  a  longitudinal  sectional  diagram  showing  my 
"  invention  applied  to  an  ordinary  clinical  thermometer  in  which  the  contraction 
'*  for  producing  the  *  indestructible  index '  is  at  a  greater  distance  from  the 
<<  bulb,  and  Fig.  3  is  a  similar  section  shovring  a  modification. 


15 
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**  According  to  my  present  invention  I  obviate  the  difficulty  hitherto 
**  experienced  in  re-setting  clinical  thermometers  provided  with  an 
**  *  indestructible  index '  by  the  following  improved  construction. 

'^  I  make  two  chambers  b  b  within  the  bore  of  the  tube  a  at  a  short  distance 
5  **  from  each  other,  and  within  each  of  such  chambers  bb  I  make  a  contraction 
^  b\  By  making  two  chambers  within  the  bore  of  the  tube,  each  provided  with 
^*  a  contraction,  instead  of  only  one  chamber  and  one  contraction,  I  am  enabled 
**  to  make  the  two  contractions  employed  by  me  less  acute  than  is  necessary 
**  with  the  single  knife-edge  contraction  heretofore  used. 

10  ^*  With  my  improved  construction  of  clinical  thermometer,  by  reason  of  the 
^  contractions  employed  to  produce  the  '  indestructible  index  *  being  less  acute 
**  than  the  single  contraction  heretofore  used  for  such  purpose,  the  mercury  is 
**  enabled,  when  the  thermometer  is  swung  or  shaken,  to  pass  such  contractions 
^  much  more  readily  than  heretofore,  thereby  greatly  facilitating  the  re-setting 

15  **  of  the  thermometer. 

**  It  may  be  remarked  that  with  the  present  improved  construction  of  thermo- 
^  meter,  the  chambers  b  b  containing  the  contractions  b^b^  and  the  portion  of  the 
**  bore  of  the  tube  a  between  them,  will  always  remain  filled  or  nearly  so  with 
**  mercury,  and  although  the  contractions  b^  b^  will  allow  the  mercury  to  pass 

20  **  more  freely  than  the  single  contraction  heretofore  used,  they  do  not  in  any 
**  way  interfere  with  the  separation  of  the  ^  indestructible  index '  from  the 
**  colunm  of  mercury  on  the  cooling  of  the  latter  in  the  bulb  c, 

**  These  chambers  b  with  contractions  V  may  be  made  more  or  less  near  to  the 
*'  bulb  c^  as  shown  in  the  drawings. 

25  ^  In  the  modification  represented  at  Fig.  3,  in  lieu  of  making  two  contractions 
*^  in  a  single  bore,  I  insert  between  the  bulb  c  and  the  tube  a,  a  short  length  of 
**  double-bore  tube  a\  the  two  bores  of  which  communicate  with  the  bulb  c  and 
^  also  with  the  bore  of  the  tube  a,  and  I  make  a  chamber  b  and  a  contraction  b^ 
**  within  each  of  such  bores  of  a  similar  character  to  those  shown  at  Figs. 

30  **  1  and  2. 

'^  It  will  be  evident  that  more  than  two  chambers  with  such  contractions  may 
"  be  provided,  but  it  is  unnecessary  to  employ  more  than  two." 

The  Patentee  claimed : — "  1.  A  clinical  thermometer  having  two  or  more 
^*  chambers   formed  within  the  bore  of  the  tube  and  a  comparatively  open 

35  **  contraction  within  each  chamber,  substantially  as  herein  shown  and  described 
^  and  for  the  purpose  stated.  2.  In  clinical  thermometers,  the  combination 
*^  with  a  thermometric  bulb  and  a  tube  having  a  bore  communicating  with  said 
"  bulb,  of  two  or  more  chambers  interposed  between  the  indicating  part  of  the 
^*  tube  and  the  bulb,  and  a  comparatively  open  contraction  within  each  of  such 

4Q  ^  chambers,  substantially  as  herein  set  forth  and  for  the  purpose  stated.  3.  The 
**  improvements  in  clinical  thermometers  substantially  as  herein  shown  and 
*^  described  and  for  the  purpose  stated." 

On  the  22nd  of  September  1903,  the  Patentee  commenced  an  action  against 
Oeorge  Alexander  Simmons  for  infringement  of  the  Patent,  claiming  the  usual 

45  relief.  The  Statement  of  Claim  alleged  the  grant  and  validity  of  the  Patent, 
and  that  the  Defendant  had  infringed.  The  Plaintiff  by  his  Particulars  of 
Breaches  alleged  that  the  Defendant  had  continuously  from  the  beginning  of 
the  month  of  August  1903  and  down  to  the  date  of  the  writ  in  the  action, 
manufactured  and  openly  sold  and  offered  for  sale  clinical  thermometers  of  a 

50  particular  construction  under  the  trade  name  of  "  Duo  in  Uno,"  and  which 
thermometers  were  made  in  accordance  with  the  Plaintiff's  patented  invention, 
and  had  been  so  made,  sold,  and  offered  for  sale  without  any  licence  or 
authority  from  the  Plaintiff,  and  were  complained  of  in  this  action ;  and  that 
on   or  about   the  7th  August   1903,   the    Defendant   manufactured    several 

55  such  thermometers  and  supplied  them  in  the  course  of  business  to 
Jos^h  Levi  and  Co.,  of  97,  Hatton  Oftrden,  in  the  Ooonty  of  London  ;  that 
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the  Defendant  by  an  advertisement  inserted  in  the  '*  Optician  '*  newspaper  of 
the  7th  Aagast  1903,  threatened  to  infringe  the  Plaintiff^s  said  Patent  by  the 
mannfactnre  and  sale  of  clinical  thermometers  constrncted  as  aforesaid. 

The  Defendant  by  his  Defence  denied  infringement  as  alleged  or  at  all,  and 
that  he  threatened  or  intended  to  infringe  the  Patent.  On  the  27th  of 
February  1902,  the  Defendant  had  taken  out  Letters  Patent  (No.  4998  of  1902) 
for  '*  Improvement  in  Clinical  Thermometers/*  The  letterpress  and  Figures 
of  this  Specification  which  are  set  out  below,  sufficiently  show  and  explain  the 
infringement  complained  of,  although  the  Plaintiff  alleged  that  the  two 
constrictions  could  not  be  made  at  one  operation ;  evidence  was,  however, 
given  on  behalf  of  the  Defendant  that  the  two  constrictions  in  the  Defendant's 
thermometers  were  made  at  one  operation. 


10 


FIC.I. 


The  Defendant's  Specification  was  as  follows: — '^My  invention  relates  to 
clinical  thermometers  in  which  one  or  two  constrictions  are  formed  in  the  bore 
for  the  purpose  of  obtaining  what  is  known  as  an  *  indestructible  index.'  In  15 
the  case  of  one  constriction  the  objection  obtains  that  it  is  difficult  to  reset 
even  with  violent  shaking,  and  in  the  case  of  two  separate  constrictions  in  two 
separate  chambers,  this  objection  is  overcome,  but  the  formation  of  the  double 
set  of  chambers  and  constrictions  necessitates  two  operations,  thereby  increasing 
the  cost  of  production.  20 

**  The  object  of  my  invention  is,  by  an  improved  formation  of  the  chamber  in 
which  the  constriction  ii9  made,  to  enable  two  constrictions  to  be  formed  in  the 
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^^  same  chamber,  thereby  securing  the  efficiency  in  one  chamber  of  the  two 
^  separate  less-acate  constrictions,  an  arrangement  or  construction  not  hitherto 
^*  attained,  and  enabling  a  thicker  column  of  mercury  to  be  used  while  retaining 
"  the  desired  speed  of  indication. 
5  "  In  the  accompanying  drawings,  Fig.  1  illustrates  in  section  the  lower  portion 
*^  of  a  clinical  thermometer  with  two  constrictions  in  one  chamber  constructed 
**  in  accordance  with  my  invention  ;  Fig.  2  is  a  section  of  the  chamber  before 
^'  subjection  to  heat,  and  Fig.  3  is  a  modification  of  the  shape  of  the  chamber 
*'  also  before  subjection  to  heat.    According  to  my  invention,  instead  of  forming 

10  ^'  the  chamber  elliptical  or  eye-shaped  as  heretofore,  I  form  the  chamber  a 
**  triangular  or  conical  as  shown  in  Figs.  1  and  2,  or  other  shape  which  has  at 
"  least  one  straight  side  b  (e.g.^  semi-circular  as  shown  in  Fig.  3,  rectangular  or 
"  semi-elliptical)  all  hereinafter  referred  to  and  included  in  the  term '  triangular,' 
^  said  straight  side  or  base  b  of  the  triangular  chamber  a  being  coincident  with 

15  ^'  the  bore  c  and  communicating  therewith.  On  subjecting  the  base  b  of  the 
'*  triangular  chamber  a  to  heat  in  the  usual  manner,  the  base  is  sucked  inwards 
"  by  the  partial  vacuum  in  the  chamber  and  bore  towards  the  two  walls  of  the 
**  triangular  chamber,  leaving  a  triangular  portion  of  small  dimensions  with  a 
^'  constriction  d  at  both  sides  or  ends  thereof  communicating  one  with  the 

20  **  indicating  column  and  the  other  with  (or  towards)  the  bulb. 

'^  This  double  constriction  is  caused  by  the  fact  that  the  base  or  straight  side 
*'  of  the  chamber  is  of  insufficient  length  to  more  than  bridge  across  from  side 
''  to  side  of  the  chamber,  thereby  forming  the  constrictions,  whereas  in  the  usual 
**  elliptical  or  eye-shaped  chamber  the  side   under  the  influence  of  the  heat, 

25  **  being  of  the  same  length  as  the  opposite  side,  follows  the  contour  of  the 
**^  opposite  side,  and  it  is  not  possible  to  form  more  than  a  single  constriction  in 
•*  such  chambers." 

MaiiUon^  K.C.,  and  J.  W.  Gordon  (instructed  by  Jatnes  and  James)  appeared 
for  the  Plaintiff  ;  E.  F,  Letter  and  A.  M.  Wilshere  (instructed  by -ET.  R.  Netoaon) 

30  appeared  for  the  Defendant. 

MouUon^  E.C.,  opened  the  Plaintiffs*  case. — The  only  issue  in  this  case  is 
infringement  and  the  facts  as  to  the  Defendant's  sales  alleged  are  admitted.  The 
invention  relates  to  clinical  thermometers  ;  the  essence  of  such  thermometers  is 
that  the  bulb  containing  the  mercury  should  be  large  and  the  tube  small  in  oom- 

35  parison  ;  so  that  small  changes  of  temperature  give  substantial  indications  in  the 
tube.  They  can  be  read  to  one-fifth  of  a  degree.  On  taking  the  thermometer  from 
the  body  the  mercury  would  draw  back  rapidly  and  thus  the  temperature  would 
be  registered  as  lower  than  it  really  is,  but  a  contraction  in  the  tube  prevents  the 
mercury  from  going  back,  although  not  from  going  on  when  rising.    The  result 

40  is  that  at  the  moment  of  cooling,  the  mercury  breaks  off  at  the  contraction,  and 
the  part  above  the  contraction  does  not  follow  the  cooling  part,  and  thus  an 
indestructible  index  is  obtained.  There  was  a  difficulty  in  getting  the  mercury 
to  go  back  when  required  after  reading  the  temperature,  and  it  necessitated 
Tiolent  shaking ;  the  object  of  the  invention  was  to  get  over  that  difficulty ; 

45  and  it  in  fact  enables  one  to  get  the  mercury  back  easily,  although  it  is  difficult 
to  understand  the  reason.  The  Patentee  introduced  two  constrictions  or 
contractions  instead  of  one,  and  the  invention  has  been  a  great  success,  30,000 
of  the  patented  thermometers  have  been  sold  without  any  complaints  of  difficulty 
in  getting  the   mercury  back.     The  method  of  making  the  constrictions  is, 

50-  after  making  the  bulb  and  tube  and  before  sealing,  to  blow  a  small  enlargement, 
then  after  filling  with  mercury  and  sealing  the  glass  is  softened  at  a  point 
of  the  enlargement  and  the  pressure  of  the  air  forces  the  softened  part  in 
until  it  almost  touches  the  other  side  of  the  tube.  The  invention  was 
making  two  constrictions.    [The  Claims  were  referred  to.]     The  Defendant 

55  blows  one  chamber  and  gets  two  constrictions  by  heating  it  at  two  points. 
.  In  Uie  coul:»6  of  manufacture  there  are  two  chambers  formed,  and  t^e  result 
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produced  by  his  instrument  is  the  same.  The  result  is  the  same  and  also  the 
method  of  getting  it.  The  chambers  are  in  fact  merely  a  means  towards 
getting  the  constrictions.  \^Lever. — The  Defendant  makes  the  two  constrictions 
by  the  one  operation,  he  has  one  triangular  chamber  having  two  constrictions  ; 
and  they  are  not  knife-edge  constrictions.]  The  Plaintiff  says  that  the  5 
thermometers  complained  of  are  not  made  by  the  method  described  in  the 
Defendants'  Specification  ;  and  that  the  contractions  are  knife-edge  contractions. 
It  does  not  matter  whether  the  chambers  are  left  in  the  final  state  of  the 
thermometer  or  not. 

The  evidence  for  the  Plaintiff  was  then  heard,  Professor  Boys  being  called  10 
as  an  expert  witness. 

Lever  opened  the  Defendant's  case,  referring  to  the  points  mentioned  above, 
and  also  relying  on  Heath  v.  Univin  (5  H.L.C.  505)  as  an  authority  that,  even  if 
what  the  Defendant  did  was  an  equivalent,  it  was  not  an  infringement,  not 
being  a  known  equivalent  at  the  date  of  the  Patent.  15 

The  evidence  for  the  Defendant  was  then  called,  including  an  employe  of 
the  Defendant,  who  had  made  substantially  all  the  Defendant's  thermometers 
of  the  kind  complained  of,  and  who  stated  that  the  constrictions  were  made  at 
one  operation  by  applying  the  needle-point  flame  to  the  centre  of  the  base  of 
the  triangular  chamber ;  he  also  alleged  that  the  contractions  were,  in  his  view,  20 
not  knife-edge  contractions. 

Professor  Boys^  recalled,  in  answer  to  questions  put  by  Kbkbwich,  J.,  said 
that  the  Defendant's  thermometer  had  only  one  chamber  finally,  but  during  the 
falling  in  of  the  glass  there  were  for  the  moment  more  chambers  than  one ; 
that  for  the  Plaintiff's  result  knife-edge  contractions  were  not  necessary,  but  25 
he  should  call  the  contractions  in  the  Defendant's  thermometer  knife-edge 
contractions. 

Lever  summed  up  the  Defendant's  case.  Only  a  particular  form  of 
thermometer  is  claimed,  and  there  are  several  differences  between  the  Plaintiff's 
and  Defendant's  thermometers,  and  the  mercury  is  more  easily  shaken  down  in  30 
the  Defendant's  than  in  the  Plaintiff's.  The  differences  in  the  instruments  are 
as  follows : — The  Plaintiff  has  and  claims  two  chambt^rs,  the  Defendant  has 
only  one ;  the  Plaintiff  has  eye-shaped  chambers,  the  Defendant  a  triangular 
chamber  ;  the  Plaintiff  has  knife-edge  contractions  in  each  of  his  chambers,  and 
claims  for  those  particular  contractions  ;  the  Defendant  has  two  compressions  35 
made  in  one  operation  ;  the  Plaintiff  destroys  the  chambers  finally,  but  the 
Defendant  is  unable  to  do  this.  It  is  submitted,  therefore,  that  no  infringement 
has  been  established. 

No  reply  was  called  for. 

Kbkewich,  J. — ^The  question  which  I  have  to  decide  is  whether,  in  making  40 
the  clinical  thermometers  which  he  has  made,  and  of  which  a  sample  has  been 
produced,  the  Defendant  takes  the  pith  and  marrow,  to  use  a  stereotyped  phrase, 
of  the  Plaintiff's  invention.    In  order  to  decide  that,  I  must,  of  course,  ascertain 
what  the  Plaintiff's  invention  is.    I  understand  that  the  object  of  a  clinical 
thermometer  is  this — By  bringing  the  bulb  in  which  the  mercury  is  placed  into  45 
contact  with  the  patient,  either  by  putting  it  into  his  mouth  or  otherwise,  you 
make  the  heat  of  the  body  expand   the  mercury  and  you  ascertain  what  is 
the  extent  of  that  expansion  ;  but  it  is  difficult  to  ascertain  that  with  accuracy, 
because  directly  the  thermometer  is  withdrawn  from  the  heat,  the  mercury  falls 
in  the  tube,  and  in  that  loss  of  time  there  may  be  a  great  loss  of  accuracy.  50 
That,  as  I  understand  the  explanation  which  was  given  to  me,  was  got  over 
before  the  Plaintiff's  Patent  in  1897,  by  making  what  is  called  in  his  Specification 
a  contraction,  what  is  called  in  the  Defendant's  Specification  a  constriction,  and 
what  has  been  called  in  the  witness  box  a  compression,  in  the  tube  in  which 
the'  mercury  rises.    I  understand  that  really  the  effect  of  this  contraction,  55 
constriction,  or  compression  is  not  merely  to  narrow  the  tube,  which  is  ciroular, 
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or  something  approaching  to  circular,  but  to  bring  the  walls  of  it  together,  more 
or  less  flattening  them,  so  as  to  give  a  very  narrow  passage  for  the  mercury  and 
making  it  extremely  difficult  for  the  mercury  to  return,  though  by  force  of  the 
heat  it  will  rise  up  without  real  difficulty.  That,  as  I  understand  the  Plaintiff's 
5  Specification  and  the  evidence  given  in  the  witness  box,  was  the  state  of 
knowledge  at  the  date  of  the  i^aintiff's  Patent.  There  was  one  objection  to  the 
clinical  thermometer  so  constructed.  It  answered  admirably  as  regards  accuracy 
in  ascertaining  the  heat  of  the  patient,  but  it  was  not  of  such  great  practical  use  as 
was  expected  or  desired,  because  it  was  difficult  to  get  the  mercury  back,  which 

10  was  done  by,  using  the  words  of  the  Plaintiff's  Specification,  "violently  shaking 
**  or  swinging,"  which  was  necessary  to  cause  the  mercury  in  the  tube  to  pass 
below  the  contraction.  The  Plaintiff  invented  this— it  occurred  to  him  that  if 
you  had  two  contractions,  you  might  have  the  same  result  as  regards  accuracy, 
that  is  to  say,  you  would  have  what  is  called  the  indestructible  index  or 

15  registered  maximum,  and  you  might  make  those  contractions — I  use  that  term 
now — smaller,  that  is  to  say,  not  so  complete  in  their  obstruction  to  the  passage 
of  the  mercury,  with  the  result  that  you  would  get  the  mercury  through  each 
of  them,  and  therefore  through  both  of  them  on  its  return  journey  much  easier, 
that  is  to  say,  with  less  violent   shaking  or  swinging.    That  was  his  notion. 

20  That  is  described  in  the  Specification  with  reasonable  clearness.  I  understand 
from  the  evidence  that  the  result  has  been  thoroughly  satisfactory,  and  that 
there  is  no  question  that  he  has  achieved  that  which  he  proposed  to  achieve. 
In  his  Specification  he  describes  how  that  is  to  be  done.  I  have  not  had  much 
criticism  of  the  Specification,   and  I  am  construing  it  rather  without  that 

25  advantage,  which  one  generally  gets  in  Patent  cases,  of  a  critical  examination  of 
the  language,  but  I  think  he  describes  what  he  intends  to  do  with  reasonable 
clearness.  In  the  first  place,  he  speaks  of  the  knife-edge  construction  in  the 
former  clinical  thermometers  as  so  acute  as  almost  to  close  the  bore  at  that 
part ;  and  it  has  been  argued  from  that,  that  therefore  the  contraction  which  he 

30  himself  adopts  is  necessarily  a  knife-edge  contraction ;  that  is  to  say,  it  is 
argued  that  when,  in  the  description  of  his  invention,  he  talks  about  a 
contraction,  which  he  does  in  line  20  on  page  2,*  he  necessarily  means  a  knife- 
edge  contraction,  and  it  is  said  that  the  Defendant's  thermometer  has  no  knife- 
edge  contraction.    I  do  not  consider  the  Plaintiff  as  meaning  that.    I  do  not 

35  consider  him  as  meaning  that  necessarily  he  is  bound  to  adopt  a  knife-edge 
contraction,  whatever  that  may  be ;  he,  it  seems  to  me,  is  content  with 
contraction,  and  whether  it  is  a  knife-edge  contraction  or  not,  as  long  as  it  is 
a  contraction  which  produces  the  result,  it  is  immaterial  to  his  invention*  But 
without  pretending  to  understand  exactly  what  a  knife- edge  contraction  is, 

40  I  think  I  have  sufficient  evidence  before  me  that  the  Defendant's  contraction  is 
of  that  character.  I  think  it  is  immaterial,  but  if  it  comes  in  question  whether, 
as  a  matter  of  fact,  it  is  a  knife-edge  contraction  or  not,  or  a  contraction  of  that 
character,  it  seems  to  me  that  the  evidence  goes  to  show  that  it  is  a  knife-edge 
contraction.      But  my  judgment    proceeds    on   the  basis  of  the  knife-edge 

45  contraction  not  being  essential. 

A  great  difficulty  in  the  way  of  the  Plaintiff  is  this — He  certainly  describes 
and  claims  a  clinical  thermometer  having  two  or  more  chambers  formed  within 
the  bore  of  the  tube ;  he  speaks  of  two  contractions,  and  in  Claim  No.  1  of  a 
comparatively  open  contraction  with  each  chamber.    His  claim  is  for  a  specific 

50  instrument,  sulwtantially,  of  course,  as  described,  but  as  his  claim  is  for  a 
specific  instrument,  it  becomes  important  to  see  whether  his  specific  instrument 
necessarily  involves  two  or  more  chambers  as  co-existing  in  the  clinical 
thermometer  when  it  is  produced  in  the  market  and  used.     He  has  put  himself 

£•  AnU,  p.i474,a  16. 
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into  considerable  diflRculty  by  the  way  in  which  he  has  accentuated  "  two  or  more 
'*  chambers."  I  think  there  can  be  no  doubt  on  the  evidence  that  the  Defendant 
has  not  got  in  the  clinical  thermometer  put  on  the  market  two  or  more  chambers. 
I  think  it  is  clear  that  he  has  only  one  chamber.  I  think  it  is  equally  clear  that 
the  Plaintiff  has  two  or  more  chambers,  each  contraction  being  in  a  chamber  5 
of  its  own,  but  I  think  it  is  also  reasonably  clear  on  the  evidence,  that  the 
Defendant,  who  has  two  contractions,  and  claims  two  contractions,  though  he 
has  only  one  chamber  in  the  thermometer  put  on  the  market,  necessarily 
constructs  his  thermometer  by  going  through  the  process  of  making  more  than 
one  chamber.  There  may  be  no  appreciable  interval  of  time  in  which  you  can  10 
say  that  two  chambers  exist,  but  the  chambers  in  the  sense  in  which  the 
chambers  have  been  described,  do  come  into  existence  for  the  purpose  of 
making  the  contraction.  But,  apart  from  that,  and  notwithstanding  the  way 
in  which  ''two  or  more  chambers"  are  accentuated,  I  do  not  think  that 
that  is  the  pith  and  marrow  of  the  Plaintiff's  invention.  The  pith  and  marrow  15; 
of  the  Plaintiff's  invention  are  the  two  contractions  which  he  only  saw  his  way 
to  introduce  into  the  thermometer  by  having  two  chambers  and  leaving  them 
there  as  he  does.  Assuming  that  the  Defendant  never  had  two  chambers,  and 
assuming,  as  I  think  is  the  fact — the  other  being  an  assumption  only— that  there 
are  not  two  chambers  now,  the  Defendant  has  the  two  contractions,  and  two  20 
contractions  introduced  for  the  express  purpose  of  making  the  return  of  the 
mercury  easier,  and  avoiding  the  violent  shaking  or  swinging.  Therefore  it 
seems  to  me  that,  on  a  reasonable  interpretation  of  the  Plaintiff^s  Specification, 
the  Defendant  has  taken  the  pith  and  marrow  of  the  Plaintiff's  invention,  and 
that  therefore  the  Plaintiff  is  entitled  to  the  relief  he  asks.  25; 

Oordon. — There  will  be  Judgment  for  the  Plaintiff  for  an  Injunction  and  an 
Account  of  Profits  ;  an  Order  for  destruction  of  infringing  articles,  and  costs  ? 

Kbkbwioh,  J.— Yes. 

WiWiere. — Will  your  Lordship  grant  a  stay  of  execution  for  fourteen  days  ? 

Kekbwioh,  J, — Fourteen  days  will  not  do  for  you.    Do  you  mean,  to  give  30,' 
you  a  chance  of  appealing  within  fourteen  days  and  a  further  stay  if  you  apical  ? 

Wilskere. — If  your  Lordship  pleases. 

Kbebwxgh,  J. — Yes,  that  is  reasonable.  That  is  to  say,  as  far  as  the  destruc- 
tion is  concerned.  I  do  not  suspend  the  Injunction,  If  you  want  the  Injunc- 
tion suspended  against  making  and  vending  these  articles,  which  I  have  held  to  3$ 
be  infringements,  you  must  ask  for  that  elsewhere.  I  decline  to  sllow  a  man  to 
continue  to  do  what  is  wrong  because  he  is  going  ^  to  say  elsewhere,  that  it  is 
right. 

Gordon. — ^With  regard  to  the  costs,  they  will  be  paid  on  the  ordinary  under- 
taking. 40 . 

Kbkbwioh,  J. — That  is  the  ordinary  rule.  I  never  allow  that  to  be  discussed. 
I  hope  there  will  be  no  difficulty  between  the  Solicitors  in  giving  the  usual 
undertaking  to  return  if  the  Court  of  Appeal  decides  adversely  to  my  view. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Kbkbwich. 

April  14th,  15th,  16th,  18th  and  19th,  1904. 

Peter  Pilkington,  Ld.  v.  B.  and  S.  Massbt. 


5      Patent. — Action  for  Infringement. — Issxie  of  InfringemenU — Judgment  for 
Plaintiffs, — Stay  of  Injunction  refused, — Solicitor  and  client  costs. 

The  Specification  of  Letters  Patent  for  "  Improvements  in  atmospheric  or 
**  poif>er  hammers  "  ended  ivith  5  claims^  the  first  of  which  was  as  follows : — 
**  In  an  atmospheric  Jiammer,  arranging  the  closed  ends  of  the  hammer  and  air 

10  "  pump  cylinders  in  proximity  to  each  other,  and  directly  connecting  them 
**  through  short  passages  of  small  capacity  controlled  by  one  or  more  valves^  the 
"  arrangement  being  such  that  air  can  be  drawn  direct  from  the  hammer-head 
"  into  the  air  pump  ^cylinder,  at  each  suction  stroke  of  the  pumpy  to  cause  the 
"  hammer-head  to  rise,  and  air  can  be  forced  direct  from  the  said  pump  into  the 

15  "•  ihammer  cylinder  at  each  compression  stroke  of  the  pump,  to  cause  the  Jiammer* 
**  head  to  descend,  so  that  the  hammer-head  will  work  in  unison  with  and  will 
"  promptly  respond  to  the  fnovements  of  the  pump  piston  substantially  as  herein 
"  described.^^  Claims  2,  S  and  4  commenced  with  the  words  "  an  atmospheric 
**  hammer  of  the  kind  specified  in  Claim  1  " ;   Claim  6  was  for  the  particular 

20  hammer  described  and  shown.  Tfie  hammer  described  in  the  Specification  had 
the  capacity  of  regulating  the  force  of  the  blow,  and  of  the  hammer-head  being 
held  up  or  down  whilst  the  air  pump  continued  to  work.  The  otvners  of  the 
Patent,  having  commenced  an  action  for  infringement,  the  Defendants  relied 
mainly  on  non-infringement,  although  they  also  contended  that  the  hammer 

25  described  and  shown  would  not  work  practically.    The  Defendants*  hammer  had 

both  ends  of  the  cylinders  closed,  and  a  by-pass  between  the  ends  of  the  air 

cylinder,  and  the  upper  passage  was  free,  and  they  contended  that  the  Claims 

in  the  Specification  only  extended  to  hammers  in  which  the  pressure  of  the 

atmosphere  was  employed  in  raising  them ;  also  that  Claim  1  did  not  include 

30  the  holding  up  and  down  actions,  and  the  parts  relating  thereto,  or,  if  it  did,  it 

2  L 
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was  for  the  specific  hammer  described^  and  that  they  had  not  got  the  patented 
devices ;  and  that  Claims  2,  3  and  4  were  appendant  claims^  so  that  unless  the 
alleged  infringement  was  covered  by  Claim  i,  there  was  no  infringement. 

Held,  tJiat  the  objection  to  validity  failed;  that  the  claims  were  not  limited  to 
hammers  in  which  atmospheric  pressure  was  used ;  that  Claim  1  included  the  5 
parts  for  holding  up  and  holding  down^  and  was  for  a  specific  hammer ;  that 
Claims  2,  3  and  4  were  appendant  claims ;  that  the  Defendants^  by-pass  was  a 
convenient  way  of  making  the  invention  workable  where  both  ends  of  the 
cylinders  were  closed ;  and  that  the  Defendants  had  infringed.  Judgment  woe 
given  for  the  Plaintiffs^  tvith  costs,  a  stay  being  granted  <m  to  delivery  up  in  the  10 
event  of  an  appeal,  hut  a  stay  of  the  injunction  granted  wcls  refused.  A 
Certificate  that  the  validity  of  the  Patent  came  in  question  having  been  granted 
in  Pilkington  v,  Yeakley  Vacuum  Hammer  Company  {18  B.P.C.  459),  a  Certifuxtte 
depriving  the  Plaintiffs  of  solicitor  and  client  costs  was  refused. 

On  the  9th  of  August  1894,  Lettera  Patent  (No.  15,212  of  J  894)  were  granted  15 
to  Tliomas  Jameson,  on  a  communication  from  abroad  by  B.  M.  Reay,  for  an 
invention   of  "  Improvements  in    atmospheric    or    power   hammers."      The 
Complete  Specification  was  as  follows  : — 

*'  This  invention  has  reference  to  an  improved  construction  of  atmospheric  or 
**  power  hammer  designed  to  combine  the  advantages  of  steam,  drop  and  20 
"  atmospheric  hammers,  and  which,  while  simple  in  construction,  is  com- 
'^  pletely  under  the  control  of  the  operator  and  so  as  to  render  it  applicable 
'*  to  all  kinds  of  forging,  welding,  stamping,  drawing,  tapering,  embossing  and 
**  like  operations. 

"  And  in  order  that  this  invention  may  be  fully  understood  I  will  proceed  25 
"  to  describe  the  same  with  reference  to  the  accompanying  drawings,  in  which 
"  Pigs.  1,  2,  and  3  are  respectively  front,  side,  and  rear  elevations,  and  Pig.  4 
'^  a  plan,  showing  an  atmospheric  hammer  constructed  according  to  this 
"  invention.  Pig.  5  is  a  central  vertical  section  thereof,  partly  in  elevation. 
'^  Pig  6  is  a  section  on  the  line  x  x  ot  Fig.  5,  looking  in  the  direction  indicated  30 
"  by  the  arrows  in  that  figure.  Fig.  7  is  a  section  on  the  line  y  y  ot  Fig.  6, 
"  looking  in  the  direction  of  the  arrows  in  that  figure.  Pigs.  8  to  13  inclusive 
"  are  detail-views  hereinafter  referred  to. 

"  The    improved   power    hammer  comprises    a   hammer    cylinder    1    and 
"  an  air  pump  cylinder  2  inclined  to  each  other,  and   provided  respectively  35 
'*  with    a    hammer    head    3    and    a    piston    4,    the     upper    ends    of    the 
"  cylinders    being  directly  connected  by  a    short  passage    controlled    by   a 
"  valve  as  hereinafter  more    particularly  described.     The  hammer  head  is 
"  arranged  to  fit  the  cylinder  1   in  which  it  works  after  the  manner  of  a 
"  plunger,  the  said  cylinder  being  of  uniform  bore  throughout.    The  piston  4   40 
"  which  serves  to  exhaust  air  from  and  compress  air  into  the  cylinder  1,  for 
"  the  purpose  of  reciprocating  the  hammer  head,  is  connected  by  a  rod  5,  and  a 
'*  crank-pin  6  to  two  discs  7  which  act  as  fly  wheels.    One  of  the  discs  7  is 
**  secured  on  a  shaft  8  provided  with  fast  and  loose  pulleys  9  and  10  respectively 
"  and  carried  in  a  bearing  8*.    The  other  disc  is  carried  by  a  pin  8**  supported  in  45 
^*  the  frame  at  8^.    The  cylinders  1  and  2  are  adapted  to  communicate  with  each 
"  other  by  means  of  two  sets  of  ports  11  and  12.     The  ports  11  are  forked  and 
"  open  into  the  cylinder  1  at  two  places  11*  and  11^  in  the  length  thereof.    The 
^  ends  of  the  ports  11  and  12  remote  from  the  cylinders  1  and  2  open  into  a 
"  cylindrical  valve-chamber  13,  in  which  are  arranged  two  rotary  slide  valves  50 
"  14  and  15  (see  Figs.  12  and  13)  adapted  to  close  the  ports  11  and  12  respectively. 
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**  The  valve  14  is  o])erated  by  moans  of  a  spindle  16  which  is  connected  by 
**  means  of  a  crank  17  and  a  rod  18  to  a  treadle  19.  The  valve  15  is 
<*  operated  by  means  of  a  sleeve  20  which  is  situate  on  the  spindle  16,  and 
**  has  secured  on  its  outer  end  a  hand  regulating-lever  21.  The  valve  14  is  a 
5  **  flap  valve  of  arc-shape  in  end  view,  as  shown  in  Figs.  5  and  13,  and  is  adapted 
**  to  fit  the  internal  cylindrical  surface  of  the  valve-chamber  13.  Near  one  of 
**  its  edges  is  a  hole  22  (Figs.  12  and  13)  with  which  engages  one  of  the  prongs 
*'  of  a  bifurcated  part  23  carried  by  an  extension  24  of  a  boss  25  fast  on  the 
**  spindle  16   (Figs.  10  and  11),  the   arrangement  being  such  that  the  valve 

10  **  can  be  rocked  by  the  spindle  16,  but  is  free  to  lift  to  a  small  extent  from 
**  its  circular  seat  when  not  forced  thereon  by  compressed  air,  the  extent  of  lift 
•'  being  limited  by  the  curved  edge  24*  of  the  projection  24.  The  valve  15  is 
**  similar  to  the  valve  14,  and  is  similarly  attached  to  and  operated  by  the  sleeve 
**  20.    The  spindle  16  and  its  sleeve  20  are  supported  in  a  bearing  block  26 

15  '^  screwed  into  the  body  of  the  hammer  in  which  the  inner  end  of  the  spindle 
**  16  has  a  bearing  as  shown.  27  and  28  are  leather- washers  for  making  air- 
**  tight  joints  between  the  spindle  16  and  sleeve,  and  between  the  sleeve  and 
•*  block  respectively.  30  is  a  set-screw  by  which  the  spindle  16  can  be  forced 
"  endways  in  a  direction  to  compress  the  said  washers.    31  is  a  leather  flap- 

20  "  valve  adapted  to  permit  air  under  pressure  to  issue  from  the  cylinder  2 
"  through  a  hole  32  but  to  prevent  air  from  entering  therethrough.  31*  is  a  cover 
**  or  guard  plate  for  the  said  flap-valve.  33  is  a  spring  bar  arranged  normally 
"  to  keep  the  treadle  19  in  the  position  shown  in  the  drawings.  The  piston  4 
^  is  provided  with  a  packing  ring  34  that  may  be  of  cast  iron  as  usual.    The 

25  "  hammer-head  3  is  also  furnished  with  packing-rings  35  that  may  be  of 
"  metal,  but  are  preferably  of  leather  as  this  material  makes  a  very  good 
"  joint,  is  not  affected  by  shocks,  wears  well,  and  is  very  easily  renewed. 
**  For  tiie  latter  purpose  the  hammer-head  3  may  be  lifted  out  of  the  cylinder  1 
"  in  the  case  of  small  hammers  the  top  of  the  cylinder  being  for  this  purpose 

30  "  made  removable  ;  or  in  the  case  of  large  hammers  it  will  be  sufficient  to 
"  remove  the  hammer-face  36  and,  possibly,  also  the  anvil-block  37 — which 
**  should  then  be  made  detachable — to  allow  the  hammer-head  to  descend 
"  sufficiently  far  to  expose  the  packing-grooves  therein.  A  single  oil-hole  38 
**  may  be  provided  for  the  two  cylinders  and  th^  valve,  the  oil  being  distributed 

35  "  therefrom  by  means  of  the  pressure  and  vacuum  produced  in  the  machine. 
"  The  lubricant  will  be  prevented  from  dripping  upon  the  work  by  reason  of 
"  the  vacuum  set  up  in  the  cylinder  1  at  each  upstroke  of  the  hammer-head. 

"  When  it  is  desired  to  use  the  hammer,  the  driving-belt  is  shifted  from  the 
•*  loose  pulley  10  to  the  fast  pulley  9.    Assuming  the  valves  14  and  15  to  be  in 

40  '*  the  positions  shown  in  Fig.  5,  the  descent  of  the  piston  4  in  the  cylinder  2 
"  will  cause  air  to  be  exhausted  from  the  cylinder  1  through  the  ports  11*  and 
^<  will  thus  cause  the  hammer-head  3  to  be  raised  by  the  pressure  thereon  of 
"  the  external  atmosphere.  A  leather  flap- valve  39  serves  to  prevent  air  being 
"  sucked  from  through  the  upper  ports  11^  thereby  ensuring  that  there  shall  be 

45  **  a  cushion  of  air  at  the  top  of  the  cylinder  1  to  prevent  the  hammer-head  3 
**  when  rising  from  striking  against  the  cover  end  of  the  cylinder.  The 
"  ascent  of  the  piston  4  will  have  no  effect  on  the  position  of  the  hammer-head 
**  3,  as  the  valve  14  will,  when  in  the  position  shown,  be  forced  on  its  seat 
"  and  prevent  air  passing  into  the  cylinder  1.    In  its  descent  the  piston  4  will 

50  "  pass  the  hole  32  and  on  ascending  will  expel  therethrough  a  portion  of  the 
"  air  in  the  cylinder  2 ;  by  this  means  the  partial  vacuum  in  the  cylinder  1 
"  wUl  be  maintained  and  too  great  a  pressure  prevented  from  being  produced  in 
*'  the  cylinder  2.  In  order,  now,  to  produce  a  succession  of  blows,  the  treadle  19 
**  is  pressed  down,  causing  the  valve  14  to  rise  and  clear  the  ports  11  ;   when 

55  '^  the  treadle  is  released  the  valve  will  be  returned  to  its  closed  position  and 
"  the  blows  will  cease,  the  hammer-head  remaining  in  a  raised  position. 

2  L  2 
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"  If  it  is  desired  merely  to  press  down  some  article  on  the  anvil,  as  in  a  vice 
"  the  valve  15  is  lowered  over  the  ports  12  by  means  of  the  hand  lever  21  and 
"  the  valve  14  is  slightly  raised  by  means  of  the  treadle  19  and  when  the 
"  hammer-head  reaches  the  article,  the  valve  14  is  opened  to  the  extent 
"  requisite  to  produce  the  desired  pressure.  5 

"  The  hammer-head  can  in  the  manner  just  described  be  lowered  into  any 
"  desired  position  and  then  retained  there  by  closing  the  valve  14  ;  this 
"  operation  is  often  useful  to  level  a  tool  to  the  work  to  be  operated  on  before 
"  commencing  to  strike. 

"  To  strike  a  blow  and  prevent  the  hammer-head  from  subsequently  iq 
"  rising,  the  ports  12  are  closed  by  the  valve  15  and  the  treadle  19  is  depressed 
"  — ^gr^ually  or  suddenly  according  to  the  severity  desired  for  the  blow. 
'*  When  it  is  desired  to  strike  a  blow  of  as  great  force  as  possible,  the 
'^  treadle  is  pressed  down  quickly  and  allowed  to  rise  at  about  the  same  time 
'^  as  the  blow  is  delivered  so  as  to  resume  its  initial  position  before  the  piston  15 
^'  4  rises  again  and  produces  another  blow. 

"  Light  blows  and  short  strokes  of  the  hammer-head  are  produced  by 
"  slightly  depressing  the  treadle  19  ;  and  the  severity  of  the  blows  and  the 
^^  length  of  the  strokes  are  increased  as  the  depression  of  the  treadle 
**  continues.  2Q 

"  It  will  be  seen  that  the  hand  lever  21  is  rarely  used  and  that  consequently 
^'  one  man  is  usually  sufficient  to  hold  the  article  to  be  treated  and  to  operate 
**  the  hammer.  When,  however,  the  work  required  to  be  done  is  of  such  a 
'^  nature  that  one  man  is  required  to  hold  the  article,  and  another  to  operate 
"  the  hammer,  it  is  preferable  to  substitute  a  lever  for  the  treadle-arrangement  25 
*'  for  operating  the  valve  14.  In  some  cases  the  valve  15  may  be  omitted. 
'*  Instead  of  constructing  the  hammer-head  as  a  piston,  a  separate  piston  may 
**  be  employed  and  the  hammer-head  be  suitably  secured  thereto,  but  the  former 
'*  arrangement  is  preferred,  as  being  simpler. 

"  A  power  hammer  constructed  as  described  will  be  found  to  be  particularly  30 
"  adapted  for  architectural  ironwork,  bridge-building,  locomotive-work,  ship- 
'^  building,  the  manufacture   of  hardware  and   axes,   blacksmith -work,   tool- 
"  dressing  of  all  descriptions  and  general  forge-work." 

The  Patentee  claimed  : — 

^^  1.  In  an  atmospheric  hammer,  arranging  the  closed  ends  of  the  hammer  35 
''and  air-pump  cylinders  in  proximity  to  each  other  and  directly  connecting 
'^  them  through   short  passages  of  small  capacity  controlled  by  one  or  more 
'^  valves,  the  arrangement  being  such  that  air  can  be  drawn  direct  from  the 
'<  hammer  head  into  the  air  pump   cylinder  at  each   suction  stroke   of   the 
'*  pump  to  cause  the  hammer  head  to  rise,  and  air  can  be  forced  direct  from  said  40 
<*  pump  cylinder  into  the  hammer  cylinder  at  each  compression  stroke  of  the 
^*  pump,  to  cause  the  hammer  head  to  descend,  so  that  the  hammer  head  will 
'^  work  in  unison  with  and  will  promptly  respond  to  the  movements  of  the 
'<  pump  piston  substantially  as  herein  described.    2.  An  atmospheric  hammer 
^  of  the  kind  specified  in  Claim  1,  in  which  the  passage  between  the  hammer  45 
'^  and  air  pump  cylinders  is  controlled  by  a  valve  adapted  to  automatically 
**  lift  or  open  to  a  small  extent  after  being  moved  into  its  closed   position, 
^  so  as  to  allow  of  the  passage  of  air  from  the  hammer  cylinder  to  the  air 
**  pump  cylinder  at  each  suction  stroke  of  the  latter,  irrespective  of  the  position 
*'  of  the  valve  operating  mechanism,  substantially  as  hereinbefore  described.  50 
<^  3.  An  atmospheric  hammer  of  the   kind  specified  in  Claims   1   and   2,  in 
'*  which  the  passage  of  air  from  the  air  pump  cylinder  to  the  hammer  cylinder 
<<  is  controlled  by  a  second  valve  adapted  to  automatically  lift  or  open  to  a  small 
<<  extent  when  subjected  on  its  underside  to  the  action   of  compressed  air, 
'*  substantially  as  hereinbefore  described.     4.  An  atmospheric  hammer  of  the  55 
"  kind  specified  in  Claim  1,  in  which  the  air  pump  cylinder  is  provided  with  an 
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**  oatlet-valve  through  which  excess  of  air  will  be  expelled  by  the  air  pump  piston 
"  in  order  that  the  necessary  vacuum  will  be  produced  in  the  hammer  cylinder 
**  at  each  suction  stroke  of  the  pump  substantially  as  herein  described.  5.  The 
**  improved  atmospheric  hammer,  constructed,  arranged  and  operating 
5  **  substantially  as  described  and  shown." 


FIG. 6 


In  1902,  Peter  Pilkington,  Ld,^  the  owners  of  the  Patent,  commenced  an  action 
against  B,  A  S.  Massey  for  infringement  of  the  same,  claiming  the  usual  relief 
with  costs  as  between  solicitor  and  client. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  (1)  that  they  were  the  legal 
10  owners  of  the  Patent ;  (2)  that  the  Defendants  had  infringed ;  and  (3)  that  a 
certificate  that  the  validity  of  the  Patent  had  come  into  question  was  granted  on 
the  25th  day  of  July  1901  by  Mr.  Justice  Kekewtch* 

The  Particulars  of  Breaches  alleged  : — (1)  That  the  Defendants,  prior  to  the 

issue  of   the  Writ  in  this  action,  had  manufactured  at  their  works  at  Open- 

15  shaw,   Manchester,  and  had  used,  sold,  and  advertised  for  sale,  pneumatic 


•  See  Pilkington  v.  Yeakley  Vacuum  Hammer  Cimpany  18  R.P.O.  469. 
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hammers  constrncted  in  accordance  with  the  Complete  Specification  of  the 
Patent,  and  as  claimed  in  the  first,  second,  and  fifth  claims  thereof ;  (2)  In 
particular  the  Plaintiffs  complained  of  the  sale  by  the  Defendants  to  one 
Q.  T.  Orey^  marine  engineer,  of  Parr  Bank,  West  Holbom,  South  Shields,  of 
a  pneumatic  hammer  constructed  as  aforesaid ;  (3)  The  Plaintiffs  also  com-  5 
plained  of  an  advertisement  on  page  xvii.  of  "The  Engineer,"  of  the  18th  of 
July  1902,  in  which  advertisement  the  Defendants  advertised  and  offered  for 
sale  pneumatic  hammers  constructed  as  aforesaid  ;  and  (4)  The  Plaintiffs 
reserved  the  right  to  recover  in  respect  of  all  infringements." 

The  Defendants  by  their  Defence: — (1)  Denied  infringement,  and  (2)  Alleged  10 
that  the  Patent  was  contrary  to  law,  void  and  of  none  effect,  having  been 
granted  for  an  alleged  invention  which  was  not  new  and  useful.    Particulars 
of  Objections  to  the  validity  of  the  Patent  were  delivered  therewith. 

The  Particulars  of  Objections  alleged : — (1)  That  the  alleged  invention  in 
respect  of  which  the  Patent  was  granted,  was  not  new,  but  was  matter  of  15 
common  knowledge  within  this  realm  at  and  before  the  granting  of  the 
Patent ;  (2)  That  the  alleged  invention  had,  before  the  grant  of  the  Patent, 
been  published  in  various  ways  within  the  realm,  and  particularly  in  certain 
Specifications  published  at  the  Patent  Office  at  the  dates  thereinafter  mentioned. 
[Particulars  of  these  Specifications  were  then  given,  including  that  of  Manson  20 
(No.  1603  of  1874),  which  was  the  one  chiefiy  relied  on  at  the  trial.  Other 
publications  were  alleged  in  paragraphs  3  to  6  inclusive.]  (7)  That  Thomas 
Jameson^  to  whom  the  Patent  was  granted,  was  not  the  true  and  first  inventor 
of  the  alleged  invention  in  respect  of  which  the  Patent  was  granted ;  (8)  That 
the  alleged  invention  as  described  was  not  useful ;  (9)  That  the  Specification  25 
by  the  Patentee  lodged  at  the  Patent  Office  of  the  alleged  invention  contained 
no  sufficient  description  thereof,  and  no  description  at  all  of  any  useful  or 
practical  invention  ;  in  support  of  this  contention  the  Defendants  would  prod  ace 
evidence  to  prove  that  a  machine  constructed  as  shown  in  the  drawings  and  as 
described  in  the  letterpress  of  the  Specification  could  not  be  made  to  work  by  30 
reason  of  its  being  wholly  unfit  to  produce  the  necessary  changes  of  air  pressure 
in  the  hammer  cylinder,  and  by  reason  of  the  excessive  pressures  which 
would  be  generated  in  the  air  pump,  and  by  reason  of  the  want  of  suitable 
appliances  for  making  good  the  loss  of  air  from  the  interior  of  the  machine 
by  leakage.  35 

Further  Particulars  of  Objections  were  delivered,  which  alleged,  in  respect  of 
the  Objection,  that  the  said  alleged  invention  was  not  new  at  the  date  of  the 
Patent,  that  the  alleged  invention  was  used  and  published  within  the  realm  by 
the  manufacture  by  Messrs.  Johyi  Hands  A  Sons^  of  Cardigan  Works,  Belmont 
Row,  Birmingham,  and  the  delivery  by  them  to  Messrs.  A.  and  F.  Parkes,  of  40 
Coldfield  Works,  Dartmouth  Street,  Birmingham,  in  the  end  of  the  year  1882  or 
the  early  part  of  the  year  1883,  of  a  pneumatic  hammer  constructed  in 
accordance  with  a  working  drawing  marked  "Double  Cylinder  Pneumatic 
*^  Hammer  scale  3  in.  to  a  foot  A.  &  F.  P.  &  Co.,"  and  bearing  the  date  9th 
November  1882,  which  said  drawing  could  be  inspected  by  the  Plaintiffs  at  45 
the  offices  of  Messrs.  G.  Bobinaon  Walker  &  Sons  and  by  the  user  of  the  said 
hammer  by  the  said  Messrs.  A.  (k  F.  Parkes  at  their  works  as  aforesaid 
continuously  from  the  year  1883  down  to  the  present  time. 

The  Defendants,  on  an  application  for  leave  to  deliver  interrogatories, 
admitted  the  sale  alleged  in  paragraph  2  of  the  Particulars  of  Breaches  and  the  50 
insertion  of  the  advertisement  complained  of  by  paragraph  3  and  made  certain 
admissions  relating  to  paragraph  5  of  the  Particulars  of  Objections.  On  the 
20th  of  October  1903,  the  Defendants  made  an  affidavit  on  an  application  by 
the  Plaintiffs  for  inspection,  stating  that  the  construction  of  the  hammer 
complained  of  in  the  action  was  to  the  best  of  their  knowledge  and  belief  in  55 
exact  accordance  with  the  lines  upon  which  the  hammer  or  parts  of  a  hammer 
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illustrated  by  Pignres  7  to  18  of  H.  F.  Massey's  Specification  14,022  of  1900 
(ImproYements  in  Pneumatic  Power- Hammers)  were  designed. 

Figs.  10  and  15  to  18  of  the  last-mentioned  Specification  are  shown  on  the 

next  two  pages  hereof.    The  parts  of  the  Specification  referring  to  them  and 

5  material  for  the  purpose  of  this  report  are  as  follows  : — "  This  invention  consists 

"  in  improvements  in  pneumatic  power-hammers  and  its  principal  object  is  the 

"  provision  of  power-hammers,  which  shall  be  more  efficient  and  convenient 

"  in  use  than  those  hitherto  constructed  and  may  be  arranged  to  permit  any 

"  desirable  length  of  stroke  to  the  tups  or  hammer-heads  or  other  corresponding 

10  "  parts  used  therein  and  be  capable  of  striking  blows  of  any  desirable  force  and 

"  be  readily  controlled  in  action  so,  that  the  tups  or  hammer-heads  or  other 

.  *«  corresponding  parts  of  such  hammers  may  be  made  to  strike  single  blows, 

"  be  made  to  make  strokes  of  the  full  length  permitted  by  the  construction 

^^  of  such  hammers  or    of    any  less  length,  be  made  to  strike  blow  after 

15  "  blow  for  any  desirable  period,  be  held  away  from  the  anvils  or  other 
"  objects  with  which  they  are  used  or  be  used'  to  hold  articles  or  materials 
"  fast  upon  the  said  anvils  or  other  objects.  Power-hammers  may  also  be 
*'  constructed  according  to  this  invention  to  accomplish  the  said  object  in 
"  part  only." 

20  The  Specification  subsequently  described  {inter  alia)  a  form  of  the  invention 
in  which,  in  addition  to  the  passage  p  being  controlled  by  a  valve  ^,  the  passage 
k  was  open  and  the  passage  m  was  controlled  by  a  back-pressure-valve  w^  and 
another  form  in  which  both  the  passages  h  and  m  were  controlled  by  valves, 
and  continued  : — 

25  "  It  is  possible  to  provide  a  back-pressure-valve  or  back-pressure-valves  to  be 
'^  inserted  at  times  in  either  one  or  both  of  the  passages  k  m  for  the  same 
"  parpose  as  in  the  arrangement  described  with  reference  to  Figs.  5  and  6  with- 
"  out  providing  a  back-pressure-valve  or  back-pressure-valves  to  be  inserted  at 
"  times  in  the  passage  p  or  without  employing  the  passage  p.    Thus  for  instance 

30  "  a  bftck-pressure-valve  may  be  provided  to  be  inserted  at  times  in  either  or 
^'  each  of  the  passages  k  m  employed  in  the  arrangement  herein  described  with 
"  reference  to  Fig.  3  and  Fig.  4.  In  cases  in  which  two  or  more  valves  are 
"  used  they  may  be  either  completely  separated  and  be  worked  by  separate 
'*  devices  of  any  suitable  kind,  or  they  may  be  connected  so  as  to  be  controlled 

:i5  "  together  as  is  illustrated  for  example  in  Fig.  4,  or  they  may  be  arranged  so  as 
^^  to  be  carried  by  one  piece  which  being  moved  moves  them  both  or  all  as 
'*  illustrated  by  way  of  example  in  Figs.  7  to  18  of  the  accompanying 
"  drawings.  In  the  power-hammer  illustrated  by  Figs.  7  to  18  the  passage  k 
"  from  the  top  of  the  pump-cylinder  a  to  the  top  of  the  hammer  cylinder  h  is 

40  "  arranged  to  be  always  open  while  the  passage  m  from  the  bottom  of  the 
"  pump-cylinder  a  to  the  bottom  of  the  hammer-cylinder  h  is  arranged  so  that 
"  it  may  be  left  open  or  have  a  back-pressure  valve  w  inserted  into  it  so  that 
^*  it  may  be  closed  against  the  passage  of  air  in  either  direction  while  remaining 
"  open  to  the  passage  of   air   in  the    opposite  direction.    The  back-pressure- 

45  ^  valve  w  is  carried  by  a  plug  x  which  itself  forms  a  valve  t  and  is  arranged 
*^  so  as  to  be  capable  of  being  made  to  partly  or  entirely  close  the  passage  p 
*"*•  connecting  the  top  and  bottom  of  the  pump-cylinder  a.  The  plug  x  is  also 
"  made  to  carry  a  back-pressure- valve  v  which  may  be  inserted  in  the  passage 
'^  p  so  as  to  close  it  against  the  passage  of  air  in  either  direction  while  allowing 

50  "  air  to  pass  in  the  opposite  direction. 

"  Each  of  the  back-pressure-valves  v  w  illustrated  in  the  accompanying 
'^  drawings  is  formed  of  a  plate  with  a  central  hole  embracing  a  stud  secured 
"  in  the  plug  x  and  is  arranged  to  be  pressed  against  a  face  on  the  plug  x 
"  so  as  to  cover  holes  therein  by  means  of  a  spiral  spring  which  may  con- 

55  ^  veniently  be  formed  out  of  wire  or  steel  plate  and  is  made  to  bear  against  the 
^'  plate  and  against  the  head  of  the  stud. 
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"Fig.  13  shows  separated  from  each  other  the  parte  fonning  one  of  the 
back-pressure- ralves  v  tv.  The  plug  x  is  arranged  to  be  turned  within  a 
tube  y  and  provided  with  collars  2?  I  2  to  fit  therein.  The  tube  y  is  inserted 
tightly  in  the  casting  3  in  which  the  cylinders  a  b  are  formed  and  is  provided 
with  ports  communicating  with  the  parts  into  which  the  passage  j9  is  divided 
and  with  ports  communicating  with  the  parts  into  which  the  passage  m  is 
divided.  The  plug  x  which  is  shown  detached  with  the  Iwck-presflure- 
valves  V  w  carried  by  it  in  Fig.  14  is  secured  against  longitudinal  movement 
in  the  casting  3  by  being  provided  at  one  end  with  a  flange  4  and  at  the 
other  end  with  a  nut  5  which  by  means  of  a  washer  6  presses  a  collar  7 
against  the  said  casting  3. 


10 


^s 


"  The  collar  7  also  serves  as  a  guide  for  the  upper  end  of  a  rod  8  which  is 
"  provided  with  teeth  so  as  to  engage  with  a  pinion  9  formed  upon  the  plug  x  so 
*<  that  the  rod  8  forms  a  means  of  turning  the  plug  x.    The  rod  8  is  connected  to 
"  a  hand  lever  10  capable  of  being  turned  upon  a  suitable  pivot  11  secured  in  the  15 
"  hammer-framework.    The  hand-lever  10  is  provided  with  a  catch  or  detent  12 
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"  capable  of  being  placed  in  engagement  with  or  disengaged  from  notches  in  a 
"  sector  13  capable  of  being  tamed  aboat  the  pivot  11  and  connected 
*'  by  means  of  a  rod  14  with  a  treadle  15  raised  after  depression  by 
"  means  of  a  spring  16  and  secured  at  its  ends  to  a  rod  17  capable 
**  of  being  oscillated  in  bearings  provided  upon  the  bed-plate  of  the  power- 
•'  hammer.  When  the  catch  or  detent  12  is  disengaged  from  the  sector  13 
*'  the  hand-lever  10  may  be  moved  independently  of  the  treadle  15  and  spring  16. 
**  The  back-pressure-valves  v  w  and  the  channel  u  in  the  portion  of  the  plug  x 
"  forming  the  valve  t  employed  to  partially  or  entirely  close  the  passage  p  when 
**  the  top  or  hammer-head  j  connected  to  the  piston  h  by  the  rod  18  is  required 
**  to  work  are  disposed  in  relation  to  one  another  in  the  manner  indicated  by 
«  Figs.  10, 12, 14, 15, 16, 17,  and  18. 


FICJ6. 


"  When  the  plug  x  is  in  the  position  in  which  it  is  indicated  in  Figs.  10  and  15 
"  the  passage  p  is  fully  open,  the  tup  or  hammer-heady  or  other  corre&ponding 

15  "  part  then  remaining  unmoved  by  the  movement  of  the  piston  c.  When  the 
"  valve  t  is  in  position  to  completely  close  the  pas3age  pasia  indicated  in  Fig.  16 
"  the  passage  m  is  fully  open  and  the  tup  or  hammer-head  j  or  other 
"  corresponding  part  is  moved  to  the  fullest  extent  possible  by  the  movement  of 
"  the  piston  c.  When  the  plug  x  is  in  the  position  in  which  it  is  indicated  in  Fig.  17 

20  "  the  back-pressure-valve  w  allows  air  to  pass  from  the  lower  part  of  the  pump- 
"  cylinder  a  to  the  lower  part  of  the  hammer-cylinder  b  but  prevents  air  from 
*'  passing  from  the  lower  part  of  the  hammer-cylinder  b  to  the  lower  part  of  the 
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"  pump-cylinder  a  while  the  back-pressare-valve  v  allows  air  to  pass  from  the 
"  upper  part  of  the  pump -cylinder  a  or  the  upper  part  of  the  hammer-cylinder  h 
"  to  the  lower  part  of  the  pump-cylinder  a  but  prevents  air  from  passing  to  the 
"  upper  part  of  the  pump-cylinder  a  or  the  upper  part  of  the  hammer-cylinder  h 
"  and  consequently  the  downward  movements  of  the  piston  c  force  air  into  the  5 
"  lower  part  of  the  hammer-cylinder  h  while  the  upward  movements  of  the 
**  piston  c  will  chiefly  force  air  from  the  upper  part  of  the  pump-cylinder  a  into 
"  the  lower  part  thereof,  so  that  the  tup  or  hammer-heady  or  other  corresponding 
"  part  will  be  raised  and  held  away  from  the  anvil  19.  When  the  plug  x  is  in 
"  the  position  in  which  it  is  indicated  in  Fig.  18  the  back-pressure  valve  w  10 
"  allows  air  to  pass  from  the  lower  part  of  the  hammer-cylinder  h  to  the  lower 
"  part  of  the  pump-cylinder  a  but  prevents  air  from  being  forced  from  the  lower 
'*  part  of  the  pump-cylinder  a  into  the  lower  part  of  the  hammer-cylinder  h 
"  while  the  back-pressure-valve  v  allows  air  to  pass  from  the  lower  part  of  the 
"  pump-cylinder  a  to  the  upper  part  thereof  but  prevents  air  from  passing  from  15 
"  the  upper  part  of  the  pump-cylinder  a  to  the  lower  part  thereof,  and  con- 
"  sequently  the  air  below  the  piston  h  in  the  hammer-cylinder  h  is  rarefied  so 
<*  that  there  is  always  an  excess  of  pressure  on  the  upper  side  of  the  piston  h 
"  holding  the  tup  or  hammer-head  j  or  other  corresponding  part  down  upon 
"  the  anvil  19  or  any  object  which  may  be  placed  thereon.  ...  20 

'*  If  at  any  time  it  is  requisite  to  cause  the  tup  or  hammer-head  or  other 
"  corresponding  part  which  may  be  used  in  the  hammer  illustrated  in  Pigs.  7  to 
"  18  to  strike  a  single  blow  and  then  remain  at  rest  this  may  be  done  by  removing 
"  the  plug  X  quickly  from  the  position  in  which  it  is  indicated  in  Fig.  17  more 
"  or  less  towards  or  into  the  position  in  which  it  is  indicated  in  Fig.  16  accord-  25 
"  ing  to  the  force  of  the  blow  intended  to  be  struck  and  allowing  it  to  remain  in 
**  such  position  during  one  complete  to  and  fro  movement  of  the  piston  c  and 
"  then  quickly  returning  it  to  the  position  in  which  it  is  indicated  in  Pig.  17. 
"  It  is  obvious  that  these  movements  of  the  plug  x  must  be  accomplished  with 
^'  some  precision  in  relation  to  the  movements  of  the  piston  (;.*'  30 

The  action  came  on  for  trial  before  Kbkbwich,  J.,  on  the  14th  of  April  1904, 

T.  Terrell,  KC,  P.  O.  Lawrence,  K.C.,  and  A.  J.   Walter  (instructed   by 
PritcJiardy  Englefield,  A  Co.,  agents  for  D.  L.  Sprake,  of  Accrington)  appeared 
for  the  Plaintiffs ;  Moulton,  K.C.,  Gripps,  K.C.,  and  J.  W.  Gordon  (instructed 
by  RowcUffea,    Rawle  A  Co.,  agents    for  E,   Robinson,  Walker  A   Son,  of  35 
Manchester)  appeared  for  the  Defendants. 

Lawrence,  K.C.,  opened  the  Plaintiffs'  case : — At  the  date  of  Jameson's 
Patent  there  were  what  are  known  as  pneumatic  or  atmospheric  or  compressed 
air  hammers,  as  distinguished  from  steam  hammers,  but  they  could  not  be 
controlled  by  keeping  them  down  at  the  bottom  of  the  stroke  or  up  at  the  top  40 
of  the  stroke,  or  by  stopping  half-way,  or  in  giving  light  and  hard  blows.  These 
things  could  be  done  only  by  steam  hammers.  Some  hammers  were  pressed  up 
by  compressed  air  and  then  allowed  to  fall  by  withdrawing  the  air,  but  the 
blow  could  not  be  regulated.  There  had  been  no  really  practicable  pneumatic 
hammer.  Light  blows  could  only  be  given  by  a  slight  raising  of  the  hammer.  45 
Jameson's  Patent  put  pneumatic  hammers  on  the  same  footing  as  steam 
hammers.  The  issue  will  be  whether  Massey's  hammer  infringes ;  it  acts 
exactly  as  the  Plaintiffs'  hammer  and  by  the  same  means.  Both  have  two 
cylinders,  one  for  the  air  and  the  other  for  the  hammer,  and  air  passages 
between  the  cylinders  controlled  by  movable  valves  having  the  same  effect  in  50 
each.  The  Plaintiffs'  Patent  came  before  the  Court  in  Pilkington  v.  Yedkley 
Vacuum  Hammer  Company  (18  R.P.C.  459),  and  there  was  an  appeal,  but  it  was 
not  proceeded  with.    A  certificate  of  validity  was  granted  in  that  case,  the  main 

Question  then  being  that  of  communication  from  abroad.    The  validity  of  the 
atent  came  also  before  Farwell,  J.,  in  Jameson's  Patent  (19  R.P.C.  246),  on  a  55 
Petition  for  its  Elevocation  in  which  the  main  question  VTas  again  that  of  first 
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and  true  inventor.  [Kbkbwioh,  J. — Is  it  proposed  to  try  the  question  of 
validity  again  ?]  ICripps,  K.C.— Yes.  The  parties  are  different ;  it  is  one  of  the 
issues,  although  not  the  principal  issue.] 
The  only  witness  called  for  the  Plaintiffs  was  Mr.  Dicgald  Clerk.  During 
5  the  course  of  his  cross-examination  certain  models  of  the  Defendants'  actual 
hammer  were  put  to  him,  and  Lawrence^  K.C.,  referred  to  the  Defendants* 
affidavit  containing  their  admission,  and  said  that  the  Plaintiffs  had  in 
consequence  of  it  been  refused  inspection.  It  was  then  arranged  that  Mr. 
Dug  aid  Clerk  should  have  an  opportunity  of  examining  the  models.    After  he 

10  had  done  this,  he  stated  that  they  differed  in  certain  respects  from  the  Drawings 
in  the  Defendants'  Specification.  Lawrence^  K.C.,  then  said  that  if  there  were 
any  material  difference  he  should  ask  that  the  Plaintiffs  should  be  held  to  the 
Drawings  in  the  Specification.  At  the  end  of  the  Plaintiffs'  case  the  matter 
came  up  again  for  discussion,  when  Kbkbwioh,  J^,  said  that  the   issue   of 

15  infringement  he  had  to  try  was  whether  a  hammer  made  according  to  Massey^s 
Specification  would  be  an  infringement  of  Jameson's  Patent.  Subsequently 
Terrell^  K.C.,  said  that  the  Plaintiffs  would  accept  the  working  drawings  of  the 
machine  complained  of  in  the  action  subject  to  proof.  Dicgald  Clerk  was  then 
recalled,  and  gave  evidence  that  the  hammer  shown  in  those  drawings  operated 

20  for  holding  up  and  down  as  in  the  Defendants'  Specification,  but  that  the 
position  of  the  parts  was  changed  from  what  it  was  in  the  Drawings  to  that 
Specification,  and  that  in  a  hammer  according  to  the  working  drawings 
Jameson's  invention  was  used  ;  that  the  hammer  was  held  down  by  suction — by 
drawing  the  air  from  under  the  hammer  piston  by  the  pump  cylinder,  with  a 

25  non-return  valve  preventing  the  return  of  the  air  ;   that  the  hammer  was  held 

up  by  air  being  forced  in  beneath  it  with  a  similar  non -return  valve  reversed 

in  position,  and  that  there  was  a  vacuum  above  the  hammer  when  striking 

light  blows. 

Moulton^  K.C.,  opened  the  Defendants'  case. — There  was  no  judicial  decision 

30  in  the  previous  action  that  the  Feakley  hammer  was  an  infringement.  The  first 
thing  is  to  ascertain  the  scope  of  the  grant.  Jameson  first  claims  a  particular 
class  of  hammer.  He  has  also  certain  devices  for  obtaining  desirable  results, 
but  these  are  not  very  novel,  so  he  wisely  claims  them  only  as  applied  to  that 
which  is  claimed  in  the  first  claim,  avoiding  the  danger  of  claiming  them  in 

35  gross.  Jamsson  made  appendant  claims  only  for  those  devices.  Such  a  claim 
does  not  extend  the  grant,  because  to  be  an  infringement  a  thing  must  be  within 
the  primary  claim.  In  British  Dynamite  Company  v.  Krebs  (13  R.P.C.  190)  the 
nature  of  an  appendant  claim  is  pointed  out.  In  Jameson's  Specification,  Claims 
2,  3,  and  4  are  limited,  so  as  to  be  appendant  claims,  and  Claim  5  is  for  the 

40  particular  hammer.  So  that  really  the  question  to  be  considered  is  whether 
what  the  Defendants  do  is  within  Claim  1 ;  if  so,  the  question  of  validity  arises. 
There  were  obvious  reasons  why  Claims  2,  3,  and  4  were  limited— for  instance, 
the  valve  used  for  holding  down  is  the  ordinary  non-return  compression  valve, 
and  that  used  for  holding  up  is  the  ordinary  valve  used  for  exhaustion.    The 

45  class  of  hammer  specified  in  Claim  1  cannot,  on  any  ordinary  construction,  be 
held  to  include  the  Defendants'  hammer.  An  atmospheric  hammer  is  one  in 
which  the  hammer  is  lifted  by  the  pressure  of  the  atmosphere,  the  pressure 
from  above  being,  of  course,  removed.  It  is  of  a  different  class  from  hammers 
worked  by  steam  or  compressed  air.      The  essentials  are  the  hammer-head 

50  fastened  to  a  piston  moving  in  a  closed  cylinder  and,  communicating  with  that 
cylinder,  a  suction  cylinder  where  the  air  is  drawn  off  ;  there  being  less  pressure, 
therefore,  above  the  hammer,  it  is  raised.  The  hammer  cylinder  and  pump 
cylinder  must  have  closed  ends,  which  are  connected.  Claim  1  speaks  of  "  the 
"  closed  ends,"  for  in  an  atmospheric  hammer,  one  end  is  effectively  an  open  one. 

55  [Claim  1  was  read.]  There  is  nothing  in  that  claim  except  for  the  words 
*•  controlled  by  one  or  more  valves  "  and  "  substantially  as  herein  described," 
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which  does  not  apply  to  the  ordinary  atmospheric  hammer.  Claim  1  includes 
all  that  operates  in  hammering,  all  that  makes  unison,  but  not  what  makes 
disunison,  between  the  pump-head  and  the  hammer-head  ;  it  does  not  include  the 
holding  up  or  the  holding  down.  Claims  2,  3,  and  4  claim  the  hammer  with  the 
additions  enabling  the  hammer  to  move  in  disunison.  It  was  very  important  5 
that  the  Patentee  should  limit  himself  in  his  claims  to  a  particular  class  of 
hammer,  for  he  has  shown  no  way  of  applying  his  devices  except  to  hammers  of 
that  class  ;  it  might  require  considerable  invention  to  apply  them  to  compression 
hammers — such,  for  instance,  as  Manson^s  hammer.  I  shall  call  evidence 
to  show  that  further  invention  was  required  to  make  the  Plaintiffs'  hammer  10 
work  practically.  It  has  never  been  made  except  as  a  model.  The 
Defendants*  hammer  is  not  an  atmospheric  hammer.  It  is  not  sufBcient  for  the 
Plaintiffs  to  say  that  the  Defendants  have  the  same  results,  even  if  they  were 
secured  by  the  Plaintiffs'  methods,  for /ameson  restricted  himself  to  a  particular 
kind  of  hanmier,  and  only  faced  that  problem.  To  construe  Claim  1  one  15 
must  look  to  see  what  are  the  valves  described  in  the  Specification.  In 
Claim  1  the  valve  39  is  included ;  and  perhaps  a  valve  which  throttles  the 
passage  to  a  certain  extent  and  gives  a  gentle  blow.  Then  Claim  2  is  for  a 
hammer  in  which  there  is  normal  unison,  but  in  which  there  is  a  valve  which 
can  be  moved  into  a  closed  position  and  stop  the  unison  by  letting  the  air  come  20 
out  but  not  go  in,  thus  holding  the  hammer  up.  Claim  3  adds  the  holding 
down  arrangement.  Claim  4  adds  a  lifting  valve  arrangement  to  Claim  1. 
The  Patentee  had  only  a  simple  problem  to  deal  with,  for  there  was  only  one 
passage,  and  he  arranged  so  that  he  could  introduce  into  it  either  a  compression 
or  exhaustion  valve.  The  Defendants  have  something  more  difficult  to  deal  25 
with.  There  are  two  passages,  one  connecting  the  upper,  and  one  the  lower 
ends  of  the  hammer  and  pump  cylinders,  and  also  the  by-pass  connecting  the 
two  ends  of  the  pump  cylinder.  For  a  light  blow  the  by-pass  is  opened 
somewhat,  and  thus  makes  a  leak  from  one  side  of  the  piston  to  the  other. 
That  was  what  Hanson  did  also.  The  Defendants  improved  on  Manson.  30 
Except  with  regard  to  Claim  4,  the  alleged  anticipations  are  only  used  for  the 
purpose  of  the  usual  dilemma.  The  Defendants  hold  the  hammer  up  by  the 
pressure  of  air  underneath,  not  by  suction.  Claim  2  of  JamesorCs  Specification 
specifies  the  holding  up,  but  on  the  broadest  interpretation  of  that  claim  the 
Defendants  are  not  within  it ;  in  their  arrangement  the  air  passes,  not  from  the  35 
hammer  cylinder  to  the  pump  cylinder,  but  from  the  pump  cylinder  to  the 
hammer  cylinder  for  the  purpose  of  holding  up.  Also  the  passage  at  the  top  is 
left  free,  without  any  valve  to  control  it.  The  Plaintiffs  and  the  Defendants 
get  the  same  results,  that  is,  both  can  hold  up  and  hold  down,  but  by  a  different 
application  of  the  elastic  fluid  and  by  different  mechanism.  The  Plaintive  40 
hammer  is  an  atmospheric  one,  having  one-end  cylinders  connected  by  onib 
passage,  in  which  tiie  controlling  mechanism  is  placed.  The  Defendants'  »  a 
compression  hammer,  and  the  cylinders  have  closed  ends,  with  one  passage 
controlled  and  the  other  not,  and  a  by-pass  which  has  to  be  controlled. 
Besides  the  Patent  is  invalid  for  inutility.  Further  invention  was  necessary.  45 
[Edison  and  Swan  Electric  Light  Company  v.  Holland^  5  R.P.C.  459,  was 
referred  to.]  Except  for  a  mere  model,  the  patented  invention  is  not  prac- 
ticable for  the  hammer  which  is  shown.  The  large  clearances  shown  are 
fatal  to  its  working  on  a  practical  scale,  and  invention  was  required  to  get  rid 
of  them.  No  hammer  has  been  made  according  to  the  Specification,  except-  50 
ing  as  a  model.  Then  as  to  Claim  4.  If  all  pneumatic  hammers  are  included, 
it  was  old  to  put  a  lifting  valve  to  let  out  the  excess  of  air,  that  is,  on  the 
assumption  that  Claim  1  is  not  limited  to  the  particular  class  of  hammer. 
If  Claim  1  is  for  the  particular  hammer  controlled  by  the  valves  substantially 
as  specified,  then  Claims  2,  3  and  4  merely  emphasise  particular  parts,  and  that  55 
construction  is  equally  in  the  Defendants'  favour  with  the  other  construction. 
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The  witnesfleB  called  on  behalf  of  the  Defendants  were  J.  Stvinburney  A.  C. 
Hands,  and  Professor  C.  V.  Boys, 

Moulton,  K.C.,  summed  up  the  Defendants'  case. — The  real  question  is  the 
scope  of  the  Patent.  In  every  Claim  a  particular  hammer  is  claimed  ;  there  is 
5  nowhere  any  claim  for  a  subordinate  integer.  Claim  1  is  only  applicable  to  the 
simple  case  the  Patentee  solved  ;  it  is  for  a  specific  hammer.  "  One  or  more 
"  valves  "  includes  39,  which  cannot  in  working  be  left  out  in  the  Plaintiffs' 
hammer.  The  specific  hammer  is  characterised  by  being  open-ended,  by  the 
two  closed  ends  being  close  together,  by  passages  substantially  as  described, 

10  controlled  by  the  valves  described,  which  are  well-known  valves.  There  was 
little  invention.  As  to  the  state  of  knowledge,  Manson  was  a  known  hammer, 
but  the  Patentee  did  not  deal  with  that.  He  did  not  show  how  to  make  that 
hammer  hold  up  or  hold  down ;  that  would  have  been  a  more  complicated 
problem.    The  Patentee  dealt  with  a  simpler  one,  bat  now  wants  to  extend  the 

15  interpretation  of  this  Claim  so  that  it  would  cover  the  problem  of  applying  his 
invention  to  Manson.  The  Defendants'  hammer  does  not  come  within  the 
description  in  the  Specification.  A  hammer  with  a  by-pass  was  a  known 
hammer.  The  Plaintiffs  are  in  a  dilemma  :  if  Manson  was  within  their  class  of 
hammer,  no  directions  were  given  in  the  Specification  for  the  necessary  change 

20  in  that  hammer ;  but,  if  not,  then  the  Defendants  are  also  outside  the  Patentee's 
class  of  hammer.  The  Defendants  do  not  raise  their  hammer  by  suction,  but 
by  compression.  The  Defendants  do  not  use  the  valve  so  as  to  allow  the 
passage  of  air,  as  stated  in  Claim  2.  As  to  Claim  5,  that  is  for  the  whole 
particular  hammer,  and  the  Defendants  have  not  taken  that.    Graduation  of  the 

25  blow  of  the  hammer  by  throttling  was  old  ;  it  was  in  the  Manson  and  the 
Parkes  hammers.  The  only  new  point  was  making  a  single-ended  hammer 
hold  up  or  down.  As  to  validity,  the  Specification,  at  all  events,  only  gives 
sufficient  information  to  make  hammers  of  the  precise  type ;  but  a  hammer 
made  according  to  the  Drawings  would  not  work,  and  none  has  been  made. 

30  The  Teahley  hammer  has  further  special  devices. 
No  reply  was  called  for. 

Kbkewioh,  J. — There  is  one  question  only  which  really  falls  for  decision, 
and  that  is  the  question  whether  the  Defendants  in  making  and  vending 
hammers  made  according  to  Massey^s   Specification   of    1900,  have   infringed 

35  JamesofCs  Patent  of  1894,  the  proprietors  of  which  are  the  Plaintiffs  Peter 
Pilkington,  Ld.  Of  course  validity  is  pleaded,  and  so  is  novelty,  and  so  is 
utility,  and  before  going  to  the  other  question,  it  may  be  right  to  say  a  word  or 
two  on  each  of  those  heads. 

As  regards  validity,  as  Mr.  Moulton   has    put    it,  the  only  possible    issue 

40  can  be  whether  hammers  have  been  or  can  be  manufactured  so  as  to  be  of 
commercial  value — so  as  to  work — under  this  Patent.  If,  however  good  it 
may  be  on  paper,  the  Patentee  has  not  described  a  workable  instrument — one 
that  may  be  used  for  the  purposes  of  trade — then  the  Patent  is  useless  and 
must  be  pronounced  invalid.     I  have  Mr.  Dugald  Clerk's  statement  that  he 

45  has  seen  hammers  in  work  made  according  to  the  Specification,  and  if  it  is 
to  be  said,  according  to  the  cross-examination,  that  all  he  saw  were  really 
hammers  made  according  to  Teakley's  Specification,  then  as  matters  at  present 
stand,  there  is  an  injunction  against  the  use  of  Yeakley's  Specification,  because 
it  is  an  infringement  of  the  Plaintiffs',  and  therefore,  it  is  impossible,  to  say 

50  that  hammers  made  according  to  Yeakley  are  not  also  according  to  Jameson. 
But  every  one  of  the  exceedingly  experienced  and  useful  witnesses,  to  whom 
I  desire  to  tender  my  thanks  for  assistance  in  a  very  troublesome  case,  Mr. 
Dugald  Clerk,  Mr.  James  Swinburne,  and  Professor  Boys,  admits — I  am  not 
quite  sure  that    I    put    it    to    Professor  Boys—ihaX  a    competent  workman 

55  could  make  a  hammer  with  Jameson^s  Specification  before  him,  and  the 
most,  as  I  read  their  evidence,  that  they  say  in  detraction,  is  that  it  would 
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be  only  a  small  one.  Of  course  the  utility  would  not  be  so  great  if  the 
hammer  must  needs  be  small,  but  it  does  not  prevent  its  being  an  article 
of  commerce,  and  therefore,  that  objection  to  the  Patent  fails. 

As  regards  novelty,  though  it  is  pleaded,  I  have  heard  no  evidence  at  all. 
Nobody  suggests  that  the  application  of  air  to  hammers,  which  were  formerly  5 
driven  by  steam,  was  not,  not  long  ago,  new,  and  if  this  particular  application 
by  Jameson  is  in  itself  new,  then  the  question  of  novelty  does  not  enter  into  the 
case  at  all. 

As  regards  non-utility,  that  is  also  pleaded,  but  I  have  heard  nothing  of  it. 
The  Defendants  themselves  are  keen   to   have   on   the  market  air-hammers,   10 
and  all  they  are  fighting  is  the  construction  of  this  particular  hammer. 

Therefore,  we  come  back  to  the  question  of  infringement,  which  necessarily 
depends — as  the  other  questions  mighthavetoo— on  the  construction  of  the  Specifi- 
cation. I  have  often  been  puzzled  by  reading  a  Specification,  I  have  not  only 
required  all  the  assistance  that  Counsel  could  give  me  to  understand  it,  but  I  15 
have  often  failed  to  understand  it  at  the  end.  I  have  had  no  difficulty  with 
this.  This  is  a  Specification  drawn,  it  seems  to  me,  with  exemplary  precision 
and  clearness.  I  am  speaking  of  the  letterpress  more  than  the  Drawings, 
which  of  course  form  part  of  the  Specification,  and  are  somewhat 
complicated  to  a  layman.  But  as  regards  the  letterpress,  the  description  is  20 
precise,  and  full,  and  clear,  and  leaves  to  my  mind  after  reading  it — ^though 
certainly  I  read  it  after  I  knew  something  about  the  case — no  doubt  whatever 
as  to  what  the  Patentee  intended.  He  intended  to  substitute  air  as  the 
motive  power  for  steam,  which  had  been  found  extremely  successful  in  the 
matter  of  hammers,  and  having  substituted  air  for  steam  as  the  motive  25 
power,  he  desired  to  attain  those  results  which  had  already  been  attained  in 
steam  hammers,  and  about  this  he  encountered  some  difficulty.  In  the 
first  place  he  could  not  get  rid  of  steam  altogether,  because  he  was 
obliged  to  provide  a  cylinder  with  a  piston  which  had  to  be  driven,  and  driven 
constantly,  and  he  was  obliged  to  provide  therefore,  steam  or  other  power —  30 
naturally  in  the  first  place  steam  power — to  drive  that  piston,  and  that  piston 
had  to  be  driven  constantly  so  that,  whatever  was  going  on,  whether  the  hammer 
was  being  used  for  a  strong  blow  or  a  light  blow,  or  was  not  being  used  at  all, 
it  was  intended  to  be  used,  that  is  to  say  that  during  working  hours  the  piston 
must  be  constantly  going.  That  of  course  was  an  easy  matter  enough  by  35 
connecting  the  piston  with  steam  power.  But  with  that  he  had  considerable 
difficulties  to  encounter.  The  first  was  that  he  did  not  desire — oC  course  he  did 
not  if  he  was  going  to  construct  a  working  hammer — to  have  a  hammer  which 
constantly  and  regularly  gave  severe  blows.  He  wished  to  be  able  to  moderate 
his  blows,  and  he  aimed  at  that.  Then  there  was  something  else  he  required.  40 
He  might  wish  to  hold  the  hammer  up  entirely,  so  that  it  should  not  work  at 
all  while  some  object  was  being  prepared  for  use,  and  again  he  wished  at  times 
to  secure  that  the  hammer  might  be  held  down.  All  that  he  had  before  him, 
as  I  understand  it,  in  the  use  of  the  steam  hammer.  The  results,  which  were 
very  well  known,  he  wished  to  achieve  by  means  of  the  use  of  air  instead  of  45 
steam.  He  tells  us  all  that  in  his  Specification,  clearly  noticing  everything  that 
required  to  be  done,  and  referring  to  the  Figures  to  show  how  he  proposed  to  do  it, 
that  is  to  say  referring  to  them  in  illustration  of  the  letterpress.  Having 
described  how  he  effects  those  objects,  having  referred  to  the  Figures,  to  show 
how  the  workman  is  to  construct  those  objects,  he  then  comes  to  his  Claims.         50 

Before  otherwise  criticising  the  Claims  I  think  it  would  be  convenient  to  get 
rid  of  one  or  two  points  of  which  a  good  deal  has  been  made.  In  the  first  place 
the  Patentee  calls  the  hammer  in  the  Claims  an  atmospheric  hammer.  Earlier 
in  the  Specification  he  calls  it  an  atmospheric  or  power  hammer,  and  it  has  been 
urged  that  what  the  Patentee  meant  was  an  instrument  worked  by  means  55 
of  the  atmosphere — by  the  power  of  the  atmosphere — so  that  he  might  gain  some 
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results  irrespective  of  any  motive  power  introduced  by  himself.  I  do  not  so 
read  the  Specification.  To  read  it  so  would  be  inconsistent  with  the  other 
Specifications  which  have  been  referred  to :  but  that  matters  not ;  I  think  it 
would  be  inconsistent  with  the  language  of  the  Specification  itself.  He  has 
5  certainly  used  the  word  "  atmospheric."  He  has  used  it  in  conjunction  with 
**  power,"  but  to  my  mind  it  is  perfectly  clear  that  what  he  is  thinking  of  from 
first  to  last  is  the  substitution  of  air  as  a  motive  power  for  steam,  and  that  he  is 
not  thinking  in  the  least  of  any  natural  operation  of  the  atmosphere,  though 
possibly  he  avails  himself  of  that  natural  force  in  one  part  of  his  invention. 

10  It  is  an  air  hammer,  however,  but  I  cannot  think  that  by  calling  it  an 
**  atmospheric  hammer  "  he  has  in  the  slightest  degree  damaged  his  case. 

The  next  point  that  I  want  to  get  rid  of  is  the  reference  to  closed  ends.  He 
says  in  the  beginning  of  Claim  1  : — "  In  an  atmospheric  hammer  arranging  the 
'*  closed  ends."    It  does  not  seem  to  me  that  the  closed  ends  are  a  necessary  part 

15  of  his  invention,  or  even  of  the  description  of  his  machine.  He  assumes  that 
at  any  rate  one  end  of  each  cylinder  will  be  closed.  Throughout  the 
Specification,  as  far  as  I  have  been  able  to  detect  it,  he  never  refers  to  closed 
ends  at  all,  or  to  the  fact  that  any  end  is  closed.  I  suppose  that  anyone  can  find 
out  from  the  Figures  that  the  higher  end  in  each  case  was  intended  to  be  closed. 

20  But  he  does  not  bring  it  forward  as  a  necessary  part  of  his  invention.  He 
assumes  that  the  higher  end  both  of  the  air  cylinder  and  of  the  hammer  cylinder 
will  be  closed. 

Then  there  is  a  much  more  important  point  in  Claim  1,  in  which,  after 
referring    to    the    use    of    the    air    cylinder    and    the  hammer  cylinder,  he 

25  says : — "  So  that  the  hammer-head  will  work  in  unison  with  and  will 
"  promptly  respond  to  the  movements  of  the  pump  piston  substantially 
"  as  herein  described."  Mr.  Moulton  made  a  great  deal  of  that,  and 
he  said  that  in  these  useful  operations  of  this  machine,  when  the  hammer-head 
is  held  up  or  held  down  by  reason  of  the  operation  of  return  valves,  the  pump 

30  piston  and  the  hammer  piston  are  not  working  in  unison  at  all ;  they  are 
working  in  disunion.  I  am  not  by  any  means  sure  that  the  difficulty  in  his 
position  is  not  illustrated  by  the  words  he  used.  Unison  and  disunion  are  not 
antithetical.  Something  else  is  wanted,  but  I  am  not  supposed  to  get  rid  of  a 
point  by  a  mere  verbal  criticism.    Mr.  Moulton  said  they  are  not  then  working 

35  in  unison.  They  are  working  in  unison  when  the  air  piston  works  up  and  down 
at  a  certsiin  pace,  and,  consequently,  by  means  of  the  air  transmitted  or  drawn 
from  the  pump  cylinder,  the  hammer  also  works  up  and  down,  and  so  regularity 
of  stroke  ensues.  That,  he  said,  is  in  unison.  But  directly  you  introduce  the 
valves,  and  so  prevent  the  return  of  the  air  one  way  or  the  other,  and  produce 

40  either  the  holding  up  or  the  holding  down,  then  you  have  what  you  may  call 
disunion.  Now,  to  my  mind,  that  is  entirely  fallacious  criticism.  In  the  first 
place,  I  think  the  Patentee  used  the  words  "in  unison "  without,  perhaps, 
tanking  exactly  what  they  meant.  In  the  ordinary  sense  "  unison  "  refers  to  a 
number  of  voices  all  singing  the  same  note,  but,  of  course,  we  are  not  now 

45  dealing  with  anything  of  that  kind.  When  voices  do  not  sing  in  unison — that 
is  to  say,  when  they  do  not  all  sing  the  same  note — they  sing  different  notes  so 
arranged  according  to  musical  science  that  they  produce  harmony,  and  it  seems 
to  me  that  that  is  what  the  Patentee  here  intended — not  that  they  were  doing 
the  same  thing,  which  they  never  were,  but  that  they  were  doing  different 

50  things  which  produced  harmony,  and  that  is  exactly  what,  though  perhaps  by  a 
inapt  word,  he  has  here  described.  By  introducing  the  valves  you  check  the 
action  of  one  side  or  the  other  ;  you  introdace  a  new  form  of  action,  with  the 
result  that  the  movement  in  the  air  cylinder  and  the  movement  in  the  pump 
cylinder  are  harmonious,  though  with  that  check  wnich  I  have  referred  to ; 

55  and  to  say  that  they  are  in  disunion,  when  one  is  really  working  upon  the  other 
with  the  intervention  of  a  third  instrument,  seems  to  me  to  be  false  criticism. 
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Having  disposed  of  that,  I  will  take  the  Claimfl.  I  will  say  very  little  about 
Claim  1  by  itself  because  it  refers,  of  course,  to  the  preceding  letterpress  and  the 
Figures,  and  it  directly  claims  a  hammer  such  as  is  there  described — a  hammer 
which  is  worked  by  air  through  the  two  cylinders,  the  pump  cylinder  and  the 
hammer  cylinder  with  the  assistance  of  one  or  more  valves  to  regulate  the  action,  & 
a  hammer  which  will  secure  light  blows  or  heavy  blows  as  desired,  and  which 
will  enable  the  operator  to  hold  up  or  hold  down  the  hammer  at  will.  He  ends 
up  by  saying  that  this  hammer,  which  he  claims,  is  "  substantially  as  herein 
^'  described."  It  seems  to  me  that  that  is  a  Claim  for  a  specific  hammer.  I  do  not 
see  how  the  Patentee  could  possibly  get  out  of  that.  Mr.  Moulton  has  again  10 
and  again  said  that  the  other  hammers  to  which  he  has  referred — MariMn^s^ 
for  instance — do  not  come  within  the  class.  There  is  no  class  within  which  any 
other  hammer  can  fall.  Jameson  has  invented,  described,  and  patented  a 
particular  hammer,  not  a  hammer  of  a  class,  not  a  class  of  hammer,  but  a 
particular  hammer  ;  and  on  the  construction  of  the  Specification  it  seems  to  me  15 
he  must  stand  or  fall  by  that.  If  anyone  else  has  made  another  hammer 
substantially  like  his,  then  that  other  person  must  be  restrained.  If  there  is 
some  other  hammer  it  is  no  excuse  to  say  it  is  not  of  the  class ;  the  proper 
excuse  is  that  it  is  not  that  hammer.  Then  we  come  on  to  Claims  2,  3,  and  4. 
As  regards  those  I  expressed  an  opinion  earlier  in  the  case  which  was  practically  20 
adopted  by  both  sides  that  they  really  add  nothing,  and  I  venture  to  adopt  a 
passage  from  Lord  Gairns'  Judgment  in  the  British  Dynamite  Company  v. 
Krebsj  which  was  read  to  me  by  Mr.  Moulton.  There  the  Patentee  invented 
dynamite  by  means  of  the  special  use  of  nitro-glycerine,  and  then  he  went  on 
in  his  Claim  to  claim  means  of  ignition,  and  the  great  advantage  of  dynamite  25 
was  that  it  could  be  ignited  in  a  particular  way.  Lord  Gairns  said  of  that : — 
''  He  does  not,  as  it  seems  to  me,  claim  the  means  of  explosion  in  gross,  but  only 
"  as  appendant  to  dynamite,  and  he  would  not  be  allowed  under  this  Patent  to 
"  claim  them  for  any  other  purpose.  In  other  words,  he  claims  in  the  first  Claim 
"  the  dynamite,  the  substance  itself ;  and  in  the  second  Claim  the  only  mode  of  30 
*'  using  the  dynamite  with  which  he  was  at  the  time  acquainted.  It  is  possible 
"  that  having  stated  the  means  by  which  the  dynamite  could  be  exploded,  he 
^'  might  have  omitted  his  second  Claim,  and  contented  himself  with  the  first ;  but 
"  the  second  being,  as  it  seems  to  me,  merely  a  Claim  to  the  user  of  that  which  is 
*'  included  in  the  first,  I  cannot  think  that  the  Patent  should  be  avoided  by  the  35 
"  introduction  of  that  which  is  merely  useless."  That  it  seems  to  me  may  be 
applied  here.  It  is  not  my  duty  now  to  consider  whether  these  other  Claims 
are  useless  or  not,  or  what  precautions  influenced  the  Patentee  or  his  agent  in 
putting  in  these  extra  claims  ;  but  it  is  to  be  observed  that  each  of  them  begins 
with  an  allusion  to  the  atmospheric  hammer  described  in  Claim  1  with  some-  40 
thing  else  which  is  also  to  be  found  in  Claim  1  as  I  read  it  at  present.  But  at 
any  rate,  it  is  the  atmospheric  hammer  specified  in  Claim  1.  He  says  so  in 
Claim  2,  in  Claim  3,  and  in  Claim  4.  Therefore,  what  I  have  to  consider  is 
Claim  1,  and  I  will  reject  all  the  others  as  useless.  They  cannot  invalidate 
the  Patent.  The  Patentee  might  have  perhaps  wisely  left  them  out ;  but  I  am  45 
not  deciding  that.  At  any  rate  he  has  done  himself  no  mischief,  because  in 
each  case  he  has  claimed  the  atmospheric  hammer  specified  in  Claim  1,  and 
it  is  that  with  which  I  have  to  deal. 

As  regards  the  infringement  of  that  Claim,  I  have  been  very  much 
puzzled  throughout  to  understand  exactly  where  Massey  came  in.  There  is  50 
not  the  slightest  doubt  that  Massey  produces  the  same  result,  but  nothing  is 
better  settled  than  that  a  man  cannot  come  here  and  say  that  because  another 
man  produces  the  same  result,  therefore  he  has  infringed  a  Patent.  Far  from 
it.  It  is  quite  open  to  any  other  man  to  attain  the  same  result  by  different 
means.  The  question  therefore  is  has  Massey  attained  the  same  result  55 
by  different  means  or  not.    He  has  got  the  air  cylinder.     He   has  got  the 
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hammer  cylinder — the  hammer  piston ;  they  work  in  the  same  way.  The 
hammer  is  held  up  or  is  held  down  and  the  blow  can  be  moderated  at 
will  by  the  operator.  He  has  two  calves.  Jameson  said  one  or  more,  and 
I  think  it  is  clear  on  the  evidence  that  one  might  have  been  made  to 
5  act  for  the  purpose  of  the  two,  though  two  have  been  found  convenient. 
Massey  has  two.  Possibly  they  may  really  be  included  in  one,  but  they 
are  used  for  the  same  purpose,  that  is  to  say,  to  prevent  air  returning  one 
way  or  the  other  as  is  desired.  The  arrangement  of  the  parts  is  somewhat 
different,  but    that    is    quite   immaterial.      He    has    both    ends    closed,  but, 

10  if  I  am  right  in  my  construction  of  JamesorCs  Specification,  that  is 
immaterial  so  long  as  you  have  otherwise  the  same  means  producing  the 
same  results. 

But  there  is  one  difference  which  requires  distinct  notice,  and  that  is  the 
by-pass.    That  has  given  one  a  great  deal  of  difficulty,  because   the  by-pass 

15  did  seem  to  me  to  be  introduced  as  a  different  and  distinct  means  of  attaining 
the  results  which  were  attained  by  Jamesoriy  and  to  attain  them  in  a  different 
way.  But  ail  difficulty  to  my  mind  has  been  removed  this  afternoon  by  the 
exhibition  by  Mr.  Walter  of  a  new  model,  and  by  the  exceedingly  candid 
evidence  of  Professor  Boys.     Of  course  Mr.   Walter  knew,  as   I   did,    that 

20  Professor  Boys  would  not  go  one  jot  beyond  what  he  was  bound  to  say  if 
the  case  was  put  plainly  to  him,  and  this  confidence  was  not  misplaced.  The  result 
is  this.  The  by-pass  is  a  convenient  way  of  making  Jameson's  invention 
workable  where  you  have  both  ends  of  the  cylinders  closed.  You  can  work  it 
without,  but  not  so  well.    The  by-pass  is  introduced  only  for  that  purpose. 

25  Being  introduced  for  that  purpose  you  have  Jameson's  Patent  plus  the  by-pass, 
and  the  by-pass  makes  Jameson^s  Patent  useful  in  that  particular  connection. 
That  is  the  result  of  the  evidence,  and  it  seems  to  me  to  be  conclusive. 
It  is  impossible,  if  that  is  the  right  view,  to  say  that  Massey  has  invented 
anything    new   within    the  meaning  of  novelty    according  to  Patent  Law. 

30  Let  me  use  a  hypothetical  illustration  which  has  just  occurred  to  me  off-hand 
and  I  am  not  capable  of  putting  into  more  detailed  form.  A  man  invents 
a  hammerless  gun.  I  am  taking  a  case  of  course  which  is  perfectly  impossible  ; 
hammerless  guns  are  very  well  known.  A  man  invents  a  hammerless  gun. 
Another  man  conceives  the  notion  that  the  hammerless  gun  would  be  very 

35  much  better  if  it  had  a  single  trigger  instead  of  two  triggers,  so  he  works 
that  out  and  he  perfects  the  invention  for  a  single  trigger.  I  am  talking 
of  course  of  things  which  are  very  well  known.  But  in  order  to  perfect  his 
single  trigger  gun  he  takes  the  former  Patentee's  hammerless  gun  and  he 
says,  perhaps  with  some  indignation :  '^  I  am  not  to  be  prevented  from  using 

40  **  my  invention,  a  very  valuable  one  of  a  single  trigger,  because,  in  order  to 
^*  make  that  useful,  I  apply  it  to  my  rivaFs  hammerless  gun."  He  may  b« 
indignant,  but  he  is  wrong.  He  cannot  take  the  former  invention  and  apply 
it  to  his  own,  however  great  the  improvement  may  be,  however  great  the 
merit  may  be  ;    and   that  is   the  case   here.     It  seems   to   me   that  Massey 

45  cannot  be  allowed  to  take  Jameson's  invention,  put  to  it  the  by-pass  and  say, 
**  Now  I  can  work  that  with  closed  ends  and  I  can  work  it  very  much  better 
**  by  means  of  the  by-pass  than  Jameson  could  in  his  manner."  If  that  is 
the  right  view,  as  it  seems  to  me  it  is,  Massey  must  be  held  to  have  infringed, 
and  there  is  an  end  of  the  case. 

50  This  is  a  case,  no  doubt,  of  very  great  importance,  and  I  have  no  doubt  it 
will  be  heard  of  elsewhere.  I  think  I  ought,  therefore,  to  say  that,  if  the 
Court  of  Appeal  should  differ  from  me  on  the  question  of  infringement, 
and  should  refuse  the  Plaintiffs  relief,  I  desire  to  express  my  opinion  that  in 
no  event  ought  any  of  the  Particulars  of  Objection  to  be  allowed,  because 

55  non-infringement  is  pleaded,  and  in  my  view  all  the  Particulars  of  Objection 
are  perfectly  useless. 

2  M 
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Terrell^  K.C. — Then  there  will  be  an  Injunction  with  an  inquiry  as  to 
damages,  a  Certificate  that  the  Particulars  of  Breaches  have  been  proved,  and 
delivery  up,  and  costs  as  between  solicitor  and  client. 

Kbkewich,  J.— Yes. 

Moultofi,  K.C. — I  ask  for  a  stay.    We  shall,  of  course,  Appeal  promptly.  5 

Kbkewich,  J. — You  must  not  manufacture  or  sell.  I  will  stay  the  delivery 
up,  but — I  have  held  it  before  and  I  do  not  know  that  anybody  has  differed 
from  me — I  cannot  see  that  a  man  who  is  doing  what  is  wrong  is  entitled  to  say 
that  he  should  be  allowed  to  continue  to  do  what  is  wrong  because  he  proposes 
hereafter  to  show  that  he  is  not  doing  wrong.  There  will  be  payment  of  the  costs  10 
and  the  usual  undertaking. 

Moulton,  K.C. — With  regard  to  costs ;  this  issue  has  never  come  up  before. 

Kbkewich,  J. — There  is  a  Certificate.  Though  the  Certificate  was  granted 
by  myself,  I  am  not  going  to  enquire  why  I  gave  it ;  I  am  not  going  behind  it. 

Moulton,  K.C.— In  the  case  of  Otto  v.  Steel  (3  R.C.P.,  p.  120)  Mr.  Justice  15 
Pearson  refused    to  give  solicitor  and  client  costs,  because  the  particular  issue 
with  which  he  had  to  deal  had  not  come  up  in  the  previous  case. 

Kekewich,  J. — As  far  as  I  am  concerned,  I  really  cannot  allow  this  to  be 
argued.  There  is  a  Certificate  on  the  question  of  validity,  and  it  has  to  be 
applied.    If  I  am  wrong,  you  must  get  it  put  right  elsewhere.  20 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Warrington. 

May  4th  and  5th,  1904. 

E.  M.  BowDBN's  Patents  Syndicate,  Ld.  v.  Herbert  Smith  <&  Co. 

Patent.— Action  for  Infringement— Plantiffs  held  not  to  he  the  legal  oumers  25 
of  the  Patent  at  the  commenceme^it  of  tJie  Action. — Equitable  oumers  of  Patent 
not  entitled  to  sue  alone.— Leave  to  amend.— Patents^  Ac.  Act^  2883,  section  18. 

B.f  having  made  an  application  for  Letters  Patent^  and  obtained  provisional 
protection  for  his  invention,  before  the  grant  of  the  Patent  assigned  the  protection 
and  the  sole  and  exclusive  I)enefit  of  it  to  a  Company,    After  the  Patent  Jiad  30 
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been  granted  to  S.,  the  Company  commenced  an  action  for  infringement^ 

alleging  the  sale  of  in/ringing  articles  by  the  Defendants  prior  to  the  date  of 

the  writ.    The  Company  subseqy^ently  obtained  an  assignment  of  the  Patent^ 

and  were  registered  as  assignees.      On  the  action  coming  on  for  trials  the 

h  Defendants  objected  tJiat  the  legal  owners  of  the  Patent  at  tlie  date  of  the  writ^ 

namely  B.^s  executors^  ought  to  be  joined.    The  Company  alleged  that  they  were 

such  owners^  and^  in  the  alternative,  that  it  was  not  necessary  to  make  stsch 

owners  parties. 

Held,  that  the  assignment  before  the  grant  of  the  Patent  did  not  pass  the 

10  hgal  interest  in  the  Patent,  and  that  the  legal  owners  at  the  date  of  the  writ 

were  necessary  parties.    Leave  to  amend  was  given  on  terms. 

On  the  14th  of  June  1897,  Ernest  Monnington  Bowden  made  an  Application 
for  Letters  Patent  (No.  14,402  of  1897)  for  an  invention  of  "  Improvements  in 
'*  and  relating  to  brakes  for  velocipedes  and  other  road  vehicles." 

15  By  a  Deed  dated  the  17th  of  December  1897,  and  made  between  E.  M,  Bowden 
of  the  one  part  and  E.  M,  Bowden's  Patents  Syndicate,  Ld,,  of  the  other  part, 
after  recitals  referring  to  certain  Patents  and  to  the  above-mentioned  Application 
Bowden  assigned  to  the  Company  absolutely  {inter  alia)  all  that  and  those  said 
Letters  Patent  and  other  protection,  described,  mentioned  or  referred  to,  in  the 

20  Urst  schedule  for  the  sole  and  exclusive  benefit  thereof  and  of  all  extensions  and 
improvements  thereof,  and  also  all  rights,  powers,  emoluments  and  advantages 
whatsoever  under  or  in  respect  of  the  said  Letters  Patent  and  other  the  premises 
or  any  part  thereof  subject  nevertheless  to  the  royalty  and  percentage  therein 
mentioned. 

25  The  Complete  Specification  w^as  accepted  on  the  14th  of  May  1898,  and  on  the 
26th  of  July  1898  Letters  Patent  vrere  granted  as  of  the  14th  of  June  1897,  the 
date  of  the  application  for  the  Patent. 

On  the  2nd  of  July  1903,  E.  M,  Bowden^s  Patents  Syndicate,  Ld,  and  the 
Bowden  Brake  Company,  Ld.,  commenced  an  action  against  Herbert  Smith  A 

30  Company  for  infringement  of  the  Patent  and  also  of  Letters  Patent,  No.  16,819 
of  1899,  granted  to  John  Dicing  and  Thomas  Leigh  Mitchelmore  which  were  also 
for  improvements  in  brakes,  in  which  action  the  usual  relief  was  claimed.  At 
the  trial,  however,  the  Plaintiffs  gave  no  evidence  in  respect  to  the  second  Patent, 
and  consented  to  judgment  for  the  Defendants  as  regards  that  Patent. 

35  The  Plaintiffs  by  their  Statement  of  Claim,  delivered  on  the  24th  of  November 
1903,  alleged  :— (1)  That  the  Plaintiffs  E.  M.  Boivden's  Patents  Syndicate,  Ld., 
were  the  registered  assignees  of  both  the  Patents,  and  that  the  Plaintiffs  the 
Bowden  Brake  Company,  Ld,,  were  licensees  under  the  said  Letters  Patent ; 
(2)  That  the  Defendants  were  cycle  factors  carrying  on  business  at  Finsbury 

40  Pavement,  London,  E.G. ;  (3)  That  the  Patents  were  valid  ;  (4)  That  the 
Defendants  had  infringed  the  Patents  in  the  manner  and  at  the  time  mentioned 
in  the  Particulars  of  Breaches  delivered  therewith.  The  Particulars  of 
Breaches  alleged  :— that  in  the  month  of  June  1903  the  Defendants  sold  to 
Thomas  E.    Kilfoy  twenty-four  Bowden    brakes  or   bicycles  which  formed 

45  the  subject-matters  of  the  Patents  and  thereby  infringed  each  of  the  claiming 
clauses  of  the  Specifications  of  the  Patents. 

The  Defendants  by  their  Defence  : — (1)  Did  not  admit  that  the  Plaintiffs 
E.  M,  Bowden's  Patents  Syndicate,  Ld,,  were  the  registered  assignees  of  the 
Patents  or  either  of  them,  nor  did  they  admit  that  the  Plaintiffs,  the  Bowden 

50  Brake  Company,  Ld.,  were  licencees  under  the  Patents  or  either  of  them  ;  (2) 
alleged  that  they  had  not  infringed  the  Patents  or  either  of  them  as  alleged,  or 
at  sdl ;   (3)  alleged  that  the  brakes  sold  tp   T.  E,  Kilfoy  as  alleged  in  the 
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Particulars  of  Breaches  were  purchased  by  the  Defendants  from  Calcott 
Brothers y  Ld.^  of  Coventry,  that  Calcott  Brothers^  Ld.j  were  licensed  by  the 
Plaintiffs  to  manufacture  and  sell  the  said  brakes,  and  the  Plaintiffs  had 
received  royalties  from  Calcott  Brothers,  Ld.,  in  respect  of  the  said  brakes ; 
(4)  That  both  the  Patents  were  invalid  upon  the  grounds  set  out  in  the  5 
Particulars  of  Objections  delivered  therewith.  Particulars  of  Objections  to  both 
Patents  were  delivered,  but  are  not  material  for  the  purpose  of  this  report. 

The  Plaintiffs  by  their  reply  :— (1)  Joined  issue  as  to  Paragraphs  1,  2,  and  4 
of  the  Defence,  and  (2)  As  to  Paragraph  3  the  Plaintiffs  said  that  Calcott 
Brothers  were  not  licensed  by  the  Plaintiffs  to  manufacture  and  sell  brakes  10 
made  under  their  Letters  Patent,  No.  16,819  of  1899,  that  by  an  Indenture  made 
the  21st  of  May  1900,  Calcott  Brothers,  Ld.,  were  licensed  by  the  Plaintiffs 
to  manufacture  and  sell  brakes  under  their  Letters  Patent,  14,402  of  1897, 
subject  to  the  terms  of  the  said  indenture,  but  it  was  an  express  term  thereof 
that  the  said  brakes  should  only  be  manufactured  or  sold  by  the  licensees  for  or  15 
on  machines  of  their  own  manufacture,  and  the  Defendants  were  well  aware 
of,  and  bought  the  said  brakes  subject  to  that  condition  ;  (3)  That  the  brakes 
sold  by  the  Defendants  as  set  forth  in  the  Particulars  of  Breaches  were  sold 
in  breach  of  the  said  condition  and  without  any  restriction  and  not  for  or 
on  machines  manufactured  by  the  licensees  :  (4)  Further  as  to  Paragraph  3,  the  20 
Plaintiffs  did  not  admit  that  they  received  any  royalties  from  Calcott  Brotliers 
in  respect  of  the  said  brakes  ;  alternatively,  if  they  did  receive  any  such 
royalties  it  was  without  knowledge  that  the  said  brakes  had  been  dealt  with 
otherwise  than  under  the  terms  of  the  said  Indenture  ;  the  Plaintiffs  would  refer 
to  the  said  indenture  at  the  trial  for  its  exact  terms  ;  under  the  circumstances  25 
set  forth  in  Paragraph  2  thereof  the  Plaintiffs  would  contend  that  the 
Defendants  were  estopped  from  denying  the  validity  of  the  Patent,  No.  14,402 
of  1897. 

By  a  Deed  of  the  15th  of  October  1903,  made  between  the  Patentee, 
E.  M.  Bowden  of  the  one  part,  and  the  Plaintiffs,  E.  M.  Botvden^s  Patents  30 
Syndicate,  Ld.,  of  the  other  part,  after  reciting  the  grant  of  Letters  Patent, 
No.  14,402  of  1897,  and  of  another  Patent,  and  that  by  virtue  of  the  agree- 
ment of  the  17th  of  December  1897  the  Plaintiffs  were  entitled  to  such 
inventions  and  Letters  Patent,  and  had  called  upon  the  Patentee  to  assign 
the  same  accordingly,  the  Patentee  assigned  the  thereinbefore  recited  35 
inventions  and  Patents  to  the  Plaintiffs,  E.  M.  Bowdeh's  Patefits  Syn- 
dicate, Ld.  The  Plaintiffs,  E.  M.  Bowden*s  Patents  Syndicate,  Ld.,  were 
on  the  11th  of  November  1903,  registered  as  assignees  of  the  Patent.  A 
certified  copy  of  the  Register  dated  the  6th  of  April  1904,  after  stating  the 
grant  of  the  Patent,  No.  14,402  of  1897,  dated  the  14th  of  June  1897,  on  the  40 
26th  of  July  1898,  and  the  payment  of  renewal  fees  contained  the  following 
entry  : — "  11th  November  1903  :— By  request  received  and  filed,  E.  M.  Bowden's 
"  Patents  Syndicate,  Ld,  of  24,  Holbom,  London,  registered  as  assignees, 
"  assignment  Bowden  to  the  said  assignees  produced  and  copy  thereof  filed.*' 

The  action  came  on  for  trial  before  WARRINGTON,  J.,  on  the  4th  of  May  45 
1904. 

Movltoyi,  K.C.,  T.  Terrell,  K.C.,  and  E,  F.  Lever  (instructed  by  A.  Withers) 
appeared  for  the  Plaintiffs  ;A.J.  Walter  and  Sinclair  (instructed  by  Phillips 
and  Boyle)  appeared  for  the  Defendants  ;  B.  Frost  held  a  watching  brief  for 
other  persons.  50 

Moulton,  K.C.,  opened  the  Plaintiffs'  case,  and  in  the  course  of  the  opening 
Walter  stated  that  the  Plaintiffs'  title  was  not  admitted,  and  T,  E.  Kilfoy  and 
another  witness  were  called.  On  May  the  5th,  Terrell^  K,C.,  proceeded  to  put  in 
evidence  of  the  title  of  the  Plaintiffs,  E.  M.  Bowden^s  Patents  Syndicate,  Ld., 
and  the  Agreement  of  the  17th  of  December,  1903,  and  the  Assignment  of  the  55 
15th  of  October  1903,  were  produced. 
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Walter  objected  that  there  was  no  title  shown  in  the  Plaintiffs  at  the  date  of 
the  writ,  and  as  to  amendment  referred  to  NoheVs  Explosives  Company  v.  Jones 
(42  L.T.  N.S.  754). 

Terrell^  K.C.,  on  the  point  as  to  title. — The  Agreement  of  the  17th  of  December, 
5  1897,  was  an  actual  assignment  of  all  the  rights  of  Bowden  given  by  the  Applica- 
tion. The  first  Plaintiffs  are  therefore  the  legal  owners  of  all  the  rights  of  the 
Patentee.  The  Patent  dates  back  to  the  date  of  application,  Patents,  &c.  Act, 
]883,  section  13.  The  proTiso  to  that  section  that  no  proceedings  shall  be  taken 
in  respect  of  an  infringement  committed  before  the  publication  of  the  Complete 

10  Specification  points  to  such  proceedings  being  proper  except  for  the  proTiso. 
The  grant  in  the  Patent  is  to  Bowden  and  his  assigns,  and  the  Plaintiffs  are  such 
assigns.  It  is  not  necessary  for  the  assignee  to  be  registered  before  suing.  The 
Register  is  only  prima  faoie  evidence,  Patents,  &c.  Act,  1883,  section  23,  sub- 
section 2.    [Warrington,  J.,  referred  to  Chollet  v.  Hoffman,   7  E.   A  B. 

15  P*  686,  and  Frost  on  Patents  Second  Edition  365.]  The  Defendants  cannot 
be  liable  to  two  parties  ;  if  sued  by  the  Patentee  the  action  would  fail  on  proof 
of  his  assignment  to  the  Plaintiffs.  If  the  proper  parties  are  not  before  the 
Court,  I  ask  for  leave  to  amend.  As  to  the  Patent  of  1899, 1  offer  no  evidence 
and  consent  to  judgment  for  the  Defendants  on  that  Patent. 

20  Walter,  for  the  Defendants.— The  document  of  the  17th  of  December  1897  is 
not  an  assignment,  but  only  an  agreement  to  assign.  The  Plaintiffs  could  not 
under  it  be  registered  as  assignees.  I  produce  a  certified  copy  of  the  Register, 
showing  an  assignment  of  the  15th  of  October  1903.  An  equitable  assignee  of 
a  Patent  cannot  sue  alone  for  infringement.    There  is  no  direct  authority  on 

25  that  point,  but  an  exclusive  licensee  cannot  sue  {Heap  v.  Hartley,  6  R.P.C.  495). 
The  Patent  could  only  be  granted  to  the  inventor,  although  the  Plaintiffs  might 
have  been  joined  with  him.  There  was  nothing  on  the  Register  at  the  date  of 
the  writ  to  show  that  the  Patentee  could  not  sue,  and  if  the  Patentee  had  sued 
the  Defendants  they  would  have  had  no  answer  as  regards  title  unless  they  had 

30  accidentally  heard  of  the  Plaintiffs'  rights.  Vhollet  v  Hoffman  was  decided  on 
the  Act  of  1852,  which  was  different  from  that  of  1883.  If  leave  is  given  to  the 
Plaintiffs  to  amend,  I  ask  for  leave  to  amend  also,  and  for  the  costs  of  yesterday  and 
to-day  and  those  thrown  away,  and  also  for  the  costs  of  the  Particulars  of  Objections 
as  regards  the  Patent  of  1899  as  though  certified. 

35  Terrell,  K.C.,  inreply.-rln  Actien  Oesellschaft  fur  Cartonnagen  Industrie  v. 
Temler  (16  R.P.C.,  447),  an  application  for  an  interlocutory  injunction,  the 
Plaintiffs  only  proved  an  equitable  title.  Here,  however,  the  Plaintiffs  have  a 
legal  title,  which  they  could  have  registered.  If  the  Patent  hsld  been  actually 
sealed  before  the  date  of  the  Agreement  that  document  would  have  made  the 

40  Plaintiffs  legal  owners  of  the  Patent,  and  under  the  Act  the  grant  dates  back. 
Renard  v.  Levinstein  (2  H.  &  M.,  628),  was  also  referred  to. 
Walter  referred  to  Morris's  Patent  Conveyancing,  p.  24. 
Warrington,  J, — This  question,  I  confess,  has  caused  me  some  considerable 
embarrassment.   The  facts  are  these.    The  JPlaintiffs  in  their  Statement  of  Claim, 

45  allege  that  the  Plaintiffs,  E.  M.  Bowden^s  Patents  Syndicate,  Ld.,  are  the 
registered  assignees — I  call  particular  attention  to  that— of  Letters  Patent 
numbered  14,402  of  1897,  granted  to  Ernest  Monnington  Bowden.  I  need  not 
trouble  about  the  other  Patent.  At  the  date  when  the  writ  was  issued, 
the  2nd   of    July   1903,  the  position  of  things  was  this.      On  the  14th   of 

50  June  1897,  Ernest  Monnington  Bowden  had  applied  for  the  Letters  Patent 
in  question,  and  by  a  Deed  dated  the  17th  of  December  1897,  made 
between  Bowden  of  the  one  part,  and  the  Plaintiffs,  E.  M.  Bowden^s 
Patents  Syndicate,  Ld,,  of  the  other  part,  Bowden  assigned  "  unto  the  Company 
^^  all  that  the  said  invention  " — ^that  is,  the  invention  which  has  been  referred  to 

55  in  the  recitals — "  and  also  all  that  and  those  the  said  Letters  Patent  and  other 
"  protection  described,  mentioned,  or  referred  to  in  the  first  schedule,  for  the 
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**  sole  and  exclusive  benefit  thereof,  and  of  all  extensions  and  improvements 
"  thereof,  and  also  all  rights,  powers,  emoluments,  and  advantages  whatsoever, 
'*  under  or  in  respect  of  the  said  Letters  Patent,  and  other  premises  or  any 
"  part  thereof,  subject  neverthele.-^s  to  the  royalty  and  percentage  herein 
"  mentioned."  Then  the  Deed  said  :  "  To  hold,  use,  exercise,  and  enjoy  the  said  5 
"  invention,  Letters  Patent,  and  premises  unto  and  by  the  Company,  their 
"  successors  and  assigns  absolutely."  The  Patent  was  subsequently  granted  to 
Bowderiy  and  in  accordance  with  the  provisions  of  Section  13  of  the  Act  of  1883, 
it  was  dated  the  14tb  of  June  1897,  the  date  of  the  Application.  This  action  was 
commenced,  as  I  have  already  said,  on  the  2nd  of  July  1903.  Now  at  that  time  10 
the  only  entry  on  the  Register  was  the  entry  of  Bowden  himself  as  the 
owner  of  the  Patent.  It  is  certain,  therefore,  that  whatever  else  may  be  in 
doubt,  at  the  date  when  they  issued  the  writ,  the  Plaintiffs,  E,M,  BowdetCs  Patents 
Syndicate^  Ld,,  were  not  the  registered  assignees  of  the  Letters  Patent. 
Subsequently  to  the  issue  of  the  writ,  namely,  on  the  13th  of  October  1903,  a  Deod  15 
was  executed,  made  between  Bowden^  of  the  one  part,  and  the  Plaintiffs  of  the 
other  part,  which,  after  reciting  that  the  assignor  was  the  inventor  of  "  Certain 
"  improvements  in  and  relating  to  brakes  for  velocipedes  and  other  road  vehicles, 
"  and  has  obtained  Letters  Patent  in  respect  thereof  numbered  14,402  " — those 
are  the  Letters  Patent  in  question,  and  dated  14th  of  June  1897,  and  also  certain  20 
other  Letters  Patent,  then  goes  on  to  say  :  "And  whereas,  by  virtue  of  an 
"  agreement,  dated  the  17th  day  of  December  1897,  made  between  the  assignor, 
"  of  the  one  part,  and  the  Company  of  the  other  part,  the  Company  is  entitled 
"  to  such  inventions  and  Letters  Patent,  and  has  called  upon  the  assignor  to 
"  assign  the  same  accordingly."  Then  in  consideration  of  the  premises  :  **  The  25 
"  assignor,  as  beneficial  owner,  hereby  assigns  unto  the  Company  all  those 
**  hereinbefore  recited  inventions,  and  the  Letters  Patent  granted  in  respect 
"  thereof,  and  the  full  benefit  thereof,  and  all  rights,  powers,  privileges,  and 
"  emoluments  connected  therewith,  including  a  right  to  apply  for  the  extensions 
*•  of  the  terms  granted  by  the  said  Letters  Patent  respectively,  to  hold  the  same  30 
"  unto  the  Company  absolutely." 

In  that  state  of  things  the  question  which  arises  is,  whether  at  the  date  of  the 
issue  of  the  writ  the  present  Plaintiffs  were  entitled  to  maintain  this  action 
against  the  Defendants,  the  action  being,  as  I  ought  to  have  mentioned,  for 
infringement  of  the  Patent,  and  whether  they  were  entitled  to  maintain  the  35 
action  without  having  Boivden  as  a  party  either  Plaintiff  or  Defendant  ? 
In  the  first  place,  were  the  Plaintiffs,  E.  M.  Bowdeh's  Patents  Syndicate,  Ld. 
at  the  date  of  the  issue  of  the  writ  legal  assignees  of  this  Patent  or  not  ?  If 
they  were  the  legal  assignees,  then  the  question  which,  judging  from  a  passage 
which  I  see  in  Mr.  FrosVs  book  is  at  present  undecided,  would  arise,  namely,  40 
whether  they  are  entitled  to  sue  before  registration  ?  If  they  were  not  the  legal 
assignees  the  question  does  not  arise. 

The  first  question  I  have  to  decide  therefore  is,  were  the  Syndicate  at  the  date 
of  the  writ  legal  assignees  of  the  Patent  ?    It  has  been  contended  by  Mr.  Terrell 
that  they  were,  and  the  way  in  which  he  puts  it  this.     He   says,  that  the  45 
assignment  was  an    assignment  of    the  rights  granted  or  acquired    by   the 
Application  for  the  Patent.      Amongst  those  rights  was  a  right  to  have  the 
Patent,  when  granted,  dated  back  to  a  date  anterior  to  the  assignment,  and 
that,   when  granted,  the  Patent  itself  passed  by  the  assignment  of  the  pro- 
tection.     In  my  opinion  that  is  not  the  true  view  of   this  Deed.     In  my  50 
opinion,  although  the  words  of  the  Assignment  are  :  ^'  An  assignment  of  the 
"  protection,"  whatever  that  may  mean,  what  the  deed  really  amounts  to  is  an 
assignment  of  such  beneficial  rights  as  the  fact  of  the  protection,  when  perfected 
by  the  granting  of  the  Letters  Patent,  may  confer  on  the  person  who  has  made 
the  Application.    I  think  it  is  really  in  law  nothing  more  than  a  right  granted  55 
to  the  assignee  to  call  upon  the  Patentee  when  the  Patent  is  granted  to  assign 
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that  Patent  to  the  assignee.  I  cannot  satisfy  myself,  notwithstanding  the 
ingenious  way  in  which  Mr.  Terrell  has  put  the  case  to  me,  that  this  amounts  to 
an  assignment  of  the  Patent,  or  that  it  would  have  been  competent  to  the 
assignee  to  have  it  entered  on  the  Register  as  such  an  assignment.  I  hold  there- 
0  fore  that  the  Plaintiffs,  E.  M.  Bowden's  Patents  Syndicate,  Ld.,  at  the  date  of  the 
commencement  of  the  action  were  equitable  assignees  and  not  legal  assignees  of 
the  Patent. 

That  being  so,  are  they  entitled  to  sue  for  the  protection  of  that  of  which  they 
are  the  equitable  assignees,  without  joining  the  person  in  whom,  upon  the 

10  Register,  the  Patent  is  vested  ?  No  authority,  directly  in  point,  has  been  cited 
to  me  on  either  side.  I  confess  I  am  rather  surprised.  I  should  have  thought  it 
would  have  been  a  point  which  would  have  constantly  arisen,  and  which  ought 
to  have  been  decided,  so  that  there  might  be  no  further  doubt  about  it ;  but  no 
authority  has  been  cited.    One  case  has  been  referred  to  in  which  the  Plaintiffs 

15  were  equitable  assignees.  I  am  alluding  to  the  case,  in  16  Reports  of  Patent 
Cases,  before  Mr.  Justice  Stirling.  But  as  I  understand  that  case,  to  begin  with 
it  was  an  application  for  an  interlocutory  injunction,  and  I  can  quite  understand 
that  in  such  a  case  as  that,  even  if  it  had  been  necessary  ultimately  to  amend  the 
writ,  it^  may  have  been  that  the  learned  Judge   would  have  entertained  an 

20  application  for  an  interlocutory  injunction,  because  it  sometimes  happens  (in 
fact,  very  often  happens)  that  it  is  necessary  to  make  an  Order  at  once,  possibly 
without  waiting  for  an  amendment.  But  it  is  enough  for  me  to  say  that  the 
case  is  no  authority  at  all  upon  this  point,  because  the  point  does  not  seem  to 
have  been  raised  or  discussed.     The  decision  of  the  learned  Judge  was  on  a 

25  different  point  altogether.  I  think  therefore  I  am  right  in  saying  that  no 
authority  has  been  cited  to  me  on  this  point. 

What  is  the  general  rule  of  the  Court  with  regard  to  an  action  brought  by  an 
equitable  owner  of  property  ?  The  common  case,  with  which  we  are  most 
familiar,  is  an  action  relating  to  a  debt  in  respect  of  which  the  provisions  of 

30  the  Judicature  Act,  which  allow  an  assignee  to  bring  an  action  in  his  own  name 
without  joining  the  assignor,  have  not  been  complied  with  ;  in  that  case,  unless  I 
am  much  mistsd^en,  the  well  accepted  practice  of  this  Court  is  that  the  legal 
owner  of  the  property  in  question  must  be  a  party  to  the  action,  either  plaintiff 
or  defendant.     He  is  the  proper  person  to  bring  the  action.    If  he  does  not 

35  bring  the  action,  then  the  course  which  the  plaintiff  adopts  is  that  of  making 
him  a  defendant.  But  the  practice  of  the  Court,  as  I  understand  it,  is  that  the 
legal  owner  of  the  property  must  be  before  the  Court  somehow  in  order  that  he 
may  be  bound.  Applying  that  to  the  present  case  and  holding,  as  I  do,  that  the 
Agreement  of  December  1897  is  not  a  legal,  but  an  equitable   assignment 

40  of  the  Patent,  the  conclusion  I  come  to  is,  that  it  is  necessary,  in  order 
to  enable  these  Plaintiffs  to  maintain  this  action,  to  have  the  legal  owner  of  the 
Patent  before  the  Court. 

Bowden  is  dead  and  I  understand  that  at  present  his  will  has  not  been  proved. 
The  present  legal  owners  of  the  Patent  are  the  assignees  under  the  Deed  of 

45  October  1903,  but  the  legal  owners  of  the  Patent  at  the  date  of  the  issue  of  the 
writ  would  be  either  Bowden,  if  he  was  alive,  or  his  executors.  Therefore,  it 
will  be  necessary,  in  my  opinion,  to  add  the  executors  of  Bowden  as 
Plaintiffs  in  the  action.  For  this  purpose  it  is  obvious  that  the  case  must 
stand  over  in  order  that  they  may  be  added. 

50  I  have  been  asked  to  allow  the  amendment  and  I  propose  to  do  so,  and  the 
question  now  arises  as  to  the  terms  on  which  this  ought  to  be  granted.  I  think 
I  should  be  right  in  allowing  the  Plaintiffs  to  amend  their  writ  and  Statement 
of  Claim  by  adding  the  executors  of  Bowden  as  Plaintiffs  and  by  making  the 
necessary  allegations  in  the  Statement  of  Claim  on  terms  of    allowing  the 

55  Defendants  to  amend  their  Statement  of  Defence.  I  think  with  regard  to  the 
costs  that  the  costs  of  yesterday  and  to-day,  and  any  costs  thrown  away  by 
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reason  of  the  necessity  of  making  the  amendment,  ought  to  be  the  Defendants* 
costs  in  any  event. 

There  is  one  other  point  to  which  I  must  refer,  and  that  arises  as  to  the 
second  Patent.  With  regard  to  the  second  Patent,  on  my  suggestion  to  Mr. 
Terrell  that  he  should  put  in  such  evidence  as  he  had  of  his  title  to  the  second  ^ 
Patent,  he  elected  to  consent  to  judgment  for  the  Defendants  in  respect  of  that 
Patent.  With  regard  to  that  the  result,  when  the  proper  time  comes,  will  of 
courde  be  that  there  will  be  judgment  for  the  Defendants  in  respect  of  the  claim 
on  that  Patent,  and  the  Plaintiffs  will  have  to  pay  the  costs  of  the  action  in  the 
ordinary  way  so  far  as  they  relate  to  that  Patent.  Mr.  Terrell^  do  you  want  to  10 
have  any  Order  drawn  up. 

Terrell,  K.C. — My  clients  may  elect  to  amend  and  pay  the  costs  rather  than 
be  delayed  by  an  appeal. 

Warrington,  J. — Quite  so.  But  if  any  Order  is  drawn  up  I  do  not  think  I  can 
incorporate  into  it  the  Judgment  in  respect  of  the  second  Patent.     I  will  put  15 
on  record  what  will  be  done  when  Judgment  is  given  in  the  action,  but  I  do  not 
think  I  can  pronounce  Judgment  in  respect  of  the  second  Patent  by  itself  now. 

Ter-rell,  K.C. — I  do  not  think  an  Order  will  be  drawn  up. 

Warrington,  J. — Then  the  matter  will  stand  over. 

Walter. — As  I  understand  the  terms,  there  is  liberty  to  the  Plaintiffs  to  make  20 
the  necessary  amendments  in  the  Statement  of  Claim. 

Warrington,  J, — Yes,  and  for  you  to  amend  your  Statement  of  Defence  and 
Particulars  of  Objections. 

Terrdl,  K.C. — ^There  is  a  dispute  about  Bowden^s  will,  and  probate  may 
be  a  matter  of  a  long  period.     We  propose,  therefore,  to  get  an  administrator  25 
pendente  lite. 

Warrington,  J. — If  you  get  an  administrator  pendente  lite  he  will  be  the 
legal  personal  representative. 
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In  the  Court  of  Session  in  Scotland.— Outer  House, 

Before  LORD  Stormonth  Darling. 

June  17th  and  December  20th,  1902,  and  13th  January,  1903. 

Before  LORD  Kyllaohy. 

5  October  16th  and  23rd,  and  November  7th  and  18th,  1903,  and  February  25th 
26th  and  27th,  and  March  3rd,  9th  and  25th,  1904. 

Andrew  Betts  Brown  and  Brown  Brothers  &  Co.,  Ld.  v. 
John  Hastie  &  Co.,  Ld. 

Same  v.  Same. 

10  Pioneer  Patent. — Combination  of  known  mechanical  appliances  for  a  new 
purpose, — Essence  and  substance  of  invention. — Construction  of  Specification. — 
Claim. — Infringement. 

Steam  is  admitted  to  steering  engines  by  a  controlling  valve^  which  is  shut 
when  the  engine  is  at  rest.    Means  had  long  been  sought  to  prevent  leakage 

15  through  the  controlling  valve  when  shut.  In  1897  a  Patent  was  granted  to  B.y 
the  object  of  which  he  described  as  follows : — "  To  prevent  or  considerably 
"  diminish  the  leakage  of  steam  hereinbefore  referred  to.  For  this  purpose  I 
'^  fit  in  a  pcLSsage  or  casing  through  which  the  steam  enters  the  co7itrolling 
"  valve  causing  a  double-beat  valve  which  has  formed  or  fixed  on  it  oppositely 

20  "  inclined  surfaces  which  are  acted  upon  by  counterpart  inclines  fitted  in 
"  connection  with  the  controlling  valve^  so  that  on  the  movement  of  the  controlling 
"  valve  it  acts  through  the  inclined  surfaces  to  open  the  double-beat  valve  and 
'*  admits  steamJ*^  The  Patentee  added : — "  Instead  of  the  equilibrium  valve  A  '* 
(the  double-beat  valve)  *'  any  equivalent  device  may  be  used.    For  example^  the 

25  "  inclines  may  be  on  the  stem  of  a  small  valve  which  opening  first  admits  tJie 

"  steam  under  a  larger  valve  opened  by  the  further  motiofi  of  tlie  small  valve.^* 

He  claimed : — "  In  connection  with  the  valves  of  steering  and  like  engines^  fitting 

**  in  a  passage  or  casing,  through  which  the  steam  enters  the  controlling  valve 

**  casing,  a  double-beat  or  equivalent  valve  having  opposite  inclines  acted  on  by 

30  **  counterpart  inclines    moving  with  the  controlling  valve,  the  parts    beings 

2  K 
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"  arranged  and  operating  substantially  as  and  for  the  purposes  hereinbefore 
"  described^  The  double-heat  valve  used  as  a  cut-off  valve  was  a  well-known 
mechanical  device.  It  had  been  applied  in  continuous  engities  to  work  auto- 
matically unth  the  distributing  valve  sa  as  to  cut  off  the  steam  from  the 
distributing  valve  casing  during  a  part  of  each  stroke.  It  had  never  been  5 
applied  to  the  controlling  valves  of  steering  engines^  nor  had  the  leakiness  of 
these  valves  been  successfully  remedied  in  any  other  way. 

Held,  that  in  construing  the  Specification  it  must  be  considered  wJicUy  having 
regard  to  the  state  of  prior  knowledge^  was  the  field  open  to  the  inventor ;  that 
in  the  circumstances  the  Patent  was  a  pioneer  Patent ;  that  it  was  not  to  be  10 
construed  as  claiming  only  the  double-beat  valve  actuated  by  inclined  planes 
sliding  on  counterpart  inclines^  but  as  claiming  the  application  to  steering 
and  the  like  engines^  for  the  purpose  of  2freventing  leakage  of  steam  while  the 
engine  is  not  working,  of  a  separate  stop  valve  working  in  unison  with  the 
controlling  valve.  15 

H.  A  Go,  patented  a  cut-off  valve  in  which,  instead  of  the  direct  mechanical 
action  of  the  controlling  valve,  they  used  [a  steam  relay.  They  claimed  their 
invention  had  advantages  over  that  of  B.,  but  did  not  patent  it  as  being  an  im- 
provement on  his  invention.  They  claim£d : — '*  A  controlling  valve  for  steering 
"  engines  to  which  the  steam  supply  is  through  a  cut-off  valve  which  is  operated  20 
"  by  exhaust  of  the  steam  which  normally  closes  it,  and  wherein  the  said 
"  exhaust  is  controlled  as  described  by  a  slide  or  equivalent  valve  operated  from 
"  or  by  tlie  spindle  or  lever  which  actuates  the  amtrolling  valve."" 

Held,  that  this  was  an  infringement  of  B.^s  pioneer  Patent. 

Infringement. — Damages. — Loss  of  market.  25 

The  Pursuers  averred  that  through  the  Defenders  supplying  cut-off  valves  in 
infringement  of  their  Patent  tJiey  had  lost  orders,  not  only  for  those  valves,  but 
for  the  steering  engities  of  which  they  formed,  part. 

Held,  that  this  was  an  element  to  be  taken  into  consideration  in  fixing 
damages.  30 

Process. — Record. — Note  of  Particulars. — Afnendment. 

When  in  a  Patent  action  it  is  desired  to  refer  to  prior  Patents  for  tlie  sake  of 
proving  the  state  of  prior  Amowledge  these  Patents  must  be  specified  on  record^ 
but  amendment  of  record  by  the  specification  of  additional  Patents    will  he 
allowed  even  during  proof  in  terms  of  the  Court  of  Session  Act  {Scotland),  35 
1868,  section  29. 

The  Pursuers  in  these  actions  were  Andrew  Betts  Brown^  of  Rosebank  Iron 
Works,  Edinburgh,  and  B?^own  Brothers  A  Co.,  Ld.,  carrying  on  business 
as  engineers  at  the  same  works.  The  Defenders  were  John  Hastie  A  Co., 
Ld.,  Kiibiain  Engine  Works,  Nielson  Street,  Greenock.    The  litigation  arose  40 
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regarding  certain  Patents  for  improvements  in  the  controlling  valves  of  steering 
engines.  •  In  large  ships  the  steering  is  done  by  an  engine,  which  is  only  at 
work  when  the  helm  is  being  moved  to  port  or  starboard,  while  at  other  times 
the  steam  is  cut  off  from  this  engine.  The  regulation  of  the  admission  of  steam 
5  to  the  steering  engine  is  effected  by  means  of  a  controlling  valve.  When  the 
controlling  valve  is  in  its  middle  position  the  steam  is  cut  off  from  the  steering 
engine.  When  the  steersman  moves  the  wheel  to  port  he  moves  the  controlling 
valve,  which  is  in  connection  with  the  wheel,  and  opens  the  ports  of  the  valve, 
so  that  steam  is  admitted,  and  the  steering  engine  is  set  working  so  as  to  move 

10  the  helm  to  port.  When  the  wheel  is  moved  to  starboard  another  set  of  ports 
are  opened  by  the  controlling  valve,  the  steam  passes  through  the  steering 
engine  in  the  opposite  direction,  and  the  helm  is  moved  to  starboard. 

The  object  of  the  Patents,  which  were  the  subject  of  the  present  dispute,  was 
to  prevent  leakage  through  the  controlling  valve  while  the  engine  is  at  rest. 

15  This  valve  is  a  very  leaky  one  for  two  reasons  :  first,  it  must  be  easily  moveable 
by  the  steersman,  and  must,  therefore,  be  made  slack ;  and,  second,  it  must  be 
sensitive,  so  that  the  engine  is  set  working  by  the  least  motion  of  the  wheel, 
and,  therefore,  no  overlap  can  be  allowed  at  the  ports.  This  leakiness  of  the 
controlling  valve  has  long  been  known,  and  a  remedy  for  it  desired,  but  the 

20  first  successful  attempt  to  cure  it  was  that  of  the  Pursuers,  who  introduced  into 
the  steam-casing  of  the  controlling  valve  a  stop  or  cut-off  valve  in  the  form  of  a 
tight  equilibrium  valve  (double  beat  or  equivalent  valve)  in  direct  mechanical 
connection  with  the  controlling  valve,  and  working  automatically  along  with  it. 
This  was  the  subject  of  the  Pursuers'  Patent,  No.  29,773  of  1897,  for  improve- 

25  ments  applicable  in  connection  with  the  valves  of  steering  and  like  engines, 
granted  to  the  Pui-suer,  Andrew  Betts  Brown,  the  Complete  Specification  of 
which  was  as  follows  : — 

"My  said  invention  relates  to  steering  and  like  engines,  the  distribution 
"  valves  of  which  receive  steam  and  exhaust  through  passages  controlled  by  a 

30  **  valve  the  position  of  which  determines  the  direction  and  extent  of  motion, 
"  and  which  after  each  action  is  automatically  brought  to  its  middle  or  neutral 
*'  position  in  any  of  various  well  known  ways. 

"  The  controlling  valve  when  of  the  piston  type,  is  as  hitherto  arranged  con- 
"  stantly  subjected   to  the  full   steam    pressure  and   considerable  leakage  is 

35  **  unavoidable  when  the  valve  pistons  are  fitted  with  sufficient  freedom  of 
"  movement.  The  object  of  my  invention  is  to  prevent  or  considerably  diminish 
'*  the  leakage  of  steam  hereinbefore  referred  to  ;  and  for  this  purpose  I  fit  in  a 
^'  passage  or  casing  through  which  the  steam  enters  the  controlling  valve  casing 
**  a  double  beat  valve  which  has  formed   or  fixed  on  it  oppositely  inclined 

40  *'  surfaces  which  are  acted  on  by  counterpart  inclines  fitted  in  connection  with 
"  the  controlling  valve,  so  that  on  the  movement  of  the  controlling  valve  it  acts 
"  through  the  inclined  surfaces  to  open  the  double-beat  valve  and  admits  steam. 
"  My  improvements  are  also  applicable  to  controlling  valves  of  the  rotating  type. 
**  And  in  order  that  my  said  invention  and  the  manner  of  performing  the  same 

45  **  may  be  properly  understood  I  hereunto  append  three  sheets  of  explanatory 
"  drawings  to  be  hereinafter  referred  to  in  describing  my  improvements. 

"  Figure  1,  on  Sheet  1,  of  the  drawings  is  a  longitudinal  vertical  section  ;  and 
"  Figure  2,  on  Sheet  2,  a  transverse  vertical  section  showing  a  modification  of 
"  my  improvements    as    applied    to  a  controlling  valve   of  the   piston    type. 

50  "  Figure  3,  on  Sheet  3,  is  an  elevation,  and  Figure  4  a  vertical  section  showing  a 
"  modification  of  my  improvements  as  applied  to  a  controlling  valve  of  the 
"  rotating  type.  In  these  drawings  the  same  reference  letters  are  used  to  mark 
"  the  same  or  like  parts  wherever  they  are  repeated. 

**  As  shown  in  Figures  I  and  2, 1  fit  a  double-beat  valve.  A,  in  a  passage  or 

55  **  casing,  B,  through  which  ihe  steam  enters  the  controlling  valve  casing,  0.  The 

2  N  2 
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"  lower  one,  D,  of  the  two  disks,  D,  E,  of  the  valve.  A,  is  made  a  little  larger 
"  than  the  other,  so  that  the  steam  pressure  tends  to  keep  the  valve  closed.  The 
"  stem  or  spindle  of  the  double-beat  valve,  A,  has  formed  or  fixed  on  it  a  block, 
"  F,  made  with  two  oppositely  inclined  surfaces,  G ;  and  a  part  or  block,  H, 
"  moving  with  the  valve  pistons,  J,  fixed  on  the  spindle,  K,  is  made  with 
"  counterpart  inclines,  L.     The  parts  are  arranged  with  the  spindle  of  the 


"  double-beat  valve,  A,  at  right  angles  to  the  spindle,  K,  of  the  controlling  valve, 
"  J,  and  when  the  latter  is  in  its  middle  position  the  double-beat  valve  is  closed, 
"  as  shown,  shutting  off  the  steam,  and  its  block,  F,  is  midway  between  the 
"  counterpart  inclines,  L,  of  the  controlling  valve  block,  H.  When  the  con- 
"  trolling  valve,  J,  is  moved  in  either  direction  one  or  other  of  the  counterpart 
"  inclines,  L,  acts  on  the  block,  F,  of  the  double-beat  valve.  A,  and  opens  that 


10 


"  valve  to  admit  steam  to  the  controlling  valve,  which  in  its  turn  admits  steam 
"  to  one  or  other  of  two  passages,  M,  leading  to  the  distribution  valves  (not 
"  shown).  The  controlling  valve,  J,  also  at  the  same  time  puts  one  or  other  of 
"  the  passages,  M,  in  communication  with  the  exhaust,  N. 

"  In  the  modification  shown  in  Figures  3  and  4,  the  controlling  valve,  P,  is  of 
"  the  rotating  type,  and  the  double-beat  valve,  A,  is  fitted  in  a  passage  or 
"  casing,  B,  fixed  to  the  top  of  the  controlling  valve  casing,  C.   The  steam  enters 


15 
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"  the  controlling  valve,  P,  throagh  the  casing  B.  Diametrically  opposite  pro- 
*'  jections,  F  (one  of  which  is  shown  in  Figure  4),  each  made  with  two  opposite 
"  inclines,  G,  are  formed  on  the  underside  of  the  double-beat  valve.  A,  and 
"  counterpart  inclines,  L,  are  formed  on  a  ring,  Q,  fixed  to  the  top  of  the 
"  controlling  valve,  P,  so  as  to  turn  with  that  valve.    The  double-beat  valve,  A, 


igj [TTT 


**  is  guided  by  a  squared  spindle,  R,  working  in  a  recess  so  as  not  to  rotate  ;  and 
"  when  the  controlling  valve,  P,  is  turned  in  either  direction  by  the  lever,  S, 
"  one  or  other  of  each  pair  of  counterpart  inclines,  L,  act  on  the  corresponding 
"  inclines,  G,  on  the  projections,  F,  on  the  double-beat  valve.  A,  thereby  opening 
10  **  that  valve  and  admitting  steam,  which  passes  through  holes,  T,  to  the  inteiior 
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**  of  the  containing  valve,  P.  This  valve  is  made  in  the  usual  manner  with 
"  two  pairs  of  opposite  ports,  U,  in  its  circumference  and  is  internally  divided 
"  by  a  partition,  V,  one  of  each  pair  of  ports  being  shown  in  Figure  4.  The 
"  turning  of  the  controlling  valve,  P,  puts  one  or  other  of  either  pair  of 
"  ports,  U,  in  communication  with  one  or  other  of  two  passages,  W,  leading  5 
"  to  the  distribution  valves  (not  shown),  the  opposite  port  of  the  other  pair 
"  being  at  the  same  time  put  in  communication  with  the  exhaust,  N.  When 
"  the  controlling  valve,  P,  is  in  its  middle  position  as  shown  the  steam  is 
"  shut  off. 

"  Instead  of  the  equilibrium  valve.  A,  any  equivalent  device  may  be  used.  10 
"  For  example,  the  inclines  may  be  on  the  stem  of  a  small  valve  which  opening 
"  first  admits  the  steam  under  a  larger  valve  opened  by  the  further  movement 
'*  of  the  small  valve." 

The  Patentee  claimed  : — "  In  connection  with  the  valves  of  steering  and  like 
"  engines,  fitting  in  a  passage  or  casing  through  which  the  steam  enters  the  15 
"  controlling  valve  casing,  a  double-beat  or  equivalent  valve  having  opposite 
'  inclines  acted  on  by  counterpart  inclines  moving  with  the  controlling  valve, 
"  the  parts  being  arranged  and  operating  substantially  as  and  for  the  purposes 
"  hereinbefore  described." 

This  Patent  proved  a  commercial  success,  and  was  fitted  to  most  large  steering  20 
engines.  On  the  8th  of  October  1900,  a  Patent  for  "  An  improvement  in  controlling 
"valves  in  steering  and  such  like  engines"  (No.  17,851  of  1900)  was  granted  to 
Lewis  Boothman  and  Walter  Graham,  the  former  being  the  draughtsman  and 
the  latter  the  managing  director  of  the  Defenders.    In  this  invention  two  stop- 
valves  are  used,  one  of  which  is  opened  when  the  control  valve  is  moved  in  one  25 
direction,  and  the  other  when  the  control  valve  is  moved  in  the  other  direction, 
while,  when  it  is  in  its  middle  position,  both  are  closed.    The  cut-off  valves 
used  are  piston  valves,  kept  in  their  seats  by  the  pressure  of  the  steam  behind 
them,  and  opened  mechanically  by  the  motion  of  the  control  valve.    To  render 
them  easier  to  open  pilot  valves  were  placed  on  them,  which,  opening  first  when  30 
the  control  valve  began  to  move,  let  the  steam  through  the  stop-valves,  and 
rendered  the  subsequent  opening  of  the  stop-valves  themselves  easy.     The 
essential  parts  for  the  purpose  of  this  report  of  the  Specification  of  this  P&tent 
are  as  follows  : — 

"  A  controlling  valve  for  a  steering  or  such  like  engine  is  sometimes  made  of  35 
"  a  partially  rotating  sometimes  of  a  reciprocating  kind,  governing  two  ports  by 
"  the  one  or  other  of  which  steam  is  admitted  to  the  ordinary  slide  or  other  valve 
*'  of  the  steering  engine  so  as  to  cause  the  engine  to  work  in  the  one  direction  or 
"  the  other,  according  as  the  one  or  the  other  port  is  open.     In  order  to  provide 
"  against  constant  leakage  of  steam  past  such  a  controlling  valve  when  it  is  in  its  40 
"  middle  position,  the  steering  engine  being  at  rest,  we  provide  a  pair  of  shut-off 
"  valves  which  prevent  steam  from  entering  the  casing  of  the  controlling  \alve 
**  when  it  is  in  such  middle  position,  the  one  or  other  of  these  valves  being 
"  opened  only  when  the  controlling  valve  is  moved  to  the  one  side  or  the  other 
"  of  its  middle  position.    We  shall  describe  an  arrangement  of  this  kind  referring  45 
'*  to  the  accompanying  drawings." 

After  describing  the  Drawings,  the  Patentees  claimed  : — "  1.  In  combination 
"  with  a  partially  rotating  controlling  valve  for  a  steering  or  such  like  engine,  a 
"  two-armed  lever  fixed  on  the  valve  spindle,  and  a  pair  of  shut-off  valves  so 
"**  arranged  that  the  one  or  the  other  valve  is  open  when  the  controlling  valve  is  50 
*'  moved  from  its  middle  position,  substantially  as  and  for  the  purpose  set  forth. 
"  2.  In  combination  with  a  reciprocating  controlling  valve  a  two-armed  lever 
^'  fixed  on  a  rocking  shaft  worked  by  the  controlling  valve  lever  and  a  pair 
<'  of  Bhut*off  valves  operated  as  set  forth  in  the  preceding  claim,  substantially  as 
**  and  tor  the  purpose  set  forth*"  55 
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On  the  24th  of  April  1900,  a  Patent  for  "  An  improvement  in  controlling  valves 
"  for  steering  and  snch  like  engines  "  (No.  7575  of  1900)  was  granted  to  the  said 
Lewis  Boothman  and  Walter  Oraham.  The  invention  was  identical  with  that  of 
No.  17,851  of  1900,  except  that  the  cnt-off  valves  were  actuated  somewhat 
5  differently  from  those  in  that  Patent,  but  still  by  the  mechanical  action  of  the 
control  valve.  The  nature  and  object  of  the  invention  sufiQciently  appear  from 
the  Provisional  Specification,  which  was  as  follows  : — 

"  When  the  controlling  valves  of  steering  and  such  like  engines  are  made  in 
"  the  form  of  piston  slide  valves,  which,  as  they  are  moved,  open  and  close 
10  "  lateral  ports,  there  is  necessarily  considerable  leakage  past  their  packings 
*'  unless  these  are  made  so  tight  that  the  movement  of  the  valve  is  rendered 
"  diflficult.  It  has  therefore  been  proposed  to  combine  with  a  controlling  valve, 
"  means  of  shutting  off  the  steam  or  other  working  fluid  from  the  valve  case 
"  except  when  the  controlling  valve  is  moved  so  as  to  open  the  one  or  the  other 
15  "of  its  ports. 

"  Our  invention  relates  to  an  arrangement  of  this  kind,  which  is  as  follows  : 

**  We  provide  a  branch  from  the  steam  supply  pipe  to  a  cavity  at  each  end  of 

"  the  casing  of  the  controlling  valve,  these  cavities  having  openings  into  the 

"  middle  cavity  of  the  casing  closed  by  check  valves.      Between   the  two 

20  "  oppositely  seated  check  valves,  the  controlling  slide  valve,  which  may  be 

"  of  piston  form,  closing  two  sets  of  lateral  ports  when  it  is  in  middle  position, 

"  can  be  moved  to  and  fro.    When  it  is  moved  in  the  one  direction,  say  to  the 

"  right,  it  unseats  the  right  hand  check  valve,  allowing  steam  to  flow  from  the 

"  right  end  cavity  through  ports  in  the  controlling  valve  to  the  space  left  free  at 

25  "  its  farther  end,  whence  the  steam  passes  by  the  left  hand  lateral  port  to  the 

"  engine.    When  the  controlling  valve  is  moved  back  to  its  middle  position,  the 

"  check  valve  that  had  been  opened  is  closed  again  by  the  steam  pressure. 

"  When  the  controlling  valve  is  moved  to  the  left  a  like  action  takes  place, 

*'  allowing  steam  to  pass  through  the  controlling  valve  to  the  right  hand  port 

30  "  and  thence  to  the  engine. 

"  In  order  to  facilitate  the  opening  of  the  check  valves  at  each  end  of  the 
"  casing,  we  prefer  to  make  each  of  them  with  a  smaller  check  valve  seated  in 
"  its  middle,  the  stem  of  this  smaller  valve  projecting  a  little  beyond  that  of  the 
"  main  check  valve.  When  the  controlling  valve  is  moved,  it  first  meets  the 
35  **  stem  of  the  small  valve,  which  it  opens,  so  that  steam  passes  under  the  main 
"  check  valve,  putting  it  in  equilibrium  in  respect  of  pressure,  and  then  the 
"  farther  movement  of  the  controlling  valve  opens  the  main  check  valve 
"  without  difficulty." 

The  Pursuers  considered   these  Patents  infringements  of  their  Patent  of 

40  1897,  and  on  the  14th  of  May  1902  they  raised  an  action  against  the  Defenders 

to   obtain    interdict    against    such    infringement    and    for    damages.      This 

action    was    defended,  one    of     the    grounds    of    defence    being    that    the 

Pursuers'    Patent    was    limited    to    the  particular    combination    which   was 

claimed.      "By    the    Specification     and    claim    of    the    Pursuers    expressly 

45  "  limiting  the  invention  on  which  they  found  to  that  in   which  the  double- 

"  beat  or  equivalent  valve  is  formed  having  opposite  inclines  acted  on  by 

"  counterpart  inclines  moving  with  the  controlling  valve,  the  inclines  form  the 

*'  characteristic  feature  or  the  essence  of  the  Pursuers'  Patent."    The  record  was 

closed  on  the  17th  of  June  1902  and  on  the  20th  of  December  1902  the  Lord 

50  Ordinary  (Lord  Stormonth  Darling)  of  consent  pronounced  decree  in  terms 

of  the  conclusion  for  interdict ;  and  on  the  13th  of  January  1903  interposed 

authority  to  minutes  of  tender  and  acceptance  of  the  sum  of  £600  in  name  of 

damages. 

The  next  step  in  the  history  was  the  taking  out  by  Robert  Richardsofi  of  a 
55  Patent  (No.  16,525  of  1902)  for  "  Improvements  in  or  relating  to  controlling 
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"  valves  of  steering  engines,"  which  vyras  subsequently  acquired  by  the  Defenders. 
The  Provisional  and  Complete  Specifications  were  lodged  on  the  25th  of  July 
and  the  10th  of  October  1902,  and  accepted  on  the  2nd  of  July  1903.  In  this 
Patent  the  cut-off  valve  is  not  directly  opened  by  the  control  valve.  The 
cut-off  valve  here  is  a  piston  valve  kept  in  its  place  by  the  action  of  a  spring.  5 
This  piston  valve  is  fitted  in  a  small  cylindrical  casing  and  is  made  slightly 
leaky,  so  that  the  steam  gets  behind  it  and  exerts  a  pressure  on  the  back  of  the 
valve,  balancing  the  pressure  on  its  front.  When  the  control  valve  is  moved,  it 
opens  a  small  slide  valve  and  allows  the  steam  behind  the  piston  valve  to  escape 
to  exhaust.  The  steam  pressure  on  the  face  of  the  piston  valve  being  now  IQ 
unbalanced  overcomes  the  spring  and  opens  the  valve,  admitting  steam  to  the 
casing  of  the  control  valve.  Put  briefly,  the  principal  characteristic  of  this 
Patent  is  that  instead  of  the  direct  mechanical  action  of  the  control  valve  it 
uses  a  steam  relay.  The  essential  parts  of  the  Complete  Specification  are  as 
follows: —  15 

"  This  invention  relates  to  steam  steering  engines  in  which  the  direction  and 
"  extent  of  motion  are  regulated  by  a  controlling  valve  which  it  automatically 
"  brought  back  after  each  action  into  its  middle  or  neutral  position.  The 
"  controlling  valves  in  such  engines  is  usually  for  ease  in  handling  a  piston 
"  valve  which  besides  being  difficult  to  keep  steam  tight  cannot  effectually  close  20 
"  the  passages  to  the  distributing  valves  of  the  steering  engines  owing  to  the 
"  engines  ceasing  to  operate  and  therefore  ceasing  to  actuate  the  controlling 
**  valve  when  these  passages  are  so  nearly  closed  as  to  supply  insufficient  steam ; 
"  and  consequently  large  leakage  of  steam  occurs.  For  the  purpose  of  over- 
"  coming  this  difficulty  a  stop  valve  operated  by  the  controlling  valve  has  been  25 
"  introduced  to  cut  off  the  steam  supply  when  the  controlling  valve  is  in  the 
"  neutral  position,  but  it  also  is  apt  to  remain  partially  open. 

"  The  object  of  this  invention  is  to  ensure  that  the  valve  provided  for  cutting 
"  off  the  steam  supply  to  the  controlling  valve  of  steam  steering  engines  shall  be 
"  opened  and  kept  open  when  the  controlling  valve  is  moved  in  either  direction  30 
"  but  shall  be  effectually  closed  to  prevent  leakage  of  steam  when  the  neutral 
"  position  of  the  controlling  valve  is  reached.  For  that  purpose  the  cut-off 
"  valve  is  so  constructed  and  arranged  that  it  is  opened  by  the  steam  pressure 
"  on  exhausting  the  steam  which  acts  on  its  opposite  fece  to  normally  close  it 
"  such  exhaust  being  effected  by  the  action  of  the  controlling  valve  on  an  35 
"  exhaust  valve  or  valves." 

After  describing  the  drawings  the  Patentee  claimed  : — "  (1)  A  controlling 
"  valve  for  steering  engines  wherein  a  cut-off  or  stop  valve  is  provided  to  close 
"  off  the  boiler  steam  from  the  casing,  and  is  opened  on  the  movement  of  the 
"  controlling  valve  from  the  neutral  position  by  exhaust  of  steam  which  40 
"  normally  maintains  it  in  the  closed  position  as  described.  (2)  In  a  controlling 
"  valve  for  steering  engines  the  combination  with  a  cutting-off  or  stop  valve 
"  provided  to  close  off  the  boiler  steam  of  a  piston  thereon  working  in  a 
"  cylinder  having  connections  to  an  exhaust  valve  or  valves  operated  as 
"  described  by  the  movement  of  the  controlling  valve  from  the  neutral  position.  45 
"  (3)  A  controlling  valve  for  steering  engines  furnished  with  a  cut-off  or  stop 
**  valve  and  means  for  operating  it  substantially  as  described  with  reference  to 
"  Figure  1  of  the  annexed  drawings.  (4)  A  controlling  valve  for  steering 
"  engines  furnished  with  cut-off  valves  and  means  for  operating  them  subetan- 
"  tially  as  described  with  reference  to  Figure  2  of  the  annexed  drawings."  50 

The  last  of  the  Patents  in  question  was  No.  10,894  of  1903,  granted  to  the  said 
Walter  Oy^aham  for  *' Improvements  in  or  relating  to  controlling  valves  of 
"  steering  engines."  The  Complete  Specification  was  lodged  on  the  13th  of  May 
1903,  and  accepted  on  the  25th  of  June  1903.  In  this,  as  in  the  last,  the  cut-off 
valve  used  was  a  piston  valve  connected  with  the  control  valve  by  a  steam  relay.  55 
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The  Specification  -was  as  follows  : — 

"  This  invention  has  for  its  object  to  simplify  and  improve  the  construction 
**  and  operation  of  controlling  valves  of  steering  engines  of  the  kind  described 
"  in  the  Specification  of  Letters  Patent  No.  16,525  of  1902,  wherein  a  cut-off 
"  valve  is  provided  to  close  off  the  boiler  steam  from  the  casing  and  is  opened 
"  on  the  movement  of  the  controlling  valve  from  the  neutral  or  mid-position  by 
"  exhaust  of  the  steam  which  normally  maintains  it  in  the  closed  position.  In 
"  such  controlling  valves  the  exhaust  or  auxiliary  valve  which  relieves  the 
"  steam  pressure  on  one  side  of  the  cut-off  valve  is  operated  mechanically  by 


FICJ. 


10 


15 


"  the  movement  of  the  controlling  valve,  but  according  to  the  present  improve- 
"  ments  the  exhaust  from  the  back  of  the  cut-off  or  stop  valve  is  controlled  by  a 
'*  slide  valve  traversed  over  an  exhaust  port  and  operated  from  the  spindle  or 
*'  lever  which  actuates  the  controlling  valve,  the  slide  valve  being  formed  with 
"  sufficient  lap  to  fully  cover  the  exhaust  port  and  ensure  that  continuous  blow 
"  of  steam  cannot  occur  when  the  controlling  valve  after  each  action  fails 
"  to  reach  its  neutral  position.  In  the  accompanying  drawings,  which  illustrate 
"  the  invention  by  way  of  example,  Figure  1  is  a  longitudinal  vertical  section  of 
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"  a  controlling  valve  of  the  Corliss  or  oscillating  type,  and  Figure  2  is  a  like 
*'  view  of  a  controlling  valve  of  the  piston  type  as  adapted  for  application  with 
"  vertical  steering  engines.  The  controlling  valve  a  may  be  of  any  ordinary 
"  type  and  fitted  in  the  usual  casing  h  which  is  formed  with  an  extension  d 
"  containing  a  seat  for  the  stop  or  cut-off  valve  e.  This  valve  is  fitted  on  a  & 
*^  spindle  /  and  is  maintained  on  its  seat  by  a  spring  g^  while  a  piston  h  is  also 
"  fitted  on  the  spindle /and  fits  loosely  in  a  liner  i  in  the  steam  casing  d^  formed 
"  over  the  extension,  the  boiler  steam  inlet  being  through  an  opening  j  in  the 
"  casing  c^.  Steam  has  access  to  both  sides  of  the  piston  h  either  through  a  small 
"  orifice  in  it  or  owing  to  the  piston  being  a  loose  fit  in  the  casing ;  and  from  10 
'*  the  upper  side  of  the  piston  the  steam  may  pass  through  an  outlet  pipe  k 
"  to  a  casing  /  fitted  with  a  slide  valve  m  which  normally  covers  an  outlet 
"  n  therefrom.  This  slide  valve  in  is  connected  through  a  rod  o  in  the  example 
"  shown  at  Figure  1  to  an  eccentric  jo  on  the  rocking  spindle  s  of  the  controlling 
"  valve  a,  and  in  that  shown  at  Figure  2  to  the  controlling  valve  itself  or  to  the  15 
*'  lever  r  by  which  the  controlling  valve  is  operated.  In  the  operation  of  the 
"  apparatus  on  actuating  the  controlling  valve  spindle  or  lever  the  slide  valve  m 
"  uncovers  the  outlet  n  so  that  the  boiler  steam  collected  in  the  casing  d^  above 
^^  the  piston  h  escapes  and  the  steam  pressure  acting  on  the  opposite  side  of  the 
*'  piston  raises  it  and  also  lifts  the  cut-off  valve  e  thereby  admitting  steam  to  the  20 
"  controlling  valve  to  operate  the  steering  engines.  When  the  controlling  valve, 
*'  owing  to  the  operation  of  the  usual  hunting  motion,  is  brought  back  to  the 
"  neutral  position  the  spindle  or  lever  which  operates  the  said  valve  also  acts  to 
"  move  the  slide  valve  m  over  the  outlet  n  and  shuts  off  the  exhaust  whereupon 
**  the  steam  enclosed  in  the  casing  c^  closes  down  the  cut-off  valve  e."  25 

The  Patentee  claimed  : — **  A  controlling  valve  for  steering  engines  to  which 
"  the  steam  supply  is  through  a  cut-off  valve  which  is  operated  by  exhaust  of 
"  the  steam  which  normally  closes  it  and  wherein  the  said  exhaust  is  controlled 
"  as  described  by  a  slide  or  equivalent  valve  operated  from  or  by  the  spindle  or 
"  lever  which  actuates  the  controlling  valve."  30 

On  the  1st  of  August  1903,  the  Pursuers  raised  an  action  against  the  Defenders  to 
have  it  declared  that  these  Patents,  Nos.  16,525  of  190i,  and  10,894  of  1903, 
were  infringements  of  their  Patent,  No.  29,773  of  1897,  and  to  have  the 
Defenders  interdicted  from  infringing  Patent,  No.  29,773  of  1897,  by  making, 
selling,  or  using,  during  the  currency  of  the  said  Patent,  and  without  the  35 
consent  of  the  Pursuers,  any  mechanism  constructed  in  accordance  with  the 
Specifications,  Nos.  16,525  of  1902,  and  10,894  of  1903,  or  in  a  manner  substantially 
the  same  ;  also  to  have  the  Defenders  ordained  to  deliver  up  to  the  Pursuers  all 
mechanisms  or  parts  thereof  constructed  in  breach  of  the  Pursuers'  Patent ;  and, 
finally,  for  damages,  which  were  laid  at  £2,000.  40 

In  their  condescendence  the  Pursuers  set  forth  the  facts  above  detailed. 
They  averred  : — "  The  mechanisms  described  in  the  Specifications,  Nos.  16,525 
"  of  1902,  and  10,894  of  1903,  are  infringements  of  the  Pursuers'  invention. 
**  They  are  themselves  identical  in  principle  and  mode  of  working,  and  embody 
"  the  substance  of  the  Pursuers'  invention  so  as  to  produce  the  same  results,  in  45 
"  practically  the  same  way,  by  the  substitution  of  well-known  mechanical 
"  equivalents  for  certain  parts  of  the  Pursuers'  mechanism.  The  substance  of 
"  the  Pursuers'  invention  is  the  operating  of  a  cut-off  valve  by  the  action  of  the 
"controlling  valve  of  the  steering  engine.  Whenever  the  steersman  operates 
"  the  controlling  valve  to  port  or  starboard  the  helm,  that  valve  in  turn  operates  50 
"  the  cut-off  valve,  and  admits  steam  to  the  steering  engines.  The  Pursuers 
"  achieve  the  result  by  the  direct  action  of  the  spindle  of  the  controlling  valve 
"  upon  the  end  of  the  cut-off  valve,  which,  for  ease  of  lifting,  is  made  a  double- 
"  beat  valve.  Richardson  and  Graham^  in  the  said  Specification,  substitute 
"for  the  double-beat  cut-off  valve  used  by  the  Pursuers  a  balanced  cut-off  55 
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"  valve,  which  is  a  well-known  mechanical  equivalent.  On  the  spindle  of  their 
**  cut-off  valve  there  is  a  piston  working  on  a  cylinder.  Steam  is  admitted  on 
"  both  sides  of  this  piston,  and  so  the  valve  is  balanced.  This  cut-off  valve  is 
"  operated  from  the  controlling  valve,  through  the  intervention  of  a  small  valve, 
5  '*  operated  directly  by  the  controlling  valve.  This  small  valve,  in  the  case  of 
"  Richardson's  Patent,  is  operated  by  the  thrust  of  the  end  of  the  controlling 
*'  valve  spindle,  and,  in  the  case  of  Graham's  Patent,  by  an  eccentric  or  lever 
"  working  on  the  spindle  of  the  controlling  valve.  When  this  small  valve  is 
**  opened  the  balance  of  the  cut-off  valve  is  destroyed,  and  the  steam,  acting 

10  "  upon  the  piston,  opens  the  cut-off  valve.  This  method  of  opening  a  balanced 
"  piston  valve  is  old  and  well  known  ;  the  modes  of  working  the  small  valve 
"  from  the  controlling  valve  are  mechanically  the  equivalents  of  those  employed 
"  by  the  Pursuers  to  lift  their  double-beat  valve.  The  whole  combination  is  a 
"  variation  of  the  Pursuers'  invention,  complicated  to  produce  an  appearance  of 

15  ''  dissimilarity," 

The  Defenders  answered  : — "  Denied  under  reference  to  the  Pursuers'  and 
'*  Defenders'  Specifications.  The  Patent  founded  on  by  the  Pursuers  and  the 
"  Patent  founded  on  by  the  Defenders  both  relate  to  steering  and  such  like 
"  engines,  and  have  the  same  object  in  view — viz.,  to  save  leakage  of  steam.  This 

20  "  object  is  aimed  at  by  every  designer  and  maker  of  steam-engines.  The  Patent 
**  of  the  Defenders  attains  this  object  by  different  means  and  upon  a  different 
*'  principle  from  those  covered  by  the  Pursuers'  Patent.  In  the  mechanism  of 
"  the  Purduers'  Patent  the  controlling  Vdlve  of  the  steering  engine  is  fitted  with 
**  inclined  planes  acting  directly  on  corresponding  inclines  fitted  on  the  stop- 

25  "  valve.  When  the  controlling  valve  is  opened  the  inclines  on  it  bear  upon 
**  those  of  the  stop-valve  and  open  it,  and  when  the  controlling  valve  is  returned 
'*  to  its  neutral  position,  the  inclined  planes  on  it  are  withdrawn  from  those  on 
"  the  stop-valve  and  allow  it  to  close.  In  the  Defenders'  construction  the  etop- 
"  valve  is  placed  in  the  steam-pipe,  but  instead  of  being  operated  by  the  control 

30  **  valve,  it  is  operated  by  varying  the  steam  pressure  on  the  top  side  of  the  piston 
"  attached  to  the  valve  spindl<3.  In  this  way  the  stop- valve  may  be  absolutely 
"  closed  when  the  steering  engines  are  not  required  to  operate,  and  that 
*'  independently  of  the  position  of  the  control  valve,  which  may  remain  more  or 
*'  less  open  without  waste  of  steam." 

35  The  object  of  the  inventions,  the  Defenders  explained — viz.,  the  prevention 
of  leakage  of  steam — is  a  common  one  in  steam  engineering,  and  a  steum- 
saving  cut-off  valve  fitted  in  the  steam  way  is  a  well-known  device  long 
in  use,  and  is  exemplified  in  the  Patent  granted  to  Davis  &  Co,,  Ld.  and 
W,  R.  G.  Hay  (No.  7014  of  1895).    They  admitted  the  utility  of  the  Pursuers' 

40  invention. 

^'  As  to  damages,  the  Pursuers  averred  that  machines  made  by  the  Defenders  in 
infringement  of  the  Pursuers'  Patent  had  been  sold  and  fitted  by  them  into 
ships,  and  in  particular  into  a  vessel  recently  built  by  Messrs.  Barclay,  Curie  A 
Co,,  Ld.    The  Defenders  admitted  having  sold  for  certain  ships,  including  tiiis 

45  vessel,  engines  fitted  with  their  Patent.  The  Pursuers  called  on  them  to  produce 
a  li«t  of  the  machines  so  made  or  sold  by  them  and  of  the  parties  to  whom  sold. 
The  Pursuers  said  that,  through  the  Defenders'  infringements,  they  had  lost 
orders  for  the  said  patented  improvements  and  for  steering  engines,  which  would 
have  been  purchased  from  them  had  the  Defenders  not  undertaken  to  fit  valves 

50  in  infringement  of  the  Pursuers'  Patent,  and  that  they  had  thus  sustained 
damage  to  the  extent  of  £2,000. 

The  Pursuers  pleas  were  : — "  1.  The  improvements  described  in  the  Speci- 
**  fications  relative  to  Letters  Patent,  Nos.  16,525  of  1902,  and  10,894  of  1903, 
^*  being  infringements    of   the    Pursuers'    Letters    Patent,  decree  should  be 

55  **  pronounced  in  terms  of  the  declaratory  conclusion  of  the  summons.    2.  The 
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"  Defenders,  having  infringed  the  said  Letters  Patent,  and  being  in  coarse  of 
"  continuing  to  infringe,  interdict  should  be  granted  as  craved.  3.  The  said 
**  mechanisms,  being  infringements  of  the  Pursuers'  Patent,  the  Defenders  should 
**  be  ordained  to  deliver  them  and  all  parts  thereof  to  the  Pursuers.  4.  The 
'  Pursuers,  having  sustained  loss  and  injury  through  the  said  infringement,  5 
*'  are  entitled  to  damages." 

The  Defenders  pleaded  : — "  1.  No  relevant  case.  2.  The  improvements 
"  described  in  the  Specifications,  relative  to  Letters  Patent,  16,525  of  1902,  and 
"  10,894  of  1903,  not  being  infringements  of  the  Pursuers'  Letters  Patent,  decree 
"  of  declarator  ought  to  be  refused.  3.  The  Defenders,  not  having  infringed  the  10 
"  Letters  Patent  of  the  Pursuers,  interdict  ought  to  be  refused.  4.  The 
"  Pursuers'  averments,  so  far  as  material,  being  unfounded  in  fact,  the 
"  Defenders  ought  to  be  assoilzied  with  expenses.  5.  In  any  event  the 
"  damages  claimed  are  excessive." 

The  case  was  first  put  out  for  adjustment  on  the  16th  of  October  1903,  and  the  15 
record  was  closed  on  the  23rd  of  October  1903,  when  the  case  was  sent  to  the 
procedure  roll.  On  the  7th  of  November  1903,  however,  this  order  was  discharged, 
and  a  proof  was  appointed  to  be  taken  on  the  25th  of  February  1904.  On  the  18th 
of  November  1903,  the  Lord  Ordinary  granted  commission  to  recover  the  docu- 
ments asked  for  by  the  Pursuers.  The  proof  was  taken  on  the  25th,  26th,  and  20 
27th  of  February  1904.  Lord  Stormonth  Darling,  before  whom  the  case  had 
been  called,  being  absent,  the  proof  was  taken  by  Lord  Kyllachy. 

Counsel  for  the  Pursuers,  Salvesen,  K.C.,  and  Sandeman  (instructed  by 
Steedman  A  Ramage,  W.S.)  ;  Counsel  for  the  Defenders,  Ure,  K.C.,  and  Hunter 
(instructed  by  Mill&r  A  Murray,  S.8.C.).  25 

In  evidence,  the  facts  above  detailed  were  brought  out.  The  witnesses  were 
substantially  in  agreement  as  to  the  usefulness  of  the  Pursuers'  invention,  and 
its  novelty  when  made.  In  this  connection,  Ure,  K.C.,  produced  a  number  of 
Specifications,  in  which  mechanism  resembling  that  of  the  Pursuers  had  been 
used  to  exclude  steam  from  valves  at  dates  prior  to  that  of  their  invention,  and  30 
desired  to  examine  the  witnesses  with  regard  to  these  Patents.  Salvesen,  K.C., 
objected  that  the  Defenders  must  confine  themselves  to  the  Patents  specified 
on  record  (Patents,  Ac,  Act,  1883,  46  &  47  Vict.  c.  57,  sec.  29).  Davis'  Patent 
alone  of  prior  Patents  is  there  mentioned,  and  this  was  the  only  one  the 
Defenders  were  entitled  to  bring  forward.  The  object  of  the  Defenders  was  35 
substantially  to  prove  want  of  novelty,  a  plea  of  which  notice  should  have  been 
given  on  record. 

Ure,  K.C,  said  he  was  not  founding  on  want  of  novelty.  His  object  was  to 
show  the  state  of  knowledge  just  before  the  Pursuers'  invention  was  made,  so 
as  to  enable  the  Court  to  see  how  small  an  advance  this  invention  really  was.  40 
He  was  willing  to  amend,  if  necessary.  He  had  given  notice  four  days 
previously  that  these  Patents  would  be  produced  as  provided  by  Act  of  Sederunt 
of  31st  May  1902. 

Lord  Kyllachy.— ZTarmon  v.  Anderston    Foundry    Co.  (2  R.  122),  and 
Neilson  v.  Househill  Co.  (5  D.  1180),  decide  this  point    There  must  be  specifi-  45 
cation  on  the  record..    But  there  may  be  amendment  under  the  Court  of  Session 
Act. 

The  Defenders  then  amended  their  defences  by  a  minute  in  which  they 
specified  the  following  Patents  on  which  they  intended  to  found — ^viz^ 
No.  17,512  of  1888  granted  to  FisJier  and  Richa7xlson,  No.  2155  of  1887  granted  50 
ioTicklp.^o.  1108  of  1877  granted  to  Jones,  and  Nos.  270,396  of  1883  and 
262,649  of  1882  (U.S.A.)  granted  to  Cumminsky.  The  amendment  was  admitted, 
the  question  of  expenses  being  reserved,  and  the  right  to  lead  evidence  in 
replication  with  respect  to  the  several  Patents  and  the  questions  (if  any) 
raised  by  them  was  reserved  to  the  Pursuers.  55 
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These  Patents  showed  that  previous  to  the  Pursuerfl'  invention  a  cut-off  valve 
similar  to  theirs  had  been  used  to  exclude  steam  from  the  distributing  valves  of 
continuously  working  engines  at  the  end  of  the  stroke,  so  as  to  economise  steam, 
and  in  another  case  at  its  beginning,  so  as  to  minimise  friction  and  allow  the 
5  valve  to  slide  easily.  No  similar  arrangement  had  been  used  in  steering  or  the 
like  engines  until  the  Pursuers  made  their  invention.  Davis"  Patent  had  regard 
to  a  steering  engine,  but  the  object  of  that  Patent  was  not  to  prevent  leakage, 
but  to  automatically  adjust  the  supply  of  steam  to  the  resistance  to  be  overcome 
by  the  helm,  thus  economising  steam.    There  was  a  conflict  of  evidence  as  to 

10  whether  the  Defenders'  arrangement  was  better  than  the  Pursuers'.  The  Pursuers' 
witnesses  said  it  was  simply  a  more  complicated  form  of  their  mechanism  with 
the  addition  of  an  extra  valve,  and  was  inferior  to  the  simpler  form.  They 
pointed  out  that  when  the  valves  were  open  there  was  a  slight  blow-through  past 
the  piston  valve  to  exhaust.    The  Defenders'  witnesses  said  their  mechanism 

15  was  quite  different  from  that  of  the  Pursuers,  and  had  the  advantage  over  it  that 
if  the  hunting  gear  did  not  bring  back  the  control  valve  to  a  central  position, 
their  valve,  worked  by  a  steam  relay,  would  nevertheless  shut  tight,  while  the 
Pursuers'  cut-off  valve,  mechanically  connected  with  the  control  valve  and  moving 
with  it,  must,  if  the  control  valve  remained  partly  open,  also  remain  propor- 

20  tionately  open,  allowing  leakage.    The  principal  advantage  of  a  separate  cut-off 

valve  is  to  prevent  this  leakage  when  the  controlling  valve  remains  partly  open. 

On  the  3rd  of  March,  Counsel  for  the  Pursuers  were  heard.     They  contended 

that  the  validity   of   the  Pursuers'   Patent  could   not  be    impugned  by  the 

Defenders,  as  they  were  barred  by  their  consent  to  interdict  in  the  former 

25  action  {Thomson  v.  Moore,  6  R.P.C.,  426 ;  Mf)ore  v.  Thomson,  7  R.P.O.,  325). 
Any  plea  which  might  have  been  insisted  on  in  the  previous  action  cannot  be 
brought  forward  in  this  second  action.  In  the  former  action  the  defence  was 
tabled  that  the  Pursuers'  invention  was  limited  to  the  method  disclosed  in  their 
Patent,  and  that  the  Defenders  attained  a  similar  object  by  a  different  method. 

30  That  defence  is,  therefore,  no  longer  open  to  them  (Thomson  v.  Moore,  6  R.P.C., 
at  p.  441 ;  Moore  v.  Thomson,  7  R.P.C.,  at  p.  334).  It  was  part  of  the  defence  in 
the  last  action  that  the  construction  of  the  Pursuers'  claim  limited  it  to  a  claim 
for  *'  counterpart  inclines "  ;  that  defence  can  no  longer  be  taken.  [Lord 
Kyllachy.— Of  course  they  say  this  present  invention  is  a  different  one  from 

35  the  last  invention.]  The  real  question  is  whether  there  has  been  infringement. 
This  depends  on  the  construction  of  the  Pursuers'  Specification  (No.  29,773  of 
1897).  They  state  that  their  invention  relates  to  steering  and  the  like 
engines.  This  excludes  continuous  working  engines.  The  object  of  the 
invention  was    the    prevention    of    leakage    without    affecting  the  ordinary 

40  method  of  steering.  The  inventor  did  three  things  :  he  fitted  a  close  valve 
into  the  casing ;  he  made  it  move  in  unison  with  the  control  valve  ;  and 
he  thus  prevented  leakage  when  the  engine  was  stopped  and  the  control  valve 
in  the  middle  position.  The  Specification  claims  mechanical  equivalents  for  the 
stop-valve  described.    In  the  state  of  knowledge  at  the  date  of  the  Pursuers' 

45  Patent  and  of  the  Defenders'  Patents  (Nos.  7575  and  17,851  of  1900)  it  was 
assumed  by  all  engineers  that  a  loose  control  valve  must  be  used.  The  tight 
control  valve  is  an  afterthought.  The  second  purpose  which  the  Defenders 
allege  is  served  by  their  invention — viz.,  chat  the  leakage  of  steam  is  prevented 
when  the  control  valve  does  not  return  exactly  to  the  middle  position — is  first 

50  hinted  at  in  No.  16,525  of  1902  in  the  narrative,  but  is  not  mentioned  there  as  an 
object  of  the  invention  or  in  the  claim.  The  subject  of  this  invention  is  a  cut-off 
valve  operated  by  a  steam  relay.  This  is  a  mere  mechanical  equivalent  for  our 
cut-off  valve.  The  same  object  is  attained  by  well-known  means  which  would 
occur  to  anyone.    The  Defenders'  other  Patent  (No.  10,894  of  1903)  bears  to  be 

55  an    improvement    on    this    la^t,    and  must  be  construed  along  with  it.    So 
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taken,  the  only   object    disclosed   as    the    special    object    of   the    Patent   is 
the    same     as    that    in    the    Pursuers'    Patent.      The    Defenders    mention 
that   their  device    serves    a    second  purpose,  and    that    it    is    therefore  an 
improvement,  but  they  do  not  disclaim  the  object  of  preventing  leakage  in  the 
neutral  position,  and  they  do  not  claim  that  they  use  a  tight  valve.     Their  5 
invention  is,  if  anything,  a  mere  improvement.    They  achieve  a  second  object 
by  a  modification  of    our    apparatus.      They    have    not    invented    anything 
substantially  different  from  our  invention.      The    only  distinction    is  that 
instead  of  the  control  valve  being  in  direct  mechanical  contact  with  the  stop- 
valve,  it  is  in  indirect  steam  contact.     In  both  cases  the  stop-valve  is  worked  by  10 
steam  pressure.    Our  valve  is  balanced  by  the  equilibrium  of  steam  against 
steam  ;  theirs'  by  steam  against  steam,  aided  by  a  spring.    Their  eccentric  is 
equivalent  to  a  lever.    In  the  last  action  a  lever  was  held  to  be  a  contravention. 
Our  Patent  is  a  pioneer  Patent.    We  get  by  old  methods  a  new  result.    All  our 
means  are  admittedly  old  mechanical  devices,  but  we  combine  them  to  obtain  a  15 
result  never  got  before.    The  Defenders,  by  other  old  methods,  obtain  the  same 
result.     The  idea  or  principle  of  their  machine  is  the  same  as  that  of  oars. 
The  following  cases  may  be  quoted  on  the  subject  of  pioneer  Patents  :  Proctor  v. 
Bennis  (4  R.P.C.  333,  354  ;  L.R.  36  CD.  740)  ;  Boyd  v.  Hor rocks  (9  R.P.C.  77) ; 
Aktieholaget  Sefjarator  v.  Dairy  Outfit  Company  (15  R.P.O.  327) ;  Consolidated  20 
Car  Heating  Gomjyany  v.  Cafne  (20  R.P.O.  745;  L.R.  [1903]  A.C.  516).     If  a 
Patent  merely  reaches  an  old  result  by  a  new  method,  it  is  difficult  to  prove 
that  a  sabsequent  Patent  is  an  infringement,  but  if  the  idea  of  the  Patent  is 
new,  it  is  more  easily  infringed.    Ours  is  such  a  pioneer  Patent    The  essence 
of  our  invention  is  taken  by  the  Defenders,  (Dudgeon  v.  Thomson^  L.R.  3  A.0. 34).  25 
Any  mechanical  equivalent  is  an  infringement.    A  steam  relay  is  no  better  than 
a  mechanical  equivalent  for  our  arrangement  (Automatic  Weighing  Machine 
Company  v.  National  Exhibitions  Association^  Ld,,  9  R.P.C.  41).    As  to  the 
former  Patents  which  were  brought  forward,  they  did  not  prove  any  want  of 
novelty  in  ours.     The  only  one  relating  to  steering  gear  was  that  of  Davis  30 
(7014  of  1895),  but  the  economy  aimed  at  by  it  was  quite  different.    Davis 
aimed  not  at  keeping  out  the  steam  when  the  control  valve  was  in  the  middle 
position,  but  at  regulating,  by  means  of  a  governor,  the  amount  admitted  while 
the  engine  was  working.     Ctimminsky  (Nos.  270,396  of  1883,  and  262,649  of 
1882,  U.S.A.)  had  a  cut-off  valve  somewhat  similar  to  ours,  but  it  was  used  for  35 
an  entirely  different  purpose,  viz.,  to  control  the  supply  of  steam  admitted  at 
each  stroke  to  a  continuous  working  engine.     It  could  not  have  been  applied  to 
our  purpose.     We  admit  that  the  separate  parts  of  our  mechanism  are  old. 
This  is  simply  an  example  of  the  use  of  some  of  them.    As  to  damages,  we  are 
entitled  to  the  profit  we  would  have  made,  not  only  on  the  valves,  but  the  40 
whole  steering  engines  in  the  cases  mentioned  on  record,  for  the  users  would 
have  been  compelled  to  come  to  us  for  the  engines  if  the  Defenders  had  not 
supplied   them  with  valves  similar  to  ours  (United  Horse  Shoe  and  Nail 
Company,  Ld.  v.  Stewart  A  Co.  5   U.P.C.  260 ;    14   R.   266 ;  15  R.H.L.  45  ; 
L.R.  13  A.C.  401).    This  profit  would  have  been  at  least  £600.  45 

On  the  9th  of  March,  Counsel  for  the  Defenders  were  heard.  They  contended  that 
they  did  not  question  the  validity  of  the  Pursuers'  Patent,  and  accepted  their  posi- 
tion as  being  barred  from  that  by  the  past  action  of  interdict.  It  is  pat  against  the 
Defenders  that  they  cannot  dispute  the  construction  of  the  Pursuers'  Specifica- 
tion in  such  a  way  as  would  have  enabled  us  to  succeed  in  the  former  action ;  we  50 
do  not  admit  that.  Moore's  case  does  not  go  that  length.  In  the  prior  proceedings 
nothing  was  decided  as  to  the  construction  of  the  Specification.  It  was  merely 
decided  that  such  and  such  a  machine  was  an  infringement  (Dudgeon  v.  Thomsony 
L.R.  3  A.C.  34).  We  admit  that  a  "pioneer  Patent"  has  a  wider  ambit 
than  another,  but  not  that  the  Pursuers  can  bring  their  Patent  under  this  head.  55 
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We  do  not  challenge  Proctor  v  BenniSy  but  it  must  be  read  along  with  Curtis 
V.  Piatt  (L.R.  3  CD.  136n).  The  matter  is  clearly  put  in  Cunynghame  on 
PatentSy  pp.  299  and  300.  Where  you  have  specific  mechanism  directed  to  an 
end  previously  well  known,  the  doctrine  of  mechanical  equivalents  is  not  appli- 
5  cable  (Oosnell  v.  Bishop,  5  R.P.C.  159).  [Lord  Kyllachy.— What  is  meant  by 
the  object  being  previously  well  known  ?]  It  means  known  and  achieved.  In 
the  present  case  it  would  be  incorrect  to  say  the  object  of  the  Pursuers'  invention 
was  to  prevent  leakage  through  a  slack  valve.  The  real  object  was  to  keep  the 
steam  out  of  the  steam  casing  ;  why  this  was  desired  was  immaterial.    There 

10  might  be  a  number  of  reasons — viz.  (1),  because  the  control  valve  leaked  ;  (2), 
because  enough  steam  had  already  been  admitted  to  do  the  work  of  the  engine  ; 
(3),  because  the  steam,  if  admitted,  impeded  the  action  of  the  control  valve,  ?.(/., 
owing  to  friction  in  slide-valves ;  (4),  because  the  control  valve  might  be  left  par- 
tially open.    When  the  Pursuers'  invention  was  made  it  was  well  known  that  in 

15  these  steering  engines  steam  ought  to  be  kept  out  of  the  casing,  and  also  that  this 
was  to  be  done  by  means  of  a  stop- valve.  AH  that  was  left  to  inventors  was  the 
method  of  actuating  this  stop-valve.  There  were  many  previous  similar 
inventions.  The  first  was  that  of  Jones  (No.  1108  of  1877).  His  object  was  to 
exclude  the  steam  from  the  control- valve  casing  as  soon  as  enough  had  been 

20  admitted  to  do  by  its  expansion  the  work  necessary  for  a  stroke  of  the  engine. 
He  used  a  cut-off  valve  actuated  by  a  cam  with  a  cut-off  edge.  His  Patent  was 
for  his  method  of  actuating  it.  Then  came  Tickle's  Patent  (No.  2155  of  1887). 
His  object  was  similar  to  that  of  Jones,  but  he  used  a  double-beat  valve  like  that 
employed  by  the  Pursuers.     Gumminsktj  followed  with  Patents  262,649  of  1882 

25  and  270,396  of  1883  U.S.A.  His  object  was  to  prevent  friction  in  the  dis- 
tributing valve,  so  he  kept  steam  out  of  its  casing  while  it  performed  its  motion. 
His  cut-off  valve  was  a  doubljB-beat  valve  actuated  by  inclined  planes  on  the 
valve-lifter  and  a  roller  fixed  on  the  valve  itself  and  moving  along  the  planes. 
This  valve-lifter  was  linked  by  a  connecting  rod  to  the  rod  actuating  the 

30  distributing  valve,  so  that  the  distributing  and  cut-off  valves  acted  in  unison. 
This  was  the  state  of  knowledge  when  the  Pursuers'  Patent  was  taken  out.  All 
that  was  left  then  was  to  invent  some  better  method  of  actuating  the  cut-off 
valve,  and  to  time  its  action  differently,  so  that,  instead  of  moving  with  every 
stroke  of  the  engine,  it  should  move  only  when  the  control  valve  was  opened  or 

35  shut.  This  was  what  Brown  did.  [Lord  KYLLACHY.— You  treat  these  prior 
Patents  simply  as  helping  us  to  construe  Brown's  claim.]  Precisely.  Brown 
has  a  reciprocating  rod  moving  his  control-valve,  and  this  actuates  his  double-beat 
stop-valve  by  direct  mechanical  action,  just  as  in  Gumminsky's  Patent,  but  he 
does  with  one  rod  what  Gumminsky  does  with  three.    Gumminsky's  distributing 

40  valve  corresponds  in  its  relation  to  the  cut-off  valve  to  Brown's  control  valve. 
This  difference  is  immaterial.  We  call  attention  to  two  features  of  the  Pursuers' 
invention  :  first,  that  the  opening  of  the  two  valves  is  proportional,  so  that,  if 
the  control-valve  does  not  reach  the  central  position,  the  cut-off  valve  cannot 
completely  close  ;  and,  second,  that  both  valves  may  be  actuated,  though  there 

45  is  no  steam  in  the  pipes.  Our  two  first  Patents  (Nos.  7575  and  17,851  of  1900), 
which  we  admitted  to  be  infringements  of  the  Pursuers',  had  these  same 
features.  The  Patents  at  present  in  question  (Nos.  16-525  of  1902,  and  10,894  of 
1903)  do  not  have  them,  so  that  our  cut-off  valve  closes  completely,  even  though 
the  control-valve  may  not  return  completely  to  the  middle  position,  and  the 

50  operation  of  our  cut-off  valve  depends  entirely  on  the  presence  of  steam  in  the 
pipes.  Our  method  of  actuating  the  cut-off  valve  is  therefore  essentially  different 
in  its  nature  and  operation  from  the  Pursuers.  Our  Patent  is  good,  theirs  not 
being  a  pioneer  Patent.  To  get  a  pioniaer  Patent,  the  inventor  must  strike  out  a 
fresh  path.    Thus  an  undoubted  example  of  a  pioneer  Patent  would  be  Rv^ghes' 

55  microphone.    An  example  of  t^e  snaallest  decree  of  novelty  that  would  constitute 
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a  pioneer  Patent  was  Thomson's  compass  {Thomson  v.  Moore^  uhi  supra).  The 
rule  is  that  the  second  Patentee  must  not  take  the  substance  of  the  first's 
invention  (Dudgeon  v.  Thomson,  uhi  supra).  The  present  case  is  similar  to 
Owynne  v.  Drysdale  (3  R.P.C.  65 ;  13  K.  684)  where  there  was  held  to  have 
been  no  infringement.  If  any  material  part  of  a  combination  is  omitted  (6.^.,  5 
the  inclined  planes)  the  improved  combination  is  good  subject-matter  for  a  new 
Patent.  (See  Consolidated  Gar  Heating  Gompany  v.  Game,  ufn  supra).  Three 
methods  of  infringing  a  Patent  are  recognised,  viz.,  by  taking  the  whole 
invention,  by  taking  the  material  parts  of  it,  and  by  substituting  mechanical 
equivalents.  But  where  the  object  of  the  invention  was  ^miliar  before,  you  10 
are  outside  the  doctrine  of  mechanical  equivalents,  and  the  Patent  can  be 
infringed  only  by  taking  it  with  mere  superficial  changes  or  by  colourable 
imitation.  The  principle  of  Foxwell  v.  Bostock  (10  L.T.  N.S.  144,  4  De  G.J.  &  S. 
298)  has  been  so  whittled  away  that  little  is  left.  What  is  protected  is  what  is 
described  in  the  Specification  {Dudgeon  v.  Thomson,  uhi  supra).  The  vital  15 
part  of  our  machine,  the  method  of  actuating  the  cut-off  valve,  is  quite  different 
from  that  described  in  the  Specification  of  the  Pursuers.  It  also  serves  an 
improved  and  additional  purpose — ^that  of  cutting  the  steam  off  even  when  the 
control-valve  is  not  quite  in  the  middle  position. 

As  to  damages,  they  ought,  if  given,  to  be  confined  to  the  profit  the  Pursuers  20 
would  have  made  on  the  valves  supplied  by  us  if  they  had  had  the  supplying 
of  them.    We  did  not  get  the  orders  for  the  steering  engines  because  we  supplied 
these  valves.     United  Horse  Shoe  and  Nail  Go,,  Ld.  v.  Stewart  A  Co.  (uhi  supra) 
is  distinguishable.    There  the  part  produced  by  the  patented  mechanism  was 
not  separable  from  the  rest  of  the  manufacture,  while  here  the  cut-off  valve  is  25 
separable  from  the  steering  engine,  and  might  be  fitted  on  to  any  such  engine. 
There  also  infringement  was  admitted  though  under  a  misapprehension.    Here 
no  such  admission  is  made.     Damages  for  infringement  of  a  small  part  of  a 
complicated  machine  are  not  to  be  assessed  as  if  the  whole  machine  had  been 
taken,  Mowry  v.  Whitney,  14  Wallace  (U.S.)  Reports,  620.    See  also  the  cases  30 
quoted  in  United  Horse  Shoe  and  Nail  Go.  (14  R.  272  note). 

On  the  25th  of  March  1904  Lord  Kyllachy  pronounced  an  interlocutor  granting 
interdict  as  concluded  for,  and  finding  the  Defenders  liable  in  £300  damages. 
The  following  is  his  Lordship's  opinion  : — 

Lord  Kyllachy. — The  Pursuers  in  this  case  are  proprietors  of  a  Patent  dated  35 
in  1897  which  relates  to  improvements  in  connection  with  the  valves  of  steering 
and  like  engines ;  and  speaking  generally  the  improvement  which  the  patentee 
claims  may  be  said  to  consist  in  a  certain  contrivance  for  stopping  or  reducing 
to  a  minimum  the  waste  of  steam,  formerly  found  inevitable,  during  the  periods 
(constantly  recurring  and  often  prolonged)  when  the  steering  engine  is  at  rest,  40 
but  when  nevertheless  there  exists  a  constant  pressure  of  steam  upon,  and 
consequently  leakage  through,  the  controlling  valve  of  the  engine. 

There  is  no  dispute  as  to  the  merit  and  novelty  of  the  invention.  The 
question  is  simply  as  to  an  alleged  infringement  by  the  Defenders,  who  are  said 
to  make,  sell,  or  use  certain  similar  apparatus,  having  the  same  object,  for  which  45 
they  hold  certain  Patents  of  subsequent  date.  As  not  unfrequently  happens, 
the  controversy  comes  really  to  turn  on  the  construction  of  the  Specification  filed 
with  reference  to  the  Pursuers'  Patent,  dated  as  I  have  said  in  the  year  1897. 

The  Pursuers  contend  that  on  the  just  construction  of  that  Specification,  read 
as  it  falls  to  be  read  with  reference  to  the  state  of  prior  knowledge,  the  essence  50 
and  substance  of  the  invention  consisted  in  the  introduction  for  the  first  time 
into  steering  engines  of  what  I  may  call  a  separate  stop-valve,  formed  in  the 
steam  casing  through  which  the  steam  enters  the  controlling  valve  ;  this  stop 
valve  being  arranged  to  move  in  unison  with  the  controlling  valve,  by  means  of 
suitable  mechanism,  one  form  of  which  the  patentee  fully  describes.  55 


VoL  XXL,  No.  20.]      AND  TRADE  MARE  OASES.  461 

Andrew  Belts  Brown  and 

Broum  Brothers  A  Co.,  Ld.  v.  John  Hastie  &  Co.,  Ld. 

Same  v.  Same. 

The  Defenders  on  the  other  hand  say  that  the  Pursuers'  Specification  properly 
construed  is  only  for  the  particular  method  described  of  actuating  the  stop- 
valve,  viz.,  the  motion  of  opposite  inclines  fitted  on  the  stop- valve  acted 
upon  by  counterpart  inclines  fitted  on  the  controlling  valve.  On  that  assumption 
5  they  say,  and  I  think  truly,  that  their  (the  Defenders')  apparatus— the  alleged 
infringing  apparatus — ^actuates  the  stop- valve  in  a  different  way,  viz.  indirectly 
by  variations  of  steam  pressure,  instead  of  directly,  by  the  direct  mechanical  contact 
of  counter  inclines.  And  that  being  so,  they  contend  that  there  is  no  room  in 
this  case  for  what  is  called  the  doctrine  of  mechanical  equivalents, — a  doctrine 

10  which  applies  only  where,  the  essence  of  an  invention  being  taken,  some  part  of 
the  described  mechanism,  essential  to  its  working  but  not  an  essential  part  of 
the  invention,  has  had  substituted  for  it  by  the  alleged  infringer  some  known 
different  but  equivalent  mechanism  to  produce  the  same  result. 

It  is,  I  think,  clear  that  the  question  thus  sharply  raised  cannot  be  solved 

15  upon  the  mere  language  of  the  Specification  or  of  the  Specification  and  claim. 
It  has  to  be  first  ascertained  what,  having  regard  to  the  state  of  prior  knowledge, 
was  the  field  open  to  the  inventor,  and  how  far  what  I  may  call  his  total 
apparatus  was  at  its  date  new, — new  particularly  in  the  sense  of  achieving  a  new 
and  important  result.     In  other  words,  it  is  necessary  to  know  whether  his 

20  invention  was  what  has  been  called  a  "  pioneer  "  or  "  master  "  invention,  or  was 
only  in  truth  a  new  and  improved  mode  of  achieving  an  already  achieved  result. 
It  is  obvious  and  has  been  repeatedly  decided  (Consolidated  Heating  Co.  v, 
Carney  L.R.,  Appeal  Cases,  1903,  p.  516)  that  in  determining  what  is  essential 
and  what  is  not,  that  is  always  a  most  important  and  generally  a  crucial 

25  consideration. 

It  appears  to  me  to  be  the  just  result  of  the  evidence  that  the  Pursuers' 
invention  was  undoubtedly  of  the  former  class,  and  not  of  the  latter.  Steering 
engines  were  of  course  well  known  in  1897,  and  in  such  engines  there  was  of 
course,  besides  the  usual  distributing  valves  near  the  cylinder,  what  was  known 

30  as  a  controlling  valve — a  valve  which,  being  operated  by  the  usual  hand-wheel, 
determines  the  passage  of  the  steam  in  different  directions,  according  as  it  is 
desired  to  move  the  helm  to  port  or  to  starboard  ;  and  which,  as  each  motion  is 
completed,  comes  back  to  its  neutral  position,  and  thus,  at  least  theoretically, 
shuts  off  steam  for  the  time.    The  difficulty,  however,  was  that  this  controlling 

35  valve  was  necessarily  loose.  It  bad  to  be  sensitive,  and  to  work  easily,  and  it 
could  not  therefore  be  tight.  Hence  leakage  and  consequent  waste  of  steam 
was  inevitable,  and  in  large  vessels  was  serious  ;  and  at  the  date  of  the  Pursuers' 
Patent  no  method  had  been  devised,  or  even  proposed,  for  curing  this  leakage — 
this  waste  of  steam  when  the  engine  was  not  at  work.     In  particular,  it  had  not 

40  occurred  to  anybody  that  the  problem  might  be  solved  by  the  introduction  of  a 
separate  valve — a  separate  stop-valve — working  automatically  in  connection  with 
the  controlling  valve,  and  which,  while  leaving  the  latter  valve  loose,  was  in 
itself  absolutely  tight.  Of  course  stop-valves  and  cut-off  valves  were  old  and 
well-known  contrivances.    So,  also,  as  applied  to  ordinary  engines  (continuously 

45  working  engines  like  locomotives)  were  cut-off  valves  working  automatically. 
They  were  used  for  promoting  economy  of  steam,  or  more  effective  expansion 
of  steam,  when  the  engines  were  working.  But  it  had  not  occurred  to  anybody 
to  use  either  a  stop-valve  or  cut-off  valve  in  connection,  not  with  the  ordinary 
distributing  valves  common  to  all  engines,  but  with  the  controlling  valve  peculiar 

50  to  steering  engines  ;  or  to  use  such  valve  for  the  purpose,  not  of  economising 
steam  when  the  engine  was  working,  but  of  preventing  the  waste  of  steam 
when  it  was  not  working.  It  was  left  for  Brown  to  make  for  the  first  time 
this  new  and  useful  application  of  the  automatic  stop- valve,  and  by  doing  so 
to  achieve  a  result  which  was  much    desiderated    and    has    been    a   great 

55  commercial  success. 

2  O 
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Plainly  therefore  it  mast,  I  think,  be  taken  that  the  Pursuers*  invention  was 
in  the  most  real  sense  what  is  called  a  '^  pioneer  '*  invention.  It  was  not  of  the 
kind  in  question  in  such  cases  as  Curtis  v.  Piatt  (L.R.  3  Ch.  Div.,  135),  or 
Dudgeon  v.  Thomson  (L.R.3  App.  Cases,  34).  It  belonged,  on  the  contrary,- to 
the  class  of  patented  inventions  which  were  the  subject  of  such  cases  as  Proctor  5 
V.  Bmnis  (.L.R.  36  Ch.  Div.,  740),  Thomson  v.  Moore  (6  R.P.C.,  426 ;  7  R.P.C.,  325); 
and  Aktiebolaget  Separator  Go.  v.  Dairy  Outfit  Co.  (15  R.P.C.,  327). 

Having  this  in  view,  the  question  at  issue  is  really  this — whether  it  can  be 
held,  on  the  fair  reading  of  the  Pursuers*  Specification,  that,  having  in  fact 
made  this  new  and  valuable  invention,  he  (the  Patentee)  has  yet,  for  some  10 
reason,  claimed  only  or,  what  comes  to  the  same  thing,  put  forward  as  the 
essential  or  one  essential  part  of  his  protected  invention,  the  particular  mode 
which  he  describes  of  actuating  his  stop- valve  by  the  action  of  counter  inclines. 
Of  course,  such  a  thing  is  possible.  The  Patentee  may  have  failed  to  recognise 
the  true  nature  of  his  discovery,  or  he  may  have  so  expressed  his  Specification  15 
as  to  make  the  suggested  reading  inevitable.  But  the  qnestion  is  whether  that 
is  so,  or  whether,  reading  the  Specification  fairly,  in  the  light  of  the  state  of 
knowledge  at  the  time,  it  is  not  sufficiently  manifest  that  the  invention  described 
and  claimed  is  just  the  invention  which  the  Patentee  made. 

Now,  as  to  this,  all  I  can  say  is  that  I  see  no  sufficient  ground  for  reading  the  20 
Specification  in  the  narrow  sense  for  which  the  Defenders  contend.    It  niay  be 
true  that  it  would  have  been  better,  as  it  certainly  would  have  been  quite  easy, 
for  the  framer  of  the  Specification  to  state  expressly  that  while  fully  describing, 
as  he  required  to  do,  an  effective  method  of  actuating  the  stop-valve,  he  did  not 
confine  himself  to  that  method,  but  only  to  that  or  some  equivalent  method.  25 
But  that  is,  I  am  afraid,  an  observation  which  might  be  made  in  most  patent 
cases  which  come  before  the  Courts.    It  is  the  leaving  of  things  to  implication 
which  as  a  rule  makes  construction  necessary  ;  and   applying  here  what  I 
conceive  to  be  the  proper  principles  of  construction,  I  have  on  tJ^e  whole  come 
to  the  conclusion  that  the  Pursaers*  construction  of  the  Specification  is  the  30 
correct  one.    I  consider  that  the  essential  feature — ^the  essence  and  substance — 
of  the  patented  invention  consists  simply  in  the  application  to  steering  and  the 
like  cDgines,  for  the  purpose  of  preventing  leakage  of  steam  while  the  engine  is 
not  working,  of  a  separate  stop-valve  working  in  unison  with  the  controlling 
valve.    And  as  it  is  not  disputed,  or  at  least  is  clear,  that  the  Defenders*  35 
apparatus  embraces  those  elements  and  employs  them  for  the  same  purpose  and 
with  the  same  result,  I  am  of  opinion  that  the  Pursuers  are  entitled  to  judgment. 
With  regard  to  damages,  that  is  of  course  a  jury  question.    The  actual  profit 
made  by  the  Defenders  and  presumably  lost  to  the  Pursuers  upon  the  manu- 
facture and  sale  of  the  ten  valves  specified  seems  to  have  been  about  £100.  40 
Something,  however,  must  be  added  in  respect  of  profit  presumably  lost  to  the 
Pursuers  by  the  Defenders  obtaining  the  orders  for  the  steering- engines  fitted 
with  the  Pursuers'  valves,  which  orders,  it  is  said,  would,  but  for  the  Defenders' 
competition,  have  come  to  the  Pursuers.    It  seems  to  be  decided  that  this  is  a 
.legitimate  element  to  be  considered,  and  the  Pursuers'  claim  in  respect  of  it  an   45 
additional  sum  of  £600.    I  think,  however,  this  excessive,  inasmuch  as  it 
assumes  as  a  certainty  what  was  hardly  of  that  character.    I  think  I  shall  do 
justice  by  fixing  the  total  damage  at  £300. 
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In  the  High  Court  op  Justiob. 

QuBBN's  Bench  Division.— Birmingham  District  Registry. 

At  the  Warwickshire  Winter  Assizes  at  Birmingham. 

Before  Mr.  Justice  Wills  and  a  Special  Jury. 

A  March  29th,  1904. 

Ingram  and  Kemp,  Ld.  v.  Edwards  Brothers. 

Design. — Action  for  infringement  of  two  Designs. — Marking  before  sale. — 
Anticipation. — Infringement  of  one  Design  found. —  Verdict  for  Plaintiffs  with 
£6  damages. — Costs. — Patents^  Ac.  Act,  1883,  section  51. 

10  On  the  4th  of  March  1901,  Ingram  and  Kemp,  Ld.  registered  in  Class  1  a 
Design  to  be  used  for  and  in  connection  with  the  manufacture  of  gas  brackets 
and  pendants  under  No.  371,068,  and  on  the  6th  of  May  1902  they  registered  in 
the  eame  class  another  Design  for  the  same  parpose  under  No.  390,685. 

On  the  1st  of  December  1903,  Ingram  and  Kemp,  Ld.  commenced  an  action 

15  against  Edwards  Brothers  for  infringement  of  these  two  Design's.  The  State- 
ment of  Claim  after  setting  out  in  the  1st  paragraph  the  above-mentioned 
registrations  continued  as  follows  : — "  (2)  The  Defendants  have  since  the  dates 
*'*'  of  the  said  respective  registrations  wrongfully  applied  and  caused  to  be 
'*  applied  for  the  purposes  of  sale  the  said  Designs  or  fraudulent  or  obvious 

20  "  imitations  thereof  to  goods  of  the  class  in  which  the  said  Designs  were 
'*  registered ;  (3)  The  Defendants  have  since  the  said  respective  dates  wrong- 
**  fully  exposed  for  sale,  and  have  sold  articles  of  manufacture  to  which  the  said 
"  Designs,  or  fraadulent  or  obvious  imitations  thereof,  have  been  applied,  the 
**  Defendants  at  the  time  knowing  that  the  consent  of  the  Plaintiffs  had  not 

25  "  been  given  to  sach  application  of  the  Designs  ;  (4)  The  Defendante  have  in 
^  their  possession  or  power  articles  of  manufacture  within  the  said  class  to 
**  which  the  said  Designs  or  fraudulent  or  obvious  imitations  thereof  have  been 
"  applied ;  (5)  The  Plaintiffs  are  unable  to  give  full  particulars  under  the 
'*  aforesaid  paragraph  until  they  have  had  Discovery  from  the  Defendants  but 

30  ^  the  Plaintiffs  in  particular  and  by  way  of  illustration  say  that  on  the  2/th  of 
"  October  1903  the  Defendants  exposed  for  sale  and  sold  to  Mr.  Hunt  of  115  and 
•*  117  Cannon  Street,  London,  brackets  and  pendants  to  which  they  had 
'^  respectively  applied  and  caused  to  be  applied  the  said  Designs  or  fraudulent 
*♦  or  obvious  imitations  thereof.     The  Plaintiffs  claim  : — (1)  £500  damages ; 

35:  ^  (2)^w  injunction  restraining  the  Defendants  their  servants  and  agents  from 
**  any  fBrtber  infringement  of  the  said  Designs  or  either  of  thetn  ;  (3)  delivery 
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^^  np  to  the  PlaintiffB  of  all  articlefl  in  the  possession  of  the  Defendants  made 
**  in  infringement  of  the  said  Designs  or  either  of  them,  and  of  the  patterns 
^  from  which  the  same  have  been  made  ;  (4)  all  necessary  accoants  and 
^  inquiries  as  to  damages  ;  (5)  further  or  other  relief  ;  (6)  Costs.'* 

The  Statement  of  Defence  was  as  follows  : — ''  (1)  The  Defendants  deny  all  the 
^^  allegations  of  fact  contained  in  paragraphs  2,  3  and  4  of  the  Statement  of 


^^  Claim  as  fully  as  if  each  allegation  were  set  out  and  specifically  denied ; 
**  (2)  The  Plaintiffs  are  not  and  never  have  been  Proprietors  of  the  said  Designs 
'*  or  of  either  of  them,  and  were  not  entitled  to  register  the  said  Designs  or 
^  either  of  them  in  the  class  in  which  they  have  purported  to  register  the  same  ; 
*'  (3)  The  Designs  were  not,  nor  was  either  of  them  new  or  original  at  the  date 


10 


N?2. 


**  of  the  registration  ;  (4)  Each  Design  had  been  published  previous  to  the  date 
"  of  registration,  and  on  and  previous  to  such  last-mentioned  date  each  Design 
"  was  commonly  known,  and  was  used  and  applied  to  articles  similar  to  those 
*'  to  which  the  Plaintiffs'  Designs  were  applied  ;   (5)  The  Designs  registered,  1) 
"were  not,  nor  was  either  of  them  proper  subject-matter  for  registration; 


Vol.  XXI.,  No.  20.]      AND  TRADE  MARK  OASES. 


465 


Ingram  and  Kemp^  Ld.  v.  Edtvards  Brothers. 


**  (6)  The  Plaintiffs,  if  they  ever  had  any  Copyright  in  the  said  Designs  or  in 
"  either  of  them  (which  is  not  admitted)  have  lost  the  same  by  reason  of  the 
'*  sale  of  articles  to  some  of  which  one  Design  had  been  applied,  and  to  some 
**  of  which  the  other  Design  had  been  applied,  and  without  having  the  said 


5  "  articles  marked  as  prescribed  by  the  Patents  Designs  &  Tradj  Marks  Act, 
"  1883,  Sec.  51  ;  (7)  The  Defendants  have  not  infringed  the  Plaintiffs'  Copy- 
**  rights  in  the  said  Designs  or  in  either  of  them." 

In  pursuance  of  an  Order  of    the   16th  of  February  1901,  the  following 
Particulars   were   delivered    by    the    Defendantfl  : — '*  The    alleged    registered 


W?2«' 


10  **  Designs  or  the  characteristic  features  of  the  same  were  published  before  the 
**  dates  of  registration  as  follows  : — As  to  the  registered  Design,  No.  390,685 — (1) 
**  The  shape  of  the  pendant  arm  or  the  characteristic  features  of  same,  were 
"  published  :  (a)  An  electrolier  made  by  the  Defendants  and  sold  by  them  to 
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"  the  Bolton  Corporation  Gas  and  Electric  Department^  October  12th  1900 ; 
'^  (b)  a  two-light  gas  pendant,  made  by  the  Defendants  and  sold  by  them 
**  to  John  Findlay  and  Co,,  Greenock,  ironmongers,  etc.,  April  1902 ;  {c)  a 
"  single  light  gas  pendant  made  by  Defendants  and  sold  by  them  to  Messrs. 
**  Sinclair  and  Ewing^  ironmongers,  etc.,  of  Dundee,  on  April  12th  1900 ;  5 
"  (d)  a  two-light  gas  pendant  made  by  Defendants  and  sold  by  them  to 
•*  Brixton  Bon  Marche,  London,  March  2l8t  1901 ;  {e)  a  two-light  kitchen 
"  pendant  manufactured  and  sold  by  Defendants  to  W,  E.  Sadler^  Salford, 
"  near  Manchester,  5th  June  1901 ;  (/)  Plaintiffs  Design,  No.  846,  a  two-light 
**  gas  pendant  exhibited  at  page  23  of  the  Plaintiffs*  catalogue  of  special  gas  10 
"  fittings  for  incandescent  burners.  (2)  The  ornament  or  the  general  features 
**  of  same,  were  published  by :  (a)  A  two-light  gas  pendant  made  by 
"  Defendants,  and  sold  to  Findlay  and  Co.,  September  12th  J  900 ;  {b)  a  two- 
**  light  gas  pendant  made  by  Defendants  and  sold  to  Jones  Bros.y  HoUoway, 
"  London,  house  furnishers,  December  15th  1899  ;  (c)  a  two-light  gas  pendant  15 
"  made  by  Defendants,  and  sold  to  Brixton  Bon  Marchiy  London,  March  21st 
"  1901.  As  to  the  registered  Design,  No.  371,068— (3)  The  shape  of  arm  or  the 
"  essential  feature  of  same,  was  published  by  gas  brackets  made  by  Defendants 
"  and  sold  by  them  as  follows  :  (a)  Boltoji  Corporatum  Oas  Department^ 
"  December  12th  1900  ;  (6)  Harriot  Bros.,  Nottingham,  ironmongers,  etc.,  20 
**  16th  November  1900 ;  (c)  James  Milne  and  Co.,  Ltd.^  Glasgow,  gas  fittings 
"  manufacturers,  12th  December  1900 ;  (d)  W.  H.  Bowley,  11,  Hatton  Garden, 
"  London,  February  22nd  1901.  The  ornament  or  the  general  feature  of  same, 
"  was  published  in  the  catalogue  of  the  English  Petroleum  Lamp  Co.^  of 
"  Birmingham,  several  years  before  the  date  of  Plaintiffs'  registration.  25 
*'  (4)  As  to  articles  not  marked  as  prescribed  by  the  Act.  A  pendant  and  a 
"  bracket  made  to  Plaintiffs'  alleged  registered  Designs,  were  purchased  from 
"  them  on  or  about  January  20th  1904,  by  Archibald  Hamilton^  Glassford 
"  Street,  Glasgow,  shop  fitting  manufacturer.*' 

In  the  drawings  on  pp.  464  <fc  46o  hereof,  Nos.  1  and  2  represent  the  Plaintiff'  30 
articles,  and  Nos.  1*  and  2*  represent  the  Defendants  alleged  infringements. 

The  action  was  tried  before  Mr.  Justice  WILLS  and   a  special  jury  at  the 
Warwickshire  Winter  Assizes  at  Birmingham,  on  March  29th  1904.      Letvis 
Edmunds,  K.C.,  and  McCardie  (instructed  by  Finsent  &  Co.)  appeared  for  the 
Plaintiffs  ;  Hugo  Young,  K.C.,  Vachell  and  O.  Milward  (instructed  by  Howard  35 
Lloj/dy  Junr.,  appeared  for  the  Defendants. 

At  the  trial  the  objection  to  the  marking  of  the  Pendant  was  not  Insisted 
upon,  but  it  was  contended,  as  regards  the  Bracket,  that  as  it  was  only 
marked  on  the  cup  (which  is  designated  by  a  on  drawing  No.  1),  and 
as  the  cup  screwed  on  and  off  and  was  not  a  novel  part  of  the  design,  40 
the  provisions  of  section  51  of  the  Patents,  &c.  Act,  1883,  had  not  been  complied 
with. 

CliJ^ord  William  Kemp^  chairman  of  the  Plaintiff  Company,  was  called  as  a 
witness,  and  explained  the  points  of  resemblance  between  the  Designs  of  the 
Plaintiffs  and  the  alleged  infringements  by  the  Defendants.  45 

R.  Skerrett,  Patent  agent,  deposed  that  he  had  inspected  the  alleged  anticipa- 
tions and  did  not  find  any  which  anticipated  the  Plaintiffs'  Designs. 

Bmttie,  the  designer  of  the  Plaintiffs'  bracket,  was  callefl,  and  deposed  that 
he  saw  no  relation  between  it  and  those  produced  as  anticipations. 

Edwards,  one  of  the  Defendants,  was  called,  and  denied  the  similarity  between  50 
his  firm's  Designs  and  the  registered  Designs  of  the  Plaintiff. 

Wills,  J.,  in  summing-up.— Gentlemen  of  the  Jury.— I  am  almost  surprised 
that  there  should  have  been  any  heat  thrown  into  this  case.  The  gentlemen  on 
both  sides  seem  to  me  to  be  so  eminently  respectable  and  so  perfectly  candid 
that  I  regret  that  there  should  have  been  any  heat  in  the  matter.  As  far  as  I  55 
am  concerned,  they  both  of  them,  in  my  mind,  leave  the  Court  entitled  to 
perfect  respect. 
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The  Plaintiffs  complain  that  their  two  registered  Designs  for  the  bracket  and 
pendant  have  been  infringed.  Whether  they  have  or  not  is  for  you,  and  you 
must  judge  by  looking  at  them.  You  know  that  in  questions  of  this  kind  there 
are  two  opposite  considerations  which  must  be  borne  in  mind.  One  is  that  it 
5  never  was  intended  that  the  registration  of  designs  and  the  protection  given  to 
designers  should  cripple  everybody  else  in  the  legitimate  exercise  of  their 
business,  and  it  is  not  because  a  particular  sweep  happens  or  happens  not  to  be 
present  in  the  two  articles  that  necessarily  the  one  is  an  infringement  of  the 
other.    The   other  thing  which  one  must  always  look  to  is  that  the  Act  of 

10  Parliament  did  intend  that  real  original  work  should  be  protected. 

If  I  may  put  what  occurs  to  me  in  the  compass  almost  of  a  sentence — and  I 
really  shall  say  very  little  more — I  would  say  that  it  is  entirely  for  you  to  say 
whether  you  agree  with  it.  Do  not  take  any  view  of  the  facts  from  me.  You 
are  the  judges  of  the  facts.    My  duty  is  to  lay  down  the  law  where  law  comes 

If)  into  play,  and  to  offer  what  reasonable  help  I  can  to  the  jury  in  considering  the 
facts,  but  it  is  your  judgment,  and  not  mine,  on  a  question  of  fact,  and  I  only 
say  what  occurs  to  me  because  it  may  be  something  for  you  to  cut  and  carve  at 
and  see  whether  you  like  it  or  not.  I  should  have  said  myself  in  a  sentence 
that  the  anticipations  seem  to  me  to  be  sufficiently  different  to  come  to  nothing. 

20  They  do  not  appeal  to  my  eye  as  being  the  same  at  all.  On  the  other  hand,  with 
regard  to  the  infringement,  it  occurs  to  my  mind  that  the  bracket  is  not  an 
infringement.  That  is  entirely  for  you.  It  looks  to  me  substantially  a  different 
thing,  and  I  will  tell  you  exactly  why  ;  but  you  are  not  to  take  it  from  me — you 
are  to  judge  for  yourselves.     I  think  that  spur,  that  thing  like  the  beak  or  ram 

25  of  an  ironclad  is  so  very  different  in  its  general  effect  from  the  other.  Some- 
thing like  the  shape  of  the  outside  of  a  harp  is  common  to  both  of  them.  But 
when  >ou  come  to  that  spur  it  is  very  much  uglier  to  my  mind — I  like  the 
Plaintiffs'  design  much  better — but  the  Defendants'  seems  to  me  to  be  sufficiently 
ugly  to  constitute  a  very  substantial  difference,  and  also  as  to  the  nozzle,  the 

30  thing  at  the  end,  the  two  do  not  seem  to  me  to  have  the  same  characteristics. 
That  is  how  it  occurs  to  me.  On  the  other  band,  with  regard  to  the  pendant,  I 
must  say  I  never  had  in  my  own  mind  any  doubt  about  its  being  an 
infringement.  I  entirely  accept  what  the  Defendant  says,  and  I  hope  he  will 
not  go  away  with  the  notion  that  I  have  disbelieved  anything  that  he  said.    It 

35  very  often  does  happen  where  you  have  people  always  trying  to  make  pretty 
things,  and  to  make  useful  things,  especially  in  regard  to  a  matter  as  to  which 
there  are  an  abundant  namber  of  designs  which  everybody  more  or  less  would 
know  are  original  by  their  combination  and  by  the  general  look  of  the  thing — 
it    very  often  will  happen  that  a  man  stumbles  on   the  same  thing  as  his 

40  neighbour  has  stumbled  upon  already.  If  his  neighbour  has  happened  to  get 
the  protection  of  registration  before  he  has  done  so,  then,  however  unwittingly 
he  does  it,  he  infringes,  and  he  is  giving  a  cause  of  action.  That  is  how  it 
strikes  my  mind,  but  it  is  entirely  for  you.  I  shall  not  say  more  because  it  is  a 
matter  of  the  eye  after  all,  and  I  cannot  discuss  it  any  more  than  the  designers 

45  have  done,  the  skilled  gentlemen  whose  evidence  appears  to  me  to  leave  it 
exactly  where  it  was  before,  and  not  to  help  us  a  bit. 

Then,  if  you  find  for  the  Plaintiffs,  what  are  the  damages  up  to  the  present 
time?  There  will  be  an  injunction,  and  the  Defendants  will  be  put  under  terms 
not  to  do  this  again.     I  do  not  believe  there  is  any  necessity  for  it.    But  still,  the 

50  Plaintiffs  would  be  entitled  to  an  injunction  to  prevent  the  thing  being  done  in 
the  future.  As  to  the  past,  I  see  no  reason  to  suppose  that  Defendants  are  not 
telling  us  the  perfect  truth  when  they  say  they  have  sold  some  18  pendants  at 
the  outside.  Well,  now,  the  pendants  are  sold  for  35s.  a  piece.  That  makes  up 
15  guineas.    I  suppose  that  the  profit  on  these  things  is  probably  from  25  to  35 

55  per  cent. — say  33  per  cent.,  because  that  is  one  third.  On  that  sale  the  Plaintiffs 
are  entitled  to  the  profit  which  the  Defendants  have  made,  which  would 
be  5  guineas.    Then,  with  regard  to  the  brackets,  if  you  take  the  same  view  that 
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I  have  ventured  to  express,  there  would  be  no  damages  for  them  at  all ;  but  if 
you  take  the  contrary  view  (and  if  you  do  you  are  bound  to  act  upon  it),  why, 
then,  the  sales  are  eight  dozen — we  will  call  it  100  for  the  sake  of  easier 
calculation — and  that  brings  out  a  sum  of  £47  10s.  Taking-  the  same  view  of 
the  measure  of  profit  upon  that,  you  get  about  15  guineas.  So  that  it  would  be  5 
about  15  guineas  in  respect  of  the  one,  the  brackets,  and  about  5  guineas  ir 
respect  of  the  other,  or  any  larger  or  smaller  sum  which  you,  in  your  judgment 
and  with  your  knowledge  of  the  trade,  would  say  would  be  a  fairer  thing  than 
what  I  have  suggested.  You  are  urged  to  give  something  more.  I  cannot  quite 
see  that.  The  sale  of  this  very  small  number  of  these  things  is  not  likely  to  10 
have  damaged  the  Plaintiffs  in  any  other  way.  Nor,  as  far  as  I  know,  has  it 
ever  been  held  that,  because  the  imitating  article  is  an  inferior  looking  article, 
and  therefore  if  it  is  supposed  to  be  the  original  one  it  would  damage  it  in  that 
way — I  never  heard  of  there  being  damages  for  a  sort  of  libel  on  the  respectability 
and  honour  of  the  original  design.  If  you  think  that  what  I  have  suggested,  15 
5  guineas  and  15  guineas,  or  either  or  both  of  them,  ought  to  be  increased  by 
what  I  may  call  general  damages,  then  you  will  increase  them.  It  is  not  a  case 
in  which,  as  far  as  I  can  see,  there  is  anything  like  evil  conduct  which  would 
make  one  incline  to  swell  the  damages  beyond  what  is  quite  reasonable. 

Gentlemen,  I  have  written  down  four  questions  on  paper.  The  objection  20 
was  taken  that  with  respect  to  the  bracket  it  is  not  stamped  with  a  notice 
of  the  registration,  which  it  ought  to  be  in  order  to  entitle  the  owner  of  the 
design  to  the  protection  of  the  copyright.  The  only  question  I  leave  to  you 
there  is,  would  the  bracket  be  a  complete  article  without  the  cup  ?  Because 
the  Act  of  Parliament  says  that  before  the  sale  of  any  article  to  which  a  25 
registered  design  has  been  applied,  the  proprietor  shall  cause  each  sach  article 
to  be  marked  with  the  mark.  It  seems  to  me  that  the  article  sold  is  the 
bracket  and  I  do  not  think  the  bracket  would  be  complete  without  the  cup. 
It  appears  that  it  is  never  sold  without  it.  If  you  think  so  you  will  say 
**  No  "  to  that  question  "  Would  the  bracket  be  a  complete  article  without  the  30 
"  cup  ? "  That  will  dispose  of  the  objection  that  has  been  taken  that  the 
registration  is  invalid.  Objections  are  always  made,  and  one  always  has  to  deal 
with  them  ;  but  I  do  not  think  you  will  have  any  difficulty  in  dealing  with 
that.  I  have  written  the  four  questions  for  yon.  I  do  not  suppose  you  will 
have  much  difficulty  in  answering  them.  35 

The  following  were  the  questions  with  the  answers  of  the  jury  thereto  : — 

(1)  "  Have  the  Defendants  infringed  Plaintiffs  design  for  the  Bracket  ?  " 
"  No."  (2)  "  For  the  Pendant  ? "  "  Yes."  (3)  "  Has  there  been  an  anticipation 
"of  either?"  "No."  (4)  "Would  the  bracket  be  a  complete  article  without 
"the  cup?"  "No."  40 

The  jury  gave  a  verdict  for  the  Plaintiffs  with  £5  damages. 

Hurgo  young,  K.C. — The  Defendants  succeed  as  to  one  of  the  articles. 
The  Plaintiffs  succeed  as  to  the  other.  Your  Lordsbjp  will  give  each  party  the 
costs  of  the  issue  on  which  they  have  succeeded  ? 

Wills,  /. — There  will  be  judgment  for  the  Plaintiffs  with  costs,  and  of  45 
course  the  Defendants  will  have  the  costs  of  all  issues  on  which  they  have 
succeeded. 

After  some  further  discussion,  Lewis  Edmonds,  K.C— I  propose  to  endorse  my 
brief,  "  Judgment  for  the  Plaintiffs,  with  costs ;  Defendants  to  have  costs  of  all 
"  issues  on  which  they  have  succeeded,  but  all  costs  of  issues  on  anticipations  of  50 
"  both  Designs  to  be  the  Plaintiffs.  Injunction  as  asked  in  respect  of  the  Pendant 
"  Design,  Delivery-up  of  infringing  Pendants  in  stock,  and  destruction  in 
"  presence  of  Plaintiffs'  solicitors  or  representatives  of  patterns  from  which 
"  Pendants  are  made.  Damages  £5.  Certificate  for  special  jury."  1  think  that 
covers  what  your  Lordship  intends.  55 

Wills,  J.— Yes. 
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Bfiforp  Mr.  Justice  Buckley. 
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7Wo;r  Lords  Justices  Vauohan  Williams,  Romer,  and  Cozens-Hardy. 
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Badische  Anilin  und  Soda  Fabrik  v.  W.  G.  Thompson  &  Co.,  Ld., 

AND  Others. 


Patent, — Action  for    Infringement.^Interlocutory  Injunction. — Motion  to 
commit  for  breach  of  injunction  refused. — Fresh  Motion  to  commit  for  same 
10  alleged  breach. — Motion  dismissed  tvith  costs, — Leai^e  to  appeal  refused  by  Judge 
and  Court  of  Appeal. 

On  the  7th  day  of  April  1902,  the  Badisclie  Anilin  und  Soda  Fabrik  commenced 
an  action  for  infringement  of  Letters  Patent,  No.  14,723  of  1891  and  No.  9,633* 
of  1892,  both  granted  to  James   Yate  Johnson^  and  on  the  25th  April  1902, 

15  moved  before  Buckley^  J.,  for  an  interlocutory  injunction  against  the  Defendants 
W.  O.  Thompson  A  (Jo,^  Ld.^  William  Ooulden  Thompsofi,  William  Gregory 
Thompson^  Walter  TTiompson^  George  Nicholl,  the  Star  Chemical  Company 
and  William  Thompson^  and  it  was  ordered  that  the  said  Defendants,  their 
servants,  agents  and  workmen,  be  restrained  until  judgment  in  the  action 

20  or  further  order  from  importing  into  England  and  from  selling,  supplying  and 
using  in  England,  dyes  manufactured  according  to  or  in  manner  described  in 
the  Specifications,  filed  in  pursuance  of  the  Patents  or  either  of  them,  or 
according  to  or  in  any  manner  only  colourably  differing  from  the  same. 

On  the  27th  of  November  1903,  the  Plaintiffs  moved  to  sequestrate  the 

25  property  and  effects  of    W.   G.   Thompson  A  Co.,  Ld.^  and  to  commit  the 

Defendants,  William  Goulden  Tfiompson^  William   Gregory  Thompson^  and 

'    George  Nicholl^  as  Directors  of  that  Company  and  also  the  Star  Chemical 

Company  and  William  Thompson^  for  disobedience  of  the  Order  of  the  25th  of 

April  1902.    The  notice  of  Motion  also  asked  for  an  Order  under  the  Banker's 

30  Books  Evidence  Act,  1879,  and  for  other  relief.  On  the  hearing  of  the  Motion 
it  was  partly  opened  and  several  affidavits  were  read,  but,  Counsel  for  the 
Plaintiffs  stating  that  his  materials  were  not  sufficient  for  him  to  ask  for  an 
Order  to  commit,  the   Court  did  not  think  fit  to  make  any  Order  on   the 
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Motion,  except  that  the  Plaintiffs  should  pay  to  the  Defendants  their  costs  of 
the  Motion.  The  Plaintiffs,  on  the  hearing  of  the  applications  hereinafter- 
mentioned,  alleged  that  there  had  been  no  decision  or  adjudication  on  the 
question  whether  a  contempt  had  actually  been  committed. 

On  the  6th  of  May  1904,  the  Plaintiffs  again  moved  to  sequestrate  the  5 
property  and  effects  of  W.  G.  Thompson  A  Co.,  Ld.^  and  to  commit  the 
Defendants,  William  Ooulden  Thompson^  William  Gregory  Thompson^  George 
Nicholly  the  Star  Chemical  Company^  and  William  Thompson^  for  contempt 
of  Court  in  respect  of  the  same  alleged  breach  of  the  injunction,  but  on  further 
evidence  in  regard  to  the  same.  10 

The  facts  are  more  fully  referred  in  the  Judgments  set  out  below. 

Moidton,  K.C.,  Cripps,  K.C.,  and  J.  C.  Graham  (instructed  by  J.  H,  and  J.  Y. 
Johnson)  appeared  for  the  Applicants  ;  T.  Terrell,  K.C.,  and  Alexander  Grant 
(instructed  by  Phelps,  Sedgwick  and  Biddle,  agents  for  Wm.  Powell,  of 
Manchester)  appeared  for  the  Raspondents.  15 

Moidton,  K.C.,  and  Gripps,  K.C.,  for  the  Applicants : — This  case  was 
before  the  Court  some  time  ago  on  a  Motion  to  commit.  Our  allegations 
were  then  met  with  a  flat  denial,  but  now  we  say  there  is  no  doubt 
of  the  troth  of  them.  [Terrell,  K.C. — I  contend  that  this  Motion  cannot 
be  entertained.  The  Motion  was  heard  before,  and  was  dismissed.  The  matter  20 
18  therefore  res  jtidicataA  We  say  that  the  evidence  of  the  Defendants  on  the 
previous  Motion  was  absolutely  false.  [BUCKLBY,  J. — Then  why  not  indict  them 
for  perjury?]  This  is  a  case  of  contempt  of  Court.  [BUCKLEY,  J. — I  cannot  re-try 
the  matter.]  On  the  previous  occasion  no  judgment  was  given  by  the  Court 
There  is  no  authority  for  saying  that  an  interlocutory  Order  will  prevent  a  25 
person  from  bringing  a  further  Motion  on  fresh  evidence.  If  an  Applicant 
elects  not  to  proceed  with  his  Motion,  the  matter  is  not  res  judicata.  On  the 
previous  application  to  commit,  the  Plaintiffs  had  not  sufficient  evidence  to 
enable  them  to  proceed  with  the  Motion.  Having  obtained  additional  evidence, 
there  is  nothing  to  prevent  tbem  from  making  a  further  application  to  commit  for  30 
contempt.  There  is  no  resjtidicata — no  estoppel.  All  that  can  be  said  is  that, 
on  the  previous  occasion,  the  Court  was  not  satisfied  that  it  ought  to  exercise 
its  discretionary  powers  of  committing  for  contempt.  In  the  case  of  Fairckmgh  v. 
Manchester  Ship  Canal  (L.R.  1^97  W.N.  7),  the  Court  of  Appeal  held  that  these 
punishments  are  for  wilful  contempt.  It  is  not  res  judicata  in  this  case  that  35 
the  contempts  have  not  been  committed.  There  was  no  decision  as  to  whether 
the  facts  upon  which  we  rely  constituted  a  contempt  of  Court.  A  person  is  not 
estopped  from  coming  to  the  Court  on  further  facts. 

Counsel  for  the  Respondents  were  not  called  upon. 

Buckley,  J. — This  is  a  Motion  affecting  the  liberty  of  the  subject  It  there-  40 
fore  must  be  treated,  of  course,  strictly.  An  Order  was  made  on  the 
25th  of  April  1902,  granting  a  certain  Injunction.  Some  time  before  the 
27th  of  November  1903  the  Plaintiffs,  who  had  obtained  that  Injunction, 
alleged  that  the  Defendants  had  committed  a  breach  of  it,  and  they  moved  to 
commit  for  the  contempt  thus  committed.  An  Order  was  made  on  the  27tfa  45 
of  November  1903.  It  refers  to  three  affidavits  of  [Villiam  Phelps  Thompson^ 
William  Gregory  Thompson,  and  George  NichoU,  three  of  the  Respondents,  as 
read,  and  the  ordering  part  is : — "  This  Court  doth  not  think  fit  to  make  any 
"  Order  on  this  Motion,  but  orders  that  the  Plaintiffs  do  pay  to  the  Defendants  '• 
(naming  them)  ''  their  costs  of  this  Motion  to  be  taxed  by  the  Taxing  Master,''      50 

I  have  no  distinct  recollection  of  what  passed,  but  from  what  Mr.  TerreU 
has  said  I  do  remember  that  the  affidavits  were  discussed  to  some  extent, 
because  I  remember  some  discussion  as  to  the  son-in-law  of  one  of*  the 
Defendants  being  the  peiBOn  who  had  done  the  act,  and  that  he  was  not  on 
fviendly  terms  with  the  family,  so  evidently  there  was  some  discussion,  although  55 
I  da  not  remember^  the  moment  what  it  was*  But,  whether  there  was  a  diBousBion 
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or  not,  that  Order,  in  my  opinion,  is  an  Order  based  upon  affidavits,  which  were 
read,  or  taken  to  be  read,  by  Counsel  to  the  Court  so  far  as  was  necessary,  and 
upon  which  the  Court  must  have  arrived  at  the  conclusion  of  fact  that  the 
offence  had  not  been  committed.  The  same  Applicants  now  move  before 
5  me  to  commit  these.  Defendants  for  breach  of  the  same  Order,  and  Mr. 
MmUton  tells  me  that  the  facts  upon  which  he  relies  are  facts  which  all  took 
place  before  the  27th  of  November  1903,  and  that  the  offences  which  he  now  alleges 
are  the  same  offences  as  he  alleged  then.  He  says  that  he  has  now  been  able  to 
procure  evidence  that   could  not  be  procured  on  the  previous  occasion,  and  he 

10  seeks,  therefore,  to  commit  on  better  evidence  for  the  same  offences.  Now, 
ought  I  to  entertain  this  Motion  ?  In  my  opinion,  I  ought  not.  I  do 
not  say  that  the  Court  could  not  commit  for  a  contempt  even  under 
such  circumstances  as  these,  but  it  is  a  mistake  to  suppose  that  this  Court 
makes  Orders  to  commit  for  contempt  by  reason  of  any  feeling  of  ruffled  dignity 

15  or  anything  of  that  kind.  It  is  nothing  of  the  sort.  The  Order  to  commit  for  a 
contempt  is  an  Order  which  the  Court  necessarily  must  make  in  order  to  compel 
obedience  to  the  Orders  which  it  is  the  duty  of  this  Court  to  make,  and  which 
it  must  see  obeyed.  It  is  a  process  to  enforce  obedience '  to  the  Order  of  the 
Court.  That  depends,  of  coiiree,  upon  the  facts.  If  the  party,  who  has'obtained  an 

20  Injunction  comes  inviting  a  tliscassion  and  a  decision  on  the  point  whether  an 
offence  has  been  committed  or  not,  fails  to  prove  it,  and  his  Motion  is  accord- 
ingly dismissed,  or,  which  is  the  same  thing,  the  Court  makes  no  Order  upon  it, 
I  do  not  think  that  the  party  against  whom  the  Injunction  is  granted  ought  to 
be  vexed  again  with  a  similar  application  simply  because  the  party  moving  has 

25  taken  more  time  to  get  up  his  evidence,  and  has  found  out  more  facts.  Nemo 
debet  bis  vexari  pro  una  et  eadem  causa  is,  of  course,  a  motto  not  applicable 
under  all  circumstances,  but  I  think  it  is  applicable  to  such  a  state  of  facts  as 
this.  On  these  grounds,  it  seems  to  me  that  I  ought  not  to  entertain  this 
Motion. 

30  I  further  point  out  that  the  offence  alleged  is  said  to  have  been  committed 
before  November  1903,  and  it  is  not  alleged  that  there  has  been  any  renewal 
of  it  since  that  time,  so  that  it  is,  in  a  sense,  a  stale  offence.  I  do  not  think  that 
I  ought  to  interfere  under  those  circumstances,  and  I  cannot  go  behind  the  Order 
of  the  27th  of   November  1903.     Of  course,  it  is  perfectly  open  to  the  parties 

35  who  complain  of  this  Order  to  take  other  proceedings,  because  I  under- 
stand that  the  Respondents  denied  the  offence  altogether,  and,  if  that  evidence 
was  perjured,  of  course  the  party  against  whom  it  was  given  has  his  remedy. 
The  Motion  will  be  dismissed  with  costs. 

On  the  13th  of  May  1904  Counsel  for  the  Plaintiffs  applied  for  leave  to  appeal, 

40  ai^d  the  following  Judgment  was  delivered  on  that  application. 

BUCKLBY,  J, — There  are  two  grounds  ipon  which  principally  I  refuse  leave 
to  appeal  in  this  case.  The  first  is  mat,  in  November  last,  a  Motion  to  commit 
for  breach  of  an  interim  Order  was  heard  by  me.  Mr.  Qrakam^  who  had 
the  conduct  of  the  Motion,  did  not  find  himself  in  a  position  to  bring  it  on.    The 

45  Motion  was  not  abandoned ;  Counsel  was  there  to  move  it,  and  said  that  his 
materials — that  was  the  substance  of  it — were  not  such  that  he  could  trouble 
the  Court  with  it,  and  accordingly  the  Motion  was  dismissed.  That  was  equiva- 
lent to  a  finding  of  fact  that  there  was  not,  upon  the  evidence,  a  case  for 
committal — that  is  to  say,  that  there  had  been  no  breach  up   to    that  date ; 

50  Counsel  making  the  application  was  not  ma  position  to  say  that  there  had  been. 
It  appears  from  the  shorthand  notes  that  I  said  that  that  did  not  prejudice  a 
further  Motion  to  commit.  Wnat  I  meant  by  that  was,  that  if  further  breaches 
took  place,  a  further  Application  to  the  Court  might  be  justified,  and 
the  matter  could  be  investigated,  because,  of  course,  the  Order  of  the  Court  must 

55  be  obeyed.  The  Motion  which  was  before  me  last  week  was  a  Motion  to 
commit^  not  on  any  factsarising  since  November,  but  on  the  same  facts  which  were 
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alleged  to  exist  at  that  date,  and  were  not  proyed  at  that  date  as  the  Applicants 
say  they  can  proye  them  now.  I  thought  then,  and  I  still  think,  that  I  ought 
not  to  allow  the  case  to  be  re-opened.  Further,  the  object  of  any  Application  to 
commit,  of  course,  is  to  compel  obedience  to  the  Order  of  the  Court.  The 
Applicants  do  not  say  that  since  November  there  has  been  any  further  breach.  5 
The  Motion,  therefore,  to  commit  in  November,  supposing  it  was  well  founded 
at  that  date  on  the  true  facts,  succeeded  in  this  sense,  that  it  stopped  any  sub- 
sequent breaches.  I  endeavoured  to  express  that  view  last  week,  by  saying  that 
this  was  a  stale  application  to  commit.  I  think  it  was  going  back  to  facts  which 
have  been  adjudicated  upon  before^  since  which  it  is  not  alleged  that  there  has  10 
been  any  breach.  On  that  ground  it  seems  to  me  that  this  Motion  ought  to  fail, 
and  that  I  ought  to  refuse  leave  to  appeal.  The  second  ground  upon  which  I 
refuse  this  Application  is  this.  The  breach  was  a  breach  of  an  interlocutory 
Order.  Now,  I  find  that  from  Mr.  Justice  WarringtorCs  paper  that  this  Action 
will  be  in  the  paper  Monday  next,  subject  to  anything  that  is  part  heard,  so  that  15 
the  Action  is  now  going  to  be  tried  out,  and  the  question  whether  the  interlo- 
cutory Order  is  right  will  be  determined  immediately.*  That  is  another  ground 
on  which  I  refuse  this  Application.  On  these  two  grounds  I  refuse  leave  to 
appeal  with  costs. 

On  the  31st  of  May  1904,  the  Plaintiffs  moved  in  the  Court  of  Appeal  for  20 
leave  to  appeal  from  the  Order  of  the  6th  of  May  1904. 

The  same  Counsel  appeared  as  on  the  Motion  to  commit. 

Moulton^  K.C.,  for  the  Appellants. — On  the  first  Motion  to  commit,  the 
Plaintiffs  admitted  that  there  was  one  link  in  the  evidence  which  they  could 
not  prove.    [TerreU,  K.C.,  objected  that  there  was  no  appeal  even  with  leave  ;   25 
and  he  contended  tlmt  there  had  been  a  decision  on  the  first  Motion  to  commit, 
and  the  matter  was  res  jvdic(itai\    There  was  no  finding  on  the  first  occasion 
that  no  contempt  had  been  committed.     [Vaughan  Williams,  LJ. — Can  you 
cite  any  case  in  which  a  Judge  has  refused  to  commit  for  contempt  of  Court, 
and,  on  an  appeal,  the  Court  of  Appeal  has  made  an  Order  for  committal.    In  30 
Swinfen  v.  Swinfen  (26  L. J.  C.P.  97),  an  attachment  was  refused  on  the  ground 
that  one  member  of  the  Court  differed  from  the  other  members  as  to  the 
propriety  of  making  an  Order.]     I  can  give  no  authority,  but  there  has  here  been 
no  decision  on  the  merits  by  Buckley ^  J.     [Terrell^  K.C. — The  first  Motion 
to  commit  was  actually  opened.]    Not  on  that  point,  but  as  to    the  other  relief  35 
asked  for. 

The  Court  called  for  the  Order  made  on  the  27th  of  November  1903,  and, 
on  reading  it,  refused  the  leave  to  appeal,  and  dismissed  the  Motion  with 
costs. 

♦  The  trial  is  reported  infra^  p.  473. 
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May  17th,  1904. 


Badische  Anilin  und  Soda  Fabrik  v.  W.  G.  Thompson  &  Co.,  Ld.,  and 
5  Others. 


Patent — Action  for  InfHngemenL — Validity. — No  manufacture  in  the 
United  Kingdom  by  owners  of  Patents. — No  intention  to  tnanufacture  in 
the  United  Kingdom. — Alleged  exorbitant  jjvices, — Patents  held  not  to  be 
invalidated. — Certificate  of  validity. 

10  In  an  action  for  infringement  of  two  Patents  relating  to  dyes  the  Defendants 
alleged  that  the  Paterits  were^  or  had  become,  invalid  because,  Jirst^  the  Plaint iffs, 
the  owfiers  of  the  Patents,  had  no  intention  to  manufacture  in  this  country ; 
secondly,  that  they  had  not  manufactured  in  this  country,  and  liad  used  the 
Patents  tojjrevent  other  persons  from  doing  so ;  and,  thirdly,  that  they  had  charged 

15  exorbitant  prices  for  the  patented  articles,  much  in  excess  of  those  charged  in  other 
countries.  The  Plaintiffs  alleged  that  these  grounds  of  invalidity  were  bad  in  law, 
but  that  the  Excise  duty  on  alcohol  would  prevent  profitable  manufacture  in  this 
country,  and  tliat  their  prices  in  this  country  were  not  exorbitant  having  regard 
to  tJie  circumstances,  including  the  more  complete  protection  against  infringe- 

20  ment  as  compared  with  other  countries,  in  some  of  which  chemical  products 
cannot  be  protected  by  Patents. 

Held,  that  the  Plaintiffs  had  never  manufactured  or  intended  to  manufcu^ture 
in  this  country,  and  that  the  dyes  were  sold  at  a  2frice  considerably  higher  than 
in  countries  where  they  were  7iot  protected  by  Pate^its,  and  higher  than  in 

25  certain  countries  where  the  protection  was  less  complete;  but  that  even  if 
exorbitant  charges  for  the  patented  articles  would  make  the  Patents  invalid,  the 
prices  were^not  proved  to  be  so  exorbitant  and  unreasonable  as  to  invalidate 
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them ;  that  as  the  dyes  had  been  used  in  this  country^  the  invention  had 
been  introduced  into  this  country  fo^*  the  public  good^  and  that  manufacture 
in  this  country  is  not  a  condition  of  the  grant  of  a  Patent.  Judgment 
was  given  for  the  Plaintiffs  with  costs  against  such  of  the  Defendants  as 
had  infringed.  5 

A  Certificate  having  been  granted  in  a  previous  action  as  to  one  Patent^ 
that  the  ^validity  of  the  Patent  came  into  question^' aUh&uffh  the  Patent 
was  then  held  to  be^  before  amendment  of  the  Specification^  invalid  as  to 
one  claim  on  the  ground  of  insufficiency^  the  Court  refused  to  go  behind 
the  Certificate  or  entertain  any  question  as  to  the  jurisdiction  to  give  such  \q 
a  Certificate* 

On  the  7th  of  April  1902,  the  Badische  Anilin  und  Soda  Fabrik^  a  company 
incorporated  according  to  the  laws  of  the  Orand  Duchy  of  Baden,  commenced 
an  action  against  W.  G.  Thompson  &  Co.y  Ld.,  William  Ooulden  Thompson^ 
William  Gregory  Thompson^  Walter  Thompson  ^  George  Nicolly  the  Star  15 
Chemical  Company,  William  Thompson ,  and  the  Basle  Chemical  Works  for 
infringement  of  Letters  Patent,  No.  14,723  of  1891,  granted  to  James  Tate 
Johnson  for  an  invention  of  "  The  manofactare  and  production  of  new  dyes 
•*  related  to  the  Rhodamine  Series,"  and  Letters  Patent,  No.  9633*  of  1892,  granted 
to  James  Yate  Johnson  for  an  invention  of  "  The  manufacture  and  production  of  20 
"  new  basic  dyestuflfe." 

The  Plaintijffs,  by  their  Statement  of  Claim,  alleged  :— (1)  That  they  were 
the  owners  of  the  two  Patents ;  (2)  That  the  Patents  were  good  and  valid, 
and,  in  an  action  between  the  Plaintiffs  and  La  Societe  Chimique  des 
Usines  du  Rhone,  &c.,  and  another,  Mr.  Justice  Wills,  on  the  7th  of  August  25 
1897,  granted  a  certificate  of  the  validity  of  the  Patent,  No.  9633  of  1892, 
subject  to  an  amendment,  which  was  duly  made  on  the  27th  of  March 
1899  ;  and  (3)  That  the  Defendants  and  each  of  them  had  infringed  both 
the  Patents. 

The  Particulars  of  Breaches  alleged  :— (1)  That  the  Defendants  had,  at  divers  30 
times  prior  to  the  commencement  of  the  action,  and  subsequently  thereto, 
infringed  both  Patents  by  importing  into  this  country,  using,  and  selling 
therein,  dyestuffs  manufactured  in  accordance  with  the  inventions  described 
and  claimed  in  all  the  claims  of  the  Specifications,  No.  14,723  of  1891,  and 
No.  9633*  of  1892  respectively ;  (2)  That  the  Defendants,  the  Basle  Chemical  33 
Works,  imported  into  and  sold  in  this  country,  in  the  years  1893, 1894, 1895, 
1896,  1897, 189^  1899, 1900,  and  1901,  and  up  to  the  date  of   the  writ  in  the 
Action,  to  their  Co-Defendante,  divers  quantities  of  a  dyestuff  under  the  name 
of  "  Safflower  Red  G " ;    that  the  said  dyestuffs  were  made  according  to  the 
invention  described  and  claimed  in  all  the  claims  of  the  Patent,  No.  14,723  of  40 
1891 ;  that  the  same  Defendants  imported  into  and  s6ld  in  this  country,  in  the 
years  1894, 1895, 1897, 1898, 1899,  and  up  to  the  date  of  the  writ  in  the  Action, 
to  their  Co-Defendants,  divers  quantities  of  a  dyestuff  under  the  name  of 
<' Safflower  Red  6  G";   that   the  said  dyestuffs  were  made  according  to  the 
invention  described  and  claimed  in  all  the  claims  of  the  Patent,  No.  9633*  of  1892  ;  45 
(3)  That  the  Defendants,  other  than  the  Basle  Chemical  Works,  carried  on 
business  as  follows ;  that  the  Defendant,  William  GotUden  Thompson^  for  some 

•  jBadUohe  AnUinund  Soda  Fabrik  v.  La  Soci^4  Chimique  des  Usinss  du  Mhone,  14  B.P.G.  875. 
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time  carried  on  bnsineBS  alone,  and  then  in  partnership  with  William  Gregory 
Thompson;  that  in  or  abont  March  1901,  the  Defendants*  William  Ooulden 
Thompson^  William  Oregon/  Thompsoriy  and  George  Nicoll  became  directors  of 
the  Defendant  Company  W.  O.  Thompson  A  Co.^  Ld, ;  that  William  Thompson 
5  in  or  about  the  year  1897,  traded  as  the  Star  Cliemical  WorkSs  and  that  Walter 
Thompson  was  in  the  employ  of  the  Defendant  Company,  W.  0.  Thompson  A: 
Go»y  Ld.;  that  the  dyestuffs  mentioned  in  the  preceding  paragraphs  were 
imported  into  and  purchased  by  the  lastly  above-named  Defendants,  at  or  about 
the  dates  mentioned,  from  the  Defendants,' the  Basle  Chemical  Works,  and  were 

10  ttsed  or  sold  by  the  Defendants,  other  than  the  Basle  Chemical  WorkSy  at  dates 
and  to  persons  at  present  unknown  to  the  Plaintiffs  ;  the  Plaintiffs  were  unable, 
until  they  should  have  obtained  discovery  from  the  Defendants,  to  give  further 
or  better  particulars  of  the  Defendants*  infringements,  but  would  claim  to 
recover  from  the  Defendants  full  compensation  in  respect  of  all  such  infringe- 

15  ments. 

The  Action,  so  far  as  it  was  against  the  Basle  Chemical  WorkSj  was  settled,  as 
apx)ear8  from  the  judgment  set  forth  below.  No  evidence  of  infringement  was 
given  against  William  Thompson  or  the  Star  Cliemical  Company.  The 
Defendants,  W.  O.  Thompson  &  Co.,  Ld.,  William  Ooulden  Thompson,  William 

20  Gregory  Thom2)son,  and  George  Nicoll  by  their  Defence  denied  infringement, 
and  alleged  the  invalidity  of  the  Patents. 

The  Particulars  of  Objections  delivered  by  the  Defendants,  W.  G.  Thompson 
A  Co.,  Ld.,  William  Gotilden  Thompson^  William  Gregory  TJwmpson, 
and   George    Nicoll,  stated    that,    besides    denying    that  they   had  infringed 

25  the  respective  Patents,  they  relied  in  support  of  their  defence  on  the 
following  Objections  to  the  validity  of  the  said  respective  Patents :  That 
both  the  Patents  were  contrary  to  law  and  mischievous  to  the  State, 
and  were  void  by  virtue  of  the  Statute  in  that  case  made  and  provided, 
and   that  the   Plaintiffs  were   disabled   and  incapable   to  use  and  exercise 

30  the  same  or  any  powers  grounded  or  pretended  to  be  grounded  thereupon  ; 
in  support  of  that  contention  the  Defendants  would  rely  upon  the  following 
reasons : — (a)  that  the  Plaintiffs,  contrary  to  the  true  intent  and  purport 
of  the  said  respective  grants,  had  not  made,  used,  exercised,  or  vended  the 
respective  inventions  thereby  alleged  to  be  patented  within  this  realm;   (b) 

35  that  the  Plaintiffs  had  improperly  and  without  lawful  reason  refused  to  sell 
within  this  realm  certain  dyestuffs,  to  wit,  Rhodamine  6  6  and  6,  manu- 
factured by  the  Plaintiffs  in  accordance  with  the  respective  inventions  the 
subject-matter  of  the  said  respective  grants,  and  had  so  refused  to  sell  to  the 
Defendants,     among     others,     although    the     Defendants     had     repeatedly 

40  requested  the  Plaintiffs  to  sell  such  dyestuffs  to  them,  and  had  offered  and  been 
at  all  times  ready  and  willing  to  pay  to  the  Plaintiffs  their  regular  price  for  the 
said  dyestuffs,  and  the  Plaintiffs  had  so  refused  with  the  object  and  effect  of 
injuring  Defendants'  trade  ;  (c)  that  the  Plaintiffs  had  used  their  alleged  rights 
under  their  said  respective  inventions  for  the  purpose  of  raising  the  prices  of 

45  certain  commodities,  to  wit,  dyestuffs,  which  the  Plaintiffs  sold  jln  the  British 
market,  much  above  the  prices  at  which  the  same  commodities  were  sold  by 
them  in  certain  other  markets — ^to  wit,  in  the  markets  of  Switzerland,  Italy, 
Belgium,  India,  and  Kussia  ;  that  the  dyers  in  the  said  other  markets  were  com- 
petitors with  British  dyers,  and  by  reason  of  the  excessive  price  at  which  the 

50  British  dyers  were  compelled  to  buy  the  said  dyestuffs,  the  British  dyers  were 
placed  at  a  serious  disadvantage  in  competition  with  the  said  other  dyers  whom 
the  Plaintiffs  had  so  unduly  favoured,  and  the  trade  of  the  British  dyers  was 
thereby  greatly  hindered ;  that  by  reason  of  the  premises  the  Patents  were  as 
aforesaid  mischievous  to  the  State  by  the  raising  of  the  prices  of  commodities  at 

55  home  and  caused  injury  to  trade,  and  were  generally  inconvenient. 
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Moultony  K.C.,  Grippa^  K.C.,  and  J.  C.  Oraham  (instructed  by  J.  H.  and  J.  Y. 
Johnson)  appeared  for  the  Plaintiffs  ;  T.  Terrell^  K.C..  and  J.  W,  Gon^dom, 
(instructed  by  Phelps^  Sidgwick  and  Biddle^  agents  for  William  PoweU^  of  Man- 
chester), appeared  for  the  Defendants  ;  W.  G.  Thompson^  Ld.y  William  Goulden 
Thompsony  William  Gregory  Thompson^  and  George  NicolL  C.  E.  R.  Abbott  5 
(instructed  by  Phelps,  Sidgwick,  and  Biddle,  agents  for  William  Powell^  of 
Manchester),  appeared  for  the  Defendants  Walter  Thompson^  the  Star  Chemical 
Company y  and  William  Thompson. 

CrippSy  K.C.,  opened  the  Plaintiffs'  case,  and  after  referring  to  the  pleadings 
and  to  certain  of  the  answers  to  Interrogatories,  continued  : — The  reasons  alleg^  10 
in  the  Particulars  of  Objections  for  the  invalidity  of  the  Patents  are  bad  in  law. 
Non-user  of  a  Patent  is  not  a  legal  objection  to  its  validity,  but  it  will  be  proved 
that  dyes  made  according  of  the  patented  processes  have  been  largely  used  in 
this  country.  Non-user  may  be  a  ground  for  the  grant  of  a  compulsory  licence, 
but  not  for  a  defence  to  an  action  for  infringement.  Then  it  is  alleged  that  the  15 
Plaintiffs  refused  to  sell  the  dyes  to  the  Defendants  and  others ;  but  the 
Plaintiffs  have  not  refused  to  sell  except  to  infringers,  or  where  they  suspected 
infringement ;  thirdly,  even  if  the  Patents  have  been  use4  to  raise  prices,  as 
alleged,  that  is  no  answer  in  law  to  the  action. 

The  following  witnesses  were  called  for  the  Plaintiffs — namely,  P.  Leuthardty  20 
J.  H.  Johnson^  and  Dr.  Erhardt. 

No  witnesses  were  called  on  behalf  of  the  Defendants. 

Terrell,  K.C.,  and  Gordon  for  the  Defendants  W.  G.  Thompson,  Ld.,  WiUiam 
Gotilden    Thompson,  William    Gregory  Thompson,  and   George  NicolL    The 
Defendants'  case  is  of  a  kind  discussed  in   the    early  times  of  Patent  law.  25 
The  right  of  the  Crown  to  grant  a  Patent  was  not  conferred  by  the  Statute  of 
Monopolies,  but  is  inherent  in  the  Crown,  and  the  Statute  only  declared  that 
certain  grants  of  monopolies  were  abuses,  and  it  regulated  the  prerogative,  but 
it  was  held  not  to  alter  the  nature  of  a  Patent,  which  is  a  franchise.    The  nature 
of  a  Patent  is  that  it  is  a  grant  made  for  the  encouragement  of  manufacture,  not  30 
of  commerce.    An  inventor  originally  meant  a  person  who  introduced  a  manu- 
facture into  this  country ;  it  was  in  consideration  of  such  introduction  that 
Patents  were  not  invalidated  in  the  Statute  of  Monopolies.     The  Clothworkers  of 
Ipswich  Case  (Qodbolt  252),  decided  in  1615,  shows   that   Patents  were  not 
granted  for  an  invention,  but  for  the  introduction  of  a  new  manufacture.    The  35 
Case  of  Monopolies  {see  Gordon  on  Monopolies,  at  pp.  226  and   231)  is  the 
earliest  authority  as  to  the  reason  for  the  grant ;  and  the  grant  of  the  sole  right 
to  import  was  held  to  be  bad,  because  it  was  not  for  the  advantage  of  the  public, 
but  for  private  gain.    ManselVs  Glass  Patent  was  specially  saved  by  the  Statutes 
of  Monopolies  (1  Webst.,  17)  ;  but  there  it  was  held  that  the  Patent  was  void  at  40 
law  on  account  of  the  way  in  which  it  had  been  used.     [WARRINGTON,  J. — The 
result  was  that  the  Crown  said  that  it  would  not  undertake  the  defence  of  the 
Patent,  and  left  it  to  the  Common  Law.]  Yes,  on  the  ground  that  the  Patent  had 
become  prejudicial  to  the  public.    The  new  Patent  granted  declared  that  the  old 
Patent  was  bad  at  Common  Law.  The  Statute  of  Monopolies  was  founded  on  the   45 
Declarations  of  James  I.     In  Sections  5  and  6  '*  inventor  *'  has  always  been  held 
to  include  an  importer  of  a  new  manufacture  from  abroad,  as  well  as  a  person 
making  an  invention.    The  Statute  was  merely  declaratory.     The  Universities 
of  Oxford  and  Cambridge  v.  Richardson  (6  Ves,  689),  at  p.  712,  shows  that  if  the 
Patentees  had  been  proved  to  have  used  their  grant  contrary  to  the  interest  of   50 
the  commonwealth,  the  Patent  would  have  become  void.    A  Patent,  though 
originally  good,  must  not  be  used  so  as  to  become  against  the  interest  of  the 
commonwasdth.     [The    Form    of    Letters    Patent    in    the    first  Schedule    to 
the    Patents,    &c.,    Act,    1883,    was    referred    to,]     The  grant    is    to   *'  make 
**  use,  exercise,  and  vend "  ;    if    it    was  "  or  vend "    it  would   be    invalid.  55 
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[Warrington,  J.— Do  you  say  that  a  Patentee  muBt  exercise  all  his 
rights  ?]  If  he  uses  his  Patent,  not  for  the  purpose  of  introducing  a 
new  manufacture,  but  for  the  purpose  of  stopping  a  new  manufacture, 
the  Patent  becomes  bad.  The  proviso  to  the  form  of  Letters  Patent  says,  that 
5  if  at  any  time  during  the  term  it  shall  be  shown  that  the  grant  is  prejudicial  to 
the  public,  it  shall  determine.  In  R.  v.  Eston  (2  Dyer,  197)  it  was  held  that 
a  Patent  conferring  an  office  was  bad,  because  the  office  was  not  exercised. 
Patents  for  inventions  are  not  different  from  other  patent  grants,  and  become 
void  if  not  properly  used.    Under  Section  26  (3)  of  the  Patents,  &c..  Act  1883 

10  every  ground  on  which  a  Patent  might  have  been  repealed  by  Scire  facias  is  to 
be  available  by  way  of  defence  to  an  action  for  infringement.  In  R.  v.  Eyre 
(1  Strange  43)  the  user  of  a  Patent  was  held  to  be  prejudicial  and  the  Patent 
was  revoked.  Publication  of  the  Specification  is  not  the  consideration  for.  the 
grant,  it  is  merely  one  of  the  conditions.    Feather  v.  The  Queen  (35  L.J.Q.B. 

15  200  at  pp.  205  and  207),  shows  that  a  Patent  grant  is  construed  so  as  to  carry 
out  the  intention  of  the  Crown  in  granting  it,  and  against  the  grantee.  [Cokeys 
Institutes,  Part  III.,  Ch.  85,  p.  184  were  referred  to.]  In  the  present  case  the 
witnesses  admit  that  there  never  was  any  intention  to  manufiicture  in  this 
country.  A  Patent  must  be  for  a  '^  new  manufactures,^^  Section  6  of  the  Statute 

20  of  Monopolies ;  for  whenever  a  Patent  is  granted,  one  must  go  back  to  that 
Statute  to  see  whether  it  is  valid.  It  is  the  *'  sole  working  or  making  ^'  of 
new  manu&ctures  which  is  saved  by  the  Statute.  Infringement  by  selling 
only  is  a  modem  development  of  the  law  and  is  founded  on  the  grant  to  the 
Patentee  of  ^'  the  whole  profit  and  advantage  "  of  the  invention.    A  Patent  is 

25  not  granted  for  an  article,  but  for  the  production  of  it.  The  invention  is 
the  producing.  The  policy  of  the  Patent  law  is  the  employment  of  the 
people  ;  this  would  not  be  encouraged  if  a  Patent  were  for  an  article.  A 
Patent  for  the  sole  right  of  importing  was  held  to  be  bad,  because  it  took 
employment  from  the  people.    In  the  present  case  the  Patent  is  bad,  first, 

30  because  the  Patentee  never  had  any  intention  of  manufacturing  in  this 
country,  and  secondly,  because  it  has  been  misused.  The  provisions  as  to 
compulsory  licences  are  very  expensive  and  are  not  an  adequate  remedy. 
[Warrington,  J. — Is  the  manufacture  in  this  country  the  only  advantage 
of  the  Patent  to  the  public  ?]    No  ;  the  use  of  the  dyes  is  an  advantage, 

35  but  the  Plaintiffs  only  introduce  them  under  extravagant  terms.  ManseWa 
case,  and  the  Universities  case  (uhi  supra)  show  that  an  exorbitant  price 
avoids  a  Patent. 

Abbott  for  Walter  Thompson^  the  Star  Chemical  Company^  and  WiUiam 
Thompson  adopted  the  above  arguments,  and  contended  that  there  was  no 

40  evidence  against  those  Defendants. 

Counsel  for  the  Plaintiffs  were  not  called  on  to  reply. 

Warrington,  J. — This  is  an  action  for  infringement  of  two  Patents,  the  first 
being  No.  14,723  of  1891,  and  the  second  being  No.  9633  of  1892,  and  those  two 
Patents  are  vested  in  the  present  Plaintiffs,  the  Badische  Anilin  und  Soda 

45  Fabrik.  The  action  is  brought  against  three  sets  of  Defendants.  In  the  first 
place  it  is  brought  against  the  Limited  Company,  and  the  members  of  the  firm, 
the  Limited  Company  being  W.  O.  Thompson  &  Co.^  Ld.^  and  the  firm  being 
the  finn  of  the  like  name :  they  are  the  Defendants,  William  Ooulden 
Thompson^  William  Gregory  Thompson^  and  George  Nicoll.    It  is  also  brought 

50  against  certain  other  Defendants,  the  Star  OhemicaX  Company ^  Walter  Thomp- 
son^  and  William  Thompson.  As  to  them,  I  can  deal  with  the  matter  by 
saying  that  there  is  no  evidence  of  infringement  against  them.  Lastly,  it 
is  brought  against  the  Basle  Chemical  Works.  I  have  only  to  deal  now 
with   the   case   against    W,    G,    Thompson   Jk  Go,^   Ld,^  and  the  firm  they 

5^  represent. 
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The  Patents  in  question  refer  to  two  aniline  dyestuffs,  which  are  called  the 
"  Safflower  Red  6  6,"  and  the  "  Safflower  Red  G."  It  is  proved  or  admittftd 
that  the  Btzsle  Ghemical  Works  have  supplied  to  the  firm  of  W.  O.  Thompson  Jk 
Go.y  and  to  the  Limited  Company,  considerable  qnantities  of  dyestnffs  made  in 
accordance  with  those  two  Patents,  both  the  "  Safflower  Red  6  G "  and  the  5 
"  Safflower  Red  G."  In  other  words,  infringement  of  the  two  Patents  has  been 
proved  or  admitted  by  the  Limited  Company  and  by  the  firm. 

The  case  raised  by  the  defence  is  one  of  a  most  nnnsnal  character.    Each 
Patent  is  admitted  to  be  useful ;  it  is  admitted  that  the  invention  is  properly 
described  in  the  Specification ;   it  is  admitted  that  there  is  no  anticipation.  IQ 
Therefore,  so  far  as  all  the  ordinary  grounds  upon  which  the  question  of  validity 
or  invalidity  is  discussed  in  this  Court,  it  is  admitted  that  the  Patents  are 
valid.     But  the  Defendants  raise  this  Defence,  which  I  will  state  shortly 
without  reading  the  Particulars  of  Objections.    They  say  the  Patentee  never 
intended  to  manufacture,  and  does  not  manufacture,  the  dyestuffs  in  this  15 
country^  and  makes  use  of  his  Patents  to  prevent  other  persons  from  doing 
so  ;  and  they  say,  further,  that  he  makes  use  of  the  privilege  granted  to  him 
by  the  Patents — to  put  it  shortly — by  selling  the  dyestuff  at  an  exorbitant  and 
unreasonable  price,  and  to  the  serious  disadvantage  of  our  people  as  compared 
with  the  people  in  certain  other  countries  in  which  the  dyeetuff  is  sold  at  a  20 
lower  price. 

So  far  as  the  facts  are  concerned  I  have  this : — The  Plaintifife  have  never 
manufactured  in  England.  The  ground  which  they  put  forward  as  the  reason 
for  their  not  having  manufactured  in  England  is  that  alcohol  forms  an  important 
element  in  the  manufacture  of  this  product,  and  that  the  Excise  laws  in  25 
England  impose  such  a  duty  upon  alcohol  as  that  the  manufacture  cannot  be 
carried  on  at  a  profit  in  this  country.  Whether  their  reason  be  a  good  or  a  bad 
one  does  not  really  concern  me  ;  but,  at  all  events,  it  is  not  an  unreasonable 
one,  and  it  commends  itself  as  having  some  reafionableness  behind  it. 
I  think  I  must  infer  also  that  from  the  first  they  never  intended  to  manu-  30 
f acture  in  this  coimtry.  I  have  it  also  proved  that  the  dyestuffs  are  sold  in  this 
country  at  a  price  considerably  higher  than  that  at  which  they  are  sold  in  certain 
other  countries,  and  in  particular  I  will  tfike  Switzerland  as  an  example.  But 
it  happens  that  in  Switzerland,  and,  as  I  gather,  in  all  the  other  countries  in 
w'hich  these  dyestuffs  are  sold  at  a  price  considerably  under  that  at  which  35 
they  are  sold  in  this  country,  there  is  no  Patent  protection  for  chemical 
products,  and  so  the  Plaintiffs  have  to  suffer  from  competition,  and  the 
consequence  of  that  is  that  they  are  compelled  in  those  countries,  where  they 
have  competition,  to  sell  at  a  lower  price.  So  also  in  certain  countries  where 
they  have  protection  they  are  exposed  to  more  or  less  in&ingement,  and  40 
according  as  the  infringement  is  more  or  less,  so  again  in  those  countries  they 
are  driven  to  make  their  prices  lower  or  higher.  Certain  examples  were  given 
at  a  period  some  years  ago  when  the  stuff  in  this  country  was  sold  at  30«., 
aiid  the  infringing  material  was  sold  at  15«.  I  am  asked  to  infer  from  a 
comparison  of  these  prices  that  the  price  charged  by  the  Plaintiff  Company  was  45 
such  an  exorbitant  and  unreasonable  price  that  on  that  ground  alone  the  Patent 
ought  to  be  declared  void  or  revoked.  I  cannot  on  these  facts  come  to  any  such 
conclusion.  There  may  have  been  various  circumstances  affecting  the 
manufacture  of  the .  patented  article,  and  affecting  the  manufacture  of  the 
infringing  article,  which  determined  the  price,  and  it  is  impossible  for  me  on  50 
the  facts,  therefore,  to  come  to  the  conclusion  that  the  prices  at  which  they  have 
so]d  are  so  exorbitant  and  unreasonable  as  on  that  ground,  assuming  that  the 
case  of  7^hs  King  v.  Eyre— and  I  only  assume  it  for  the  moment,  and  do  not 
express  any  opinion  about  it — is  a  general  authority  for  the  invalidity  of  a 
Pl^tcQt  where  the  Patentee  makes  use  of  it  by  charging  an  exorbitant  ai^d  5§ 
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nnreasonable  price — assuming  that  to  be  an  authority  in  the  present  case,  I 
cannot  on  the  facts  come  to  the  conclusion  that  the  present  case  falls  within 
that  authority. 
Am  I  to  refuse  to  give  the  Plaintiffs  relief  on  the  other  ground,  which  is 
5  the  ground  mainly  put  forward  by  Mr.  Terrell  and  Mr.  ffo/irfon— -namely,  that 
the  Patentee  did  not  intend  to  manufacture,  and  does  not  manufacture,  the 
articles  in  this  country  ?  It  is  put  in  this  way.  It  is  said  that,  prima  faciey  all 
monopolies  are  bad  at  law ;  that  at  Common  Law  a  monopoly  was  good  -if  it  was 
for  the  introduction  of  a  new  manufacture  into  this  country  by  which  employ- 

10  ment  was  increased  and  the  general  prosperity  of  the  country  was  contributed 
to.  Mr.  Terrell  has  referred  me  to  certain  authorities  in  support  of  that  con- 
tention, and  I  think  no  one  can  doubt,  that  when  the  Case  of  Monopolies  was  dealt 
with  in  1603,  and  when  the  Clothworkers'  Case  was  dealt  with  in  1615,  the 
employment  of  labour  in  the  country  was  mainly  that  which  was  in  the  minds 

15  of  the  Judges,  who  expressed  their  opinions  in  those  cases  with  reference  to  the 
granting  of  monopolies.  But  can  I  say  that  at  the  present  time  this  Patent  is  to 
be  bad  because  in  that  sense  it  does  not  introduce  into  this  country  a  new  manu- 
facture ?  I  observe  in  Feather  v.  The  Queen^  which  was  cited  by  Mr.  Terrell 
and  relied  upon  by  him,  and  also  relied  upon  by  Mr.  Gordon  for  another 

20  purpose,  in  a  passage  that  was  not  read  by  Mr.  Terrell  or  Mr.  Gordon — 
on  page  204. — Chief  Justice  Cuckburn  said  :  "  The  granting  of  monopolies  in 
**  respect  of  inventions  was,  however,  held  good  at  Common  Law,  on  the  ground 
"  that,  by  tending  to  promote  inventions,  it  was  in  the  end  productive  of  advan- 
^*  tage  to  the  community,*'  and  it  is  noticeable,  also,  that  the  Patent  itself  is  put 

25  upon  that  very  ground.  The  recital  is  :  **  We,  being  willing  to  encourage  all 
"  inventions  which  may  be  for  the  public  good,  are  graciously  pleased  to 
"  condescend  the  request  contained  in  the  Petition." 

May  not  the  introduction  of  the  invention  be  in  that  sense  for  the  public 
good,  although  the  article  covered  by  the  invention  is  not  manufactured  in  this 

30  country  ?  It  seems  to  me  that  it  may.  The  value  of  the  article  to  the  country 
is  not  only  because  it  may  be  made  in  the  country,  but  because  wherever  made 
it  may  be  made  use  of  in  the  country,  and  the  manufactures  to  which  it  may 
be  applied  may  therefore  be  improved.  I  think  what  I  have  just  said  is  really 
sufficient  for  the  purpose,  but  I  ought  to  say  this,  that  no  case  in  modem 

35  days  has  been  cited  to  me,  nor  indeed  has  any  case  since  the  Statute  of 
Monopolies  been  cited  to  me  in  which  it  has  been  laid  down,  or  even  suggested, 
that  a  Patentee  who  does  not  make  the  subject  of  the  Patent  in  this  country 
thereby  loses  the  protection  s^orded  by  the  Patent ;  and  I  think  the  Court  ought 
to  hesitate  long  before  it  invalidates  of  its  own  authority  the  protection  which  is 

40  given  by  the  granting  of  the  Letters  Patent.  In  fact  it  really  comes  to 
this,  that  the  arguments  addressed  to  me,  sitting  here  to  administer  the  law,  were 
arguments  which  might  more  properly,  if  I  may  say  so  with  respect,  be  adduced  in 
another  place  where  the  law  may  be  made.  1  have  only  to  administer  the  law 
as  it  stands,  and  what  I  hold  is  that  the  Patent  here  is  granted  to  the  Patentee 

45  to  make,  use,  exercise  and  vend  the  invention.  It  contains  certain  provisions 
which,  it  is  sufficient  to  say,  do  not  include  a  condition  that  he  shall  make 
the  patented  article  in  this  country.  I  cannot  hold  that  such  a  condition  is 
essential  to  the  validity  of  the  Patent,  and  therefore,  so  far  as  the  Defendants, 
the  Limited  Company  and  the  firm,  are  concerned,  I  must  grant  the  injunction 

50  asked  for. 

Oripps,  K.C.,  asked  for  judgment  against  the  Defendants,  W.  G.  Tliompson  A 
Co,,  Ld.,  and  William  Goulden  Tliompson,  William  Gregory  Thompson,  and 
George  NicoU,  for  an  injunction,  an  inquiry  as  to  damages,  delivery  up  of 
infringing  articles,  and  costs,  which,  as  regards  Patent,  No.  9633*  of  1892,  would 

55  b©  between  solicitor  and  client,  because  a  Certificate  as  to  the  validity  of  th{^t 


480  REPORTS  OF  PATENT,  DESIGN,         [July  13, 1904: 

Badische  Anilin  und  SodaFabrik  v.  W.  G.  Thompson  A  Co.^  Ld., 

and  Others. 

Patent  having,  when  in  question,  been  given  by  WilJSj  J.,  under  Section  31  of 
the  Act  of  1883. 

Terrell^  K.O.,  contended  that  the  Plaintiffs,  having  recovered  damages  against 
the  Basle  Chemical  Worhs^  they  were  not  entitled  to  recover  damages  against 
the  above  Defendants,  it  being  a  case  of  joint  tort-feasors ;  and,   as  to  the  5 
certificate  of  validity,  that,  under  the  circumstances,  it  was  ultra  vires  of  the 
Judge  to  grant  it,  the  Patent  having  been  held  invalid  by  him  as  to  one  claiin. 

Gripps^  K.C.,  contended  that  it  was  not  a  case  of  joint  tort-feasors,  and  stated 
that  there  had  been  no  judgment  against  the  Basle  Chemical  Works  in  the 
present  action,  but  that  a  sum  of  money  had  been  accepted  from  them  in  10 
settlement  of  the  Plaintiffs'  claim  in  this  and  several  other  actions. 

After  considerable  discussion,  Warrinotok,  «7.,  decided  against  the  contentions 
on  the  part  of  the  Defendants,  holding  that  he  was  bound  to  act  upon  the 
Certificate,  and  that  the  Plaintiffs  were  entitled  to  an  inquiry  as  to  damages, 
the  costs  of  such  inquiry  being  reserved.  1ft 

Judgment  was  given  accordingly,  and  a  Certificate  was  given  as  to  Patent, 
No«  14,723  of  1891,  that  the  validity  came  in  question  in  the  action. 
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In  the  High  Court  op  Justich.— Chanobrt  Division. 

Before  Mr.  Justicb  Eekbwich. 

February  12th  and   May  9th,  1904. 

B.    Warsop    &    Sons,    Ld.    v.    Warsop. 


5  Action  to  restrain  pctmng-off. — *•  Oet-itp^^  of  Cricket  Bats.^Namey  address^ 
and  device. — Undertaking  given  by  Defendant  on  Motion  for  interlocutory 
injunction  to  drop  the  device  until  the  trial, — Injunction  refused  at  trial. — Costs 
refused  to  Defendant  hy  reason  of  wrongful  use  of  word  '*  registered.^^ 

The  Plaintiffs  were  old-established  manufacturers  of  ^  B.  Wareop's  Cricket 
10  "  BatsJ*^  The  Defendant^  Alfred  Warsop,  w?io  was  formerly  in  the  Plaintiffs' 
^rnploy^  commenced  to  sell  "  A.  Warsop's  World-renowned Cricket  Bats^'^ stamped 
with  his  initial  and  sumamcy  and  with  a  device  somewhat  similar  to  that  which 
appeared  on  the  Plaintiffs''  bats.  The  word  '*  registered  "  appeared  on  both  bats^ 
the  Plaintiffs*  device  being  in  fact  registered  as  a  trade-mark^  but  not  the 
15  DefendanVSj  although  steps  liad  been  taken  to  obtain  registration. 

On  the  Plaintiffs'  Motion  for  an  interim  injunction^  no  Order  was  made  on 
the  Defendant  undertaking  to  sell  his  bats  tvithout  any  mark  except  his  name 
and  the  address  **  Marylebone.'* 
Held,  at  the  trials  thai  the  markings  on  the  two  bats  were  so  distinct  that  it 
20  ^(^  impossible  for  an  average  man  about  to  purchase  a  cricket  bat  to  be  deceived 
into  thinking  that  the  Defendant's  bat  was  the  Plaintiffs' ;  and  the  action  was 
dismissed^  but  unthout  costs^  by  reason  of  the  Defendant's  wrongful  user  of  the 
word  "  registered." 

In  January  1904,  B.  Warsop  a^id  Sons^  Ld.,  commenced  an  action  against 
25  Alfred  Warsop  for  an  injunction  to  restain  him  from  carrying  on  the  business 
of  a  maker  or  seller  of  cricket  bats  under  the  name  of  "  Warsop"  so  as  to 
represent  that  the  Defendant's  business  was  the  business  of  the  Plaintiff 
Company,  and  from  using  the  word  ^^  Warsop  "  in  connection  with  the  making 
or  selling  of  cricket  bats  without  clearly  distinguishing  such  bats  from  those  of 
2Q  the  Plaintiff  Company. 

The  Plaintiff  Company  and  their  predecessors  in  business  had  for  thirty  years 
past  carried  on  in  Marylebone,  under  the  name  of  ** B.  Warsop  A  Sons"  the 
business  of  makers  and  sellers  of  cricket  bats,  which  had  been  founded  by  one 
Benjamin  Warsop^  and  it  was  their  practice  to  impress  and  stamp  all  cricket  bats 

2Q 
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made  and  sold  by  them  with  the  words  "  B.  Warsopy  Marylebone,"  on  the  fece  of 
each  bat  at  each  side  of  the  splice,  and  with  a  circular  trade-mark  bearing  round 
its  edge  the  words  '*B.Warsop's  Conqueror  patent  spring  handle,"  and  in  the  centre 
a  device  of  a  mounted  gun,  all  a  short  distance  below  the  splice  ;  beneath  this 
trade-mark  was  the  word  "  registered."  On  their  best  bats  the  Plaintiffs  had  the 
words  "  Conqueror,"  or  "  Improved  Conqueror,"  stamped  on  the  back  of  each 
bat  across  the  splice.  The  Defendant  was  a  son  of  Benjamin  Warsop^  and  for 
some  time  prior  to  April  1902  was  a  director  of  the  Plaintiff  Company,  and  from 
April  to  November  1902  was  also  in  their  employment,  his  share  of  the  business 
being  that  of  selecting  the  willow  for  the  bats.  In  November  1902,  the  Defen- 
dant started  basiness  as  a  timber  merchant  under  the  name  of  A.  Warsop^  in 
Cul worth  Street,  St.  John's  Wood,  in  the  parish  of  Marylebone,  and  he  shortly 
afterwards  began  to  sell  bats  which  were  made  for  him  by  one  Trimmings^  of 
Bedford.  These  bats  had  impressed  or  stamped  on  them  the  words  "^. 
**  Warsop,  Marylebone,"  in  the  same  type  and  position  as  the  words  "  B.  Warsop^ 
**  Marylebone,"  on  the  Plaintiffs'  bats,  and  had  also  impressed  or  stamped  on 
them  a  circular  trade-mark  of  the  same  size  and  in  the  same  position  as  the 
Plaintiffs'  trade-mark,  with  the  word  "  registered  *'  thereunder.  The  Plaintiffs' 
mark  was  in  fact  registered  as  a  trade  mark,  but  the  Defendant's  was  not 
Representations  of  the  Plaintiffs'  and  Defendant's  marks  are  given  below.  It 
appeared,  however,  that  the  Defendant  had  made  arrangements  with  his  manu- 
facturer, Trimmings,  for  the  latter's  trade  mark  agent  to  obtain  registration,  but 


10 


15 


this  had  not  been  effected  at  the  date  of  the  trial.  Round  the  edge  of  the 
Defendant's  trade-mark  were  the  words  "  The  World-renowned,"  and  the  inner 
space  was  filled  up  by  a  somewhat  crude  map  of  the  world. 


25 


In  January  1904,  a  written  order  was  sent  by  one  Winter  Robinson  to  the 
Defendant  for  **  three  Warsop's  World-renowned  Conqueror  Cricket  Bats,"  and 
the  Defendant,  in  response,  supplied  three  bats  invoiced  by  him  as  "A.  Warsop's 
"  World-renowned  Bats."  Altogether  the  Defendant  had  sold  about  one  dozen 
of  the  bats  complained  of. 

On  February  the  12th  1904,  the  Plaintiffs  moved  before  Mr.  Justice  KbkbwicH 
ot  an  interim  injunction. 
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Stewart  Smith,  K.C.,  and  Stokes  (instructed  by  Dod,  Longstaffe,  Son,  and 
FenwicJc)  appeared  for  the  Plaintiffs ;  H.  J.  Turrell  (instructed  by  Seeley  and  * 
Son)  appeared  for  the  Defendant. 
Stewart  Smithy  K.C.,  opened  the  Motion,  and  suggested  that  the  matter  should 
5  Btand  over  till  the  trisil  on  an  undertaking  by  the  Defendant  not  to  carry  on 
business  under  the  name  of  ** Warsop"  except  in  conjunction  with  his  full 
Christian  name,  and  not  to  stamp  the  bats  with  his  device. 

Turrell,  for  the  Defendant.— The  Defendant  has  already  offered  to  take  off  the 
trade-mark,  to  which  he  does  not  attach  any  importance.    That  should  be  suffi- 
10  dent  without  altering  the  name  ;  the  Defendant  calls  himself  *^  A,  Warsop,'^ 
which  is  his  own  name,  and  the  Plaintiffs  are  called  "  E.  Warsop^ 

Kbkbwich,  J, — If  the  Defendant  takes  the  trade  mark  off  altogether,  I  should 
probably  not  grant  an  injunction    at    the    present  time.      I    am  only  now 
considering  what  ought  to  be  done  immediately.     I  reserve  my  full  liberty, 
15  when  the  matter  is  gone  into  more  thoroughly,  and  I  have  more  evidence. 
What  strikes  me  as  the  great  cause  of  offence  at  the  present  moment  is  the 
device  or  trade  mark.     Having  regard  to  the  authorities,  it  is  quite  clear  that 
I  cannot  restrain  the  Defendant  from  trading  in  his  Christian  name  and  sur- 
name.   There  is  no  doubt  about  that.     If  the  Defendant  now  undertakes  to  take 
20  off  the  device  or  trade  mark  without  prejudice  to  any  question  at  the  trial,  I  think 
that  is  all  I  ought  to  do  at  present.     If  the  Defendant  does  that,  the  similarity 
will  be  very  much  destroyed,  but  I  must  not  be  taken  as  saying  that  is^enough. 
If,  in  addition,  he  were  to  put  "Alfred,"  there  ought  to  be  an  end  of  it.    But  at 
present,  without  any  decision,  there  will  only  be  the  undertaking  by  the  Defen- 
25  dant  to  sell  his  bats  without  any  mark  whatsoever  except   A.    Warsop  and 
**  Marylebone." 

The  Defendant  having  given  an  undertaking  to  that  effect,  no  order  was  made 
on  the  Motion. 

The  action  came  on  for  trial  before  Mr.  Justice  Kbkbwich  on  the  dth  of  May 
30  1904.    The  same  counsel  appeared  for  the  Plaintiffs ;  P.  O.  Lawrence,  K.C., 
appeared  with  Turrell  for  the  Defendant. 

Stewart  Smith,  K.C.,  opened  the  Plaintiffs*  case,  and  called  evidence  in  support 
of  it. 
Kbebwioh,  J, — I  am  in  the  Defendant's  favour  on  the  merits  of  the  case,  but 
35  I  am  minded  to  deprive  him  of  his  costs  having  regard  to  the  stamping  of  the 
word  •*  registered  "  under  the  trade  mark  on  his  bats. 

Laiorence,  K.C. — This  Defendant  should  not  be  deprived  of  his  costs  for  an 
offence  which,  if  it  is  an  offence,  is  a  technical  one,  and  is  provided  for  by  the 
Merchandise  Marks  Act.    To  deprive  him  of  his  heavy  costs  of  this  action,  as 
40  compared  with  the  possible  fine  under  that  Act.  would  be  a  strong  thing  to  do 
when  he  has  done  the  Plaintiffs  no  injury  and  cannot  be  said  to  have  injured 
the  public.    This  is  not  a  case  where  the  Defendant  has  used  the  word  "  regis- 
tered "  with  no  intention  of  registering  the  trade  mark.    Admittedly,  if  the 
Defendant  were  a  Plaintiff,  this  fact  would  disentitle  him  to  an  injunction,  but 
45  even  then  he  would  be  able  to  obtain  damages— per  Vaughan  Williams,  L.J.,  in 
Jamieson  A  Co,  v.  Jamieson  (15  R.P.C.,  169, 191).    But  this  Defendant  has  not 
come  to  the  Court  of  himself.     He  has  been  dragged  into  Court,  and,  being 
successful  in  his  defence,  is  entitled  to  his  costs. 
Stewart  Smith,  K.C.,  in  reply. — The  Plaintiffs  are  entitled  to  an  injunction 
50  on  the  ground  that  the  Defendant's  bats  are  calculated  to  lead  the  public  into 
the  belief  that  they  are  the  Plaintiffs'  bats,  in  the  judgment  both  of  persons 
who    are    accustomed    to    handle    these   goods,  and,  as    we  submit,  of    the 
eyesight  of  the  Court.     As  to  costs,  if  the  Court  refuses  to  grant  an  injunction, 
the  Defendant  should  at  any  rate  be  deprived  of  his  costs.     [Kekewich,  J. — 
55  The  only  thing  I  hesitate  about  is  that  I  do  not  recollect  any  precedent  for 
depriving  a  successful  Defendant  of  his  costs.]     It  is  stated  that  there  is  juris- 
diction in  Sebastian  on  Trade  Marks  (4th  Edit.),  p.  220,  on  the  authority  of  cases 
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on  which  we  rely — Paine  v.  Daniells  <k  Sons'  Breweries^  Ld.  (10  R.P.C.  71, 
82),  In  re  Bradley  (9  R.P.C.  205),  and  Section  105  of  the  Patents  Act,  1883.  For 
this  purpose  there  is  no  difference  in  moral  culpability  between  a  Plaintiff  and 
a  Defendant. 

Lawrence^  K.C.,  in  reply  on  the  cases  cited. — The  cases  referred  to  are  distin-  5 
guiAable  on  the  facts.    Without  denying  the  jurisdiction,  we  submit  that, 
looking  at  the  innocent  user  and  general  conduct  of  the  Defendant  in  this  case, 
the  Court,  in  the  exercise  of  its  discretion,  should  not  deprive  him  of  his  costs 
of  the  action. 

Ebkbwioh,  J. — There  are   before  me  two  cricket  bats,  and   the  question  10 
which  I  have  to  decide  is  whether  one  is  to  be  regarded  as  an  attempt  to  pass 
off  the  goods  of  the  maker  of  that  particular  bat  as  the  goods  of  the  maker  of 
the  other.    So  many  of  these  cases  have  been  before  the  Court,  and  I  have 
myself  quite  lately  gone  into  all  the  authorities,  that  I  do  not  propose  to  treat 
them  at  length  now.     My  duty  is  to  decide  this  case  according  to  the  principles  15 
laid  down  in  the  case  which  was  cited  just  now   for  another  purpose,  of 
Jamiesan  and  Co.  v.  Jamieson  (15  R.P.C.  169),  where  the  principles  are  fully 
stated  by  the  Master  of  the  Rolls,  and  I  think  also  by  Lord  Justice  Vaughan 
Williams.    Also  I  must  not  forget  the  two  or  three  other  cases,  one  before  me, 
and  two  before  other  Judges  known  as  the  Coffee  Tin  cases,  one  of  which  went  20 
to  the  House  of  Lords.    The  principles  are  to  be  found  there  determining 
the  cla^  of  thii^  you  are  to  look  for,  and  the  evidence  you  are  to  rely  on  ;    but 
in  a  c^  of  this  kind  it  really  comes  back  to  the  judgment  of  my  own  eye, 
assisted  by  such  knowledge  as  I  may  presume  myself  to  possess  respecting  the 
average  man.    The  average  man  will  be  found  playing  cricket  as  well  as  in  25 
other  occupations,  and  I  am  not  to  look  merely  to  the  unwary  purchaser, 
certainly  not  to  the  skilful  expert,  but,  as  I  understand  the  authorities  now,  to 
the  average  man  who  is  about  to  purchase  a  cricket  bat,  and  consider  whether 
he  is  likely  to  be  deceived. 

These  two  cricket  bats  have  a  great  deal  in  common.    They  are  very  similar —  30 
BO  much  so  that  an  extremely  unwary  man,  or  a  child,  would  certainly  look 
upon  one  as  merely  the  duplicate  of  the  other.    They  have  a  great  deal  in 
common  ;  but  one  must  bear  in  mind  that  they  necessarily  have  a  great  deal 
in  common.    They  are  cricket  bats ;   they  are  instruments  intended  to  be 
used  in  the  game  of  cricket,  and  they  are  instruments  intended  to  be  used  35 
by  grown-up  persons,  and  in  playing  cricket  according  to  the  ordinary  rules  of 
the  game.    Therefore,  to  begin  with,  they  must  have  this  in  common,  that 
they  must  be  of  one  size  that  they  must  be  of  one  length,  and  really  be  so 
like  one  another,  that,  apart  from  any  stamping  on  them,  it  will  be  impossible  to 
tell  one  from  the  other.    Of  course  there  may  be  a  slight  difference  in  the  40 
grain  of  the  wood,  or  a  slight  difference  in  colour,  and  so  forth  ;  but  sub- 
stantially they  are  bound  to  be  very  much  like  one  another. 

That  brings  me  to  see  what  the  difference  is  in  the  stamps  on  them,  and  what 
there  is  in  common.    The  first  thing  that  strikes  me,  of  course,  is  that  they 
are  both  marked  "  Warsop."    That  of  course  indicates — the  evidence  tells  me  so,  45 
and  I  might  also  jump  to  the  conclusion — ^that  the  bat  is  made  by  a  man  of  the 
name  of  Warsop.    I  find  out  that  one  of  them  is  "  A.  Warsop,*'  and  the  other 
"B.  Warsop,"  indicating  different  Christian  names.    If  there  is  one  thing 
more  settled  than  another,  it  is,  I  think,  as  was  laid  down  by  Lord  Justice 
Knight  Bruce  in  Burgess  v.  Burgess  (3  De  G.  M.  &  G.  903),  that  every  50 
man  is  entitled  to  trade  in  his  own  name,  and  not  the  less  because  it  was 
the  name  of  his  father  before  him.    A.  Warsop  is  entitled  to  make  bats  and 
sell  them  in  his  name,  and  B.  Warsop  is  entitled  to  make  bats  and  sell  them  in 
his  name.    WhsX  A.  Warsop  must  not  do  is  to  make  and  sell  bats  in  such  a 
manner  that  his  customers  will  be  induced  to  believe  that  he  is  selling  bats  55 
made  by  B.  Warsop.    Unless  he  takes  sufficient  pains  to  distinguish  his  bats 
from  those  of  B.  Warsop,  he  may  find  himself  under  the  juri^iction  of  the 
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Court.  But  here  B.  Waraop  thinks  "  B  "  is  suflBcient  to  distinguish  him,  and 
SQpely  he  cannot  say  that  "A.  Warsop"  is  not  sufficient  to  distinguish  the 
Defendant.  Then  they  each  add  the  word  "  Marylebone."  Well,  it  is  not 
difficult  to  guess  why  the  word  "  Marylebone  "  is  added  to  a  cricket  bat,  but 
5  that  certainly  ought  not  to  be  added  except  by  those  who  have  some  connection 
with  Marylebone.  Now,  both  of  these  gentlemen  carry  on  business  in 
Marylebone,  and,  therefore,  nothing  can  be  said  about  that.  Really,  we  are 
driven  to  these  marks  which  are  below  the  splice,  which  at  first  sight  are 
very  similar.  I  mean  at  first  sight  from  a  reasonable  distance,  because  they 
'  are  both  marks  with  two  concentric  circles  of  a  similar  size,  and  they  have  both 
included  in  the  inner  of  the  two  concentric  circles  something  which  it  is  not 
easy  to  distinguish  till  you  look  closely  at  it,  and  in  the  interval  between  the 
two  circumferences  there  is  writing  which  it  is  not  easy  to  read  at  a  distance. 
When  you  come  to  look  closely  into  them,  both  the  figures  inside  the  inner 

15  circle,  and  the  writing  between  the  two  circumferences,  are  quite  different  from 
one  another.  On  the  Plaintiffs*  bat  there  is,  in  the  inner  circle,  a  figure  of  a 
gnn  on  a  carriage,  and  underneath  the  mouth  of  the  gun  there  is  a  heap  of  balls, 
which,  I  suppose,  are  meant  to  be  balls  such  as  would  be  fired  from  the  gnn, 
and,  except  that  the  words,  "  Trade  Mark,"  are  there,  that  is  the  whole  thing. 

20  In  the  Defendant's  inner  circle,  you  have  the  figure  of  the  globe.  How  much 
is  intended  to  be  represented  of  the  globe  it  may  be  difficult  to  say,  but  certainly 
some  part  of  the  globe,  and  when  you  come  to  look  at  it  closely  enough  to 
see  what  the  distinction  is,  it  is  perfectly  obvious  that  the  globe  has  no  more 
similarity  to  the  gun,  as  is  depicted  here,  than  a  real  globe,  such  as  is  used  for 

25  demonstrations  in  geography,  is  similar  to  a  real  gun.  That  disposes  of  that. 
Then  inside,  between  the  two  circumferences,  the  Plaintiffs  have  "  B.  Warsop's 
**  Conqueror  Patent  Spring  Handle,"  and  the  other  does  not  contain  Waraop  at 
all,  and  has  nothing  but  "  The  World  renowned."  In  one  case  you  have  a 
description  of  the  article  intended  to  be  sold,  with  a  reference  to  the  maker's 

30  name,  and,  in  the  other,  you  have  nothing  more  than  a  legend,  *'  The  World 
**  Renowned."  It  is  not  meant  as  an  adjective  without  a  substantive  to  follow  it ; 
at  least,  I  suppose  not.  It  is  merely  a  legend.  It  seems  to  me  those  things  are 
so  distinct  one  from  the  other  that  it  is  impossible  for  any  ordinary  average 
man  to  be  deceived  into  thinking  that  the  bat  sold  by  the  Defendant  is  a  iMtt 

35  manufactured  by  the  Plaintiff.  I  am  not  forgetting  the  principles  that  I  have 
to  apply,  and  I  do  not  wish  to  repeat  them  ;  but,  after  all,  two  circles  are  common 
as  a  figure — they  are  common  to  the  trade — ^and  when  you  see  there  is  no 
greater  similarity  than  that,  I  think  the  whole  question  is  disposed  of. 

That  being  so,  the  Plaintiffs'  case  fails,  and  then  arises  the  rather  difficult 

40  question  about  costs.  The  Plaintiffs'  case  failing,  the  Defendant  in  the 
ordinary  course  would  have  Judgment  with  costs  ;  but  he  has  seen  fit  to  put 
on  his  bat  under  his  Mark  the  word  "  Registered."  The  Plaintiffs  have  done 
the  same.  The  Plaintiffs  have  done  it  because  they  have  got  a  Registered 
Trade  Mark,  and  they  are  entitled,  if  not  bound,  to  put  the  word  "  Registered  " 

45  on.  I  will  not  say  for  a  moment  that  the  word  "  Registered "  is  put  on  the 
Defendant's  bat  because  he  found  it  on  the  Plaintiffs'  bat,  and  was  glad  of  the 
additional  similarity.  I  do  not  think  there  is  any  reason  for  saying  so.  I  will 
accept  the  Defendant's  story  that  he  intended  to  register  his  Mark  ;  that  he 
instructed  somebody  to  take  the  necessary  steps,  and,  in  anticipation  of  doing 

50  that,  making  the  stamp,  he  had  it  made  with  the  word  **  Registered  "  on  it,  and 
so  far  as  he  sold  bats  at  all,  he  has  sold  bats  with  the  word  *'  Registered  "  on 
them.  It  is  quite  obvious  he  did  that  for  a  purpose.  He  did  it,  not  intending 
in  the  first  instance  to  use  it  until  he  was  entitled  to  use  it,  but  he  intended, 
when  he  could  use  it,  to  put  it  forth  to  the  world  that  it  was  a  valuable  article 

55  registered  in  that  way  to  attract  attention  in  some  way  or  other,  and  to  enhance 
the  value  in  the  market  of  his  cricket  bat.  That  was  his  intention,  and  he  has 
used  the  word  before  he  has  a  right  to  use  it.    I  do  not  accuse  him  of  any  direct 
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fraudnlent  intent.  I  free  him  from  that,  bnt  a  man  mnst  take  the  conseqnenceB 
of  hifl  own  acts,  and  he  has  done  that  which  is  certainly  wrong.  There  is  no 
question  abont  that.  '  In  fact  one  of  the  arguments  against  depriving  him  Of  his 
costs  is  that  under  the  105th  Section  of  the  Patent  Act  of  1883  he  is  liable  to  a 
penalty,  and  that  that  is  the  real  and  right  remedy,  and  that  it  ought  toot  to  be  5 
enforced  in  a  different  way  in  this  action. 

Then  it  is  also  said  that  though  plaintiffs  have  been  deprived  of  their  costs 
when  they  have  used  the  word  '*  Patent  *'  or  "  Registered,"  or  done  something 
wrong,  there  is  no  real  authority  for  so  depriving  a  defendant ;  and,  more  than 
that,  a  plaintiff  is  only  deprived  in  a  Court  of  Equity,  and  the  authority  of  Lord  10 
Justice  Vaughan  Williams  in  Jamieson  and  Go,  v.  Jamtpsoti  is  cited  for  this 
proposition  (15  R.P.C.  at  p.  191),  that  though  he  might  lose  his  right  to  an  injunc- 
tion, he  might  still  retain  his  right  to  damages  in  an  action  for  damages.  It  is  not 
for  me  to  doubt  the  complete  accuracy  of  the  Lord  Justice's  law,  and  as  long  as 
that  stands  I  suppose  a  plaintiff  is  entitled  to  recover  damages,  because  the  15 
question  of  coming  into  Court  with  clean  hands  is  not  to  be  considered  in  an 
action  for  damages.  In  other  words,  the  way  it  has  been  put  in  a  mere  action 
for  damages  is  that  the  Plaintiff  is  suing  for  a  wrong  done  to  him,  and  it  is  no 
answer  to  him  to  say  that  he  himself  has  not  behaved  properly.  Of  that  there 
is  no  question  between  plaintiff  and  defendant  when  it  is  put  on  that  ground.       20 

I  have  turned  to  the  case  cited  by  Lord  Justice  Vatig?ian  Williams.*  It  is  a 
case  which  came  before  me  a  great  many  years  ago,  and  is  a  case  very  well 
known,  though  it  is  not  reported  in  the  Law  Reports.  In  that  case  the 
plaintiffs  sued  the  defendants  for  passing-off  with  regard  to  cigars,  and  a 
more  deliberate  case  of  copying  by  defendants  I  suppose  was  never  proved  in  25 
any  Court.  I  was  carried  away  by  the  impudent  copying  by  the  defendants, 
and  did  not  pay  proper  attention  to  the  counter  iniquities  of  the  plaintiffs,  but 
the  Court  of  Appeal  decided  the  case,  reversing  my  decision  entirely  on  that 
ground.  The  plaintiffs,  though  there  was  a  shocking  copy  of  their  boxes  and 
get-up,  and  everything,  had  advertised,  and  were  selling  as  "  Havana  Cigars  '*  30 
cigars  which  were  made  in  Germany,  in  boxes  made  in  Germany,  and  therefore 
they  were  deceiving  the  public.  In  giving  judgment,  Lord  Justice  Gottonj  on 
p.  685  of  3  Times  Law  Reports,  said  this  : — "  The  proper  course  for  a  Court  of 
**  Law,  and  still  more  for  a  Court  of  Equity,  was  to  refuse  to  protect  any  person 
**  who  sailed  under  false  colours."  It  seems  to  me,  with  great  respect  to  Lord  35 
Justice  Vaughan  Williams^  it  has  nothing  to  do  with  coming  into  equity  with 
clean  hands  as  a  personal  question  between  the  plaintiff  and  defendant,  but  that 
the  Courts  regard  the  rights  of  the  public,  and  that  the  policy  of  the  law  is  only 
to  assist  those  who  act  rightly.  Lord  Justice  Cotton  further  said : — ^**  The 
'^  mere  fact  that  there  were  other  persons  in  the  trade  who  committed  the  same  4U 
"  imposition,  or  rather  he  would  say  the  same  attempt  to  impose  upon  the 
**  public,  did  not  authorise  the  Court  to  interfere  in  a  case  like  this,  where  there 
^*  had  been  a  false  representation  as  to  the  origin  and  manufacture  of  the  article 
"  sought  to  be  protected."  Lord  Justice  Hotven,  in  concurring,  said  : — "  Why 
*'  this  elaborate  concatenation  of  pictorial  lies  except  for  the  purpose  of  deceivini;  45 
"  the  public  ?  "  So  that  the  Court  there  did  not  put  it  on  the  question  between  the 
plaintiff  and  the  defendant,  but  put  their  decision  on  the  deceiving  the  public. 
I  cannot  conceive  myself  any  reason  that  prevents  my  applying  that  principle  to 
a  defendant  as  well  as  to  a  plaintiff.  In  that  case  the  Court  dismissed  the 
plaintiffs'  action.  They  did  not  grant  an  injunction.  If  a  plaintiff  cannot  have  50 
relief  because  he  has  deceived  the  public,  why  is  a  defendant  to  if  he  has 
deceived  the  public.  It  cannot  give  a  plaintiff  a  right  to  an  injunction,  and  why 
should  not  a  defendant  suffer  if  he  has  deceived  the  public  ? 

Mr.  Sebastian^  in  the  last  edition  of  his  book,  says  that  it  has  been  done,  and  he 
refers  to  two  cases  which  I  am  not  disposed  to  say  much  about.     One,  I  think,  55 

♦  Newman  ^  Co,  t.  Pinto  4"  ihns,  3  T.L.R.  686  ;  4  B.P.O.  608. 
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is  hardly  in  point,  and  the  other  Paine  v.  Daniells  &  Sons'  Breweries^  Ld, 
(10  B.P.C.  71  and  217  ;  LJR.  1893,  2  Ch.  567),  is  a  case  that  went  to  the  Court  of 
Appeal  from  me,  and  my  decision  was  reversed.  It  would  not  be  right,  and 
certainly  I  should  be  reluctant  to  dwell  upon  anything  said  by  me  in  a  case 
5  which,  on  its  merits,  was  upset  in  the  Court  of  Appeal.  I  have  looked  through 
it.  It  will  probably  be  found  that  what  was  said  on  the  question  of  the  costs  was 
never  touched  at  all.  The  case  having  gone,  the  remarks  must  be  taken  to  have 
gone  with  it,  but  I  think  that  in  principle  what  Mr.  Sebastian  puts  in  his  book  as 
having  been  decided  is  what  ought  to  have  been  decided.    Here  is  a  man  who 

10  comes  and  says  I  am  not  bound  to  come  into  Court  with  clean  hands.  That, 
I  agree,  only  applies  to  a  plaintiff,  but  he  comes  here  bound  to  show  that  his 
bat  has  not  a  get-up  that  infringes  the  Plaintiffs*  rights,  and,  at  the  same  time, 
he  exhibits  it,  and  we  see  that  he  has  been  deceiving  the  public  by  using  the  word 
^^  Registered.*'    I  do  not  think  one  ought,  in  protecting  the  rights  of  the  public, 

15  to  give  that  man,  though  successful,  his  costs  of  the  action,  and,  therefore,  there 
will  be  judgment  for  the  Defendant  without  costs.  I  shsJl  be  very  glad  to  have 
that  point  diseussed,  and  decided  elsewhere.* 


In  the  Housb  of  Lords. 

Pf^es^n^-THB  Lord  Chanoellor,  Lord  Maonaghtbn,  Lord  Jambs,  and 
20  Lord  Lindlby. 

February  19th,  22nd  and  23rd,  and  May  16th,  1904. 

LBBD9  FoROB  Company,  Ld.  v.  Dbighton's  Patent  Flub  and  Tube 

Company,  Ld. 

Paimt. — Action  for  it^fringement. — Infringement  fotmd. — Injunction  granted 
25  at  the  triaL-^Injunction  dissolved  by  the  Court  of  Appeal. — Appeal  to  the  House 
of  Lords  allowed.— J^udgment  at  the  trial  restored. 

The  oumers  of  a  Patent  for  "  An  improved  boiler  fltie  "  stied  tJie  Defendant 
Company  and  its  directors  for  infringement.  Tlie  Patentee  claimed :  '*  A  boiler 
^  flue  or  furnace  consisting  ^  as  to  its  general  form^  bf  a  series  of  annular  or 


*  See  Bdcowrt^.  HateauH  ^op^Ettenee  Co.,  L.R.  10  Oh.  276.- 
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**  partially  annular  flutings  connecting  a  corresponding  series  of  sharp  ridges^ 
The  Defendant's  flue  had  corrugations^  which  the  Plaintiffs  contended  were 
ridges^  and  also  a  subsidiary  corrugation  between  these.  It  was  contended  by  the 
Defendants  that  their  corrt^ations  were  not  similar  to  the  sharp  ridges  claimed 
by  the  Patentee,  and  that  this  and  the  subsidiary  corrugations  so  differentiated  5 
the  Defendants*  flue  as  to  take  it  outside  tlie  claims  in  the  Plaintiff^''  Specific 
cation.  At  the  trial  it  was  held  that  the  Defendants  had  infringed^  and  an 
injunction  was  granted.  T?ie  injunction  was  suspended  until  the  1st  of  May 
1901  to  enable  the  Defendants  to  apply  to  the  Court  of  Appeal,  On  such  appli- 
cation the  injunction  was  by  consent  stayed  pending  the  appeal.  On  the  appeal  \q 
being  heard^  the  Court  of  Appeal  held  that  the  Defendants  had  not  infringed^  and 
the  appeal  was  allowed.    The  Plaintiffs  appealed  to  the  House  of  Lords. 

Held,  reversing  the  decision  of  the  Court  of  Appeal  that  the  Defendants 
had  infringed^  and  that  the  judgment  of  the  Judge  at  the  trial  be  restored 
ivith  costs.  15 

On  the  23rd  of  May  1889  Letters  Patent  (No.  8591  of  1889)  were  granted  to 
Edwin  Chambers  John  Devis  for  "  An  improved  boiler  fine." 

The  Complete  Specification  was  as  follows  : — **  The  object  of  this  invention  is 
"  to  provide  a  form  of  internal  boiler  flue  at  the  same  time  capable  of  with- 
^  standing  high  working  pressnres  and  of  more  efficiently  transmitting  heat  20 
"  than  the  flues  generally  used  for  high  pressures. 

'^  Flues  formed  of  plain  cylindrical  portions  alternating  with  stiffening  rings, 
^  and  those  of  barrel  section  are  necessarily  of  comparatively  thick  metal  and 
*•  inefficient  in  proportion,  while  those  formed  of  close  pitched  corrugations  are 
^  of  thinner  metal  but,  on  account  of  the  closeness  and  depth  of  the  corruga-  25 
*'  tions,  a  large  part  of  the  surface  is  comparatively  sheltered  from  the  heat,  both 
^*  of  radiation  and  conduction,  and  inefficient  in  proportion. 

*'  By  my  invention  both  these  objections  are,  to  a  large  extent,  eliminated  by 
**  forming  along  the  flue  a  series  of  ridges  of  sharp  section  and  at  a  wider  pitch 
*'  than  that  of  the  corrugations  of  an  ordinary  corrugated  flue  and  strengthening  30 
'^  the  metal  between  such  ridges  by  what  may  be  called  suspension  fropi  them. — 
"  That  is  to  say,  the  flue  is  constricted  in  diameter  between  ridge  and  ridge, 
^^  forming  a  series  of  annular  or  circumferential  flutings  whose  depth  is  small 
^  compared  with  their  width,  thus  allowing  of  direct  exposure  of  all  parts  to 
^^  the  radiant  heat  and  to  contact  of  the  hot  gases.  35 

^*  The  metal  at  the  ridges  may,  if  desired,  be  made  thicker  than  elsewhere* 
^'  and  besides  the  advantages  already  mentioned  1  claim  that  these  tubes  will 
"  be  stiffer  longitudinally  than  corrugated  tubes. 

^^  Fig.  1  of  the  accompanying  drawings  shows  my  invention  as  applied  to  the 
^'  flue  tube  of  an  ordinary  land  boiler.  In  this  case  1  do  not  consider  it  necessary  40 
*^  to  incur  the  expense  of  thickening  the  metal  at  the  ridges  and  the  section  is 
*'  as  shown  in  the  enlarged  view.  Fig.  2,  the  pitch  or  width  of  the  flutings  being 
*^  from  six  to  nine  inches  and  the  depth  about  an  inch  and  a  half.  Fig.  3  shows 
"  my  invention  as  applied  to  the  furnace  tube  of  a  marine  boiler  where  the 
^  ridges  may  be  advantageously  thickened  as  shown  in  Fig.  4,  which  is  an  45 
^^  enlarged  view  of  part  of  the  same.  In  this  case  the  pitch  or  width  of  the 
^'  flutings  may  be  made  greater,  say  eight  to  twelve  inches,  and  the' depth  about 
"  two  inches. 

'^  I  do  not,  however,  limit  myself  to  the  dimensions  stated,  ^  the  best  pro- 
"  portions  can  only  be  determined  by  experience  and  careful  trials.  50 
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"  The  flntingB  may  be  formed  by  rolling,  by  snaging  by  means  of  a  hydranlic 
**  press  or  steam  hammer,  by  fluid  pressure  direct  on  to  the  plate  pressing  it  on 
"  to  a  single  die,  or  by  the  indirect  fluid-pressure  process  to  which  my  Letters 
"  Patent  No.  5122  of  1888  relate.  They  may  all  pass  entirely  round  the  tube  or 
"  some  may  be  intersected  by  plain  parts  for  the  attachment  of  cross  tubes, 
'*  furnace  bearers,  &c.,  and  in  some  cases  there  may  be  partial  flutings  where  the 
'*  tube  is  incomplete,  for  instance,  under  the  combustion  chamber  of  a  marine 
'*  boiler,  as  shown  by  Fig.  3.  In  other  cases  the  flutings  may  be  carried  round 
**  the  upper  part  of  the  tube  only,  the  lower  part  being  formed  of  a  plain  plate  if 
"  a  complete  tube  is  required." 

The  claim  was  : — "  A  boiler  flue  or  furnace  consisting,  as  to  its  general  form 
*^  of  a  series  of  annular  or  partially  annular  flutings  connecting  a  corresponding 
*'  series  of  sharp  ridges.** 


FIC.I 


FIG  2. 


ric.3 


.•■:.-;ii  »: 


ric.4 


This  Patent  became  vested  in  the  Leeds  Firrge  Company^  Ld.,  who  on  the 
15  8th  of  March  1900  commenced  an  action  for  infringement  thereof  against 
Peighton*8  Patent  Flue  and  Tube  Company^  Ld.  and  William  Deighton^ 
Lawrence  Clayton,  Joseph  Hartley,  Joseph  Clayton,  and  John  R.  Pickering^ 
■directors  of  the  Defendailt  Company.  At  the  trial  no  evidence  was  given  "Bs  to 
any  acts  of  the  directors. 
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By  the  Statement  of  Claim  the  Plaintiffs  alleged  that  they  were  the  registered 
proprietors  of  the  Patent,  and  that  the  Defendants  had  infringed.  The  nsoal 
relief  was  claimed. 

The  Particulars  of  Breaches  as  amended  were  as  follows  : — "  (1)  Prior  to  the 
*^  issue  of  the  writ  in  this  action,  and  subsequent  to  the  date  of  the  Letters  S^ 
**  Patent  in  the  Statement  of  Claim  referred  to,  the  Defendant  Company  have 
''  infringed  the  said  Letters  Patent  by  the  manufacture,  sale,  ofiPer  for  sale,  and 
^'  use  of  corrugated  steel  furnaces  or  boiler  flues  constructed  according  to  the 
'*  invention  described  in  the  Final  Specification  of  the  said  Letters  Patent  and 
'*  claimed  in  the  claiming  clause  thereof.  The  Defendants  other  than  the  10 
"  Defendant  Company  are  the  directors  and  officers  of  the  Defendant  Company, 
*'  and  take  an  active  part  in  the  management  of  the  Defendant  Company,  and  are 
'^  directly  concerned  in  and  about  the  manufacture  and  sale  and  offer  for  sale  of 
'^  the  said  furnaces  and  boiler  flues,  and  are  personally  liable  as  infringers  of  the 
"  Plaintiff  Company^s  said  Patent.  (2)  In  particular  the  Plaintiffs  complain  15 
*^  of  the  manufacture  and  sale  by  the  Defendant  Company  in  or  about  the 
"  month  of  August  1899  to  Messrs.  George  Fletcher  A  Sons^  of  Bowling  Oreen 
'^  Street,  in  the  city  of  Sheffield,  of  a  corrugated  steel  furnace  constructed  as 
**  aforesaid.  The  Defendants  other  than  the  Defendant  Company  are  personally 
^*  connected  with  the  said  manufacture  and  sale  in  manner  aforesaid.*'  20 

By  their  Defence  delivered  on  the  19th  day  of  December  1900  the  Defendants 
(1)  denied  that  the  Plaintiffs  were  owners  of  the  Patent  ;  (2)  denied  infringe- 
ment ;  and  (3)  alleged  that  the  Patent  was  invalid. 

The  Particulars  of  Objections  alleged  that — (1)  The  alleged  invention  was  not 
new  at  the  date  of  the  Letters  Patent,  but  had  been  published  in  the  following  25 
Speciflcations :— ^Samson  Fox  (No.  1097  of  1877);  HopHnaon  (No.  3258  of 
1880) ;  Hopkinaon  (No.  2683  of  1885) ;  Purves  (No.  2974  of  1885) ;  Meredith 
(No.  4834  of  1886)  ;  A  damson  (No.  534  of  1887) ;  Robertson  (No.  11,666  of 
1887).  (2)  The  invention  had  also  been  published  by  the  public  manufacture 
and  exhibition  of  corrugated  boiler  flues  at  the  Leeds  Forge,  Leeds,  in  or  just  30 
before  the  year  1887  as  follows  (a  description  followed).  (3)  The  alleged 
invention  was  not  usefuL  (4)  Having  regard  to  the  state  of  public  knowledge 
at  the  date  no  invention  was  required  to  produce  the  arrangements  described 
and  claimed  in  the  Specification,  and  the  Patent  was  invalid  by  reason  of  want 
of  subject-matter.  (5)  The  Complete  Specification  did  not  particularly  describe  35 
and  ascertain  the  nature  of  the  said  alleged  invention  and  in  what  manner  it 
was  to  be  performed.  No  sufficient  directions  were  given  for  the  formation  of 
a  series  of  annular  fiutings  connecting  a  corresponding  series  of  sharp  ridges  as 
described  and  claimed  in  the  said  Specification. 

The  subjoined  drawing  shows  a  section  of  the  Defendants'  flue  : —  40 


A  shows  the  main  outward  corrugations,  the  metal  between  taking  an 
inwardly  curved  sweep  as  indicated  at  B,  and  a  slight  outwardly  corvpd  sweep 
as  shown  at  C,  so  as  to  form  supplementary  corrugations.* 


«  6S90  the  Speoifioatioii  of  William  Deigkton't  Patent  for  "  Improvemente  in  Boiler  FIqm  and 
'«Fire  Bozee  "  (^o.  16,670  of  1896). 
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The  action  was  tried  before  Mr.  Justice  Cozevs-Hardy  on  the  18th,  19th  and 
20th  of  March  1901,  who  j?ranted  an  injunction  against  the  Defendant  Company, 
but  not  against  its  directors,  the  action  being  dismissed  against  them  without 
costs.  The  injunction  was  stayed  until  the  Slst  of  May  1901,  to  enable  the 
5  Defendants,  if  they  appealed,  to  apply  to  the  Court  of  Appeal  as  to  a  further 
stay.* 

The  Defendant  Company  appealed,  and  on  the  26th  of  April  1901,  by  consent, 
an  Order  was  made  by  the  Court  of  Appeal  staying  the  injunction  pending  the 
appeal  on  terms  arranged  between  the  parties,  which  terms  were  embodied  in 

10  the  Order. 

The  Plaintiffs  subsequently  moved  to  commit  certain  officers  of  the  Defendant 
Company  for  alleged  breaches  of  the  consent  Order.  The  motion  was  heard 
on  the  ir)th  and  25th  of  January  1902,  no  Order  being  made  except  that  the 
Defendants  should  pay  the  costs  of  the  motion,  the  Defendants  giving  a  certain 

15  undertaking. 

The  appeal  in  the  action  came  on  for  hearing  on  the  4th  March  1902.    The 
Court  of  Appeal,  on  the  7th  March  1902,  allowed  the  appeal,  deciding  that  the 
Defendants  had  not  infringed.f 
The  Plaintiffs  appealed  to  the  House  of  Lords. 

2Q  The  appeal  came  on  for  hearing  before  the  House  of  Lords  on  the  19th 
February  1904. 

Moulton^  K.C.,  Botisfield,  K.C.,  A.  J.  Walter  and  H.  A.  Golefax  (instructed 
by  Vincent  and  Vincent,  agents  for  iJay  and  Yeu^dall,  of  Leeds),  appeared  for  the 
Appellants ;  T.  Terrell,  K.C.,  and  J.  C.  Graham  (instructed  by  Harrison  and 

25  Davis,  agents  for  Ramsden  and  Garter,  of  Leeds)  appeared  for  the  Respondents. 

Bousjield,  K.C.,  for  the  Appellants. — The  action  is  for  infringement  of  a 

Patent  for  boiler  flues.     Gozens-Hardy,  J.,  gave  judgment  in  favour  of  the 

Plaintiffs.    His  judgment  was  reversed  by  the  Court  of  Appeal.    Devts'  Patent 

represeats  the  high  water  mark  of  ingenuity  and  experience.    The  boiler  flue  is 

30  cylindrical  in  form,  with  corrugations  of  sharp  section.  A  broad  sweep  is  thus 
obtained  between  the  sections,  and  the  loss  of  heating  surface  and  risk  of 
collapse  obviated.  The  deposit  of  scale  is  greatly  diminished,  and  the  conse- 
quential overheating  and  *'  pocketing  "  of  the  metal  are  no  longer  present.  The 
oldest    form    of    boiler    flue  was   a    plain    cylinder.     Later,  cylinders  were 

35  strengthened  by  being  made  in  sections,  with  stiffening  rings  at  each  section. 
In  1877,  Sampson  Fox  invented  the  corrugated  section.  This  had  great 
advantages,  but  also  many  disadvantages.  The  Patents  of  Purves  and  Adamsoti, 
relied  upon  by  the  Court  of  Appeal,  as  well  as  the  Patent  of  Fox,  were  all 
subject  to  the  disadvantages  of  {inter  alia)  loss  of  heating  surface,  overheating 

40  in  parts,  and  "  pocketing."  The  effect  of  the  improved  form  of  Devis  is  that, 
whereas  30  per  cent,  of  Fox's  flues  collapsed  between  the  ridges,  none  of  Devis* 
have  failed.  They  have  been  used  by  the  Cunard  Company,  the  White  Star 
Line^  and  the  Peninsular  and  Oriental  Company.  The  sharp  ridges  hold  the 
metal  between  the  sections  in  suspension.     The  Respondents*  flue  is  made 

45  according  to  the  Devis  Patent,  but  it  has  a  hump  between  the  sections.  The 
hump  serves  no  purpose,  except  to  get  outside  Devts"  Patent.  An  additional 
advantage  of  Devis^  Patent  is  that  the  corrugations  can  be  "  rolled  in  "  from  the 
cylinder.  [Models  of  the  flues  were  produced,  and  the  "  rolling  in  "  process 
demonstrated.]     A  point  was  raised  in  the  (Jourt  of  Appeal  that  the  Appellants' 

50  fine  was  not  in  practice  made  according  to  the  Specification,  inasmuch  as  the 
ridges  were  not  made  "  sharp,"  nor  as  sharp  as  in  a  flue  put  in  evidence  in  the 
Court  of  Appeal,  manufactured  by  John  Brown  &  Co,,  the  Applicants'  licensees. 
But  the  Court  of  Appeal  was  misled.    John  Broum  &  Go.  produced  the  sharper 

•  18  R.P.C.  238.  t  19  B.P.C.  286. 
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ridges  by  a  particular  method  of  manufacture,  and  not  by  rolling  in.  "  Sharp  " 
is  a  relative  term,  and  the  degree  of  sharpness  depends  upon  the  mode  of 
manufacture.  The  Devis  invention  could  not  have  been  got  from  Fox,  The 
Court  of  Appeal  took  the  view  that  Purves  and  Adamson  reduced  Devis* 
invention  to  a  narrow  point,  and  that  nothing  but  the  exact  thing  described  in  5 
the  Specification  could  come  within  it.  Puroes  differs  from  Devis  in  that  it 
cannot  be  manufactured  by  the  method  used  by  the  Appellants,  and  in  that  the 
metal  between  the  ridges  is  not  in  suspension.  Adamson  is  practically  the  same. 
[The  learned  Counsel  read  the  reasons  of  the  Judges  of  the  Court  of  Appeal,  and 
of  GozenS'Hardyy  J.,  for  their  decisions.]  The  improvement  effected  by  Devis  10 
appears  to  be  a  slight  one,  but  it  is  important  on  the  question  of  construction, 
for,  when  an  alteration  produces  such  remarkable  practical  results  as  Devis* 
Patent  does,  the  substance  of  the  invention  must  be  regarded.  The  Court  of 
Appeal  have  narrowed  the  construction  by  comparing  the  Specification  with  two 
prior  Specifications  which  were  failures.  Things  demonstrated  to  be  15 
impracticable,  or  shown  to  have  gone  out  of  use  by  reason  of  failure  ought  not 
to  be  held  to  narrow  the  construction  of  a  Specification. 

Walter,  followed,  and  submitted  that  the  Respondents  had  taken  the 
substance  of  Devis^  invention.  The  fine  was  made  in  the  same  way — t.^.,  by 
rolling  in  from  a  cylinder ;  for  tests  it  was  treated  in  the  same  way  by  the  Board  20 
of  Trade ;  the  freedom  from  scale  was  the  same  ;  the  heating  efficiency  the 
same ;  the  suspension  the  same ;  and  there  was  no  difference  of  function 
between  the  two,  and  no  appreciable  advantage  obtained  by  the  introduction  of 
the  hump. 

Terrell,  K.C.,  for  the  Respondents. — The  case  is  not  one  of  words,  but  of  25 
things.    The  fines  produced  by  the  Appellants  and  Respondents  respectively 
must  be  looked  at.    To  ascertain  what  was  in  the  mind  of  Devis  when  he  drew 
his  Specification,  regard  must  be  had  to  what  was  accomplished  before.    Fox 
had  a  cylinder  with  corrugations  supporting  the  intervening  valleys  of  metal. 
All  sorts    of    corrugations    have    been    adopted — namely,    those    of    Purves,  30 
Hopkinson,  Adamson,  and  Robertson.    It  is  erroneous  to  say  that  none  of  the 
prior  Patents  were  put  into  practice.    A  great  many  fines  were  manufactured 
under  them.    Devis  never  contemplated  rolling  from  the  cylinder.    He  contem- 
plated rolling  from  the  fiat.    Devis,  by  rolling,  produces  a  concavity  between 
the  ridges,  whereas  the  Respondents,  by  rolling,  produce  a  convexity.    The  35 
support  of  the  valley  in  Devis  is  effected  by  pressure,  but  in  the  Respondents' 
flue  it  is  produced  by  compression.    The  difference  is  material,  for  in  Devis  the 
flue  has  a  tendency  to  shorten  longitudinally,  but  in  the  Respondents'  it  has  a 
tendency  to  lengthen,  because  of  the  outward  curve  or  hump.   The  difference 
caused  by  the  hump  is  of  practical  importance.    The  Respondents'  ridges  are  40 
very  nearly  the  same  as  those  of  Fox.    Instead  of  having  a  valley  between  the 
ridges,  they  have  an  outward  curve.    If  Devis*  invention  is  what  is  described 
and  shown  in  the  Specification  and  drawings  it  is  new,  but  if  it  is  sought  to 
widen  the  'Construction,  then  the  Appellants,  in  view  of  the  anticipations,  get 
perilously  near  invalidity.    The  case  made  in  the  Court  of  first  instance  was  45 
that  the  whole  object  of  the  invention  was  to  avoid  scale.    But  there  is  deposit 
of  scale  on  every  kind  of  boiler-flue,  and  there  is  nothing  in  the  Specification  to 
support  the  statement.    The  deposit  of  scale  depends  upon  the  kind  of  water 
used.    As  to  the  point  about  suspension  of  metal,  whatever  suspension  there  is 
was  equally  present  in  the  previous  Patents.     A  Patentee  must  be  confined  to  50 
his  claim,  and  when  he  has  described  his  invention,  set  out  drawings,  and  distin- 
guished it  from  things  that  have  gone  before,  a  fair  construction  must  be  given 
to  the  language.    The  Patent  here  is  for  a  combination  of  ridges  and  flutings. 
When  he  used  the  words  "  ridges  of  sharp  section  "  he  meant  sharp  ridges  and  not 
relatively  sharp  with  those  in  the  flues  previously  made.    It  was  contended  that  55 
the  figures  in  Devis'  Specification  must  not  be  looked  at,  because  the  ridges 


VoL  XXI^  No.  21.]      AND  TRADE  MARK  OaSBB.  493 

Leeds  Forge  Company^  Ld.  v.  Detghton's  Patent  Flue  and  Tube 

Company,  Ld. 

could  not  in  practice  be  made  as  sharp  as  indicated.  But  the  iiue  produced  by 
the  Respondents  in  the  Court  of  Appeal  shows  that  they  can  be  so  made.  The 
flues  produced  by  the  Appellants  are  not  made  in  accordance  with  Devis* 
Specification.  Again,  the  Respondents'  flue  has  not  a  sharp  section  in  the  sense 
5  in  which  the  flue  can  be  made  according  to  Dems*  Specification.  If  the  Specifi- 
cation of  Devis  is  strictly  construed,  the  Respondents  have  not  infringed.  The 
hump  in  the  curve  is  of  great  practical  importance.  It  prevents  the  shortening 
of  the  flue. 

Oraham  followed,  and  compared  the  Specifications  of  PurveSy  Adamsony 

10  Hopkinson,  and  Robertson  with  that  of  Devis  in  order  to  show  that,  on  a  true 
construction  of  the  Specification,  the  Respondents  had  not  infringed. 
Bousfieldy  K.C.,  was  heard  in  reply. 

Lord  M ACNAGHTEN. — Mv  Lords,  I  have  been  asked  by  the  LORD  Chancbllor, 
who  is  unable  to  be  here  this  morning,  to  read  this  Judgment  for  him. 

15  Lord  Halsbury,  L.G. — (Judgment  read  by  Lord  Macnaghtbn).— My  Lords, 
in  this  case,  which  is  an  action  for  the  infringement  of  a  Patent,  the  validity  of 
which  is  not  disputed,  the  real  question  is  whether,  what  the  Defendants  have 
done  is,  or  is  not,  an  infringement,  or,  stating  the  question  more  precisely, 
whether  the  form  of  boiler  flue  which  the  Defendants  are  manufacturing  is,  or  is 

20  not,  within  the  patented  inventions  of  which  the  Plaintiffs  are  the  proprietors. 
In  order  to  solve  this  question,  one  must  see  exactly  what  it  is  that  the  Patentee 
invented,  and  compare  it  with  the  alleged  infringement.  On  the  one  side  it  is 
said  that  the  real  principle — the  pith  and  marrow  of  the  patented  invention — 
has  been  taken,  and  that  the  variation  in  form  which  has  been  introduced  by 

25  the  Defendants  is  merely  colourable,  and  has  no  efi'ect  in  substance  at  all.  On 
the  other  hand,  it  is  contended  that  it  is  not  the  same  form  which  is  manufactured 
by  the  Defendants,  and  that  there  is  a  real  effect  produced  by  the  Defendants' 
form  of  manufacture,  which  differentiates  it  from  the  Plaintiffs'. 

To  render  intelligible  the  dispute,  it  is  to  some  extent  necessary  to  look  at  the 

30  history  of  steam  navigation  in  respect  of  the  boiler  flues  which  form  part  of  the 
necessary  machinery.  The  boiler  used  to  have  the  flue  in  which  the  fire  is 
placed  in  plain  cylindrical  shells,  and  it  used  often  to  collapse  from  pressure 
on  one  side,  and  from  great  heat  on  the  other.  Of  course,  the  tendency  to  this 
misfortune  was  increased  by  the  increase  of  pressure  which  improved  types  of 

35  engines  rendered  possible.  A  Mr.  Fox  invented  a  type  of  boiler  flue,  in  itself  a 
great  improvement  upon  the  plain  cylinder,  but  as  Sir  James  Flannery 
explained  there  was  a  great  disadvantage  arising  from  the  fact  of  corrugation 
upon  the  surface.  According  to  that  gentleman  a  deep  corrugation  was  a  place 
in  which  scale  would  deposit  by  reason  of  the  precipitation,  under  pressure  and 

40  evaporation,  of  the  solids  which  are  in  the  water.  The  effect  of  this  is  very 
clearly  described  by  the  same  witness.  It  prevents  the  heat  passing  into  the 
water  which  is  on  the  other  side  of  the  plate  ;  the  heat  thus  prevented  passing, 
heats  the  plate  of  the  flue  to  such  an  extent  as  to  render  it  ductile  or  soft  ;  it 
thus  loses  its  strength,  and  being  subjected  to  the  pressure,  results  in  what  is 

45  called  "  pocketing  "  or  depression  of  that  part.  I  am  paraphrasing  rather  than 
literally  quoting  the  witness'  evidence.  He  also  describes  the  way  in  which 
Dems  solved  the  problem  of  how  to  get  rid  of  this  source  of  danger.  He 
invented  the  form  of  boiler  flue  which  made  the  places  where  scale  would 
deposit  neither  so  deep  nor  so  narrow,  with  the  result  that  when  the  scale  did 

50  deposit  at  all,  it  lay  more  thinly  on  the  surface,  and  was  accordingly  less 
dangerous  than  when  it  was  confined  in  a  lump  at  the  bottom  of  a  narrow 
cavity. 

My  Lords,  it  is  not  necessary  to  go  more  minutely  into  the  invention,  its 
utility  or  inutility,  for  the  reason  I  have  already  given.    Indeed  the  practical 

55  evidence  of  its  adoption  by  so  many  important  Navigation  Companies  is  itself 
the  best  evidence  of  its  practical  utility,  and  the  same  witness  I  have  quoted 
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says  it  was  an  improvement  of  a  most  decided  character.    Nor  is  it,  I  think, 
necessary,  after  your  Lordships'  decision  in  this  House,  to  insist  upon  the  principle, 
now  sufficiently  established,  that  a  minute  difference,  if  it  makes  the  difference 
between  success  and  failure,  is-  enough  to  establish  a  patentable  invention.    It    . 
is,  however,  a  perversion  of  that  principle  to  suppose  that  where,  as  in  this  5 
case,  it  is  a  question  of  the  form  of  the  thing  invented,  a  mere  difference  of 
form  while  retaining  the  substance  of  the  invention,  will  enable  a  person  to 
appropriate  the  invention,  and  make  the  new  variation  a  new  invention.    To 
my  mind   the  Defendants'  manufactured  article  is  exactly  the  same  as  the 
Plaintiffs'  in  all    which    constitutes  the    merit  of  the  invention;     the  only  10 
difference  is  a  hump  between  the  corrugations  of  Devia"  invention.     I  do  not 
think  the  Defendants  have  been  able  to  make  out  that  that  hump  served  any 
useful  purpose.     It  is  a  variation  of  form  such  as  I  think  the  evidence  showB 
has  no  practical  operation  at  all,  and  for  the  purpose  of  the  argument  here  may 
be  disregarded  altogether.  15 

The  question  then  is  resolved  into  a  question  of  the  true  construction  of  the 
Specification.  Two  criticisms  are  made,  one  that  the  ridges  or  corrugation  of 
IJevis^  Patent  are  not  sharp,  as  to  which  I  think  ii  is  a  verbal  criticism  which 
rests  upon  a  supposed  definition  of  the  word  "  sharp,"  to  which  I  do  not  assent. 
In  the  use  of  human  language,  which  is  after  all  an  imperfect  instrument  for  20 
the  embodiment  of  human  thought,  the  context  and  the  subject>-matter  dealt 
with,  must  modify  and  expound  to  a  very  considerable  extent  the  meaning  of 
a  word.  I  suppose  it  would  be  a  very  intelligible  distinction  to  say  that  Mont 
Blanc  was  a  flat  mountain  compared  to  Monte  Rosa  which  is  a  sharp  peak, 
though  Mont  Blanc  is  not  flat  and  Monte  Rosa  is  not  sharp,  in  the  sense  of  the  25 
word  sharp,  if  you  were  speaking  of  a  knife  or  a  razor. 

The  other  verbal  criticism  is  on  the  word  "  suspension,"  and  I  do  not  deny 
that  if  one  had  not  the  form  of  the  flue  before  one,  and  did  not  appreciate  the 
theory  upon  which  one  piece  of  curved  metal  may  give  strength  to  another,  it 
might  be  difficult  to  put  into  language  the  exact  principle  which  the  30 
Patentee  desired  to  point  out,  but  if  one  looks  at  the  Drawing,  one  sees 
directly  what  is  meant  by  the  word,  and  it  can,  I  think,  be  defended  upon 
the  mechanical  principles  which  regulate  the  strain  to  which  metal  in  the 
shape  devised  by  the  Patentee  ie  subjected. 

It  may  be  that  the  invention  is  simple  ;  I  think  it  is.  It  may  be  that  the  35 
others  forms  went  near,  but  they  did  not  attain  the  success  that  followed 
Dems^  invention.  The  practical  fact  seems  to  me  the  strongest  evidence  of 
the  merit  of  the  invention,  and  as  I  have  said  the  sole  question  here  is  whether 
it  has  been  infringed.  I  have  carefully  considered  the  addition  of  the  hump, 
and  if  I  thought  it  made  any  real  difference  one  would  have  to  consider  whiub  40 
would  be  the  effect  of  treating  it  as  an  improvement  upon  Devis\  but  I  think 
the  evidence  fails  to  show  that  it  has  any  operation  at  all,  and  I  therefore  move 
your  Lordships  that  this  Judgment  be  reversed. 

Lord    Macnaghtbn.— My    Lords,    I    concur    in    the    Lord    Chancellor's 
Judgment.  45 

Lord    Jambs    of    Hbrepord.— My   Lords,    I    also    concur   in   the   Loid 
Chancellor's  Judgment. 

Lord  LiNDLBY. — My  Lords,  when  Devis  obtained  his  Patent  for  an 
improved  boiler  flue  there  were  two  types  of  boiler  flues  in  existence,  which 
have  to  be  considered  in  this  case,  viz.,  first,  plain  tubes,  and  second,  corrugated  50 
tubes.  There  were  several  varieties  of  plain  tubes,  viz.  (1)  simple  tubes  ;  (2) 
simple  tubes  strengthened  by  external  bands  of  metal  fastened  round  them  at 
intervals  ;  (3)  simple  tubes  strengthened  by  being  so  rolled  as  to  have  rings  or 
folds  of  the  tube  projecting  outwards  and  round  the  tube  at  intervals,  and 
which  rings  or  folds  strengthened  the  tubes  and  did  little  else.  Purvey'  55 
Patent  and  Adamson's  Patent  were  for  flues  of  this  last  kind.      Their  essential 
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character  is  that  the  tubes  between  the  rings  or  folds  were  straight,  and  that  a 
line  drawn  on  the  tube  from  the  apex  of  one  ring  or  fold  to  the  apex  of  the 
next  ring  or  fold  would  not  be  a  regular  catenary  curve  such  as  is  produced 
by  a  chain  suspended  between  two  points.  In  this  type  of  flue  a  line  drawn  on 
5  the  tube  from  the  apex  of  one  ring  or  fold  to  the  apex  of  the  next  ring  or  fold 
would  be  straight  at  the  bottom  of  the  furrow  betweea  the  ridges  ;  and  this 
straight  piece  of  tube  is  liable  to  bulge  inwards  under  the  combined  influence 
of  great  heat  below  and  great  pressure  above.  Corrugated  flues  were  not  open 
to  this  defect. 

10  Devia^  Patent  is  for  an  improved  flue  of  the  other  type,  i.e.,  the  corrugated 
type.  In  this  type  of  flue  there  is  no  straight  metal ;  all  is  curved.  As 
originally  patented  by  Fox  the  curves  were  regular  and  gradual  round  the  tops 
of  the  convex  ridges,  and  the  bottoms  of  the  concave  furrows.  Devis  improved 
on  this  form  :  he  made  his  convex  ridges  much  sharper,  and  his  concave  furrows 

15  longer  and  shallower  than  in  Fox'e  corrugated  flues.  The  essential  chJiracter  of 
Devis^  Patent  is  that  the  ridges  are  stronger  than  in  ordinary  corrugated  flues, 
and  that  all  the  metal  below  the  ridges  is,  as  it  were,  suspended  from  them,  so 
that  the  pressure  on  that  metal  is  thrown  upon  and  borne  by  the  ridges.  This 
prevents  that  bulging  in  the  furrows  which  is  the  great  defect  in  the  Purves 

20  type  of  flue,  and  is  a  great  improvement  on  the  ordinary  corrugated  flue.  The 
idea  of  suspension  is  made  quite  intelligible  by  looking  at  Devis*  Drawings, 
which  show  the  form  of  curve  he  had  in  his  mind.  It  is  a  curve  formed  by  a 
line  drawn  on  the  flue  from  the  apex  of  one  ridge  to  the  apex  of  the  next,  and 
is  a  catenary  curve   such  as  is  produced  by  a  chain  suspended  between  the 

25  apices  of  two  adjacent  ridges.  This  feature  was  a  distinct  improvement  in  flues 
for  high  pressure  boilers  ;  and  Devis*  Patent  is  recognised  to  be  new  and 
useful.  .  Its  validity  is  not  now  questioned  by  the  Defendants.  Tour 
Lordships,  have  not,  therefore,  to  consider  the  novelty  or  utility  of  Devis* 
invention,  nor  the  sufficiency  of  his  Specification. 

30  There  was,  however,  a  great  deal  of  controversy,  and  no  little  conflict  of 
testimony  about  the  idea  of  suspension  as  applied  to  the  furrows  between 
the  ridges.  The  expression  is  not  a  happy  one  ;  but  the  idea  intended  to 
be  conveyed  by  the  Specification,  and  really  conveyed  by  it,  is  that  which 
I  have  endeavoured  to  describe,  and  is  quite    intelligible   and    not    difficult 

35  to  grasp. 

The  Defendants^  flue  differs  from  Devis^  in  one  respect,  and  one  only.  The 
bottoms  of  the  furrows  between  the  ridges  are  bulged  upwards  so  as  to  form 
convex  humps.  The  furrows  between  two  adjoining  ridges  are  not  flat  as  in 
Pu/rves*  or  Adamson^s^  nor  are  they  concave  as  in  DeiHs  Drawings.    They  are 

40  convex.  The  question  is  whether  this  difference  is  substantial  or  immaterial. 
The  Judge  who  tried  the  case  considered  the  difference  immaterial,  and  held 
that  the  Defendants  had  infringed  Devis*  Patent.  The  Court  of  Appeal  were  of 
a  different  opinion,  and  dismissed  the  Plaintiffs'  action. 

My  Lords,  the  learned  counsel  for  the  Defendants  contended  that  their  flue 

45  was  one  of  the  first  type  to  which  I  have  alluded  when  speaking  of  plain  flues. 
If  this  were  so,  I  agree  with  them  that  there  would  be  no  infringement.  But 
I  cannot  accept  this  view.  The  Defendants*  flue  appears  to  me  to  be  one  of  the 
other  type,  t>.,  the  corrugated  type.  It  is  a  ridge  and  furrow  flue.  The  idea  of 
what  may  be  called  suspension  which  I  have  already  explained,  and  which 

50  is  the  essential  feature  of  Devis*  Patent,  underlies  the  Defendants'  flue.    This, 

I  think,  is  clearly  established  by  the  expert  evidence  in  the  case,  and  by  the 

casts  and  drawings  (especially  J.S.  6  and  J.S.  7)  produced  before  your  Lordships 

on  the  hearing  of  the  Appeal. 

Bat  then  it  is  said  that  the  Plaintiffs  are  tied  down  by  their  Specification 

55  and  Drawings  to  an  unbroken  curve  between  each  pair  of  adjacent  ridges,  and 
that  those  ridges  must  be  sharp.    What  is  meant  by  sharp  in  the  claim  is 
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apparent  from  the  body  of  the  Specification  and  Drawings.  The  Specification 
describes  '*  a  series  of  ridges  of  sharp  section,  and  at  a  wider  pitch  than  that 
"  of  the  corrugations  of  an  ordinary  corrugated  fine.'*  When  a  subject-matter 
to  which  the  Patent  relates  is  understood,  I  do  not  myself  feel  any  difficulty 
about  the  word  "  sharp."  To  my  mind  it  obviously  means  sharp  as  compared  5 
with  the  convex  ridges  of  an  ordinary  corrugated  flue.  The  Defendants'  ridges 
are  sharp  in  this  sense. 

The  real  difficulty  arises  from  the  difference  in  the  bottoms  of  the  furrows 
between'  the  ridges.    If  your  Lordships  had  to  desd  with  a  registered  design  and 
not  a  Patent,  it  would,  in  my  opinion,  be  impossible  to  hold  that  the  Defendants'  10 
design  was  an  infringement  of  the  Plaintiflb'  rights.    The  differences  are  too 
obvious.    But  when  dealing  with  a  Patent  there  is  something  more  than  shape  or 
outline  to  be  considered,  viz.,  tha^  practical  end  to  be  attained  by  the  means 
described.    Devis  describes  this  end  with  sufficient  clearness.    After  referring 
to  ordinary  corrugated  fines  and  their  defects,  he  says  :  "  By  my  invention  both  15 
"  these  objections  are  to  a  large  extent  eliminated*  by  forming  along  the  flue 
'^  a  series   of  ridges  of  sharp  section,  and  at  a  wider  pitch  than  that  of  the 
"  corrugations  of  an  ordinary   corrugated  flue,  and  strengthening  the  metal 
'^  between  such  ridges  by  what  may  be  called  suspension  from  them  ;  that  is  to 
"  say,  the  flue  is  constricted  in  diameter  between  ridge  and  ridge,  forming  a  20 
*'  series  of  annular  or  circumferential  flutings,  whose  depth  is  small  compared 
"  with  their  width,  thus  allowing  of  direct  exposure  of  all  parts  to  the  radiant 
*^  heat,  and  to  contact  with  the  hot  gases."    T^^^  Defendants  have,  as  already 
stated,  a  series  of  ridges  such  as  are  here  described;    they   strengthen  the 
metal  between  them  as  here  described  ;    what  may  be  called  suspension  is  to  25 
be  found  in  the  Defendants'  flue,  for  the  humps  at  the  bottom  of  their  furrows 
are,  as  it  were,  suspended  from  the   ridges  ;    the  flues    are   constricted  in 
diameter  between  ridge  and  ridge;    a  series  of  annular  or  circumferential 
flutings  are  formed,  although  not  as  shown  in  Devis'  Drawings  ;  their  depth  is 
small  compared  with  their  width  ;  and  there  is  direct  exposure  of  all  parts  to  30 
the  radiant  heat  and  to  contact  with  the  hot  gases.    The  annular  or. circum- 
ferential flutings  here  spoken  of  are  drawn  in  Devis*  Specification  as  continuous 
curves,  whilst  the  Defendants  shape  them  differently  ;    but  the  difference  in 
shape  does  not  alter  the  fact  that  the  end  attained  by  Devis  is  attained  by  the 
Defendants,  and  in  the  way  described  by  him.    The  Defendants'  humps  may  or  35 
may  not  add  strength  to  the  bottoms  of  the  furrows  and  be  improvements  on 
Devis*  Patent.    The  evidence  on  this  point  is  conflicting  and  I  am  not  satisfied 
that  they  are  really  improvements.    But  even  if  they  are  improvements,  the 
Defendants' flues  appear  to  me  to  be  made  in  accordance  with  Devis*  Patent, 
and  the  humps  are  simply  additions  to  what  he  invented  and  described.    The  40 
Court  of  Appeal,  I  think,  attached  too  much  importance  to  the  difference  in  the 
shape  of  the  bottoms  of  the  furrows,  and  too  little  to  the  fact  that  in  every 
important  point  the  Defendants'  flues  resemble  Devi8\ 

The  case  is  a  difficult  one,  but  having  considered  it  carefully  I  have  come  to 
the  conclusion  that  infringement  is  proved.  To  use  the  language  of  Lord  Gaims  45 
in  Glark  v.  Adie  (L.R.  2  App.  Cas.  at  320,  321)  the  Defendants  have  taken 
the  pith  and  substance  of  Derns*  invention,  sdthough  they  have  departed  in  one 
particular  from  the  precise  method  in  which  he  carried  it  out.  Proctor  v. 
Bennia  (L.R.  36  Ch.  D.  740),*  and  Conaolidated  Car  Heating  Go.  v.  Came  (L.R. 
1903,  A.O.  509),t  also  illustrate  this  principle.  50 

For  the  above  reasons  I  am  of  opinion  that  the  Appeal  should  be  allowed,  and 
the  Judgment  of  Mr.  Justice  Gozbns-Hardy  be  restored,  and  that  the 
Respondents  should  pay  the  costs  both  here  and  below. 


4  a.P.C.  333.  t  aO  E.P.C.  746. 
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Comjiani/j  Ld. 

The  Order  appealed  from  was  reversed,  atid  the  Judgment  of  CoeBNS- 
Hardy,  J.,  was  restored,  and  tlie  Respondents  were  ordered  to  pay  the  costs  both 
in  the  House  of  Lords  and  below. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Befo^^e  Mr.   JUSTICE    BUOKLBY. 

June  23rd,  1904. 

Haskell  Golp  Ball  Company  i\  Robert  Hutchison  and  John  Main. 


Patent — Action  for  infringement. — Motion  by  Defendants  to  restrain  adver- 
tisements by  Plaintiffs. — Threats.-— Dus  diligence. — Contempt  of  Court. — Motion 
10  dismissed, — Patents,  Ac.  Act,  1883,  section  S2. 

On  the  19th  of  April  1904  the  owners  of  Letters  Patent  commenced  an  action 
for  ififringement  of  the  Patent,  in  which  they  delivered  their  Statement  of 
Claim  on  the  20th  of  May  1904.  On  the  8th  of  June  they  issued  advertisements 
containing  threats,  which  were  circulated  among  the  customers  of  the  Defendants 

j^5  and  referred  specijically  to  their  goods.  TJie  Defendants  moved  in  the  action  to 
restrain  the  Plaintiffs  from  representing  by  advertisements  or  otherwise  that 
the  Defmxdants*  goods  were  infringements  of  the  Plaintiffs'  Patent,  and  they 
relied  on  section  32  of  the  Patents,  Ac.  Act,  1883,  alleging  that  the  Plaintiffs 
had  known  of  the  sale  of  the  Defendants^  goods  for  eighteen  months  ;  they  also 

20  alleged  that  the  advertisements  were  a  contempt  of  Court.  At  the  date  of  tlie 
hearing  of  the  Motion,  on  June  the  23rd,  the  Defendants  had  not  put  in  their 
Defefice.  The  Plaintiffs  had  brought  actions  against  other  persons,  ivlw  had 
submitted. 

Held  (following  Challender  v.  Royle,  4  R.P.C.  368),  that  "  due  diligence'*  in 

25  section  32  means  after  the  threat  and  not  after  the  acts  complaified  of  as 

infringements,  and  that  no  want  of  due  diligence  on  the  part  of  the  Plaintiffs 
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was  proved ;  also  that  the  advertisement  was  not  a  contempt  of  Court.    The 
Motion  was  dismissed  tvith  costs. 

On  the  19th  of  April  1904  the  Haskell  Golf  Ball  Company  commenced  an 
action  against  Robert  Hutchison  and  Johyi  Main  for  infringement  of  Letters 
Patent  (No.  17,554*  of  1898)  granted  to  Alfred  Julius  Boult  for  an  invention  5 
of  "  Improvements  in  balls  for  use  in  golf  and  other  games." 

The  Statement  of  Claim  and  Particulars  of  Breaches  v^eve  delivered  on  the 
20th  of  May  1904. 

By  the  Particulars  of  Breaches  the  Plaintiffs  in  particular  complained  of  the 
manufacture  and  sale  by  the  Defendants  of  golf  balls  known  as  "  Springvale  10 
** Eagle"   and    "Springvale    Hawk"    to    certain   persons  in    the   Particulars 
mentioned  in  or  before  the  month  of  April  1904. 

On  the   13th  of  June  1904  the  Defendants  gave  notice  of  Motion  for  an 
injunction  to  restrain  the  Plaintiffs  until  the  trial  of  the  action  from  representing 
by  advertisements  or  otherwise  that  the  golf  balls  made  and  sold  by   the  15 
Defendants  as  "  Springvale  Eagle  "  and  '*  Springvale  Hawk "  were  infringe- 
ments of  any  valid  Letters  Patent  belonging  to  the  Plaintiffs. 

No  Defence  had  at  the  hearing  of  the  Motion  been  delivered  by  the 
Defendants. 

The  terms  of  the  advertisements  complained  of  appear  from  the  following  20 
paragraphs  of  an  affidavit  made  by  Claude  Archibald  Hutchison^  the  Defendants' 
works  manager,  in  which  he  also  alleged  the  invalidity  of  the  Patent  and  also 
non-infringement  by  the  Defendants  : — **(7)  On  the  8th  day  of  June  1904  the 
"  Plaintiffs  caused  to  be  inserted  in  a  paper  known  as  the  *  Irish  Golfer,'  which 
"  is  a  i^aper  with  a  large  circulation,  the  following  advertisement : —  25 

**  Important  Notice. 

"  It  has  come  to  the  notice  of  the  Haskell  Golf  Ball  Company  that  golf 

"  balls  known  as  the  *  Springvale  Eagle,'  the  *  Springvale  Hawk ' 

"  are  being  offered  for  sale  in  the  United  Kingdom  in  infringement  of  Letters 
"  Patent  belonging  to  the  Haskell  Company.  This  is  to  give  notice  that  30 
"  actions  have  been  commenced  against  the  manufacturers  of  or  dealers  in 
<^  such  balls  claiming  injunctions  to  restrain  such  infringements  and  damages. 
**  And  further  notice  is  given,  that  the  Haskell  Company  will  enforce  its  rights 
*^  against  all  persons  buying  or  selling  or  otherwise  dealing  in  or  using  such 
"  infringing  golf  balls.  35 

"  Wilson y  BristowSj  and  Carpmael, 

"  1,  Copthall  Buildings, 

«  London,  E.G., 
"  Solicitors  for  the  Haskell  Ball  Company. 

"  (8)  The  Plaintiffs  have  also  caused  circulars  in  the  terms  of  the  said  adver-  40 
"  tisement  to  be  sent  to  large  numbers  of  dealers  in  golf  balls,  very  many  of 
"  them  customers  of  the  Defendants.  (9)  The  said  advertisement  and  circular 
'^  set  out  in  substance  as  a  fact  which  is  not  true,  and  which  is  a  statement 
"  extremely  injurious  to  the  Defendants'  trade,  that  *  Springvale  Eagle '  and 
"  *  Springvale  Hawk '  golf  balls  are  infringements  of  some  valid  Letters  Patent  4b 
"  belonging  to  the  Plaintiffs." 

Other  affidavits  were  filed  on  the  Motion,  but  it  is  not  necessary  for  the 
purpose  of  this  report  to  refer  to  the  same,  the  facts  sufficiently  appearing  in 
the  judgment  printed  below. 

Bousfield,  K.C.,  and  J.  C.  Graham  (instructed  by  Burton,  Yeats,  and  Hart)  50 
appeared  for  the  Defendants  ;  Moulton,  K.C.,  Astbury,  K.C.,  and  A.  J.  Waller 
(instructed  by  Wilson,  Bristows,  and  CarpmaeT)  appeared  for  the  Plaintiffs. 
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Boiisfield,  K.C.,  and  J.  (7.  Graham  for  the  Defendants  in  support  of  the 
Motion. — Firsts  the  advertisements  should  be  restrained  under  section  32  of  the 
Patents,  tvc.  Act,  1883 ;  the  Plaintiffs  cannot  in  this  case  set  up  the  defence 
that  they  have  proceeded  with  due  diligence  ;  the  previous  proceedings  against 
5  other  Defendants  constitute  no  defence  and  they  came  to  an  end  some  time 
since.  Moreover,  the  Defendants  have  been  selling  the  article  complained  of  for 
18  months.  [BuCKLBY,  J. — How  can  I  say  that  there  is  a  want  of  due  diligence 
on  the  part  of  the  Plaintiffs  when  they  have  brought  actions  against  other 
persons  who  have  submitted;  they  could  not  help  that  ?]     At  all  events,  the 

10  Plaintiffs  have  long  known  what  the  Defendants  have  done,  without  for  a  long 
time  taking  proceedings  against  them.  In  the  present  case  the  threats  were 
after  the  commencement  of  the  action  ;  but  the  Plaintiffs  have  not  with  due 
diligence  commenced  and  prosecuted  an  action  for  infringement.  Secondly, 
the  advertisement  amounts  to  a  contempt  of  Court.    [Fenner  v.  Wilson  A  Co,^ 

15  Ld.  (10  R.P.C.  283)  was  referred  to.] 

Moulton,  K.C.,  for  the  Plaintiffs. — It  was  expressly  decided  in  ChcUlender  v. 
Royle  (4  R.P.C.  363 ;  L.R.  36  Ch.  D.  425)  that  "  due  diligence  "  in  section  32 
means  due  diligence  after  the  threats.  The  Defendants  either  apply  under 
section  32  or  under  the  common  law.    And  if  an  action  is  brought  under 

20  the  common  law  in  respect  of  threats,  mala  fides  must  be  shown  (Wren 
V.  Weild^  L.R.  4  Q.B.  213,  730).  Section  32  was  passed  to  meet  that ;  it  says 
that  if  one  threatens  one  must  promptly  bring  an  action  for  infringement. 
The  circular  is  only  a  threat,  not  a  contempt  of  Court  in  any  way. 

Bousfieldy  K.C.,  in  reply. — The  point  on  which  Challender  v.  Royle  was  cited 

25  was  not  the  ground  of  the  decision.  This  appears  more  clearly  in  the  Patent 
Reports. 

Buckley,  J, — The  material  dates  are  these.  On  the  19th  of  April  in  this 
year  the  Haskell  Oolf  Ball  Company  issued  a  writ  in  an  action  against 
Hutchison  and  Main^  claiming  an  injunction  to  restrain  them  from  infringing 

30  certain  Letters  Patent  (No.  17,554*  of  1898).  Subsequently,  on  the  8th  of  June, 
the  Plaintiffs  inserted  in  the  "  Irish  Golfer  "  the  notice  which  is  complained  of  ; 
and  they  have  also  caused  circulars  in  the  terms  of  that  advertisement  to  be  sent 
to  large  numbers  of  dealers  in  golf  balls,  very  many  of  them  the  customers  of 
the  Defendants.    The  Statement  of  Claim  was  delivered  on  the  20th  of  May. 

35  To-day  is  the  23rd  of  June.  No  Defence  or  Particulars  of  Objections  have  yet 
been  delivered  by  the  Defendants,  who  have  already  had  two  extensions  of 
time  for  delivering  the  same.  Under  these  circumstances  the  Defendants  move 
in  the  action  for  an  injunction  to  restrain  the  Plaintiffs  till  the  trial  from 
repeating  the  statement  contained  in  the  '*  Irish  Golfer  *'  or  circularising  that 

40  statement. 

The  Defendants  put  it  upon  two  grounds.  First,  upon  section  32  of  the  Act 
of  1883.  Mr.  Bousfield  tells  me  that  most  of  the  cases  under  that  section  are 
cases  in  which  the  course  of  events  has  been  this  :  threats  first,  then  action  to 
restrain  the  threats,  then  action  to  restrain  the  infringement.     It  is  said  that 

45  there  is  some  difference,  because  in  this  case  the  course  of  events  has  been, 
action  to  restrain  infringement  first  and  threats  next.  It  seems  to  me  impos- 
sible to  draw  any  distinction  in  favour  of  the  parties  .moving  in  that  order  of 
events.  The  effect  of  section  32  is,  as  I  understand  it,  that  if  a  patentee  is 
going  to  threaten  other  people  with  proceedings  for  infringement  of  his  Patent 

50  he  must  take  upon  himself  to  issue  legal  process  for  the  purpose  of  obtaining  a 
decision  as  to  whether  he  has  a  good  Patent  or  not,  and,  if  he  does  that  before 
he  threatens,  his  position  is  much  stronger  than  if  he  threatens  first  and  sues 
after. 

Then  Mr.  Bousfield  says  that  these  Plaintiffs  have  not  proceeded  with  due 

55  diligence.  He  says  that  the  Defendants  have  been  selling  the  article  for  the 
last  eighteen  months,  and  that  this  writ  was  only  issued  last  April — a  couple  of 
months  ago.    The  facts  are  stated  in  paragraph  2  of  the  Respondents'  affidavit : — 
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*'  Proceedings  have  already  been  taken  upon  the  said  Letters  Patent  for  infringe - 
**  ment  against  other  firms  and  persons,  and  an  injunction  obtained  and  under- 
"  taking  given  not  to  infringe  the  said  Letters  Patent."  They  have  been 
asserting  against  other  parties  the  validity  of  their  Patent  actively,  and  have 
been  obtaining  injunctions  and  undertakings.  Further,  according  to  the  5 
judgment  of  Lord  Justice  Cotton  in  Ghallender  v.  Royle,  all  I  have  to  look  at 
here  is,  what  is  the  date  of  the  threat,  not  what  is  the  date  of  the  act  done 
against  which  the  threat  is  directed.  Here  the  date  of  the  threat  was  after  the 
issue  of  the  writ.  There  is  no  possible  ground,  as  it  seems  to  me,  for  asserting 
that  the  Patentees  have  not  proceeded  with  due  diligence.  It  is  the  Defendants  IQ 
in  fact — I  do  not  say  improperly,  as  it  is  a  Patent  action  and  a  serious  matter— 
who  are  preventing  the  action  coming  on  by  getting  time  for  the  delivery  of 
their  Defence  ;  the  Plaintiffs  are  in  no  default  whatever.  There  has  been  in 
my  opinion  no  want  of  due  diligence. 

Then  it  is  said  the  ad  vertisement  ought  to  be  stopped  because  it  is  an  interference  15 
with  the  course  of  justice,  and  in  that  sense  a  contempt  of  Court ;  that  it  is  a  pro- 
ceeding that  will  embarrass  the  Court  in  coming  to  a  fair  decision  in  the  action 
when  it  comes  on  for  trial.    I  confess  that  I  have  great  difficulty  in  understiinding 
how  that  contention  can  be  put  forward  seriously.    The  contention  as  I  under- 
stand it  is  this  :  that  by  thid  notice  the  Patentee  says,  "  You  are  infringing  my  20 
"  Patent ;  you  are  selling  an  infringement  of  my  Patent ;  I  have  commenced 
'*  an  action  to  restrain  the  infringement  of  my  Patent,"  and  he  is  thereby 
affirming  that  the  decision  in  the  action  will  be  in  his  favour.     Would  it 
have  made  any  difference  had  he  said  "  offering  for  sale  that  which  I  allege  to 
"  be  an  infringement  of  my  Patent "  ?     I  think  certainly  not.    The  circular  25 
simply  means  this  :  "  I  say  my  Patent  is  good,  and  I  say  you  are  infringing  it ; 
"  I  have  commenced  an  action  in  which  if  am  going  to  maintain  the  affirmative 
"  of  that,  in  which  of  course  I  may  be  defeated,  and  I  may  be  wrong."     In 
Fenner  v.  Wilson  &  Co.,  Ld.  (10  R.P.C.  283)  the  language  of  the  threat  was. 
this :  "  The  public  are  especially  warned  that  users  of  "  certain  things  "  are  30 
"  liable  to  damages  and  injunction  in  respect  of  such  user  " — which  is  stronger 
language  than  this.    That  was  a  direct  affirmation  that  they  were  liable  and  that 
the  decision  would  be  in  the  Patentee's  favour.    Upon  that  Lord  Justice  Lindley 
said  :  "  We  think  we  ought  to  say  that  we  could  not  possibly  treat  these  adver- 
'^  tisements  as  a  contempt  of  Court ;  it  would  be  extravagant  to  treat  them  as  35 
"  anything  of  the  sort."    That  language  is  stronger  than  this.    The  circular  in 
this  case,  in  my  opinion,  amounts  to  nothing  more  than  this  ;  the  Patentee  says, 
'*  The  Patent  is  a  good  one,  I  am  going  to  maintain  that  it  is  a  good  Patent,  and 
"  you  are  infringing  it."    Of  course  it  would  be  competent  for  the  Patentee  to 
commence  actions  against  all  the  persons  dealing  in  these  alleged  infringing  40 
articles.    What  he  has  done  is  something  less  than  that.     Instead  of  suing  them 
all,  he  gives  them  notice  that  they  are  doing  that  which,  as  he  claims,  is  a 
wrongful  act.    To  use  the  language  of  Lord  Justice  Lindley^  it  seems  to  me 
that  it  is  extravagant  to  treat  anything  of  that  kind  as  a  matter  which  calls  for 
the  interference  of  the  Court  or  one  which  will  interfere  in  any  way  with  the  45 
course  of  justice. 

The  Motion  fails,  and  I  dismiss  it  with  costs,  the  costs  to  be  the  Plaintiffs*  in 
any  event. 
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Broum  v.  Evered  A  Oo, 


In  the  Court  of  Session  in  Scotland. 

Outer  House. 

Before  Lord  Pearson  (Ordinary). 

March  19th,  June  7th,  and  July  Hh  and  9th,  1904. 

Brown  v.  Evered  &  Co. 


Patent. — Infringement. — Cancluaion  for  damages  or  profits. — Allowance  of 
proof. — Diligence  for  recovery  of  documents. — Bi^iness  books. 

B.,  a  Patentee^  raised  an  action  of  interdict  against  E.  for  infringement^ 
concluding  also  for  damages  or  alternatively  for  profits.  On  the  19th  of  March 
10  the  Lord  Ordinary  before  Answ&r  allowed  the  parties  a  proof  of  their  respective 
averments  and  to  the  Pursuer  a  conjunct  probation.  On  the  7th  of  June  B. 
disked  for  a  diligence  to  recover  documents  in  terms  of  a  specification  calling 
inter  alia /or  E.^s  business  books. 

Held,  that  the  interlocutor  allowing  proof  could  not  be  altered ;  that  the 
15  inquiry  into  profits  or  damages  was  not  to  be  postponed  until  infringement 
had  been  proved.    Diligence  granted. 

Amendment. — Expenses  reserved. — Abandonment. — Expenses. 

On  the  5th  of  July  the  Defenders  were  allowed  to  amend  their  record^  the 

question  of  expenses  being  reserved.    On  the  9th  of  July  the  Pursuer  abandoned 

20  the  cause  in  terms  of  the  Statute  6  Geo,  IV.^  c.  120,  section  10^  under  which  the 

Pursuer  ha^  it  in  his  power  to  abandon  tlie  case  on  paying  full  expenses  or  costs 

to  Ihe  Defender. 

Held,  that  the  terms  of  the  Statute  did  not  preclude  the  Court  from  dealing 

tinth  the  expenses  reserved  by  the  interlocutor  of  the  5th  of  July ^  modifying  them 

m  and  awardina  them  to  the  Pursuer..  ... 

28 
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The  Pursuer  in  this  case  was  Andrew  Broum j  aseptic  furniture  maker, 
104,  Oeorge  Street,  Glasgow,  and  the  Defenders  were  Evered  <k  Oo,y  Ld.<, 
bedstead  manufacturers,  Surrey  Works,  Smethwick,  Birmingham.  Arrest- 
ments jurisdictionis  fundandce  causa  had  been  used  against  the  Defenders. 
The  object  of  the  action  was  to  interdict  the  Defenders  from  infringing  Letters  5 
Patent  (No.  4588  of  1899)  for  "  Improvements  in  and  relating  to  portable  aseptic 
*'  surgical  stands."  The  Pursuer  also  asked  for  delivery  to  him  or  alternatively 
for  destruction  of  all  stands  in  the  possession  of  the  Defenders  made  in  infringe- 
ment of  his  Patent.  He  concluded  for  damages  or  alternatively  for  profits. 
He  also  asked  in  his  Summons  for  delivery  *'  of  all  letters,  invoices,  bills,  10 
^^  business  books,  drawings,  models,  and  other  papers  or  documents  belonging 
"  to  or  in  the  hands  of  or  under  the  control  of  the  Defenders  or  of  their  agents 
'^  or  others  having  their  authority  relating  to  the  said  infringement  of  the  said 
"  Letters  Patent,"  and  that  the  Defenders  "  should  exhibit  and  produce  a  full 
'^  and  particular  account  of  the  number  of  portable  aseptic  surgical  stands  15 
"  manufactured  by  them  during  the  continuance  of  the  said  Letters  Patent  and 
**  of  the  prices  charged  and  profits  made  by  them  thereby." 

The  Defenders  pleaded  inter  alia :— 4.  The  Letters  Patent  et  separatim  the 
second  claim  in  the  Specification  was  null  and  void  in  respect  (1)  that  the 
alleged  invention  therein  described  was  publicly  known  and  used  prior  to  the  20 
date  of  the  said  Letters  Patent ;  (2)  that  the  second  claim  was  bad  for  want  of 
subject-matter  ;  (3)  that  there  was  no  sufficient  specification  or  explanation  of 
the  process  claimed  in  the  second  claim  ;  and  (4)  that  the  Patentee  in  his 
Letters  Patent  failed  to  distinguish  what  was  old  and  not  claimed  from  what 
was  new  ;  they  also  pleaded  that  they  had  not  infringed  the  Patent.  25 

Findlay  (instructed  by  J.  W.  and  J.  Mackenzie^  W.S.)  appeared  for  the 
Pursuer ;  and  Tait  (instructed  by  Forrester  and  Davidsmi^  W.S.)  for  the 
Defenders. 

On  the  19th  of  March  1904  Lord  Low  closed  the  record  ;  and  before  Answer 
allowed  the  parties  a  proof  of  their  respective  averments,  and  to  the  Pursuer  a  30 
conjunct  probation.    On  the  7th  of  June  1904  the  Pursuer  asked  for  a  diligence 
to  recover  documents  in  terms  of  a  specification.    Inter  alia  the  Defenders' 
business  books  were  called  for.    These  were  wanted  for  the  purpose  of  proving 
the  amount  of  the  damages  or  profits  concluded  for.    Counsel  for  the  Defenders 
contended  that  the  Pursuer  must  first  prove  the  validity  of  his  Patent  and  that  35 
there  had  been  infringement ;  unless  he  proved  this  there  would  be  no  claim 
for  damages  or  profits,  and  until  it  was  proved  the  question  of  damages  or 
profits  did  not  arise.    He  might  then  make  his  election  between  damages  and 
profits  and  proceed  to  prove  their  amount.    The  Pursuer  was  a  rival  trader, 
and  the  Defenders  might  be  injured  if  access  to  their  books  was  given  him  at  40 
this  stage.    Counsel  for  the  Pursuer  contended  that  proof  had  already  been 
granted  in  general  terms,  which  covered  the  question  of  damages  as  well  as 
that  of  infringement.    English  practice  on  the  point  was  misleading,  for  in 
Scotland  it  was  the  invariable  custom  to  take  the  whole  proof  at  once.    The 
following  authorities  were  quoted  : — United  Horse  Shoe  and  Nail  Company  v.  45 
Stewart  (5  R.P.C.  260  ;  15  R.,  H.L.,  45)  ;  Incandescent  Qas  Light  Company  v. 
McCulloch  (5  S.L.T.,  Nos.  233  and  245)  ;  Gwynne  v.  Drysdale  (3  ILP.C.  65 ; 
13  R.  684) ;  Dunlop  PneumcUic  Tyre  Company  v.  New  Lamb  Tyre  Company 
(20  R.P.C.  303  ;  10  S.L.T.,  No.  26)  ;  Frost's  Patent  Law  and  Practice,  pages  598, 
605,  609  ;  Neilson  v.  BeUs  (L.R.  5  H.L.  1,  at  page  22)  ;  Dicks  v.  Brooks  (15  CD.  50 
39)  ;  Edison  v.  Holland  (5  R.P.C.  483)  ;  Hutchison  v.  Patullo  (5  R.P.C.  351 ; 
15  R.  644). 

Lord  Pearson  (to  whom  the  case  had  been  transferred)  granted  the  diligence. 
He  said  : — ^The  Defenders  ask  me  to  disallow  the  Specification  in  toto  on  the 
ground  that  the  inquiry  into  profits  and  damages  should  be  postponed  until  it  55 
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is  decided  that  the  Pursuer's  Patent  is  yalid.  I  have  no  power  to  alter  the 
interlocutor  allowing  proof ;  and  I  think  I  should  be  virtually  altering  it  if 
I  were  to  separate  the  proof  allowed  as  to  infringement  from  that  as  to  damages 
or  profits.  I  think  this  is  a  typical  case  of  the  unfairness  of  allowing  the 
5  Pursuer,  a  rival  in  trade,  to  have  access  to  the  Defenders'  business  books  before 
the  question  as  to  the  validity  of  the  Patent  is  decided.  But  on  looking  into 
the  aathorities  I  find  two  cases  which  appear  to  support  the  general  allowance 
of  proof  in  such  circumstances,  namely,  Owynne  (13  R.  684)  and  Hutchison 
(15    R.    644).      The    one    was   an    action    for    interdict    against    infringe- 

10  ment  and  for  an  account  of  profits.  The  other  was  an  action  upon  alleged 
infringement  and  for  damages,  and  the  validity  of  the  Patent  was  attacked. 
In  neither  case  was  there  any  division  of  the  proof.    I  am  unable  to  disallow 

.«^  the  specification  as  craved,  both  because  I  cannot  alter  the  interlocutor  allowing 
proof,  and  because  the  interlocutor  appears  to  be  supported  by  practice  in  cases 

15  of  the  kind. 

On  the  5th  of  July,  a  week  before  the  date  fixed  for  proof,  the  Defenders 
amended  their  pleadings.  In  these  they  had  pleaded  that  the  second  claim  of 
the  Pursuer's  Patent  was  bad  for  want  of  subject-matter.  They  now  brought 
this  objection  against  the  whole  of   the  claims    in    the    Pursuer's    Patent, 

20  et  separatim  against  his  second  claim.  The  amendment  was  allowed,  the 
question  of  expenses  being  reserved. 

On  July  the  9th  the  Pursuer's  Counsel  intimated  that  he  abandoned  the 
action  in  terms  of  the  Statute  6  Oeo.  IV.,  c.  120,  section  10,  which  reads  : — 
"  The  Pursuer  having  it  in  his  power  to  abandon  the  cause  on  paying  full 

25  ^<  expenses  or  costs  to  the  Defender."  Counsel  for  Defenders  asked  for  expenses, 
and  argued  that  the  terms  of  the  Statute  entitled  him  to  his  expenses  in 
full.  Counsel  for  the  Pursuer  argued  that  the  interlocutor  of  the  5th  of 
July  reserving  expenses  left  it  to  the  Lord  Ordinary  to  award  him  the  expense 
caused  to  him  by  an  amendment  which  altered  the  whole  nature  of  the  Defence 

30  being  made  at  that  late  stage.  The  question  of  expenses  reserved  from  the 
5th  of  July  fell  to  be  disposed  of  before  the  Motion  for  abandonment  was 
made.  The  Lord  Ordinary  modified  the  expenses  reserved  from  the  5th  of 
July  at  3/.  is.  and  awarded  them  to  the  Pursuer,  allowed  the  minute  of 
abandonment  to  be  received,  and  awarded  the  Defenders  full  expenses  except 

35  as  above  mentioned. 


^^^^-in^ 
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In  thb  Hioh  Court  op  Justice.— Chancbrt  Division. 

Be/ore  Mb.  Justicb  Wabbington. 

July  7th  and  8th,  1904, 

L.  AND  0.  Hardmuth  v.  Edwabd  Bakbb  &  Son. 


Patent.  —  Action  far   infringement.  —  Anticipatian.  —  Differences    between  5 
patented   article   and    infringing   article.  —  Sufficiency   of  Specification.-^ 
Judgment  far  Plaintiffs. 

The  oumera  of  a  Patent  for  a  cigar  piercer  brought  an  action  far  infringe- 
ment     The    infringing  cigar  piercer  differed   in    same   details  from   the 
patented  article.    The  Defendants  relied  mainly  on  anticipation^  insufficiency  \q 
of  descriptiori  in  the  Specification^  and  non-infringement. 

Held,  that  the  Patent  was  for  the  parti/^ar  cigar  piercer  described  in  the 
Specification  and  delineated  in  the  Drawings ;  that  the  Patent  had  not  been 
anticipated  and  that  the  Specification  was  sufficient ;  and  that^  although  the 
Patent  was  confined  to  the  mxxchine  described^  the  Defendants  had  infringed^  a«  ]5 
they  had  taken  the  patented  machine  with  immaterial  differences.  Judgment  was 
given  for  the  Plaintiffs  for  the  relief  claimed. 

This  was  an  action  brought  by  the  Plaintiffs  alleging  infringement  of  a  Patent 
owned  by  them  (No.  6958  of  1899)  granted  to  Lawrence  Ghmn  Sloan  for 
'*  A  cigar  piercer,"  as  a  communication  from  abroad  by  Franz  von  Hardmuth.  20 

The  Complete  Specification  was  as  follows  : — "  This  invention  relates  to  a 
"  cigar  piercer  whereby  to  bore  a  longitudinal  draught  orifice  in  the  tip  of  a 
'*  cigar  without  impairing  the  continuity  of  the  outer  wrapper  and  causing  it  to 
"  become  unrolled  when  moistened  by  the  saliva,  as  happens  when  the  tip  of 
"  the  cigar  is  cut  off  or  cross  notched  by  cigar  cutters  of  the  ordinary  kind,  gs 
<*  By  means  of  the  instrument  of  this  invention  the  draught  hole  is  bored 
"  axially  in  the  tip  of  the  cigar  by  means  of  a  tubular  scoop-like  cutter  whereby 
<«  the  removal  of  a  solid  central  core  of  tobacco  is  effected  without  splitting  the 
**  outer  wrapper  or  destroying  the  continuity  of  the  final  convolutions  by  which 
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*'  the  tip  is  formed,  the  hole  so  bored  being  of  such  depth  as  to  ensure  a  free 
^'  draught  whilst  owing  to  its  small  diameter  and  axial  direction  the  hole  is  not 
"  liable  to  become  choked  with  saliva  in  smoking. 
"  The  invention  will  be  described  with  reference  to  the  accompanying 
5  "  drawings  wherein  Figure  1  representa  a  longitudinal  section  of  the  instrument, 
'^  drawn  to  an  enlarged  scale,  the  cutter  being  in  its  normal  retracted  position, 
"  and  Figure  2  shews  an  external  view  of  the  instrument  with  the  cutter 
"  projected  to  its  full  extent  into  the  tip  of  a  cigar  which  is  shewn  in  dotted 
"  lines.    Figure  3  shews  longitudinal  views  and  a  cross  section  on  x — x^  of  the 

10  "  acting  end  of  the  cutter  drawn  to  a  still  further  enlarged  scale. 

^^  The  case  of  the  instrument  comprises  two  outer  tubular  sections  a  b  sliding 
'^  telescopically  the  one  in  the  other,  the  section  a  terminating  in  a  bell  body 
*'  portion  c  having  a  bell  mouth  c^  adapted  to  receive  within  its  conical  recess 
'^  the  tip  of  a  cigar  and  so  confine  it  as  to  prevent  its  splitting  when  the  cutter 

15  "  is  driven  in.  Fitted  to  slide  axially  through  this  bell  mouth  is  a  tubular 
*^  punch  or  cutter  d  having  its  acting  end  oblique  to  its  axis  so  as  to  present 
'*  cutting  edges  e  e  meeting  at  an  acute  point  oi;  angle  /  whereby  to  facilitate 
"  the  initial  penetration  of  the  cutter  and  cause  the  cutting  edges  by  reason  of 
'^  their  obliquity  to  make  a  drawing  cut,  these  cutting  edges  being  chisel-like  in 

20  "  cross  section,  that  is  to  say  bevelled  towards  the  inner  side  only  of  the  cutter 
"  so  that  the  latter  when  driven  into  the  cigar  will  exert  no  outwardly  directed 
"  wedge-like  action  which  would  tend  to  burst  the  end  of  the  cigar  but  the 
**  tobacco  removed  by  the  cutter  on  its  entry  will  be  forcibly  compressed  into 
"  the  bore  of  the  cutter  in  the  form  of  a  solid  core  which  will  be  extracted 

25  **  along  with  the  cutter  when  the  latter  is  withdrawn.  This  cutter  may  be 
"  formed  of  a  strip  of  thin  steel  bent  to  a  tubular  form  and  tempered  and  it  is 
"  in  rigid  longitudinal  connection,  through  a  cutter-carrying  tube  ^,  with  the 
^'  upper  member  b  of  the  outer  case  so  that  when  the  latter  is  pressed  into  the 
"  part  a  the  cutter  will  be  extruded  through  the  bell   mouth  as  shewn  in 

30  '*  Figure  2.  In  order  however  to  prevent  torsional  straining  of  the  connections 
"  between  the  various  parts  the  member  b  of  the  casing  can  turn  freely  and 
*'  independently  of  the  cutter.  With  this  object  the  cutter  carrying  tube  g  may 
**  terminate  in  a  disc  or  other  head  h  adapted  to  be  engaged  with  the  part  b  by 
'^  a  circumferential  groove  i  pressed  or  spun  in  the  part  b  after  the  head  h  has 

35  "  been  introduced.  In  one  with  the  body  portion  c  is  an  inner  guide  tube  y 
"  within  which  the  cutter  carrying  tube  g  slides  and  about  this  guide  tube  is  a 
"  spiral  spring  k  confined  between  the  body  portion  c  and  the  closed  upper  end 
**  of  the  member  b  of  the  casing  whereby  the  parts  are  normally  retained  in  the 
**  position  shewn  with  the  cutter  wholly  retracted  within  its  guide  tube.    In 

40  "  order  to  expel  from  the  cutter  the  core  of  tobacco  withdrawn  by  it,  a 
'*  stationary  core-extruding  plunger  I  is  fixed  within  the  cutter  by  means  of  a 
"  cross  pin  m  which  is  rivetted  into  the  guide  tube^  and  traverses  longitudinal 
"  slots  n  in  the  cutter  carrying  tube  ^,  which  slots  permit  of  the  said  tube  and 
"  of  the  cutter  d  sliding  freely  on  the  stationary  core-expelling  plunger  which 

45  "  extends  to  the  acting  end  of  the  cutter  so  that  when  the  latter  is  entirely 
**  retracted  the  core  must  of  necessity  be  ejected  therefrom. 

"  In  order  to  guide  the  sliding  cutter-carrying  portion  of  the  instrument  and 
"  to  limit  the  outward  motion  of  the  part  6,  it  is  formed  with  a  shouldered 
"  lower  end  b^  which  fits  the  internal  diameter  of  the  part  a  of  which  the  upper 

50  '*  end  is  contracted  as  shewn  at  a^  so  as  to  engage  with  said  shoulder  b^.    The 

"  part  a  is  preferably  screwed  to  the  body  part  c,  as  at  a*,  and  may  be  provided 

"  with  an  externally  roughened  or  corrugated  surface,  as  at  a',  to  enable  it  to  be 

"  firmly  grasped. 

••  The  core-ejecting  plunger  might  be  omitted,  in  which  case  the  cutter- 

55  **  carrying  tube  g  would  be  in  one  with  the  end  of  the  telescopically  sliding 
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II  member  h  and  would  open  through  the  end  of  the  latter  for  the  ejection  of  the 
"  cores,  but  this  construction  is  less  advantageous  since  'the  pressure  necessary 
II  to  force  the  preceding  cores  up  through  the  cutter  and  eject  them  at  the  upper 
end  of  the  part  b  must  be  supplied  by  the  end  of  the  cigar  being  perforated 
"  which  is  liable  to  be  injured  in  the  operation." 
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The  Patentee  claimed  : — "  1.  The  herein  described  cigar  piercing  instrument 
"  constructed  substantially  of  the  parts  shewn  and  described,  said  parts  being 
"  combined  to  operate  in  the  manner  specified.  2.  A  cigar  piercer  for  boring  a 
*^  longitudinal  axial  hole  in  the  tip  of  a  cigar  and  consisting  essentially  of  a 
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'^  bevel-ended  tubular  punch  or  cutter  fitted  to  slide  axially  through  and  to  be 
"  projected  from  a  bell-mouthed  body  portion  adapted  to  confine  the  cigar  tip, 
*'  the  cutter  being  held  in  a  tubular  holder  connected  to  a  telescopically-sliding 
'^  member  of  the  casing  of  the  instrument  so  as  to  slide,  but  not  turn, 
5  "  therewith,  a  core  ejector  formed  of  a  stationary  plunger  within  the  cutter 
"  fixed  to  the  inner  guide  tube  of  the  body  portion  of  the  instrument  by  a 
"  cross  pin  passing  through  longitudinal  slots  in  the  cutter-carrying  tube,  and 
"  a  spring  confined  between  the  telescopic  members  of  the  casing  substantially 
"  as  specified." 

10      The  infringements  complained  of  were  certain  cigar  piercers  supplied  by  the 

Defendants  to  Torious  customers  of  theirs  which  were  all  substantially  alike. 

The  Drawing  shown  on  p.  508  from  the  Specification  of  Galdicott  (No.  23,817  of 

1902)  fairly  represents  the  last  mentioned  piercers. 

The  Defendants  denied  infringement,  and  also  alleged  that  the  Plaintiffs' 

15  Patent  was  invalid  on  the  grounds  that  the  invention  was  matter  of  common 
knowledge  ;  that  the  invention  was  not  useful,  in  that  the  form  and  action  of 
the  cutter  were  inferior  to  the  form,  and  action  of  cutters  in  use  previously  ; 
that  the  Crown  was  deceived  by  false  suggestions  on  the  part  of  the  Patentee 
as  to  the  novelty  of  the  use  of  tubule  cutters  for  the  purpose  of  boring  holes 

20  in  cigar  tips  and  as  to  the  utility  of  the  freedom  of  the  cutter  head  in  its 
casing ;  that  the  Patentee  did  not  show  the  best  manner  of  carrying  out  the 
invention  in  that  he  described  an  unnecessarily  elaborate  form  of  cutter  ;  that 
the  invention  had  been  previously  published  in  the  Specifications  of  Haddan 
(No.  4460  of  1877),  Carter  (16,309  of  1886),  Fairchild  (United  States,  No. 

25  367,800  of  1877),  Laraen  and  Berated  (United  States.  No.  308,906  o  f  1884) ; 
and  that  there  had  been  prior  user  of  the  invention  by  the  manufact  ure  and 
sale  of  piercers  made  according  to  Garter's  Specification  above  referred  to 
and  of  a  piercer  made  and  sold  by  the  Plaintiffs. 

Garter'' 8  Provisional  Specification  was  as  follows  (it  is  deemed  unnecessary 

30  to  set  out  the  Complete  for  the  purposes  of  this  report)  : — "  A  pocket  cigar 
"  cutter,  that  will  make  a  round  hole  running  up  the  end  of  the  cigar,  about' 
^*  an  eighth,  or  half  an  inch  long,  so  that  it  will  have  the  appearance  of  being 
"  bored  like  a  pipe. 

"  My  invention  is  a  round  hollow  cutter  that  revolves  as  it  is  boring  the 

35  "  cigar. 

"  For  making  the  cutter  in  the  form  of  a  charm,  there  are  two  tubes  about 
'*  an  inch  long,  one  to  slide  easily  within  the  other,  the  outside  tube  is  closed 
**  at  one  end,  and  the  inner  tube  is  shaped  to  receive  the  end  of  the  cigar  at  one 
^*  end,  the  cutter  is  fastened  to  the  outer  tube  in  the  centre  at  the  top  so  that  it 

40  "  revolves  freely,  a  double  spiral  slot  is  cut  in  the  top  part  of  the  cutter  exactly 
"  opposite  each  other,  and  worked  by  the  inner  case  being  held  in  position  by  a 
'^  pin  runnins^  through  the  doable  slot,  inside  the  inner  and  outer  cases  there  is 
**  a  spiral  spring  which  presses  the  inner  case  forward. 

"  The  cigar  is  pressed  against  the  inner  case,  and  is  cut  or  bored  by  means  of 

45  "  the  case  sliding  up  and  so  making  the  cutter  revolve  and  project,  so  cutting  the 
"  cigar.  Inside  the  cutter  is  a  piece  of  wire  worked  by  the  pin  of  the  inner  case, 
"  which  clears  it  of  any  tobacco  dust.  A  catch  may  be  fitted  to  hold  the  inner 
**  case  up  while  the  cigar  is  withdrawn,  to  prevent  the  cleaning  wire  forcing  the 
^*  tobacco  cuttings  back  into  the  bore. 

50  "  There  are  several  ways  to  obtain  the  movement,  and  they  can  be  made  any 
"  shape  or  placed  on  the  top  of  pencil  cases,  etc." 

At  the  trial  of  the  action  J.  G.  Oraham  and  M.  D.  Warmington  (instructed 
by  HollamSj  Sons,  Goward,  and  Hawksley)  appeared  for  the  Plaintiffs ;  and 
J.   W.   Gordon  (instructed    by  Morgan  ^  Pricey   and   Mewburn^    agents    for 

55  Hargreave  and  Heaton^  of  Birmingham)  for  the  Defendants. 
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J.  O.  Qrdham  for  the  PlaintiflFs. — This  is  an  action  for  infringement  of  a 
Patent  for  a  cigar  piercer,  and  the  main  questions  at  issue  are  as  to  the  novelty 
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of  the  invention  and  as  to  infringement.    The  Patentee  claims  in  his  Specification 
a  new  article,  the  main  f  eatares  of  -which  are  two  tabes,  an  enter  and  inner, 
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attached  to  a  bell  mouth,  a  spring  in  the  chamber  between  the  two  tubes, 
a  tubular  cutter  arranged  so  as  to  bore  an  axial  hole  in  the  cigar  and 
remove  a  plug  of  tobacco  therefrom  and  give  a  draw  cut  in  so  doing,  a  tube 
pressed  up  by  the  spring  which  projects  the  cutter  into  the  cigar  to  be  pierced, 
5  leaving  the  cutter  free  to  rotate  independently  of  the  tubes,  and  an  ejector 
fastened  to  the  innermost  tube  and  inside  the  cutter  tube  so  as  to  clear  out  the 
plug  of  tobacco  removed  from  the  cigar.  These  elements  are  not  to  be  found 
in  any  of  the  alleged  anticipations,  but  are  all  to  be  found  in  the  Defendants' 
piercer,  the  only  differences  being  that  where  the  Patentee  has  a  straight  slot 

10  to  insure  a  straight  travel  of  the  cutter  the  Defendants  have  a  spiral  slot,  and 
the  cutter  of  the  Defendants  is  a  tube  cut  off  flat  across  its  end  where  the 
Plaintiffs  is  pointed,  but  these  two  alterations  combined  give  the  same  result 
of  obtaining  the  Plaintiffs'  drawing  cut  by  a  method  well  known  as  the 
equivalent  of  that  arrangement  of  the  Plaintiffs.     There  is  a  slight  difference 

15  in  the  length  of  the  spring  and  the  point  where  it  abuts  on  the  upper  tube,  but 
this  has  not  the  slightest  effect  on  the  working  of  the  device. 

Evidence  was  given  by  Mr.  Adam  on  behalf  of  the  Plaintiffs  to  explain  the 
construction  of  the  Patentee's  piercer.  He  was  cross-examined  as  to  a  model 
illustrating  the  Defendants'  construction  of  Garter*8  Provisional  Specification, 

20  which  differed  from  the  piercer  shown  in  the  Complete  Specification  of  Garter 
in  having  the  cutter  mounted  so  as  to  revolve  in  the  outer  tube  instead  of  being 
fixed  to  it.  The  witness  agreed  that  the  model  represented  one  reading  of  the 
Specification,  but  said  it  could  be  read  in  various  ways.  Mr.  Symonds  was 
called  to  prove  the  utility  and  large  sale  of  the  piercers  made  according  to  the 

25  Patentee's  Specification. 

The  Defendants  called  Mr.  Swinbi^me,  who  said  that  the  parts  common  to 
the  Plaintiffs'  and  Defendants'  piercer  were  none  of  them  new,  and  agreed  that 
there  were  differences  between  Garter^s  and  Sloan's  piercers.  Mr.  Bristow 
gave  evidence  as  to  the  use  of  a  piercer  made  as  shown  in  Garter's  Complete 

30  Specification  before  the  date  of  Sloan's  Patent. 

Gordon  for  Defendants. — The  Specification  must  clearly  describe  and  ascertain 
the  invention  (section  5,  subsection  4,  Patents,  &c.  Act,  1883)  ;  if  part  only  of 
what  is  described  is  to  be  claimed  the  Patentee  must  say  so.  This  Patent  is  for 
a  particular  form  of  cutter.    The  Patentee  does  not  claim  the  use  of  a  lower 

35  out«r  tube,  which  is  said  to  be  a  distinction  between  his  and  Garter's,  I  submit 
that  his  is  the  same  as  Garter's  with  the  addition  of  an  extra  out^r  tube  for 
convenience  in  arranging  a  longer  travel  of  the  cutter,  but  this  he  has  not 
claimed.  The  Patentee  must  give  the  most  advantageous  way  of  carrying  out 
his  invention  {Savory  v.  Pricey  1  Webst.  23).    This  he  has  not  done  ;  he  has 

4C>  described  an  elaborate  form  of  cutter  having  its  inner  edge  bevelled ;  this  is 
costly  to  make,  and  it  has  not  been  shown  to  have  any  advantage  over  a  cutter 
made  with  the  bevel  on  the  outside,  which  is  cheaper  to  make.  Again,  he 
describes  a  loose  head  which  is  of  no  utility,  the  evidence  showing  that 
piercers  are  made  with  fixed  or  loose  heads    indifferently.      On   the  issue 

45  of  infringement,  the  Defendants  have  taken  nothing  which  was  new  from 
the  Plaintiffs. 

The  Plaintiffs'  Counsel  were  not  called  upon  to  reply. 

Warrington,  J. — This  is  an  action  for  the  infringement  of  a  Patent.  The 
subject-matter  of  the  Patent  is  a  contrivance  for  cutting  cigars,  the  feature  of  the 

50  contrivance  being  that  you  make  in  the  cigar  a  longitudinal  hole  from  the  point. 
The  usual  defences  are  raised,  but  substantially  the  two  defences  with  which 
I  have  to  deal  are  anticipation  and  non-infringement.  Anticipation  after  the 
evidence  of  Mr.  Swinburne  resolves  itself  into  the  question  of  whether  the 
Patent  has  been  anticipated  by  the  Specification  of  Garter.      Infringement 

55  depends  mainly,  as  it  had  been  argued,  upon  the  question  whether  or  not  I  hold 
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the  Patent  to  be  a  combination,  and  if  I  do  hold  it  to  be  a  combination,  whether 
the  Defendants  have  substantially  taken  the  combination. 
.  I  have  carefully  considered  the  Specification.    It  consists  as  usual  of  a  descrip- 
tive part,  some  passages  in  which  I  shall  have  to  refer  to  for  another  purpose,  and 
the  descriptive  part  refers  to  Drawings.  Then  there  are  two  claims.  The  first  claim  5 
is  the  "herein  described  cigar  piercing  instrument,  constructed  substantially 
"  of  the  parts  shewn  and  described,  the  paid  parts  being  combined  to  operate  in 
"  the  manner  specified."    Now  it  seems  to  me  that  that  is  a  claim  for  the  article 
itself,  and  not  a  claim  for  any  particular  part  of  it,  and  that  in  my  view  agrees 
with  the  descriptive  part  in  the  Specification.     I  propose  therefore  to  treat  the  10 
questions  which  arise  on  the  footing  that  the  claim  in  the  Specification  is  for 
the  article  itself  which  has  been'^described,  and  is  delineated  in  the  Drawings, 
Of  course  two  results  flow  from  that.    The  first  is  that  it  is  more  difficult  for  the 
Defendants  to  prove  anticipation,  but  on  the  other  hand  it  is  more  difficult  for 
the  Plaintiffs  to  prove  infringement.    I  propose  to  deal  first  of  all  with  the  15 
question  of  anticipation. 

The  only  Specification  substantially  relied  upon  for  the  purpose  of  proving 
anticipation  is  the  Provisional  Specification  of  Carter,    The  combination  or 
the  article  itself  which  I  have  held  is  the  subject-matter  of  the  Plaintiffs* 
Patent  is  so  constructed  that  it  has  in  connection  with  and  firmly  fixed  to  the  20 
bell  mouth  into  which  the  point  of  the  cigar  is  fitted  two  tubes,  an  inner  and 
an  outer  tube,  and  in  the  space  between  those  two  tubes  there  is  a  coiled  spring, 
and  also  room  for  an  upper  member,  which  is  in  connection  with  that  coiled 
spring,  to  move  up  and  down.   That  upper  member  actuates  another  tube  which 
carries  the  cutter,  and  which  works  inside  the  inmost  of  the  two  fixed  tubes  25 
of  which   I  have  spoken.     That  is  the,  general  principle  of  the   Plaintiffs* 
arrangement.    The  result  of  that,  for  the  purpose  of  comparing  it  with  Garter, 
is  that  there  is  in  the  lower  part  of  the  instrument  a  fixed  portion  which  is 
capable  of  being  held  between  the  finger  and  thumb,  while  the  movable  portion 
at  the  top  can .  be  forced  down  by  another  finger.    Therefore  you  can  cut  a  30 
cigar  with  one  hand  using  the  cutter  in  one  hand  and  holding  the  cigar  in  the 
other  in  the'way  in  which  I  have  described.     Carter  has  no  double  tube  fixed 
to  the  bell  mouth.    There  is  one  tube  fixed  to  tHe  bell  mouth,  and  there  is  on 
the  outside  of  that  bell  mouth  what  I  may  call  a  cap  which  moves  up  and  down. 
The  particular  one  I  hold  in  my  hand  rotates.    It  is  made  in  accordance  with  35 
the  Complete  Specification ;  the  Provisional  Specification  did  not  provide  for 
rotation.    There  is  a  cap  which  moves  up  and  down,  upon  what  I  may  call  the 
fixed  tube  fixed  in  relation  to  the  cigar  point.    This  is  practically  incapable  of 
being  used  in  the  way  I  have  mentioned.    In  order  to  work  this  you  mast 
hold  the  cigar  in  one  hand  and   put  the  cutter  on  the  top  of   the  cigar  40 
with  the  other,  and  then  force  the  cap  down  on  the  top  of  the  cigar.   I  mention 
that  difference  between  Carter^s  and  the  Plaintiffs',  not  because  I  think  that 
taking  it  by  itself  the  Plaintiffs'  Patent  consists  in  that  capacity  of  being 
actuated  by  the  forefinger  pressed  on  the  top  of  the  instrument,  while  the 
finger  and  thumb  hold  the  middle.     I  do  not  refer  to  it  for  that  purpose  at  aU,  45 
but  I  do  refer  to  it  for  this  purpose,  that  treating  the  Patent  as  a  Patent  for  the 
article  itself,  I  cannot  find  in  Carter's  Specification  the  article  itself.    It  seems 
to  me  that  the  principle  upon  which  Carter's  Specification,  or  the  article 
made  under  Carter's  Specification,  is  contrived,  is  altogether  apart  from  the 
principle  upon  which  the  Plaintiffs'  article  is  contrived.    I  therefore  find  there  50 
is  no  anticipation. 

Now  is  there  infringement,  viewing  the  Plaintiffs'  Patent  as  I  have  viewed  it 
as  one  for  the  thing  itself  ?  The  Defendants'  article  and  the  Plaintiffs*  article  are 
externally  identical ;  you  use  them  in  the  same  way.  The  Defendants  say  the 
Plaintiffs*  is  contrived  with  those  two  tubes,  an  inner  and  an  outer  tube  fixed  55 
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firmly  to  the  bell  months  and  it  has  the  sliding  upper  member  held  in  place  by 
a  coiled  spring  and  restored  to  its  place  by  that  coiled  spring  aft«r  having  been 
compressed.  There  is  one  difference  to  which  I  now  propose  to  allude.  The 
Plaintiffs  use  a  rather  peculiar  form  of  cutter.  It  has  a  sharp  point  shaped  like 
5  a  pen,  a  sharp  point  with  a  double  chisel  coming  away  from  the  point,  the 
object  of  that  being  to  make  what  is  called  in  the  Patent  a  drawing  cut ;  instead 
of  the  sharp  edge  being  simply  pressed  down  hard  on  the  surface  it  has  to  cut, 
a  sharp  point  is  pressed  in  firat,  and  then,  as  the  instrument  goes  further  into  the 
material  it  is  cutting,  the  edge  operates  to  give  a  drawing  cut.  The  Defendants  have 

10  an  ordinary  cylinder  end,  a  plain  round  end  sharpened,  a  plain  round  end  to  the 
cutter,  but  they  also  get  a  drawing  cut,  and  the  way  in  which  they  get  it  is  that, 
in  compressing  the  machine,  by  means  of  a  spiral  slot,  in  the  upper  part  of  the 
tube  to  which  the  cutter  is  attached,  they  give  the  cutter  a  twist  so  that^  as  it  is 
forced  down  into  the  end  of  the  cigar  it  turns  round,  and  in  that  way  gives  the 

15  drawing  cut  that  is  required.  That  seems  to  me  to  b^  the  only  difference 
really  between  the  two  contrivances.  I  ought  to  mention  that  in  the  Plaintiffs' 
contrivance  the  coiled  spring  goes  right  up  to  the  top,  in  the  Defendants'  it 
stops  half  way  near  the  top  of  the  two  fixed  tubes.  It  seems  to  me  that  the 
difference  between  those  two  is  absolutely  immaterial.    I  have  not  had  any 

20  witness  who  gives  me  any  reason  either  why  the  Plaintiffs  have  adopted  the 
longer  spring  or  why  the  Defendants  have  adopted  the  shorter  spring.  There 
is  one  obvious  result,  that  whereas  in  the  Plaintiffs'  the  movable  thing, 
which  has  been  called  the  upper  member,  has  to  pass  down  outside  the  coiled 
spring  in  the  lower  member,  in  the  other  it  does  not,  because  it  is  attached  to  it 

25  and  presses  it  down.  But,  looking  at  the  thing  substantially  and  from  a  broad 
point  of  view,  I  see  no  real  difference  in  that  respect.  There  is  one  other  matter 
of  difference.  The  Patentee,  as  he  described  his  contrivance  in  his  Specification, 
thought  that  the  cutter  tube  had  better  be  left  free  inside  this  upper  member 
so  that  the  user  should  be  compelled  to  neglect  the  temptation  which  he  seemed 

30  to  think  was  inherent  in  human  nature  to  give  a  twist  to  the  article  as  he 
pressed  it  on  the  cigar  end.  The  Defendants  do  not  seem  to  have  thought  that 
it  was  necessary  to  provide  that,  and  accordingly  theirs  is  fixed,  and  I  find  that 
in  practice  for  the  purpose  of  using  the  Plaintiffs'  as  charms  to  be  attached  to 
a  watch  chain  they  are  generally  furnished  with  a  ring,  and  the  two  things  are 

35  fixed  also  in  the  Plaintiffs'.  I  do  not  consider,  therefore,  that  there  is  any 
substantial  variation  there. 

I  now  come  back  to  the  point  in  which  it  has  been  insisted  that  there  is  a 
substantial  variation,  I  mean  the  difference  between  the  two  cutters.  In  both 
there  is  the  slot.     In  the  Plaintiffs'  it  is  straight,  in  the  Defendants'  it  is  spiral, 

40  but  they  exactly  fulfil  the  same  purpose  with  this  difference  only,  that  the  one 
in  the  Defendants'  enables  them  to  give  the  draw  cut  without  servilely  copying 
the  Plaintiffs'  cutter,  and  the  slot,  therefore,  serves  that  purpose  in  addition  to 
that  which  it  serves  in  the  Plaintiffs'  case.  Looking  at  it  as  a  whole,  I  come  to 
the  conclusion  that  substantially,  with  immaterial  variations,  the  Defendants 

45  have  taken  the  Plaintiffs'  machine.  The  consequence  is  that  although  I  find 
the  Patent  is  confined  to  the  machine  yet  there  has  been  an  infringement. 

There  are  one  or  two  minor  matters  which  were  insisted  upon  by  Mr.  Go^^don 
as  objections  to  the  validity  of  the  Patent.  The  first  of  those  is  this.  He  says 
a  Patentee  must  describe  the  best  way  of  performing  his  invention,  and  that 

50  this  Patentee  has  not  done  it.  One  must  qualify  that  statement  of  the  law,  and, 
I  think,  Mr.  Gordon  admitted  that.  All  that  the  Patentee  has  to  do  is  to  state 
the  best  way  he  knows  of  performing  his  invention.  Now  he  has  in  this 
particular  case  told  the  person  who  has  to  make  his  article  that  the  inner  edges 
of  that  bevelled  punch  should  be  sharpened  and  not  the  outer  ones,  and  1  have 

55  had  evidence  to-day  to  the  effect,  first,  that  to  do  that  would  be  expensive  and 
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inconvenient,  and,  secondly,  that  in  practice  it  is  not  done.  Now  it  is  not 
shown  that  the  Patentee  knew  that  it  could  not  be  done  or  could  only  be  done 
at  considerable  expense  and  inconvenience,  and,  I  think,  on  the  whole,  that  I 
should  be  doing  wrong  to  hold  that  that  description  which,  for  anything  I  know 
to  the  contrary,  he  may  have  thought  was  really  the  best  way  of  performing  his  5 
invention  is  so  imperfect  or  so  incorrect  as  to  invalidate  the  Patent. 

The  next  point  on  which  it  is  said  that  the  Patentee  has  not  given  the  best 
description  he  could  is  that  to  which  I  have  already  referred,  namely — that 
in  his  Specification  he  tells  you  that  he  considers  it  desirable  that  the  top  of  the 
cutter  tube  should  revolve  freely  inside  the  upper  limb  of  the  outer  case  in  10 
order  to  prevent  what  has  been  referred  to  here  as  torsional  strain.  I  really  do 
not  see  why  he  has  not,  in  saying  what  he  has  in  that  respect,  described  the 
best  way  of  making  his  article.  I  think  it  is  quite  likely  he  has.  I  think  it  is 
quite  likely  that  his  article  would  be  better — it  may  be  only  in  a  minute 
degree — if  the  cutter  tube  were  left  free  ;  but  it  has  been  found  in  practice  15 
that  there  is  no  harm  in  fastening  the  two  together,  and  in  the  case  of  those 
which  are  made  to  hang  on  a  watch  chain,  or  for  some  similar  purpose,  they  are 
furnished  with  a  ring,  and  it  is  convenient  to  run  the  pin  which  holds  the  ring 
to  the  outer  case  through  both.  That  seems  to  me  to  be  the  outside  to  which 
that  matter  extends,  and  I  cannot  hold,  therefore,  that  in  that  respect  either  the  20 
Patentee  has  imperfectly  described  his  invention  in  the  way  of  not  telling  the 
maker  the  best  way  of  making  it. 

On  the  whole,  I  think  the  Plaintiffs  are  entitled  to  succeed. 

Judgment  was  given  for  an  Injunction,  an  Inquiry  as  to  damages,  delivery 
up  of  infringing  articles,  and  costs.  25 

The  delivery  up  and  the  Inquiry  were,  on  the  application  of  the  Defendants, 
stayed  for  21  days,  and,  if  notice  of  appeal  was  given  within  that  time,  then 
until  after  the  appeal  is  heard. 
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In  thb  High  Court  of  Justice— Chancery  Division. 


Be/ore  Mr.  Justice  Farwbll. 


June  17th,  1904. 


Heine,  Solly  &  Co.  v.  Julius  Nordbn  &  Co. 


5  Patent. — Action  for  Infringement. — Motion  for  Interlocutory  Injunction. — 
Effect^  of  Certificate  aw  to  validity  granted  in  previous  action, — Interlocutory 
Injimction  granted. 

This  was  an  action  for  infringement  of  Letters  Patent  (No.  17,093  of  1901) 
granted  to  Carl  Ernst  Julius  Berthold,  for  an  invention  for  **  ImprovementB 

10  "  in  Pocket  Automatic  Ctes  Lighters." 

In  a  previous  action  for  infringement  of  the  same  Patent  (see  Heine, 
Solly  A  Co.  V.  Coninco  Incandescent  Light  Co.^  ante  p.  202)  the  Court  held 
that  the  Patent  was  valid,  and  granted  a  Certificate  that  the  validity  of  the 
Patent  came  iu  question  in  that  action. 

15  On  17th  June  1904,  the  Plaintiffs  in  the  present  action  moved  for  an 
injunction  restraining  the  Defendants  from  infringing  the  Patent  pending  the 
trial,  or  until  further  order. 

Vale  Nicolas  (instructed  by  Edgar  Francis  Weldon)  appeared  for  the 
Plaintiffs ;    A.   J.    Walter  (instructed  by  J.  E.  Harris)  appeared   for  the 

20  Defendants. 

Nicolas,  for  the  Plaintiffs,  contended  that  they  were  entitled,  as  of  right,  to 
an  interlocutory  injunction,  as  infringement  (provided  the  Patent  be  valid)  was, 
he  alleged,  not  denied,  and  the  validity  of  the  Patent  had  been  established,  and 
a  certificate  as  to  validity  granted  in  a  former  action.    He  referred  to  Pneumatic 

25  Tyre  Company  v.  Marwood  and  Cross  (13  R.P.C.  347)  and  Lord  Romilly^s 
Judgment  in  Bovill  v.  Ooodier  (L.R.  2  Eq.  195),  as  authorities  for  the  proposi- 
tion that  once  the  validity  of  a  Patent  has  been  established  by  a  Court  of 
competent  jurisdiction,  the  Plaintiffs  are  entitled  to  an  interlocutory  injunction, 
notwithstanding  that  &esh  facts  or  matters  tending  to  show  that  the  Patent  is 

30  invalid,  are  brought  before  the  Court  in  the  subsequent  action. 

Walter,  for  the  Defendants,  contended  that  an  interlocutory  injunction  should 
not  be  granted.  He  submitted  that  the  evidence  filed  on  behalf  of  the  Def  endants. 
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showed  clearly  that  the  Patent  was  bad  on  the  ground  that  it  had  been  antici- 
pated. The  Defendants  were  willing  to  give  an  undertaking  to  keep  an  account 
pending  the  trial.  In  the  case  of  North  British  Rubber  Company  v.  OormuUy 
and  Jeffrey  Manufacturing  Company  C12  R.P.C.  17)  an  injunction  was  not 
granted  in  like  circumstances,  and  an  injunction  should  not  be  granted  here.        5 

Fab  WELL,  J. — In  my  opinion  the  practice  of  the  Court  is  correctly  stated  in 
Mr.  FrosVs  book  at  page  547,  which  says  :  "  Where  the  validity  of  the  Patent 
'^  has  been  established  on  previous  occasions,  though  it  is  open  to  the  defendant 
^'  at  the  trial  to  dispute  it,  the  Court  will,  on  an  interlocutory  application 
"  regard  its  validity  as  sufiftciently  established  by  the  previous  proceedings  to  10 
'^  warrant  the  grant  of  an  interim  injunction,  if  the  infringement  is  clear,  or  there 
*'  is  a  prima  fa^e  case  of  infringement,  and  this  notwithstanding  that  the 
*'  defendant  disputes  the  validity  of  the  Patent  on  a  ground  not  raised  in  any  of 
"  the  previous  proceedings."  I  should  have  thought,  without  the  assistance  of 
that  passage  in  this  excellent  work  and  the  cases  referred  to,  that  would  be  a  15 
reasonable  course.  )n  the  present  case  I  am  the  more  disposed  to  grant  an 
injunction,  because  I  am  told  that  one  of  the  present  Defendants  was  in 
Court  at  the  trial  of  the  former  action,  and  he  evidently  knew  all  about  the 
proceedings.  If  he  had  any  evidence  to  offer  he  might  have  assisted  in  that 
case  to  defeat  the  Plaintiffs'  claim.  As  far  as  regards  the  case  of  the  North  20 
British  Rubber  Company  v.  Gormully  and  Jeffrey  Manufacturing  Company^ 
there  are  two  facts  which  entirely  distinguish  that  case  from  this  ;  first,  there 
was,  as  Mr.  Justice  Chitty  pointed  out,  an  admission  of  infringement,  and 
another  was  that  the  defendants  offered  to  pay  into  Court,  and  did  pay  into 
Court,  a  sum  sufQcient  to  meet  the  royalties,  namely,  500^.  No  such  offer  25 
is  made  here,  and  in  my  opinion  the  Order  must  go.  The  costs  will  be  costs 
in  the  action. 

Walter, — There  will  be  the  usual  undertaking  as  to  damages. 

Farwbll,  J,— Yes. 
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In  the  Matter  of  Clifton's  Patent. 


In  the  High  Court  of  Justice.— Chancery  Division. 


Before  Mr.  JUSTICE  BUCKLEY. 


June  21st,  1904. 


In  THE  Matter  op  Clifton's  Patent. 


5  Patent. — Petition  for  Revocation. — Consent  Order  for  Revocation. — Apjyli- 
cation  in  Chambers  refused. — Order  for  Revocation  made  in  Court. — Form  of 
Order  for  hearing  of  a  Petition  when  tits  Respondent  is  out  of  the  Jurisdiction. 

On  the  5th  of  July  1900,  Letters  Patent  (No.  12,116  of  1900)  were  granted 
to  Charles  Henry  Clifton  of  Renfrewshire,  for  an  invention  of  "  Improvements 

10  "  in  Circular  Saws."  On  the  26th  of  February,  Joseph  Hill  presented  a  Petition 
for  Revocation  of  the  Patent,  alleging  in  his  Particulars  of  Objections  that 
the  Patent  was  invalid  for  want  of  novelty,  and  want  of  subject-matter. 

On  the  12th  of  March  1904,  Counsel  for  the  Petitioner  applied  for  directions  as 
to  the  hearing  of  thePetition,  and,  the  Respondent  being  out  of  the  jurisdiction, 

15  asked  for  an  Order  in  the  form  made  in  Re  Drummond's  PcUent  (6  R.P.0. 576). 
Byrne,  </.,  made  an  Order  that  the  hearing  of  the  Petition  take  place  on*  the 
hearing  of  an  action  with  witnesses,  and  be  set  down  in  the  list  accordingly, 
unless  the  Respondent  should  within  fourteen  days  from  the  date  of  the 
service  of  the  Order  show  cause  to  the   contrary,  and  notice  of  the  Order 

20  was  to  be  given  to  the  Respondent  on  or  before  the  31st  day  of  March  1904. 
The  Respordent,  being  prepared  to  consent  to  an  Order  for  Revocation,  the 
Petitioner  applied  by  Summons  in  Chambers  for  an  Order  upon  the  Petition, 
revoking  the  Patent,  such  Order  to  be  in  the  terms  of  Minutes  annexed  to  the 
Summons. 

25  As  appears  in  the  Judgment  printed  below,  BUCKLBY,  J.,  refused  to  make 
an  Order  for  Revocation  in  Chambers  ;  and  the  Petition,  on  the  2l8t  June 
1904,  came  on  before  Buckley,  J.,  in  Court. 

•7.    W.  Cordon  appeared  both  for  the  Petitioner  and  Respondent  (being 
instructed  for  the  Petitioner  by  Bakery  Baker  and  Co.y  and  for  the  Respondent 


^  Siein  Order ;  quare  "  aa." 
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by  WHsofij  Bristow8y  and  CarpmaeC)y  and  asked  for  an'  Order  for  Revocation 
by  consent  in  the  terms  of  the  Minutes,  and  referred  to  the  application  in 
Chambers. 

BUOKLRY,  J. — In  this  case  a  Petition  has  been  presented  for  the  Revocation 
of  a  Patent  under  Section  26  of  the  Patents,  &c.  Act,  1883.  Yesterday,  in  5 
Chambers,  the  matter  came  before  me  upon  a  Summons.  The  Respondent, 
after  the  Petition  had  been  presented,  was  prepared  to  consent  to  Judgment 
for  Revocation,  and  a  Summons  was  issued  to  obtain  Judgment  for  Revoca- 
tion in  Chambers,  wiiiiout  coming  into  Court.  That  process  was  adopted 
in  reliance  upon  something  which  my  Brother  Joyce  was  supposed  to  have  10 
decided  in  the  matter  of  Scott's  Patent  (20  R.P.C.  604).  I  took  the  opportunity 
of  mentioning  the  matter  to  Mr.  Justice  Joyce^  and  he  told  me  that  he  had  no 
intention  of  deciding  in  that  case  that  it  was  proper  to  obtain  such  an  Order 
in  Chambers.  Under  these  circumstances  I  feel  myself  free  to  do  what  seems, 
in  my  judgment,  right.  A  Petition  presented  under  the  statutory  jurisdiction  15 
for  tlie  Revocation  of  a  Patent  is,  I  think,  a  matter  which  ought  to  be  dealt 
with  in  Court.  I  do  not  forget  the  fact  that  certain  relief  has  to  be  obtained 
upon  Petition,  and  not  in  Chambers,  where  the  amount  involved  is  over  a 
specific  sum.*  Prima  facie  a  Petition  is  a  matter  to  be  adjudicated  upon  in 
Court,  and  where  the  relief  obtained  is  the  Revocation  of  a  Patent,  I  think  it  20 
is  expedient  that  the  relief  should  be  'given  in  open  Court,  and  not  in  the 
way  in  which  applications  are  dealt  with  in  Chambers.  I  therefore  refused 
to  make  the  Order  on  the  Summons,  and  this  Petition  accordingly  comes 
on  to  be  dealt  with  in  Court.  I  pronounce  Judgment  for  Revocation  by 
consent.  •  25 


•  See  R.S.C.  Order  LV.,  Ride  2  (2). 
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George  Eatterahy  *  Sans,  Ld.  y.  Gheorge  Hodgson,  Ld. 


In  thb  Court  of  Appeal. 


Be/oi^e  The  Master  op  the  Rolls  and  Lords  Justices  Romer  and 

Mathew. 


May  10th,  11th,  and  12th,  1904. 
George  Hattersley  &  Sons,  Ld.  v.  George  Hodgson,  Ld. 


Patent. — Action  for  infringement. — Construction  of  Specification. — Su  ^ciency 

of  description. — Essential  feature  shown  in  Draunngs,  hut  not  in  letterpress. — 

Parts  of  Specification  struck  out  on  amendment  not  to  he  regarded.—  Utility, — 

Anticipation. — Action  dismissed. — Appeal  hy  Plaintiffs  allowed. — Patent  held 

10  to  he  valid. 

The  Plaintiff  Company,  the  owners  of  a  Patent  for  "  Improvements  in  dohhy 
"  looms  for  weaving^^  sued  the  Defendant  Company  for  infringement.  It 
appeared  on  the  evidence  that^  in  order  to  carry  out  the  invention^  it  was 
necessary  to  incline  the  knife  guides  in  a  dohhy  (which  hefore  the  date  of  the 

15  invenMon  were  always  placed  parcMel  to  one  another)  at  an  angle  to  one 
another,  and  also  to  alter  from  their  usual  positions  the  centres  of  certain 
levers  in  the  dohhy  known  as  the  balk  and  ja/)k  levers.  The  Specification  tvas 
amended  some  time  prior  to  the  action,  when  one  of  the  claims,  together  with 
the  whole  of  i^  letterpress  relating  to  the  position  of  the  centres  of  the  above 

20  levers,  was  struck  out.  The  Draunngs  attached  to  the  SpecificcUion,  however, 
were  not  altered,  and  showed  the  centres  of  the  levers  in  the  required  position 
for  carrying  out  tlie  invention.  It  was  held  at  tlie  trial,  tliat  the  Plaintiffs* 
invention  was  useless  unless  the  centres  of  the  levers  were  placed  in  certain 
particular  positions ;  that,  since  in  the  letterpress  of  the  amended  Specification 

25  there  tvas  no  reference  to  the  position  of  these  centres,  the  Specification  did  not 

sufficiently  describe  the  invention,  which  as  described  was  useless,  and  that  the 

Letters  Patent  were  consequently  invalid.    The  action  tvas  dismissed  unth  costs. 

The  Plaintiffs  appealed.    On  the  appeal  the  Bespondents  contended  that,  even  if 

they  were  wrong  on  the  question  of  construction,  the  Patent  uas  aniicij^aiid ; 

30  a/ndi  further,  that  one  claim  was  meaningless  and  had  for  tiant  of  utility. 

2  T 
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Held,  hy  tlie  Court  of  Appeal^  that  on  the  true  construction  of  the  Specification 
the  invention  claimed  was  a  dobhy  with  the  knife  guides  inclined  to  one  another 
and  having  the  system  of  centreing  shown  in  the  Drawings^  and  that  the  claim 
for  this  combination  was  good;  that  the  Patent  had  not  been  anticipated  and 
was  valid.  The  appeal  wets  allowed  with  costs  of  the  appeal  and  below^  and  an  5 
injunction  was  granted  with  delivery  up  and  an  inquiry  as  to  damages^  but  a 
stay  as  to  delivery  up  and  as  to  the  inquiry  was  arranged  in  case  of  an  appeal 
to  the  House  of  Lords.  A  Certificate  of  the  validity  of  the  PcUent  having  come 
into  question  was  granted. 

Where  a  Specification  has  been  amended  by  deleting  certain  parts^  those  parts  \q 
cannot  be  looked  at  on  a  question  of  constncction. 
Inglis  v.  Buttery  {L.R,  8  App.  Cas.  552)  followed. 

On  the  29th  of  March  1897  Letters  Patent  (No.  8000*  of  1897)  were  granted 
to  Richard  Longden  Hattersley  and  Simeon  Jackson  for  an  invention  of 
"  Improvements  in  dobby  looms  for  weaving."  15 

In  accordance  with  a  decision  of  the  Comptroller-General  of  the  28th  of 
October  .1.901  the  Complete  Specification  was  amended  by  striking  out  Claim  2 
(of  the  original  Specification)  and  parts  of  letterpress. 

The  Complete  Specification,  as  amended,  was  as  follows  : — "  This  invention 
"  relates  to  improvements  in  that  class  of  weaving  looms  in  which  the  shedding  20 
"  of  the  warp  is  effected  by  what  is  commonly  called  a  '  dobby.' 

"  When  the  draw  hooks  of  a  double  lift  dobby  engage  with  one  of  the  draw 
"  knives  and  are  *  drawn '  or  operated  the  ends  of  the  balks  to  which  the  hooks 
"  are  attached  describe  a  curve  or  move  in  a  curved  path  and  rise  and  fall  as 
"  the  case  may  be  according  as  to  whether  the  lower  or  upper  end  of  the  balk  25 
"  is  operated  and  consequently  the  hooks  do  not  remain  in  line  with  the 
"  direction  of  motion  which  causes  unnecessary  friction  and  loss  of  power.  To 
"  obviate  this  as  much  as  possible  we  incline  the  upper  and  lower  guides  in 
"  which  the  draw  knives  work  towards  each  other  sufficiently  to  raise  the  lower 
"  knives  and  lower  the  upper  ones  as  the  hooks  are  operated  and  thus  keep  the  30 
*'  hooks  practically  horizontal  or  in  line  with  the  direction  in  which  they 
'*  are  moving. 

i^  A  furthep-ftdvautago  in  roopoot  to-oaoo  of  workiftg  and  to  kooping  the  draw 
^^  hooko  in-lino  io  attaiuod-by  arranging  tho  fulorum  of-tho-jaok  lovopg  op  boll 
^*  orank  lovoro  in  tho  oamo  piano  ao  the  oontro  of  attaohmoDt  of  the  hooko  35 
i^4etbo  balk  lovopo  whon  tho  latter  are  not  *  lifting^  and  by-arrangiDg  tho 
*^«oontPO  of  attoohmont  of  tho  balk  lovoptwto  tho  jaok  lovopo  in  ouoh  a  pooition    • 

i(  »">/iifi^'ifi  if^nnit'fifi  pmufi  1  ntfl.n t  ttthtj  f^finn  mHn  n^*  J'Ito  ?Tln.rip 

"  In  order  to  enable  the  pick  stopping  and  card  reversing  mechanism  to  be  ope-  40 
**  rated  by  the  same  operating  rod  we  introduce  levers  into  the  respective  motions 
^^  arranged  in  such  a  manner  that  on  the  first  movement  of  the  operating  rod  the 
<^  said  lever  in  the  pick  stopping  motion  is  in  its  most  active  position  that  is  to 
^*  say  :  its  arm  communicating  the  motion  is  moving  in  a  direction  almost 
^^  parallel  to  the  direction  of  motion  so  that  the  pick  stoppiiig  mechanism  is  45 
**'  immediately  actuated.  On  the  other  hand  the  said  lever  in  the  card  reversing 
*<  mechanism  is  at  first  in  its  most  passive  position  and  at  first  the  arm  commu- 
"  nicating  the  motion  moves  approximately  at  right  angles  to  the  direction  of 
**  motion  and  only  passes  into  an  active  position  after  the  picking  motion  has 
"  been  stopped.  50 
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^  In  looms  in  which  the  shuttle  box  changing  cylinder  is  upon  the  same 
'^  shaft  as  the  dobby  cylinder  and  is  operated  at  the  same  time  the  indication 
'^  imparted  to  the  box  motion  is  required  to  be  some  degrees  later  than  the 
^*  indication  imparted  to  the  healds.  To  obtain  this  we  make  use  of  compound 
5  '*  levers  for  the  box  indicating  lags  each  consisting  of  a  simple  lever  and  having 
"  an  arm  on  either  side  of  its  fulcrum  one  of  which  is  arranged  to  be  engaged 
"  by  the  lag  pegs  and  the  other  projects  over  one  arm  of  a  second  simple  lever, 
"  the  other  arm  of  which  controls  the  box  indicating  mechanism.  Each  of  the 
'*  second  simple  levers  is  formed  with  a  slot  throagh  which  the  fulcrum  rod  passes 

10  '^  and  it  is  normally  supported  with  the  bottom  of  the  slot  up  against  the  under- 
"  side  of  the  fulcrum  rod  by  means  of  a  spring  which  may  be  immediately 
'^  above  said  rod.  These  slots  are  sufficiently  long  to  allow  the  simple  levers  to 
"  be  operated  by  the  lag  pegs  which  only  has  the  immediate  effect  of  depressing 
"  the  ends  of  the  second  levers  nearer  to  them  without  operating  the  other  end 

15  '*  as  the  said  slots  are  provided  to  allow  this.  When  this  takes  place  the  box 
**  indicating  levers  are  prevented  from  being  lifted  by  the  ordinary  detent  or 
"  stop  piece  which  is  removed  at  the  time  the  indications  are  required  to  be 
''  made  this  allows  the  said  springs  to  lift  the  ends  of  such  of  the  second  simple 
"  levers  that  have  their  opposite  ends  depressed  by  the  first  simple  levers  and 

20  "  this  movement  is  imparted  in  any  convenient  way  to  the  box  indicating  levers 
^^  connected  to  the  box  motion. 

"To  fully  describe  our  invention  reference  is  made  to  the  accompanying 
"  sheets  of  drawings  forming  a  part  of  this  specification,  in  which  similar  letters 
**  of  reference  indicate  corresponding  parts  in  each  of  the  figures.    Figure  1, 

25  "  represents  an  elevation  looking  towards  the  front  of  the  loom  of  sach  parts  of 
"  a  dobby  as  are  necessary  to  illustrate  the  application  of  our  improvements. 
"  Figure  2,  is  a  separate  view  of  one  of  the  jack  levers  together  with  its  balk 
"  lever  and  hooks.  Figure  3,  is  an  end  view  of  Figure  1  together  with  certain 
•'  other  parts.    Figures  4  to  9,  are  views  of  details  hereinafter  referred  to. 

30  "  The  upper  guides  A,  A  in  the  side  frames  A'  of  the  dobby  in  which  the 
'*  knives  A'  work  are  inclined  down  towards  the  lower  knife  guides  A\  A* 
'*  consequently  as  the  hooks  B,  B  move  backward  and  forward  their  ends  B^,  B^ 
"  are  kept  more  in  line  with  their  centres  of  attachment  B^  to  the  balks  B*. 

XUv     IJUl  UU    UL  V>    \3\J    L^lUIUll^X  f      UVt  a.  ««i.i^iJl.I.      VUUIU       If  UULi       ^jxx'yjj       w>l  O      IIUU'    V^  LFUl  UUUU      "  V 

40  "  from  said  lino  but-ea-4ho  opposite  older 

"  The  pick  stopping  and  card  revolving  mechanism  are  under  the  control  of 
"  one  rod  C  (shown  broken  away  in  Figure  1)  but  in  reality  the  end  C*  reaches 
"  approximately  to  the  other  side  of  the  loom  and  one  of  its  notches  C^  C*,  or 
"  C*  rests  upon  the  stud  C*  fixed  at  the  other  side  of  the  loom  to  support  it. 

45  **  The  other  end  of  the  rod  is  connected  to  an  arm  D  on  the  rocking  shaft  D^ 
**  mounted  in  bearings  formed  in  the  framework  A^  This  shaft  D*  has  arms  D^ 
"  and  D^  fixed  upon  it  in  such  a  position  that  when  the  notch  C^  is  engaging  the 
**  stud  C*  the  arm  D'  is  nearly  horizontal  and  the  arm  D*  is  nearly  vertical  in 
"  the  position  shown  in  Figure  1.    When  the  rod  C  is  moved  to  bring  the  notch 

50  **  C*  on  to  the  stud  €•  the  arms  D'  and  D*  are  l^rought  to  the  position  shown  in 
**  Figure  4,  and  as  when  moved  in  this  way  the  arm  D*  is  nearly  at  right  angles 
^*  to  the  rod  E  connecting  it  to  the  pick  stopping  mechanism  this  rod  has 
'^  sufficient  movement  imparted  to  it  to  throw  the  picking  motion  out  of  opera- 
"  tion.    On  the  other  hand  the  arm  D*  merely  passes  over  the  dead  centre  or 

55  "  moves  practically  parallel  to  the  rod  F  which  connects  it  to  the  card  reversing 

2  T  2 
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"  mechanism,  consequently  the  longitudional  motion  imparted  to  the 
*'  rod  is  so  slight  that  it  has  no  effect  on  the  card  reversing  mechanism.  But 
''  when  the  notch  C*  of  the  rod  is  passed  on  to  the  stud  C^  the  arm  D*  is  brought 
"  to  the  position  shown  in  Figure  5  and  the  rod  F  is  moved  sufficiently  to  move 
"  the  clutch  lever  F*  from  the  position  shown  in  Figure  3  to  that  shown  in 
"  Figure  9. 


"  To  permit  the  dobby  cylinder  G  to  be  operated  at  the  same  time  and  to  be 
"  mounted  on  the  same  shaft  C^  as  th6  shuttle  box  changing  cylinder  H  and 
'*  allow  the  lag  pegs  H*  on  the  latter  to  be  brought  into  effect  slightly  later  than 
"  the  pegs,  bowls  or  their  equivalent  on  the  dobby  cylinder  we  employ  10 
**  compound  lovers  for  operating  the  ^rods  J  connected  to  the  box  motion  levers 
"  J^.    These  levers  each  consist  of  two  simple  levers  L  and  K,    The  levers  K 
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"  are  pivoted  side  by  side  on  the  pin  or  shaft  5Jjuid  one  arm,  K*  of  each  lever 
"  projects  over  the  ^shuttle  box  changij^  cylinder  H  whilst  the  other  projects 
"  over  the  arm  L'  or  the  lever  L.  Figrtire  6,  represents  a  side  view  of  the  levers 
**  when  the  lever  K  is  npt  lifted^hd  Figure  7^  represents  a  similar  view  with 
5  "  the  lever  lifted  by  a  peg^H'.  The  l^v^  L  are  mounted  upon  a  fulcrum  rod 
"  L^  by  their  slots  lii^jid  when  the  levers  K  are  not  lifted  the  springs  L*  hold 


"  the  levers  L  with  the  bottom  of  their  slots  L^  touching  the  underside  of  the  rod 
**  L'.  When  however  a  lever  K  is  lifted  the  lever  L  in  contact  with  it  is 
"  depressed  as  shown  in  Figure  7  consequently  tension  is  put  upon  the  spring 
10  "  and  when  the  ordinary  detent  lever  J^  releases  the  box  motion  lever  J^ 
'*  connected  to  the  particular  level  L  under  mention  by  its  rod  J  the  spring  L* 
"  contracts  and  lifts  the  lever  L  within  the  limits  allowed  by  the  slot  L*  and 
**  thereby  raises  the  rod  J  and  the  box  lever  J*  connected  to  [it.  Figure  8, 
"  shows  the  lever  J'  engaging  the  box  motion  lever  J*." 
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The  claims  were—"  !•  A  dobby  in  which  the  knife  guides  are  inclined 
*'  towards  each  other,  substantially  as  herein  shown  and  described.  jl»-A  dobby 
^'  which,  when  tho  jack  lovopo  opo  not  *  liftiug/  ■  hfto-  the  falopum  of  the  boll 
^^■orank  lovers  in  tbo-sftmo  piano  as  the  oontroo  of  oonoootion  of  thO'hooko  to 
"*  tho  balk  loToro,  and  in  which  tho  oontro  of  oonnootioa  of  tho  balk  lovoro  to  5 
^*  tho'jook  lovors  is  in  Buoh  a  position  that  in  tho  movomonto  of  tho  latter  ouqh 
-*  oontro  paoooo-oqnidistae^-en  oaeh-oido  of  said  piano,  oubotantialiy-ao  horoin 
^'  shown  and  doooribcd>  2.  ^  The  combination  of  the  rod  C  having  a  notched 
'*  end  adapted  to  be  supported  by  one  of  such  notches  and  the  rocking  shaft  D* 
"  having  arms  D,  D^  and  D^  substantially  as  herein  shown  and  described  and  10 
"  for  the  purpose  specified.  3,  4t  The  combination  of  the  levers  K  and  L 
"  arranged  and  operating  substantially  as  herein  shown  and  described,  and  for 
**  the  purpose  specified." 

On  the  11th  of  February  1902,  George  Hattersley  A  Sons,  Ld.^  as  owners  of 
this  Patent,  commenced  an  action  for  infringement  against  George  Hodgson^  Ld..  15 
claiming  the  usual  relief. 

The  Particulars  of  Breaches  complained  of  the  manufacture  and  sale  by  the 
Defendants  of  several  looms  with  dobbies,  similar  to  the  dobby  described  and 
claimed  in  the  Plaintiffs'  Specification,  and  a]so  of  the  issue  of  a  circular  by  the 
Defendants,  in  September  1901,  entitled,  Hodgson's  new  Patent  one-shaft  pick  20 
**  and  pick-at-will  drop  box  loom." 

The  Defendants,  by  their  Defence,  denied  the  validity  of  the  Patent  and  also 
denied  infringement,  and  contended  that  as  one  of  the  looms  complained  of  in 
the  Particulars  of  Breaches  was  delivered  by  the  Defendants  prior  to  the  date 
of  the  amendment  of  the  Plaintiffs'  Specification,  the  Plaintiffs,  pursuant  to  25 
section  20  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  could  not  recover 
any  damages  in  respect  of  such  loom. 

The  Particulars  of  Objections  were  as  follows  : — "  1.  The  invention  was  not 
"  new,  but  had  been  published  (A)  by  the  publication  of  the  following  Specifi- 
«  cations  :— (1)  Sowden  (No.  2861  of  1883)  ;  (2)  Hodgson  (No.  4687  of  1884)  ;  30 
"  (3)  Day  TNo.  2019  of  1885) ;  (4)  TJwmpson  and  Jepson  (No.  8952  of  1886)  ; 
"  (5)  Nelson  (No.  8305  of  1893)  ;  (6)  Grossley  (No.  17,636  of  1895)  ;  (B)  by  the 
^'  use  and  manufacture  of  looms  containing  the  devices  described  in  the  Specifi- 
*'  cation  by  the  following  persons  : — (1)  George  Hodgson^  at  Bradford,  in  the 
*'  year   1878  ;    (2)  David  Sowden  A  Sons,  at  Bradford,  in   the   year  1884 ;  35 
'*  (3)  Messrs.  PeateSy  at  Quiseley,  in  the  year  1878 ;   (4)  A.  Moon  A  SonSy  at 
"  Quiseley,  in  the  year  1878  ;  (5)  George  Hattersley  A  SoiiSy  at  Keighley,  prior 
"  to  the  year  1893 ;  (6)  Hargreave  and  Massey,  at  Leeds,  since  the  year  1893  ; 
•*  (7)   Dodgshaw  A  Co.,  at*  Hunslet,  since  the  year  1893  ;  (8)  BtUterworth 
"  and    Dickinsony  at  Globe    Iron    Works,    Burnley,    since    the    year    1887 ;  40 
"  (9)  Biitterworth  and   DicTdnsony  at    Westgate    Shed,  Burnley,    since  the 
*'  year  1887.    2.  Having  regard  to  the  state  of  public  knowledge,  the  matters 
**  claimed  in  the  Plaintiffs'  Specification  were  not  matters  of  invention  but 
'^  of    re-arrangement,    and    the    Letters    Patent    were    invalid    for   want    of 
**  subjectmitter.    3.  The  alleged  invention    was    not    useful."     The    above  45 
Particulars  of  Objections  were  alleged  against  all  the  claims  of  the  Plaintiffs* 
Specification. 

Certain  interrogatories  were  put  by  the  Plaintiffs  and  answered  by  the 
Defendants  with  respect  to  the  looms  referred  to  in  paragraph  1  (B)  of  the 
Particulars  of  Objections.  50 

An  application  for  leave  to  amend  the  Particulars  of  Objection  was  pending 
when  the  action  came  on  for  trial.  The  application  was  made  to  the  Judge  at 
the  commencement  of  the  trial,  and  was  not  opposed  by  Counsel  for  the 
Plaintiffs.  The  Particulars  of  Objections  were  therefore  treated  as  amended 
by  the  addition  of  certain  prior  Specifications,  the  only  one  of  which  referred  55 
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to  at  the  trial  was  Lake  (No.  679  of  1890),  and  by  the  addition  of  certain 
instances  of  prior  user,  none  of  which  were  referred  to  at  the  trial. 

The  action  was  tried  on  the  15th  and  16th  of  July,  1903,  by  Kehewich^  J., 
who  held  that  the  invention  was  useless  unless  the  centres  of  the  levers  were 
5  placed  in  certain  particular  positions ;  that  since  in  the  letterpress  of  the  amended 
Specification  there  was  no  reference  to  the  position  of  these  centres,  the  inven- 
tion was  not  described  in  the  Specification,  and  that  the  Patent  was  invalid. 
The  action  was  dismissed  with  costs.*    The  Plaintiffs  appealed. 

Bousfieldy  K.C.,  Astbury,  K.C.,  and  W.  Neill  (instructed  by  Richard  F.  and 

10  C.  L.  Smith,  agents  for  Spencer,  Clarkson  &  Co.,  of  Keighley)  appeared  for  the 
Appellants ;  Moultony  K.C.,  T.  Terrell,  K.C.,  and  J.  G.  Graham  (instructed  by 
Bell,  Brodrick  and  Gray,  agents  for  Weatherliead  and  Knowks,  of  Bradford) 
appeared  for  the  Respondents. 

Bousfield,  K.C.,  and  Asthury,  K.C.,  for  the  Appellants. — ^The  decision  of 

15  Kekeivich,  J.,  on  the  construction  of  the  Specification  was  wrong.  Claim  1  is 
not  for  any  dobby  in  which  the  knife  guides  are  inclined  towards  each  other, 
but  for  that  feature  in  combination  with  the  system  of  centreing  shown  in  the 
Drawings.  The  Drawings  are  a  part  of  the  Specification,  and  the  whole  must 
be  looked  at  for  the  purpose  of  construction.    If  this  is  the  proper  construction 

20  of  the  Specification,  then  on  the  evidence  the  Patent  is  perfectly  valid.  The 
invention  had  utility,  for  the  machine  had  several  advantages ;  for  instance, 
there  are  no  mislifts,  and  friction  is  reduced  by  the  patented  arrangement. 

Moulton,  K.C.,  and  Terrell,  K.C.,  for  the  Respondents. — On  the  true  construc- 
tion of  the  Specification  the  inclination  of  the  knife  guides  to  one  another  is 

25  claimed  in  any  dobby.  Considering  the  Specification  as  though  the  amend- 
ments were  not  shown,  this  is  its  true  construction.  The  Specification,  as 
amended,  does  not  describe  in  the  letterpress  the  centreing  arrangement ;  this 
is  only  shown  in  the  Drawings,  and  it  cannot,  we  submit,  be  that  the  inclination 
of  the  knife  guides  is  only  claimed  in  combination  with  the  special  arrangement 

30  of  centres  shown  in  the  Drawings,  the  advantage  of  which  is  not  pointed  out. 
The  state  of  the  art  was  important,  double  and  single  lift  dobbies  were  well 
known.  Moreover,  the  arrangement  of  centres  was  not  new,  but  had  been 
published  in  Lakers  Specification.  There  were  several  types  of  double  lift 
dobby,  and  the  Patentees  took  one  well-known  type.    The  Patentees  after  two 

35  years  of  experimenting  found  the  conditions  under  which  the  inclined  guides 
were  useful,  but  they  did  not  tell  the  public  what  these  were.  The  Defen- 
dants only  use  them  to  make  more  room  ;  the  reduction  of  friction  has  nothing 
to  do  with  it.  [The  following  cases  were  referred  to,  namely : — Gandy  v. 
Reddaway  (2  R.P.C.  49);    Heath  v.    Unwin  (5    H.L.C.  505);    Simpson  v. 

40  Holliday  (L.R.  1  H.L.  315):  also  on  the  question  of  amendment  Moser  v. 
Marsden  13  R.P.C,  24.]  If  we  are  held  to  be  wrong  on  the  quedtion  pf 
construction,  the  Patent  is,  we  submit,  invalid  ;  first,  because  the  Patent  was 
anticipated  or  there  was  no  subject-matter  in  view  of  Lake's  Specification  ; 
secondly,  Claim  3  discloses  no  useful  invention  ;  and  thirdly,  as  to  Figure  7,  it 

45  had  been  anticipated  by  Hodgson^s  Specification  and  user. 
Bousfield,  K.C.,  replied. 

COLLINB,  M.R, — This  is  an  appeal  by  the  Plaintiffs  from  the  decision  of  Mr. 
Justice  Kekewich,  who  has  held,  on  the  construction  of  the  Specification,  that 
the  Patent  is  bad.    The  question  before  the  learned  Judge  resolved  itself,  I 

50  think,  ultimately  into  a  question  of  construction.  There  were  other  points 
raised,  and  the  evidence  was  to  some  extent  addressed  to  them ;  but  I  think 
substantially  both  parties  ultimately — ^at  all  events  before  the  decision  wag 
given — ^invited  the  learned  Judge,  or  certainly  did  not  object  to  the  learned 
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Judge  treating  the  most  substantial,  and  in  fact  the  only  real  question  in  the 
case,  as  one  of  construction.  I  say  that  now,  for  I  shall  have  to  refer  very 
shortly  to  arguments  that  have  been  addressed  to  us  on  some  other 'points  that 
might  have  been  decided,  by  the  learned  Judge,  but /which,  at  all.  events  as  ti) 
one  of  Ah^m,ws^8.not  decided  by  the  learned  JudgCj,  *.;.•.:        ..5 

The  question  arises  in  this  way  :  tieP.atentees  in  their  Complete  Specufijca^ioa 
describe  their  invention  thus:— "this  invention  relates  to  improveifients  m 
"  that  class  of  weaving  looms  in  which  the  shedding  of  the  warp  is  effected  by 
"  what  is  called  a  '  dobby/  "  The  shedding  of  the  warp  I  naay  say  has  been 
explained  to  us  to  mean  a  particular  method  of  lifting  certain  of  the  threads  in  10 
the  warp  under  or  over  which  the  shuttle  has  to  pass,  and  thereby  the  pattern 
is  produced  for  the  fabric  which  is  woven.  Then  they  go  on  to  say  ;  *'  When 
"  the  draw  hooks  of  a  double  lift  dobby  engage  with  one  of  the  draw  knives 
'*  and  are  ^  drawn  '  or  operated,  the  ends  of  the  balks  to  which  the  hooks  are 
"  attached  describe  a  curve  or  move  in  a  curved  path,  and  rise  or  fall  as  the  15 
"  case  may  be  according  as  to  whether  the  lower  or  upper  end  of  the  balk  is 
''  operated,  and  consequently  the  hooks  do  not  remain  in  line  with  the  direction 
"  of  motion,  which  causes  unnecessary  friction  and  loss  of  power.  To  obviate 
"  this  as  much  as  possible  we  incline  the  upper  and  lower  guides  in  which  the 
'*  draw  knives  work  towards  each  other,  sui&ciently  to  raise  the  lower  knives  20 
"  and  lower  the  upper  ones  as  the  hooks  are  operated,  and  thus  keep  the  hooks 
"  practically  horizontal  or  in  line  with  the  direction  in  which  they  are  moving." 
I  come  at  once  to  the  point  made.  Claim  No.  1  is  ;  "A  dobby  in  which  flie 
"  knife  guides  are  inclined  towards  each  other,  substantially  as  herein  shown 
"  and  described,"  and  it  is  said  that  that  is,  rightly  construed,  a  claim  merely  for  25 
the  knife  guides  inclined  towards  each  other,  and,  if  that  should  be  the  true 
i!onstruction  of  the  claim,  it  is  a  claim  that  is  bad  in  itself,  inasmuch  as  it  is 
common  ground  that  knife  guides  alone  disconnected  from  a  particular  mode 
of  centreing  the  levers  which  guide  them  would  not  be  the  subject-matter  of  a 
Patent,  and  if  this  claim  is  construed  as  applying  to  all  dobbies,  whatever  30 
system  of  centreing  is  adopted  in  them,  then  it  undoubtedly  would  be  too 
wide,  and,  therefore,  bad.  On  the  other  hand,  it  is  admitted  that  if  this  is  a 
claim  for  a  combination  of  the  inclined  knife  guides  with  the  particular  mode 
of  centreing,  which  is  in  point  of  fact  described  in  detail  in  the  Drawings 
accompanying  the  Specification,  then  no  exception  can  be  taken  to  it.  The  35 
combination  would  be  perfectly  good^  the  claim  singly  would  be  bad,  and 
the  question  then  resolves  itself  into  this — fairly  construed,  does  this  Specification  | 

show  a  claim  to  such  a  combination  ?  .  .  | 

It  is  a  matter  of  history  in  this  case  that  the  original  Specification  has  been 
amended    and  certain    parts    of    it    ha^e    been    deleted,  but  in    construing  40 
this  Specification  I  propose  to  omit  those  parts  that  are  deleted,  and  in  doing 
so  I  think  I  am  acting  upon  the  authority  of  the   House  of  Lords.    The 
case  I  refer  to  is  not  specially  connected  with  Patents,  but  there  are  other 
authorities,  connected  with  Patents,  which  are  to  the  same  effect;    but  the 
principle  is  most  clearly  laid  down  in  the  case  of  Inglis  v.  Buttery  A  Co.  45 
in  the  House  of  Lords,  reported  in  3  Appeal  Cases  at  page  552,    This  is  the 
head  note  : — ^^  A  firm  of  ship-builders  agreed  to  lengthen  and  repair  an  iron 
<*  steamship,  the  object  being  that  she  might  be  classed  100  A  1  at  Lloyds."* 
The    specification  forming  part   of   the  contract  contained  this  stipulation: 
*'  Ironwork. — The  plating  of  the  hull  to  be  carefully  overhauled  and  repaired."  50 
Th^n  came  the  words  which  were  deleted,  ^'  but  if  any  plating  is  required  the 
'« same  to  be  paid  for  extra,"  and  that  deletion  was  signed  by  the  parties.  '^  Held, 
^*  affirming  the  decision  of  the  Court  below,"  and  so  on,  '^that  neither  the 
"  letters  of  the  parties  before  the  contract  was  signed,  nor  the  initialed  deleted 
**  words  in  the  contract,  could  be  considered  for  the  purpose  of  interj^^ingthe  55 
^^  intention  of  the  parties."    In  other  words,  that,  for  the  purpose  of  construction^ 
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yon  could  not  look  at  that  which  had  originally  been  there,  but  which  had 
been  deleted.  Following  that  out  here,  I  am  not  going  to  draw  inferences 
as  to  the  true  construction  of  what  is  left  by  reference  to  what  has  been  deleted, 
but  it  is  necessary  for  the  Pateutees,  in  order  to  be  protected,  to  clearly  show 
5  what  it  is  that  they  intend  to  cover.  Therefore  what  we  have  to  decide  in  this 
case  is — whether  on  the  fair  construction  of  the  Specification  there  is  a  claim 
for  a  combination.  Now  in  my  judgment  (and  I  think  it  has  been  so  held)  a 
Patentee  may  show  what  he  claims  either  by  the  printed  matter  of  the  Specifi- 
cation alone,  or  by  the  Drawings  alone,  or  by  the  combination  of  the  two. 

10  In  this  case,  it  is  common  ground  that  if  you  are  to  take  this  Specification 
and  claim  as  a  claim  for  the  particular  arrangement,  which  is  clearly  shown  on 
the  Drawings,  it  is  perfectly  good,  because  it  does  show  the  upper  and  lower 
guides  made  to  approximate  towards  each  other,  but  the  Patentees  show  that  in 
connection  with  a  system  of  centreing  which  is  distinctly  shown  on  the  Drawings, 

15  and  which  is  the  only  system  of  operation  that  they  show  for  working  those 
guides ;  and  if  the  combination  there  shown  is  their  claim  then  they  show,  by 
the  admission  of  both  parties,  a  thoroughly  efficient  and  useful  way  of  producing 
the  benefit  claimed  for  this  use  of  inclined  guides.  I  have  to  see  whether,  fairly 
considering  the  Specification,  the  Patentees  have  so  introduced  these  Drawing 

20  into  their  description  as  to  make  the  thing  shown  on  the  Drawings  what  they 
claim*  I  have  read  the  initial  part.  I  now  come  down  to  line  32  :  "  To  fully 
*'  describe  our  invention  reference  is  made  to  the  accompanying  sheets  of  Draw- 
'^  ings  forming  a  part  of  this  Specification  '*— so  that  in  the  clearest  possible  words 
they  make  the  Ehrawings  part  of  their  Specification — ^"  in  which  similar  letters 

25  ^  of  reference  indicate  corresponding  parts  in  each  of  the  figures.''  Therefore 
you  really  require  the  Specification  itself  as  well  as  the  Drawings  in  order  to 
understand  what  these  parts  are,  and  what  their  relations  are.  You  have  them 
defined  by  certain  letters  on  the  Drawings,  and  references  are  made  to  those 
letters  in  the  descriptive  part  of  the  narrative  of  the  Specification.    Then  they 

30  go  on :  "  Figure  1  represents  an  elevation  looking  towards  the  front  of  the 
^'  loom  of  such  parts  of  a  dobby  as  are  necessary  to  illustrate  the  application  of 
^/ our  improvements.  Figure  2  is  a  separate  view  of  one  of  the  jack  levers 
"  together  with  its  balk  lever  and  hooks,"  and  Figure  2  is  confined  to  that 
part  of  the  dobby  which  they  are  depicting,  which  consists  in  what  is  called  the 

35  centreing.  That  is  clearly  shown,  and  it  is  the  subject-matter  of  a  separate 
Figure.  No.  1  shows  the  centreing  in  connection  with  this  mode  of  inclining 
the  lower  and  upper  guides  towards  each  other.  Then  comes  an  important 
part  of  the  Specification,  as  bearing  upon  this  question,  at  line  42  :  *^  The  upper 
"  guides  A,  A  in  the  side  frames  A*  of  the  dobby  in  which  the  knives  A'  work 

40  "  are  inclined  down  towards  the  lower  knife  guides  A\  A\  consequently  as  the 
^'  books  B,  B  move  backward  and  forward  their  ends  B^  B^  are  kept  more  in 
**  line  with  their  centres  of  attachment  B*  to  the  balks  B*."  We  look  at  the 
Drawing  showing  the  balks  and  showing  their  centres,  and,  therefore,  it  seems 
to  me  that  the  Patentees  include  the  centreing  arrangement  which  is  there 

45  indicated  by  those  parts  referred  to  in  the  Specification  and  indicated  in  the 
Drawing  and  make  them  part  of  the  claim  in  respect  of  which  they  found 
their  right  to  their  Patent.  It  is  not  until  after  they  have  given  those  descrip- 
tions which  are  easily  traceable  on  the  Drawings  by  the  letters  which  are 
referred  to  in  the  printed  part  of  the  Specification — not  till  that  has  been 

50  explained  in  the  language  I  have  read — that  they  formulate  their  claim  to  a 
^  dobby  in  which  the  knife  guides  are  inclined  towards  each  other,  sub- 
**  stantially  as  hei-ein  shown  and  described."  Now  the  only  dobby  that  they 
show  here  is  a  dobby  centred  according  to  the  particular  method  which 
in  fact  it  is  admitted  makes  it  workable  and  useful.      It  is  said  that  that 

55  is  the  only  method  by  which  it  is  workable  and  useful,  and  if  it  be  the 
only  method  it  seems  to  me  it  is  most  distinctly  portrayed  on  the  Drawings 
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and  referred  to  in  the  Specification  as  being  part  of  that  which  is  covered 
by  the  invention — a  part  of  the  combination  consisting  of  the  special  mode 
of  centreing  as  well  as  this  particular  mode  of  bringing  the  upper  and 
lower  guides  towards  each  other.  It  is  said  that  the  learned  Judge  held 
that,  having  regard  to  the  words  used  (which  I  have  just  read)  in  Sie  first  5 
claim,  that  must  be  taken  to  be  a  claim  for  this  particular  merit  of  causing  the 
upper  and  lower  guides  to  work  towards  each  other ;  that  it  is  a  claim  for  that 
into  whatever  dobby  it  is  put — ^that  is  to  say,  whatever  system  of  centreing  the 
levers  is  adopted — and  that,  if  that  be  so,  the  claim  would  necessarily  be  bad 
because  it  will  not  work  with  every  dobby,  but  will  only  work  with  one  10 
particular  centreing  arrangement  in  a  dobby.  There  was  a  point  made  which 
is  not  now  material  in  this  case — that,  if  the  claim  is  properly  a  claim  for  a  com- 
bination, the  centreing  arrangement  was  not  new.  No  doubt  the  Patentees  were 
under  the  impression  at  one  time  that  they  had  themselves  invented  the  particular 
arrangement  of  centreing  which  they  show.  It  turned  out  that  they  were  wrong  15 
there,  although  they  had  as  a  matter  of  fact,  1  think,  independently  reinvented 
it ;  but  somebody  had  already  hit  upon  that  special  mode  of  arrangement  before 
and  made  it  the  subject-matter  of,  or  had  embraced  it  in  an  application  which 
he  had  lodged  for  another  Patent.  That  was  a  Patent  granted  to  a  man  called 
Lake ;  but  that  Patent,  so  far  as  the  evidence  goes,  never  really  was  20 
workable  and  never  worked,  and  the  best  possible  compliment  has  been  paid 
to  the  Plaintiffs'  invention  by  the  Defendants  in  this  case  in  that,  although 
they  appear  to  have  had  Lake's  Specification  before  their  eyes,  they  deliberately 
chose  to  make  a  machine  following  in  all  respects  that  which  has  been  indicated 
in  the  Plaintiffs'  Specification,  and  the  Defendants  have  not  chosen  to  try  25 
to  successfully  operate  Lake's  Patent.  I  only  mention  that,  for  it  is  not  really 
important  here  on  the  main  point  that  1  have  been  discussing,  namely,  whether 
the  claim  itself  is  a  claim  for  a  combination  which  is  in  fact  admitted  by  both 
parties  to  be  a  very  efficient  machine  ;  if  the  claim  does  embrace  that  combina- 
tion, then  this  Patent  is  good.  If  it  is  limited  to  the  first  part— namely,  the  30 
inclination  of  the  knife  guides — then,  for  the  reasons  I  have  already  referred 
to,  it  is  bad  ;  and  that  is  the  view  which  Mr.  Justice  Kekewich  has  adopted. 
In  my  judgment,  for  the  reasons  I  have  given,  there  is  sufficient  on  the  &ce  of 
this  Specification,  taking  the  printed  matter  and  the  Drawings  together,  to 
portray  this  particular  combination,  and  there  is  nothing  in  the  claim  itself  in  35 
the  Specification  and  on  the  Drawings  to  show  that  the  Patentees  ever  meant  to 
embrace  any  other  method  of  actuating  these  guides  than  centreing  them,  and 
that,  therefore,  it  is  a  combination  which  in  itself  is  good,  although  one  of  the 
factors  of  the  combination  was  not  new.  That  is  really  the  main  point  in  the 
case,  and  the  point  on  which  I  think  it  was  really  argued  and  decided,  but  Mr.  40 
Terrell,  at  the  end  of  the  case,  made  a  point  which  was  not  made  by  his  leader, 
Mr.  Moulton.  He  said  that  there  were  two  subsidiary  points,  one  that  the 
invention  was  not  useful,  and  that,  therefore,  it  was  not  the  subject-matter  of  a 
Patent ;  also  that  Lake  also  had  entirely  anticipated  it,  and  he  said  that  point 
had  not  been  fully  discussed  below,  and  that  he  ought  to  have  an  opportunity  45 
of  thrashing  the  whole  of  that  out  again  in  a  new  trial.  But,  when  one  comes 
to  look  at  the  admissions  made  in  the  course  of  the  case,  it  seems  to  me  quite 
clear  that  all  parties  admitted  the  utility  of  this  invention,  and  proved  it  by 
adopting  it.  I  think,  on  the  evidence,  it  was  quite  clear  that  Lake  was  not  an 
anticipation  of  the  Plaintiffs'  combination.  LaJee  had  really,  on  the  evidence,  50 
never  produced  an  efficient  working  machine  at  all ;  and,  when  one  comes  to 
examine  that  which  he  purported  to  effect,  it  seems  to  me  that  it  is  a  different 
thing  effected  in  a  different  way,  and,  in  addition,  as  I  have  said,  was 
never  a  workable  Patent  at  all.  That  disposes  of  Lake's  matter,  which 
properly  dropped  into  an  entirely  subordinate  position  in  the  discussion  of  55 
the  case. 
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Then  Mr.  Terrell  took  another  point.  He  said  this  Patent  is  bad  on  the 
ground  that  what  is  now  the  third  claim  does  not  describe  what  purpose  the 
arrangement  there  suggested  is  meant  to  carry  ont ;  that  it  is  simply,  as  it  were, 
an  unmeaning  paragraph.  It  is  this  :  '^  T)ie  combination  of  the  levers  k  and  I 
5  ^  arranged  and  operating  substantially  as  herein  shown  and  described  and  for 
"  that  purpose  specified."  Mr.  Terrell  says  that  is  a  mere  idle  piece  of  language 
not  indicating  even  that  this  combination  is  in  a  dobby,  and  not  sufficiently 
describing  any  purpose  accomplished  by  it,  and,  therefore,  it  ought  to  be  treated 
as  nugatory  and  bad.    But  when  one  comes  to  look  at  that  claim  it  is  abundantly 

10  clear  from  the  context  that  this  combination  is  a  part  of  the  dobby,  and  the 
purpose  specified  is  most  clearly  set  out,  it  seems  to  me,  in  that  part  of  the 
letterpress  which  is  addressed  to  the  description  and  explanation  of  that 
particular  arrangement. 

I  have  referred  to  those  points  because  Mr.  Terrell  pressed  them  upon  us  at 

15  the  end  of  the  case,  but  it  is  quite  obvious  that  they  were  really  altogether  a 
tabula  in  naufragio  as  Mr.  Bausfield  suggested,  and  that  though  the  evidence 
was  sufficient  to  admit  of  the  points  being  raised  they  were  not  serious  points 
in  the  case,  and,  therefore,  the  learned  Judge  was  perfectly  right  in  deciding 
what  was  really  the  main  point  in  the  case. 

20  But  there  was  one  other  matter  which  Mr.  Terrell  relied  upon  also,  which 
was  not  discussed  or  dealt  with  by  the  learned  Judge,  and  that  was  with  respect 
to  a  particular  contrivance,  which,  he  said,  had  been  anticipated  by  Mr.  Hodgson^ 
who  had,  in  effect,  used  and  explained  a  contrivance  identical  with  what  is 
shown  in  Figure  7  in  the  Plaintiffs'  Specification,  and  no  doubt  there  was  some 

25  evidence  given  on  that.  Now  that  really  depends  on  the  evidence  of  the  experts  ; 
their  opinions  were  read  to  us,  and  it  seems  to  me  that  there  is  a  clear  pre- 
ponderance in  favour  of  the  Plaintiffs  on  that  matter.  Mr.  Dugald  Clerk  and 
also  Mr.  Jackson^  one  of  the  Patentees,  explained  what  the  purpose  was,  which 
this  particular  invention  described,  and  which  in  Figare  7  was  explained. 

30  Those  gentlemen  pointed  out  that,  to  begin  with,  it  was  not  designed  to  bring 
about  the  same  end,  and,  secondly,  that  the  means  used  were  not  the  same 
means  as  those  used  in  Hodgson's  Patent.  No  doubt  there  is  the  mechanical 
similarity  which  must  always  exist  in  these  cases,  where  different  con- 
trivances, known  to  mechanicians,  are  adopted  ;  and  Mr.  Swinburne^    who 

35  was  the  witness  examined  for  the  defence,  took  that  view.  Speaking,  as  it 
seems  to  me,  broadly,  and  not  in  connection  with  the  special  purpose  for  which 
this  particular  mechanism  was  required,  he  gave  a  general  opinion  that  there 
was  nothing  new  in  the  arrangement.  That  is  a  general  observation,  which 
may  be  true  in  a  great  many  cases,  where  the  particular  arrangement  for  the 

40  particular  purpose  involves  ingenuity  and  invention.  It  is  precisely  on  that 
point  that  I  think  his  evidence  was  outweighed  by  the  evidence  of  the  other 
experts  called  for  the  Plaintiffs,  who  addressed  themselves,  not  to  the  abstract 
question  whether  this  was  a  combination  which  might  not  be  put  together  by 
any  competent  person  skilled  in  those  matters,  but  whether,  having  regard  to 

45  the  particular  aim  which  the  inventors  had  in  view,  it  was  not  a  new  invention — 
that  is  to  say,  whether  it  did  not  require  invention  to  accomplish  the  end  in 
view  by  the  means  used.  It  was  really,  as  I  have  said,  a  bye-point  in  the  case, 
and  to  have  gone  into  it  at  any  great  length  would  have  involved,  really,  trying 
an  independent  Patent  case,  and,  although  the  point  was  touched  upon  in 

50  argument  in  the  course  of  the  defence  before  the  learned  Judge  below,  it  was 
not  emphasised  in  such  a  way  as  to  invite  the  Judge  to  decide  the  case  on  that 
ground,  or  to  give  an  opinion  about  it,  and  he  did  not,  in  fact,  give  an  opinion 
upon  it.  But  I  think  there  is  quite  sufficient  evidence  before  us  to  justify  us 
in  saying  that  the  Defendants  have  failed  by  their  evidence  to  show  that  the 

Si  opinion  of  the  witnesses  for  the  Plaintiffs  is  not  the  better  opinion  of  the  two. 
It  seems  to  me  they  have  not  displaced  the  very  clear  opinion  of  those  gentlemen, 
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that  there  was  inyention  and  novelty  in  that  contrivance,  and  a  useful  porpose 
served  by  it.  Therefore,  taking  the  whole  case  together,  it  seems  to  me  that  the 
learned  Judge  in  refusing  to  give  effect  to  the  Plaintiffs'  claim  was  wrong,  and 
that  his  decision  must  be  reversed. 

ROMEB,  L,J. — I  have  come  to  the  same  conclusion.  In  the  first  place,  -with  5 
regard  to  the  main  point  that  was  argued  before  us,  and  on  which  Mr.  Justice 
Kekewich  decided  this  case,  I  am  of  opinion  that  the  Appellants  are  right*  The 
question  is  one  of  the  construction  of  the  Specification  and  the  claim  in  the 
Specification,  and  in  itself  it  is  to  my  mind  a  simple  question^  although 
possibly  it  may  not  be  so  easy  to  determine  as  it  appears  at  first  sight ;  but  I  10 
cannot  say  for  myself  that  it  appears  to  me  a  very  diflicult  question,  nor  is  it 
one  about  which  I  personally  feel  any  doubt. 

In  my  opinion,  on  the  true  construction  of  the  Specification,  the  claim  of  the 
Patentees  is  not  for  any  dobby  in  which  sloping  guides  are  used.  Moreover, 
I  think,  on  the  fair  reading  of  the  Specification  and  claim,  the  Patentees  haVe  15 
not  committed  themselves  to  the  statement  or  position  that  sloping  guides  can  be 
advantageously  used  with  any  ordinary  form  of  dobby  previously  used  or 
known.  1  think  that  the  Specification  shows  that  Claim  1  is  for  a  dobby  with 
sloping  guides  shown  and  described  in  the  Figures  which  form  part  of  the 
Specification,  and  in  particular  a  dobby  with  what  has  been  called  the  centreing  20 
arrangement  which  is  shown  in  those  Figures.  Clearly  the  Patenteas  have 
limited  their  claim  to  a  dobby  with  sloping  guides,  and  they  have  shown  that 
they  consider  those  sloping  guides  essential  and  distinguishing  features  of 
the  invention,  but,  in  my  opinion,  they  have  not  done  more  than  that  or 
intimated,  as  suggested  on  behalf  of  the  Respondents,  that  nothing  in  their  25 
patent  dobby  is  to  be  regarded  or  considered  except  the  guides.  As  my  Lord 
has  pointed  out,  if  you  look  at  Claim  1  as  worded  in  the  amended  Specification, 
how  does  it  run  in  the  first  place  grammatically  ?  What  is  the  claim  ?  It  is 
for  a  dobby  in  which  the  knife  guides  are  inclined  towards  each  other 
substantially  as  herein  shown  and  described.  To  my  mind  grammatically  it  is  3U 
clear  that  the  words  '^substantially  as  herein  shown  and  described  '^  apply  to  the 
dobby,  and  do  not  apply  merely  to  the  knife  guides.  The  only  generalisation, 
as  it  appears  to  me,  that  you  get  in  that  claim  is  in  the  words  '^  substantially  as 
"  herein  shown  and  described."  Of  course,  we  are  referred  by  that  to  the  dobby, 
which  is  shown  and  described  in  the  Specification.  35 

Now  have  the  Patentees  shown  notlidng  in  this  Specification  except  sloping 
guides,  and  left  any  workman  considering  this  Specification  or  seeking  to  make 
the  dobby  no  intimation  how  to  proceed  to  make  that  dobby  except  by  saying 
he  must  have  sloping  guides,  and  leaving  the  rest  to  the  workman  to  ascertain 
by  his  pre-existing  knowledge.  To  my  mind  the  Patentees  have  not  done  40 
that.  Alter  pointing  out  on  page  2  of  the  Complete  Specification  what  are 
the  defects  in  an  ordinary  dobby  they  proceed  to  point  out,  first,  that  to 
obviate  that  they  incline  the  upper  and  lower  guides.  But  they  do  not 
stop  there.  They  proceed,  passing  over  some  intermediate  passages  which 
are  not  material  to  the  present  point,  to  state  what  their  invention  is  on  45 
page  3,  line  32,  in  these  words  :  '^  To  fully  describe  our  invention  reference  is 
*^  made  to  the  accompanying  sheets  of  Drawings  forming  a  part  of  this  Specifi- 
"  cation."  They  then  refer  to  the  Figures  and  say,  for  example,  that  **  Figure  1 
^'  represents  an  elevation  looking  towards  the  front  of  the  loom  of  such  parts  of 
"  a  dobby  as  are  necessary  to  illustrate  the  application  of  our  improvements  "  ;  50 
and  in  Figures  2,  3,  and  4  to  9  they  say  are  found  details  referred  to  in  the 
Specification.  Now  have  they  not  indicated  there  that  they  are  going  to  make 
the  Figures  an  essential  part  of  the  Specification,  and  essential  to  fully 
describing  their  invention  and  to  enabling  their  dobby  to  be  made  ?  I  think 
they  certainly  have.  To  my  mind  those  Figures,  when  properly  looked  55 
^t    do    clearly  show    all    the   parts    of    the    dobby   essential    to   enable    a 
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woiltman  to  properly  make  it,  and  in  particular  show  that  improved 
centreing  arrangement  which  hae  been  bo  much  discussed  in  the  course  of  the 
argument  before  us.  If  the  Patentees  had  left  their  Specification  with  a  mere 
reference  to  the  upper  and  lower  guides,  and  with  a  mere  reference  to  the 
It  Figures  as  showing  the  position  of  those  guides,  I  think  it  is  reasonably  clear  that 
it  would  be  said  that  such  a  Specification  would  be  wholly  insuf&cient.  I  can 
well  understand  how  the  Specification  would  have  then  been  attacked  from 
another  point  of  view  ;  but  the  Patentees  to  my  mind  have  not  been  guilty  of 
such  folly.    Besides  pointing  out  one  distinguishing  feature, , perhaps  what  the 

10  Patentees  think  the  most  distinguishing  feature  in  their  invention,  namely,  the 
sloping  guides,  they  proceed  to  point  out  how  that  general  idea  is  to  be  worked 
out  in  a  practical  dobby,  and  they  then  by  the  Figures  call  the  attention  of  the 
workman  who  has  to  form  the  dobby  from  the  Specification  how  that  dobby.  is 
to  be  made,  and  how  those  guides  when  shaped  are  to  be  made  part  of  a  workable 

15  dobby.  To  my  mind  it  would  be  very  unfair  as  against  the  Patentees  of  this 
invention  to  try  and  commit  them  to  such  a  position  as  that  which  the  RespoU'- 
dents  to  this  appeal  ui^e  that  they  must  be  held  to  have  taken  up  by  their 
Specification.  As  I  have  said,  the  grammatical  form  of  Claim  1  is  in  their 
favour,  and  to  my  mind  there  is  no<iing  which  would  justify  this  Court  in 

20  cutting  down  that  claim  as  it  stands,  or,  rather,  enlarging  it  as  it  stands.  It 
seems  to  be  reasonably  clear  in  itself  that  what  the  Patentees  claim  is  the  dobby 
as  a  whole  which  they  have  specified  with  the  sloping  guides  as  shown  in  the 
Figures,  and  what  they  warn  a  person  he  must  not  take  in  imitating  that  is 
this — he  must  not  substantially  take  that  dobby  as  shown  and  described  by 

25  them.  Now  I  can  understand  that  if  the  Figures  were  not  in  themselves 
sufficient  to  enable  an  ordinary  workman  acquainted  with  this  class  of  work  to 
practically  form  the  Plaintiffs'  dobby  the  Patent  would  fail ;  but  it  is  common 
ground  here  that  the  Figures  are  sufficient,  and  that  a  person  of  any  intelligence 
or  an  ordinary  workman  taking  up  this  Specification,  looking  at  the  Figures  and 

30  seeking  to  make  a  dobby  in  accordance  with  the  Figures,  could  and  would 
easily  make  the  patented  dobby  which  the  Patentees  have  claimed  by  their 
Specification.  The  claim  then  is  a  good  claim,  and  it  is  one  which  a 
workman  can  carry  out.  The  Specification  is  one  which  a  workman  can  carry 
out,  the  utility  of  the  invention  is  not  in  substantial  dispute,  subject  to  one 

35  point  I  will  mention  later,  and  the  infringement  is  admitted  practically  before 
us.  That  being  so,  on  this  part  of  the  case  it  is  clear  that  the  Appellants  are 
right. 

Before  parting  with  this  part  of  the  case,  with  reference  to  certain  special 
arguments  which  were  adduced  to  us,  and  in  particular  by  Mr.  Uoulton^  let  me 

40  say  that  I  do  not  find  in  this  Specification  any  representation  that  a  workman  may 
substantially  depart  from  the  Drawings,  and  that  nevertheless  if  he  does  so  the 
dobby  shown  with  sloping  guides  must  work  or  be  advantageous.  There  is  no 
statement  to  that  effect,  nor  can  it  be,  I  think,  that  any  such  statement  can  be 
implied.    The  Patentees  have  not  said  or  represented  that  if  you  substantially 

45  depart  from  the  dobby  shown  in  the  Figures  you  will  get  any  advantage  by 
using  the  sloping  guides.  Further,  with  reference  to  another  analogous 
argument  used  on  behalf  of  the  Respondents,  that  the  Patentees  have  not 
pointed  out  the  great  advantage  of  the  centreing  arrangement,  that,  in  my 
opinion,  it  was  not  necessary  for  them  to  do  more  than  they  have  done— point 

50  out  the  centreing  arrangement  as  part  of  their  dobby.    They  were  not  bound, 
to  my  mind,  to  do  more  than  that.    The  centreing  arrangement,  as  I  have  said, 
is  clearly  pointed  out  in- the  Figures  as  part  of  the  dobby,  and,  as  I  have  already- 
said,  it  can  be  made  by  a  competent  workman,  and,  that  being ^so,  the  Patentees 
w«re  not  bound  to  fuHher  d^ell  upon  the  importance  of  that  centreing  arrange^ 

55  ment  any  more  than  they  were  bound  to  dwell  upon  or  to  use  wbrds  of  great 
praise  with  regard  to  any  oth^r  portion  of  tbeir  dobby,  or  even  -witih  reganl  .to- 
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the  sloping  gnides.  It  is  sufficient  for  a  Patentee  to  say,  '^  That  is  what  I  direct 
"  a  workman  to  do,"  and  he  is  not  bound  with  regard  to  each  step  that  he  goes 
through  to  call  the  workman's  attention  to  the  particular  advantages  of  each 
step.  All  he  has  to  do  is  to  fairly  state  what  his  invention  is,  and,  in  my 
opinion,  that  is  what  the  Patentees  have  done  here.  5 

Therefore,  as  I  have  said,  on  the  main  point  argued  before  us  I  am  clearly  of 
opinion  that,  on  the  question  of  construction,  the  Appellants'  view  is  the  correct 
one,  and  that  Mr.  Justice  Kekeunch  has  come  to  a  wrong  conclusion. 

With  regard  to  the  minor  points  suggested,  I  have  very  little  to  add  to  what 
the  Master  of  the  Rolls  has  said.    With  regard  to  the  suggestion  that  there  was  10 
no  subject-matter  in  this  Patent  having  regard  to  the  invention  of  Lake^  I  need 
only  say  that,  in  my  opinion,  Lake  was  no  anticipation  of  the  Plaintiffs'  dobby, 
and  that  I  think,  notwithstanding  the  general  knowledge  existing  at  the  time, 
and  notwithstanding  Lake's  Specification,  there  was  invention  needed  to  arrive 
at    the    Plaintiffs'    dobby,    and    that    its    utility    to    my    mind    is   beyond  1.5 
question.    On  a  point  of  this  kind,  of  course,  one  would  naturally  look  to  see 
what  the  expert  evidence  is,  and  on  this  point  we  have  Mr.  Dugald  Clerk's 
evidence,  and  no  evidence  against  it.    The  expert  witness  for  the  Defendants 
was  not  asked  any  question  on  the  subject.    I  know  it  has  been  suggested  that 
it  may  have  been  through  inadvertence,  or  through  a  mistake  or  something  of  20 
that  sort,  that  that  was  not  done.    All  I  can  say  is  that  the  Plaintiffs  are  not 
responsible  for  that,  nor  do  I  think  that  any  suggestion  of  that  kind  is  sufficient, 
under  the  circumstances  of  this  case,  to  justify  this  Court  in  saying  that  the 
case  must  not  be  decided  on  the  evidence  as  it  stands.    I  cannot  see  that  any 
advantage  was  taken  of  the  Defendants  by  the  Plaintiffs  in  any  way,  or  that  25 
any  mistake,  if  there  was  any,  has  been  induced  by  the  Plaintiffs.    That  being 
so,  it  appears  to  me  that  the  second  point  taken  on  behalf  of  the  Respondents 
fails. 

As  regards  the  last  point,  the  suggestion  that  Claim  3  of  the  Specification  as 
amended  was  not  useful,  or  if  useful  was  anticipated  by  Hodgson^  I  can  only  30 
say  that,  after  having  carefully  listened  and  done  my  best  to  appreciate  the 
points  arising,  I  come  to  the  conclusion  that  Claim  3  was  good  when  you  bear 
in  mind  what  it  is.  It  is  a  claim  clearly  limited  to  a  special  part  of  a  loom,  and 
the  claim  is  limited  on  behalf  of  the  Patentees  as  a  device  for  doing  a  very 
special  kind  of  work,  and  as  solving  a  particulai  problem  which  they  had  to  35 
consider  in  inventing  their  dobby  and  the  application  of  the  working  power  of 
that  dobby  to  the  loom  generally.  On  the  evidence  as  a  whole  I  should  have 
come  to  the  conclusion,  even  apart  from  the  expert  witnesses,  that  it  did  require 
invention  to  ascertain  that  particular  device,  for  the  purpose  of  solving  the 
particular  problem  that  the  Patentees  had  set  before  them.  I  quite  agree  that  40 
if  you  were  to  consider  the  claim  as  one  for  a  device,  constituting  in  itself  a 
mechanical  tool, — a  claim  for  the  device  at  large,  apart  from  the  loom 
and  the  special  part  of  the  loom  to  which  it  was  to  be  applied  and  without 
regard  to  the  special  problem  which  had  to  be  solved  by  the  application  of  the 
device — this  claim  might  be  bad  and  could  not  be  supported.  Indeed  at  the  45 
present  day  it  is  very  difficult  in  any  case  to  support  a  claim  to  what  is  sub- 
stantially a  new  tool  if  you  regard  it  as  being  claimed  at  large  and  not  as  applied 
and  limited  to  the  solution  of  a  particular  problem  or  applied  for  a  special 
purpose.  To  my  mind  this  is  not  a  claim  for  a  device  at  large,  but  it  is  limited 
in  the  way  I  have  indicated.  50 

Then  with  regard  to  the  expert  evidence,  you  have  on  the  one  side  the 
evidence  of  Mr.  Dugald  Clerk  and  Mr.  Jackson  clearly  supporting  and  showing 
that  Claim  3  was  in  substance  a  thing  that  required  invention  and  was  not 
anticipated  by  Hodgson.  With  regard  to  Mr.  Swinburne^  a  witness  of  great 
eminence  and  a  very  fair  witness,^  I  can  only  say  that  if  you  look  at  his  55 
evidence  ciurdfully  he  was  really  giving  h^s  eyidepLce  with  reference  to  a 
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consideration  of  the  deyice  as  being  claimed  by  itself — at  large  as  I  have  said — 
and  was  not  really  considering  the  question  in  the  limited  way  in  which  it 
really  arises— as  a  limited  claim,  as  I  have  indicated.  He  was  not  considering 
it,  to  my  mind,  with  reference  to  the  special  problem  which  the  Patentees  had 
5  in  view  when  they  invented  the  device  and  claimed  it  in  Claim  3.  I  think,  on 
the  evidence  as  a  whole,  the  Respondents*  case  with  regard  to  the  third  claim 
also  fails,  and  that  the  Plaintiffs  are  therefore  entitled  to  judgment  in  this 
action. 
Mathbw,  L.J. — I  am  of  the  same  opinion.    As  was  said  at  the  commence- 

10  ment  of  the  case,  and  admitted  over  and  over  again,  this  was  a  matter  of 
construction.  It  is  a  question  of  fact  in  every  case — a  question  of  fact  to  be 
decided  by  the  Judge  as  to  the  meaning  of  the  document  with  which  he  has  to 
deal. 

The  case  of  the  Plaintiffs  is  plain ;  they  complained  that  the  directions  contained 

15  in  their  Specification  with  the  accompanying  Drawings  had  been  followed  by  the 
Defendants,  and  that  they  had  produced  the  machine  which  was  the  subject  of  the 
invention,  and  the  Defendants  admitted  that,  and  they  admitted  the  usefulness 
of  the  machine.  They  admitted  that  the  instructions  had  been  followed,  and 
admitted  that  a  similar  machine  had  been  produced.    Their  only  defence  was 

20  that  they  were  justified  in  what  they  did  because  the  Patent  was  bad.  Now 
the  way  in  which  that  was  sought  to  be  made  out  was  this :  it  was  said  in 
the  first  place,  if  this  Specification  is  looked  at,  it  claims  the  application 
of  what  the  Patentees  have  described  to  all  dobbies ;  that  it  is,  therefore, 
too  wide,  and  upon  that  ground  alone  the  Patent  is  bad.     It  would  be  a  very 

25  extraordinary  thing  if,  with  the  information  we  have  about  these  machines, 
any  such  preposterous  claim  could  be  put  forward  by  any  Patentee,  because 
it  would  be  manifestly  absurd  and  the  Patent  would  be  worth  nothing.  It 
was  agreed  that  with  all  dobbies,  so  far  as  the  Patentees  knew,  the  application 
of  their  machine  was  not  available  and  only  useful  as  they  described  it  in 

30  the  Drawings  accompanying  their  Specification.  I  am  entirely  of  opinion 
that  the  Plaintiffs  have  made  out  that  first  point,  and  that  their  opponents, 
the  Respondents  in  this  case,  are  in  the  wrong.  The  Patentees  have  made  no 
such  claim,  it  appears  to  me,  upon  the  fair  construction  of  the  language  that 
was  used. 

35  Then,  in  the  alternative,  the  point  was  taken  :  Suppose  the  claim  is  to  be 
restricted  to  that  which  is  described  in  the  Drawings,  that  is  not  enough, 
because  you  ought  to  have  in  the  letterpress  a  specific  claim  with  respect  to 
that  which  may  or  may  not  be  adequately  described  in  the  Drawings,  and,  even 
if  it  be  completely  described  in  the  Drawings,  it  is  not  enough  ;  and  that  that 

40  is  a  rule  of  construction  which  ought  to  be  applied  to  all  Specifications.  I 
confess  when  this  argument  was  put  forward  with  the  confidence  that  it  was 
I  was  prepared  to  find  that  there  would  be  some  obiter  dicta  cited  to  us  from 
some  previous  cases  to  Bhow  that  there  was  some  justification  for  the  argument. 
It  is  an  argument  that  there  is  something  special  about  a  Specification,  and  that 

45  the  ordinary  rules  of  construction  ought  not  to  be  adopted.  There  was  no 
reason  for  it,  and,  as  it  turned  out,  no  authority  approaching  it.  We  must  deal 
with  this  document  as  we  should  with  any  important  contract,  and  be  guided 
by  its  terms  without  reference  to  those  appeals  that  have  been  made  to  our 
feelings  about  the  interests  of  the  public  in  Specifications.    We  know  what  a 

50  Specification  is  intended  for :  it  is  in  accordance  ^ith  the  contract  made 
between  a  Patentee  and  the  Crown  that  he  shall  disclose  to  people  who  know 
about  the  matter,  and  to  the  experienced  workmen  who  will  be  employed,  what 
it  is  that  he  is  patenting.  If*  that  be  the  rule  to  be  applied  to  this  case, 
it  seems  to  me  to  be  manifest  that  all  the  Patentees  claimed  was  the  invention 

55  as  described  in  the  Drawings  to  which  they  referred  in  the  other  portions  of 
the  Specification.    There  is  no  indication  of  an  intention  to  apply  it  to  all 
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dobbiee  ;  on  the  contrary,  every  precaution  that  could  be  taken  has  been  taken, 
and  it  would  be  because  there  was  reason  for  considering  what  was  done  in 
re&rence  to  this  case — every  precaution  appears  to  have  been  taken  to  restrict 
what  was  claimed  to  what  was  described  in  the  Drawings.  What  the  Patentees 
say  is  :  "  What  we  have  stated  in  the  letterpress  is  not  enough,"  so  they  say  :  5- 
'*  To  fully  describe  our  invention  reference  is  made  to  the  accompanying  sheets 
^'  of  Drawings  forming  a  part  of  this  Specification,  in  which  similar  letters  of 
'^  reference  indicate  corresponding  parts  in  each  of  the  Figures."  Then  the 
next  passage  has  been  referred  to  by  '^T./Terrell  as  in  his  favour,  but  it  favours 
the  construction  of  the  .Plaintiffs  :/'  Figure  1  represents  an, elevation  looking:  If; 
^^  towards  the  front  of  the  loom  of  sach  parts  of  a  dobby  as  are  necessary  to 
'^  illustrate  the  application  of  our  improvements." 

As  some  reference  has  been  made  to  what  has  been  deleted  from  this 
Specification,  I  should  certainly  be  disposed  to  excuse  the  man  who  did  not 
endeavour  to  supply  what  it  was  said  the  letterpress  ought  to  contain,  having  Ifir 
before  him  the  language  of  that  portion  of  the  Specification.  It  is  sufficient 
without  reference  to  what  has  been  deleted — and  of  course  no  reference  ought 
to  be  made  to  what  has  been  deleted — ^to  use  the  language  which  has 
been  used  there  to  express  what  the  Patentees  intended.  Now  that 
being  my  clear  construction  of  what  was  intended,  and  being  satisfied  20* 
that  that  was  what  was  known  to  be  intended,  first,  by  the  Plaintiffs,  and, 
secondly,  by  the  Defendants,  the  construction  that  has  been  put  upon  the 
Specification  by  my  learned  brother  Mr.  Justice  Kekewich  seems  to  have  been 
wrong.  I  should  be  loth  to  accept  for  a  moment  the  suggestion  that  has  been 
made  that,  although  a  Drawing  may  be  sufficient  to  indicate  what  the  Patentee  25 
intended,  unless  he  incorporates  in  the  letterpress  what  he  intended  to  convey 
by  his  Drawing  his  Patent  is  invalid.  There  is  no  such  rule,  and  I  have  not 
the  least  anticipation  that  such  a  rule  will  aver  be  laid  down.  Therefore,  I 
agree  that  the  appeal  must  be  allowed. 

The  appeal  was  allowed  with  costs  of  the  appeal  and  below.  30 

Certificates  were  given  that  the  Particulars  of  Breaches  were  proved  and  that 

the  validity  of  the  Patent  had  come  in  question.    Judgment  was  given  for  an 

injunction,  an  inquiry  as  to  damages,  and  delivery  up  of  infringing  articles. 
After  considerable  discussion  it  was  arranged  that  the  delivery  up  and  the 

inquiry  as  to  damages  should  be  stayed  pending  an  appeal  to  the  Houpe  of  3S 

Lords. 
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Ghemische  Fahrik  vormals  Sandoz  v.  Badische  Anilin  und 
Soda  Fahrik. 


In  the  House  op  Lords. 


Present :  LORD  Macnaghtbn,  Lord  Davey,  Lord  Jambs  of  Hereford, 

and  Lord  Robertson. 


April  28th  and  29th,  and  May  l9th,  1904. 


5      Chbhisohe  Fahrik  vormals  Sandoz  v.  Badische  Anilin  und  Soda 

Fabrik, 


Patent, — Action  for  infringement. — Pra^cHce. — Service  of  notice  of  writ  out 
of  the  jurisdiction. — Motion  to  set  aside  refused. — Ajrpecd  dismissed  by  Court  of 
Appeal.  ^Appeal  to  the  House  of  Lords  dismissed. — Order  XI.^  Rule  4. 

10  The  ovimer»  of  Letters  Patent  obtained  leave  to  serve  notice  of  the  writ  in  an 
auction  for  infringement  of  the  Patent  on  the  Defendants  out  of  the  jurisdiction. 
After  service  the  Defendants  moved  to  set  the  proceedings  aside.  In  answer  to 
the  affidavits  filed  on  behalf  of  the  Plaintiffs^  the  Defendants  filed  affidavits 
stating  the  course  of  their  business,  and  they  contended  that  all  that  they  did 

15  within  the  jurisdiction  was  to  enter  into  contracts  for  delivery  of  the  goods 
abroad^  and  tJiat  that  was  not  infringement,  and  there  was  no  cause  of  action. 
The  Plaintiffs,  on  the  other  hand,  alleged  that  the  Defendants*  travellers  brought 
samples  of  infringing  dye  into  this  country  and  used  them  in  obtaining  orders, 
that  the  Defendants  had  extensively  infringed,  and  that  six  cases  of  infringe* 

20  ment  had  come  to  their  knowledge.  Held,  by  the  Court  of  Appeal  {affirming 
Joyce,  J.\  that,  the  Plaintiffs  having  raised  a  prima  facie  case  of  infringement 
7iot  completely  di^laced  by  the  Defendants,  and  there  being  on  the  affidavits  a 
conflict  offa/^t,  tlie  Court  would  not  try  the  questions  raised  at  this  stage,  and 
the  appeal  from  Joyce,  J.,  who  had  refused  the  Defendants*  application^  was 

25  dismissed,  and  a  stay  of  proceedings  pending  an  appeal  to  the  House  of  Lords 

was  refused.    The  Defendants  appealed  to  the  House  of  Lords. 

Held,  that  the  Orders  appealed  from  should  be  affirmed,  and  the  appeal  was 

dismissed  with  costs. 

ObservcUions  on   the    evidence  required  in   support  of  an  application   to 

30  discharge  an  order  for  service  out  of  the  jurisdiction. 

2  u 
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On  the  20th  of  January  1903,  the  Badische  Anilin  und  Soda  Fahrik  (a 
Company  incorporated  according  to  the  laws  of  the  Grand  Duchy  of  Baden,  in 
the  Empire  of  Germany)  commenced  an  action  against  the  Cheinische  Fabrik 
vormals  Sandoz  in  Basle  for  infringement  of  Letters  Patent  No.  9633*  of  1892 
(granted  to  J.  Y.  Johnson  on  a  communication  from  abroad)  for  "  The  5 
"  manufacture  and  production  of  new  basic  dyestuffs." 

Leave  was  given  to  serve  notice  of  the  writ  on  the  Defendants  at  Basle  or 
elsewhere  in  Switzerland.  On  the  3rd  of  February  1903  the  Defendants  entered 
a  conditional  appearance  without  prejudice  to  an  application  to  set  aside  the 
writ,  the  Order  giving  leave  to  issue  and  serve,  the  service  thereof  and  all  other  10 
proceedings  :  and  on  the  10th  of  February  1903  they  served  notice  of  motion  to 
set  aside  the  same. 

The  evidence  consisted  of  the  aflBdavit  of  J,  Y,  Johnson^  a  member  of  the  firm 
of  the  Plaintiffs'  solicitors,  on  which  the  leave  to  serve  out  of  the  jurisdiction 
was  given,  an  aflfidavit  by  Dr.  Ehrhardt^  chemist  at  the  Plaintiffs'  works,  made  15 
on  motion  for  an  interlocutory  injunction,  but  in  regard  to  which  notice  to  read 
was  given,  and,  on  behalf  of  the  Defendants,  an  affidavit  of  Werner  Stauffacher^ 
one  of  the  commercial  managers  of  the  Defendants,  and  two  affidavits  of  Fritz 
Biecke,  a  traveller  of  the  Defendants.    Mr.  Johnson  in  his  affidavit,  after  stating 
the  nature  of  the  action,  said  (inter  alia)  that  he  was  advised  and  believed  20 
that  the  Plaintiffs  had  a  good  cause  of  action  against  the  Defendants  for 
infringement  within  the  jurisdiction  of  the  Patent  ;  that  he  was  informed  and 
believed  that   the  Plaintiffs  were  satisfied  that  the  dye  manufactured  by  the 
Defendants  and  sold  within  the  jurisdiction  under  various  names  was  made 
according  to  the  patented  invention,  and  that  the  importation  and  use  thereof  25 
was  an  infringement  of  the  Patent ;   that  the  Defendants  carried  on  business  as 
manufacturing  chemists  ;  that  he  was  informed  and  believed  that  the  Defendants 
had  extensively  infringed  the  Patent ;    that  great  damage  had  been  and  would 
continue  to  be  caused  to  the  Plaintiffs  if  the  Defendants  continued  to  infringe  ; 
that  he  was  informed  by  the  Plaintiffs  and  believed  that  for  several  years  past  30 
the  Defendants  had  systematically  infringed  the  Patent  on  a  considerable  s<kle, 
and,  although  the  Plaintiffs  had  continually  done  their  utmost  to  detect  them, 
they  had  been  unable  to  do  so  until  recently  ;  that  the  manner,  as  he  was 
informed  by  the  Plaintiffs  and  believed  to  be  true,  in  which  the  infringements 
complained  of  had  been  carried  on  by  the  Defendants  was  as  follows  : — "  The  said  35 
"  Defendants  send  to  this  country  a  traveller  or  travellers  who  call  upon  dealers 
"  and  consumers  of  dyestuffs  in  Enerlaad,  bringing  with  them  samples  of  the 
"  dyestuffs  patented  under  the  said  Letters  Patent  No.  9633*  of  1892, and  specimens 
"  of  fabrics  dyed  therewith.    The  Defendants  or  their  travellers  have  used  the 
"  said  samples  and  specimens  to  show  the  good  qualities  of  the  patented  dye  40 
"  and  illustrate  the  effects  that  can  be  obtained  with  it,  and  left  such  samples 
"  and  specimens  with  their  customers,  and  by  reason  of  such  use  of  the  dyestuffs 
**  patented  to   the   Plaintiffs  they  have  succeeded  in  obtaining    orders  and 
"  contracts   for   the  supply  of  the  said   dyestuff,  whereby  the   Plaintiffs   are 
"  deprived  of  considerable  profit  and  advantage  accruing  from  the  invention  45 
"  patented  to  them  under  the  said  Letters  Patent.    The  said  orders  are  accepted 
**  and  contracts  made  in  England  by  a  responsible  representative  of  the  said 
"  Defendants  "  ;  that  he  was  informed  by  the  Plaintiffs  and  believed  that  the 
Defendants  had  in  the  above  manner,  at  various  times  since  the  year  1896  and 
previously  to  the  issue  of  the  writ,  thus  imported  into  the  United  Kingdom  50 
samples  and  specimens  in  large  numbers,  but  had  also  imported  into  and  sold  in 
the  United  Kingdom  large  quantities  of  the  said  dyestuff  under  various  names 
in  infringement  of  the  Patent.    Dr.  Ehrhardt  stated  (inter  alia)  that  he  had  the 
management   of  all  matters   relating  to  the  Plaintiffs'  Patents  in  the  United 
Kingdom ;   that  a   certificate  of  the  validity  of  the  Patent  had  been  granted  55 
subject  to  an  amendment  which  had  been  made  ;  that  the  Plaintiffs  manufactured 
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aecordiog  to  the  Patent  a  fast  red  dye  known  in  the  trade  as  "  Rhoda- 
"  mine  6  6,"  which  was  very  valuable ;  that  the  Plaintiffs  were  constantly 
tronbled  by  infringements  of  their  various  Patents,  mainly  arising  through  the 
importation  into  the  United  Kingdom  of  dyes  manufactured  in  Switzerland  ; 
5  that  there  was  always  the  greatest  difficulty  in  intercepting  such  infringing  dyes 
or  proving  importation  of  the  same  into  and  sale  in  the  United  Kingdom  by 
reason  of  the  facilities  for  forwarding  small  quantities  of  considerable  value ; 
and,  after  naming  numerous  Defendants  against  whom  the  Plaintiffs  had  been 
successful  in  actions  for  infringement  of  the  Patent,  said  that  in  no  fewer  than 

10  six  cases  the  Plaintiffs  had  found  that  the  Patent  had  been  infringed  by  the 
Defendants  on  a  large  scale ;  that  the  information  enabling  the  Plaintiffs 
to  commence  the  proceedings  had  only  recently  been  received  by  them ; 
that  he  was  informed  and  believed  that  for  several  years  past  the  Defendants 
had  systematically  infringed  the  Patent  on  a  very  considerable  scale  (the  manner 

15  of  the  infringement  was  in  paragraph  JO  stated  exactly  as  in  paragraph  6 
of  Johnson's  affidavit  quoted  above).  Mr.  Stauffacher's  affidavit  included 
the  following  pai'agraphs— "  5.  The  Defendants,  being  owners  of  Letters  Patent 
"  in  England  as  aforesaid,  have  made  it  a  practice  to  recognise,  although  not 
"  necessarily  thereby  admitting  the  validity  of  the  same,  the  Patent  rights  of 

20  "  others  in  England.  The  Defendants  accordingly  have  always  carefully 
**  distinguished  between  consumers  and  non-consumers  in  the  following 
"  respects  :  There  are  now  produced  and  shown  to  me  and  marked  respectively 
"  *  W.S.  3,'  and  *  W.S.  4,'  the  price  lists  sent  by  the  Defendants  to  consumers 
"  and  dealers  respectively.    The  Defendants'  agents  in  England,  who  are  four 

25  ^^  in  number,  and  permanently  resident  in  England,  regularly  visit  consumers 
*'  in  England,  but  never  visit  non-consumers,  that  is  to  say,  dealers.  The 
"  Defendants'  said  agents  have  always  been  instructed  not  to  offer  to  consumers 
"  any  dye  patented  in  England,  and  I  believe  and  am  informed  tbat  they  have 
**  always  conformed  to  such  instructions.     From  time  to  time  consumers  in 

30  "  England  have  asked  Defendants  to  supply  dyes  patented  in  England,  but  the 
"  Defendants  have  always  refused  to  supply  dyes  patented  in  England,  even 
"  though  delivery  at  Basle  or  some  place  on  the  Continent  was  contemplated  by 
**  such  consumer.  I  verily  believe  that  the  Defendants  have  never  sold  even 
"  unknowingly  to  any  consumer  in  England   any  dye   patented  in  England. 

35  "  Non-consumers  in  England,  that  is  to  say,  dealers  such  as  dyesalters  and 
"  exporters,  are  not  visited  by  the  Defendants'  agents,  and  all  negotiations 
**  between  dealers  and  the  Defendants,  except  as  hereinafter  mentioned,  have 
"  been  always  direct  with  the  Defendants'  office  in  Basle.  In  every  case,  except 
*^  as  hereinafter  mentioned,  the  order  from  such  dealers  has  been  accepted  by 

40  "  letter  written  at  Basle,  and  forwarded  through  the  post  to  the  purchaser's 
"  address  in  England,  and,  as  provided,  delivery  has  been  made  at  Basle  or 
"  elsewhere  on  the  Continent  to  the  order  of  the  purchaser.  (6)  The  exceptions 
"  referred  to  in  the  last  preceding  paragraph  are  the  following.  I  personally 
"  visited  England  in  1901,  and  had  negotiations  with  two  dealers,  and  from  each 

45  "  obtained  an  order  for  some  of  the  dye  *  Rhodamine  6  6,'  claimed  to  be 
"  patented  under  the  Letters  Patent  No.  9633*  of  1892,  which  I  communicated 
''  by  letter  to  the  Defendants.  In  the  case  of  one  of  these  dealers  the  order  was 
"  for  240  lbs.,  and  the  dealer  wrote  to  Basle  to  the  Defendants  requiring 
"  immediate  delivery,  which  the  Defendants  made,  as  provided  for  in  the  order, 

50  ^^  to  agents  in  Basle,  Messrs.  Niebergall  Jk  Ooth^  of  the  purchaser  to  the  order 
"  of  the  purchaser.  In  the  case  of  the  other  dealer  the  order  was  for  120  lbs., 
*'  and  the  Defendants  wrote  from  Basle  to  the  dealer  accepting  the  order.  In 
"  this  latter  case,  as  provided  for  in  the  order,  delivery  was  made  to  the  agents, 
"  Messrs.  Jaeky^  Summerer  A  Co,^  in  Basle,  of  the  dealer,  to  the  order  of  such 

55  *•  dealer.  On  the  occasion  of  this  visit  I  had  with  me  neither  sample  of  the 
"  dye  nor  any  specimen  of  fabric  dyed  therewith,  nor  did  I  use  such  in  any 
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'^  way  in  the  aforesaid  negotiations.    In  the  case  of  one  of  the  said  orders  the 
"  Defendants  have  no  knowledge  where  the  goods  went  to  after  leaving  Basle  ; 
^'  in  the  case  of  the  other  they  know  that  the  goods  did  not  come  to  England. 
"  The  only  traveller  the  Defendants  have  is  Mr.  Frits:  Riecke,  who  twice  or  three 
"  times  a  year  visits  England.    In  company  with  one  or  other  of  the  aforesaid  5 
^^  agents  he  calls  upon  consumers,  and  also  alone  calls  upon  dealers.    He  has  never 
"  had  with  him  any  sample  of  the  said  dye  *  Rhodamine  6  G,*  but  has  had  some  of 
"  the  pattern  cards  hereinafter  mentioned.    He  does  not  show  such  pattern  cards 
"  to  dealers  because  only  consumers  are  interest-ed  in  seeing  the  specimens  of 
"  dyed  fabrics.    He  has  never  offered  to  sell  to  any  consumer  *  Rhodamine  6  G,'  10 
"  and  has  never  obtained  any  order  for  such  dye  from  any  consumer.    He  hais 
"  obtained  from  dealers  orders  for  *  Rhodamine  6  G,'  which  he  has  communicated 
"  to  the  Defendants  in  Basle.     In  every  case  such  orders  were  for  delivery  at 
"  Basle  to  the  order  of  the  dealer,  and,  where  accepted  by  the  Defendants, 
"  delivery  was  so  made.     The  Defendants  do  not  always  accept  the  orders  15 
"  transmitted  to  them  by  their  traveller,  but  if  they  accept  they  intimate  their 
"  acceptance  by  letter  written  in  Basle.     (7)  The  Defendants'  agents,  when 
^*  calling  upon  consumers  in  England,  do  not  have  with  them  samples  of  any 
"  dye  patented  in  England.     They  do  have  with  them  the  aforesaid  pattern 
"  cards  of  yam  dyed  with  different  dyes,  some  of  which  dyes  are  patented  in  20 
**  this  country.     In  two  series  of  these  pattern  cards,  namely  on  wool  and 
**  cotton  respectively,  there  are  one  and  three  specimens  respectively  showing 
"  the  effect  of  *  Rhodamine  6  6  '  used  in  dyeing  on  cotton  or  wool  out  of  the  96 
^'  specimens  on  each  such  card.    These  pattern  cards  are  used  by  the  Defendants 
"  for  all  countries,  and  it  would  be  too  expensive  to  prepare  special  cards  for  25 
"  the  different  countries,  excluding  for  each  country  all  specimens  of  febric 
"  dyed  with  any  dye  patented  in  such  country.    In  no  case,  as  I  verily  believe 
"  and  am  informed,  have  the   Defendants'  said  agents  or  traveller  made  any 
"  offer  or  solicited  any  order  in  England  on  the  basis  of  the  aforesaid  specimens 
"  of  the  effect  of  *  Rhodamine  6  G.'    The  Defendants  have  never  offered  to  sell  30 
"  or  accepted  any  order  on  the  basis  of  such  specimens  of  '  Rhodamine  6  G '  in 
**  or  from  England  or  any  country  where  the  said  dye  is  patented."    The 
affidavit  went  on  to  deny  that,  unless  on  the  facts  in  paragraph  6  it  could  be 
held  to  the  contrary,  the  Defendants  had   ever  within  the  jurisdiction  sold 
or  agreed  to  sell  "  Rhodamine  6  G,"  or  infringed  the  Patent ;  it  also  stated  {inter  35 
alia)  that  the  Defendants  had  sent  by  post  to  England  to  dealers,  but  never  to 
consumers,  small  samples  of  the  dye,  but  the  total  value  of  such  samples  since 
1896  would  not  exceed  ten  shillings,  and  the  Defendants  had  never  received 
any  payment  for  such  samples ;  also  that  there  was  a  large  business  done  by 
English  firms  in  the  said  dye  for  export  to  countries  where  the  dye  was  not  40 
patented,  as,  for  example,  India  and  Canada.     Mr.  Riecke'a  affidavits  corro- 
borated  Mr.  Stauffacher's  afiddavit  in  respect  of   his  acts  as  traveller  for  the 
Defendants. 

Joyce,  */.,  refused  the  motion  with  costs,  holding  that  there  were  questions 
of  law  and  fact  to  be  tried,  which  he  declined  to  try  at  the  then  present  stage  45 
of  the  action.*  The  Defendants  appealed.  The  Court  of  Appeal  held  that  the 
Plaintiffs  had  raised  a  prifnd  facie  case  of  infringement  not  completely 
displaced  by  the  Defendants,  that  there  was  a  conflict  of  fact  on  the  affidavits, 
and  that  the  Court  was  not  bound  to  try  the  questions  raised  at  that  stage. 
The  appeal  was  dismissed  with  costs.f  The  Defendants  appealed  to  the  House  50 
of  Lords. 

On  the  hearing  of  the   appeal,  Asquith,  K.C.,    Upjohn^  KC.  and  Colefax 
-(instructed  by   G.  B.   Ellis)  appeared  for  the  Appellants  ;   Moulton^  K.C., 

*  20  R.P.O.  416.  t  20  R.P.C.  478. 
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Cripps^  K.C.,  and  /.  C.  Graham  (instructed  by  J.  H.  cmd  J.  Y,  Johnson) 
appeared  for  the  Respondents. 

Asquith^  K.C.,  for  the  Appellants. — The  Plaintiffs  are  the  owners  of  an 
English  Patent  relating  to  anilin  dyes.  The  Defendants  carry  on  business  at 
5  Basle  in  Switzerland.  Both  parties  are  domiciled  abroad.  The  question  is 
whether  there  has  been  an  infringement  of  the  Plaintiffs'  Patent  in  this 
country.  Leave  was  granted  to  serve  the  writ  out  of  the  jurisdiction.  A 
motion  to  set  aside  the  Order  was  refused  by  Joyce,  J.,  whose  judgment  was 
affirmed   by  the  Court  of  Appeal.      The  Defendants  in  their  affidavits  have 

10  described  with  great  minuteness  their  method  of  carrying  on  business.  There  is 
no  evidence  in  reply,  and  the  Defendants'  affidavits  are  not  contradicted.  The 
Defendants  have  thrown  all  their  cards  upon  the  table  and  are  entitled  to  a 
judgment  now,  as  to  whether  what  they  have  done  is  an  infringement  of  the 
Plaintiffs'  rights.    The  agents  of  the  Defendants  in  this  country  have  in  their 

15  possession  pattern  cards  containing,  among  others,  samples  of  yam  dyed  with 
the  patented  dyestuffs.  These  pattern  cards  are  shown  to  consumers  but  not 
to  dealers.  No  order  has  ever  been  taken  from  a  consumer  for  the  patented 
dyestuff.  On  a  very  few  occasions  orders  have  been  taken  in  this  country  from 
dealers  for  delivery  abroad  of  quantities  of  the  patented  dyestuff.      This  is 

20  not  an  infi*ingement,  Saccharin  Corporation  v.  Reitmeyer  (17  R.P.C.  606). 
Occasionally  samples  of  the  patented  dyestuff  have  been  sent  by  post  to 
dealers  in  this  country  at  their  request.  This  also  is  not  an  infringement, 
Badische  Anilin  und  Soda  Fabrik  v.  Johnson  (14  R.P.C.  919).  The  Defendants 
are  entitled  to  do  what  they  have  done.    The  Plaintiffs'  affidavits  are  vague 

25  and  indefinite,  they  do  not  mention  name,  or  place,  or  date.  The  Defendants 
have  fully  disclosed  their  methods  of  dealing,  and  their  evidence  is  un- 
contradicted. All  that  the  Crown  can  grant  to  a  Patentee  is  the  monopoly  of 
the  ''sole  working  or  making  of  any  manner  of  new  manufacture  within  the 
**  Realm  "  (S.  6  of  the  Statute  of  Monopolies).    The  form  of  grant  of  Letters 

30  Patent  in  use  at  the  present  time  grants  the  monopoly  "  to  make,  use,  exercise, 
"  and  vend,"  but  the  meaning  of  these  words  is  limited  by  the  words  of  the 
Statute  of  Monopolies  Holmes  v.  London  and  North  Western  Railway 
(Macrory  13). 

UpjohHy  K.C.,  followed. — An  application  for  leave  to  serve  a  writ  out  of  the 

35  jurisdiction  must  be  made  in  accordance  with  the  provisions  of  Order  XI.,  r.  4. 
The  words  *' Under  this  Order"  in  this  rule,  refer  back  to  the  seven  cases 
(0.  XI.,  r.  1)  in  which  service  of  a  writ  out  of  the  jurisdiction  is  allowed.  The 
Plaintiffs'  affidavits  do  not  show  that  the  case  comes  within  the  Order.  Again, 
it  is  not  sufficient  that  the  form  of  the  action,  and  the  nature  of  the  relief 

40  sought,  bring  the  case  within  0.  XI.  The  Plaintiffs  must  show  that  they  have 
a  probable  cause  of  action^,  and  the  Court  in  exercising  its  discretion  will 
consider  the  facts  ;  Societe  GenSrale  de  Paris  v.  Dreyfus  Brothers  (L.R.  37 
CD.  215)  ;  Fowler  v.  Barstow  (L.R.  20  CD.  240).  Mere  possession  of  an 
infringing  article  in  this  country  is   not  enough,  there  must  be  evidence  of 

45  intention  to  use  it.  [Lord  Davby  referred  to  Caldwell  v.  Van  Vlissengen 
(9  Hare,  415)  and  Adair  v.  Young  (L.R.  12  CD.  13)].  In  any  case  the 
Defendants  are  entitled  to  a  judgment  at  once  upon  the  facts  admitted  by 
them.  If  there  were  any  conflict  of  evidence  here  no  doubt  there  should  be 
a  trial,  but  the  Defendants'  evidence  is  uncontradicted. 

50  Moulton.  K.C,  and  CrippSy  K.C,  for  the  Respondents. — There  is  a  conflict  of 
fact  on  the  affidavits,  and  there  is  a  complicated  question  of  Patent  Law 
to  be  tried.  The  Plaintiffs  are  entitled  to  have  the  benefit  of  discovery, 
and  to  go  to  trial  in  the  usual  way.  [Lord  Davby. — ^You  have  not  given 
one  single  instance   of   what  you  allege  to  be  an  infringement.]     Sending 

55  samples  into  this  country  is  a  most  serious  form  of  infringement.  Even  in 
the  case  of  samples  sent  by  post,  the  post  if  selected  by  the  sender  is  the  agent 
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of  the  sender.  In  Badische  Anilin  und  Soda  Fdbrik  v.  Johnson  (14  R.P.C. 
919),  the  addressee  specifically  requested  that  the  samples  should  be  sent  by 
post,  and  consequently  made  the  post  his  agent.  [Lord  Davby. — ^The 
Postmaster  is  at  any  rate  bailee  for  the  addressee,  for  when  once  a  letter  is 
put  in  the  post  the  sender  loses  control  over  it.]  So  far  as  agency  is  5 
concerned,  the  post  is  in  the  same  position  .  as  any  other  carrier.  The 
affidavits  of  the  Defendants  are  insufficient.  The  proper  answer  could  only 
have  come  from  the  Defendants'  four  agents  in  this  country,  not  one  of  whom 
has  sworn  an  affidavit.  There  were  192  samples  sent  to  dealers  ;  and  there  is 
no  difference  between  a  dealer  and  a  consumer.  The  Plaintiffs'  affidavits  show  10 
that  the  case  is  a  proper  one  for  service  out  of  the  jurisdiction.  There  is  a  direct 
conflict  of  fact  between  the  parties.  It  is  a  proper  case  to  go  forward,  and  the 
questions  raised  can  only  be  tried  in  this  country. 

Asquithy  K.C.,  replied. 

Lord  Macnaghtbn. — My  Lords,  as  your  Lordships,  after  a  full  discussion,  15 
have  come  to  the  conclusion  that  the  Appellants  have  not  made  out  a  case  for 
disturbing  the  order  under  Appeal,  it  seems  to  me  that  the  less  said  about  the 
matter  the  better.    The  learned  Counsel  for  the  Appellants  admitted  that  the 
evidence  on  their  side  did  not  completely  displace  all  the  grounds  upon  which 
permission  to  serve  the  writ  abroad  was  sought.    Now  if  the  case  be  reduced  20 
to  a  consideration  of  the  effect  of  the  way  in  which  the  Appellants'  samples  and 
pattern  cards  have  been  used  in  this  country,  there  would  still  remain  a  nice 
and  difficult  question  of  law,  and  one  which  it   is  conceded   has  never  yet 
been  brought  forward  for  decision.    Whether  the  Appellants  can  do  without 
the  use  of  these  samples  and  pattern  cards — which  hitherto  they  have  used  25 
largely — whether  the  question  is  of  as  little  importance  to  their  trade  as  they 
represent  it  to  be,  or  whether  it  is  really  of  vital  importance,  as  alleged  on  the 
other  side,  those  are  matters  which  it  is  impossible  to  determine  on  the  materials 
now  before  the  House.    It  is  at  least  conceivable  that  it  may  be  of  great 
importance.    I  think  that  the  Respondents  are  entitled  to  have  this  question  30 
tried,  and  tried  in  the  usual  manner.    And  on  that  ground,  even  if  it  stood 
alone,  I  think  they  would  be  entitled  to  maintain  the  Order  of  which  they  are 
in  possession.    Of  course,  the  Court  is  bound  to  be  careful  in  allowing  a  step 
to  be  taken  which  will  expose  foreigners  to  the  inconvenience  and  annoyance 
of  litigation  in  this  country.    But  after  all,  the  foreigners  are  not  much  to  be  35 
pitied  in  the  present  case.    They   have  invaded  this  country,  and  it  is  on 
account  of  what   they  are  alleged  to  have  done  in  England  that  they  are 
impleaded. 

My  Lords,  having  said  so  much  I  should  say  no  more,  but  that  I  think  the 
evidence  adduced  calls  for  some  observation.      Speaking  for  myself,  I  must  say  40 
that  I  do  not  think  the  affidavits  on  either  side  altogether  satisfactory.    One 
cannot  help  being  struck  by  the  silence  of  the  four  agents  who  manage  the 
Appellants'  business  in  England,  and  on  whose  conduct  the  case  will  probably 
turn.    Their  silence  is  all  the  more  remarkable,  since  it  appears  that  one  of  the 
Appellants'  travellers  and  their  general  manager  abroad  came  over  to  London  45 
to  make  their  affidavits.     It  is  to  be  presumed  that  they  must  have  had  some 
consultation  with  the  agents  in  this  country ;   and  it  certainly  would  be  more 
satisfactory  to  know  what  the  agents  themselves  say  about  their  mode  of 
conducting  the  business,  than  to  have  their  action  described  second-hand  by 
foreign  witnesses.    The  evidence  on  the  part  of  the  Respondents  is,  I  think,  50 
open  to  still  greater  objection.     Assuming  that  Mr.  Johnson*8  affidavit  was 
sufficient  in  the  first  instance  (as  I  think  it  was),  and  assuming  that  he  was  a 
proper  person  to  make  the  affidavit  required  by  Rule  4  (as  I  think  he  was)  a 
more  definite  answer  ought  (as  it  seems  to  me)  to  have  been  given  to  t^e 
Appellants'  counter   affidavits.     The    Respondents'   case,    according    to    Mr.  55 
JShrhardt*8  statement,  was  that  their  Letters  Patent  had  been  infringed  by  the 
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Appellants  in  no  fewer  than  six  instances,  and  on  a  large  scale,  and  that  they 
had  at  last  obtained  definite  proof  of  infringement,  and  yet  they  do  not  give 
the  Court  a  single  instance  in  proof  of  their  assertion.  I  think  that  under  the 
circumstances  sufficient  information  ought  to  have  been  given  to  make  it  clear 
5  that  the  Court  was  asked  to  proceed  on  sure  ground.  This  unwillingness  on 
the  part  of  the  Respondents  to  show  their  hand,  has  led  to  a  great  deal  of 
unnecessary  expense  and  delay. 

On  the  whole,  however,  I  do  not  think  it  would  be  right  to  interfere  with  the 
Order  of  the  Court  of  Appeal.     It  is  a  matter  of  discretion,  and  the  Court 

10  appears  to  have  exercised  its  discretion  with  great  care  and  consideration.    The 

learned  Judges  of  the  Court  of  Appeal  made  their  Order  with  some  hesitation 

and  reluctance,  and  with  some  reluctance,  I  move  your  Lordships  that  the 

Order  appealed  from  be  affirmed,  and  the  Appeal  dismissed  with  costs. 

Lord  Davby. — My  Lords,  the  jurisdiction  which  has  been  exercised  by  the 

15  High  Court  in  the  present  case  is  always  one  of  some  delicacy  and  difficulty, 
and  the  conditions  prescribed  by  the  Orders  of  the  Court  do  not  diminish  the 
difficulty. 

Rule  1  of  Ordor  XI.  enumerates  the  cases  in  which  the  Court  may  give  leave 
to  serve  a  writ  out  of  the  jurisdiction.    The  present  case  is  alleged  to  come 

20  under  the  head  lettered  (/).  An  injunction  is  sought  to  restrain  the  Defendants 
from  doing  some  act  within  the  jurisdiction.  Rule  4  of  the  same  Order 
prescribes  that  the  application  is  to  be  supported  by  evidence  stating  that, 
m  the  belief  of  the  deponent,  the  Plaintiff  has  a  good  cause  of  action,  and  no 
such  leave  is  to  be  granted  unless  it  be  made  sufficiently  to  appear  to  the  Court 

25  or  Judge  that  the  case  is  a  proper  one  for  service  out  of  the  jurisdiction  under 
this  Order. 

This  does  not,  of  course,  mean  that  a  mere  statement  by  any  deponent  who 
is  put  forward  to  make  the  affidavit  that  he  believes  that  there  is  a  good  cause 
of  action  is  sufficient.    On  the  other  hand,  the  Court  is  not,  on  an  application 

30  for  leave  to  serve  out  of  the  jurisdiction,  or  on  a  motion  made  to  discharge  an 
Order  for  such  service,  called  upon  to  try  the  action  or  express  a  premature 
opinion  on  its  merits,  and  where  there  are  conflicting  statements  as  to  material 
facts,  any  such  opinion  must  necessarily  be  based  on  insufficient  materials. 
But  I  think  the  application  should  be  supported  by  an  affidavit  stating  facts 

35  which,  if  proved,  would  be  a  sufficient  foundation  for  the  alleged  cause  of 
action,  and,  as  a  rule,  the  affidavit  should  be  by  some  person  acquainted  with 
the  facts,  or,  at  any  rate,  should  specify  the  sources  or-  persons  from  whom  the 
deponent  derives  his  information.  A  more  difficult  question  is  where  it  is  in 
dispute  whether  the  alleged  or  admitted  facts  will,  as  a  matter  of  law,  entitle 

40  the  Plaintiff  to  the  relief  which  he  seeks.  If  the  Court  is  judicially  satisfied 
that  the  alleged  facts,  if  proved,  will  not  support  the  action,  I  think  the  Court 
ought  to  say  so,  and  dismiss  the  application  or  discharge  the  Order.  But  where 
there  is  a  substantial  legal  question  arising  on  the  facts  disclosed  by  the 
affidavits  which  the  Plaintiff  bond  fide  desires  to  try,  I  think  that  the  Court 

45  should,  as  a  rule,  allow  the  service  of  the  writ.  The  words  at  the  end  of  the 
Order  do  not,  I  think,  mean  more  than  that  the  Court  is  to  be  satisfied  that  the 
case  comes  within  the  class  of  cases  in  which  service  abroad  may  be  made  under 
the  first  rule  of  the  Order. 

In  the  present  case,  if  I  had  been  in  Mr.  Justice  Joyce* s  place,  I  am  not  sure 

50  that  I  should  have  granted  the  leave  for  service  abroad  on  Mr.  Johnson^s 
affidavit  alone,  but  on  Dr.  EhrhardVa  affidavit  and  the  affidavit's  filed  by  the 
present  appellants  I  think  there  was  enough  to  justify  the  learned  Judge  in 
refusing  to  discharge  the  Order.  I  designedly  say  nothing  as  to  either,  the 
facts  or  the  law,  lest  I  should  be  misunderstood,  or  supposed  to  express  a 

55  premature  opinion  on  the  merits. 

I  am,  therefore,  of  opinion  that  the  Appeal  should  be  dismissed. 
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Lord  Jambs  op  Hbrbpord.— My  Lords :  It  is  impossible  to  lay  down  any 
general  rule  as  to  the  measure  of  proof  required  by  Rule  4  of  Order  XI.  to 
justify  the  summoning  of  a  person  resident  abroad  to  come  within  the 
jurisdiction  and  here  answer  to  process.  In  my  view  that  power  ought  not  to 
be  lightly  exercised.  To  bring  those  who  may  be  foreigners  from  fsr  away —  5 
without  knowledge  of  our  language  or  procedure,  and  possibly  without  means 
of  proof  at  hand, — imposes  a  burthen  and  difficulty  which  ought  not  to  be 
lightly  inflicted.  But  this  power  does  exist,  and  the  conditions  under  which  it 
is  to  be  exercised  are  to  be  found  in  Order  XI.,  Rules  1  and  4,  as  mentioned  at 
the  Bar.  10 

I  quite  agree  that  the  Court  to  which  the  application  is  made  for  service 
abroad  has  not  to  try  the  question  whether  a  suit  can,  in  the  result,  be 
successfully  maintained.  Such  a  determination  might  involve  a  consideration 
of  complicated  facts,  of  credibility  of  witnesses,  or  of  the  application  of  legal 
principles.  15 

But,  on  the  other  hand,  the  Court  ought,  I  think,  to  be  convinced  by  the 
proof  brought  before  it  that  the  Applicant  is  in  a  position  to  present  to  the 
tribunals  of  the  country  a  substantial  case  for  their  determination.  I  think, 
also,  that  before  granting  the  application  the  Court  should  afford  the  proposed 
Defendant  an  opportunity  of  denying  categorically  the  statements  relied  upon  20 
by  the  Applicant. 

Looking  at  the  affidavits  used  in  this  case,  they  appear  to  me  on  both  sides  to 
be  deficient  in  statemeht  and  unsatisfactory  in  result.  For  instance,  the 
averment  made  on  behalf  of  the  Respondents,  by  Dr.  Ehrhardty  that  six  cases 
of  infringements  have  been  ascertained  is,  in  my  opinion,  very  unsatisfactory  25 
on  account  of  the  generality  of  its  nature,  as  it  certainly  affords  the  Appellants 
no  opportunity  of  categorically  denying  or  explaining  the  different  suggested 
causes  of  action.  On  the  other  hand,  the  Appellants  certainly  could  have 
afforded  a  fuller  reply  than  is  to  be  found  in  their  affidavits.  For  instance,  the 
absence  of  any  statements  by  the  Defendants*  agents'  carrying  on  their  business  30 
in  this  country,  and  whose  conduct  is  challenged,  is  remarkable. 

Without  expressing  any  opinion  as  to  what  my  judgment  would  have  been 
if  I  had  had  to  determine  this  case  in  the  Court  of  First  Instance,  I  have,  after 
great  doubt,  copae  to  the  conclusion  that  the  Appellants  have  not  sufficiently 
established  that  the  discretion  of  that  Court,  and  of  the  Court  of  Appeal,  has  in  35 
either  instance  been  so  erroneously  exercised  as  to  justify  your  Lordships  in 
reversing  their  judgments.  I,  therefore,  concur  in  the  view  that  this  Appeal 
should  be  dismissed. 

Lord  Robertson. — My  Lords  :  The  question  before  your  Lordships  is  whether 
the  decision  of  the  Court  of  Appeal  should  stand.    That  decision  was  pronounced  40 
on  different  materials  from  those  which  were  before  Mr.  Justice  Joyce^  and  I 
think  that  the  decision  can  be  supported.     My  view  is  that  the  net  result  of  the 
affidavits  on  both  sides  is  to  disclose,  prima  facie^  a  question  or  questions  to  be 
tried  about  the  samples  and  the  specimen  cards.    This  conclusion  is  derived 
from  the  special  circumstances  of  the  case.      From  the  tone  of  the  Lords  45 
Justices'  judgments,  I  infer  that  there  is  no  danger  of  the  Courts  encouraging 
vagueness  and  laxity  in  the  statements  upon  which  they  will  proceed  to  exercise 
this  exceptional  jurisdiction  against  foreigners.    The  reserve  which  is  appropriate 
enough  in  the  early  stages  of  a  suit  brought  by  right  must  be  abandoned  when 
the  Plaintiff  is  asking  the  Court  for  leave  to  serve  a  foreigner.    And  I  agree  in  50 
the  view  indicated  in  the  Court  of  Appeal  that  mere  generalities  given  from 
second-hand  knowledge  ought  not  to  be  considered  aidequate  to  satisfy  the 
Court. 

The  Appeal  was  dismissed  with  costs. 
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In  the  House  op  Lords. 


Present:  Lords  Macnaghten,  Davby,  James  op  Hbrbpord,  and 

Robertson. 


April  29th,  May  3rd  and  5th,  and  June  2l8t. 

5  Patent  Exploitation,  Ld.  v.  Siemens  Brothers  &  Co.,  Ld. 

Patent, — Action  for  infringement. — Construction  of  Specification. —  Want 
of  novelty. — Subject-matter. — Action  dismissed. — Appeal  alloived. — Appeal  to 
the  House  of  Lords  dismissed. — Patent  held  to  be  valid. 

The  owners  of  a  Patent  for  an  improvement  in  galvanic  batteries  having 

10  commenced  an  action  for  infringement,  the  Defendants  denied  infringement 
and  alleged  that  the  Patent  was  invalid  by  reason  of  being  anticipated,  of 
want  of  subject-matter,  and  of  inutility.  The  Specification,  after  stating  that 
tlie  invention  related  to  galvanic  batteries  constricted  and  arranged  as  was 
thereinafter  described,    contained   the  following  passage : — "  Tlie   materials 

15  "  mentioned  as  electrodes  and  as  exciting  and  depolarising  agents  and  their 
^^proportions  may  be  varied,  as  the  important  feaiure  of  the  invention  is 
**  the  interposition  between  the  positive  and  negative  electrodes  of  two  layers 
**  of  exciting  composition,  in  a  semi-solid  or  plastic  state,  the  one  in  contact  with 
^'  t?ie  negative  electrode  having  intermixed  with  it  depolarising  agents  and  the 

20  **  one  in  contact  with  the  positive  electrode  having  no  such  depolarising  agents 
"  in  its  composition  " ;  a}id  tlie  Patentee  claimed :  "  A  galvanic  battery  having 
"  the  space  between  its  positive  and  negative  electrodes  filled  with  a  semi-solid  or 
**  plastic  exciting  agent  in  two  layers,  t?ie  one  layer  in  contact  with  the  negative 
"  electrode  having  depolarising  agents  intermixed  therewith,  and  the  other  layer 

25  "  in  contact  with  the  positive  electrode  having  no  such  depolarising  agents, 
**  substantially  as  set  forth.''  The  Plaintiffs  contended  that  tlie  width  of  the 
claim  was  limited  by  certain  limitations  which  they  alleged  were  contained  in 
the  Specijication,  and  particularly  that  the  depolarising  layer  was  to  be 
composed  of  materials  finely  pulverised.    It  was  proved  that  the  Plaintiffs^ 

20  battery  made  under  the  Patent  had  been  a  commercial  success.  At  the  trials 
it  was  held  by  Buckley,  J.,  that,  although  the  claim  should  be  construed  as 
embodying  some  limitations  indicated  in   the  body  of  tJte  Spedficatian^  the 
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Patentee  had  not  insisted  on  as  necessary  or  claimed  as  part  of  his  invention 
the  pulverisation  of  the  ingredients  for  the  depolarising  layer;  that  the  claim 
was  too  wide;  and  that  the  Patent  was  invalid  for  want  of  novelty.  The 
action  was  dismissed  with  costs.  The  Plaintiffs  appealed.  Held,  by  the  Court 
of  Appeal,  that  the  claim  was  not  for  the.  particular  battery  described,  but  5 
for  a  class  of  battery,  defined  by  the  limitatiotis  contained  in  the  Specification  ; 
(by  Vaughan  WilliamB  and  Stirling,  L,JJ.)  that  pulverisation  was  an  essential; 
(by  Cozens-Hardy,  L,J,)  that,  although  pulverisation  was  not  essential,  the 
combination  of  materials  must  produce  a  semi-solid  or  pUistic  mass ;  that  there 
was  novelty  and  good  subject-matter ;  and  that  the  Patent  was  valid  and  had  10 
been  infringed.  The  Appeal  ivas  allowed  with  costs,  but  by  consent  the  injunction 
granted  was  stayed  pending  an  appeal  to  the  House  of  Lords,  The  Defendants 
appealed  to  the  House  of  Lords, 

Held,  that  pulverisation  was  not  a  necessary  element  in  the  combination 
claimed;  that  the  words  ^^ semi-solid'*'*  and  ^^ plastic ^^  in  the  Specification  were  15 
synonymous ;  that  the  Patentee  had  described  and  claimed  as  his  invention  a 
galvanic  battel^  in  language  tvhich  was  not  anticipated  by  and  which  did  not  in 
terms  cover  any  previous  description  or  any  battery  previously  known  or 
described ;  that  the  invention  was  useful  and  good  subject-matter  for  Letters 
Patent;  and  that  the  Defendants  had  infringed.  The  appeal  was  distnissed  20 
with  costs. 

On  the  2l8t  of  January  1890  Letters  Patent  (No.  1110  of  1890)  were  granted 
to  Charles  Addison  Hitchcock,  on  a  commanication  from  abroad  by  William 
Burnley,  for  an  invention  of  "  An  improvement  in  galvanic  batteries." 

The  Complete  Specification  was  as  follows  :—"  This  invention  relates  to  25 
"  galvanic  batteries  constructed  and  arranged  as  I  will  describe  with  reference 
**  to  the  accompanying  drawings.    Fig.  1  is  a  vertical  central  section  of  the 
"  improved  battery.    Fig.  2  is  a  transverse  section  on  the  line  xxoi  Fig.  1. 

"  A  is  a  cylinder  of  zinc  or  equivalent  metal  forming  the  one  electrode  and 
"  provided  with  a  clamping  screw  B  for  connecting  a  conductor  to  it ;  a  piece  30 
"  of  carbon  C  is  the  other  electrode.    The  cylinder  A  is  lined  with  an  exciting 
"  agent  E  consisting  preferably  of  the  following  ingredients  viz.  salammoniac 
"  1  part,  chloride  of  zinc  1  part,  plaster  of  Paris  3  parts  and  water  2  parts,  to 
'*  which  is  added  a  little  less  than  1  part  of  a  comminuted  vegetable  material, 
*'  preferably  flour.    For  preparing  the  exciting  agent  E,  the  materials  are  35 
"  mixed,  forming  a  semi-fluid  which  is  poured  into  the  cylinder  A  around  a 
"  central  core  temporarily  inserted.      The    exciting  agent  soon   sets  to  the 
"  condition  of  a  semi  solid  and  the  temporary  core  is  removed.    The  carbon  C 
"  is  then  inserted  centrally  in  the  space  left  by  the  withdrawal  of  the  core  and 
"  the  space  around  the  carbon  is  filled  with  a  compound  F  consisting  preferably  40 
^'  of  the  following  ingredients  :    Salammoniac  1  part  chloride  of  zinc  or  other 
"  hygroscopic  analogue  ^qHl  part  and  as  depolarising  agents  pulverised  peroxide 
"  of  manganese  3  parts  with  pulverised  carbon  3^  parts. 

■  '*  These  are  mixed  with  water  two  parts  to  form  a  semi  solid  which  is  packed 
^t  in  around  the  carbon  c.  The  top  of  the  cylinder  A  is  then  sealed  around  the  45 
*'  carbon  c  with  bitumen  or  other  suitable  material  G  substantially. impervious 
^'  to  air  or  moisture.  The  materials  mentioned  as  electrodes  and  as  exciting 
**  and  depolarising  agents  and  their  proportions  may  be  varied,  as  the  important 
^'  feature  of  the  invention  is  the  interposition  between  the  positive  and  n^[ative 
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*^  electrodes  of  two  layers  of  exciting  compositiou,  in  a  semi  solid  or  plastic 
^'  state,  the  one  in  contact  with  the  negative  electrode  having  intermixed  with 
"  it  depolarising  agents  and  the  one  in  contact  with  the  positive  electrode 
^  having  no  such  depolarising  agents  in  its  composition. 

^*  Having  now  particalarly  described  and  ascertained  the  nature  of  this 
**  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
**  what  I  claim  is  : — 

*'  A  galvanic  battery  having  the  space  between  its  positive  and  negative 
"  electiH^es  filled  with  a  semi  solid  or  plastic  exciting  agent  in  two  layers,  the 
^'  one  layer  in  contact  with  the  negative  electrode  having  depolarising  agents 
"  intermixed  therewith,  and  the  other  layer  in  contact  with  the  positive 
*^  electrode  having  no  such  depolarising  agents,  substantially  as  set  forth." 


On  the  7th  of  November  1900    the  Patent  Exploitation  Company,  Ld.y 
commenced  an  action  against  Siemens  BroUwrs  &  Co.,  Ld,,  for  infringement  of 
15  the  Patent,  claiming  the  usual  relief. 

By  their  Statement  of  Claim  they  alleged  that  they  were  the  legal  owners  of 
the  Patent,  and  that  the  Defendants  had  infringed  the  same. 

The  Particulars  of  Breaches  alleged  that  tlie  Defendants  had  infringed  the 
Patent  by  the  manufacture  at  the  Defendants'  works  at  Woolwich,  in  the 
20  county  of  Kent,  shortly  before  the  month  of  November  1900,  and  by  the  sale 
in  the  said  month  of  November  to  Oundry,  of  New  Maiden,  in  the  county  of 
Surrey,  and  divers  other  persons,  of  batteries  and  cells  made  in  the  manner 
described  and  claimed  in  the  Complete  Specification  of  the  Plaintiffs'  Letters 
Patent,  but  the  Plaintiffs  reserved  the  right  to  recover  in  respect  of  all 
25  infringements. 

The  Defendants  by  their  Defence  did  not  admit  that  the  Plaintiffs  were  the 
registered  legal  owners  of  the  Patent,  and  they  denied  infringement,  and 
alleged  that  the  Patent  was  invalid. 
The  Particulars  of  Objections  alleged  :— (I)  that  the  alleged  invention  was 
30  not  new  by  reason  of  (A)  prior  publication  of  the  invention  ;  (B)  prior 
u«e  of  the  invention ;  (C)  prior  common  general  public  knowledge  of  the 
invention  as  claimed  in  the  claiming  clause  thereof.  Particulars  of  A  and  B 
were  as  follows: — (A)  The  alleged  invention  had  been  published  in  this 
realm    prior    to  the  date  of    the  Patent  (i)  by   the  deposit  in   the  Patent 
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Office*  Library  of  the  Specifications  of  the  following  Letters  Patent,*  the 
whole  of  each  of  which  was  relied  upon,  viz. : — (A)  British  :  (2)  Newton  (No. 
4739  of  1880)  ;  (4)  Webb  and  Jensen  (No.  1998  of  1883) ;  (8)  Oastle  Smith 
(No.  2297  of  1889).  (B)  French  :  Thiebaut  (No.  142,524,  dated  the  26th  of 
April  1881,  and  the  additions  made  thereto,  dated  the  16th  of  Augnst  1881  and  5 
the  3rd  of  April  1882).  (C)  German :  Bender  (No.  48,695,  dated  the  9th  of 
December  1888)  ;  (ii)  by  the  publication  in  England  and  deposit  in  the  Patent 
Oflfice  Library  of  Sylvanus  Thompson^ s  book  "  Elementary  Lessons  in  Electricity 
"  and  Magnetism,"  published  in  1882.  The  parts  relied  on  were  paragraphs 
172,  173,  and  176  of  the  said  book  ;  (iii)  by  the  deposit  in  the  Patent  Office  10 
Library,  England,  of  Delahaye's  '*L'Ann^e  Electrique  Deuxi^me  Annee," 
published  in  France  in  January  1866  ;  the  part  relied  on  was  the  description  of 
ThiibauVs  dry  cell  on  page  65  of  the  said  volume.  (B)  The  alleged  invention 
had  been  in  use  in  this  realm  prior  to  the  date  of  the  said  Letters  Patent 
(i)  by  the  Defendants,  who  purchased  in  the  year  1889  and  used  during  the  15 
same  year  at  their  works  situated  at  Woolwich  Oassne7*  dry  cells,  which  cells 
were  constructed  substantially  as  described  in  the  Plaintiffs'  Patent  and 
claimed  in  the  claiming  clause  thereof ;  (ii)  by  the  importation  by  Messrs. 
Kemp  and  Laiiritzeriy  of  Copenhagen,  in  or  about  the  month  of  February  1888, 
and  the  use  by  Messrs.  Johns  m  and  Phillips^  of  London,  by  the  Indmrubber  20 
Outterpercha  and  Telegraph  Works  Company ^  of  106,  Cannon  Street,  London, 
E.C.,  and  by  Messrs.  WoodJwuse  and  Rawson^  of  11,  Queen  Victoria  Street, 
London,  E.C.,  within  this  resJm  of  dry  cells  known  as  "  Hellesen  dry  cells," 
which  cells  were  constructed  substantially  as  described  in  the  Plaintiflfe* 
Patent  and  claimed  in  the  claiming  clause  thereof;  (iii)  by  the  common  25 
general  use  of  sawdust,  plaster,  and  other  suitable  materials  for  fixing  the 
liquids  used  in  galvanic  batteries,  and  by  the  common  general  use  of  a  depolar- 
ising agent  in  mixture  with  the  exciting  agent  in  contact  with  the  n^^tive 
electrode  ;  (2)  that  the  said  alleged  invention  was  not  the  proper  subject- 
matter  of  Letters  Patent.  The  Defendants  would  rely  thereunder  upon  30 
common  knowledge  concerning  the  construction  of  liquid  and  dry  primary 
batteries  and  upon  the  matters  set  out  in  paragraph  1  thereof ;  (3)  that  the 
alleged  invention  was  not  useful  ;  (4)  that  the  Complete  Specification  of  the 
Patent  did  not  sufficiently  describe  the  nature  of  the  invention  and  the  manner 
in  which  the  same  was  to  be  performed.  Particulars  :  By  following  the  direc-  35 
tions  given  on  page  1,  lines  24  and  25,t  a  practical  battery  could  not  be 
constructed. 

The  alleged  infringement  will  be  found  described  in  the  judgment  of 
Buckleyy  J.,  at  the  trial,  and  is  refeiTod  to  in  the  judgments  in  the  Court  of 
Appeal.  40 

It  was  proved  that  the  Plaintiffs'  battery,  made  under  the  Patent,  had  been  a 
commercial  success. 

The  action  was  tried  on  the  21st,  22nd,  23rd,  24th,  and  31st  of  January  1902 
by  Buckley^  J.,  who  held  that,  although  the  claim  should  be  construed  as 
embodying  some  limitations  indicated  in  the  body  of  the  Specification,  the  45 
Patentee  had  not  insisted  on  as  necessary,  or  claimed  as  part  of  his  invention, 
the  pulverisation  of  the  ingredients  for  the  depolarising  layer ;  that  the  claim 
was  too  wide  ;  and  that  the  Patent  was  invalid  for  want  of  novelty.  The  action 
was  dismissed  with  costs.:^ 

The  Plaintiffs  appealed  from  this  decision.     The  appeal    was    heard  in  50 
December  1902.     Judgment  was    reserved   and    delivered    on    the  20th  of 

*  Only  those  Specifications  relied  upon  on  Appeal  are  here  referred  to,  the  fall  list  of  the 
alleged  anticipations  will  be  found  in  the  report  of  the  trial,  19  R.P.G.  116. 
t  Ante,  page  642,  Unes  46  to  47. 
1 19  E.P.O.  113. 
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December  1902.  The  Court  of  Appeal  held  that  the  claim  was  not  for  the  par- 
ticnlar  battery  described,  bat  for  a  oiass  of  battery  defined  by  the  limitations 
contained  in  the  Specification.  Lords  Jastices  Vaxighan  Williams  and  Stirlmg 
held  that  pulverisation  was  an  essential  element  in  the  combination  claimed. 
5  Lord  Justice  Cozetis-Hardy  held  that  although  pulverisation  was  not  an  essential 
element,  the  combination  of  materials  must  produce  a  semi-solid  or  plastic 
mass.  Held  by  the  whole  Court  that  the  invention  was  new  and  good  subject- 
matter  for  Letters  Patent,  and  that  the  Patent  was  valid  and  had  been  infringed. 
The  appeal  was  allowed  with  costs,  but  by  consent  the  injunction  granted  was 
10  stayed  pending  an  appeal  to  the  House  of  Lords.* 

The  Defendants  appealed  to  the  House  of  Lords.    On  the  hearing  of  the  appeal, 
Moultarij  K.C.,  Walter,  and  Hume  (instructed  by  Buddy  Johnsons,  and  Jecks) 
appeared  for  the  Appellants ;  Asthury,  K.C.,  and  Shav  (instructed  by  James 
Mellor  and  Goleman)  appeared  for  the  Respondents. 
15       Moulton,  K,C.,  and  Walter  for  the  Appellants. — The  invention  claimed  is  a 
dry  or  unspillable  electric  battery  made  as  described  in  the  Plaintiffs'  Speci- 
fication.   The  description  in  the  Specification  is  indefinite  ;  various  materials 
are    suggested,    and    then    it    is    said    that   these  materials  and  their    pro- 
portions   may  be    varied.      It   is    impossible    to    say    that   any  one   of  the 
20  materials    mentioned    in    the    Specification    is    an    essential  element  of  the 
combination  claimed.  Whenever  a  material  is  mentioned  the  word  "preferably  " 
is    prefixed  to  it.      Pulverised  peroxide  of  manganese  was  claimed    by    the 
Plaintiffs  as  an  essential  element,  but  these  words  do  not  occur  in  the  claim 
of  the  Specification,  and  it  is  evident  that  the  Patentee  did  not  intend  to  confine 
25  himself  to    pulverised    peroxide     of    manganese.      The    claim     is  couched 
in    the    widest    possible    language,  and    claims   any    battery    composed    of 
two  semi-solid  or  plastic  layers  of   which  the   layer  next  to   the  negative 
electrode  has  a  depolarising  agent  intermixed   with   it.      This  was  old  and 
well  known   at    the    date    of    the    Patent,    and    had    been    described    par- 
30  ticularly    in     the    Specifications    of     Thiehaut    and     Castle    Smith.      The 
Plaintiffs'  Patent  is  dated  in  the  year  1888,  and  has  already  expired.     It  was 
difficult  to  obtain  precise  information  as  to  how  batteries  were  made  so  far 
back  as  1888.    We  pleaded  the  Hellesen  cell  as  an  instance  of  prior  user,  but 
we  could  not  prove  how  Hellesen^s  batteries  were  made.    We  showed  that  a 
35  battery  could  be  made  according  to  Bender*s  Specification,  and  would  work 
perfectly.    Castle  Smith  unquestionably  comes  within  the  claim.    The  only 
new  thing  the  Plaintiffs  could  suggest  was  pulverisation.    [Lord  Davby  : — 
Pulverisation  only  comes  in  as  an  element  of  plasticity.]    There  was  nothing 
new  or  useful  in  plasticity.     It  was  known  before  that  dry  cells  could  be  made 
40  either  solid  or  porous  or  plastic.    The  only  object  was  unspillability.    The 
Plaintiffs'  batteries  were  commercially  successful,  because  the  great  demand  for 
these  cells  began  at  the  date  of  this  Patent,    The  Specification  may  be  a  good 
working  receipt,  but  all  the  electrical  elements  are  old.    The  use  of  depolarising 
paste  was  common  knowledge.    No  evidence  was  given  at  the  trial  as  to  how 
45  the  Plaintiffs'  batteries  were  made,  but  we  found  out  in  a  subsequent  action 
that  they  were  made,  not  out  of  a  semi-solid  material,  but  out  of  a  powdered 
material  well  rammed  home.     [Lord  Macnaghtbn  : — We  cannot  listen  to  the 
evidence  given  in  a  subsequent  action.]     If  a  broad  construction  is  given  to  the 
Specification  the  Defendants  infringe,  but  the  Patent  is  invalid.     If  a  narrow 
50  construction  be  given  the  Defendants  do  not  infringe,  and  the  Specification  is 
insufficient,  and  the  Patent  is  invalid  on  that  ground.    (Kynoch  &  Co.,  Ld,  v. 
Webb,  17  R.P.C.  100.) 

Astbury,  K.C.,  and  Shaw  for  the  Respondents.— The  anticipations  alleged  are 
all  paper  anticipations.    There  were  the  Oassner  and  Hellesen  cells  on  the  market. 


♦  20  R.  P.O.  225. 
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but  there  was  no  evidence  as  to  how  they  were  made.  The  Plaintiffa*  battery 
was  a  great  commercial  saccess  from  the  moment  it  was  pat  on  the  market. 
The  proper  construction  to  put  on  the  Plaintiffs'  Specification  is  neither  a  very 
narrow  one  nor  a  very  broad  one.  The  claim  does  not  cover  all  two  layer  cells, 
but  only  cells  containing  two  layers  composed  of  the  materials  mentioned  in  the  5 
Specification  or  of  their  equivalents.  The  Plaintiffs'  cell  is  a  closed  cell  of  the 
zinc-carbon  type.  The  Specification  says  "  the  cylinder  A  is  lined,"  so  that 
the  outer  material  must  be  something  that  will  "  line."  When  the  Patentee 
uses  the  word  "  preferably  "  he  allows  a  certain  amount  of  latitude  but  the 
materials  chosen  mugt  contain  an  excitant.  They  should  also  contain  an  10 
hygroscopic  such  as  chloride  of  zinc.  The  materials  must  be  something  that 
will  "set."  The  Specification  says  that  there  must  be  an  excitant  in  both 
layers,  because  these  layers  are  so  solid  that  there  is  practically  no  diffusion. 
The  word  "  packed "  is  important  as  showing  that  the  materials  must 
be  sufficiently  semi-solid  to  be  packed.  Semi-solid  or  plastic  are  intended  15 
to  mean  the  same  thing.  [Lord  Davby  :— They  are  both  sufficiently  vague.] 
Lord  Justice  Stirling's  definition  of  "plastic"  is  correct.  The  prior 
Specifications  are  not  anticipations.  Newton  is  the  nearest,  but  he 
has  not  a  non-diffusible  depolariser.  There  was  no  prior  information  how 
to  convert  a  solid  into  a  plastic  substance,  though  it  was  known  that  a  liquid  20 
could  be  made  non-spillable  by  inserting  a  spongy  substance.  Buckley y  J.,  gave 
judgment  for  the  Defendants,  because  the  Plaintiffs  did  not  claim  pulverisation. 
Pulverisation  is  immaterial.  At  the  date  of  the  Plaintiffs'  Specification  there 
was  no  instance  on  the  market  of  a  battery  having  two  semi-solid  or  plastic 
layers,  one  of  which  contained  a  depolarising  agent.  The  utility  of  the  25 
invention  is  not  denied,  and  is  proved  by  the  great  and  immediate  success  of 
•  the  Plaintiffs'  batteries.  The  improvements  are  physical  improvements,  and 
the  claim  is  to  a  battery  composed  of  old  materials  but  leading  to  a  new 
and  useful  result. 

Moidton,  K.C.,  replied.— The  Plaintiffs'  battery  is  not  a  closed  battery.  All  30 
these  cells  are  made  with  a  vent  hole  for  the  purpose  of  letting  out  the 
gases  :  otherwise  the  cells  would  burst.  There  is  nothing  new  or  useful  in 
plasticity.  All  dry  cells  contain  plastic  materials,  it  is  only  a  question  of 
degree.  The  Specification  claims  in  the  widest  possible  language  a  two-paste  or 
two-layer  cell  which  was  old  at  the  date  of  the  Patent.  35 

Lord  Davby. — My  Lords,  for  the  purpose  of  this  appeal  it  must,  I  think,  be 
taken  that  the  Appellants'  battery,  both  in  construction  and  materials,  is 
substantially  identical  with  that  of  the  Respondents.  The  evidence  on  this 
subject  is  meagre  but  sufficient,  and  I  need  not  refer  to  it  at  length.  Whatever, 
therefore,  be  the  construction  of  the  Specification  it  does  not  affect  the  question  40 
of  infringement,  and  is  only  material  in  considering  the  question  of  the  validity 
of  the  Respondents'  Patent. 

The  objection  made  by  the  Appellants  to  the  validity  of  the  Patent  is  that 
the  Specification  does  not  point  out  with  sufficient  clearness  what  the  real 
novelty  and  merit  of  the  alleged  invention  consists  in,  and  that  the  claim  is  45 
expressed  in  such  wide  and  vague  words  as  to  embrace  forms  of  galvanic 
batteries  which  were  well  known  and  in  use  at  the  date  of  the  Letters 
Patent.  The  Patentee,  they  say,  may  have  invented  an  improvement  in  the 
construction  of  galvanic  batteries,  but  if  so  he  has  not  adequately  described  the 
nature  of  it,  as  required  by  law,  and  has  claimed  a  great  deal  that  he  never  50 
invented. 

Now,  my  Lords,  the  elements  of  a  galvanic  battery  were  well  known.  You 
must  have  your  two  electrodes  normally  of  zinc  and  carbon.  You  must  have 
your  excitant,  which  must  be  a  liquid  or  contain  liquid.  And  you  must  have 
your  depolarising  agent  to  prevent  the  formation  of  a  film  on  the  carbon  which  55 
will  interfere  with  and  ultimately  destroy  the  efficiency  of  the  battery.  The 
problem  was  how  to  combine  these  elements  into  a  battery,  the  liquid  in  which 
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will  not  spill  and  which  is  at  once  portable,  capable  of  being  stored  in  a  shop 
or  warehoase  for  sale,  and  of  retaining  its  efficiency  for  a  sufficiently  long 
period,  whether  at  work  or  not.  The  Respondents'  Patent  is  for  a  combination 
in  a  new  manner  of  the  well-known  elements  already  mentioned.  In  such  a 
&  Patent  there  is  no  room  for  the  common  objection  that  the  Patentee  has  not 
sufficiently  distinguished  the  old  from  the  new,  for,  as  Lord  Gaims  pointed 
out  in  Harrison  v.  Anderston  Foundry  Company  (1  App.  Cas.  574,  at  page 
578),  the  combination  itself  constitutes  the  novelty  and  merit  of  the  invention. 
It  is  sufficient  for  the  validity  of  the  Patent  if  the  combination,  being  the  result 

10  of  thought  or  experience,  is  new,  and  produces  some  new  result  or  an  old 
result  in  a  more  useful  and  beneficial  way. 

The  Patent  is  for  "  An  improvement  in  galvanic  batteries."  The  Specification 
is  commendably  short,  clear,  and  intelligible.  The  Patentee  describes  a 
cylinder  of  zinc  or  other  equivalent  metal  forming  the  one  electrode  which  is 

15  lined  with  an  exciting  agent  consisting  preferably  of  certain  ingredients  of  a 
well-known  description.  "  For  preparing  the  exciting  agent "  he  says,  "  the 
"  materials  are  mixed  forming  a  semi-fluid,  which  is  poured  into  the  cylinder 
'*  around  a  central  core  temporarily  inserted.  The  exciting  agent  soon  sets  to 
"  the  condition  of  a  semi-solid  and  the  temporary  core  is  removed."     The 

20  carbon  is  then  inserted  and  the  space  round  it  is  tilled  with  a  compound 
consisting  preferably  of  the  following  ingredients :  —  Salammoniac,  1 
part ;  chloride  of  zinc  or  other  hygroscopic  analogue  one-tenth  part ; 
and,  as  depolarising  agents  pulverised  peroxide  of  manganese  8  parts, 
with    pulverised    carbon    3^    parts.    These  are  mixed  with  water    2    parts, 

25  to  form  a  semi-solid,  which  is  packed  in  round  the  carbon.  The  top 
of  the  cylinder  is  then  sealed.  The  Specification  concludes  with  the 
following  : — '*  The  materials  mentioned  as  electrodes,  and  as  exciting  and 
**  depolarising  agents  and  their  proportions,  may  be  varied,  as  the  important 
**  feature  of  the  invention  is  the  interposition  between  the  positive  and  negative 

30  ^'  electrodes  of  two  layers  of  exciting  composition  in  a  semi  solid  or  plastic 
^^  state,  the  one  in  contact  with  the  negative  electrode  having  intermixed  with 
"  it  depolarising  agents,  and  the  one  in  contact  with  the  positive  electrode 
"  having  no  such  depolarising  agents  in  its  composition."  The  claim  is  for 
^^  a  galvanic    battery  having   the  space    between    its   positive  and    negative 

35  *•  electrodes  filled  with  a  semi-solid  or  plastic  exciting  agent  in  two  layers, 
"  the  one  layer  in  contact  with  the  negative  electrode  having  depolarising 
"  agents  intermixed  therewith,  and  the  other  layer  in  contact  with  the 
**  positive  electrode  having  no  such  depolarising  agent  substantially  as  set 
**  forth." 

40  It  was  contended  by  the  Respondents  that  the  use  of  peroxide  of  manganese 
or  other  depolarising  agent  in  the  form  of  powder  was  one  of  the  elements  of 
the  combination,  and  a  large  part  of  the  evidence  and  argument  was  taken  up 
in  the  discussion  of  the  difference  between  a  pounded  and  a  pulverised  material. 
I  do  not  find  it  necessary  to  embark  on  that  interesting  inquiry  or  to  say 

45  whether  it  is  more  than  a  question  of  degree.  I  agree  with  Mr.  Justice  Bi^kley 
and  Lord  Justice  Gozens-Hardy^  differing  from  Lord  Justice  Vaicghan 
Williams^  and  (I  think)  Lord  Justice  StMing^  that  the  Patentee  has  not  made 
the  use  of  the  material  in  a  pulverised  form  a  necessary  element  in  the  combina- 
tion which  he  has  claimed,  or,  in  other  words,  if  that  be  his  real  invention  he 

50  has  not  claimed  it.  I  think,  though  it  is  not  necessary  to  decide  it  in  the 
present  case,  that  the  words  "substantially  as  set  forth  "  would  cover  the  use 
of  materials  analogous  to  or  having  similar  chemical  or  electrical  properties  to 
those  which  he  has  described  as  preferable,  and  the  recommendation  of 
pulverised  materials  may  be  useful  as  illustrating  the  sort  of  thing  he  intended 

55  by  the  word  "  plastic."  I  do  not  constrtre  the  words  "  semi-Qolid  or  plastic  "  as 
alternatives,  for  they  are  not  true  alternatives,  but  I  think  that  the  word 
^  plaetjc  "  is  meant  .to  be  synonymous  with  and  explanatory  of  **  semi-solid," 
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and  is  used  with  the  intention  of  giving  some  definiteness  to  a  somewhat  vagae 
expression. 

The  patented  battery  has  achieved  a  great  commercial  success.  Mr.  Gore^  an 
electrical  engineer  in  the  service  of  the  National  Telephone  Company^  stated 
that  up  to  the  time  when  the  Respondents'  battery  was  introduced  to  his  5 
Company  they  had  only  experimentally  used  any  dry  batteries.  He  mentioned 
the  Qa^sner  and  the  Helleseny  which  are  two  of  the  batteries  relied  on  by  the 
Appellants  as  anticipations.  He  said  it  was  found  that  these  batteries  had  not 
a  long  life  compared  with  the  patented  battery.  "If  they  were  used  im- 
"  mediately  they  were  a  very  good  cell,  but  if  kept  in  stock  for  any  time  they  10 
"  deteriorated  ;  that  is  to  say,  if  you  put  them  on  intermittent  work,  that  is, 
"  being  used  for  a  short  time  and  then  having  a  long  rest,  they  very  speedily 
"  gave  out."  Mr.  Oore^a  Company  has  bought  considerably  over  120,000  of 
the  Respondents'  batteries,  and  has  also  in  recent  years  used  the  Appellants*  ' 

battery,  which  they  find  equally  eflBlcient.  It  is  remarkable  that  neither  of  15 
the  very  eminent  electricians  who  gave  evidence  in  this  case  could  say  with 
certainty  to  what  particular  cause  the  success  of  the  patented  battery  was 
attributable.  Mr.  Swinburne  was  disposed  to  attribute  it  to  the  use  of  the 
depolarising  agent  in  a  pulverised  form,  which  to  him  was  a  novel  idea.  It  is 
not  necessary  in  the  present  case  for  your  Lordships  to  form  any  opinion  on  20 
this  question,  though  if  the  issue  were  whether  an  alleged  infringer  had  taken 
the  substance  of  the  patented  invention  it  would  be  different.  This  case  comes 
within  the  first  category  of  infringements  described  in  Lord  Cairns^  well-known 
judgment  in  Glark  v.  Adie  (2  App.  Cas.  215,  at  page  220).    I  am  of  opinion     ^  i 

that  it  is  established  by  Mr.   Gore's  evidence,  as  well  as  by  other  evidence  25 
with  which  I  will  not  trouble  your  Lordships,  that  the  Respondents*  combi- 
nation did  produce  a  known  result  in  a  more  useful  and  beneficial  way.    The 
establishment  of  this  point  has  a  material  bearing  on  the  question  of  subject- 
matter. 

No  instance  has  been  produced  of  any  previous  battery  coming  within  the  30  i 

exact  description  of  the  Patentee's  claim.    But  counsel  for  the  Appellants  have  I 

endeavoured  to  minimise  and  reduce  to  insignificance  the  differences  between  | 

the  battery  claimed  and  those  described  in  the  previous  Specifications  which 
they  relied  on,  either  as  anticipations,  or  as  included  in  the  Patentee's  claim.     ^  , 

There  is  no  doubt  on  the  evidence  that  the  exciting  agent  (solution  of  sal-  35 
ammoniac  in  the  present  case)  would  diffuse  itself  over  the  whole  mass  within 
the  jar,  but  I  hesitate  to  say  that  the  direction  for  the  two  layers,  both  con- 
taining an  exciting  agent,  has  no  significance.    I  think  the  absence  of  a  linen  j 
bag  or  other  diaphragm   to  hold  up  the  depolarising  agent  is  proved  to  be                        j 
unimportant,  except  as  assisting  the  Court  to  understand  what  the  Patentee  40 
means  by  "semi-solid  or  plastic.*'    The  maintenance  of  the  two  layers  in  that 
condition  is,  in  my  opinion,  the  important  element  in  the  combination  by  which 
the  validity  of  the  Patent  must  be  tested.                                                                                         ! 

The  previous  Specifications  which  are  relied  on  by  the  Appellants  are  very  ! 

fully  considered  in  the  judgment  of  Lord  Justice  Stirling^  and  as  I  agree  with  45  ! 

his  criticism  I  will  not  repeat  it.  The  two  which  come  nearest  to  the  descrip- 
tion in  the  Specification  now  before  your  Lordships  are  those  of  a  French 
patentee  named  Thiebaut^  dated  the  26th  of  April  1881,  with  an  addition  dated 
the  16th  of  August  1881,  and  the  English  Patent  of  Castle  Smith  of  1889.  In  the 
amended  form  of  ThiebatWs  Specification  the  contents  of  the  battery  are  in  two  50 
layers,  but  the  outer  layer  is  solid,  and,  as  the  Patentee  says,  a  hammer  has  to  be 
used  to  destroy  it.  Gastle  Smithes  Patent  is  a  communication  from  abroad  of  a 
Dane  named  Hellesen.  Superficially  and  substantially  it  is  very  close  to  the 
Respondents'.  In  one  respect  it  is  more  complete  in  that  it  contains  an  elaborate 
provision  for  the  escape  of  the  gas  which  is  inevitably  formed.  The  omission  55 
of  such  a  provision,  however,  was  not  made  a  point  of  against  the  Respondents* 
Patent,  pix>bably  because  every  workman  would  know  that  he  must  make  a  vent 
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hole,  Oastls  Smith's  battery  also  contained  two  layers  round  the  central  carbon 
electrode.  The  inner  layer  is  described  as  a  paste  made  of  some  depolarising 
substance  enclosed  in  a  porous  bag  which  may,  perhaps,  be  described  as  plastic. 
The  outer  layer,  he  says,  is  transferred  into  a  thick  sticky,  phlegmy  substance 
5  by  adding  gums  and  similar  substances,  such  as  tragacanth.  Mr.  Swinburne 
describes  this  substance  as  a  jelly.  The  dictionary  meaning  of  'Aplastic"  is 
*^  easily  made  to  take  form,''  and  it  is  said  that  in  the  arts  it  chiefly  applies  to 
the  clays  fitted  for  pottery.  Lord  Justice  Stirling  defines  a  plastic  solid  (I 
think  he  meant  semi  solid)  as  one  capable  of  being  made  to  change  its  shape  at 

10  the  will  of  the  operator,  and  also  of  retaining  the  shape  into  which  it  is  thrown. 
Castle  Smithes  phlegmy  or  jelly  substance  may  possibly  be  described  as  a  semi- 
solid one,  but  by  no  fair  use  of  langua^^e  can  it,  in  my  opinion,  be  called  plastic. 
It  is  not  a  question  of  degree,  but  a  difference  in  kind. 

ThiebauVs  Patent  is  at  best  a  mere  paper  anticipation.     I  do  not  doubt 

15  Mr.  Ballantyne's  ability  to  make  a  workable  battery  out  of  it,  but  there  was  no 
proof  of  a  battery  made  in  accordance  with  ThiebauVs  directions  having  been 
sold  or  used.  The  Hellesen  battery,  on  the  contrary,  was  on  the  market,  and,  as 
I  have  mentioned,  was  compared  unfavourably  with  the  Respondents'  battery 
by  Mr.  Oore,    It  was  not,  however,  proved  that  the  Hellesen  batteries  in  use 

20  were  made  in  strict  accordance  with  Gastle  Smiths  Specification,  and  the 
Appellants,  although  they  included  the  prior  use  of  the  Hellesen  battery  in  their 
Particulars  of  Objections,  did  not  pursue  the  subject. 

My  Lords,  I  disclaim  putting  either  a  benevolent  or  malevolent  interpretation 
on  the  Specification,  or  being  -astute  either  to  uphold  or  invalidate  the  Patent. 

25  I  am  of  opinion  that  a  Specification  like  any  other  document  should  be  construed 
by  the  Court  according  to  the  fair  meaning  of  the  language  used  after  being 
informed  by  evidence  of  the  nature  of  the  subject-matter,  the  state  of  knowledge 
at  the  date  of  the  Patent,  and  the  meaning  of  any  scientific  or  technical  words 
that  are  foand  in  it.     My  opinion  on  this  appeal  may  be  summed  up  in  a  single 

30  sentence.  I  find  that  the  Patentee  has  described  and  claimed  as  his  invention 
a  galvanic  battery  in  language  which  is  not  anticipated  by  and  does  not  in 
terms  cover  or  include  any  previous  description  or  any  battery  previously 
known  or  described,  and  his  battery  is  proved  to  have  produced  useful  and 
beneficial  results  ;  and,  lastly,  I  must  hold  on  the  evidence  in  this  case  that  the 

•35  Appellants  have  taken  his  battery  in  its  entirety.  It  may  be  that  the  invention 
is  a  small  one,  but  slight  differences  in  these  cases  sometimes  produce  large 
results.  I  adopt  the  words  of  Sir  George  Jessel  in  Hinks  v.  Safety  Lighting 
Gompany  {^  Oh.  D.  601,  at  page  615)  "  where  a  slight  alteration  in  a  combina- 
*•  tion  turns  that  which  was  practically  useless  before  into  that  which  is  very 

40  *'  useful  and  very  important,  Judges  have  considered  that  though  the  invention 
"  was  small,  yet  the  result  was  so  great  as  fairly  to  be  the  subject  of  a  patent, 
'^  and  as  far  as  a  rough  test  goes,  I  know  of  no  better."  In  that  case  the  learned 
Judge  upheld  the  substitution  of  a  round  wick  for  a  fiat  wick  in  a  lamp  as  a 
patentable  invention,  though  he  held  the  patent  bad  on  other  grounds.    I  also 

45  refer  to  the  case  of  Vickers  v.  Siddell*  (15  Appeal  Cases  496),  where  this  House 

upheld  a  patent  for  an  improved  mechanical  appliance  for  working   large 

forgings,  though  as  Lord  Het^scliell  said,  no  great  exercise  of  the   inventive 

faculty  was  required  for  its  production. 

On  the  evidence  before  your  Lordships  I  am  therefore  of  opinion  that  the 

50  Respondents'  Patent  is  a  valid  one,  and  that  the  appeal  should  consequently  be 
dismissed  with  costs,  and  I  move  your  Lordships  accordingly. 

Lord  James  op  Hbrbford. — My  Lords,  I  concur  in  the  view  that  this 
Appeal  should  be  dismissed,  for  the  reasons  given  by  my  noble  and  learned 
friend  Lord  Davby  in  his  judgment. 


•  7  R.P.C.  292. 
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Lord  Robertson. — My  Lords,  I  have  found  this  a  dubious  case  ;  but  I  am 
satisiied  with  Lord  Davey's  conclusions,  and  I  concur  in  his  judgment. 

Lord  Maonaghtbn. — My  Lords,  in  this  case  which  is  one,  I  think,  of  con- 
siderable difficulty  and  certainly  very  near  the  line,  I  do  not  propose  to  trouble 
your  Lordships  with  any  observations  of  my  own.  I  desirp  merely  to  express 
my  concurrence  in  the  judgment  that  has  been  delivered  by  my  noble  and 
learned  friend  Lord  Davby,  both  as  regards  the  proper  mode  of  construing 
Specifications  in  general  and  the  construction  of  this  Specification  in  particular. 

The  appeal  was  dismissed  with  costs. 


In  the  High  Court  op  Justice.— Chancery  Division.  10 

Before  Mr.  Justice  Warrington. 

May  2nd  and  3rd,  1904. 

Burgoyne  &  Co.,  Ld.  and  P.  B.  Burgoyne  v.  A.  H.  Godpree  &  Co. 

Trade  Mark. — Passing-off, — Mark  name  of  Plaintiffs-Sale  of  goods  hearing 
name. — Estoppel. — Injunction.  jj 

The  Plaintiffs^  ivho  are  the  registered  proprietors  of  the  Trade  Mark 
"  Burgoyne^^^  for  wine,  sold  by  auction  wine  in  casks  hearing  tfie  inscription 
"  Burgoyne,  London.''^  The  wine  had  heen  consigned  to  the  Plaintiff's  on 
approval  and  refected  hy  them,  and  was  sold  on  account  of  the  growers,  7%6 
Defendants  purchased  the  wine  at  tlie  auction,  and  re-sold  it  as  "  Burgoyne*s  20 
*'  Superior  Australian  Burgundy.''  In  an  action  to  restrain  the  Defendants 
from  infringing  the  Plaintiffs'  Trade  Mark,  and  from  p^assing-off  the  wine 
in  question  as  heing  tJie  Plaintiffs'  wine. 

Held,  that  the  wine  was  not  the  Plaintiffs'  wine,  and  that  the  Plaintiffs  were 
not  estopped  hy  their  cond'uct  from  restraining  the  sale  of  the  wine  as  their  25 
wine.    An  injunction  and  an  account  ofprofifs  wercgranted. 
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Peter  Bond  Burgoyne  for  many  years  prior  to  the  incorporation  of  P.  B. 
Burgoyne  A  Co.j  Ld,^  carried  on  in  London  under  the  firm  of  P,  B.  Burgoyne  A 
Oo,y  the  hasiness  of  growing,  impQrting,  and  selling  Australian  wines.  In 
November  IS'^?,  he  registered  the  word  "  Burgoyne  "  as  an  6ld  Trade  Mark, 
5  under  No.  62,529,  in  Class  43  for  wines.  In  March  1903,  he  assigned  to 
P.  B,  Burgoyne  <t;  Co.y  Ld.^  a  Company  which  was  incorporated  in  January  J  903, 
the  goodwill  of  his  said  business  and  certain  Trade  Marks,  including 
No.  62,529,  of  which  the  Company  were  registered  as  proprietors,  and  the 
Company  continued  to  carry  on  the  said  business. 

10  In  the  latter  part  of  1903  P.  B.  Burgoyne  A  Go.,  Ld.^  and  Peter  Bond 
Burgoyne  commenced  an  action  against  Arthur  H.  Oodfree  A  Go, 

It  appeared  that  on  the  19th  and  20th  of  March  1903,  W.  and  T.  Restell^  wine 
auctioneers,  held  a  sale  by  auction,  which  included  certain  casks  of  wine 
described  in  the   catalogue    as  "  Australian  Red  Wine,  per  '  Victoria  '  from 

15  •*  Melbourne,  entered  by  P.  B.  Burgoyne  A  Go.,  24th  January  1903,  Monument 
"  Vaults."  A  portion  of  these  casks,  which  bore  upon  them  the  words 
"  Burgoyne,  London,"  were  purchased  by  the  Defendants,  who  bottled  the  wine 
therein  contained,  and  advertised  and  sold  it  as  ^^Burgoyne's  Superior 
Australian  Red  Burgundy,"  at  123.  per  dozen.    The  Plaintiffs,  upon  seeing  in 

20  July  1903  a  copy  of  the  circular  containing  the  advertisement,  demanded  that  the 
Defendants  should  withdraw  it  from  circulation,  and  render  an  account  of  the 
profits  made  by  the  sale  of  the  wine  ;  and  they  also  claimed  that  the  Defendants 
should  pay  100  guineas  to  a  hospital  by  way  of  compensation  for  the  use  and 
defamation  of  the  Plaintiffs^  name,  and  insert  in  the  public  Press  an  advertise- 

25  ment  withdrawing  the  statements  in  the  circular.  Upon  the  refusal  of  the 
Defendants  to  comply  with  this  demand,  further  than  by  undertaking  to  issue 
no  more  of  the  circulars  of  which  complaint  was  made,  this  action  was 
brought.  In  their  Statement  of  Claim  the  Plaintiffs  alleged  that  the  wine  in 
question  was  inferior  or  damaged,  and  was  sent  to  the  auctioneers  to  be  sold 

30  on  the  shipper's  account,  and  not  as  the  Plaintiffs'  wine,  and  that  the  name  on 
the  casks  was  **  put  thereon  by  the  shippers  solely  as  part  of  direction."  They 
also  adleged  that  the  wine,  which  the  Defendants  so  offered  for  sale  under 
the  name  or  Trade  Mark  of  "Burgoyne,"  or  as  " Burgoyne's,"  never  was 
the  property  of,  and  never  was  bottled  or  sold  by  the  Plaintiffs,  or  either 

35  of  them. 

The  Plaintiffs  claimed  an  injunction  to  restrain  the  Defendants  "  from  applying 
**  the  mark  or  title  *  Burgoyne  '  to  any  wine  sold  or  offered  for  sale  by  them, 
"  unless  such  wine  be,  or  shall  have  been,  the  property  of  the  Plaintiffs  or  one 
**  of  them,  and  from  selling  or  disposing  of,  or  offering,  or  advertising  for  sale 

40  **  any  wine  in  vessels  marked  with  the  Mark  or  title  '  Burgoyne,'  unless  such 
"  wine  be,  or  shall  have  been,  the  property  of  the  Plaintiffs,  or  one  of  them,  and 
*^  from  issuing  any  bottles  or  casks,  or  other  receptacles  containing  wine,  upon  or 
"  in  which  the  Mark  or  title  *  Burgoyne'  shall  be  applied  to  wine  not  at  any 
*'  time  the  property  of    the   Plaintiffs,  or  one  of   them,  and   from  issuing, 

45  "  publishing,  circulating,  affixing,  or  using  any  advertisement  circular  or  label 
**  containing  the  word  'Burgoyne,'  relating  to,  or  in  connection  with,  any  wine 
*'  not  at  any  time  the  property  of  the  Plaintiffs  or  one  of  them,  and  from  aSiKing, 
"  or  applying,  or  using,  or  causing  to  be  affixed,  applied,  or  used  to,  or  in 
"  connection  with  any  such  wine  sold,  or  offered  for  sale,  or  supplied  by  the 

50  **  Defendants,  the  word  *  Burgoyne's '  or  *  Burgoyne,*  or  any  other  word  or 
"  colourable  imitation  thereof  to  represent  such  wine  as  having  been  at  any 
"  time  the  property  of  the  Plaintiffs,  or  one  of  them  ;  and  from  selling,  supplying, 
**  or  offering  for  sale,  or  otherwise  disposing  of  any  wine  to  which  any  such 
"  Mark,  words,  or  word  has  been,  or  shall  be  affixed,  or  applied,  or  used,  and 

55  "  which  is  or  has  not  been  the  property  of  the  Plaintiffs,  or  one  of  them." 

The  Plaintiffs  also  claimed  an  account  of  profits,  and  delivery  up  of  bottles, 
circulars^  Ac,  or  in  the  alternative  damages.    They  also  claimed  costs. 
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The  Defendants,  by  their  Defence,  contended  that  the  wine  was  not  inferior 
or  damaged,  and  that  they  believed  it  to  be  the  property  of,  and  sold  by  the 
PlaintifEs,  on  acconnt  of  the  presence  of  the  name  **  Burgoyne,  London," 
branded  or  stencilled  on  the  casks.  They  also  claimed  that  if  the  wine  never 
was  the  property  of,  or  sold  by  them,  the  PlaintiflFs  were  estopped  by  their  5 
conduct  in  selling  the  wine  under  the  particulars,  and  bearing  the  brands  above- 
mentioned. 

The  action  came  on  for  trial  before  Mr.  Justice  WARRINGTON. 

H.  Terrelly  K.C.,  and  T.  L,  Wilkinson  (instructed  by  Hicks,  Davis  and  Hunt) 
appeared  for  the  PlaintiflPs  ;   Lawson   Walton^  K.C.,  Rowden,  K.C.,  and  R.  R.  10 
Reeve  (instructed  by  Leivfn  A  Co,)  appeared  for  the  Defendants. 

H.  Terrell,  K.C.,  opened  the  case  for  the  PlaintiflPs,  and  stated  the  facts 
substantially  as  appearing  above  and  in  the  judgment. 

The  evidence  for  the  PlaintifEs  proved  the  sale  of  the  wine  in  the  manner 
above  stated,  and  showed  the  manner  in  which  the  PlaintiflPs'  trade  was  carried  15 
on.  Some  of  the  witnesses  also  stated  tbat  the  wine  sold  by  the  Defendants 
was  inferior  to  that  sold  by  the  PlaintiflPs  to  their  customers  under  their  own 
name,  and  that  the  name  "  Burgoyne  "  was  put  on  the  casks  only  as  an  address 
to  show  to  whom  they  were  consigned. 

r.  L.  Wilkinson  summed  up  the  case  for  the  PlaintiflPs,  and  contended  tbat  20 
even  if  the  Defendants  were  misled  by  the  name  "  Burgoyne  "  on  the  casks, 
they  had  no  right  to  sell  the  wine  as  *'  Superior  Australian  Burgundy." 

A.  H.  Oodfree,  the  head  of  the  Defendants'  firm,  in  his  evidence  for  the 
Defendants,  said  that  in  his  view  it  was  lawful  for  anybody  to  use  the  word 
"  Burgundy  "  as  a  generic  term  descriptive  of  wines  of  a  certain  quality,  and  25 
the  wine  in  question  was  excellent  wine  of  that  quality.  He  had  never  seen 
a  name  on  a  cask  used  as  an  address,  but  considered  the  name  of  *'  Burgoyne  " 
on  the  casks  in  question  as  the  shipper's  brand,  which  entitled  the  purchaser 
of  the  wine  to  sell  it  under  that  name.  Other  witnesses  stated  that  this  view 
was  generally  held  in  the  wine  trade,  and  the  manager  of  the  auctioneers  30 
admitted  that  it  was  careless  of  them  not  to  remove  the  name,  since  it  was  not 
intended  to  sell  the  wine  as  branded  wine. 

Lawson  Walton,  K.C.,  for  the  Defendants.— The  PlaintiflPs'  case  is  that  (1) 
This  is  not  their  wine,  and  (2)  the  Defendants  knew  that  it  was  not.  The 
PlaintiflPs  sold  this  wine  as  being  their  own  ;  in  fact  it  was,  for  under  the  35 
contract  which  they  set  up,  the  pi'operty  in  the  wine  had  passed  to  them  until 
the  right  of  rejection  was  exercised.  If  then  it  is  oflPered  by  them  as 
"  Burgoyne's  "  wine,  they  are  not  entitled  to  complain  if  the  purchasers  sell  it 
as  such.  Moreover,  they  omitted,  to  take  steps  which  they  might  have  taken  by 
removing  the  brand.  Consequently  there  is  a  clear  case  of  negligence,  and  40 
the  PlaintiflPs  are  not  entitled  to  succeed  on  that  ground. 

Rowden,  K.C.,  on  the  same  side.— The  use  of  the  name  on  the  casks  amounts 
to  a  representation  that  the  wine  was  that  of  the  PlaintiflPs,  as  appears  from 
the  evidence  of  the  Defendants'  witnesses,  and  the  entry  in  the  sale  catalogue 
does  not  contradict  the  inference  to  be  drawn  from  the  casks.  It  might  have  45 
been  stated  in  the  catalogue  that  the  wine  was  being  sold  on  account  of  the 
grower,  or  the  name  might  have  been  removed  from  the  cask.  As  it  was,  all 
the  external  indicia  were  consistent  with  the  wine  being  **  Burgoyne's  "  wine, 
and  the  PlaintiflPs  are  responsible  for  the  existence  of  these  indicia. 

No  reply  was  called  for.  50 

Warrington,  J.— In  this  action  the  PlaintiflPs  claim  relief,  first,  in  respect 
of  infringement  of  a  registered  Trade  Mark,  and  secondly,  in  respect, 
independently  of  Trade  Mark,  of  the  sale  of  certain  goods,  not  their  goods,  as 
and  for  their  goods. 

The  fects  of  the  case  are  very  simple  up  to  a  certain  point.    The  PlaintiflPs,  55 
P.  B,  Burgoyne  A  Co.,  Ld.,  are  the  successors  in  business  of  the  Plaintiflp, 
Peter  Bond  Burgoyne,  and  they  carry  on  a  very  extensive  business  as  growers. 
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importers,  and  vendors  of  Anstralian  wine.  The  business  was  established  in 
the  year  1871,  and  in  1887  the  name  "  Burgoyne  "  was  registered,  as  an  old 
Trade  Mark,  that  is  to  say,  as  a  Trade  Mark  used  before  1875,  and  that  mark  is 
now  vested  in  the  Plaintiff  Company.  The  course  of  business,  so  far  as  it  is 
5  material  to  allude  to  it  for  the  purposes  of  the  present  case,  appears  to  be  this — 
that  Mr.  Burgoyne^  before  the  formation  of  the  Company,  and  the  Company, 
since  that  time,  employed  and  employ*  agents  in  Australia,  whose  business  it  is 
to  visit  the  cellars  or  vaults,  as  the  case  may  be,  of  the  Australian  growers,  or 
otherwise  to  receive  samples  of  the  wine  of   such  growers  and  taste  it,  and 

10  that  such  wine  as  they  approve  is  then  ordered  by  them  to  be  shipped  to 
England.  About  fourteen  years  ago  the  practice  was  adopted  of  placing  on  the 
casks  of  wine  so  shipped,  the  woi5s  "  Burgoyne,  London,"  and,  as  I  understand 
from  the  evidence,  the  object  of  it  was  to  identify  the  goods  which  had  been 
so  selected  by  the  agents  in  Australia.    The  wine  so  provisionally  selected  is 

15  consigned  to  Burgoynes  here  in  London,  and  a  part  of  the  purchase-money 
paid  ;  but  the  wine  is  subject  to  a  further  testing  and  tasting  here  in  London, 
and  it  is  only  such  of  the  wine  as  is,  on  that  second  testing  and  tasting, 
accepted  by  the  Burgoynes^  that  ultimately  becomes  their  property,  is  passed 
into  their  cellars,  and  is  bottled  by  them  and  sold  by  them  to  the  public. 

20  Such  wine  as  they  do  not  approve  is  usually  sold  by  them  at  public  auction, 
and  the  growers  are  credited  with  the  proceeds,  after  deducting  that  part  of 
the  purchase-money  which,  as  I  have  already  stated,  has  been  paid  by  them 
in  Australia.  In  the  early  part  of  1903  a  parcel  of  wine  arrived  from  Australia 
in  casks  marked  "  Burgoyne,  London,"  and  with  certain  shipping  marks  upon 

25  them.  The  wine  in  these  casks  was  tasted  by  Mr.  Burgoyne,  and  a  large 
number  of  them  were  rejected  as  not  being  fit  for  their  trade.  Of  the  casks  so 
rejected  a  portion  were  sold  by  Messrs.  Eestelly  the  wine  brokers  and 
auctioneers,  at  a  sale  which  took  place  on  Thursday  and  Friday,  the  19th  and 
20th  of  March.    We  are  only  concerned  directly  in  the  present  case  with  one 

30  parcel  of  such  casks,  and  that  parcel  is  entered  in  the  catalogue  as  ''  Australian 
**  Red  Wine,  per  '  Victoria '  from  Melbourne,  entered  by  P.  B.  Burgoyne  Jt  Uo,^ 
'*  24th  January  1903,  Monument  Vaults,"  and  then  the  amount  of  duty  is  stated, 
and  then  we  have  the  lots  392  to  398,  each  lot  containing  a  certain  parcel  of 
wine  :    and  the  shipping  marks,  M.P.  with  numbers,  are  mentioned  against 

35  the  numbers  of  the  lots.  That  is  the  whole  of  the  description  of  the  wine  in 
question  which  is  contained  in  that  catalogue.  The  catalogue  was,  I  need  not 
say,  not  confined  to  the  wines  put  into  that  sale  by  the  Burgoynes^  but  it 
contained  a  large  variety  of  wines ;  in  some  cases  the  particular  brand  is 
mentioned  in  the  catalogue  ;  in  some  cases  it  is  not  ;  and,  again,  in  some  cases 

40  the  person  in  whose  name,  or  by  whom  the  wine  is  entered  at  the  Customs 
House  is  mentioned ;  in  some  cases  it  is  not. 

I  may  say  in  passing,  that  I  think  it  is  clear  beyond  dispute,  on  the  evidence 
that  has  been  given  tefore  me,  that  nobody  acquainted  with  the  trade  would 
draw  any  inference  from  the  name  being  in  the  catalogue,  as  that  of  the  person 

45  by  whom  the  wine  had  been  entered  at  the  Customs  House,  as  to  the 
•wnership  of  the  goods.  At  the  utmost,  all  that  can  be  suggested  is,  that  the 
mention  of  the  name  in  the  catalogue  suggests  some  connection  of  the  person 
whose  name  is  there  mentioned  with  the  goods.  But  I  think  on  the  whole, 
especially  taking  the  evidence  given  to-day  by  the  Defendants,  one  must 

50  attribute  the  least  possible  importance  to  the  mention  of  the  name  "  P.  jB, 
Burgoyne  Jt  Go.^'^  in  the  way  in  which  it  is  so  mentioned.  At  the  sale,  Messrs. 
Arthur  H.  Ood/ree  Jt  Go.  bought  the  parcel  of  wine  to  which  I  have  referred, 
described,  as  I  desire  to  repeat,  for  a  reason  which  will  be  seen  directly,  as 
"  Australian  Red  Wine."     So  far  as  there  is  any  description  of  the  wine,  it  is 

55  described  as  "  Australian  Red  Wine."  At  the  time  when  the  wine  was  put  up 
for  sale,  Messrs.  Qodfree  did  not  know,  nor  did  anybody  else,  except  those  behind 
the  scenes,  who  were  the  vendors  of  the  wine.     The  wine,  so  far  as  anybody 
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knew  anything  to  the  contrary,  was  being  sold  by  the  brokers  and  by  nobody 
else.  It  does  not  appear  on  the  face  of  the  catalogue  on  whose  account  the 
wine  is  being  sold.  Messrs.  Oodfree  bought  that  wine  at  Is.  a  gallon.  They 
had  it  home,  and  on  its  arrival,  Mr.  Godfree  noticed  that  the  casks  had  on 
them  the  name  "  Burgoyne,  London,"  and  I  conclude  that  this  was  a  pleasant  5 
surprise  to  him  from  the  remark  which  he  tells  us  himself  he  made  to  his 
cellarman,  or  some  other  person  in  his  employ,  '*  Oh,  now  we  can  sell  this  wine 
**  as  Burgoyne's  wine."  He  concluded,  and  I  do  not  desire  to  attribute  any  evil 
motive  to  him,  that  the  wine  being  so  described  on  the  casks,  he  was 
entitled  to  sell  it  on  the  market  as  "  Burgoyne's  Wine,"  without  any  further  10 
enquiry,  or  without  any  further  investigation.  I  cannot  help  thinking  that 
Mr.  Oodfree  attributed — no  doubt  it  was  greatly  to  his  advantage  to  do  so,  and 
he  was,  I  daresay,  misled  to  some  extent  by  that,  but  I  cannot  help  thinking 
that  he,  as  certain  of  the  wituefses  who  have  been  called  here  to-day 
attributed — too  much  importauce  to  the  marking  of  the  caeks,  as  compared  with  15 
the  other  circumstances  attending  the  sale.  I  will  come  back  to  that  directly. 
He  did  conclude  that  he  was  entitled  to  sell  this  wine  as  "  Burgoyne's  Wine." 
He  accordingly  had  it  bottled,  he  issued  circulars,  some  9,000  or  10,000  as  he 
told  us,  in  which  he  advertised  this  wine,  or  a  part  of  it,  as  **  Burgoyne's  "  in 
large  letters  at  the  top,  "160  dozen  Burgoyne's  Superior  Australian  Red  20 
"  Burgundy.  Very  full  body,  generous  and  ferruginous  wine,  of  excellent 
"  quality,  Vis.^  the  usual  price  per  dozen,  18s."  The  source  from  which  he  got 
the  18«.  appears  to  be  Messrs.  Burgoynes"  price  list,  and  it  is,  in  fact,  the  price 
per  dozen  of  cei*tain  wine  which  Messrs.  Burgoyne  sell  as  "  Harvest 
"  Burgundy."  25 

The  fact  that  this  wine  was  being  put  on  the  market  as  **  Burgoyne's  Wine  " 
came  to  the  knowledge  of  the  Plaintiffs,  and  they  thereupon  complained.    The 
result  of  that  complaint  was  that  ultimately,  by  a  letter  of  the  25th  of  July  1903, 
the  Defendants  stated,  "  No  further  circulars  will  be  issued  as  they"  (that  is  the 
Defendants)  "are  not  in  the  habit  of  practising  such  frauds  upon  the  public."  30 
The  words  which  I  have  just  read — "  Such  frauds  upon  the  public" — are  taken 
from  a  letter  of  the  23rd  of  July,  written  by  the  Plaintiffs'  solicitor  to  the 
Defendants,    in  which    he  had   referred  to  the  conduct  of  which    he  was 
complaining,  in  those  terms.      Now  it  will   be  observed — and  I  make  these 
remarks  particularly  in  reference  to  a  certain  paragraph  of  the  Defence — that  85 
all  that  Messrs.  Oodfree^  through  their  Solicitors,  there  offer  to  do  is,  not  to 
issue  any  further  circulars.    They  make  no  offer  to  stop  the  sale  of  the  wine,  or 
not  to  continue  to  sell  it  as  "  Burgoyne's  wine  "  ;  but  it  is  fair  to  them  to  state 
that  Mr.   Oodfree    has  informed  me,  and   I    accept    his    statement    without 
hesitation,  that    they  have  not,  in  fact,  since  the   time  Messrs.  Burgoyne  40 
complained,  sold  any  of  the  wine  as  "  Burgoyne's  wine."    But  he  did  say  he 
considered  himself  entitled,  under  the  circumstances,  to  sell  it,  but  that  he  had 
abstained  from  doing  it  from  feelings  of  courtesy  towards  Messrs.  Burgoyne. 
I  mention  that  because  the  Defence  sets  out,  in  effect,  that  a  sufficient  under- 
taking had  been  offered,  and  that  there  was  no  claim  of  a  right ;  and  that  on  45 
that  ground  the  Plaintiffs  were  not  entitled  to  an  injunction.    That  Defence ' 
has  not  been  insisted  upon  at  the  Bar,  but  I  think  it  right  to  mention  it.    I 
think  that  Defence  is  disposed  of  by  the  circumstances   I  have   mentioned. 
Those  were  the  facts. 

.  Now,  on  those  facts,  the  first  conclusion  I  come  to  on  any  disputed  question  50 
of  fact,  is  that  I  hold  that  the  wine  was  never  the  property  of  Messrs.  Burgoyne. 
I  do  not  know  exactly  what  the  contract  was  between  Messrs.  Burgoyne  and 
the  growers  of  the  wine,  but  on  the  facts  as  I  know  them,  I  come  to  the 
conclusion  that  the  wine  was  not  Messrs.  Burgoyn^B  wine  ;  that  it  would  not 
become  theirs  until  it  had  been  further  tested  in  England,  and  that  all  that  had  55 
happened  was  that  a  provisional  contract  for  sale  and  purchase  was  entered  into 
between  Messrs.  Burgoyne  and  the  Australian  growers.    Whether  the  wine  was 
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at  any  time  the  property  of  Messrs.  Burgoyne — whether  or  not  I  am  right  in  the 
conclusion  I  have  come  to  on  that  point — this  at  all  events  is  clear,  that  at  the 
time  it  was  sold  it  was  not  the  property  of  Messrs.  Burgoyne^  but  it  had  been 
rejected  by  them,  and  it  was  being  sold  by  them  on  account  of  the  growers,  and 
5  under  a  liability  to  account  to  the  growers  for  the  purchase-money,  subject, 
of  course,  to  the  deduction  of  what  they  had  paid,  and  any  expenses  con- 
nected with  the  sale.  So  that  it  was  certainly  not  Messrs.  Burgoyne's  wine 
when  it  was  sold,  and  in  my  view  it  never  had  been.  That  being  so,  it  is 
beyond  dispute  that  the  Defendants  have  sold  wine,  not  Messrs.  Burgoym's 

10  wine,  under  their  Trade  Mark.  It  is  also  beyond  dispute  that  they  have  sold  as 
"  Burgoyne's  Wine  "  wine  which  was  not  "  Burgoyne's  Wine."  The  result  is 
thsi  prima  facie  the  Plaintiffs  are  entitled  to  succeed  on  both  heads  of  their 
claim. 

The  difficult  part  of  the  case  is  caused  by  the  Defence.    The  Defence  really 

15  resolves  itself  into  this,  that  what  the  Defendants  have  done  has  been  induced 
by  the  conduct  of  the  Plaintiffs,  and  that  they  are  therefore  not  entitled  to  come 
to  this  Court  and  ask  for  relief  in  respect  of  an  act  which,  in  that  view  of  the 
case,  has  been  done  by  the  Defendants  under  a  bond-fide  mistake,  brought  about 
by  the  Plaintiffs'  conduct.     The  onus  on  that  part  of  the  case  is,  in  my  opinion,  on 

SO  the  Defendants,  and  what  I  have  to  determine  is,  whether  the  Defendants  have 
discharged  themselves  of  that  onus.  Now,  it  really  amounts  to  this  : — Were  the 
Defendants  justified  under  all  the  circumstances  of  the  case  in  assuming,  without 
further  inquiry  or  i];ive8tigation,.that  the  wine  which  had  been  sold  at  this  sale, 
and  had  been  bought  by  them,  was  sold  under  such  circumstances  that  the  right 

25  to  use  the  Trade  Mark,  and  the  right  to  pass  off  the  wine  under  the  name  of 
Burgoyne,  passed  with  that  sale — ^were  they  justified  in  coming  to  that  con-* 
elusion  ?  Now,  I  put  aside  the  price  which  was  paid  for  the  wine  ;  the  la.  a 
gallon.  Some  question  arose  yesterday  as  to  whether  I  was  justified  in  allowing 
Mr.  Terrell  to  put  to  the  witnesses  a  question  involving  the  consideration  of  the 

30  price  paid.  I  thought,  and  still  think,  1  was  justified  in  allowing  that  question 
to  be  put,  but  I  do  not  attribute  any  importance  to  the  answers.  Now,  putting 
that  aside,  what  do  we  find  ?  We  find  at  the  sale  the  wine  described,  as  I  have 
already  mentioned,  merely  as  ''Australian  Red  Wine  "  by  a  certain  ship  entered 
by  P.  B.  Burgoyne  &  Go.    We  find  in  the  same  catalogue  brokers  of  experience 

35  advertising  other  wines  for  sale,  some  branded  and  some  not  branded,  and  some 
marked  as  branded  and  some  marked  without  the  brand.  I  think  it  is  admitted 
that,  taking  the  catalogue  by  itself,  Mr.  Ood/ree  concluded  that  the  wine  he  was 
buying  was  not  a  branded  wine  —that  is  to  say,  it  would  never  occur  to  him, 
from  the  mention  of  Messrs.  Burgoyne's  name  in  the  catalogue,  that  he  would 

40  be  entitled  to  sell  the  wine  as  ''  Burgoyne' s  Wine."  On  the  contrary,  the  con- 
clusion that  I  come  to  is,  that  he  thought  he  was  buying  certain  Australian  Red 
Wine,  and  he  did  not  know  who  the  seller  was,  but  simply,  as  he  said,  he  was 
buying  it  on  its  merits,  not  from  any  value  which  might  attach  to  it  as  a  branded 
wine.    So  far  for  the  sale. 

45  Now,  does  the  fact  that  he  found  the  name  "  Burgoyne  "  on  the  casks  carry  it 
any  further  ?  I  will  accept  the  statement  of  the  witnesses  for  the  Defendants, 
that  those  words  are  what  they  call  a  brand.  What  it  implies  is  another  matter  ; 
and  I  do  not  think  that  was  very  clearly  present  in  the  mind  of  any  witness. 
But  I  will  take  it  that  it  is  a  brand  ;  that  is  to  say,  that  it  indicates  that  the  wine 

50  is  either  shipped  by,  or  imported  by,  or  put  on  the  market  by,  the  person  whose 
name  it  bears.  It  certainly,  I  think,  cannot  be  supposed  that  anybody  of 
experience  in  the  trade  would  treat  it  as  the  address  of  the  consignee.  Anybody 
who  knows  anything  about  shipping  would  know  that,  except,  as  some  of  the 
witnesses  said,  in  isolated  cases,  parcels  of  goods  like  these  would  not  have  the 

55  name  of  a  consignee  upon  them  ;  the  name  would  be  on  the  bill  of  lading,  and 
the  marks  which  are  on  the  casks  would  be  the  corresponding  number  and 
letters.    Now,  assuming  I  cannot  come  to  the  conclusion  that  Mr,  Ood/ree  was 
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justified  in  aosuming  that  he  was  entitled  to  sell  that  wine  as  ^'  Burgoyne*8 
Wine,"  there  is  a  certain  conflict  of  evidence  on  the  subject,  though  not,  I  think, 
so  serious  as  on  the  mere  words  might  appear.  As  I  have  already  put  to  Mr. 
Wallony  I  cannot  help  thinking  that  the  witnesses  for  the  Defendants  addressed 
themselves  more  particularly,  and  almost  exclusively,  to  the  name  on  the  cask,  5 
without  sufficiently  bearing  in  mind  what,  in  my  view,  is  a  very  important 
consideration  indeed,  the  circumstances  under  which  the  wine  hai  been 
originally  bought— circumstances  which  undoubtedly,  by  themselves,  satisfied 
Mr.  Oodfree  that  the  wine  which  he  was  buying  was  not  a  branded  wine. 

There  is  a  further  point  which  I  do  not  think  Mr.  Godfree  sufficiently  appre-  10 
ciated,  and  that  is  the  extreme  improbability  that  a  person  entitled  to  a  valuable 
brand,  which  he  himself  admits  would,  if  mentioned  in  connection  with  the 
wine,  tend  to  increase  the  price  of  it,  would  deliberately  have  that  wine  adver- 
tised in  the  catalogue  without  the  brand.     I  am  not  attributing  any  importance 
to  the  unlikelihood  of  Messrs.  Burgoyne  selling  certain  wine  by  auction.    I  do  15 
not  think  much  of  that,  because,  for  anything  anybody  knew  to  the  contrary, 
the  Defendants  included,  this  wine  might  have  been  put  on  the  market  by  a 
purchaser  from  Messrs.  Burgoyne^  but  on  the  whole,  notwithstanding  the  very 
forcible  way  in  which  Mr.  Rowden  especially  put  the  Defendants'  case,  I  cannot 
come  to  the  conclusion  that  the  Defendants  were  induced  by  anything  that  was  20 
done  by  the  Plaintiffs  to  put  this  wine  on  tlie  market  in  the  mode  in  which  they 
did  put  it  on  the  market.    I  admit  that  it  is  stated  by  some  of  the  witnesses  that 
Mr.  Burgoyne,  or  those  who  represent  the  Company,  were. guilty  of  some  care- 
lessness in  not  taking  the  name  off  the  catsk,  but  carelessness  in  their  own 
interest,  and  not,  I  think,  carelessness  in  the  performing  of  any  duty  which  they  25 
owed,  under  the  circumstances  which  have  been  proved  here,  to  the  purchaser  of 
these  goods. 

'  I  would  also  allude  to  one  fact  which  has  had  some  influence  on  my  mind, 
and  that  is  the  description  of  the  wine  as  '*  Btirgoy tie's  Superior  Australian  Red 
Burgundy."  There  was  nothing  in  the  catalogue  to  indicate  the  quality  under  30 
which  the  vendors  were  selling  that  wine  ;  it  was  merely  called  "  Australian  Red 
Wine."  I  do  not  mean  to  say  that  Mr.  Godjree  was  entitled  to  call  it 
"  Burgoyne's  Australian  Red  Wine,"  but  certainly  nothing  was  done  by  the 
Plaintiffs  to  induce  him  or  even  to  lead  him,  under  a  mistake  as  bond  fide  as  it 
can  be  described  to  be,  to  sell  the  wine  under  the  title  which  I  have  just  read.       35 

On  the  whole,  I  come  to  the  conclusion  that  the  Defence  has  not  been  made 
out,  and,  therefore,  that  the  prima  facie  case  established  by  the  Plaintiffs  ought 
to  succeed,  and  the  injunction  will  go  as  asked  by  the  Statement  of  Claim. 

Rowden,  K.C. — It  is  rather  elaborate,  but  I  see  nothing  wrong  in  it  if  my 
friend  wants  to  take  it  in  that  form.  40* 

Terrell,  K.C. — I  think  it  would  be  better  in  that  form-     It  is  an  injunction  to 
restrain  infringement  of  the  Trade  Mark  and  passing-off. 
.  Warrington,  J.— The  Plaintiffd  must  have  the  costs  of  the  action  up  to  and 
including  trial,  and  the  costs  of  the  account  will  be  reserved. 
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In  the  High  Court  op  Justice.— Chanobry  Division. 

Be/ore  Mr.  Justice  Warrington. 

May  18th  and  19th,  1904. 

Morrison  v.  Asplen. 


5  Patent. — Action  for  infringement. — Construction  of  Specification. — Infringe- 
ment not  found. — Judgment  for  Defendant. — Certificate  of  validity  coming  in 
question  given  to  the  Plaintiff. 

M.y  the  Patentee  of  a  new  and  improved  machine  for  breaking  up  tJie  surfaces 
ofroadSy  commenced  an  action  for  infringementy  in  tvhich  one  Defendant  denied 

^0  infringement  and  the  validity  of  the  Patent^  hut  at  the  trial  relied  principally 
on  infringement^  and  only  alleged  that  the  Patent  was  invalid  if  it  were  so 
widely  construed  as  to  include  what  he  did.  The  third  claim  of  the  Specification^ 
which  was  chiefly  relied  on  by  the  Plaintiffs  was  as  follows : — ^**  In  a  road 
"  breaking  m4ichine  in  combination  loith  a  pivoted  tool  holder^  carrying  tools 

15  "  at  either  side,  a  frame  in  which  said  tool  holder  is  pivoted  arranged  to  slide 
**  vertically  in  guides  substantially  as  described  and  illustrated  herein.^'*  The 
machine  complained  of  had  no  pivoty  the  frame  of  the  tool  holder  resting  loosely 
on  a  washer  above  a  nut ;  the  frame  was  capable  of  beifig  raised  or  lowered  by 
means  of  a  screw^  and  woa  also  capable  of  being  raised  or  canted  by  reason  o) 

20  its  loose  fitting y  but  that  movement  was  controlled  partly  by  springs  and  was 
limited  by  the  outer  sides  of  the  machine ;  suibject  to  these  the  tool  holder  was 
during  working  free  to  swing,  whereas  in  the  Plaintiff^ s  machine  there  was  a 
locking  lever  to  fix  the  angle  of  the  tools  to  the  ground ;  there  were  also  differences 
in  tJie  arrangement  for  vertical  cutjustment.    The  second  Defendant  had  been 

25  added  as  a  Defendant  by  amendment,  and  at  the  trial  no  evidence  was  given 
of  infringement  by  him  before  the  date  of  the  Writ. 

Held,  that  the  Patentee  claimed  a  combination,  and  that  Claim  8  was  a  claim 

for  the  frame  in  combination  with  the  pivoted  tool  holder,  and  that  the  machine 

complained  of  had  no  pivot  or  the  mechanical  equivalent  of  a  pivot ;  and  that 

30  the  arrangement  for  vertical  sliding  was  different  from  that  described  in  the 

2  Y 
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Specification ;  and  that  the  machine  complained  of  was  not  an  infringement  of 
the  Patent^and  that  no  evidence  had  been  given  agahist  the  second  Defendant  of 
any  infringement  or  intention  to  infringe  at  the  date  of  the  Writ.  Judgment 
was  given  for  the  Defendants  ivith  costs,  tvith  a  Certificate  that  certain  of  the 
Particulars  of  Objections  were  reasonable  and  proper* ;  but  a  Certificate  was  5 
given  to  the  Plaintiff  that  the  validity  of  the  Patent  came  into  question. 

On  the  5th  of  February  1895  Lettera  Patent  (No.  2500  of  1895)  were  granted 
to  Harry  Morrison  for  an  invention  of  "  A  new  and  improved  machine  for 
"  breaking  up  surfaces  of  roads  and  other  hard  surfaces." 

The  Complete  Specification  was  as  follows  : — **  My  invention  consists  of  a  10 
"  machine  for  breaking  up  the  surface  of  Macadam  roads  or  other  hard  surfaces. 
**  The  parts  of  the  said  machine  being  constructed  and  combined  and  used 
"  substantially  in    the    manner   hereinafter   described.     My  improved    road 
"  breaking  machine  is  principally  useful  for  the  purpose  of  bre^ng  up  the 
"  surfaces  of  roads,  preparatory  to  laying  down  stones  or  new  material  for  15 
"  repairing  the  said  roads,  but  the  machine  may  also  be  used  for  breaking  up 
''  other  hard  surfaces.     My  improved  road  breaking  machine  consists  essentially 
"  of  a  heavy  block  or  blocks  of  iron  carrying  at  opposite  sides,  a  set  of  tools  or 
**  pointed  teeth  for  operating  on  the  roads  to  be  broken  up.    The  two  sets  of 
"  teeth  are  inclined  in  opposite  directions,  one  set  to  be  used  when  travelling  20 
**  in  one  direction,  and  the  other  set  to  be  used  when  travelling  in  the  opposite 
"  direction. 

"  The  block  or  blocks  carrying  the  two  sets  of  tools  is  mounted  upon  an  axle 
"  or  pivot,  so,  that  the  said  block,  or  blocks  can  be  rotated  or  rocked  sufficiently 
''  so  that  one  set  of  tools  can  be  raised  from  the  ground  and  out  of  action,  and  25 
"  the  other  set  be  lowered  down  into  position  for  operating  upon  the  road  in 
'*  the  opposite  direction. 

**  The  rocking  block  or  blocks  to  have  proper  sockets  or  tool  holders  cast  on 
"  or  secured  to  it  for  the  purpose  of  securing  the  tools  or  teeth,  the  said  teeth  to 
'^  be  adjustable  to  length  by  means  of  set  screws,  wedges,  or  other  suitable  30 
"  fastening.  The  axle  of  the  rocking  block  is  to  be  carried  in  a  frame,  having 
"  at  its  lower  end  a  solid  block  or  stops  to  support  the  rocking  block  at  the 
**  proper  angle  on  either  side  when  in  action  upon  the  road.  The  rocking  block 
"  is  turned  upon  its  axle,  to  a  proper  angle,  so  as  to  raise  one  set  of  teeth,  and  to 
"  depress  the  other  set  by  means  of  a  lever,  screw  &  nut,  or  other  suitable  35 
"  means,  the  said  lever  to  have  a  proper  arrangement  for  locking  same  to  frame 
**  when  in  position. 

**  The  frame  carrying  rocking  block  is  to  work  vertically  in  guides,  having  at 
"  their  upper  end  a  crossbar  connecting  them  together.  The  said  crossbar  to 
"  have  a  strong  vertical  screw  in  conjunction  with  a  nut  in  the  top  of  frame  of  40 
"  rocking  block  or  other  suitable  means  of  raising  &  lowering  said  block 
"  vertically,  for  the  purpose  of  adjusting  the  depth  to  which  the  surface  of  the 
"  road  is  to  be  broken  or  for  raising  both  sets  of  teeth  simultaneously  out  of 
"  action  for  travelling  or  for  passing  over  any  obstruction  or  part  which  may 
**  not  require  to  be  broken.  The  machine  may  be  secured  to  the  side  of  or  45 
*'  behind  any  road  roller  or  road  engine  and  may  require  a  guide  wheel  to 
"  prevent  the  teeth  from  entering  the  ground  too  deeply  or  it  may  be  mounted 
"  upon  a  suitable  heavy  carriage  to  be  hauled  by  steam  or  other  traction  power. 

'*  Referring  to  the  annexed  drawings,  Figure  1  is  a  side  elevation  showing  my 
'*  invention  applied  to  a  road  engine  or  steam  road  roller.  Figure  2  plan  view  50 
'<  of  same,  a  is  a  rocking  block,  carrying  the  tool  holders  a^  &  a*  and  is 
**  pivoted  at  6,  c  is  a  lever,  by  means  of  which  the  block  a  may  be  rocked  upon 
'*  its  pivot  b  and  d  is  an  arrangement  for  locking  the  lever  c  consisting  of  a 
"  curved  slotted  plate  d\  screw  &  nut  cP  in  any  desired  position,    e.  e  are  the 


Vol.  XXI.,  No.  25.]      AND  TRADE  MARK  CASES. 


559 


Morrison  v.  Asplen. 


'•  tools  for  breaking  up  the  ro^d,  and  are  get  as  shown,  so  that  one  operates  in 
"  advance  of  the  other.  /./.  are  the  wedges,  by  means  of  which  the  tools  e.  e 
'*  are  secured  to  the  tool  holders  a^  &  aK  g  is  the  frame  in  which  the  block  a  is 
"  pivoted  and  carries  at  its  lower  end  the  stops  or  beds  g^  g^  for  supporting  the 


'*  block  a.  with  the  tools  e.  e,  at  the  proper  angle  on  either  side  when  operating 
"  upon  the  road.  A,  h  are  the  guides  in  which  the  frame  g  works,  and  the 
"  raising  and  lowering  of  the  said  frame  is  worked  by  any  suitable  means,  such 
"  as  the  rack  j  into  which  is  geared,  the  pinion  y^  being  keyed  to  the  same  axle 
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*'  as  the  worm  wheel  A-,  the  worm  wheel  Ic  being  worked  by  the  worm  ky  by 

10   '*  means  of  the  hand  wheel  I.    By  this  means  the  tools  e,  e  may  be  raised  or 

**  lowered,  and  the  depth  of  the  cut  regulated,  without  altering  the  angle  of 

'*  the  tools,    w,  m*  are  strong  connecting  bars  by  means  of  which  the  strains 
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when  working  are  communicated  to  the  main  axle  of  the  roller  and  the  cross 
"  strains  are  taken  from  the  tender  part  of  the  said  roller. 

^'  The  machine  as  described  may  be  attached  to  any  road  roller  or  traction 
"  engine  or  carriage  &  may  be  drawn  or  propelled  by  steam  or  any  kind  of 
"  power."  5 

The  Patentee  claimed  : — "  1.  The  combined  road  engine  and  road  breaker 
"  substantially  as  described  and  illustrated  herein.  2.  In  road  breakers  a 
"  pivoted  tool  holder  carrying  tools ;  beds  or  supports  upon  which  said  tool 
"  holder  bears,  said  beds  or  supports  and  tool  holder  being  vertically  adjustable 
'^  substantially  as  described.  3.  In  a  road  breaking  machine  in  combination  10 
**  with  a  pivoted  tool  holder,  carrying  tools  at  either  side,  a  frame  in  which  said 
"  tool  holder  is  pivoted  arranged  to  slide  vertically  in  guides  substantially 
'^  as  described  and  illustrated  herein.  4.  In  a  road  breaking  machine  in 
'^  combination  with  a  pivoted  tool  holder  and  sliding  frame,  blocks,  beds  or 
"  supports  for  supporting  said  pivoted  tool  holder  at  the  required  angle  for  15 
"  working  upon  a  road  substantially  as  described  and  illustrated  herein.  5.  In 
^<  a  road  breaking  machine  a  frame  carrying  tool  holders,  arranged  to  slide 
"  vertically  in  guides  substantially  as  herein  described  and  illustrated." 

On  the  30th  of  June  1903  the  Patentee  commenced  an  action  against  Bernard 
Asplen  for  infringement  of  the  Patent,  claiming  the  usual  relief.    On  the  21st  20 
of  November  190o  the  Writ  was,  pursuant  to  an  Order  of  the  Master,  amended 
by  adding  as  Defendants  Messrs.  A,  and  B.  Hanson,  under  which  name  H.  O, 
Hanson  was  sued. 

The  Statement  of  Claim,  as  amended  on  the  7th  of  December  1903,  alleged — 
(1)  that  the  Plaintiff  was  the  registered  owner  of  the  Patent ;  (2)  that  the  25 
Patent  was  valid  ;  and  (3)  that  the  Defendant  Asplen^  who  was  a  mechanical 
engineer  carrying  on  business  at  Southall,  in  the  County  of  Middlesex  and 
elsewhere,  had  infringed  the  Patent  as  set  forth  in  the  Particulars  of  Breaches, 
and  threatened  to  continue  to  infringe  the  same  by  the  manufacture  and  sale  of 
machines  known  as  Bernard  Asplen^s  New  (Patent  Springs)  Trench  Cutter  and  30 
Scarifier  No.  1  and  No.  2  Machines,  which  were  made  according  to  the  invention 
in  respect  of  which  the  Plaintiff's  Patent  was  granted,  and  that  the  Defendants 
A.  and  B.  Hanson  had  infringed,  and  threatened  to  continue  to  infringe,  the 
Patent  by  the  use  and  sale  of  such  machines  as  aforesaid. 

The  Particulars  of  Breaches  as  amended  alleged  ~(1)  that  the  Defendant  35 
Bernard  Asplen  had  at  divers  times  subsequently  to  the  date  of  the  Patent  and 
previously  to  the  commencement  of  the  action  infringed  the  Patent  by  making, 
using,  letting  out  on  hire,  selling  and  offering  for  sale  at  Southall,  in  the  County 
of  Middlesex  and  elsewhere,  road  breaking  machines  or  scarifiers  made  in  the 
manner  described  and  claimed  in  the  Complete  Specification  ;  that  the  Plaintiff  40 
complained  in  particular  of— (i.)  the  sale  or  supplying   by  the  Defendant 
Be7mard  Asplen  to  Messrs.  A.  and  B,  Hanson^  of  Southall,  in  the  County  of 
Middlesex,  of  a  machine  infringing  the  Patent  in  or  about  the  month  of  April 
1903 ;  (ii.)  the  manufacture  of  or  procuring  the  manufacture  of  prior  to  and 
offering  for  sale  at  the  Builders  Trades  Exhibition,  held  at  the  Agricultural  45 
Hall,  Islington,  in  the  County  of  Middlesex,  on  the  13th  and  15th  days  of  June 
1903,  and  subsequent  days  down  to  and  including  the  20tb  day  of  June  1903  of 
a  machine  made  in  infringement  of  the  Patent  known  as  Bernard  Asplen' s  New 
(Patent  Springs)  Trench  Cutter  and  Scarifier  No.  2  Machine  ;   (2)  that  the 
Defendants  A,  and  B,  Hanson  had  at  divers  times  subsequently  to  the  date  of  50 
the  Patent  and  previously  to  the  commencement  of  the  action  infringed  the 
Patent  by  the  use  for  road  breaking  and  sale  and  offering  for  sale  at  Southall 
aforesaid  and  elsewhere  of  a  machine  or  machines  made  in  the  manner  described 
and  claimed  in  the  Coinplete  Specification  ;  that  in  particular  the  said  Defendant 
from  about  the  month  of  April  1903  used  a  machine  known  as  Bernard  As2)len^s  55 
New  (Patent  Springs)  Trench  Cutter  and  Scarifier  made  in  infringement  of  the 
Patent,  and  since  that  date  had  sold  and  offered  for  sale  machines  similar  to  the 
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said  machine,  and  the  Plaintiff  reserved  the  right  to  recover  from  the  Defendants 
and  each  of  them  full  compensation  in  respect  of  all  such  infringements  for 
which  they  were  respectively  liable. 
The  Defendant  Aftplen  by  his  Defence  (1)  denied  the  validity  of  the  Patent, 
5  and  (2)  denied  infringement. 

By  his  Particulars  of  Objections  he  alleged — (1)  that  the  Plaintiff  was  not 
the  first  and  true  inventor;  (2)  that  the  alleged  invention  was  the  mere 
application  of  means  previously  well  known  for  raising  and  regulating  the 
points  of  scarifiers,  and  was  not  the  proper  subject  matter  of  Letters  Patent ; 

10  (3)  that  the  alleged  invention  was  not  new  ;  (4)  that  the  alleged  invention  was 
published  in  this  realm  in  the  following  Specifications :— (a)  ff.  G.  Butty ^ 
No.  8338  of  1884 ;  (b)  A.  A.  Voysey  and  H.  H.  Hosack  (No.  18,843  of  1890) ; 
(c)  H.  H.  Lake  (No.  5503  of  1891);  (d)  B.  Bomford,  B.  Bomford,  and 
H.   Evtirshed  (No.  15,214  of  1893) ;  (e)   (?.  (?.  Butty  (No.  4089  of  1894)  ; 

15  and  (f)  W.  E.  Gedge  (No.  1554  of  1870)  ;  the  whole  Specification  being  relied 
on  in  each  case. 

The  Defendant,  H.  G.  Hanson,  sued  as  A.  and  B.  Hanson,  denied  infringe- 
ment, and  that  he  had  threatened  to  continue  to  infringe,  and  alleged  that  he 
did  not  use  or  sell  or  offer  for  sale  the  machine  or  machines  as  alleged. 

20  A  drawing  of  the  Defendant's  machine  is  shown  on  p.  562  ;  the  amount  of 
movement  or  spring  was  a  matter  of  controversy. 

Moulton,  K.O.,  J.  C.  Graham  and  M.  D.  Warmington  (instructed  by 
Fullilove  &  Co.)  appeared  for  the  Plaintiff ;  T.  Terrell,  K.C.,  and  B.  F.  Golam 
(instructed  by  Bowkers)  appeared  for  the  Defendant  Asplen ;  G,  G.  M,  Plumjdre 

25  (instructed  hy  A»  L.  Houlder)  appeared  for  the  Defendant  Hanson. 

Moulimi,  K.C.,  opened  the  Plaintiff's  case. — The  Patent  is  for  a  road  scarifier 
for  breaking  up  macadam  roads  preparatory  to  the  repair  of  the  roads.  It  has 
had  a  great  success,  and  is  practically  the  one  now  universally  used  in  England. 
[The  Pleadings  were  referred  to.]      Road -making  machines  are  designed  for 

3o  and  must  be  able  to  stand  very  hard  work  ;  they  must  work  quickly  and  well 
and  must  therefore  be  adjusted  to  different  kinds  of  cut  and  must  be  simple. 
The  patented  machine  is  de  facto  novel,  and  is  efficient  and  simple.  The 
evidence  will  show  that  nothing  so  successful,  even  approximately,  has  been 
put  on  the  market.    In  fact  before  it  was  brought  into  use  the  work  was 

35  practically  all  done  by  hand.  Utility  is  not  denied ;  and  if  one  can  show  a 
great  want,  and  that  it  has  been  satisfied,  that  is  some  evidence  of  novelty.  The 
machine  must  be  able  to  go  forwards  and  backwards,  and  on  going  forwards  the 
back  prongs  must  be  raised  and  vice  versa,  so  there  is  a  pivoting  action  also. 
The  great  advantage  ot  the  patented  machine  is  that  it  is  adjustable  vertically  ; 

40  this  is  necessary  for  lifting  over  manholes  or  other  obstructions.  There  was 
only  one  mechanical  scarifier  in  use  before  the  Patent,  and  it  had  only  a  small 
sale.  The  Plaintiff  has  sold  700  machines.  [The  Complete  Specification  was 
read.]  As  to  the  claims,  there  is  not  much  difference  between  them.  The 
Defendant's  machine  has  a  block  vertically  adjustable  in  guides,  but  instead  of 

45  having  a  proper  pivot  it  rests  on  the  fiat  upper  surface  of  a  nut  and  can  swing 
from  side  to  side.  [^Terrell,  K.C. — ^We  dispute  the  correctness  of  the  model  in 
that  respect.]  The  Defendant's  machine  fixes  itself  in  working.  It  takes  the 
subordinate  integer,  the  vertical  adjustment,  which  was  a  novel  point  in  the 
Plaintiff's  machine.  It  is  within  Claims  4  and  5. 
50  The  Plaintiff  gave  evidence,  and  the  following  further  witnesses,  namely, 
W.  H.  Fisher,  an  engineer  in  the  employment  of  Aveling  and  Porter ; 
A.  T.  Snell,  consulting  engineer  ;  Ernest  Van  Fatten^  Associate  of  the  Institute 
of  Civil  Engineers ;  T.  N.  Fullilove,  and  T.  N.  A.  Hey  ward  also  gave  evidence 
on  his  behalf. 
55  During  the  cross-examination  of  the  witnesses  the  Specifications  referred  to 
in  paragraph  4  of  the  Particulars  of  Objections  under  letters  (b)  (d)  and  (e)  were 
referred  to. 
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Terrell,  K.C.,  for  the  Defendant  Asplen.-^U  a  construction  is  put  on  the 
Specification  which  covers  what  the  Defendants  do,  the  Patent  is  anticipated. 
On  the  natural  construction  of  it  I  do  not  say  that  there  is  anticipation.    The 


Clectrtmce^^/S^ 
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Clearance  y/e 


Patentee  in  evidence  mentioned  two  great  advantages  of  his  machines,  one  the 
quick  working  up  and  down  ;  but  the  model  is  different  from  the  Drawing,   5 
and  on  the  Drawing  it  is  a  matter  of  gearing ;  but  there  is  nothing  referring  to 
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that  in  the  desoription.  His  second  point  was  that  in  the  machines  shown  in 
BtUty  and  BomforcTs  Specifications  the  tines,  when  they  entered  the  grotind, 
were  not  at  the  proper  angle,  but  neither  were  they  so  in  the  Plaintiff's  Specifi- 
cation. Now  it  is  admitted  that  five  degrees  is  the  most  that  the  angle  can  vary  in 
5  Butty,  and  that  that  makes  no  difference.  One  must  construe  the  Specification 
with  regard  to  the  state  of  knowledge.  IMotilton,  K.C. — In  Clark  v.  Adie 
(L.R.  2  App.  Cas.  215)  Lord  Cairns  said  that,  after  instructing  one's  mind,  one 
must  construe  the  Specification  like  any  other  document.]  Claim  1  is  a  narrow 
claim  for  the  whole  machine,  combined  road  engine  and  road   breaker.    In 

10  Claim  2  "substantially  as  described  "  applies  to  each  item  and  the  combination. 
Taking  the  alleged  infringing  machine,  it  has  not  a  pivoted  tool  holder, 
therefore  the  second  claim  is  not  taken.  Also  it  is  not  vertically  adjustable 
"  substantially  as  described."  When  one  comes  to  a  hard  piece  of  ground  a  slight 
cant  is  given,  and  the  springs  compress  and  the  teeth  ride  over.    As  to  Claim  3, 

15  the  Defendants  have  not  a  frame  in  which  the  tool  holder  is  pivoted,  nor  any 
pivoted  tool  holder.  As  to  Claim  4,  the  sliding  frame  must  be  one  in  which 
the  tool  holder  is  pivoted  ;  besides  the  Defendant's  machine  has  no  blocks,  beds, 
or  supports  for  supporting  a  pivoted  tool  holder.  It  is  said  that  the  Defendant's 
frame  acts  as  a  bed  or  support,  which  sets  a  limit  to  the  movement,  but  it  is 

20  quite  different  from  what  is  shown  in  the  Specification.  Practically  all  the 
claims  in  the  Specification  mean  the  same  thing  and  claim  the  whole  combi- 
nation. A  wide  construction  ought  not  to  be  put  on  the  Specification.  The 
Courts  have  established  two  classes  of  cases,  and  this  is  a  Curtis  v.  Piatt 
case.      To  find  out  what   the  invention  is,  one  has  to  bear   in   mind  the 

25  state  of  knowledge. 

jB.  E.  Royston,  an  en.^nneer  and  a  Member  of  the  Institute  of  Patent  Agents, 
was  the  only  witness  called  for  the  Defence.  There  being  a  difference  between 
the  witnesses  as  to  the  amount  of  swing  possible  in  the  machines  complained 
of  Messrs.  Snell  and  Royston  made  some  measurements  after  the  adjournment 

30  of  the  Court  on  the  18th  May.    These  are  referred  to  in  the  judgment. 
Plumptre  for  the  Defendant  Hanstni  calJed  no  evidence. 
Tmrrell^  K.C,  summed  up  the  Defendants'  case. — Substantially  my  case  is 
non-infringement.  All  the  claims  of  the  Specification  areforthesame  combination. 
The  pivoted  tool  holder  is  claimed  substantially  as  described,  and  as  described 

35  it  is  rigid  when  once  set,  and  the  beds  and  supports  are  intended  to  make  it 
rigid.  In  Claim  2,  "  said  beds  or  supports  and  tool  holder  "  are  to  be  vertically 
**  adjustable";  if  the  sides  of  the  frame  of  the  Defendants'  machine,  which  give  a 
limit  to  the  swing  are  the  *' beds  or  supports",  then  there  is  no  vertical  adjust- 
ment of  them. 

40       Plumptre  for  the  Defendant  Hanson, — No  evidence  has  been  given  of  any 
infringement  by  this   Defendant  before  the  date  of  the   writ,   which  is  the 
material  date  {Tottenham  Local  Board  v.  Lea  Conservancy  Board,  2  T.L.R.  410). 
Oraham  in  reply.    [Warrington,  J, — If  the  Specification  is  fairly  con- 
strued I  do  not  think  that  anticipation  has  been  shown.]     As  to  infringement, 

45  some  of  the  differences  are  immaterial,  eg,,  the  worm  wheel  and  screw,  and  the 
substitution  of  one  for  the  other  makes  no  real  difference.  As  to  the  springs 
in  the  Defendant's  machine,  the  machine  is  not  the  less,  an  infringement  for 
having  an  improvement;  the  introduction  of  that  only  would  not  prevent 
infringement.    When  the  springs  are  not  called  into  action  there  is  infringe- 

50  ment.  The  real  point  is  whether  the  Patentee  confined  himself  to  what  he 
describes  as  a  pivot.  A  Patentee  is  not  bound  to  describe  in  words  all  possible 
infringements.  He  is  only  bound  to  show  the  best  way,  but  he  may  so  describe 
his  invention  as  to  say  that  he  does  not  claim  anything  more  than  the  thing 
actually  described.    One   must   look  at  the   object   of  the  pivot.    Here   the 

55  effecting  a  certain  purpose  was  the  invention,  a  pivot  was  the  obvious  way  of 
giving  the  swing — ^not  merely  a  loose  fitting  such  as  the  Defendant  has. 
The    result    of    the    pivot,    and    not    the    pivot    itself,    is    the    essence    of 
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the  invention.  The  object  of  it  was  merely  to  have  mechanism  for  rocking. 
[Warrington,  J. — Did  not  Butty  provide  for  rocking  to  some  extent  ?]  That 
was  special  and  in  a  peculiar  kind  of  machine,  and  \vas  not  accompanied  by 
any  vertical  movement.  The  Patentee  might  have  said  an  *'  axle  or  pivot  or  its 
"  equivalent."  [Warrington,  J. — The  Defendant  says  that  he  really  has  no  5 
rocking  motion.]  There  is  sufficient  to  take  the  tines  out  of  contact  with  the 
ground ;  that  is  the  object  of  the  rocking.  It  does  not  matter  at  which  part  the 
beds  or  supports  are.  There  is  in  each  case  a  rigid  block  giving  a  limit  to  the 
movement.  But  the  essential  feature  of  the  invention  is  the  sliding  frame;  in  this 
respect  the  patented  machine  differs  fundamentally  from  all  previous  ones.  Claims  lU 
3,  4  and  5  are  all  infringe.  I  agree  that  Claim  2  is  not  inMnged  because  the 
beds  or  supports  are  not  vertically  adjustable  in  the  Defendant's  machine.  The 
Patentee  has  not  confined  himself  to  the  specific  devices  so  as  to  exclude 
obvious  mechanical  equivalents.  {Clarke  v.  Adie^  L.R.  2  App.  Cas.  315.) 
I  put  this  case  in  the  same  way ;  the  real  question  in  dealing  with  a  mechanical  15 
combination  is  not  whether  every  part  is  taken,  but  whether  the  pith  and 
marrow  is;  here  the  pith  and  marrow  is  the  moving  frame.  As  to  the 
Defendant  Hanson^  we  allege  in  the  Pleadings  an  intention  on  his  part  to 
infringe.    Also  Order  XVI.,  Rule  11,  applies. 

Warrington,  J.— In  this  action  the  PlaintifiE  seeks  for  an  injunction  and  20 
damages  in  respect  of  the  infringement  of  a  Patent  (No.  2500  of  1895),  which  is 
for  '^  A  new  and  improved  machine  for  breaking  up  the  sur&ces  of  roads  or 
"  other  hard  surfaces."    There  are  two  Defendants  to  the  action — Bernard 
Asplen  and  H.  O.  Hanson.    The  action  was  originally  commenced  against 
Asplen  alone,  the  Writ  being  issued  on  the  30th  of  June  1903.   The  Writ  and  the  25 
Statement  of  Claim  were  subsequently  amended,  the  Writ  being  amended  on 
the  21st  of  November  1903,  and  the  Statement  of  Claim  and   Particulars  of 
Breaches  being  amended  on  the  7th  of  December  1903,  the  amendment  con- 
sisting in  adding  the  Defendant  Hanson  as  Defendant,  and  the  amendment 
of  the  Particulars  of  Breaches  alleging  a  breach  by  Hanson  at  divers  times  30 
and  subsequently  to  the  date  of  the  Letters  Patent  and  previously  to  the 
commencement  of  the  action.    With  regard  to  the  issues  which  I  have  to 
try,  the  Defendant   Bernard  Asplen  raises   the   issue   of   the   invalidity  of 
the  Patent  on  the  ground  of  anticipation,  and  also  on  the  ground  of  want 
of  subject-matter,  but    that    I   have   heard  nothing  about,  and  therefore  I  35 
neglect  that  issue.    The  Defendant  Hansmi  simply  denies  infringement,  and 
does  not  raise  any  other  issue.    As  between  the  Plaintiff  and  Asplen^  there- 
fore, I  have  to  consider,  first,  the  issue  of  anticipation,  and,  secondly,  the  issue 
of  infringement. 

The  Plaintiff's  machine  is  very  well  illustrated  by  the  model  which  has  been  40 
put  in  ;  and  it  happens,  fortunately  for  me,  to  be  a  very  simple  machine.    It 
consists  of  what  is  called  in  the  Specification,  a  tool  holder — that  is  a  contri- 
vance of  iron,  on  which  are  fixed  on  either  side  three  sets  of  tools  intended  to 
dig  into  the  road  or  hard  surface,  which  is  to  be  ploughed  up,  and  then,  the 
machine  being  either  attached  to  or  hauled  by  a  traction  engine,  it  is  forced  45 
forward,  and  the  tools  being  set  at  a  suitable  angle,  tear  up  the  surface  of  the 
road.    That  tool  holder  in  the  Plaintiff's  machine  is  set  on  a  pivot  which  is 
itself  fastened  at  either  end  to  an  iron  frame,  and  the  tool  holder  rocks,  or 
revolves  on  the  pivot,  and  the  amount  of  rock  is  controlled,  first  by  a  lever 
which  can  be  locked  at  any  particular  place  in  the  middle  or  at  any  part  of  its  50 
play  ;  and  also  (and  this  is  the  important  part  for  the  present  purpose)  the  rock 
is  absolutely  stopped  on  either  side  by  a  rigid  bed  or  support,  as  it  is  called  in 
the  Specification,  which  is  found  in  the  actual  machine  immediately  under  the 
tool  holder  and  attached  to  the  frame.    With  regard  to  the  tool  holder,  the 
Plaintiff  says  in  his  Specification,  that  his  object  in  contriving  it  was  to  have  55 
the  rocking  motion,  which  would  allow  the  set  of  tools  not  in  work  to  be  raised 
above  the  road,  and  would  at  the  same  time  stop  the  tools  which  are  at  work 
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from  being  preesed  farther  backwards  by  the  pressure  of  the  hard  sabstance 
which  they  have  to  work. 

The  other  part  of  the  Plaintiff's  machine  consists  of  a  contrivance  which  is  a 
common  mechanical  contrivance,  of  a  wheel  with  a  worm  attached  to  its  axle  ; 
5  this  worm  works  on  a  cogwheel  which  again  operates  on  a  rack,  and  so 
raises,  or  lowers,  the  tool  holder  in  the  sliding  frame  with  supports  at  the  side, 
^o  that  the  whole  machine — the  tool  holder  itself  with  the  two  sets  of  tools — may 
be  raised  quickly  and  easily  if  a  part  of  the  road  is  arrived  at  where  it  is 
necessary  to  cease  working,  the  example  given  being  a  manhole  cover,  or 

10  something  in  the  road,  which  it  is  not  desired  to  disturb.  By  acting  on  this 
wheel  the  machine  can  be  raised  or  lowered. 

It  is  necessary  now  to  look  at  the  Specification.  It  begins  by  saying  : — "  My 
"  invention  consists  of  a  machine  for  breaking  up  the  surface  of  macadam  roads 
*^  or  other  hard  surfaces.    The  parts  of  the  said  machine  being  constructed  and 

15  **  combined,  and  used  substantially  in  the  manner  hereinafter  described." 
Then  the  Patentee  says  what  it  is  used  for,  and  the  purpose  for  which  it  is 
principally  useful.  That  I  need  not  read.  Then  he  goes  on  : — "  My  improved 
"  road  breaking  machine  consists  essentially  of  a  heavy  block  or  blocks  of  iron, 
**  carrying  at  opposite  sides  a  set  of  tools  or  pointed  teeth  for  operating  on  the 

20  "  roads  to  be  broken  up.  The  two  sets  of  teeth  are  inclined  in  opposite  direc- 
*'  tions,  one  set  to  be  used  when  travelling  in  one  direction,  and  the  other 
**  set  to  be  used  when  travelling  in  the  opposite  direction.  The  block 
*'  or  blocks  carrying  the  two  sets  of  tools  is  mounted  on  an  axle  or  pivot,  so 
**  that  the  said  block  or  blocks  can  be  rotated  or  rocked  sufficiently  so  that  one 

25  **  set  of  tools  can  be  raised  from  the  ground,  and  out  of  action,  and  the  other 
"  set  be  lowered  down  into  position  for  operating  upon  the  road  in  the  opposite 
"  direction."  So  far  it  will  be  observed  that  the  Patentee  states,  as  the  essential 
part  of  his  invention,  the  block  or  blocks  of  iron  carrying  on  opposite  sides  a 
set  of  tools,  one  for  operating  in  one  direction  and  the  other  for  operating  in  the 

30  other  direction,  and  the  pivoted  block  so  contrived  that  one  set  of  tools  may  be 
lowered  to  work  in  one  direction  and  the  other  set  of  tools  lowered  to  work  in 
the  opposite  direction.  Then  he  goes  on  and  says  this  : — "  The  rocking  block 
'*  or  blocks  to  have  proper  sockets  or  tool  holders  cast  on,  or  secured  to  it,  for 
"  the  purpose  of  securing  the  tools  or  t^eth  " — ^there  is  nothing  in  that ;  that  is 

35  merely  a  common  mode  of  attaching  teeth  to  such  a  contrivance—"  the  said 
"  teeth  to  be  adjustable  to  length  by  means  of  set  screws,  wedges,  or  other 
"  suitable  fastening.  The  axle  of  the  rocking  block  is  to  be  carried  in  a  frame, 
"  having  at  its  lower  end  a  solid  block,  or  stops  to  support  the  rocking  block 
"  at  the  proper  angle  on  either  side  when  in  action  upon  the  road.    The  rocking 

40  "  block  is  turned  upon  its  axle  to  a  proper  angle  so  as  to  raise  one  set  of  teeth 
"  and  to  depress  the  other  set  by  means  of  a  lever,  screw  and  nut,  or  other 
**  suitable  means,  the  said  lever  to  have  a  proper  arrangement  for  locking  same 
"  to  frame  when  in  position." 

Pausing  there  for  a  moment,  the  description  of  the  invention  up  to  that  point 

45  is  confined  solely  to  the  rocking  block  carrying  the  tools.  Then  the  Patentee 
goes  on :  "  The  frame  carrying  rocking  block  is  to  work  vertically  in  guides 
"  having  at  their  upper  end  a  cross-bar  connecting  them  together,  the  said 
**  cross-bar  to  have  a  strong  vertical  screw  in  conjunction  with  a  nut  in  the  top 
"  of  frame  of  rocking  block,  or  other  suitable  means  of  raising  and  lowering 

50  "  the  said  block  vertically,  for  the  purpose  of  adjusting  the  depth  to  which  the 
"  surface  of  the  road  is  to  be  broken,  or  for  raising  both  sets  of  teeth  simul- 
"  taneoQsly  out  of  action  for  travelling,  or  for  passing  over  any  obstruction  or 
"  part  which  may  not  require  to  be  broken."  That  is  the  first  reference  in  the 
Specification  to  the  contrivance  which  I  have  described  in  the  earlier  part  of 

55  my  judgment,  as  the  second  part  of  the  Plaintiff's  machine,  that  is  to  say,  a 
contrivance  for  raising  and  lowering  the  blocks.  It  goes  on  :  "  The  machine 
**  may  be  secured  to  the  side  of,  or  behind,  any  road  roller  or  road  engine,  and 
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**  may  require  a  guide  wheel  to  prevent  the  teeth  from  entering  the  ground  too 
**  deeply,  or  it  may  be  mounted  on  a  suitable  heavy  carriage  to  be  hauled  by 
"  steam,  or  other  traction  power." 

That  is  the  general  description  of  the  machine.  The  rest  of  the  Specification, 
until  you  come  to  the  claiming  part,  consists  merely  of  references  to  the  Draw-  5 
ings,  which  I  do  not  think  I  need  trouble  about.  It  is  enough  to  say  that  the 
Drawings  are  substantially  the  same  as  the  model  which  we  have  had  hera 
Then  comes  the  claiming  part.  The  first  claim  is  :  *'  The  combined  road 
"  engine  and  road  breaker  substantially  as  described  and  illustrated  herein."  I 
take  it,  that  refers  to  that  part  of  the  Specification  in  which  the  Patentee  10 
describes  the  mode  in  which  the  machine  may  be  used,  namely,  secured 
to  the  road  engine.  Then  he  proceeds  to  claim  some  of  the  details  of  the 
machine.  Claim  2  is  this  :  "  In  road  breakers  a  pivoted  tool  holder 
*•  carrying  tools ;  beds  or  supports  upon  which  said  too)  bears,  said  beds 
*'  or  supports  and  tool  holder  being  vertically  adjustable  substantially  as  15 
"  described."  Now,  to  pause  there  for  one  moment,  Mr.  Graham  really, 
in  reply,  throws  over  those  first  two  of  the  three  claims,  so  i^  as  the 
issue  of  infringement  is  concerned,  and  bases  his  case  on  the  third  claim,  to 
which  I  am  now  going  to  call  attention.  "'  In  a  road  breaking  machine,  in 
"  combination  with  a  pivoted  tool  holder,  carrying  tools  at  either  side,  a  frame  20 
*'  in  which  said  tool  holder  is  pivoted,  arranged  to  slide  vertically  in  guides 
"  substantially  as  described  and  illustrated  herein."  To  pause  there  for  one 
moment,  it  is  to  be  observed  that  the  claim  there  is  not  to  the  vertical  sliding 
frame  ;  it  is  to  the  vertical  sliding  fr^me  in  combination  with  a  pivoted  tool 
holder;  and  I  cannot  avoid  the  conclusion,  taking  the  description  in  the  25 
descriptive  part  of  the  Specification  and  comparing  it  with  the  third  claim, 
that  what  the  P&tentee  really  regarded  as  the  essence  of  his  invention  was  the 
rocking  tool  holder— what  he  calls  the  pivoted  tool  holder— and  not  the  vertical 
sliding  frame,  except  so  far  as  that  vertical  sliding  frame  was  in  combination 
with  the  pivoted  tool  holder.  30 

Then  there  is  a  fourth  claim,  which  is  in  these  terms  :  *'  In  a  road-breaking 
*^  machine  in  combination  with  a  pivoted  tool  ho?der  "  the  Patentee  now  adds  to 
the  pivoted  tool  holder,  which  appears  in  Claim  3,  the  sliding  frame  which  he 
has  claimed  in  Claim  3,  and  says  :"....  in  combination  with  a  pivoted 
"  tool  holder  and  sliding  frame,  blocks,  beds  or  supports  for  supporting  said  35 
**  pivoted  tool  holder  at  tiie  required  angle  for  working  upon  a  road  substantially 
"  as  described  and  illustrated  herein."  It  will  be  seen,  therefore,  that  in  this 
Claim  i  he  has  claimed  a  third  element  of  combination,  namely,  the  blocks,  beds 
or  supports.  Of  course  it  is  obvious  that  he  could  not  claim  every  kind  of  block, 
bed  or  support  for  supporting  a  pivoted  tool  holder  at  the  required  angle,  and  40 
he  therefore  limits  himself  to  ^*  the  blocks,  beds  or  supports  for  supporting  the 
^  said  pivoted  tool  holder  at  the  required  angle  substantially  as  described  and 
"  illustrated  herein."  Then  the  fifth  claim  is  in  these  terms :  "  In  a  road- 
'^  breaking  machine  a  frame  carrying  tool  holders  arranged  to  slide  vertically 
"  in  guides  substantially  as  herein  described  and  illustrated."  There,  there  is  a  45 
claim  for  the  frame  by  it«elf ,  but  again  qualified  by  the  words  *'  substantially 
^'  as  herein  described  and  illustrated."  I  think  I  must  read  the  fifth  claim  in 
the  claiming  part  of  the  Specification  in  conjunction  with  the  describing  part,  in 
which,  as  I  have  already  pointed  out,  the  Patentee  says  that  the  machine  consists 
essentially  of  the  block  carrying  the  tools  made  to  rotate  for  the  purpose  which  50 
he  describes,  namely,  of  lowering  the  working  tools  on  the  one  side  and  raising 
the  non-working  tools  on  the  other  side. 

The  construction  which  I  think  I  must  put  upon  this  Specification  is  that 
which  I  have  already  indicated,  namely,  that  the  Patentee  claims  a  combination. 
I  do  not  think  any  one  part  of  it  can  be  said  to  be  new  in  itself.     It  is  a  55 
combination  of  several  old  mechanical  contrivances,  the  essential  object  of  which 
is  to  allow  the  working  tools  to  be  lowered  on  one  side  and  the  other  tools 
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to  be  raised  on  the  other  side,  combined  with  another  common  mechanical 
contrivance  for  raising  the  whole  body  with  the  tools  on  both  sides  of  the  tool 
holder  together. 

Now,  I  think,  if  I  were  to  hold  that  the  Plaintiff's  Specification  claimed  every 
5  means  by  which  the  pivoted  tool  holder  could  be  raised  vertically,  1  should  be, 
in  effect,  holding  that  the  Specification  was  such  that  it  would  have  been 
anticipated  by  some  of  the  previous  Specifications  which  have  been  referred  to. 
But  I  do  not  think  I  am  driven  to  construe  the  Specification  in  that  way.  I 
think  I  can  construe  it  more  favourably  to  the  Patentee,  and  in  such  a  way  as 

10  will  make  the  Patent  a  valid  Patent.  I  need  not  trouble  much  about  that, 
because  Mr.  Terrell  has  really  not  alleged  that,  properly  construed,  the  invention 
has  been  anticipated  ;  but  I  think  I  ought,  for  the  Plaintiff's  sake,  to  say,  that  I 
have  while  the  case  was  being  discussed  yesterday,  with  the  assistance  of  the 
witnesses,  carefully  considered  the  several  Specifications  that  were  referred  to. 

15  There  were  only  three  ;  BuUj/  of  1894,  Bomford^  and  Voysey,  and  ii  seems  to 
me  that  not  one  of  those  Specifications  is  an  anticipation  of  the  Plaintiff's 
machine.  The  idea,  I  take  it,  in  all  these  machines  was  that  the  whole  machine 
— so  far  as  it  bears  at  all  on  the  present  question — should  work  on  an  axis  and 
on  a  wheel.    There  was  no  vertical  arrangement,  and  it  seems  to  me  that  the  real 

20  difference  between  the  Plaintiff's  machine  and  the  alleged  anticipations  is,  that 
the  Plaintiff's  machine  is  what  one  may  call  a  vertical  machine,  as  distinguished 
from  a  rocking  or  rolling  machine.  I  hold,  therefore,  on  that  part  of  the  case, 
that,  construed  as  I  think  the  Specification  ought  to  be  construed,  the  Patent 
has  not  been  anticipated,  and  is  a  valid  Patent.    The  issue  of  utility  was  not 

25  really  raised,  but  I  think  there  can  be  no  doubt,  judging  from  the  evidence  I 

have  heard,  and  particularly  from  the  amount  of  use  to  which  this  machine  has 

been  put,  that  it  was  a  very  great  improvement  on  all  previous  road-breaking 

machines. 

Now  1  come  to  the  Defendant's  machine.    The  Defendant's  machine  is  also  a 

30  vertical  machine;  of  that  there  can  be  no  doubt.  Therefore,  in  that  respect  it 
is  like  the  Plaintiff's  machine.  It  is  vertical,  as  distinguished  from  those  in 
which  the  tools  are  set  more  or  less  on  the  periphery  of  a  circle,  as  was  the  case 
in  the  other  anticipating  machines.  The  Defendant's  machine  is  of  this  nature. 
It  consists,  first,  of  an   outer  frame   of  iron  with  a  cross-bar  or  cross-piece 

35  at  the  top,  through  which  is  inserted  a  vertical  screw  operated  by  a  horizontal 
wheel,  not  a  vertical  wheel  like  the  Plaintiff's,  but  the  ordinary  horizontal 
wheel  by  which  it  is  turned  on  the  top  ;  and  to  the  bottom  of  the  screw, 
attached  loosely,  is  an  iron  frame,  first  of  all,  with  straight  sides,  then  widening 
out  into  a  roughly  pyramidal  shape,  and  at  the  bottom  of  that  frame  on  either 

40  side  are  fixed  the  tools.  That  frame  is  hung  from  the  vertical  screw  in  such  a 
way  that  it  is  loose.  It  is  not  attached  to  it  in  the  sense  that  it  and  the  screw 
together  form  one  rigid  piece.  It  is  hung  on  a  washer  and  nut  at  the  bottom 
of  the  screw  ;  it  is  capable  of  being  raised  and  lowered  by  the  operation  of 
the  screw,  which  itself  runs  through  a  worm  hole  in  the  frame.    But  it  seems 

45  to  me  that  the  essence  of  the  Defendant's  machine  is  that  that  frame  or 
contrivance  which  carries  the  tools  is  not  rigid.  That  non-rigidity  is  achieved 
by  two  means  ;  first,  that  it  is  hung,  as  I  have  said,  loosely  on  the  washer  and 
nut  at  the  bottom  of  the  vertical  screw,  so  that  it  is  capable,  without  the  raising 
or  lowering  of  the  vertical  screw,  of  itself  being  raised  up  and  down  upon 

50  it  like,  as  somebody  said,  a  cylinder  with  a  loose  fitting  piston,  and  that  raising 
and  lowering  is  controlled  in  two  ways,  first,  by  spiral  springs  which  tend  to 
keep  the  frsune  down,  and,  secondly,  by  the  two  sides  of  the  outer  part  of 
the  maqhine  which  keep  this  frame  or  tool  holder  from  being  forced  out  of 
the  perpendicular  beyond  a  certain  space.    Now  the  machine  has  been  care- 

55  fully  examined  and  measured,  and  it  is  found  that  the  result  of  the  springing 
action  is  this  :  that  the  total  swing  Df  one  of  the  machines  which  was  seen  in 
the  yard,  the  total  arc  of  swing  so  to  speak — the  total  space  through  which 
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the  tool  holder  can  be  swang  within  the  frame  is  Ifths  of  an  inch,  with  the 
result  that  when  the  working  tools  are  resting  on  the  surface  of  the  road,  the 
non-working  tools  are  an  inch  above  the  surface.  That  is  automatic  in  the 
Defendant's  machine.  It  is  not  fixed  by  the  operator  at  a  certain  angle,  as  is 
done  in  the  Plaintiff's  by  moving  a  lever  and  placing  the  tools  either  on  the  bed  5 
or  support  on  that  side,  or  on  the  bed  or  support  on  the  other  side,  but  it 
simply  acts  of  itself.  The  pressure — I  mean  in  the  Defendant's  machine, 
the  pressure  of  the  road  on  one  side  forces  the  other  side  against  the  side  of 
the  frame,  and  so,  to  the  extent  I  have  mentioned,  raises  the  tool  above 
the  road  ;  but  it  seems  to  me  that  the  object  which  the  Defendant  had  in  10 
view  in  making  this  non-rigid  machine  was  certainly  not  the  object  which 
the  Plaintiff  had  in  view.  I  think  the  object  which  the  Defendant  had  in 
view  was  to  do  that  which,  according  to  the  uncontradicted  evidence  of 
Mr.  Boyston,  he  attained.  It  may  be  a  good  object,  it  may  be  a  bad  one ;  I 
do  not  know  anything  about  that;  but  I  think  the  object  he  had  in  view  15 
was  to  allow  the  machine  automatically  to  yield  when  it  came  to  some  rather 
harder  substance  than  usual,  in  fact,  that  he  intended  to  leave  it  free,  whereas, 
if  the  Plaintiff  had  any  intention  at  all,  it  was  to  have  his  machine  rigid,  to 
fix  it  at  a  particular  angle  and  leave  it  there. 

Is  the  Defendant's  machine  an  infringement  of  the  Plaintiff's  machine  ?  20 
Mr.  Graham  says  it  infringes  Claim  3,  and  I  will  confine  myself  to  that.    He 
says  it  infringes  Claim  3,  because  it  has  a  frame  in  which  the  *'  tool  holder  is 
**  pivoted  ;  arranged  to  slide  vertically  in  guides  substantially  as  described  and 
"  illustrated  herein."    In  my  opinion  it  does  not  infringe  that  claim.    The 
claim,  as  1  have  already  pointed  out,  is  a  claim  for  the  frame  in  combination  25 
with  the  pivoted   tool  holder.     Now,  is  there  a  pivoted  tool  holder  in  the 
Defendant's  machine?    In  my  opinion  there  is  not.    There  is  certainly  no 
pivot ;  that  is  quite  plain  ;  but  is  there  the  mechanical  equivalent  of  a  pivot  ? 
In  my  opinion  there  is  not  the  mechanical  equivalent,  and  I  think  it  is 
suflacient,  in  order  to  explain  what  I  mean  by  that,  to  refer  to  what  I  have  30 
already  said,  namely,  I  think  that  whereas  the  pivot  effects  the  rigidity  of  the 
tool  holder  when  it  is  placed  at  the  required  angle,  the  Defendant's  contrivance 
avoids  rigidity,  and,  I  think,  purposely  avoids  it.     I  think,  therefore,  it  cannot 
be  said  to  be  a  mechanical  equivalent,  because  it  seemp  to  me  to  be  aiming  at  an 
object,  and  to  attain  an  object  which  is  not  contrary  to,  but  materially  different  35 
from,  the  object  sought  to  be  attained  by  the  Plaintiff's  machine.    Nor  do  I 
think — I  do  not  like  to  pass  it  by,  although  Mr.  Oraham  has  not  made  so  much 
of  it— that  Claim  5  is  a  claim  for  the  frame  alone,  but  it  is  for  a  frame  arranged 
to  slide  vertically  in  guides  substantially  as  herein  described  and  illustrated.    In 
one  sense,  no  doubt,  the  Defendant's  frame  is  arranged  to  slide  vertically  in  40 
guides,  that  is  to  say,  that  it  is  so  contrived  as  to  move  up  and  down,  but  I  do  not 
think  it  is  arranged  to  slide  vertically  in  guides  in  the  manner  mentioned  in  the 
Plaintiff's  Specification     Again,  on  this  part  of  the  case  I  think  if  I  were  to 
hold  that  the  Defendant's  machine  was  an  infringement  of  the  Patent,  I  should 
be  bound  to  hold  that  the  Patent  was  one  for  every  contrivance  by  which  45 
a  machine  of  this  kind  can  be  made  so  that  the  tools  can  be  raised  and  lowered, 
and  I  am  afraid  if  I  did  that,  I  should  be  driven  to  hold  that  the  Plaintiffs 
Patent  was  invalid. 

I  am  of  opinion,  therefore,  that  the  Defendant's  machine  does  not  infringe  the 
Plaintiff's  machine,  and  it  would  be  unnecessary  to  say  more  about  the  case  of  50 
Mr.  Hanson  \  but  as  the  point  has  been  raised,  I  ought  to  mention  that  I 
have  already  pointed  out  that  Mr.  Hanson  was  not  an  original  Defendant,  but 
was  added  by  amendment  on  the  21st  of  November  1903,  and  the  Plaintiff 
alleges  infringement  against  him  prior  to  the  commencement  of  the  action, 
which,  of  course,  he  was  bound  to  do.  The  only  evidence  that  I  can  find  put  55 
in  by  the  Plaintiff— and  the  Defendant  Hayison  elected  not  to  put  in  any 
evidence  on  his  own  behalf— consisted  of  certain  correspondence  beginning  in 
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Jnly  after  the  issue  of  the  Writ,  and  of  certain  conversations  which  were  said  to 
have  been  held  with  Mr.  Hanson  in  November  shortly  before  the  amendment, 
the  correspondence  and  these  conversations  being  said  to  amount  to  admissions 
on  the  part  of  Mr.  Hanson  that  he  had  used,  or  was  intending  to  use,  the 
5  invention.  Now  those  admissions  do  not  refer  to  any  date  at  which  the  alleged 
user  is  said  to  have  taken  place,  and  I  cannot  on  these  materials  hold  that  there 
is  any  evidence  againt  Mr.  Hanson  of  infringement  or  of  an  intention  to 
infringe  the  Patent  at  the  date  of  the  issue  of  the  Writ.  Therefore,  on  that 
ground,  as  well  as  on  the  main  issue  of  fact,  I  think  Mr.  Hanson  is  entitled  to 
10  succeed.  There  must,  therefore,  be  judgment  for  all  the  Defendants,  with  the 
costs  of  the  action.  Notwithstanding  that,  I  give  a  Certificate  that  the  validity 
of  the  Patent  came  in  question. 

As  to  the  Particulars  of  Objections,  a  Certificate  was  given  that  in  respect  of 
the  three  Specifications  of  Voysey^  Bomford^  and  Rutty  of  1894,  they  were 
15  reasonable  and  proper. 


In  thb  Court  of  Appeal. 

Before   LORDS  JusTiCBS  Vaughan  Williams,  Romkr  and  Cozbns-Hardy. 

June  1st  and  2nd,  1904. 

Nbostylb  Manufacturing  Company,  Ld.  v.  Ellam's  Duplicator 
20  Company. 

Passhig-of. — T^'ade  name  of  goods. — Description  of  accessories  fo^^  use  in 
connection  ivith  Plaintiffs*  ma^chiiie.^No  exclusive  right  in  Plaintiffs  to  name 
in  connection  tvith  accessories, — Judgment  for  Defendants. — Appeal  by  Plaintiffs 
dismissed. 

25  The  Neostyle  Manufacturing  Company,  which  traded  in  duplicating  machines 
and  manufactured  and  sold  accessories  for  use  tJierewithj  which  macJiines  and 
accessories  they  sold  under  tJie  name  '^  Neostyle^''  commenced-  an  action  to  restrain 
another  Company  from  pc^sing  off"  ink^  paper  ^  and  stationery  not  of  the  Plaintiffs* 
manufacture  or  merchandise  as  and  for  the  goods   of  the  Plaintiffs  by  the 

30  use  of  the  word  *'  Neostyle  "  or  otherwise^  and  from  infringing  their  Trade 
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Mark  "  NeostyU^^^  registered  in  Glass  39  in  respect  ofpaper^  *  stationery^  and 
bookbinding.  Befoi^e  f?ie  trial  the  Trade  Mark  was  ordered  by  the  Court  of 
Appeal  to  be  removed  from  the  Register  on  the  ground  that  the  Plaintiffs  had 
not  an  excltmve  right  to  tlie  word  "  Neostyle "  for  such  goods  (Neoetyle 
Manufacturing  Company's  Trade  Mark,  20  R.P.C.  SOS).  The  Defendants  5 
alleged  inter  alia  that  the  term  ^^  Neostyle  ^^  was  not  distinctive  of  the  Plaintijfs' 
goods  J  and  that  J  as  applied  to  paper ^  inky  and  accessories^  it  meant  that  such  papef% 
inky  and  accessories  were  suitable  for  use  in  the  "  Neostyle "  machine.  The 
Defendants  had  described  their  accessories  as  being  ^^  for  tlie  NeostyUj^  and  had 
used  the  term  ^^  Neostyle  Ink  "  in  a  catalogue  meant  for  the  trade^  and  two  10 
cases  of  sale  of  "  Neostyle  Ink  "  were  proved.  At  the  trial  the  Plaintiffs' 
adduced  evidence  to  establish  a  case  of  passing-off  by  means  of  the  tins  in 
which  tlie  Defendants  sold  their  "  ink  for  the  Neostyle^'^  which  tins  had  not 
in  all  cases  the  Defendants*  name  on  them.  It  was  held  at  the  trial  that^ 
although  the  word  "  Neostyle  "  had  become  identified  in  England  with  the  15 
Plaintiffs'  duplicating  machines^  they  had  never  had  any  exclusive  right  to 
tJie  word  in  connection  unth  duplicator  a^ccessories ;  that  the  Defendants 
might  sell  ink  and  paper  for  use  on  the  *'  Neostyle  '*  machine^  and  so  describe 
them,  provided  that  they  did  not  by  words  or  get-up  represent  their  goods  as 
those  of  the  Plaintiffs ;  that  there  had  been  no  passing-off  by  the  Defendants  ;  20 
and  that  the  Plaintiffs  had  failed  to  establish  a  case  entitling  them  to  an 
injunction  ;  but  the  Court  suggested  that  the  Defendants^  name  should  always 
appear  on  the  tins  of  ink  sold  by  them.  The  action  was  dismissed  with  costs. 
The  Plaintiff^  appealed. 

Held,  that  the   conclusion  of  fact  arrived  at  on  the  trial  ought  not  to  be  25 
disturbed^  and  the  appeal  was  dismissed  unth  costs. 

On  the  15th  of  July  1902  tlie  Neostyle  Manufacturing  Company,  Ld^ 
commenced  an  action  against  lilllam's  Duplicator  Company  claiming  an 
injunction  to  restrain  the  Defendants,  their  servants  and  agents,  from  in  any 
manner  passing  off  any  ink,  paper,  stationery,  or  other  requisites  not  of  the  30 
Plaintiffs*  manufacture  or  merchandise  as  or  for  the  Plaintiffs*  goods,  whether 
by  the  use  of  the  name  under  which  the  same  was  sold  or  otherwise  howsoever ; 
and  from  selling,  or  offering,  or  exposing  or  advertising  for  sale,  or  procuring  to 
be  sold,  any  such  goods  as  aforesaid  under  the  name  ''  Neostyle,**  or  under  any 
other  name  which,  by  colourable  imitation  of  such  name  or  otherwise,  was  35 
calculated  to  represent  or  lead  to  the  belief  that  such  goods  were  the  Plaintiffs* 
goods  ;  and  from  in  any  way  infringing  the  Plaintiffs*  registered  Trade  Mark 
No.  241,492,  and  for  other  relief. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged — (1)  that  they  were  a 
limited  Company,  which  carried  on  business  as  manufacturers  and  vendors  of  40 
stationery  and  similar  articles  ;  (2)  that  the  various  articles  manufactured  by 
or  for  the  Plaintiffs  and  sold  by  them  were  distinguished  by  them  from  all 
goods  of  a  similar  character  by  the  Trade  Mark  and  trade  name  *^  Neostyle,*' 
which  was  specially  invented  for  and  had  for  several  years  past  been  used  by 
them  and  their  predecessors  in  business  for  that  purpose,  and  such  name  4d 
indicated  exclusively  that  the  inks,  paper,  and  other  articles  of  stationery  sold 
thereunder  had  been  manufactured  by  or  for  the  Plaintiff  Company,  and  the 
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same  carried  their  guarantee  of  excellence  in  respect  of  the  make,  quality, 
and  style  of  the  goods ;  (3)  that  in  October  1901  the  PlaintiflE  Company 
obtained  registration  of  the  said  invented  and  distinctive  word  "  Neostyle," 
as  their  Trade  Mark  No.  241,492  in  respect  of  paper  (except  paper-han^ngs), 
5  stationery,  and  bookbinding  in  Class  39,  and  the  same  was  standing  on  the 
Roister  in  their  name* ;  (4)  that  the  Plaintiffs  had  expended  lar^e  sums  of 
money  in  advertising  their  said  goods  under  the  name  and  Trade  Mark  afore- 
said, and  by  reason  of  the  excellence  or  such  goods,  and  of  the  novelty  and 
distinctiveness  of  the  said  word  *'  Neostyle,"  and  of  the  Plaintiffs'  energy  and 

10  expenditure,  such  goods  had  become  and  were  well  known  to  the  public  under 
such  name  and  Trade  Mark  as  aforesaid,  and  anyone  who  asked  for  or  ordered 
"  Neostyle  "  ink,  paper,  stationery  or  the  like,  intended  and  expected  to  receive 
the  goods  of  the  Plaintiff  Company  and  no  others  ;  that  the  said  name  and  Trade 
Mark  were  of  great  value  to  the  Plaintiffs,  and  it  was  of  extreme  importance  to 

15  them  that  the  same  should  not  be  copied  or  imitated  by  others  ;  («5)  that  the 
Defendants,  who  carried  on  in  London  a  business  of  a  similar  character  to  the 
Plaintiffs,  had  recently  begun  to  offer  for  sale  and  sell  and  invoice  articles  of 
stationery  such  as  ink,  paper, and  the  like  under  the  said  name  "'Neostyle,"  and 
thereby  to  cause  such  goods  to  be  passed  off  and  sold  as  and  for  the  goods  of 

20  the  Plaintiff  Company  ;  that  previously  to  their  commencing  to  do  so  the 
Defendants  were  in  the  habit  of  selling  similar  articles  under  other  names,  and 
the  adoption  and  use  by  the  Defendants  of  the  said  name  *'  Neostyle  "  in  manner 
aforesaid  had  taken  place  with  full  knowledge  on  their  part  of  the  Plaintiffs' 
rights,  and   could  only  have  originated  in  a  desire  to  imitate  the  Plaintiffs' 

25  goods  ;  and  (6)  that  the  use  by  the  Defendants  of  the  said  name  '^  Neostyle  "  in 
manner  aforesaid  was  calculated  to  pass  off  their  goods  as  the  goods  of  the 
Plaintiffs,  and  that  the  Plaintiffs  had  suffered  damage. 

The  Defendants  by  their  Defence  alleged — (1)  that  the  term  "  Neostyle  "  was 
in  the  year  1889  invented  by  and  had   been  continuously   used  by  David 

*J0  Qestetner  to  indicate  penB,  ink,  paper  and  other  stationery  manufactured  and 
sold  by  him  both  in  this  realm  and  in  the  United  States ;  (2)  that  David 
Oestetner  was  not  the  predecessor  in  business  of  the  Plaintiff  Company,  and 
the  term  "  Neostyle  "  was  adopted  by  the  Plaintiff  Company  without  the  leave 
or  license  of  Qeatetner ;   (3)  that  the  term  "  Neostyle  "  was  not  distinctive  of 

t'iS  the  goods  of  the  Plaintiff  Company  as  alleged  or  at  all ;  (4)  that  there  were  no 
predecessors  in  title  of  the  Plaintiff  Company  ;  that  one  Klal^erj  who  was  for 
several  years  in  the  employment  of  Oestetner  in  the  United  States,  and  was 
afterwards  in  the  employment  of  the  Neostyle  Company  of  America  (a  Company 
formed  to  deal  in  the  goods  of  Qestetner  in  the  United  States)  left  the  employ- 

40  ment  of  the  said  Company  in  the  year  1899,  and  came  to  this  country  and 
purported  to  convey  to  the  Plaintiff  Company  the  right  to  use  the  name 
"  Neostyle " ;  that  Klaher  had  no  business  in  connection  with  the  term 
"  Neostyle  "  or  any  business  at  all,  and  had  no  power  to  grant  to  the  Plaintiff 
Company  the  right  to  use  the  term  **  Neostyle  "  and  no  business  to  convey  in 

45  connection  with  such  term  ;  (5)  that  the  word  "  Neostyle "  was  wrongly 
registered  by  the  Plaintiff  Company  as  its  Trade  Mark;  that  it  was  not 
invented  by  or  for  the  Plaintiffs,  but  was  a  word  in  common  use  in  the  trade 
to  describe  the  goods  of  Oestetner ;  (6)  that  the  said  word  "  Neostyle  "  was 
improperly  placed  upon  the  Register  by  the  Plaintiff  Company  and  should  be 

50  removed,  and  that  a  motion  to  the  Court  was  pending  in  which  Oestetner  was 
moving  to  rectify  the  Register  by  the  removal  of  the  said  mark  ;  (7)  that  if  the 

•  ThiB  mark  was,  however,  before  the  trial  ordered  by  the  Court  of  Appeal  to  be  removed  from 
the  Regrirter  (see  NeottyU  ManHfaoturlng  Campanfif  Trade  Mark,  20  R.P.C.  803)  on  the  jfround 
that  David  Oettetn^  had  certain  rif^hts  in  the  word  and  the  Plaintiffs  werenot  exclusively  entitled 
to  the  use  of  it« 
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Plaintiff  Company  had  by  reason  of  Trade  Mark  or  user  acquired  any  right  to 
the  term  "Neostyle,"  which  was  wholly  denied,  the  said  right  had  been  so 
acquired  in  connection  with  the  nse  by  the  Plaintiff  Company  of  the  said  term 
to  describe  a  particular  kind  of  copying  machine  manufactured  and  sold  by 
them  and  no  further  or  otherwise  ;  (8)  that  in  connection  with  the  said  copying  5 
machine  paper  of  a  suitable  size  and  quality,  and  ink  of  a  suitable  quality,  and 
other  stationery  of  a  suitable  size  and  quality  was  used  ;  (9)  that  the  Defendants, 
who  were  manufacturers  and  sellers  of  paper,  ink,  stationery  and  copying 
accessories  suitable  for  all  classes  of  copying  machines,  described  the  ink, 
paper  and  accessories,  so  sold  by  them  for  use  with  each  different  kind  of  10 
copying  machine,  as  paper,  ink  or  accessories  for  such  and  such  machine,  and 
inter  alia  paper,  ink  and  accessories  for  use  in  the  ^'  Neostyle ''  machine  was  so 
described,  or,  shortly,  was  described  as  **  Neostyle  "  paper  ink  or  accessories, 
the  term  ** Neostyle'*  being  the  abbreviated  title  by  which  the  Plaintiffs' 
copying  machine  was  commonly  known ;  (10)  that  the  term  "  Neostyle "  as  15 
applied  to  paper,  ink  and  accessories  did  not  mean  that  such  paper,  ink  or 
accessories  were  manufactured  by  the  Plaintiff  Company,  but  that  such  paper 
ink  and  stationery  were  suitable  for  use  in  the  "  Neostyle  "  machine  ;  (11)  that 
the  use  of  the  term  "  Neostyle  "  in  connection  with  paper,  ink  and  stationery, 
in  the  meaning  set  out  in  the  preceding  paragraph,  was  common  to  the  whole  20 
trade  in  typewriting  and  copying  machine  accessories,  and  such  term  was  used 
by  the  whole  trade  with  such  meaning,  and  the  use.  of  the  said  term  in  the  said 
connection  was  so  understood  by  the  whole  trade  and  public,  and  no  person  had 
or  could  be  deceived  into  believing  that  by  such  use  of  the  term  "  Neostyle  " 
the  goods  manufactured  by  the  Plaintiff  Company  were  intended,  nor  could,  25 
nor  had  the  goods  of  the  Defendants  been  passed  off  as  the  goods  of  the 
Plaintiffs  by  any  such  use  of  the  term  "Neostyle";  (12)  save  as  therein 
admitted  the  Defendants  denied  each  and  every  of  the  facts  alleged  in  the 
Statement  of  Claim,  as  if  the  same  were  specifically  denied. 

The  action  was  tried  by  Byrney  J.,  who,  on  the  21st  of  December  1903,  30 
delivered  judgment,  holding  that,  although  the  word  "  Neostyle "  had  become 
identified  in  England  with  the  Plaintiffs'  duplicating  machines,  they  had  never 
had  any  exclusive  right  to  the  word  in  connection  with  duplicator  accessories ; 
that  the  Defendants  might  sell  ink  and  paper  for  use  on  the  "Neostyle" 
machine,  and  so  describe  them,  provided  that  they  did  not  by  words  or  get-up  35 
represent  their  goods  as  those  of  the  Plaintiffs  ;  that  there  had  been  no  passing-off 
by  the  Defendants ;  and  that  the  Plaintiffs  had  failed  to  establish  a  case  entitling 
them  to  an  injunction;  but  the  Court  suggested  that  the  Defendants'  name 
should  always  appear  on  the  tins  of  ink  sold  by  them.  The  action  was  dismissed 
with  costs  (ante^  p.  185).  40 

The  Plaintiffs  appealed. 

Astburyj  K.C.,  and  L.  B.  Sebastian  (instructed  by  C.  Urquhart  Fisher) 
appeared  for  the  Appellants ;  T.  Terrell,  K.C.,  P.  O.  Lawrence,  K.C.,  and 
A.  J.  Walter  (instructed  by  Pritchard,  Englejield  A  Co.)  appeared  for  the 
Defendants.  45 

Asthui^,  K.C.,  for  the  Appellants,  stated  the  facts,  and  continued : — Our 
case  is  tl]^t  the  Defendants  have  fraudulently  passed  off  their  goods  as  ours  ; 
if  this  is  so,  it  does  not  matter  that  the  Plaintiffs  have  not  the  right  to 
the  exclusive  use  of  the  term  "Neostyle,"  but  we  contend  that  in 
this  country  "Neostyle"  means  the  Plaintiffs'  goods.  In  Neostyle  Mann-  50 
facturing  Company's  Trade  Mark  (20  R.P.C.  803)  the  Trade  Mark  was  struck 
off  on  the  ground  that  under  it  the  Plaintiffs  might  have  stopped  Oestetner 
doing  what  he  was  entitled  to  do.  We  admit  that  he  has  sold  extensively  in 
England,  though  not  under  the  name  "Neostyle."  The  evidence  is  that 
'*' Neostyle"  in  England  means  the  Plaintiffs'  goods,  and  the  Defendants'  55 
witnesses  admitted  that  "Neostyle"  goods  mean  the  Plaintiffs'  goods.    The 
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mere  &ct  of  Qestetner  having  put  the  caution  referred  to  in  the  judgment  of 
Byrne,  J.,  on  his  paper,  but  without  selling  it  as  "  Neostyle,"  paper  does  not 
prevent  the  Plaintiflb'  succeeding  if  **  Neostyle "  means  in  the  trade  the 
Plaintifb'  goods,  Qestetner  sold  "  Cyclostyle  "  paper,  not  "  Neostyle."  The 
5  "  Neostyle "  caution  was  only  put  on  by  Oestetner  for  the  purposes  of 
America.  The  Defendants'  machine  is  EUum's  Duplicator,  and  they  sell  paper 
for  that  and  also  "  for  the  Neostyle."  [Vactghan  Williams,  i..7.— This  is 
an  action  for  passing-off  alleged  to  be  effected  by  means  of  certain  similarities, 
what  are  they  ?]     The    substantial  case  is  that  of  similarity    of   name,  the 

10  Defendants  are  selling  their  goods  as  "  Neostyle  "  goods  ;  the  part  of  the  case 
as  to  the  ink  tins  is  for  the  purpose  of  showing  fraud  ;  if  the  Defendants  are 
fraudulently  passing  off  their  goods  as  the  Plaintiffs'  by  whatever  means  they 
do  it  the  Court  will  restrain  them.  [The  evidence  was  referred  to.]  In  his 
evidence  Ellam  claimed  the  right  to  sell  "Neostyle"  paper  and  "Neostyle" 

15  ink,  but  said  at  first  that  he  did  not  sell  it.  [ROMBR,  L. J.— Byrne,  J., 
found  in  his  judgment  that  he  does  not  so  sell  it.]  At  least  one  case  of 
sale  by  the  Defendants  of  "Neostyle"  ink  was  proved.  The  judgments  of 
the  Court  of  Appeal  (20  R.P.C.  803)  had  a  great  deal  of  effect  on  the  mind  of 
Byrne,  J.,  but  the  question  is  one  of  &ct  whether  the  word  "  Neostyle  "  in  this 

20  country  means  the  Plaintiffs'  goods.  Ellam  could  not  have  got  our  mark 
struck  off.  Oestetner  was  in  feet  under  contract  to  export  his  "  Neostyle " 
paper  to  America  ;  no  actual  sale  of  it  in  this  country  by  Oestetner  was  proved 
in  the  Trade  Mark  case.  [The  judgments  in  the  Trade  Mark  case  were  read.] 
The  decision  in  that  case  does  not  prevent  the  Plaintiffs  succeeding  here.   The 

25  Trade  Mark  was  taken  off  the  Register  because  «t  would  prevent  Oestetner 
making  and  exporting  under  the  name.  The  Plaintiffs  are  not  attempting  or 
claiming  to  stop  him  from  so  doing.  The  only  effect  of  the  Trade  Mark 
decision  was  that  there  was  a  certain  limitation  of  the  Plaintiffs  exclusive 
right  which  prevented  registration.    It  in  no  way  prevents  the  Plaintiffs  from 

30  succeeding  in  this  action.  [The  judgment  of  Lord  Herschell  in  Reddaway  v. 
Banham,  (13  R.P.C.  218)  was  referred  to.]  It  it  immaterial  how  the 
Defendants  pass  off  their  goods  as  the  Plaintiffs,  if  they  do  so.  Here  the 
conduct  of  the  Defendants  in  relation  to  the  tins  shows  fraudulent  intent; 
why  did  they  not  put  their  own  name  on  the  tins  ?    [ROMBR,  L.J. — Byrne,  J., 

85  deals  with  that  point  in  his  judgment.]  It  was  only  one  way  in  which  they 
might  have  distinguished,  and  it  was  not  for  us  to  suggest  it.  [ROMBR,  L J". — 
There  is  no  evidence  of  actual  deception.]  Yes,  the  witness  Oeorge  gave 
evidence  on  that  point ;  and  also  the  witness  Hanger,  [RoMSR,  L.J. — If 
there  is  no  actual  passing-off,  is  not  your  only  point  that  they  are  selling 

40  goods  which  third  persons  may  pass  off  as  those  of  the  Plaintiffs  ?]  The 
Defendants  have  followed  what  the  Plaintiffs  do  in  several  steps,  and  we 
contend  that  their  conduct  is  fraudulent.  Also  the  evidence  shows  that 
"  Neostyle "  means  the  Plaintiffs'  goods,  and  that  the  Defendants  claim  to 
sell  their  goods  under  that  name.    The  Defendants  sell  as  retailers  as  well  as 

45  being  manufacturers,  and  in  one  case  they  offered  to  give  a  better  discount  for 
"  Neostyle "  goods  than  the  Plaintiffs  would  give.  We  do  not  say  that  the 
Defendants  cannot  use  the  word  "Neostyle,"  but  they  must  suflBciently 
distinguish.  "Neostyle"  without  the  Defendants'  name  may  deceive. 
Substantially   the   Plaintiffs   succeeded  as  to  that,  but  have   been   made    to 

50  pay  all  the  costs.    The  Plaintiffs  were  as  of  right  entitled  to  the  terms  which 
Byrne,  J.  suggested. 
Counsel  for  the  Respondents  were  not  called  on. 

Vaughan  Williams,  LJ, — Mr.  Asthury  has  addressed  us  at  some  length,  I 
not  say  at  unnecessary  length,  in  a  very  difficult  case.    People  who  have  put  a 

55  Trade  Mark  on  the  Register  and  then  have  to  submit  to  have  tliat  Trade  Mark 
removed  from  the  Register,  because  it  ought  never  to  have  been  there,  not 

2  z 


574  REPORTS  OF  PATENT,  DESIGN,       [Sept  21, 1904. 

NeostyU  Manufacturing  Company^  Ld.  v,  EUanCa  DupliccUor 

Company. 

unnaturally  find  themselves  in  a  somewhat  difficult  position.  I  entirely  agree 
with  Mr.  Asthury  that  there  is  no  ground  for  saying  that  because  the  word 
'^  Neostyle  ^^  has  been  removed  from  the  Register  at  the  instance  of 
Mr.  Gestetner,  it  follows  that  the  word  "  Neostyle  "  is  not  identified  more  or  leas 
with  the  goods  of  the  Plaintiff  Company.  On  the  contrary,  I  think  it  is  quite  5 
open  to  the  Plaintiff  Company  to  show  that,  notwithstanding  the  removal  of  the 
word  "  Nepstyle  "  as  a  Trade  Mark  from  the  Register,  *'  Neostyle  "  has  come  in 
the  trade  to  be  understood  as  referring  to  goods  of  the  Plaintiff  Company's 
manufacture,  and,  indeed,  I  understand  Mr.  Ellam  to  say  that  that  is  so.  But  it 
would  be  utterly  wrong  to  say  that  the  position  of  the  Plaintiff  Company  is  10 
that  they  have  an  exclusive  right  in  the  word  "  Neostyle  "  of  such  a  character 
that  they  could  prevent  anybody  else  using  that  word  in  connection  with  this 
class  of  goods.  That  is  not  their  position,  but  they  have  a  right,  which 
is  a  common  law  right,  that  no  one  shall  rob  them  of  their  trade  by  passing  off 
his  goods  as  the  goods  of  the  Plaintiff  Company,  and  the  more  the  word  15 
"  Neostyle  "  is  identified  with  the  Plaintiff  Company's  goods  the  stronger  is  the 
inference  to  be  drawn  from  the  user  of  that  word  as  a  piece  of  evidence  going 
to  establish  a  case  of  passing-off.  That  is  the  case  that  Mr.  Astbrn^y  had 
to  cope  with.  There  is  not  an  exclusive  right  in  the  Plaintiff  Company  to 
this  word  *'  Neostyle " ;  the  word  "  Neostyle  "  is  no  longer  on  the  Register,  20 
but,  on  the  other  hand,  the  word  "  Neostyle  "  must  not  be  used  by  any  rival 
trader  as  part  of  a  scheme  to  rob  the  Plaintiff  Company  by  representing  that 
the  goods  of  this  trader  are  the  goods  of  the  Plaintiff  Company,  and  so  passing 
them  off, 

I  am  not  at  all  inclined^  to  say  here  that  there  is  no  evidence  in  support  25 
of  Mr.  Astbury^a  case  ;  I  think  that  there  is  some  evidence  in  support  of  it. 
That  evidence  consists  of  the  evidence  of  a  man  and  a  boy.     I  wish  to  say 
something  about  what  it  is  necessary  to  prove  in  a  passing-off  action.    At 
common  law  deceit  was  always  the  basis  of  the  action,  but  it  is  not  necessary, 
and  never  was  necessary,  even  at  common  law,  that  the  Plaintiff  should  at  30 
the  trial  of  the  action  prove  the  extent  to  which  there  had  actually  been  a 
p&ssing-off.    He  could  always  do  that  by  a  reference  to  Chambers  afterwards. 
It  was  sufficient  that  he  should  prove  before  the  Jury  a  course  of  business 
which  was  calculated,  to  the  knowledge  of  the  defendant,  to  cause  his  goods 
to  be  passed  off  in  his  business  as  if  they  were  the  Plaintiff's  goods.    I  do  not  35 
think,  therefore,  that  the  mere  fact  that  there  is  only  the  evidence  of  these  two 
witnesses  prevents  the  Plaintiffs  having  a  case. 

What  is  the  state  of  things  here  ?    Having  regard  to  the  evidence  about  the 
connection  of  the  word  "  Neostyle  "  with  the  Plaintiffs'  business,  it  seems  to  me 
that  the  word  ^'  Neostyle  "  was  a  word  which  the  Defendants  must  have  known  40 
when  they  used  it  might  mislead  unless  they  were  very  careful.    The  word 
''  Neostyle  "  as  used  is  an  ambiguous  word.    It  might  mean  that  the  goods  were 
goods  intended  to  be  used  with  a  Neostyle  machine,  a  Neostyle  pencil,  or  it 
might  mean  that  the  goods  were  manufactured  by  the  Neostyle  Company  ;  and 
when  an  honest  trader  is  dealing  with  a  word  of  that  sort  he  must  know  that  45 
there  is  some  risk,  and  if  he  wishes  to  do  his  business  fairly  he  will  try  and  avoid 
that  risk  as  much  as  he  can ;  and  it  has  been  suggested  here  that  the  Defendants 
ought  to  have  added  '*  Manufactured  by  Ellam  A  Co.^^'  or  some  words  of  that 
sort,  which  would  have  prevented  any  possibility  of  deception.    They  seem  now, 
through  their  Counsel,  to  recognise  that  fact,  and  they  say  that  they  had  done  so  50 
for  some  time  before  the  trial,  and  that  they  expressed  their  intention  to  do  so 
at  the  trial  to  Mr.  Justice  Byme^  and  now  they  say  that  they  have  done  so,  that 
they  have  really  ceased  to  sell  anything  that  includes  in  its  description  the 
word  "  Neostyle  "  at  all.    If  they  really  have  done  that  they  have  done  it  very 
handsomely.    I  cannot  conceive,  however,  that  if  they  issue  catalogues  now  55 
and  in  their  catalogues  do  not  mention  the  word  ^*  Neostyle  "  at  all,  they  are 
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laying  themselves  out  very  much  for  that  particular  line  of  business.    But 
there  it  is. 

I  have  already  stated  that  it  is  impossible  to  say  that  there  is  no  evidence  in 
favour  of  the  contention  of  the  Plaintiff  Company,  but  after  all  this  was  a  question 
5  of  fact,  a  question  to  be  tried  by  Mr.  Justice  Byrne,  He  saw  and  heard  the 
witnesses  ;  he  had,  according  to  Mr.  Astbury,  the  enormous  advantage  of  hearing 
the  evidence  of  Mr.  Ellam^  who  Mr.  Astbury  says  was  a  witness  who  really  gave 
his  evidence  in  such  a  manner  that  it  was  not  easy  to  place  much  reliance  upon 
it ;  and  the  learned  Judge  who  had  all  that  to   take   into  consideration  has 

10  come,  on  the  whole,  to  the  conclusion  that  the  Plaintiffs'  case  has  not  been 
made  out.  I  can  quite  understand  the  way  the  learned  Judge  looked  at  it. 
Really,  so  far  as  the  carrying  on  of  the  business  is  concerned,  there  is  nothing 
but  the  fact  of  the  user  of  this  box  (a  box  which  has  been  got  up  in  form,  at  all 
events,  if  not  in  letter,  very  like  the  Plaintiff  Company's  box)  and  there  is  also 

15  the  evidence  of  those  two  witnesses.  Is  that  sufficient  to  make  out  that  the 
Defendants  so  conduct  their  business  that  they  are  likely  to  mislead  those  who 
deal  with  them  into  thinking  that  the  goods  that  they  buy  from  the  Defendants 
are  the  goods  of  the  Plaintiff  Company's  manufacture?  The  learned  Judge 
thinks  there  is  not  sufficient  here,  and  one  cannot  help  bearing  in  mind  that, 

20  although  the  box  of  the  Defendants  has  not  the  distinguishing  name  on  it  which 
Mr.  Astbury  suggests  it  ought  to  have,  it  has  a  great  deal  to  distinguish  it.  I 
cannot  suppose  myself  that  any  man  who  was  in  the  habit  of  buying  this  tin 
of  the  Plaintiff  Company  ''  Remove  the  lid  and  substitute  hinged  cover.  Always 
"  stir   thoroughly    when   dipping    brush.    Purple.    Neostyle  Manufacturing 

25  "  Company^  Ld.,  29,  Queen  Victoria  Street " — could  easily  suppose  that  he  was 
buying  the  same  thing  when  he  bought  a  box,  although  of  the  same  shape,  with 
the  label  **  Ink  for  the  Neostyle.  Blue.  Best  quality.  Odourless."  The  two 
labels  are  very  unlike  each  other.  At  all  events,  be  that  how  it  may,  in  my 
judgment  there  is  evidence  on  both  sides  here,  and  in  these  cases,  as  in  any  other 

30  case  when  there  is,  with  regard  to  a  mere  question  of  fact,  evidence  on 
both  sides,  one  ought  not  to  differ  from  the  conclusion  of  the  Judge  who  has 
seen  and  heard  the  witnesses  unless  there  is  a  very  strong  case  made  out 
independently  of  the  question  of  the  credibility  of  the  witnesses  on  the  one  side 
or  the  other.    So  that  on  the  whole  I  think  that  we  ought  not  to  disturb  the 

35  conclusion  of  fact  of  Mr.  Justice  Byrne. 

ROKBR,  L.J. — I  also  do  not  see  my  way  in  this  case  to  differ  from  the 
conclusion  arrived  at  by  Mr.  Justice  Byrne.  It  is  clear  that  the  Defendants  are 
entitled  to  sell  paper  and  ink,  manufactured  by  them,  described  as 
being  "for  the  Neostyle"   provided  that  by  the  get-up  of  those  goods  the 

40  Defendants  do  not  represent  such  goods  as  having  been  made  by  the  Plaintiffs. 
On  the  whole,  all  I  need  say  is  that  I  think  the  Plaintiffs  have  not  established 
that  the  goods  themselves,  as  they  are  sold  by  the  Defendants,  are  calculated  to 
deceive  merely  because  those  goods  are  not  marked  with  the  Defendants'  names 
as  manu&cturers,  seeing  that  the  get-up  of  the  goods  is  distinct. 

45  The  only  other  remark  I  need  make  is  this,  that  I  do  not  think  the  evidence 
of  the  two  witnesses  referred  to  by  Mr.  Justice  Byrne  in  his  Judgment  is 
sufficient  to  justify  this  Court  in  inferring  that  the  Defendants  have  in  fact  sold 
their  goods  as  and  for  goods  made  by  the  Plaintiffs.  In  the  result  that  is 
really  what  the  whole  case  comes  to.    I  think  the  Plaintiffs  have  failed  in 

50  establishing  such  a  case  as  would  justify  this  Court  in  giving  them  relief 
against  the  Defendants. 
C0ZBNS-HARDY,2iJ^.— I  agree. 

TerreU^  E.C. — ^The  appeal  will  be  dismissed  with  roosts  ? 
Vaughan  Williams,  L./.— Yes. 
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In  the  High  Court  of  Jcstiob.— Chancbry  Division. 

Before  Mr.  Justice  Warrington.  ' 

June  8th,  9th,  10th,  11th,  and  13th,  1904, 

HOMMBL  (trading  as  NicoLAY  &  Co.)  v,  GebrCdbr  Bauer  &  Co. 

In  the  Matter  of  the  Trade  Mark  "  HiBMATOGBN."  5 


Action  for  infringem&tit  of  Trade  Mark  and  for  passing-off. — Motion  to 
rectify  hy  striking  the  Trade  Mark  off  the  Register. — Passing-off  i%ot  established. 
— Descriptive  word. — Invention. — Action  dismissed. — Order  made  for  rectifi- 
cation of  Register. — Stay  refused. 

In  1890  Hommel,  the  Plaintiff  in  the  action^  first  sold  in  Germany  a  pro-   IQ 
prietary  medicine  which  he  called  "  Horamers  Ha^fnatogen  "  (later  **  H(ematogen 
^^ prepared  by  Dr.  Hommel ''),  tlie  name  ^*  Ha*tnatogen"  having  been  suggested 
to  him  by  a  friend  in  the  previous  year.     The  word  appeared  to  have  been 
applied  in  1888  to  a  similar  but  non-commercial  product  by  a  physiological 
chemist^  but  this  fact  wcm  not  known  to  the  Plaintiffs  although  he  admitted  that  15 
prior  to  1890  he  had  heard  of  the  word  used  (in  German)  as  an  adjectixye  but 
not  as  a  substantive.    In  1893  lie  introduced  his  product  on  the  English  market^ 
since  when  the  sales  had  rapidly  increased    without  a  rival.    In   1899  he 
registered  the  word  "  Hcematogen  "  as  a  Trade  Mark.    In  1902  a  Hamburg 
firm  commenced  to  sell  a  similar  product  under  the  name  "  BcemcUogen^^  and  20 
this  was  introduced  on  t?w  English  market  by  the  Defendants.    The  Plaintiff 
commenced  an  action  for  infringem^ent  of  his  Trade  Mark  and  for  ^^  passing-off^^^ 
his  complaint  being  confined  to  the  word  "  Ha^matogen  "  and  not  extending  to 
the  "  get-up  "  of  the  goods.    The  Defendants  moved  to  rectify  the  Register  of 
Trade  Marks  by  stHking  off  the  word.  25 

Held,  on  the  Motion^  that  the  Trade  Mark  was  not  an  "  invented  word  '• 
within  the  meaning  of  section  64  of  the  Patents  Ac.  Act^  1883  to  1888^  and  must 
therefore  be  struck  off  the  Register, 
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Held,  in  the  Action — (i)  that  there  had  been  no  actual  or  attempted  ^^ passing^ 
"ojf"  by  the  Defendants;  and  {2)  that^  even  if  tJiere  had  been^  tJie  word 
"  Ecematogen  "  Jiad  not  acquired  such  a  secondary  meaning  as,  in  the  absence 
of  registration,  to  entitle  the  Plaintiff  to  relief    Action  dismissed  accordingly. 

5       Cellular  Clothing  Company  v.  Maxton  and  Murray  {16  E.P.C.  397 ;  LM.  (1899) 
A.C.  S26)  followed. 

Dr.  Adolf  Hommel^  trading  as  Nicolay  A  Co.,  at  Zurich,  in  Switzerland,  >va8 
the  manufacturer  and  proprietor  of  a  preparation  of  the  substance  known  as 
"Haemoglobin,"  and  which  he  had  for  many  years  sold  under  the  name 

10  **  Hssmatogen,"  and,  on  the  4th  of  May  1899,  he  registered  as  a  Trade  Mark,  in 
Class  3  in  respect  of  medicines  for  human  use,  the  word  ^'  Hasmatogen."  He 
commenced  an  action  against  Gebriider  Bauer  A  Co.,  trading  in  London,  for  an 
injunction  to  restrain  them  from  infringing  his  registered  Trade  Mark,  and  to 
restrain  them  from  "passing-off"  a  preparation  not  manufactured  by  the 

15  Plaintiff  as  and  for  the  Plaintiff^s.     The  Defendants  subsequently  gave  notice 

of  a  Motion  to  rectify  the  Register  of  Trade  Marks  by  expunging  therefrom  the 

Plaintiff's  Trade   Mark  "  HaBmatogen,"  on    the  ground    that  it  was  neither 

invented  nor  distinctive,  but  was  a  word  describing  the  goods. 

The  following  statement  of  the  facts  of  the  case  is  substantially  taken  from 

20  the  judgment  of  Mr.  Justice  Warrington,  who  tried  the  action  : — 

With  regard  to  the  history  of  this  word  it  appeared  that  in  the  year  1883  a 
German  doctor— a  chemist — named  Bunge,  by  certain  experiments,  discovered 
that  the  yolk  of  egg  contained  a  certain  organic  form  of  iron  which  he  rightly 
concluded  was  that  which  in  food  tends  to  the  formation  of  the  red  corpuscles 

25  of  the  blood.  In  the  year  1885  his  discovery,  in  the  shape  of  a  pamphlet, 
appeared  in  a  German  publication  called  the  "  Zeitschrift  fur  Physiologische 
"  Chemie,"  and  in  that,  in  announcing  his  discovery,  he  stated  that  he  proposed 
to  call  the  substance  which  he  had  thus  discovered  "  Haematogen,"  at  the  same 
time  pointing  out  that  he  was  not  quite  accurate  in  so  doing  inasmuch  as  it  did 

30  not  produce  blood  but  produced  the  red  corpuscles  of  the  blood,  and  it  would 
therefore  more  properly  be  described  as  "  Hasmoglobin,"  but  he  thought  that 
"  Haamoglobin  "  was  so  long  and  cumbersome  a  word  that  he  pref  eiTed  to  call  it 
"  Hasmatogen."  That  book  was  circulated  in  Germany  and  came  over  in  a 
German  form  to  England.    In  the  year  1887  he  published,  in  Germany,  a  book 

35  which  he  called  "  Text  Book  of  Chemical  Physiology,"  in  which  he  repeated, 
in  a  rather  more  elaborate  form,  the  discovery  which  he  conceived  he  had  made, 
and  again  stated  that  he  proposed  to  call  that  substance  which  he  had  discovered 
"  Haematogen."  That  book  was  translated  into  English  by  Dr.  Wooldridge, 
and  appeared  in  the  Engli^  form  in  the  year  1890.    That  was  the  first  trace  in 

40  that  physiological  form  in  which  the  word  "  Haematogen  "  is  found  in  England, 
although  it  had  appeared  earlier  in  a  journal  of  the  Chemical  Society  which  was 
published  in  the  year  1885.  Subsequently  to  tfaat  date  of  1890  the  word 
frequently  appeared  in  books  devoted  to  physiological  science  ;  for  example,  in 
1891,  in  Dr.  Foster's  "  Illustrated  Encyclopaedic  Medical  Dictionary,"  and  in 

45  Dr.  Halliburton's  "  Text  Book  of  Chemical  Physiology  and  Pathology,"  also  in 
1891 ;  and  in  the  year  1893  in  Dr.  Halliburton's  "  Student^s  Handbook  of 
Physiology,"  which  had  a  very  large  circulation ;  it  appeared  also  in  Kirk's 
"Manual  of  Physiology,"  edited  by  Dr.  Halliburton^  and,  in  1894,  in  an 
American  book  in  the  glossary  at  the  end  containing  a  list  of  uncommon 

50  names ;  and  it  appeared  subsequently  in  several  books  devoted  to  physiology 

and  to  Materia  Medica.    From  its  first  appearance  in  England  it  appeared  to 

^  have  been  used  by  physiological  lecturers  in  their  lectures,  and,  in  particulari 
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in  a  lecture  which  Dr.  Halliburton  gave  in  the  Royal  College  of  Physicians 
in  1891. 

The  Plaintiff's  goods  in  question,  which  were  first  sold  in  Germany  in  1890, 
were  first  sold  in  England  in  1893,  and  the  sales,  which  were  small  at  first, 
increased  year  by  year  as  a  result  of  the  outlay  in  advertisement  and  energy  on  5 
the  part  of  the  Plaintiff.  His  own  name  appeared  on  the  labels  of  the  bottles 
and  on  the  cartons  in  which  they  were  sold,  in  conjunction  with  the  word 
"Haematogen"  until  1902,  when  '' HommeFs  Haematogen"  was  altered  to 
*'  Hsematogen  prepared  by  Dr.  Hommel^  With  regard  to  the  adoption  of  the 
word  the  Plaintiff  deposed  that  in  1889,  when  he  had  never  heard  of  Bunge's  10 
user  of  it,  it  was  suggested  to  him  as  a  title  for  his  goods  by  a  friend  named 
Walter  (for  further  facts  as  to  this  see  the  judgment  below). 

In  1902  a  German  firm  named  Kohr,  of  Hamburg,  introduced  a  cheaper  form 
of  "  Haematogen  "  in  the  market,  their  product  containing  a  smaller  quantity 
of  haemoglobin  than  the  Plaintiff's,  but  being  made  and  sold  for  the  same  15 
purpose.  The  Defendants  Oebriider  Bauer  &  Go.  were  London  dealers,  who 
took  up  an  agency  for  the  sale  of  the  product,  and  secured  the  orders  referred  to 
in  detail  in  the  judgment. 

The  action  came  on  for  trial  before  Mr.  Justice  WARRINGTON  on  the  8th  of 
June  1904.  20 

H.  Terrell^  K.C.,  and  Sebastian  (instructed  by  J.  and  M.  Solomon)  appeared 
for  the  Plaintiff;  F.  G.  Norton,  K.C.,  and  F.  Watt  (instructed  by  Arthur 
Wintle)  appeared  for  the  Defendants. 

Terrell^  K.C.,  opened  the  Plaintiff's  case,  and  the  witnesses  on  both  sides  were 
then  heard.  25 

For  the  Plaintiff  evidence  was  given  by  Julius  Linky  of  Hedley  Jt  Go.,  and 
W.  J.  Patei/y  of  Roberts  A  Go.,  the  London  firms  of  chemists  who  by  the 
Plaintiff's  instructions  had  given  orders  to  the  Defendant ;  Dr.  Otto  Hehner, 
who  had  analysed  the  two  products,  and  stated  that  the  Defendants'  contained 
five  per  cent,  less  albumen  than  the  Plaintiff's ;  and  a  number  of  medical  30 
witnesses,  including  Dr.  David  Walsh,  editor  of  the  "Medical  Press  and 
"  Circular " ;  Dr.  William  Murrell,  physician  to  the  Westminster  Hospital ; 
Dr.  E.  O.  Younger;  Dr.  Bertram  Abrahatns,  lecturer  at  the  Westminster 
Hospital  ;  and  Dr.  S.  Sunderland.  The  trade  witnesses  included  Sir  Thomas 
Robinson,  of  Hayes,  Gunningham,  and  Robinson,  lA.,  of  Dublin ;  E.  Pickering,  35 
manager  of  Francis  Newbery  &  Sons ;  and  W.  H.  Thomas,  of  Wilcox,  Jozeau 
A  Go.,  trading  as  Foreign  Ghemists,  Ld. 

The  witnesses  called  by  the  Defendants  included  Dr.  W.  D.  Halliburton, 
professor  of  physiology  at  King's  College,  London  ;  Dr.  H.  W.  LyaU,  lecturer 
at  the  same  College ;  Dr.  R.  W.  E.  Mclvor,  director  of  the  Technical  Kesearch  40 
Laboratories,  London ;  Dr.  Victor  Ryan,  and  Miss  G.  Tfiomas,  a  teacher  of 
Swedish  physical  exercises ;  also  T.  E.  LescJier,  a  director  of  Evans,  Sons, 
Lescher  and  Webb,  Ijd,,  wholesale  druggists,  London  and  Liverpool.  References 
to  the  evidence  of  these  witnesses  will  be  found  in  the  judgment. 

At  the  close  of  the  evidence  the  Defendants'  Motion  to  i*ectif y  the  Register  45 
was  taken  as  opened. 

Terrell,  K.C.,  for  the  Plaintiff. — First,  as  to  the  Motion ;  since  the  decision  in 
the  "  Solio "  case  a  trader  may  choose  between  inventing  a  word  within 
subsection  (d)  of  section  64  (1)  of  the  Act  and  taking  a  word  which,  within 
subsection  {e),  has  no  reference  to  the  character  or  quality  of  the  foods —  50 
Re  Eastman  Photographic  Materials  Gompany^s  Trade  Mark  ("Solio"), 
15  R.P.C.  476  ;  L.R.  (1898),  A.C.  571 ;  Re  Linotype  Gompany's  Trade  Mark 
C'Tachytype"),  17  R.P.O.  380;  L.R.  (1900),  2  Ch.  238;  and  Re  Burroughs, 
Welcome's  Trade  Mark  ('*  Tabloid  "),  21  R.P.C.  217  ;  L.R.  (1904),  1  Ch.  736. 
In,  this  case  "  H;83matogen  "  is  an  '' invented "  word,    \NorUmy  K.O. — In  the  55 
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"Solio"  case  the  Lord  Chancellor  said  that  an  invented  word  must  not  be 
purely  descriptive  ;  it  must  not  be  only  a  description.]  It  is  enough  if  it  is 
"  invented."  [WARRINGTON,  J. — But  at  any  rate  it  must  have  been  invented 
by  the  person  seeking  registration  or  his  predecessors  in  title  ?]  Not  necessarily, 
5  as  is  pointed  out  by  Gozens-Eardy^  J.,  in  Re  Linotype  Company's  Trade  Mark 
("  Tachytype ")  {xibi  supra).  Here  the  Plaintiff  was  the  first  to  apply  to  a 
commercial  product  a  word  which  previously  had  been  applied  by  a  scientist  to 
an  obscure  museum-product,  and  so  was  known  only  to  a  few  physiologists. 
[Warrington,  J. — But  to  a  large  number  of  people  the  word  of  itself,  and 

10  quite  apart  from  Bunge's  experiments  would  mean  a  "blood-forming 
*'  substance."]  The  evidence  is  that  tJiey  only  so  knew  it  from  what 
Bunge  had  done.  What  the  Plaintiff  did  was,  in  1888,  to  take  the  name  which 
before  had  been  used  in  an  adjectival  sense  and  use  it  as  a  substantive, 
when  he  himself  had  never  heard  of  Bunge.    [Warrington,  J. — Suppose  that  a 

15  man  invents  a  word  and  delays  bringing  his  product  under  that  name  into  the 
market,  so  that  before  he  introduces  it,  it  has  become  common,  can  he 
then  register  it  as  "  invented  "  ?]  Without  going  so  far  as  that,  the  question  is 
as  to  the  state  of  knowledge  at  the  time  when  he  invented  it ;  there  must  be 
knowledge  of  traders  and  "men  in  the  street,"  not  merely  of  a  few  expert 

20  scientists.  Here  the  Plaintiff  has  not  merely  presented  his  invented  word  to 
the  public,  without  himself  using  it,  but  has  used  it  himself  from  the  start  and 
continuously,  so  as  to  acquire  a  property  in  it  which  is  not  created  by  regis- 
tration—(Jtfoiison  A  Co.  V.  Boehniy  L.R.  26  Ch.  D.  398,  405  ;  and  Re  Hudson^ 
3  R.P.C.  158 ;  L.R.  32  Ch.  D.  311,  325).    This  is  a  good  registrable  mark,  and, 

25  if  it  is  a  case  of  doubt,  the  Plaintiff  is  entitled  to  the  benefit  of  having  been  on 
the  Register  for  many  years  (Re  ChesebrougKs  Trade  Mark  ("  Vaseline  "),  19 
R.P.C.  352  ;  L.R.  (1902)  2  Ch.  1,  approved  on  this  point  by  Vaughan  Williams,  L.  J., 
in  Re  Burroughs  Wellcome  and  Co.'s  Trade  Mark  (  "  Tabloid  "),  ante,  217,  225  ; 
L.R.  (1904)  1  Ch.  736,  760).     Secondly,  as  to  the  passing-off,  the  Plaintiff  is 

30  entitled  to  relief,  even  if  he  fails  on  the  Defendants*  Motion,  although  the 
injunction  may  be  awarded  in  a  different  form.  [Warrington,  J.— Your 
difficulty  seems  to  me  to  be  that  your  reputation  has  been  obtained  in  great 
degree  by  obtaining  an  improper  registration.]  That  can  hardly  be 
when    the    word   registered    is    the    name    of  the  article    sold  under    it ; 

35  moreover,  the  fact  of  there  having  been  registration  of  a  Trade  Mark,  since 
expunged,  does  not  affect  the  case  as  to  passing-off  (Thompson  v.  Mont- 
gomery («  Stone  Ales"),  6  R.P.C.  409  ;  L.R.  41  Ch.  D.  35,  42  ;  8  R.P.C.  361 ; 
L.R.  (1891)  A.C.  217  ;  Powell  v.  BirmingJuim  Vinegar  Brewery  Company^ 
Ld.  ("Yorkshire  Relish"),  14  R.P.C.  720;  L.R.   (1897)  A.C.  710,  722,  727),  in 

40  which  latter  case  Lindley,  L.J.,  observed  that  it  mattered  not  that  the  injunction 
might  give  a  better  monopoly  (13  R.P.C.  235,  253 ;  L.R.  (1896)  2  Ch.  64)  ;  and 
in  that  case  the  injunction  went,  notwithstanding  a  clear  distinction  in  colour 
between  the  two  labels ;  see  also  Faulder  v.  Rushton  (20  R.P.C.  477),  and  the 
observations  of  Vaughan  Willia^ns,  L.J.,  in  Neostyle  Manufacturing  Company 

45  V.  Ellam's  Duplicator  Company,  ante,  p.  569.  The  result  of  the  Plaintiff's  well- 
advertised  and  increasing  trade  for  ten  years  is  that  anybody  else  who  comes  to 
sell  a  blood-producing  medicine  in  England  under  the  name  *•  HaBmatogen  "  is 
doing  that  which  is  calculated  to  deceive.  As  to  the  trade  for  India,  the  only 
evidence  is  that  ^'  Hsematogen  "  there  means  the  Plaintiff's  product,  and  it  is 

50  immaterial  whether  the  goods  are  meant  for  India  or  for  England  (Orr-Ewing 
A  Co.  V.  Johnson  A  Co.,  L.R.  13  Ch.  D.  450,  7  A.C.  219). 

Norton,  K.C.,  for  the  Defendants,  was  not  called  upon  as  to  the  Motion  to 
rectify.  As  to  the  passing-off,  the  Plaintiff  has  not  affirmatively  established 
that  ttie  word  "  Hsematogen "  has  a  secondary  meaning  within  such  cases  as 

55  Siegert  v.  FindUUer  ("Angostura  Bitters"),  L.R.  7  Ch.  D,  801,  and  Cellular 
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Clothing  Company,  Ld.  v.  Maxton  arid  Murray,  16  R.P.C.  397 ;  L.R.  (1899) 
A.C.  326.  The  "  Yorkshire  Relish,"  **  Stone  Ales  "  and  "  Silverpan  "  cases  are 
distinguishable  becaase  in  them  there  was  a  reputation  establishing  the 
secondary  meaning  before  the  registration  of  the  Trade  Mark  and  there  were  no 
rivals ;  here  there  is  no  evidence  of  such  prior  reputation  and  the  rivals  were  5 
kept  away  by  an  improper  registration.  Finally,  there  is  no  evidence  of  fraud 
whatever. 

Terrell,  K.C.,  in  reply. — This  word  has  acquired  a  secondary  meaning,  like 
"Camel-hair  Belting"  in  Beddaway  v.  Banham  (13  R.P.C.  218;  1896  A.C. 
199).    [Warrington,  J. — But  in  that  case  it  was  as  against  the  particular  10 
Defendant.]    No,  against  all  the  world  ;  for  the  word  was  held  not  to  be  open 
to  the  trade. 

Warrington,  J. — In  this  case  the  Plaintiff  claims  relief  against  the  Defen- 
dants under  two  heads  :  first,  he  seeks  relief  as  the  proprietor  of  a  Trade  Mark 
which  he  says  the  Defendants  have  used  ;  and  secondly,  he  alleges  that  the   15 
Defendants  are  seeking  to  pass  off  goods  in  which  they  are  interested  as  the 
goods  of  the  Plaintiff,  and  he  seeks  relief  on  that  ground. 

I  propose  to  deal  separately  with  these  two  questions.  The  Defendants, 
in  order  to  put  themselves  right  with  regard  to  the  Trade  Mark  part  of  the 
case,  have  moved  to  rectify  by  striking  the  Trade  Mark  off  the  Register,  20 
as  having  been  wrongly  inserted  therein  on  the  ground  that  the  word 
*«  Hsematogen  "  constituting  the  Trade  Mark  was  not  invented  by  the  proprietor 
of  the  same,  or  by  any  of  the  other  persons  under  whom  he  claims  ;  that  the 
word  was  not  first  used  by  him,  or  any  other  person  under  whom  he  claims ; 
that  the  word  is  not  invented  and  distinctive  ;  that  the  word  is  in  common  25 
use  in  Germany  and  elsewhere,  and  preparations  so  called  are  sold  by  various 
persons  ;  that  the  word  is  an  English  word  meaning  a  preparation  made 
from,  or  producing  blood,  or  is  such  English  word  with  a  slight  change  of 
termination;  and  that  the  only  part  for  which  registration  is  claimed  is  a 
common  English  affix.  30 

The  Trade  Mark  which  is  claimed  in  this  case  by  the  Pkintiff  is  the  word 
"  Hsematogen."  The  goods  in  respect  of  which  it  is  used  are  a  patent  or 
proprietary  medicine,  the  object  of  which  is  to  encourage  the  formation  of  the 
red  corpuscles  in  the  blood,  and  the  main  constituent  of  which  is  an  organic 
form  of  iron  found  in  many  food  stuffs,  but  which  in  this  particular  instance  is  35 
derived  from  bullocks'  blood. 

I  will  now  turn  to  the  Act  of  Parliament  in  order  to  consider  from  that  what 
it  is  that  I  really  have  to  decide.  The  material  section  in  this  particular  case  is 
section  64  of  the  Act  of  1883,  as  amended  by  the  Act  of  1888.  Before  I  read  the 
section  I  will  just  mention  this :  that  the  date  of  application,  and  therefore  the  40 
date  which  it  is  material  to  bear  in  mind  in  considering  these  questions  of  rdgis* 
tration,  is  the  4th  of  May  1899.  The  64th  section  of  the  Act  of  1883,  as 
amended  by  the  Act  of  1888,  so  far  it  is  material  for  the  present  purpose,  is  as 
follows  : — "  For  the  purposes  of  this  Act  a  Trade  Mark  must  consist,  or  contain, 
•*  at  least  one  of  the  following  essential  particulars."  Then,  passing  over  (a),  (6),  45 
and  ((?),  is  "  (d)  an  invented  word,  or  invented  words,"  or  **  (e)  a  word,  or  words, 
**  having  no  reference  to  the  character  or  quality  of  the  goods,  and  not  being  a 
«*  geographical  name."  I  get  rid  of  subsection  (e)  at  once.  It  has  not  been 
contended,  and  if  it  had  been  1  think  it  would  have  been  contended  without 
success,  that  the  word  "  Hsmatogen "  is  not  a  word  havingf  reference  to  the  50 
character  or  quality  of  the  goods.  It  seems  to  me,  dealing,  as  we  are  here,  with 
a  patent  medicine  intended  for  use  in  particular  diseases  in  which  there  i0 
a  defect  in  the  colouring  corpitsole.^  of  the  blood,  the  word  "Hflematogen"  has 
reference  to  the  character  or  quality  of  the  goods ;  and,  in  fact — and  that  was 
Qkdmitted  by  all,  I  think,  of  the  scientific  witnesses  who  were  called  on  behalf  55 
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of  the  Plaintiff — so  far  as  the  word  was  concerned,  the  signification  of  the 
word  is  a  blood  former,  and  the  formation,  of  blood  is  the  object  of  the 
particular  patent  medicine.  I  therefore  dismiss  that  subsection,  and  come 
to  consider  subsection  (rfj,  that  being  the  subsection  under  which,  if  at  all, 
5  the  Plaintiff  was  entitled  to  register  the  mark. 

Now  what  is  the  meaning  of  "  an  invented  word  ?  "  The  Act  itself  throws 
no  light  on  that  question.  It  simply  uses  the  expression  "  an  invented  word  " 
without  any  explanation.  Therefore  one  has  to  consider  it  outside  the  Act,  and  as 
far  as  one  can,  to  arrive  at  some  meaning.    In  the  first  place  it  means  a 

10  word  having  that  particular  qualification  "  invented."  A  vast  number  of  words 
— we  might  say,  putting  the  extreme  possible  case,  all  the  words  in  the  language 
— ^were  at  some  time  or  other  invented.  It  is  therefore  necessary  to  limit  the 
use  of  that  word  in  some  way.  I  think  that  is  clear.  Some  light  is  thrown 
upon  the  question  by  the  remarks  of  two  of  the  learned  Lords  in  addressing  the 

15  House  in  the  case  of  the  Eastman  Photographic  Materials  Company^  Ld.^ 
V.  Comptroller-General  of  Patents^  DesignSy  and  Trade  Marks  (15  R.P.C.  475  ; 
L.B.  (1898)  A.C.  571).  -  there  Lord  Herschell,  and  I  think  Lord  Macnaghten, 
both  used  the  expression  '^ newly  coined"  as  an  equivalent  expression  to 
"  invented."    Lord  Herschell  said  this  : — "  With  regard  to  words  which  are 

20  "  truly  invented — words  newly  coined — ^which  have  never  theretofore  been  used, 
"  the  case  is,  as  it  seems  to  me,  altogether  different ;  and  the  reasons  which 
"  required  the  insertion  of  the  condition  are  altogether  wanting."  The 
condition  which  is  referred  to  there  is  the  condition  which  would  prevent  one 
man  from  appropriating  common  words  in  the  language  and  making  a  monopoly 

25  of  them.  Then  he  said  : — "  If  a  man  has  really  invented  a  word  to  serve  as  his 
"  Trade  Mark,  what  harm  is  done,  what  wrong  is  inflicted,  if  others  be  prevented 
"  from  employing  it,  and  its  use  is  limited  in  relation  to  any  class  or  classes  of 
•*  goods  to  the  inventor  ?  "  Lord  Macnaghten  used  this  exproEsion  in  discussing 
what  is  meant  by  an  invented  word.    He  said  "  the  word  must  be  really  an 

30  "  invented  word.  Nothing  short  of  invention  will  do.  On  the  other  hand 
"  nothing  more  seems  to  be  required.  If  it  is  an  invented  word,  if  it  is  new 
*^  and  freshly  coined  (to  adapt  an  old  and  familiar  quotation),  it  seems  to  me 
"  that  it  is  no  objection  that  it  may  be  traced  to  a  foreign  source,  or  that  it 
^*  may  contain  a  covert,  and  skilful  allusion  to  the  character  and  quality  of  the 

35  •*  goods."  Therefore,  so  far  and  to  the  extent  to  which  I  have. referred,  I  think 
the  expression  used  in  the  speeches  of  these  two  learned  Lords  throws  a  little 
light  on  what  I  have  to  decide,  but  in  one  way  they  raise  a  fresh  difficulty. 
By  substituting  "  newly  coined  "  for  '*  invented  "  one  gets  in  the  element  of 
date — at  what  time  is  the  word  to  be  newly  coined  ?     I  will  deal  with  that 

^0  directly ;  but  dealing,  first  of  all,  with  the  expression  "  newly  coined,"  what 
must  one  find  in  order  to  hold  that  the  word  is  an  invented  word  ?  I  think  one 
must  find  this  :  that  the  word  did  not  exist  before.  I  do  not  mean  to  say  that 
because  by  searching  in  a  number  of  dictionaries  you  might  find  there  was  such 
a  word  in  some  obscure  corner — ^that  by  great  industry  you  might  discover  that 

45  such  a  word  could  be  found  that  would  prevent  a  word  from  being  an  invented 
word ;  but  substantially  it  must  be  a  new  word,  "  newly  coined,"  as  Lord 
Herschell  and  Lord  Macnaghten  said. 

Now  that  leads  one  step  further.  If  that  is  the  true  meaning  of  the  word 
"  invented,"  and  I  think  it  is,  it  must  not  be  an  old  word  which  is  now  used 

50  for  the  first  time  in  a  new  sense ;  it  must  not  in  my  opinion  be  an  adjective 
which  is  now  for  the  first  time  used  as  a  sub^J^antive.  That  is  not  inventing  a 
new  word,  but  is  merely  using  an  old  word  in  a  new  sense. 

Again,  this  seems  to  me  to  follow  from  the  fact  that  we  are  dealing  with  the 
part  of  the  Statute  which  relates  to  the  registration  of  Trade  Marks,  that  the 

55  word  must  be  invented  for  the  purpose  of  being  used  as  a  Trade  Mark.    Tq 
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talk  aboat  an  invented  word  in  the  abstract  does  not  seem  to  me  to  be  what 
is  meant  in  this  Act  of  Parliament.  This  Act  of  Parliament  is  intended  to  be 
a  code  regulating  Trade  Marks ;  this  particular  part  is  that  part  of  the  code 
which  regulates  the  registration  of  Trade  Marks.  I  think  therefore  the  word 
referred  to  there  as  an  invented  word  is  a  word  which  a  man  invents  for  the  5 
purpose  of  applying  it  as  a  Trade  Mark  to  his  particular  goods. 

Now  I  come  back  to  the  expression  "  newly  coined,"  which  was  used  by  both 
Lord    HerscJiell   and    Lord   Macnaghten    in    the    Eastman   case,  commonly 
referred  to  as  the  "Solio"  case.    'What  is  meant  by  "newly  coined"  ?    I  think 
it  must  mean,  at  all  events,  this — coined  for  the  first  time  for  the  purpose  10 
of  being  applied  to  the  goods  in  question.    I  think  it  must  mean  that  at  all 
events,  if  it  does  not  mean  more.     My  doubt  is  whether  it  ought  not  to  be 
held  further  that  it  means  newly  coined,  and  here  again  I  say  substantially 
newly  coined  at  the  date  of  the  application  for  registration.    I  do  not  mean  to 
decide  that ;  because  I  think  it  will  be  inferred  fipom  what  I  have  already  said  15 
when  I  come  to  deal  with  the  history  of  this  word,  that  I  have  quite  sufficient 
material  before  me  to  hold  that  the  word  was  not  an  invented  word  without 
going  so  far ;  but  my  present  inclination  is,  if  I  had  to  decide  it,  that  the  word 
must  be  newly  coined  at  the  date  at  which  the  application  for  registration  was 
made ;  and  again  I  say  substantially.    I  do  not  mean  to  say  that  it  must  be  20 
invented  on  a  particular  day,  or  even  within  a  week,  or  a  month  or  two,  or  even 
a  year.    I  do  not  mean  to  lay  down  any  time,  but  substantially  coined  for  the 
purpose  of  being  registered  as  a  Trade  Mark.    And  I  make  that  observation  for 
this  reason  :  it  occurs  to  one  at  once  that  if  the  other  view  were  to  prevail  a 
man  might  adopt  his  word,  and  it  might  get  into  common  use  not  merely  as  2<> 
applied  to  the  goods,  but  it  might  get  into  common  use  between  the  time  that 
he  first  used  it  and  the  time  when  he  applied  for  registration  ;  and  inasmuch  as 
registration,  though  it  does  not  create  a  monopoly,  does  do  that  which  enables  the 
person  who  claims  the  monopoly  to  enforce  it  by  legal  proceedings,  one  might 
he  enabling  a  person  in  that  way  to  establish  a  leg^ly  enf orcible  monopoly,  in  30 
a  word,  which  had  become  part  of  the  common  stock  of  the  English  language. 
However,  I  do  not  mean  to  decide  that.    It  is  quite  sufficient  for  my  purpose  if 
I  am  right  in  saying  that  the  word  must  be  adopted  for  the  purpose  of  applica- 
tion to  the  particular  goods,  or  in  other  words  for  the  purpose  of  its  use  as  a 
Trade  Mark.     And  when  I  say  for  the  purpose  of  its  use  as  a  Trade  Mark,  35 
I  mean  for  the  purpose  of  its  use  as  a  Trade  Mark  in  this  country. 

[His  Lordship  here  stated  the  facts  as  to  the  invention  of  the  word,  which  are 
above  set  out,  and  continued]  : — ^The  PlaintifE^s  goods  were  first  sold  in  England 
in  the  year  1893,  although  the  first  actual  reconl  in  figures  of  sales  produced 
at  the  trial  is  in  the  year  1894.  40 

There  is  another  fact  which  is,  it  seems  to  me,  a  most  important  fact  to  notice. 
Dr.  Hommel  stated  that  he  first  invented  the  word  in  the  year  1889  for  use 
with  the  patent  medicine  in  question  which  he  had  discovered  about  that  time, 
and  that  it  was  suggested  to  him  by  a  friend.  Dr.  WalteVy  and  be  admitted 
that  the  'Word  had  long  been  used  as  an  adjective  in  German  before ;  the  45 
adjective  nninflected  and  the  form  of  the  substantive  being  in  German 
identical.  Therefore,  when  it  was  first  used,  it  was  used  as  a  German  word ; 
and  it  was  identical  with  the  word  which,  according  to  Dr.  HommeTs  own 
statement,  had  been  long  known  as  an  adjective.  He  says  he  consulted 
Dr.  Walter.  [His  Lordship  here  read  from  the  evidence.]  "  He  proposed  to  50 
"me  the  word  ' Hsematogen,'  because  'Hsematogen'  is  a  very  long-known 
"  name ;  not  invented  by  Bunge\  but  known  only  in  an  adjectival  sense,  not 
"  as  a  noun  substantive."  Then  in  answer  to  the  question,  ^^Bunge  in  1883 
"used  the  word  'HsBmatogen' ?  "  he  replied,  "As  a  substantive;  but  it  is 
"  an  old  word  as  an  adjective."    Now,  therefore,  when  it  was  "invented" — I  am  55 
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using  that  word  in  inverted  commas — I  mean  when  it  is  alleged  that  it  was 
invented — ^it  was  a  German  word,  and  an  old  German  word.  Was  It  invented 
as  an  English  word  ?  I  agree  that  in  England  the  same  remark  does  not 
apply,  that  except  for  the  use  of  which  I  have  referred  to  there  was  no  common 
5  word  of  another  part  of  speech  corresponding  with  the  word  **  Hsematogen." 
Bnt  if  I  am  to  look  at  its  introduction  into  the  English  language,  the  earliest 
date  of  invention  that  one  can  take  is  the  year  1893.  If  I  am  to  regard  its 
invention  as  an  English  word  that  would  be  the  year  1893.  Now  by  the  year 
1893  it  seems  to  me  it  had  become  a  word  extensivelv  used  amongst  physio- 

10  legists,  amongst  persons  who  had  to  do  with  the  particular  science  to  which 
this  class  of  goods  was  directed,  and  I  think  that  being  so  I  am  entitled  to  say, 
without  going  so  far  on  as  the  year  1899  when  the  application  for  registration 
was  made,  that  if  invented  at  all  for  the  purposes  of  this  Trade  Mark  it  was 
first  invented  in  the  year  1893,  and  not  at  the  time  that  the  Plaintiff  first  used 

15  the  German  word  in  another  sense,  and  if  one  takes  the  year  1893  there  was 

sufBcient  use  of  the  word  in  England  before  that  date  to  justify  me  in  holding 

that  it  was  not  at  that  date  an  invented  word  within  the  meaning  of  the  Trade 

Marks  Act  of  1883. 

I  do  not  think  it  is  necessary  for  me  to  go  through  any  of  the  authorities 

20  which  were  cited  on  this  part  of  the  case.  I  have  referred  to  the  "  Solio  " 
case.  There  was  another  case  which  was  cited  to  me  called  the  "  Tachy- 
"  type "  case,  before  Mr.  Justice  Cozens-Hardy^  and  I  do  not  think  a  word 
that  I  have  hitherto  used  is  in  the  least  inconsistent  with  anything  that  he  said 
in  that  case.    In  each  case  the  Judge  who  has  to  determine  the  question  must 

25  determine  it  for  himself  on  the  facts  that  he  has  before  him,  and  in 
the  general  remarks  with  which  I  began  on  the  construction  of  the  Act 
I  do  not  think  I  have  said  a  word  which  was  inconsistent  with  anything 
which  Mr.  Justice  Gozens-Hardy  said  in  the  "Tachytype"  case,  and  I 
have  endeavoured  to  make  what  I  have  said  not  only  consistent  with  but  based 

30  upon  what  was  said  by  the  two  learned  Lords  in  the  House  of  Lords. 

I  hold,  therefore,  that  the  Plaintiff's  Trade  Mark  fails  and  ought  not  to  have 
been  registered,  on  the  ground  that  it  does  not  contain,  within  the  64th  section, 
that  which  is  the  essential  particular  for  the  purpose  of  this  Trade  Mark, 
namely,  an  invented  word. 

35  Now  comes  a  part  of  the  case  which  has  given  me  perhaps  more  difficulty,  if 
anything,  than  the  question  as  to  the  Trade  Mark.  It  is  said  that  the  Defendant 
has  passed  off  and  is  threatening  and  intending  to  pass  off  goods  not  the 
Plaintiff's  as  the  Plaintiff's  goods.  That  arises  in  this  way.  The  Plaintiff's 
Trade  Mark  was  registered  in  1899.    He  began  to  push  the  sale  at  about  the 

40  same  time.  He  has  advertised  it  very  largely  and  his  medicine  has,  I  gather, 
become  very  widely  known.  He  makes  it  up  in  what  are  commonly  called 
cartons,  which  have  on  the  one  side  the  Trade  Mark  "  Hsematogen  "  with  a  label 
underneath  it  on  which  until  recently  were  the  words  "  Doctor  of  Medicine — 
"  Adolf  HommeVs  Haematogen,"  and  more  recently  "  Prepared  by  Dr.  Adolf 

45  ^^  Rommel — Hasmatogen,"  but  in  either  case  the  name  of  Dr.  Hommel  appeared 

prominently  on  the  labels.    On  the  back  there  are  these  words  "  Directions  for 

•   "  using  Dr.  HommeVs  Haematogen."    That  appears  on  the  later  cartons  as  well  as 

on  the  earlier  ones.    The  bottle  has  a  label  upon  it  with  *^  Directions  for  using 

"  Haematogen  "  ;  and  it  has  also  embossed  "  Dr.  Adolf  HommeVs  Haematogen." 

50  Dr.  Hommel  advertised  his  goods  in  England.  I  have  not  had  a  copy  of  any 
advertisement  put  before  me,  but  it  is  admitted  that  the  advertisements  were 
also  under  the  name  of  "  Dr.  HommeFa  Haematogen."  Dr.  Hommel^  therefore, 
did  his  best  to  connect  his  name  with  the  product.  The  sales  have  steadily 
increased,  and  in  the  year  1902  it  seems  to  have  occurred  to  a  German  firm 

55  named  Kohr  of  Hamburg,  and  to  their  agents,  the  Defendants  Qehriider  Bauer 
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A  Co.,  that  they  might  usefully  introduce  into  this  market  the  cheaper  form  of 
'*  Hsematogen  ^'  manufactured  by  themselves.  This  also  is  manufactured  out  of 
bullocks*  blood  containing  the  ^^  Haemoglobin ' '  preparation,  or  the  iron  constituent 
rather,  of  blood  in  a  more  or  less  pronounced  degree  and  made  into  a  coloured 
fluid  very  much  as  Dr.  HommeVs  fluid  is  made,  and  in  June  1902  an  order  for  a  5 
sample  of  this  cheaper  form  of  "  HsBmatogen  *'  was  given  to  Messrs.  Bauer  by 
a  firm  of  chemists  named  Hediey  Jk  Go, 

There  is  some  dispute  as  to  what  took  place  at  the  interview  between  Mr. 
Link,  who  represented  Hediey  it  Go.y  and  the  Defendant  Mr.  Bather.    But  I 
think  this  at  all  events  is  certain,  that  Hediey  A  Go.  knew  perfectly  well  that  10 
what  they  were  going  to  have,  if  they  ordered  the  **  Hssmatogen "  in  this 
instance,  was  not  the  Plaintiffs  "  Haematogen,"  but  the  "  Hsematogen  "  manu- 
factured by  the  firm  of  Kohr  A  Co.    The  way  in  which  the  order  was  carried 
out  was  that  the  case  of  "  Hasmatogen  "  containing  a  dozen  bottles  was  invoiced 
to  Hediey  A  Go.  by  Kohr  in  Hamburg  free  on  board  at  Hamburg.    The  invoice  15 
itself  was  sent  to  Hediey  A  Co.  by  Bauer ^  the  agent,  but  Bauer  never  saw  the 
goods,  they  being  despatched  direct  from  Hamburg  to  Hediey  A  Go.    Those 
goods  consisted  of  a  dozen  bottles  of  Kohr^s  manufacture.    Each  bottle  was 
enclosed  in  a  carton  which  had  on  it  a  label  which  had  on  one  side  on  a  blue 
ground  printed  in  white  in  rather  eccentric  characters,  the  word  "  HsBmatogen  "  20 
with  some  German  writing  above  and  below.    It  is  enough  to  say  that  it  was  a 
label,  not  resembling  the  Plaintiff's  label  in  the  slightest  particular — as  different 
as  any  label  containing  the  word  "  Hsamatogen "  could  well  be.     Now  that 
order  was  followed  by  a  second  which  was  fulfilled  in  the  same  way.    In  those 
two  cases  as  I  have  already  observed,  beyond  transmitting  the  order  to  Hambuiig  26 
and  receiving  the  invoice  and  transmitting  the  invoice  to  Hediey  A  Go.y  the 
purchaser,  the  Defendant  Bauer  had  nothing  to  do  with  the  delivery  of  the  goods. 
In  the  year  1903  by  which  time  Bauer  had  ceased  to  be  the  agent  of  Kohr  A  Go. 
and  was  merely  acting  as  a  merchant  on  his  own  account,  he  received  on  the  Ist 
of  January  an  order  from  a  firm  named  Roberts  A  Go.,  chemists,  in  Bond  Street  30 
asking  him  (I  am  rather  amplifying  the  words)  to  send  by  bearer  one  dozen 
^'  Hsematogen  *'  unstamped.     It  is  agreed  on  all  hands  that  unstamped  meant 
not  having  the  stamp  required  for  a  patent  medicine,  and  therefore  that  the 
bottles  of  '*  Haematogen "  sent  according  to  that  order  could  not  have  been 
legally  disposed  of  as  whole  bottles  in  this  country  until  the  stamp  had  been  35 
affixed.    Now  that  order  was  fulfilled  by  Mr.  Bauer.    He  first  obtained  the 
goods  from  Kohr  A  Go.y  sending  to  them  a  letter  in  which  he  asked  them  to 
^'  send  us  promptly  a  case  containing  one  dozen  bottles  ^  Hsematogen '  16  per 
"  cent." — which,  by  the  way,  means  16  per  cent,  of  "  Haemoglobin  " — **  at  your 
•*  lowest  quotation.     These  are  intended  for  a  large  wholesale  chemist,  who  40 
^^  states  that  he  could  buy  large  quantities  of  your  ^  Hsematogen '  if  your  goods 
**  are  absolutely  identical  with  HommeVs  product."      He  obtained  the  goods 
from  Germany  and  they  sent  them  with  a  letter  in  these  terms  :    "  Herewith 
"  we  have  pleasure  in  handing  you  the  invoice  of  12  bottles  *  Haemoglobin  • 
"  your  order  of  the  1st  of  January  1903,  amounting  to  lbs.  6d.  against  which  45 
'^  remittance  will  oblige.    As  you  are  no  doubt  aware  the  name  *  Haematogen  *  is 
**  registered  in  England,  and  we  therefore  send  you  labels  separately,  without  any     - 
**  responsibility  oh  our  part.    But  we  guarantee  the  '  Haemoglobin '  to  be  equal 
"  in  quality  to  the  product  of  Dr.  Hommel.'^    He  then  states  what  discounts  he 
will  give  for  large  quantities  and  he  concludes  by  saying,  "  Awaiting  the  favour  50 
^^  of  your  esteemed  orders."    Now,  if  I  had  to  decide  whether,  assuming  that 
he  was  not  entitled  to  sell  the  goods  under  the  name  of  ^^  Hsematogen "  the 
Plaintiff  was  entitled  to  an  injunction,  I  should  have  some  difficulty  with  regard 
to  the  first  two  sales,  because,  according  to  the  authorities,  the  sale  was  not  by 
the  Defendant  at  all,  but  was  completed  by  the  delivery  by  Kohr  A  Co.  the  55 
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foreign  manufacturers  at  Hamburg,  and  with  regard  to  the  sale  to  Messrs. 
Roberts.  I  should  also  have  some  difficulty,  because  it  might  be  that  the 
Defendants  thought  that  as  the  goods  were  ordered  unstamped  were  not  to  be 
sold  as  whole  bottles  in  England,  but  were  intended  either  for  dispensing 
5  purposes  or  for  export.  As  at  present  advised,  if  I  had  to  decide  the  point  I 
should  come  to  the  conclusion  that  the  Defendants  did  at  that  time  intend,  if 
they  could  properly  use  the  word  "  Haematogen  "  to  use  it,  and  I  think  they  did 
intend  to  enable  Roberts  A  Co.^  if  so  minded,  to  use  the  word  themselves  ;  and 
if  I  had  to  come  to  the  conclusion  that  the  use  of  the  word  ^^  HsBmatogen  "  was 

10  improper,  I  should  have  to  grant  relief  against  the  Defendants.  But  that  is 
merely  my  present  impression.  I  did  not  call  upon  Mr.  Terrell  upon  it  nor  did 
I  hear  Mr.  Norton  very  fully  upon  it,  because  it  becomes  immaterial,  inasmucli 
as  in  my  opinion,  taking  the  most  unfavourable  view  possible  of  the  facts  of  the 
three  sales  to  which  I  have  referred,  I  do  not  think  there  was  any  passing-oflP, 

15   or  attempt  to  pass-off,  the  Defendants'  goods  as  the  Plaintiff's. 

In  the  first  place,  there  is  no  similarity  of  label ;  in  the  second  place,  there  is 
no  pretence  of  saying  that  tiie  immediate  purchaser  intended  to  pass  off  the 
goods.  He  made  it  as  plain  as  a  man  could  make  it  plain  that  the  goods  which 
he  was  selling  were  not  HommePs.    If  there  was  any  passing-off  at  all  it  must 

20  be  by  putting  into  the  hands  of  the  immediate  purchaser  the  means  of  deceiving 
an  ultimate  purchaser,  and  the  only  means  of  deceiving  an  ultimate  purchaser 
which  could  be  alleged  in  this  case  would  be  the  word  "  HaBmatogen.''  In  my 
opinion,  it  is  a  question  of  fact,  and  the  conclusion  of  fact  which  I  have  come 
to  is,  that  I  cannot  properly  hold  that  the  sale  of  another  drug  under  the  word 

25  "  Hffimatogen  "  would  of  itself  lead  to  the  belief  that  that  which  was  being  so 
sold  was  Dr.  HommeVs  **  Haematogen." 

Now,  I  must  inquire  a  little  more  closely  into  the  facts  relating  to  this 
product.  Of  course  it  is  said  (and  that  is  the  crucial  point  in  all  these  cases) 
that  the  word  "  Haomatogen  *'  has  acquired  a  secondary  meaning,  and  that  is 

30  really  the  question  I  have  to  decide.  But  can  it  properly  on  the  evidence 
before  me  be  held  to  mean,  a  blood-producing  medicine,  or  does  it  of  necessity 
to  people  who  are  dealing  in  it  mean  Dr.  HommeVs  blood-producing  medicine. 
Much  reliance  has  been  placed  on  the  fact  that  various  persons  in  the  trade  have 
told  me  that  the  word  "  HsBmatogen  "  by  itself  means  Dr.  HommeVs  "  HsBmatogen." 

35  Of  course  it  does.  Tip  to  the  present  time,  there  has  been  no  rival  "  HsBmatogen  " 
in  the  market,  and  of  necessity  therefore  the  word  "  Haematogen  "  means  Dr. 
HommeVs.  But  the  word  "  Haematogen,"  I  am  told  by  those  who  say  it  means 
Dr.  HommeVs  "  Haematogen,"  is  a  descriptive  word.  It  is  a  word,  I  think, 
denoting  a  blood-producer.    Dr.  Hommel  himself  has  endeavoured  to  connect 

40  it  with  his  name. 

Doctors  who  prescribe  it  prescribed  it  under  his  name  until  the  last  two  or 
three  years,  when,  by  its  increased  use  apparently,  it  has  become  better  known, 
though  some  of  them — those  who  have  been  called  as  witnesses— have  taken 
occasionally  to  prescribing  it  by  the  name  *'  Haematogen  "  alone,  one  of  them 

45  telling  me,  I  think,  that  he  used  ^'  Harr^meV^  if  he  had  time  and  inclination, 

and  when  he  had  not  he  used  the  word  "  Haematogen  "  alone  ;  but  there  has  been 

no  uniform    practice;    they    have    sometimes    described    it    as    *^ HommeVs 

*^  Haematogen  "  and  sometimes  they  have  described  it  as  '^  Haematogen  "  alone. 

It  seems  to  me  that  this  part  of  the  case  raises  exactly  the  point  which  was 

50  dealt  with  by  Lord  Davey  in  the  "  Cellular  Clothing  "  case.  The  only  difference 
I  can  find  between  the  "  Cellular  Clothing  "  case  and  the  present  case  is  that 
the  word  "  Cellular "  in  that  case  was  probably  descriptive  amongst  a  larger 
number  of  people  than  in  this  present  case.  But  in  the  present  case  it  is  suffi- 
cient to  say  it  is  descriptive  of  the  medicine  with  those  who  have  to  do  with  it, 

55  because  chemists  know  what  it  is ;  they  know  that  it  means  a  blood  producer ; 
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the  invalids  who  are  suffering  from  anaemia  have  it  prescribed  for  them  as  a 
remedy  for  that  disease  ;  and  the  doctors  who  prescribe  it  know  that  it  means  a 
blood  former.     I  will  just  read  a  passage  or  two  from  Lord  Davey^s  judgment 
in  the  House  of  Lords  in  the  Cellular  Clothing  Company  v.  Maxton  and 
Murray  (L.R.  (1899)  A.C.  326),  where  he  says  this  after  stating  the  question  5 
which  he  has  to  decide  : — "  But  there  are  two  observations  which  must  be 
"  made  ;  one  is  that  a  man  who  takes  upon  himself  to  prove  that  words,  which 
"  are  merely  descriptive  or  expressive  of  the  quality  of  the  goods,  have  acquired 
"  the  secondary  sense  to  which  I  have  referred,  assumes  a  much  greater  burden 
*^  — and,  indeed,  a  burden  which  it  is  not  impossible,  but  at  the  same  time  10 
"  extremely  difficult,  to  discharge— a  much  greater  burden  than  that  of  a  man 
''  who  undertakes  to  prove  the  same  thing  of  a  word  not  significant  and  not 
"  descriptive  but  what  has  been  compendiously  called  a  '  fancy  '  word.     The 
^'  other  observation  which  occurs  to  me  is  this  :  that  where  a  man  produces  or 
''  invents,  if  you  please,  a  new  article,  and  attaches  a  descriptive  name  to  it — a  15 
*'  name  which,  as  the  article  has  not  been  produced  before,  has,  of  course,  not  been 
"  used  in  connection  with  the  article — and  secures  for  himself  either  the  legal 
"  monopoly  or  a  monopoly  in  fact  of  the  sale  of  the  article  for  a  certain  time, 
**  the  evidence  of  persons  who  come  forward  and  say  that  the  name  in  question 
^^  suggests  to  their  minds  and  is  associated  by  them  with  the  Plaintiff^s  goods  20 
**  alone  is  of  a  very  slender  character,  for  the  simple  reason  that  the  Plaintiff 
"  was  the  only  maker  of  the  goods  during  the  time  that  his  monopoly  lasted, 
"  and  therefore  there  was  nothing  to  compare  with  it,  and  anybody  who 
"  wanted  the  goods  had  no  shop  to  go  to,  or  no  merchant  or  manufacturer  to 
^^  resort  to  except  the  Plaintiff.     And  on  this  point  1  adopt  what  was  said  in  25 
"  felicitous  language  by  Fry^  L.J.,  in  Siegert  v.  Findlater  (L.R.  7  Ch.  D.  801). 
"  That  is,  my  Lords,  a  matter  of  express  decision  in  the  case  of  a  Patent.    If  a  man 
"  invents  a  new  article  and  protects  it  by  a  Patent,  then,  during  the  term  of  the 
"  Patent,  he  has,  of  course,  a  legal  monopoly ;  but  when  the  Patent  expires  all  the 
"  world  may  make  the  article,  and  if  they  make  the  article  they  may  say  that  they  30 
^*  are  making  the  article  and  for  that  purpose  use  the  name  which  the  Patentee  has 
*'  attached  to  it  during  the  time  when  he  had  the  legal  monopoly  of  the  manufac- 
''  ture.    But  the  same  thing  in  principle  must  apply  where  a  man  has  not  taken 
<^  out  a  Patent  as  in  the  present  case,  but  has  a  virtual  monopoly  because  other 
^  manufacturers,  although  they  are  entitled  to  do  so,  have  not  in  fact  com-  35 
**  menced  to  make  the  article.    He  brings  the  article  before  the  world,  he  gives 
^  it  a  name  descriptive  of  the  article  :  all  the  world  may  make  the  article,  all 
V  **  the  world  may  tell  the  public  what  article  it  is  they  make,  and  for  that 
"  purpose  they  may  jjrimd  facie  use  the  name  by  which  the  article  is  known 
<*  in  the  market.**    Now,  that  seems  to  me  to  express  the  principle.    It  is  40 
intended  I  think  to,  and  it  does  express  a  principle,  and  very  nearly  every 
word  of  that  would  apply  to  the  present  case.    The  Plaintiff  in  this  case  makes 
an  article,  he  selects  for   it  a   name  which  is  avowedly  descriptive  of  it, 
nobody  else  makes  the  article  during  the  time  the  Plaintiff  has  been  selling 
it  in  England,  and  it  is  further  called  amongst  persons  who  deal  in  it  by  the  45 
name  which  is  descriptive  of  it;  there  is  no  other  evidence  except  that  of 
the  name  here  having  acquired  a  secondary  meaning,  and  it  seems  to  me  that 
unless  I  am  to  refuse  to  adopt  the  principle  laid  down  for  us  in  the  House  of 
Lords  by  Lord  Davey  I  cannot  hold  that  in  this  case  the  word  has  acquired  a 
secondary  meaning.  50 

There  are  one  or  two  authorities  that  were  very  much  pressed  upon 
me  on  the  Plaintiff's  part,  in  particular  the  **  Stone  lAle "  case  of  Tlwrnp- 
son  V.  Montgomery  (6  R.P.C.  409  ;  L.R.  41  Ch.  D.  35),  the  "  Yorkshire 
**  Relish"  case  of  Powell  v.  Birmingham  Vinegar  Company  (14  R.P.C. 
720 ;     L.R.     (1897)     A.C.    710),     and  '  Faulder    v.    Bmhton    (20    R.P.C.  55 
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4^n\  as  well  as  the  more  recent  case  of  Neostyle  Manufacturing  Company 
V.  EUanCe  Duplicator  Company  (21  R.P.C.  569),  which  was  merely  cited  for 
some  remarks  made  by  Lord  Justice  Vauglian  Williams.  Those  cases  were 
mainly  relied  on  by  Mr.  Terrell  in  answer  to  a  suggestion  that  the  Plaintiffs 
5  was  even  a  more  nnfavonrable  case  than  nsnal  in  the  particular  circumstances, 
because  the  momopoly  which  he  enjoys  has  been  enjoyed  by  means  of  and  in 
consequence  of  the  registration  of  the  Trade  Mark.  I  should  like  to  point 
out  on  that  part  of  the  case  that  I  think  that  consideration  has  some  bearing. 
Really  the  reputation  of  this  medicine,  to  judge  from  the  evidence  of  the 

10  doctors,  which  is  the  part  of  the  evidence  to  which  I  attach  the  greatest 
importance,  has  been  acquired  since  the  date  of  registration  of  the  Trade  Mark 
in  the  year  1899,  and  the  registration  of  the  Trade  Mark  has  naturally 
deterred  other  persons  from  using  the  name.  We  see  it  in  the  present  case. 
Messrs.  Kohr  were  not  sure  whether  the  name  had  been  registered  in  England, 

15  and  were  not  sure  whether  Bauer^  therefore,  could  sell  the  goods  under  that 
name  here.  Bauer  himself  upon  inquiry  found  that  he  could  not,  and 
accordingly  took  the  steps  which  I  have  already  described  in  his  dealings  with 
Roberts  A  Go.  I  think  I  am  quite  at  liberty  to  infer  that  the  registration  of 
the  Trade  Mark  has  deterred  people  from  selling  the  article  under  that  name. 

20  I  think,  therefore,  that  it  has  some  bearing  upon  the  question  whether  I 
can  rightly  hold  in  this  case  that  the  name  has  obtained  a  secondary  signification. 
If  it  has  so  obtained  a  secondary  signification  it  has  done  so  by  reason  of  other 
people  having  been  deterred  from  selling  goods  in  consequence  of  the  fact  that 
the  name  was  registered  as  a  Trade  Mark.    In  this  view  of  the  case  neither  the 

25  **  Stone  Ale"  case,  nor  the  "  Yorkshire  Relish"  case,  nor  the  "  Silverpan"  case,  in 
each  of  which  the  Trade  Mark  consisting  of  the  name  in  question  had  been 
previously  taken  off  the  Register,  has  any  bearing  upon  this  case  ;  because  in 
each  of  those  cases  the  reputation  had  been  obtained  many  years  before  it  was 
thought  of  registering  the  mark.    In  fact  the  reputation  and  secondary  meaning 

30  had  nothing  to  do  with  the  registration  of  the  Trade  Mark  at  all.  It  seems  to 
me  that,  therefore,  those  authorities,  except  so  far  as  they  are  authorities  for 
a  perfectly  indisputable  proposition,  and  one  which  certainly  would  not  be 
repudiated  by  me,  namely,  that  if  a  word  has  obtained  a  secondary  meaning  it 
cannot  be  used  without  clearly  distinguishing  the  Defendant's  goods  from  those 

35  of  the  Plaintiff,  have  no  bearing  on  this  case. 

The  conclusion  I  come  to  on  the  facts  is  that  in  this  case  the  word 
'^  Hsematogen  "  has  not  obtained  the  secondary  meaning  which  has  been 
alleged  :  that  it  means  a  preparation  for  forming  blood  ;  and  that  I  cannot 
regard  the  statements  of  the  doctors  and  the  other  skilled  witnesses,  who  alone 

40  state  that  the  name  means  Dr.  HomfnePs  product,  as  sufficient  evidence  to 

establish  the  secondary  meaning  in  face  of  the  remarks  of  Lord  Davey  and,  I 

may  add,  of  the  other  noble  Lords,  in  the  ''Cellular  Clothing"  case  in  the 

House  of  Lords. 

The  result  is  that  there  will  be  judgment  for  the  Defendants  in  the  Action, 

45  and  there  must  be  an  Order  on  the  Motion  removing  the  Trade  Mark  from 
the  Register;  and  the  Defendants  in  the  Action  and  the  Applicants  on  the 
Motion  must  have  the  costs  of  the  proceedings. 

Norton^  K.C. — In  June  last  the  Defendants  gave  an  undertaking  not  to  continue 
the  sale,  and  got  the  usual  undertaking  as  to  damages.    I  do  not  suppose  that 

50  they  will  proceed  with  an  inquiry,  but  I  think  I  ought  to  ask  for  it. 

Warrington,  J. — I  must  grant  the  inquiry,  but,  if  you  ask  for  it,  it  will  be 
at  your  own  risk. 

Te^'rellf  K.C.^l  ask  your  Lordship  for  a  stay  of  execution  and  likewise  to 
stay  the  rectification  of  the  Register.    It  is  often  granted  in  these  cases,  and 

55  it  is  an  important  question. 
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WARRUfGTON,  J. — I  have  been  thinking  of  this,  and  I  was  prepared  for  your 
application.  Supposing  I  suspend  the  rectification  of  the  Regiater,  you  ought 
not  'to  be  allowed  to  bring  any  action  agaiiist  the  present  Defendants  in  respect 
of  anything  done  while  the  Order  is  suspended. 

TerreU^  K.C. — No,  certainly  not.    I  will  undertake  not  to  bring  any  action  5 
for  infringement  of  the  Trade  Mark,    Of  course  the  othei  point  is  another 
matter. 

Wabrington,  J. — Is  there  any  form  of  Order  suspending  rectification  ? 

Terrell^  JK.C— A  stay  was  granted  by  Kekewichy  J.,  in  Harrison  v.  Woodroffe^ 
as  reported  in  7  R.P.C.  page  29.  It  is  not  an  unusual  application,  and  of  course  10 
if  the  mark  is  once  removed  the  damage  may  be  very  serious,  because,  supposing 
we  get  it  restored,  in  the  meantime  it  will  be  known  throughout  the  world  that 
our  Trade  Mark  has  been  expunged  from  the  Register,  whereas  allowing  the 
Order  to  be  suspended  on  the  terms  suggested  cannot  do  serious  damage  to 
anybody.    I  ask  for  a  stay.  15 

Norton  y  K.C. — I  submit  that  the  rectification  ought  not  to  be  suspended 
without  the  Comptroller  being  heard,  because  he  is  bound  to  represent  the 
public. 

Terrell^  K.C. — Does  Mr.  Bauer  intend  to  go  on  selling  **  Haematogen  "  in 
England  ?  90 

The  Xte/widan/.— Certainly  I  do. 

Warrington,  J. — I  think  on  the  whole  I  shall  do  less  harm  by  refusing  to 
suspend  the  Order  than  by  suspending  it.  I  do  not  mean  to  say  that  harm  will 
not  be  done  one  way  or  the  other,  but  I  think  I  shall  be  doing  less  harm  by 
refusing  to  suspend.  25 
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King  A  Go.,  Ld.  v.  Qillard  A  Go.,  Ld. 


In  the  High  Court  of  J  ustiob.— Chancery  Division. 

Before  Mr.  Justice  Joyce. 

December  11th,  1903. 

Before  Mr.  Justice  Kekewich. 

5  June  16th,  1904. 

King  &  Co.,  Ld.  v.  Gillard  &  Co.,  Ld 

Action  for  passing-off. — "  Oet-up.^^ — Soup-packets  in  steel  boxes. — Points  of 
resemblance  common  to  the  trade. — Injunction  refused. — Successful  Defendant 
deprived  of  costs  by  reason  of  false  statements  as  to  inedals  and  awards. 

10  The  Plaintiffs  and  their  predecessors  for  upwards  of  fifteen  years  had  made 
and  sold  three  varieties  of  a  special  preparation  of  dried  materials  for  soup  in 
packets  of  certain  size,  shape,  and  printing,  and  these  packets  were  put  up  in 
steel  boxes  of  a  peculiar  kind.  They  claimed  that  their  goods  had  become  and 
were  knoum  and  recognised  and  distinguished  from  all  other  prepared  soups 

15  by  means  of  their  mode  of  packing  and  get-up.  In  1903  the  Defendants,  who 
had  been  pickle  manufacturers  for  many  years,  began  to  make  and  sell  similar 
preparations  of  soup  which  were  put  up  in  a  series  of  similar  packets  and 
boxes,  and  their  nams  "  Gillard'e  '*  appeared  where  "  Edwards'  "  appeared  on 
the  Plaintiffs'  goods.    The  wrappers  of  the  Defendants  also  contained  untrue 

20  statements  as  to  medals  and  awards  in  the  same  position  as  accurate  statements 
of  the  Plaintiffs. 

Held— (/)  that  the  get-up  of  the  Plaintiffs*  goods  was  not  distinctive  of  goods 
of  their  manufacture;  (2)  that  tlie  Defendants'"  goods  only  resembled  the 
Plaintiffs*  in  points  common  to  the  trade ;  (3)  that  no  case  of  actual  deception 

25  had  been  proved ;  {4)  that  the  Defendants'  goods  were  not  calculated  to  deceive 

even  an  unwary  purchaser.    TJie  action  was  dismissed,  but  judgment  was  given 

for  the  Defendants  tvithout  costs  by  reason  of  the  untrue  statements  as  to  medals 

and  awards  made  on  their  wrappers. 

Per  Kekewich,  J. — ^^  Deception  is  not  always  the  deceptioti  of  the  j^erson  who 

80  *^  purchases,  not  proceeding  ffcm  his  or  her  mind,  but  is  the  deception  of  the 

3  a 
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^^  person  who  sells ;  and  where  you  can  see  that  the  person  who  sells  has  been 
"  enabled  by  the  resemblance  of  the  goods  to  practice  deception^  tha4,  is  quite  as 
"  conclusive  as  any  deception  that  is  really  entertained  by  the  mind  of  the 
"  person  buying, ^^ 

The  PlaintiflPs  in  this  action,  Frederick  King  &  Go.yLd.,  and  their  predecessors,  5 
were  old-established  manufacturers  of  and  dealers  in  provisions,  and  for  upwards 
of  fifteen  years  had  made  and  sold  a  special  preparation  of  dried  materials  for 
soup,  which  from  the  outset  they  designated  ^^  Edwards'  Desiccated  Soup." 
This  preparation  had  for  many  years  been  made  up,  advertised,  and  sold  in 
three  varieties,  viz.,  brown  soup,  white  soup,  and  tomato  soup,  and,  except  for  10 
slight  alterations  in  the  colour  of  the  paper  covers  of  the  packets  of  the  brown 
soup,  which  had  been  gradually  made  during  the  last  three  or  four  years,  there  had 
not  been  for  at  least  seven  years  past  any  variation  in  the  manner  in  which  the 
three  varieties  had  been  made  up  and  sold  in  the  wholesale  and  retail  markets, 
whether  as  to  size  or  shape  of  packets  or  boxes,  colouring,  design  or  letterpress  15 
of  coverings  or  wrappers,  or  as  to  any  other  features.    The  three  varieties  were 
packed  in  small  oblong  rectangular  packets  of  uniform  size  under  coloured 
wrappers,  in  the  cases  of  the  brown  soup  and  the  white  soup  bearing  letterpress 
printed  longitudinally  on  the  face,  and  statements  as  to  prices  and  directions 
for  use  on  the  back  and  sides,  and  in  the  case  of  the  tomato  soup  under  white  20 
wrappers  bearing  letterpress  and  ornamentations  in  green  and  red,  printed 
vertically  on  the  face,  and  statements  as  to  prices  and  directions  for  use  on  the 
back  and  sides.   Each  of  the  packets  contained  a  reference  to  Exhibition  Awards 
actually  gained  for  the  goods.    These  packets  were  packed  in  dozens  (in  two 
layers  of  six  each)  in  steel  boxes  of  a  special  shape  and  size  which  the  Plainti£Ps  25 
alleged  that  they  first  designed,  and  with  a  peculiar  mode  of  folding  the  paper 
cover  at  the  ends.    The  three  varieties  were  also  made  up  and  sold  in  round  tin 
canisters  containing  1  lb.,  ^  lb.,  and  j^  lb ,  and  even  larger  quantities. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  with  regard  to  the  sales  of 
their  goods  as  follows  : — ^^  (10)  The  popular  and  more  common  sale  of  the  said  30 
"  preparation  is  in  the  packet  form,  ordinary  retail  customers  usually  buying 
**  one  or  at  most  a  few  of  the  packets  at  a  time.  The  boxes  of  packets  are 
**  commonly  displayed  opened  in  the  windows  or  on  the  counters  of  the  retail 
'^  shops,  so  that  the  packets  themselves  are  exposed  to  view,  and  it  is  an 
**  ordinary-  practice  for  the  packets  themselves  to  be  taken  out  of  the  boxes  by  35 
"  the  shopman  and  placed  on  trays  or  in  any  convenient  box  or  basket  from 
*'  which  the  customer  can  take  and  does  in  fact  take  what  is  required.  A  large 
**  proportion  of  the  retail  shop  trade  is  done  under  artificisJ  light  when  the 
"  differences  in  colours  are  not  readily  discerned.  (11)  The  Plaintiffs'  said 
"  goods  have  become  and  are  known  and  recognised  and  distinguished  from  all  40 
**  other  prepared  soups  by  means  of  the  said  mode  of  packing  and  get  up,  and 
"  they  have  attained  a  high  reputation  in  association  therewith.  The  business 
"  in  the  said  goods  is  of  great  value  to  the  Plaintiffs  who  have  expended  very 
"  large  sums  in  advertising  and  developing  the  same." 

The  Defendants,  GiUard  &  Go.^  Ld,,  were  sauce  and  pickle  manufacturers,  45 
who,  in  September  1903,  began  to  manufacture  and  introduced  upon  the  market 
a  dried  soup  preparation  in  the  same  three  varieties  of  brown  soup,  white  soup, 
and  tomato  soup,  retailed  at  the  same  prices,  but  sold  wholesale  at  a  larger 
discount.  The  sizes,  quantities,  and  mode  of  packing  in  steel  boxes  were  iden- 
tical with  those  of  the  Plaintiffs.  The  wrappers  of  the  separate  packets  corres-  50 
ponded  closely  in  the  range  of  the  three  varieties  with  the  corresponding 
preparations  of  the  Plaintiffs,  including  the  longitudinal  and  vertical  printing, 
but  the  colourings  were  not  the  same,  and  the  name  "  Gillard's "  appeared 
instead    of   the  name  ''Edwards'''  in  clear  letters  in  front  of  the  words 
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"  Desicqated  Soup."  The  Defendants'  wrappers  included  reference  to  Exhibi- 
tion Awards  purporting  to  be,  but  not  in  fact,  gained  by  the  Defendants  for 
their  soup  preparations.  The  paper  wrappers  of  the  steel  boxes  were  folded  in 
the  same  way,  and  in  the  case  of  the  white  soup  were  closely  similar  to  those  of 

-S  the  Plaintiffs'. 

On  the  21st  of  November  1903  the  Plaintiffs  commenced  the  action  for  an 
injunction  to  restrain  the  Defendants  ''from  selling,  offering  for  sale,  or  adver- 
''  tising  any  dried  soup  preparation  or  similar  goods  of  tbeir  manufacture  in 
"  packets,  boxes,  tins,  or  canisters,  so  printed,  lettered,  coloured,  labelled,  or 

10  "  otherwise  prepared  or  got  up,  or  by  colourable  imitation  of  the  Plaintiffs' 
*'  packets,  boxes,  tins,  canisters,  or  otherwise  as  to  be  calculated  to  represent  or 
''  lead  to  the  belief  that  the  goods  therein  contained  are  the  Plaintiffs'  goods,  or 
'^  in  any  manner  passiug  off,  or  enabling  or  assisting  others  to  pass  off,  any 
''  dried  soup  preparation  or  similar  goods  not  of  the  Plaintiffs'  manufacture 

15  "  as  or  for  the  Plaintiffs'  goods,"  and  for  consequential  relief. 

On  the  11th  of  December  1903,  the  Plaintiffs  moved  before  Mr.  Justice  JOYOB 
for  an  interlocutory  injunction.    After  argument, 

JOYCB,  J, — I  think  the  Defendants  have  distinctly  and  obviously  copied 
their  labels  in  certain  respects,  and  it  sirikes  me  that  there  is  a  good  deal  of 

20  probability  of  deception.  I  cannot  understand  why  respectable  people  do  this 
sort  of  thing.  But  the  Defendants  will  keep  an  account  till  the  trial,  and  the 
motion  will  then  stand  over,  with  liberty  to  apply  to  expedite  the  trial. 

The  action  came  on  for  trial  before  Mr.  Justice  KSKEWIOH  on  the  16th  of 
June  1904. 

25  Stewart  Smith,  K.C.,  and  Waggett  (instructed  by  Neish,  Howell  and  Haldane) 
appeared  for  the  Plaintiff  ;  Lewie  Edmunds,  K.C.,  and  Vernon  (instructed  by 
H.  W.  Christmas),  appeared  for  the  Defendants. 

Stewart  Smith,  K.C.,  opened  the  Plaintiffs'  case,  and  pointed  out  that  neither 
"  common  get  up  "  nor  "  common  user  "  were  pleaded  by  the  Defendants.    Hb 

30  contended  that  the  Plaintiffs  were  entitled  to  relief  on  two  grounds,  viz.  :— 
(1)  evidence  of  intention  to  deceive  to  be  inferred  from  the  get-up  of  the 
goods,  and  (2)  iQsufficient  distinction  between  the  goods. 

The  evidence  was  then  taken.  For  the  Plaintiffs  the  following  witnesses 
were  examined  i^John  McDowell,  manager  in  Ireland  and  secretary  of  the 

;J5  PJaintiff  Company,  and  Robinson  Geeson,  London  manager  of  the  Plaintiff 
Co*npany ;  the  following  retail  dealers— •/.  E.  Morton,  Greenwich ;  (7.  C.  Streat- 
Jield,  Maidstone ;  A,  Edwards,  Highbury ;  H,  Shaw,  Hackney ;  and  H.  Ourson, 
Bosh  Hill  Park ;  and  the  following  customers — E.  B.  Bell;  Mrs.  Ada  Wackett; 
Mrs.  Elizabeth  Westlake;   Mrs.  Mary  Sweeney ;  and  'M.tb.  Lena  Allan,    The 

40  Plaintiffs  had  more  witnesses  ready  to  give  evidence  to  the  same  effect,  but 

it  was  agreed  that  the  evidence  offered  could  be  multiplied  indefinitely.    At 

the  close  of  the  Plaintiffs'  evidence,  the  Defendants  tendered  the  evidence  of 

witnesses  who  had  sold  both  kinds  of  soups  but  had  known  no  case  of  confusion. 

KbkbwICH,  J.— I  do  not  require  it.    The  Plaintiffs  have  not  proved  a  single 

45  case  of  actual  deception  ;  if  there  had  been  one,  it  would  probably  have  been 
sufficient. 

For  the  Defendants  ouly  two  witnesses  were  called,  viz.,  S.  W,  Gillard, 
managing  director  of  the  Defendant  Company ;  and  F,  W.  Feaver,  of 
Feaver  Jk  Co,,  tinware  makers. 

50  Stewart  Smith,  K.C.,  for  the  Plai  ntrff  s. — The  evidence  establishes  that  the  Plain- 
tiffs' goods  are  known  and  distinguished  from  all  other  goods  of  the  same  kind 
by  the  mode  of  their  get-up,  and  that  there  is  such  a  close  resemblance  in  the 
Defendants'  goods  as  to  induce  deception.  It  is  well  established  that  in  cases 
of  this  kind  the  Court  will  consider  all  the  surrounding  circumstances  of  the 

55  sale  of  the  goods  (Thompson  v.  Montgomery  ("  Stone  Ales  "),  8  R.P.C.  361 ;  L.R. 
(1891),  A.C.  217  ;  Seixo  v.  Provezende,  L.R,,  1  Ch.  192).    The  particulars  of  the 

3  A  2 
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get-up,  including  the  identity  of  the  termination  of  the  two  nameB, "  ards^^ 
even  if  accidental,  are  such  as  to  be  calculated  to  deceive  a  purchaser  buying 
with  ordinary  caution,  and  a  less  severe  test  of  standard  of  caution  is  to  be 
applied  where  the  commodity  is  one  purchased  frequently  and  rapidly  by 
uninstructed  people.  The  actual  deception  in  this  case  is  like  that  proved  in  5 
Lever  v.  Goodwin  (4  R.P.C.  492  ;  L.R.  36  Ch.  D.  1  ;  afifirmed  in  4  R.P.C.  504 ; 
L,R.  36  Ch.  D.  3).  In  any  event  the  false  statements  on  the  Defendants'  goods 
as  to  medals  and  awards  will  be  taken  into  account  by  the  Court. 

Counsel  for  the  Defendants  were  not  called  upon. 

Kekewigh,  J. — This  is  one  of  the  numerous  cases  which  frequently  come  10 
bofore  the  Court  in  which  there  is  no  really  defined  principle  because  the 
circumstances  of  each  case  differ  so  much  from  every  other.    But  it  seems  to 
me  there  are  to  be  found  in  the  authorities  some  guiding  rules  which,  expressed 
at  the  time  in  different  language,  do  not  I  think  vary  in  substance.    I  propose 
to  read  a  short  passage  from  the  judgment  of  Lord  Lindley^  who  was  then  15 
Master  of  the  Rolls,  in  Payton  v.  Snelling  (17  R.P.C.  48),  a  case  about  coffee 
tins  in  which  I  myself  was  induced  to  go  wrong  by  not  only  the   strong 
resemblance  of  the  coffee  tins  of  the  Plaintiffs  and  the  Defendants,  but  also  by 
what  I  considered  the  manifest  intention  of  the  Defendants  to  sail  as  near  the 
wind  as  possible,  and,  if  they  could,  to  induce  persons  to  buy  their  goods  as  the  SO 
goods  of  the  Plaintiffs.    I  say  that  was  a  case  in  which  I  myself  was  induced  to 
go  wrong,  although  Payton  v.  Snelling  was  not  before  me,  but  before  Mr. 
Justice  Byrne,  but  Payton  v.  Titus  Ward  was  before  me,  and  Mr.  Justice 
Byrne  and  I  came,  with  very  similar  facts  before  us,  to  the  same  conclusion. 
Then  both  cases  were  appealed,  and  in  both  cases  the  appeal  was  allowed,  but  25 
in  Mr.  Justice  Byme^s  case  only  was  there  a  further  appeal  to  the  House 
of  Lords. 

On  page  52,  Lord  Lindley  said  this  :    '*  After  all  said  and  done,  what  havR 
"  we  to  consider  ?    What  is  it  that  the  Plaintiffs  must  make  out  in  order  to 
^^  entitle  them  to  succeed  in  this  action  ?    They  must  make  out  that  the  30 
"  Defendants'  goods  are  calculated  to  be  mistaken  for  the  Plaintiffs',  and  where, 
"  as  in  this  case,  the  goods  of  the  Plaintiff  and  the  goods  of  the  Defendant 
"  unquestionably  regemble  each  other,  but  where  the  features  in  which  they 
**  resemble  each  other  are  common  to  the  trade,  what  has  the  Plaintiff  to  make 
^^  out  ?    He  must  make  out  not  that  the  Defendant's  are  like  his  by  reason  of  35 
"  those  features  which  are  common  to  them  and  other  people,  but  he  must 
'^  make  out  that  the  Defendant's  are  like  his  by  reason  of  something  peculiar  to 
**  him,  and  by  reason  of  the  Defendant  having  adopted  some  mark,  or  device, 
"  or  label,  or  something  of  that  kind,  which  distinguishes  the  Plaintiff's  from 
^*  other  goods  which  have  like  his,  the  features  common  to  the  trade.   Unless  the  40 
"  Plaintiff  can  bring  his  case  up  to  that  he  fails."   These  remarks  of  course  were 
made  with  special  reference  to  the  case  before  him — ^the  case  of  the  resemblance 
of  coffee  tins.    But  I  have  been  again  reminded  of  that  case  during  the  progress 
of  this,  because,  really — except  that  there  I  was  dealing  with  tins,  and  the 
contents  were  coffee  and  here  I  am  dealing  with  desiccated  soup  contained  in  45 
paper  wrappers — the  two  cases  really  run  very  much  upon  the  same  lines.  There 
is  one  observation  in  the  same  case  which  I  quote  from  the  Report  in  the  House 
of  Lords  of  a  more  general  character  and  of  less  immediate  application  to  the 
case  then  before  the  House,  although  of  course  it  was  made  with  reference  to 
that  case,  which  I  think  it  is  desirable  that  I  should  bear  in  mind.    That  case  50 
in  the  House  of  Lords  is  reported  in  17  R.P.C.  at  page  628.    Nothing  was  said, 
so  far  as  I  been  able  to  find,  and  I  have  not  read  the  case  for  the  first  time  this 
morning,  about  the  observations  of  the  Master  of  the  Rolls,  either  by  way  of 
approval  or  disapproval,  but  the  appeal  was  treated  as  a  hopeless  one— Counsel  for 
the  Respondents  were  not  called  ou,  and  I  think  it  is  a  Mr  inference  from  the  55 
way  in  which  the  case  was  dealt  with,  thi^t  generally  speaking  the  House  agreed 
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with  what  was  laid  down  by  the  Court  of  Appeal,  including  the  Master  of  the 
Rolls.  Lord  Macnaghten,  on  page  634,  said  this  : — ^*  Now  when  a  person  comes 
**  forward  to  restrain  a  colourable  imitation  of  this  sort  in  a  case  like  this,  and 
**  when  he  cannot  prove  that  the  Defendants  have  tried  to  steal  his  trade,  he 
5  '*  has  to  make  out  beyond  all  question  that  the  goods  are  so  got  up  as  to  be 
'*  calculated  to  deceive.  The  principle  is  perfectly  clear — ^no  man  is  entitled 
'*  to  sell  his  goods  as  the  goods  of  another  person.  The  difficulty  lies  in  the 
"  application,  and  when  it  is  a  case  of  colourable  imitation  I  think  it  is  very 
"  desirable  to  bear  in  mind  what  Lord  Granworth  said  on  one  occasion — ^that  *  no 

10  '*  *  general  rule  can  be  laid  down  as  to  what  is  a  colourable  imitation  or  not. 
'^  *  You  must  deal  with  each  case  as  it  arises  and  have  regard  to  the  circumstances 
"  *  of  the  particular  case.' " 

I  start  with  these  guiding  rules  before  me,  and  the  first  thing  to  which 
my  attention  is  called  is  the  allegation  in  paragraph  11  of  the  Statement 

15  of  Claim.  "The  PlaintiflEs'  said  goods  have  become  and  are  known  and 
**  recognised  and  distinguished  from  all  other  prepared  soups  by  means  of  the 
"  said  mode  of  packing  and  get-up,  and  they  have  attained  a  high  reputation  in 
"  association  therewith."  It  is  contended  on  behalf  of  the  Plaintiffs  that  they 
have  established  that  proposition.    I  do  not  agree.     I  do  not  thiak  there  is  any 

20  1*^1  proof  that  the  Plaintiffs'  goods  have  been  recognised  and  distiaguished 
from  all  other  prepared  soups  by  means  of  the  said  mode  of  packing.  They 
have  been  known  to  some  extent  by  their  mode  of  packing — that  is  to  say, 
when  no  other  soup  of  this  kind  was  on  the  market,  or  was  sold  by  those 
persons  who  deal  in  the  Plaintiffs'  soup.    Then  the  peculiar  mode  of  packing, 

25  the  colour,  the  white  ends  of  the  packets,  and  the  other  small  feaiures  which 
are  dwelt  upon  as  being  distinguishing  had  been  recognised  by  those  who  from 
time  to  time  had  purchased  the  Plaintiffs'  goods.  But  not  only  have  they  not 
established,  but  I  think  there  is  no  evidence  before  me,  that  there  has  been 
any  distinction  of  the  Plaintiffs'  goods  from  all  other  goods  either  by  mode  of 

30  packing  or  get-up,  or  by  anything  of  the  kind. 

I  have  then  to  consider  how  far  the  Defendants'  goods  are  calculated  to 
deceive.  I  find  (not  by  any  means  for  the  first  time)  that  the  Defendants, 
being  minded  to  put  desiccated  soup  on  the  market,  and  therefore  to  compete 
with  the  Plaintiffs  in  their  trade,  which  seems  to  be  a  successful  one,  have 

35  thought  it  right  to  sail  as  near  the  wind  as  possible  ;  to  pack  their  goods  in  tin 
boxes  of  precisely  the  same  size  and  shape  that  is  used  by  the  Plaintiffs,  to 
make  parcels  of  precisely  the  same  size  and  shape,  to  fasten  up  those  parcels  in 
precisely  the  same  manner ;  and  in  fact  with  the  intention  that  there  shall  be, 
if  possible,  a  confusion  between  the  two,  in  this  sense  that  it  shall  be  difficult  to 

40  distinguish  between  the  one  and  the  other,  but  yet  to  escape  anything  like  a 
really  colourable  imitation.  That  is  to  say  they  trust,  and  probably  trust  with 
wisdom,  to  the  folly  of  the  purchaser,  who  they  suppose  will  not  buy  desiccated 
soup  unless  it  is  contained  in  packets  like  those  used  by  the  Plaintiffs  who  have 
got  a  large  trade,  and  unless  those  packets  are  packed  in  the  same  manner,  and 

45  in  the  same  sort  of  tins.  To  an  outsider  that  seems  an  excess  of  folly,  to  an 
outsider  it  might  reasonably  occur  if  he  wanted  to  put  a  new  article  on  the 
market  the  first  thing  would  be  to  avoid  any  resemblance  to  that  which  is 
already  on  the  market.  Of  course  the  Defendants  intend  to  make  and  sell  a 
very  far  superior  soup  to  that  which  is  manufactured  and  sold  by  the  Plaintiffs. 

50  An  outsider  might  say  :  "  Well,  the  first  thing  to  do  is  to  ciaill  attention  to  the 
"  difference.  If  the  goods  already  on  the  market  are  in  square  tins,  by  all 
**  means  let  us  have  oblong  or  round  tins  ;  if  they  are  in  packets  of  a  certain 
"  shape  let  us  have  another  shape,"  and  so  forth.  That  is,  I  think,  the  common 
sense  view  that  an  outsider  would  take  ;  but  it  is  not  the  view  of  the  trade.    In 

55  all  these  cases,  as  in  the  coffee  tin  case,  so  here,  the  great  desire  is  to  put  on 
ttie  market  something,  as  nearly  as  possible,  resembling  that  which  is  already 
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there.  It  must  be  good  business  because  I  observe  it  is  done  again  and  again. 
I  have  nothing  to  do  with  that,  nor  have  I  to  do  with  questions  of  good  taste, 
and  on  that  I  make  no  observation.  But  the  question  is  whether  really  so 
long  as  they  avoid  confusion — so  long  as  they  really  avoid  calculation  to 
deceive — ^traders  are  not  entitled  to  do  what  may  be  a  matter  of  good  taste  or  5 
not,  but  which  they  consider  to  be  good  business. 

In  taking  these  packets  together  and  applying  Lord  lAndley^s  rule,  it  seems 
to  me  there  is  no  question  whatever  as  to  being  calculated  to  deceive.  Their 
resemblance  is  entirely  and  solely  in  those  particulars  which  are  common  to  the 
trade  in  the  sense  of  being  open  to  the  trade— not  being  appropriated  to  one  10 
particular  manufacturer  and  not  only  common  to  these  two  persons,  but  no 
doubt  to  many  others.  I  have  had  some  general  evidence  on  that  point.  There 
really  is  nothing  here  to  show  that  these  packets  are  like  one  another  except  in 
those  matters  which  are,  as  I  say,  common  to  the  trade.  Whether  the  packets 
are  yellow,  or  blue,  or  brown  in  colour  is  perfectly  immaterial ;  whether  they  15 
have  white  ends  or  not  is  perfectly  immaterial ;  anybody  may  have  packets  of 
those  colours,  and  they  may  have  white  ends.  Even  when  they  are  turned,  as 
I  hear  they  are  sometimes,  face  downwards,  there  is  a  distinction,  and  I  need 
not  dwell  upon  that.  When  you  turn  them  face  upwards  to  be  looked  at,  one  is 
"  Edwards'  Desiccated  Soup  (Brown)  Registered.  Frederick  King  A  Go^  Ld,y  20 
"  Sole  Manufacturers."  The  other  is  "  Oillard's  Improved  Desiccated  Soup. 
"  Sole  makers  Qillard  A  Co^  Ld,^  Purveyors  by  Appointment  to  His  Royal 
*'  Highness  the  Prince  of  Wales.'*  There  is  really  no  resemblance  at  all  in 
that  sense.  Now  I  must  guard  myself  against  being  supposed  to  attribute 
exclusive  weight  to  the  name.  The  name  is  a  matter  of  very  great  importance  25 
and  much  weight  must  be  attributed  to  it,  but  again  and  again  one  has  learnt, 
and  there  are  cases  in  the  books  which  teach  the  lesson,  that  you  must  not 
rely  only  on  the  name  if  there  are  other  circumstances  which  are  calculated  to 
deceive. 

Here  I  find  the  name  distinct  and  I  do  not  find  any  other  circumstances  30 
calculated  to  deceive  except  such  as  are  necessarily  common  to  the  trade.  I 
have  compared  the  orange  of  the  Defendants  with  the  red  of  the  Plaintiffs. 
There  is  apparently  at  first  sight  a  little  more  resemblance  in  the  tomato  soup 
packets,  but  there  the  colour,  upon  which  it  would  be  foolish  to  dwell,  is 
slightly  different ;  a  very  cursory  observation,  however,  shows  you  that  there  ia  35 
also  there  a  distinction  in  matters  of  importance,  and  only  resemblance  in  matters 
common  to  the  trade.  Not  only  have  you  the  name  perfectly  clear  but  there  is 
on  the  Plaintiffs'  packet  a  large  figure  of  a  tomato  most  prominent,  whereas  on 
the  other  there  is  a  Prince  of  Wales  feather  in  the  centre,  and  there  is  a  sort  of 
garnishing  of  tomatos  in  small  type.  It  seems  to  me  that  looking  at  it  with  40 
my  own  eyes,  and  judging  from  my  own  experience  of  what  is  calculated  to 
deceive,  and  what  is  not,  there  is  no  room  for  a  second  opinion  about  it ;  there 
is  nothing  there  which  ought  to  induce  even  an  unwary  purchaser-— certainly 
not  a  purchaser  of  ordinary  intelligence — to  think  that  in  taking  one  from  the 
counter  he  was  really  taking  the  other.  45 

But  then  I  am  met  with  this,  that  it  is  said  there  is  actual  deception.  Now 
if  I  had  one  proved  case  of  actual  deception  I  should  be  strongly  disposed  to 
abandon  my  own  opinion  and  to  say  that  my  eyes  have  failed  me,  that  such 
knowledge  as  I  have  of  the  world  is  amiss ;  and  that  where  one  person  had 
been  deceived  another  person  might  very  well  be  deceived,  and  that  the  50 
Defendants  must  be  responsible  for  the  possibility  of  deception.  And  if 
instead  of  the  one  case  I  had  two  or  three  of  the  same  kind,  I  should  without 
hesitation  conclude  in  that  direction.  But  I  have  no  case  of  actual  deception 
at  all.  What  has  happened  is  this  :  persons  (they  are  all  the  same,  and  it  is 
agreed  that  the  evidence  might  be  multiplied  indefinitely)  accustomed  to  buy  55 
Edwards^  Desiccated  Soup,  and  knowing  no  other,  call  at  the  shop  at  which 
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they  are  accnstomed  to  buy  it  and  ask  for  ^^  a  packet  of  desiccated  soup,"  and 
are  given,  or  take  np  from  the  counter  a  packet  of  desiccated  soap.  Such  a 
person  pnts  it  in  his  pocket,  he  knows  it  is  the  same  sort  of  packet — the  same 
size ;  it  feels  the  same  and  he  pays  no  attention  to  it  whatever  and  goes  away 
5  content. 

It  is  extremely  important  to  stop  there  to  consider  whether  there  is  any 
deception  at  that  point,  because  deception  is  not  always  the  deception  of  the 
person  who  purchases,  not  proceeding  from  his  or  her  mind,  but  is  the  deception 
of  the  person  who  sells ;  and  where  you  can  see  that  the  person  who  sells  has 

10  been  enabled  by  the  resemblance  of  the  goods  to  practice  deception,  that  is 
quite  as  conclusive  as  any  deception  that  is  really  entertained  by  the  mind  of 
the  person  buying.  If  I  thought  that  I  had  any  evidence  here  of  a  tradesman 
or  an  assistant  having  been  enabled  to  practice  deception,  that  would  be  as 
useful,  if  not  more  useful,  than  evidence  to  show  that  persons  had  been 

15  deceived.  The  two  run,  of  course,  together,  but  the  power  of  deceiving  has 
been  dwelt  upon  in  many  cases  as  exceedingly  valuable  evidence  in  a  case  of 
this  kind. 

I  think  there  is  one  case  in  which  Lord  Lindley  (I  believe)  used  the  term 
"  fraudulent  dress '' — if  the  goods  are  dressed  up  so  that  a  person  can  pass  off 

20  one  instead  of  the  other,  there  you  get  at  once  distinct  evidence  of  fraud  upon 
which  you  can  act.  In  this  case  there  is  nothing  of  the  kind.  The  shopmen 
were  asked  for  desiccated  soup.  As  one  gentleman  told  us,  if  it  were  an  old 
customer  and  the  customer  had  been  in  the  habit  of  coming  in  again  and  again 
for  Edwa7xls\Desicca,ted  Soup  and  knew  no  other,  he  would  give  that  person 

25  Edwards^  Desiccated  Soup,  not  because  he  had  been  asked  for  it  in  so  many 
words,  but  because  he  would  know  that  the  particular  customer  wanted 
Edwards^  Desiccated  Soup — that  which  he  had  been  accustomed  to  receive 
when  asking  before  for  "  desiccated  soup."  But  when  an  ordinary  customer 
simply  puts  down  a  penny  and  asks  for  a  penny  packet  of  desiccated  soup  there 

30  is  nothing  wrong  in  the  shopman  handing  him  Oillard's^  or  any  other  desiccated 
soup.  And  that  is  what  has  happened  :  the  customers  went  away  quite  content, 
believing  they  had  got  what  they  wanted.  In  almost  all  cases  the  ladies 
went  away  and  put  the  packets  in  their  pockets  and  then  had  their  attention 
called  afterwards  to  the  fact  that  they  had  not  got  Edwards\    One  lady  wanted 

35  to  have  Edward8\  she  did  not  know  Oillard^s^  and  she  did  not  want  to  have 
Oillard*s^  and  therefore  she  went  back  and  asked  for  an  exchange  which  was 
effected  ;  but  there  was  no  deception — she  never  supposed  at  any  moment  that 
Oillard^a  was  Edwards^  she  supposed  that  what  she  had  got  was  Edward8\  and 
that  is  entirely  a  different  matter.    There  was  no  deception  on  the  part  of  the 

40  shopman,  and  the  lady  herself  was  not  deceived.  I  do  not  think  it  is  possible 
to  deceive  any  person  of  ordinary  intelligence  who  took  the  pains  to  use  their 
eyes  to  see  that  she  got  the  article  she  intended  to  buy  and  which  she  had  been 
accustomed  to  buy. 

There  was  one  gentleman  who  went  upon  the  colour  and  tried  to  make  out  a 

.45  little  stronger  case,  but  unfortunately  for  him  it  turned  out  he  was  colour  blind, 
and  therefore  that  altogether  broke  down. 

The  result  is,  taking  the  broad  view  appealing  to  my  own  eyes,  there  is  no 
case  made  out  here ;  the  evidence  has  made  no  case,  and  the  Plaintiffs  fail  in  my 
opinion  to  establish  what  they  came  here  to  establish,  and  the  result  is  that  there 

50  will  be  judgment  for  the  Defendants. 

Now  I  come  to  the  question  of  costs,  and  upon  that  I  think  I  am  bound  to 
make  some  strong  observations.  On  a  packet  of  OiUard^ a  Desiccated  Soup  I  find 
printed  "  Highest  Award  at  the  Coolgardie  Exhibition,  Western  Australia,  1902," 
and  again  "Highest  Award  at  another  Exhibition,"  and  "10  Gold  Medals 

55  "  awarded."  The  Defendants  only  started  this  business  last  September,  and 
the  Coolgardie   Exhibition   was  long  before  that.     They  never  had    th^se 
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Awards  and  it  is  untrue.  The  answer  made  is :  '^  It  is  customary  to  put 
"  upon  any  goods  sold  by  a  firm  notice  of  the  awards  which  they  have  received 
**  in  the  shape  of  prizes  in  respect  of  other  goods."  Custom  of  course  in  the 
legal  sense  there  cannot  be.  I  suppose  it  is  meant  that  it  is  usual  to  do  that, 
and  I  am  extremely  sorry  to  hear  that  it  is  usual  to  be  dishonest,  for  this  is  dis-  5 
honest.  There  can  be  no  possible  object  in  putting  this  statement  on  goods  of 
this  kind,  except  to  induce  the  purchaser  to  believe  that  these  Awards  have 
been  granted  for  these  particular  goods,  and,  therefore,  to  enhance  the  value  in 
the  purchaser's  eyes,  and  it  is  intended  to  be  used  of  course  as  an  advertisement. 
That  seems  to  me  distinct  dishonesty,  which  the  Court  ought  to  reprobate.  10 
Therefore,  in  giving  judgment  for  the  Defendants  I  shall  give  it  without  costs. 


In  thb  Court  op  Appeal. 

Be/ore  Lords  Justices  Vaughan  Williams,  Rombr,  and  Cozbns-Hardy. 

June  22nd,  1904. 

Ik  the  High  Court  of  Justice.— Chancery  Division.  15 

Bp/ore  Mr.  Justice  Warrington. 

July  1st,  1901. 

E.  M.  BowDEN's  Patents  Syndicate,  Ld.  v.  Herbert  Smith  &  Co. 

Patent.— Action  for  infringement— Legal  owner  of  Patent  at  the  date  of 
commencement  of  action  held  at  the  trial  not  to  he  before  the  Court  and  to  he  a  ^ 
fieceesary  party. — Leave  to  amend  applied  for  and  Order  made  giving  leave 
to  the  Plaintiffs.— Appeal  hy  Plaintiffs  from  decision  as  to  parties  dismissed. — 
Application  to  Judge  to  vary  Order  dismissed. 

This  was  an  action  for  infringement  of  a  Patent,  which  came  on  fot  trial 
before  Mr.  Justice  WarHngton  on  the  4th  and  5th  of  May  1904.  The  pro-  25 
ceedings  at  the  trial  are  reported  ante^  page  438.  An  objection  was  taken  to 
the  Plaintiffs'  title  to  maintain  the  action,  they  being  at  the  date  of  the  writ 
only  the  equitable  owners  of  the  Patent,  and  the  legal  owners  at  the  date  of  the 
writ  not  being  before  the  Court.    For  the  Plaintiflfa  it  was  contended  that  the 
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FlaintiffB  could  maintain  the  action,  but,  if  not,  leave  to  amend  was  asked  for. 
The  learned  Judge  held  that  the  Plaintiffs  could  not  maintain  the  action  alone, 
and  that  the  legal  personal  representatives  of  E.  M.  Bowden^  the  former  legal 
owner,  who  was  dead,  must  be  added  as  parties,  and  that  the  case  must  stand 
5  over  that  they  might  be  added,  and  that  the  Plaintiffs  should  be  allowed  to 
amend  upon  terms  as  to  costs. 

The  Order  which  was  drawn  up  was,  subject  to  provisions  as  to  costs,  as 
follows : — "  This  Court  doth  Order  that  the  Plaintiffs  be  at  liberty  to  amend 
''  their  writ  in  this  action  and  Statement  of  Claim  by  adding  the  legal  personal 
10  ^^  representatives  of  E.  M.  Bowderij  deceased,  as  Plaintiffs  6t  otherwise  in 
**  relation  thereto  as  they  may  be  advised,  and  that  the  Defendants  be  at  liberty 
^'  to  amend  their  Statement  of  Defence  and  Particulars  of  Objections  as  they 
**  may  be  advised." 

The  Plaintiffs  gave  notice  of  appeal  from  this  Order.    On  the  hearing  of  the 
15  appeal, 

MouUan,  K.C.,  T.  Terrell^  K.C.,  and  E.  F.  Lever  (instructed  by  A.  Withers) 
appeared  for  the  Plaintiffs  ;  A.  J.  Walter  and  Sinclair  (instructed  by  Phillips 
and  Boyle)  appeared  for  the  Defendants. 

It  was  contended  for  the  Appellants  that  there  was  a  mistake  in  the  form  of 
20  the  Order,  as  it  was  intended  that  the  Plaintiffs  should  be  in  a  position  to  appeal 
on  the  question  of  parties. 

The  Court  intimated  that,  even  assuming  that  was  the  intention,  the  Order 

had  not  been  so  drawn  up  as  to  give  effect  to  it.    The  action  would  have  to  go 

back  for  trial  to  Mr.  Justice  Warrington^  and  when  it  came  before  him,  if 

25  there  had  been  any  slip,  an  application  could  be  made  to  him  to  put  it  right. 

The  appeal  was  dismissed. 

On  the  1st  of  July  1904,  T.  Terrell,  K.C.,  for  the  Plaintiffs,  applied  to  Mr. 

Justice  Warrington  to  dismiss  the  action  and  to  vary  the  Order  accordingly. 

He  stated  that  there  was  a  great  difficulty  about  amending,  and  that  it  was 

3U  never  meant  that  there  should  be  a  judgment  against  the  Plaintiffs  from  which 

they  could  not  appeal. 

Warrington,  /.—There  is  no  judgment  against  the  Plaintiffs.  The  Order 
is  in  their  favour  giving  them  leave  to  amend. 

Terrelly  K.C. — Beally  what  I  asked  for  was  leave  to  amend  conditionally. 
35      Warrington,  J. — If  you  did  not  wish  to  amend  you  might  have  interposed 
before  the  Order  was  drawn  up.    You  might  have  come  to  me  and  asked  for 
the  Order  to  be  drawn  up  differently. 

Terrell,  K.C. — I  come  now  with  a  Motion  asking  your  Lordship  to  vary  the 
Order. 
40      Warrington,  .7.— I  cannot  do  that.    The  Order  is  drawn  up.    The  Motion 
is  misconceived  and  must  be  dismissed  with  costs. 
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In  thb  Court  op  Appeal. 

Before  Lords  Justices  Vauohan  Williams,  Romer,  and 
Cozbns-Hardt. 

July  8th  and  11th,  1904. 

Imperial  Tobacco  Company  (op  Great  Britain  and  Ireland),  Ld.  v.  ft 

PURNBLL  &  Co. 

Passing-off. — "  Oet-up.'' — Narrow  red  band  round  cigars. — Common  to  the 
trade. — Narne  of  brand. — Fraud  neither  alleged  nor  proved.—Judgment  for 
Defendants  at  trial. — Appeal  dismissed  ivith  costs. 

The  predecessors  of  the  PlaintiffSy  who  were  cigar  manufacturers^  in  1888  10 
commenced  to  sell  cigars  under  the  name  "  Marcella,^^  having  round  them 
a  narrow  band  of  red  paper  five  thirty-seconds  of  an  inch  in  widths  with 
the  name  of  the  brand  printed  thereon  in  white.    They  contended  that  these 
cigars  were  so  well  known  and  so  much  ashed  for  as  ^^ narrow  red  band*^ 
cigars^  as  to  entitle  them  to  an  it^unction  restraining  the  sale  by  the  Defendant  15 
of  cigars  bearing  similar  bands  three-sixteenths  of  an  inch  in  widths  and  sold 
under  the  name  "  PiirneUa.'*^  TJie  Defendant  alleged  that  he  had  sold  ^'Pumella  " 
cigars  since  1882  in  large  quantities^  and  other  cigars  bearing  similar  bands 
since  1878^  but  produced  no  documentary  evidence  of  orders  for  or  sal^s  of 
"  Pumella  "  cigars  ivith  a  narrow  red  band  prior  to  1901^  when  tlie  Plaintiffs  20 
first  knew  of  his  cigars.    Et^idence  was  also  given  of  other  long  uses  of  cigar- 
bands  of  practically  the  same  width  and  style.    It  was  held  at  the  trial — (/) 
that  a  plain  red  band  for  cigars  of  whatever  width  was  common  and  open  to 
the  trade;  (2)  that  the  Defendants  red  band  tvas  sufficiently  distinguished  from 
all  other  red  bands  by  the  name  "  Pumella  " ;  and  (3)  that  even  if  the  Plaintiffs  25 
had  used  a  narrow  red  band  to  a  greater  extent  than  any  other  manufacturer^ 
that  gave  them  no  excli^ive  right  thereto^  and  the  action  wcm  dismissed  with 
costs.    The  Plaintiffs  appealed. 

Held,  by  the  Court  of  Appealy  that  the  Plaintiffs  had  not  esUiblished  an 
exclusive  right  to  a  narrow  red  bandy  and  that  upon  the  evidence  as  a  whole  30 
the  Plaintiffs  had  failed  to  satisfy  the  Court  thai  what  the  Defendant  uhms 
doing  was  calculated  or  intended  to  deceive.    The  appeal  was  dismissed  with 
costs. 
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The  PlaintiflEs,  the  Imperial  Tobacco  Company  {of  Qreat  Britain  and 
Ireland)^  Ld.y  carried  on  in  London  and  in  many  other  places  a  large  business 
as  manufacturers  and  vendors  of  tobacco  and  cigars.  They  carried  it  on  in 
succession  to  several  firms  whose  business,  goodwill,  trade  marks,  and  trade 
5  names  were  vested  in  them.  Among  these  firms  was  a  firm  trading  under  the 
style  or  firm  name  of  Allen  Broths,  who  about  1888,  adopted  the  title  of 
"  Marcella "  as  the  name  of  a  new  brand  of  cigars  which  they  put  upon 
the  market  with  a  narrow  band  of  red  paper  about  five  thirty-seconds 
of  an  inch  in  width  encircling  each  cigar,  and  carrying  the  name  '^  Marcella." 

10  The  sales  of  these  cigars  rapidly  increased,  and  the  average  quantity  sold  in 
each  month  of  the  year  prior  to  the  trial  was  over  one  million.  By  reason  of 
the  distinctiveness  of  the  band,  the  Plaintiffs  alleged  that  soon  after  their 
introduction  on  the  market,  and  continuously  since,  the  cigars  were  commonly 
asked  for,  and  ordered, and  spoken  of  by  the  names  "Narrow  Red  Band  Cigars," 

15  "  Little  Red  Band  Cigars,"  "  Red  Banders,"  "  Narrow  Red  Banders,"  and  similar 
names  referring  to  the  "  Red  Band  "  or  "  Narrow  Red  Band,"  and  that  any  one 
who  asked  for  or  ordered  cigars  by  any  such  name  intended  and  expected  to 
receive  the  Plaintiff  Company's  "  Marcella  "  cigars,  and  no  others. 

In  their  Statement  of  Claim,  the  Plaintiffs  alleged  *^  that  it  was  in  1901  that 

20  "  they  were  informed  that  John  Purnell^  who  carried  on  business  as  a  wholesale 
^'  cigar  merchant  at  Shoreham,  in  Sussex,  and  whom  they  now  sued  as  Purnell 
"  and  Go.^  was  selling  cigars  bearing  narrow  red  bands  similar  to  their  own,  but 
'*  with  the  word  *  Purnella '  instead  of  the  word  *  Marcella.' "  They  then 
communicated  with  the  Defendants,  but,  receiving  no  reply,  and  being  unable 

25  to  meet  ^vith  any  such  cigars,  concluded  that  they  had  been  misinformed.  In 
November,  1902,  they  renewed  their  investigations,  and  in  January,  1903, 
discovered  such  cigars  of  the  Defendants  on  sale  in  the  South  of  England  at 
a  price  cheaper  than  that  of  the  Plaintiffs'  cigars.  They  thereupon  issued  the 
writ  in  this  action, 

30  By  their  Defence  the  Defendants  denied  that  the  Marcella  cigars  were 
spoken  of  by  the  names  in  question  except  for  the  purposes  of  trap  orders ; 
they  alleged  that  various  other  cigar  makers  had  used  similar  narrow  red 
bands^  and  said  that  they  had  not  replied  to  the  letters  received  from  the 
Plaintiffs  prior  to  these  proceedings  because  they  regarded  them  as  idle  threats 

35  (1)  in  view  of  the  long  user  of  their  own  narrow  red   bands,  and  (2)  the 
common  use  in  the  trade. 
The  action  was  tried  before  Mr.  Justice  Joyce. 

For  the  Plaintiffs,  evidence  was  given  by  E,  J,  Lambert^  manager  of  the 
"  Lambert  &  Butler  "  branch  of  the  Plaintiff  Qompany,  who  described  the  origin 

40  of  a^nd  trade  in  the  cigars  in  question.  A  number  of  trade  witnesses,  including 
F.  Qagey  Swansea ;  Je^se  Sa^by,  Kilburn  ;  T.  S.  BowleSy  Cardiff  ;  A.  JackmaHj 
Qla^ow ;  H.  W.  Styles^  Brighton  ;  V.  A,  Stewart^  Southend-on-Sea  ;  A,  F.  ifay, 
Ryde ;  J.  H.  Thompson^  Brighton  ;  W.  Dickinson^  Manchester ;  J.  P.  BurnSy 
Glasgow  ;  D.  W.  Anderson^  Glasgow  ;  W.  R.  Rowland^  Redhill ;  T.  C.  Dolan^ 

.•45  Liverpool ;  A.  Hughes^  Reading  ;  W.  J.  Lovetty  Birmingham  ;  F,  Knight^  West 
Bromwich  ;  Q.  Towdly  Exeter ;  H.  Brabeer,  Portsmouth  ;  J.  R.  Miller y  Reigate  ; 
and  N.  S,  Harveyy  Portsea,  gave  evidence  to  the  effect  that  for  a  period  going 
back  thirteen  years  they  had  heard  the  term  "narrow  red  band  "  applied  very 
frequently  to  *'  Marcdla  "  cigars,  and  had  not  ever  heard  it  applied  to  any  other 

50  cigar.  A  number  of  customers  gave  similar  evidence,  including  a  carpenter 
who  smoked  "  two  or  three  shillings  worth  a  week  and  knew  them  as  often  as 
"  *  narrow  red  band  cigars '  as  *  Marcellas,'  "  and  a  frequent  smoker  who  said  it 
was  six  months  before  he  noticed  the  name  "  Marcella"  on  the  band.  [JOYCB,  J. 
— Nobody  smokes  a  cigar  without  looking  at  the  band  ! — NevilUy  K.C. — ^Well, 

55  my  lordy  I  positively  deny  that,  because  I  have  smoked  many  cigars  and  always 
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take  the  band  off.]  H.  J.  Wahhy  a  secretary  to  the  Plaintiff  Company,  deposed 
as  to  being  handed  "  Purnella  "  cigars  in  response  to  orders  in  January  1904  for 
''narrow  red  band  cigars"  at  several  hotels,  including  the  "Crown  Inn,"  at 
Portslade,  kept  by  one  Oreenyer^  who,  as  he  alleged,  said, "  They  are  cheap,  but 
"  a  lot  of  peopte  think  they  are  *  Marcellas.'  "  5 

On  behalf  of  the  Defendants,  a  body  of  evidence  was  given  to  the  effect  that 
the  term  "narrow  red  band"  did  not  exclusively  denote  the  Plaintiffs'  cigars, 
and  that  a  number  of  different  brands  of  cigars  bearing  narrow  red  bands  of 
practically  the  same  width  had  been  on  the  market  for  many  years,  «.^., 
«  Cuba  House,"  "  Prince  Imperial,"  "  Hay  ward's  Special,"  "  Sherwood  Rangers,"  10 
"  Flor  Fina,"  and  others.  This  evidence  was  given  by  T.  J.  Fletcher  and 
A.  H,  Dexter^  both  of  Nottingham  \  A.H,  GatloWy  Leicester ;  O.  Tyler,  Sheffield 
and  Nottingham ;  A.  Bottomley,  Halifax ;  6.  J.  Freeman,  Hoxton ;  O.  M. 
Smeaton  and  F,  WboU,  traveller  and  secretary  to  Robinson  A  Barfxadale,  Ld., 
Nottingham;  A.  J,  Temple,  Hammersmith  ;  2>.  Lyon<,  of  Stepney,  who  had  15 
manufactured  "  Purnella  "  cigars  for  the  Defendants  for  the  last  four  years,  for 
three  of  which  he  had  put  the  narrow  red  bands  upon  them  ;  W.  H.  Newman, 
London  ;  J.  Moore,  of  the  Tobacconists'^  Supply  Syndicate,  London  ;  W.  Thorpe, 
London,  and  others.  G,  G7*eenyei\  landlord  of  '*  The  Crown  Inn,"  Portslade, 
denied  making  the  above-mentioned  remarks  imputed  to  him,  and  said  that  his  20 
words  were  :  "  I  do  not  know  ;  they  might  look  a  little  like  them  (*  Marcellas '), 
"  but  they  are  not  the  same  price."  The  Defendant  John  Pumell  deposed  that 
in  1878  he  had  sold  cigars  called  "  La  Nettie,"  afterwards  **  La  Nellie,"  bearing 
narrow  red  bands  with  those  names  in  white  letters  upon  them ;  that,  although 
his  books  did  not  show  sales  of  "  Pumellas  "  earlier  than  1894,  he  had  in  fact  25 
sold  them  from  1882  or  1883,  and  at  an  average  of  30,000  a  year  for  the  last 
10  years ;  and  that  he  had  never  heard  of  the  Plaintiffs'  "  Marcella "  cigars 
before  1897. 

Mr.  Justice  Joyce  dismissed  the  action  with  costs,  on  the  grounds  that  a  plain 
red  band  was  common  to  the  trade,  that  the  name  "Purnella"  sufficiently  30 
distinguished  the  Defendant's  goods,  and  that  the  Plaintiffs  had  no  exclusive 
right  to  a  narrow  red  band  for  cigars.* 

The  Plaintiffs  appealed,  and  on  the  hearing  of  the  appeal,  NeviUe,  E.C., 
Astbury,  K.C.,  Eldim  Bankes,  K.C.,  and  Sebastian  (instructed  by  McKenna  A 
Co.),   appeared    for   the    Appellants;    and    Walter  and    St.   John   Morrow  35 
(instructed  by  0.  Urquhart  Fisher)  appeared  for  the  Respondents. 

Nemlle,  K.C.,  for  the  Appellants. — ^The  evidence  is  overwhelming  that  the 
expressions  "  little  red  band  "  and  "  narrow  red  band  "  denote  the  Plaintiffs' 
goods  in  the  market,  even  if  not  to  the  trade.  [Vauohan  WILLIAMS,  LJ^. — 
Do  people  register  Trade  Marks  nowadays  ?  It  seems  to  me  that  people  might  40 
as  well  not  register.]  Registrdtion  is  very  important  at  the  outset  as  equivalent 
to  user  ;  but  the  rights  resulting  from  reputation,  apart  from  registration,  are  as 
vigorous  as  ever.  The  old  law  has  in  that  respect  been  left  untouched. 
[Vaughan  Williams,  L.J. — Can  you  produce  a  written  order  for  anything 
but  ^'  Marcella  "  cigars  ?]  No ;  but  in  the  retail  trade  such  goods  are  not  asked  45 
for  by  written  orders.  Many  of  our  witnesses  testify  that  the  cigars  are  more 
frequently  asked  for  as  "  little  red  banders  "  than  as  "  Marcellas  "  in  many  parts 
of  the  country,  and  that  no  other  cigar  is  known  as  the  "  little  red  bander." 
The  evidence  of  the  Defendant,  Pumell,  is  full  of  contradictions;  e.g.,  he 
asserts  without  corroboration  that  his  cigars  have  enjoyed  a  user  of  20  years  ;  50 
but  we  believe  and  allege  that  even  if  he  sold  other  cigars  such  as  "  Pumell 
**  Conchas  "  during  that  period,  he  never  sold  a  "  Purnella "  cigar  with  that 


•  Ante,  p  868. 


YoL  XXI^  No.  260     AND  TRADE  MARK  OASES.  601 

Imperial  Tdbcicco  Company  {of  Oreat  Britain  and  Ireland)^  Ld.  v. 

Pumell  Js  Go. 

word  in  white  letters  on  a  narrow  red  band  in  his  life  until  1901.  [Vaxtohan 
Williams,  LJs, — I  will  not  say  more  than  that  on  paper  he  seems  to  be  a  yery 
bad  witness,  but  can  yon  persuade  us,  who  have  not  seen  him,  to  overrule  the 
decision  of  Mr.  Justice  Joyce  who  has  ?    Can  you  show  us  anything  like  the 

5  damaging  letter  produced  in  Reddaway  v.  Bankam  ?]  No  ;  but  I  submit  that 
in  that  case  it  did  not  matter  how  dishonest  the  Defendant  was ;  it  was  the 
general  facts  which  damned  his  case.  What  we  submit  is  that  Mr.  Justice 
Joyce  xmderrated  the  importance  of  seeing  that  the  evidence  of  such  a  witness 
requires  to  be  most  carefully  scrutinised.     The  &ct  remains  that  there  is  no 

10  evidence  proving  any  order  for  or  delivery  of  his  rarrow  red  band  **  Pumella  " 
oigars  until  1901. 

Counsel  for  the  Respondents  were  not  called  on. 

Vaughan  Williams,  2^./.— Sp^Jsing  generally,  in  a  passing-off  case,  the  very 
first  thing  you  have  to  prove  is — ^that  some  name,  or  some  get-up,  or  some 

15  symbol,  has  come,  in  the  trade,  to  be  identified  witi^  the  goods  manufactured 
or  sold  by  a  particular  firm ;  and  generally,  unless  you  can  prove  that  as 
against  the  whole  world,  your  case  breaks  down  altogether.  In  proving  that 
it  is  not  necessary  to  prove  a  wilful  intention  to  deceive ;  and  indeed  it  is 
sufficient,  in  a  case  where  this  secondary  meaning  of  the  word,  or  the  dis- 

20  tinctive  mark,  has  been  established,  and  also  that  the  attention  of  the  Defendant 
has  been  called  to  the  fact  that  the  goods  which  are  sold  by  him  are  likely  to 
deceive  people  into  believing  that  they  are  the  goods  of  the  other  person, 
to  prove  that  the  Defendant  persists  in  going  on  and  taking  a  course  which 
he  knows  is  calculated  to  deceive.    In  either  case  t^ere  is  really  deceit; 

25  in  the  one  case  there  is  deceit  in  the  initiation  of  the  practice ;  in  the  other 
case,  there  is  deceit  in  the  continuation  of  the  practice. 

With  regard  to  this  part  of  the  case,  I  have  for  a  long  time  thought  that 
really  the  Plaintiffs  were  not  making  out  a  good  case. .  The  Plaintiffs  were  placed 
in  a  very  difficult  position  for  making  out  their  case.    They  had  a  name  for 

30  their  cigars  "  Marcella."  They  advertised  this  name  all  over  the  world,  and 
they,  in  a  newspaper  advertisement  which  I  have  before  me,  and  in  a  great 
many  others,  called  attention  to  the  fact  that  the  distinctive  mark  of  their 
cigars  was  the  word  "  Marcella."  They  put  at  the  bottom  of  the  advertisement, 
^^  Insist  on  the  ^  Marcelia '  brand  of  cigars."    Under  these  circumstances  it 

35  was  peculiarly  difficult  for  them  to  make  out  that  this  thin  red  band  had 
become  recognised  by  the  public  as  identical  with  "  Marcelia  "  cigars  and  none 
other.  In  addition  to  that,  they  were  in  the  difficulty  that  undoubtedly  in  the 
case  of  Fletcher  Brothers  there  had  been  cigars  which  had  been  sold  for 
twenty  years — or,  it  was  said   twenty  years  was  an  exaggeration,  perhaps 

40  it  was  fifteen  years — which  were  bound,  each  cigar,  with  a  thin  red  band 
with  "  Cuba  House  "  in  white  letters  upon  it,  which  is  singularly  like  the  red 
band  which  is  put  round  the  "  Marcelia "  cigars.  Not  only  had  the  Plaintiffs 
got  that  difficulty,  but  they  had  also  got  this  difficulty,  that  if  you  took 
the    witnesses,    whether    trade    witnesses   or   customers   coming  in  to  buy 

45  cigars  for  their  own  smoking,  the  evidence  was  not  at  all  conclusive.  8o 
far  as  the  trade  was  concerned,  they  undoubtedly  knew  the  cigar  as 
the  "  Marcelia "  cigar,  and  ordered  it  as  the  "  Marcelia  '*  cigar,  and  not  a 
scrap  of  what  I  may  call  trade  evidence  has  been  ])roduced  which  denoted 
this  cigar  in  any  other  way.     Then,  when  you  come  to  customers  from  the 

50  public,  all  the  witnesses  who  were  called,  said  that  they  came  in,  having 
smoked  one  of  these  cigars,  to  get  another  at  the  same  place,  and  said 
*'  I  want  another  of  those  cigars  with  the  thin  red  band  round  it,  like  I 
"  had  the  other  night."  Then,  when  they  got  to  know  the  cigars  better, 
they  learnt,  I  suppose,  that  the  name  wa9  ''  Marcelia,"  and  they  asked  for  the 

55  ^'  Marcelia  "  cigar. 
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Under  these  circumstances  I  think  that,  thns  far,  the  case  of  the  Plaintifih 
^as  not  satisfactorily  proved ;  bat  I  wish  to  point  oat  that  it  is  possible  that 
they  might,  as  against  the  Defendant,  prove  a  case  of  actual  deceit,  and  might 
prove  out  of  his  own  mouth  that  he,  at  all  events,  recognised  the  red  band 
as  being  something  indicative  of  the  cigar,  and  that  he  put  the  red  band  on  his  5 
own  cigars  in  order  that  he  might  deceive.  It  seems  to  me  that  such  a  case 
might  be  proved,  and  that  if  it  was  proved,  the  Plaintiffs  might  succeed, 
although  they  broke  down  in  proving  the  secondary  meaning  attached  to  the 
red  band  by  the  public.  I  thought  that  Mr.  Neville  was  going,  perhaps,  to  prove 
a  case  of  that  sort.  There  can  be  no  doubt  here  that  the  Defendant  sought  to  10 
meet  the  Plaintiffs'  case  by  setting  up  a  case  of  his  own.  Mr.  Justice  Joyce  had 
the  witnesses  before  him,  and,  however  great  may  be  the  theoretical  right  and 
duty  of  the  Court  of  Appeal  to  decide  for  themselves  on  the  evidence,  the  well 
established  rule  is,  that  where  there  is  a  question  of  personal  credibility,  the 
Court  ought  to  hesitate  a  long  time  before  it  goes  against  the  conclusion  of  the  15 
Judge  who  saw  the  witnesses  and  their  demeanour,  and  who  heard  the  evidence 
in  the  case. 

But  there  is  one  remarkable  feature  about  this  case,  as  to  which  I  should  like 
to  say  a  word.  The  Defendant  here  has  set  up  a  case  which,  in  the  ordinary 
course  of  business,  could  have  very  well  been  proved  by  what  I  may  call  the  20 
primary  commercial  evidence  for  proving  a  commercial  fact.  Now  this 
Defendant  did  not  adopt  that  course.  He  did  not  produce  his  books  to  the  full. 
He  produced  some,  but  he  did  not  produce  other  books  which  he  had  himself 
distinctly  stated  would  esihibit  evidence  supporting  his  case.  He  excused 
himself  for  not  bringing  forward  the  usual  set  of  books  which  one  would  expect  2.> 
in  the  case  of  a  business  man,  by  saying  that  a  good  many  of  his  books  had,  at 
some  time  or  other,  been  destroyed,  and  were  not  forthcoming.  But  most  of 
the  facts  that  he  had  to  prove  were  f a-cts  that  he  could  prove  perfectly  well  if  he 
had  chosen,  by  calling  people  with  whom  he  dealt,  who  presumably  had  not 
lost  their  books.  His  story  was  that  for  a  long  period  of  time  he  had  been  using  30 
this  red  line  to  distinguish  a  cigar  which  he  called  the  "  Purnella."  Of  course, 
the  fact  that,  for  some  length  of  time,  he  had  been  sellin&r  a  cigar  under  the 
name  of  "  Pumella,"  is  more  or  less  evidenced  by  his  books,  and  was  not  a  very 
important  question  in  the  case  ;  but  whether  he  had  been  using  this  red  band  to 
distinguish  those  cigars  was  a  very  important  feature  in  the  counter-story  that  35 
he  was  setting  up.  If  he  had  bought  the  cigars,  and  put  the  red  band  round 
them,  that  might  have  been  proved  by  calling  evidence  to  prove  strictly  the 
purchase  by  him  of  these  cigars,  the  date  of  the  purchase,  and  the  quantity,  and 
by  general  evidence  of  the  fact ;  but  he  called  some  witnesses,  like  a  Managing 
Director  of  the  name  of  Dexler^  who  knew  nothing  really  of  his  own  knowledge.  40 
Some  witnesses  like  that  were  called,  but  no  witness  who,  at  first  hand,  could 
prove,  as  a  commercial  fact  can  and  ought  ordinarily  to  be  proved,  the  purchase 
and  sale  of  cigars  with  the  red  band  already  on,  or  the  purchase  and  sale  of  the 
red  bands  for  the  purpose  of  putting  on.  Under  these  circumstances  I  should 
have  thought  myself  that  it  would  have  been  much  more  satisfactory  to  have  45 
adjourned  the  case  for  the  production  of  evidence  of  that  sort.  But  there 
is  the  general  evidence  of  the  Defendant.  Mr.  Justice  Joyce  saw  this  witnees, 
and  Mr.  Justice  Joyce  obviously  thought  this  witness  to  be  a  witness  of  traih, 
becaufje  he  distinctly  finds  several  facts  in  his  judgment  which  depended 
exclusively  on  the  evidence  of  the  Defendant.  He  also  found,  on  general  evidence  50 
of  the  type  which  I  have  been  referring  to,  the  facts  which  were  not  proved 
by  the  Defendant,  but  which  were  spoken  to  by  other  witnesses.  I  think,  there- 
fore, it  is  quite  impossible  for  us  to  disturb  the  judgment  of  Mr.  Justice  Joyce, 

ROMER,  Z/.J. — I  also  am  of  opinion  that  this  appeal  fails  ;  and  I  can  state  my 
reasons  very  shortly.    In  substance,  this  is  an  action  on  behalf  of  the  Plaintiffis  ^ 
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to  establish  that  they  have  an  exclusive  right  to  the  use  of  a  narrow  red  band 
in  the  sale  of  their  cigars — a  species  of  monopoly  in  respect  of  the  user  of  the 
narrow  red  band.  In  my  opinion  that  claim  of  right  is  not  established.  The 
cigars  that  the  Plaintiffs  have  sold,  with  the  narrow  red  band  upon  them,  are 
5  known,  invoiced,  and  sold  as  "  Marcella  "  cigars ;  upon  the  narrow  red  band 
put  round  the  cigars  which  they  sell  you  have  the  word  '*  Marcella  ;"  and  in 
their  advertisements  the  Plaintiffs  take  good  care  to  point  out— at  any  rate  in 
some  of  their  advertisements — ^that  to  get  genuine  cigars  you  must  look  out, 
not  only  for  the  narrow  red  band,  but  for  the  word  "  Marcella,"  and  that  their 

10  cigars  are  known  by  the  two  things  combined,  the  name  '^  Marcella  "  and  the 
use  of  the  narrow  red  band. 

There  is  evidence,  as  one  might  expect,  that  very  often  customers  for  these 
particular  cigars,  who  know  these  cigars  from  having  previously  bought  them, 
ask  for  them  as  '^  Narrow  red  band  cigars,"  and  so  forth.    That  kind  of  evidence 

15  is  what  one  might  expect.    That  customers  should  ask  for  these  cigars  by  a 

description  of  that  kind  is  very  natural ;  but,  I  need  scarcely  say,  that  cannot 

of  itself  give  to  the  Plaintiffs  a  monopoly  in  the  red  band,  or  a  monopoly  in 

such  words  as  "  narrow  red  band,"  and  so  forth. 

Now  the  Defendants  have  for  some  time  past— for  how  long  I  need  not  pause 

20  to  consider — been  selling  their  cigars  as  "'Pumella"  cigars,  with  a  similar 
narrow  red  band,  the  name  "Purnella"  being  put  upon  it.  The  Plaintiffs 
say  that  what  the  Defendants  are  doing  is  calculated  to  deceive.  There  is  no 
evidence  of  actual  deception,  so  that  it  has  to  be  assumed  from  the  appearance 
of  the  thing,  coupled  witb  the  rest  of  the  evidence.    All  I  can  say  is  that,  on 

25  the  evidence  as  a  whole,  they  have  failed  to  satisfy  me  that  what  the  Defendant 
is  doing  is  calculated  or  intended  to  deceive  ;  and  on  that  short  ground  I  think 
the  appeal  fails. 

Gozbns-Hardy,  LJ. — I  am  of  the  same  opinion.  The  Plaintiffs  must 
succeed  by  virtue  of  the  strength  of  their  own  case ;  and  in  the  arguments 

30  before  us,  they  unquestionably  have  relied  mainly  on  an  attack  on  the  Defen- 
dant. Had  it  been  necessary  for  me  to  express  an  opinion  on  that  point,  I 
should  have  hesitated  before  differing  from  Mr.  Justice  Joyce  who  saw  the 
Defendant,  and  saw  his  demeanour,  and  who  says  in  his  judgment,  ^'  In  my 
"  opinion  the  Defendant  is  a  perfectly  honest  trader."    But,  in  the  view  which 

35  I  take  it  is  not  necessary  to  go  into  that  branch  of  the  case.  The  Plaintiffs 
must  succeed,  if  at  all,  on  the  ground  that  by  the  course  of  trade  which  they 
have  carried  on,  they  have  acquired  the  sole  right  to  the  use,  not  of  every  red 
strip  or  band,  but  of  a  narrow  band,  as  distinguished  from  a  broad  band,  and 
also  they  must  establish  this,  that  their  goods  are  known  in  the  market  so 

40  clearly  and  certainly  under  the  title  of  "  narrow  red  band  "  goods,  that  anybody 
ordering  cigars  of  that  kind,  under  that  name,  would  expect  the  Plaintiffb' 
goods.  They  must,  in  my  opinion,  prove  either  that  there  was  originally  fraud 
on  the  part  of  the  Defendant  in  copying  the  mark,  or  selling  the  goods  under  a 
similar  mark,  or,  at  least,  they  must  show  that  he  is  fraudulent  because  he 

45  continues  to  sell  under  the  mark,  when  the  Plaintiffs'  better  right  is  pointed 
out  to  him. 

I  think  that  in  the  present  case  no  such  claim  is  made  out.  In  the  first 
place,  no  single  case  of  actual  deception  has  been  proved.  There  has  been 
plenty  of  time  to  have  proved  such  a  case  could  it  have  been  established.    In 

50  the  next  place,  the  name  "  Marcella,"  which  I  understand  is  a  registered 
Trade  Mark,  with  the  red  band  on  the  public  advertisements,  is  coupled  with 
a  caution  or  warning  that  people  buying  are  to  look  out  for  the  mark 
"  Marcella  "  : — ••  This  high-class  cigar,  as  sold  the  world  over,  is  known  by  a  red 
"  band  with  the  word  *  Marcella '  on  it  in  white."    In  the  &ce  of  that,  we  are 

55  asked  to  say  that  the  thin  red  line,  coupled  with  the  Trade  Mark,  or  rather,  to 
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put  it  more  accarately,  the  thin  red  band,  with  the  registered  Trade  Mark  on  it, 
is  much  more  important  than  the  Trade  Mark  itself,  and  that  the  Plaintiffs  have 
a  right  to  prevent  anybody  else  from  nsing  a  red  band  of  that  kind.  The 
learned  Jadge  has  pointed  out  that  a  monopoly  to  a  narrow  band  of  this  kind  is 
something  which  the  law  cannot  recognise  and  protect.  Speaking  for  myself,  5 
I  desire  to  say  that  I  think  there  is  a  tendency  to  exaggeration  in  these 
passing-off  cases — an  exaggeration  which  I  think  requires  to  be  carefully 
scrutinised  and  modified  in  the  Courts. 

Walter. — ^The  appeal  will  be  dismissed,  with  costs, 

Vaughan  Williams,  L,J.— Yes.  10 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

June  4th,  1904. 

In  the  Court  op  Appeal. 

Before  Lords  Justices  Vaughan  Williams,  Rombr,  and  Cozens-Hardy.  15 

June  8th  and  16th,  1904. 

Saccharin  Corporation,  Ld.  v.  D.  T.  J.  Lyle  A  Son,  Ld. 

Patent. — Action  for  inft'ingement  against  Limited  Company. — Infringement 
alleged  before  incorporation  of  Company. — Application  by  Plaintiffs  for  leave 
to  amend  by  joining  as  Defendant  the  Company's  predecessor  in  btmness. —  20 
Application  granted. — Appeal  by  Defendants. — Appeal  dismissed  on  a  certain 
undertaking  being  given  by  the  Plaintiffs. 

On  the  33rd  of  October  1903  the  Saccharin  Corporalion^  Ld.^  commenced  an 
action  against  D.  T.  J.  Lyle  A  Son^  Ld.,  for  infringement  of  seven  Letters 
Patent.  25 

The  Plaintiff,  by  their  Statement  of  Claim,  alleged  (i7iter  alia)  that  the 
Defendants  had  infringed  one  of  the  three  Patents  marked  A  and  one  of  the 
four  Patents  marked  B,  in  manner  in  the  Particulars  of  Breaches  therewith 
delivered  appearing.  The  Particulars  of  Breaches  alleged  (1)  that  the  Defen- 
dants had  infringed  one  of  each  of  the  groups  of  Patents  A  and  B  respectively  30 
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in  the  Statement  of  Claim  set  out,  by  the  importation  into  this  realm  of 
saccharin,  and  by  the  sale,  dealing  with,  and  use  of  the  same  in  this  realm ; 
that  the  said  saccharin  so  imported,  sold,  dealt  with,  and  used,  was  manufactured 
from  toluene  sulphochloride  according  to  the  processes  described  in  the  Specifi- 
5  cation  of  one  of  the  four  said  Letters  Patent  marked  B,  and  as  claimed  in  all 
the  claiming  clauses  of  the  said  Specification  ;  that  the  toluene  sulphochloride 
from  which  the  said  substances  were  so  manufactured  as  aforesaid  was  manu- 
factured according  to  the  Specification  of  one  of  the  three  Patents  marked  A 
in  the  Statement  of  Claim,  and  as  claimed  in  all  the  claiming  clauses  of  the 

10  said  Specification.  (2)  That  the  Defendants  purchased  from  one  William  Hoey 
Williams  (a  traveJler  for  one  Karl  Kramer)^  in  the  latter  part  of  the  year  1901, 
two  parcels,  56  lbs.  each,  of  saccharin,  and  that  the  Defendants  had  also  bought, 
at  rates  unknown  to  the  Plaintiffs,  saccharin  from  another  traveller  of  Kram^er's^ 
named  Cohen ;   and  (3)  that  the  Plaintiffs  were  unable,  until  they  obtained 

15  discovery,  to  give  further  and  better  particulars,  but  would  claim  to  recover 
compensation  for  all  infringements  committed  by  the  Defendants. 

The  Defendants  by  their  Defence  denied  that  they  had  infringed  the  Patents 
or  any  of  them  ;  and  also  denied  more  specifically  the  allegations  of  infringe- 
ment contained  in  the  Particulars  of  Breaches.    On  the  17th  of  December  1903, 

20  the  Plaintiffs  gave  notice  of  an  application  to  the  Master  for  further  directions  in 
the  action — (1)  that  the  Plaintiffs  be  at  liberty  to  amend  the  Writ  of  Summons 
therein  by  adding  as  a  Defendant  Daniel  Thomas  James  Lyle^  and  also  make 
all  necessary  amendments  in  the  Statement  of  Claim  and  Particulars  of  Breaches 
consequent  thereon,  and  (2)  that  the  costs  of  the  application  should  be  costs  in  the 

25  action. 

In  support  of  the  application  H.  T.  GlasshoroWj  managing  clerk  to  the 
Plaintiffs'  solicitors,  made  an  affidavit  in  which  he  alleged  {inter  alia) — "  (1)  I 
*^  have  from  the  commencement  of  this  action  had  the  conduct  thereof  on 
"  behalf  of  the  above-named  Plaintiffs ;  (2)  in  the  early  part  of  the  month 

30  "  of  December,  1903,  information  was  received  by  the  Plaintiffs'  solicitors  from 
"  a  person  whom  it  is  intended  to  call  as  a  witness  on  behalf  of  the  Plaintiffs  at 
'*  the  trial  of  this  action  that  Daniel  Thomas  James  Lyle^  of  East  Layne, 
"  Maidstone,  had  infringed  the  Letters  Patent,  the  subject-matter  of  this  action, 
•*  by  taking  part  in  and  being  connected  with  the  instance  of  infringement  set 

35  "  out  in  paragraph  2  of  the  Particulars  of  Breaches  delivered  herein.  I  submit  the 
**  Plaintiffs  are  not  bound  to  disclose  the  identity  of  such  person  at  this  stage  of  the 
"  proceedings.  (3)  For  some  years  prior  to  the  month  of  March  1902  the  said 
"  D.  T.  J.  Lyle  carried  on  business  as  a  mineral  water  manufacturer  at  East 
'*  Layne,  Maidstone,  in  the  county  of  Kent,  and  other  places.  In  the  said  month 

40  "  of  March  1902  the  said  D.  T,  J,  Lyle  converted  the  said  business  previously 
*'  carried  on  by  him  into  a  limited  liability  Company,  and  registered  the  same 
"  under  the  name  of  D.  T.  J.  Lyle  &  Son,  Ld,,  and  being  the  above-named 

"  Defendants (4.)  By  an  Agreement  dated  the  4th  of  April  1902, 

"  and  expressed  to  be  made  between  the  said  D.  T  J,  Lyle  of  the  one  part  and 

45  "  D.  T.  J.  Lyle  &  Sons,  Ld.  (the  above-named  Defendant  Company)  of  the 
"  other  part,  after  reciting  that  the  said  D.  T.  J.  Lyle  had  carried  on  the  busi- 
*'  ness  of  a  manufacturer  of  aerated  waters,  &c.,  for  some  time  past,  that  he  had 
'*  recently  determined  to  transfer  the  business,  stock-in-trade,  premises,  &c.,  to 
"  a  Company,  and  with  that  view  had  caused  a  Company  to  be  registered,  it 

50  "  was  agreed  that  in  consideration  of  allotment  to  the  said  Z>.  T  J.  Lyleot  16,000 
"  fully  paid  11.  shares  in  the  said  Company,  he  should  assign  the  aforesaid 
"  business  and  premises,  where  the  same  was  carried  on,  the  goodwill  thereof, 
^*  and  all  loose  machinery,  plant,  stock-in-trade,  horses,  and  effects  used  in  or 
"  belonging  to  the  said  business  to  the  said  Company."    After  other  clauses  the 

55  affidavit  continued  as  follows  : — *' (8)  I  submit  that  in  fact  the  Defendant 
•*  Company  and  the  said  D.  T.  J.  Lyle  are  one  for  all  practical  purposes ;  the 

3  Q 
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"  said  D.  T.  J,  Lyle  is  the  owner  of  the  undertaking.  (9)  According  to  the 
*'  information  supplied  to  the  Plaintiffs'  solicitors  as  aforesaid  the  said 
"  D,  T,  J.  Lyle  purchased  the  saccharin  complained  of  in  the  Particulars  of 
"  Breaches  delivered  herein,  and  the  Plaintiffs  by  their  amended  Statement  of 
"  Claim  and  Particulars  of  Breaches  will  allege  that  the  said  Defendant  Com-  5 

"  pany  have  sold  ^^    used  the  same.      (10)  The  Plaintiffs  are  adviaed    that, 

"  owing  to  such  information,  the  said  D,  T,  J,  Lyle  is  a  necessary  and  proper 
"  person  to  be  joined  as  a  Defendant  in  this  action  in  order  that  the  Court  may 
"  be  placed  in  a  position  to  satisfactorily  deal  with  the  issues  raised  herein. 
"  Had  such  information  been  in  the  possession  of  the  Plaintiffs'  solicitors  at  the  10 
"  date  of  the  issue  of  the  writ  herein,  the  said  D.  T.  J,  Lyle  would  have  been 
"  joined  as  a  Defendant  in  the  Writ  in  this  action." 

Samuel  James  Lyle,  the  secretary   of  the  Defendant  Company,  made  an 
affidavit,  in  which,    after    referring  to    the    above    mentioned    affidavit,  he 
stated   (inter  alia)    as  follows : — "  (2)    In    answer  to    paragraph    2    thereof,  15 
"  I  say  that  prior  to  the  commencement  of  this  action,  viz.,  on  the  9th  of 
"  September   1903,   the    Plaintiffs  wrote  and  complained  to  Daniel  Thomas 
"  James   Lyle  (referred  to  in  the  said  affidavit)  of  the  matters  the  subject 
"  of   this  action,    and  such    letters   are  now    produced    and  shewn    to    me 
**  and  marked  S.  J.  L.  1.     (3)  At  this  time  the  Defendants  were  purchasing  20 
"  saccharin  under  a  contract  between  the  Defendants  and  the  Plaintiffs,  dated 
"  on  or  about  the  3rd  day  of  July  1903,  and  the  Plaintiffs  have  never  before 
"  the  16th  day  of  September  1903,  complained  to  them  about  the  subject  of 
"  this  action,  and  the  Defendants,  from  the  time  they  were  incorporated  until 
"  July  1903,  used  no  saccharin  at  all  in  their  business.    (4)  Notwithstanding  25 
"  their  said  letter  of  9th  day  of  September  1903,  the  Plaintiffs  elected  to  sue 
"  the  Defendants  and  not  the  said  D.  T.  J.  Lyle^  to  whom  they  first  com- 
'*  plained.      (6.)  I  submit  that  this  application  is  made  solely  because  the 
"  Plaintiffs  had  found  that  they  cannot  possibly  succeed  in  this  application,  as 
**  they  have  not  any  evidence  whatever  aojainst  the  Defendant  Company,  and  30 
"  they  know  that  the   Defendant    Company  have  not  used  any  compound 
"  infringing  any  of  the  Letters  Patent,  the  subject  of  this  action.    (7)  The  said 
•*  D.  T,  J.  Lyle  is  not,  I  submit,  a  person  whose  presence  before  the  Court  is 
"  necessary  to  enable  the  Court  to  adjudicate  on  the  questions  involved  in  this 
"  action,  and  that  the  Defendant  Company,  having  been  sued  by  the  Plaintiffs,  35 
**  are  entitled  to  have  the  issue  of  fact,  which  alone  is  raised  in  this  action, 
"  determined  as  between  them  and  the  Plaintiffs." 

Walter  (instructed  by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the  Plaintiffs ; 
Hohler  (instructed  by  F»  J.  Berryman)  appeared  for  Defendants. 

Buckley,  J.— On  the  23rd  of  October  1903  the  Plaintiffs  brought  an  action  40 
against  D.  T.  J,  Lyle  &  Sons,  Ld,,  for  alleged  infringement  of  Patent,  and  by 
their  Particulars  of  Breaches  they  stated  that  the  Defendants — that  is  the 
Limited  Company — made  a  certain  purchase  in  1901,  which  is  relied  on  as  the 
act  of  infringement.  It  turns  out  that  in  1901  the  Defendant  Company  was  not 
in  existence.  It  was  incorporated  in  March  1902.  The  Plaintiffs  were  wrong  45 
in  alleging  a  purchase  by  the  Limited  Company  at  a  date  when  it  did  not  exist. 
The  facts  are  that  a  gentleman,  whose  name  is  D.  T.  J.  Lyle^  was  carrying  on  a 
certain  business,  and  the  Plaintiffs  now  say  that  it  was  he  who  purchased  in 
1901.  In  March  1902  he  sold  his  business  to  D.  T,  J.  Lyle  A  Sons,  Ld. ;  he  took 
16,000  out  of  20,000  shares  in  the  Company,  and  he  became  permanent  managing  50 
director  with  very  large  powers,  and  a  power  even  by  will  of  appointing  a 
managing  director  to  succeed  him.  The  Plaintiffs  now  say  that  the  case  which 
they  wish  to  make  is  this — ^that  Lyle,  the  proposed  Defendant,  was  the  purchaser 
in  1901 ;  that  he  handed  the  saccharin  bought  in  1901  to  the  Company  when  it 
was  formed,  and  the  Limited  Company  used  it,  and  therefore  there  has  been  55 
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infringement  by  its  purchase,  and,  again,  by  its  use.  The  Plaintiffs  want  now 
to  join  Lyle  as  Defendant,  and  to  amend  their  Pleadings  and  Particulars  of 
Breaches,  by  setting  up  that  case.  The  Defendants  say,  "  No,  you  are  wrong  in 
*'  your  allegation,  and  this  will  be  a  joinder  of  two  separate  causes  of  ^tioo, 
5  "  and  ought  not  to  be  allowed."  In  my  opinion  that  contention  cannot  prevail. 
The  cause  of  action  is  one  and  the  same,  in  the  sense  that  it  is  an  act  of  infringe- 
ment initiated  by  Lyle^  the  proposed  Defendant,  and  continued  and  carried  into 
effect  by  D.  T.  J.  LyU  A  Sons,  Ld.y  which,  of  course,  under  the  circumstances 
which  I  have  stated,  is  in  law,  but  not  really  in  fact,  a  different  person  from 

10  LyU,  the  original  Defendant.  I  think  that  if  they  be  separate  causes  of  action 
they  are  causes  of  action  which  can  be  most  conveniently  tried  together,  and 
therefore  I  give  leave  to  join  LyU  as  a  Defendant,  and  leave  to  the  Plaintiffs  to 
amend  their  Pleadings  and  Particulars  of  Breaches  by  adding  LyU.  The  costs 
of  the  application  will  be  costs  in  the  action. 

15       HohUr. — ^Will  your  Lordship  limit  the  leave  to  amend,  to  any  cause  of  action 
which  arose  after  the  Company  came  into  existence  ? 
BUCKLBT,  J.— No. 

HohUr. — Will  your  Lordship  give  leave  to  appeal  ?     I  should  like  to  take  the 
matter  to  the  Court  of  Appeal. 

20  Buckley,  J. — No,  I  will  not.  I  think  that  this  discretion,  which  is  vested 
in  the  Judge  of  first  instance  to  refuse  leave  to  Appeal,  however  disagreeable  it 
may  be  to  him  to  refuse  it,  is  one  which  he  ought  to  deal  with  according  to  his 
proper  discretion.  I  do  not  think  it  is  a  case  fit  for  appeal,  and  I  refuse  leave 
to  appeal.    I  may  say  personally  I  regret  to  do  so. 

25  On  the  8th  of  June  1904,  Counsel  for  the  Defendants  obtained  leave  from  the 
Court  of  Appeal  to  appeal,  and  subsequently  gave  notice  of  appeal  on  the 
ground  (1)  that  X>.  T,  J,  LyU  vfhB  not  a  necessary  party  to  the  action  within 
Order  16,  and  (2)  that  the  causes  of  action  (if  any)  alleged  were  separate  causes 
of  action,  and  that  the  rules  of  procedure  did  not  admit  of  their  being  joined  in 

30  the  same  action. 

HohUr  and  J.  G.  Joseph  (instructed  by  F.  J.  Berryman)  appeared  for  the 
Appellants ;    Walter  and  Sinclair  (instructed  by  J.  H.  and  «/.   F.  Johnson) 
appeared  for  the  Respondents. 
J.  G,  Joseph  for  Appellants. — The  Defendant  Company  was  only  registered  in 

35  March  1902,  and  therefore  could  not  have  infringed  as  alleged  in  the  Particulars 
of  Breaches.  Upon  the  Plaintiffs'  affidavit  the  action  must  fail ;  and  they  are 
not  entitled  to  join  the  separate  tort  (if  any)  of  the  Company  to  the  tort  of 
LyU.  ISinclair.—We  propose  to  amend  the  Particulars  of  Breaches  by  alleging 
that  LyU  bought  and  that  he  or  the  company  sold.]    That  is  making  a  new 

40  case ;  moreover,  they  would  be  several  tortfeasors.  An  allegation  against 
joint  tortfeasors  cannot  be  joined  with  one  of  several  torts.  [ROMBR,  L.J. 
— If  the  case  is  that  with  regard  to  the  sales  the  Plaintiffs  cannot  say  which 
sold,  why  cannot  they  be  sued  in  the  alternative  ?]  That  might  be  so,  but  they 
cannot  join  the  Company  and  LyU  in  an  action  in  which  they  allege  torts  by 

45  LyU  before  the  incorporation  of  the  Company.  Separate  actions  should  be 
brought.  [Thompson  v.  London  County  Council,  L.R.  (1899)  1  Q.B.  840,  was 
referred  to.j     [The  judgment  of  BUCKLBY,  J.,  was  read]. 

Walter  and  Sinclair  for  Respondents. — The  circumstances  under  which  the 
mistake  was  made  by  the  Plaintiffs  are  important.    The  Company  replied  to  our 

50  first  complaint  to  LyU.  There  is  really  one  continuing  tort,  and  the  Company 
is  really  LyU,  [ROMER,  LJ^. — It  is  too  late  to  set  that  up,  and  there  are 
two  perfectly  separate  causes  of  action.]  We  submit  that  we  can  join 
LyU  who  bought  and  the  Company  who  sold.  Order  18,  Rule  1, 
allows    us    to    join    causes    of    action    if    they    can    be    conveniently    tried 

55  together,  although  against  different  Defendants.  The  practice  in  Patent 
actions  is  to  join  in  one  action  a  manufacturer  and  a  purchaser  or  user. 
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[Vaughan  Williams,  L,J. — Can  you  join  two  distinct  causes  of  action  against 
different  persons,  neither  of  them  having  anything  to  do  with  the  other  ?]  No, 
not  if  they  have  nothing  to  do  with  the  other.  Lyle,  by  parting  with  the 
Faccharin  to  the  Company,  committed  a  fresh  act  of  infringement,  and  the  Com- 
pany also  infringed  by  acquiring  with  the  intention  of  using.  [Vaughak  '5 
Williams,  L»J. — You  are  now  alleging  a  single  tort.]  That  will  have  to  be 
our  case  when  we  amend  the  Particulars  of  Breaches.  [Vaughan  WILLIAMS, 
L  J. — It  is  not  alleged  in  the  affidavits  that  the  saccharin  sold  by  the  Company 
was  part  of  Lyle's  saccharin.]  [RoMBR,  L.J, — Your  case  is  now  a  sale  by  Lyle 
to  the  Company.]  Yes,  and  I  will  undertake  not  to  claim  against  the  Company  '»10 
in  respect  of  anything  before  incorporation.  I  can  claim  independently  against 
Lyle.  [Cozens-Hardy,  L.J, — Speaking  for  myself  I  do  not  think  you  get 
over  the  difficulty  unless  you  abandon  all  claims  prior  to  the  assignment  to  the 
Company.]  [Joseph  referred  to  Qower  v.  Cotildridge,  L,R.  (1898)  1  Q.B.  348.] 
Possession  with  intention  of  user  is  a  continuing  tort  by  Lyle.  .15 

Vaughan  Williams,  LJ^. — ^Why  are  you  not  content  tf»  try  this  in  an  action 
in  which  you  limit  yourself  to  the  joint  torts  of  Lyle  and  the  Company  ? 

Walter, — Because  I  should  be  met  with  difficulty  of  proof.    I  can  prove 
possession.    I  want  to  throw  the  onus  of  proof  on  the  other  side  because  I  can 
trace  the  saccharin  into  the  possession  of  Lyle.    What  became  of  it  afterwards  20 
must  be  within  Lyle's  own  knowledge. 

Cozbns-Hardy,  L,J. — You  will  have  Lyle  as  a  Defendant,  and  you  will  get 
discovery  of  documents  against  him. 

Vaughan  Williams,  L,J, — I  do  not  think  the  intention  of  the  Judicature 
Act  and  the  Rules,  which  relate  to  the  joinder  of  parties  and  causes  of  action,  is  25 
to  give  a  wider  discovery,  and  to  alter  the  onus  of  proof.    The  real  object  of  the 
joinder  is  that  the  same  facts  should  not  be  investigated  in  the  same  court 
twice  over. 

ROMER,  L,J, — You  want,  in  fact,  to  limit  the  case  simply  to  this,  that  Lyle^ 
having  bought  saccharin,  sold  it  to  the  Limited  Company  who  used  it.  80 

Walter, — I  am  quite  content  with  that.  That  is  all  the  case  I  want  to  raise. 
I  am  quite  content  with  that  cause  of  action  that  Lyle  bought,  sold  to  the 
Company,  and  the  Company  used. 

Vaughan  Williams,  L.J, — Then  under  those  circumstances  (I  will  deal  with 
the  question  of  costs  in  a  moment)  why  should  not  you  abandon  any  cause  of  35 
action  before  the  Company  came  into  existence — before  this  agreement  under 
which  you  say  Lyle  transferred  to  the  Company. 

Walter. ^1  will  rely  upon  no  sale  by  Lyle  other  than  to  the  Company  ;  but 
I  want  to  allege  purchase  by  Lyle,  because  that  is  part  of  the  story. 

Vaughan  Williams,  Z.J.— You  will  be  able  to  allege  that  perfectly  well  40 
without  having -a  separate  cause  of  action.  You  can  allege  it  and  prove  it  in  a 
joint  action  against  the  two.  You  do  not  want  to  continue  the  action  for  the 
single  tort.  The  truth  of  the  matter  is  that  this  is  merely  a  question  of  costs, 
and  the  whole  object  in  this  application  is  to  enable  you  to  get  rid  of  the  action 
in  which  you  were  wrong  without  having  to  pay  the  costs  of  it.  45 

Walter. — If  your  Lordships  think  I  ought  in  this  action  to  rely  on  the  joint 
tort,  I  will  only  rely  on  the  joint  acts,  and  I  will  claim  relief  in  respect  of  the 
transaction  of  purchase  and  sale,  or  transfer,  by  Lyle  to  Lyle  A  Sons^  Ld.^  and 
user  by  Lyle  &  Sons,  Ld. 

The  costs  of  the  appeal  were  given  to  the  Defendants  in  any  event.  50 
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In  the  High  Court  of  Justice.— Chancery  Division. 


Before  Mr.  Justice  Warrington. 


Jnly  6th  and  7th,  1904. 


Joseph  Halden  v,  B.  J.  Hall  &  Co. 


5       Patent — Action  for  in  fringement. — Novelty. — Subf'ect-matter.^-^iidffmentfor 
Plaintiff. — Certificate  that  the  validity  of  the  Patent  came  in  question  given. 

In  1899  a  Patent  was  granted  to  the  Plaintiff  and  another  for  "  Improved 
*•  means  applicable  for  use  in  the  prodi$ction  of  photo-prints.^^  The  invention 
consisted  essentially  in  mounting  a  cylinder^  used  in  conjunction  unth  an  arc 
10  light  for  reproducing  architects^  and  engineers^  drawings  by  photography  ^  upon 
trunnions^  so  that  it  could  be  placed  in  a  horizontal  position.  The  main 
defence  was  want  of  subject*maiter. 

Held,  thaii  the  invention  uhm  new^  useful^  and  had  not  been  anticipated^  and 
that  it  was  good  subject-matter  for  a  Patent^  and  also  that  the  Defendants  had 
15  infringed.    Judgment  was  given  for  the  Plaintiff. 

Joseph  Halden^  the  Plaintiff  in  the  action,  was  the  registered  holder  of  Letters 
Patent  (No.  5561  of  1899)  granted  to  himself  and  Leonard  Shaw  for  '*  Improve* 
'*  ments  applicable  for  use  in  the  production  of  photo-prints." 
The  Complete  Specification  was  as  follows  : — ''  This  invention  relates  to  an 

20  ^'  improved  construction  of  apparatus  designed  to  facilitate  the  expeditious  and 
*^  economical  reproduction  of  drawings  and  the  like  with  the  aid  of  artificial  light. 
'^  Apparatus  constructed  according  to  our  improved  method  and  adapted  for  the 
''  purpose  referred  to  is  illustrated  in  the  accompanying  drawings,  whereof 
*'*'  Fig.  1  is  a  view  half  in  elevation  and  half  in  longitudinal  section  the  apparatus 

25  *'  being  shown  in  the  position  it  occupies  during  the  application  of  the  sensitised 
"  paper  and  the  original  previous  to  reproducing  the  latter  upon  the  former. 
**  Fig.  2  is  a  view  partly  in  end  elevation  and  partly  in  transverse  section 
*'  corresponding  with  Fig.  1.  Fig.  3  is  a  view  illustrating  the  general  working 
*'  of  the  apparatus ;  the  cylinder  being  turned  into  position  for  receiving  the 

30  '*  source  of  artificial  light.  Figs.  4  and  5  are  detached  views  of  means  which 
<«  may  be  employed  for  securing  the  canvas  covering  or  apron. 

;5  0 
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"  The  apparatus  comprises  two  semi  or  approximately  semi-cylinders  A  A 
**  composed  of  glass  or  other  suitable  transparent  material ;  the  two  semi- 
**  cylindrical  surfaces  or  tables  being  arranged  with  their  concave  sides  towards 
**  one  another  either  concentrically  as  shown,  on*  with  their  centres  moved 
"  somewhat  apart.  The  opposite  extremities  of  the  tables  are  respectively  5 
"  mounted  in  discs  B  B  suitably  grooved  for  their  reception  ;  the  grooves  being 
"  by  preference  lined  with  caoutchouc  h  h  or  other  yielding  packing,  and 
*'"  affording  moreover  freedom  for  expansion  and  contraction  of  the  glass  tables. 
"  Adjustable  blocks  h  h^  which  bear  upon  the  convex  sides  of  the  tables  serve 
"  to  preserve  the  semi-cylindrical  surfaces  from  displacement  in  a  radial  10 
"  direction.  The  discs  B  B  in  which  the  opposite  extremities  of  the  tables  A  A 
**  are  carried  are  connected  together  by  means  of  bars  or  tubes  C  C  arranged  in 
^^  pairs  on  either  side  between  or  opposite  the  gaps  between  the  longitudinal 
^'  edges  of  the  tables.  Or  other  suitable  connecting  pieces  similarly  arranged 
"  may  be  employed.  The  bars  or  connecting  pieces  are  respectively  provided,  15 
"  midway  of  their  length,  with  trunnions  D  D ;  the  latter  being  carried  in 
"  bearings  E  E  mounted  on  two  side  frames  F  F.  One  of  the  trunnions  is 
"  furnished  with  a  plate  D*  through  one  or  another  of  the  perforations  in  which 
^^  latter  a  pin  or  stop  D^  may  be  passed  and  inserted  in  a  hole  in  the  framing 
^  when  it  is  desired  to  maintain  the  apparatus  in  a  vertical  or  horizontal  20 
**  attitude.  The  discs  B  B  in  which  the  tables  are  carried  are  respectively 
*^  formed  with  large  central  openings  adapted  to  admit  an  electric  arc  lamp  G 
"  or  other  instrument  for  the  production  of  artificial  light. 

"  Assuming  that  a  drawing  prepared  on  tracing  paper  is  to  be  reproduced  by 
^'  the  ferro-prussiate  or  like  photographic  process,  and  regarding  the  pair  of  g5 
^  tables  A  A  when  mounted  as  before  described  as  constituting  a  single  cylinder, 
*'  the  tracing  is  first  laid  upon  the  upper  surface  of  the  cylinder,  upon  the  tracing 
*'  is  placed  the  sensitised  i)aper  and  these  are  then  covered  with  a  canvas  or 
'^  other  aproi^  A^  which  may  be  secured  at  intervals  to  one  of  the  longitudinal 
"  bars  C  or  other  connecting  pieces  which  extend  between  the  end  discs  B.  30 
"  The  cylinder  is  then  turned  on  its  transverse  axis  D,  and  its  opposite  side, 
•*  which  is  now  uppermost,  may  be  utilised  in  the  same  manner  for  the  reoep- 
''  tion  of  another  tracing  or  other  transparent  original  to  be  copied.    This 
"  together  with  its  sensitised  paper  having  in  like  manner  been  covered  by  an 
**  apron  and  secured,  the  cylinder  is  now  turned  so  as  to  assume  a  vertical  35 
**  position,  and  an  electric  arc  lamp,  such  as  O,  or  other  source  of  artificial  light 
^'  is  introduced  through  the  opening  in  the  upper  or  in  the  lower  disc  R    The 
"  lamp  may  be  raised  or  lowered,  according  to  the  requirements  of  the  work  in 
"  course  of  reproduction  and  may  also  be  rotated  ;  or  two  or  more  lamps  may 
*'  be  employed,  either  at  the  same  or  at  different  levels.    In  the  drawing  a  single  40 
•*  lamp  Q  is  shown  connected  by  means  of  a  cord  g  with  a  counter- weight  g^. 
^  The  canvas  apron  A^  is  preferably  made  in  sections  whereof  the  edges  trans- 
**  verse  to  the  cylinder  or  tables  overlap.    The  longitudinal  edges  of  each  section 
*'  are  formed  for  the  reception  of  rods  a  which  may  be  seen  at  the  notches  or 
"  openings  a^.    For  securing  these  edges  to  the  bars  0  extensible  or  spring  45 
**  hooks  H,  such  as  shown  detached  in  Figs.  4  and  5  may  be  employed.    The 
**  hooks  may  be  carried  by  the  bar  nearest  to  the  edge  to  be  secured  or  they  may 
**  be  carried  by  the  bar  remote  therefrom.    In  the  latter  case  they  would  require 
^  to  be  somewhat  extended  in  form  to  permit  of  their  being  elongated  so  as  to 
**  meet  the  rod  a  pertaining  to  the  edge  of  the  apron.    The  hook-ring  h  at  one  50 
"  end  of  each  hook  is  arranged  to  fit  freely  on  the  bar  C  while  the  hook  h^  at 
**  the  opposite  end  is  arranged  to  readily  engage  with  the  rod  a." 

The  Patentees  claimed. — ^*'l.  The  herein  described  apparatus  for  use  in  the 
"  production  of  photo-prints  with  the  aid  of  artificial  light ;  same  comprising  a 


*  On  '*  in  the  printed  Specification :  probably  shonM  be  **  or.' 


Vol.  XXL,  No.  27.]     AND  TRADE  MARK  CASES. 


611 


Joseph  Halden  ▼.  B.  J.  Hall  A  Co. 


10 


15 


**  dram  formed  of  transparent  material,  monnted  on  trunnions,  so  as  to  be 
^*  rotateable  about  its  transverse  axis,  and  adapted  for  the  reception  of  a  lamp 
"  or  other  source  of  light  internally,  whilst  the  drawing  to  be  reproduced  and 
**  the  sensitive  paper  are  secured  about  its  exterior  surface.  2.  In  apparatus  for 
'*  use  in  the  production  of  photo-prints  with  the  aid  of  artificial  light,  the 
**  employment  of  a  drum  consisting  of  two  annular  end-plates  connected 
**  together  by  means  of  bars  ari^nged  on  either  side,  the  end-plates  supporting 
'*  between  them  two  approximately  semi-cylindrical  tables  formed  of  trans- 
''  parent  material,  such  as  glass,  the  whole  being  mounted  to  rotate  on  trunnions 
'*  attached  to  the  aforesaid  connecting  bars,  substantially  as  herein  described. 
**  3.  In  apparatus  for  use  in  the  production  of  photo-prints  with  the  aid  of 
"  artificial  light,  the  combination  of  the  printing  cylinder  A  A,  the  cover  or. 
"  apron  A^  the  bars  C  0,  and  the  spring  hooks  H  H,  substantially  as  and  for 
"  the  purposes  specified.  4.  In  apparatus  for  use  in  the  production  of  photo- 
*'  prints  with  the  aid  of  artificial  light,  the  combination,  with  the  printing 
"  cylinder  A  A,  of  the  end  plates  or  discs  B  B,  having  grooves  lined  with 
"  caoutchouc  or  other  yielding  packing,  and  the  connecting  bars  C  C,  substan- 
**  tially  as  set  forth." 


20 


25 


On  the  16th  July  1 903  the  Plaintiff  issued  a  writ  against  B.  J.  Ball  A  Go.,  claim- 
ing  the  usual  relief  for  the  infringement  of  his  Patent  in  the  manner  described 
in  the  Particulars  of  Breaches,  which  (1)  after  charging  infringement  generally 
by  making,  selling,  and  dealing  with  photo-copying  apparatus  made  in  accordance 
with  the  patented  invention,  (2)  complained  in  particular—"  (A)  Of  the  sale  by 
**  the  Defendants  in  or  about  the  month  of  November  1902  of  photo-copying 
*'  apparatus  constructed  as  aforesaid  to  (i)  the  Gorporation  of  Liverpool  and 
"  (ii)  MesBTS.  W.  T.  Henley's  Telegraph  Works,  Ld.,  late  of  27,  Martin's  Lane, 

3  C  2 
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**  Cannon  Street,  E.C.,  but  now  of  13  and  14,  Blomfleld  Street,  London  Wall, 
"  E.C.  (B)  Also  of  the  sale  by  the  Defendants  of  photo-copying  apparatus 
**  constructed  as  aforesaud  to  (i)  Messrs.  E.  G.  and  J.  Keay^  Ld.^  James  Bridge, 
"  South  Staffordshire,  and  (ii)  the  Photo-Printing  Paper  Gompany^  No.  60, 
"  Marsham  Street,  London,  S.W.  (C)  Of  the  exhibition  by  the  Defendants  of  5 
"a  photo-copying  frame  constructed  as  aforesaid  at  the  Building  Trades  Exhi- 
"  bition  held  at  the  Agricultural  Hall,  London,  from  the  13th  to  the  20th  June 
"  1903  "  ;  and  (3)  claimed  full  compensation  in  respect  of  all  infringements  by 
the  Defendants  of  the  Patent. 

The  Defendants  denied  the  ownership  of  the  Letters  Patent  by  the  Plaintiff,  10 
and  also  that  they  had  infringed,  and  further  pleaded  that  the  Patent  was 
invalid    for   the    reasons  stated  in    the  following    amended    Particulars  of 
Objections  : — **  1.  The  said  alleged  invention  was  previously  to  the  date  of  the 
''  said  Letters  Patent  published  within  this  realm  in  the  following  Specifications 
**  respectively  filed  in  the  Patent  Office  and  the  following  printed  books,  viz.  : —  15 
'*  (A)  The  Specification  No.  9853  of  1897  of  Benjamin  James  HaU,  filed  under 
"  Letters  Patent  dated  the  20th  of  April  1897.    (Al)  The  Specification  No. 
''  2067  of  1895  of  Jean  Billard,  filed  under  Letters  Patent  dated  the  29th  of 
"  January  1895.    (A2)  The  Specification  No.  9591  of  1891  of  William  Palmer, 
"  filed  under  Letters  Patent  dated  the  6th  of  June  1891."     [The  whole  of  these  20 
Specifications  were  relied  on  as  anticipating  the  alleged  invention  described  in 
the  Specification  and  claimed  by  the  first  claiming  clause.]    "  (B)  The  Defendants 
"  published  in  the  years  1897  and  1898  a  two-page  descriptive  Circular  with 
"  Drawing  illustrating  a  machine  manufactured  by  them  under  the  said  last- 
"  mentioned  Letters  Patent.    (C)  The  Defendants  published  in  the  years  1897  25 
^  and  1898  a  single  page  price  list  descriptive  of  such  machine.    2.  The  said 
^'  alleged  invention  was  not  new  at  the  date  of  the  said  Letters  Patent,  having 
^  been  previously  published  in  the  Specifications  and  printed  Circulars  referred 
<*  to  in  paragraph  2  hereof.    3.  The  said  alleged  invention  was  previously  to 
^  the  date  of  the  said  Letters  Patent  published  within  this  realm  by  the  manu-  30 
^*  facture  and  sale  by  the  persons  or  firms  following,  at  their  places  of  business 
"  hereinafter  mentioned,  in  the  form  hereinafter  set  forth,  of  photo-copying 
*<  apparatus  being  the  same  or  substantially  the  same  as  the  photo-copying 
^  apparatus  described  in  the  said  Specification  No.  5561  of  1899  and  claimed  in 
"  the  first  claiming  clause  thereof,  namely  : — By  the  Defendants  at  39,  Victoria  35 
**  Street,  in  the  County  of  London,  in  the  years  1897, 1898,  and  1899.    4.  Having 
<<  regard  to  the  knowledge  existing  at  the  date  of  the  said  Letters  Patent,  the 
"  alleged  invention  was  not  proper  subject-matter  of  Letters  Piitent." 

Pursuant  to  an  Order  made  in  the  action  the  Defendants  gave  the  name  of 
one  purchaser  from  them  in  each  of  the  years  1897,  1898,  and  1899  of  the   40 
apparatus  which  they  alleged  to  be  an  anticipation  of  the  Plaintiff's  Patent. 

The  action  came  on  for  trial  before  Mr.  Justice  WARRINGTON. 

Moulton,  K.C.,  and  Walter  (instructed  by  LinkicUer^  Addison,  Brown^  and 
Jones)  appeared  for  the  Plaintiff  ;  Bousfieldy  K.C.,  and  Peterson  (instructed  by 
Taylor,  Hoare,  and  Pitcher)  for  the  Defendants.  45 

MouUon,  K.C.,  opened  the  case  for  the  Plaintiff. — ^The  Patent  is  for  an  appa- 
ratus which  is  very  largely  used  for  the  reproduction  of  architects'  and  engineers' 
drawings  in  the  shape  of  what  are  known  as  *'  blue  prints  "  by  artificial  light. 
The  "  blue  prints  "  were  formerly  produced  by  daylight  by  means  of  a  flat 
printing  frame ;  but  it  was  found  that  a  sufficiently  regular  supply  of  light  50 
could  not  be  relied  on,  and  consequently  the  method  was  introduced  of  wrapping 
the  prints  round  a  vertical  glass  cylinder  into  which  an  electric  arc  light  was 
introduced.  The  essence  of  the  patented  invention  consists  in  placing  such  a 
cylinder  on  trunnions,  so  that  it  can  be  shifted  into  a  horizontal  position  when 
it  is  desired  to  clean  it  or  to  put  prints  on,  and  thus  not  only  is  cleaning  55 
focilitated  but  larger  cylinders  can  be  fixed  and  larger  prints  produced.  At 
first  the  Defendants  oidy  took  part  of  the  invention ;  now  they  take  the  whole. 
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so  that  infringement  is  practically  admitted,  and  the  real  defence  is  the  want 
of  subject-mattar.  The  answer  to  that  is  that  if  it  was  obvious  the  inven- 
tion would  have  been  thought  of  before  ;  but  no  one  had  done  so  before  the 
Patentees. 
5  Dugald  Clerk,  G.  G.  M,  HardingJiam,  A.  J.  Metzger,  and  Joseph  Halden^  the 
Plaintiff,  were  then  called  and  gave  evidence  in  support  of  the  Plaintiff's  case  ; 
A,  J.  Boulty  F.  W.  Golhy,  John  B.  Thorp,  Harrisan  Ainsworth,  and  B.  J.  Hall 
gave  evidence  for  the  Defendants. 

Bousfleld,  K.C.,  for  the  Defendants. — ^The  real  advance  in  this  trade  was  made 

10  by  the  Defendants.  It  is  described  in  HalVs  Specification  referred  to  in  the 
Particulars  of  Objections,  and  consisted  in  making  the  cylinder  in  two  halves. 
This  Patent  was  offered  by  the  Defendants  to  the  Plaintiff  and  refused  by  him  ; 
but  subsequently  when  the  Defendants  started  manufacturing  the  Plaintiff 
became  a  licensee  under  their  Patent.     After  that  he  introduced  his  new 

15  invention,  which  consists  in  putting  the  cylinder  on  trunnions.  It  is  said  that 
this  is  not  obvious,  because  no  one  had  done  it  before  ;  but  this  point  loses  its 
force  on  account  of  the  recent  date  of  the  Plaintiff's  Specification.  The  idea 
suggests  itself  as  soon  as  it  is  necessary  to  use  a  cylinder  of  unmanageable  size. 
There  is  no  invention  in  putting  a  cylinder  on  trunnions,  though  there  may  be 

20  in  doing  it  in  a  particular  way,  as  in  the  second  claim,  which  is  justified  ;  but 

*    the  Plaintiff  is  not  entitled  to  set  up  the  first,  and  so  prevent  the  Defendants 

from  using  trunnions  at  all.    This  claim  is  bad  as  being  a  claim  for  a  principle 

apart  from  any  particular  mode  of  carrying  it  into  effect.    Having  regard  to  the 

stieite  of  knowledge  it  is  inipossible  for  anyone  to  claim  the  combination  of 

25  trunnions  with  a  cylinder  {Harwood  v.  Great  Northern  Railway  Company,  11 
H.L.C.  654).  As  regards  infringement,  this  may  be  looked  at  in  two  ways — (1)  as 
regards  substance,  and  (2)  as  regards  the  words  of  the  claim.  So  far  as  the 
substance  is  concerned,  the  Plaintiff  cannot  say  the  Defendants  are  indebted  to 
him  for  the  idea  ;  for  the  idea  of  putting  a  cylinder  on  trunnions  is  old,  as  is 

30  shown  by  the  case  of  telescopes  and  cannons.  Moreover,  the  flat  printing 
frames  had  also  been  placed  on  trunnions.  If  the  Patent  is  to  be  supported  at 
all  it  must  be  limited  to  the  use  of  a  cylinder.  The  third  claim  is  bad  also, 
because  it  is  not  limited. 

Moulton,  K.C.,  in  reply.— The    Defendants  say  that  the  Patentees  claim 

35  ^'  trunnions  however  applied,"  and  that  this  is  a  claim  for  a  principle,  and 
therefore  bad.  To  say  that  such  a  claim  is  bad  except  with  a  particular  method 
of  application  is  a  caricature  of  the  doctrine  of  the  Court.  The  Patentees  have 
invented  a  machine  of  admitted  utility,  which  does  its  work  better  than  the 
Defendants',  and  now  they  say  they  have  taken  the  Plaintiff's  invention  in 

40  order  to  supply  the  artificial  demand  which  the  Plaintiff  created.  To  suggest 
that  there  is  an  invention  in  making  a  cylinder  in  two  parts  is  contrary  to  the 
authorities.  Siddell  v.  Vickers  (7  R.P.C.  292)  is  very  parallel  to  this  case  ;  we 
have  created  a  new  machine  of  great  practical  utility  as  was  done  in  that  case. 
See  also  Hayward  v.  Hamilton  (Griffin  121),  and  Harwood  v.  Great  Northern 

45  Railway  Company  (11  H.L.C.  654). 

Warrington,  J. — This  is  an  action  for  the  infringement  of  a  Patent  (No. 
5561  of  1899),  for  an  improvement  in  apparatus  for  producing  prints  by  means 
of  photography.  The  usual  defences  are  set  up  ;  but  that  on  which  most  stress 
was  laid  in  the  argument  is  the  defence  that  having  regard  to  the  knowledge 

50  existing  at  the  date  of  the  Letters  Patent  the  invention  was  not  a  proper  subject- 
matter  of  Letters  Patent.  With  regard  to  anticipation,  treating  it  as  a  defence 
apart  from  subject-matter,  I  find  that  there  has  been  no  anticipation.  That  the 
apparatus  is  useful  is  admitted  ;  that  it  was  new  is  proved. 

The  facts  are  these : — The  invention  relates  particularly  to  the  copying  by 

55  means  of  photography  of  engineers'  and  architects'  drawings.  For  some  30  years 
these  drawings  have,  until  recent  times,  as  I  shall  mention  presently,  been 
reproduced  by  placing  them  on  tracing  paper  or  cloth  in  contact  with  sensitive 
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paper  m  such  a  way  that  as  the  light  shines  through  the  tracing  paper  or  cloth 
to  the  sensitive  paper,  except  where  it  is  intercepted  by  the  black  lines,  the 
eolonr  of  the  paper  is  chauged,  and  the  lines  are  left  in  white.  They  are 
generally  called  "  blue  prints."  Until  about  eight  years  ago  the  process  was 
effected  by  placing  the  drawing  and  the  sensitive  paper  in  a  frame,  such  as  that  5 
which  is  ordinarily  used  for  printing  photographs,  and  exposing  them,  so  placed, 
to  the  sun,  and  later  to  electric  light.  About  eight  years  ago  the  Defendants 
for  the  first  time  introduced,  for  the  purpose  of  printing  by  electric  light,  the 
use  of  a  glass  cylinder,  the  advantage  of  that  being  that  the  electric  lamp  could 
be  lowered  at  a  certain  pace  through  the  glass  cylinder,  and  the  light  thus  acted  10 
on  the  sensitive  pax)er  through  the  drawing,  the  two  being  placed  round  the 
outaide  of  the  cylinder.  Some  difficulty  was  found  in  producing  the  complete 
glass  cylinder,  and  accordingly  the  Defendants,  in  1897,  conceived  the  plan  of 
usiQg  two  semi-cylinders  fastened  together,  and  this  contrivance  was  the 
subject-matter  of  Letters  Patent,  No.  9853,  of  the  year  1897.  In  this  apparatus  15 
of  the  Defendants,  the  drawing  is  placed  on  the  glass,  then  the  sensitive  paper 
is  placed  over  it,  and  both  are  held  down  in  position  by  an  apron  or  blind  which 
is  kept  in  place  by  some  mode  of  fastening.  The  electric  light  is  then  inserted 
into  the  cylinder,  and  passed  at  a  certain  pace  along  its  length  The  Defendants' 
cylindevs  were  always  vertical,  capable  of  being  rotated  on  their  own  axes,  but  20 
not  otherwise.  There  was  found  under  this  invention  much  difficulty,  especially 
in  the  case  of  the  larger  cylinders,  which  are  sometimes  required  to  be  as  much 
as  10  or  12  feet  in  length,  both  in  fixing  the  drawings  and  the  sensitive  paper, 
smd  in  cleaning,  it  being  of  obvious  importance  thkt  the  glass  should  be  kept 
scrupulously  clean.  25 

The  Defendants  offered  their  Patent  to  the  Plaintiff,  who  is  a  manufacturer 
of  apparatus  of  this  kind.  He  declined  it,  and  in  the  year  1899  he  made  a 
cylindrical  apparatus  which  the  Defendants  alleged  was  an  infringement  of 
their  Patent,  and,  after  some  discussion,  the  Plaintiff  in  the  month  of  April 
1900  consented  to  become,  and  did  become,  a  licensee  under  the  Defendants*  30 
Patent.  Meanwhile,  however,  it  had  occurred  to  him  and  to  Mr.  Leonard  ShaWy 
who  is  his  co-Patentee,  that  the  difficulties  I  have  mentioned  in  connection 
with  the  vertical  cylinders  might  be  overcome,  and  that  greater  convenience 
might  be  obtained  if  the  cylinders  were  so  contrived  that  they  might  rotate  on 
their  transverse  axes.  This  they  effected  in  the  manner  described  in  the  35 
Specification  now  in  question.  Part  of  that  Specification  I  will  read.  It 
states  that^ — "  This  invention  relates  to  an  improved  construction  of  apparatus 
'^  designed  to  facilitate  the  expeditious  and  economical  reproduction  of 
**  drawings  and  the  like  with  the  aid  of  artificial  light."  Then,  passii^^  over  a 
passage  which  is  a  mere  reference  to  the  Drawings  attached  to  the  Specification,  40 
tho  Patentees  proceed  as  follows : — ^^  The  apparatus  comprises  two  semi  or 
**  approximately  semi  cylinders  A  A,  composed  of  glass  or  other  suitable  trans- 
^^  parent  material ;  the  two  semi-cylindrical  surfaces  or  tables  being  arranged 
**  with  their  concave  sides  towards  one  another,  either  concentrically  as  shown 
*'  or  with  their  centres  moved  somewhat  apart.  The  opposite  extremities  of  the  45 
"  tables  are  respectively  mounted  in  discs  B  B  suitably  grooved  for  their 
**  reception,  the  grooves  being  by  preference  lines  with  caoutchouc  bh  or  other 
'^  yielding  packing,  and  affording  moreover  freedom  for  expansion  and  contrac- 
'^  tion  of  the  glass  tables.  Adjustable  blocks  h  h^  which  bear  upon  the  convex 
*^  sides  of  the  tables  serve  to  preserve  the  semi-cylindrical  surfaces  from  dis-  50 
''  placement  in  a  radial  direction.  The  discs  B  B  in  which  the  opposite 
'^  extremities  of  the  tables  A  A  are  carried  are  connected  together  by  means  of 
**  bars  or  tubes  C  C  arranged  in  pairs  on  either  side  between  or  opposite  the 
^'  gaps  between  the  longitudinal  edges  of  the  tables.  Or  other  suitable  connecting 
*'  pieces  similarly  arranged  may  be  employed.  The  bars  or  connecting  pieces  55 
"  are  respectively  provided,  midway  of  their  length,  with  trunnions  D  D  ;  the 
*'  latter  being  carried  in  bearings  E  £  mounted  on  two  side  frames  F  F.''    1  do 
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not  think  I  need  read  any  more  of  that  description  of  the  apparatus.  I  think 
what  I  have  read  contains  the  material  part ;  but  there  is  one  passage  on  the 
next  page  of  the  Specification  which  I  propose  to  read  in  connection  with  the 
point  which  was  raised  on  one  of  the  claims  in  the  claiming  part : — *'*•  The 

5  "  canvas  apron  A*  is  preferably  made  in  sections  whereof  the  edges  transyerse' 
"  to  the  cylinder  or  tables  overlap.  The  longitudinal  edges  of  each  section  are 
"  formed  for  the  reception  of  rods  a,  which  may  be  seen  at  the  notches  or 
"  openings  a^  For  securing  these  ed^es  to  the  bars  C  extensible  or  spring 
"  hooks  H,  such  as  shown  detached  in  Figs.  4  and  5,  may  be  employed.    The 

10  "  hooks  may  be  carried  by  the  bar  nearest  to  the  edge  to  be  secured,  or  they 
"  may  be  carried  by  the  bar  remote  therefrom.  In  the  latter  case  they  would 
"  require  to  be  somewhat  extended  in  form  to  permit  of  their  being  elongated 
"  so  as  to  meet  the  rod  a  pertaining  to  the  edge  of  the  apron.  The  hook  rmg  h 
"  at  one  end  of  each  hook  is  arranged  to  fit  freely  on  the  bar  C,  while  the  iiook 

15  "  h^  at  the  opposite  end  is  arranged  to  readily -engage  with  the  rod  a."  The 
Patentees  claim,  first : — "  The  herein  described  apparatus  for  use  in  the  produc- 
**  tion  of  photo  prints  with  the  aid  of  artificial  light."  Pausing  there  for  one 
moment,  it  is  clear  that  what  the  Patentees  claim  is  not  any  part  of  the 
apparatus,  or  any  principle  illustrated  by  the  apparatus  ;  but  it  is  the  apparatus 

20  itself.  They  then  go  on  : — "  Same  comprising  a  drum  formed  of  transparent 
*'  material,  mounted  on  trunnions  so  as  to  be  rotateable  about  its  transverse 
**  axis,  and  adapted  for  the  reception  of  a  lamp  or  other  source  of  light  internally, 
"  whilst  the  drawing  to  be  reproduced  and  the  sensitive  paper  are  secured 
"  about  its  exterior  surface."    It  was  argued  that  having  regard  to  those  latter 

25  words  the  claim  was  a  general  claim  for  a  drum  of  transparent  material  mounted 
on  trunnions  so  as  to  be  rotateable  about  its  transverse  axis.  I  do  not  think  so. 
I  think  that  the  claim  was  '^  the  herein  described  apparatus,"  and  that  the  addition 
of  those  latter  words  is  merely  an  explanation  and  a  reference  to  the  more 
particular  description  contained  on  the  previous  page  of  the  Specification  which  I 

:iO  have  read.  The  second  claim  is  as  follows : — "In  apparatus  for  use  in  the  pro- 
**  duction  of  photo-prints,  with  the  aid  of  artificial  light,  the  employment  of  a  drum 
'*  consisting  of  two  annular  end-plates  connected  together  by  means  of  bars 
"  arranged  on  either  side,  the  end-plates  supporting  between  them  two  approxi- 
"  mately  semi-cylindrical  tables  formed  of  transparent  material  such  as  glads,  the 

35  '*  whole  being  mounted  to  rotate  on  trunnions  attached  to  the  aforesaid  connecting 
*'  bars,  substantially  as  herein  described.*'  I  do  not  think  ad  to  that  claim  any 
serious  question  was  raised,  and  I  will  pass  on  to  the  third  claim  : — "  In 
"  apparatus  for  use  in  the  production  of  photo-prints,  with  the  aid  of  artificial 
**  light,  the  combination  of  the  printing  cylinder  A  A,  the  cover  or  apron  A*, 

40  *'  the  bars  C  C,  and  the  spring  hooks  H  H,  substantially  as  and  for  the 
**  purposes  specified." 

Now  it  was  said — and  I  propose  to  dispose  of  this  point  at  once — that  that 
was  an  independent  claim  for  the  spring  hooks  ;  that  the  spring  hooks  were 
old  and  well  known  at  the  date  of  the  Patent,  and  that,  therefore,  that  claim 

45  was  bad.    I  do  not  think  so.    I  think  the  true  meaning  of  that  claim  is 

that  it  is  a  mere  pendant  to  the  claim  for  the  apparatus,  and  that  the  spring 

hooks,  and  the  other  things  as  well  that  are  mentioned  in  it  are  merely  claimed 

as  a  part  of  the  combination  substantially  as  and  for  the  purposes  specified. 

With  regard  to  the  fourth  claim,  no  serious  question  was  raised  on  that,  and 

50  I  do  not  propose  to  deal  with  it  further. 

Now  with  regard  to  the  serious  defence  as  to  subject-matter.  At  the  date  of 
the  Patent  trunnions  or  their  equivalents  had  been  used  in  connection  with  the 
large  flat  frames  to  iwhich  I  have  already  alluded,  and  they  had  also  been  used 
in  connection  with  a  slighily  curved  frame  employed  for  sun  printing,  which  is 

55  the  subject-matter  of  Palmer^ s  Patent  of  the  year  1891,  and  of  course  trunnions, 
or  their  equivalents,  had  been  used  in  connection  with  many  cylinders  of 
various  kinds;  but  I  do  not  find  that  they  had  ever  been  used  in  connection 
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with  any  such  apparatus  as  that  which  is  described  in  the  PlaintiflTs  Specification. 
In  this  state  of  things  was  the  invention  good  subject-matter  ?  I  think  it  was. 
There  is  no  question  that  the  apparatus  was  new  and  that  it  was  useful.  The 
trunnion  was  for  the  first  time  with  great  advantage  applied  to  these  two  semi- 
cylinders  of  glass  and  for  the  particular  purpose.  5 

After  hearing  the  evidence  on  both  sides  I  have  come  to  the  conclusion  that 
there  was  sufficient  invention  to  support  the  Patent.  The  question  is  one,  of 
course,  of  fact ;  but  I  think  one  is  assisted  considerably  in  arriving  at  the 
conclusion  as  to  the  fact  by  a  passage  in  Lord  HerschdVs  speech  in  the  House  of 
Lords  in  Vickers^  Sons  A  Co.,  Ld.  v.  Siddell,  in  7  Reports  of  Patent  Cases,  page  10 
292,  the  particular  passage  being  at  page  304.  I  have  dealt  with  the  argument 
that  the  first  claim  was  too  wide,  and  also  with  Claim  3. 

Now,  have  the  Defendants  infringed  ?     In  my  opinion  they  have.    I  think 
one  only  wants  to  look  at  the  model  of  the  two  apparatus  to  come  to  that 
conclusion.    The  Plaintiff's  apparatus  consists,  as  I  have  said,  of  two  semi-  15 
cylinders  joined  together  by  the  bars  or  tubes  referred  to  in  the  Specification, 
and  being  of  course,  when  so  joined  together,  a  complete  cylinder,  the  trunnions 
or  pivots  on  which  it  is  suspended  must  be  external.    The  Defendants  in  their 
contrivance  have  taken  one  of  the  two  semi-cylinders,  and  have  made  certain 
modifications  in  the  mode  in  which  that  semi-cylinder  is  held  in  its  frame,  such  20 
modifications  being  more  or  less  necessitated  by  the  use  of  one  semi-cylinder 
instead  of  two,  and  another  consequence  of  taking  one  semi-cylinder  instead  of 
two  is  that  they  are  able  to  suspend  it  on  rotating  pivots,  which  are  inside 
instead  of  outside  the  cylinder.    In  my  judgment  those  two  variations  make  no 
substantial  difference.    The  substance  and  the  merit  of  the  Plaintiff's  invention  25 
is  taken  by  the  Defendants.    Moreover  the  Defendants  admit  that  they  intro- 
duced their  contrivance  with  a  view  of  meeting  what  they  call  a  fictitious 
demand  created  by  the  Plaintiff's  machine,  and  I  think  one  cannot  have 
listened  to  the  evidence  which  Mr.  Hall  gave  without  seeing  that  the  variations 
which  I  have  referred  to  are  just  those  which  a  man  would  make  who  wished  30 
to  meet  what  he  called  a  fictitious  demand  created  by  a  patented  article,  and  yet 
to  endeavour,  if  possible,  not  to  infringe  the  Patent. 

On  the  whole,  therefore,  I  come  to  the  conclusion  that  the  Plaintiff  is  entitled 
to  judgment. 

An  injunction  and  an  inquiry  as  to  damages  (the  costs  of  which  were  35 
reserved)  were  awarded,  and  an  Order  was  made  for  delivery  up  of  infringing 
articles.    A  Certificate  was  given  that  the  validity  of  the  Patent  came  in 
question. 
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In  the  High  Court  op  Justicb.— Chancbry  Division. 

Before  Mr.  JUSTICE  Farwbll. 

July  8th,  1904. 

In  the  Matter  of  Ellis  &  Co.'s  Trade  Marks. 

5  Trade  Mark. -^  Motion  to  rectify. -^^^  Quaker.'''  —  Whether  word  leaving 
reference  to  the  character  or  qtuility  of  the  goodSy  or  calctUaied  to  deceive  or 
disentitled  to  protection.—Patents  Ac.  Acty  1883^  Sections  64  (/)  («),  and  75, 
Patents  Ac,  Acty  1888^  Section  10. 

A  firm  of  mine  merchants  having  registered  the  word  "  Quaker  '^  as  a 
IQ  Trade  Mark  in  Glass  43  for  fermented  liquors  and  spirits^  not  including 
whiskey^  the  Secretary  of  the  Society  of  Friends  applied  by  Motion  to  re^ify 
the  Register  by  the  removal  of  the  Trade  Mark  on  the  grounds  that  it  was 
not  entitled  to  protectiofi  in  the  Court  or  Registry ^  and  was  scandalous  and 
liable  to  deceive,  or  had  reference  to  the  character  or  quality  of  the  goods. 
15  Inhere  is  no  rule  of  totul  abstinence  in  the  Society  of  Friends. 

Held,  that  no  damage  in  a  legal  sense  could  accrue  to  the  Society  of  FriendSy 

or  that  portion  of  its  members  who  are  total  abstainers,  from  the  use  of  the 

Trade  Mark,  and  that  they  were  not  persons  (aggrieved;  also  thai  the  word 

had  no  re/et^ence  to  the  character  or  quality  of  the  goods,  and  was  not  calculated 

20  to  deceive  or  disentitled  to  protection.    The  Motion  was  dismissed  with  costs. 

On  the  19th  of  December   1902,  Ellis  and  Company,  wine  merchants  and 

beer  bottlers,  of  11  Hill  Street   Richmond,  Surrey,  applied  for  registration  as 

a  Trade  Mark  of  the  word  "  Quaker  "  in  Class  43  for  fermented  liquors  and 

spirits,    not    including  whiskey.      The  Trade   Mark  was  accepted,  and   was 

25  registerefl  under  No.  250,828. 

On  the  27th  of  April  1904,  Isctac  Sharp,  Secretary  at  the  Central  Offices  of 
the  Society  of  Friends,  gave  notice  of  Motion  for  an  Order  that  the  Register  of 
Trade  Marks,  might  be  rectified  by  removing  this  Trade  Mark  therefrom, 
upon  the  following  amongst  other  grounds,  rriz, : — That  the  same  ought  not, 
30  having  regard  to  the  provisions  of  the  Statutes  in  that  behalf,  to  have  been 
admitted  to  registration  for  the  description  of  goods  in  respect  of  which  it  was 
registered  or  at  all ;  that  the  said  Trade  Mark  was  not  entitled  to  any  protection 
in  the  Court  or  the  Registry,  and  was  scandalous  and  liable  to  deceive  ;  and  had 
or  purported  to  have  reference  to  the  character  and  quality  of  the  goods 
35  intended  to  be  distinguished  or  distinguished  thereby. 

The  Applicant  filed  an  affidavit  in  support  of  the  Motion,  which  was  as 
follows : — 

*^  (1)  I  am  authorised  by  my  said  Society  to  make  this  affidavit  and  to  take 
^'  these  proceedings.    The  name  commonly  applied  to  my  said  Society,  and  by 
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"  which  it  is  very  commonly  known,  is  that  of  Qaakers,  every  member  of  the 
**  Society  is  called  a  Quaker,  and  I  myself  am  commonly  called  a  Quaker  by 
"  reason  of  my  membership  of  the  said  Society ;  (2)  Ellis  and  Company  of 
"  11  Hill  Street  Richmond,  Surrey,  are  registered  as  the  proprietors  of  the 
"  above  Trade  Mark  in  Class  43  for  fermented  liquors  and  spirits,  but  not  5 
"  including  whiskey.  The  said  Trade  Mark  was  advertised  in  the  '  Official 
"  *  Journal '  of  the  25th  February  1903,  but  was  not  seen  by  me  or  by  my  said 
"  Society,  or  to  the  best  of  my  knowledge  and  belief  by  any  member  thereof, 
"  and  was  not  brought  to  the  notice  of  the  said  Society,  and  has  not  (if  it  has 
**  been  used,  which  we  all^e  not  to  be  the  case)  been  brought  to  our  notice  in  10 
"  use  ;  (3)  Another  Trade  Mark  or  proposed  Trade  Mark  (Noi  258,971)  of  the 
"  said  EUis  and  Company  was  advertised  in  the  *  GflBcial  Journal  *  of  January  20th 
"  1904  and  contained  the  word  *  Quaker,'  together  with  a  pictorial  representa- 
**  tion.  The  said  application  was  made  in  respect  of  fermented  liquors  and 
"  spirits,  but  not  including  whiskey,  and  on  the  attention  of  my  Society  being  15 
**  called  to  the  said  application  they  opposed  it,  and  I  was  duly  authorised  by 
"  them  to  file  notice  of  opposition,  and  did  so  ;  (4)  In  the  counter  statement  of 
**  the  said  Mlis  and  Company  to  my  said  opposition,  the  said  Ellis  and  Company 
'^  relied  as  part  of  their  case  in  repelling  the  said  opposition  on  the  registration 
"  of  the  word  Mark  250,828,  which  is  complained  of  by  me  and  by  the  said  20 
"  Society  upon  this  Motion  ;  (5)  The  said  Society  and  the  members  thereof  and 
"  I  myself  have  independently  reason  to  complain  and  do  complain  of  the  said 
**  representation.  The  majority  of  the  members  of  the  said  Society  are  total 
^  abstainers,  and  I  myself  am  a  total  abstainer,  and  the  association  of  spirituous 
"  liquors  with  the  name  by  which  we  are  commonly  and  generally  known  as  a  25 
"  religious  body  is  offensive  to  us  and  scandalous,  and  is  also  calculated  to  deceive 
**  the  public  as  to  the  origin  of  the  spirituous  liquors  intended  to  be  distinguished 
*♦  by  the  said  Trade  Mark  by  suggesting  they  come  from  us,  which  is  entirely 
<*  contrary  to  the  fact,  and  also  by  suggesting  that  they  are  suitable  for  our  con- 
**  sumption,  which  is  also  contrary  to  the  fact,  and  the  tendency  of  the  said  Mark  30 
"  is  also  to  bring  our  said  Society  into  contempt,  and  the  said  Mark  should  not,  I 
**  respectfully  submit,  be  countenanced  or  assisted  by  the  Court ;  (6)  There 
^^  exists  a  non-alcholic  drink  called  ^  Stewed  Quaker,'  and  the  Mark  complained 
"  of  herein  is  also  deceptive  by  suggesting  that  the  spirituous  liquors  in  connec- 
"  tion  with  which  it  is  really  intended  to  be  used  are  in  fact  the  non-alcoholic  35 
"  compound  referred  to  ;  (7)  For  the  reasons  above-given  the  said  Mark  is  not 
^*  only  such  as  the  Court  would  not  assist  or  allow  to  be  assisted  by  registration, 
"  but  also  has  reference  to  the  character  and  quality  of  the  goods  in  connection 
^^  with  which  it  is  intended  to  be  used  or  is  used." 

Affidavits  in  support  of  the  Motion  were  also  made  by  other  members  of  the  40 
Society  of  Friends,  stating  that  the  members  of  the  Society  were  to  a  very  Urge 
extent  total  abstainers,  and  that  the  Mark  was  an  offence  to  them  as  a  body 
and  to  the  deponents  in  particular,  and  was  regarded  as  scandalous,  and^also  that 
the  Mark  was  calculated  to  deceive  the  public  as  to  the  origin  of  the  spirituous 
liquors  distinguished  or  intended  to  be  distinguished  thereby  by  suggesting  that  45 
they  emanated  from  the  Society  of  Friends  or  some  Quaker  source,  which  was 
contrary  to  the  fact,  and  also  by  suggesting  that  they  were  suitable  for  their 
consumption,  which  was  also  contrary  to  the  fact,  and  the  tendency  of  the  said 
Hark  nras  also  to  bring  the  said  Society  into  ridicule,  and  that  the  said  Mark 
should  not  be  countenanced  or  assisted  by  registration.  50 

Henry  Wm.  EUis  made  an  affidavit  in  opposition  to  the  Motion,  in  which 
(inter  alia)  he  submitted  that  the  Applicant  was  not  a  person  aggrieved,  and  he 
referred  to  an  application  by  the  Respondents  which  the  Applicant  had  opposed, 
and  which  the  Respondents  had  allowed  to  lapse  in  order  to  meet  his  objections, 
and  to  the  opposition  by  the  Applicant  to  a  subsequent  application.  No.  258,971 ;  55 
be  stated  that  the  Society  of  Friends  had  no  formal  creed,  and  that  the  doctrine, 
pmctice  and  church  government  of  the  Society  were  embodied  in  the  book  of 
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Christian  discipline  issued  under  the  sanction  of  the  yearly  meeting  held  in 
London,  that  there  was  no  rule  of  total  abstinence  in  the  Society  of  Friends, 
that  moderate  and  temperate  habits  were  recommended,  but  nowhere  was  there 
a  rule  making  total  abstinence  from  intoxicating  beverages  obligatory  on  the 
5  members  of  the  said  Society,  who  were  in  no  way  prohibited  from  exercising 
their  own  judgment  in  the  matter,  and  that  the  Society  had  within  itself  had  a 
Total  Abstinence  Society ;  he  also  stated  that  there  were  a  large  number  of  Trade 
Marks  on  the  Register  in  respect  of  a  great  variety  of  goods  in  which  the  word 
**  Quaker,"  or  that  word  with  a  pictorial  device,  appeared,  and  he  referred  to  a 

10  list  of  25  such  Marks,  and  the  deponent  denied  the  allegations  as  to  the  Mark 
being  deceptive  and  scandalous. 

The  Applicant  in  his  affidavit  in  reply  referred  to  an  Appeal  made  to 
the  members  of  the  Society  of  Friends  in  connection  with  the  temperance 
question. 

15  Upjohn^  K.C.,  and  Israsl  Davis  (instructed  by  Halse  and  Truatam)  appeared 
for  the  Applicants  ;  T.  Terrell,  K.C.,  and  L,  B.  Sebastian  (instructed  by  Wynnsj 
Baxter  and  Kehle)  appeared  for  the  Respondents  ;  B,  J.  Parker  (instructed  by 
the  Solicitor  to  the  Board  of  Trade)  appeared  for  the  Comptroller. 

Upjohn^  K.C.,  for  the  Applicants. — The  Trade  Mark  should  be  removed  from 

20  the  Register,  because  the  word  **  Quaker  "  refers  to  the  character  or  quality  of 
the  goods,  and  was  not  registrable  (Sect.  64  (1)  {e)  of  the  Patents  Act,  1883,  as 
amended  by  Section  10  of  the  Act  of  1888)  ;  also,  it  is  calculated  to  deceive  or 
is  otherwise  disentitled  to  protection  within  Section  73.  On  the  first  point 
the  word  conveys  an  idea  of  the  character  of  the  goods,  either  that  of  purity, 

25  or  mellowness,  or  being  fit  for  or  drunk  by  Quakers;  just  as  "John  Bull" 
for  beer  in  Paine^s  Trade  Mark  (9  R.P.C.  130)  was  said  to  suggest  beer  of  such 
a  kind  as  an  Englishman  would  like.  [Farwell,  J, — That  was  a  decision  as  to 
a  word  said  to  be  a  fancy  word.]  In  Arhenz*s  application  (4  R.P.0. 143,  L.R.  35 
Ch.  D.  248)  "gem  "  was  held  to  be  descriptive  of  quality.      "  Quaker  "  applied 

30  to  an  article  is  a  word  of  commendation.  Under  Section  73,  if  it  conveys  that 
the  article  is  drunk  by  or  associated  with  Quakers  in  any  way,  that  is  untrue,  and 
the  Trade  Mark  is  calculated  to  deceive.  In  the  United  States  registration  was 
refused  of  a  Mark  which  contained  the  words  "  Knights  of  Labour,"  the  Appli- 
cants having  no  connection  with  the  Society  of  that  name  {Sebastian  on  Trade 

35  Marks,  p.  351).  The  Mark  is  also  disentitled  to  protection  as  calculated  to  give 
offence  to  a  large  body  of  the  King^s  subjects.  The  decision  in  Clark  v.  Freeman 
(11  Beav.,  112)  has  been  constantly  disapproved.  Although  the  use  of  the  Mark 
could  not  be  restrained,  it  should  not  be  allowed  the  benefit  of  registration. 
[Farwbll,  J. — ^Do  you  put  it  on  the  ground  of  imputation  ?]    No,  but  that  it  is 

40  offensive  ;  it  is  not  necessary  for  the  present  purpose  that  the  Mark  should  be 
libellous.  Section  73  forbids  the  registration  of  a  scandalous  design,  and 
Section  86  of  a  Mark  contrary  to  law  or  morality.  I  rely  on  the  Mark  being 
offensive.  Suppose  one  registered  "Wesleyan  Whiskey,"  could  that  be 
allowed  ?    [Farwbll,  J.— Is  "  Plymouth  Qin  "  scandalous  ?]    The  Applicants 

45  are  persons  aggrieved  {PowdVs  Trade  Mark,  11  R.P.C.  4 ;  L.R.  (1894)  A.O.  8). 
The  purity  of  the  Register  is  of  importance  {Paine  and  Go.  v.  Danielle  and 
Sons'  Breweries,  10  R.P.C.  217  ;  L.R.  (1893)  2  Ch.  567).  Any  conduct  interfering 
with  the  ordinary  enjoyment  of  life  may  be  a  nuisance  at  Common  Law 
(Lyons  A  Sons  v,  Wilkins,  L.R.  (1899)  1  Ch.  255). 

50  Terrell,  K.C.— The  Applicant  is  not  a  person  aggrieved ;  he  has  no  interest. 
On  the  Applicant's  own  case,  if  the  word  was  thought  to  have  any  reference  to 
the  goods,  the  representation  would  be  that  the  liquor  was  non-intoxicant.  [He 
was  stopped  by  the  Court.] 

Farwbll,  J. — Surely  an  enemy  of  the  Society  of  Friends  must  have  prompted 

55  this  Motion.  The  reputation  of  the  Society  of  Friends  stands  so  high  that  it  is 
idle  to  suppose  that  they  could  suffer  any  injury  from  the  fact  that  a  firm  of 
liquor  seUers  have  registered  as  a  Trade  Mark  tiie  word  '^  Quaker  "  for  fermented 
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HqnorB  and  spirits,  not  including  whiskey.      I  do  not  sit  here  to  deal  with 
sentimental  objections,  but  to  administer  the  law  as  I  find  it. 

First  of  all,  in  order  to  succeed,  the  Applicants  have  to  show  that  they  are 
persons  aggrieved.  Now  the  Society  of  Friends  is  one  which  has  commanded 
the  respect  of  the  world  for  at  any  rate  a  great  many  years,  although  no  5 
doubt  they  had  a  somewhat  tempestuous  origin  ;  but  it  is  no  part  of  their  tenets 
to  be  total  abstainers — ^temperance,  I  agree,  is  one.  Some  people  think  that  total 
abstinence  is  not  temperance,  any  more  than  excess  of  drinking  is  temperance. 
It  is  not  for  me  to  say  whether  it  is  so  or  not ;  but  it  is  not  one  of  the  tenets  of 
the  Society  of  Friends  that  they  are  to  be  total  abstainers.  Total  abstinence  is  10 
not  enjoined  by  any  law,  nor  is  it  illegal,  nor  is  it  any  imputation  on  any  man 
to  say  that  he  is  not  a  total  abstainer.  The  liquor  trade  is  a  perfectly  lawful 
trade ;  it  is  not  any  imputation  on  a  man  to  say  that  he  deals  in  liquor.  All 
these  things  are  so  elementary  that  I  am  really  at  a  loss  to  understand  how  it  is 
that  the  Applicants  have  launched  this  Motion.  They  say  they  are  persons  15 
ajg^grieved.  They  would  be  the  last  to  suggest  that  they  are  interested  in  the 
liquor  trade,  or  that  they  have  any  business  interest  to  serve  in  taking  this  Mark 
from  the  Register.  The  definition  of  persons  aggrieved  is  to  be  found  in  many 
of  the  cases.  I  will  take  one  from  Riviere^s  Trade  Mark,  reported  in  53  Law 
Times  N.S.  237.  It  includes  :  "  Every  person  who  will  in  reasonable  probability  20 
**  suffer  any  injury  or  loss  (using  those  words  in  a  legal  and  not  in  a  sentimental 
*'  sense)  from  the  other  persons  claiming  to  use  it.*'  It  seems  to  me  to  be  perfectly 
obvious  that  no  legal  damage  can  accrue  to  the  Society  of  Friends,  or  to  that 
portion  of  the  Society  of  Friends  who  are  total  abstainers,  from  the  use  of  this 
Trade  Mark.    That  in  itself  would  be  sufficient  to  dispose  of  the  Motion.  25 

Secondly,  it  is  said  that  this  Trade  Mark  is  bad  because  it  is  not  within 
Section  64,  sub-Section  (e),  as  it  has  reference  to  the  character  or  quality  of  the 
goods.  Well,  this  is  the  first  time  that  I  have  ever  heard  any  such  suggestion. 
The  case  before  Mr.  Justice  Kekewich  of  "  John  Bull  "  was  on  the  section  of  the 
old  Act.  That  was  a  fancy  word ;  but,  to  say  that  the  word  "  Quaker "  has  30 
reference  to  the  character  or  the  quality  of  the  liquors  appears  to  me  to  be 
really  too  fantastic ;  and,  supposing  I  held  that  a  word  of  that  sort  did  refer 
to  the  character  or  quality  of  the  goods,  I  should  have  at  least  twenty-five 
words  and  marks,  which  have  been  called  to  my  attention,  probably  attacked 
as  being  open  to  a  similar  objection.  No  one  has  ever  thought  of  raising  the  35 
point  before,  and  it  appears  to  me  to  have  nothing  in  it. 

Then  it  is  said  that  the  Mark  is  within  Section  73^that  it  is  calculated  to  deceive, 
or  otherwise  is  disentitled  to  the  protection  of  the  Court.  I  absolutely  fail  to 
see  how  it  is  calculated  to  deceive  any  one.  Nobody  in  his  senses  could  suppose 
that  it  represents  that  it  is  made  by  Qudirers,  or  drunk  by  Quakers,  or  sold  by  40 
Quakers.  It  simply  is  a  word  which  the  Respondents  have  chosen,  because  it 
has  no  reference  whatever  to  the  liquors  at  all.  To  say  that  it  is  disentitled  to 
protection,  is,  in  effect,  to  put  forward  a  sentimental  objection  because  a  certain 
number  of  the  members  of  the  Society  of  Friends,  including  those  who  make 
affidavUs  upon  this  Motion,  are  total  abstainers.  I  have  already  pointed  out  that  45 
to  sell  liquor,  and  the  consumption  of  liquor  in  moderation,  carries  with  it  no 
imputation  on  any  man's  moral  character,  and  to  say  that  this  is  a  suggestion 
of  scandal,  or  immorality,  or  anything  of  that  sort.,  against  the  body  of  Quakers 
seems  to  me  to  be  absolutely  extravagant.  I  cannot  think  that  the  chaiacter  of 
the  body  of  Quakers  stands  in  need  of  any  assistance  from  this  Court  to  prevent  50 
it  suffering  from  any  imputation,  caused  by  a  Trade  Mark  of  this  nature,  that 
they  are  indulging  either  in  the  sale  of  spirituous  liquors,  or  in  the  drinking  of 
spirituous  liquors. 

I  must  refuse  the  application  with  costs. 
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In  the  Court  op  Appeal. 

Before  Lords  Justices  Vaughan  Williams,  Romer,  and  Cozbns-Hardy. 

July  12th  and  13th,  and  Aogust  11th,  1904. 

Werner  Motors,  Ld.  v.  A.  W.  Qamagb,  Ld. 

5  Design. — Action  for  infringement. — Validity  of  registration. — Patent  granted 
on  application  prior  to  registration  of  Design, — Novelty. — Defendants  threaten- 
ing to  sell  after  knowledge  of  registroMon. — Marking  of  articles.  —Judgment  for 
Plaintiff^. — Appeal  dismissed.— Patents^  Ac,  Act^  1888^  sections  51^  58^  ar^  59. 

On  the  18th  of  November  1901,  M.  W.   and  E.  W.  registered  a  Design 

10  applicable  ^for  the  pattern  as  shoum  of  a  motor-cycle  frame,^  and  the  registered 
proprietors  of  the  Design  subsequently  commenced  an  action  for  infringement. 
The  Defendants  denied  infringement,  and  alleged  that  the  registration  toas 
invalid  for  want  of  novelty ;  they  also  alleged  that  the  sales  made  by  them 
before  action  had  been  made  without  knowledge  of  the  registration  of  the  Design, 

15  and  at  the  trial  they  contended  that,  although  they  had  made  a  few  sales  after 
the  commencement  of  the  action,  they  had  never  threatened  to  do  any  wrongful 
acty  since  on  the  evidence  the  copyright  had  ceased  under  section  51  of  the 
Patents,  Ac,  Act,  1883,  by  reason  of  insufficient  marking  of  articles  by  the 
Plaintiffs;    they  further  alleged  that  a  Patent  had  been  applied  for  on  the 

20  ^th  of  November  1901  for  a  frame  for  motor-cycles  the  same  as  that  shown  in 
the  Design,  and  that,  the  Patent  having  been  granted  on  an  application  made 
before  the  application  to  register  the  Design,  the  registration  of  the  Design  was 
invalidated  by  reason  of  a  prior  grant  of  exclusive  rights  in  the  article.  It 
was  held   by  Byrne,  J.,  at  the  trial,  that  the  Design  was  novel,  and  that  the 

25  design  of  tJie  machine  sold  by  the  Defendants  was,  unth  the  exception  of  im- 
material details,  identical  with  the  registered  Design ;  that  the  fact  of  the 
registration  was  unknoum  to  the  Defendants  before  action,  and  their  acts  until 
then  were  protected  as  far  as  penalties  or  damages  were  concerned,  but  that 
haviiig  regard  to  the  subsequent    sales  and    the   position    taken  up  by  the 

30  Defendants  on  the  motion  and  subsequently,  the  Plaintiffs  were  entitled  to  an 
injunction  against  infringement;  that  tJiere  was  no  evidence  of  articles 
insufficiently  marked  having  been  sold ;  and  that  the  registration  of  the  Design 


ess 


REPORTS  OF  PATENT,  DESIGN,        [Oct  19, 1904. 


Werner  Motors^  Ld.  ▼.  A.  W.  Oamage^  Ld. 


was  not  invalidated  by  the  Patenty  becauaey  first,  the  Design  was  registered 
before  the  actual  grant  of  the  Patent ;  secondly,  that  the  right  of  copyright  in  a 
Design  is  not  a  grant  but  is  statutory;  and,  thirdly,  that  rights  under  a 
Patent  and  in  a  Design  are  separate  and  distinct  and  may  co-exisL  An 
injunction  was  granted  with  costs,  and  by  arrangement  the  Plaintiffs  accepted  5 
a  fixed  sum  for  damages.     The  Defendants  appealed 

Held,  that  the  learned  judge  was  correct  in  his  finding  of  the  facts ;  that 
in  the  circumstances  the  registralion  of  the  Design  was  valid,  and  that  the 
applicant  for  a  Patent  for  an  article,  and  for  registration  of  a  Design  for  the 
shojpe  of  a  similar  article  is  not,  under  the  Patents  &c.  Act,  1888,  put  to  an  10 
election,  but  may  secure  both.    The  Appeal  was  dismissed  with  costs. 

On  the  18th  of  November  1901,  M.  Werner  and  E,  TFi?m^  registered  a  Design 
(No.  383,283)  in  Class  1  applicable  "  for  the  pattern  as  shown  of  a  motor-cycle 
**  frame."  A  representation  of  the  Design  as  registered  is  shown  below,  except 
that  the  lettering  of  the  parts  has  been  added  for  the  purpose  of  this  report  15 


On  the  18th  of  April  1902  the  Design  was  assigned  to  Werner  Motors,  Ld. 
On  the  1st  of  August  1902  Werner  Motors,  Ld.,  commenced  an  action  against 
A.  and  W.  Qamage,  Ld.,  for  infringement  of  the  Design,  claiming  an  injunction, 
damages  or  an  account  of  profits,  delivery  up,  and  costs. 

The  Plaintiffs  by  their  Statement  of  Claim  aUeged— (1)  the  registration  of 
the  Design,  and  that  it  was  a  new  and  original  Design  not  previously  published 
in  the  United  Kingdom ;  (2)  that  the  Defendants  had,  without  the  written 
licence  or  consent  of  the  Plaintiffs,  applied  and  caused  to  be  applied  such  Design 
or  a  fraudulent  or  obvious  imitation  thereof  for  the  purpose  of  sale  to  motor 
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bicycles,  being  goods  within  Class  1 ;  (3)  that  the  Defendants  had  sold  and 
oflFered  for  sale,  and  were  still  selling  and  offering  for  sale,  motor  bicycles 
constructed  according  to  such  Design  or  a  fraudulent  or  obvious  imitation 
thereof,  well  knowing  that  such  Design  had  been  used  or  applied  by  them 
5  without  the  consent  of  the  Plaintiffs ;  (4)  that  the  Plaintiffs  complained  in 
particular  that,  on  the  29th  day  of  July  1902,  the  Defendants  sold  to  Bowland 
James  Moon,  at  their  premises  in  Holbom,  in  the  City  of  London,  a  motor 
cycle  to  which  the  said  Design  No.  383,283  had  been  wrongfully  applied  as 
aforesaid  ;  by  (5)  the  Plaintiffs  claimed  the  right  to  recover  compensation  in 

10  respect  of  all  infringements  ;  and  (6)  they  alleged  injury  to  their  business. 

By  their  Defence  (which  is  fully  set  out  in  the  report  of  the  trial  ante  p.  139) 
the  Defendants  denied  infringement  and  the  novelty  of  the  Design ;  and  alleged 
various  prior  publications,  the  only  ones  relied  on  by  them  at  the  trial  being  Figs.  1 
and  9  of  the  Specification  of  Letters  Patent  granted  to  Chapelle  and  Ghapelle  (No. 

15  13970  of  1899)  and  an  illustration  on  page  359  of  the  «  Motor  Car  Journal "  dated 
the  28th  of  July  1900.  The  Defence  concluded  with  the  following  paragraph  : — 
"  The  said  Design  was  registered  in  this  country  on  the  18th  day  of  November 
**  1901  in  the  names  of  Michel  Werner  and  Eugene  Werner  ;  that  on  the  8th  of 
"  November  1901  one  A.  F.  Spooner,  as  agent  for  the  said  M.  and  E.  Werner, 

20  "  applied  for  Letters  Patent  in  this  country  in  respect  of  an  invention  of 
'*  *  Improvements  in  frames  for  motor  bicycles  and  other  vehicles,*  which  frames 
"  were  in  all  respects  identical  with  the  said  Design,  and  Letters  Patent  in 
**  respect  of  the  said  invention  were  subsequently  granted  and  dated  the  8th  of 
"  November  1901 ;  the  Defendants  would  contend  that,  in  these  circumstances, 

25  *^  the  registration  of  the  said  Design  was  invalid  and  was  contrary  to  the  policy 
"  of  the  Act  and  was  a  fraud  on  the  Crown." 

Figs.  1  and  2  of  the  Complete  Specification,  filed  the  8th  of  August  1902,  of 
Spooner's  Patent  (No.  22,563  of  1901,  granted  on  a  communication  from  abroad 
by  M.  Werner  and   E.   Werner),  were,  with  the  addition  of  some  detailed 

30  matter,  substantially  identical  with  the  registered  Design. 

The  claims  were  as  follows  : — "  1.  A  frame  for  motor  cycles  characterized  by 
*^  the  arrangement  instead  of  and  in  the  place  of  the  ordinary  pedals,  at  the 
**  angle  formed  by  two  adjacent  tubes  of  the  frame,  of  an  opening  allowing  of 
^*  the  placing  of  an  engine  suitably  fixed  to  the  said  tubes  but  being  preferably 

35  ^*  secured  by  means  of  a  fork  i  formed  on  one  of  the  tubes  a  and  connected  to 
^*  an  ear  A  extending  the  width  of  the  casing  e,  the  other  tube  h  being  connected 
''  between  the  parts  of  the  other  ear  g  of  the  casing  opposite  to  the  first  ear  h ; 
"  the  part  b  of  the  frame  being  formed  with  the  head  of  the  back  stay  c  carrying, 
*^  itself,  the  pedal-crank  axle  /; ;  all  with  the  object  of  assuring  greater  stability 

40  *'  while  running  and  to  facilitate  the  fixing  of  the  engine.  (2)  A  frame  for 
**  motor  cycles  constructed  substantially  as  described  with  reference  to  the 
'*  accompanying  drawings." 

The  Complete  Specification  was  left  on  the  8th  of  August  1902,  and  accepted 
on  the  23rd  of  October  1902. 

45  Fig.  2  of  Chapelle'e  Specification,  which  was  the  anticipation  chiefly  relied  on 
at  the  trial,  is,  so  far  as  material,  shown  on  p.  624. 

The  following  is  an  extract  from  the  description  of  the  Baines  motor  bicycle 
in  the  "  Motor  Car  Journal "  : — **  The  bottom  tube  is  divided,  and,  with  the  seat 
^^  tube  or  diagonal  which  is  also  bifurcated,  forms  the  frame  for  the  motor, 

50  **  No  pedals  are  fitted — that  is,  revolving  pedals — the  bottom  bracket  or  pedal 
**  crank  bearing  being  done  away  with." 

At  the  trial  the  Manager  and  Secretary  of  the  Plaintiff  Company  stated  in 
cross-examination  that  a  second  Design  had  been  registered  in  November  1902, 
which  differed  from  the  one  in  question  only  by  an  inch  or  two  in  one  of  the 

55  dimensions  and  that  cycles  made  according  to  the  second  Design  had  only  the 
second  registration  number.  The  Defendants  then  raised  the  point  that  the 
Plaintiffs  had  not  always  complied  with  section  51  of  the  Patents,  ^bc.  Act, 
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1883,  as  to  the  marking  of  articles,  and  alleged  tliat,  on  the  evidence,  the 
copyright  in  the  Design  had  ceased.  The  facts,  as  they  alleged  them  on  this 
point,  were  that  a  Design  was  in  November  1902  registered  by  the  Plaintiffs 
which  was  practically  the  same  as  the  Design  sued  on,  and  that  articles  made 
according  to  the  second  Design,  and  therefore  according  to  the  first  Design 
substantially,  had  been  sold  without  being  marked  with  the  number  of  the 
first  Design.  But  Byme^  J.,  found  that  no  sale  of  such  articles  had  been 
proved. 

The  Plaintiffs  moved  for  an  interlocutory  injunction,  but  the  Motion  was 
ordered  to  stand  to  the  trial,  the  Defendants  having  undertaken  to  keep  an 
account.  The  Defendants  put  in  evidence  on  the  Motion  to  prove  delay  in 
taking  proceedings  on  the  part  of  the  Plaintiffs,  but  they  did  not  state  that  they 
did  not  intend  to  sell  in  future. 


10 


The  action  was  tried  by  Byrne,  J.,  who  on  the  21st  of  December  1903,  gave 
judgment  for  the  Plaintiffs,  holding  that  the  Design  was  novel  and  that  the  15 
Defendants'  machine  was,  with  the  exception  of  immaterial  details,  identical 
with  the  registered  Design ;  that  the  fact  of  the  registration  was  unknown  to 
the  Defendants  before  action  and  their  acts  until  then  were  protected  as  far  as 
penalties  or  damages  were  concerned,  but  that  having  regard  to  the  subsequent 
sales  and  the  position  taken  up  by  the  Defendants  on  the  Motion  and  20 
subsequently,  the  Plaintiffs  were  entitled  to  an  injunction  ;  that  there  was  no 
evidence  of  articles  insufficiently  marked  having  been  sold  ;  and  that  the 
registration  of  the  Design  was  not  invalidated  by  the  Patent.* 

•  Ants,  p.  137. 


Vol.  XXI.,  No.  27.]      AND  TRADE  MARE  OASES.  625 

Werner  Motors^  Ld.  v.  A.  W.  Oamage^  Ld. 

An  injunction  was  granted,  and  by  arrangement,  the  Plaintiffs  accepted  an 
agreed  snm  for  damages. 
The  Defendants  appealed. 

On  the  hearing  of  the  appeal,  Cripps,  K.C.,  T.  Terrell^  K.C.,  and  J.  G.  Oraham 
5  (instructed  by  Wardy  Perks^  and  McKay)  appeared  for  the  Appellants ;  A.  J". 
Walter  and  D.  M.  Kerly  (instructed  by  J.  B.  and  F.  Purchase)  appeared  for 
the  Respondents. 

Gripps,  K.C.,  and  T.  Terrell^  K.O.,  for  the  Appellants. — The  application  for 
registration  of  a  Design  is  made  under  sections  47  and  48  of  the  Patents,  &c., 

10  Act,  1883.  In  a  Design  it  is  the  shape  or  configuration  alone  that  is  to  be 
considered.  The  learned  judge  fell  into  the  error  of  taking  into  consideration 
the  functions  of  the  parts  of  the  frame  as  if  it  were  the  case  of  a  Patent. 
A  Patent  was  applied  for  on  the  8th  of  November  1901  (No.  22,563)  and  a 
complete  Specification  was  filed  on  the  8th  of  August  1902,  but  its  publication 

15  by  reason  of  Section  13  of  the  Act  of  1883  dates  from  the  8th  of  November  1901. 
The  Drawing  attached  to  the  Complete  Specification  is  identical  with  the 
registered  Design  and  the  particular  form  shown  is  made  the  subject. of  the 
claims.  The  chief  anticipations  are  the  illustration  on  page  359  of  the  "  Motor 
Car  Journal  "  of  the28th  of  July  1900and  the  Drawings  in  Ghapelle's  Specification. 

20  Tested  by  the  eye  there  is  nothing  "  new  or  original "  in  the  Design  as  registered 
compared  with  the  Ghapelle  Drawing.  The  only  novel  feature  is  that  the 
second  bar  is  placed  slightly  lower  down.  The  Patent  (No.  22,563)  was  acquired 
by  the  Respondents  and  used  for  blocking  purposes,  as  they  made  no  machines 
in  this  country,  but  imported  them  from  Paris.    The  Design  was  registered 

25  with  the  same  object.  It  is  the  mere  form  of  the  Design  and  not  the  function 
that  is  to  be  considered  (Hecla  Foundry  Go.  v.  Walker  &  Go.^  6  R.P.C.  554 ; 
L.  R.  14  App.  Cas.  550).  [Vaughan  Williams,  L. J.-— One  must  look  at  it  with 
regard  to  convenience  and  not  merely  aesthetic  merit.]  One  must  not  consider 
either  utility  or  function.    The  Design  must  be  new  or  original,  and  it  is  not 

30  a  question  of  details  of  difference  being  numerous  or  not  {RollasorCa  Design^ 
15  R.P.C.  441 ;  L.R.  (1898)  App.  Cas.  499).  Here  there  is  nothing  new  or 
original  in  the  Design  itself,  the  novelty  is  merely  the  lowering  of  a  bar.  One 
must  consider  the  nature  of  the  article  to  which  the  Design  is  applied.  The 
rule  is  laid  down  by  Boweny  L.J.,  in  Le  May  v.  Welch  (L.R.  28  Ch.  D.  at  p.  34), 

35  there  must  be  "  a  substantial  novelty  in  the  Design  having  regard  to  the  nature 
^*  of  the  article."  Were  this  not  the  rule,  trade  in  any  article  might  be  seriously 
hampered.  In  this  instance  this  registration  would  interfere  with  the  cycle 
trade  for  five  years.  In  the  case  of  the  Hecla  Foundry  Go.  v.  Walker  <fe  Go. 
(6  R.P.C.  554 ;  L.R.  14  App.  Cas.  550)  Lord  Herschell  (at  p.  554)  laid  down  the 

40  rule  that  protection  is  given  to  the  shape  and  to  that  alone.  [Cozbns-Hardy, 
LJ", — That  was  not  a  case  of  revocation  at  all.]  [Kerly, — The  registration 
had  been  challenged  previously  in  Walker  A  Go.  v.  Falkirk  Iron  Go.y  4  R.P.C. 
390.]  [Vaughan  Williams,  L.J.— Section  47  (3)  requires  that  the  class  be 
specified.    If  a  Design  be  registered  in  one  class  would  it  be  **  new  or  original " 

45  in  another  subsequently  ?]  In  BacKe  Design  (6  R.P.C.  376  ;  L.R.  42  Ch.  D.  661) 
it  was  held  that  it  must  be  new  or  original  apart  from  the  class  in  which  it  was 
registered.  The  Patent  was  taken  out  for  identically  the  same  thing  as  the 
Design.  The  Applicant  cannot  have  both  grants.  Pablication  of  the  Specifica- 
tion is  not  necessary  for  our  case  on  this  point,  it  is  a  case  of  ^'  prior  grant.'* 

50  The  Patent  involves  the  Design.  [ROMBR,  LJ". — ^A  man  registers  a  Design  and 
subsequently  takes  out  a  Patent  for  the  same  article.  Why  should  his  Patent 
be  bad  ?  You  cannot  possibly  make  a  Patent  of  a  Design.]  Supposing 
that  he  registers  a  Design,  and  then  he  takes  out  a  Patent  for  the  combination 
of  parts  performing  the  functions  the  Design  suggested,  and  then  assigns 

55  each  to  different  parties.  [VAUGHAN  Williams,  L.J.— The  first  assignee 
will  have  his  rights,  and  the  second  must  be  subject  to  them  ;  he  is  in 
no  better  position  than  the   assignor.]      It  is  really  a  question  of  Patent 
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law.  A  Patent  cannot  be  granted  to  A  and  subsequently  to  B  for  the  same 
thing.  Two  identical  monopolies  cannot  co-exist.  There  is  no  difference 
in  the  case  of  a  Design.  Both  grants  are  made  under  the  Act  of 
1883.  A  prior  Patent  is  a  ground  of  opposition  to  the  grant  of  a  Patent  under 
Section  11  of  that  Act.  [ROMBR,  L./.— When  he  filed  his  Provisional  5 
Specification  he  might  not  have  been  sure  whether  the  thing  was  patentable  at 
all. J  [Vaughan  Williams,  L. J.— Your  argument  is  that  registration  of  the 
Design  should  not  have  been  granted.  If  you  wish  to  impeach  the  validity  of 
the  registration  you  should  have  a  Motion  to  rectify  the  Register.]  That  point 
has  never  been  raised.  [Vaughan  Williams,  LJ.—You  may  amend.]  If  A  10 
files  a  Provisional  Specification,  and  then  B  registers  a  Design  for  the  8«ime 
thing,  next  A  files  his  Complete  Specification  and  obtains  his  Patent ;  A  is  the 
first  grantee,  and  can  prohibit  the  use  of  the  article  by  all,  including  B.  A 
grant  cannot  be  made  to  A  subject  to  the  rights  of  B,  but  only  in  accordance 
with  the  Statute  of  Monopolies.  The  copyright  in  this  Design  had  ceased  15 
before  judgment  was  delivered,  because  bicycles  were  sold  not  marked  with  the 
prescribed  mark.  [Walter. — This  was  not  raised  in  the  Pleadings.]  The 
Plaintiffs  were  not  entitled  to  damages  up  to  the  date  of  the  writ,  as  the 
Defendants  had  no  knowledge  of  the  registration,  and  their  right  to  an 
injunction  was  gone  before  judgment.  [Evidence  as  to  alleged  sales  of  20 
unmarked  articles  was  read.]  When  selling  the  improved  Design  both  the 
prescribed  marks  of  the  old  and  improved  Designs  should  have  been  on  the 
articles.  [ROMER,  LJ. — If  the  Defendants  had  proper  notice  they  might 
have  given  evidence  as  to  the  identity  of  Designs.]  [  Walter. — ^The  improved 
Design  was  never  before  the  Court.]  The  matter  was  argued,  however,  and  25 
dealt  with  in  the  judgment.  [Vaughan  Williams,  L.J, — ^We  have  consider- 
able doubt  as  to  our  being  able  to  deal  with  the  question  of  validity  of 
registration  when  there  is  no  Motion  to  rectify  the  Register.]  [ROMBR,  L.J. — 
Are  the  Respondents  prepared  to  treat  this  as  a  Motion  to  rectify  ?]  [Walter. — 
We  cannot.  The  Comptroller-Qeneral  is  not  before  the  Court.  We  admit  that  30 
invalidity  as  regards  registration  is  a  good  defence  to  an  action  for  infringement, 
and  in  that  way  between  the  parties  we  will  take  it  as  if  there  was  such  a 
Motion.]  [Vaughan  Williams,  L.J. — ^We  cannot  have  this  case  cited  as  an 
authority  that  a  Motion  to  rectify  is  unnecessary.] 

Walter  and  Kerly  for   the  Respondents. — The  Design  must  be  "new  or  35 
**  original " — that  is,  not  previously  published  in  the  United  Kingdom  (section  47). 
If  the  Design  or  drawing  were  shown  to  a  third  party  it  would  not  be  new  or 
original  {Blank  v.  Footman  &  Go.  5  R.P.C.  653 ;  L.R.  39  Ch.  D.  678) ;  Winfield  v. 
Snow  (8  R.P.C.  15).    The  evidence  shows  it  was  new  and   original  in  this 
country.     [The  evidence  was  referred  to  in  detail.]    Novelty  is  to  be  tested  by  40 
the  evidence  of  persons  who  are  familiar  with  the  class  of  articles  in  question  ; 
Prof.  Boyes  said  it  struck  him  as  being  new.     [VAUGHAN  WILLIAMS,  Z/.J., 
referred  to  Lord  HerschelVs  test  of  comparing  the  Designs  side  by  side  in 
J.  Harper  &  Go.  v.  Wright,  Ac,  M.  (12  R.P.C.  483 ;  L.R.  (1896)  1  Ch.  148).] 
That  case  was  one  of  infringement,  and  Lord  HerscJiell  found  that  the  design  45 
was  a  new  one  ;  it  differed  mainly  from  the  older  one  in  having  a  wider  base. 
The  Collar  case  (Le  May  v.  Welch,  ubi  supra)  is  distinguishable  ;  there  were 
enormous  numbers  of  collars  on  the  market  of  all  shapes.    In  this  case  one 
novel  feature  was  removing  the  bar  out  of  a  place  in  which  it  had  always  been 
put  and  placing  it  lower  down.    To  the  mechanic  this  would  suggest  a  great  50 
deal  more  than  mere  change  of  form.    There  is  no  rule  that  one  cannot  consider 
function.    The  Design  is  solid  and  not  a  mere  drawing.    The  chief  differences 
between  our  Design  and  the  alleged  anticipation  are— the  cross  bar  d  springs 
from  a  different  place  ;  the  tube  (w)  in  the  Ghapelle  Drawing  is  not  bifurcated 
as  in  the  corresponding  one  (a)  in  the  Design,  and  the  end  of  it  is  not  attached  55 
to  the  motor  :  the  crank  axle  is  in  front  of  the  motor  and  not  behind,  as  in  the 
design  ;  the  "  Motor  Journal "  illustration  shows  this  difference  plainly.     Again 
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there  is  no  open  space  in  tlie  Ghapelle  Drawing  as  in  the  Design.  The  frame 
connection  in  the  Ohapdle  Drawing  is  different,  and  is  described  in  words  in 
the  ''Motor  Car  Journal."  [VAUGHAJf  Williams,  L.J.—So  far  as  outline  is 
concerned,  the  difference  is  the  bar  is  in  a  lower  position,  the  rest  is  the  same 
5  whether  it  consists  of  one  piece  of  metal  or  three.]  The  Design  must  be  looked 
at  with  an  "  instructed  "  eye.  [Mr.  BoulCs  evidence  was  then  referred  to.]  The 
Design  is  addressed  to  makers  of  cycle  frames  who  would  recognise  that  there 
was  a  great  difference  in  function  produced  by  the  change  of  lowering  the  bar. 
[Vaughan  Williams,  L./.— Section  60  of  the  Act  of  1883  refers  to  the  Design 

10  being  applicable  for  the  pattern,  or  for  the  shape  or  configuration,  or  for  the 
ornament.  You  may  claim  for  all  those  or  for  only  the  pattern,  and  the  Court 
will  look  at  it  to  see  if  the  Design  really  goes  further.]  The  whole  must  be 
judged  when  looked  at.  [Vaughan  Williams,  L,J. — If  there  be  a  striking 
novelty  in  part  of  the  Design  are  persons  required  to  compare  all  the  details  ? 

15  They  may  not  be  of  the  essence  of  the  Design.]  The  whole  of  the  Design  must 
be  compared.  As  regards  Prior  Grant  the  analogy  from  Patent  Law  is 
misleading.  Copyright  in  Designs  is  quite  modern,  and  is  the  creation  of 
Statute.  The  Acts  relating  thereto  were  consolidated  in  the  Patents  Designs  and 
Trade  Marks  Act  1883,  which  dealt  mainly  with  procedure  in  the  case  of 

20  Patents,  and  established  one  office  to  administer  the  laws  relating  to  Patents, 
Designs  and  Trade  Marks  under  one  Comptroller-General  and  the  Board  of 
Trade.  In  the  case  of  a  Design  the  Comptroller-General  cannot  exercise  a 
discretion  as  the  grant  is  statutory  ;  any  valid  objection  to  the  registration  must 
be  found  in  the  Act  itself.    The  grant  of  Patents  by  the  Crown  depends  on  the 

25  Common  Law  and  the  Statute  of  Monopolies,  and  the  more  modem  Acts  deal 
only  with  procedure.  It  has  been  supposed,  but  never  actually  decided,  that  if 
two  Patents  be  granted  for  the  same  invention  the  first  grantee  could  obtain  a 
scire  facias  to  revoke  .the  second  grant.  Section  26  of  the  Act  of  1883  abolished 
scire  faciaSj  but  enacted  that  the  grounds  on  which  scire  facias  could  have  been 

30  obtained  to  repeal  a  Patent  should  be  grounds  for  a  petition  for  revocation,  or 
defence  to  an  action.  It  is  only  by  reason  of  that  provision  that  "  Prior  Grant " 
is  alleged  to  be  a  ground  for  invalidity  of  a  Patent.  There  never  was  any 
procedure  in  the  case  of  Designs  similar  to  scire  facias.  [Cozbns-Hardy,  L.J. — 
Section  90  of  the  Act  of  1883  as  applied  to  Designs  appears  to  correspond  with 

35  revocation  in  the  case  of  a  Patent.]  There  is  no  procedure  by  which  a  Design 
can  be  invalidated  or  refused.  [Vaughan  WILLIAMS,  L.J. — I  am  by  no  means 
satisfied  on  the  construction  of  this  Statute  that  we  can  recognise  two  grants  for 
the  same  thing.]  They  are  not  the  same.  The  Crown  does  not  grant  the  same 
thing  over  again.    Section  60  shows  that  the  subject-matter  of  a  Design  is 

40  purely  shape.  A  Patent  is  only  for  a  manufacture  ;  shape  may  incidentally 
be  of  importance.  In  a  Design  it  is  a  complete  answer  to  an  allegation  of 
infringement  to  show  that  the  tubes  were  altered  in  shape,  or  set  at  different 
angles.  In  a  Design  one  must  not  use  the  same  shape,  in  a  Patent  one  must 
not  use  the  same  invention.    It  is  a  mere  accident  when  the  same  article  can  be 

45  protected  in  both  ways  {Rogers  v.  Driver,  20  L.J.Q.B.  31 ;  Hecla  Foundry 
Go.  V.  Walker  Jk  Co.,  6  R.P.C.  554,  L.E.  14  App.  Cas.  550 ;  Walker  v. 
Falkirk  Iron  Co.,  4  R.P.C.  393).  [Rombe,  LJ^. — The  most  it  comes  to  is 
that  the  Patent  might  be  bad.]  If  one  applies  for  both  simultaneously 
the  applications  go  before  different  people  in  the  office.    They  are  applied 

50  for  in  duplicate  every  day  and  afford  a  '*  compound  protection."  [VAUGHAN 
WILLIAMS,  L.J. — This  is  the  first  case  of  compound  protection.  You  bring  an 
action  for  infringement  of  your  Design  which  turns  out  to  be  identical  with 
your  Patent.]  We  have  paid  double  fees  and  claim  the  benefits  that  result 
from  both  Patent  and  registration  of  Design.  There  is  nothing  in  the  Statute 
55  to  put  the  applicant  to  election  and  nothing  in  the  rights  conferred  to  require 
it.  A  similar  case  occurs  when  Trade  Mark  and  artistic  Copyright  overlap, 
when  something  the  subject  of  copyright  is  registered  as  a  Trade  Mark.    If  the 
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registration  be  objected  to  on  this  ground  the  Comptroller-General  should  have 
been  made  a  party  to  these  proceedings.  As  to  the  alleged  sale  of  goods  not 
bearing  the  prescribed  marks,  we  were  never  asked  at  the  trial  to  deal  with  that 
point  at  all.  It  is  suggested  that  we  lost  the  right  to  an  injunction  that  we  had 
in  AuguBt  1902,  but  that  issue  was  not  raised  on  the  Pleadings.  [Vaughan-  5 
Williams,  L,J. — The  circumstances  might  occur  after  the  action  was  brought. 
This  matter  was  not  pleaded  because  it  had  not  then  arisen.]  The  Defendants 
decided  not  to  amend  their  Pleadings.  If  the  newer  pattern  had  the  new 
number  that  was  sufficient :  Harper  &  Co.,  Ld.,  v.  WHght  &  Butler,  Ac,  Go. 
(12  R.P.C.  491 ;  L.R.  1896  1  Ch.  142).  [The  second  Design  was  produced  to  10 
the  Court.]  An  old  Design  with  small  variations  may  be  registered.  Whether 
the  variations  be  substantial  depends  on  expert  evidence.  [Cozens-Hardy, 
LJ.—\i  must  be  substantially  novel  or  substantially  original,  having  regard  to 
the  nature  and  character  of  the  subject-matter:  Le  May  v.  Welch,  per 
Fry,  LJ,'\  That  was  the  case  of  a  collar  in  which  expert  evidence  would  15 
not  be  required.  Here  we  protested  against  the  evidence  about  the  second 
Design  at  the  time.  The  witnesses  never  saw  the  drawings  of  the  newer 
registered  Design  at  all.  We  had  no  opportunity  of  enquiring  or  proving  that 
the  Plaintiffs  "  took  all  proper  steps  to  insure  the  marking  of  the  article " 
{WtttmanY,  Oppenheim,  L.R.  27  Ch.  D.  260).  The  learned  judge  found  that  20 
there  was  no  sort  of  evidence  that  before  delivery  on  sale  any  article  was  not 
caused  to  be  duly  marked. 

.  J^^QHAN  Williams,  L.J.— This  is  an  Appeal  in  an  Action  brought  for 
infringement  of  a  registered  Design  for  motor  cycles  against  a  decision  of  the 
late  Mr.  Justice  Byrne,  whereby  he  gave  Judgment  against  the  Defendants,  and   25 
granted  an  injunction  against  the  Defendants  together  with  an  agreed  sum  for 
damages. 

u'^^f  F^*^'^*^^^'  ^y  *^®^^  statement  of  Claim,  claimed  an  injunction  to  restrain 
the  Defendants  from  applying,  for  the  purpose  of  sale  to  motor  cycles  without 
licence  or  written  consent  from  the  Plaintiffs,  the  said  registered  Design  or  any  30 
obvious  imitation  thereof,  and  from  selling  or  offering  for  sale  such  motor 
cycles  in  infringement  of  the  Plaintiffs'  registered  Design.  The  Defendants 
denied  infringement  and  alleged  that  the  registration  was  invalid  for  want  of 
novelty,  and  alleged  that  the  sales  made  by  them  before  Action  had  been  made 
without  knowledge  of  the  registration  of  the  Design,  and  denied  the  intention  35 
to  do  any  wrongful  act,  and  by  the  last  clause  in  their  Defence  set  up  that  the 
registration  of  the  Design  was  invalidated  because  a  Patent  had  been  applied 

7^^  T^  '     ?i  November  1901  (that  is  to  say  ten  days  before  the  registration 
ot  the  Design)  for  a  frame  for  motor  cycles  the  same  as  that  shown  in  the 
Design,  and  that  the  Patent  having  been  granted  on  an  application  made  before  40 
the  application  to  register  the  Design,  the  registration  of  the  Design  was 
invalidated.  ^ 

At  the  trial  the  Defendants  also  contended,  although  the  defence  was  not 
pleaded,  that  the  copyright  of  the  Plaintiffs  had  ceased  because  the  Plaintiflb 
registered  another  Design  practically  identical  with  that  sued  on,  and  sold  45 
machines  made  according  to  the  latter  design  without  the  number  of  the  design 
on  them.    There  was  no  amendment  of  the  Pleadings,  but  Mr.  Justice  Byrne 
disposed  of  this  defence  by  finding  that  it  was  not  proved  in  fact.     Mr.  Justice 
^ym^  found  that  the  Design  was  novel ;  that  the  Defendants  had  infringed ; 
that  the  fact  of  registration  was  unknown  to  the  Defendants  before  Action,  and  50 
that  their  acts  until  then  were  protected  so  far  as  penalties  or  damages  were 
concerned;  but  having  regard  to  the  subsequent  sales,  and  the  position  taken 
up  by  the  Defendants  on  the  Motion  and  subsequently,  absence  of  knowledge 
of  registration  at  the  date  of  the  Writ  did  not  protect  the  Defendants  as  to  such 
matters  ;  but  that  the  Plaintiffs  were  entitled  to  an  Injunction  and  the  agreed  55 
dam^es.    I  agree  with  all  the  findings  of    fact  by  Mr.  Justice  Byrne,  and 
therefore  the  only  question  which  has  to  be  disposed  of  is  the  question  of  law 
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raised  in  the  last  clause  of  the  Defence,  viz. : — Is  the  registration  of  the  Design 
invalidated  by  the  grant  of  the  Letters  Patent  ? 

Section  13  of  the  Patent  Act  of  1883  provides  that  every  Patent  shall  be 
dated  and  sealed  as  of  the  date  of  application,  provided  that  no  proceeding  shall 
5  be  taken  in  respect  of  an  infringement  committed  before  the  publication  of  the 
Complete  Specification.  The  dates  in  the  present  case  are — Date  of  Application, 
November  the  8th  1901 ;  Complete  Specification  left,  August  the  8th  1902  ; 
Accepted,  October  the  23rd  1902.  The  registration  of  the  Design  was  on 
November  the  18th  1901,  and,  therefore,  after  the  date  of  application  for  the 

10  Patent ;  but  before  the  leaving  of  the  Complete  Specification. 

Now,  on  these  dates,  does  the  Patent  invalidate  the  registration  of  the 
Design  ?  It  is  said  that  it  is  invalidated  because  the  Crown  cannot  grant 
the  sole  right  of  manufacturing  an  article  to  two  different  persons,  and  can,  by 
the  Statute  of  Monopolies,  only  grant  such  right  to  the  first  and  true  inventor. 

15  It  is  urged  that  having  regard  to  the  dates  in  this  case,  the  Crown  had,  before 
the  date  of  the  registration  of  the  Design,  already  granted  the  sole  right  to  make 
the  article  before  the  Design  was  applied  for.  A  purchaser,  it  is  said,  from  the 
Patentee  is  entitled  to  do  what  he  likes  with  the  article  he  has  bought,  and 
ought  not  to  be  prevented  by  the  proprietor  of  the  registered  Design  from  so 

20  doing.  This  contention  has,  at  first  sight,  considerable  force,  but  I  think  the 
answer  is,  that  the  logical  result  of  this  argument,  if  sound,  is  that  there  cannot 
be  a  Patent  and  a  Design  for  the  same  article. 

This,  I  think,  is  not  supported  by  authority.  The  grant  of  Letters  Patent 
and  the  Statutory  Copyright  of  the  proprietor  of  a  Design,  are  different  in  their 

25  legal  nature  and  effect.  There  is  only  one  grant,  that  is  of  the  Letters  Patent, 
not  of  the  Copyright.  The  Copyright  only  gives  protection  to  the  shape  and 
configuration,  although  the  result  of  such  protection  may  be  to  secure  important 
advantages,  such  as  attend  a  mechanical  contrivance,  which  might  be  good 
subject  matter  for  a  Patent ;  see  the  Judgment  of  Lord  Herschell  in  Hecla 

30  Foundry  Co.  v.  Walker,  Hunter  A  Go.  in  L.R.  14  App.  Cas.  p.  550  to  555 
(6  R.P.C.  554).  The  fact  that  the  design  is  calc.ulated  to  serve  some  useful 
purpose  leaves  it  open  to  every  member  of  the  public  to  attain  the  same  end  by 
using  an  article  which  differs  from  it  in  shape  and  configuration  ;  see  per  Lord 
Watson  in  the  same  case,  p.  557. 

35  Mr.  Justice  Byrne  says  that  the  patent  right  and  the  copyright  may  co-exist. 
I  think  this  is  right ;  but  I  do  not  mean  to  say  that  registration  of  a  Design 
which  happens  to  secure  mechanical  advantages  may  not,  as  an  anticipation, 
prevent  the  grant  of  subsequent  valid  Letters  Patent.  I  think  it  might  do  so, 
whether  the  Applicant  was  the  proprietor  of  the  Design  or  a  stranger. 

40  It  is  suggested  in  this  case  that  the  grant  of  the  Letters  Patent,  having  regard 
to  the  date  of  Application,  and  therefore  of  the  sealing,  prevents  the  Design 
being  new  and  original  within  the  meaning  of  section  47  of  the  Act  of  1883. 
In  the  case  of  a  stranger  to  the  Letters  Patent,  this  clearly  would  not  be  the 
result.    Can  it  be  the  result  that  in  the  case  of  a  Patentee  who  registers  the 

45  Design  between  the  date  of  the  Provisional  Specification,  without  Drawings, 
and  a  Complete  Specification  with  a  Drawing  identical  with  the  Design  ?  I 
think  not,  unless  one  can  say  that  the  Patentee  is  in  some  way  estopped  from 
asserting  the  truth  that  the  Design  at  the  date  of  the  Application  to  register  was 
new,  because  he  subsequently  obtained  Letters  Patent,  having  a  statutory  date 

50  prior  to  that  of  the  application  to  register  the  Design.  I  have  some  doubt  on 
this  point,  but  on  the  whole  I  regret  to  say  I  cannot  find  an  estoppel  or  any 
ground  for  putting  the  Plaintiffs  to  an  election  between  the  Letters  Patent  and 
the  Copyright  of  the  Design.  I  say  I  regret,  because  I  think  what  has  been 
done  here  is  an  abuse  of  that  part  of  the  Act  of  1883  relating  to  Designs.  The 
55  legislature  never  intended  that  the  copyright  of  Designs  should  be  used  to 
protect  monopolies  the  subject  of  Letters  Patent. 
For  the  reasons  I  have  given,  I  think  this  Appeal  must  be  dismissed. 
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ROMER,  LJ^. — In  most  cases  it  will  be  very  difiBcxilt  for  a  Patent  right  in 
respect  of  a  new  article,  and  the  right  to  a  Design  registered  under  the  Act  for 
the  shape  of  the  article,  to  co-exist.  For  example,  if  the  Patent  is  first  and  the 
patented  article  is  published  to  the  world,  a  design  of  that  article  cannot 
afterwards  be  held  novel  so  as  to  justify  a  subsequent  application  for  registration  5 
under  the  Act,  If  the  Design  of  the  article  was  first  registered  and  published, 
there  could  not  be  a  subsequent  Patent  merely  for  that  article  without  any 
substantial  alteration  ;  but  in  some  circumstances  the  two  rights  may,  I  think, 
co-exist,  as  in  the  present  case,  where  there  is  first  the  Provisional  Specification 
and  no  publication  of  the  patented  article  before  registration  of  the  Design  of  10 
the  article  under  the  Act,  and  that  is  followed  by  the  Complete  Specification. 
Under  such  circumstances,  I  think  the  two  rights  being  not  necessarily  the  same 
may  exist  together,  though,  no  doubt,  to  a  certain  extent  they  may  overlap  and 
interfere  the  one  with  the  other  ;  but,  I  think  the  difficulty  is  met  by  saying 
that  the  right,  second  in  point  of  time,  must  be  held  subject  to  the  first  right.  15 
In  the  case  of  a  patented  right,  seeing  that  the  Patent  dates  as  from  the 
Provisional  Specification,  that  gives  rise,  as  in  the  present  circumstances,  to 
some,  but,  I  think,  no  insuperable  difficulty.  After  the  Provisional  Specification 
and  before  the  Design  was  registered,  there  was  no  publication  of  the  patented 
article.  Take  then  the  case  where  there  is  an  independent  inventor  of  the  20 
Design  ignorant  of  the  Provisional  Specification,  and,  of  course,  there  being  no 
publication,  wholly  ignorant  of  the  patented  article,  and  his  Design,  at  the  date 
of  his  application  for  registration,  being  novel,  he  obtains  registration  of  it.  It 
appears  to  me  that  in  that  case  he  would  be  entitled  to  say  that  he  had  a  good 
registered  Design  under  the  Act,  and  though,  when  the  Patent  was  subsequently  25 
protected  by  the  final  Specification,  so  that  the  patented  right  dates  from  the 
date  of  the  Provisional  Specification,  the  only  effect  of  that  would  be  that  the 
owner  of  the  registered  Design  must  take  subject  to  the  Patentee's  rights.  But 
I  cannot  see  in  such  a  case  as  I  have  stated  why  the  gratt  of  the  Patent,  on  the 
subsequent  filing  of  the  Complete  Specification,  should  destroy  the  effect  of  the  30 
registration  of  the  Design,  which,  as  I  have  pointed  out,  was,  at  the  date  of  the 
registration,  perfectly  good. 

It  was  suggested,  however,  that  though  two  independent  persons  might,  under 
the  circumstances  I  have  indicated,  have  independent  rights  in  the  Patent  and 
the  Design,  yet  the  same  person  could  not  hold  both.    I  do  not,  on  connidera-  35 
tion,  see  sufficient  reason  for  so  deciding.    If  two  independent  persons  could 
hold  the  rights,  I  do  not  see  why  one  person  should  not  also  hold  both. 
Consider  the  case  of  a  Patentee  who  files  his  Provisional  Specification.    He 
may  be  in  doubt  whether  his  Patent  will  ultimately  be  held  good,  though  he 
hopes  and  believes  that  it  is  good  ;  but  he  is  perfectly  certain,  at  any  rate,  that  40 
so  far  as  the  Design  of  the  article  is  concerned  it  is  perfectly  novel,  and  that  he 
is  entitled  to  have  that  Design  registered.   Therefore,  after  filing  his  Provisional 
Specification,  he  applies  for  the  registration  of  the  Design,  and  the  Design  is 
duly  registered,  and  he  acquires  rights  under  that  registration.    Then  suppose 
that,  contrary  to  his  hopes,  his  Patent  was  held  bad,  is  there  any  reason,  under  45 
those  circumstances,  why  he  should  not  still  hold  the  rights  he  obtained  by 
the  registration  of  the  Design  ?    Is  he  to  be  held  to  have  lost  his  right  to  the 
Design,  which  is  otherwise  good,  merely  because,  under  the  circumstances 
I  have  indicated,  the  Patent  is  held  bad  ?    I  think  not.    No  doubt  there  may 
be  difficulties  arising  about  damages  in  a  case  where  an  infringer  of  the  Patent  50 
is  sued  both  by  the  Patentee  for  infringing  the  Patent,  and  by  the  owner  of  the 
registered  Design  for  infringing  the  Design.    I  think  any  difficulty  that  arises 
with  regard  to  damages  in  such  a  case  will  be  adequately  dealt  with  by  the 
Court  when  the  difficulty  arises.    I  have  no  doubt  the  Court,  in  such  a  case, 
will  see  its  way  to  do  substantial  justice,  and  I  think  it  will  be  borne  in  mind  55 
by  the  Court  in  dealing  with  such  a  case,  that  one  of  the  two  rights  must  of 
necessity  be  held  subject  to  the  other  inter  se,    I  think,  therefore,  that  in  this 
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case  the  Appeal  must  be  dismissed,  as  I  cannot  differ  from  the  conclusion 
arrived  at  in  the  Court  below  that  there  was  good  subject  for  the  registration 
of  the  Design  belonging  to  the  Plaintiffs,  and  that  the  right  of  the  Plaintiffs,  in 
respect  of  that  registered  Design,  has  been  infringed  by  the  Defendants. 
S  Cozbns-Harpy,  L,J. — This  is  an  Appeal  from  the  decision  of  Mr.  Justice 
ByriUj  who  has  granted  an  injunction  restraining  the  Defendants  from 
infringing  a  registered  Design. 

On  the  8th  of  November  1901,  Messrs.  Werner,  through  whom  the  Plaintiffs 
claim,  applied  for  Letters  Patent  for  improvements  in  frames  for  motor  cycles 

10  and  other  vehicles.  The  Provisional  Specification  of  that  date  contained  no 
drawing,  but  the  essential  feature  of  the  invention  seems  to  have  been  to  secure 
a  space  or  opening  in  the  angle  formed  by  the  lower  frame  member  and  saddle 
tube,  in  which  the  engine  could  be  placed.  Ten  days  later,  that  is  to  say,  on 
the  18th  of  November  1901,  Messrs.  Werner  registered  the  Design  in  question. 

15  On  the  8th  of  August  1902,  their  Complete  Specification  was  filed,  and  it 
contained  a  drawing  identical  with  the  registered  Design. 

On  the  part  of  the  Appellants,  three  points  have  been  raised.  First,  it  is  said, 
that  the  right  acquired  by  registration  of  Design  on  the  10th  of  November  is,  in 
some  way,  lost  or  affected  by  the  grant  of  the  Letters  Patent,  which,  when 

20  granted,  bore  date  the  8th  of  November  1901,  inasmuch  as  protection  of  the 
Design  for  five  years  is  inconsistent  with  the  protection  they  acquired  by  the 
Patent  for  14  years  from  an  earlier  date.  I  do  not  think  this  argument  can 
prevail.  It  seems  to  me  that  a  monopoly  right  was  acquired  by  registering  the 
Design  on  the  18th  of  November,  and  that  this  right  was  in  no* way  prejudiced 

25  or  affected  by  the  application,  in  the  Complete  Specification,  of  this  registered 
Design  to  the  patented  article.  The  Patent  is  not  for  the  registered  Design.  The 
Patent  may  be  used  or  infringed  in  many  ways  not  involving  the  use  of  the 
registered  Design.  The  Plaintiffs  in  this  action  do  not  complain  of  an  infringe- 
ment of  the  Patent,  but  solely  of  an  infringement  of  the  registered  Design. 

30  In  the  second  place  it  is  contended  that  the  Design  is  not  a  new  or  original 
Design  within  the  meaning  of  the  Act  of  1883.  This  really  depends  upon  a 
comparison  between  the  registered  Design  and  Ghapelle*8  motor  bicycle,  a  print 
of  which  was  published  in  the  "  Motor  Car  Journal,"  of  the  28th  of  July  1900. 
At  first  I  was  impressed  by  the  similarity  of  the  two,  but  on  consideration  I 

35  think  the  objection  ought  not  to  prevail.  No  doubt  it  is  a  question  to  be  judged 
upon  a  view  of  the  two,  but  regard  must  be  had  to  the  fact  that  each  represents 
a  motor  cycle,  and  I  think  there  is  sufficient  peculiarity  in  the  position  of  the 
engine  in  the  lower  part  of  the  Plaintiffs'  drawing  to  distinguish  it  tromChapelle^s. 
I  do  not  attach  so  much  importance  to  the  different  position  of  the  cross-bar, 

40  though  this  cannot  be  wholly  disregarded.  Upon  the  whole  I  see  no  sufficient 
reason  for  differing  from  the  decision  of  the  learned  Judge  on  this  point. 

In  the  third  place  it  was  contended  that  by  reason  of  section  51  of  the  Act  of 
1883,  the  Plaintiffs  were  not  entitled  to  an  Injunction  inasmuch  as,  after  action 
brought  and  before  trial,  cycles  to  which  the  registered  Design  had  been  applied 

45  had  not  been  marked  with  the  prescribed  mark  before  delivery  on  sale.  This 
point  was  not  raised  in  the  Pleadings,  but  it  rose  on  the  cross-examination  of  the 
Manager  and  Secretary  of  the  Plaintiff  Company.  It  is  suggested  that  the 
Plaintiffs  registered  a  second  Design  only  colourably  differing  from  the  first 
registered  Design,  and  attached  the  second  number  only  to  the  cycles  so  sold. 

50  But  in  my  opinion  the  evidence  is  not  sufficient  to  prove  the  facts  alleged. 
The  second  registered  Design  was  not  put  in  evidence  in  the  Court  below,  and 
I  am  not  satisfied  that  it  differs  from  the  first  only  in  colourable  details. 
No  proof  of  actual  sale  was  given,  and  I  think  it  would  be  dangerous  to  allow 
the  Plaintiffs'  title,  if  otherwise  unimpeachable,  to  be  defeated  by  means  of 

55  evidence  so  loose  and  unsatisfactory. 

In  my  opinion  this  Appeal  must  be  dismissed  with  costs. 
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In  the  Court  op  Appeal. 


Before  Lords  Justices  Vaughan  Williams,  Rombr,  and  Cozbns-Hardy 


August  1st  and  2nd,  1904. 


HiOKS  V.  Simmons. 


Patent. — Action  for  Infringement. — Construction  of  Specification. — Isstie  of  5 
Infringement. — Judgment  for  the  Plaintiff  at  the  trial. — Appeal  by  Defendant 
allowed. 

The  Specification  of  Letters  Patent  claimed  "a  Clinical  Thermometer 
**  having  two  or  m^ore  chambers  formed  within  the  bore  of  the  tube  and  a 
"  comparatively  open  contraction  within  each  chamber  su^stantidUg  as  herein  \q 
"  shown  and  described^  and  for  the  purpose  stated.^^  The  owner  of  the  Patent 
brought  an  action  for  infringement  of  the  same,  in  which  the  Defendant 
relied  on  non-infringement.  In  the  Defendant's  thermometer  tlwre  were  two 
contractions^  but,  at  all  events  in  its  final  state^  only  one  chamber.  The 
object  of  the  two  contractions  was  to  overcome  the  difficulty  which  existed  with  15 
one  contraction  only^  in  obtaining  the  return  of  the  mercury  after  the 
temperature  has  been  read;  the  chambers  were  necessary  in  manufacture  for 
the  purpose  of  obtaining  the  contractions.  Each  of  the  Plaintiff^ s  chambers  was 
formed  in  a  manner  preinously  well-known^  but  the  Defendants  chamber  and 
contractions  were  made  in  a  new  tvay  by  mie  operation.  It  was  held  at  the  trial  20 
that  the  two  contractions  formed  the  pith  and  marrow  of  the  invention ;  and 
thaty  notwitJistanding  the  reference  in  the  claim  to  two  chambers^  tlie  Defendant 
had  infringed.  Judgment  was  given  far  the  Plaintiff  with  costs.  The  Defendant 
appealed. 

Held,  that  the  claim  was   limited  to  a  thermometer  having  two  or  fnore  25 
chambers  tvith  a  comparatively  open  contraction  within  each  chamber^  and  that 
the  Defendant  employed  a  new  method  and  had  not  infringed.    TJie  appeal  was 
allowed  with  costs. 
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On  the  25th  of  February  1897,  Letters  Patent  (No.  5120  of  1897)  were 
granted  to  James  Joseph  Hicks  for  an  invention  of  *'  Improvements  in  Clinical 
Thermometers." 

The   Complete   Specification  was  as  follows: — "The  invention  has  for  its 
5  "  object  an  improved  construction   of  clinical   thermometer  with  a  view  to 
"  render  the  re-setting  of  the  same  more  easy  than  is  the  case  with  clinical 
"  thermometers  as  heretofore  constructed. 

"^  Heretofore  clinical  thermometers  have  been  made  with  what  is  known  as  an 
"  *  indestrnctible  index,'  which  is  obtained  by  making   a  single  knife-edge 
10  "  contraction  in  a  chamber  in  the  bore  at  a  position  more  or  less  near  the 
"  bulb,  such  contraction  acting,  on  the  cooling  of  the  mercury  in  the  bulb, 
'*  to  separate  the  portion  of  mercury  above  the  contraction  from  that  below 
"  the  same. 
"  With  this  construction  of  clinical  thermometer  it  was  necessary  to  make  the 
15  "  said  knife-edge  contraction  so  acute  as  almost  to  close  the  bore  at  that  part, 
"  as  otherwise  the  separation  of  the  mercury  above  the  contraction  from  that 
"  below  would  not  take  place  on  the  cooling  of  the  same,  but  the  entire  column 
"  of  mercury  would  pass  below  the  said  contraction. 
"  The  above-named  construction  of  clinical   thermometer  renders  it  very 
20  "  dif&cult  to  re-set  the  same  on  account  of  the  violent  shaking  or  swinging 
"  necessary  to  cause  the  mercury  in  the  tube  to  pass  below  the  said  contraction. 

"  My  present  invention  is  illustrated  in  the  accompanying  drawings, in  which: — 
"  Pig.  1  is  a  longitudinal  sectional  diagram  of  a  clinical  thermometer  showing 
"  my  invention  applied  to  that  class  of  clinical  thermometer  known  as  the  *  Non 
25  "  *  plus  ultra,'  in  which  the  contraction  for  producing  the  '  indestructible  index ' 
"  is  very  near  the  bulb.  Pig.  2  is  a  longitudinal  sectional  diagram  showing  my 
"  invention  applied  to  an  ordinary  clinical  thermometer  in  which  the  contraction 
"  for  producing  the  *  indestructible  index  '  is  at  a  greater  distance  from  the 
^  bulb,  and  Pig.  3  is  a  similar  section  showing  a  modification. 
30  *'  According  to  my  present  invention  I  obviate  the  difficulty  hitherto 
"  experienced  in  re-setting  clinical  thermometers  provided  with  an 
"  *  indestructible  index '  by  the  following  improved  construction. 

"  I  make  two  chambers  h  b  within  the  bore  of  the  tube  a  at  a  short  distance 

'*  from  each  other,  and  within  each  of  such  chambers  b  bl  make  a  contraction 

35  "  &*.    By  making  two  chambers  within  the  bore  of  the  tube,  each  provided  with 

**  a  contraction,  instead  of  only  one  chamber  and  one  contraction,  I  am  enabled 

**  to  make  the  two  contractions  employed  by  me  less  acute  than  is  necessary 

"  with  the  single  knife-edge  contraction  heretofore  used. 

**  With  my  improved  construction  of  clinical  thermometer,  by  reason  of  the 

40  "  contractions  employed  to  produce  the  '  indestructible  index '  being  less  acute 

"  than  the  single  contraction  heretofore  used  for  such  purpose,  the  mercury  is 

"  enabled,  when  the  thermometer  is  swung  or  shaken,  to  pass  such  contractions 

"  much  more  readily  than  heretofore,  thereby  greatly  facilitating  the  re-setting 

"  of  the  thermometer, 

45       "  It  may  be  remarked  that  with  the  present  improved  contruction  of  thermo- 

**  meter,  the  chambers  b  b  containing  the  contractions  b^  b^  and  the  portion  of  the 

**  bore  of  the  tube  a  between  them,  will  always  remain  filled  or  nearly  so  with 

*'  mercury,  and  although  the  contractions  b^  b^  will  allow  the  mercury  to  pass 

'*  more  freely  than  the  single  contraction  heretofore  used,  they  do  not  in  any 

50  **  way  interfere  with  the  separation  of  the  *  indestructible  index '  from  the 

"  column  of  mercury  on  the  cooling  of  the  latter  in  the  bulb  c. 

"  These  chambers  6  with  contractions  b^  may  be  made  more  or  less  near  to  the 

"  bulb  c,  as  shown  in  the  di*awings. 

"  In  the  modification  represented  at  Fig.  3,  in  lieu  of  making  two  contractions 

55  "'  in  a  single  bore,  I  insert  between  the  bulb  c  and  the  tube  a,  a  short  length  of 

"  double-bore  tube  a^,  the  two  bores  of  which  communicate  with  the  bulb  c  and 

*^  also  with  the  bore  of  the  tube  a,  and  I  make  a  chamber  b  and  a  contraction  b^ 
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within  each  of  sach  bores  of  a  similar  character  to  those  shown  at  Figs. 
1  and  2. 

**  It  will  be  evident  that  more  than  two  chambers  with  such  contractions  may 
be  provided,  bnt  it  is  unnecessary  to  employ  more  than  two." 
The  Patentee  claimed : — **  1.  A  clinical  thermometer  having  two  or  more 
chambers  formed  within  the  bore  of  the  tube  and  a  comparatively  open 
contraction  within  each  chamber,  substantially  as  herein  shown  and  described 
and  for  the  purpose  stated.  2.  In  clinicsil  thermometers,  the  combination 
with  a  thermometric  bulb  and  a  tube  having  a  bore  communicating  with  said 
bulb,  of  two  or  more  chambers  interposed  between  the  indicating  part  of  the 
tube  and  the  bulb,  and  a  comparatively  open  contraction  within  each  of  sach 
chambers,  substantially  as  herein  set  forth  and  for  the  purpose  stated.  3.  The 
improvements  in  clinical  thermometers  substantially  as  herein  shown  and 
described  and  for  the  purpose  stated." 


10 


FIC.2 


.  rT\ 


Ob 


On  the  22nd  of  September  1903,  the  Patentee  commenced  an  action  against  15 
Qeorge  Alexander  Simmons  for  infringement  of  the  Patent,  claiming  the  usual 
relief.    The  Statement  of  Claim  alleged  the  grant  and  validity  of  the  Patent, 
and  that  the  Defendant  had  infringed.     The  Plaintiff   by  his  Particulars  of 
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Breaches  alleged  that  the  Defendant  had  continnoasly  from  the  beginning  of 
the  month  of  August  1903  and  down  to  the  date  of  the  writ  in  the  action, 
manufactured  and  openly  sold  and  offered  for  sale  clinical  thermometers  of  a 
particular  construction  under  the  trade  name  of  "Duo  in  Uno,"' and  which 
5  thermometers  were  made  in  accordance  with  the  Plaintiff's  patented  invention, 
and  had  been  so  made,  sold,  and  offered  for  sale  without  any  licence  or 
authority  from  the  Plaintiff,  and  were  complained  of  in  this  action  ;  and  that 
on  or  about  the  7th  August  1903,  the  Defendant  manufactured  several 
such    thermometers    and     supplied    them    in    the    course    of    business    to 

10  Joseph  Levi  and  Co.^  97,  Hatton  Garden,  in  the  County  of  London  ;   that 

the  Defendant  ])y  an  advertisement  inserted  in  the  "  Optician  "  newspaper  of 

the  7th  August  1903,  threatened  to  infringe  the  Plaintiff's  said  Patent  by  the 

manufacture  and  sale  of  clinical  thermometers  constructed  as  aforesaid. 

The  Defendant  by  his  Defence  denied  infriugement  as  alleged  or  at  all,  and 

15  that  he  threatened  or  intended  to  infringe  the  Patent.  On  the  27th  of 
February  1902,  the  Defendant  had  taken  out  Letters  Patent  (No.  4998  of  1902) 
for  "  Improvement  in  Clinical  Thermometers."  The  letterpress  and  Figures 
of  this  Specification  which  are  set  out  below,  sufficiently  show  and  explain  the 
infringement  complained    of,    although    the    Plaintiff  alleged  that  the  two 

20  constrictions  could  not  be  made  at  one  operation ;  evidence  was,  however, 
given  on  behalf  of  the  Defendant  that  the  two  constrictions  in  the  Defendant's 
thermometers  were  made  at  one  operation. 

The  Defendant's  Specification  was  as  follows : — '*  My  invention  relates  to 
"  clinical  thermometers  in  which  one  or  two  constrictions  are  formed  in  the  bore 

25  <'  for  the  purpose  of  obtaining  what  is  known  as  an  ^  indestructible  index.'  In 
**  the  case  of  one  constriction  the  objection  obtains  that  it  is  difficult  to  reset 
"  even  with  violent  shaking,  and  in  the  case  of  two  separate  constrictions  in  two 
**  separate  chambers,  this  objection  is  overcome,  but  the  formation  of  the  double 
*^  set  of  chambers  and  constrictions  necessitates  two  operations,  thereby  increasing 

30  "  the  cost  of  production. 

**  The  object  of  my  invention  is,  by  an  improved  formation  of  the  chamber  in 
"  which  the  constriction  is  made,  to  enable  two  constrictions  to  be  formed  in  the 
"  same  chamber,  thereby  securing  the  efficiency  in  one  chamber  of  the  two 
*^  separate  less-acute  constrictions,  an  arrangement  or  construction  not  hitherto 

35  '^  attained,  and  enabling  a  thicker  column  of  mercury  to  be  used  while  retaining 
*^  the  desired  speed  of  indication. 

'^  In  the  accompanying  drawings,  Fig.  1  illustrates  in  section  the  lower  portion 
"  of  a  clinical  thermometer  with  two  constrictions  in  one  chamber  constructed 
**  in  accordance  with  my  invention ;  Fig.  2  is  a  section  of  the  chamber  before 

40  ^*  subjection  to  heat,  and  Fig.  3  is  a  modification  of  the  shape  of  the  chamber 
**  also  before  subjection  to  heat.  According  to  my  invention,  instead  of  forming 
^'  the  chamber  elliptical  or  eye-shaped  as  heretofore,  I  form  the  chamber  a 
**  triangular  or  conical  as  shown  in  Figs.  1  and  2,  or  other  shape  which  has  at 
^  least  one  straight  side  b  (e.g.y  semi-circular  as  shown  in  Fig.  3,  rectangalar  or 

45  "  semi-elliptical)  all  hereinafter  referred  to  and  included  in  the  term  *  triangular,' 
^*  said  straight  side  or  base  b  of  the  triangular  chamber  a  being  coincident  with 
**  the  bore  c  and  communicating  therewith.  On  subjecting  the  base  b  of  the 
**  triangular  chamber  a  to  heat  in  the  usual  manner,  the  base  is  sucked  inwards 
"  by  the  partial  vacuum  in  the  chamber  and  bore  towards  the  two  walls  of  the 

50  "  triangular  chamber,  leaving  a  triangular  portion  of  small  dimensions  with  a 
*^  constriction  d  at  both  sides  or  ends  thereof  communicating  one  with  the 
"  indicating  column  and  the  other  with  (or  towards)  the  bulb. 

^^  This  double  constriction  is  caused  by  the  fact  that  the  base  or  straight  side 
**  of  the  chamber  is  of  insufficient  length  to  more  than  bridge  across  from  side 

55  ''  to  side  of  the  chsonber,  thereby  forming  the  constrictions,  whereas  in  the  usual 
^*  elliptical  or  eye-shaped  chamber  the  side  under  the  influence  of  the  heat, 
'^  being  of  the  same  length  as  the  opposite  side,  follows  the  contour  of  the 
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"  opposite  side,  and  it  is  not  possible  to  form  more  than  a  single  constriction  in 
"  such  chambers." 


"^^ 


The  action  was  tried  on  the  21st  of  April  1904  by  Kekewich^  J.,  who  held  that 
the  two  contractions  formed  the  pith  and  marrow  of  the  invention ;  and  that 
the  Defendant  had  infringed.  Judgment  was  given  for  the  Plaintiff  with  costs 
{ante  p.  41B).    The  Defendant  appealed. 

On  the  hearing  of  the  Appeal  P.  O.  Lawrence^  K.C.,  E.  F,  Lever ^  and  A.  M. 
Wilsliere  (instructed  by  R,  li,  Newson)  appeared  for  the  Appellant ;  Moulton^ 
K.C.,  and  J,  W.  Oo7'don  (instructed  by  James  and  James)  appeared  for  the 
Respondent. 

Lawrence^  K.C.,  and  Lever  for  the  Appellant  explained  the  method  of  forming 
the  chamber  and  contraction  in  the  clinical  thermometer  used  prior  to  the 
Plaintiff's  invention  and  continued  : — Hicks*  invention  was  duplicating  the 
chambers  and  contractions,  and  making  the  contractions  less  fine  for  the  purpose 
of  allowing  the  thermometer  to  be  easily  reset.  The  knife-edge  contraction  holds 
the  mercury  up,  but  if  made  too  fine,  it  is  difficult  to  reset  the  thermometer.  Hence 
there  was  formerly  difficulty  in  getting  the  mercury  back.  Hicks  only  discovered 
that  with  duplication  of  the  contracted  passage  it  need  not  be  so  fine,  and  thus  it 
was  easier  to  re-set  the  thermometer.  The  essence  of  his  invention  is  two  or  more 
chambers  with  a  contraction  in  each.  The  chambers  are  not  mere  scaffolding*  20 
Hicks  does  not  describe  how  to  make  the  contractions,  he  assumes  that  that  is 
known.  The  Specification  accentuates  two  chambers  with  a  short  distance 
between  them.    The  claim  also  mentions  two  or  more  chambers.     It  does  not 
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cover  one  chamber  with  two  contractions,  such  as  the  Defendant  has.  The 
Defendant's  arrangement  is  as  far  from  Hicks^  as  his  is  from  what  was  known 
before.  The  Defendant  does  not  heat  the  tube  all  round  to  make  a  bulb,  he 
softens  one  side  only  ;  so  that  he  gets  an  excrescence  on  one  side  only  ;  therefore 
5  the  form  of  chamber  is  different.  After  exhausting  the  air  he  applies  the  flame 
to  the  flat  side.  The  result  is  that  this  is  sucked  in,  and  so  that  the  sides  are  met 
before  the  top  of  the  excrescence,  thus  getting  two  contractions  or  constrictions, 
which  are  not  knife-edged.  There  is  essentially  only  the  one  chamber 
with  two  constrictions,  one  at  the  entrance  or  one  at  the  exit.     In  the  process 

10  one  cone  is  formed  under  another,  but  of  a  wider  angle.  The  evidence  shows 
that  the  Defendant's  constrictions  are  made  by  one  operation.  Keeping  one  side 
of  the  chamber  flat  was  novel,  and  enables  the  Defendant  to  do  what  could  not 
be  done  before.  In  the  ordinary  clinical  thermometer  the  touching  would  tend 
to  be  at  the  top  of  the  excrescence,  not  the  sides,  whereas  in  the  Defendant's 

15  the  touching  of  the  flat  side  will  be  first  at  the  lower  parts  of  the  opposite  glass, 
thus  making  two  contractions.  [The  evidence  was  read  and  the  judgment  of 
Kekewichy  J.]  If  the  claim  was  for  two  constrictions,  however  made,  it  would 
be  bad. 

Gordon  for  the  Respondent : — I  submit  that  the  Defendant  has  substituted  a 

20  double  chamber  for  two  chambers,  and  that  that  is  not  a  change  of  substance, 
but  only  a  slight  modification.  As  to  the  form  of  the  Defendant's  chamber,  a 
lop-sided  chamber  was  known.  The  formation  of  a  chamber  in  these  operations 
is  to  thin  the  glass  in  the  particular  spot,  so  that  heating  can  be  localised.  In 
the  heating  of  the  eye-shaped  chamber  one  side  resumes  the  flat  shape  ;  so  that 

25  one  passes  through  a  stage  in  which  one  gets  a  lop-sided  chamber  as  in  the 
Defendant's  process.  The  length  of  mercury  between  the  two  constrictions  in 
the  Plaintiff's  thermometer  corresponds  to  the  small  length  of  mercury  between 
the  Defendant's  constrictions ;  the  tube  holding  it  forms  a  chamber.  The 
essence  of  the  Plaintiff's  invention  is  having  two  or  more  constrictions.     In 

30  making  the  constrictions  the  chambers  are  practically  destroyed  ;  the  function 
of  a  chamber  is  substantially  only  to  make  the  constriction.  A  considerable 
chamber  would  be  a  disadvantage.  The  Plaintiff  claims  every  kind  of 
constriction ;  there  was  in  fact  only  one  way  of  making  them,  namely,  by 
making   one  wall  of  a  chamber  collapse  on  the  other.    I  submit  that  the 

35  evidence  shows  that  practically  the  Defendant  makes  two  chambers.    But  he 
at  all   events  has   two  constrictions,  and  therefore  takes  the  essence   of  the 
invention  ;  and  I  submit  that  he  has  infringed. 
No  reply  was  called  for. 
Vaughan  Williams,  L.J.—I   think  that  this  Appeal  must    be  allowed. 

40  Looking  at  the  Specification  of  Hicks^  I  find  that  his  claim  is  : — "  A  clinical 
"  thermometer  having  two  or  more  chambers  formed  within  the  bore  of  the 
<^  tube,  and  a  comparatively  open  contraction  within  each  chamber,  substantially 
"  as  herein  shown  and  described  and  for  the  purpose  stated."  When  one  looks 
at  that  claim,  and  compares  what  Hicks  claims  with  what  Simmons  has  done, 

45  one  finds  this  very  obvious  difference,  that,  whereas  Hicks  claims,  and 
emphatically  claims,  that  his  invention  consists  of  the  clinical  thermometer 
with  two  or  more  chambers  within  the  bore  of  the  tube,  and  a  comparatively 
open  contraction  within  each  chamber  substantially  as  herein  shown  and 
described,  Simmons  in  what  he  does  has  not  got  the  two  chambers  ;  he  has  only 

50  got  one  chamber.  Now  really  both  Hicks  and  Simmons  were  seeking  to  attain 
a  well-known  result,  and  they  were  seeking  to  attain  this  well-known  result 
generally  in  a  manner  which  was  perfectly  well  known  in  the  trade  ;  but  each  of 
them  proposed  to  effect  an  improvement.  The  object  of  each  of  them  was  that 
when  the  mercury  in  the  thermometer  under  the  influence  of  heat  went  up,  it 

55  should  not  come  back  again  easily,  but  stay  up,  and  thus  register  an  index  of  the 
maximum  heat  which  the  doctor  or  other  person  applying  the  clinical  thermometer 
should  read  accurately  and  without  haste.    There  were  difficulties  about  this.    If 
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you  had  yoar  register  index  too  strong,  there  was  a  great  difficulty  in  getting  the 
mercury  back  again,  and  resetting  it     Each  of  them  was  trying  to  attain  this 
known  object,  and  generally  the  means  of  obtaining  it  were  similar,  both  in  the 
original  clinical  thermometer,  and  in  Hicks'  and  Simmons^  methods.  Each  of  them 
was  for  an  improvement  to  attain  this  known  result,  and  prima  facie  one  has  only  5 
to  read  the  claim  of  Hicks^  and  look  at  the  claim   of  Simmons^  and  what 
Simmons  has  done,  to  see  that  the  two  operations  are  different    But  it  is  said 
by  Mr.  Ooi*don :  Yes,  that  is  so  ;  but  although  there  is  so  much  stress  laid  upon 
the  two  chambers,  the  real  object  was  to  get  two  contractions,  and  Simmons  it 
is  true  has  not  two  chambers  in  the  sense  in  which  Hicks  uses  the  word,  that  is  10 
to  say,  he  has  not  two  chambers  produced  by  two  different  pressures  inside  the 
bore  ;  but  still  Mr.  Gordon  says  that  is  mere  scaffolding,  and  that  the  real  point  here 
was  to  get,  for  the  purpose  of  making  the  use  of  the  index  register  more  convenient, 
two  contractions,  and  he  puts  it  in  a  way  which  cannot  be  stated  better  than  Mr. 
Justice  Kskewich  states  it    He  says  at  the  end  of  his  Judgment :— "  The  pith  15 
"  and  marrow  of  the  Plaintiff's  invention  are  the  two  contractions  which  he  only 
"  saw  his  way  to  introduce  into  the  thermometer  by  having  two  chambers,  and 
"  leaving  them  there  as  he  does.    Assuming  that  the  Defendant  never  had  two 
**  chambers,  and  assuming,  as  I  think  is  the  fact — ^the  other  being  an  assumption 
**  only — that  there  are  not  two  chambers  now,  the  Defendant  has  the  two  20 
"  contractions,  introduced  for  the  express  purpose  of  making  the  return  of  the 
"  mercury  easier,  and  avoiding  the  violent  shaking  or  swinging.    Therefore  it 
"  seems  to  me  that,  on  a  reasonable  interpretation  of  the  Plaintiff's  Specification, 
**  the  Defendant  has  taken  the  pith  and  marrow  of  the  Plaintiff's  invention,  and 
*'  that  therefore  the  Plaintiff  is  entitled  to  the  relief  he  asks."    I  cannot  agree  25 
with  that  part  of  the  Judgment  which  is  really  the  whole  of  Mr.  Oordon*s 
contention  to-day.    It  seems  to  me  that  if  one  looks  at  the  words  of  his  claim, 
and  regards  its  narrowness,  it  is  perfectly  obvious  th^i  Hicks  has  chosen  to  make 
his  claim  in  such  a  form  that  he  cannot  say  that  the  pith  and  marrow  of  his 
invention  is  the  presence  of  two  contractions.    It  seems  to  me  that  the  whole  30 
invention  is  the  obtaining  of    the  two    contractions   in  the  way  specified, 
that  is,  by  having  two  or  more  chambers  formed  within  the  bore  of  the 
tube,  and  a  comparatively  open  contraction  within  each  chamber.    Under  those 
circumstances  I  think  this  Appeal  must  be  allowed. 

ROMBR,  L.J, — I  am  of  the  same  opinion.    It  is  important  to  bear  in  mind  35 
what    the  Plaintiff's   invention  really  was,  and   what   is  his  claim   in   his 
Specification.     Before    the    Plaintiff's   invention    there    was    a    well-known 
method  of  making  clinical  thermometers,  and  shortly  stated  that  method  was 
this — You  first  made  a   chamber  in  the   bore   of  the  tube   by  heating  all 
round  a    portion    of  the  tube,  and    then  pressing  the  air  in  the  tube,  the  40 
consequence  of  which  was  that  with  regard  to  the  heated  portion  of  the  tube, 
the  pressure  of  the  air  forced  the  heated  glass  out,  and  so  produced  a  ball- 
like   chamber.     That    was    the    ordinary    thermometer   known    to    clinical 
thermometer  makers  at  the  time  of  the  Plaintiff's  invention.    After  having 
produced  the  chamber,  then  the  process,  shortly  speaking,  was  this — ^The  air  was  45 
exhausted  ;   then  by  applying  heat  to  one  side  of  the  ball-like  chamber  the 
external  air  pressure  drove  in  that  heated  side  of  the  ball,  so  that  it  pressed,  or 
nearly  pressed,  the  top  of  the  ball  against  the  internal  top  of  the  other  side  of 
the  ball.    After  that  side-like  pressure  was  applied  in  a  similar  manner,  and  that 
produced  a  constriction  or  contraction,  and  that  contraction  in  the  chamber  50 
effected  the  object  of  the  clinical  thermometer ;  it  enabled  what  is  called  the 
indestructible  index  to  be  produced,  and   the  only  effect  it  had  was  that 
owing  to  the  necessary  thinness  of  the  aperture  through  which  the  returning 
mercury  had  to  come,  or,  so  to  speak,  the  intense  smallness  of  the  contraction,  it 
was  very  difficult,  indeed,  except  to  an  expert,  and  even  then  only  after  one  or  55 
two  trials,  to  get  the  thread  of  mercury  in  the  upper  part  of  the  tube  back  into 
what  I  may  call  the  reservoir  at  the  bottom. 
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That  was  the  poBition  of  affairs  when  the  Plaintiff  made  his  invention.  And 
what  was  his  invention  ?  It  was  a  very  nsefnl  one,  I  am  not  saying  for  a 
moment  it  is  not,  but  it  was  very  simple.  It  was  this.  He  first  made  two 
chambers  of  the  ordinary  kind — ^he  does  not  venture  to  say  in  his  Specification 
5  that  he  was  inventing  a  new  kind  of  chamber ;  he  certainly  was  not ;  that  is 
not  contended  ;  he  was  making  two  ordinary  chambers  in  the  ordinary  way — 
and  then  he  had  two  separate  constrictions,  these  two  chambers  being 
necessarily  separated  by  some  finite  distance  between  them.  That  was  the 
nature  of  his  invention.    It  enabled  the  indestructible  index  to  be  retained,  but 

10  facilitated  the  return  of  the  mercury  thread  to  the  bulb,  and  so  far  it  l^d  a 
distinct  advantage,  and,  as  I  have  said,  it  was  useful.  Having  the  two  chambers 
and  the  two  constrictions  instead  of  one  chamber  and  one  constriction  he  need 
not  make,  and  did  not  make,  each  constriction  so  small  or  so  rigid  as  it  had  to 
be  in  the  ordinary  clinical  thermometer,  and  that  no  doubt  facilitated  the  return 

15  of  the  mercury  thread  to  the  bulb.  That  was  the  Plaintiff's  invention,  and  as 
my  ]jord  has  pointed  out,  his  claim  had  to  be  of  necessity  restricted  to  the 
precise  limits  of  his  invention,  because  he  had  not  invented  the  chamber,  he 
had  not  invented  the  constriction,  he  had  not  invented  a  new  chamber,  he  had 
not  invented  a  new  constriction  or  contraction  :  all  that  he  had  invented  was 

20  what  I  have  said,  two  chambers,  two  contractions,  the  contractions  not 
necessarily,  therefore,  being  so  rigid,  or  so  small,  as  they  had  to  be  when  you 
only  employed  one.  In  order  to  validate  such  a  Patent  under  those 
circumstances  it  was  necessary  that  he  should  carefully  define  what  his 
claim  was. 

25  How  does  he  put  his  claim  ?  His  claim  is  embodied  substantially  in  the  first 
claim  in  the  Specification  and  it  is  for  ^^  A  clinical  thermometer,  having  two  or 
"  more  chambers  formed  within  the  bore  of  the  tube  and  a  comparatively  open 
"  contraction  within  each  chamber,  substantially  as  herein  shown  and  described." 
I  may  point  out  that  each  chamber  necessitated  a  separate  making,  and  that  of 

30  course  was  one  drawback  to  his  Patent  because  the  work  of  making  them 
was  increased.  In  that  state  of  things  it  is  clear  that  the  Plaintiff  could  not, 
having  regard  to  the  nature  of  his  invention,  have  possibly  asserted  that  he  was 
claiming  two  contractions,  however  produced,  without  regard  to  the  way  in 
which  they  were  ordinarily  made,  and  without  regard  to  the  chambers.    He 

35  could  not  have  done  it  without  running  great  risk  of  his  Patent  being  held 
invalid,  and  he  very  wisely  restricted  himself  to  his  true  invention,  and  as  I 
have  pointed  out,  carefully  restrained  his  claim  to  two  separate  chambers,  and 
two  separate  contractions.  That  left  it,  to  my  mind,  perfectly  open  to  any 
subsequent  inventor,  if  he  could,  to  effect  the  same  results  obtained  by  the 

40  Plaintiff,  the  same  good  effects,  if  he  could  do  it,  by  one  chamber. 

Now  what  did  Sim^nons  do  ?  To  my  mind  he  made  a  new  invention  without 
in  any  way  adopting  the  Plaintiff's.  He  did  not  make  the  ordinary  chamber 
in  the  ordinary  way.  He  made  substantially  a  new  chamber,  and  the  way 
he    made  it  was  this — Instead  of  making  the   ball-like    chamber    he   only 

45  heated  one  side  of  a  portion  of  the  tube  that  had  to  be  operated  upon,  and  then, 
when  the  air  was  pressed,  only  one  side  of  the  tube  was  pressed  out  by 
the  compressed  air.  So  that  instead  of  the  ordinary  ball  he  only  had  one  half 
of  a  ball,  and  the  other  side  was  flat  and  rigid.  He  then  found  that  if  you  took 
a  very  fine  thread  of  fiame,  which  is  the  ordinary  method  of  applying  the  heat 

50  in  these  cases  when  air  is  exhausted,  and  applied  it  to  the  flat  side,  the  air  then 
pressed  the  side  so  heated.  What  he  did  was,  not  to  press  the  top  of  the  flat 
side  close  against  the  top  of  the  ball-like  side  opposite ;  it  did  not  curiously 
enough  operate  in  the  same  manner  as  when  you  pressed  one  side  of  a  ball 
against  the  other  side  ;  it  produced  a  small  cavity  at  the  top  of  the  ball  on  the 

55  opposite  side,  but  constrictions  on  each  side  or  contractions  of  the  chamber. 
He  thus  solved  to  my  mind  a  substantially  new  problem.  He  showed  how  by 
one  operation,  one  chamber,  and  I  think  on  the  evidence,  substantially  a  new 
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method  altogether,  yon  obtained  all  the  good  effects,  and  possibly  even  better 
effects  than  were  obtained  by  the  Plaintiff,  and,  as  I  have  pointed  out,  in  a 
substantially  different  manner,  at  any  rate  in  a  manner  not  covered  by  the 
Plaintiff's  express  claim. 

How  does  the   Plaintiff   seek  to  get  out  of  this?    Only  by  a  process  of  5 
reasoning  and  argument,  common  enough  in  patent  cases,  which  is  this — asking 
the  Court  to  ignore  the  true  invention  of  the  Plaintiff  and  the  true  claim,  and 
asking  it,  by  a  series  of  steps,  to  come  to  the  conclusion  that  the  Defendant  is 
taking   what   the   Plaintiff   is   pleased    to   call  the   pith  and  marrow  of  his 
invention,  though  not  covered  by  the  claim  as  it  stands,  and  that  is  done  by  a   10 
series  of  arguments,  which  are  ingenious  no  doubt,  but  seem  to  me  ingenious 
to  the  extent  of  asking  the  person  who  has  to  listen  to  them  to  forget  the 
true  substance  of  the  case  he  has  to  consider.     It  is  said  that  here  you  have 
two  chambers   in   one   chamber.    The  answer  is,  that  is  a  mere  method  of 
speaking,  which  is  untrue  in  fact.     I  have  pointed  out  what  the  only  known  15 
method  of  making  a  chamber  was  in  these  cases.     In  the  Plaintiff's  case  you 
had  to  make,  and  did  make,  two  distinct  chambers.     In  the  Defendant's  case 
you  only  have  to  make  one  chamber,  and  that  to  my  mind  a  distinct  shaped 
chamber,  but  even  if  it  were  not  a  distinct  shaped  chamber  it  would  not  matter ; 
he  only  has  to  make  one  chamber.    That  is  a  difference  that  goes  to  the  root  of  20 
the  matter,  and  it  is  not  true  to  my  mind  to  say  that  in  this  case  you  have  two 
chambers  rolled  into  one,  or  that  you  can  say  that  a  suggestion  such  as  that 
meets  the  true  merits  of  a  case  like  this. 

To  my  mind  the  Defendant's  thermometer  is  a  distinct  thermometer  from  the 
Plaintiff's,  and  one  that  is  not  covered  by  his  claim,  either  according  to  the  25 
wording    of    it,   or  according  to  the  substance  of  it,  rightly  and    properly 
considered,  and  for  these  reasons  I  agree  with  my  Lord  in  thinking  that  the 
Appeal  should  be  allowed. 

Cozbns-Hardy,  L.J, — I  agree,  and  I  have  really  nothing  to  add. 

Wilshere, — The  Appeal  will  be  allowed  with  costs  here  and  below  ?  30 

Vaughan  Williams,  L,J.—Ye&. 
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In  the  High  Court  of  Justice.— King's  Bench  Division. 

Be/ore  Lord  Alvbrstonb,  L.G.J. 

June  7th  and  8th,  1904. 

Frederick  Frbntzbll  v,  Alfred  Dougill  and  Ernest  O.  Meter. 


5  •  Patent. — Agreement  for  sole  license. — Sale  by  licensee  of  his  Patent  rights.— 
Assignment  of  Patent  subject  to  rigid  of  licensee. — Concurrence  of  assignee  iiol 
necessary  in  carrying  out  the  sale. 

On  the  17th  of  July  1902  D.  and  M.  agreed  to  purchase  from  F.  for  2500L 
Patent  rights  in  a  certain  system.  On  the  21st  of  July  1902  F.  obtained  an 
10  option  for  a  sole  license  under  the  four  Patents.  On  the  7th  of  November  1902^ 
by  an  Agreement  to  which  R.  H.  was  a  party j  D.  and  M.  agreed  to  pay  the  unpaid 
balance  of  the  25001.  on  F.  tendering  the  license  above  referred  to.  On  the 
24th  of  October  1902  the  said  Patents  Jiad  been  transferred  to  J.  H.  H.  subject 
to  the  rights  ofF.  under  the  Agreement  of  the  21st  of  July  1902.  D.  and  M. 
15  refused  to  pay  the  unpaid  balance  unless  the  license  tendered  was  executed  by 
J.  H.  H.  In  an  action  by  F.  to  recover  tJie  balance^ 

Held,  tliat  it  was  not  necessary  that  the  licefise  should  be  executed  by  J.  H.  H.y 
and  thai  the  Plaintiff  wa^  entitled  to  sticceed. 

On  the  10th  of  September  1903  Frederick  Frentzell  commenced  an  action 

20  against  Alfred  Dougill  and  Ernest  O;  Meyer ^  claiming  a  sum  of  2000^.  as  due 

under  two  Agreements  of  the  17th  of  July  1902  and  the  7th  of  November  1902. 

The  Statement  of  Claim  was  as  follows  : — **  (1)  By  a  Memorandum  dated  the 

**  17th  of  July  1902,  the  Defendants  inter  alia  agreed  to  purchase  from  the 

"  Plaintiffs  for  the  sum  of  2500/.  patent  rights  for  Great  Britain  and  Ireland, 

25  "  with  rights  to  export  to  the  Colonies,  of  the  Hagen  patent  system  of  traction, 
*'  together  with  all  improvements,  past,  present,  and  future,  and  paid  the  sums 
"  hereinafter  mentioned  on  account  of  the  purchase  price.  (2)  The  patent 
"  rights  referred  to  in  the  said  Agreement  were  four  Patents  numbered  27,212 
«  of  1897,  8754  of  1899,  and  11,987  and  11,988  of  1901,  of  which  the  Plaintiff  had 

30  "  the  sole  license  for  the  United  Kingdom,  Ireland,  and  the  Isle  of  Man, 
"  pursuant  to  an  Agreement  dated  the  2l8t  of  July  1902,  between  Rudolf  Hagen 
"  and  the  Plaintiff,  and  to  the  Agreement  mentioned  in  the  next  succeeding 
.'*  paragraph  hereof.  (3)  By  a  Memorandum  of  Agreement  made  the  7th  of 
"  Novembiar   1902,   between   the    said   Rudolf  Hageti  of    the   first  part,  the 

35  "  Plaintiff  of  the  second  part,  and  the  Defendanta  of  the  third  part,  it  wa& 
"  agreed  inter  alia  that  upon  the  Plaintiff  tendering  the  said  License  referred 
''  to  in  the  said  Agreements  of  July  17th  1902  and  July  2l8t  1902,  and  in  tbi^ 

3  E 
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^^  Agreement  (being  the  sole  License  for  the  said  Patents)  the  Defendants 
**  undertook  to  carry  out  the  said  Agreement  of  Jqly  17th  1902,  and  to  pay  the 
"  balance'  of  the  purchase  money  due  thereunder.  (4)  The  Plaintiff  duly 
*'  tendered  to  the  Defendants  the  said  sole  License,  yet  the  Defendants  have 
'^  not  paid  the  balance  of  the  said  purchase  money  due  thereunder,  namely,  ^ 
"  2000/.,  or  any  part  thereof.  (5)  The  Defendants,  their  agents  or  licensees, 
*^  have  been  working  the  said  Patents  in  Great  Britain. 

•' The  Plaintiff  claims 2500/. 

"1902.    July  17th,  less  paid ...    100/. 

"  November  17th      400/.  W 

500/. 


"Amount  due 2000/." 

Of  the  four  Patents  referred  to  in  the  second  paragraph  of  the  Statement  of 
Claim  one  was  (as  stated  in  paragraph  4  of  the  Statement  of  Defence)  granted 
to  Btidolf  Hagen  and  the  other  three  to  Carl  Frohnhaeuser  upon  a  communi-  15 
cation  from  abroad  made  by  B.  Hagen ;  the  Agreement  of  the  21st  July  1902 
mentioned  in  the  second  paragraph  of  the  Statement  of  Claim  was  an  Agreement 
in  German  made  at  Cologne,  the  translation  of  the  material  portion  of  which 
was  as  follows  : — "  Messrs.  Fr.  Frentzel  A  Co.j  London.    In  agreement  with 
"  Dr.  E,  E.  Lechwesa,    I  hereby  give  you  herewith  the  following  option  on  my  20 
"  Patents  in  England  An  Agreement  of  sole  license  is  provided  which  you 
"  intend  to  enter  into  with  parties  in  England."    It  was  signed  *-^  Rudolf  Hagen, 
"  Agreed  to  the  above  Dr.  E.  E.  Lechwess.^^    It  was   subsequently  agreed 
between  B.  Hageriy  the  Plaintiff,  and  the  Defendants  that  "  sole,"  in  the  above 
Agreement,  was  intended  to  mean  a  sole  license  for  the  United  Kingdom,  25 
Ireland,  and  the  Isle  of  Man. 

The  Statement  of  Defence  was  as  follows : — "  (1)  The  Defendants  do  not 
'*  admit  that  the  Memorandum,  dated  the  17th  of  July  1902  is  sufficiently  or 
"  correctly  set  forth  in  the  Statement  of  Claim,  and  they  will  crave  leave  to 
"  refer  to  the  same  when  produced  at  the  trial.    They  will  require  the  Plaintiff  30 
"  to  produce  and  put  in  evidence  at  the  trial  the  Agreement  dated  the  2l8t  July 
"  1902  which  they  do  not  admit.    They  deny  that  as  alleged  or  at  all  the 
"  Plaintiff  ever  had  a  sole  license  for  the  United  Kingdom  of  Great  Britain  and 
"  Ireland  and  the  Isle  of  Man,  or  any  license  under  the  Patents,  or  any  of  the 
"  same  referred  to  in  paragraph  2  of  the  Statement  of  Claim.    (2)  They  do  not  35 
"  admit  that  the  Agreement,  dated  the  7th  November  1902,  referred  to  in 
"  paragraph  3  of  the  Statement  of  Claim  is  therein  correctly  or  sufficiently  set 
"  forth,  and  they  will  crave   leave  to  refer  to  the  same  at  the  trial.    The 
"  Defendants  never  agreed  as  alleged,  or  at  all,  to  carry  out  the  alleged  or  any 
"  Agreement,  or  to  pay  the  alleged  or  any  moneys  to  the   Plaintiff  on  his  40 
"  tendering  the  alleged  or  any  license.    The  moneys  claimed  in  this  action 
"are  not   payable  to  the    Plaintiff   until    he   tenders,    as    provided    in  the 
"  said    Agreement,   dated    the    7th  November  1902,  a  sole    licence  for  the 
"  United    Kingdom    of    Great    Britain    and    Ireland    and    the    Isle  of    Man 
"  under  the  aforesaid    Patents,    together    with  the    assignment    of  improve-  45 
"  ments  in  such  Agreement  mentioned.    The  Plaintiff  has  never  tendered  such 
"  license  and  assignment  nor  any  license  or  assignment,  and  has  not  per- 
"  formed  the  conditions  appearing  in  Clause  3  of  such  Agreement  which  are 
"  precedent  to  his  right  to  be  paid  the  said  moneys  or  any  pirt  thereof.  (3) 
"  The  purchase  consideration,  2500/.,  was  the  price  agreed  pursuant  to  the  said  50 
"  Memorandum  dated  the  17th  of  July  1902  and  the  said  Agreement  dated  the 
"  7th  of  November  1902  to  be  paid  to  the  Plaintiff  for  the  sole  license  aforesaid, 
"  together  with  the  rights  to  export  to  the  Colonies  in  paragraph  1  of  the  State- 
"  ment  of  Claim  mentioned  and  the  aforesaid  assignment  of  improvements.    On 
"  account  of  this  agreed  price  the  Defendants  have  paid  the  sum  of  525/.    (4)   55 
"  Of  the  Letters  Patent  aforesaid,  No.  27,212  of  1897  was  granted  to  Badolf 
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''Hagen,  and  Nob.  8754  of  1899  and  11,987  and  11,988  of  1901  to  Carl 
'*  FrohnJiaeuaeTj  npon  a  oommnnicatioja  from  abroad  made  to  him  by  the  said 
*'  Rudolf  Hagen.  By  a  Deed  of  Assignment  dated  the  24th  of  October  1902, 
"  and  made  between  the  said  Rudolf  Hagen  and  Joseph  Hinson  Hoadley,  the 
5  "  said  R.  Hagen  assigned  to  the  said'  J.  H  Hoadley  the  said  Patent  No.  27,212 
"  of  1897.  Further  by  a  Deed  of  Assignment,  also  dated  the  24th  of  October 
"  1902,  and  made  between  the  said  Oarl  Frohnhaeuser  and  the  said  R,  Hagan 
"  and  the  said  Joseph  Hinson  Hoadley ^  Carl  Frohnhaeuser  at  the  request  and 

tA  "  ^y  *^^  direction  of  the  said  R.  Hagen  assigned  to  the  said  JosepJt  Hinson 

JO  ^^Hoadley  ih.Q  said  Patents  Nos.  8754  of  1899  and  11987  and  11,988  of  1901. 
"  At  all  times  material  after,  but  not  on  or  before  the  7th  of  November  1902, 
"  the  Defendants  were  aware  of  the  fact  of  the  said  Patents  having 
*^  been  assigned  as  aforesaid,  and  of  the  terms  and  provisions  of  the 
"  said    Deeds    of    Assignment,   and   accordingly    the    said    Joseph   Hinson 

J5  "  Hoadley^  in  whom  the  said  Patents,  since  the  date  of  the  said  Deeds  of 
"  Assignment,  have  been  vested  in,  and  ever  since  such  date  has  been  a  neces- 
"  sary  party  to  the  grant  to  the  Defendants  or  their  nominees  of  a  valid  sole 
"  license  as  aforesaid,  and  the  proper  and  only  person  capable  of  granting  such 
"  a  license.    (5)  With  the  assent  and  approval  of  the  Plaintiff  a  sole  license  as 

"0  "  aforesaid  was,  on  or  about  the  3rd  of  February  1903,  prepared  at  the  direction 
"  of  the  Plaintiff,  the  said  R.  Hagen,  and  the  Defendants,  by  Messrs.  North  A 
"  SonSy  solicitors,  of  Leeds,  acting  for  all  the  last-named  parties,  to  which  license 
"  the  proposed  parties  were  respectively  the  said  Joseph  Hinson  Hoadley,  the  said 
"  R.  Hagen,  the  Plaintiff,  and  the  Defendants.  The  said  license  was,  on  the  3rd  day 

25  «  of  February  1903,  executed  by  the  said  R,  Hagen,  the  Plaintiff,  and  the  Def en- 
**'  dants,  and  was  handed  to  the  said  Messrs.  North  A  Sons  by  the  said  R,  Hagen, 
"  with  instructions  to  obtain  the  execution  thereof  by  the  said  Joseph  Hinson 
^^  Hoadley,  and  the  said  Messrs.  North  &  Sons  at  the  same  time  signed  and  gave 
"to  the  said  F.  Frentzel  an  undertaking  that  in  consideration  of  the  said  R. 

30  «  Hagen  and  F.  Frentzel  handing  them  the  said  license  for  the  purpose  of 
"  enabling  them  to  obtain  the  said  Joseph  Hinson  Hoadley^ s  signature  thereto, 
"  the  said  Messrs.  North  A  Sons  undertook  to  hold  such  license  as  an  escrow, 
"  to  be  delivered  up  to  the  Defendants  on  payment  of  the  amount  due  to  the 
'*  Plaintiff  only  if  and  when  signed  by  the  said  Joseph  Hinson  Hoadley,  and  in 

35  «  case  he  declined  to  sign  the  same  the  signatures  of  the  said  R,  Hagen  and  the 
*'  Plaintiff  to  such  license  were  to  be  null  and  void.  Th«  said  Messrs.  North  A 
"  Sons  and  the  Defendants  have  used  their  best  endeavours  to  induce  the  said 
"  Joseph  H  Hoadley  to  execute  such  license,  but  he  is  unwilling  and  has  refused 
"  so  to  do.    (6)  The  Defendants  have  at  all  times  been  ready  and  willing  to  pay 

40  «« to  the  Plaintiff  the  moneys  claimed  in  this  action  upon  his  being  entitled  to  be 
"  paid  the  same  ;  but  he  has^ever  been  in  a  position  to  obtain  the  sole  license 
'^  aforesaid  or  the  rights  aforesaid  to  export  to  the  colonies  or  the  said  assign- 
"  ment  of  improvements.  (7)  They  make  no  admission  as  to  paragraph  5  of  the 
"  Statement  of  Claim,  and  say  that  the  same  is  wholly  irrelevant.'* 

45  The  Deed  of  the  24th  of  October  1902  made  between  Rudolf  Hagen  and 
J.  H.  Hoadley,  and  mentioned  in  the  fourth  paragraph  of  the  Statement  of 
Defence,  was  an  Indenture-  whereby,  after  reciting  the  grant  of  Patent 
No.  27,212  of  1897  to  Hagen  and  the  grant  of  Patents  Nos.  8754  of  1S99 
and  11,987  and  11,988  of  1901  to  Frohnhaeuser,  on  a  communication  from 

50  Ha^en,  and  an  agreement  by  Hagen  to  sell  and  assign,  or  cause  to  be  sold  and 
assigned,  the  said  four  Patents  to  Hagen,  "  subject,  however,  to  any  whatever 
*•  rights  are  now  held  in  and  upon  the  same  by  one  F.  Frentzel  of  London, 
"  England,  by  reason  of  a  certain  paper  writing  called  an  option  for  a  license 
'^  signed  by  the  said  parties  of  the  first  part  and  the  said  F.  Frentzel  and  one. 

55.  "  J^mest  Lechwess,  and  bearing  date  Cologne,  July  21st  1902 " ;  for  the 
considerations  therein  mentioned  Hagen  sold,  assigned,  and  transferred  unto 
Hoadley,  Patent  No.  27,212,  and  agreed  to  cause  to  be  assigned  and  transferred 

3  B  2 
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the  other  three  Patents  and  the  entire  interest  therein  "  subject,  however,  to 
"  any  right  held  by  the  said  F.  Frentzel  by  reason  of  the  said  paper  writing 
"  for  an  option  dated  July  21st  1902  heretofore  mentioned." 

By  his  Reply  the  Plaintiff,  after  joining  issue  on  the  Defence,  and  admitting 
the  payment  of  the  525^.,  stated  as  follows :— "(3)  The  Plaintiff  does  not  admit  5 
"  that  the  said  Joseph  Hmaon  Hoadhy  is  a  necessary  party  to  the  said  sole 
"  license,  or  that  his  signature  to  such  sole  license  is  necessary.  (4)  If,  how- 
"  ever,  th§  signature  of  the  said  Joseph  H.  Hoadley  to  the  said  document  pur- 
"  porting  to  be  a  sole  license  mentioned  in  paragraph  5  of  the  Defence  is  J 

"  necessary  (which  is  not  admitted),  the  Defendants  and  their  said-solicitors,  10  J 

"  Messrs.  North  &  Sons^  have  not  used  their  best  endeavours  to  obtain  the  | 

"  execution  thereof  by  the  said  Joseph  Hinson  Hoadleyy  but,  on  the  contrary,  \ 

"  they  never  presented  the  said  document  to  him  to  execute,  or,  if  they  did, 
"  they  did  not  present  the  same  to  him  within  or  at  a  reasonable  time.  The 
"Plaintiff  will  accordingly  contend  that  the  Defendants  ought  not  to  be  15 
"  admitted  to  say  that  the  said  sum  claimed  in  this  action  is  not  payable  until 
"  the  said  Joseph  Hinson  Hoadley  has  executed  the  said  document,  or  that  the 
"  signature  of  the  said  Joseph  H,  Hoadley  is  necessary  to  the  said  license.  (4) 
"  In  the  alternative  the  Plaintiff  says  that  the  signature  of  the  said  Joseph  H. 
I  Hoadley  to  the  said  document  is  not  necessary,  the  said  Joseph  H.  Hoadley  20 

havmg  assented  in  writing  to  a  license  being  granted  to  the  Defendants." 

The  action  came  on  for  trial  before  the  Lord  Chief  Justice. 

Bawlinson,  K.C.,  and   TF.    W.  Mackenzie  (instructed  by  E.  G.  Barrett) 
appeared  for  the    Plaintiff;    Scott  Fox,  K.C.,    and    Golefax  (instructed   by 
Vincent  and  Vincent,  agents  for  North  &  Sons,  of  Leeds)  appeared  for  the  25 
Defendants.  ^    ^mt  i 

r>i^^^*^«^^^®^T^^"'  ^•^••^•— In  *l^is  case  the  real  question  is,  whether  the 
I'lamtiff  FrentzeU  is  entitled  to  any  relief  in  respect  of  the  non-payment  of  sums 
of  money  that  he  claims  ?  Whether  he  is  entitled  to  have  the  money  paid  to  him 
without  the  execution  of  any  further  document  is  not  the  question  in  this  action.  30 
It  may  be  (I  do  not  express  any  final  opinion  upon  it)  that  the  documents  that 
have  been  executed  are  not  sufficient.  That  is  not  the  defence  that  is  raised. 
Ihe  defence  raised  is  that  unlesa  jEToorffoy  concurs  they  are  not  bound  to  pay 
over  the  money,  and  that  is  the  point  I  am  going  to  deal  with  and  in  respect  of 
which  I  decide  against  the  Defendants.  35 

The  law  upon  the  matter  to  my  mind  is  really  too  plain  for  any  argument  in 
this  case.  Prima  facie  the  man  in  whose  name  the  Patent  is  taken  out,  or  the 
person  whose  name  appears  upon  the  Register,  is  the  owner  of  the  Patent,  but 
for  a  great  many  years  long  before  the  Act  of  1883  and  since,  as  section  87 
provides,  all  equitable  rights  have  been  considered  by  the  Courts  and  can  be  40  *^ 

enforced  m  the  ordinary  way,  and  the  only  effect  of  an  Agreement,  even  of  such 
as  that  of  the  24th  of  October,  would  be  a  right  to  which  effect  might  have  been 
given  to  get  the  Patent  registered  in  the  name  of  the  person  claiming  by  assign- 
ment. It  now  turns  out  (and  I  am  not  giving  any  judgment  against  the 
Defendants  on  that  ground)  that  this  Agreement  has  not  been  registered.  The  45 
matter  has  been  standing  over,  but  still  I  quite  agree,  as  Mr.  ScoU  Fox  has 
pressed  me,  that,  if  I  thought  that  on  the  face  of  that  Agreement  Hoadley  was 
entitled  to  have  the  Patents  registered  in  his  name  free  and  clear  from  any 
other  title,  and  if  I  had  thought  that  Hoadley  was  a  necessary  party,  I  should 
not  have  hesitated  to  give  effect  to  that  notwithstanding  the  fact  that  it  had  not  50 
been  registered,  because  I  should  have  given  directions  for  the  registration. 
Iherefore  I  deal  with  the  substance  of  this  matter.  Is  it  a  valid  objection 
which  IS  taken  by  Mr.  Scott  Fox  on  behalf  of  Messrs.  Meyer  that  they  are  not 
bound  to  accept  any  licence  unless  Hoadley  concurs  ?  The  point  has  been 
fairly  put  by  Mr  Scott  Fox  without  shrinking  from  it^-his  client  in  the  box  55 
says  :  I  knew  all  along  I  could  get  Hagen  and  FrentzeWs  signatures,  but  I  am 
*  not  content  to  take  it  without  Hoadley;'  the  reason  being  not  only  that  he 
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wants  to  be  sole  licensee  of  the  Patent,  but  wants  to  bring  out  a  Company.  Ee 
thinks,  and  it  may  be  true  for  all  I  know,  that  what  Hagen  has  done  or  had 
done  with  regard  to  Hoadley  may  create  some  difficulty  by  making  people 
think  that  Hoadley  may  have  some  claims  which,  in  his  opinion,  he  has 
5  not  got. 

The  Agreement  of  the  24th  of  October,  which  is  said  to  be  the  reason  which 
justified  Mr.  Whittell  on  behalf  of  Meyer  in  saying  :  "  I  must  have  Htxidley^s 
"  signature,*'  is  an  Agreement  which  upon  the  face  of  it  is  made  subject  to 
FrentzelVa  rights  under  the  Agreement  of  the  21st  of  July.    Therefore,  to 

10  suggest  that  that  was  a  document  which  would  enable  Hoadley  to  claim  the 
rights  in  the  Patents  independently  of  Frentzell  is  an  argument  to  which  I 
cannot  give  the  slightest  adhesion.  It  was  a  document  which  the  Registrar 
could  only  register  as  giving  Hoadley  certain  rights,  and  upon  the  face  of  that 
document  it  reserved  FrentzelVs  rights,  and   I  think  the  point  which  Mr. 

15  BawUnson  took  when  that  document  was  read  is  a  perfectly  sound  and  good 
one,  and  has  been  acted  upon  over  and  over  again  in  dealing  with  Patent 
rights. 

What  is  the  next  position  ?  The  next  position  is  that  it  was  contemplated 
that  MeyerSy  the  buyers,  should  be  the  sole  licensees.    It  is  quite  unnecessary 

20  for  me  to  go  into  the  distinction  between  sole  licensee  and  assignee.  For  the 
purpose  of  what  we  are  dealing  with  to-day  it  is  practically  quite  immaterial, 
whether  or  not  t)ie  Defendants  became  sole  licensees  or  assignees.  The  rights 
of  a  sole  licensee,  though  they  are  not  enforced  in  the  same  way,  are  the  same. 
He  cannot  bring  an  action  in  his  own  name,  but  he  can  get  the  benefit  of  the 

25  Patentee's  name  by  making  him  either  a  plaintiff  or  a  defendant,  and  therefore 
Hagen  in  setting  up  any  claim  as  against  Meyer^  but  being  willing  that  Meyer 
should  have  the  rights;  the  position  of  Messrs.  Meyer  as  sole  licensees,  is 
exactly  the  same  for  all  purposes  of  this  bargain  as  though  they  were  assignees. 
Having  chosen  to  involve  themselves  in  this   Hoadley  question,   I  can  well 

20  imagine  that  Whittell  said  :    '^  Well,  I  will  not  let  you  bring  out  a  company 

"  until  you  get  Hoadky^a  concurrence."    We  have  nothing  to  do  with  bringing 

out  Companies :  we  have  to  deal  with  the  right  of  Meyer  to  be  sole  licensee 

in  this  case. 

There  is  one  point  which  makes  the  case  plainer,  and  that  is  that  immediately 

35  after  this  question  had  arisen  some  doubt  was  thrown  upon  the  validity  of  these 
Patents,  and  in  the  interests  of  Messrs.  Meyer ^  and  not  in  the  interests  of  Hagen 
or  the  interests  of  FrentzeUy  Mr.  Whittell  very  properly  took  steps  to  see 
whether  it  was  not  desirable  that  there  should  be  disclaimers  entered,  application 
for  which  might  have  been  made  by  sole  licensees,  though  of  course  it  might 

40  have  to  be  in  the  name  of  Hagen.  But  what  has  been  said  is  that  Ha^en  did 
not  think  it  was  necessary.  There  is  no  suggestion  made  that  Hagen  was  not 
willing  to  make  any  such  application  as  the  sole  licensee  would  be  entitled  to 
make  if  he  wanted  to  protect  his  own  Patents.  Therefore  there  are  no  merits 
in  this  action  whatever.    The  whole  question  is  were  the  Defendants  entitled  to 

45  say  we  will  not  pay  over  this  money  unless  you  get  Hoadley'a  signature.  In 
my  opinion  they  luid  not  the  slightest  right  to  do  it.  I  now  come  to  what 
has  happened  on  the  3rd  of  February.  I  come  to  the  conclusion  with  some 
regret  that  Frentzell  was  told  that  it  was  a  matter  of  form  ;  he  was  told  that  he 
would  be  paid  his  money  shortly,  and  though  I  do  not  think  for  a  moment  that 

50  Whittell  said  anything,  orjmeant  to  say  anything  which  was  unfair  or  untrue 
I  think  he  did  not  make  it  sufficiently  plain  that  this  Hoadley  point  was  going 
to  be  raised  as  a  serious  objection  because  the  very  document  he  gave  was  a 
document  that  he  would  keep  the  executed  licence  deed  in  the  interests  of 
Frentzell  and  that  it  should  not  be  handed  over  until  the  money  was  paid.   That 

55  was  WhittelVs  own  answer.  Therefore  it  is  perfectly  plain  that  he  was  not  told 
"  You  will  not  get  your  money  unless  you  get  Hoadley  to  sign."  What  he  was 
told  was  ^^  We  want  Hoadley' 8  name ;  it  is  a  matter  of  form,  and  I  will  see  that 
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*"  the  Defendants  do  not  get  this  licence  nntil  that  money  is  paid.**  That  is  what 

happened  on  thac  occasion,  and  I  have  not  the  sligrhtest  doubt  about  it  I  farther 

come  to  the  conclusion  that  the  conversation  did  take  place  which  has  been 

sworn  to  by  two  witnesses ;  that  Meyer  did   say  in  the  month  of  March 

that  he  had  a  quarrel  or  a  difference  with  DougUly  and  that  he  did  say  that  he  5 

had  been  delaying  the  licence  in  his  own  interests.    I  further  find  that  he  did 

delay  the  licence  in  his  own  interests — not  improperly,  but  in  his  own  interests 

and  not  in  Hagen's^  because  Whittell  has  said :  **  I  sent  the  telegram  not  to 

"^  proceed  on  the  instructions  of  Meyer ;  I  thought  it  was  in  the  interests  of 

^^  Hagen  to  send  it,  that  he  had  specific    instructions,  and  he,  practically  10  j 

^'  speaking,  gave  the  reason.'*    He  had  got  that  day  the  report  of  the  Patent  \ 

Agent,  and  he  thought  it  might  be  desirable  in  Meyers  interest  to  have  ! 

disclaimers  before  the  assignment  took  place.    Therefore,  it  is  perfectly  plain 

he  was  acting  as  a  gentleman  and  a  solicitor  in  the  interests  of  Meyer^  and  not 

in  the  interests  of  Hagen.    Then  for  some  reason  or  other  having  got  the  15 

signatures  of  these  gentlemen,  Hagen  and  Frentzell,  which  could  be  enforced, 

which  would  come  into  force  if  they  paid  the  money — it  was  not  to  be  handed 

over  unless  they  paid  the  money — the  Defendants  now  turn  round  and  say  that 

the  Plaintiff  is  not  entitled  to  have  that  money  because  he  has  not  got 

Hoadley's  signature.     I  say  a  more  unjustifiable  defence  to  a   case  in  which  20 

the  signatures  have  been  obtained   and  a  promise  made  that  it  shall  not 

be  handed  over  until  the  money  is   paid    I    have    seldom   heard    set   up. 

What  has  happened  in  this  case  is  perfectly  plain.    It  is  obviously  a  very 

valuable  Patent.      Meyer   admits    he   paid  no  less  than  3000Z.  to  DougiU 

and  indemnified  him  against  all    these   claims  for  DougiWs  interest  as  a  25  ^ 

possible  sole  licensee.    Yet  he  comes  into  this  Court  and,  through  his  counsel, 

say  he  has  not  had  the  benefit  of  this  Agreement.    The  suggestion  that  he  has 

not  made  any  wagons  is  to  anyone  who  has  had  much  experience  of  Patent  Law 

an  absolutely  futile  suggestion.    The  rights  in  the  Patent  do  not  depend  on 

making  wagons.     He  has  had  them  over  here ;    he  has  had  the  working  30 

drawings,  he  has  been  soliciting  orders,  he  has  been  advertising  himself  as  the 

sole  licensee,  and  he  is  the  Hagen  Syndicate  over  here.     If  that  is  not  the 

exercise  of  patent  rights  from  which  Hagen  could  have  restrained  him  if  Hagen 

had  not  given  his  consent,  I  do  not  know  what  is.    Meyer  has  been  acting  as 

sole  licensee ;   he  is  in  fact  in  equity  the  sole  licensee  here,  and  he  has  been  35 

claiming  not  to  pay  this  money  in  his  own  interests,  and  not  in  the  interests  of 

either  of  Hagen  or  FrentzelL    I  wish  it  to  be  distinctly  understood  that  I  am 

not  saying  he  did  not  bond  fide  act  in  his  own  interests  in  doing  this,  but 

because,  wishing  to  improve  his  position  before  he  parted  with  his  money,  he  put 

pressure  upon  Hagen— it  may  be  to  get  Hagen's  assent  to  the  bargain— that  is  40  ■ 

no  ground  whatever  why  he  should  decline  to  fulfil  his  proper  obligations  to 

FrentzelL    It  was  not  a  matter  for  Hagen,  because  Hagen  was  content  to  take 

his  500^.  and  his  royalties. 

Another  point  was  raised  by  Mr.  Scott  Fox— th^t  because  he  had  not  got  the 
property  in  the  Patents  on  the  I7th  of  July  the  contract  could  not  be  enforced.  45 
Now  it  turns  out  that  months  before  there  had  been  a  verbal  arrangement,  not 
cross-examined  to,  between  Lechivess  and  Frentzell  that  Frentzell  should  have 
the  sole  right  of  selling  these  Patents,  and  that  he  should  have  anything  he 
could  get  above  the  500^.  plus  the  royalties.  Therefore  he  got  an  equitable 
right.  Frentzell  had  an  equitable  title  to  these  Patents,  which  could  have  been  50 
enforced  the  moment  he  was  willing  to  pay  5002.  and  the  royalties  that  are  the 
subject  of  the  Agreement. 

I  have  touched  upon  the  main  points.    In  my  opinion  there  must  be  judgment 
for  the  Plaintiff  for  the  sum  of  1975Z.  to  be  paid  over  if  the  Defendants  desire 
it  upon  the  Plaintiff  and  Hagen  executing  any  documents  that  are  tendered  to  55 
them,  but  should  they  object  on  the  ground  that  the  covenants  are  not  proper 
ones  the  assignment  shall  if  necessary  be  settled  by  a  Conveyancer  of  the 
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Court,  and  I  make  that  Order.  I  caniiot  of  coarse  give  any  interest  on  this 
money  because  there  has  been  no  contract  for  payment  of  interest,  and  nothing 
which  would  entitle  Frentzell  to  get  interest,  but  I  make  the  money  payable 
to-day,  the  documents  to  be  tendered  within  a  week,  so  that  at  any  rate  there 
5  will  be  some  hope  that  there  will  not  be  any  further  delay  over  this  matter. 
The  documents  are  to  be  tendered  for  execution  within  a  week  if  desired,  and 
if  trhe  documents  are  not  satisfactory  they  are  to  be  settled  by  the  Conveyancer 
of  the  Court. 

I  ought  to  say,  and  perhaps  I  had  better  say  it  now,  that  I  think  this  is  a 
10  perfectly  good  licence  as  it  stands,  being  delivered  as  an  escrow,  not  to  be  used 
until  the  money  was  paid,  and  it  was  prepared  by  the  Defendants.  If,  as  I 
think,  they  had  no  right  to  insist  upon  Hocidley^s  name,  I  think  this  is  a 
perfectly  good  assignment  to  them  of  the  rights,  but  if  it  be  thought  that 
because  the  Deed  has  Hoadley^a  name  in  it  it  would  be  better  that  there  should 
15  be  a  Deed  without  Hoadley^s  name  in  it  I  see  no  reason  why  that  should  not 
be  done,  and  I  say  this  in  the  interests  of  the  Defendants.  Therefore,  if  the 
Defendwits  choose  to  tender  a  document  in  the  same  form  as  this,  or  in  another 
form  which  Frentzell  and  Hagen  are  willing  to  execute,  then  the  money  will 
be  paid  over  upon  that  document  being  executed. 


20  In  the  Court  of  Appeal. 

Before  LORDS  JUSTICES  Vaughan  Williams,  Rombr  and  Cozbns-Hardy. 

July  29th,  1904. 
Macmillan  and  Others  v.  Ehrmann  Brothers,  Ld. 

Trade  name. — Action  to  restrain  use  of  a  name  that  was  not  either  Plaintijfs 
25  or  Defendant's.— No  deception^  or  probability  of  deception   proved.— Action 
dismissed. — Appeal  dismissed. 

A  firm  of  Macfarlane  &  Co.  (sometimes  with  various  initials)  traded  as 
whisky  distillers  and  merchants  at  Paisley  from.  1740  till  1897 ;  they  had  a 
good  local  reputation.  The  then  continuing  member  of  the  firm^  J.  Macfarlane, 
3Q  assigned  the  goodwill  of  the  business  to  Foulds  A  Co.,  Ld.  The  Plaintiffs  were  four 
of  the  directors  o/ Foulds  &  Co.,  Ld.  It  was  agreed  that  the  business  should  be 
assigned  by  Foulds  A  Co.,  Ld.,  to  the  Plaintiffs,  hut  that  assignment  was  not 
actually  executed  till  after  action  brought.  Foulds  &  Co.,  Ld.,  remained  the  real 
owners  of  and  carried  on  the  business  under  the  style  of  Macfarlane  &  Co.  In 
the  yejtr  1897  Ehrminn   Bros.,  the  predecessors  in  business  of  the  Defendants^ 
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began  toimthe  name  "  Macfarlane,"  or  "  Macfarlane  &  Co.,"  to  denote  a  brand 
of  whisky  sold  by  them.  They  adopted  tlie  name  at  the  suggestion  of  a  gentleman 
named  Macfarlane,  who  was  associated  with  tliem  in  their  business  of  dealers  in 
wines  and  spirits.  They  registered  the  signature  of ''  Macfarlane  A  Co:'  as 
their  Trade  Mark.  During  tJie  year  1899  the  trade^  nominally  carried  onhy  i 
the  Plaintiffs^  was  extended  to  England.  The  PlaintiffSy  when  the  respective 
trades  of  tlie  parties  came  into  collision^  brought  this  action  to  restrain  the 
Defendants  from  using  the  name  "  Macfarlane  &  Co.,"  so  as  to  represent  their 
whisky  as  that  of  the  Plaintiffs.  At  the  trial  it  was  held  tliat  the  Plaintiffs 
had  failed  to  prove  that  the  Defendants'  acts  had  intercepted  or  were  calculated  10 
to  intercept  tlie  Plaintiffs'  trade.  The  action  was  dismissed  with  costs.  The 
Plaintiffs  appealed. 

The  Appeal  teas  dismissed  with  costSj  the  judgment  below  being  upheld  on 
all  points. 

The  firm  of  Macfarlane  A  Go.  traded  as  whisky  distillers  and  merchants  at  15 
Paisley  from  1740  till  1897  ;  where  they  had  a  good  local  reputation.    The  then 
member  of  the  firm  J.  Macfarlane  assigned  the  goodwill  of  the  business  to 
Foulds  A  Go.,  Ld.    The  Plaintiffs  in  the  action  were  R.  B.  Macmillan,  J.  Wishart, 
W.  M.  M.  Turner,  and  T.  B.  G.  Newton,  who  were  directors  of  Foulds  A  Go.,Ld. 
It  was  agreed  that  the  business  should  be  assigned  by  Foulds  A  Co.,  Ld.,  to  the  20 
Plaintiffs,  but  that  assignment  was  not  actually  executed  till  afteraction  brought. 
Foulds  A  Go.,  Ld,  remained  the  real  owners  of  and  carried  on  the  business  under 
the    style    of    Macfarlane    A    Go.    In    the  year  1897  Ehrmann  Bros.,  the 
predecessors    in  business  of   Ehrmann  Bros.,  Ld.,  began  to  use  the  name 
''Macfarlane"  or  ''  Macfarlane  A  Go."  to  denote  a  brand  of  whisky  sold  by  25 
them.    They  adopted  the  name  at  the  suggestion  of    a   gentleman    named 
Macfarlane,  who  was  associated  with  them  in  their  business  of  dealers  in  wines 
and  spirits.    They  registered  the  signature  of  ''Macfarlane  A  Go."  as  their 
Trade  Mark  (No.  204,384).    During  the  year  1899  the  trade,  nominally  carried  on 
by  the  Plamtiffs,  was  extended  to  England.    In  May  1903  the  Plaintiffs  brought  30 
an  action  against  Ehrmann  Bros.,  Ld.,  claiming  an  injunction  to  restrain  the 
Defendant  Company  from  selling,  or  offering  for  sale,  whisky  under  the  name 
or  description  of  Macfarlane  A  Go.,  and  from  using  the  name  or  description  of 
Macfarlane  A  Go.  as  part  of  or  in  connection  with  any  labels  or  capsules  affixed 
upon  any  bottles,  jars,  or  casks  of  whisky  offered  for  sale  or  sold  by  or  on  behalf  35 
of  the  Defendant  Company,  and  also  from  stating  or  inserting,  or  causing  to  be 
stated  or  inserted,  in  any  advertisement  or  circular,  any  words  or  expressions 
assertfng  or  suggesting  that  they  were  offering  for  sale,  or  authorised  to  sell, 
Macfarlane  A  Go.'s  whisky,  so  as  to  represent,  or  lead  to  the  belief,  that  they 
m?''®T^?  .  ^^2.^  ^^^  ®*^®'  selling,  or  authorised  to  sell,  the  Plaintiflfa'  whisky.  40 
Tne  Plaintiffs  also  claimed  damages  and  costs. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  shortly  (1)  that  their  firm 
was  ^tablished  in  the  year  1740,  and  traded  up  to  the  present  time  as  distillers 
and  bcotch  whisky  merchants,  under  the  name  of  Macfarlane  &  Go. ;  (2)  that 
they  sold  extensively  in  the  United  Kingdom  and  the  Colonies  whisky  as  45 
"  Macfarlane's  Whisky,"  or  "  Macfarlane  &  Co.'s  Whisky,"  and  that  they 
acquired  a  great  reputation  for  such  whisky,  so  that  the  trade  and  the  public 
understood  that  whisky  so  called  meant  the  whisky  of  the  Plaintiff  firm  ; 
(d)  that  the  Defendant  Company  had  for  some  time  past  sold  other  whisky 
under  the  name  of  Macfarlane  &  Go.'s  whisky,  thereby  leading  to  the  belief  50 
that  the  Defendant  Company  was  advertising  the  Plaintiffs*  whisky  ;  (4)  that 
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the  PlaintifiEs  did  not  know  of  this  sale  by  the  Defendant  Company  nntil  jnst 
before  the  action ;  and  (5)  that  the  Plaintiff  firm  had  suffered  damage. 

The  Defendant  Company,  by  their  Defence,  alleged  shortly  :— (1)  That  they 
denied  that  the  Plaintiff  Firm  was  established  in  1740,  or  that  it  or  the  Plaintiffs 
5  ever  traded  as  McLcfarlane  A  Go, ;  (2)  They  denied  that  the  Plaintiffs  traded 
as  a  firm  or  were  possessed  of  the  goodwill  of  a  firm  of  Macfarlane  A  Co.y 
which  had  formerly  traded  at  Paisley  or  elsewhere  ;  (3)  They  alleged  that 
if  the  goodwill  of  the  old  Paisley  firm  still  existed  it  belonged  to  a  Limited 
Company  styled  WiUiam  Foulds  A   Co.y  Ld.^  of  which   the   Plaintiffs   were 

10  directors  or  officers,  and  in  which  they  were  shareholders ;  (4;  They  denied 
the  alleged  reputation  in  the  trade  of  the  Plaintiffs'  "  Macfarlane  whisky  "  ; 
(5)  They  stated  that  they  were  the  successors  of  the  firm  of  Ehrmann 
BrotherSj  and  were  assignees  of  the  business,  goodwill,  and  Trade  Mark  of 
that   firm  ;  (6)  That  in  the  year  1897  they  adopted  "  Macfarlane  &  Co."  as  a 

15  distinguishing  brand,  and  caused  the  signature  of  ^*  Macfarlane  &  Co.*'  to  be 
registered  as  their  Trade  Mark  (Class  43,  No.  204,384),  and  were  the  pro- 
prietors thereof ;  (7)  That  *'  in  and  ever  since  the  said  year  1897  the  said 
•*  firm  of  Ehrmann  Brothers  and  the  Defendants  have  used  the  said  brand, 
«<  *  Macfarlane  &  Co.'  in  the  said  firm,  and  also  as  '  Macfarlane '  as  a  brand  or 

20  '*  mark  to  indicate  and  identify  their  whisky,  and  have  sold  large  quantities 
"  of  such  whisky  under  the  said  brand,  and  have  very  widely  advertised  the 
'*  said  goods  thereunder.  Whisky  marked  with  the  said  brand  or  described 
"  thereby  is,  and  for  many  years  before  the  commencement  of  this  action  was 
^^  well  known,  to  the  trade  and  public  as  being  the  goods  of  the  Defendants  "  ; 

25  (8)  They  denied  that  they  had  done  anything  that  led,  or  was  calculated  to 
lead,  to  the  belief  that  they  were  advertising  or  offering  for  sale  the  Plaintiffs' 
whisky,  or  any  whisky  other  than  their  own ;  (9)  They  alleged  that  the 
Plaintiffs  never  sold  any  whisky  as  that  of  Macfarlane  A  Go.,  but  if  they  did 
use  that  designation  it  was  always  accompanied  with  the  words  '*  of  Paisley," 

30  and  that  the  Defendants'  whisky  was  always  distinguished  in  bold  type  by 

the  words  "  Macfarlane  A  Co.,  of  Glasgow  " ;  and  (10)  They  alleged  that  the 

Plaintiffs  were  estopped  through  laches  and  acquiescence  in  the  Defendants' 

acts.  » 

The  action  came  on  for  trial  before  Mr.  Justice  Buckley  on  the  15th  March 

35  1904,  judgment  being  delivered  on  the  18th  March  in  favour  of  the  Dfeendants 
with  costs.*    The  Plaintiffs  appealed. 

Astburyy  K.C.,  Micklem,  K.C.,  and  J.  S.  Green  (instructed  by  Greenwood  and 
Greenwood)  appeared  for  the  Appellants ;  Buckmast&r,  K.C.,  and  Kerly 
(instructed  by  Uyman  Isaacs  and  Lewis)  appeared  for  the  Respondents. 

40  Asthury,  K.C.,  and  Micklem,  E.C.,  for  the  Appellants,  stated  the  admitted  and 
proved  facts  of  the  case.  The  Plaintiffs  do  not  complain  of  the  Defendants' 
labels  or  get-up  of  bottles,  but  only  of  the  use  of  the  name  "  Macfarlane  A  Co.^^ 
We  say  the  learned  Judge  drew  a  wrong  conclusion  from  the  evidence  in 
holding  that  the  adoption  of  the  name  Macfarlane  A  Go,  by  the  Defendants 

45  was  honest.  It  was  no  doubt  honestly  suggested  by  Capt.  MacFarlane,  but 
before  Mr.  Ehrmann  decided  on  adopting  it  he  must  have  been  informed  of 
the  existence  of  the  Plaintiff  firm.  The  learned  Judge  failed  to  notice  certain 
discrepancies  in  the  evidence  of  some  of  the  witnesses.  (Counsel  read  and 
commented  on  the  evidence  of   Messrs.   Llirmannj  Taylor  and   Wildbore  in 

50  detail.)  We  say  secondly  that  the  Defendants  had  dropped  the  use  of  the  name 
Macfarlane  from  their  advertising  lists  and  re-introduced  it  at  a  later  date  to 
take  the  benefit  of  our  trade,  and  in  fact  deceived  people  who  traded  with  the 
Plaintiffs.  In  their  circular  headed,  "A  Revolution  in  the  Wine  Trade,"  they 
claimed  a  monopoly  in  the  use  of  the  name  Macfarlane  A  Go.    [Rombr,  LJ^. — 


•  Ante,  p.  867. 
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It  VA  plain  that  the  Defendants  did  not  want  to  sell  whisky  under  their  own 

name.    It  is  a  trade  artifice.    The  Plaintiffs  pretend  they  are  Macfarlane  &  Go. 

and  they  are  really  Foulds  A  Oo.^  Ld.    Is  there  any  evidence    of   actual 

deception  ?]    Not  of  customers,  but  of  persons  in  the  trade  who  thought  the 

Plaintiffs*  whisky  was  being  adyertised.  •  (Counsel  referred  to  the  evidence  of  5 

trade  witnesses  on  this   point.)    By  their  revival  of  the  use  of  the  name 

Macfarlane  the  Defendants  deceived  those  witnesses.    The  Plaintiffs  have  a 

large  Scotch  trade,    and    the   Defendants,  after  knowing  of   the   Plaintiffs* 

existence  and  trade,   have  flooded  Scotland  with  their  circulars.    [COZBNS- 

Hardy,  L.J. — Do    you  claim  the  right  to  prevent  them   using   the  name  10  A 

Macfarlane  A  Go.  at  all  ?]    When  they  knew  there  was  a  firm  of  Macfarlane  \ 

&  Go.  of  old  standing  they  should  not  advertise  as  Macfarlane  A  Go.  pure  and 

simple.     [Cozbns-Hardy,    L.J. — But   your   registered    Trade    Mark   is   not 

"  Macfarlane  A  Go.'^  pure  and  simple.]    They  ought  not  to  advertise  without 

making  a  distinction  between  their  Macfarlane  A  Go.  and  ours.  15 

Counsel  for  the  Respondents  were  not  called  on. 

Vaugh AN  Williams,  L.J.^l  am  of  opinion  that  this  Appeal  ought  to  be 
dismissed.  I  think  it  is  impossible  for  us  to  over-rule  the  decision  of  Mr.  Justice 
Btbckley.  Mr.  Justice  Buckley  substantially  divides  his  Judgment  into  two 
parts.  First,  he  considers  the  question  whether  there  was  personal  deceit  in  20 
adopting  this  name  for  the  purpose  of  passing  off  the  Defendants*  goods  as  the 
Plaintiffs'.  He  finds,  in  the  plainest  possible  manner,  that  the  Plaintiffs 
have  failed  to  make  that  case  out ;  and  I  do  not  think  we  should  be  justified  in 
over-ruling  him. 

I   have    not  the   slightest   sympathy  with   the   Defendants  or  with  their  25  ^' 

mode  of  conducting  business,  and  I  am  very  sorry  myself  that  according  to  the 
law  of  this  country  you  can  for  trade  purposes  adopt  a  name  which  is  not  yours, 
and  use  it  coupled  with  a  sort  of  suggestion  that  you  are  the  sole  agents  of  the 
non-existent  people  whose  picturesque  name  you  have  chosen  to  adopt  because 
you  hope  that  customers  will  draw  all  sorts  of  favourable  inferences  in  respect  30 
of  the  wares  which  you  sell.  I  am  also  very  sorry,  if  I  may  say  so,  that  the 
Plaintiffs  can  carry  out  a  transaction  like  the  purchase  of  this  goodwill  for  £70. 
That,  again,  is  only  done  for  the  purpose  of  putting  forward  as  a  recommendation 
something  that  has  no  real  existence  in  fact. 

The  other  part  of  Mr.  Justice  Buckley^s  Judgment  deals  with  the  question  35 
whether  or  not,  even  if  the  intention  to  deceive  has  not  been  proved,  there  is 
something  in  the  adoption  of    this  name  which    is    calculated    to    deceive 
customers.    The  evidence,  which  was  given  before  the  learned  Judge,  entirely 
shows  that  nobody  had  ever  been  deceived.  , 

Under  these  circumstances  I  have  nothing  further  to  say  but  that  I  agree  with  40  ^ 

the  Judgment  of  Mr.  Justice  Buckley. 

I  might  perhaps  say  that,  if  these  two  traders  are  really  desirous  of  carrying 
on  business  honestly  on  both  sides,  it  would  be  perfectly  easy,  without  doing 
any  harm  to  either,  to  distinguish  the  two  firms.  I  think  the  Plaintiff  ^rm 
might  truly  call  themselves  the  successors  of  the  old  Paisley  firm  which  was  45 
established  in  1740,  and  the  Defendants,  if  they  were  so  minded,  could  so 
describe  themselves  that  there  would  be  no  danger  of  their  being  confounded 
with  the  Plaintiffs'  firm  ;  but  whether  they  will  do  so  or  not  I  do  not  know.* 

ROMBR,  L.J. — I  also  do  not  see  my  way  to  differ  from  the  Judgment  of 
Mr.  Justice  Buckley.    I  have  nothing  to  add.  50  *  ij 

Cozbns-Habdt,  L.J.— I  agree. 

'     *     '  '  '  " '        I  ■  ■  ■■■■        »— ^-^.  .  ^ 

♦  QT.  Ante,  p.  367. 
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In  the  High  Court  of  Justice.— CHANCKaY  Division. 

Be/ore  Mr.  Justice  Parwell. 

January  28th  and  29th,  1904. 

J.  B.  Brooks  &  Co.,  Ld.  v.  Lycbtt's  Saddle  and  Motor  Accessories 
5  Company,  Ld.,  and  E.  Lycett. 

Patent. — Action  for  infringement. — Amendment  of  Specification  whilst  a 

previous  action  was  pending^  without  leave  of  the  Court. — Amendment  held  to 

he  invalid. — Leave  granted  to  Plaintiffs  to  apply  at  tlie  Patent  Office  for 

amendment  and  trial  adjimmed. — Patents  Ac.  Act  1883^  Sections  18  A  19^ 

10  Patents  Ac.  Act  1888^  Section  5. 

In  an  action  for  infringem^ent  of  a  Patent^  the  Specification  of  which  had 
been  amended^  the  Defendants  pleaded  that  the  afnehdment  was  invalid^  because 
at  the  time  when  it  was  applied  for^  a  previous  action  for  infringement  u^as 
pending^  and  the  leave  of  the  Court  to  apply  at  the  Patent  Office  for  leave  to 

15  amend  had  not  been  obtained.  It  appeared  that  oiving  to  an  agreement  for 
settlement^  which  shortly  after  feU  through^  the  first  action  had  more  than  two 
years  before  the  amendment  been  marked  to  stand  out  of  the  list  generally  with 
liberty  to  either  party  to  apply  to  restore  it.  After  the  amendment  had  been 
madcy  the  Defendants  to  the  action  obtained  leave  to  restore  ity  and  an  Order  was 

20  subsequently  made  giving  leave  to  the  Plaintiffs  to  discontinue  it  ivithout  costs  to 

either  party ^  it  being  held  thai  there  had  been  a  tacit  agreement  to  abandon  it. 

Held,  tha>t  the  action  in  question  u>as  ^^ pending  "  at  the  date  of  the  application 

.    at  the  Patent  Office  for  leave  to  amende  and  that  by  reason  of  Sub-section  {10)  of 

Section  18  of  the  Patents  Ac.  Act,  1883,  the  amendment  was  invalid. 

25  On  the  Plaintiffs  applying  under  Section  {19)  for  liberty  to  apply  at  the 
Patent  Office  for  leave  to  amend,  such  liberty  was  given  to  them,  the  action  to 
stand  over  in  the  meantime^  and  the  costs  and  the  question  of  terms  were 
reserved. 

On  the  9th  of  May  1903,  J.  B.  Brooks  A  Company,  Ld.,  commenced  an  Action 

30  against  Lycett' s  Saddle  and  Motor  Accessory  Company,  Ld.,  and  Edward  Lycett, 

for  infringement  of  Letters  Patent  No,  8853  of  1893,  granted  to  J.  B.  Brooks  for 

^  Improvements  in  Yelooipede  Saddles,"  and  of  another  Patent  (No.  15424  of 
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1890),  which  for  the  purpose  of  this  report  it  is  not  necessary  to  further  refer  to. 
The  Statement  of  Claim  alleged :  (1)  That  the  PialntiflPs  were  the  registered 
owners  of  the  Patents;  (2)  that  the  final  Specification  of  Letters  Patent 
No.  8553  of  1893  was  duly  amended  on  the  9th  of  May  1901,  and  that  the  original 
claims  of  the  Specification  before  amendment  were  framed  in  good  faith  5 
and  with  reasonable  skill  and  knowledge  ;  (3)  that  a  certificate  of  validity  in 
respect  of  Letters  Patent  No.  8553  of  1893  was  granted  by  Mr.  Justice  Buckley 
in  an  action  of  Brooks  v.  Lycett  (1901,  J.  No.  1920)*  ;  and  (4)  that  the 
Defendants  had  infringed  the  Patents  in  manner  in  the  Particulars  of  Breaches 
therewith  delivered  appearing.  10 

The  Particulars  of  Breaches  alleged  :  (1)  That  prior  to  the  issue  of  the  writ 
and  subsequent  to  the  date  of  the  Letters  Patent  in  the  Statement  of  Claim 
referred  to,  the  Defendant  Company  and  the  Defendant  Edtuard  Lycett  (who 
was  the  sole  director  and  manager  of  the  Defendant  Company,  and  who  actively 
managed  the  business  of  the  Defendant  Company)  had  infringed  and  threatened  15 
to  infringe  each  of  the  Patents  by  the  manufacture,  sale,  offer  for  sale,  and  use 
of  cycle  saddles  constructed  according  to  the  invention  described  in  the  final 
Specification  of  the  Patent  No.  8553  of  1893,  and  claimed  in  (inter  alia) 
the  claiming  clauses  ],  2  and  3;  (2)  that  in  particular  the  Plaintiffs  com- 
plained of  (i.)  the  threats  to  sell  and  offer  for  sale  by  the  Defendants  in  the  20 
newspaper  Cycling  oi  May  9th  1903,  and  in  the  National  Cyclists  Union  Review 
of  May  9th  1903,  p.  179,  of  an  "L  7,  Flexible  La  Grande  Saddle"  in 
infringement  of  Patent  15424  of  1890  as  alleged,  and  of  " L  6,  La  Grande"  and 
"  L  15,  La  Grande  "  (Racers)  in  infringement  of  Patent  8553  of  1893  as  aU^^* 
(ii.)  the  manufacture  and  sale  by  the  Defendants  at  164  High  Street,  Deritend,  25 
Birmingham,  to  Albert  Walden,  on  May  5th  1903,  of  "  L  6  and  L  15  La  Grande  " 
saddles  in  infringement  of  Patent  8553  of  1893  as  alleged,  (iii.)  the  manufacture 
by  the  Defendants  of  an  "  L  11,  La  Grande  "  saddle,  and  sale  by  them  of  the  said 
saddle  to  the  Premier  Cycle  Company,  of  Coventry,  during  the  month  of  April 
1903,  constructed  in  infringement  of  Patent  8553  of  1893  as  alleged;  (3)  30 
that  until  discovery  should  have  been  obtained  the  Plaintiffs  were  unable  to 
give  further  and  better  particulars  of  infringement,  but  wotdd  claim  to  recover 
in  respect  of  all  infringements. 

The  Defendant  Company  by  their  Defence  (1)  denied  infringement; 
(2)  alleged  that  the  Letters  Patent  were  invalid  ;  (3)  that  the  Specification  of  35 
the  Patent  No.  8553  of  1893  was  not  duly  or  at  all  amended,  that  the  proceedings 
in  the  second  paragraph  of  the  Statement  of  Claim  referred  to  were  irregular  and 
without  authority,  and  (4)  that  the  original  claims  of  the  said  Specification  were 
not  framed  in  good  faith  or  with  reasonable  skill  and  knowledge. 

Edvuard  Lycett  delivered  a  similar  Defence,-  and  Particulars  of  Objections  were  40 
delivered  by  both  parties. 

Particulars  of  paragraph  (3)  of  the  Defence  were  delivered  as  follows  : — 
**  At  the  date  on  which  the  Patentee's  request  for  leave  to  make  the  amendment 
*'  of  the  final  Specification  in  the  2nd  paragraph  alleged  to  have  been  made  was 
'^  left  at  the  Patent  Office,  there  was  an  Action  for  infringement  of  the  said  Patent  ^ 
"  pending,  to  wit,  an  Action  in  the  High  Court  intituled  J,  B.  Brooks  A  Co., 
"  Ld,,  and  John  Boulfbee  Brooks  against  Edward  Lycett,  No.  1897,  J.  651. 
'*  But  the  Patentee  had  not  obtained  and  did  not  obtain  from  the  Court  or  a 
"  Judge  liberty  to  apply  at  the  Patent  Office  for  such  leave  as  aforesaid, 
"  wherefore  these  Defendants  and  each  of  them  will  contend  that  the  Patentee  50 
^^  was  not  at  liberty  so  to  apply,  and  that  the  Comptroller  General  had  no 
^'  jurisdiction  to  receive  or  entertain  any  such  request  as  aforesaid,  but  that  the 
*'  said  request,  and  all  the  proceedings  had  thereupon,  were  irregular  and  without 
"  authority  by  reason  of  the  Statute  in  that  case  made  and  provided." 

•20  R.P.O.  890. 
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The  Plaintifb  by  their  Reply  alleged  inter  alia  (2)  that  the  leave  to  amend  the 
Specification  was  conclnsive,  and  the  amendment  was  for  all  pnrpoBes  and  in  all 
Conrts  to  be  deemed  part  of  the  Specification  and  could  not  be  put  in  issue  in 
the  Action  ;  that  no  Action  was  pending  for  infringement  of  the  said  Letters 
5  Patent  at  the  date  of  the  application  to  amend  or  at  the  date  of  any  proceeding 
therennder ;  (5)  that  the  validity  of  the  amended  Specification  8553  of  1893, 
was  duly  certified  by  Mr.  Justice  Btickley  by  Judgment  dated  the  2l8t  April 
1903,  in  an  action  1901,  J.  No.  1920,  and  a  certificate  that  the  claims  in  the 
original  Specification  were  framed  in  good  faith  and  with  reasonable  skill  and 

10  knowledge  was  also  given  in  the  said  Judgment,  and  the  Defendants  were  estopped 
from  raising  either  of  the  defences  raised  in  the  3rd  and  4th  paragraphs  of 
their  Defence. 

The  Action  referred  to  in  the  Particulars  delivered  under  paragraph  3  of  the 
Defence  had,  in  November  1898,  in  consequence  of  negotiations  between  the 

15  parties  been  marked  in  the  Cause  Book  to  stand  out  of  the  list  generally,  with 
liberty  to  either  party  to  apply  to  restore.  On  the  9th  of  May  1901,  the 
Plaintiffs  obtained  leave  under  Section  18  of  the  Patents,  &c..  Act  18.83  to 
amend  the  Specification  as  if  the  Action  in  question  had  been  discontinued,  and 
amended  it  accordingly.     In  November  1901  the  Defendant  Lycett  gave  notice 

20  of  his  intention  to  apply  to  have  the  last  mentioned  Action  restored  to  the  list, 
the  negotiations  above  referred  to  having  broken  down.  On  the  12th  of 
February  1902,  Joyce^  J.,  ordered  the  Action  to  be  restored  (19  R.P.C.,  166),  and 
on  the  15th  of  March  1902,  the  learned  Judge  gave  leave  to  the  Plaintiffs  to 
discontinue  it,  each  party  to  bear  their  own  costs.    This  Order  was  affirmed  by 

25  the  Court  of  Appeal  (19  R.P.C.,  364). 

The  Action  of  J,  B.  Brooks   S    Go.,  Ld.^  v.   Lycetfs  Saddle  and   Motor 
Accessories  Co..  Ld.yB.nd  E.  Lycett  came  on  for  trial  before  Farwbll,  J.,  on  the 
28th  of  January  1904. 
A.  J.  Waiter  and  J.  H.  Cray  (instructed  by  Sharpe^  Parker  A  Co.y  agents  for 

30  C  E.  Neweyy  Birmingham)  appeared  for  the  Plaintiffs ;  Bousfieldy  K.C.,  and 

J.  W.  Gordon  (instructed  hjBeale  S  Co.)  appeared  for  the  Defendant  Company. 

The  Plaintiffs'  case  was  opened,  and  their  evidence  heard.    The  Defendants* 

case  was  then  opened,  and  the  question  of  the  validity  of  the  amendment  of  the 

Specification  of  Patent  No.  8853  of  1893  argued. 

35  Gordon  for  the  Defendants  : — ^The  amendment  was  wholly  irregular.  Apart 
from  Section  18  of  the  Patents,  &c..  Act  1883,  there  is  no  authority  to  amend. 
Sub-section  (1)  gives  the  authority  and  Sub-sections  2  to  9  provide  the  pro- 
cedure. By  Sub-section  (10),  as  amended  by  Section  5  of  the  Patents  &c. 
Act  1888,  the  foregoing  provisions  of  the  Section  do  not  apply  when  and  so  long 

40  as  an  Action  for  infringement  is  pending.  At  the  date  at  which  the  application 
to  amend  was  made,  an  Action  for  infringement — namely,  that  referred  to  in 
the  Particulars  under  paragraph  3  of  the  Defence — was  pending,  and  no 
application  to  the  Court  under  Section  19  was  made.  Sub-section  9  of  Section  18 
only  means  that  if  leave  to  amend  be  given  one  cannot  question  the  amendment 

45  allowed  ;  but  if  there  is  no  jurisdiction  for  the  leave  to  amend,  all  the 
proceedings  are  null  and  void.  That  is  so  in  the  case  of  this  amendment,  and 
therefore  the  Patent  comes  before  the  Court  on  the  unamended  Specification. 
[Farwbll,  J.— Is  not  the  only  object  of  sub-section  (10)  to  protect  the  party 
against  whom  the  Action  is  pending  ?     (  Woolfe  v.  Automatic  Picture  Gallery 

50  Co.  Ld.  20  R.P.C.  177  ;  L.R.  (1903)  1  Ch.  18  was  referred  to.)]  That  case  only 
decided  that  an  application  under  Section  18  was  not  suspended  by  a  subsequent 
Petition  for  Revocation.  The  sub-section  does  not  merely  negative  the  amend- 
ment against  the  party  to  the  pending  proceeding.  The  Action  in  question  was 
undisposed  of,  and  therefore  was  pending  at  the  date  of  the  amendment. 

55  [  Walter  read  the  judgment  of  Joyce,  J.,  delivered  on  the  15th  of  March  1902  as 
to  discontinuance.    Joyce,  /.,  4ec{(ied  that  the  actioij  vas  (Je«id.    Moreover  the 
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same  point  was  raised  in  the  pleadings  in  the  Action  before  BtAckHey^  J., 
20  R.P.C.  390.]  It  was  not  argaed  and  the  parties  here  are  different  An 
Action  is  pending  until  Judgment  is  given  or  it  is  otherwise  disposed  of. 
\Re  GlaggeWs  Estate,  L.R.  20  Ch.  D  637,  at  p.  653,  and  Cropper  v.  Smith, 
1  R.P.C.  254 ;  L.R.  28  Ch.  D.  148  were  referred  to.]  5 

Walter  vfSA  called  on  to  argue  this  point :— "  Pending  "  in  sub-section  (10)  has 
no  reference  to  lis  pendens.  The  Defendants^  contention  amounts  to  this  :  that 
in  law  if  any  step  remains  to  be  taken  in  an  Action  it  is  pending  within  the  sub- 
section. In  Woolfe  V.  Automatic  Picture  Oallery  Ld,  (20  R.P.C  177),  it  was 
pointed  out  that  the  sub-section  could  not  be  taken  literally  but  that  the  true  10 
effect  of  Sections  18  and  19  is  that  when  leave  is  given  under  Section  19,  all  the 
provisions  of  Section  18  apply.  Joyce,  J.,  has  found  that  the  Action,  said  to 
have  been  pending,  had  been  dropped  by  January  1899  by  tacit  consent ;  and  the 
amendment  was  made  two  years  after  that  date.  The  mere  fact  that  no  formal 
Order  was  made  to  end  the  Action  is  not  sufficient,  both  parties  acted  on  the  belief  15 
that  it  had  come  to  an  end  ;  and  Joyce,  J.,  so  found,  although  he  said  ii  was 
a  lis. pendens  and  restored  it  to  the  list.  In  Farhenfahriken  vorm,  Bayer  A 
Go.  V.  Bowker  (8  R.P.C.  389),  Bomer,  J.,  refused  to  go  behind  the  Order  of  the 
Comptroller  allowing  the  amendment.  Sub-section  (10),  and  Section  19  are  for 
the  protection  of  the  party  to  the  pending  litigation  only.  The  Action  was  not  20 
pending  in  the  sense  of  being  an  active  litigation. 

Farwbll,  J. — I  do  not  see  that  I  need  trouble  you  Mr.  Bousfield,  unless  Mr. 
Walter  has  any  more  authorities  to  cite.    [Mr.    Walter: — No,  my  LonLJ    I 
do  not  see  my  way  to  depart  from  what  appear  to  me  to  be  the  plain  words  of 
the  Act  of  Parliament.    I  confess  to  having  some  feeling  of  regret ;  because  25 
there  was  not  a  substantial  litigation  existing.    There  was  a  litigation — a  Writ 
was  issued  against  Lycett,  the  individual,  on  the  8th  of  April  1897.  The  Statement 
of  Claim  was  deliverod  on  the  31st  of  May  1897  ;  then  the  Defence  was  put  in, 
the  Statement  of  Claim  was  amended,  and  the  Reply  delivered  on  the  6th  of  April 
1898.     Notice  of  trial  was  given.    In  November  1898,  the  parties  began  to  30 
negotiate  with  a  view  to  a  settlement,  and  accordingly  an  application  was  made 
to  the  Judge  that  the  case  might  be  token  out  of  the  Paper,  and  it  stood  over 
generally  with  liberty  to  apply  to  restore.    In  January  1899,  an  agreement  was 
entered  into  between  the  parties  for  the  settlement  of  their  differences,  but 
unfortunately,  for  reasons  which  I  do  not  know,  that  was  cancelled  by  mutual  35 
arrangement  in  August  1899,  so  that  in  August  1899  the  parties  were  again  at 
arms  length.    No  further  step  was  taken  in  the  Action,  and  the  parties  appear 
to  have  let  it  go  to  sleep.    In  February  1901,  the  present  Plaintiffs  applied  to 
the  Comptroller  for  leave  to  amend,  and  an  Order  was  made  on  the  9th  of  May 
1901.    On  the  8th  of  February  1903,  the  present  Defendants  applied  under  the  40 
liberty  to  restore  to  have  the  case  of  Brooks  v.  Lycett  restored  to  the  list.    It 
came  on  before  Mr.  Justice  Joyce,  and  it  is  reported  in  the  19th  Reports  of 
Patent  Cases,  page  166.    The  head  note  is  this,  "  Where  an  Action  set  down  in 
''  the  list  for  trial  has  been  dropped  by  tacit  agreement  between  the  parties 
"  without  any  special  or  express  stipulation,  and  without  any  provision  in  the  45 
*'  event  (which  happened  in  this  case)  of  the  agreement  for  the  settlement  of 
"  their  differences  subsequently  going  off.  Held,  firstly,  on  the  Motion  of  the 
''  Defendant,  that  the  Action  should  be  restored  to  the  list ;  that  it  v^as  a  lis 
"  pendens,  and  could  be  restored  ;  but,  secondly,  on  the  Motion  of  the  Plaintiffs 
'•  for  leave  to  discontinue,  that  owing  to  the  tacit  agreement  the  Plaintiffs  were  50 
"  entitled  to  discontinue  it,  if  they  chose  to  do  so,  each  party  to  bear  their  own 
'*  costs."    Now  the  first  is  a  decision  of  the  learned  Judge  that  the  Action  was  a 
lis  pendens  which  must  be  restored  on  the  application  of  the  party  having 
liberty  to  restore,  and  required  actual  application  for  leave  to  discontinue  before 
it  came  to  an  end.    The  result  is  that  the  Action  appears  to  be  an  Action  55 
pending  within  the  lOtb  sub-sectiop  of  Section  18.    The  subsequent  appli6ation 
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to  Mr.  Jastice  Joyce  was,  and  his  observations  there  were  merely  directed 
to  the  question  of  costs.  He  did  not  intend  to  over-rule  and  reverse  his  finding 
of  fact  on  which  he  had  held  already  that  the  Action  must  be  restored  to  the 
list  All  he  said  was,  "You  came  substantially  to  a  settlement  of  your 
5  **  grievances,  and  you  ought  to  have  let  the  matter  sleep,  and  I  shall  not 
"  give  you  any  costs."  Thiit  is  the  whole  result,  as  I  read  it,  of  the  Judgment. 
But  he  certainly  has  held,  and  I  consider  it  binds  me,  that  there  was  a 
lis  pendens. 

Then  it  is  said  that  the  10th  sub-section  of  Section  18  only  applies  between 

10  the  parties  to  an  Action.  Well  I  cannot  see  my  way  to  so  limit  it.  It  is  quite 
true  that  there  are  words  in  Section  19  which  point  to  that  view,  because  one 
does  not  quite  see  what  the  Defendant  in  the  Action  has  got  to  do  with  the 
application  and  the  leave  being  obtained  by  the  Plaintiff  from  the  Comptroller 
to  amend  his  Patent.    But,  however  that  may  be,  I  do  not  feel  at  liberty  to 

15  limit  the  very  general  words  of  sub-section  10,  which  are,  "  So  long  as  any 
"  Action  for  infringement  in  relation  to  the  Patent  is  pending."  The  Court 
of  Appeal  in  Woolfe  v.  Automatic  Picture  Gallery  Company  Ld.  have 
no  doubt  put  some  limitation  in  order  to  make  the  Section  work,  but  the 
Judgment  is  really,  so  far  as  I  am  concerned  and  for  this  present  purpose, 

30  summed  up  by  Lord  Justice  Cozens-Hardy  on  page  26  of  [1903]  1  Chancery. 
"It  seems  to  me  that  Section  18,  which  must  be  read  with  Section  19, 
"  states  what  a  patentee  may  do  before  he  is  in  litigation,  and  Section  19  states 
"  what  he  may  do  while  he  is  in  litigation."  It  seems  to  me  that  that  is  the 
true   meaning.     In   the   case  of    Woolfe  v.  Automatic  Picture   Gallery  an 

25  application  was  made  for  leave  before  any  proceeding  was  taken  for  revocation 
of  the  Patent  in  that  case,  and  it  was  held  that,  the  subsequent  Petition  for 
revocation  did  not  affect  the  prior  application  for  leave  to  amend,  so  that 
Section  18  did  apply  notwithstanding.  It  does  not  appear  to  me  that  that 
touches  the  case  before  me.    The  case  before  Mr.  Justice  Earner^  seemed  from 

30  the  Judgment,  as  it  was  read  by  Mr.  Walter^  to  be  in  point,  but  when 
the  dates  are  looked  at  it  appears  that  it  was  exactly  the  same  case  as 
Woolfe  V.  Automatic  Picture  Gallery^  because  there  the  application  for 
leave  to  amend  was  made  before  the  proceedings  were  taken.  The  result  is 
that  I  do  not  see  my  way  to  saying  that  this  amendment  can  be  deemed  to  be  a 

35  proper  amendment,  and  I  can  only  treat  the  Patent  as  unamended.  But,  in  the 
circumstances  (and  I  think  it  is  very  unfortunate  that  this  should  have  happened) 
I  must  assent  to  Mr.  Walter's  application  that  this  Action,  so  far  as  it  relates 
to  the  second  Patent,  should  stand  over  so  that  he  may  now  apply  for 
leave  to  amend. 

40  The  application  was  granted;  the  costs  and  the  question  of  terms  being 
reserved. 
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In  the  Hioh  Court  of  Justice.— Chancery  Division, 

Be/ore  Mr.  Justice  Warrington. 

July  8th,  9th,  11th  and  12th,  1904. 

Lycett  Saddle  and  Motor  Accessories  Company,  Ld. 

V.  J.  B.  Brooks  &  Co.,  Ld.  5 

Patent. — Action  to  restrain  threats  in  resjyect  of  the  sale  of  certain  articles, — 
Action  for  infringement  by  owners  of  Patent. — Particulars  of  Breaches  not 
alleging  specifically  infringement  by  particular  articles  against  which  the 
threats  were  directed. — Action  whether  within  proviso  to  Section  82  of  the 
Patents  Ac.  Act^  1888. — Alleged  mala  fides.— Jt^m^n^  for  the  Defendants.  10 

In  April  1908^  the  Defendants,  the  owners  of  a  Patent^  issued  circulars 
warning  persons  dealing  in,  or  using  any  of  the  Plaintiffs^  "  saddles  unth 
^^  four,  six  or  more  wires  made  in  infringemenf^  of  the  Patent.  They  also 
subsequently  made  certain  threats  in  respect  of  specific  saddles  of  a  pattern 
known  as  ''L6,''  ''LW  and  ''Lie:'  In  May  1903,  the  Defendants  15 
commenced  an  Action  against  the  Plaintiffs  for  infringement  of  the  Patent, 
hut  the  Particulars  of  Breaches  did  not  mention  these  saddles ;  ^^  L6 "  and 
"  L 14  "  hculnot  been  sold  prior  to  the  commencement  of  the  infringement  Action^ 
and  the  Defendants  alleged  that  they  did  not  then  know  of  "  L  16.^^  In 
November  1908,  the  Plaintiffs  commenced  this  Action  to  restrain  the  Defendants  20 
from  issuing  threats  in  respect  of^""  L  5,"  "  L  14  "  and  "  L  16,''  and  for  damages. 
They  based  their  Action  both  on  Section  82  of  the  Patents  Ac.  Act,  1883,  and  on  a 
common  law  right,  alleging  mala  fides  on  the  part  of  the  Defendants.  The 
Defendants  contended  that  tlieir  Action  against  the  Plaintiffs  was  an  Action  for 
infringement  within  the  proviso  of  Section  32,  and  was  a  defence  under  that  25 
Section,  and  they  denied  mala  fides.  At  the  trial,  the  Plaintiffs'  submitted  that 
the  issue  whether  the  three  saddles  mentioned  were  infrifigements  of  the  Patent 
should  be  decided  in  the  threats  Action,  and  contoided  that  this  question  could 
not  be  decided  in  the  pending  Action  for  infringement.  The  Action  for 
infringement  had  at  the  date  of  tJie  trial  of  this  Actimi,  been  stayed  utider  the  jq 
circumstances  appearing  in  the  Report  thereof  (ante  p  655.) 

Held,  that  the  infringement  Action  tvas  an  Action  for  the  infringement  of 
the  Patent  within  the  proviso  to  Section  S2  of  the  Patents  Ac.  Act,  1888,  and  that 
it  constituted  a  defence  to  the  threats  Action  so  far  as  founded  on  that  Section^ 
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that  there  was  no  evidence  of  mala  fides  in  the  Defendants  conduct^  and  that 
under  the  circumstances  it  was  unnecessary  to  decide  the  issue  of  infringement^ 
which  could  he  decided  at  some  stage  of  the  infringement  Action.  The  Action 
was  dismissed  with  costs. 

ft  On  the  19th  of  November  1903,  the  Lycett  Saddle  and  Motor  Accessories 
Company^  Ld.y  commenced  an  Action  against  J.  B.  Brooks  and  Company,  Ld., 
for  an  injunction  to  restrain  the  Defendants,  their  servants  and  agents  from 
continuing  to  threaten  the  Plaintiffs  and  their  customers  or  any  other  person 
with  any  legal  proceedings  or  liability  by  reason  of  any  patent  right  claimed  by 

10  the  Defendants  in  respect  of  the  use  sale  or  purchase  of  cycle  saddles  of  the 
Plaintiffs*  manufacture,  and  of  the  makes  known  and  sold  under  the 
distinguishing  names  and  marks  **  L  5,"  "  L  14  "  and  "  L  16,"  or  any  of  them, 
and  for  damages  and  costs.  There  had  been  several  previous  actions  between 
Messrs.  Brooks  and  Lycett  or  their  respective  Companies,  which  will  be  found 

15  referred  to  in  the  opening  speech  of  Bousfield,  K.O. 

The  Plaintiffs'  by  their  Statement  of  Claim,  as  amended,  alleged  :— (1)  That 
the  Plaintiffs  were  an  incorporated  Company  which  carried  on  the  business 
of  manufacturers  of  saddles  and  other  accessories  used  by  the  makers  of 
bicycles  and   motor  carriages;   that  they  manufactured  a  great   variety  of 

20  saddles  of  different  makes  and  modes  of  construction.  Such  saddles  were 
distinguished  in  the  Plaintiff  Company's  advertisements  invoices  and  other 
trade  documents  by  specific  and  distinctive  marks;  that  three  such  marks 
were  "L5,"  "LU"  and  "L16";  that  these  three  marks  denoted  well- 
known  types   of   bicycle   saddles  which    had    been    extensively  advertised, 

25  and  were  successful  saddles;  that  if  their  sale  had  not  been  interfered 
with  in  the  manner  complained  of  in  the  Action,  they  would  be  in  wide 
request  in  the  bicycle  manufacturing  trade;  that  the  saddle  denoted  by 
the  mark  "  L  16,"  had  in  fact  been  extensively  sold  by  the  Plaintiffs  before 
the  sale   thereof  was    impeded    by  the    Defendants'  threats;    (2)  That  the 

30  Defendants  were  a  Limited  Company  engaged  in  an  extensive  business  in  the 
manufacture  of  bicycles  saddles  and  accessories,  and  were  trade  rivals  of  the 
Plaintiff  Company ;  that  the  Defendants  owned  several  patents  for  improve- 
ments in  bicycle  saddles,  and  had  carried  on  during  several  years  past  an 
extensive  litigation  with  the  Plaintiffs,  and  with  their  predecessors  in  business, 

35  on  the  footing  of  their  claims  of  patent  right ;  that  in  the  month  of  April  1903, 
the  Defendants  obtained  judgment  against  the  predecessor  in  business  of  the 
Plaintiff  Company,  the  said  predecessor  being  at  that  time  a  Company  in 
liquidation  ;  that  by  the  said  judgment  it  was  adjudged  that  a  saddle  sold 
under  the  mark  **L11"  was   an  infringement  of   the   Defendants'  Patent, 

40  No.  8553  of  1893,  and  relief  was  granted  to  them  in  respect  of  such 
infringement* ;  that  the  said  infringing  saddle  was  wholly  different  in  the 
principle  and  mode  of  its  construction  from  any  of  the  aforesaid  types, 
*•  L  5,"  "  L  14  "  and  «  L  16,"  made  and  sold  by  the  Plaintiff  Company  ;  that  the 
Plaintiff  Company  had  never  dealt  in  saddles  of  the  make  of  the  said  "  L  11," 

45  or  in  any  make  of  saddle  which  was  in  fact  an  infringement  of  any  legal  rights 
of  the  Defendants,  that  no  action  or  proceeding  at  law  had  ever  been  taken  by 
the  Defendants  against  the  Plaintiffs,  or  their  predecessors  in  business,  for 
restraining  the  manufacture  or  sale  of  the  said  saddles,  "L  5,"  **  L  14"  and 
**  L  16,"  or  any  of  them ;  (3)  That  the  Defendants  had  on  various  occasions, 

50  &lsely  and  maliciously  alleged  that  goods  made  and  sold  by  the  Plaintiffs,  and 
in  particular  the  said  saddles,  "  L  5,"  "  L  14  "  and  «  L  16,"  were  infringemente 
of  patent  rights  held  by  the  Defendants,  well  knowing  the  allegation  to  be 


*  J.  B.  Brooki^Jt  Cb,  Id,  ▼.  JB.  LyceU  Ld.  20  W.O.,  390. 
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untrue,  and  claiming  in  respect  of  the  said  Patent,  No.  8553  of  1893,  to  be 
patentees  of  an  invention,  according  to  which  they  adleged  that  the  Plaintiffs* 
said  saddles  were  constructed,  had  threatened  the  Plaintiffs  and  their 
customers  and  others,  with  legal  proceedings  and  liability,  in  respect  of  the 
selling  offering  for  sale  dealing  in  and  using  the  said  saddles  to  the  5 
great  grievance  loss  and  injury  of  the  Plaintiffs,  and  they  intended 
and  threatened  to  continue  so  to  threaten  the  Plaintiffs  and  the  Plaintifb' 
customers    unless    restrained    by  the  Order  and  injunction  of   the    Court ; 

(4)  That  the  Defendants  on  the  29th  of  January  1904,  applied  for  and  obtained 
liberty  from  the  Court  in  an  action  brought  by  the  Defendants  against  the  10 
Plaintiffs,  being  action  1903  J.,  No.  859  to  apply  at  the  Patent  Office  for  leave  to 
amend  the  Specification  of  the  Patent  No.  8553  of  1893  by  way  of  disclaimer ; 

(5)  That  the  following  were  particulars  of  such  Uie  Defendants*  false  and 
malicious  statements  and  threats  so  far  as  were  at  present  known  to  the 
Plaintiffs ;  but  the  Plaintiffs  would  seek  to  recover  damages  in  respect  of  all  15 
such  statements  and  threats  whether  at  present  known  to  the  Plaintiffs  or  not : 
(i.)  the  Defendants  caused  to  be  inserted  in  Cycling  on  the  9th  of  May  1903  by 
way  of  advertisement  an  announcement  concerning  the  judgment  obtained  as 
aforesaid  in  the  preceding  month  of  April  s^inst  the  Plaintiffs'  predecessors  in 
business  and  a  threat  that  the  Defendant  Company  would  take  legal  proceedings  20 
against  anyone  found  selling  or  using  Lycett  saddles  with  4,  6,  or  more  wires ; 
(ii.)  in  the  month  of  April  1903  the  Defendants  issued  a  circular  to  the  trade  to 
the  same  effect  as  above-mentioned,  and  sent  such  circular  broadcast  by  post  to 
the  Plaintiffs'  customers  and  other  bicycle  and  motor-car  manu&cturers ;  (iii.) 

on  the  20th  of  May  1903  the  Defendants  wrote  and  sent  a  letter  to  the  Premier  25 
Cycle  Co,  Ld.  in  which  letter  they  falsely  alleged  that  saddles  of  the  make  of 
L.  16  of  the  Plaintiffs'  manufacture  were  infringements  of  the  Defendants'  patent 
rights,  and  threatened  the  Company  with  legal  liability  and  proceedings  in  case 
they  should  have  any  dealings  with  the  said  saddles ;  (iv.)  in  or  about 
August  last  the  Defendants  by  Arthur  Caleb  Johnson^  one  of  their  managing  30 
directors  falsely  stated  to  a  representative  of  the  Budge  WJiitworth  Company^ 
that  the  said  saddle  "  L 16,"  was  an  infringement  of  the  Defendants'  Patent 
rights,  and  intimated  that  the  Defendants  would  take  steps  to  enforce  legal 
liability  against  the  said  Rudge  Whitworth  Company  in  case  they  had  dealings 
with  any  cycle  saddles  of  that  make ;  (5)  On  the  13th  of  October  1903,  the  35 
Defendants  wrote  and  sent  a  letter  to  N.  R.  Heighton  Ld.  in  which  letter  they 
falsely  alleged  that  saddles  of  the  make  of  "  L  5,"  "  L  14  "  and  "  L  16  "  of  the 
Plaintiffs'  manufacture,  were  infringements  of  the  Defendants'  patent  rights, 
and  threatened  the  said  N.  B.  Heighton  Ld.  with  legal  liability  and 
proceedings  in  case  they  ^should  have  any  dealings  with  the  said  saddles ;  40 

(6)  By  reason  of  the  premises,  the  Plaintiffs  had  been  greatly  hindered  in  their 
trade,  and  had  suffered  heavy  loss  and  damage.  Particulars  of  special  damage 
in  respect  of  which  the  Plaintiffs  would  seek  relief  in  this  Action,  were  as 
follows— (a)  Loss  of  profit  on  an  order  for  12,000  cycle  saddles  of  the  "  L  16  " 
pattern,  refused  to  the  Plaintiffs  by  the  Premier  Cycle  Company  in  May,  1903,  45 
in  consequence  of  the  Defendants  threats,  £600  ;  (b)  loss  of  profit  on  an  order 
for  30,000  cycle  saddles  of  the  "  L  16  "  pattern,  refused  to  the  Plaintiffs  by 
Budge  Whitworth  Ld.  in  August  1903,  in  consequence  of  the  Defendants' 
threats,  £1,500 ;  (c)  loss  of  profit  on  an  order  for  500  cycle  saddles  of  the 
«L5,"  «L14"  and  «L16"  pattern,  refused  to  the  PMntife'  by  W.  B.  50 
Heightouy  Ld.,  in  October  1903,  in  consequence  of  the  Defendants'  threats,  £25. 

The  Def endantfl  by  their  Defence  alleged  :— (1)  That  on  or  about  the  9th  of  May 
1903,  they  commenced  an  Action*  in  the  High  Court  of  Justice,  Chancery 
Division,  against  the  Plaintiffs  and  one  Edward  LyceU  (1903— J.— No.  859), 


*  Reported  ante  p.  661, 


Vol.  XIU  No.  2d.]     AKB  TRADB  ICAltfe  OLBBB.  6t9 

2^00^^  Saddle  and  Motor  Accessories  Company^  Ld.  y.  J.  B.  Brooks  S  Co.j  Ld. 

in  which  the  Defendants  claimed  relief  against  the  Plaintiffs  in  respect  of 
their  infringement  of  Letters  Patent,  No.  8553*,  of  the  year  1893,  by  the  sale 
of  saddles  of  the  same  type  as  the  Plaintiffs'  saddles,  "  L  5,"  "  L  14 "  and 
"L  16,"  in  the  Amended  Statement  of  Claim  referred  to  ;  that  this  Action  was 
5  commenced  within  a  few  days  after  the  registration  of  the  Plaintiff  Company, 
and  had  been  prosecuted  with  due  diligence,  and  that  by  an  Order  in  the  Action, 
made  on  the  29th  January  1904,  the  said  Action  was  stayed  ;  (2)  that,  if  in  the 
said  Action,  when  the  stay  shonld  have  been  removed,  the  Defendants  should 
recover  judgment  against  the  Plaintiffs,   the  question  of  the  infringement  of 

10  the  said  Letters  Patent,  by  the  manufacture  and  sale  of  the  saddles  **  L  5," 
'^  L  14  "  and  *^  L  16,*'  would  be  raised  upon  the  inquiry  as  to  damages  in  the 
said  Action  ;  (3)  that  so  far  as  the  amended  Statement  of  Claim,  claimed 
relief  under  Section  32  of  the  Patents,  Designs  and  Trade  Marks  Act,  1883,  the 
said  Action  was  an  Action  for  infringement  of  Patent  within  the  proviso  to  the 

13  said  section,  and  the  Defendants  alleged  that  the  Plaintiffs  had  no  cause  of 
action  under  the  said  section,  and  that  the  present  Action  was  frivolous  and 
vexatious,  and  an  abuse  of  the  process  of  the  Court ;  (4)  that  so  fsur  as  the 
amended  Statement  of  Claim,  claimed  relief  in  respect  of  alleged  false  and 
malicious    statements    alleged  to  have  been    made   by  the  Defendants,  the 

20  Defendants  said  that— (a)  They  denied  that  they  made  the  threats  set  out  in 
paragraph  5  (i.)  and  (ii.)  of  the  Amended  Statement  of  Claim  ;  (b)  they  did  not 
admit  the  making  of  any  of  the  threats  set  out  in  paragraph  5  (ii.),  (iii.)>  ^^^  (i^O 
of  the  Amended  Statement  of  Claim ;  (c)  if  any  of  the  threats  set  out  in 
paragraph  5  of  the  Statement  of  Claim  were  made  by  the  Defendants,  which 

25  was  not  admitted,  they  were  not  made  maliciously,  but  were  made  bond  fide  in 
protection  of  the  Defendants'  rights  under  Letters  Patent  8553*,  of  the  year 
1893,  which  the  Defendants  were  advjsed  were  infringed  by  the  manufacture 
and  sale  by  the  Plaintiffs  of  the  saddles  *'L5,"  "L14"  and  «L16";  the 
Defendants  before  the  date  of  any  of  the  acts  complained  of,  had  commenced 

30  proceedings  under  the  said  Letters  Patent  against  the  Plantiffs,  being  the 
Action  referred  to  in  paragraph  1,  and  the  Defendants  who  were  unaware  of 
the  manufacture  by  the  Plaintiffs  of  the  said  saddles,  "  L  5,"  "  L  14  "  and 
"  L  16,"  at  the  date  of  the  writ  offered  to  include  in  the  Particulars  of  Breaches 
in  the  said  Action,  and  to  try  at  the  hearing  of  the  said  Action  the  question  of 

35  whether  the  said  saddles  were  infringements  of  the  said  Patent,  instead  of 
leaving  the  said  question  to  be  dealt  with  at  the  inquiry  as  to  damages  in  the 
said  Action,  but  the  Plaintiffs  declined  to  allow  the  said  saddles  to  be  included 
in  the  Particulars  of  Breaches;  (5)  that  save  as  therein  admitted,  the 
Defendants  denied  each  and  every  of  the  facts  in  the  Amended  Statement  of 

40  Claim,  alleged  as  if  the  same  wore  specifically  denied  ;  (6)  that  by  reason  of 
the  matters  in  paragraph  4  of  the  Defence  alleged,  the  Defendants  would  allege 
that  the  Action  was  frivolous  and  vexatious,  and  an  abuse  of  the  process  of  the 
Court,  and  would  ask  that  the  Plaintiffs  might  be  ordered  to  pay  the  costs  of 
this  Action  as  between  solicitor  and  client. 

45  The  Action  came  on  for  trial  btfore  WARRINGTON,  J.,  on  the  8th  of 
July  1904, 

Bousfield,  K.C.,  and  J.  W.  Gordon  (instructed  by  Beale  A  Co.)y  appeared  for 
the  Plaintiffs ;  A.  J.  Waller  and  J.  H.  Gray  (instructed  by  Sharpe,  Parker 
&  Co.,  agents   for   E.  C.  Newey    A   San,  Birmingham),    appeared   for  the 

50  Defendants. 

Bausfield,  K.C.,  opened  the  Plaintiffs'  case.— There  have  been  several  actions 
between  Brooks  and  Lycetl  or  their  respective  Companies.  The  particulars  of 
these  are  as  follows  : — In  1895,  an  Action  was  commenced  by  Brooks  A  Go., 
against  Lycelt  for  infringement  of  Patent  8553  of   1893  and  other  patents  in 

55  respect  of  a  saddle  "  L  11,"  but  this  Action  was  discontinued.  A  second  Action 
was  commenced  on  the  8th  of  April  1897,  on  the  same  Patents,  but  on  the 
11th  of  November  1898,  it  was  marked  in  the  cause  list  to  stand  out  of  the  lift 
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generally,  with  liberty  to  either  party  to  restore  ;  at  the  time  negotiations  were 
proceeding  for  a  settlement  of  the  disputes  between  the  parties,  but  such 
settlement  subsequently  fell  through.    In  1898,  the  businesses  of  both  parties 
were  turned    into    limited    companies.      In   May   1901,  the  Specification  of 
Patent,  No.  8553  of  1893,  was  amended,  but  the  leave  of  the  Court  to  apply  at  5 
the  Patent  Office  for  leave  to  amend,  had  not  been  obtained.     This  Patent 
relates  to  the  spreading  out  of  the  wires  of  the  cycle  saddle  behind,  in  order  to 
support  the  weight  of  the  cantle  plate.    In  August  1901  Brooks  Jt  Go.  Ld. 
complained  of  a  saddle  marked  "  L  11,"  and   on  the  5th   of  November  1901 
issued  a  writ  against  E.  Lycett  Ld.  in  a  third  Action  on  the  Patent  8553  of  10 
1893,  as  amended.     On  the  8th  of    February  1902  the  second  Action  was 
restored  on   the  application  of    Lycett,  Joyce  J.   holding  that    it  was  still 
pending ;  and  on  the  15th  of  March  1902,  he  gave  leave  to  Brooks  &  Go.  Ld. 
to  discontinue  it  without  costs  (19  R.P.C.,  166),  and  this  Order  was  affirmed  by 
the  Court  of  Appeal  (19  R.P.C.,  364).     On  the  20th  of  February  1903,  a  fourth  15 
Action  was  commenced  by  Brooks  A  Go.,  Ld.,  against  E.  Lycett  Ld.  alleging 
the  infringement  of  another  patent  by  another  saddle.    The  Plaintiff  Company 
in  the  present  Action,  was  registered  on  the  1st  of   April,  1903,  and  on  the 
20th  of  April,  1903,  resolutions  were  passed  by  E.  Lycett  Ld.  for  a  voluntary 
winding-up.     On  the  21st  of  April  1903,  the  third  Action  came  on  before  20 
Bicckleyf  «J.,  and  no  one  appeared  for  the  Defendants,  E.  Lycett  Ld.  and  an 
injunction  was  granted  as  if  the  Patent  had  been  properly  amended,  and  a 
certificate  was  granted*  that  the  validity  of  the  Patent  came  into  question* 
On  the  9th  of  May  1903,  Brooks  A  Go.  Ld.  commenced  a  fifth  Action  (ante 
p.      ),  namely  against    the    Plaintiff    Company  in    the  present   Action    for  25 
infringement  of  Patent  8553,  and  of  another  Patent  complaining  of  four  saddles, 
not  being  those  to  which  the  present  Action  relates.    The  saddles  to  which  the 
present  Action  relates,  are  cases  of  the  duplication  of  wires  and  not  of  the 
spreading  out  of  wires  as  in  the  Specification  of  the  Patent,  No.  8553  of  1893  ; 
none  of  the  saddles  referred  to  in  the  present  Action  were  referred  to  in  any  of  30 
the  five  actions  above  mentioned,  and  17,000  saddles  of  '^  L  16  "  form,  had  been 
sold  between  July  1902,  and  May  1903,  so  that  Brooks  A  Go.  Ld.  must  have 
known  that  the  Plaintiffs  were  selling  it.     {Walter. — ^They  did  not  in  fact 
know  of  it.]    There  will  be  evidence  on  that  point.    The  saddles  *'  L  5  "  and 
'^  L  14,'*  were  brought  out  just  after  the  fifth  Action  was  commenced.    On  the  35 
29th  of  January  1904,  Farwell,  J.,  held  that  the  amendment  of  the  Specification 
of  Patent,  No.  8553,  of  1893,  was  invalid,  as  the  second  Action  was  pending  at 
the  date  of  the  application  to  the  Patent  Office  for  leave  to  amend,  and  he  made 
an  order  staying  the  proceedings,  but  gave  Brooks  A  Go.  Ld.  liberty  to  apply 
at  the  Patent  Office  for  leave  to  amend  (ante  p.  655).    The  Order  was  passed  on  40 
the  17th  of  March  1904,  and  an  application  was  made  at  the  Patent  Office  on 
the  24th  of  March  1904,  but  no  amendment  has  yet  been  made.     As  to  the 
threats,  '^  L  11 "  is  the  only  saddle  in  respect  of  which  an  injunction  has  been 
obtained,  and  18  out  of  22  patterns  of  the  Plaintiffs*  saddles  have  four,  six  or 
more  wires.    There  is  no  Action  in  which  any  of  the  saddles  "  L  5,"  "  L  14"  45 
and  '^  L  16,**  are  complained  of  as  infringements,  and  the  Plaintiffs  have  a  good 
cause  of  Action  under  Section  32  of  the  Patents  &c.  Act,  1883,  and  also  under 
the  common  law,  for  the  circumstances  show  that  the  threats  were  not  made 
bond  fide. 

The  witnesses  for  the  Plaintiffs  were  then  called,  including  E.  Lycett,  and  50 
evidence  was    given    to    show  that    "  L  5,**  "  L  14  **  and  "  L  16,'*  were  not 
infringements  of  the  Patent,  as  well  as  evidence  on  other  points. 

At  the  conclusion  of  the  Plaintiffs*  evidence,  Warrington,  J.,  said  that  if 
the  Defendants  were  prepared  to  accept  a  decision  not  involving  the  question 
of  infringement,  he  was,  subject  to  argument,  prepared  to  hold  that  the  existing  55 
Action  (that  is  to  say  that  commenced  on  the  9th  of  May  1903,)  was  within,  the 
proviso  of  Section  32,  and  that  there  was  no  evidence  of  mala  fides. 
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Bousfield,  K,0.,  and  Gordon,  for  the  PlaintiflEs.— Under  Section  32,  an  Action 
for  infringement  cannot  be  a  defence  to  a  threats  Action,  unless  it  is  brought  in 
respect  of  things  covered  by  the  threats.  There  is  no  Action  for  infringement 
by  the  Defendants,  in  which  "L5,"  «LU"  or  "L16,"  is  complained  of. 
5  [  Walter, — Those  saddles  will  come  in  on  the  inquiry.]  The  Action  must  be  one 
to  bring  to  the  test  the  question  raised  by  the  threats.  [The  Particulars  of 
Breaches  in  the  infringement  Action  before  Farwelly  J.,  were  referred  to ; 
see  ante  p.  .]  The  Plaintiffs  have  lost  large  orders  by  reason  of  the  threats, 
principally  for  "  L  16."    One  of  the  objects  of  Section  32  is  to  provide  an  Action 

10  in  which  the  question  between  the  parties  can  be  decided.  It  is  here  very 
important  to  the  Plaintiffs  to  have  the  question,  whether  "  L  5,"  "  L  14  "  and 
*'  L  16,'*  are  infringements  decided,  and  they  desire  to  have  a  decision  on  that 
in  this  Action.  Even  if  the  question  could  be  decided  in  the  Action  before 
Farwelly  J.,  it  is  adjourned  on  the  application  of  the  present  Defendants.    As 

15  to  the  proviso — [ WARRlNaTON,  J. — The  view  I  take  is  that  the  Defendants  have 
commenced,  and  are  prosecuting  an  action  on  the  Patent].  But  if  they  succeed, 
they  will  not  get  a  decision  on  the  points  now  raised  ;  it  is  not  sufficient  that 
they  would  get  an  injunction  in  general  terms.  The  action  must  raise  the 
specific  question.    The  intention  to  bring  an  action  is  made  a  test  of  bond  fides 

20  {Halsey  v.  Brotherhood^  L.R.  15  Ch.  D.  514,  and  L.R.  19  Ch.  D.  386,  and 
Barrett  v.  Day^  7  R.P.C.  54 ;  L.R.  43  Ch.  D.  435).  Section  32  gives  a 
Patentee  a  right  to  threaten,  provided  that  he  brings  the  subject-matter  of 
dispute  to  a  test.  Section  29,  as  to  P&rticulars,  must  be  read  with  Section  32, 
a  Patentee  is  thereby  made  to  specify  the  matters  of  which  he  complains. 

25  An  Action  to  be  within  the  proviso  to  Section  32,  must  bring  to  a  test  the 
propriety  of  the  particular  threats  made.  The  Defendants  must  have  known  of 
^  L  16,'*  when  they  brought  the  infringement  Action,  or  at  all  events  before  the 
Particulars  of  Breaches  were  delivered.  The  Defendants  have  not  acted  with 
bond  fides.    In  fact  the  Plainti&  have  closed  their  case  in  the  infringement 

30  Action,  and  no  evidence  has  been  adduced  as  to  *'  L  16."  The  Defendants 
really  threatened  in  respect  of  all  saddles  made  by  the  Plaintiffs,  with  four,  six 
or  more  wires,  that  is  how  the  trade  would  interpret  the  threat.  Questions  of 
infringement  and  validit^r  may  have  to  be  decided  in  a  threats  Action 
{Ghallender  v.  Boyle  4  R.P  G.  363).    If  the  real  question  between  the  parties  on 

35  these  saddles  is  not  in  train  to  be  decided,  it  should,  we  submit,  be  decided 
now.  At  the  present  time,  the  Defendants  are  not  in  a  position  to  sue  on  their 
Patent,  either  on  the  amended  or  the  unamended  Specification.  Smithy  L.J.,  in 
Skinner  v.  Perry  (10  R.P.C.  1),  said  that  the  Action  brought  under  the  proviso  to 
Section  32,  must  be  one  to  show  thS  validity  of  the  threats.    The  words  *•  for 

40  '^  infringement  of  his  Patent "  in  the  proviso  must  have  some  limit  put  on 
them.  As  a  matter  of  fact,  the  question  of  infringement  is  a  different  one  from 
that  in  the  Action  before  Farwelly  J. 

Counsel  for  the  Defendants  were  not  called  on. 

WARRlNaTON,  J. — This  is  an  Action  instituted  by  the  Plaintiffs  for  the 

45  purpose  of  obtaining  an  injunction  restraining  the  Defendants  from  threatening 
the  trade  with  proceedings  in  respect  of  certain  bicycle  saddles  manufactured 
by  the  Plaintiffs,  which,  it  is  alleged,  are  an  infringement  of  a  Patent  of  the 
Defendants.  The  Action  is  founded  first  upon  Section  32  of  the  Patent  Act 
of  1883,  and,  secondly,  upon  the  general  jurisdiction  of  the  Court  at  Common 

50  Law.    The  fects  of  the  case  are  simple,  but  I  will  shortly  state  them. 

The  Plaintiffs  are  a  Limited  Company  called  the  Lycett  Saddle  and  Motor 
Accessories  Company,  Limited,  and  the  Defendants  are  a  Limited  Company* 
called  J,  B.  Brooks  and  Company  Limited.  They  are  the  successors  in 
business,  in  the  case  of  the  Plaintiffs,  of  first  Mr.  Lycett,  and  afterwards  of  a 

55  Company  called  Edward  Lycett  Limited ;  and  in  the  case  of  the  Def  endantSt 
of  Mr.  Brooks.  They  are  both  manufacturers  of  bicycle  saddles.  The  Defendant 
Company  are  the  owners  of  a  Patentr— one  amongst  a  great  number,  but  the  only; 
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one  with  which  I  need  concern  myself — No.  8553  of  1893.  There  has  been 
considerable  litigation  between  these  rival  manufactorerSy  beginning  in  the 
year  1895.  I  need  not  tronble  as  to  the  details  of  those  proceedings.  No  fewer 
than  five  Actions  for  infringement  have  been  brought  either  against  Mr.  Lycett 
or  against  Edward  Lycett  Limited  and  with  regard  to  the  fifth  Action  against  5 
the  present  Plaintiff  Company.  On  the  21st  of  April  1903  the  present 
Defendants  obtained  an  injunction  against  Edinard  Lycett  Limited  in  what 
has  been  here  referred  to  as  the  third  Action,  restraining  the  infringement  of 
the  Patent  No.  8553  of  1893.  On  the  1st  of  April  of  the  same  year,  the  present 
Plaintiff  Company  was  registered.  On  the  20th  of  April,  that  being  the  day  10 
before  the  granting  of  that  injunction,  Edward  Lycett  Limited  was  wound  up, 
and,  as  I  understand,  no  business  is  now  being  carried  on  by  Edward  Lycett, 
Limited ;  but  the  business  is  being  carried  on  by  the  present  Plaintiff  Company. 

The  threats  in  respect  of  which  this  Action  has  been  brought  are  really  four 
in  number,  though  they  are  stated  in  the  claim  to  be  five.  They  consist,  first,  15 
of  a  circular  and  an  advertisement  in  the  newspaper^'  Cycling.''  The  advertise- 
ment appeared  in  the  newspaper  on  the  9th  of  May  ;  the  circular  was  sent  out 
a  few  days  earlier.  The  one  I  hold  in  my  hand  was  received  by  the  Premier 
Company  on  the  6th  of  May.  They  are  in  identical  terms.  They  are  headed, 
"In  the  High  Court  of  Justice.  Brooks  v.  Lycett.^'*  And  then  they  state,  20 
quite  correctly,  the  effect  of  the  judgment  of  the  21st  April  1903,  against 
Edward  Lycett ^  Limited,  They  then  state,  quite  correctly  also,  that  the 
Defendants,  that  is  Edward  Lycett  Limited  "have  transferred,  or  are 
transferring  their  business  to  the  Lycett  Saddle  and  Motor  Accessories  Company 
Limited  "  and  **  warning  is  hereby  given  that  the  Plaintiffs  in  the  above  Action,  25 
J.  B.  Brooks  and  Company  Limited  will  immediately  proceed  for  an  injunction, 
delivery  up,  damages,  and  costs  against  any  one  found  selling,  offering  for  sale, 
dealing  in  or  using  any  Lycett  ^dles  with  four,  six,  or  more  wires,  made  in 
infringement  of  the  said  Letters  Patent." 

I  take  that  circular  to  mean  this  : — We  have  got  an  injunction  against  the  30 
infringement  of  the  Patent  No.  8553  of  1893,  and  we  will  proceed  against 
persons  selling,  offering  for  sale,  dealing  in,  or  using  saddles  made  in  inMnge- 
ment  of  the  Letters  Patent ;  further  defining  the  saddles  against  which  such 
proceedings  would  be  tak^n  as  those  containing  four,  six,  or  more  wires.  That 
is  the  first  of  the  allied  threats,  and  it  will  be  observed  that  so  far  as  that  is  35 
concerned  there  is  no  threat  against  any  particular  saddle ;  it  is  merely  a 
statement  that  they  will  proceed  to  enforce  the  rights  to  which  they  have  been 
found  entitled  in  the  judgment  referred  to  in  that  circular. 

The  other  three  threats  are  more  specific.  On  the  30th  of  May,  in  answer  to 
an  inquiry  by  the  Premier  Company,  a  letter  was  written  to  the  Premier  40 
Company,  stating  that  a  certain  saddle  called  "  L  16  '*  was  in  the  opinion  of  the 
present  Defendants  an  infringement  of  their  Patent.  A  similar  threat,  but  by 
word  of  mouth,  also  in  reference  to  "  L  16,"  was  made  to  a  representative  of  the 
Budge  Whitwrn^th  Company  in  August,  and  in  October  a  letter  was  written  to 
a  Mr.  HeigTUon,  alleging  that  three  saddles,  "  L  5,"  "L  14  "  and.«L  16,"  were  45 
infringements  of  the  Patent. 

Meanwhile,  on  the  9th  May  1903,  the  Action  which  I  have  called  the  fifth 
Action,  had  been  instituted  against  the  present  Plaintiffs  for  infringement  of 
Patent,  No.  8553  of  1893.  The  Statement  of  Claim  contains  the  usual 
allegation  :— "  The  Defendants  have  infringed  and  threatened  to  infringe  both  50 
"  the  said  Letters  Patent " — ^there  was  another  one  referred  to  in  the  claim — 
"  in  manner  in  the  Particulars  of  Breaches  herewith  delivered  appearing." 
With  that,  were  delivered  Particulars  of  Breaches  which  refer  to  certain  saddles, 
but  do  not  refer  to  either  "L  16,"  "L  5"  or  "L  14,"  the  three  saddles  in 
respect  of  which  the  threats  that  I  have  mentioned,  had  been  made.  55 

There  is  only  one  other  fact  which  I  think  I  need  mention.     The  Action 
came  on  for  trial  in  the  early  part  of  this  year :   objection  was  taken  that  an 
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amendment  of  the  Specification  which  had  been  made  pending  one  of  the 
previous  Actions,  which  at  the  time  of  amendment  had  gone  to  sleep,  and 
afterwards  came  to  an  end,  was  an  invalid  amendment  of  the  Specification ; 
application  was  made  by  the  Plaintiffs  for  liberty  to  apply  at  the  Patent  Office 

5  for  leave  to  amend  ;  it  was  granted,  and  the  Action  is  for  the  moment  stayed 
pending  the  application  to  the  Patent  Office  which  has  been  made,  and  is 
opposed  by  the  present  Plaintiffs. 

Those  being  the  facts,  I  have  to  consider  Section  32,  which  is  as  follows  :— 
"  Where  any  person  claiming  to  be  the  patentee  of  an  invention,  by  circulars, 

10  "  advertisements,  or  otherwise,  threatens  any  other  person  with  any  legal 
"  proceedings  or  liability  in  respect  of  any  alleged  manufacture,  use,  sale,  or 
"  purchase  of  the  invention,  any  person  or  persons  aggrieved  thereby,  may  bring 
^'  an  action  against  him,  and  may  obtain  an  injunction  against  the  continuance 
*^  of  such  threats,  and  may  recover  such  damage  (if  any)  as  may  have  been 

15  ^  sustained  thereby,  if  the  alleged  manufacture,  use,  sale,  or  purchase,  to  which 
^<  the  threats  related,  was  not  in  fact  an  infringement  of  any  legal  rights  of 
^^  the  person  making  such  threats.  Provided  that  this  Section  shall  not  apply 
''  if  the  person  maldng  such  threats  with  due  diligence,  commences  and 
"  prosecutes  an  action  for  infringement  of  his  Patent."    In  my  view  the  only 

20  question  I  have  to  decide  under  this  Section  is  whether  the  proviso  applies  to 
the  case  or  not.  If  the  person  making  the  threats  with  due  diligence 
commences  and  prosecutes  an  action  for  iiSringement  of  his  Patent,  the  Section 
is  not  to  apply,  and  if  I  am  satisfied  that  the  Defendants  in  this  case  have  done 
that  which  is  mentioned  in  the  proviso,  I  have  nothing  more  to  decide,  and  my 

25  duty  is  at  an  end. 

Before  I  consider  that,  I  will  just  make  this  observation,  I  have  been  invited 
by  the  Plaintiffs  to  decide  the  question  whether  the  three  saddles,  ^*  L  5," 
"  L  14  "  and  "  L  16,"  are  or  are  not  infringements  of  the  Defendants'  Patent. 
Taking  the  view  which  I  am  about  to  express  on  the  proviso,  I  do  not  think  I 

30  ought  to  do  so.  It  would  be  quite  useless,  because  if  I  decided  that  they  were 
infringements,  the  Action  of  the  Plaintiffs  would  fail ;  if  I  decided  that  they 
were  not  infringements,  the  Plaintiffs  would  equally  fail,  assuming  that  I  am 
right  in  the  view  I  am  about  to  express  on  the  proviso  ;  and  for  that  reason  I 
think  I  am  not  at  liberty  to  require  the  parties  (because  that  is  what  it  comes 

35  to)  to  try  an  issue,  the  determination  of  which  cannot  affect  the  result  of  the 
case,  which  would  be  the  same  whichever  way  that  issue  wss  determined. 
At  the  close  of  the  Plaintiffs*  case,  I  put  the  view  which  I  am  now 
expressing  to  Mr.  Walterj  and  he  acceded  to  it,  and  has  not  called  any  evidence 
to  prove  that  the  three  saddles  are  infringements.     On  the  other  hand  the 

40  Plaintiffs  have  produced  the  saddles,  and  they  have  called  certain  evidence, 
not  expert,  except  so  far  as  Mr.  Edward  Lycett  himself  is  an  expert,  to  prove 
that  the  three  saddles  are  not  infringements.  I  propose  to  express  no  opinion 
upon  that  evidence  except  to  say  this  :  that  if  I  had  been  obliged  to  decide  the 
issue,  I  should  not  have  decided  that  the  three  saddles  were  infringements 

45  without  being  instructed  further  by  evidence  on  the  point. 

Now  I  come  to  the  proviso.  Has  the  person  making  the  threats — that  is  the 
Defendants  in  this  case — within  the  meaning  of  the  proviso,  commenced,  and  is 
he  prosecuting  an  Action  for  infringement  of  his  Patent  ?  The  fifth  Action  is 
one  for  infringement  of  the  Patent  which  the  Defendants  maintain  has  been 

50  infringed  by  the  three  saddles  here  in  question.  They  therefore  come  within 
the  words  of  the  proviso.  Do  they  come  within  the  substance  of  it  ?  I  think 
they  do.  I  must  examine  the  words  a  little  more  closely.  What  is  the 
Patent  which  is  referred  to  ?  As  to  that  I  think  there  is  no  doubt  that  it  is  the 
Patent  on  which  the  person  making  the  threats  relies.    Now  the  Statute  says 

55  no  more.  It  does  not  say  that  he  shsdl  in  his  Particulars  of  Breaches  specify 
the  particular  thing  in  respect  of  which  he  makes  the  threats,  and  I  think  that 
the  Legislature  advisedly  omitted  that  requirement,  because  tJie  threat  might  be 
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a  general  threat,  it  might  be  a  threat  in  regard  to  a  number  of  things  extremely 
similar  with  very  minute  differences,  and  it  might  be  very  oppressive  to  pnt 
upon  the  Plaintiff  in  the  Patent  Action,  the  necessity  of  specifying  all  these 
things  in  his  Particulars  of  Breaches.    But  I  think  the  point  really  is  this^ 
that  all  that  one  has  to  find  is  that  there  is  an  Action  for  infringement  of  the  5 
Patent.    A  good  deal  of  confusion  in  my  view  has  been  introduced  by  seeking 
to  import  into  the  consideration  of  what  is  an  Action  for  infringement  of  a 
Patent,  the  provisions  of  the  Patent  Act  relating  to  Particulars  of  Breaches.    It 
appears  to  me  that  the  object  of  those  provisions  is  first  to  limit  the  expense  at 
the  trial,  and,  secondly,  to  give  to  the  Defendants  fair  notice  of  the  particular  10 
things  to  which  the  evidence  of  the  Plaintiffs  will  be  directed.    But  the  Action 
is,  for  all  that,  an  Action  for  infringement  of  a  Patent  generally,  and,  if  an 
injunction  is  obtained,  the  Plaintiflfe  will  not  be  limited  to  their  Particulars  of 
Breaches  either  in  pressing  for  a  committal  for  breach  of  the  injunction,  or  under 
the  account  of  profits  or  the  inquiry  as  to  damages.      It  seems  to  me,  therefore?  15 
that  the  fact  that  the  saddles  in  question,  «  L 16,"  "  L  5  '*  and  «'  L  14,"  are  not 
specified  in  the  Particulars  of  Breaches,  so  that  the  question  whether  they  are  or 
are  not  infringements  will  not  be  determined  at  the  trial,  is  not  material  to  the 
case.     **  L  5  "  and  "  L  14  "  could  not  have  been  included  in  the  Particulars  of 
Breaches,  because  they  were  not  being  used  at  the  date  of  the  issue  of  the  writ,  g© 
"  L  16  "  was.-     It  seems  to  me,  therefore,  that  the  proviso  does  apply,  that  the 
Defendants  have  commenced,  and  it  is  not  alleged  that  they  are  not  with  due 
diligence  prosecuting,  an  Action  for  infringement  of  the  Patent,  and  therefore 
the  section  does  not  apply. 

It  has  been  said  that  this  view  prevents  the  remedy  which  it  was  the  object  of  25 
the  Legislature  to  provide  in  enacting  this  section,  namely,  that  the  threatener 
shall  bring  to  the  test  what  Lord  Justice  A.  L.  Smith  called  the  validity  of  his 
threats.    In  my  view  it  does  not,  because  although  it  is  quite  true  that  at  the 
trial  the  question  of  whether  or  not  the  particular  articles  are  an  infringement 
will  not  be  raised,  it  is  an  issue  in  the  Action,  though  not  at  that  stage  of  it.    If  30 
the  Defendants  in  the  Patent  Action  insist  on  continuing  to  sell  the  things  in 
respect  of  which  the  threats  are  made,  and  the  Plaintiffs  have  obtained  an 
injunction,  and  an  account  of  profits  or  an  inquiry  as  to  damages,  the  question 
as  to  those  articles  will  then  have  to  be  decided.    It  seems  to  me,  therefore,  that 
it  is  an  Action  which  involves  the  decision  of  that  question,  though  not  at  the  35 
particular  stage. 

If  the  section  does  not  apply,  have  the  Plaintiffs  any  remedy  under  the 
ordinary  Law  ?    There  the  Plaintiffs  are  in  a  much  worse  position  than  under 
the  section,  because  it  is  necessary  for  them  suing  under  the  Common  Law  to 
prove  not  only  that  the  statements  are  untrue,  but  that  they  are  made  maliciously,  40 
or,  as  it  has  been  sometimes  expressed,  without  reasonable  and  probable  cause. 
I  have  listened  carefully  to  the  whole  of  the  evidence  given  on  the  part  of  the 
Plaintiffs,  on  whom  of  course  the  onus  would  rest  on  this  part  of  the  case,  and  I 
can  find  no  trace  of  anything  like  mala  fides  in  the  threats  issued  by  the 
Defendants.      I  think  that  the  Defendants  were  doing  no  more  than  doing  what  45 
they  could  to  protect  their  Patent,  and  I  see  no  evidence  of  malice  in  their 
proceedings.     I  think,  therefore,  that  the  Action  as  founded  on  the  Common 
Law  fails  also. 
The  result  is  that  there  must  be  Judgment  for  the  Defendants,  with  costs. 
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0.  and  C.  Moore  v,  Mair  and  Dougall. 

James  Orr  Comrie  v.  Mair  and  Dougall. 


In  the  Court  of  Session  in  Scotland  (Outer  House). 

Be/ore  Lord  Ktllacht. 

November  7th  and  19th,  December  let  and  17th,  1903,  January  6th,  May  31st, 

Jane  1st  and  16th,  1904. 

5  Andrew  O.  Barr  and  Go.  v.  Mair  and  Douqall. 

O.  AND  C.  Moorb  v.  Mair  and  Douqall. 
Jambs  Orr  Comrie  v.  Mair  and  Dougall. 

Trade  Mark  engraved  on  syphons.— Property  in  syphons.— Bottle  Exchange. — 
One  member  interdicted  from  tmng  another's  syphons. 

10  B.  &  Co.,  M.,  and  C,  the  three  GomplainerSy  and  M.  and  D.,  the  Respondents^ 
were  oil  manufacturers  of  aerated  waters  and  members  of  a  Bottle  Exchange. 
When  their  full  syphons  were  sent  to  customers  they  received  in  return  empty 
syphonSf  sometimes  marked  with  their  oum  name^  sometimes  plain^  sometimes 
marked  with  the  names  and  Trade  Marks  of  other  manufacturers.    The  last 

15  it  was  their  duty  by  the  Rules  of  the  Bottle  Exchange  to  send  to  the  Exchange. 
Instead  of  doing  this  the  Respondents  had  filled  with  their  aerated  water  a 
number  of  syphons  of  the  Complainers  and  sent  them  to  W.  and  W.  in  execution 
of  an  order  for  the  Respondents'  aerated  waters. 

Held  that  the  Complainers  were  entitled  to  interdict  the  Respondents  from  so 
20  using  their  syphons. 

Semble  that  if  W.  and  W.  had  sent  to  the  Respondents  empty  syphons 

belonging  to  the  Complainers  and  bearing  their  Trade  Mark  and  had  requested 

the  Respondents  to  return  these  syphons  fully  and  if  the  Respondents  had  done 

so  they  would  have  been  participants  in  an  illegal  practice  involving  (1)  a 

25  wrongful  appropriation  of  the  Complainers*  property  and  (2)  an  illegal  use  of 

the  Complainers"  Trade  Marks^  against  which  the  Complainers  would  have  been 

entitled  to  interdict. 

3  G 
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These  were  actions  between  aSrated  water  manufactarers  to  prevent  the 
Respondents  from  using,  in  connection  with  their  business,  bottles  marked  with 
the  names  and  Trade  Marks  of  the  Complainers.  The  Complainers  in  the  first 
action  were  Andrew  O.  Barr  &  Go.^  aerated  water  manufacturers,  184  Great 
Eastern  Road,  Glasgow,  and  the  partners  in  the  firm  ;  in  the  second,  Q.  and  (7.  5 
Moore^  aerated  water  manufacturers,  181  Mordaunt  Street,  Glasgow,  and  the 
partners  in  the  firm  ;  and  in  the  third,  James  Orr  Comrie^  aerated  water 
manufacturer,  700  Garscube  Street,  Glasgow.  The  Respondents  in  all  three 
actions  were  Mair  and  DougaU^  aerat^  water  manu&cturers  and  bottlers, 
35  Annfield  Street,  Glasgow,  and  Andrew  DougaU^  aerated  water  manufacturer  10 
there,  the  only  known  partner  of  said  firm  of  Mair  and  Dougall^  as  such 
partner,  and  as  an  individual.  All  parties  were  members  of  the  Glasgow  and 
West  of  Scotland  Aerated  Water  Manufacturers'  Defence  Association,  Ld.,  in 
connection  with  which  a  Bottle  Exchange  had  since  1898  been  established. 

The  Complainers,  in  carrying  on  their  businesses,  were  in  the  habit  of  15 
delivering  and  lending  boxes  bottles  and  syphons  containing  the  aerated  waters 
manufactured  by  them  to  their  customers  in  Glasgow  and  district,  on  the 
understanding  that  said  boxes  bottles  and  syphons  were  to  be  returned  when 
empty.    The  boxes  bottles  and  syphons  thus  lent  by  the  Complainers  to  their 
customers  had  impressed,  moulded,  engraved,  or  otherwise  marked  thereon  the  20 
names  of  the  various  Complainers.    The  said  bottles  and  syphons  also  bore  the 
Complainers*  registered  Trade  Marks.    The  Complainers  did  not  sell  the  said 
boxes  bottles  or  syphons  to  their  customers,  but  merely  lent  them.    The  said 
boxes  bottles  and  syphons  were  made  for  and  purchased  by  the  Complainers, 
and  never  ceased  to  be  their  property.    The  price  of  the  bottles  and  syphons  25 
was  not  charged  to  the  customers  at  the  time  of  delivery.    According  to  the 
custom  followed  by  the  Complainers  and  others,  purchasers  of  said  aerated 
waters  in  bottles  and  syphons  at  the  time  of  delivery  must  hand  in  exchange  to 
the  vanman,  or  person  giving  delivery,  an  equal  number  of  empty  bottles  or 
syphons,  and  it  is  immaterial  to  the  seller  whether  the  bottles  or  syphons  belong  30 
to  other  manufacturers  or  not.    According  to  the  custom  in  Glasgow,  the  seller 
is  not  supposed  to  refill  bottles  of  syphons  belonging  to  other  manufacturers,    * 
but  is  expected  to  send  them  in  to  the  Bottle  Exchange,  from  which  he  also 
receives  such  of  his  own  bottles  and  syphons  as  have  been  sollected  by  other 
members  of  the  Exchange.    Besides  the  name  and  Trade  Mark  engraved  on  the  35 
bottles  and  syphons  they  had  ordinarily  affixed  to  them  an  adhesive  label  giving 
the  manufacturer's  name,  and  indicating  the  nature  of  the  aerated  water. 

The  Respondents  also  supplied  some  of  the  Complainers*  customers  and  others 
in  the  same  trade  in  Glasgow  and  the  district  with  aerated  waters,  and  in 
particular  Wallace  and  Watson^  chemists,  71,  Saint  Vincent  Street,  Glasgow,  40 
who  were  not  members  of  the  Bottle  Exchange.  The  Complainers  averred  that 
many  of  the  syphons  supplied  to  them  by  the  Respondents  were  the  property 
of  the  Complainers,  and  had  their  name  and  Trade  Mark  on  them.  lu  supplying 
chemists,  such  as  Wallace  and  Watson^  it  is  the  custom  in  Glasgow  for  aerated 
water  manufacturers  not  to  put  their  own  paper  label  on  the  syphons,  bottles,  45 
^.,  but  to  allow  the  chemists  to  put  their  own  paper  label  on  after  delivery 
to  them.  On  the  11th  and  15th  of  September  1903  certain  officers  of  tiie 
Glasgow  and  West  of  Scotland  Aerated  Water  Manufacturers  Defence  Association, 
Limited,  acting  on  behalf  of  the  Complainers,  purchased  from  WaUaoe  and 
Watson  numbers  of  syphons  of  soda  water  engraved  with  the  names  of  the  50 
various  Complainers.  These  had  all  been  filled  and  supplied  to  Wallace  and 
Watson  by  the  Respondents,  who  knew  that  the  Complainers  averred  that  they 
were  their  property.  With  reference  to  their  trade  with  Wallace  and  Watton^ 
the  Respondents  explained  that  the  business  with  these  people  was  of  a  diffisreat 
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character  from  the  ordinary  bnBiness  done  in  the  aerated  water  trade.  The 
Respondents,  like  other  mannfactnrers,  sell  their  aerated  waters  in  bottles  and 
syphons  belonging  to  themselves,  and  bearing  their  name,  and  they  affix  to  such 
bottles  and  syphons  their  label,  also  bearing  their  name  and  indicating  the 
5  natnre  of  the  aerated  water  supplied.  The  Respondents,  in  snch  dealings,  not 
only  sell  their  aerated  waters,  bat  give  the  purchasers  tlie  use  of  bottles  and 
syphons,  and  take  the  risk  of  these  being  damaged  or  broken  in  transit.  The 
Respondents*  charge  for  supplying  syphons  in  this  way  is  33.  per  dozen,  the 
syphons  being  returned  when  empty,  or  other  syphons  being  exchanged  at  the 

10  time  of  deliyery.  Wallace  and  Watson^  however,  did  not  purchase  the 
Respondents*  aerated  waters  in  their  bottles  and  syphons  in  the  ordinary  course 
of  business,  but  merely  purchased  from  them  a  certain  quantity  of  their  adrated 
water,  and  sent  out  to  the  Respondents*  premises  syphons  without  labels 
thereon  for  the  purpose  of   having  them  filled  with  aerated  waters.    The 

15  Respondents  filled  such  syphons  with  their  aerated  waters,  but  did  not  afi&x 
their  labels,  and  they  returned  them  to  Wallace  and  Watson  to  be  dealt  with  as 
they  thonght  best.  The  Respondents  alleged  that  they  had  no  knowledge  of 
the  ownership  of  the  syphons  sent  to  them  by  WalUice  and  Watson^  and  were 
not  concerned  whether  WalUice  and  Watson  had  a  good  title  to  said  syphons 

20  or  not.  The  Respondents  merely  filled  the  vessels  or  other  -receptacles  sent  to 
them  by  Wallace  and  Watson  for  that  purpose,  and  they  could  not  inquire 
whether  vessels  or  receptacles  sent  to  them  by  their  customers  to  be  filled  were 
the  property  of  such  customers  or  not.  A  Trade  Mark  or  trade  name  on  a 
syphon  is  not  a  reliable  indication  of  the  property  in  said  syphon,  and  when 

25  businesses  are  wound  up  syphons  are  frequently  sold  in  large  quantities.  They 
fall  into  the  hands  of  people  who  do  not  take  the  trouble  to  alter  the  name 
thereon,  but  rely  on  the  label  affixed  to  truly  intimate  to  the  public  the  manu- 
facturer of  the  waters  they  contain.  The  price  charged  by  the  Respondents  to 
Wallace  and  Watson  for  filling  their  said  syphons  was  Is.  9d.  per  dozen. 

30      With  regard  to  this  explanation  the  Gomplainers  rejoined  that  it  was  not 
made  matter  of  agreement  between  Wallace  and  Watson  and  the  Respondents, 
nor  was  it  ever  contemplated  by  WaUace  and  Watson  that  the  Respondents 
should  supply  Wallace  and  Watson  with  aerated  waters  in  any  other  syphons  < 
than  those  of  Wallace  and  Watson  or  of  the  Respondents,  and  it  was  a  matter 

35  of  complaint  by  Wallace  and  Watson  to  the  Respondents  that  they  were 
supplying  aerated  waters  to  them  in  syphons  belonging  to  the  Complainers 
and  other  aerated  water  manufacturers.  If  Wailace  and  Watson  ever  returned 
empty  syphons  to  the  Respondents  other  than  those  belonging  to  themselves  or 
the  Respondents,  that  was  because  the  Respondents  had  in  the  first  instance 

40  supplied  them  with  aerated  waters  in  such  syphons.  During  the  year  1902-3, 
the  Complainers  pointed  out,  the  Respondents  sent  in  to  the  Exchange  only 
44  syphons,  and  took  out  456  syphons.  Since  complaints  were  made  to  the 
Respondents  of  their  using  other  manufacturers*  syphons,  the  number  of 
syphons  sent  in  by  the  Respondents  increased  to  90  in  three  months,  while  in 

45  the  same  period  they  took  out  104  syphons.  Repeated  warnings  (well  known 
to  the  Respondents)  had  been  sent  out  by  the  Manager  of  said  Association  to 
manufacturers  in  Uie  trade,  pointing  out  the  illegality  of  filling  bottles  or 
syphons,  or  using  bottles  syphons  or  boxes  bearing  the  name  or  registered 
Tirade  l^^k,  and  being  the  property  of  members  of  the  Association,  including 

50  the  Complainers.  This  was  also  forbidden  by  the  Rules  of  the  Exchange,  by 
which  the  Respondents,  who  were  members,  were  bound. 

The  Complainers  stated  the  following  pleas : — ^  (1)  The  Respondents  haying 
*^  illegally  and  unwarrantably,  both  at  common  law  and  by  breach  of  the 
*'  provisions  of  the  Merchandise  Marks  Act  1887,  used,  and  being  in  the  habit 

'6  Q  2 
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<*  of  so  using,  bottles  and  syphons  belonging  to'  the  Complainers  which  have 
*'  impressed,  moulded,  engraved,  or  otherwise  m^jked  thereon  their  name  and 
**  registered  Trade  Mark  or  other  inscription  as  a]bove  set  forth,  the  Complainers 
<<  are  entitled  to  interdict  as  craved.  2.  The  -Respondents  having  filled  and 
*'  Qsed  in  the  conrse  of  their  trade  bottles  and  syphons  belonging  to  the  5 
«*  Complainers  and  known  by  them  to  belong  to  the  Complainers,  the 
*'  Complainers  are  entitled  to  interdict  as  craved.  3.  The  Respondents  being 
«'  bound  (a)  in  accordance  with  the  custom  of  the  trade  in  Glasgow,  and  (6)  as 
"  members  along  with  the  Complainers  in  the  Association  referred  to,  not  to 
^<  refill  the  Complainers*  bottles  and  syphons  delivered  to  them  by  or  collected  iq 
<<  by  them  from  their  customers,  but  to  return  the  same  to  the  Complainers 
**  through  the  Bottle  Exchange,  the  Complainers  are  entitled  to  interdict  as 
<*  craved.  4.  The  Complainers  having  sustained,  and  having  good  reason  to 
<*  apprehend  that  they  will  continue  to  sustain,  loss,  injury,  and  damage  through 
<*  wrongful  and  illegal  acts  of  Respondents,  as  above  mentioned,  are  entitled  to  i^ 
**  interdict  as  craved,  with  expenses.  5.  In  the  circumstances  stated,  the 
*'  Complainers  are  entitled  to  interim  interdict  as  craved." 

The  Respondents  pleaded : — '*  1.  The  Respondents  not  having  used  the 
*'  Complainers*  property  in  the  manner  libelled,  and  the  Complainers  having 
**  no  ground  for  apprehending  any  infringement  of  their  rights,  interdict  is  gQ 
'^  unnecessary  and  should  be  refused.  2.  The  Respondents  being  within  their 
*'  rights  in  filling  all  vessels  or  receptacles  sent  to  them  by  any  of  their 
**  customers  for  the  purpose,  without  enquiring  into  their  customers*  title  to 
<(  same,  the  Note  should  be  refused,  with  expenses.  3.  The  .  Complainers' 
^*  statements,  so  far  as  they  are  material,  being  unfounded  in  fact,  the  Note  25 
"  should  be  refused,  with  expenses." 

The  interdict  craved  was  in  these  terms  :  *'  To  interdict,  prohibit,  and  discharge 
'<  the  Respondents,  and  all  others  acting  under  them,  or  by  their  instructions  or 
"  authority,  from  filling  with  aerated  waters,  and  sending  out  or  otherwise  using 
*^  in  connection  with  their  business  of  aerated  water  manufacturers,  or  as  their  ^q 
*<  property,  bottles  and  syphons,  impressed,  moulded,  engraved,  or  otherwise 
^'  marked  with  the  name  or  Trade  Mark  of  the  Complainers ;  and  to  grant 
•*  interim  interdict  in  the  terms  above  mentioned.'' 

On  the  7th  of  November  1903,  the  Lord  Ordinary  on  the  Bills  (Lord 
Pbabson)  granted  interim  interdict  without  caution.  On  the  19th  of  November,  35 
having  considered  the  Note  for  the  Respondents,  he  allowed  answers  to  be  seen 
and  appointed  parties  to  be  heard,  and  on  the  1st  of  December,  having  heard 
parties,  he  passed  the  Note  from  the  Bill  Chamber  to  the  Court  of  Session  and 
continued  the  interdict  on  caution  as  offered.  On  the  17th  of  December  the 
case  was  sent  to  the  Adjustment  Roll.  On  the  6th  of  January  1904,  Lord  40 
Kyllacht  (Lord  Ordinary)  closed  the  Record  and  appointed  a  proof  which  was 
taken  on  the  31st  of  May  and  the  1st  of  June  1904.  The  Counsel  for  the  Com- 
plainers were  Salvesen^  K.C.,  and  2>.  Anderson  (instructed  by  James  A,  A 
JTorti,  S.S.C.).  The  Counsel  for  the  Respondents  were  JJeas  and  Spens 
(instructed  by  Simpson  and  Marivick,  W.S.).  The  facts  established  at  the  45 
proof  appear  from  the  narrative  above  and  from  the  Lord  Ordinary's  Opinion 
below.  There  was  a  conflict  of  evidence  as  to  whether  the  syphons  marked 
with  the  Complainers*  Trade  Mark,  found  on  Wallace  and  Watson's  premises, 
had  been  collected  by  Mair  and  Dougall  from  customers  in  the  course  of  trade, 
filled  by  them  and  sent  to  Wallace  and  WcUson^  or  whether  they  had  been  5Q 
received  by  the  latter  from  the  Complainers,  who  also  supplied  them,  sent  to 
Mair  and  Dougall  and  returned  full  by  them.  It  appeared  that  Wallace  and 
Watson  did  not  send  the  syphons  to  their  customers,  but  merely  sold  aSrated 
water  across  the  counter. 
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Counsel  for  the  Complaineifs  contended  that  instead  of  returning  Complainers* 

.  syphons,  which  their  vanman  had  received,  the  Respondents  had  used  them  to 

implement  an  order  of  Wallace' and  Watson's.    Even  if  the  Respondents  had 

in  the  first  instance  received  the  syphons  from  WalUice  and  Watson  to  be 

5  filled,  as  they  stated,  they  had  been  parties  to  an  illegal  act.  As  members  of 
the  Bottle  Exchange  as  well  as  at  common  law  they  had  a  duty  not  to  fill  the 
syphons  of  other  members,  thus  taking  the  use  of  them  and  depriving  their 
owners  of  the  use  for  the  time.  This  was  an  unlawful,  though  temporary 
appropriation  of  another's  property.    Even  though  the  Trade  Mark  was  applied 

10  to  syphons  only  used  in   Wallace  and  Watson^s  shop,  and  not  sold  to  the 
public,  there  was  breach  of  the  Merchandise  Marks  Act  1887,  and  of  the 
common  law.    This  was  a  cas6  of  Trade  Mark  and  different  from  trade  name 
cases,  such  as  Bayer  v.  Baird  (*'  C.B.  Corset "  Case)  15  R.P.C.  615  ;  25  R  1142,  ' 
and  Gellular  Glothing  Gompany  v.  Maxton  (16  R.P.C.  397  ;    25  R  1098). 

15  In  these  last  probable  deceit  was  essential,  but  the  mere  use  of  a  Trade  Mark, 
apart  from  probable  deceit,  is  illegal.  Woolley  A  Sons  v.  Morrison  (21  R.P.C, 
63)  is  distinguishable  ;  where  there  was  a  trade  custom  of  indiscriminate  use 
which  had  not  had  time  to  be  displaced.  Here  the  Exchange  has  existed  much 
longer ;  all  parties  are  members  of  it,  and  no  trade  custom  of  indiscriminate  use 

20  IB  pot  forward  in  defence. 

Counsel  for  the  Respondents  contended.: — It  is  not  Wallace  and  Watson  the 
parties  found  in  possession  of  the  syphons  who  are  being  sued,  but  Mair  and 
Dougallf  who  are  reported  to  have  supplied  these  syphons.  The  onus  of  proof 
that  they  did  supply  them  clearly  lies  on  the  Complainers.     Counsel  then 

25  discussed  the  evidence  in  detail. 

Lord  Etllaoht  made  avizandum.  On  the  16th  of  June  he  advised  the  case 
as  follows : — In  this  case  I  have  had  the  opportunity  since  the  close  of  the 
proof  of  reading  the  notes  of  evidence.  I  was  anxious  to  do  so  particularly 
with  reference  to  some  of  the  points  which  were  forcibly  urged  by  Mr.  Deas, 

30  The  result,  however,  is  that  I  am  unable  to  hold  otherwise  than  that  the 
Respondents  have  committed  as  against  each  of  the  Complainers  a  legal  wrong, 
against  the  repetition  of  which  they  are  entitled  to  interdict. 

I  must  own  that  I  have  a  strong  impression  that  such  would  be  the  legal 
result  even  if  I  accepted  absolutely  the  Respondents*  statement  that  the  whole 

35  of  the  syphons  which  they  filled  for  Wallace  and  Watson  were  supplied  for 
that  purpose  by  the  latter  firm.  For,  supposing  the  fact  to  be  so,  it  is  not  to 
my  mind  conceivable— having  regard  to  the  practice  of  the  trade  since  1898 
and  the  Respondents'  knowledge  of  that  practice— that  they  (the  Respondents) 
could  have  supposed— or  at  all  events  had  reasonable  grounds  for  supposing — 

40  that  Wallace  and  Watson  had  right  to  the  syphons  in  question,  or  had  right  to 
use  them 

Accordingly  it  appears  to  me  that  in  filling  with  aerated  water,  syphons 
belonging  to  the  Complainers  and  stamped  with  their  Trade  Marks,  and 
sending  out  the  syphons  so  filled  to  be  re-sold  by  Wallace  and  Watson^ 

45  the  Respondents  were,  upon  their  own  showing,  participants  in  an  illegal 
practice — ^a  practice  involving  (1)  a  wrongful  appropriation  of  the  Complainers' 
property  ;  and  (2)  an  illegal  use  of  the  Complainers'  Trade  Marks.  But  while 
that  is  my  impression,  it  is  unnecessary,  as  it  happens,  to  decide  the  case  upon 
that  ground.    For  upon  the  proof  I  am  of  opinion  that  the  weight  of  the  evidence 

50  is  to  the  effect  that  the  syphons  in  question  were  not  supplied  by  Walla^ce  and 
Watson^  but  were  syphons  which  had  been  collected  by  the  Respondents  in 
the  course  of  their  business,  and  which  in  ordinary  course  should  have  been 
returned,  and  returned  immediately,  to  the  Bottle  Exchange.  I  do  not  say 
that  the  Complainers'  syphons  were  collected  systematically  and  by  preference — 
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the  Respondents*  own  syphons  being  systematically  left  to  find  their  way  to  the 
ExchMige,  and  thence  back  to  tihie  Respondents— or  even  that  the  Respondents 
enconraged  or  failed  to  discourage  snch  conduct  on  the  part  of  their  vanmen. 
Bnt  it  is  I  think  proved,  and  indeed  it  seems  to  me  inevitable,  that  at  least  some 
proportion  of  foreign  syphons  were,  and  in  ordinary  course  had  to  be,  accepted  5 
by  the  Respondents'  vanmen  in  exchange  for  their  own  syphons.  That  indeed 
was  the  bs^is  on  which  the  Bottle  Exchange  waa  founded  ;  and  on  which  the 
Respondents  and  the  Complainers  became  members  of  the  Exchange. 

Such  being  the  fact — there  being  almost  necessarily  a  collection  by  the 
Respondents  of  foreign  syphons  to  a  greater  or  less  extent — it  is,  I  think,  further  10 
established  that  the  syphons  so  collected  by  the  Respondents  did  not  all  of  them, 
during  the  period  in  question,  find  their  way  back  to  the  Exchange,  but  were 
partly  and  to  a  considerable  extent  used  for  the  purpose  of  the  Respondents* 
contract  with  Wallace  and  Watson.  I  acknowledge  that  there  is  a  conflict  of 
evidence  on  that  point,  and  I  acknowledge  also  that  in  solving  that  conflict  15 
there  is  one  fact  which  has  to  be  kept  in  view — ^viz.,  that,  although  entitled 
under  their  contract  with  Wallace  and  Watson^  to  make  an  extra  charge  of  id. 
per  dozen  if  the  syphons  filled  were  supplied  by  themselves,  the  Respondents 
did  not  exact  such  extra  charge.  But  the  suggestion  is — ^what  is  at  least  possible 
— that  the  Respondents  waived  or  omitted  to  exact  the  extra  charge  in  order  the  20 
better  to  preserve  their  hold  on  Wallace  and  Watson^s  custom,  and  were  able  to 
do  so  by  this  irregular  use  of  foreign  syphons.  At  all  events,  the  circumstance 
is  only  one  among  other  circumstances  which  require  to  be  weighed ;  and  on  the 
whole  I  think,  as  I  have  said,  that  the  weight  of  the  evidence  is  in  favour  of 
the  Complainers  and  against  the  Respondents.  25 
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John  Knight  ^  Sons,  Ld.  v.  Crisp  &  Co.,  Ld. 

Passing-off. — Isolated    case   by   shop    assistant    proved.^No   damage    to  30 
Plaintiff's  was  proved  nor  any  fraud  on  the  part  of  the  Defendants^  nor  any 
intention  of  repeating  the  act  complained  of. — Action  as  to  passing-off  dismissed 
with  costs. 
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The  Plaintiffs^  John  Knight  k  Sons,  Ld.,  soap  manufacturers^  sold  soap 
known  as  **  John  Knight's  Primrose  Soap,''  and  they  commenced  an  action 
against  a  Company  carrying  on  business  as  retail  drapers  and  grocers^  for  a 
certain  breach  of  contract  in  regard  to  the  sale  by  the  Defendants  of  Primrose 
5  fltoop,  and  for  paeeing-off  soap  not  of  the  Plaintiffs'  manufacture  as  or  for 
soap  of  ffks  Plaintiffs.  The  only  case  ofpassing-of  proved  at  the  trial  was  that 
apersonsent  by  the  Plaintiff^  to  the  Defendants'  shop  in  reference  to  the  breach 
of  contract,  asked  for  a  bar  of  "  John  Knight's  Primrose  Soap,"  and  was  given  a 
bar  of  ** Crisp's  Imperial  Primrose"  urith  a  representation  that  it  was  manu- 
10  faetured  by  tJie  Plaintiffs',  which  was  not  the  fact ;  but  it  was  not  proved  tliat 
the  assistant  making  the  representation  did  so  with  tlie  intention  of  deceiving,  or 
that  he  did  not  make  it  merely  by  mistake. 

Held,  that  the  one  instance  of  passing-off,  unthout  any  intention  to  continue 

doing  so  or  any  proof  of  damage,  did  not  constitute  a  ground  of  action.    The 

15  action  so  far  as  founded  on  passing-off  was  dismissed,  and  the  Plaintiffs  having 

established  a  breach  of  contract,  it  was  agreed  that  there  should  be  no  costs  on 

either  side. 

On  the  2nd  of  December  1903,  John  Knight  A  Sons,  Ld,,  carrying  on  business 
as  soap  mannfactnrers  at  the  Royal  Primrose  Soap  Works,  Silvertown,  West 

20  Ham,  commenced  an  action  against  Crisp  A  Co.,  Ld.,  carrying  on  a  large 
Imsiness  as  retail  drapers  and  grocers  at  HoUoway,  London,  claiming : — (1)  an 
injnnction  restraining  the  Defendant  Company,  their  managers,  assistants,  and 
serrants,  from  advertising  and  offering  for  sale,  and  from  selling  any  soap  not 
of  the  Plaintiffs'  manof acture  as  ^  Jolm  Knight's  "  soap,  or  otherwise  as  or  for 

25  the  soap  of  the  Plaintiff  Company.  (2)  An  injnnction  restraining  the 
Defendant  Company,  their  managers,  assistants,  and  servants  from  advertising 
and  offering  for  sale,  and  from  selling  the  Plaintiff  Company's  '*  Primrose  Soap  " 
at  less  ttian  7M.  per  bar,  in  breach  of  a  verbal  agreement  made  in  the  month  of 
S^tember  1903,  between  the  Plaintiff  Company  and  the  Defendant  Company, 

30  that  the  Defendant  Company  shonld  not  after  the  24th  day  of  September  1903 
sdl  snch  soap  at  lees  than  the  said  price  ;  (3)  damages  ;  and  (4)  costs. 

The  Statement  of  Claim  contained  the  following  allegations  relating  to  the 
passingH:^  part  of  the  case  : — 
(2)  That  the  business  of  the  Plaintiff  Company  was  established  in  the  year 

35  1817  by  the  late  John  Knight,  and  had  from  that  time  to  the  present  been 
continnonsly  carried  on  by  him  and  his  descendants ;  that  in  August  1903,  the 
said  btiMness  was  converted  into  a  Company,  namely  the  Plaintiff  Company  ; 
(3)  that  tiie  said  John  Knight  was  the  original  maker  of  a  high-class  yellow 
soap  known  as  ^  Primrose  Scmp,"  that  the  character  and  quality  of  this  soap  caused 

40  it  to  be  largely  sold,  that  it  became  celebrated  both  at  home  aad  abroad,  that  it  was 
now  known  throughout  the  worid,  both  in  the  trade  and  by  the  public,  as  one 
of  the  most  important  articles  of  household  consumption,  and  there  was  a  large 
demand  for  it ;  (9)  that  on  the  24th  of  November  1903,  the  Defendant  Company 
at  their  premises  in  Holloway,  offered  for  sale  and  sold  to  one  Amy  Hooper^ 

45  a  bar  of  soap  as  and  for  **  John  Knight's  Primrose  Soap "  or  •*  Primrose 
*^  Soap  **  of  the  Haintiff  Company,  but  which  in  fact  was  not  made  or  sold  by  the 
FlaintiK  Company,  and  was  of  a  quality  much  inferior  to  that  of  the  Plaintiff 
Company's  ^  Jhimrose  Soap  '*;  (10)  that  by  reason  of  the  conduct  of  the  Defendant 
Company  as  mentioned  in  paragraphs  8  and  9  thereof,  the  Plaintiff  Company 
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had  sastained  serious  damage;  (12)  that  the  Defendant  Company,  unless 
restrained  by  the  Order  of  the  Court,  would  continue  to  oflfer  for  sale,  and 
would  sell  soap  as  and  for  "  John  Knight's  Primrose  Soap"  or  the  "  Primrose 
"  Soap "  of  the  Plaintiff  Company,  but  not  made  or  sold  by  the  Plaintiff 
Company,  to  the  further  damage  of  the  Plaintiff  Company.  5 

The  Defendants  by  the  5th  paragraph  of  the  Defence  denied  each  and  every 
of  the  allegations  contained  in  paragraph  9  of  the  Statement  of  Claim,  and  said 
that  they  had  never  sold  or  offered  for  sale,  or  threatened,  or  intended  to  sell  or 
offer  for  sale  any  soap  not  made  or  sold  by  the  Plaintiffs  as  and  for  the 
Plaintiffs'  soap.  10 

The  action  was  tried  before  Warrington,  J,,  on  the  1st  of  June  1904. 

Henry  Terrell,  K.C.,  and  T.  K.  Crossfield  (mstrxicted  by  Squire  and  Webb) 
appeared  for  the  Plaintiffs  ;  Cave,  K.C.,  and  VT.  E.  Vernon  (instructed  by  A.  B. 
Oery)  appeared  for  the  Defendants. 

Counsel  for  the  Defendants  referred  to  Butter  A  Go.  v.  Smith  (18  R.P.C.  49).  15 

WARRraOTON,  J. — In  this  case  the  Plaintiffs  claim  two  separate  kinds  of 
relief.  Their  first  claim  to  relief  is  based  on  a  contract  that  the  Defendants 
would  not  sell  certain  goods  at  a  lower  price  than  li^d.  per  bar  ;  and,  secondly, 
they  claim  relief  in  the  shape  of  an  injunction  restraining  the  Defendants — 
putting  it  shortly — from  selling  or  offering  for  sale  any  soap  not  of  the  20 
Plaintiffs'  manufacture  as  and  for  the  Plaintiffs'  soap,  and  in  each  case  they 
claim  damages.  These  two  heads  of  relief  are  quite  separate  and  distinct, 
and  I  propose  to  deal  with  them  separately. 

[The  learned  Judge  then  dealt  with  the  alleged  breach  of  contract,  and 
held,  on  the  facts  proved,  that  on  the  14th  of  September,  a  bargain  was  25 
made  to  the  effect  that  if  the  Plaintiffs  would  supply  five  tons  of  Primrose 
soap,  the  Defendants  would  not  sell  it  retail  at  a  less  price  than  Hd,  per 
bar,  except  that  they  were  permitted  to  do  so  during  the  four  days'  sale 
from  the  21st  to  the  24th  September,  and  that  there  had  been  a  breach  of 
the  contract ;  that  the  contract  was  a  valid  one,  but  that  the  whole  of  the  said  30 
five  tons  having  then  been  sold  no  injunction  ought  to  be  granted,  and  he 
awarded  the  Plaintiffs,  on  this  part  of  the  case,  408.  damages,  and  the  costs  of 
the  action.    He  then  continued  his  judgment  as  follows.] 

Now  comes  the  other  part  of  the  case,  and  that  has  given  me  very  much 
greater  difficulty.    The  Plaintiffs,  by  their  Statement  of  Claim,  allege  that  **  On  35 
"  the    24th  November   1903   the   Defendant  Company,  at  their  premises  in 
"  Holloway  aforesaid,  offered  for  sale  and  sold  to  one  Amy  Hooper^  a  bar  of 
"  soap  as  and  for  *  John  Knight's  Primrose  Soap,'  or  the  *  Primrose  Soap '  of 
"  the    Plaintiff    Company,    but    which    in   fact    was   not  made  or  sold    by 
"  the  Plaintiff  Company,  and  was  of  a  quality  much  inferior  to  that  of  the  40 
**  Plaintiff  Company's  *  Primrose  Soap.' "    I  leave  out  the  last  sentence  which  is 
immaterial  for  the  present  purpose.     That  is  an  allegation  of  a  single  sale  on  a 
particular  day  of  a  single  bar  of  soap,  as  and  for  the  Plaintiffs'  soap,  which  was 
not  the  Plaintiffs'  soap.    That  is  followed  by  another  allegation  in  paragraph  12 
that,  "  The  Defendant  Company,  unless  restrained  by  the  Order  of  this  Court,  45 
"  will  continue  to  offer  for  sale,  and  will  sell  soap  as  and  for  *  John  KnighVs 
"  *  Primrose  Soap,'  or  the  *  Primrose  Soap '  of  the  Plaintiff  Company,  but  which 
"  is  not  made  or  sold  by  the  Plaintiff  Company  to  the  further  damage  of  the 
"Plaintiff  Company."     The  explanation  of  the  words  "further  damajr©"  is 
found  in  paragraph  10,  in  which  is  alleged  that  the  Plaintiffs  have  suffered  50 
damage  by  reason  of  the  conduct  mentioned  in  paragraph  9. 

The  facts  with  regard  to  this  part  of  the  case  are  these.    On  the  23rd  of 
November,  a  representative  of  the  Plaintiffs  had  called  at  the  Defendants'  shop 
and  had  made  complaints  in  reference  to  their  proposal  at  the  November  sale  to 
include  in  it  five  tons  of  their  "  Best  Primrose  Soap  "  at  6|d.  a  bar.    Be  had  55 
asked  that  that  soap  should  be  withdrawn  from  the  sale,  or,  at  all  events, 
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should  not  be  sold  at  less  than  7^.  That  demand  had  been  refused,  but  the 
general  manager,  thinking  over  it,  come  to  the  conclusion,  that  one  day's  sale 
tovmg  passed,  he  might,  without  any  damage  to  the  rest  of  the  sale,  withdraw 
Knight  s  soap  and  substitute  another  kind  of  soap  for  it,  namely,  some  soap 
which  IS  sold  as  *•  Crisp's  Imperial  Primrose."  I  am  not  quite  doing  the 
manager  justice  in  referring  to  the  substitution.  All  that  he  decided  to  do  was 
to  withdraw  ''Knight's  Primrose."  The  substitution  appears  to  have  been 
effected  by  Mr.  Francis.  Accordingly,  on  the  morning  of  the  24th,  Knight's 
soap  which  was  piled  up  in  the  shop  for  the  purpose  of  the  sale,  was 
withdrawn,  and,  in  the  place  of  it  Mr.  Francis,  apparently  on  his  own  authority, 
piled  up  some  "  Imperial  Primrose  Soap  "  with  a  placard  on  it  calling  attention 
to  the  feet  that  it  was  *'  Crisp's  Imperial  Primrose  Soap,"  and  that  it  was  to  be 
^Id  at  Gfd.  In  the  afternoon,  about  half -past  four  or  five,  or  thereabouts,  Mrs. 
Ho^)er,  the  wife  of  an  assistant  in  a  shop,  a  rival  of  the  Defendants',  was  sent 
IDT  to  Crtsp's  to  buy  a  bar  of  "  Primrose  Soap."  The  object  with  which  she  was 
sent  appears  to  have  been  to  ascertain  whether  they  were  really  selling  **  Knight's 
"  Primrose  Soap  "  at  6|d.— not  at  all  whether  they  were  selling  some  other 
soap  for  « Knight's  Primrose  Soap."  She  went  to  the  shop,  and  there  is  an 
absolute  conflict  of  evidence  between  what  she  says,  and  what  is  said  by  the 

2Q  assistant  who  served  her.  I  have  seen  both  witnesses.  There  is  one  observation 
which  I  think  must  be  obvious  to  everyone  :  that  Mrs.  Hooper,  if  she  is  minded 
to  tell  the  truth,  is  much  more  likely  to  remember  what  took  place  on  the 
occasion  than  the  assistant,  as  to  whom  this  was  only  one  of  many  transactions 
taking  place  on  that  day.    Of  course,  that  must  be  qualified,  by  saying,  as  I 

85  do,  that  if  she  is  minded  to  tell  the  truth,  her  memory  is  likely  to  be  more 
distinct,  and  therefore  her  evidence  more  reliable  than  that  of  the  assistant.  I 
have  seen  her.  I  have  no  reason  whatever  to  suppose  that  she  was  not  telling 
the  truth,  I  cannot  think  of  any  motive  which  would  induce  her  to  come 
u®J?  ^?  ^^*  ^^  ^^»  *^^  I  d^  i^ot  see  my  way  to  disbelieve  her  story.    If  I 

30  believe  it,  it  is  this,  that  she  asked,  as  she  was  instructed  to  do,  for  a  bar  of 
''John  Knight's  Primrose  Soap  "  ;  that  the  bar  was  given  to  her  taken  from  a 
pile  of  soap,  each  bar  being  stamped  **  Crisp's  Imperial  Primrose  "  ;  that  she  called 
attention  to  that,  and  that  the  answer  was  : — '*  This  is  Primrose  Soap  specially 
"  manufactured  for  us  by  John  Knight  A  8ons,"2jA  she  thereupon  was  satisfied 

35  and  took  the  soap  away.  If  that  is  true,  that,  no  doubt,  is  a  passing-off  of  that 
bar  of  soap  as  and  for  the  Plaintiffs'  soap. 

The  story,  as  told  by  May,  the  assistant,  is  that  he  was  asked  a  question 
about  it,  and  that  he  said  that  was  soap  of  their  own,  specially  manufactured  for 
tiiem.    Where  he  really  differs  from  Mrs.  Hooper  is  in  this— that  he  denies  that 

40'  he  said  that  it  was  manufactured  for  them  by  John  Knight  A  Sons.  This 
assistant  had  been  but  a  short  time  in  the  place.  He  said  that  he  was  originally 
engaged  as  an  assistant  warehouseman  on  the  31st  of  October,  but  so  soon  as  the 
2nd  of  November,  that  is,  the  first  Monday  after  his  engagement,  he  had  had  his 
book  given  to  him,  and  he  had  gone  into  the  shop  as  an  assistant ;  but  it  is 

45  quite  clear  from  his  evidence  as  to  the  other  soap  sold  by  them,  that  he  did  not 
know  much  about  it.  He  certainly  was  inaccurate  in  saying  that  the  soap  was 
specially  manu&ctured  for  the  firm,  because  we  know  from  Luccombe  that  it 
WW  not  so.  He  was  asked  the  question,  and  he  said,  that  it  was  a  standard 
quality.     I  infer  from  that  that  he  means  that  it  was  not  a  soap  specially 

50  manufactured ;  that  it  was  a  standard  quality  of  a  particular  manufacturer, 
but  it  was  specially  stamped  with  the  name  of  this  particular  firm.  Accordingly, 
even  the  statement  which  he  himself  admits  he  made,  was  not  an  accurate 
statement.  I  think  it  is  quite  possible — I  am  quite  ready  to  credit  Mr.  May 
^?S  *^* — ^^^  ^®  °"^y  ^^®  ^®^  under  the  impression  that  this  "Imperial 

55  "  Primrose  Soap  "  was  manufactured  by  John  Knight  A  Sons.  I  do  not  want  to 
come  to  the  conclusion  that  he  was  deliberately  deceiving  Mrs.  Hooper.    I  have 
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no  reason  to  snppose  that  he  was  a  man  who  would  do  so,  nor  can  I  see  what 
motive  he  wonld  have  for  doing  it,  except  the  zeal  of  an  employ6  who  wished 
to  do  the  best  he  could  for  his  master.  I  think  it  is  quite  possible  he  may  have 
been  mistaken  ;  at  any  rate,  having  seen  the  two  witnesses,  and  having,  to  the 
best  of  my  ability,  compared  their  stories,  I  come  to  the  conclusion  that  I  must  5 
believe  Mrs.  Hooper^  and  I  must  believe,  therefore,  that  the  particular  instance 
alleged  in  paragraph  9  did  take  place. 

Now  what  am  I  to  do  ?  The  passing  off  of  that  one  bar  of  soap,  by  itself, 
does  not  appear  to  me  to  constitute  a  ground  of  action,  unless  one  of  two  other 
things  are  established  :  either  that  it  was  evidence  of  an  intention  to  continue  so  10 
doing,  or  that  it  occasioned  damage  to  the  Plaintiffs.  It  seems  to  me  that,  in 
this  kind  of  case,  unlike  the  cases  of  infringement  of  copyright,  in  which  a 
right  of  property  is  interfered  with,  either  damage,  or  an  intention  for  the 
future  to  do  the  same  thing,  is  an  essential  element  in  the  legal  cause  of  action. 

To  deal  with  damage  first,  it  is  not  alleged  that  one  farthing  damage  was  15 
occasioned  to  the  Plaintiffs  by  the  sale  of  this  bar  of  soap.    Therefore,  that 
element  is  wanting.    With  regard  to  the  rest,  I  am  convinced  that,  although 
this  particular  instance  occurred,  there  was  no  intention  whatever  on  the  part  of 
any  of  the  persons  employed  by  Grisp  A  Go.  to  commit  a  fraud,  or  to  pass  off 
what  is  called  ^Imperial  Primrose"  as  and  for  Knight's  Soap.     It  is  not  90 
unimportant  to  bear  in  mind,  in  reference  to  that  part  of  the  case,  that  the 
Plaintiffs  appear  to  have  made  at  least  two  attempts,  through  a  person  named 
L^wiSy  and  by  means  of  Mr.  Gowell,  to  ascertain  whether  the  Defendants  were, 
in  fact,  passing  off  their  soap  as  the  Plaintiffs,  and  failed.    I  think,  therefore, 
that  I  must  come  to  the  conclusion  that  there  was  no  intention  on  the  part  of  2S 
the   Defendant  Company,  or  of  those  by  whom  its  affairs  are  managed,  to 
commit  that  wrong. 

It  does  not  quite  rest  there.  The  Plaintifb*  pleader  seeing,  as  I  give  him 
credit  for  teeing,  that  the  mere  act  itself  was  not  sufKcient  to  ground  the  relief 
he  was  seeking,  alleged,  as  I  have  already  mentioned,  first,  dami^,  and,  secondly,  30 
the  intention  to  continue  the  act  complained  of.  The  I2th  paragraph  of  the 
Statement  of  Claim  is  a  distinct  allegation  of  fraud,  and  fraud  of  the  grossecit 
kind,  against  the  Defendants,  and  I  think  if  people  venture  to  make  a  charge  of 
fraud  of  that  sort,  they  must  bear  the  consequences  unless  they  establish  it. 
The  conclusion,  therefore,  that  I  come  to  in  respect  of  this  part  of  the  ease  is  3S 
that  I  cannot  grant  any  relief,  and  that,  not  being  able  to  grant  any  relieC, 
I  must  give  the  Defendants  their  costs  on  this  part  of  the  Plaintiffs'  action. 

The  Order  that  I  make,  therefore,  is,  that  I  award  40^.  damages  for  breach  of 
the  contract,  and  I  give  to  the  Plaintiffs  so  much  of  the  costs  of  the  action  as 
relate  to  that  part  of  the  case.  I  give  judgment  f<Hr  the  Defendants  on  the  40 
other  pari  of  the  action,  with  the  oosts  of  the  action,  so  far  as  they  relate  to  tint 
part  01  the  case,  with,  of  oourse,  a  set-off.  I  put  it  in  that  form  biieaiise  I  intend 
that  tbere  shall  be  an  apportionment  of  the  geneval  eoets  of  the  accton. 

TerrMy  E.C«-*We  are  both  agreed  that  it  would  be  a  dmpler  ttiing  to  say, 
no  costs  on  either  side.  45 

WA&ftlNOTOil,  J. — ^Very  well ;  no  costs  on  either  side. 
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High  Court  of  Justice.— Chanobry  Division. 

Be/m^e  Mr.  Justice  Swinpen  Eady. 

July  1st,  2nd,  4th,  and  13th,  1904. 

Robert  Evan  LLEWSiiLTN  Evans  and  J.  and  J.  Taunton,  Ld.  v, 

5  HOSKINS  AND  SBWBLL,  LD. 

Patent. — Infringement. — Anticipation. — Patent  upheld. — Certificate  as  to 
validity  granted. — Stay  of  inquiry  as  to  damages  refused. 

Letters  Patent  were  granted  to  E.for  "  Improvements  in  unre  mattresses  or 

*^  fabrics  for  bedsteads^  cots^  and  like  articles  of  furniture,'^  the  invention 

10  consisting  in  the  use  of  spiral  springs  set  at  an  angle  to  the  sides  of  ffie  bed  in 

such  a  manner  that  the  tension  of  the  central  part  of  the  mattress  was  grecUer 

than  that  of  the  sides.    In  an  action  for  infringement^ 

Held,  tfiot  the  invention  had  not  been  anticipated.    Certijicate  of  validity 
granted. 
15      Application  to  stay  inquiry  as  to   damages  pending  an  appeal  refused^ 
following  Hyam  v.  Terry  (29  W.R.  32). 

In  1899  Letters  Patent  (No.  23,859  of  1899)  were  granted  to  Robert  Evan 
Llewellyn  Evans  for  ^'Improvements  in  wire  mattresses  or  fabrics  for 
^  bedsteads,  cots,  and  like  articles  of  furniture."    John  and  Joseph  Taunton^ 

20  Ld.^  were  the  exclusive  licensees  under  this  Patent. 

The  Specification  of  the  Patent  was  as  follows : — '^  This  invention  relates  to 
^  wire  mattresses  or  &brics  for  bedsteads,  cots,  and  other  articles  of  furniture, 
^  and  particularly  to  those  composed  of  links,  or  diamond  shaped  connections 
^^  with  coiled  springs  arranged  at  each  or  only  one  end  of  the  fabric.    According 

25  ^  to  my  ifitTention,  I  direct  (looking  from  the  end  frame-work  towards  the 
^  oentreof  th«  fabric^  the  coiled  or  other  tension  springs  which  are  connected 
**  to  the  end  framing  oy  any  suitable  means,  inwwdly  towards  the  centre  of  the 
^  frame ;  or,  looking  at  the  sur&ce  from  the  centre  of  wire  netting  or  link  work 
^  towards  the  end  fintmework,  the  springs  are  arranged  diagonally  in  opposite 

30  ^  diieetioiui  from  the  centre  of  each  end,  thus  a  greater  pressure  is  ezertod  on 
''  the  centre  of  the  mattress  surface  or  fabric  than  on  the  other  portion.  Where 
^  a  mattroM  is  required  with  tension  springs  at  one  end  only,  tiiis  arrangement 
^  will  of  course  apply  to  that  end  alone. 
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"  Figure  1  of  the  accompanying  drawing,  represents  the  two  end  parts  of  a 
spring  surface  or  fabric  with  springs  arranged  according  to  my  invention,  and 
fitted  to  the  framework  of  a  bottom  of  a  bedstead,  cot,  or  like  article.  From 
this  it  will  be  seen  that,  according  to  my  invention,  instead  of  the  tension 
springs  being  arranged  parallel  with  the  longitudinal  members  of  the  sup- 
porting frame-work  they  are  (looking  from  the  end  frame- work  towards  the 
centre  of  the  fabric)  directed  inwardly  towards  the  middle  thereof.  Or, 
looking  at  the  surface  from  the  centre  of  the  netting  or  linkwork  towards  the 
end  frame- work,  the  said  tension  springs  are  arranged  diagonally  in  opposite 
directions  from  the  centre  of  each  end.  The  effect  of  this  arrangement,  is  to 
direct  the  tension  from  all  the  springs  on  the  middle  portion  of  tiie  wire 
netting  or  link  work,  thus  making  the  said  middle  portion,  which  receives  the 
most  strain  in  use,  considerably  lighter  and  stronger,  and,  inasmuch  that 
when  a  person  is  reclining  on  the  surface,  the  weight  or  strain  is  evenly 
distributed  on,  and  borne  by  all  the  tension  springs,  a  highly  elastic  and 
comfortable  surface  is  produced,  and  moreover  the  durability  of  the  fabric  is 
greatly  increased. 


10 


15 


PIC. I 


*'  I  wish  it  to  be  understood  that  the  tension  springs  may  be  of  any  pattern  or 
**  strength  desired,  also  the  supporting  frame-work,  so  long  that  these  parts 
^'  respectively  permit  of  the  springs  being  so  arranged  that  a  diagonally  directed 
'*  strain  is  applied  on  the  middle  portion  of  the  wire  netting  or  link  work.  I  do 
"  not  confine  myself  to  any  particular  pattern  or  construction  of  link  work  or 
"  netting,  also,  I  may  if  desired,  use  springs  of  various  lengths  and  strengths. 
*'  The  supporting  framework  may  be  of  metal,  wood,  or  other  materiaL 

"  The  gevewJ  letters  of  reference  indicate  corresponding  parts  in  Uie  drawing. 
"  A  are  the  side  members  of  the  supporting  frame  \york,  and  A^  the  end 


20 


25 


YoL  XXI.,  No.  29.]     AMD  TRADE  MARE  OASBa 


677 


Rotef^t  Evan  Llewellyn  Evans  and  J.  and  J.  Taunton^  Ld.  ▼•  Hoskina 

cfnd  Sewelly  Ld. 

"  members  thereof.  B  the  tension  springs,  0  the  wire  netting  or  link-work, 
"  and  D  the  side  wires  thereof,  which  may  be  connected  to  the  framework  by 
'^  any  suitable  means,  such  as  hooks  (E). 

"  Figure  2,  shows  an  arrangement  which  may  be  utilised  when  a  large  size 
5  "  surface  or  mattress  is  required.  It  will  be  seen  that  in  this  form  the  tension 
^^  springs  are  arranged  diagonally  in  series,  and  each  of  these  series  are  directed 
"  diagonally  towards,  and  exert  a  tension  upon  any  portion  of  the  link  work. 

"  I  find  in  practice  that  with  spring  surfaces  constructed  according  to  my 
**  invention,  the  middle  portion  is  so  very  strong  and  unsagging,  that  there  is  no 
10  "  necessity  whatever  to  raise  the  centre  of  the  fabric  by  artificial  means,  such 
"  as  arching  upwardly  and  outwardly  the  end  supporting  members  of  the  frame- 
**  work.  As  before  observed,  my  invention  applies  equally  to  fabrics  with 
''  tension  springs  at  one  end  only  as  to  fabrics  with  springs  at  both  ends.*' 


ric.2 


The  Patentee  claimed  : — ^'  1.  The  combination  with  the  link  work  or  netting 

15  *'  of  a  mattress  or  fabric  for  bedsteads,  cots,  and  like  articles  of  furniture,  of 
^  tension  springs  arranged  (looking  from  the  centre  of  the  surface  towards  the 
'^  end  thereof)  diagonally  and  in  opposite  directions  from  the  centre  of  each  end, 
^  whereby  a  diagonally  directed  tension  is  exerted  on  the  middle  portion  of  the 
^^  surface,  substantially  described  and  set  forth  in  Figure  1.    2.  The  combination 

20  '*  "^th  one  end  of  the  link  work  or  netting  of  a  mattress  or  fabric,  for  bedsteads, 
*'  cots,  and  like  articles  of  furniture,  of  tension  springs  arranged  (looking  from 
^*  the  centre  of  the  surface  towards  the  end  thereof)  diagonally  in  opposite 
^'  directions  from  the  middle  portion  of  the  said  end,  as  described.  3.  The 
*'  combination  with  the  link  work  or  netting  of  a  mattress  or  fabric  for  bedsteads, 

25  "  cots,  and  like  articles  of  furniture,  of  one  or  more  series  of  tension  springs 

^*  arranged  at  either  one  or  both  ends  of  the  fabric,  and  directed  in  such  a 

*^  manner  as  to  exert  a  diagonal  tension  on  one  or  more  portions  of  the  said 

"  mattress  or  fabric,  as  described  and  set  forth  in  Fig.  2." 

On  the  1st  of  December  1903  the  Patentee  and  the  Licensees  commenced  an 

30  Action  and  issued  a  writ  against  Hoskins  and  Sewell  Ld.  for  infringement 
of  the  Patent,  claiming  the  usual  relief. 

The  Particulars  of  Breaches  were  as  follows: — "The  Defendants  have 
"  infringed  the  Letters  Patent  mentioned  in  the  claim  by  the  manufacture  and 
"  sale  and  use  of  articles  made  according  to  the  said  invention  as  claimed  in  the 

35  "  first  and  second  claims  of  the  Specification  of  the  said  invention  as  follows  : — 
"  By  instructing  Messrs,  O.  Oale  &  Sons^  Ld.^  of  Birmingham,  to  make  divers 
"  wire  meshes  or  fabrics  which  were  made  and  supplied  by  Messrs.  O.  Oale  A 
"  Sons,  Ld.  Dates  of  orders— 27th  of  June  1901, 10th  of  February  1902, 15th  of 
«  March  1902,  5th  of  June  1902,  19th  of  September  1902,  20th  of  September 

40  "  1902,  24th  of  November,  1902,  23rd  of  December  1902.  By  the  sale  of  the  above 
^  articles.    And  by  the  sale  of  to  A.  Oay^ner  &  Son,  furnishers,  of  Glasgow,  in 
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"  or  about  Jtily  1901,  July  1902,  October  1902,  and  April  1903,  of  meBhea  or 
"fabrics  made  according  to  the  said  invention.  The  Plaintifb  cannot  give  any 
"  better  Particulars  until  after  discovery." 

The  Defendants  by  their  Defence  denied  infringement,  and  also  pleaded  that     , 
the  Plaintiffs'  Patent  was  invalid  for  the  reasons  set  forth  in  the  following  5  * 
Particulars  of  Objections  :— "  1.  The  said  Robert  Evan  Llewellt/n  Evans  was 
**  not  the  first  and  true  inventor  of  the  said  alleged  invention.    The  first  and 
**  true  inventor  was  one  John  Oriffin^  and  the  said  alleged  invention  was  made  by 
<*  him  at  the  Plaintiff  Company's  works  in  or  about  the  month  of  September 
*'  1899.     2.  The  said  alleged  invention  is  not  useful.     3.  The  said  alleged  10^ 
**  invention  was  not  new.    The  said  invention  was  published  in  this  realm 
«'  prior  to  the  date  of  the  said  Letters  Patent— (A)  By  the  publication  at  the 
"  Patent  OflBce  Library  of  the  final  Specifications  of  the  following  British  and 
«'  United  States  Patents.    The  whole  of  each  is  relied  upon  as  against  all  the 
*'  claiming  clauses  of  the  Plaintiffs'  Specification  i—LaJce  (No.  3926  of  1882)  ;  15 
«  Newton  (No.  2199  of  1855)  ;  Hughes  (No.  2307  of  1872) ;   Weich  (No.  2714  of 
*•  1874)  ;  Hunt  (No.  252,772  of  1882,  U.S.A.)  ;  Rowcliffe  (No.  5895  of  1883)  ; 
*'  Fielding  (No.  323,572  of  1885,  U.S.A.)  ;  Broum  (No.  357,697  of  1887,  U.SA.)  ; 
"  Horton  and  Sie/kin  (No.  369,791  of  1887,  U.S. A.)  ;  King  (No.  371,591  of  1887, 
"  U.S.A.)  ;  Goodwin  (No.  19,064  of  1890)  ;  Miller  (No.  506,246  of  1893,  U.S.A.) ;  20 
**  Gale  (No.  22,738  of  1894)  ;  Gale  (No.  18,490  of  1895)  ;  Nichols  (No.  5613  of 
**  1897) ;  Ackermann  (No.  8149  of  1897) ;  Billington  (No.  8455  of  1897) ; 
«  Nichols  (No.  20,338  of  1897) ;  Ryan  (No.  5043  of  1898) ;  BiUingUm  (No. 
"  14,928  of  1898)  ;  Wesner  (No.  607,102  of  1898,  U.S.A.).    (B)  Bythemanu- 
*•  facture  by  the  Plaintiff  Company  at  their  works  in  Sherboume  Road,  Bir-  25 
•'  mingham,  in  or  about  the  month  of  September  1899  of  a  wire  mattress 
<^  constructed  according  to  the  invention  as  claimed  in  all  the  claiming  clauses 
«*  of  the  Plaintiffs'  Specification.    4.  The  Complete  Specification  in  Claims  2 
"  and  3  claims  an  invention  larger  than  and  different  to  the  invention  the 
**  nature  of  which  is  described  in  the  Provisional  Specification.    5.  The  said  30 
<*  alleged  invention  as  claimed  in  all  the  claiming  clauses  of  the  Plaintifl^s' 
*'  Specification  is  not  the  proper  subject-matter  of  valid  Letters  Patent.    The 
*^  Defendants  will  rely  hereunder  upon  the  matters  set  out  in  paragraph  3 
"  hereof  and  upon  the  common  knowledge  of  the  trade  as  to  the  construction 
'*  of  wire  mattresses  and  spring  supported  mattresses.    6.  That  the  said  alleged  35 
"  Letters  Patent  are  void  by  reason  that  the  invention  in  respect  of  which  they 
"  purport  to  be  granted  formed  the  subject  of  a  grant  to  Henry  Clay  Fletcher 
**  and  Sidney  Herbert  Cornish,  dated  19th  of  June  1899,  and  No.  12,776  of 
"  A.D.  1899,  which  said  grant  was  prior  to  the  alleged  grant  to  the  Plaintiff. 
**  The  whole  of  the  Specification  and  all  the  claiming  clauses  are  relied  on."         40 

The  action  came  on  for  trial  before  Mr.  Justice  SwiNFEN  Eadt. 

Astburyy  K.C.,  and  J.  C.  Graham  (instructed  by  Sayle^  Carter  A  Co.j  agents 
for  Sidney  C.  Taunton,  of  Birmingham)  appeared  for  the  Plaintiflb ;  Walter 
and  Gray  (instructed  by  Sharpe,  Parker  A  Co.,  agents  for  E.  C  Newby  Jt  Son^ 
of  Birmingham)  appeared  for  the  Defendants.  45 

Astbury,  K.C.,  opened  the  case  for  the  Plaintiffs. — There  is  a  large  trade  in 
the  mattresses  which  are  the  subject  of  this  Patent,  and  they  are  especially  used 
by  hospitals  and  public  institutions.  The  object  of  the  invention  is  to  keep  the 
mattress  level  and  to  prevent  it  from  sagging  in  the  centre.  This  is  attained 
by  the  use  of  a  number  of  spiral  springs  set  at  an  angle  to  the  sides  of  the  50 
mattress  and  exercising  tension  in  the  direction  of  a  central  parallelogram. 
The  method  is  so  successful  that  it  is  possible  to  sell  the  mattresses  made 
according  to  it  with  a  guarantee  that  after  twenty  years  t<hey  will  not  sag 
in  the  centre.  Infringement  is  not  really  contested  ;  the  only  real  issue  is  that 
of  anticipation.  55 
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Dugald  Clerk  gave  eridence  on  behalf  of  the  PlaintiffB.  He  described 
experiments  made  under  his  direction  showing  that  the  deflection  of  the  bed 
was  much  less  than  it  would  have  been  if  the  springs  had  been  set  parallel 
to  the  sides  of  the  bed. 
5  J.  O.  Oraham,  summed  up  the  case  on  behalf  of  the  Plaintiffs.— This  is  a 
small  invention,  and  will  not  be  so  severely  tested  as  it  would  be  if  an  epoch- 
making  invention  were  claimed.  The  real  object  of  the  invention  is  to  make 
the  actual  area  on  which  a  man  would  be  lying  stiffer  than  it  would  otherwise 
be.    In  WeleVe  mattress  there  was  a  central  support,  and  the  first  effect  of 

10  putting  weight  on  it  would  be  to  diminish  the  tension  of  the  springs.  In 
Ooodunn  and  Hughee^  Specifications,  which  are,  mechanically  speaking,  the 
same  thing,  the  fabric  is  incapable  of  transmitting  diagonal  strains.  In  Oale^s 
Specification  there  are  no  diagonal  springs,  though  it  is  alleged  that  the  springs 
fidl  into  a  diagonal  position  before  they  take  the  strain  ;  but  the  point  of  the 

15  present  invention  is  to  put  the  springs  in  a  converging  position  before  the  strain 
is  put  on.  It  is  said  diat  BiUingUm^s  invention  is  the  same  as  the  Plaintiffs', 
with  the  addition  of  something  else,  but  the  effect  of  the  addition  is  to  make 
the  bed  equally  stiff  at  the  sides  as  it  is  at  the  centre,  so  as  to  do  away  with  the 
greater  tension  on  the  centre,  which  is  the  point  of  the  Plaintiffs'  invention. 

20  HcUtergley  v.  Hodgeofi  (20  R.P.C.  594)  shows  that  a  claim  of  something  too 
wide  does  not  make  the  Patent  hdA. 

Walter  for  Defendants. — If  when  properly  construed  the  Specification  includes 
the  square  mesh  then  there  is  a  direct  anticipation  ;  if  not  then  there  is  dis- 
conformity.    It  is  attempted  to  distinguish   WdcKs  Specification  by  saying 

2i^  that  he  has  introduced  more  springs ;  this  is  in  reality  no  distinction  at  all. 
The  rubber  spring  in  the  centre  is  a  mere  addition.  Oal^B  Specification  of  1895 
shows  the  small  mesh  introduced  in  the  centre ;  the  springs  being  not  held 
horisontally,  but  capable  of  rotation  about  the  centre,  assume  the  proper 
position  to  take  the  strain,  which  is  that  of  the  Plaintiffs'  springs.    BillingUm^s 

to  invention  is  the  same  as  the  Plaintiffs'  with  other  springs  added,  so  as  to  get  an 
even  tension,  and  it  meets  the  difficulty  of  enabling  the  springs  to  take  up  the 
strain  without  having  to  rotate  about  an  axis.    The  Specification  is  also  bad  as 
claiming  what  is  useless. 
James  Stvinbume  gave  evidence  for  the  Defendants. 

35  Walter  summed  up  the  case  for  the  Defendants. — ^The  real  question  is— 
What  is  the  true  construction  of  the  Specification  ?  Can  the  Patentee  be 
supposed  to  mean  what  he  says  when  he  observes  that,  '*  I  do  not  limit  myself 
"  to  any  pattern  or  construction  of  link  work  "  ?  The  evidence  is  that  with 
any  given  arrangement  of  springs  it  is  a  question  of  difficulty  what  construction 

40  of  network  will  give  the  effect  which  the  Patentee  desires.  The  Plaintiffs 
construe  the  Specification  in  the  narrowest  possible  way ;  they  limit  it  to  a 
network  of  diamond-shaped  links  (Morgan  v.  Seaward^  1  Web.  Pat.  Cas.  167, 
175).  There  is  nothing  to  warn  the  public  against  the  use  of  the  square  mesh, 
the  effect  of  which  is,  as  the  evidence  shows,  not  to  give  effect  of  the  inven- 

45  tion.  [SwiNFBN  Eadt,  7.,  referred  to  the  words  "  diagonally  directed  strain."] 
The  Plaintiffs  are  trying  to  construe  the  Specification  as  if  it  said  *<  a  strain 
« along  diagonally  directed  wires,"  which  is  a  very  different  thing.  The 
Ritentee  did  not  know  that  a  square  mesh  would  not  work.  He  has  not  given 
the  limitation  which  alone  renders  the  invention  workable,  and  which  he  was 

50  bound  to  give.  Every  form  of  linkwork  will  give  a  diagonally  directed  strain, 
but  it  will  not  give  what  the  Plaintiffs  are  now  interpreting  their  Specification 
to  mean — that  is,  a  strain  along  diagonally  directed  wires.  What  the  Patentee 
thought  he  had  invented  was  the  arrangement  of  springs  directed  diagonally 
towards  the  centre,  and  that  with  any  form  of  network,  and  this  we  say  is 

55  the  true  construction  of  the  Specification.    If  this  is  so,  then  the  invention  is 
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anticipated  by  Goodwin,  and  also  it  is  useless.  Allowing,  however,  the  narrow 
interpretation  to  be  put  on  the  Patent,  yet  we  still  say  it  is  bad ;  the  only 
difference  alleged  between  King's  invention  and  the  Plaintiffs*  was  said  to  be 
that  he  had  not  the  whole  of  the  invention — 1>.,  not  so  many  springs.  There 
is  no  evidence  of  utility.  [SwiNFBN  Eady,  J.— But  you  admitted  infringe-  5 
ment,  and  I  drew  the  inference  that  you  would  not  have  made  the  bed  if  you 
did  not  consider  it  useful.]  If  springs  of  different  strengths  were  used  it 
would  be  necessary  to  rearrange  the  structure,  and  for  this  no  directions  are 
given.  [The  allegation  that  the  Plaintiff  Evans  was  not  the  first  and  true 
inventor  was  abandoned.]  10 

Astbury,  K.C.,  in  reply. — There  is  really  nothing  left  except  King's  Specific 
cation  and  the  question  of  construction.  Now  it  is  always  possible  to  construe 
a  Specification  so  as  to  make  it  nonsense.  It  is  clear  that  no  strain  can  be  applied 
without  a  path  through  which  it  can  be  applied.  In  Patent  Exploitation  Oom* 
pany  v.  Siemens  Brothers  A  Co.  [ante,  p.  541),  Lord  Davey  pointed  out  that  "  sub-  15 
'*  stantially  as  set  forth  "  means  a  limitation  to  equivalents.  What  the  Patentee 
has  done  is  to  show  the  structure  which  in  his  opinion  will  best  carry  out  the 
invention  ;  but  he  says  that  it  can  be  carried  out  by  means  of  other  forms  of 
linkwork.  In  Morgan  v.  Seaward  the  Patentee  pointed  out  the  problem^  but 
showed  no  method  of  solving  it.  In  a  combination  Patent  it  is  not  necessary  20 
to  show  what  is  old  and  what  is  new  {Hattersley  v.  Hodgson). 

Walter. — ^The  decision  in  the  Patent  Exploitation  case  rested  on  the  words 
*'  semiHSolid  or  plastic,"  and  there  was  nothing  in  the  anticipations  which  was 
either. 

Judgment  was  reserved,  and  delivered  on  the  13th  of  July  1904.  25 

SwiNFBN  Eady,  J.— The  Plaintiffs  claim  in  respect  of  an  infringement  of 
Letters  Patent  (No.  23,859  of  1899)  granted  to  the  Plaintiff  Robert  Evan 
Llewellyn  Evans  for  "Improvements  in  wire  mattresses."  The  Defendants 
admitted  manufacturing  in  accordance  with  the  Patent,  and  claimed  the  right 
to  do  so.  The  validity  of  the  Patent  was  contested  before  me  on  the  ground  of  30 
prior  publication.  The  Particulars  of  Objections  denied  that  the  Plaintiff  was 
the  first  and  true  inventor,  and  alleged  that  this  person  was  one  John  Chriffin^ 
but  this  was  not  persisted  in. 

The  invention  relates  to  wire  mattresses  or  fabrics  for  bedsteads,  and  par- 
ticularly to  those  composed  of  links  of  a  diamond  pattern  with  coiled  springs  35 
at  both  ends,  or  only  one  end,  of  the  fabric.  The  springs  are  arranged  in  an 
oblique  or  diagonal  position,  and  in  opposite  directions  from  the  centre  of  each 
end,  in  such  a  manner  as  to  direct  the  tension  from  all  the  springs  on  to  the 
middle  portion  of  the  wire  mesh.  The  effect  of  this  arrangement  is  to  direct 
the  tension  from  all  the  springs  to  the  portion  of  the  bed  subjected  to  the  40 
greatest  pressure  when  the  bed  is  in  use ;  the  strain  is  taken  up  immediately  by 
all  the  springs,  and  the  weight  is  evenly  distributed  among  them.  The  tension 
is  concentrated  in  the  centre  portion  of  the  bed,  that  is,  the  portion  most 
requiring  support ;  and  it  is  obtained  by  means  of  a  diagonally  directed  and 
conducted  strain.  The  advantage  of  this  arrangement  is  that  it  prevents  the  45 
undue  stretching  of  some  springs  at  the  expense  of  others  scarcely  stretched  or 
strained  at  all,  and  thus  increases  the  durability  of  the  mattress,  and  reduces 
the  liability  to  sag  or  deflection  when  the  bed  is  unoccupied.  Mr.  DugaM  Olerkj 
who  was  called  on  behalf  of  the  Plaintiffs,  stated  that  the  new  idea  of  getting 
the  strain  through  the  network  to  the  centre  of  the  bed  required  very  simple  50 
means  to  carry  it  out,  but  had  a  very  surprising  effect,  and  that  it  surprimd 
him.  He  made  certain  experiments  in  order  to  determine  the  different  measure 
of  support  afforded  to  the  centre  of  a  bed  if  the  springs  were  arranged  in 
accordance  with  the  Plaintiffs*  invention,  and  if  the  springs  were  arranged 
parallel  with  the  length  of  the  bed.    The  result  was  that  in  the  latter  case,  a  55 
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weijfht  of  100  lbs.  produced  the  same  deflection  as  137  lbs.  in  the  former  case  ; 
that  is,  that  the  diagonal  arrangement  was  37  per  cent,  better  than  the  parallel 
arrangement  for  supporting  the  centre  area  of  the  bed.  Mr.  Sivinhuime^  who 
was  called  for  the  Defendants,  agreed  that  there  was  a  very  great  difference  of 
5  tension  and  pressure  in  the  surface  of  the  bed  according  to  whether  the  springs 
were  put  straight  or  diagonally,  the  latter  arrangement  preventing  permanent 
sag,  because  it  stretched  a  lot  of  springs  evenly  a  short  distance,  instead  of  a 
few  springs  for  a  long  distance. 
It  was  not  disputed  by  the  Plaintiffs'  arrangement  of  springs,  with  a  diagonal 

10  network,  a  diagonally  directed  strain  is  applied  on  the  middle  portion  of  the 
wire  netting,  to  which  portion  the  tension  from  all  the  springs  is  directed.  It 
was,  however,  urged  that,  as  the  Patentee  stated,  in  his  Specification,  that  he 
did  not  confine  himself  to  any  particular  pattern  or  construction  of  link  work 
or  netting,  he  claimed  in  effect — amongst  other  things — a  square  pattern  ;  but 

15  if  a  square  mesh  movable  on  its  points  of  contact  was  used  with  diagonal  springs, 
there  would  be  no  direction  of  any  strain  from  these  springs  towards  the  centre^ 
indeed  no  more  strain  would  be  thrown  on  the  centre,  than  if  straight  springs 
were  used,  as  any  diagonal  pull  on  one  side  of  a  link  would  be  met  by  a  diagonal 
pull  at  the  opposite  side,  and  the  result  would  be  precisely  the  same  as  if  you 

20  were  pulling  on  the  straight.  Under  these  circumstances  it  was  insisted  that 
the  Patentee  had  claimed  a  square  mesh,  and  that  the  Patent  was  invalid  as  a 
square  mesh  would  not  produce  the  result  sought  to  be  achieved.  The  answer 
to  this  argument  is,  that  the  Patentee  has  not  claimed  such  an  unworkable 
method  of  carrying  his  invention  into  effect ;  he  describes  an  arrangement  for 

25  conducting  a  diagonally  directed  strain  to  the  centre  of  the  bed,  and  shows  in 
his  Drawings  a  proper  way  of  doing  it ;  and  when  he  says  that  other  patterns 
of  link  work  will  do,  he  obviously  means  meshes  which  will  carry  diagonal 
strains.  Mr.  Glerk  said  that  there  was  a  very  large  number  of  meshes  of  a 
pattern  which  would  carry  diagonal  strains,  and  that  any  engineer  would  say 

30  which  mesh  would  carry  diagonal  strains  and  which  would  not.  In  my  opinion 
the  Patentee  has  not  claimed  a  square  mesh  as  carrying  out  his  invention. 

With  regard  to  want  of  novelty,  the  Specification  most  relied  upon  was 
King^s  of  1887.  But  King^s  bed  lacks  the  essence  gf  the  Plaintiffs'  invention — 
a  strain  upon  the  centre  of  the  bed  diagonally  diluted  from  all  the  springs. 

35  In  King^s  bed,  if  a  weight  is  placed  at  the  point  of  junction  between  the  springs 
which  were  numbered  4  and  5,  it  will  put  into  tension  two  springs,  the  com- 
ponents of  which  are  pulling,  one  towards,  and  one  away  from,  the  centre,  as 
Mr.  Swinburne  stated  ;  there  is  no  point  in  the  centre  area  of  King^s  bed, 
towards  which  any  two  springs  in  the  line  of  tension  converge.    In  King^e 

40  bed,  some  of  the  springs  do  not  stretch  substantially,  until  you  have  con- 
siderable sag  in  the  bed  ;  and  these  exert  no  diagonal  strain  towards  the  centre 
of  the  bed  when  the  bed  is  unoccupied,  whereas  in  the  Plaintiffs*  bed,  when  it 
is  at  rest,  every  spring  is  exerting  a  diagonal  strain  towards  the  centre.  In  my 
opinion  King*e  Specification  does  not  publish  or  disclose  the  Plaintiffs'  inven- 

45  tion  in  any  way. 

The  other  Specifications  relied  upon  are  still  less  like  the  Plaintiffs'  invention. 
You  do  not  find,  in  any  of  them,  a  network  with  diagonal  lines  running  through 
it,  in  combination  with  springs  arranged  as  before  mentioned. 
I  am  satisfied  that  the  Plaintiffs'  iuvention  is  a  novel  and  substantial  one,  and 

50  entitled  to  protection.  The  Plaintiffs  are  entitled  to  the  relief  claimed  and  the 
costs  of  the  action. 

Aetbury^  K.C. — Then  I  ask  your  Lordship  to  certify  that  the  validity  of  the 
Patent  came  in  question,  and  also  with  regard  to  the  Breaches.  We  had  not  to 
prove  those,  because  they  were  admitted. 

55      SwiNFBN  Eady,  J.— Tes. 

3h 
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Asthuryy  E.G. — And  we  will  take  damages  ingtead  of  profits.  I  suppose  your 
Lordship  will  order  either  delivery  up  or  alteration  of  the  infringing  mattresses 
in  the  possession  of  the  Defendants. 

SWTNFBN  Eady,  J. — ^Tes,  that  follows.  Then  there  will  be  an  inquiry  as  to 
damages,  and  the  costs  will  be  reserved.  5 

Walter. — My  Lord,  I  understand  my  clients  are  desirous  of  taking  the  case 
further,  and  I  ask  that  the  inquiry  should  be  stayed,  and  the  costs  paid  on  the 
usual  undertaking  to  return. 

SwiNPBN  Eady,  J.— Why  should  the  inquiry  be  stayed  ? 

Walter. — It  is  the  inquiry  as  to  damages.    I  do  not  ask  for  the  injunction  to  10 
be  stayed. 

SwiNFHN  Eady,  J.— Why  should  I  stay  the  inquiry  ? 

Walter. — Because  it  may  be  unnecessary. 

SwiNPBK  Eady,  J. — It  is  not  the  practice  to  stay  such  an  inquiry. 

Walter, — It  is  always  so,  my  Lord.    I  know  of  no  case  in  which  an  inquiry  15 
has  been  proceeded  with. 

SwiNFBN  Eady,  J. — ^What  is  the  di£Eerence  between  a  Patent  action  and  any 
other  action  ? 

Walter. — I  can  only  tell  your  Lordship  what  the  practice  is.    I  know  of  no 
case  in  which  an  inquiry  has  been  proceeded  with,  if  an  appeal  has  been  20 
presented  within,  say,  a  fortnight. 

SwiNFBN  Eady,  J. — I  remember  an  important  case  where  the  question  came 
before  the  Court  of  Appeal  as  to  whether  inquiries  ought  to  be  stayed  or  not, 
and  the  Court  of  Appeal  said  No.  That  was  a  case  where  an  enormous  sum 
was  spent  on  the  inquiry.  It  involved  a  claim  for  70,000Z.  damages,  and  an  25 
enormous  sum  was  spent,  and  very  expensive  evidence  was  gone  into  on  the 
inquiry,  and  in  the  end  the  appeal  succeeded,  so  that  all  the  inquiries  were 
wholly  unnecessary.  First  of  all  Mr.  Justice  Fry^  and  afterwards  the  Court  of 
Appeal  declined  to  stay  the  inquiry. 

Walter. — My  Lord,  I  can  only  say  that  I  know  of  no  case  in  which  the  30 
inquiry  has  been  proceeded  with. 

SwiNFBN  Eady,  J. — You  must  refer  me  to  some  authority.  At  present  I 
will  not  make  any  order  to  stay.  It  must  be  the  subject  of  a  separate  motion 
and  argued  separately.  I  h&ve  a  very  clear  recollection  of  Hyam  v.  Terry ^^  the 
case  I  refer  to,  where  there  was  a  decision  of  the  Court  of  Appeal.  35 


*  &»  29  W.B.  82. 
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5      Patent. — Agreement  for  sale. —  Warranty  of  validity. — Condition. — Patent 
held  invalid. — Judgment  for  Defendant. 

The  owner  of  a  Patent  for  automatic  drain  valves  for  use  in  steam  engines 
entered  into  an  Agreement  to  sell  it.  The  vendor  in  the  Agreement  guaranteed 
the  Patent  to  be  valid  and  in  full  force.    The  Patent  was  to  he  soldy  together 

10  with  the  rights^  privileges^  and  benefits  appertaining  thereto^  further  improve- 
ments^ and  the  full  and  unrestricted  use  of  the  vendor^s  name  in  connection 
therewithyfor  the  sum  ofSOOL^  one  moiety  of  which  was  to  be  paid  at  once  and 
the  other  some  months  afterwards.  The  vendor  was  not  to  part  absolutely  with 
his  Patent  until  the  whole  of  the  price  had  been  paid.    The  vendor  also  undertook 

15  to  give  all  possible  assistance  to  the  purchaser  in  his  business  for  a  certain  time. 
The  purchaser  paid  2601.  and  took  over  the  business^  letter  books,  arid  books  of 
orders.  He  carried  on  the  business  for  some  monthSy  but  on  discovering  that 
other  similar  valves  had  been  previously  in  the  market  repudiated  the  Agreement. 
In  an  action  by  the  Patentee  for  2501.^  the  balance  of  the  5001.,  the  Defendant 

20  alleged  that  there  was  a  breach  of  warranty  as  to  the  validity  of  the  Patent, 
which  was  invalid  for  want  of  novelty,  utility,  and  subject-matter,  and  also 
that  the  Agreement  applied  only  to  the  Patent  rights.  He  counterclaimed  for  a 
declaration  that  the  Agreement  was  not  binding  on  him,  and  for  a  return  of 
the  2501.,  or^  in  the  alternative,  damages. 

25  Held,  at  the  trial,  that  the  Patent  was  invalid  and  that  the  Plaintiff  covld 
not  recotwr  the  2502.;  that  the  Defendant  was  not  entitled  to  rescission  of  the 
contract ;  but,  that  as  the  business  was  only  worth  2401.,  he  was  entitled  to  IQU 
damages  mth  costs. 

On  the  11th  of  January  1898,  Letters  Patent  (No.  781  of  1898)  were  granted  to 

30  A.  H.  E.  Berchem  for  an  invention  of  ^^  A  new  or  improved  automatic  drain 

^  valve  for  steam-engine  cylinders,  steam  heaters,  or  other  analogous  purposes.** 
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The  Complete  Specification  was  as  follows  : — 

"  This  invention  relates  to  a  new  or  improved  automatic  drain  valve  for  the 
"  cylinders  of  steam  engines  or  pumps,  or  steam  heaters,  or  for  any  other 
"  purpose  to  which  same  may  be  applicable.  The  use  of  a  reliable  draining 
"  attachment  and  the  regular  escape  of  water  from  the  cylinders  of  steam  5 
"  engines  is  of  very  great  importance,  and  this  invention  is  desired  to  provide 
"  means  for  automatically  effecting  or  permitting  the  escape  of  any  such  water 
**  of  condensation  this  automatic  drain  valve  being  so  constructed  that  when 
"  starting  the  engine  or  pump  etc,y  (whatever  it  may  be  applied  to)  it  auto- 
"  matically  allows  the  discharge  of  water  of  condensation  and  the  valves  do  not  10 
^  close  until  the  live  steam  attempts  to  ])a8s,  while  they  will  automatically  open 
"  and  allow  even  the  smallest  quantity  of  water  to  pass. 

'^  In  order  that  my  invention  may  be  better  understood  I  will  describe  same 
"  having  reference  to  the  accompanying  drawing.  In  this  drawing  I  show  the 
"  valves  arranged  and  mounted  in  a  "f  piece,  the  arms  (Jc)  of  the  T  being  15 
^^  connected  to  the  drain  pipes  from  the  steam  cylinder  while  the  shank  (Q  of 
"  the  T  forms  an  outlet  for  the  water  discharged  through  the  valves  (fw,  m). 
'^  A  valve  (m)  is  arranged  inside  of  and  towards  the  end  of  each  arm  (Jc)  each 
**  such  valve  being  provided  with  a  valve  spindle  (rf)  in  the  same  axial  line 
^*  with  one  another,  the  inner  ends  of  said  valve  spindles  having  a  spring  {h)  80 
**  interposed  between  them  or  combined  therewith  in  suchwise  that  when  one 
'^  said  valve  is  pushed  inwards  against  its  seating  (e)  so  as  to  prevent  steam 
"  passing  to  the  shank  {k)  of  the  T  piece,  thereby  the  spring  (A)  is  compressed 
"  and  has  a  further  tendency  to  press  outwards  and  thereby  keeps  open  the 
"  opposite  valve  and  vice  vef  sa^  while  at  the  same  time  the  two  said  valves  (m,  m)  25 
**  and  the  spring  or  springs  (h)  combined  therewith,  are  so  arranged  that  both 
*'  valves  can  at  the  same  time  be  firmly  pressed  inwards  so  as  to  make  a  steam 
*^  tight  joint  against  their  seatings  (&,  e).  The  valves  are,  as  shown  in  the  drawing, 
**  advantageously  circular  discs  with  coned  faces  adapted  to  fit  closely  against 
"  corresponding  coned  seatings  provided  for  same  in  each  arm  of  the  T  piece.  The  30 
"  valve  spindles  {d,  d,)  are  supported  in  sleeves  or  bearings  (//)  provided  in  the 
**  interior  of  each  arm  of  the  T  piece,  as  shown  in  the  drawing,  such  bearings  (/,/,) 
"  and  the  valve  seating  (^,  e)  being  advantageously  cast  in  one  with  the  T  piece. 
"  The  end  of  each  arm  of  the  "f  piece  may  advantageously  be  screw  threaded 
"•on  the  exterior  or  otherwise  fitted  with  valve  caps  (a,  a,)  to  receive  the  drain  35 
^'  pipes  from  the  steam  cylinder,  &c.,  and  furthermore  I  find  it  advantageous  to 
"  provide  an  opening  (&)  protected  with  a  screw  plug  (or  adapted  to  be  other- 
**  wise  suitably  closed)  to  afford  access  to  the  interior  of  the  T  piece  and  to  the 
"  internal  working  part.  Means  may  be  advantageously  provided  to  adjust 
"  the  tension  of  the  springs  (h)  for  instance  means  may  be  provided  to  idter  40 
"  the  length  of  the  valve  spindles  (d  d)  as  shown  in  the  drawing  by  providing 
**  an  adjustable  screw  nut  or  bracket  (^,  g)  on  the  inner  end  of  each  valve 
"  spindle  (rf,  d). 

"  I  do  not  confine  myself  to  forming  the  valve  casing  in  the  form  of  a 
"  T  piece  only,  as  my  present  invention  may  be  carried  out  with  other  suitable  45 
*•  form  of  valve  casing.  Neither  do  I  confine  myself  to  mounting  the  spindles 
"  of  the  two  valves  (m,  m,)  in  the  same  axial  line  for  controlling  by  the  same 
"  spring,  as  if  desired  each  valve  may  be  mounted  with  a  separate  spring,  each 
"  independent  of  the  other  valve  and  spring  and  moreover  the  one  valve  may 
"be  mounted  and  arranged  so  as  to  open  into  the  dischwge  chamber  at  a  50 
"'different  point  from  that  at  which  the  other  valve  is  arranged  and  communi- 
"  cates  with  the  said  discharge  chamber  or  common  outlet. 

"  Automatic  drain  valves  according  to  my  present  invention  have  the  following 
"  advantages  :— (1)  Neatness  and  compactness  as  well  as  non-liability  to  get  out 
**  of  order.    (2)  Water  hammer  in  steam  cylinders  and  pipes  in  connection  55 
"  therewith  is  obviated.     (3)  The  opening  by  the  attendant  of  drain  cocks 
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"  before  starting  and  when  stopping  engines,  pumps,  Ac,  is  obviated  and  more- 
"  over  the  provision  of  such  drain  cocks  will  no  longer  be  necessary.  (4)  This 
"  drain  valve  allows  particles  of  water  to  separate  from  steam  and  consequently 
"  dry  steam  is  thereby  ensured.  (5)  Damage  which  often  results  to  engines 
"  owing  to  the  presence  of  water  is  obviated." 

The  claims  were  : — "  1.  The  use  of  automatic  drain  valves  in  connection  with 
"  steam  cylinders,  substantially  as  described  and  illustrated.  2.  Automatic 
**  drain  valves  as  described  and  illustrated." 


10 


15 


20 


25 


30 


35 


By  an  Agreement,  dated  the  8th  of  Januai^  1903,  between  the  Patentee  and 
JJarry  Wren^  it  was  recited  that  the  Patent  (No.  781  of  1898)  had  been  granted, 
and  it  was  agreed  :  "  That  the  vendor  shall  sell  and  the  purchaser  shall  pur- 
"  chase  the  said  Patent  (No.  781  of  1898),  which  the  vendor  hereby  guarantees 
"  to  be  valid  and  in  full  force,  being  the  Patent  of  Berchem'a  Patent  automatic 
**  cylinder  drain  valve,  together  with  the  rights,  privileges,  and  benefits  apper- 
^  taining  thereto,  and  all  further  improvements  that  may  now  or  hereafter  be 
^  made  therein  by  the  vendor,  also  the  full  and  unrestricted  use  of  the  vendor's 
"  name  in  connection  therewith,  for  the  sum  of  500Z.,  of  which  the  sum  of  250i. 
*^  is  to  be  paid  on  or  before  the  10th  of  January  instant,  as  from  which  date  all 
^^  profits  and  goodwill  are  to  belong  to  the  purchaser,  and  the  remaining  sum  of 
'*  250/.  is  to  be  paid  on  or  before  the  10th  of  September  next,  in  which  case  the 
^'  vendor  is  not  to  part  absolutely  with  the  Patent  until  such  time  as  the  pay- 
^'  ment  of  the  total  sum  herein  provided  has  been  completed,  whereupon  it  shall 
**  become  the  entire  property  of  the  purchaser."  The  vendor  undertook  to 
execute  all  documents  necessary  to  complete  the  transfer  ''  of  the  said  Patent, 
*'  and  all  rights,  privileges,  and  benefits  appertaining  thereto."  *'  And  it  is 
^^  further  agreed  that  the  vendor  shall  forthwith  deposit  all  the  documents  con- 
"  nected  with  the  said  Patent  with  the  purchaser's  bankers,  in  the  joint  names 
^^  of  the  said  vendor  and  purchaser."  Another  clause  related  to  foreign  and 
colonial  sales.  ThQ  Agreement  continued  : — *'  And  it  is  further  agreed 
^^  that  the  vendor  shall  give  all  possible  assistance  to  the  purchs^r  in  the 
"  business  (without  interfering  with  the  vendor's  business  engagements)  free 
"  for  the  space  of  three  months,  and  thereafter,  if  such  assistance  is  necessary, 
"  upon  terms  to  be  mutually  agreed."  The  vendor  also  undertook  to  deliver 
the  letter  books  containing  correspondence  relating  to  the  Patent,  and  also 
orijginal  orders.  The  purchaser  undertook  to  take  over,  at  cost  price,  the 
vendor*s  stock  of  valves. 

The  purchaser,  on  the  3rd  of  September  1903,  repudiated  the  Agreement,  and 
refused  to  pay  the  second  instalment  of  2502. 
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On  the  11th  of  September  1903  the  Patentee  commenced  an  action  against  the 
purchaser  by  specially  endorsed  Writ  for  payment  of  the  balance  of  2501  under 
the  above  Agreement. 

On  the  8th  of  October  the  Master  in  Chambers  gave  leave  to  defend  on  the 
Defendant  undertaking  to  keep  an  account  of  all  sales  of  the  valves  the  subject  5 
of  the  action,  and  ordered  Particulars  of  Objections  to  be  delivered.  Subse- 
quently, on  the  3rd  of  November,  the  Defendant  was  ordered  to  deliver  Defence 
and  Counterclaim  within  ten  days,  and  the  Plaintiff  a  Reply  within  ten  days 
thereafter. 

By  his  Defence  the  Defendant  alleged  that  the  Plaintiff  had  guaranteed  10 
in  the  Agreement  the  validity  of  the  Patent,  and  that  it  was  a  condition 
precedent  to  the  completion  of  the  Agreemeut  that  the  Patent  should  be 
valid,  and  that  in  fact  the  Patent  was  invalid,  by  reason  of  want  of  novelty, 
subject  matter,  and  utility.     In  the  alternative  the  Defendant  alleged  that 
the  Plaintiff  had,  in  the  Agreement,  warranted  the  validity  of  the  Patent,  and  15 
had  also  verbally  warranted  in  January,  1903,  that  the  Patent  was  entirely 
new,  and  was  in  fact  the  Master-Patent  relating  to  automatic  drain  valves 
for  steam-engine  cylinders,  and  that  by  reason  of  such  warranty  the  Defendant 
entered  into  the  Agreement.    By  his  Counterclaim  the  Defendant  asked  for  a 
declaration  that  the  Agreement  of  8th  January  1903,  was  not  binding  on  him,   20 
and  claimed  the  return  of  the  250/.  already  paid,  and  in  the  alternative  damages. 

The  Particulars  of  Objections  set  forth  as  anticipations  of  the  alleged  inven- 
tion the  following  Specifications  :—flbZ^  (No.  2311  of  1878);  Garricaburu 
(No.  11,427  of  1884) ;  Soulerin  (No.  5775  of  1887)  ;  PhiUipaon  (No.  14,841 
of  1889) ;  Russell  (No.  19,857  of  1892)  ;  aetty  (No.  3593  of  1896) ;  Frieman  25 
(No.  7710  of  1897)  ;  and  Rickahy  (No.  520  of  1898).  The  Particulars  alleged 
that  the  invention  as  described  in  the  Plaintiff's  Specification  was  useless  and 
unworkable,  as  the  spring  if  too  strong  would  prevent  the  valve  closing 
promptly,  if  too  weak  would  not  open  against  the  pressure  of  water,  and  could 
not  be  maintained  if  properly  adjusted,  as  equilibrium  was  unstable,  and  also  30 
that  the  claims  covered  HolVs  valve  and  one  made  and  sold  by  Bailey  is  Go^ 
of  Manchester,  before  the  date  of  the  Patent,  which  was  substantially  HoWs 
valve  with  an  addition. 

Holies  Specification  showed  a  combined  arrangement  for  drain  and  escape 
valves  in  one  casing.    The  drain  valves  abutted  on  each  other,  as  Berckem*8  35 
would  have  done  if  the  parts  g  g  were  prolonged.    Between  the  drain  valves 
was  a  spring  as  in  BerclierrCs^  so  that  when  the  engine  was  stopped  and  the 
ends  of  the  drain  valves  were  relieved  from  pressure,  this  central  spring 
expanded  and  carried  both  the  drain  valves  off  their  respective  seatings.    The 
relief  valves  were  sleeved  on   to  some    axis  and  were  inside  (i.6.  of  less  40 
diameter  than)  the  drain  valves.    They  opened  in  a  direction  opposite  to  the 
drain  valves.    When  either  drain  valve  was  retained  on  its  seat  by  pressure  of 
water  greater  than  that  of  the  steam  on  the  other  drain  valve  the  relief  valve 
opened,  being  kept  normally  in  itfl  seat  by  helical  springs  coaxial  with  the 
spindle  of  the  valve.   Its  action  was  an  exceptional  occurrence.   The  valves  sold  45 
by  Bailey  &  Go.  were  similar  to  HolVs  with  the  addition  of  a  handle  for  the 
purpose  of  opening  both  sides  when  required  from  outside.     It  was  automatic 
in  its  action. 

By  his  Reply  and  Defence  to  the  Counterclaim  the  Plaintiff  alleged  that  the 
Patent  was  valid.  He  also  contended  that  the  Counterclaim  and  Particulars  of  50 
Objections  were  irrelevant,  immaterial,  and  afforded  no  defence  to  the  action 
nor  ground  of  counterclaim  in  so  far  as  they  related  to  the  scope  or  commercial 
value  of  the  Letters  Patent  or  as  to  any  articles  actually  manufactured  either  in 
accordance  with  the  Specification  or  being  capable  of  performing  similar 
functions  to  the  patented  arrangement.  The  Plaintiff  also  denied  having  given  55 
any  warranty  as  alleged. 
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.    The  action  came  on  for  trial  before  Mr.  Justice  Darling. 

Maurice  Hill  (instructed  by  H.  Coulaoh)  appeared  for  the  Plaintiff; 
T.  Terrell,  K.C.,  and  F.  Hmile  (instructed  by  Bisgood  and  Marshall)  appeared 
for  the  Defendant. 
5  Maurice  Hill,  for  the  Plaintiff,  submitted  that  it  was  not  open  to  the 
Defendant  to  contest  the  validity  of  the  Patent.  Before  the  Defendant  pur- 
chased he  examined  into  the  Patent,  and  had  models  of  the  valve.  After  the 
purchase  he  worked  at  the  patented  invention,  and  did  not  raise  the  question 
of  validity  till  the  action  was  brought.    Besides  the  Patent  he  purchased  the 

10  business,  stock,  and  goodwill,  so  t^t  the  parties  could  not  be  put  into  their 
former  relative  positions  by  rescission  of  the  contract.  He  had  had  the  business 
for  seven  months.  There  were  two  small  improvements  made  by  the  Plaintiff 
which  did  not  alter  the  invention ;  these  were  lengthening  the  spindles  of  the 
valves  to  prevent  both  being  closed  at  the  same  time  if  there  was  back  pressure 

15  of  water  and  the  spring  was  too  weak,  and  holding  the  nuts  in  position. 

Evidence  was  then  given  by  the  Plaintiff  and  other  witnesses  on  his  behalf 
to  the  following  effect : — The  invention  was  the  outcome  of  much  labour, 
chiefly  out  of  hours,  as  the  Plaintiff  was  employed  during  the  day.  The  business 
after  five  years  brought  in  on  the  average  200Z.  a  year  profit.    [Details  as  to  sales 

20  were  given.]  On  finding  it  became  necessary  to  sell,  the  Plaintiff  negotiated 
with  the  Defendant  through  a  friend.  He  had  only  one  or  two  conversations 
with  the  Defendant,  and  never  gave  any  warranty  as  to  the  Patent  being  a 
Master-Patent  as  alleged,  nor  did  he  say  it  was  the  only  automatic  valve.  He 
had  difficulty  in  obtaining  his  German  Patent  which  was  still  in  force,  but 

25  never  heard  that  his  claims  were  too  wide.  His  valve  would  work  all  right  with 
a  perfect  engine.  The  alterations  were  made  to  prevent  both  valves  being 
dosed  at  the  same  time,  owing  to  the  weakness  of  the  spring.  The  Patent  had 
lapsed  owing  to  non-payment  of  renewal  fees  in  February  1904.  The  Plaintiff 
thought  it  was  the  duty  of  the  Defendant  to  renew.    The  loss  of  business  was 

30  due  to  the  lapse  of  Patent  and  to  the  Defendant's  want  of  knowledge  of 
engineering  matters.    The  business  was  worth  500^.,  even  without  the  Patent. 

Expert  evidence  was  given  as  to  the  working  of  HoWa,  Bailey%  and  the 
Plaintiff's  valves. 
On  Qross-examination  of  the  Plaintiff's  witnesses  some  of  the  alleged  defects 

S&  in  the  Plaintiff's  invention  were  admitted. 

Darling,  J. — I  think  the  Patent  is  invalid. 

T.  Terrelly  K.C.,  for  the  Defendant. — The  Agreement  was  only  for  the 
purchase  of  the  Patent.  The  terms  ^'rights,  privileges,  and  benefits  apper- 
"  taining  thereto  "  refer  to  the  Patent  only,  so  also  the  "  goodwill."    It  was  an 

40  Agreement  to  sell  the  Patent  and  that  only.  The  consideration  has  wholly 
foiled  since  the  Patent  is  invalid.  The  Patent  was  not  to  be  transferred  till  the 
money  had  all  been  paid,  but  the  vendor  allowed  the  Patent  to  lapse.  The 
Defendant  claims  a  rescission  of  the  contract.  This  case  is  governed  by  Nadel 
V.  Martin  (20  R.P.C.  723),  in  which  the  mirchaser  had  in  addition  to  buying  an 

45  invalid  Patent  taken  over  the  business  ana  bought  a  large  number  of  machines, 
yet  the  contract  was  rescinded. 

The  Defendant  then  gave  evidence  as  to  the  circumstances  under  which  he 
bought  the  business,  and  that  it  was  not  until  after  he  had  entered  into  the 
Agreement  he  heard  of  the  valves  sold  by  Bailey  &  Go.    The  Plaintiff  had  told 

50  him  they  were  not  automatic.    He  took  over  no  stock.    The  cost  of  advertising 

entailed  a  loss.    Complaints  were  made  by  customers  as  to  the  valves.    He 

could  not  therefore  recommend  them  with  the  same  confidence  as  before.    He 

did  not  neglect  to  push  the  business.    [He  gave  details  as  to  actual  sales.] 

Maurice  Hilly  in  reply. — The  business  was  worth  more  than  the  Patent.    For 

55  breach  of  warranty  the  Defendant  is  only  entitled  to  nominal  damages.  The 
purchase   included   the    business,   and  was  carried  out  at  once,  books   &c. 
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being  handed  over.  The  parties  cannot  be  restored  to  their  original  position. 
The  Defendant  had  full  value  for  his  500?.,  and  the  subsequent  loss  was  due  to 
his  own  incompetence. 

Darling,  J.— In  this  case  the  Plaintiff  sold  to  the  Defendant  a  patented 
invention,  or  at  least  he  contracted  t^t  he  would  sell  it  to  him,  and  he  also  in  5 
the  same  Agreement  gave  the  Defendant  other  things  which  were  part  of  the 
consideration  for  that  Agreement,  such  as  his  books,  the  goodwill,  and  the 
trade  connection  (which  was  a  very  considei'able  one),  which  he  had  formed 
with  persons  who  were  in  the  habit  of  purchasing  these  articles. 

There  is  a  contest  before  me  as  to  whether  the  article  was  the  subject  of  a  10 
valid  Patent  or  not.  The  Plaintiff  had  guaranteed  in  his  Agreement  that  it  was 
a  valid  Patent.  On  hearing  the  evidence  I  have  come  to  the  conclusion  that 
it  was  not  a  valid  Patent,  that  the  thing  really  was  nothing  but  HolVs  valve 
practically  without  the  improvement  afterwards  introduced  into  HoWs  valve, 
that  is  Bailey^s  valve.  At  the  time  this  bargain  was  made  Holfs  valve  was  no  15 
longer  a  Patent,  and  therefore  the  thing  which  was  supposed  to  be  patented  was 
a  thing  which  practically  anybody  could  make,  and  I  am  inclined  to  think  they 
could  have  made  a  more  efficient  thing,  that  is  BaiUy^s  valve. 

Under  these  circumstahces  the  Plaintiff  cannot  maintain  this  action  to  recover 
the  balance  of  the  price  which  was  to  be  paid  for  this  patented  article.    The  SO 
contract  was  that  he  should  have  500Z.     As  a  matter  of  fact  he  has  received 
250Z.,  and  he  brings  his  action  for  the  other  250Z ;  but,  because  the  article  was 
not  a  patented  article  and  he  guaranteed  that  it  was,  he  cannot  succeed. 

The  Defendant,  therefore,  haiB  a  right  upon  his  side  to  maintain  his  Counter- 
claim.    He  claims  that  he  is  entitled  to  rescission  of  the  contract  and  to  have  25 
back  what  he  has  paid  and  not  to  pay  any  more.     I  do  not  think  he  can  have 
that,  because  it  is  impossible  to  put  the  parties  back  in  the  position  in  which 
they  were.     The  Defendant  has  used  this  business ;  he  has  used  the  connec- 
tion ;  he  has  used  the  books  ;  he  has  had  made  and  he  has  sold  a  considerable 
number  of  these  articles,  and  I  am  satisfied,  upon  the  evidence  that  I  have  80 
heard,  that  if  he  had  been  able  to  devote  his  attention  to  the  business,  and  if  he 
had  been  a  man  of  business  capacity  he  could  have  made  far  more  out  of  the 
thing  than  he  did.     He  could  sell  these  things  although  they  are  not  patented 
articles.     Bailey^s  are  no  longer  patented ;   they  can  be  sold,  and  so  I  think 
could  these.    They  seem  to  be  useful  things  and  they  could  be  sold.    Therefore  35 
he  did  not  buy  a  thing  of  no  value  at  all.    I  must  arrive  at  what  .was  the  value 
of  what  he  did  buy,  and,  looking  at  it  as  well  as  I  can,  I  think  I  must  certainly 
say  that  the  business  is  worth  less  because  the  article  has  turned  out  not  to  be 
the  subject  of  a  valid  Patent.     I  do  not  believe  the  people  who  say  that  it 
makes  no  difference  whether  the  thing  that  you  are  selling  is  a  protected  article  40 
or  whether  it  is  not — that  the  whole  thing  is  advertisement  and  connection.     I 
do  not  think  so.     I  think  it  does  matter  whether  the  thing  is  a  patented 
article  and  you  can  prohibit  other  people  &om  making  it.     Tou  might  just  as 
well  say  the  same  of  a  book — that  it  does  not  matter  whether  it  is  copyright  or 
not.    That  would  be  to  say  that  copyright  has  no  value  and  that  patent  right  4t 
has  no  value,  which  I  do  not  believe. 

In  the  circumstances,  what  do  I  think  the  business  is  worth  which  the 
Defendant  really  got  ?     I  have  come  to  the  conclusion  that  it  was  worth  2402. 
He. paid  250Z.  for  it;   therefore  he  will  not  pay  any  more,  and  thei^  will  be 
judgment  for  the  Defendant  upon  the  claim,  and  there  will  be  judgment  for.  the  SQ 
Defendant  on  the  Counterclaim  for  IQL  damages,  with  costs. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Swinpbn  Eady. 

July  13th  and  14th,  1904. 

CoLLBY's  Patents,  Ld.  v.  British  Patent  Perforated  Paper  Company. 

5      Passing  off. — Alleged  deceptive  iMe  of  label. — Defendants'  label  found  to  be 
earlier  in  date  and  not  calculated  to  deceive. — Judgment  for  Defendants. 

The  Plaintiffs^  who  were  manufacturers  of  and  dealers  in  toilet  paper ^  brought 
an  action  against  another  Company^  manufacturers  of  and  dealers  in  the  same 
goods,  and  against  a  purchaser  from  them,  alleging  that  the  label  used  by  the 

10  Defendants  was  an  imitation  of  the  Plaintiffs'  label,  and  that  the  Defendants 

were  by  the  use  of  such  label  passing  off  their  goods  as  those  of  the  Plaintiffs. 

The  Defendants  alleged  thai  they  and  their  predecessors  in  business  had  used 

the  label  complained  of  before  the  Plaintiffs  had  used  their  label. 

Held,  that  the  Defendants  liad  used  their  label  contintwusly  from  a  date  prior 

15  to  thai  when  the  Plaintiffs  first  used  their  Uibel,  and  that  in  any  case  the 
Defendants'  label  was  not  calcuUUed  to  deceive.  The  action  was  dismissed  with 
costs. 

On  the  28th  of  Jnly  1903  Galley's  Patents,  Ld.,  commenced  an  action  against 
the  British  Patent  Perforated  Paper  Gompany  and  Mansell,  Hunt,  Gatty  A  Go. 

20  "Ld.  claiming — (1)  an  injanctiou  to  restrain  the  Defendants  and  each  of  them, 
their  servants  and  agents,  from  copying  or  imitating  the  label  of  the  Plaintiffs 
for  toilet  paper,  and  from  selling,  advertising,  or  offering  for  sale  toilet  paper 
not  of  the  Plaintiffs*  manufacture  bearing  any  label  copied  or  imitated  from  the 
said  label,  or  otherwise  passing  off  the  goods  of  the  Defendants  or  either  of 

25  them  as  or  for  the  goods  of  the  Plaintiffs  ;  (2)  an  account  of  profits  or  damages, 
and  incidental  relief. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged— (1)  that  the  Plaintiff 
Company  were  manufacturers  of  and  dealers  in  paper,  and  in  particular  toilet 
paper ;  that  they  were  incorporated  in  the  year  1891,  and  took  over  and  had 

30  since  carried  on  the  business  of  a  firm  which  had  carried  on  the  same  for  several 
years  previously;  that  the  Defendants,  the  British  Patent  PerforcUed  Paper 
Gompany  (thereinafter  called  the  British  Gompany)  were  also  manu&cturers 
of  toilet  paper  and  were  trade  competitors  of  the  Plaintiff  Company  ;  that  the 
Defendants  Mansell,  Hunt,  Gatty  A  Go.  Ld.  (thereinafter  called  Mansell  A  Co.) 

35  were  merchants  and  hotel  caterers  dealing  among  other  goods  in  toilet  paper  ; 

3l 
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(2)  that  the  Plaintiff  Company  and  the  said  firm  bad  for  15  years  past  used  for 
certain  of  their  toilet  paper  a  certain  distinctive  label ;  that  the  said  label 
correctly  described  the  said  toilet  paper  as  being  made  from  pure  manilla— that 
is  to  say,  manufactured  from  roi)e  or  cotton  waste  ;  that  the  Plaintiff  Companj-'s 
said  goods  had  been  lar^?ely  sold  and  advertised  in  connection  with  the  said  5 
label,  and  the  same  had  become  and  was  well  known  to  the  trade  and  public 
as  indicating  that  the  goods  whereon  it  was  used  were  the  goods  of  the 
Plaintiff  Company  ;  (3)  that  the  said  goods  of  the  Plaintiff  Company  bearing 
the  said  label  were  formerly  and  for  a  long  period  supplied  by  the  Plaintiff 
Company  to  the  Defendants  Mansell  A  Co.;  (4)  that  the  Defendants  the  10 
British  Company  had  sold  and  offered  for  sale  to  the  Defendants  Mansell  is 
Co.  and  other  customers  and  the  Defendants  Mansell  Jt  Co.  had  sold  and  offered 
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for  sale  toilet  paper,  which  was  not  the  paper  of  the  Plaintiff  Company  and  was 
not  pure  manilla  paper  or  made  from  pure  manilla  or  from  manilla  at  all,  but 
was  a  foreign-made  paper  and  of  inferior  composition  and  quality,  bearing  a  l**) 
label  imitated  or  copied  from  the  said  label  of  the  Plaintiff  Company,  and  so 
nearly  resembling  the  said  label  as  to  be  calculated  to  deceive  and  to  cause  the 
Defendants'  goods  to  be  passed  off  as  or  for  the  goods  of  the  Plaintiff  Company ; 
(5)  that  the  said  label  of  the  Defendants  was  devised  and  used  and  was  being 
used  by  them  with  intent  to  deceive  purchasers  and  to  defraud  the  Plaintiff  20 
Company. 

The  Defendants  by  their  Defence  alleged — (1)  that  the  first-named  Defendants 
the  Bfitish  Oomitany  took  over  and  were  carrying  on  business  of  a  Company 
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which  had  carried  on  business  since  the  year  1883,  and  were  the  first  manu- 
facturers of  toilet  rolls  in  Europe ;  that  the  PlaintiflFs  or  their  predecessors 
commenced  business  in  or  about  the  year  1888  ;  the  Defendants  denied  that  the 
Plaintiffs  were  manufacturers  of  toilet  paper,  but  admitted  that  they  were 
dealers  in  the  same  ;  (2)  the  Defendants  denied  each  and  all  of  the  allegations 
contained  in  paragraph  2  of  the  Statement  of  Claim  ;  they  alleged  that  the  label 
referred  to  in  paragraph  2  of  the  Statement  of  Claim,  except  so  far  as  the  same 
consisted  of  the  words  "  Ship  Brand,"  was  in  no  way  distinctive  ;  (3)  that  the 
use  of  the  word  "  manilla "  in  connection  with  toilet  papers  was  common  to 
the  trade,  the  said  word  in  connection  with  toilet  paper  did  not  signify  that 


(D 
3 


d 

(D 

o 

O 

c 

(D 

Id 

(S) 


This  Paper  is  made 
from  pure  Manilla, 

and  is  specially 
prepared  for  Toilet 

purposes  and 
GUARANTEED 

to  be  of 
Superior  Quality. 


Pu 

>» 

a 

u 
O 
u 

a 

3 
CO 

of 


C 

•i-l 

h 


No.  1. 


such  toilet  paper  was  manufactured  from  rope  or  cotton  waste ;  (4)  they  did 
not  admit  that  the  goods  referred  to  in  paragraph  3  of  the  Statement  of  Claim 
bore  the  label  therein  mentioned  ;  (5)  the  Defendants  denied  that  the  toilet 
paper  sold  by  them  as  alleged  in  paragraph  4  of  the  Statement  of  Claim  was 
15  not  manilla  paper  or  was  not  made  from  pure  manilla  or  from  manilla  at  all, 
or  that  such  paper  was  a  foreign-made  paper  or  that  it  was  of  inferior  composi- 
tion or  quality ;  the  label  used  on  the  said  toilet  paper  was  not  imitated  or 
copied  from  the  said  label  of  the  Plaintiff  Company,  nor  did  it  so  nearly 
resemble  the  last-mentioned  label  as  to  be  calculated  to  deceive  or  to  cause  the 
Defendants'  goods  to  be  passed  off  as  and   for  the  goods  of  the  Plaintiff 

3  I  2 


20 
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Company  ;  (6)  the  Defendants  denied  each  and  all  the  allegations  contained  in 
paragraph  5  of  the  Statement  of  Claim. 

Both  the  Plaintiffs'  and  the  Defendants'  labels  were  of  a  pale  yellow  colour, 
although  differing  in  tint,  with  black  letterpress.  For  the  retail  trade  the 
Plaintiffs'  label  had  at  the  top  the  words  "  Ship  (Registered  Trade  Mark)  5 
"  Brand,"  and  at  the  bottom,  '*  C.  P.  L.,  London."  A  representation  of  the 
Plaintiffs'  label  appears  on  p.  690,  and  a  representation  of  the  Defendants'  label 
will  be  found  on  p.  691. 

The  action  came  on  for  trial  before  SwiNPBN  Eady,  J. 

Micklem,  K.C.,  and  D.  M,  Kerly  (instructed  by  Hickson  and  Moir)  appeared   10 
for  the  Plaintiffs ;  Eve,  K.C.,  and  F.  H.  Maugham  (instructed  by  Wilkinson, 
Howlett,  and  Wilkinson)  appeared  for  the  Defendants.    The  arguments  were 
entirely  on  the  facts. 

SwiNPBN  Eady,  J. — I  have  not  the  least  doubt  as  to  what  is  the  proper 
judgment  to  give  in  this  action.  It  is  a  passing  off  action,  and  the  Plaintiffs'  15 
claim  as  opened  at  the  Bar  was  a  claim  that  the  Defendants  had  passed  off  their 
goods  as  and  for  the  Plaintiffs'  by  the  use  of  a  particular  label.  The  language 
of  the  label  was  discussed.  It  was  pointed  out  that  it  had  upon  it,  "  This  paper 
^'  is  made  from  pure  manilla,"  and  it  was  said  that  no  claim  whatever  was  made 
to  the  words  "  manilla  "  or  "  pure  manilla  "  ;  that  those  were  words  common  to  20 
the  trade,  and  that  at  the  present  time  paper  made  from  wood  pulp  is  known  in 
the  trade  as  '*  manilla."  The  only  claim  was  in  respect  of  the  label  as  a  whole. 
It  was  alleged  that  the  Defendants  used  their  label,  which  had  only  come  to 
the  knowledge  of  the  Plaintiffs  last  year,  for  the  purpose  of  passing  off  their 
goods  as  the  goods  of  the  Plaintiffs.  25 

Now  I  shall  have  to  consider  the  evidence,  but  it  is  conceded  apparently  on 
behalf  of  the  Plaintiffs  that  the  Defendants  have  established  beyond  all 
possibility  of  dispute  that  in  and  since  the  year  1894  they  have  been  using  the 
label  complained  of.  Of  course  that  position  is  accepted  now.  There  was  no 
suggestion  on  behalf  of  the  Plaintiffs  that  that  label  had  not  been  used  by  the  30 
Defendants  from  that  time.  The  facts  seem  to  be  these :  These  toilet  rolls 
were  imported  from  America  originally  and  first  sold  in  this  country  in  or 
about  the  year  1880.  Mr.  Fitch,  who  gave  evidence  for  the  Plaintiffs,  said  that 
he  thought  he  was  the  first  person  to  sell  them  in  the  United  Kingdom,  and 
that  he  sold  them  first  in  the  year  1880.  Originally  there  was  no  machinery  in  35 
this  country  to  carry  out  the  work  of  preparing  them  for  the  market,  perforating 
them,  and  so  on,  but  in  or  about  the  year  1883  machinery  was  started,  and  the 
rolls  were  made  in  this  country.  A  Limited  Company  called  the  British 
Patent  Perforated  Company  Ld,  was  formed,  and  acquired  rights  to  manu- 
facture these  things  and  sell  them.  The  Company  ultimately  got  into  financial  40 
diflBculties  ;  according  to  Mr.  Alcock  it  never  made  a  profit,  but  did  a  considerable 
trade  in  1895  and  1896  ;  that  diminished  in  1897,  and  in  1898  a  Receiver  was 
appointed,  the  Company  passed  into  liquidation,  and  Mr.  Alcock  purchased  their 
rights  with  the  sanction  of  the  Judge  in  the  liquidation  under  an  Order  of  the 
Court.  Now  from  1883  the  goods  of  the  Company  were  sold  in  this  country.  45 
One  of  the  earliest  buyers  who  were  called  before  me  was  Mr.  Shaw,  the  foreman 
of  the  Army  and  Navy  Stores.  He  entered  the  service  of  the  Stores  in  March 
1882,  and  he  was  able  to  speak  to  the  purchase  of  the  rolls  originally  from 
America,  and  afterwards  from  the  old  British  Company  in  the  year  1883. 
For  a  period  that  he  fixed  of  about  four  years — that  would  be  either  from  about  50 
1883  or  1884  to  about  1887  or  1888-— the  Stores  were  supplied  with  goods  with 
a  small  rectangular  printed  yellow  label  with  no  picture  upon  it,  only  letter- 
press. Mr.  Norris,  representative  of  and  branch  manager  originally,  and 
afterwards  London  manager  of  Ingram  and  Royle,  was  also  able  to  speak  to 
the  same  period.  They  purchased  paper  from  the  British  Company,  Ld.,  then  55 
manilla,  up  to  1887  ;  in  1885, 1886,  and  1887  their  orders  were  large,  and  there 
was  originally  only  a  label.    Subsequently  there  was  a  wrapper.    His  view 
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was — he  could  not  fix  the  date,  he  was  speaking  from  memory — ^that  it  was  about 
the  year  1886  that  the  wrapper  was  used.  Mr.  Alcock  spoke  as  to  the  wrapper 
being  introduced  about  the  same  period,  1886  or  1887.  That  is  the  wrapper  B. 
But  previous  to  that  date  there  was  only  in  use  the  rectangular  label. 
5  Now  the  Plaintiffs'  evidence  with  regard  to  the  label  that  was  used  was  this. 
"In  the  year  1888  the  British  Patent  Perforated  Company  Ld.  used  a 
label."  No w  this  is  a  label  as  distinguished  from  a  wrapper.  "  It  was  part  of  the 
label  C  4.  "  That  portion  in  black  in  the  right-hand  corner  with  these  letters  in 
yellow."    That  is  what  is  called  the  black  fixture.     It  is  a  picture  of  the  fitment 

10  intended  to  carry  the  roll.  There  is  a  bronze  handle  with  a  wire  across,  and  the 
roll  is  suspended  from  it,  and  there  is  a  picture  of  that  fitting,  and  with  the 
words,  "Economy,  health,  comfort,  and  neatness" — those  four  words  prin- 
cipally. Now  according  to  the  Plaintiffs  that  was  the  label  which  the 
British  Company  used.      That  label,  the  Plaintiffs  say,   was   placed  about 

15  half-way  round  the  roll  on  "No.  1  thin."  In  other  words,  it  was  not  a 
wrapper,  but  was  placed  apparently  transversely,  somewhat  in  the  same  way 
that  the  present  label  of  the  Toilet  Requisites  Company  Ld.  is  placed. 
It  was  placed  transversely  on  the  roll,  and  passing  about  half-way  round.  Now 
I  cannot  find  a  single  person  who  corroborates  the  Plaintiffs  in  that  version. 

20  Not  a  witness  called  on  behalf  of  the  Plaintiffs  has  spoken  as  to  ever  having 
seen  that  label,  and  no  one  in  the  case  on  either  side,  except  Mr.  Colley, 
ever  speaks  to  having  seen  that  small  label  so  placed,  pledging  himself  to 
the  particulars  of  it.  On  the  other  hand,  the  Defendants  have  called 
Mr.  Norris  and  Mr.  Shaw,  who  were  buyers  of  the  goods  at  the  time  when 

25  they  were  put  up  with  the  label  in  dispute,  the  label  C  3  upon  them,  and 
each  of  those  two  persons  pledges  himself  positively  as  to  the  nature  of  the 
label  on  the  goods.  Mr.  Norris^  the  manager  of  Ingram  and  Boyle,  said  that 
he  could  not  pledge  himself  to  the  actual  date  as  to  when  this  label  was  super- 
seded by  the  wrapper,  but  there  was  an  incident  that  brought  the  change  to 

30  his  recollection,  and  it  was  this.  He  says  :  "  I  remember  the  block  of  the 
"  holder  being  shown  on  the  wrapper ;  that  was  a  considerable  change  " — ^that  is 
to  say,  this  picture  was  a  considerable  change— and  he  says  how  he  remembers 
the  introduction  of  the  wrapper.  According  to  the  Plaintiffs'  evidence  it 
was  that  picture  which  was  on  the  label  before.    Then  in  addition  to  those 

35  buyers  there  was  Mr.  Alcock,  one  of  the  Defendants,  who  trades  now  as  the 
British  Perforated  Paper  Company,  and  he  was  closely  associated  with  Mr. 
Lawson,  the  founder  and  originator  and  managing  director  of  the  original 
Limited  Company,  and  he  is  able  to  speak,  as  from  the  year  1883,  of  having  seen 
the  goods  packed  with  this  label  upon  them.     In  1886  he  entered  the  service  of 

40  the  Company,  and  he  is  able  to  speak  definitely  to  particular  years.  As  to  the 
Sanitary  Paper  Company,  buyers  from  them,  they  first  purchased  from  the 
Company  in  1886  and  continued  until  the  middle  of  1888.  The  goods  supplied 
to  them  were  labelled  with  the  label  in  dispute— C  3.  Then  Gattey  and  Dobson, 
who  also  bought,  had  goods  sometime  before  the  amalgamation  of  the  Defen- 

45  dants'  firm.  In  the  year  1887  they  had  the  label  C  3.  Then  he  spoke  of 
Cowtan  &  Co.,  who  dealt  with  the  Limited  Company  from  1884  ;  their  goods 
were  labelled  with  C  3,  and  there  was  no  other  label  until  B  was  introduced, 
and  he  denied  that  there  was  ever  at  any  time  any  small  label  with  the  black 
fixture  upon  it  for  "  No.  1  thin." 

50  In  addition  to  those  witnesses  the  Defendants  have  called  the  printer 
and  his  assistant.  The  printer,  Samuels,  has  produced  his  record  of  labels 
printed.  It  goes  back  to  the  year  1894— he  has  two  books  going  back 
as  far  as  1894.  His  earlier  books  have  been  destroyed,  and  so  far  as 
those  books  go  they  contain  this  label  identical  in  all  material  particulars 

55  with  the  label  now  in  dispute.  In  March  1894  there  is  an  entry  of 
printing  for  the  Company  5000.  Then  in  1895  a  lot  of  3000 ;  another  lot  of 
5000  three  weeks  latel- ;  November,  1895,  3000 ;  the  next  year  20,000— that  is  to 
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Bay,  very  large  numbers  of  labels  printed ;  and  as  to  the  particular  label  there 
is  no  dispute,  because  the  label  is  printed  in  his  record  with  the  number  upon 
it.  That  is  as  regards  the  records  actually  produced.  Then  Mr.  Samuels  gave 
this  further  evidence  in  chief  :  "  I  only  printed  one  label  for  that  Limited 
"Company.  It  was  yellow  in  colour ;  there  was  only  letterpress,  there  was  no  5 
"block"— that  is  to  say,  this  black  fixture  was  not  upon  it — "and  it  was 
"  exhibit  A.  About  1883  or  1884  was  the  earliest  printing."  Then  he  printed 
wrappers  as  well  as  the  labels.  Mr.  Samuels  was  not  cross-examined.  This 
point  was  not  put  to  him  :  "  Was  not  in  fact  the  label  the  Defendants  used  the 
"  black  fixture  label "  ?  It  may  be  his  answer  would  have  been  the  same,  10 
because  he  said  he  never  printed  but  this  one  label — ^apart  from  wrappers  he 
only  printed  this  one  label  for  them.  Then  he  is  corroborated  by  Brewery  his 
assistant,  and  foreman.  Brewer  went  there  in  December  1889,  and  he  says  that 
as  soon  as  he  went  to  Mr.  Samuels  he  remembers  the  printing  of  the  yellow 
label.  He  was  employed  as  a  cutter  ;  this  label  was  printed  in  sheets,  and  it  15 
was  his  duty  to  cut  up  the  sheets  into  separate  labels  after  they  were  printed. 
He  said  the  type  in  that  label  C  3  is  the  same  as  that  which  he  cut  up.  Now 
it  was  said,  and  it  may  well  be  with  some  truth,  that  this  printer's  cutter 
would  not  be  likely  to  remember  the  exact  letterpress,  the  exact  wording  of 
what  was  printed  on  the  label.  But  he  would  be  perfectly  able  to  see  whether  20 
it  was  a  plain  label  with  letterpress  only  or  whether  there  was  a  picture,  and  he 
is  sure  that  it  was  a  letterpress  label.  Not  only  that,  but  I  think  it  is  not  giving 
full  effect  to  what  he  said  unless  I  also  r6f er  to  the  answer  which  he  gave  in 
cross-examination,  that  immediately  he  saw  the  label  C  3  he  recognised 
that  as  the  label  that  he  cut  up,  and  when  the  other  label  C  1  was  shown  25 
to  him  he  immediately  said  he  had  never  seen  that  before,  and  when 
the  Toilet  Requisites  label  was  shown  to  him,  which  has  a  fixture,  not  the  same 
fixture  as  the  black  fixture,  but  which  has  a  picture  upon  it,  he  immediately 
denied  he  had  seen  that,  and  he  was  able  at  once  to  identify  the  label  which 
when  he  went  to  this  employment  he  cut  up.  In  my  opinion  the  evidence  is  30 
substantially  all  one  way,  I  have  looked  to  see  whether  there  was  any  witness 
on  behalf  of  the  Plaintiffs  who  would  give  any  material  evidence  with  regard 
to  this  black  fixture  label.  In  addition  to  the  Plaintiff,  Sawyer,  his  traveller, 
was  called.  His  evidence  was  that  the  only  goods  of  the  Defendants  which  he 
had  seen  labelled  were  goods  with  the  Broncho  label,  which  was  not  produced  35 
till  a  much  more  recent  date,  except  that  he  saw  the  yellow  label  of  the 
Drayton  Milh — that  is  to  say,  apparently  he  never  saw  the  wrapper  B  or  C. 
Then  there  were  other  witnesses  who  had  only  bought  Colley*s  goods.  There 
was  Mr.  Oliver,  The  only  labelled  goods  that  Mr.  Oliver,  who  was  buyer  to 
Dalton,  Morgan  A  Go,,  had  ever  bought  were  Golley'^s  goods.  Then  Mr.  40 
Herbert  Fitch  had  only  bought  Golley^s  goods  ;  but  there  was  no  one  who  was 
able  to  give  any  material  corroboration  to  the  Plaintiffs,  that  the  old  label  of  the 
Defendants  was  the  black  fixture  label,  and  I  have  no  difficulty  "whatever  in 
coming  to  the  conclusion  that  the  old  label  which  the  Defendants  used  in  and 
from  the  year  1883  was  the  label  marked  0  3.  I  do  not  accept  the  account  ef  45 
Mr.  CoUey  that  the  language  of  his  label  was  his  invention  in  the  year 
1888-^th^t  he  designed  that  label  in  1888.  His  contention  was  that  one  was 
copiM  from  the  other,  but  when  it  was  put  to  him  in  croschexamiBation 
he  suggested  it  was  obvious  one  was  copied  from  the  other^  but,  if  that 
be  the  fa6t,  then  I  am  satisfied  that  the  Plaintiffs^  was  the  second*  and  it  50 
was  that  that  was  copied  from  the  I)efendantB\  So  that,  with  regard  to 
the  origin  of  the  label,  in  my  opinion  the  Defendants  were  first  in  time  to 
use  it. 

Then  the  second  point  was  this  :  Ever  since  they  began  to  use  it  they  have 
used  it  continuously.    They  used  it  for  a  class  of  paper  which  is  a  little  cheaper  55 
than  the  ^plkper  th^Jr  have  been  selling  for  many  years  past  in  retipeet  of  whioh 
they  have  t^ist^red  th^r  trade  nkme  of  "  Broncho.^'    WheneviBr  they  eaaa,tbey 
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prefer  to  sell  the  "  Broncho  "  paper  because  they  get  more  profit.     Bat  as  regards 
the  user  of  the  label  it  has  been  used  continuously. 

Then  it  was  suggested  that  the  Defendaata  could  not  show  a  single  person  to 
whom  they  had  ever  sold  goods  so  labelled  except  their  Go- Defendants.  There 
t  really  is  no  foundation  for  that  view ;  it  is  very  far  indeed  from  the  truth. 
I  have  pointed  out  many  instances  beginning  so  far  back  as  1883  in  which 
that  label  has  been  used.  Mr.  Alcoch  was  examined  with  regard  to  why 
it  was  used,  and  he  gave  an  answer  which  was  to  my  mind  very  intelligible 
and  very  likely.      He  said    that    one   customer  of   theirs  whose  name  he 

10  has  mentioned,  Wyllie  <k  Go.^  to  whom  goods  had  been  sold  unlabelled, 
declined  to  sell  goods  with  the  name  of  the  maker  upon  them — ^that  has 
generally  been  the  reason  why  the  C  3  label  has  been  used.  Now  it  will  be 
observed  that  the  wrappers  have  the  name  of  the  Defendant  Company  printed 
across  them — the  British  Patent  Per/orated  Paper  Gompany.    The  label  has 

15  not,  and  one  quite  appreciates — one  hardly  wanted  the  evidence  to  appreciate— 
the  trade  reason  which  the  witness  gave  for  that  method  of  doing  business.  The 
large  wholesale  dealers  who  take  large  quantities  of  these  goods  much  prefer, 
and  some  of  them  insist,  that  the  name  of  the  maker  or  the  origin  of  the  goods 
shall  not  appear  on  the  goods  themselves,  the  reason  being  that  the  shopkeepers 

20  to  whom  they  sell  them  if  they  knew  where  the  goods  came  from,  instead  of 
sending  a  repeat  order  to  the  dealer,  might  order  direct  from  the  manufacturer, 
and  so  the  dealer  would  lose  the  trade,  so  that  they  insist  that  the  origin  of  the 
goods  shall  not  appear.  Now  apparently  the  Plaintiffs  do  something  very  much 
the  same,  because  they  have  on  labels  for  some  of  their  goods,  certainly  in  addition 

25  to  what  appears  on  the  label  in  dispute, "  Ship  Brand,"  and  they  have  a  registered 
mark  '*  Ship  Brand."  But  in  respect  of  the  goods  sold  to  dealers  they  do  not 
use  that  '*  Ship  Brand  *'  mark,  but  use  No.  1  alone.  It  seems  to  me  that  that 
is  a  very  reasonable  explanation  of  how  it  is  that  this  particular  label  has 
been  used  continuously,  and  still  continues  to  be  used  for  certain  classes  of 

30  goods,  and  with  certain  trades,  although  side  by  side  with  that  the  Defendants 
also  use  a  wrapper  which  disclose  their  name  on  the  goods. 

Then  the  next  point  that  I  think  should  be  dealt  with  is  this.  Apart  from 
the  considerations  to  which  I  have  already  given  attention,  I  am  of  opinion  that 
the  label  is  not  calculated  to  deceive  in  such  a  manner  as  to  induce  a  person  to 

35  buy  the  Defendants'  goods  under  the  impression  that  he  was  buying  the 
Plaintiffs'  goods.  It  is  to  be  observed  that  the  labels  are  not  distinctive  in 
themselves.  They  are  yellow  coloured,  and  apparently  all  those  who  use  this 
toilet  requisite  use  a  yellow  coloured  label.  It  is  small  in  size,  rectangular  in 
shape.    The  other  labels  are  the  same.    The  Plaintiffs'  is,  and  the    Toilet 

40  Requisites  Company's  label  is  also  the  same.  It  contains  no  reference  to 
anything  distinctive,  but  it  has  these  words,  "  This  paper  is  made  from  pure 
*'  manilla.''  I  have  already  pointed  out  it  is  conceded  that  this  is  common  to 
the  trade.  Now  who  are  the  persons  who  are  likely  to  be  deceived  ?  With 
regard  to  the  buyers  from  the  wholesale  dealers  they  obviously  know  the 

45  source  from  which  these  goods  are  obtained,  and  they  would  not  go  to  the 
Defendants  thinking  they  were  going  to  Golley.  With  regard  to  the  shops  and 
retailers  who  retail  them,  they  are  of  two  classes.  Some  shops  obtain  them 
from  the  wholesale  dealers.  It  is  common  ground  that  with  regard  to  that 
trade  th*  partiAs  endeavour  to  conceal  from  the  retail  shops  the  name  of  the 

50  maker.  The  goods  are  purposely  made  up  in  that  way.  There  is  another  class 
of  retail  shops  which  buy  direct  from  the  manufacturer,  and  there  they  get  the 
brand  "  Ship  Brand,"  or  something  to  indicate  the  goods,  upon  them.  Then 
there  was  no  retailer  who  could  give  any  evidence  before  me  from  which  I  could 
come  to  the  conclusion  that  he  or  the  public  would  be  deceived  in  any  way. 

45  Two  retailerd  only  were  called  on  behalf  of  the  Plaintiff ;  one  of  them  was 
.Mr.  roung,  a  chemist  in  Finchley  Road,  and  his  evidence  was  that  "  We  '*~ 
i  kappbii^tkkt  means  persons  in  the  trade— '^  d^  not  oonifder  th:d  labels  at  idl  ih 
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*'  purchasing  the  toilet  rolls."  Then  the  other  person  was  Mr.  Dalner^  from  whom 
the  rolls  were  purchased  which  gave  rise  to  this  action.  His  evidence  as  to  the 
way  in  which  he  came  to  buy  these  particular  rolls  was  this — previously  he  had 
dealt  with  a  different  class  of  goods  with  a  green  label.  He  was  buying  some 
other  goods  on  this  occasion  from  Maneell^  and  he  told  them  to  fill  up  with  a  6 
dozen  rolls  of  paper,  and  the  only  description  he  gave  was,  '^  Some  rolls  of 
^^  paper  that  he  could  sell  at  6df./*  and  they  supplied  him  with  a  dossen  at  4«.  a 
dozen  ;  they  cost  him  4d.  each  and  he  could  retail  them  at  6d. 

Then  I  have  dealt  with  the  wholesale  buyers,  buyers  for  large  dealers  who 
obviously  would  not  be  deceived.  In  my  opinion,  having  regaid  to  the  way  in  10 
which  these  goods  are  put  up  and  to  the  nature  of  the  labels  themse^es,  and  to 
the  other  evidence,  I  am  of  opinion  that  in  fact  one  is  not  likely  to  be  passed 
off  as  and  for  the  other.  There  is  no  probability  of  deception.  On  all  these 
grounds  I  am  of  opinion  that  the  Plaintiffs'  action  wholly  fails,  and  must  be 
dismissed  with  costs.  15 


In  the  Court  of  Appeal. 

Before  Lords  Justices  Vaughan  Williams,  Rombr,  and  Cozbns-Hardt. 

July  15th,  25th,  26th,  and  27th,  1904. 

Peter  Pilkington  Ld.  v.  B.  and  S.  Massey. 

Patent.— Action  for  infringement.-^Issue  of  infringement— Judgment  for  £0 
Plaintiffs.— Appeal  by  Defendants  allowed. 

The  Specification  of  Letters  Patent  for  "  Improvements  in  cUniospheric  or 
^' power  hammers  '•  ended  with  five  claims,  the  first  of  which  was  as  follows  .— 
**  In  an  atmospheric  hammer,  arranging  the  closed  ends  of  the  hammer  and  air 
**  pump  cylinders  in  proximity  to  each  other,  and  directly  connecting  them  25 
"  through  short  passages  of  small  capacity  controlled  by  one  or  more  valves,  the  ' ' 
"  arrangement  being  such  that  air  can  be  drawn  direct  from  the  hammer-head 
•*  into  the  air  pump  cylinder,  at  each  suction  stroke  of  the  pump,  to  cause  the 
**  hammer-head  f^  rise,  and  air  can  be  forced  direct  from  the  said  pump  into  the 
**  hammer  cylinder  at  each  compression  stroke  of  tliepump,  to  cause  the  hanimer^  30 
V  head  to  descend,  so  that  the  hammer-head  will  work  in  unison  with  and  will 
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^^  promptly  respond  to  the  movements  of  the  pump  piston  substantially  as  herein 
**  described.^'  Claims  2,  a,  and  4  commenced  ivith  the  words  '*  an  atmospheric 
"  hammer  of  the  kind  specified  in  Claim  1  ";  Claim  5  was  for  the  particular 
hammer  described  and  shown.  The  hammer  described  in  the  Specification  hud 
5  the  capacity  of  regulating  the  force  of  the  blow,  and  of  ihe  hammer-head  being 
held  tip  or  down  whilst  the  air  pump  continued  to  work.  The  owners  of  the 
Patent,  having  commenced  an  action  for  infringement,  the  Defendants  relied 
mainly  on  non-infringement,  although  tfiey  also  contended  that  the  hammer 
described  and  shoum  would  not  work  practically.     The  Defendants  hammer  had 

10  both  ends  of  the  cylinders  closed,  and  a  by-pass  between  the  ends  of  the  air 
cylinder,  and  the  upper  passage  was  free,  and  they  contended  that  the  Claims 
in  the  Specificatio7i  only  extended  to  hammers  in  which  the  pressure  of  the 
atmosphere  was  employed  in  raising  them ;  also  that  Claim  1  did  not  include 
the  holding  up  and  down  actions,  and  the  parts  relating  thereto,  or,  if  it  did,  it 

15  was  for  the  specific  hammer  described,  and  thai  they  had  not  got  the  patented 
devices ;  and  that  Claims  2,  8,  and  4  were  appendant  claims,  so  that  unless  the 
alleged  infringement  was  covered  by  Claim  1,  there  was  no  infringement.  It 
was  held  at  the  trial,  that  the  objection  to  validity  failed ;  that  the  claims  were 
not  limited  to  hammers  in  which  atmospheric  pressure  was  used;  that  Claim  1 

20  included  the  parts  for  holding  up  and  holding  down,  and  was  for  a  specific 
hammer ;  that  Claims  2,  8  and  4  were  appendant  claims ;  that  the  Defendants^ 
by-pass  was  a  convenient  way  of  making  the  invention  workable  where  both 
ends  of  the  cylinders  were  closed;  and  that  the  Defendants  had  infringed. 
Judgment  was  given  for  the  Plaintiffs,  urith  costs.    The  Defendants  appealed. 

25  Held,  by  the  Court  of  Appeal,  that  atmospheric  hammers  with  both  ends  of 
the  cylinders  closed,  as  well  as  those  with  one  end  only  of  each  cylinder  closed, 
were  known  at  the  date  of  the  Patent ;  that  the  Patentee  was  dealing  only  with 
those  that  had  not  both  ends  closed;  that  the  problem  in  hammers  with  closed 
ends  was  different  from  that  in  hammers  unth  open  ends,  and  that  the  Patentee 

30  had  limited  his  claims  to  the  latter  class  in  which  there  is  a  single  action,  and 
thai  the  Defendants^  hammer  had  not  a  mere  duplication  of  that  action ;  and 
that  they  had  not  infringed.  The  appeal  was  allotted  with  costs,  but  not 
including  the  costs  of  the  Particulars  of  Objections  to  ihe  validity  of  the  Patent. 

On  the  9th  of  August  1894,  Letters  Patent  (No.  15,212  of  1894)  were  granted 
35  to  Thomas  Jameson,  on  a  communication  from  abroad  by  R.  M.  Reay,  for  an 

invention   of   "  Improvements  in  atmospheric    or    power    hammers.*'     The 

Ck)mplete  Specification  was  as  follows  : — 
-     '    **  This  invention  has  reference  to  an  improved  construction  of  atmospheric  or 

*' power   hammer   designed   to  combine   the  advantages  of  steam,  drop  and 
40  *^  atmospheric  hammers,   and   which,    while   simple  in  construction,  is  com- 

"  pletely  under  the  control  of  the  operator  and  so  as  to  render  it  applicable 

"  to  all  kinds  of  forging,  welding,  stamping,  drawing,  tapering,  embossing  and 

"  like  operations. 

/'*  And  in  order  that  this  invention  may  be  fully  understood  I  will  proceed 
45  *'lo  describe  the  same  with  reference  to  the  accompanying  drawings,  in  which 
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"  Figs.  1,  2,  and  3  are  respectively  front,  side,  and  rear  elevations,  and  Pig.  4 
^^  a  plan,  showing  an  atmospheric  hammer  constructed  according  to  this 
*'  invention.  Fig.  5  is  a  central  vertical  section  thereof,  partly  in  elevation. 
"  Fig.  6  is  a  section  on  the  line  a?  a:  of  Fig.  5,  looking  in  the  direction  indicated 
"  by  the  arrows  in  that  figure.  Fig.  7  is  a  section  on  the  line  y  y  of  Fig.  6,  5 
"  looking  in  the  direction  of  the  arrows  in  that  figure.  Figs.  8  to  13  inclusive 
"  are  detail-views  hereinafter  referred  to. 

**  The    improved    power    hammer    comprises    a  hammer   cylinder   1    and 
"  an  air  pump  cylinder  2  inclined  to  each  other,  and  provided    respectively 
*•  with    a    hammer    head    3    and     a     piston    4,    the    upper    ends    of    the  10 
**  cylinders    being    directly  connected    by   a  short   passage  controlled   by    a 
"  valve   as   hereinafter  more    particularly   described.    The   hammer   head   is 
"  arranged   to   fit  the   cylinder   1   in   which  it  works  after  the  manner  of  a 
"  plunger,  the  said  cylinder  being  of  uniform  bore  throughout.    The  piston    4 
"which  serves  to  exhaust  air  from  and  compress  air  into  the  cylinder  1,  for  15 
"  the  purpose  of  reciprocating  the  hammer  head,  is  connected  by  a  rod  5,  and  a 
"  crank-pin  6  to  two  discs  7  which  act  as  fly  wheels.     One  of  the  discs  7  is 
'*  secured  on  a  shaft  8  provided  with  fast  and  loose  pulleys  9  and  10  respectively 
'*  and  carried  in  a  bearing  8*.    The  other  disc  is  carried  by  a  pin  8**  supported  in 
**  the  frame  at  8^.    The  cylinders  1  and  2  are  adapted  to  communicate  with  each  20 
**  other  by  means  of  two  sets  of  ports  11  and  12.     The  ports  11  are  forked  and 
"  open  into  the  cylinder  1  at  two  places  11^  and  11^  in  the  length  thereof.    The 
<^  ends  of  the  ports  11  and  12  remote  from  the  cylinders  1  and  2  open  into  a 
"  cylindrical  valve-chamber  13,  in  which  are  arranged  two  rotary  slide  valves 
**  14  and  15  (see  Figs.  12  and  13)  adapted  to  close  the  ports  11  and  12  respectively.  25 
<*  The  valve  14  is  operated  by  means  of  a  spindle  16  which  is  connected  by 
*' means  of  a  crank   17  and   a  rod   18  to   a  treadle   19.    The   valve   15  is 
<'  operated  by  means  of  a  sleeve  20  which  is  situate  on  the  spindle  16,  and 
<'  has  secured  on  its  outer  end  a  hand  regulating-lever  21.     The  valve  14  is  a 
»*  flap  valve  of  arc-shape  in  end  view,  as  shown  in  Figs.  5  and  13,  and  is  adapted  30 
<^  to  fit  the  internal  cylindrical  surface  of  the  valve-chamber  13.    Near  one  of 
<<  its  edges  is  a  hole  22  (Figs.  12  and  13)  with  which  engages  one  of  the  prongs 
*'  of  a  bifurcated  part  23  carried  by  an  extension  24  of  a  boss  25  fast  on  the 
<^  spindle  16  (Figs.  10  and  11),  the  arrangement  being  such   that   the   valve 
*'  can  be  rocked  by  the  spindle  16,  but  is  free  to  lift  to  a  small  extent  from  35 
**  its  circular  seat  when  not  forced  thereon  by  compressed  air,  the  extent  of  lift 
«*  being  limited  by  the  curved  edge  24*  of  the  projection  24.    The  valve  15  is 
<*  similar  to  the  valve  14,  and  is  similarly  attached  to  and  operated  by  the  sleeve 
<*  20.    The  spindle  16  and  its  sleeve  20  are  supported  in  a  bearing  block  26 
**  screwed  into  the  body  of  the  hammer  in  which  the  inner  end  of  the  spindle  40 
"  16  has  a  bearing  as  shown.    27  and  28  are  leather- washers  for  making  air- 
*'  tight  joints  between  the  spindle  16  and  sleeve,  and  between  the  sleeve  and 
"  block  respectively.    30  is  a  set-screw  by  which  the  spindle  16  can  be  forced 
<'  endways  in  a  direction  to  compress  the  said  washers.    31  is  a  leather  flap- 
*^  valve  adapted  to   permit  air  under  pressure  to  issue  from  the  cylinder  2  45 
**  through  a  hole  32  but  to  jjrevent  air  from  entering  therethrough.  31*  is  a  cover 
"  or  guard  plate  for  the  said  flap-valve.    33  is  a  spring  bar  arranged  normally 
"  to  keep  the  treadle  19  in  the  position  shown  in  the  drawings.    The  piston  4 
"  is  provided  with  a  packing  ring  34  that  may  be  of  cast  iron  as  usual.  The 
<<  hammer-head   3   is  also  furnished   with  packing-rings  35  that  may  be  of  50 
"  metal,   but  are  preferably  of  leather  as  this  material  makes  a  very  good 
"  joint,  is  not   afl^ected   by  shocks,  wears  well,  and  is  very  easily  renewed. 
**  For  the  latter  purpose  the  hammer-head  3  may  be  lifted  out  of  the  cylinder  1 
«'  in  the  case  of  small  hammers  the  top  of  the  cylinder  being  for  this  purpose 
**  made  removable :   or  in  the  case  of  large  hammers  it  will  be  sufficient  to  55 
*♦  remove  the   haminer-face  36  and,  possibly,  also  the  anvil-block  37-:-which 
<'  should  f^en   be  made   detachable— to  alloW  the  hamm6r-head  to  fleacfod 
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"  suflBciently  far  to  expose  the  packing-j?rooveR  therein.  A  single  oil-hole  38 
"  may  be  provided  for  the  two  cylinders  and  the  valve,  the  oil  being  distributed 
"  therefrom  by  means  of  the  pressure  and  vacuum  produced  in  the  machine. 
**  The  lubricant  will  be  prevented  from  dripping  upon  the  work  by  reason  of 
5  "  the  vacuum  set  up  in  the  cylinder  1  at  each  upstroke  of  the  hammer-head. 
"  When  it  is  desired  to  use  the  hammer,  the  driving-belt  is  shifted  from  the 
"  loose  pulley  10  to  the  fast  pulley  9.  Assuming  the  valves  14  and  15  to  be  in 
"  the  positions  shown  in  Fig.  5,  the  descent  of  the  piston  4  in  the  cylinder  2 
**  will  cause  air  to  be  exhausted  from  the  cylinder  1  through  the  ports  11*  and 

10  **  will  thus  cause  the  hammer-head  3  to  be  raised  by  the  pressure  thereon  of 
"  the  external  atmosphere.  A  leather  flap- valve  39  serves  to  prevent  air  being 
"  sucked  from  through  the  upper  ports  11*"  thereby  ensuring  that  there  shall  be 
"  a  cushion  of  air  at  the  lop  of  the  cylinder  1  to  prevent  the  hammer-head  3 
"  when   rising   from   striking   against  the   cover  end   of  the  cylinder.    The 

15  "  ascent  of  the  piston  4  will  have  no  effect  on  the  position  of  the  hammer-head 
"  3,  as  the  valve  14  will,  when  in  the  position  shown,  be  forced  on  its  seat 
"  and  prevent  air  passing  into  the  cylinder  1.  In  its  descent  the  piston  4  will 
"  pass  the  hole  32  and  on  ascending  will  expel  therethrough  a  portion  of  the 
"  air  in  the  cylinder  2  ;  by  this  means  the  partial  vacuum  in  the  cylinder  1 

20  "  will  be  maintained  and  too  great  a  pressure  prevented  from'being  produced  in 
**  the  cylinder  2.  In  order,  now,  to  produce  a  succession  of  blows,  the  treadle  19 
**  is  pressed  down,  causing  the  valve  14  to  rise  and  clear  the  ports  11  ;  when 
**  the  treadle  is  released  the  valve  will  be  returned  to  its  closed  position  and 
'*  the  blo^  s  will  cease,  the  hammer-head  remaining  in  a  raised  position. 

25  "  K  it  is  desired  merely  to  press  down  some  article  on  the  anvil,  as  in  a  vice 
"  the  valve  15  is  lowered  over  the  ports  12  by  means  of  the  hand  lever  21  and 
"  the  valve  14  is  slightly  raised  by  means  of  the  treadle  19  and  when  the 
^'  hammer-head  reaches  the  article,  the  valve  14  is  opened  to  the  extent 
"  requisite  to  produce  the  desired  pressure. 

30      "  The  hammer-head  can  in  the  manner  just  described  be  lowered  into  any 

^Mesired   position   and   then  retained   there   by  closing  the   valve  14;  this 

**  operation  is  often  useful  to  level  a  tool  to  the  work  to  be  operated  on  before 

'^  commencing  to  strike. 

"  To   strike   a    blow    and    prevent   the  hammer-head    from    subsequently 

35  "  rising,  the  port6  12  are  closed  by  the  valve  15  and  the  treadle  19  is  depressed 
"  — gradually  or  suddenly  according  to  the  severity  desired  for  the  blow. 
'^  When  it  is  desired  to  strike  a  blow  of  as  great  force  as  possible,  the 
**  treadle  is  pressed  down  quickly  and  allowed  to  rise  at  about  the  same  time 
^  as  the  blow  is  delivered  so  as  to  resume  its  initial  position  before  the  piston 

40  ^'  4  rises  again  and  produces  another  blow. 

^*-  Light  blows  and  short  strokes  of  the  hammer-head  are  produced  by 
"  slightly  depressing  the  treadle  19 ;  and  the  severity  of  the  blows  and  the 
**  length  of  the  strokes  are  increased  as  the  depression  of  the  treadle 
"  continues. 

45  '*  It  will  be  seen  that  the  hand  lever  21  is  rarely  used  and  that  consequently 
^<  one  man  is  usually  sufficient  to  hold  the  article  to  be  treated  and  to  operate 
**  the  hammer.  When,  however,  the  work  required  to  be  done  is  of  such  a 
^  nature  that  one  man  is  required  to  hold  the  article,  and  another  to  operate 
^  the  hammer,  it  is  preferable  to  substitute  a  lever  for  the  treadle-arrangement 

50  "  for  operating  the  valve  14.    In  some  cases  the  valve  15  may  be  omitted. 

^  Instead  of  constructing  the  hammer-head  as  a  piston,  a  separate  piston  may 

"  be  employed  and  the  liammer-head  be  suitably  secured  thereto,  but  the  former 

^  arrangement  is  preferred,  as  being  simpler. 

"  A  power  hammer  constructed  as  described  will  be  found  to  be  particularly 

55  **  adapted  for  architectural  ironwork,  bridge-building,  locomotive-work,  ship- 
**  building,  the  manufacture  of  hardware  and  axes,  blaoksmith-work,  tdol- 
''  dfes^^  of  all  de^riptions  and  general  foig^-work.** 
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The  Patentee  claimed  : — 

'M.  In  an  atmospheric  hammer,  arranging  the  closed  ends  of  the  hammer 
and  air-pump  cylinders  in  proximity  to  each  other  and  directly  connecting 
them  through  short  passages  of  small  capacity  controlled  by  one  or  more 
valves,  the  arrangement  being  such  that  air  can  be  drawn  direct  from  the 
hammer  head  into  the  air  pump  cylinder  at  each  suction  stroke  of  the 
pump  to  cause  the  hammer  head  to  rise,  and  air  can  be  forced  direct  from  said 
pump  cylinder  into  the  hammer  cylinder  at  each  compression  stroke  of  the 
pump,  to  cause  the  hammer  head  to  descend,  so  that  the  hammer  head  will 


FIG.6. 
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"  work  in  unison  with  and  will  promptly  respond  to  the  movements  of  the 
"  pump  piston  substantially  as  herein  described.  2.  An  atmospheric  hammer 
"  of  the  kind  specified  in  Claim  1,  in  which  the  passage  between  the  hammer 
I*  and  air  pump  cylinders  is  controlled  by  a  valve  adapted  to  automatically 
'*  lift  or  open  to  a  small  extent  after  being  moved  into  its  closed  position, 
"  so  as  to  allow  of  the  passage  of  air  from  the  hammer  cylinder  to  the  air 
^*  pump  cylinder  at  each  suction  stroke  of  the  latter,  irrespective  of  the  position 
*' of  the  valve  operating  mechanism,  substantially  as   hereinbefore  (ieacribed. 
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^  3.  An  atmoBpheric  hammer  of  the  kind  Bpecified  in  Claims  1  and  2,  in 
"  which  »the  passage  of  air  from  the  air  pomp  cylinder  to  the  hammer  cylinder 
**  is  controlled  by  a  second  valve  adapted  to  automatically  lift  or  open  to  a  small 
"  extent   when   subjected   on  its   underside  to  the  action  of  compressed  air, 

5  "  substantially  as  hereinbefore  described.  4.  An  atmospheric  hammer  of  the 
"  kind  specified  in  Claim  1,  in  which  the  air  pump  cylinder  is  provided  with  an 
"  outlet-valve  through  which  excess  of  air  will  be  expelled  by  the  air  pump 
**  piston  in  order  that  the  necessary  vacuum  will  be  produced  in  the  hammer 
"  cylinder  at  each  suction  stroke  of  the  pump  substantially  as  herein  described! 

10  "  5.  The  improved  atmospheric  hammer,  constructed,  aiTanged  and  operating 
'*  substantially  as  described  and  shown." 

In  1902,  Peter  Pilkington  Ld.y  the  owners  of  the  Patent,  commenced  an 
action  against  B,  A  S,  Masset/  for  infringement  of  the  same,  claiming  the  usual 
relief  with  costs  as  between  solicitor  and  client. 

15  By  their  Statement  of  Claim  the  Plaintiffs  alleged  (1)  that  they  were  the  legal 
owners  of  the  Patent ;  (2)  that  the  Defendants  had  infringed ;  and  (3)  that  a 
certificate  that  the  validity  of  the  Patent  had  come  into  question  was  granted  on 
the  25th  day  of  July  1901  by  Mr.  Justice  Kekewich.^ 

The  Particulars  of  Breaches  alleged  : —  (1)  That  the  Defendants,  prior  to  the 

20  issue  of  the  Writ  in  this  action,  had  manufactured  at  their  works  at  Openshaw, 
Manchester,  and  had  used,  sold,  and  advertised  for  sale,  pneumatic  hammers 
constructed  in  accordance  with  the  Complete  Specification  of  the  Patent,  and  as 
claimed  in  the  first,  second,  and  fifth  claims  thereof ;  (2)  In  particular  the 
Plaintiffs  complained  of  the  sale  by  the  Defendants  to  one  G.  T.  Grey^  marine 

25  engineer,  of  Parr  Bank,  West  Holbom,  South  Shields,  of  a  pneumatic  hammer 
constructed  as  aforesaid  ;  (3)  The  Plaintiffs  also  complained  of  an  advertisement 
on  page  xvii.  of  "The  Engineer,"  of  the  18th  of  July  1902,  in  which  advertise- 
ment the  Defendants  advertised  and  offered  for  sale  pneumatic  hammers 
constructed  ag  aforesaid  ;  and  (4).  The  Plaintiffs  reserved  the  right  to  recover  in 

30  respect  of  all  infringements. 

The  Defendants  by  their  Defence  : — (1)  Denied  infringement,  and  (2)  Alleged 
that  the  Patent  was  contrary  to  law,  void  and  of  none  effect,  having  been 
granted  for  an  alleged  invention  which  was  not  new  and  useful.  Particulars 
of  Objections  to  the  validity  of  the  Patent  were  delivered  therewith. 

35  The  Particulars  of  Objections  alleged:— (1)  That  the  alleged  invention  in 
respect  of  which  the  Patent  was  granted,  was  not  new,  but  was  matter  of 
common  knowledge  within  this  realm  at  and  before  the  granting  of  the  Patent ; 
(2)  That  the  alleged  invention  had,  before  the  grant  of  the  Patent,  been 
published  in  various  ways  within  the  realm,  and  particularly  in  certain  Speci- 

40  fications  published  at  the  Patent  Office  at  the  dates  thereinafter  mentioned. 
[Particulars  of  these  Specifications  were  then  given,  including  that  of  Hanson 
(No.  1603  of  1874),  which  was  the  one  chiefly  relied  on  at  the  trial.  Other 
publications  were  alleged  in  paragraphs  3  to  6  inclusive.]  (7)  That  Thomas 
Jameson^  to  whom  the  Patent  was  granted,  was  not  the  true  and  first  inventor 

45  of  the  alleged  invention  in  respect  of  which  the  Patent  was  granted  ;  (8)  That 
the  alleged  invention  as  described  was  not  useful ;  (9)  That  the  Specification 
by  the  Psftentee  lodged  at  the  Patent  Office  of  the  alleged  invention  contained 
no  sufficient  description  thereof,  and  no  description  at  all  of  any  useful  or 
practical  invention  ;  in  support  of  this  contention  the  Defendants  would  produce 

50  evidence  to  prove  that  a  machine  constructed  as  shown  in  the  drawings  and  as 
described  in  the  letterpress  of  the  Specification  could  not  be  made  to  work  by 
reason  of  its  being  wholly  unfit  to  produce  the  necessary  changes  of  air  pressure 
in  the  hammer  cylinder,  and  by  reason  of  the  excessive  pressures  which 
would  be  generated  in  the  air  pump,  and  by  reason  of  the  want  of  suitable 

*  See  Pilkington  v.  Teahley  Vacuum  HdnkfMr  Ompany,  18  B.P.G.  469. 
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appliances  for  making  good  the  loss  of  air  from  the  interior  of  the  machine  by 
leakage. 

Further  Particularp  of  Objections  were  delivered  in  respect  of  the  Objection, 
that  the  said  alleged  invention  i^as  not  new  at  the  date  of  the  Patent  (for 
which  see  ante^  page  426).  ^ 

The  Defendants,  on  an  application  for  leave  to  deliver  interrogatories, 
admitted  the  sale  alleged  in  paragraph  2  of  the  Particulars  of  Breaches  and  the 
insertion  of  the  advertisement  complained  of  by  paragraph  3  and  made  certain 


«     FiG.IO 


admissions  relating  to  paragraph  5  of  the  Particulars  of  Objections.  On  the 
20th  of  October  1903,  the  Defendants  made  an  affidavit  on  an  application  by 
the  Plaintiffs  for  inspection,  stating  that  the  construction  of  the  hammer 
complained  of  in  the  action  was  to  the  best  of  their  knowledge  and  belief  in 
exact  accordance  with  the  lines  upon  which  the  hammer  or  parts  of  a  hammer 
illustrated  by  Figures  7  to  18  of  H.  F.  Massey's  Specification  14,022  of  1900 
(Improvements  in  Pneumatic  Power-Hammers)  were  designed. 

Figs.  10  and  15  to  18  of  the  last-mentioned  Specification  are  shown  on  this 
and  the  following  page.    The  parts  of  the  Speo&cation  referring  to  them  and 
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material  for  the  purpose  of  this  report  are  as  follows  : — "  This  invention  consists 
"  in  improvements  in  pneumatic  power-hammers  and  its  principal  object  is  the 
"  provision  of  power-hammers,  which  shall  be  more  efficient  and  convenient 
"  in  use  than  those  hitherto  constructed  and  may  be  arranged  to  permit  any 
"  desirable  length  of  stroke  to  the  tups  or  hammer-heads  or  other  corresponding 
"  parts  used  therein  and  be  capable  of  striking  blows  of  any  desirable  force  and 
"  be  readily  controlled  in  action  so  that  the  tups  or  hammer-heads  or  other 
"  corresponding  parts  of  such  hammers  may  be  made  to  strike  single  blows, 
"  be  made  to  make  strokes  of  the  full  length  permitted  by  the  construction 
"  of  such  hammers  or  of  any  less  length,  be  made  to  strike  blow  after 
"  blow  for   any   desirable   period,    be    held  away   from  the  anvils  or  other 


FIG.  15. 


FIG.  16. 


"  objects  with  which  they  are  used  or  be  used  to  hold  articles  or  materials 
"  fast  upon  the  said  anvils  or  other  objects.  Power-hammers  may  also  be 
"  constructed   according  to  this  invention    to  accomplish  the  said  object  in 

15  '*  part  only." 

The  Specification  subsequently  described  {inter  alia)  a  form  of  the  invention 
in  which,  in  addition  to  the  passage  p  being  controlled  by  a  valve  ^,  the  passage 
k  was  open  and  the  passage  m  was  controlled  by  a  back-pressure-valve  w^  and 
another  form  in  which  both  the  passages  k  and  m  were  controlled  by  valves, 

20  and  continued  : — 

"  It  is  possible  to  provide  a  back-pressure-valve  or  back-pressure-valves  to  be 
"  inserted  at  times  in  either  one  or  both  of  the  passages  k  m  for  the  same 
**  purpose  as  in  the  arrangement  described  with  reference  to  Figs.  5  and  6  without 
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^'  providing  a  back-pressure- valve  or  back-pressure-valves  to  be  inserted  at 
''  times  in  the  passage  p  or  without  employing  the  passage  p.  Thus  for  instance 
**  a  back-pressure-valve  may  be  provided  to  be  inserted  at  times  in  either  or 
"  each  of  the  passasres  k  m  employed  in  the  arrangement  herein  described  with 
"  reference  to  Fig.  3  and  Fig.  4.  In  cases  in  which  two  or  more  valves  are  5 
*'  used  they  may  be  either  completely  separated  and  be  worked  by  separate 
"  devices  of  any  suitable  kind,  or  they  may  be  connected  so  as  to  be  controlled 
"  together  as  is  illustrated  for  example  in  Fig.  4,  or  they  may  be  arranged  so  as 
"  to  be  carried  by  one  piece  which  being  moved  moves  them  both  or  all  as 
**  illustrated  by  way  of  example  in  Figs.  7  to  18  of  the  accompanying  10 
'*  drawings.  In  tlie  power-hammer  illustrated  by  Figs.  7  to  18  the  passage  k 
"  from  the  top  of  the  pump-cylinder  a  to  the  top  of  the  hammer-cylinder  b  is 
"  arranged  to  be  always  open  while  the  passage  m  from  the  bottom  of  the 
"  pump-cylinder  a  to  the  bottom  of  the  hammer-cylinder  b  is  arranged  so  that 
"  it  may  be  left  open  or  have  a  back -pressure  valve  w  inserted  into  it  so  that  15 
"  it  may  be  closed  against  the  passage  of  air  in  either  direction  while  remaining 
"  open  to  the  passage  of  air  in  the  opposite  direction.  The  back-pressure- 
"  valve  w  is  carried  by  a  plug  a?  which  itself  forms  a  valve  t  and  is  arranged 
"  so  as  to  be  capable  of  being  made  to  partly  or  entirely  close  the  passage  p 
"  connecting  the  top  and  bottom  of  the  pump-cylinder  a.  The  plug  x  is  also  20 
"  made  to  carry  a  back-pressure-valve  v  which  may  be  inserted  in  the  passage 
"  p  so  as  to  close  it  against  the  passage  of  air  in  either  direction  while  allowing 
"  air  to  pass  in  the  opposite  direction. 

**  Each  of  the  back-pressure- valves  v  w  illustrated  in  the  accompanying 
"  drawings  is  formed  of  a  plate  with  a  central  hole  embracing  a  stud  secured  25 
*'  in  the  plug  x  and  is  arranged  to  be  pressed  against  a  face  on  the  plug  x 
^'  so  as  to  cover  holes  therein  by  means  of  a  spiral  spring  which  may  con- 
"  veniently  be  formed  out  of  wire  or  steel  plate  and  is  made  to  bear  against  the 
"  plate  and  against  the  head  of  the  stud. 

"  Fig.  13  shows  separated  from  each  other  the  parts  forming  one  of  the  30 
"  back-pressure-valves  v  w.  The  plug  x  is  arranged  to  be  turned  within  a 
"  tube  y  and  provided  with  collars  -?  I  2  to  fit  therein.  The  tube  y  is  inserted 
"  tisrhtly  in  the  casting  3  in  which  the  cylinders  a  b  are  formed  and  is  provided 
"  with  ports  communicating  with  the  parts  into  which  the  passage  p  is  divided 
*•  and  with  ports  communicating  with  the  parts  into  which  the  passage  m  is  35 
"  divided.  The  plug  x  which  is  shown  detached  with  the  back -pressure- 
valves  V  w  carried  by  it  in  Fig.  14  is  secured  against  longitudinal  movement 
••  in  the  casting  3  by  being  provided  at  one  end  with  a  flange  4  and  at  the 
"  other  end  with  a  nut  5  which  by  means  of  a  washer  6  presses  a  collar  7 
*^  against  the  said  casting  3.  40 

"  The  collar  7  also  serves  as  a  guide  for  the  upper  end  of  a  rod  8  which  is 
"  provided  with  teeth  so  as  to  engage  with  a  pinion  9  formed  upon  the  plug  a- so 
"  that  the  rod  8  forms  a  means  of  turning  the  plug  x.  The  rod  8  is  connected  to 
"  a  hand-lever  10  capable  of  being  turned  upon  a  suitable  pivot  11  secured  in  the 
'*  hammer-framework.  The  hand-lever  10  is  provided  with  a  catch  or  detent  12  45 
*?  capable  of  being  placed  in  engagement  with  or  disengaged  from  notches  in  a 
"  sector  13  capable  of  being  turned  about  the  pivot  11  and  connected 
"  by  means  of  a  rod  14  with  a  treadle  15  raised  after  depression  by 
"  means  of  a  spring  16  and  secured  at  its  ends  to  a  rod  17  capable 
"  of  being  oscillated  in  bearings  provided  upon  the  bed-plate  of  the  power-  IQ 
"  hammer.  When  the  catch  or  detent  12  is  disengaged  from  the  sector  13 
"  the  hand-lever  10  may  be  moved  independently  of  the  treadle  15  and  spring  16. 
"  The  back-pressure-valves  v  w  and  the  channel  u  in  the  portion  of  the  plug  x 
"  forming  the  valve  t  employed  to  partially  or  entirely  close  the  passage  |?  when 
"  the  top  or  hammer-head  j  connected  to  the  piston  h  by  the  rod  18  is  required  55 
**  to  work  are  disposed  in  relation  to  one  another  in  the  manner  indicated  by 
**  Figs,  to,  12, 14, 15, 16, 17,  and  18. 
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"  When  the  plug  x  is  in  the  position  in  which  it  is  indicated  in  Pigs.  10  and  IS 
*'  the  passage  p  is  f  nlly  open,  the  tup  or  hammer-head  j  or  other  corresponding 
"  part  then  remaining  unmoved  by  the  movement  of  the  piston  c.  When  the 
"  valve  t  is  in  position  to  completely  close  the  passage/?  as  is  indicated  in  Fig.  16 
5  '*  the  passage  m  is  fully  open  and  the  tup  or  hammer-head  j  or  other  corres- 
"  ponding  part  is  moved  to  the  fullest  extent  possible  by  the  movement  of  the 
"  piston  c.  When  the  plug  x  is  in  the  position  in  which  it  is  indicated  in  Fig.  17 
**  the  back-pressure-valve  w  allows  air  to  pass  from  the  lower  part  of  the  pump- 
**  cylinder  a  to  the  lower  part  of  the  hammer-cylinder  h  but  prevents  air  from 

10  **  passing  from  the  lower  part  of  the  hammer-cylinder  h  to  the  lower  part  of  the 
"  pump-cylinder  a  while  the  back-pressure-valve  v  allows  air  to  pass  from  the 
**  upper  part  of  the  pump-cylinder  a  or  the  upper  part  of  the  hammer-cylinder  h 
'*  to  the  lower  part  of  the  pump-cylinder  a  but  prevents  air  from  passing  to  the 
"  upper  part  of  the  pump -cylinder  a  or  the  upper  part  of  the  hammer-cylinder  h 

15  *'  and  consequently  the  downward  movements  of  the  piston  c  force  air  into  the 
"  lower  part  of  the  hammer-cylinder  h  while  the  upward  movements  of  the 
"  piston  c  will  chiefly  force  air  from  the  upper  part  of  the  pump-cylinder  a  into 
"  the  lower  part  thereof,  so  that  the  tup  or  hammer-head  j  or  other  corresponding 
^'  part  will  be  raised  and  held  away  from  the  anvil  19.    When  the  plug  x  is  in 

20  '*  the  position  in  which  it  is  indicated  in  Fig.  18  the  back-pressure  valve  w 
"  allows  air  to  pass  from  the  lower  part  of  the  hammer-cylinder  h  to  the  lower 
"  part  of  the  pump-cylinder  a  but  prevents  air  from  being  forced  from  the  lower 
"  part  of  the  pump-cylinder  a  into  the  lower  part  of  the  hammer-cylinder  h 
^^  while  the  back-pressure -valve  v  allows  air  to  pass  from  the  lower  part  of  the 

25  "  pump-cylinder  a  to  the  upper  part  thereof  but  prevents  air  from  passing  from 
^  the  upper  part  of  the  pump-cylinder  a  to  the  lower  part  thereof,  and  con- 
'^  sequently  the  air  below  the  piston  h  in  the  hammer-cylinder  h  is  rarefied  so 
*^  that  there  is  always  an  excess  of  pressure  on  the  upper  side  of  the  piston  h 
'*  holding  the  tup  or  hammer-head  j  or  other  corresponding  part  down  upon 

30  "  the  anvil  19  or  any  object  which  may  be  placed,  thereon.  .  .  . 

"If  at  any  time  it  is  requisite  to  cause  the  tup  or  hammer-head  or  other 
"  corresponding  part  which  may  be  used  in  the  hammer  illustrated  in  Figs.  7  to 
"  18  to  strike  a  single  blow  and  then  remain  at  rest  this  may  be  done  by  removing 
^^  the  plug  X  quickly  from  the  position  in  which  it  is  indicated  in  Fig.  17  more 

35  "  or  less  towards  or  into  the  position  in  which  it  is  indicated  in  Fig.  16  accord- 
"  ing  to  the  force  of  the  blow  intended  to  be  struck  and  allowing  it  to  remain  in 
**  such  position  during  one  complete  to  and  fro  movement  of  ^e  piston  c  and 
"  then  quickly  returning  it  to  the  position  in  which  it  is  indicated  in  Fig.  17. 
"  It  is  obvious  that  these  movements  of  the  plug  x  must  be  accomplished  with 

40  "  some  precision  in  relation  to  the  movements  of  the  piston  c.'* 

The  action  was  tried  before  Kekeunch^  J.,  who  on  the  19th  of  April  1904,  gave 
judgment  for  the  Plaintiffs,  holding  that  the  Patent  was  valid,  that  the  claims 
were  not  limited  to  hammers  in  which  atmospheric  pressure  was  used,  that 
Claim  1  included  the  parts  for  holding  up  and  holding:  down,  and  was  for  a 

ib  specific  hammer ;  that  the  Defendants*  by-pass  was  a  convenient  way  of  making 
the  invention  workable  when  both  ends  of  the  cylinders  were  closed  ;  and  that 
the  Defendants  had  infringed.*    The  Defendants  appealed. 
•    MauUon^  K.C.,  CrippSj  K.C.,  and  J.  W.  Gordon  (instructed  by  Rowcliffes^ 
BawU  A  Co.,  agents  for  K  Robinson  Walker  Jt  Son^  of  Manchester)  appeared 

50  for  the  Appellants ;  T.  Terrell,  K.C.,  P.  0.  Lawrence,  K.C.,  and  A.  J.  Walter 
(instructed  by  Pritchardy  EngUfield  &  Co.^  agents  for  />.  Z.  Sprahe,  of 
Accrington)  appeared  for  the  Respondents. 

Mmdton,  E.C.,  and  Cripps,  E.C.,  for  the  Appellants.— This  is  an  action  on  a 
Patent  relating  to  atmospheric  hmnmers.    [The  general  action  of  such  a  hammer 

55  was  explained  by  a  model.]    Stating  the  action  broadly,  the  hammer  head  is 

•  AnU,  p.  421. 
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lifted  by  a  vacuum,  and  when  the  vacuum  is  destroyed  the  hammer  head  falls. 
The  pressure  of  the  atmosphere  is  really  the  force  acting.  As  far  as  lifting  is  con- 
cerned it  is  entirely  the  atmospheric  pressure  that  acts.  The  patented  improve- 
ment is  for  holding  the  hammer  up  or  down.  Roughly  this  is  due  to  slipping  in 
either  an  air-pump  valve  or  a  compression  valve.  The  Patent  is  for  a  hammer  5 
with  these  arrangements.  It  is  really  a  paper  Patent,  and  the  patented  hammer 
has  never  been  made  except  as  a  model.  It  is  so  crudely  designed  that  it  is  not 
practicable,  and  further  invention  was  necessary  to  make  it  work.  The  Patent  is 
bad  if  a  wide  construction  is  put  on  the  claims,  but  the  main  defence  is  non- 
infringement. The  Defendants'  hammer  is  of  a  different  type  and  is  the  result  of  10 
independent  invention.  [The  Specification  was  read.]  Fig.  5  is  the  important  one. 
The  valve  14  is  the  exhaust  valve,  the  valve  15  is  the  compression  valve.  In  Fig.  5 
the  position  is  for  holding  up.  As  to  the  flap-valve  39,  it  secures  a  cushion  of 
air  which  prevents  the  hammer  head  striking  the  top.  The  valve  31  allows 
air  to  be  driven  out  of  the  air  cylinder,  when  the  pressure  there  is  higher  than  15 
atmospheric  pressure.  The  Specification  well  describes  the  hammer  shown  and 
the  method  of  holding  up  and  holding  down.  Besides  the  valves  14  and  15  the 
valve  39  is  essential.  In  Claim  1  **  closed  ends  "  mean  those  ends  at  which  the 
atmospheric  pressure  does  not  act.  That  claim  is  for  the  hammer,  but  with 
some  only  of  its  features,  not  with  all.  Claim  2  is  for  the  hammer  claimed  in  20 
Claim  1  with  the  exhaust  valve  ;  Claim  3  is  for  the  hammer  claimed  in  Claims  1 
and  2  with  the  addition  of  the  compression  valve.  The  first  claim  is  for  working 
in  **  unison "  without  the  exhaust  and  compression  valves  ;  "  controlled  by 
"one  or  more  valves"  refers  to 39  especially.  Claim  4  brings  hi  the  valve  31. 
The  claims  are  for  a  special  type  only  of  atmospheric  hammer.  [ROMBR,  LJ,—  25 
What  does  "  controlled  by  one  or  more  valves  "  in  Claim  1  mean  ?]  Claim  1 
refers  to  movement  in  unison,  and  is  apart  from  the  valves  14  and  15.  If  so,  it 
is  a  very  wide  claim  and  bad.  \^Terrell,  K.C.,  in  reply  to  the  Court.— Claim  1 
is  for  a  hammer  which  is  controlled  so  that  one  may  have  a  heavy  or  light  blow. 
It  is  the  passages  of  small  capacity  that  are  described  as  controlled  by  the  valves.  30 
The  valve  14  is  essential  to  the  control.]  As  to  infringement,  the  Defendants' 
hammer  has  no  open  ends,  and  there  is  nothing  in  the  Specification  to  enable 
the  public  to  make  anything  but  an  open-ended  hammer.  Directly  one  deals 
with  cylinders  with  both  ends  closed  there  are  fresh  problems.  [The  Defen- 
dants' model  was  explained.]  There  is  at  one  time  suction  on  one  side  of  35 
the  hammer  and  pressure  on  the  other  side.  There  is  push  and  pull  at 
one  time.  But  this  must  be  regulated.  For  this  purpose  there  is  a  by- 
pass ;  if  this  is  open  no  suction  or  pressure  is  produced.  But  when 
it. is  closed  there  is  the  full  push  and  pull.  There  is  also  a  means  of 
throttling  the  by  pass.  This  was  old  and  had  been  done  by  Manson.  The  40 
Defendants  added  a  movable  valve-piece  to  Manson.  It  is  a  development  of  a 
different  kind  of  hammer,  one  with  which  the  Patentee  did  not  deal.  The 
Defendants  have  an  arrangement  in  which  one  valve  controls  the  by-pass  and 
another  controls  the  bottom  passage  between  the  two  chambers.  [  Terrell^  K.C. — 
The  infringement  complained  of  is  in  accordance  with  Pigs.  7  to  18  of  Massey's  45 
Specification.]  This  is  the  actual  thing  made.  [The  working  of  the  model  of 
the  Defendants'  hammer  was  explained.]  When  the  by-pass  is  partly  open  the 
effect  is  as  if  there  was  a  bad  leak,  thus  controlling  the  action.  This  is  as  in 
Manson.  The  holding  down  is  by  suction,  the  holding  up  by  compression. 
[Terrell,  K.C.,  asked  by  the  Court,  said  that  he  did  not  agree ;  the  holding  50 
down  and  up  are  both  by  suction  and  compression  ;  both  sides  of  the  hammer 
are  operative.]  There  may  be  some  slight  increase  of  pressure  in  holding 
down,  but  the  effective  thing  is  the  suction.  The  holding  up  is  by  compression 
only.  But  this  is  not  the  test ;  these  things  were  not  new  ;  and  even  if  they 
were,  anyone  could  use  them  for  a  different  hammer.  The  Patent  is  only  for  a  56 
special  type  of  open-ended  hammer.  Moreover,  the  Patentee  has  no  cumulative 
action  as  in  the  Defendants'.  The  Defendants'  case  is  that  the  Patentee  has  claimed 
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a  specific  hammer,  and  that  the  Defendants'  hammer  is  quite  of  a  different  kind. 
The  argument  presented  to  the  Court  below  was  by  putting  a  series  of  steps 
gradually  approaching  what  the  Defendants  .do.  The  essence  of  the  patented 
invention  is  the  independence  of  the  working  of  the  valves  14  and  15.  Two 
b  things  manipulated  in  a  particular  way  to  produce  the  effect  was  the  invention. 
[Vaughan  Williams,  //.J.— What  is  the  advantage  of  cumulative  action  ?] 
It  may  be  desirable  to  have  it.  The  compression  which  the  Patentoe  gets  may  not 
be  sufficient ;  moreover,  there  is  always  some  leak.  [Vaughan  Williams,  L,J. 
— Is  Claim  1  wide  enough  to  cover  obstructing  the  passages  by  any  means  by  a 

10  valve  ?]  Yes.  [Terrell,  K.C.— By  a  valve  only  opening  one  way.]  Valves 
may  mean  any  means  of  controlling  the  air  passage.  If  the  Intent  covered 
any  means  of  controlling  the  passages,  that  would  be  bad.  Means  of  throttling 
were  well  known.  In  the  Defendants^ hammer  the  closed  ends  are  not  connected 
by  passages  controlled  by  valves.    The  Specification  of  Hdsse's  German  Patent 

15  (No.  37,461  of  1881)  shows  that  it  was  known  how  to  hold  up  a  hammer  by  a 
non  return  valve.  Manson  was  a  double-ended  hammer — that  is,  of  the  same 
class  as  the  Defendants.  Jameson  did  not  deal  with  the  problem  as  regards 
such  hammers.  ("The  judgment  of  Kekeunch  J.  was  read.]  The  Yeakley 
hammer  contained  improvements  which  made  it  useful ;  it  does  not  follow 

aO  that  the  patented  invention  was  useful.  The  Court  will  not  put  a  forced 
construction  on  the  claim  for  the  purpose  of  upholding  the  Patent  (  Welsbach 
Incatidesrent  Oaa  Light  Company^  Ld.  v.  Daylight  Incandescent  Mantle 
Company^  Ld.,  17  R.P.C.  141).  The  real  question  is — ^What  is  the  invention 
made  and  claimed  ?    On  the  true  construction  the  claims  are  of  a  limited 

25  nature.  The  two  different  forms  of  hammer — namely,  atmospheric  hammers  and 
compressed  air  hammers — were  well  known,  and  Jameson  is  of  the  former  kind. 
On  the  evidence  the  exact  directions  in  the  Drawings  will  not  give  a  working 
hammer  ;  but  it  is  admitted  that  it  could  be  made,  from  the  letterpress  ;  but  in 
fact  one  has  never  been  made.    [RoMBR,  LJ. — Having  regard  to  the  words 

30  **  substantially  as  described,"  may  not  the  "  one  pr  more  valves  "  refer  to  14 
and  15  ?]  ^Terrell,  K.C.— Yes,  and  the  "  short  passages  "  are  11  and  12.1  But 
even  taking  it  so,  the  point  is  whether  the  Defendants*  hammer  is  such  as  is 
described.  [RoMBR,  L.J. — Is  the  meaning  of  the  Specification  this — that 
Claim  1  is  for  the  general  arrangement  with  one  or  more  of  14  or  15,  Claim  2  is 

35  for  it  with  14,  and  Claim  3  for  it  with  14  and  15  ?]  Whatever  the  contrivances 
covered  by  any  claim,  they  are  only  claimed  in  the  atmospheric  hammer  claimed 
in  Claim  1.  Assuming  that  the  Defendants  are  using  them,  are  they  using 
them  in  that  hammer?  [ROMBB,  LJ. — Where  have  the  Defendants  the 
passage  connecting  the  closed  ends  controlled  by  a  valve  ?]     \TerreUy  K.C.— The 

40  passage  is  at  the  bottom  between  the  closed  ends,  and  there  is  a  valve  in  it. 
The  Defendants  have  two  closed  ends  at  the  top  and  two  at  the  bottom.]  In  the 
Defendants*  machine  for  a  modified  stroke  the  valve  principle  is  not  used  at 
all,  but  the  passages  are  partly  blocked.  For  holding  up  or  down,  the  two 
valves  must  be  working  together,  they  cannot  work  independently ;  if  one  is 

45  open  the  other  must  be  shut.  [RoMBR,  Z/.J.— Will  not  Jameson's  work  upside 
down  ?  But  then  gravity  will  work  against  the  atmospheric  pressure.]  It 
would  not  work  so  well  at  all  events ;  it  would  not  be  practicable.  But  the 
main  argument  is  that  the  Defendants'  hammer  is  of  an  essentially  different 
kind  ;   it  has  entirely  closed  chambers,  and  much  greater  pressures  can  be 

60  obtained.  In  the  Defendants'  case  the  hammer  goes  up  and  down  mainly  by 
pressure.  In  full  work  the  Defendants'  is  a  pressure  hammer— that  was 
admitted  ;  but  it  said  that  they  infringed  when  they  had  a  modified  stroke.  If 
the  Specification  was  intended  to  cover  a  closed  hammer  such  as  that  of  the 
Defendants,  then  it  does  not  state  how  to  construct  or  work  it,  and  the 

55  Patent  is  bad. 

Terrell,  K.C.,  and   WaUer  for  the  Respondents.— The  word  "  atmospheric  " 
has  a  wide  meaning  in  this  connection,  and  does  not  refer  only  to  the  pressure 
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of  the  atmosphere,  but  to  communicating  motion  by  means  of  air,  and  whether 
by  vacuum  or  pressure.     Jameson^s  problem  was  this :  Given  a  continuous 
movement,  to  obtain  an  intermittent,  changeable,  and  variable  movement. 
There  is  a  pulley  going  at  a  constant  speed,  and  out  of  that  speed  one  has  to 
strike  a  blow,  sometimes  light  and  sometimes  heavy,  sometimes  to  hold  the  5 
hammer  off  the  work  and  sometimes  to  hold  it  down  on  the  work.    The  piston, 
worked  by  air,  goes  up  and  down  regularly,  but  the  movement  of  the  hammer, 
although  operated  by  the  piston,  is  not  to  be  in  unison  with  it.    JamesofCs 
Patent'  is  not  for  a  one-ended  cylinder.     He  used  such  a  cylinder,  and  the 
Defendants  use  both  ends  of  the  cylinder  in  precisely  the  same  way.     It  is  the  10 
use  of  the  valves  that  is  the  essence  of  Jameson^ 8  invention.-    [ROMBB,  LJ^. — 
The  Patentee  knew  that  there  were  two  classes  of  hammers  in  existence,  the 
simple  form,  closed  at  the  top,  and  the  double  form,  like  Manson^s.     It  is  said 
that  he  selected  one  form,  and  that  in  the  Specification  there  is  nothing  to 
show  that  it  was  applicable  to.  the  other.]     Two  forms  were  not  known,  and  15 
Mansan  was  quite  different.    What  Jameson  did  had  never  been  done  before ; 
nor  was  there  any  hammer  that  would  do  it.     The  Defendants  do  the  same 
thing  by  means  obviously  the  same.    The  capability  for  holding  up  and  holding 
down,  and  of  regulating  the  blow,   was  new.     Manson  showed  a  way  of 
moderating  the  blow,  but  at  the  same  time  the  length  of  stroke  was  moderated,  20 
and  he  could  not  hold  the  hammer  up  or  down.    Jameson  moderated  the  blow 
without  affecting  the  stroke,  and  he  found  that  it  could  be  done  by  a  non-return 
valve.     The  Defendants  also  do  it  by  a  non-return  valve  of  the  same  kind. 
Coming  to  the  claims  in  Jameson^ s  Specification,  "  atmospheric  "  must  not  be 
construed  narrowly.     By  an  atmospheric  hammer  the  Patentee  meant  one  in  25 
which  the  atmosphere  was  used  as  a  mode  of  conveying  motion.     The  blow  of 
the  hammer  is  due  to  pressure  of  the  air  and  to  the  weight  of  the  hammer,  and 
its  rise  is  due  to  exhaustion  of  the  air.    The  Patentee  meant  a  hammer  worked 
by  air  as  distinguished  from  steam.      In  Claim  1  the  capacity  of  the  short 
passages  is  to  be  controlled  by  one  or  more  valves  ;  it  is  a  claim  for  introducing  30 
a  valve  into  a  passage  to  control  the  size  of  the  passage,  so  that  a  regulated 
blow  can  be  given  with  a  full  stroke.     Claim  2  is  for  holding  up,  and  the  valve 
14  is  the  valve  that  operates  to  do  that,  whilst  the  valve  15  is  used  to  keep  the 
hammer  down,  which  is  claimed  in  Claim  3.     The  valve  14  is  that  refen^  to 
in  Claim  1 ;   when  partially  closed  it  regulates  the  blows,  when  wholly  closed  35 
it  keeps  the  hammer  up.    [Vaughan  Williams,  LJ. — Claim  1  says  "  one  or 
"  more  valves."]     ^Moulton,  K.C.— The  valve  39  is  referred  to.]    The  valve  39 
is  hot  so  referred  to  ;  but  there  may  be  more  valves  than  one.     Claims  2  and  3 
are  for  functions.  [Vaughan  Williams,  L.J, — Is  there  any  case  in  which  a  claim 
for  a  function  has  been  supports  ?]  We  should  have  said,  claiming  the  thing  per-  40 
forming  the  function.    [  V  augh AN  WILLIAMS,  LJ. — One  may  claim  a  thing,  but 
not  the  result  of  user  of  the  thing.]    This  is  a  combination,  and  one  may  claim 
the  valve  in  one  position  doing  one  thing,  and  also  in  a  different  position  doing 
another  thing.    Then  there  is  the  question  of  infringement    The  action  was  tned 
on  an  admission  that  the  Defendants  had  manufactured  in  accordance  with  the  45 
Drawings  in  Massey^s  Specification  ;  but  we  will  take  either  the  Specification  or 
the  actual  thing.     [Vaughan  WILLIAMS,  L.  J.— You  had  better  take  the  actual 
thing.]     [This  was  then  explained  to  the  Court.]    The  Defendants'  hammer 
has  a  free  passage  between  the  tops  of  the  cylinders,  a  passage  between  the 
bottoms  with  a  non-return  valve  in  it,  and  a  passage  from  the  bottom  to  the  top  50 
of  the  pump  cylinder,  called  the  by-pass  passage.    The  Defendants  regulate  the 
blow  by  allowing  some  of  the  air  to  get  away  instead  of  going  into  the  hammer 
cylinder,  and  t^is  is  controlled  by    a    valve.     The    Patentee  regulates  by 
narrowing  the  entrance  to  the  hammer  cylinder.    Substantially  the  same  means 
is  used  by  both  parties ;  there  is  an  obstruction  in  each  case.    In  lifting  the  55 
hammer  the  Patentee  has  a  free  passage  above  through  which  the  air  is  sucked ; 
whilst  the  Defendants  have   a  free  passage  below  through  which  ike  air  is 
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driven.  In  striking  there  is  pressure  on  the  hammer  in  each  case.  The 
Defendants  get  the  full  stroke  with  the  moderating  effect.  The  Defendants 
operate  with  two  passages  besides  the  by-pass ;  the  Patentee  operates  with  one, 
but  makes  it  equivalent  to  two,  because  it  can  be  obstructed  either  way.  The 
5  Patentee  contemplates  a  cylinder  working  on  one  side  only ;  the  Defendants 
duplicate  it  and  work  on  both  sides. 

Vaughan  Williams,  LJ". — ^This  case  has  been  a  very  interesting  one,  and 
extremely  well  argued  on  both  sides.  It  seems  to  me  that  it  comes  down  to  a 
very  narrow  point  indeed,  but  it  is  a  point  as  to  which  I  feel  very  clear.    My 

10  only  hesitation  is  that  which  constantly,  I  am  sorry  to  say,  comes  to  me  in 
giving  judgment  in  patent  cases.  It  is  not  that  I  feel  any  doubt  that  I  under- 
stand the  arguments  that  have  been  addressed  to  us,  and  the  problem  which 
has  to  be  solved.  My  difficulty  is  a  want  of  familiarity  with  the  accurate 
expressions  of  the  propositions  which  are  more  or  less  scientific,  but  I  hope  that 

15  in  this  particular  case  I  shall  not  be  impeded  much  by  that  difficulty. 

I  start  with  the  proposition  of  Lord  Justice — or  as  he  then  was,  Mr.  Justice — 
Romer  in  Nobel's  Explosives  Company^  Ld.  v.  Anderson^  which  is  reported 
in  the  11th  volume  of  Patent  Gases.  The  case  begins  at  page  115,  and  the 
particular  passage  I  am  going  to  cite  appears  on  page  128.    This  is  what  Lord 

20  Justice -Bomcr  then  said:— "In  order  to  make  out  infringement,  it  must  be 
"  established,  to  the  satisfaction  of  the  Court,  that  the  alleged  infringer,  dealing 
"  with  what  he  is  doing  as  a  matter  of  substance,  is  taking  the  invention  claimed 
"  by  the  Patent ;  not  the  invention  which  the  Patentee  might  have  claimed  if  he 
"  had  been  well  advised  or  bolder,  but  that  which  he  has  in  fact  and  substance 

25  **  claimed  on  a  fair  construction  of  the  Specification.'' 

Now,  before  dealing  with  the  question  of  what  it  is  that  Jameson  has  claimed 
in  his  Specification,  I  begin  by  stating  one  fact  which  I  think  is  of  the  utmost 
importance  in  this  case.  I  think  in  this  case  it  is  proved  that  there  were  known 
and  in  use  both  atmospheric  hammers,  with  closed  ends  of  the  hammer  and 

30  air-pump  cylinders,  and  also  atmospheric  hammers  with  one  end  closed  and 
one  end  open.  The  reason  why  I  think  that  that  is  of  great  importance  is  this, 
that  we  have  to  ask  ourselves  what  the  Patentee  meant  by  his  claim.  It 
is  common  ground  here,  that  not  only  in  Claim  1,  but  in  all  the  Claims,  2,  3,  4 
and  5,  the  Patentee  was  dealing  with  atmospheric  hammers  with  ends  some  of 

35  which  were  closed,  and  some  of  which  were  not,  and  the  Patentee  does  that  at 
a  time  when  he  must  be  taken  to  have  known  that  there  were  other  sorts  of 
atmospheric  hammers  than  those  with  which  he  chose  to  deal.  There  were  those 
which  had  some  ends  closed,  and  there  were  the  other  sort  of  atmospheric 
hammers  which  had  all  the  ends  closed.    Bearing  that  in  mind  I  read  this  first 

40  claim  which  runs  thus  : — *^  In  an  atmospheric  hammer,  arranging  the  closed 
*^  ends  of  the  hammer  and  air-pump  cylinders  *' — I  cannot  doubt  myself  but 
that  when  the  Patentee  speaks  of  arranging  the  closed  ends  he  means  that  in 
his  air-hammer  of  which  he  is  speaking  there  are  some  ends  that  are  not 
closed ;  he  would  not  speak  of  the  closed  ends  unless  antithetically  there  were 

45  some  ends  that  were  not  closed — ^^'in  proximity  to  each  other  and  directly 
"  connecting  them  through  short  passages  of  small  capacity  controlled  by  one 
'^  or  more  valves,  the  arrangement  being  such  that  air  can  be  drawn  direct  from 
"  the  hammer  head  into  the  air-pump  cylinder  at  each  suction  stroke  of  the 
"  pump  to  cause  the  hammer  head  to  rise,  and  air  can  be  forced  direct  from 

50  '^  said  pump  cylinder  into  the  hammer  cylinder  at  each  compression  stroke  of 
^*  the  pxmip  to  cause  the  hammer  head  to  descend,  so  that  the  hammer  head 
"  will  work  in  unison  with  and  will  promptly  respond  to  the  movements 
"  of  the  pump  piston  substantially  as  herein  described."  Here  again  the 
words  "  at  each  suction  stroke,"  show  plainly  that  the  Patentee  was  speaking 

55  of  an  atmospheric  hammer  in  which  you  could  aptly  describe  one  stroke  as  a 
suction  stroke,  and  the  other  stroke  as  a  compression  stroke.  In  the  case  of 
the  Defendants'  hammer,  which  is  a  hammer  with  both  ends  closed^  you  cannot 
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posaibly  make  such  a  contrast  between  a  suction  stroke  and  a  compression 
stroke  because  each  stroke  is  both  a  suction  stroke  and  a  compression  stroke. 
I  arrive  so  far  at  the  conclusion  that  there  really  can  be  no  doubt  but  that  the 
Patentee  intended  to  refer,  and  to  refer  exclusively,  to  what  have  been  called 
open  end  atmospheric  hammers,  and  if  one  turns  to  the  Drawings  at  the  end  of  5 
the  Specification  one  finds,  especially  in  sheet  2,  that  it  is  obvious  that  that 
was  the  sort  of  atmospheric  hammer  to  which  the  Patentee  was  referring. 

It  will  not  be  denied  that,  under  these  circumstances,  the  Patentee  ought 
generally  to  be  limited  to  the  field  of  operation  which  he  has  chosen  to  deter- 
mine for  himself  by  the  very  words  of  his  claim.  I  am  far  from  saying  that  if  10 
the  problem  to  be  solved  in  the  case  of  a  double  cylinder  atmospheric  hammer — 
one  of  the  closed  atmospheric  hammers — when  you  were  seeking  by  means  of 
non-return  valves  to  regulate  the  force  of  the  blow,  and  also  to  hold  up  and 
hold  down  the  hammer  as  the  case  may  be,  were  exactly  the  same  as  it  would 
be  in  the  case  of  the  open  end  atmospheric  hammer,  which  I  will  call  for  con-  15 
venience  in  future  a  single-action  hammer,  and  I  will  call  the  closed  ones  the 
double-action  hammer — I  do  not  for  a  moment  suggest  that  if  the  problem  to 
be  solved  in  the  application  of  such  a  mode  of  regulating  and  holding  up  and 
holding  down  by  the  use  of  non-return  valves  had  been  the  same  whether  you 
had  a  single  or  a  double  action  hammer,  that  the  Defendants  would  not  have  20 
infringed  by  what  they  have  done.  But,  to  my  mind,  it  is  perfectly  plain  that 
the  problem  which  had  to  be  solved  in  the  case  of  the  double-action  hammer 
was  a  very  different  problem  indeed  from  the  problem  which  had  to  be  solved 
in  the  case  of  the  single-action  hammer,  and  the  moment  that  fact  is  established, 
if  it  is  established,  in  my  view  that  which  is  done  by  the  Defendants  is  there-  25 
fore  outside  the  ambit  covered  by  the  Letters  Patent  of  the  Plaintiffs.  When 
Mr.  Moulton  was  arguing  this  case  he  put  the  difficulties  in  the  problem  to  be 
solved  in  the  one  case  and  the  difficulties  in  the  other  case  in  a  very  forcible 
manner.  He  said  that  in  the  case  of  a  single-action  atmospheric  hammer  you 
had  only  to  deal  with  one  pressure  produced  by  the  action  of  the  air ;  whereas,  30 
in  the  other  case,  that  is  the  case  of  the  double-action  hammer — ^that  is  the 
hammer  with  the  closed  ends — you  had  really  not  only  to  deal  with  one 
pressure,  but  you  had  to  deal  with  two  pressures,  and  you  had  to  deal  with  the 
balance  of  those  two  pressures,  and,  as  he  put  it,  you  had  to  take  upon  yourself 
the  responsibility  for  the  effect  of  the  back  stroke,  and  he  said,  in  a  much  more  35 
clear  and  forcible  way  than  I  can  express  it,  though  I  entirely  apprehend  the 
meaning,  I  hope,  of  what  he  said,  that  that  showed  the  problem  in  the  two  ca£ies 
was  a  very  different  problem. 

I  really  do  not  think  that  under  those  circumstances  it  is  of  any  great 
importance  to  go  through  the  steps  in  the  Plaintiffs*  combination  and  to  40 
show  that  the  steps  are  different,  and  so  different  tiiat  although  it  is 
perfectly  true  to  say  that  both  in  the  Plaintiffs'  combination,  and  in  the 
Defendants'  combination,  the  control  and  the  holding  up  and  the  holding  down 
are  all  effected  by  the  action  of  non-return  valves,  yet  the  system  adopted  when 
you  come  to  details  is  very  different.  This,  to  my  mind,  illustrates  very  much  45 
that  the  position,  the  problem,  and  the  difficulties  were  not  the  same  in  the 
two  cases.  It  had  to  be  admitted  by  Mr.  WalteVy  notwithstanding  his  cross- 
examination  of  Mr.  BoySy  which  he  so  much  relied  upon,  that  the  by-pass  was 
a  matter  of  the  very  greatest  importance  in  the  efficient  working  of  the 
Defendants'  air  engine.  Admittedly  in  the  case  of  the  Plaintiffs'  air  engine  50 
the  by-pass  is  not  only  not  essential,  but  it  is  not  really  part  and  parcel  of  the 
invention  at  all.  Again,  in  Jameson^s  Specification  the  valves  were  really  to 
act  independently,  whereas  in  the  Defendants'  Specification  the  valves  were 
dependent  really  on  each  other  ;  they  were  both  moved  by  a  common  rotation 
which  at  the  moment  it  set  one  open  closed  the  other.  55 

In  my  judgment,  the  result  of  all  this  (I  should  do  no  good  by  going  through 
it  in  greater  detail)  is  that  the  Patentee  has  chosen  to  limit  his  claims  to  the 
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single-action  air  hammer,  and  he  has  done  that  at  a  time  when  the  other  sort  o£ 
air  hammers  was  perfectly  well  known  and  in  use ;  and  whatever  it  may  have 
been  which  really  operated  on  the  mind  of  the  Patentee  thus  to  limit  his  claims, 
the  fact  is  that  ihere  were  ample  reasons  which  might  have  affected  his  mind 
5  BO  as  to  make  him  deliberately  do  so.  In  fact  the  problem  in  the  case  of  the 
closed  cylinder  was  a  problem  different  from  and  more  difficult  than  that  which 
had  to  be  solved  in  the  case  of  the  air  hammer  with  one  end  open,  and  it 
may  well  have  been  that  the  Patentee  limited  his  claims  to  the  open-end  air 
hammer  because  he  either  could  not  see  his  way  to  solve  the  question  in  the 

10  case  of  the  double-end  air  hammer  or  because  he  felt  that  danger  would  arise  if 
he  made  his  claim  in  that  way. 

I  have  only  to  say  again  that  if  I  had  felt  that  this  was  simply  a  case  of  two 
open-ended  cylinders  put  together  in  the  way  Mr.  Walter  did  in  his  clever 
illustration,  I  should  have  held  that  that  was  not  substantially  different  from 

15  that  which  was  claimed  by  the  Patentee,  because  having  two  of  the  cylinders 
put  together  instead  of  one  of  them  might  have  left  the  problem  and  the  diffi- 
culties which  were  solved  in  the  one  case  absolutely  solved  in  the  other.  I  am 
of  opinion  beyond  doubt  on  the  evidence  that  the  problem  was  not  the  same, 
and  that  the  difficulties  were  enormously  enhanced  the  moment  you  had  the 

20  double  cylinder  with  the  closed  ends.  Under  these  circumstances  I  think  this 
appeal  ought  to  be  allowed. 

BOMBR,  L.J. — I  have  felt,  speaking  for  myself,  that  this  is  a  very  difficult 
case  to  decide,  and  I  have  had  great  hesitation  in  arriving  at  the  conclusion,  but 
the  conclasion  I  have  arrived  at  is  that  the  appeal  ought  to  be  allowed.    I  can 

25  state  my  reasons  very  shortly.  To  my  mind  the  Plaintiffs'  Specification,  and 
the  claims  in  that  Specification,  are  framed  with  reference  solely  to  an  atmos- 
pheric hammer  having  an  open  end  to  the  hammer,  and  I  cannot  find  throughout 
the  Specification  any  suggestion  that  the  invention  was  applicable  to  any  other 
kind  of  hammer.    In  particular  I  cannot  find  any  reference  to  an  atmospheric 

3U  hammer  where  both  ends  of  the  cylinder  are  closed  and  force  is  applied  by  what 
I  may  call  double  action ;  that  is  to  say,  by  pressure  alternating  on  the  top  and 
the  bottom  of  the  hammer.  I  will  for  brevity  hereafter  refer  to  that  kind  of 
machine  as  a  double-action  hammer.  Now,  it  is  the  more  significant  that  no 
reference  whatever  is  made  throughout  the  Specification  to  the  double-action 

.35  hammer,  seeing  that  it  was  perfectly  well  known  at  the  date  of  the  Patentee's 
invention,  and,  indeed,  had  been  known  for  a  considerable  time  back ;  for 
instance,  in  Manson's  Specification,  which  gives  one  example  of  a  double-action 
hammer.  I  cannot  help  thinking  that  if  the  Patentee  had  intended  to  apply  his 
invention  to,  or  to  have  a  claim  covering  the  double-action  hammer,  he  ought  to 

40  have  made  it  clear,  or  have  made  some  reference  to  it,  and  shown,  or  attempted 
to  show  how  his  invention  could  be  applied  to  such  a  hammer.  Not  only,  as  I 
have  said,  is  there  no  reference  whatever  in  the  Specification  to  any  such  thing 
as  the  double-action  hammer,  but,  to  my  mind,  the  Specification  and  claims  are 
so  framed  as,  on  their  face  at  any  rate,  to  negative  the  idea  that  the  Patentee 

45  intended  to  claim  his  invention  for  anything  except  what  I  will  call  the  single- 
action  hammer.  But,  notwithstanding  the  view  which  I  take  of  the  Patentee's 
Specification,  if,  for  the  purposes  of  the  Patentee's  invention,  and  the  claims  in 
his  Specification,  I  could  have  regarded  the  double-action  hammer  as  merely  a 
double  of  the  single,  or  as  a  single-action  hammer  with  a  mere  addition  to  it, 

50  to  which  the  Patentee's  invention  might  have  been  applied  without  difficulty 
and  without  any  further  invention,  I  might  have  seen  my  way  to  say  that  the 
Defendants'  machine  was  not  outside  the  scope  of  the  Plaintiffs'  Patent.  But, 
on  consideration  of  the  facts  of  this  case,  and  of  the  evidence  taken  as  a  whole, 
I  cannot  arrive  at  that  conclusion.     I  do  not  think  that  the  double-action 

55  hammer,  for  the  purposes  of  the  Patentee's  invention,  and  for  the  purposes  of  his 
claim,  can  be  regarded  as  Iherely  taking  the  single-action  hammer  and  duplicating 
it,  or  taking  it  and  adding  something  to  it  which  still  left  it  open  for  the  invention 
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to  be  applied  without  difficulty,  and  without  further  invention;  nor  do  I  think 
it  is  a  case  where,  if  the  inventor  did  find  a  method  of  obtaining  the  same  results 
as  were  obtained  by  the  Patentee's  invention  as  applied  to  single-action  hammers, 
from  double-action  hammers,  that  it  could  be  said  the  inventor  was  merely  taking 
the  Plaintiffs'  invention  and  improving  upon  it ;  at  any  rate  I  cannot  so  say  with  5 
regard  to  the  machine  that  the  Defendants  have  produced  and  to  the  invention 
of  the  Defendants  as  shown  in  that  machine.    It  is,  to  my  mind,  not  obvious 
at  all,  starting  as  from  the  date  of  the  Plaintiffs'  Specification,  that  this 
arrangement  could  be  applied,  satisfactorily  or  practically,  to  the  double-action 
hammer,  at  any  rate  to  such  a  double^aotion  hammer  as  the  Plaintiffs  have  10 
produced.    To  my  mind  the  problem  of  obtaining  the  Plaintiffs'  results  in  the 
double-action  machine  was  one  substantially  different  from  that  which  the 
Patentee  had  to  solve,  and  did  solve,  as  applied  to  the  single-action  machine, 
and  I  may  say  a  very  difficult  problem  tooJ    For  example,  it  was  not  at  all  clear, 
in  my  opinion,  that  without  special  contrivances  and  special  invention  the  15 
Patentee's  arrangement  could  be  applied  practically  so  as  to  keep  up  the 
hammer  in  an  efficient,  or  practically  efficient  way.    I  can  see,  and  perhaps  it 
may  be  said,  that  it  could  be  applied  without  much  invention  so  as  to  hold  the 
hammer  up  a  little,  probably  with  a  little  oscillation,  but  I  do  not  think  that 
Without  invention  you  could  have  applied  to  the  double-action  machine  the  20 
Patentee's  arrangement  for  holding  up  efficiently  so  as  to  make  a  practical 
working  machine.    At  any  rate  that  is  the  conclusion  to  which  I  have  come 
notwithstanding  the  evidence  of  Professor  Boys  which  I  have  carefully  con- 
sidered, and  I  think  that  his  cross-examination  on  this  particular  point  really 
when  rightly  understood  means  practically  what  I  have  said  ;  that  is,  tiiat,  25 
although  you  could  hold  up  to  a  certain  extent,  you  could  not  hold  up  efficiently 
or  practically.    The  conclusion  I  have  come  to  is  that  for  the  purposes  of 
the    Plaintiffs'  Patent,  the  double-action   machine   such  as  the  Defendants  ' 
have  put  on  the  market  cannot  be    regarded  as  identical,  or  identical  in 
substance,  with  the  single-action  machine  of  the  Plaintiffs ;  or  as  an  addition  of  30 
two  such  machines,  or  as  an  addition  to  one  such  machine,  but  is  for  the 
purposes  of  this  invention  to  be  regarded  as  substantially  different,  and  I  think 
that  the  Defendants'  machine  on  the  whole  is  to  be  taken  as  not  a  mere 
adaptation,  without  invention,  of  the  Plaintiffs'  Patent  to  anything  that  can 
possibly  be  treated  as  substantially  the  same  machine  as  that  referred  to  in  the  35 
Plaintiffs'  Specification,  and  intended  to  be  covered  by  the  Patent.    On  those 
grounds  I  think  that  the  appeal  ought  to  be  allowed. 

Oozbns-Hardt,  LJ". — I  agree,  and  have  nothing  to  add« 

Maulton^  E.G.— I  ask  for  a  certificate  that  the  Particulars  of  Objections  that 
were  referred  to  were  reasonable  and  proper.  40 

Vaughan  Williams,  LJ.—l  do  not  think  the  Defendants  ought  to  be 
allowed  Objections  which  are  based  on  the  invalidity  of  the  Patent,  because 
they  have  not  won  on  that.  They  have  won  on  non^infringement,  and  they 
ought  to  be  strictly  limited  to  non-infringement. 

ROMBR,  LJ. — The  Defendants  %vill  get  the  general  costs  of  the  action  and  45 
the  costs  of  the  issue  of  infringement. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

April  23rd,  May  7th,  and  June  4th,  1904. 

In  Re  Taylor's  Agreement  Trusts. 

5  Patent — Sale  by  Company. — Dissolution  of  Company  without  assignment. — 
Petition  for  Vesting  Order  dismissed. — Trustee  Actj  1893^  sections  25  and  85. — 
Patents  J  Ac.  Acty  1888^  sections  87  and  90. 

A  Limited  Company  ^  the  registered  proprietor  of  a  Patent^  went  into  voluntary 
liquidation,  and  the  liquidators  contracted  to  sell  the  Patent.    Tlie  final  meeting 

10  of  the  Company  was  held  and  the  requisite  return  wcbs  made  by  the  liquidators 
to  the  Registrar  of  Joint  Stock  Companies^  and  by  virtue  of  section  148  of  the 
Companies  Act,  1862y  the  Company  was  dissolved  on  the  expiration  of  three 
months  from  the  return.  TTie  purchase  money  under  the  contract  was 
previously  paidy  but  no  assignment  of  the  Patent  was  made  to  the  purchaser. 

15  The  purclMser  presented  a  Petition  under  the  Trustee  Act,  1898,  asking  for  a 

Vesting  Order;  the  Petition  was  also  entitled  as  being  under  the  Parents,  Ac. 

Act,  1888.    It  was  contended  for  the  Petitioner  that  the  Company  had  become  a 

trustee  for  him,  and  that  in  view  of  its  dissolution  the  trustee  could  not  be 

found  within  the  meaning  of  section  85  of  the  Trustee  Act,  1898.     By  the 

20  direction  of  the  Court  the  Petition  was  served  on  the  Crown,  and  Counsel 
for  the  Crown  was  willing  to  consent  to  a  Vesting  Order. 

Held,  that  the  case  did  not  fall  within  the  provisions  of  the  Trustee  Act,  1898 ; 
that  the  legal  estate  had  vested  in  the  Crown,  and  that  the  Crown  was  not 
bound  by  a  trust,  and  was  not  bound  by  the  Trustee  Act ;  that,  even  if  there 

25  were  consent  on  behalf  of  the  Crown,  there  was  no  jurisdiction  under  the  Act 
to  make  a  vesting  Order  under  the  circumstances.  The  Petition  was  ordered  to 
stand  over  to  allow  the  Petitioner  to  apply  at  the  Patent  Office  to  have  his  name 
entered  on  the  Begister  as  proprietor  of  the  Patent ;  this  was  done  und^r  the 
direction  of  the  Board  of  Trade,  and  the  Petition  was  dismissed, 

30      Query,  whether  the  Patent  had  merged. 

'  '  ^  In  re  Accident  AsBurance  Corporation  Ld.  {L.B.  {1904)  1  Ch.  147)  not 

followed. 

3l 
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In  Re  Taylor's  Agreement  Truats. 


The  Niger  Patent  Elastic  Enamel  Company  Ld.,  who  were  the  registered 
proprietors  of  certain  Letters  Patent,  on  the  28th  of  August  1903  passed  a  resolu- 
tion for  winding  up  and  appointing  liquidators.  On  the  16th  of  September  1903 
the  liquidators  entered  into  an  Agreement  to  sell  the  Patent.  After  the  require- 
ments of  section  142  of  the  Companies  Act,  1862,  had  been  complied  with,  the  5 
liquidators  on  the  24th  of  November  1903  made  a  return  to  the  Registrar  of 
Joint  Stock  Companies  in  compliance  with  section  143  of  that  Act,  and  by 
virtue  of  that  section  the  Company  was  at  the  expiration  of  three  months  from 
the  date  of  the  registration  of  such  return  '*  deemed  to  be  dissolved."  The 
purchase  money  had  been  paid,  but  no  assignment  of  the  Patent  had  been  10 
made  to  the  purchaser.  The  purchaser  presented  a  Petition  under  sections  35 
and  36  of  the  Trustee  Act,  1893,  and  section  90  of  the  Patents,  Ac.  Act,  1883, 
asking  for  an  Order  vesting  the  Patent  in  the  Petitioner  for  all  the  estate  of  the 
Company  therein  and  for  rectification  of  the  Register. 

Walter  (instructed  hy  A.  M.  Longhurst,  agent  for  Mackay^  Taylor ^  and  15 
Ooffey^  of  Liverpool)  appeared  for  the  Petitioner. 

Walter  for  the  Petitioner.— This  is  a  case  which  is  within  section  35  of  the 
Trustee  Act,  1893,  for  the  trustee  cannot  be  found.  Mr.  Justice  Farwell  decided, 
in  Be  General  Accident  Assurance  Corporation  Ld.  (L.R.  (1904)  1  Ch.  147), 
that  a  case  such  as  this  was  covered  by  the  section.  [BUCKLBY,  J. — There  20 
must  be  an  existing  person  who  cannot  be  found.  Here  there  is  no  existing 
person.  How  can  you  say  a  person  cannot  be  found  when  there  is  no  such 
person  ?]  There  is  the  authority  of  Mr.  Justice  Farwell.  That  case  was  under 
the  same  section — section  35  of  the  Act — under  precisely  similar  circumstances. 
[Buckley,  J. — I  feel  myself  unable  to  follow  that  decision.  You  must  proceed  25 
under  the  Act.  You  must  restgre  the  Company  to  the  Register,  and  then  you 
will  have  a  trustee.]  It  cannot  be  done.  There  is  no  other  way  of  getting  the 
legal  interest.  In  the  case  before  Mr.  Justice  Fat^well^  the  parties  tried  to  see 
whether  the  Crown  woald  transfer  the  legal  estate,  and  the  Crown  declined. 
[Buckley,  J. — You  cannot  restore  the  Company.  It  has  not  been  struck  off  30 
the  Register.-  It  is  not  within  the  Companies  Act,  1880.  It  is  a  dissolution 
case.]  A  dissolution  case  under  the  Act  of  1862.  It  might  come  within  the 
words  "When  it  is  uncertain  whether  a  trustee  entitled  alone,  or  jointly 
*'....  is  alive,  oris  dead."  The  ground  on  which  it  was  put  in  the  case 
before  Mr,  Justice  Farwell,  was  this  :  It  was  a  question  whether  or  not  the  35 
property  vested  in  the  Crown.  The  purchasing  Company  in  that  case  being 
desirous  of  getting  in  the  legal  estate,  applied  to  the  Crown,  and  inquired 
whether  it  would  execute  an  assignment.  If  we  cannot  find  where  the  legal 
estate  is,  is  not  that  within  the  purview  of  the  Act?  The  trustee  cannot 
be  found.  In  the  case  before  Mr.  Justice  Farwell  the  Petitioners  were  40 
informed  that  the  Crown  were  not  able  to  admit  that  the  legal  estate  in  question 
was  in  the  Crown.  ^Re  Higginson  &  Dean  (L.R.  (1899)  1  Q.R.  325),  and  Pryce- 
Jones  V.  Williams  (L.R.  (1902)  2  Ch.  517)  were  also  referred  to.] 

Buckley,  J. — Those  are  cases  as  to  (wna  vacantia  simply.    I  do  not  see  that 
I  can  do  any  better  for  you  than  let  this  Petition  stand  over,  and  let  you  serve  45 
the  Crown.    You  will  have  to  satisfy  me  that  the  Crown  is  a  trustee.     If  you 
satisfied  me  of  that,  and  the  Crown  were  here,  then  I  should  see  my  way.    I 
very  much  re^et  that  I  do  not  feel  myself  able  to  follow  the  decision  of  Mr. 
Justice  Farwell  in  the  case  of  the  General  Accident  Assurance  Corporation  Ld. 
It  seems  to  me  that  in  order  to  be  able  to  say  that  a  truBtee. cannot  be  found  50 
you  must  be  able  to  predicate  that  there  is  a  trustee,  but  you  do  not  know  where 
he  is,  and  cannot  find  him.    The  facts  here  are  that  the  trustee  is  a  Corporation 
which  has  been  dissolved  and  does  not  exist.     It  is  not  a  question  of  finding  a 
trustee.    There  Is  no  trustee  unless  it  be  the  trustee  in  whom  the  logal  estate  is    * 
vested  by  reason  of  the  dissolution  of.  the  Corporation.    It  may  be.tljiatthdiis  iQie  55 
Crown.    I  will  let  the  Petition  stand  over,  and,  if  the  Petitioners  can  bring  hdre 
a  person  who  they  satisfy  me  is  trustee,  I  shall  then  see  my  way  to  geton.    *'  ** 
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On  the  Ttk  of  May  1904  the  Petition  came  on  again,  when  A  J.  Parker 
(instracted  by  the  Solicitor  to  the  Treasury)  appeared  for  the  Orown. 

WcUter  for  the  Petitioner. — It  has  been  sngprested  whether  there  is  not  power 

to  have  my  title  entered  on  the  Register  at  the  Patent  Office  as  it  stands  ;  but 

5  we  haye  inquired,  and  the  Office  declines— and  I  think  rightly  so — ^becanse  all 

they  could  put  on  the  Register  woold  be  an  equitable  interest,  and  under  one 

of  the  sections  of  the  Patent  Act  no  trusts  or  anything  of  that  kind  are  to  be 

registered,  and  it  would  appear  on  the  Register  that  I  ^ve  not  the  legal  estate. 

BUCKLBY,  J.— What  do  you  say  for  the  Crown,  Mr.  Parker  ?    I  suppose  the 

10  legal  estate  is  in  the  Orown  ?    But  I  cannot  make  a  Vesting  Order  against  the 

Crown. 

Parker, — ^Your  Lordship  cannot  make  a  Vesting  Order  against  the  Crown, 

if  the  Crown  is  entitled.     The  Crown  always   gives  effect  to   trusts,  but, 

technically  speaking,  trusts  cannot  be  enforced  against  it.     That  being  the 

15  case,  I  should  have  thought  there  was  no  jurisdiction  to  do  anything  on  this 

Petition  as  against  the  Crown. 

BUOKLBT,  J. — ^I  have  been  looking  at  the  Act  again  and  the  words  are 
*'  cannot  be  found.'*    I  remain  of  the  same  opinion  as  before.    I  can  appoint  a 
newtrustee  where  there  is  an  existing  trustee,  but  the  I^b^iI  estate  is  in  the 
20  Crown. 

WcUier^^Vf  onld  your  Lordship  look  at  the  25th  seotion  of  the  Trustee  Act, 
1893  ?  **'  The  High  Court  may,  whenever  it  is  expedient  to  appoint  a  new 
^  tmstee  or  new  trustees,  and  it  is  found  inexpedient,  difficult,  or  impracticable 
^  to  do  so  without  the  assistance  of  the  Court,  make  an  Order  for  the  appoint- 
25  ^  ment  of  a  new  trustee  or  new  trustees,  either  in  substitution  for  or  in 
^  addition  to  any  existing  trustee  or  trustees,  or  although  there  is  no  existing 
**  trustee.*' 

BUOKLBY,  J, — ^Tou  cannot  say  there  is   an  existing  trustee   here.     The 

trustee  has  vanished,  but  the  legal  estate  is  I  suppose  Tested  in  the  Crown  ? 

30  You  cannot  say  that  the  Crown  is  trustee  in  one  sense,  but  you  must  say  it  in 

another  because,  if  the  legal  estate  is  in  the  Crown,  the  Crown  is,  although  it 

declines  to  be,  your  trustee. 

Parker. — My  friend  says  he  has  made  an  application  to  the  Patent  Office  to 

have  the  Petitioner  put  on  the  Register,  and  I  should  have  thought  that  was  the 

35  way.    I  have  had  a  similar  question  in  the  case  of  a  Trade  Mark  where  a 

Corpcfration  had  sold  all  their  Trade  Marks  and  goodwill,  and  no  assignment 

had  actually  taken  place. 

BUOKLBY,  J.— ft  has  also  occurred  to  me — I  do  not  know  whether  it  is  right 
or   not — that   directly  the  legal  estate  in  a  Patent  vests  in   the  Crown   as 
40  bona  vacantia  the  Crown  cannot  be  a  Patentee  under  its  own  grant,  and 
therefore  there  is  no  Patent  at  all,  but  it  has  merged. 
Parker. — I  did  not  like  to  suggest  that 

BuOKLBY,  J. — I  was  about  to  suggest  whether  it  would  not  be  possible  to 
make  are-grant. 
45  Walter. — ^The  Petition  is  entitled  not  only  in  the  Trustee  Act,  but  in  the 
Patent  Act  I  do  not  know  whether  my  friend  is  instructed  to  appear  on 
behalf  of  the  Comptroller.  Under  section  90  of  the  Patents,  &c.  Act,  1883, 
I  am  a  person  aggrieved.  ^ 

BuOKLBY,  J. — I  doubt  whether  section  90  has  taken  effect  yet,  beoanse  it  is 
50  not  a  case  where  you  have  applied  to  the  Comptroller  to  register  a  devolution 
of  interest  in  a  Patent  and  he  has  refused.  He  has  done  nothing  of  the  sort, 
because  there  is  no  devolution  of  interest  which  he  can  register.  The  Petitioner 
is  not  a  persoi^who  becomes  entitled  by  assignment,  transmission,  or  operation 
of  law  to  ar  Patent. 
55  Parker.^^Tbak  difBculty  has  been  got  >DTer  in  the  case  of  Trade  Marios  by 
entering  ttie  equitable  owner  as  the  proprietor  of  the  Trade  Mark. 
'  "BlTOKUnr,  «/•«— Is  the  Comptroller  prepared  to  do  that  ? 
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Parker. — I  cannot    say.      I    am   not  acting  for  the  Comptroller.      I  am 
instructed  by  a  different  Department. 

BUCKLBY,  J,—li  the  Comptroller  will  do  it,  of  course  that  will  get  over  the 
diflSculty. 

Parker. — If  it  cannot  be  done  in  that  way,  I  confess  I  do  not  see  what  can  be  5 
done.    If  your  Lordship  saw  your  way  to  express  on  the  Order,  "  the  Attomey- 
"  General  not  objecting  to  the  making  of  a  Vesting  Order,"  I  think  I  might 
suggest  that  on  behalf  of  the  Crown. 

Buckley,  J. — Can  I  with  the  consent  of  the  Crown  make  a  Vesting  Order 
against  the  Crown  ?     Surely  the  Act,  not  mentioning  the  Crown,  does  not  apply   |0 
to  the  Crown  at  all.    I  cannot  have  a  jurisdiction  by  consent  without  an  Act 
of  Parliament.    I  must  take  it  that  the  Crown  is  excepted  from  the  Act,  and  the 
Crown  canuot  consent  to  be  within  the  Act  so  as  to  give  me  jurisdiction  here. 

Parker. — If  your  Lordship  saw  your  way  to  declare  the  Petitioner's  eqnitable 
title,  so  that  he  would  have  something  to  ^ow  at  the  Patent  Of&ce,  that  wonld  15 
help  him. 

Walter. — ^Your  Lordship  does  not  think  under  the  25th  section  you  can  make 
a  Vesting  Order  ?  . 

BUOKLBY,  J. — It  seems  to  me  that  there  are  many  fatal  difficulties.  In  the 
first  place  I  agree  that  the  dissolution  of  the  Corporation  called  into  action  these  20 
words,  ^'  that  there  is  no  existing  trustee '',  but  for  this  fact  that  the  dissolution 
of  the  Corporation  caused  the  Patent  to  vest  in  the  Crown.  Then  the  Crown 
would  be  the  trustee  but  for  the  fact  that  the  Crown  cannot  be  a  trustee  for 
anybody.  Then  there  is  the  further  difficulty  that  directly  it  vested  in  the 
Crown,  as  far  as  I  can  see  at  present,  it  ceased  to  be  a  Patent,  because  the  Crown  25 
could  not  hold  under  itself. 

Walter. — Your  Lordship  does  not  think  that  even  with  the  assent  your 
Lordship  can  make  a  Vesting  Order  ? 

BuCKLBY,  J. — I  do  not  see  how  it  is  possible.     I  cannot  enlai^ge  the  Act  of 
Parliament  because  the  Crown  is  minded  not  to  rely  upon  the  fact  that  the  Act  30 
does  not  bind  it. 

Parker. — My  Lord,  supposing  the  Petition  stands  over,  and  my  friend  renews 
his  application  to  the  Patent  Office  and  sees  what  can  be  done  ? 

BuOKLBY,  J. — In  this  case  a  Limited  Company  agi*eed  to  sell  a  Patent  to  the 
Petitioner,  and  the  purchase  money  was  paid.    The  result  was  that  the  Petitioner  35 
has  a  good  equitable  title  to  the  Patent.    No  assignment  was  executed  by  the 
Corporation,  and  the  Corporation  went  into  liquidation,  and  the  necessary  pro- 
ceedings took  place  and  the  Corporation  was  dissolved.    In  that  state  of  facts  a 
Petition  is  presented  to  the  Court,  not  asking  for  the  appointment  of  a  new 
trustee,  but  simply  asking  for  a  vesting  Order.     The  jurisdiction  to  make  a  4Q 
vesting  Order  arises  under  section  35  of  the  Act,  and  the  words  relied  upon  are 
those  in  section  35  (c),  that  a  trustee  '^  cannot  be  found.**    The  context  in  which 
those  words  occur  is  this  :  *'  Where  a  trustee  (a)  is  an  infant,  or  (h)  is  out  of  the 
"  jurisdiction  of  the  Court,  or  (c)  cannot  be  found."     To  my  mind  the  words 
'*  cannot  be  found  "  in  that  context  mean  that  the  trustee  is  somewhere,  but  you  45 
do  not  know  where  he  is.     If  you  knew  where  to  look  you  would  be  able  to 
find  him.     He  is  an  existing  person,  but  you  do  not  know  where  he  is.    I 
regret  very  much  that  I  find  myself  unable  to  concur  in  the  decision  on  that 
point  at  which  I  understand  my  Brother  Farwell  arrived  in  Be  The  General 
Accident  Assurance  Corporation  Ld.  (L.R.  (1904)   1  Chancery  147).    He  its  50 
there  reported  to  have  said  that  a  case  exactly  like  the  present  fell  within  the 
purview  of  the  sections.     I  agree  with  that  if  it  means  this ;    that   if   the 
Legislature,  when  they  were  passing  the  Trustee  Act,  had  thought  of  this  case 
no  doubt  they  would  have  provided  for  it ;  but  I  do  not  agree  with  it  in  the 
sense  that  the  case  is  provided  for  by  the  Act  of    Parliament.     It  aeems  $5 
to  me  perfectly  plain,  reading  the  Act  of  Parliament,  that  the  case  is  not 
provided   for.     The  f^jt,   therefore,  that  tljis  limited  Company  which 
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trustee  has  disappeared  altogether  does  not,  in  my  opinion,  satisfy  the 
words  that  it  "cannot  be  found."  Further,  when  the  Company  became 
dissolved,  the  legal  estate  in  the  Patent,  I  think,  unquestionably  vested  in  the 
Grown.  In  other  words,  it  is  not  a  fact  that  I  cannot  find  the  trustee.  I  know 
5  exactly  where  he  is,  and  if  I  can  spe-ik  of  him  as  a  trustee  it  is  the  Crown. 
That  is  where  the  legal  estate  is. 

But  there  is  this  further  difficulty,  that  although  the  legal  estate  is  so  vested 
in  the  Crown  that  it  would  be  a  trustee  if  it  could  be,  the  Crown  cannot  be  a 
trustee.     Although  it  does  in  general  give  effect  to  trusts,  the  Crown  is  not 

10  bound  by  a  trust,  and  in  that  sense  is  not  a  trustee. 

Then  this  occurred  to  me  :  If  the  matter  could  be  cured  by  any  amendment 
of  this  Petition  I  would  gladly  give  leave  to  amend.  I  thought  it  might  be 
possible  to  amend  the  petition  by  asking  for  the  appointment  of  a  new  trustee, 
and  thereupon  making  a  vesting  Order.    That  turns  on  section  25  of  the  Act  of 

15  Parliament  which  enables  me  to  appoint  a  new  trustee,  although  there  is  no 
existing  trustee.  Now,  in  a  sense,  those  words  are  satisfied  ;  that  is  to  say,  the 
Corporation  has  disappeared — ^is  not  existing — and  the  Crown,  in  whom  the 
legal  estate  is,  is  not  in  a  strict  legal  sense  a  trustee  at  all.  The  Crown  is 
existing  but  is  not  a  Trustee,  so  t£at  I  may  say,  in  a  sense,  that    here  is  no 

20  existing  trustee.  I  do  not  say  it  is  so,  because,  of  course,  the  Crown  might  be  a 
trustee  if  it  was  minded  to  become  one — it  might  consent ;  but  supposing  that 
was  satisfied  could  I  then  appoint  a  new  trustee,  and  make  a  Vesting  Order  as 
against  the  Crown  ?  Plainly  not.  The  Crown  is  not  bound  by  the  Act  of 
Parliament. 

25  Then  Mr.  Parker  suggests,  to  get  over  the  difficulty  which  everybo<ly  desires 
to  get  over  if  they  can,  that  it  is  possible  the  Attorney-General  might  consent  to 
my  making  a  Vesting  Order,  and  waive  the  right  of  the  Crown.  Could  I  do  it 
then  ?  It  seems  to  me  I  could  not.  It  would  only  be  that  the  Crown  could 
say,  although  the  Crown  is  not  b(5und  by  this  Act  of  Parliament,  it  will  not 

30  raise  the  point  that  it  is  not  bound.  Does  that  give  me  jurisdiction  ?  Certainly 
not.  I  cannot  enJarge  the  Act  of  Parliament.  My  powers  remain  where  they 
were.  If  the  Crown  were  minded  to  deal  with  the  matter  by  assignment  or 
in  some  other  way,  well  and  good,  but  I  cannot  make  a  Vesting  Order. 

There    is  this   further   difficulty,   which   seems  to  me  formidable.      The 

35  legal  estate  vested  in  the  Crown ;  but  the  Crown  cannot  be  a  grantee  from 
itself.  Then  where  is  the  Patent  ?  That  goes  to  the  existence  of  the  subject- 
matter  upon  which  I  am  asked  to  make  a  Vesting  Order. 

On  all  these  grounds  it  seems  to  me  it  is  impossible  on  this  Petition  to  assist 
the  Petitioner,  although  I  should  wish  jto  do  so  if  I  could  in  any  way,  to  arrive 

40  at  that  which  he  wants,  unless  this  course  be  possible — ^and  it  is  said  that  it  is 
IK)Ssible.  It  is  perfectly  obvious  what  the  Applicant's  rights  are.  He  is 
entitled  to  a  Patent  unless  the  Crown  is  going  to  set  up  some  claim  of  merger 
on  the  principles  I  have  stated.  If  the  Crown  does  not  set  up  that  it  may  be 
possible  for  the  Comptroller  to  exercise  his  jurisdiction  over  the  Register  by 

45  entering  the  Applicant's  name  as  the  owner  of  this  Patent.  If  he  will  do  so,  if 
any  technical  impediments  in  the  way  are  removed,  that  will  solve  the  diffi- 
culty ;  but  that  is  for  the  Comptroller  and  not  for  me.  In  that  view  I  will  not 
dismiss  the  Petition  now,  although  I  confess  1  do  not  see  my  way  to  make  any 
Order  on  it ;  but  if  it  is  asked  I  will  let  it  stand  over  to  see  if  anything  can  be 

50  done  to  get  over  the  difficulty. 

On  the  4th  of  June  1904  the  Petition  was  dismissed,  it  being  stated  that  the 
Board  of  Trade  had  directed  the  Comptroller  to  register  the  Petitioner  as 
proprietor  of  the  Patent. 
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I5  THE  High  Court  of  Justicb.— King*8  Bench  Division. 

Be/ore  The   Lord  Chief   Justice  and   Mr.  Justice  Kennedy, 

Jnly  7th,  1904. 

Bow   v.  Hart. 

Trade  Mark.— Action  for  infringement  in  County  Court.— Validity  of  Trade  5 
Mark  put  in  issue  by  Defendant.— Jurisdiction  of  County  Court.—**  Franchise  J* 
—No  Order  made.— Appeal  by  Plaintiff,— County  Court  held  to  have  jurisiic- 
tion.— Appeal   allowed.— County    Courts   Act    1888^  sections  56  and  126.— 
Patents  Ac.  Act  1888,  section  J8.  .   . 

The  registered  proprietor  of  a  Trade  Mark,  having  brought  an  action  for  10 
infringement  in  a  County  Courts  the  Defe}idant  gave  notice  that.he  disputed  the 
validity  of  tfie  Trade  Mark  and  intended  to  apply  to  the  High  Court  to  have 
tlie  Trade  Mark  expunged  from  the  Register.  At  the  hearing  it  u?as  contended 
for  the  Defendant  thai  the  County  Court  had  no  jurisdiction  on  the  grounds^ 
firsts  that  t?te  Trade  Mark  was  a  ^^  franchise  "  within  the  meaning  of  section  56  of  15 
t?ie  County  Courts  Act  1888 ;  and^  secondly^  that  the  machinery  of  Trade  Mark 
litigation  was  inconsistent  with  the  existence  of  jurisdiction  in  the  County 
Court.  The  Judge^  having  regard  to  there  being  no  jurisdiction  in  the  County 
Court  to  try  the  issue  of  validity y  made  no  Order.    The  Plaintiff  appealed. 

Held,  that  a  Trade  Mark  is  not  a  ^'^  franchise^"*  and  that  the  County  Court  20 
had  jurisdiction  to  try  the  action^  but  that^  if  an  appliccUion  were  made  by  the 
Defendant  under   section  126  of  the  County  Courts  Act  1888  to  remove  the 
action  to  tlie  High  Courts  effect  ought  to  be  given  to  il.    Tfie  Appeal  vcas  allowed^ 
the  costs  to  abide  the  result  of  (he  action.   Leave  to  appeal  was  given* 

This  was  an  Appeal  from  a  decision  of  the  Judge  of  the  Rochester  County  25 
Court.  The  action  was  brought  for  infringement  of  a  roistered  Trade  Mark 
of  which  the  Plaintiff  was  proprietor,  and  claimed  an  injunction  restraining 
infringement,  and  an  account  of  profits  or  damages.  The  Defendant  gave 
notice  that  he  would  object  to  the  jurisdiction  of  the  Court  to  try  the  action, 
and  that  he  intended  to  dispute  the  TaJidity  of  the  Trade  Mark  and  to  apply  to  30 
the  High  Court  to  have  it  expunged  from  the  Register.  When  the  action  oame 
on,  the  Defendant  objected  to  the  jurisdiction  on  the  jgrounds  that  the  Trade 
Mark  was  a  *' franchise"  within  the  meaning  of  section  56  of  the  County 
Courts  Act  1888,  and  that  the  prpyieipn^  of , the  Patents  Ac.  Acts  as  to  Trade 
Mark  actions  showed  that  it  was  not  intended  that  County  Courts  should  have  35 
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jurifldiction  to  try  them.  The  County  Court  Judge  was  of  opinion  that  a  Trade 
Mark  was  not  a  "  franchise,"  hut,  in  view  of'  the  Defence,  which  raised  an 
issue  which  the  Court  had  no  jurisdiction  to  try,  he  made  no  Order  in  the 
action.  The  Plaintiff  appealed. 
&  A.  H.  Spokes  (instructed  by  Garter  and  Bell)  appeared  for  the  Appellant ; 
A.  Beddall  (instructed  by  Churchman  ana  Winser)  appeared  for  the 
Respondent. 

Spokes  for  the  Appellant.— Under  section  56  of  the  County  Courts  Act,  1888, 
the  County  Court  Judge  had  jurisdiction,  for  a  Trade  Mark  is  not  a  "  franchise  " 

10  within  the  proviso  to  that  section.  R.  v.  Goimty  Court  Judge  of  Halifax^ 
8  R.P.C.  338 ;  L.R.  (1891)  2  Q.B.  263  does  not  apply.  There  it  wfiis  decided 
that  a  Patent  is  a  "franchise,"  but  the  right  conferred  by  registration  of  a 
Trade  Mark  is  a  right  of  property  and  is  statutory.  Section  18  of  the  Patents, 
Designs,  and  Trade  Marks  Act,  1888,  is  limited  to  the  High  Court,  and  "  the 

15  ** Court"  in  section  90  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883, 

means  that  Court  {see  section  117)  ;  but  the  Plaintiff  has  the  option  under 

section  38  of  applying  for  the  certificate  or  not,  and  section  90  only  applies  to 

proceedings  for  rectification. 

Beddall  for  the  Respondent.— A  Trade  Mark  is  a  "  franchise  "  within  the 

20  meaning  of  section  56  of  the  County  Courls  Act  1888,  and  therefore  the  County 
Court  Judge  had  no  jurisdiction  to  entertain  the  action  (B.  v.  County  Court 
Judge  of  Halifax).  "The  Court"  in  the  Patents,  Designs,  and  Trade  Marks 
Acts  means  the  High  Court  {eee  section  117  of  the  Patents  &c.  Act  1883). 
Section  26  of  the  Patents  4&c.  Act  1888  shows  that,  but  for  that  section,  the 

25  Legislature  thought  there  would  be  no  jurisdiction  in  the  Court  of  Chancery 
of  the  County  Palatine  of  Lancaster  with  regard  to  a  Trade  Mark.  A  Trade 
Mark  is  a  monopoly  {see  sections  75  and  76  of  the  Patents  &c.  Act  1883).  It 
was  a  "  franchise  "  before  the  statutory  provisions  relating  to  Trade  Marks  ;  a 
Trade  Mark  was  property  in  the  sense  that  the  owner  of  it  could  stop  another 

30  person  passing  off  goods  marked  with  it  as  his  own.  When  the  registration  of 
Trade  Marks  was  introduced  the  registered  owner  became  entitled  to  the  exclu- 
sive use  of  it,  whether  it  had  been  used  before  registration  or  not.  In  principle 
there  is  no  difference  between  a  Trade  Mark  and  Letters  Patent,  except  that  the 
former  is  granted  by  the  Legislature  and  the  latter  by  the  Crown.    As  in  the 

35  case  of  a  Patent,  the  procedure  in  Trade  Mark  actions  enjoined  by  the  Acts  is 
inconsistent  with  the  existence  of  any  jurisdiction  in  the  County  Courts. 

Spokes  in  reply. — ^A  Trade  Mark  is  not  a  "  franchise."  The  County  Courts 
Act  1888  was  passed  upon  the  13th  of  August,  and  the  Patents,  Designs,  and 
Trade  Marks  Act  1888  upon  the  24th  of  December  of  that  year.    It  could  not 

40  have  been  intended  to  take  away  by  the  latter  Statute  a  jurisdiction  which  had 
existed  under  the  former  Statute  for  only  five  months.  [Section  126  of  the 
County  Courts  Act,  1888,  was  also  referred  to.] 

Lord  Alvbrstonb,  L.CJ. — The  point  raised  in  this  case  is  one  of  very 
considerable  importance,  and,  to  my  mind,  of  very  considerable  difficulty ; 

45  and  I  should  be  extremely  glad  if  the  opinion,  that  I  intend  to  express 
that  the  County  Court  has  jurisdiction,  should  be  reviewed  in  the  Court  of 
Appeal.  I  think  that,  in  strictness,  the  learned  County  Court  Judge  has  not 
put  the  case  in  a  way  in  which  we  can  really  ascertain  whether  he  meant  to 
say  he  had  no  jurisdiction  or  not.    He  says  in  terms  that  the  Queen  v.  County 

50  Court  Judge  of  Ralifax  does  not  apply,  in  which  view  I  think  he  is  right,  but 
he  points  out  that  section  18  of  die  Patent  Act  of  1888  is  very  analogous  to 
section  31  of  the  Patent  Act  of  1883,  in  which  respect  he  is  also  right.  Then 
he  simply  says  that  he  makes  no  Order,  because  of  the  defence  raised  by  the 
Defendants  impugning  the  Trade  Mark. 

55  It  is  now  well  recognised  that  if  a  Statute  with  regard  to  an  inferior 
Court  apparently  gives  jurisdiction,  wide  effect  is  to  be  given  to  that.  It 
will  be  remembered  that  the  question  arose  in  the  Admiralty  Court  cases, 
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in  which  it  was  pointed  out  that  the  maxim,  Boni  judicis  est  ampliare 
jurisdtctionemy  certainly  applies  at  the  present  time.  Section  56  of  the  Connty 
Courts  Act  1888  says :— "  All  personal  actions  where  the  debt,  demand,  or 
^  damage  claimed  is  not  more  than  50/.,  whether  on  balance  of  account  or 
"  otherwise,  may  be  commenced  in  the  Court,  and  all  such  actions  shall  be  5 
"  heard  and  determined  in  a  summary  way  according  to  the  provisions  of  this 
**  Act ;  provided  always  that,  except  as  in  this  Act  provided,  the  Court  shall 
"  not  have  cognizance  of  any  action  of  ejectment,  or  in  which  the  title  to  any 
"  corporeal  or  incorporeal  hereditaments,  or  to  any  toll,  fair,  market,  or 
"  franchise  shall  be  in  question."  10 

This  claim  was  brought  in  respect  of  an  alleged  infringement  of  a  registered 
Trade  Mark,  and  in  the  Defence  the  Defendant  said  he  was  going  to  contest 
the  validity  of  the  Plaintiff's  Trade  Mark,  and  apply  to  the  High  Court  to  have 
the  same  expunged.  The  first  question  which  arises  is— Has  the  County  Court 
jurisdiction  ?  I  asked  for  any  assistance  that  could  be  given  by  the  learned  15 
Counsel  as  to  whether  the  right  to  a  Trade  Mark  is  within  the  word  "  franchise." 
I  have  never  heard  it  contended  that  a  Trade  Mark  is  a  "  franchise " ;  and 
looking  at  the  grounds  of  the  decision  in  the  Halifax  case,  so  far  as  it 
rested  on  "  franchise,"  I  should  have  thought  that  the  reasons  given  by  Baron 
PoUock^  and  concurred  in  by  Sir  Arthur  Charles,  would  not  have  included  jjQ 
Trade  Marks  in  "  franchise."  Really  the  recognised  view  now,  in  my  opinion, 
is  that  Trade  Mark  was  originally  based  upon  property — on  the  right  of 
persons  to  have  their  trade  name  or  mark  protected  and  regulated  by  Statute, 
and  that  it  is  not  based  upon  any  question  of  grant  from  the  Crown,  or 
anything  analogous  to  "  franchise."  Therefore  it  seems  to  me  that,  under  the  25 
word  "franchise,"  the  jurisdiction  of  the  County  Court  is  not  excluded. 

A  point  which  has  given  me  very  considerable  anxiety,  and  in  respect  of 
which  I  am  not  satisfied  that  I  am  right,  is  the  second  ground  upon  which  it 
was  held  that  an  action  for  infringement  of  a  Patent  could  not  be  brought 
in  a  County  Court.  There  was  a  very  clear  case  with  regard  to  Patents  30 
upon  that  second  ground.  There  is  the  machinery  for  Particulars  of  Breaches 
being  given  with  the  Statement  of  Claim  ;  there  is  the  procedure  for  Particulars 
of  Objections  being  given  with  the  Statement  of  Defence ;  and,  as  Lord  Justice 
Lopes  pointed  out,  the  whole  machinery  of  Patent  litigation  is  inconsistent  with 
the  view  that  such  an  action  could  be  brought  in  the  County  Court.  That  is  35 
independent  entirely  of  the  question  also  on  which  some  of  the  Judges  took 
the  view  that  a  Patent  was  a  "  franchise,"  and  therefore  was  within  the  prohi- 
bition of  the  County  Court  section.  The  section  that  has  given  me  difficulty  is 
one  which  my  Brother  Kennedy  has  more  than  once  referred  to  in  the  course 
of  these  proceedings,  namely,  section  18  of  the  Patents  &c."  Act  of  1888,  which  40 
is  to  be  read  with  the  Act  of  1883 :  "  In  an  action  for  infringement  of  a 
"  registered  Trade  Mark,  the  Court  or  a  Judge  may  certify  that  the  right  to  the 
"  exclusive  use  of  the  Trade  Mark  came  in  question,  and,  if  the  Court  or  Judge 
"  so  certifies,  then  in  any  subsequent  action  for  infringement  the  Plaintiff  in 
"  that  action,  on  obtaining  a  final  order  or  judgment  in  his  favour,  shall  have  his  45 
«  full  costs."  That  section  is  in  terms  the  same  as  section  31  of  the  Act  of  1883, 
which  relates  to  actions  for  infringement  of  Patents,  and  that,  no  doubt,  was  one 
of  the  sections  referred  to  by  Lord  Justice  Lopes  when  he  referred  to  the  special 
machinery  with  regard  to  legal  proceedings.  I  have  had  some  doubt  as  to 
whether  or  not  that  is  not  almost  enough  to  show  that  the  special  machinery  50 
for  dealing  with  questions  of  infringement  of  Trade  Mark  might,  to  a  certain 
extent,  bring  in  the  second  ground  on  which  it  was  thought  that  the  County 
Court  had  no  jurisdiction  ;  but,  on  the  whole,  I  do  not  think  it  is  strong 
enough. 

I  do  not  give  much  weight  to  the  point  that  Mr.  Spokes  urged,  that  the  Plaintiff  55 
could  waive  the  right  under  that  section,  or  not  ask  for  it,  because  that  would 
be  a  way  of  giving  jurisdiction  by  consent. 
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•  Bat  there  is  this  serious  qaestion— ^that  there  might  be  a  decision  in  the 
County  Court  with  reference  to  a  Trade  Mark,  and  a  different  decision  in  some 
proceeding  taken  to  expunge  in  the  High  Court ;  and  there  is,  of  course, 
the  difficulty  that  section  90,  which  is  the  expunging  section,  clearly  only 
5  applies  to  the  High  Court,  and  Mr.  Spokes  does  not  contend  that  the  County 
Court  has  any  jurisdiction  under  that  section  to  expunge,  nor  does  he  contend  that 
the  County  Court  can  give  the  Certificate  to  which  I  have  referred  under  section  18 
of  the  Patents  &c.  Act  1888.  But  thinking,  as  I  do,  that  section  56  of  the 
County  Courts  Act  1888  does  not  exclude  an  action  for  infringement  of  Trade 

10  Mark,  and  that  the  arguments  in  the  Qtieefii  v.  Halifax  do  not  apply  in  the  case 
of  a  Trade  Mark  except  to  the  limited  extent  to  which  I  have  referred,  and  that 
there  is  power  in  the  High  Court  to  remove  out  of  the  County  Court  a  case  in 
which  such  a  defence  is  raised — and  I  may  say  that  I  am  clearly  of  opinion 
that,  if  a  Defendant  really  meant  to  raise  that  kind  of  defence,  and  went  to 

15  the  High  Court  under  section  126,  the  Judge  ought  most  certainly  to  order 
the  action  to  be  removed  on  the  ground  that  effect  can  only  be  given  to  the 
defence  raised  by  the  Judge  who  has  the  power  of  expunging— on  the  whole, 
I  come  to  the  conclusion  that  the  County  Court  Judge  had  jurisdiction  and 
ought  to  have  entertained  this  case ;  but  if  any  application  is  made  by  the 

20  Defendant  to  remove  it  into  the  High  Court  on  the  ground  that  the  defence 
he  wishes  to  raise  cannot  be  raised  in  the  County  Court,  I  think  certainly 
effect  ought  to  be  given  to  that. 

It  is  a  case  of  great  importance,  and  of  course,  if  the  Defendant  wishes  to 
carry  it  further,  he  is  certainly  entitled  to  have  leave  to  appeal.     For  the 

25  reasons  I  have  given,  I  think  iJiat  in  this  case  the  County  Court  Judge  had 
jurisdiction. 

Kbnnbdy,  J. — I  am  of  the  same  opinion.  This,  in  my  judgment,  is  not  a  case 
of  a  "  franchise  "  at  all.  Not  being  a  case  of  a  "  franchise,"  it  is  prima  facie  a 
case  in  which  the  County  Court  Judge  had  jurisdiction,  and  the  Plaintiff  had 

30  a  right  to  require  the  County  Court  Judge  to  hear  and  determine  the  action ; 
but  the  Defendant  said,  ''  I  mean  to  raise  the  question  as  to  the  validity  of  this 
"  Trade  Mark.  I  cannot  get  what  I  want  under  any  Order  the  Court  may  make, 
**  and  therefore  I  suggest  to  the  Court  that  there  is  no  jurisdiction  ;  that  it  must  be 
**  intended  that  the  jurisdiction  with  regard  to  Trade  Marks  was  jurisdiction 

35  *'  which,  so  far  as  it  is  litigious,  must  be  exercised  in  the  High  Court  of  Justice." 
I  think  we  must  leave  it  to  another  tribunal  to  say  that  it  is,  because  there  is 
prima  facie^  under  the  legislation  which  regulates  the  jurisdiction  of  the 
County  Courts,  jurisdiction  to  hear  all  but  certain  excepted  cases,  and  this  is 
not  in  its  nature  one  of  those  excepted  cases.     I  see  the  difficulty,  which  is 

40  obvious  of  working  out  a  defence,  such  as  is  suggested  here,  under  the  County 
Court  procedure.  I  agree  entirely  with  what  my  Lord  has  better  expressed  as 
regards  the  duty,  which  lies  upon  us  where  there  is  express  statutory  jurisdic- 
tion as  to  the  class  of  case,  not,  except  upon  compulsion  of  common  sense  or 
of  reason,  to  take  away  that  jurisdiction  in  a  given  case,  because  one  may 

45  think  that,  if  it  had  been  brought  to  the  notice  of  the  Legislature,  there 
might  have  been  provision  in  the  later  Act  to  confine  the  jurisdiction  in  terms, 
in  all  cases,  to  the  High  Court  of  Justice.  I  see  the  difficulty  of  a  conflict  of 
jurisdiction  which  might  arise  if  a  County  Court  Judge  gave  judgment  in  a 
case  in  favour  of  the  Trade  Mark,  and  then  subsequently  the  procedure,  which 

50  must  be  taken  in  the  High  Court,  is  taken  by  the  other  party  to  expunge  the 
registration.  I  can  quite  see  that  a  difficulty  might  arise  in  that  particular  case  ; 
but  it  is  always  in  the  power  of  the  Defendant  to  apply  under  section  126  of 
the  51st  and  52nd  Victoria,  chapter  43,  to  remove  the  case  by  certiorari  to  the* 
High  Court ;  and  most  assuredly,  looking  at  the  fact  that  the  Defendant  can 

55  only  get  that  relief  which  the  law  has  given  him  under  the  Patent  Act  in  the  High 
Court,  and  that  it  would  be  a  sufficient  defence  and  perfectly  relevant  to  the 
Plaintiff's  claim  on  the  face  of  it,  I  do  not  think  any  Court  or  Judge,  or  on 
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appeal  any  Diyisional  Coiirt,  could  reftise  a  certiorari  under  thoee  oircum- 
Btances,  in  the  absence  of  some  Terj  special  grounds.  I  think  that  that  is 
sufficient  to  reconcile  the  existence  of  a  County '  Court  jurisdiction  with  the 
special  provisions  of  the  legislation  with  regard  to  the  registration  of  Trade 
Marks. 

The  costs  were  ordered  to  abide  the  result  of  the  action,  and  leave  to  appeal 
was  given  to  the  Defendant. 


5 


In  the  High  Court  op  Justice.— King's  Bench  Division. 

Warwickshire  Assizes  (B'irmingham  Division). 

Be/ore  LORD  Alvbrstonb,  L.CJ.  10 

August  9th,  1904. 

County  Chemical  Company  Ld.  v.   H.  Frankbnburg. 

Action  for  passing  o/f.— "  Get-up.'' — Cycle  repair  outfits  in  tin  boxes.-- 
Intention  to  deceive.^^It\jtmction  granted. — Order  for  delivery  up  re/used  on 
account  of  Plaintiffs'  delay  in  taking  action.  15 

The  Plaintiffs  in  January  1902  commenced  to  make  and  sell  maieriais  for 
the  repair  of  pneumatic  tyres  packed  in  tin  boxes  of  a  certain  colour^  sliape^  and 
design.  They  claimM  tJiaty  until  the  wrongful  acts  of  the  Defendantj  such 
boxes  were  used  exclusively  by  them.  In  1908  the  Defendant  sold  inferior 
materials  for  the  same  purpose  in  boxes  closely  resembling  those  of  the  20 
Plaintiffs. 

Held— (7)  timt  there  was  an  intention  to  imitate  ;  (2)  that  intention  to  deceive 
might  be  inferred  from  the  circumstances  of  the  case  although  no  case  of  actual 
deception  wasproved;  (3)  that  the  Defendant's  boxes  were  calculated  to  deceive. 
An  injunction  was  granted;  but  no  Order  was  made  for  the  delivery  up  of  ^ 
booses  which  offetided  against  the  injunction  because  the  Plaintiffs  had 
neglected  to  take  aetuyn  for  six  months  after  they  became  aware  of  the 
imitation. 

The  Plaintiflfis  in  this  action,  the  County  Chemical  Company  Ld.  were 
manufacturing  chemisto  and  makers  of  cycle  accessories.    In  Juiuary  1903  30 
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they  commenced  to  offer  for  sale  materials,  of  their  own  manufacture,  for  the 
repair  of  pneumatic  tyres.  These  materials  were  put  up  in  oblong  tin  boxes 
coloured  green.  Printed  or  impressed  upon  the  lids  of  these  boxes  were  labels 
which  had  been  specially  designed  for  the  Plaintiffs.  The  boxes  thus  labelled 
were  manufactur^l  for  the  Plaintiffs  in  Germany  by  Messrs.  Saupe  and  BtMchy 
of  Radebent,  Dresden.  The  label  occupied  nearly  the  whole  of  the  lid  of  the 
box,  and  consisted  of  a  background  of  gold  slightly  ornamented  with  green 
lines  and  dots,  and  bearing  in  white  letters  the  words,  "  The  *  Chemico '  Repair 
**  Outfit    Complete  with  the  best  materials  for  the  repair  of  Pneumatic  Tyres." 


mi\\TmmWll%\\j  ii  ^sSSWm 


10  The  words  "  Repair  Outfit "  were  printed  on  a  narrow  band  of  green  extending 
across  the  label.  Below  this  inscription  appeared,  in  green  letters  on  a  white 
ground  at  the  bottom  of  the  label>  the  name  of  the  makers,  ^*  The  County 
^  Chemicai  Company^  Ld.^  Excelsior  Works,  Birmingham."  The  boxes,  when 
0old  wholesale,  were  made  up  into  packets  secured  by  a  wrapper  bearing  a 

15  label  similar  to  the  labels  on  the  boxes. 

The  Defendant,  H.  Frankenburg^  was  a  dealer  in  cycles  and  cycle  accessories. 
In  October  1902  he  was  managing  director  of  Frankenburg  Lrf.  and  on  behalf 
of  that  Company  wrote  to  Saupe  and  Busch  for  samples  of  tin  boxes  to  contain 
cycle  repair  outfits.    He  received  in  consequence  several  boxes,  and  amonflr 

20  them  was  one  of  the  Plaintiffs*.  The  Defendant  then  ordered  a  large  quantity  of 
boxes,  stating  that  they  were  to  be  "  exactly  like  "  tho  Plaintiffs'  "  in  colour  and 
**  style  of  printing,"  but  instead  of  **  Chemico  "  the  word  "  Triumph  "  was  to  be 
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'•    used,  and  in  place  of  "  Tfie  County  Chemical  Company^  Ld.y  Excelsior  Works, 
••  Birmingham."    Saupe  and  Busch  were  to  print  *'  price  &d.  or  Is."  (according 
2&  to  the  size  of  the  box),  ^  manufactured  in  Birmingham."    The  Defendant  also^ 
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required  the  manufacturers  to  Bend  him  a  proof  before  completing  the  order. 
These  boxes,  when  supplied,  were  filled  for  the  Defendant  by  a  Birmingham 
firm  with  the  necessary  materials,  the  quality  of  which  was  admitted  to  be 
inferior  to  that  of  the  Plaintiffs. 

In  July  1903,  there  being  a*  decrease  in  the  business  done  by  them  in  these  5    • 
repair  outfits,  the  Plaintiffs  made  inquiries  and  ascertained  that  Franienburg 
Ld,  were  selling  similarly  *'  got  up  "  outfits  at  a  less  price  per  dozen  than  the 
Plaintiffs.      As  Frankenburg  Ld.  were  then  in  liquidation  no  steps  were  taken 
to  restrain  the  sale  of  these  rival  outfits.    The  Plaintiffs,  however,  pending  the 
expected  cessation  of  business  by  FranJcenhurg  Ld.  placed  their  materials  in  10 
a  box  of  a  new  design  knd  of  a  bluish  colour — known  as  the  Wedgwood  box. 
In  November  1903  the  Defendant  purchased  the  business  of  Frankenburg  Ld. 
and  continued  the  sale  of  the  green  boxes.    Thereupon  the  Plaintiffs  complained, 
and  on  January  the  19th  1904  commenced  an  action  for  an  iniunction  to  restrain 
the  Defendant  ''  from  selling,  offering  for  sale,  or  disposing  of  any  materials  15 
"  for  the  repair  of  rubber  tyres,  not  being  manufactured  for  or  by  the  Plaintiffs 
"  in  wrappers  or  boxes  coloured,  shaped  or  labelled  in  any  way  so  as  to  be 
**  calculated  or  intended  to  pass  off,  or  to  enable  others  to  pass  off,  such 
**  materials  for  the  repair  of  rubber  tyres  as  and  for  the  goods  of,  or  as  and  for 
<'  the  goods  manufactured  by  or  for  the*  Plaintiffs."    They  also  claimed  an  20 
Order  "  for  the  delivery  up  upon  oath,  or  destruction  of  all  documents,  labels, 
^'  boxes,  wrappers  or  things  in  the  possession  or  power  of  the  Defendant  or 
^'  under  his  control,  which  offend  against  the  said  injunction,"  and  consequential 
relief. 

The  action  was  tried  before  Lord  Alverstonb,  L.CJ.  at  the  Birmingham  25 
Assizes  on  the  9th  of  August  1904. 

Htbgo  Young^  K.C.,  aild  E\  W,  Cave  (instructed  by  Jaqvss  is  SanSj  of  Bir- 
mingham) appeared  for  the  Plaintiffs  ;  C.  F.  Vachell  and  Haddocks  (instructed 
by  Cochrane^  of  Birmingham)  appeared  for  the  Defendant. 

Hugo   Young^  K.C.,  opened  the  Plaintiffs'  case,  and  relied  on  the  strong  30 
resemblance  between  the  boxes  as  showing  an  intention  to  deceive.    He  handed 
up  to  the  learned  Judge  a  tray  containing  numbers  of  boxes  of  both  kinds,  and 
the  learned  Judge  expressed  himself  unable  to  distinguish  between  them  save 
upon  a  close  examination. 

The  evidence  was  then  taken.  For  the  Plaintiffs  the  following  witnesses  35 
were  examined  : — Wilfrid  Hill^  managing  director  of  the  Plaintiff  Company  ; 
Q.  W.  8.  Leesony  senior  traveller  for  the  Plaintiff  Company,  and  (7.  A.  Cave^  a 
general  traveller  in  the  same  employment ;  and  FredW.  Pedleyj  managing  director 
of  Pedley  A  Son^  Ld,^  india-rubber  merchants.  No  evidence  was  given  of 
any  case  where  the  Defendant's  outfit  iiad  been  bought  in  mistake  for  the  40 
Plaintiffs'. 

For  the  Defence  the  Defendant  only  was  called.  In  cross-examination  by 
Youngy  K.C.,  he  at  first  denied  having  ordered  a  box  **  exactly  like "  the 
Plaintiffs',  but  on  being  shown  his  letter  to  Saupe  and  Busch  he  admitted  that 
he  had  done  so,  but  added  that  in  his  view,  owing  to  the  alterations  in  words  45 
that  he  had  ordered,  the  distinction  between  the  two  boxes  was  sufficiently 
marked,  and  would  prevent  any  purchaser  from  being  misled. 

Maddocks  for  the  Defendant  contended  that  the  Plaintiffs  had  not  shown  that 
they  had  acquired  by  long  user  or  reputation  some  title  to  the  name  **  Chemico  " 
or  to  the  design  the  imitation  of  which  was  complained  of  {Licensed  50 
Victuallers*  Newspaper  Company  v.  Bingham^  L.R.  38  Ch.  D.  139).  The 
evidence  failed  to  show  any  intention  to  deceive  the  general  public,  for  the 
sales  effected  by  both  parties  were  to  retail  dealers  finger  Manufacturing 
Company  v.  Loog^  L.R.  8  App.  Cas.  15  ;  Wotherspoon  v.  CurriSy  L.R.  5  HJj. 
508).  Moreover  the  Plaintiffs  had  acquiesced  in  the  user  of  the  *^  Triumph'*  55 
box  for  six  montlis,  and  had  thereby  lost  any  right  to  maintain  this  aoUon 
{Isa^jtcson  v.  Thompson^  41  L.  J.  Ch.  101). 
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Lord  ALVERSTONB,  L.CJ. — I  should  like  to  hear  yon,  Mr.  Young^  on  the 
question  of  laches. 

Hugo  Young ^  K.O.,  submitted  that  the  Plaintiffs'  conduct  bad  been  reasonable 
having  regard  to  the  fact  that  Frankenburg  Ld.  was  in  liquidation  when  the 
5  Plaintiffs  discovered  the  user  of  their  box.  When  the  Plaintiffs  ascertained 
that  the  Defendant  had  acquired  the  business  of  Frankenburg  Ld.  they  took 
action  within  a  reasonable  time,  and  therefore  they  were  entitled  to  all  the  relief 
claimed. 
Lord  Alvbrstonb,  L,C,J. — These  cases  always  depend  upon  the  particular 

10  &cts  of  each  case.  There  are  cases  where  the  intention  to  imitate,  if  I  may 
use  that  expression,  is  proved  by  an  inference  drawn  or  by  proof  that  persons 
have  bought  the  one  article  in  mistake  for  the  other,  but  if  the  Court  has 
evidence  before  it  from  which  it  cah  come  to  the  conclusion  that  that  intention 
is  supplied  by  other  means  I  do  not  think  it  is  necessary  for  a  Plaintiff  to 

15  prove  deception  in  fact;  the  more  so  when  we  are  dealing  with  wholesale 
dealers,  because,  as  was  pointed  out  in  the  case  of  Singer  v.  Loog^  you  have  to 
consider  what  may  happen  to  the  goods  when  they  get  into  the  hands  of  retail 
dealers.  That  is  the  reason  why  I  pointed  out  to  Mr.  MaddockSy  when  he  was 
arguing  the  case,  that  the  putting  on  of  these  labels  would  not  be  sufficient  to 

20  entitle  the  Plaintiffs  to  relief,  because  the  label  may  disappear  when  it  gets  into 
the  hands  of  the  retail  dealers  and  different  boxes  might  pass  in  the  trade 
without  any  band  on  them  £it  all.  I  have  come  to  the  conclusion  that  Mr. 
Frankenburg  did  intend  to  imitate,  as  nearly  as  he  safely  could,  the  label  of  the 
Plaintiffs.    I  told  Mr.  Young  that  I  had  no  doubt  about  it ;  in  fact  I  was  only 

25  doubtful  whether  there  was  sufficient  evidence  of  intention  to  pass  off  his 
goods  as  the  goods  of  the  Plaintiffs.  It  is  admitted  that  when  Mr.  Frankenburg 
ordered  these  boxes  in  1902  he  knew  the  **  Chemico  "  goods  perfectly.  They 
had  been  out  for  a  year  and  had  had  a  substantial  success,  400  gross  being  sold 
in  the  first  year.    When  Mr.  Frankenburg  wrote  to  Messrs.  Saupe  and  Buseh^ 

30  who  were  making  his  boxes,  there  were  a  large  number  of  alternatives  open  to 
him.  He  might  have  had  gilt  boxes  ;  he  might  have  had  green  boxes ;  he 
might  have  had  green  and  gold  boxes ;  and,  as  I  have  already  indicated, 
provided  he  does  not  pass  off  his  goods  as  the  goods  of  others,  there  are  many 
common  things  that  he  might  use.      I  do  not  agree  with  Mr.  Maddocks  that 

35  the  "  Chemico  "  people  could  have  complained  of  the  "  T.  B.  Repair  Outfit " 
or  the  "  Palmer  Repair  Outfit."  On  the  view  they  are  essentially  different 
The  real  question  is — Is  this  selection  of  such  similarity,  as  there  is,  a  mere 
accident,  or  an  innocent  act  done  without  any  intention  of  passing  off,  or  is  it 
done  in  order  to  imitate  the  Plaintiffs'  goods  ?    Now,  the  Defendant  had  before 

40  him  the  ^*  Chemico  Repair  Outfit  '*  box ;  he  knew  of  it  in  the  trade,  and  he 
wrote  back  that  the.only  alterations  were  to  be  that "  Chemico  "  was  to  be  changed 
to  "  Triumph  "  and  the  "  County  Chemico  Ld,y  Excelsior  Works,  Birmingham," 
taken  off  and  ''  Manufactured  in  Birmingham  '*  put  on  instead.  I  asked  the 
Defendant  why  he  did  not  send  back  fuller  information  as  to  the  label,  and  the 

45  reason  he  gave  was,  in  my  opinion,  a  ridiculous  one,  and  one  which  rather 
marks  the  transaction.  He  said  he  could  not  draw  a  label  himself.  It  is 
perfectly  plain,  if  he  had  gone  round  the  next  corner  and  paid  an  ordinary 
writer  a  few  shillings  for  drawing  him  a  label,  he  might  have  sent  a  complete 
pattern,  and  I  come  to  the  conclusion  that  he  left  those  words  on  in  the  same 

50  type,  in  the  same  position,  in  order  to  get  as  nearly  as  he  could  to  the  Plaintiffs' 
goods.  I  wish  distinctly  to  be  understood  that  I  quite  recognise  that  <'  Repair 
**  Outfit "  are  common  words  ;  but  I  have  to  deal  with  "  Repair  Outfit "  and  the 
words  underneath — ^**  Complete  with  the  best  materials  for  the  repair  of 
*' pneumatic  tyres."    The  type  is   the  same,  the  words  are  the  same,  the 

55  position  is  the  same,  and  I  have  no  doubt  that  in  the  hands  of  retail  dealers  these 
boxes  would  be  readily  mistaken  for  the  Plaintiffs'.  I  therefore  come  to  the 
conclusion  that  the  Plaintiffs  are  entitled  to  an  injunction. 
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The  only  remaining  qaestion  is — ^What  is  the  measure  of  iheir  relief  ?  Thej 
are  not,  in  my  opinion,  entitled  to  have  an  Order  for  the  deliyery  np  of  the 
boxes  and  to  have  them  destroyed.  From  July  to  December  1903  they  slept 
on  their  rights.  Tke  first  commonicatioa  made  was  on  the  26th  of  November 
and  the  first  complaint  made  formally  was  on  the  4th  of  December,  when  a  letter  5 
was  written  by  the  solicitors.  Immediately  after  that  Mr.  Frankenburg  said 
he  would  not  sell  any  more  boxes  pending  the  matter  being  settled,  and  he  sayii^ 
he  has  not  sold  any.  I  do  not  think  there  is  any  case  in  which  an  Order  to 
deliver  up  boxes,  which  can  be  used  in  other  ways  of  course,  has  ever  been 
made,  where  a  Plaintiff  has  so  acted  with  reference  to  his  rights.  With  regard  to  10 
damages,  although  I  come  to  the  conclusion  that  this  would  injure  the  PlaintifEs* 
trade,  I  think  there  is  no  proof  before  me  of  anything  beyond  nominal  damages. 
I  doubt  very  much  indeed  whether  there  is  any  substantial  proof  of  daoiage  at 
all.  I  do  not  rely  at  all  on  the  Wedgwood  coloured  boxes  beyond  sajing  that 
the  PlaintifiEs  obviously  thought  their  trade  could  be  partially  protected  by  15 
another  box ;  they  designed  it  at  once  and  had  a  very  large  number  of  them 
ordered  in  order  that  they  might,  so  to  speak,  protect  themselves  in  the  event  of 
their  not  being  able  to  protect  the  green  box.  While  I  think  that  it  is  extremely 
likely  that  the  trade  may  have  been  affected,  I  have  no  evidence  before  me  on 
which  I  can  come  to  the  conclusion  that  a  substantial  number  of  people  bought  80 
this  particular  box  in  mistake  for  the  Plaintiffs'.  I  therefore  think  there  must 
be  judgment  for  an  injunction  and  40«.  damages,  and  costs. 

Hi^o  Toungy  E.C. — The  injunction  will  be  to  restrain  the  Defendant  from 
selling  the  box  in  question  or  any  colourable  imitation  of  the  Plaintiffs*  box  ? 

Lord  Alvbbstonb,  L.C.J. — Yes,  the  green  box,  85 


In  the  High  Court  of  Justicb.— Chancbry  Division. 

Be/ore  Mr.  Justice  Jotob. 

August  10th,  1904. 

In  the  Matter  of   the   Trade  Mark  of  J.  T.  Davenport  Ld. 

lYade  Mark.—Motion  for  leave  to  otter  Registered  Trade  Mark.-^Name  of  30 
propHetor.— Address.— Leave  given.— Form  of  Order.— Practice.— Patents,  Ac. 
Act,  1S83,  section  92. 

On  the  4th  of  March  1876  the  following  Trade  Mark  was  registered  under 
No.  3411  for  "Chlorodyne"  in  Class  3  by  John  CdUis^  Srotone^^d  John 
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In  the  Matter  of  the  Trade  Mark  of  J.  T.  Davenport  Ld. 

ThieOewood  Davenport^  trading  as  J.  T.  Davenport  at  33,  Great  Russell  Street, 
Bloomsbury,  This  Trade  Mark  ultimately  became  the  property  of  A.  W.  C. 
Browne  and  H.  Davenport,  who  in  1902  transferred  it  together  with  the 
business  to  J.  T.  Davenport  Ld.  whioh  Company  was  entered  onthe  Register 


TRADE     MARK. 


OR.J.COII,IS  BROWNE'S 

CHLORODYNE. 

SOLE    KiaiUFACTURl^y 

J.  T.  DAVENPORT. 
OPERATIVE  C  EEiaSI  diPlUBiaCEimST 

».fetfATitUS«U.  STUrtr.  BiOOMSmRV.lOWOOllJKC 


5  of  Trade  Marks  as  proprietors  thereof.  The  business  having  been  transferred 
from  33  Great  Russell  Street,  Bloomsbury,  to  117  Union  Street,  Borough,  S.E., 
the  Limited  Company  gave  notice  of  a  Motion  to  rectify  the  Register  of  Trade 
Marks  by  altering  the  said  Trade  Mark  No.  3411,  and  filed  an  affidavit  by 
Horace  Iktvenport  in  support,  which  set  out  the  alterations  desired  to  be  made 

10  as  follows  :— "  1 .  By  adding  the  word  *  Limited  *  after  the  name  *  J.  T,  Davenport  * 
^^  where  the  same  first  appears  on  the  said  Trade  Mark,  so  that  the  name  of  the 
"  present  proprietors  may  be  correctly  stated.  (2)  By  substituting  the  words 
"  *  Manufacturers,*  *  Chemists,'  and  *  Pharmaceutists  *  for  the  words  *  Mann- 
"  '  f acturer,*  ^  Chemist,*  and  '  Pharmaceutist  *  respectively.    (3)  By  substituting 

15  '<  the  address  117  Union  Street,  Borough,  London,  S.E.,  which  is  the  present 
'^  address  of  the  Applicants,  for  the  address  which  now  appears  on  the  said 
^'  Trade  Mark,  the  same  having  ceased  to  be  the  address  of  the  proprietors  of 
''  the  said  Tnule  Mark.  (4)  By  inserting  the  word  '  Late  *  before  the  words 
'* '  Duke  of  Cambridge  *  so  as  to  make  the  statement  accurate.    5.  By  omitting 

20  "  the  word  *  Government  *  from  the  said  Trade  Mark.  The  reason  for  this 
*'  last-mentioned  alteration  is  that  the  Applicants*  preparation  is  now  sold  in 
^^  various  countries  and  colonies  having  Governments  of  their  own,  and  the 
'*  statement  at  present  appearing  on  the  said  Trade  Mark  is  capable  of  being 
^^  understood  to  refer  to  the  Government  of  such  countries  or  colonies  contrary 

25  «  to  the  fact*' 

On  the  notice  of  the  application  being  given  to  the  Comptroller  the  Solicitor 
of  the  Board  of  Trade  wrote  and  sent  to  the  Solicitors  of  the  Applicants  a  letter 
which  was  as  follows  : — '^  Referring  to  the  pending  application  by  Motion  that 
^  the  Register  of  Trade  Marks  may  be  rectified  by  altering  the  above-mentioned 

30  *<  mark,  I  beg  to  inform  you  that,  having  had  an  opportunity  of  considering  the 
'*  draft  of  an  affidavit  in  support  of  the  Motion,  I  do  not  propose  to  put  your 
^*  clients  to  the  expense  of  briefing  Counsel  to  appear  on  behalf  of  the 
*'  Comptroller  if  you  will  undertake  to  ask  Uie  Court  to  make  an  Order  in  the 
'^  terms  of  the  Order  asked  for  by  Mr.  Parker  in  the  case  of  James  Cockle  Jt 

35  '<  Co.*s  Trade  Mark  No.  61,743,  reported  in  Vol.  20  of  the  Reports  of  Patent 
**  Oases  page  353,  a  print  of  which  is  sent  herewith.  This  undertaking  will 
<<  also  bind  you  to  supply  n^e  with  draft  Minutes  of  the  Order  and  to  give  me 
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In  the  Matter  of  the  Trade  Mark  of  J.  T.  Davenport  Ld. 

^'  due  notice  of  all  appointmentB  before  the  Registrar  to  settle  the  same.  In 
**  the  event  of  yonr  agreeing  to  this  course,  I  shall  be  glad  to  receive  the 
"  undertaking  at  your  early  convenience," 

The  Motion  came  on  for  hearing  before  Mr.  Justice  JOYOB  on  the  10th  of 
August  1901  .5 

Sebastian  (instructed  by  Dixon^  Weld^  and  Dixons)  appeared  for  the  Appli- 
cants, and  stated  the  alterations  which  were  desired  to  be  made  in  the  mark, 
and  that  they  were  the  same  as  those  above  referred  to  except  that  in  lieu  of  117 
Union  Street,  Borough,  London,  S.E.,  it  was  desired  to  have  117  Union  Street, 
London,  S.E.,  England,  to  which  the  Board  of  Trade  agreed.  He  also  stated  10 
that,  as  the  matter  had  been  arranged  with'  the  Board  of  Trade,  the  Comptroller 
did  not  appear  by  Counsel. 

JOXCB,  J".,  made  the  Order  asked  for,  which  when  drawn  up  was,  omitting 
formal  parts,  as  follows  :— '^  The  Applicants  by  their  Counsel  undertaking  to 
^'  supply  the  Comptroller-General  of  Patents,  Designs,  and  Trade  Marks  with  a  15 
^^  Block  of  the  mark  as  altered,  this  Court  doth  Order  that  the  Register  of  Trade 
'*  Marks  be  rectified  by  altering  the  registration  of  the  above-mentioned  Trade 
^'  Mark  No.  3411  in  the  following  respects— that  is  to  say,  by  adding  the  word 
'^  ^Limited*  after  the  name  ^  J.  T,  Davenport^  vrherQ  the  same  first  appears 
**'  on  the  said   Trade  Mark,  and  by  substituting  the  words  '  Manufacturers,'  20 
** '  Chemists,'  and  *  Pharmaceutists '  for  th0  words  *  Manufacturer,'  *  Chemist,' 
^'  and  '  Pharmaceutist '  respectively,  and  by  substituting  the  address  117  Union 
*'  Street,  London,  S.E.,  England,  for  the  address  ^hich  now  appears  on  the  said 
"  Trade  Mark,  and  by  inserting  ihe  word  *  Late '  before  the  words  *  Duke  of 
'*  ^ Cambridge '  and  omitting  the  word  ^Government '  therefrom,  so  that  the  85 
'^  said  Trade  Mark  as  altered  may  be  as  shown  by  the  exhibit  marked  A  3 
"  referred  to  in  the  said  affidavit  of  Horace  Davenport.    And  it  is  ordered,  that 
"  due  notice  of  this  Order  be  given  to  the  said  Comptroller  by  serving  a  copy 
"  of  this  Order  upon  the  said  Comptroller  or  by  leaving  the  same  with  a  clerk 
'^  at  the  office  of  the  said  Comptroller,  and  at  the  same  time  producing  a  30 
'^  duplicate  of  this  Order  duly  passed  and  entered." 

The  Trade  Mark  as  altered  will  be  found  on  page  1223  of  the  Trade  Marks 
Journal  No.  1384, 
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African  Oold  Recovery  Company^  Ld.  v.  Hay. 


In  the  Privy  Council. 

Present :  Lords  Macnaghtbn,  Davby,  Robertson,  and  Lindlby. 

June  2nd,  3rd,  and  22nd,  1904. 

African  Gold  Recovery  Company,  Ld.  v.  Hay. 

5  Patent. — Action  in  High  Court  of  the  late  South  African  Republic  before 
annexation.-^Order  for  cancellation  of  Patent — Appeal  to  Supreme  Court  of 
Transvaal. — Jurisdiction  to  hear  Appeal. — Appeal  dismissed. — Appeal  to  Privy 
Council  distnissed. — Transvaal  Patent  Act,  No.  6  of  1887 ^  sections  29^  SO^ 
and  81. 

10  In  1896  judgment  tvas  given  by  the  High  Court  of  the  late  South  African 
Republic  in  an  action  brought  to  obtain  a  declaration  that  a  Patent  granted  by 
the  Republic  ivas  null  and  void.  The  Order  of  the  Court  declared  that  the  Patent 
was  void,  and  that  the  Patent  tvas  therefore  cancelled.  In  1902  tJie  owners  of  the 
Patent  presented  a  Petition  to  the  Supreme  Court  of  the  Transvaal  asking  that 

15  the  judgment  might  be  set  aside,  or  that  the  record  might  be  amended  by  striking 
out  the  Order  for  cancellation,  and  for  liberty  to  apply  for  leave  to  amend  the 
Specification,  the  oumers  of  the  Patent  having  applied  for  such  leave  prior  to 
the  said  judgment.  The  Supreme  Court  decided  that  it  had  no  jurisdiction  to 
rehear  the  matter ;  that  the  Order  for  cancellation  was  right  under  sections  29 

20  to  31  of  the  Transva-al  Patent  Act,  No.  6  of  1887 ;  and  that  the  application  for  • 
leave  to  apply  to  amend  the  Specification  could  not  now  be  considered.    The 
owners  of  the  Patent  appealed. 

Held,  by  the  Judicial  Committee  of  the  Privy  Council,  that  the  Supreme 
Court  of  the  Transvaal  had  no  jurisdiction  to  entertain  an  appeal  from  the 

25  High  Court  of  the  South  African  Rejmblic,  and  tfiat  the  High  Court  had 
power  to  order  the  Patent  to  be  cancelled.  The  appeal  was  dismissed  unth 
costs. 

In  this  Appeal  the  main  question  raised*  -was  whether  an  Appeal  lies  to  the 

Supreme  Court  of  the  Transvaal  from  an  Order  made  by  the  High  Court  of 

20  the  late  South  African  Republic  in  1896.    A  further  question  was  also  argued 

as  to  the  effect  of  sections  29  to  31  of  the  Transvaal  Patent  Act,  No.  6  of  1887, 

and  the  case  is  here  reported  on  that  point. 

3  M 
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The  following  is  a  translation  of  the  above-mentioned  sections  taken  from  the 
Appendix  to  the  Appellants'  case  : — 

Section  29.  "  The  invalidation  of  Letters  Patent  may  be  made  the  subject  of 
**  an  application  to  the  High  Court  on  one  or  more  of  the  following  grounds  : — 
"  (a)  That  the  Letters  Patent  have  been  fraudulently  obtained  to  the  prejudice  5 
"  of  another's  rights ;  {h)  that  the  person  who  was  represented  to  be  the  first 
"  and  true  inventor  was  not  such  ;  (c)  that  the  invention  was  not  new— that  is 
"  to  say,  that  it  was  already  published  or  used  in  this  state  before  the  granting 
"  of  the  Letters  Patent ;  {d)  that  the  invention  is  not  capable  of  being  patented 
"  in  terms  of  Article  1 ;  (e)  that  the  Specification  has  reference  to  theoretical  10 
**  principles,  hypotheses,  methods,  systems,  discoveries,  or  conceptions,  the 
"  manner  of  applying  which  is  not  given  ;  (/)  that  the  Complete  Specification 
"  is  not  sufficient — that  is  to  say,  that  mention  of  a  part  of  the  secret  has  been 
"  omitted  or  that  it  has  been  explained  in  an  insufficient  manner  ;  (jg)  that  the 
"  invention  or  its  application  is  contrary  to  law,  public  order,  or  morality ;  15 
"  {h)  that  the  title  of  the  invention  fraudulently  sets  out  another  matter  than 
"  the  true  invention ;  (i)  that  the  prescribed  payments  have  not  been  made  in 
"  time  ;  {k)  that  the  Letters  Patent  have  lapsed  by  virtue  of  Article  15  of 
"  this  law." 

Section  30.  "  The  invalidation  of  Letters  Patent  may  be  demanded  only  by  20 
"  the  following  persons  : — (a)  The  State  Attorney  ;  (fi)  every  person  expressly 
"  authorised  thereto  hy  the  State  Attorney  ;  {c)  anyone  who  contends  that  the 
"  Letters  Patent  have  been  obtained  to  the  prejudice  of  his  rights  or  the  rights 
"  of  another  person  from  whom  he  derives  his  rights  ;  (d)  anyone  who  contends 
''  that  he  himself  or  another  person  from  whom  he  derives  his  rights  was  the  25 
"  true  inventor  of  the  invention  in  question  ;  {e)  anyone  who  contends  that  he 
"  himself,  his  partner,  or  a  person  from  whom  he  derives  his  rights,  did 
"  already,  before  the  date  of  the  Letters  Patent,  manufacture,  use  or  sell 
*'  something  that  the  Patentee  claims  as  his  invention." 

Section  31.  "  With  regard  to  a  lawsuit  respecting  the  invalidation  of  Jjctters  30 
*'  Patent  the  following  provisions  shall  prevail : — 1.  The  Plaintiff  must  set  out 
^'  in  his  application  the  facts  upon  which  he  wishes  to  base  his  actioa.  No 
*'  proof  shall  be  allowed  of  facts  not  set  out  in  this  manner,  except  by  permis- 
••  sion  of  the  Court.  2.  The  statement  of  facts  may  be  subsequently  amended 
"  by  permission  of  the  Court.  *  3.  The  Defendant  has  the  right  to  begin  with  35 
*^  the  proofs  in  support  of  his  Letters  Patent,  and  if  the  Plaintiff  produces 
"  proofs  against  the  validity  of  the  Letters  Patent,  the  Defendant  is  allowed  to 
"  produce  counter-proofs." 

The  facts  and  the  contentions  of  the  Appellants  on  the  Patent  question  are 
sufficiently  shown  by  the  following  quoUitions  from  the  Appellants'  case  : —         40 

"  1.  This  is  an  Appeal  from  the  Divisional  Court  consisting  of  His  Honour 
"  the  Chief  Justice,  the  Hou.  Mr.  Justice  Solomon,  and  the  Hon.  Sir  W,  J. 
'*  Smith,  of  the  Supreme  Court  of  the  Transvaal,  upon  certain  points  of  law 
'^  arising  upon  the  consideration  of  certain  applications,  more  particularly 
"  hereinafter  referred  to,  made  by  the  above-named  Appellant  and  Respondent  45 
"  respectively  in  a  certain  action  originally  brought  by  the  Respondent  against 
"  the  Appellant  in  the  High  Court  of  the  late  South  African  Republic,  and  now 
"  depending  in  the  Supreme  Court  of  the  Transvaal. 

**•  2.  The  Appellant  Company  is  an  English  Company,  formed  and  incorpo- 
"  rated  under  the  Companies  Acts  1862  to  1890,  having  its  registered  office  at  50 
**  31  Walbrook,  in  the  City  of  London.    The  Respondent  is  a  British  subject 
"  resident  in  Johannesburg,  in  the  Transvaal  Colony. 

"  3.  The  Appellant  Company  was    ....    the  owner  by  assignment  of 
"  two  certain  Patents  granted  by  the  Government  of  the  late  South  African 
"  Republic,  which  said  Patents  were  numbered  47  and  74  respectively.    The  55 
'*  said  Patent  No.  47  was  issued  in  the  month  of  September  1888  to  John 
*'  Stewart  MacArthur,  Robert    Wardrop  Forrest,  and    William   Forrest,  in 
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"  respect  of  certain  improvements  in  obtaining  gold  and  silver  from  ores  and 
"  other  compounds,  for  a  term  of  14  years  from  the  28th  of  November  1888. 
*' .  •  •  •  Both  the  said  Patents  were  granted' subject  to  a  condition  for 
"  periodical  renewal  upon  the  payment  of  certain  renewal  fees,  which  fees  were 
5  **  duly  paid  in  advance  to  the  late  Government  of  the  South  African  Republic 
**  for  the  complete  periods  for  which  the  said  Patents  were  granted,  and  subject 
**  to  such  matters  as  are  hereinafter  stated  the  said  Patents  were  good  and 
"  effectual  at  law  and  remained  in  full  force  and  eflfect  for  the  full  periods  for 

"  which  they  had  so  been  granted 

10  **  4.  On  the  21st  of  August  1894  the  above-named  Respondent  commenced 
**  an  Action  in  the  High  Court  of  the  late  South  African  Republic  for  a  declara- 
•*  tion  that  the  said  Patent  No.  47  had  been  obtained  illegally  and  unlawfully, 
"  and  that  the  said  Patent  was  void,  null,  and  of  no  value,  and  for  the  costs  of 

"  the  Action The  precise  terms  of  the  prayer  (or  as  it  is  called  by 

15  "  writers  on  the  Roman  Dutch  Law  the  '  conclusion '),  to  which  it  will 
**  become  necessary  hereinafter  to  refer,  were  these  : — 

"  *  Wherefore  the  Plaintifif  prays  that  this  Honourable  Court  shall  declare 

**  *  that  the  said  Letters  Patent  No.  47  were  obtained  illegally  and  unlawfully 

**'  *  and  that  this  Honourable  Court  shall  declare  that  they  are  void  and  null 

20  '^ '  and  of  no  value  and  shall  condemn  the  Defendant  in  the  costs  of  this 

** '  Action.' 

"  By  the  provisions  of  the  local  Statute  then  in  force  it  was  necessary  for  the 

"  Plaintiff  in  such  an  Action  to  obtain  authority  from  the  Attorney-General 

"  (Staats  Procureur)  to  proceed  therein,  and  such  authority  the  said  Respondent 

25  "  duly  obtained  before  commencing  the   Action.    The  section  of  the   local 

*'  Statute  under  which  this  authority  was  given  is  set  out  in  the  Appendix  A  to 

"  this  case,  and  had  in  fact  been  borrowed  from  the  Patents,  Designs,  and  Trade 

"  Marks  Act,  1883  (46  &  47  Vict.,  c.  57,  section  26,  subsection  (4)  ).    The  section 

"  was  introduced  in  the  local  Statute  as  in  tJie  Act  of  Parliament  for  the  pro- 

30  "  tection  of  Patentees  against  frivolous  and  vexatious  attacks  by  mere  volunteers 

*'  having  no  substantial  interest  in  the  cancellation  of  their  Patents,  and  the 

**  authority  when  given  did  not  make  the  Attorney- General  or  the  Government 

"  of  the  Republic  in  any  sense  a  party  to  the  authorised  proceedings.     In  point 

"  of  fact  the  Government  of  the  Republic  was  never  cited  in  the  Action  or  made 

35  "  a  party  thereto,  nor  was  it  at  any  time  represented  at  any  of  the  proceedings 

"  therein  had." 

After  referring  to  the  result  of  an  appeal  in  an  action  brought  in  this  country 
by  the  Casael  Oold  Extracting  Company^  Ld,^  against  the  Cyanide  Oold 
Recovery  St/ndiccUe,  Ld.,  on  the  British  Patent  for  the  same  invention  (reported 
40  in  12  R.P.C.  232),  and  to  an  amendment  of  the  claims  of  the  Specification  of  the 
British  Patent  consequent  on  the  decision  of  the  Court  of  Appeal,  the  Appellants* 
case  continued  : — 

**  6.  The  Patent  No.  47  being  thus  in  substance  identical  with  the  said 
**  British  Patent  No.  14,174  of  1887,  the  Respondent  as  Plaintiff  in  this  Action 
45  "  alleged  by  way  of  objection  to  the  said  Patent  No.  47  the  same  anticipations 
**  which  had  been  put  forward  by  the  Defendants  in  the  above-mentioned 
**  action  of  the  Gassel  Oold  Extracting  Gomjmny^  Ld,^  against  the  Cyanide 
"  Oold  Recovery  Syndicate^  Ld,y  as  objections  to  the  mother  Patent  in  this 
"  country,  and  there  was  no  material  difference  between  the  issues  raised  in  the 
50  ^'  last-mentioned  and  in  the  present  Actions. 

"  On  the  24th  of  June  1895,  and  subsequently  by  application  dated  the  5th  of 
"  July  1895,  the  Appellant  having  been  advised  as  to  the  form  above  stated  in 
"  which  the  Specification  of  the  said  British  Patent  had  been  settled  for 
'*  amendment,  sought  permission  in  this  Action  from  the  late  High  Court  to 
55  "  apply  at  the  Patent  Office  of  the  late  South  African  Republic  for  leave  to 
"  amend  the  Specification  of  the  said  Patent  No.  47  by  a  disclaimer  in  the  same 
"  form.    Such  permission  was  at  the  time  refused,  but  leave  was  given  to  the 
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"  Appellant  to  renew  the  application  for  .such  permission  at  the  trial  of  the 
"  Action. 

"  This  Action  came  on  for  trial  at  Pretoria  on  the  17th  of  February  1896, 
"  before  a  fall  Bench  of  the  High  Court  of  the  late  Republic,  consisting  of 
"  Mr.  Kotzej  the  Chief  Judge,  and  Messrs.  Jorisaen  and  Jfortce,  Puisne  Judges  of  5 
"  the  said  High  Court.  At  the  commencement  of  the  hearing,  Counsel  on 
*'  behalf  of  the  Appellant  renewed  the  said  application  for  permission  to  apply 
"  at  the  Patent  Office  for  leave  to  amend  the  said  Specification,  but  the  Court 
"  postponed  the  consideration  of  such  renewed  application  until  after  trial 

**  of  the  issues  raised  upon  the  unamended  Specification Eventually  10 

"  on  the  4th  of  November  1896  Judgment  in  the  said  Action  was  given  in  favour 
"  of  the  Plaintiff,  but  no  decision  was  pronounced  upon  the  Appellant's  applica- 
"  tion  for  permission  to  apply  for  leave  to  amend,  and  that  application  has  not 
"  been  in  any  way  disposed  of  down  to  the  present  time 

"  8.  The  Judgment  so  delivered  left  matters  in  a  position  in  which  the  Appel-  15 
"  lant  was  entirely  powerless,  for  although  the  Action  was  only  a  proceeding  inter 
"  partes  its  pendency  made  any  amendment  of  the  Specification  impossible,  save 
"  with  the  permission  of  the  Court.  Moreover,  it  was  evident  and  had  been 
^*  fully  admitted  by  the  Appellant  that  without  such  amendment  the  Patent 
**  could  not  be  sustained  at  all.  There  was  no  local  tribunal  to  which  an  20 
'*  Appeal  would  lie  from  the  said  Judgment,  and  there  was  at  that  time  no 
^^  machinery  for  bHnging  an  Appeal  from  the  High  Court  of  the  Republic  to 
"  the  notice  of  His  Majesty. 

'*  9.  No  proceedings  of  any  sort  were  taken  by  the  Respondent  to  obtain 
*^  execution  or  otherwise  to  give  effect  to  the  said  Judgment.  An  understanding  25 
''  was  come  to  between  the  parties  concerning  the  payment  of  costs,  and  the 
**  costs  have  been  duly  paid  in  accordance  therewith.  No  other  steps  have  been 
'*  taken  in  consequence  of  the  said  Judgment.  It  has  never  been  suggested  that 
''  the  said  Patent  ought  to  be,  or  could  be,  cancelled  or  destroy^,  and  the 
'<  Appellant  has  not  at  any  time  been  in  any  way  molested  in  the  quiet  possession  30 
**  of  tiie  said  Patent.  The  said  Patent,  duly  sealed  with  the  Great  Seal  of  the 
^*  late  Republic,  and  executed  by  the  President,  has  continued,  and  still  is  in 
'^  the  Appellant's  possession. 

*•  10.  On  the  27th  of  March  1902  the  Appellant  presented  a  Petition  to  His 
**  Majesty  the  King,  praying  that  His  Majesty  would  be  graciously  pleased  to  35 
"  prolong  for  a  period  of  six  years  the  term  for  which  the  said  Patent  No.  47 
**  was  granted.    The  said  term  for  which  the  said  Patent  had  so  been  granted 
^'  had  at  that  time  a  period  of  eight  months  unexpired.    The  said  Petition  was 
'*  transmitted  by  His  Majesty's  Secretary  of  State  to  His  Excellency  the  High 
'^  Commissioner  and  Administrator  of  the  Transvaal,  and  ought,  as  the  Appellant  40 
*^  submits,  under  the  provisions  of  the  Proclamation  No.  22  of  1902,  section  31, 
"  subsection  (2),  to  have  been  by  His  Excellency  referred  to  the  High  Court  of 
**  the  Transvaal  for  consideration  and  report.    But  the  said  Petition  has  not 
"  been  so  referred,  and  His  Excellency,  upon  the  advice  of  the  legal  adviser  of 
*^  the  Transvaal  Administration,  has  refused,  and  still  refuses,  so  to  refer  the  same.  45 
"  The  grounds  of  this  refusal  are  set  out  in  a  letter  written  to  Mr.  F.  C.  Dumat 
"  by  Sir  Richard  Solomon^  the  said  legal  adviser.     Mr.  Dumat  is  the  solicitor 
"  acting  for  the  Appellant  in  the  Transvaal  Colony. 

"  The  said  letter  is  in  the  words  and  figures  following  : — 

"  *  Pretoria,  50 

«  *  30th  May,  1902— 2nd  June. 

"  •  In  reply  to  your  letter  of  the  20th  May,  I  beg  to  point  out  to  you  that  it  is 
"  '  quite  clear  to  me  that  section  31  of  the  Patents  Proclamation,  1902,  refers  to 
*' '  a  Patent  which,  at  the  date  of  the  application  to  the  Governor  asking  for  an 
««  '  extension  of  its  term,  is  still  in  force.  55 
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"  *  The  Acting  Commissiouer  of  Patents  informs  me  that  the  records  in  his 
"  *  office  show  that  the  Patent  in  connection  with  which  your  application  was 
"  •  made  was  cancelled  in  accordance  with  an  order  of  the  Hiffh  Court  of  the 
•*  *  4th  November,  1896. 
5  "  '  In  the  Petition  of  the  African  Gold  Recovery  Company  Ld.  to  the  King's 
"  *  Most  Excellent  Majesty,  it  is  alleged  that  the  above  record  in  the  Patents 
"  *  Office  is  "  wholly  without  warrant  and  erroneous,"  and  that  "  there  was  in 
"  *  "  fact  no  jurisdiction  in  the  Court  to  cancel  and  annul  the  said  grant."  The 
'*  <  Petition  goes  on  to  say  that  the  Order  of  the  late  High  Court  of  the  Transvaal 
10  "  •  in  the  Hay  action  was  merely  a  declaration  "  that  the  said  Patent  No.  47 
** '  "  was  obtained  unlawfully  and  wrongfully,  and  that  it  was  void  and  of  no 
"  '  "  value." 

**  *  I  have  obtained  from  the  Registrar  of  the  High  Court  a  copy  of  the  Order 
"  '  of  the  late  High  Court  in  the  aforesaid  Action.    It  is  as  follows  :—.... 

15       «  '  In  English  :— 

"  *  In  the  matter  of  James  Hay^  Plaintiff,  versits  The  African  Gold  Recovery 
"  *  Company  Ld,  Defendant. 

"  <  Pretoria,  this  4th  day  of  November,  1896, 

"  *  After  having  heard  Messrs.  WesseU^DicksonySaiier^zxidiDuxhuryoiCoxiin^l 
20  "  *  for  the  Plaintiff,  Messrs.  Esselen,  Curleivis,  and  Muller  of  Counsel  for  the 
"  *  Defendant,  and  the  evidence,  and  having  read  the  documents  :  Be  it  hereby 
"  *  ordered,  that  Judgment  be  and  is  hereby  given  in  favour  of  the  Plaintiff 
"  *  with  condemnation  of  the  Defendant  Company  in  the  costs  of  this  Action. 
"  '  It  is  declared  that  the  Patents  numbered  47  and  74  obtained  by  J.  S. 
25  "  *  MacArthur,  R.  W.  Forrest,  and  W.  Forrest,  and  ceded  to  the  Defendant 
"  *  Company,  are  void  and  of  no  value,  and  the  said  Patents  are  therefore 
"  *  cancelled. 

"  '  On  behalf  of  the  Court, 

"  '  (Signed)        Calla  Juta,  Registrar. 

30  "  *  In  my  opinion  as  long  as  the  Judgment  of  the  late  High  Court  stands  I 
•*  •  cannot  advise  His  Excellency  to  forward  the  Petition  of  the  African  Oold 
"  *  Recovery  Company  to  the  High  Court  for  consideration. 

"  <  (Signed)         RICHARD  SOLOMON." 

"  11.  The  above  stated  copy  Order  of  the  late  High  Court  is,  as  the  Appellant 

35  **  contends,  erroneous,  and  has  been  entered  in  the  Registrar's  book  without 
*'  authority.  The  Appellant  submits  as  grounds  for  this  contention  that : — 
"  (a)  The  Government  of  the  Republic  being  a  party  to  the  Patent  deed  was  a 
"  necessary  party  to  any  proceedings  had  for  the  cancellation  of  that  deed,  but 
'^  the  said  Government  was  in  no  way  a  party  to  the  said  Action  and  was  not 

40  **  represented  at  any  of  the  proceedings  in  the  said  Action.  Wherefore  no 
^^  Order  for  the  cancellation  of  the  said  deed  could  be  made  in  the  said  Action 
<*  as  constituted,  {b)  The  relief  asked  for  by  the  Plaintiff  in  the  Action  was 
''  not  cancellation  of  the  said  Patent  or  any  such  relief  in  the  nature  of  a 
''  Judgment  in  rem,  but  was  a  declaration  of  invalidity  being  in  the  nature  of  a 

45  *^  Judgment  inter  jtartes,  which  could  not  affect  the  existence  of  the  Patent  or 
^  the  question  of  its  validity  as  between  other  parties.  By  the  law  of  the  South 
^'  African  Republic  the  jurisdiction  of  the  said  High  Court  was  limited  to  the 
"  giving  of  such  relief  as  was  defined  by  the  prayer  of  the  Summons  by  which 
"  the  Action  was  commenced In  the  present  Action  the  conclusion 

50  "  of  the  Plaintiff's  claim,  by  which  the  jurisdiction  exerciseable  by  the  Court 
'*  in  this  proceeding  was  defined,  was  expressed  in  the  terms  above  quoted  in 
"  paragraph  4  hereof  from  the  prayer  (conclusion)  of  the  Plaintiff's  Summons. 
*^  They  make  no  reference  to  the  cancellation  of  the  Patent,  for  which,  indeed, 
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"  the  Plaintiff,  acting  in  his  private  capacity  and  being  in  no  way  representative 
"  of  the  Government  of  the  Republic,  had  no  title  to  ask.  But  they  do  ask  for 
"  a  declaration  which,  as  between  himself  and  the  Appellant  would  be  of 
''  binding  force,  that  the  Patent  was  invalid.  The  recorded  Judgment  therefore, 
"  in  so  far  as  it  goes  beyond  such  a  declaration  and  deals  with  the  further  and  5 
"  separate  question  of  the  cancellation  of  the  Patent,  is  manifestly  null  and 
"  void  and  ought  never  to  have  been  so  recorded."  [Other  grounds  were  also 
alleged.] 

"  13.  The  Appellant  on  the  18th  of  September  1902  presented  to  the  Supreme 
**  Court  of  the  Transvaal  a  Petition,  which  is  duly  set  out  in  the  Record  annexed  10 
"  hereto,  in  which  the  hereinbefore  stated  facts  are  stated,  and  of  which  the 
"  prayer,  stated  shortly,  is  : — (ji)  That  the  above-mentioned  Judgment  may  be 
*'  set  aside  and  a  new  trial  of  the  Action  may  be  had.  (b)  Alternatively  that 
"  the  Record  of  the  trial  may  be  amended  and  rectified  by  striking  out  there- 
**  from  the  words  *  and  the  said  Patents  are  therefore  cancelled '  (in  Dutch,  15 
**  *  en  de  gemelde  Octrooien  worden  dus  gecancelleerd.')  (c)  That  leave  may  be 
"  given  to  the  Appellant  to  apply  to  the  Patent  Office  of  the  Colony  for  leave  to 
"  amend  the  Specification  of  the  said  Patent  No.  47."  [Two  other  paragraphs 
of  relief  followed.] 

"  14.  On  the  20th  of  October  1902  the  Respondent  gave  Notice  of  Motion  in  20 
*'  the  Action  to  strike  the  said  Petition  off  the  Roll  of  the  Court  and  for  an 
'*  Order  dismissing  the  said  Petition  upon  the  grounds  following,  that  is  to 
^^  say  : — (a)  That  the  notice  of  filing  of  the  said  Petition  and  of  the  setting  down 
"  for  hearing  thereof  is  irregular  and  insufficient,  {b)  That  the  Court  had  no 
"  jurisdiction  to  consider,  hear,  or  adjudicate  upon  the  said  Petition,  (c)  That  25 
^*  the  said  Petition  contained  no  allegation  of  fact  and  was  not  founded  upon 
"  any  contention  of  law  which  would  justify  the  Court  in  making  any  Onier 
"  prayed  for  therein. 

^'  15.  The  said  Motion  was  made  before  a  Divisional  Court  sitting  at  Pretoria 
"  on  the  30th  of  October  1902,  and  consisting  of  His  Honour  the  Chief  30 
*'  Justice^  His  Honour  Mr.  Justice  Solomon^  and  His  Honour  Sir  W.  J.  Smith. 
"  The  first  of  the  above-mentioned  grounds — that  is  to  say  :  (a)  that  the  notice  of 
^'  filing  and  setting  down  was  irregalar  and  insufficient,  was  abandoned,  and 
"  argument  was  heard  under  the  two  remaining  heads,  the  Motion  being  treated 
*^  as  a  demurrer  and  the  statements  in  tbe  Petition  contained'being  assumed  for  35 
**  the  purpose  of  the  argument  and  decision  to  be  established  as  matters  of  fact 

**  16.  After  hearing  arguments  the  Court  made  an  Order  in  accordance  with 
"  the  Respondent's  application  dismissing  the  Petition  with  costs.  The 
^'  Judgments  delivered  by  the  above-named  Justices  are  set  out  in  the  Record 
*^  hereto  annexed.  From  these  Judgments  it  appears  that  the  learned  Judges  40 
^  who  concurred  in  the  Order  dismissing  the  Petition  were  of  opinion  ^t 
"  (1)  the  Supreme  Court  has  no  jurisdiction  to  rehear  a  matter  upon  which  the 
*'  late  High  Court  of  the  Republic  has  adjudicated  ;  that  (2)  the  Order  for 
'^  cancellation  wds  rightly  appended  to  the  recorded  Judgment ;  that  (3)  the 
*^  Appellant's  application  for  leave  to  apply  to  amend  the  Specification  could  45 
*'  not  be  now  considered  ;  and  (4)  that  this  Action  was  not,  at  the  date  of  the 
^^  Proclamation  (No.  14  of  1902),  an  Action  or  matter  depending  in  the  High 
"  Court  of  the  late  South  African  Republic. 

'^  22.  The  Appellant  humbly  submits  that  the  said  Order  dismissing  the 
^*  Appellant's  Petition  is  wrong,  and  ought  to  be  reversed,  and  that  the  Supreme  50 
^*  Court  of  the  Transvaal  has  jurisdiction  to  rehear  the  action  of  Hay  against  the 
'*  African  Oold  Recovery  Company  Ld.  and  to  give  such  Judgment  or  make 
*'  such  Order  therein  as  ought  in  the  first  instance  to  have  been  given  and  made, 
"  and  that  the  said  Court  has  power  to  correct  the  Record  of  the  Judgment  in 
'*  the  said  Action  delivered  by  the  High  Court  of  the  late  South  African  Republic  55 
<^  on  the  4th  of  November  1896,  and  that  the  said  Record  ought  to  be  amended 
<'  as  prayed  in  the  Appellant's  Petition  of  the  18th  of  September  1902,  and  that 
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**  the  said  Supreme  Court  has  jurisdiction  to  consider  and  dispose  of  the 
"  Appellant's  application  for  leave  to  apply  at  the  Patent  Office  of  the  Transvaal 
*'  for  leave  to  amend  the  Specification  of  the  said  Patent  No.  47,  and  that  such 
**  leave  ought  now  to  be  granted  in  accordance  with  the  prayer  of  the  Appellant's 

5  "  said  Petition "    [The  Reasons  then  followed.] 

The  Respondent,  at  the  conclusion  of  his  case,  submitted  that  the  Judgment 
of  the  Supreme  Court  of  the  Transvaal  was  right,  and  that  this  Appeal 
should  be  dismissed  for  the  following,  amongst  other,  reasons : — "  1.  Because 
"  the   said   Action  of   Hay  v.  the    African  Oold   Recovery    Company  Ld, 

10  "  was  hnally  decided,  and  the  said  two  Patents  Nos.  47  and  74  were  both 
**  cancelled  by  the  Order  of  the  full  Court  of  the  said  late  High  Court 
**  of  the  South  African  Republic  of  the  4th  of  November  1896,  from  which 
"  Order  no  Appeal  lay.  2.  Because  at  the  trial  before  the  late  High  Court 
*'  of    the  late    South  African   Republic  of  the  said  Action  of  Hay  v.    the 

15  '*  African  Oold  Recovery  Company^  Ld.y  an  application  to  the  Court  for  leave 
"  to  amend  was  made  by  the  then  Defendants  and  was  refused  by  a  majority  of 
'^  the  Court.  3.  Because  the  said  Action  was  not  an  Action  pending  at  the 
"  date  of  the  annexation  of  the  said  South  African  Republic,  and  the  Supreme 
*'  Court  of  the  Transvaal  has  no  jurisdiction  under  the  said  Proclamation 

20  **  No.  14  of  1902,  or  otherwise,  to  reopen  or  otherwise  interfere  with  the  s  lid 
**  Judgment  Order  of  the  4th  of  November  1896.  4.  Because  the  said  Patent 
**  No.  47  was  duly  cancelled  and  has  ceased  to  exist,  and  there  is  therefore 
*'  nothing  which  can  be  amended.  5.  For  the  reasons  stated  by  the  learned 
"  Judges  of  the  Supreme  Court  of  the  Transvaal  in  their  Judgments." 

25  Asquith^  K.C.,  and  J.  W.  Gordon  (instructed  by  Davidson  and  Morn'ss) 
appeared  for  the  Appellants  ;  Neville^  K.C.,  Haldane,  K.C.,  and  B.  G.  Molloy 
(instructed  by  BurchelU)  appeared  for  the  Respondents. 

Asquithj  K.C.,  and  Gordon^  for  the  Appellants,  after  submitting  that  an 
Appeal  lay  to  the  Supreme  Court,  continued  : — ^The  Judgment  of  the  Court  of 

30  the  Republic  cancelling  the  Patent  ought  to  be  rectified,  for  that  relief  was  not 
asked  for,  and  under  the  Transvaal  Act  the  Court  had  not  power  to  cancel  the 
Pdtent  in  a  proceeding  which  was  merely  ifiter  partem.  The  application  for 
leave  to  apply  to  amend  the  Specification  has  never  been  disposed  of.  [Lord 
Davby. — The  Court  would  not  have  declared  the  Patent  invalid  if  it  had 

35  thought  an  amendment  was  open.]  The  Appellants  are  entitled  to  have  the 
matter  considered  on  its  merits,  whereas  it  has  been  disposed  of  on  a  preliminary 
objection.  The  Court  went  beyond  the  relief  which  it  had  jurisdiction  to  give. 
[Lord  Davby.— Do  you  contend  that  the  Patent  might  be  prolonged,  although 
in  1896  it  had  been  declared  to  be  valid  ?]    Yes,  the  declaration  was  merely 

40  inter  partes^  and  the  Petition  for  prolongation  was  stopped  because  of  the 
previous  judgment,  so  it  is  desired  to  rectify  that.  The  Court  had  only  power 
to  give  a  judgment  in  ^yer«onam,  but  it  has  given  a  judgment  in  rem  by  the 
Order  for  cancellation.  The  grant  of  a  Patent  could  not  be  set  aside  in  the 
absence  of  one  party  to  the  grant,    namely,  the  State,  represented  by  its 

45  Attorney-General.  Here  the  Judgment  was  purely  inter  partes^  and  a  declara- 
tion of  invalidity,  and  not  cancellation,  was  the  relief  sought.  The  Order  for 
cancellation  could  not  be  properly  made  in  the  proceedings,  and  the  error  in 
the  Judgment  should  be  corrected  {Lawrie  v.  LeeSy  L.R.  7  App.  Cas.  19  ;  In  re 
Swirey  L.R.  30  Ch.  D.  239).    A  Patent  may  be  prolonged  although  its  validity 

50  is  doubtful,  and  even  if  decisions  adverse  to  it  have  been  given  {Frost  on 
Patents,  page  368).  Here,  in  view  of  the  decision  of  the  Court  of  Appeal  in 
England,  there  is  sufficient  doubt  for  the  question  to  be  left  open  on  a  Petition 
for  Prolongation.  [Lord  Davby. — Here  the  jurisdiction  is  for  the  purpose  of 
invalidating  the  Patent,  and  that  does  not  mean  for  the  purpose  of  a  particular 

55  action.  I  cannot  see  the  importance  of  the  words  cancelling  the  Patent  being 
in  the  Order  or  not.]  [Lord  Macnaghtbn.— Nor  can  I.]  We  submit  that  the 
proceedings  were  not  in  the  nature  of  a  Petition  for  Revocation,  and  that,  the 
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Attorney-General  not  being  a  party,  the  Court  could  only  make  a  declaration 
binding  between  the  parties. 

Counsel  for  the  Respondent  were  not  called  on. 

The  Judgment  of  the  Judicial  Committee  was  delivered  by 

Lord  LiNDLBY. — The  Supreme  Court  of  the  Transvaal  has  decided  that  it  has  5 
no  jurisdiction  to  entertain  an  appeal  from  the  decision  of  the  High  Court  of 
the  Transvaal  Republic  pronounced  in  November  1896.  The  Appellants 
maintain  that  the  Sapreme  Court  has  such  jurisdiction  and  ought  to  exercise 
it  and  decide  their  appeal  on  the  merits.  This  is  the  question  which  their 
Lordships  have  to  determine.  10 

It  is  common  ground  that  by  the  law  of  the  Transvaal  before  the  war  the 
decision  of  the  High  Court  of  the  Republic  was  final.  There  was  no  appeal 
from  its  decision  to  any  higher  Court  in  South  Africa  nor  to  Her  Majesty  in 
COfUncil.  The  Appellants,  therefore,  have  to  show  some  Statute  or  Ordinance 
passed  since  the  annexation  of  the  Transvaal  and  conferring  a  right  of  appeal  15 
from  the  decision  of  such  Court  to  some  Court  of  the  new  colony.  The  only 
authoritative  document  which  bears  upon  the  question  is  the  Proclamation 
(Transvaal)  No.  14  of  1902,  under  which  the  existing  Supreme  Court  is  consti- 
tuted. The  important  section  is  section  16,  which  says  :  "  The  said  Court  shall 
^*  have  cognizance  of  all  pleas  and  jurisdiction  in  all  civil  causes  and  proceedings  20 
^'  arising  or  which  shall  have  arisen  within  the  said  Colony  or  which  shall  have 
*'  arisen  in  the  Transvaal  prior  to  the  annexation  thereof." 

There  is  another  section  (section  43)  relating  to  pending  proceedings,  but  it 
has  no  application  to  this  case.    It  appears  to  their  Lordships,  as  it  did  to  the 
Supreme  Court  of  the  Transvaal,  that  the  language  of  section  16  creates  no  right  25 
of  appeal ;  it  fiives  no  right  of  appeal  where  none  existed  before,  consequently 
the  Appellants'  contention  cannot  be  sustained. 

It  is  unnecessary  to  consider  whether  the  Roman-Dutch  law  on  RestittUio  in 
integrum  makes  any  exception,  as  it  has  no  application  to  the  facts  of  this  case 
if  they  are  gone  into.  30 

The  Judgment  of  the  High  Court  from  which  the  Appellants  desired  to  appeal 
was  a  Judgment  vacating  a  certain  Patent.  Their  Lordships  have  expressed 
no  opinion  on  the  view  taken  by  the  High  Court  of  the  validity  of  the  Patent ; 
but  in  the  course  of  the  argument  their  Lordships  stated  that  they  could  not 
accept  the  view  pressed  upon  them  by  Mr.  Gordon  that,  even  if  the  High  Court  35 
had  power  to  declare  the  Patent  invalid,  it  had  no  power  to  go  on  and  order  it 
to  be  cancelled  in  an  action  not  brought  by  the  Attorney-General  and  to  which 
he  was  not  a  party.  The  Transvaal  Patent  Act,  No.  6  of  1887,  (sections  29-:U) 
expressly  authorised  judgments  which  were  really  judgments  in  rem  in 
proceedings  specially  brought  for  the  invalidation  of  Letters  Patent.  As  this  40 
point  was  fully  argued  by  the  Appellants,  their  Lordships  think  it  may  be 
useful  to  repeat  what  they  said  and  remove  all  doubt  upon  the  subject. 

Their  Lordships  will  therefore  humbly  advise  His  Majesty  to  dismiss  this 
Appeal,  and  the  Appellants  must  pay  the  costs. 
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In  the  Supreme  Court  op  Judicature. 

Court  op  Appeal. 

Before  LORDS  JUSTICES  Vaughan  Williams,  Rombr,  and  Cozbns-Hardy. 

October  26th  and  27th,  1904. 
Ackroyd  and  Best  Ld.  v.  Thomas  and  Williams. 


Patent — Action  for  infringement.— Construction  of  Specification.--' Oeneral 
principle. — Special  construction  to  obtain  special  obfects.— Infringement  not 
found. — Judgment  for  Defendants  at  trial. — Appeal  dismissed. 

10  The  oumers  of  a  Patent  for  improvements  in  miners^  safely  lamps^  having 
brought  an  a4)tion  for  infringement^  the  Defendants  denied  infringement^  and 
alleged  the  invalidity  of  the  Patent^  but  at  the  trial  relied  principally  on  the 
contention  that  the  Patent  was  for  a  particular  combinationy  which  they  Jiad 
not  taken.    The  first  claim  of  the  Specification  wa^  as  follows : — "  In  a  miner's 

15  "  safety  lamp,  the  employment  of  a  spring  catch  for  locking  the  bonnet,  the  said 
"  spring  catch  being  brought  into  an  acting  position  on  the  closing  of  the  lamp, 
"  substantially  as  set  forth.'^  Tfie  Plaintiffs  alleged  that  the  feature  of  the 
invention  was  an  arrangement  by  which,  when  the  bonnet  was  screwed  on,  it 
locked  automatically,  and  could  not  be  removed  until  tJie  main  lock  of  the  lamp 

20  was  undone,  and  that  the  Defendants  had  in  substance  taken  the  combination. 
At  the  trial  it  was  held,  that  the  Patent  did  not  involve  any  new  principle,  but 
was  for  the  particular  combination,  and  that  the  Defendants  had  not  taken  the 
patented  spring  catch  or  the  substance  of  the  invention.  The  action  was 
dismissed  unth  costs.     TJie  Plaintiffs  appealed. 

25  Held,  that  the  Patent  did  not  involve  any  new  piHndple,  but  was  for  a 
particular  combination,  and  that  the  Defendants  had  not  infringed  that 
combincUion.    The  appeal  weLS  dismissed  with  costs. 

Per  Cozenb-Hardy,  LJ.—Ifa  Patentee  intends  to  claim  a  general  principle, 

is  it  his  duty  to  make  that  intention  reasonably  clear  by  his  Specification. 

3  « 
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On  the  12th  of  March  1898,  Letters  Patent  (No.  6128  of  1898)  was  granted  to 
William  Ackroyd  and  William  Best  for  an  invention  of  "  Improvements  in  or 
"  connected  with  Miners*  Safety  Lamps." 

The  Complete  Specification  was  as  follows  :—"  It  is  the  cnstom  for  all  miners* 
"  lamps  to  be  delivered  into  the  lamp  room  for  cleaning  purposes  after  they  5 
'^  have  been  employed  in  the  mine,  but  when  the  lamp  is  again  returned  to  the 
"  miner  ready  lighted  and  locked,  he  has  no  guarantee  that  the  lamp  has  been 
"  properly  attended  to.  If  the  lamp  cleaner  is  negligent  in  his  duty,  he  may 
"  simply  remove  the  lamp  bottom  and  clean  the  interior  of  the  lamp  without 
"  taking  out  the  gauze,  or  the  lamp  may  be  closed  after  cleaning  without  having  10 
"  a  gauze  in  at  all.  Faults  of  this  description  cannot  be  detected  by  the  miner, 
*'  and  this  negligence  has  often  been  the  cause  of  disastrous  eKplosions. 

^'  Now  the  object  of  this  invention  is  to  prevent  explosions  being  caused  in 
*^  mines  through  the  negligence  of  the  lamp  clesiner  or  other  person  cleaning 
^*'  the  lamps,  or  through  any  attempt  on  the  part  of  the  miner  to  loosen  the  15 
*'  glass,  and  with  this  object  we  construct  our  lamp  as  shown  in  the  accompany- 
'^  ing  drawing,  where  Figure  1  is  a  sectional  elevation  of  the  same,  and  Figures 
"  2,  3,  4  and  5  are  detail  views. 

''  The  general  structure  of  the  lower  part  of  the  lamp  is  as  follows  : — A  is  the 
'^  lamp  frame,  and  B  is  the  lamp  bottom  or  oil  container  which  is  provided  20 
**  with  a  spring  bolt  C  only  capable  of  being  withdrawn  by  means  of  a  powerful 
*'  magnet.  The  lamp  bottom  B  screws  into  the  lamp  frame  A  by  means  of  a 
"  right-hand  screw  thread  D.  E  is  a  ring  for  receiving  the  base  of  the  glass  J. 
"  This  ring  E  screws  into  the  lamp  frame  by  means  of  a  left-hand  thread  F,  and 
'^  the  base  of  the  ring  E  is  provided  with  a  flange  on  the  under  side  of  which  25 
"  are  situated  rack  teeth  H  (see  inverted  plan  view  Figure  5)  for  engaging  with 
"  the  locking  bolt  C. 

'*  The  particular  arrangement  of  the  upper  part  of  the  lamp,  characterizing 
"  the  invention,  and  whereby  the  screw  off  outer  cover  or  *  bonnet '  R  may  be 
'*  &stened  after  the  base  of  the  lamp  is  locked  and  whereby  the  *  bonnet*  R  30 
''  cannot  be  un&stened  until  the  base  of  the  lamp  is  unlocked,  is  as  follows : — 
^*  The  upper  edge  of  the  lamp  glass  J  bears  against  a  shoulder  L  formed  upon 
'*  the  lower  edge  of  the  gauze  cover  E.  M  is  a  spring  which  is  attached  to  the 
*'  lamp  frame  A,  and  N  is  a  stud  which  is  attached  to  the  end  of  the  spring  M 
**  and  passes  through  a  hole  in  the  lamp  frame  A.  P  is  a  sprini;  which  is  35 
^'  fastened  to  the  under  side  of  the  bonnet  R,  which  latter  is  connected  to  the 
*^  lamp  frame  A  by  means  of  the  screw  thread  S. 

^'  When  the  ring  E  is  screwed  tightly  home,  the  glass  J  holds  the  shoulder  L 
*'  of  the  gauze  E  firmly  up  against  its  seat  in  the  lamp  frame  A,  the  said 
^  shoulder  in  its  turn  holding  up  the  stud  N  as  shown  at  Figure  3  and  plan  40 
*^  view  Figure  4  and  so  keeping  the  spring  M  in  a  position  to  engage  with  the 
^'  spring  P,  as  seen  at  Figure  3.  The  lamp  bottom  B  can  now  be  screwed 
**  into  position,  the  bolt  0  running  round  over  the  rack  teeth  H,  until  the  said 
*«  lamp  bottom  B  is  screwed  securely  home.  Any  attempt  to  unscrew  the  lamp 
'^  bottom  B  without  first  withdrawing  the  bolt  only  tends  to  tighten  the  parts  45 
"  more  firmly  into  position  owing  to  the  reverse  direction  of  the  screw 
**  threads  F  and  D. 

^*  When  the  lamp  is  handed  to  the  miner  in  this  condition,  viz.,  with  the 
*'  lamp  base  locked  but  with  the  bonnet  R  removed,  the  miner  or  inspector  can 
*'  only  examine  the  gauze  and  they  cannot  tamper  with  the  lamp.  When  the  50 
«<  examination  of  the  gauze  K  has  been  made,  the  bonnet  R  is  secured  firmly 
''  home,  until  the  spring  P  takes  behind  the  spring  M,  and  the  bonnet  is 
''  thus  firmly  locked  until  the  spring  M  resumes  the  position  shown  at  Figure  2, 
^\  which  cannot  take  place  until  the  lamp  is  taken  to  pieces  in  the  lamp  room. 

^^  Thus  according  to  our  invention  the  lamp  bonnet  R  may  be  screwed  on  and  55 
'*  off  from  the  lamp  frame,  to  which  it  can  be  locked  by  the  §jpring  catch  M  the 
^'  said  spring  catch  M  only  being  brought  into  action  when  the  glass  J  and  the 
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"  gauze  K  are  pressed  firmly  in  position  by  means  of  the  ring  E.  This  enables 
^*  the  lamp  to  be  handed  to  the  miner  with  the  gauze,  glass,  and  glass  holding 
"  ring  fastened  into  position,  and  with  the  lamp  base  already  locked  whilst  the 
''  bonnet  can  be  handed  separately  to  the  miner,  or  it  can  be  screwed  loosely  on 
**  the  frame  but  not  far  enough  for  the  spring  catch  M  to  engage  and  lock  the 
**  said  bonnet  R.    The  miner  can  thus  take  off  the  said  bonnet  R  and  see  that 


ric.i 


ric.2. 


^  the  gauze  K  is  in  position  and  clean,  and  the  inspector  can  repeat  the 
«  examination  and  then  screw  the  bonnet  up  until  the  spring  lock  P  engages 
**  with  the  spring  catch  M  in  the  lamp  frame,  thus  firmly  locking  the  bonnet  R 
10  **  which  cannot  be  again  opened  until  the  lamp  bottom  B  is  unlocked  in  thp 
**  lamp  room.  The  lamp  cleaner  is  obliged  to  remove  the  gauze  K  and  glass  J 
"  in  order  to  remove  the  bonnet  R,  thus  preventing  the  possibility  of  his, simply 
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"  cleaning  the  interior  of  the  gauze  K  with  a  brush  so  as  to  save  himself  the 
•*  trouble  of  removing  the  glass  holding  ring  E.  If  the  gauze  is  not  properly 
"  cleaned,  or  if  it  has  been  omitted,  the  neglect  is  at  once  detected  by  the  miner 
"  or  the  inspector." 

The  Patentee  claimed  :— "  (1.)  In  a  miner's  safety  lamp  having  a  screw  oflE  5 
"  bonnet,  the  employment  of  a  spring  catch  for  locking  the  bonnet,  the  said 
"  spring  catch  being  brought  into  an  acting  position  on  the  closing  of  the  lamp, 
"  substantially  as  set  forth.  (2.)  In  a  miner's  safety  lamp  having  a  screw  off 
"  bonnet,  the  spring  top  M  brought  into  the  acting  position  by  the  flange  L  of  the 
**  gauze  K  on  the  raising  of  the  glass  J  when  locking  the  lamp,  in  combination  10 
"  with  the  spring  catch  P  on  the  bonnet  R,  substantially  as  set  forth.  (3.)  In  a 
"  miner's  safety  lamp  having  a  screw  off  bonnet,  a  spring  catch  P  situated  on 
"  the  under  side  of  the  bonnet  R,  in  combination  with  a  spring  top  M  having 
♦*  a  stud  N  the  latter  being  actuated  by  the  raising  of  the  glass  J  on  the  lamp 
^'  being  closed  substantially  as  set  forth."  15 

On  the  22nd  November  1902  Ackroyd  and  Best  Ld.,  Charles  Topham 
Naylor,  and  John  Proudfoot  Humble  commenced  an  action  against  TJiomas 
and  Williams  for  infringement  of  the  Patent,  claiming  the  usual  relief. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  :— (1)  That  they  were, 
and  had  been  since  the  12th  March  1898,  the  owners  of  the  Patent ;  (2)  that  20 
the  Patent  was  valid  ;  and  (3)  that  the  Defendants  had  infringed  the  same. 

By  their  Particulars  of  Breaches  they  alleged  that  the  Defendants  had  infringed 
the  Patent  by  manufacturing  lamps  according  to  the  invention,  as  claimed  in 
all  the  three  claiming  clauses  of  the  Specification,  and  delivering  them  to  the 
persons  or  companies  named  at  or  about  the  dates  stated  (four  instances  25 
were  given,  all  in  the  year  1902,  prior  to  the  date  of  the  writ).  A  letter  of 
January  the  12th  1904  to  the  Plaintiffs'  Solicitors  by  the  Defendants*  Solicitors 
stated  that  the  Defendant  was  prepared  to  admit  that  he  had  manufactured  and 
delivered  lamps  as  alleged  in  the  Particulars  of  Claim,  and  that  such  lamps  were 
constructed  according  to  the  drawings  of  L.  N.  Williams'  Specification  (No.  25,334  30 
of  1901). 

The  Complete  Specification  of  this  Patent,  so  far  as  material  for  the  purposes 
of  this  Report,  was  as  follows  : — **  This  invention,  which  relates  to  miners' 
'*  safety  lamps,  consists  in  an  improved  method  of  and  means  for  locking  the 
"  bonnet  to  the  lamp  body  and  unlocking  it  therefrom.  Within  a  chamber  pro-  35 
"  vided  on  the  step-top  ring,  that  is  to  say,  the  ring  above  the  glass,  is  a  cup 
''  adapted  to  slide  upwards  and  downwards.  In  the  cup  is  a  spiral  spring  in 
**  compression,  the  lower  end  of  which  spring  bears  against  the  inner  face  of  the 
'^  cup  bottom.  The  other  end  of  the  spring  bears  against  the  underside  of  a 
"  bolt.  The  said  spring  tends  constantly  to  force  the  bolt  up  and  cause  it  to  40 
**  project  at  top  above  the  top  of  the  cup.  A  piston  of  larger  diameter  than  the 
"  aperture  through  which  the  bolt  projects  prevents  the  bolt  from  being  forced 
^'  out  of  the  cup  upwards  by  the  thrust  of  the  spring.  The  cup  is  flanged  at 
'^  bottom.  Between  the  upper  face  of  the  flange  of  the  cup  and  a  shoulder 
'<  provided  in  the  chamber  is  a  spiral  spring  tending  constantly  to  depress  the  45 
'^  cup.  To  the  underside  of  the  cup  is  screwed  or  otherwise  attached  one  end 
"  of  a  pillar  which  extends  down  and  is  passed  through  the  lower  ring  of  the 
'^  lamp  body.  A  shoulder  on  the  pillar  limits  the  downward  travel  of  the  pillar 
^*  by  contact  with  the  upper  face  of  the  lower  ring  of  the  lamp  body.  As  the 
^'  oil-pot  is  screwed  into  the  lamp,  the  cup  is  raised  by  the  consequent  pushing  50 
"  up  of  the  pillar  connected  to  it.  The  spiral  spring  encircling  the  cup  is  further 
«  compressed  in  the  chamber.  The  bolt  carried  in  the  cup  is  elevated  to  project 
^*  above  the  top  of  the  chamber.  In  the  bonnet  ring  is  a  circular  row  of  ventila- 
'^  tion  apertures,  a  provision  made  in  some  forms  of  safety  lamps.  The  ribs 
'*  between  the  apertures  are  specially  shaped  under  this  invention,  that  is  to  say,  55 
^'  each  rib  is  knife-edged  and  has  an  inclined  face  at  one  side.  The  ring  of  ribs 
"  and  aperture3  constitutes  a  circular  rack. 


10 
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**  In  screwing  the  bonnet  on  to  the  lamp  body,  which  is  done  subsequently  to 
"  locking  the  oil-pot  in  place  in  the  lamp,  the  bolt  for  locking  the  bonnet  to  the 
"  lamp  is  depressed  against  the  resistance  of  the  spring  under  it,  and  rebounds 
"  into  a  ventilating  aperture  in  the  bonnet  ring,  and  thus  the  bonnet  becomes 
"  locked  on  the  lamp. 

"  Unlocking  takes  place  as  the  oil-pot  is  being  unscrewed.  The  spiral  spring 
"  encircling  the  cup  depresses  the  cup,  and  thus  the  bolt  is  drawn  down  clear  of 
"  the  bonnet  and  frees  it. 

"  Referring  to  the  accompanying  drawings.  Fig.  1  represents  part  of  a  miners' 
"  safety  lamp  fitted  with  my  improvements  for  locking  the  bonnet  to  the  lamp 
"  body  and  unlocking  it  therefrom.  The  view  is  partly  in  vertical  section ;  the 
**  section  being  taken  through  the  chamber  in  which  the  looking  bolt  is  aituated. 
"  Fig.  2  is  a  plan  of  the  bonnet  ring  a  as  inverted.    Fig.  3  is  a  vertical  section 


**  through  one  of  the  wedge-like  ribs  a^  intervening  between  the  ventilation 

15  *'  apertures  a' — Fig.  2— of  the  bonnet  ring  a.  Fig.  4  is  a  similar  section  at  the 
*^  opposite  side  of  the  lamp.  Cast  with  the  step-top  ring  &  is  a  chamber  c  in 
*'  which  is  a  cup  d  which  is  adapted  to  slide  vertically  in  the  chamber  c.  Coiled 
**  about  the  cup  d  is  a  spiral  spring  e^  the  lower  end  of  which  bears  on  a  shoulder 
*•  d^  provided  on  the  cup.    The  upper  end  of  the  spring  e  bears  against  the  inner 

20  ^'  face  of  the  top  of  the  chamber  c.  The  spring  e  tends  constantly  to  depress  the 
^^  cup  d  and  with  it  the  pillar/  which  is  screwed  or  otherwise  rigidly  connected 
**  to  the  cup.  A  bolt  g  adapted  to  slide  vertically  in  the  cup  d  is  acted  upon 
'^  from  below  by  a  spring  h,  the  upper  end  of  which  bears  against  the  under  face 
^^  of  the  piston  g^  of  the  bolt  g.    The  lower  end  of  the  spring  h  bears  against  the 

25  *^  inner  face  of  the  bottom  of  the  cup  d.  The  spring  h  tends  constantly  to  force 
"  the  bolt  g  upwards  to  the  full  extent  of  its  upward  travel,  projecting  out  of  the 
*^  cup  d  as  shown  in  the  drawing.  The  piston  g\  by  contact  with  the  inner  face 
"  of  the  top  of  the  chambers,  limits  the  upward  travel  of  the  bolt  g.  The  pillar/ 
^^  is  reduced  in  diameter  towards  the  lower  end.    The  part  thus  reduced  loosely 

30  ^^  fits  a  passage  provided  for  it  in  the  bottom  ring  i  of  the  lamp  body.  The 
"  extent  of  downward  movement  of  the  pillar  /  is  limited  by  contact  of  the 
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**  shoulder/^  with  the  upper  face  of  the  bottom  ring  i.  At  foot  the  pillar/ has 
"  attached  to  it  a  discj  which  prevents  the  pillar  from  entering  the  aperture 
"  made  in  the  oil-pot  k  for  receiving  the  bolt  by  which,  as  ordinarily,  the  oil-pot 
**  is  locked  to  the  lamp  body. 

**  In  the  bonnet  ring  a  is  a  circular  row  of  ventilation  apertures  a\  as  is  the  5 
"  practice  to  provide  in  some  types  of  miners'  safety  lamps.  The  ribs  d^  between 
"  the  apertures  are,  under  this  invention,  specially  shaped.  They  are,  as  seen 
"  at  Figfl.  3  and  4  of  the  drawings,  wedge-shaped.  They  are  knife-edged  teeth, 
"  and  they  are  so  made  in  the  bonnet  ring  a  that  in  screwing  the  ring  on  to  the 
"  lamp  body,  the  knife-edge  of  each  wedge  leads  in  the  direction  of  rotation,  10 
"  and  the  deeper  part  of  each  wedge  follows  as  a  tail. 

"  The  act  of  screwing  on  the  oil-pot  k  to  the  bottom  body  ring  i  causes  the  pot 
*|  to  come  into  contact  with  the  bottom  of  the  discj  fixed  on  the  pillar  /.  The 
"  latter  is  pushed  up  against  the  resistance  of  the  spring  «,  which  is  further  com- 
**  pressed.  The  pillar/ carries  up  the  cup  d  and  the  bolt  ^,  which  latter  is  thus  15 
"  made  to  project  above  the  top  of  the  step-top  ring  b  into  the  bonnet  ring  a. 
'*  When  the  oil-pot  has  been  screwed  fully  home,  it  locks  to  the  body,  as 
•*  ordinarily. 

**  The  bonnet  I  is  next  screwed  on  to  the  extension  b^  of  the  step-top  ring  6. 
"  As,  in  screwing  on  the  bonnet  I,  the  ribs  a^  bear  on  the  bolt  ff,  the  latter  is  20 
I*  depressed  during  the  forward  passage  of  each  rib,  but  is,  by  the  rebound  of  the 
**  spring  h,  shot  up  again  into  the  succeeding  aperture  a^  behind  the  deep  face 
I*  of  the  rib  when  the  latter  is  passed,  thus  locking  the  bonnet  to  the  lamp  body 
'*  by  preventing  the  bonnet  from  being  unscrewed.  The  bonnet  cannot  be 
"  unscrewed  until  the  oil-pot  k  has  been  unlocked  and  unscrewed  to  allow  the  25 
"  cup  d  with  the  bolt  g  to  be  depressed  by  the  spring  «." 

The  Defendants,  by  their  Defence  :— (1)  Did  not  admit  that  the  Plaintiflfs  were 
the  owners  of  the  Patent;  (2)  Denied  infringement;  and  (3)  Alleged  that 
/if  mu^^^  ^^  invalid.  By  their  Particulars  of  Objections  they  alleged  : 
(1)  That  the  said  alleged  invention,  forming  the  subject-matter  of  the  Patent,  30 
was  not  new,  but  had  been  published  in  the  Realm  prior  to  the  date  of  the 
Patent  in  the  Specifications  of  the  following  Patents  :—A.  Yates  (No.  2677  of 
•l^'^LV  ^'  ^^^^^^"^  *  Shijpe  (No.  2697  of  1887)  ;  G.  Thome  (No.  2779  of  1889) ; 
D.  Thomas  (No.  8136  of  1889);  and  E,  Hughes  (No.  27,150  of  1896).  The 
Defendants  relied  upon  the  whole  of  each  of  these  Specifications  as  anticipating  35 
all  the  claims  in  the  Specification  of  the  Plaintiffs'  Patent ;  (2)  That  there  was 
no  subject-matter  ;  the  Defendants  relied  thereunder  upon  common  knowledge 
concerning  the  confetruction  of  miners'  safety  lamps,  and  of  the  various 
methods  of  locking  the  different  parts  of  same,  and  upon  the  matters  set 
out  in  paragraph  1 ;  (3)  That  the  alleged  invention  was  not  useful ;  lamps  40 
constructed  as  described  in  the  Complete  Specification  could  have  their  bonnets 
removed  without  unlocking  the  lamp ;  (4)  That  the  Complete  Specification 
of  the  Patent  did  not  sufficiently  describe  the  nature  of  the  invention  and  the 
manner  in  which  the  same  was  to  be  performed,  and  was  misleading  in  that 
the  spring  catch  was  not  brought  into  operation  by  the  closing  of  the  lamp  as  4'i 
alleged,  or  at  all ;  (5)  That  the  alleged  invention  was  not  new ;  but  as  to  all 
the  claims  in  the  Complete  Specification  of  the  Patent,  had  been  anticipated  by 
the  prior  user  of  each  of  the  lamps  marked  "A"  to  '*H,"  which  were  in  the 
possession  of  the  Defendants'  Solicitors,  and  could  be  inspected  by  the 
Plaintiffs.  50 

The  Particulars  specified  eight  lamps,  marked  "A"  to  "H,"  the  lamp  "D  " 
being  called  «  Improved  Cambrian,"  and  the  earliest  date  of  user  being  given  as 
1887  ;  the  lamp  «G  "  being  called  "  Thomas'  Patent,  No.  8 136  of  1889,"  the  earliest 
date  of  user  being  given  as  1889  ;  and  the  lamp  "  H  "  being  alleged  to  be  manu- 
factured  by  Fredk.  Griffin,  in  October  1897,  at  the  Defendants'  works,  and  55 
used  at  the  Defendants'  works,  and  at  the  Lewis  Merthyr  Colliery  Company^  in 
October  and  the  following  months  of  the  year  1897. 
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The  action  came  on  for  tarial  on  the  11th  of  March  1904,  before  Joyce^  J.,  and 
the  action  was  dismissed  on  the  10th  of  May  1901,  Joyce^  J.,  holding  that  the 
Defendants  had  not  infringed.*  The  Plaintiffs  appealed. 
The  appeal  came  on  for  hearing  on  the  26th  of  October  1904. 
5  T.  Terrelly  K.C.,  and  J.  C.  Uraham  (instructed  by  Walker  and  RowBy  agents 
for  Wooler^  Burrows^  and  Burton^  of  Leeds)  appeared  for  the  Appellants ; 
A.  J.  Walter  (instructed  by  Purkis  is  Co.^  agents  for  T.  Phillips  in  Son^  of 
Aberdare)  appeared  for  the  Respondents. 

T.  Terrell,  K.C.,  and  Graham. — The  Plaintiffs  appeal  from  the  decision  of 

10  Joyce,  J.  He  decided  in  favour  of  the  Defendants  on  the  issue  of  infringement. 
The  question  is  one  of  construction.  The  construction  put  upon  the  Specifica- 
tion by  the  learned  Judge  can  only  be  supported  by  straining  the  real  tinftAiniTig 
of  the  words  of  the  Specification.  The  invention  relates  to  improvements  in 
miners'  safety  lamps.    In  miners'  safety  lamps  the  flame  is  protected  by  wire 

15  gauze ;  bonnets  are  fixed  on  the  bodies  of  the  lamps  to  prevent  the  miners 
'*  sucking  "  the  flame  through  the  gauze.  It  is  essential  to  conditions  of  safety 
that  it  should  be  made  impossible  for  the  miner  to  remove  the  bonnet  in  the 
mine.  In  the  lamp  constructed  according  to  the  Plaintiffs'  invention  there  is  a 
safety  lock  only  operated  in  unlocking  by  a  powerful  magnet  or  other  means, 

20  and  this  is  locked  before  the  bonnet  is  put  on  ;  it  locks  the  bottom  of  the  lamp, 
and  it  puts  into  oparation  that  which  will  lock  the  bonnet  when  the  bonnet  is 
screwed  up,  so  that  the  miner  cannot  then  open  either  the  bottom  or  the  top, 
and  the  bonnet  cannot  be  rdmoved  until  the  bottom  of  the  lamp  is  unlocked. 
[The  patented  lamp  was  produced  and  explained  and  the  Specification  was  read.] 

25  Owing  to  right-handed  and  left-handed  screws  any  attempt  to  unscrew  the 
bottom  of  the  lamp  tends  only  to  tighten  the  parts,  unless  the  spring-bolt  C  is 
withdrawn,  in  which  case  the  whole  of  the  parts  of  the  lamp  can  be  unscrewed. 
The  bonnet  remains  locked  until  M  can  resume  the  position  shown  in  Fig.  2 — 
that  is,  until  N  can  drop,  which  cannot  happen  until  the  bottom  of  the  lamp  is 

30  unscrewed.  Upon  screwing  home  the  bonnet,  the  security  of  the  main  lock  of 
the  lamp  is  obtained  for  the  bonnet.  The  lamp  is  in  practice  handed  to  the 
miner  with  the  bottom  locked,  and  the  bonnet  is  handed  to  him  separately  or 
loosely  screwed  on  to  the  frame.  That  is  done  in  order  that  he  may  see  that  the 
lamp  cleaner  has  cleaned  the  gauze.    It  is  the  duty  of  the  mine  inspector  to  see 

35  that  the  bonnet  is  screwed  down  before  the  miner  enters  the  mine.  He  can  do 
this  with  the  Plaintiffs'  lamp  by  inspection.  Until  the  Plaintiffs'  invention  no 
arrangement  was  known  by  which  the  head  of  the  lamp  could  be  automatically 
fastened  by  the  mere  act  of  screwing  it  down.  The  general  apparatus  of  the 
lamp  was  known  ;  a  bonnet  fastened  by  screwing  on  was  known,  but  it  was 

40  locked  by  a  separately  acting  device.  The  invention  substitutes  for  the  old 
method  an  automatically  working  catch.  The  Plaintiffs'  lamp  affords  security 
against  any  negligence  of  the  lamp  cleaner  and  any  tampering  by  the  miner, 
because  it  has  the  important  features  that  it  cannot  be  opened  except  by  means 
of  a  powerful  magnet ;  it  can  be  examined  by  the  miner  to  see  that  the  gauze 

45  is  in  and  is  clean  when  handed  to  him.  [The  Defendants'  lamp  constructed 
according  to  L.  N.  Williams^  Specification,  No.  25,334,  ante,  p.  740,  was 
produced  and  explained.  The  alleged  anticipations  of  the  Plaintiffs'  Patent 
were  also  produced  and  explained.]  The  Plaintiffs'  invention  has  not  been 
anticipated  by  any  of  the  tamps  relied  upon  by  the  Defendants.    The  lamp 

50  has  the  capacity  to  peif orm  three  different  functions,  which  are  for  the  first 
time  present — (1)  it  can  be  locked  completely  without  the  head ;  (2)  the 
bonnet  or  head  is  fastened  by  the  mere  act  of  screwing  up  the  head  ;  (3)  it  is 
impossible  to  take  off  the  head  before  opening  the  bottom  lock.  [The  evidence 
was  referred    to    and    portions  of    the  judgment  given    by  Joyce,  J.,  were 

55  read.]      The  learned  Judge  regarded  too  closely  the  words   of  the   claim. 

♦  Ante,  p.  403 
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In  constraing  a  Specification  the  Specification  as  a  whole  must  be  looked  at 
{Tubes,  Ld.  v.  Perfecta  Seamless  Steel  Tube,  Ld.,  20  R.P.C.  77).  Reading  the 
Specification  fairly,  the  Plaintiffs'  invention  has  not  been  anticipated.  The 
Defendants  have  in  substance  taken  the  PlaintiflEs'  combination.  They  have 
infringed  the  combination  according  to  the  principles  laid  down  in  Olark  v.  5 
Adie  (L.R.  2  App.  Cas.  320)  ;  Dudgeon  v.  Tlwmson  (L.R.  3  App.  Cas.  44)  ;  and 
Nordenfeldt  v.  Gardner  (1  R.P.C.  pp.  61,  65). 

Walter  for  the  Respondents.— The  first  claim  is  the  only  one  now  alleged  to 
have  been  infringed.    The  claim  is  not  for  a  lamp — it  is  for  a  sub-combination 
in  a  lamp.    The  Defendants  have  not  infringed.    One  of  the  objects  of  the  10 
Plaintiffs' invention  is  that  the  lamp  cleaner  shall  be  obliged  to  remove  the 
ganzo  and  glaas  in  order  to  remove  the  bonnet.    In  the  Defendants'  lamp  it  is 
not  necessary  to  remove  the  gauze  to  remove  the  bonnet.    Another  object 
mentioned  by  the  Patentees  is  that  of  preventing  any  attempt  by  the  miner  to 
unfasten  the  lamp.    The  latter  object  is  attained  by  the  Defendants,  but  by  a  15 
different  path.     The  invention  is  nothing  more  than  a  detailed  method  of 
lamp  construction,  and  upon  the  true  construction  of  the  Specification,  inasmuch 
as  the  Defendants  travel  by  a  different  path,  it  is  immaterial  that  they  obtain 
one  or  more  of  the  advantages  obtained  by  the  Patentees  {Dudgeon  v.  Thomson, 
L.R.  3  App.  Cas.  34).    A  detachable  bonnet  locked  by  means  of  a  pillar,  itself  20 
raised  by  screwing  on  the  oil  container,  was  well  known  before  the  Plaintiffs' 
Patent.    A  lamp  so  made  that  the  base  could  be  locked  and  the  lamp  not  tampered 
with  was  old.    A  bonnet  fitted  so  that  the  miner  could  examine  the  gauze 
before  closing  the  lamp  was  also  old.  The  automaticity  claimed  by  the  Plaintiffs 
was  old — viz.,  screwing  on  the  bonnet,  and,  without  any  further  action,  securing  25 
the  bonnet  in  its  place  so  that  it  could  not  be  moved  except  by  the  aid  of  a  key. 
Thomas  automatically  secured  the  bonnet.    But  it  is  suggested  that  that  was 
not  an  effectual  locking.    That  is  no  answer  in  law  to  the  position  taken  up  by 
the  Defendants — ^namely,  that  the  Patentees  cannot  say  that  they  have  invented 
anything  novel  in  principle.    The  claim  is  in  fact  for  automatically  locking  by  30 
means  of  the  action  of  a  ratchet  and  pawl.    That  is  identical  with  Thomtis.    It 
is  said  that  the  <^  spring  catch  "  in  Claim  1  is  M,  N,  and  P.    If  it  is  so  it  is  not 
^^  brought  into  an  acting  position  on  the  closing  of  the  lamp,"  nor  even  on 
screwing  up  the  ring  E.    M,  N,  and  P,  therefore,  do  not  make  the  spring  catch. 
If  the  construction  contended  for  by  the  Plaintiffs  is  right,  then  the  Patent  is  35 
bad,  because  there  is  no  sufScient  description  of  what  is  claimed.    The  true 
construction  is  that  M  and  N  form  the  "  spring  catch,"  and  they  are  brought 
into  an  acting  position  on  screwing  up  the  ring  E.    The  Patentees  do  not  claim 
a  **  spring  catch "  in  combination  with  and  put  into  position  by  any  means 
whatever.    If  they  do  then  they  are  anticipated  by  Thomas.    Neither  of  the  40 
objects  claimed  in  the  Specification  is  attained  by  their  invention.    At  the  date 
of  the  Patent  there  was  nothing  left  to  improve  upon  except  specific  details. 
Admittedly  there  is  nothing  described  in  the  Specification  except  a  device 
which,  according  to  the  Patentees'  own  words,  intentionally  operates  to  free  the 
wire  gauze  by  the  act  of  opening  the  lamp.    On  the  true  construction.  Claim  1  45 
is  for  a  sub-combination  consisting  of  a  combination  of  parts  which  enables  the 
object  of  the  Patent  to  be  carried  out — i.e.,  that  the  gauze  should  be  removed 
before  the  bonnet  is  removed.    This  the  Patentees  could  not  do  by  adopting  the 
old  sliding  pillar.    They  wanted  an  apparatus  which  would  give  them  a  "free" 
gauze.    It  cannot,  therefore,  receive  a  wider  construction  so  as  to  cover  some-  50 
thing  not  giving  a  "  free  "  gauze,  and  which  does  not  in  any  way  operate  to 
render  it  compulsory  that  the  gauze  should  be  taken  out  for  cleaning.    The 
Defendants  do  not  infringe  ;  they  do  not  remove  the  gauze  when  taking  off  the 
bonnet ;  they  do  not  release  the  bonnet  by  unscrewing  a  ring ;  they  do  not 
make  use  of  the  glass  ;  they  do  not  put  a  ratchet  into  an  operating  position  by  55 
screwing  up  any  ring  corresponding  to  E  ;  they  adopt  an  old  method  of  raising 
a  pLUar  by  screwing  up  the  oil  container. 
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Terrelly  K.C.,  in  reply. — ^The  Patentees'  invention  is  a  combination  which  is 
new.  There  was  before  the  date  of  the  Patent  no  lamp  the  bonnet  of  which 
was  closed  by  a  ^^  spring  catch  "  brought  into  an  acting  position  on  the  closing 
of  the  lamp.  **  On  the  closing  of  the  lamp  "  means  the  assembling  of  the  parts — 
5  that  is,  performing  the  several  operations  necessary  to  close  the  lamp.  The 
lamp  performs  a  combination  of  functions  never  before  performed.  The  Oourt 
protects  such  an  invention  from  variations  that  are  only  colourable.  Three 
things  are  comprised  in  the  substance  of  the  invention— (1)  the  lamp  can  be 
locked  ;  (2)  it  can  be  examined  in  a  locked  condition ;  (3)  it  cannot  be  opened 
10  by  the  miner  after  the  bonnet  is  screwed  down.  The  substance  of  the  invention 
must  be  looked  at  {Van  Heyden  v.  Nemiadt,  50  L.J.  N.S.  126). 

Vaughan  Williams,  L.J.~l  think  this  is  a  very  difficult  case.     Mr.  Justice 

Joyce  has  given  judgment  for  the  Defendants,  and  in  doing  so  he  comments 

upon  the  Specification,  and  he  says  that  the  Specification  appears  to  him  to  be 

15  very  loosely  drawn.    I  agree  that  the  Specification  wants  preciseness,  and  it  is 

that  which  really  causes  the  difficulty. 

The  Letters  Patent  had  been  granted  in  respect  of  improvements  in  or  con- 
nected with  miners'  safety  lamps,  and  the  Defendants  deny  the  infringement 
which  is  alleged.    We  have  to  dispose  of  this  issue  as  to  whether  there  has  been 
20  &n  infringement  or  not,  and  the  real  truth  of  the  matter  is  that  you  cannot 
dispose  of  that  question  unless  you  first  make  up  your  mind  as  to  what  inven- 
tion it  is    which  is  protected  by  these  Letters  Patent.    Unfortunately  the 
invention  is  not  so  clearly  defined  by  the  text  of  the  Specification,  read  in 
conjunction  with  the  claims,  as  that  it  is  easy  to  define  what  the  invention  is 
25  which  is  protected.    I  am  always  very  sorry,  when  I  find  a  good  machine  in 
respect  of  which  it  is  said  there  has  been  invention,  to  be  forced  to  decide 
against  the  Patentee  on  the  ground  that  the  Specification  wants  precision,  or  is 
difficult  to  construe. 
There  are  three  claims,  and  in  the  observations  which  I  am  going  to  make  I 
30  shall  chiefly  deal,  as  Mr.  Justice  Joyce  did,  with  Olaim  1,  which  runs  thus  :— 
"  In  a  miner's  safety  lamp  having  a  screw  off  bonnet,  the  employment  of  a 
"  spring  catch  for  locking  the  bonnet,  the  said  spring  catch  being  brought  into 
*'  an  acting  position  on  the  closing  of  the  lamp,  substantially  as  set  forth.'' 
There  is  no  contest  that  if  you  are  to  construe  that  Olaim  1  as  a  claim  for  a 
35   particular  combination,  and  nothing  more,  there  has  been  no  infringement, 
because  it  is  obvious  that  the  Defendants'  lamp  differs  in  its  details  from  the 
Plaintiffs'  lamp.    The  Plaintiffs,  therefore,  can  only  succeed  in  this  action  by 
showing  that  what  is  claimed  in  this  claim,  and  covered  by  the  Specification,  and 
what,  therefore,  is  protected  by  the  Letters  Patent  is  not  a  mere  combination  of 
40  steps  to  arrive  at  a  desired  end,  but  is  an  invention  which  is  really  based  upon 
a  principle,  so  that  persons  who  may  in  detail  differ  in  the  lamps  which  they 
manufacture  or  use  from  those  described  in  the  Letters  Patent  might  still  be 
liable  to  be  restrained  in  an  action  for  infringement  because  they  have  violated 
a  principle  which,  for  the  first  time,  has  been  embodied  in  a  lamp  manufactured 
45  by  the  Plaintiffs. 

I  am,  of  course,  going  to  read  this  claim  in  conjunction  with  the  text,  but  in 
the  first  instance  I  look  at  the  claim  itself,  and  ask  myself— Is  this  a  general 
claim  of  such  a  character  that  it  claims  something  which  has  been  infringed  by 
the  Defendants'  lamp,  even  although  that  has  large  differences  in  the  construction  ? 
50  The  first  comment  which  is  made  on  this  claim  is  that  the  spring  catch,  which  is 
described  in  the  claim  as  being  brought  into  an  acting  position  on  the  closing  of 
the  lamp,  is  really  not  a  spring  catch  which  is  brought  into  an  acting  position  at 
that  point  of  time,  but  is  really  a  spring  catch  which  is  brought  into  an  acting 
position  at  an  earlier  stage.  Mr.  Justice  Joyce  in  his  Judgment  at  page  412 
55  of  Vol.  21  of  the  Reports  of  Patent  Cases  said  at  line  12  :  **  As  a  matter  of 
*'  fact  the  Plaintiffs'  spring  catch  is  not  brought  into  acting  position  by  the 
•*  closing  of  the  lamp,  but  at  an  earlier  stage,  by  the  insertion  of  the  chimney  in 
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*'  its  proper  poaition,  if  not  by  the  previons  resistance  of  the  flange  of  the  gauze, 
**  bat  at  lates*  by  the  screwing  in  of  the  ring  E.  The  closing  of  the  lamp  is  a 
**  separate  and  a  subsequent  operation/* 

I  wish  to  say,  with  regard  to  this  criticism  on  the  claim,  that,  with  all 
respect  to  the  learned  Judge,  I  do  not  agree  with  it.  I  think  that  his  criticism  5 
is  a  criticism  which  requires  that  one  should  read  the  word  **on"  in  that 
Claim  1  as  if  it  was  the  word  "by."  I  think  that,  so  far  as  that  criticism 
is  concerned,  the  first  claim  accurately  describes  the  operation  of  the 
Plaintiffs*  lamp.  It  is  quite  trae  that  the  spring  catch  is  brought  into  an 
acting  position,  not  by  the  closing  of  the  lamp,  but  by  the  screwing  up  of  IQ 
ring  E,  and  the  claim  does  not  say  that  that  is  so  :  the  claim  only  says  that  it  is 
brought  into  an  acting  position  on  the  closing  of  the  lamp,  and  I  think  that  is 
true. 

Then  I  wish  to  deal,  secondly,  with  another  criticism  which  I  do  not  feel 
quite  sure  is  well  founded.     I  quite  recognise  that  the  Patentees  do  put  15 
forward  that  part  of  the  detail  of  the  lamp  described  by  them,  which  compels 
the  lamp-cleaner  to  take  out  the  gauze  when  he  unlocks  the  bottom  of  the  lamp 
after  the  lamp  has  been  returned  to  the  lamp  room,  as  an  important  matter  in 
his  invention.    What  the  Patentees  say  is  to  be  found  upon  page  2  of  the 
Specification  :  "  It  is  the  custom  for  all  miners*  lamps  to  be  delivered  into  the  20 
'*  lamp  room  for  cleaning  purposes  after  they  have  been  employed  in  the  mine, 
^'  but,  when  the  lamp  is  again  returned  to  the  miner  ready  lighted  and,  locked, 
*<  he  has  no  guarantee  that  the  lamp  has  been  properly  attended  to.    If  the 
<*  lamp-K^leaner  is  negligent  in  his  duty,  he  may  simply  remove  the  lamp  bottom 
^^  and  clean  the  interior  of  the  lamp  without  taking  out  the  gauze,  or  the  lamp  25 
"  may  be  closed  after  cleaning  without  having  a  gauze  in  at  all.    Faults  of  this 
*^  description  cannot  be  detected  by  the  miner,  and  this  negligence  has  often 
"  been  the  cause  of  disastrous  explosions.    Now  the  object  of  this  invention  is 
"  to  prevent  explosions  being  caused  in  mines  through  the  negligence  of  the 
*Mamp-cleaner  or  other  person  cleaning  the  lamps,  or" — ^I  do  not  know  that  30 
this  is  material  to  what  I  am  going  to  say — '^  through  any  attempt  on  the  part  of 
"  the  miner  to  loosen  the  glass,  and  with  this  object  we  construct  our  lamp  as 
"  shown  in  the  accompanying  drawing,"  &c.    Then  they  go  on  to  point  out,  on 
page  3 :  "  The  lamp-cleaner  is  obliged  to  remove  the  gauze  K  and  glass  J  in 
*'  order  to  remove  the  bonnet  R,  thus  preventing  the  possibility  of  his  simply  35 
"  cleaning  the  interior  of  the  gauze  K  with  a  brush  so  as  to  save  himself  the 
*'  trouble  of  removing  the  glass  holding  ring  E.    If  the  gauze  is  not  properly 
"  cleaned,  or  if  it  has  been  omitted,  the  neglect  is  at  once  detected  by  the  miner 
**  or  the  inspector.**    It  is  impossible  to  deny,  having  regard  to  those  passages 
which  I  have  just  read,  that  this  obligation  on  the  lamp-cleaner  to  remove  the  40 
gauze,  which  is  brought  about  by  the  form  of  this  lamp,  is  a  matter  which  the 
Patentees  put  forward  as  a  matter  of  importance  in  their  invention.    It  is 
equally  clear  that  the  Defendants*  lamp  does  not  not  throw  upon  the  lamp- 
cleaner  this  obligation ;  and  it  is  said  that,  because  the  Defendants*  lamp  does 
not  throw  upon  the  lamp-cleaner   this  obligation,  their  invention  is  not  an  45 
infringement.    It  is  said  that  this  is  sufiicient  to   entirely  differentiate  the 
Defendants*  lamp  from  the  Plaintiffs*.    If  I  had  to  determine  this  matter,  I 
confess  I  should  have  considerable  difficulty  in  saying — ^assuming  that  Uie 
Plaintiffs*  lamp  is  one  involving  a  general  principle — that  the  omission  of  this 
additional  advantage,   which  is  secured  by  the  form  of  the  Plaintiffs*  lamp,  50 
was  sufficient  to  exonerate  the  Defendants*  lamp  from  being  held  to  be  an 
infringement ;  but,  for  the  reasons  which  I  will  give  in  a  moment,  it  will  be 
seen  that  I  need  not  decide  that  point. 

Having  said  that,  I  will  now  proceed,  so  far  as  I  can,  to  answer  the  question 
as  to  what  is  the  meaning  of  the  claim.     I  am  afraid  that  the  Patentees  55 
have  not  made  it  clear  that,  by  Claim  1,  they  intended  to  make  such  a  claim 
that  every  miner's  safety  lamp  having  a  screw  bonnet,  which  employed  any 
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spring  catch  for  locking  the  bonnet,  which  came  into  an  acting  position  on  the 
closing  of  the  lamp,  woald  fall  within  the  ambit  of  their  claim.  I  think  that  if 
the  Patentees  intended  to  make  so  wide  and  general  a  claim  they  onght  to  have 
made  it  more  clearly  ;  and  it  is  not  only  that  I  do  not  think  that  Claim  1,  read 
5  by  itself,  clearly  makes  a  wide  claim  of  this  sort  as  distinguished  from  a  claim 
for  the  particular  combination  embodied  in  this  lamp,  but  also  when  I  come  to 
read  the  text  of  the  Specification  I  cannot  find  that  the  words  and  phrases  which 
are  used  are  those  which  are  adapted  to  so  wide  a  claim.  Let  me  take  the  passage 
on  page  2  :  "  Thus  according  to  our  invention  the  lamp  bonnet  R  may  be  screwed 

10  "  on  and  off  from  the  lamp  frame,  to  which  it  can  be  locked  by  the  spring 
*'  catch  M,  the  said  spring  catch  M  only  being  brought  into  action  when  the 
*^  glass  J  and  the  gauze  K  are  pressed  firmly  in  position  by  means  of  the  ring  E. 
*'  This  enables  the  lamp  to  be  handed  to  the  miner  with  the  gauze,  glass,  and 
*'  glass  holding  ring  fastened  in  position,  and  with  the  lamp  base  already  locked 

15  "  whilst  the  bonnet  can  be  handed  separately  to  the  miner."  It  seems  to  me 
that  that  passage  which  I  have  just  read  is  more  adapted  for  a  claim  of  a 
particular  combination  than  for  a  general  claim  of  the  nature  contended  for. 

I  should  like,  without  going  any  further  into  detail  in  this  matter  now,  to 
mention  a  difiBculty  which  has  been  very  much  pressed-  against  the  Plaintiffs. 

20  Mr.  Walter  has  called  our  attention  to  all  the  various  lamps  which  have  been 
produced  before  us,  and  he  says  that  the  Plaintiffs  are  in  this  dilemma :  if 
Claim  1  is  construed  narrowly,  as  merely  relating  to  the  particular  combination  of 
the  Patentees  for  accomplishing  these  objects,  then  he  says,  **  There  is  no  infringe- 
'^  ment,  because  the  Defendants  have  not  adopted  that  particular  combination  in 

25  "  its  details,"  and  he  points  out,  of  course,  the  various  obvious  differences  in  detail 
between  the  Defendants^  lamp  and  the  Plaintiffs*  lamp.  Then  he  says,  **  If,  on 
•*  the  other  hand,  the  Plaintiffs  contend  for  the  wider  interpretation  of  Claim  1, 
"  which  they  must  do  if  they  are  to  succeed  in  proving  an  infringement,  the 
"  first  claim  is  a  bad  claim  by  reason  of  anticipation  in  previous  lamps."    With 

30  regard  to  those  lamps  I  agree  that  there  is  not  a  single  detail  in  the  Plaintiffs* 
lamp  which  you  cannot  find  in  one  or  other  of  them.  Some  of  these 
lamps  come  very  near  to  the  Plaintiffs'  lamp.  In  particular  there  is  Thomas^ 
lamp  ;  but  with  regard  to  Thofnas^  lamp  it  is  quite  plain  that  in  that  lamp  there 
is  no  spring  catch  which  is  brought  into  position  by  screwing  up  the  bottom  of 

35  the  lamp ;  and  it  is  also  quite  clear  that  in  Thomas^  lamp  the  bottom  lock, 
which,  it  is  said  in  the  Plaintiffs*  lamp  is  opened  by  the  application  of  a  strong 
magnet,  is  not  to  be  found,  nor  is  any  other  lock  at  the  bottom  to  be  found 
which  controls  the  whole  mechanism.  *It  seems  to  me  that  there  are  differences  of 
this  sort,  and  I  cannot  help  thinking  that  if  the  Patentees  had  really  made  it 

40  clear  that  they  did  make  a  wide  claim  of  the  sort  now  put  forward  on  their 
behalf  by  the  Plaintiffs'  Counsel,  it  would  be  difficult  to  say  that  the  Plaintiffs' 
lamp,  taken  as  a  whole,  had  ever  been  seen  before  or  used  before.  When  one 
looks  at  the  evidence  of  Mr.  Williams,  who  is  a  manufacturer  of  lamps,  and 
who  is  also  one  of  the  Defendants,  one  finds  him  practically  admitting  what  I 

45  have  just  said,  because  he  says,  after  these  differences  in  the  Thomas  lamp  had 
been  called  to  his  attention,  '*  (Q.)  The  closing  before  putting  on  the  hood, 
"  hood  fastened  on  automatically  by  the  mere  act  of  screwing  it  up,  and 
**  incapacity  to  open  it  without  undoing  the  bottom — can  you  find  those  three 
•*  qualities  in  any  single  lamp  anywhere  before  the  .  dat«  of   the  Plaintiffs' 

50  "  Patent "?— and  he  says,  "Not  exactly  in  that  way."  The  truth  is  you 
cannot  find  it  at  all. 

Therefore,  speaking  for  myself,  I  hesitate  to  come  to  the  conclusion  that 
there  is  anything  in  the  anticipations  which  makes  it  impossible  for  the 
Patentees  to  make  the  wide  claim.    I  myself  feel  very  strongly,  after  having 

55  heard  the  history  of  the  art  up  to  the  date  of  these  Letters  Patent,  and  the 
difiBculties  that  were  experienced  before,  not  only  that  the  Patentees'  lamp  got 
over  dif&culties  which  had  not  been  got  over  effectively  up  to  the  date  of  their 
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invention,  but  also  that,  when  one  looks  to  see  what  principle  is  involved  in 
their  invention,  that  there  is  a  plausible  case  for  saying  that  you  find  the 
principle  in  the  sequence  of  events.  It  is  perfectly  plain  that  everyone  thought 
it  desirable  that  the  lamp  should  be  handed  to  the  miner  locked  and  alight,  and 
it  was  also  very  desirable  that  when  that  was  done  the  lamp  should  be  without  5 
its  hood,  the  object  of  that  being  to  enable  the  miner,  on  the  one  hand,  for  his 
own  protection,  and,  on  the  other  hand,  the  representative  of  the  colliery 
proprietors,  for  the  protection  of  the  colliery  proprietors,  to  see  that  the  gauze 
was  there  and  that  the  gauze  was  properly  cleaned.  It  is  plain  that  this  was  a 
desideratum,  and  to  my  mind  it  is  plain  that  it  had  not  been  effectively  achieved  10 
before.  The  mode  in  which  the  Patentees  achieved  it  I  think  may  shortly  be 
characterised  as  by  the  sequence  of  events — you  got,  first,  the  locking  of  the 
bottom  part  of  the  lamp,  so  that  when  it  was  put  into  the  miner^s  hands  that 
could  not  be  tampered  with  in  any  way  whatsoever ;  you  got,  secondly,  the 
opportunity  for  inspection  by  the  miner  and  by  the  inspector  ;  you  got,  thirdly,  15 
the  screwing  on  of  the  hood,  which,  the  moment  it  was  screwed  on,  auto- 
matically locked  ;  and  you  got,  lastly,  that  when  once  the  upper  part  of  the 
lamp— the  hood  part  of  the  lamp— bad  been  thus  automatically  locked,  that 
locking  of  the  upper  part  could  not  be  opened  or  undone  unless  you  went  to 
the  bottom  of  the  lamp  and  unlocked  the  bottom  part.  20 

I  think  that  really  these  results,  which  everyone  says  were  so  desirable,  were 
merely  achieved  by  this  sequence  of  the  operations  ;  and  I  do  not  find  anything 
in  the  anticipations  which  prevented  the  Patentees  from  making  this  wider 
claim.  My  real  difficulty  is  this :  I  cannot  satisfy  myself  that  the  Patentees 
have  really  by  their  Specification,  as  worded,  made  this  wider  claim.  When  25 
I  take  the  claim  as  a  whole,  whether  I  read  the  claim  by  itself,  or  together  with 
the  text  of  the  Specification,  I  am  not  prepared  to  say  that  Mr.  Justice  Joyce 
was  wrong  in  holding  that  Claim  1  must  receive  the  narrower  construction,  and 
must  be  treated  merely  as  a  claim  for  a  particular  combination,  and  not  as  a 
claim  involving  any  invention  of  some  general  principle  which  is  embodied  in  30 
the  PJaintifib*  lamp  and  which  is  claimed  to  be  embodied  in  any  other  lamp, 
although,  perhaps,  the  details  might  be  different. 

Under  these  circumstances  I  am  not  prepared  to  differ  from  Mr.  Justice 
Joyce^  and  my  judgment  must  therefore  be  that  the  Appeal  must  be  dismissed, 
and,  of  course,  dismissed  with  costs.  35 

ROMBR,  LJ.—\  also  think  that  this  is  an  extremely  difficult  case,  but  upon 
the  whole  I  also  have  come  to  the  conclusion  that  I  am  not  prepared  to  differ 
from  Mr.  Justice  Joyce, 

When  the  state  of  knowledge  at  the  date  of  this  Patent  with  regard  to  these 
safety  lamps  is  borne  in  mind,  I  must  say  that  I  think  there  was  very  good  40 
reason  why  the  Patentees  in  the  present  case  should  be  careful  not  to  make  too 
wide  a  claim,  and  I  think  the  Patentees  have  not  run  the  risk  of  so  doing  by 
their  first  claim,  when  the  Specification  as  a  whole  is  rightly  construed.  I  limit 
my  observations  to  Claim  1,  because  that  is  the  only  claim  which  the  Defendants 
are  alleged  to  have  infringed.  45 

On  reading  the  Specification  carefully,  I  come  to  the  conclusion  that  the 
Patentees  did  not  contemplate  or  intend  by  Claim  1  to  make,  and  I  think  that 
they  have  not  made  thereby,  a  general  claim  for  every  safety-lamp  having  a 
screw-off  bonnet,  if  there  be  employed  any  kind  of  spring  catch  for  locking  the 
bonnet  of  the  lamp,  when  that  catch  is  brought  into  acting  position  on  the  50 
closing  of  the  lamp  by  any  means  whatsoever.  At  any  rate,  if  they  had  such 
intent,  I  think  that  they  ought  to  have  made  that  intent  clear  by  their  Specifi- 
cation, and  that  they  have  not  done  so.  On  such  a  Specification  as  we  have  to 
deal  with  here,  I  think  it  could  not  be  said  that  it  fairly  brought  to  the  attention 
of  a  reader  that  the  Patentees  were  intending  to  make  such  a  large  claim  by  the  55 
first  claim  as  is  now  contended  for  and  is  necessary  to  enable  the  Plaintiffs  to 
say  that  the  Defendants  have  infringed.    I  think  ^at  the  public,  to  whom  this 
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Specification  is  addressed,  that  is  to  say,  of  course,  the  public  interested — those 
who  are  accustomed  to  have  to  deal  with  such  Specifications — would  still  have 
thought  that  it  was  open,  notwithstanding  this  Patent,  to  an  inventor  to  have 
done,  if  he  could,  that  which  the  Defendants  have  done,  and  to  have  made  such 
5  a  lamp  as  the  Defendants  have  made,  and  which  is  said  to  be  an  infringement 
of  the  Plaintiffs'  Patent. 

To  my  mind  the  Patentees*  claim  was  concerned  with  and  dealt  with  a 
special  sub-combination  in  order  to  obtain  the  special  objects  which  they 
pointed  out  in  the  body  of  their  Specification.    These  objects  are  stated  in  the 

10  Specification,  and  I  refer  to  the  Patentees*  own  statement  of  their  objects  and 
to  what  Counsel  now  say  were  their  objects  in  order  to  extend  the  scope  of  the 
Patent.  Those  main  objects  were  two,  and  they  are  thus  stated  on  page  2  of 
the  Specification,  commencing  at  line  11  : — "  Now  the  object  of  this  invention 
"  is  to  prevent  explosions  being  caused  in  mines  through  the  negligence  of  the 

15  ^'  lamp-cleaner  or  other  person  cleaning  the  lamps,  or  through  any  attempt  on 
^'  the  part  of  the  miner  to  loosen  the  glass  "  ;  and,  with  regard  to  the  cleaning 
of  the  lamps,  the  Patentees  have  made  it  clear,  to  my  mind,  that  they  thought 
it  of  the  essence  of  their  method  that  the  lamp-cleaner  should  be  obliged  to 
remove  the  gaaze  and  the  glass  when  the  lamp  was  unlocked.    They  say  so  in 

20  so  many  words  in  the  Specification  at  pag»  3  :  ^'  The  lamp-cleaner  is  obliged  to 
"  remove  the  gauze  K  and  glass  J  in  order  to  remove  the  bonnet  R,  thus  pre- 
'*  venting  the  possibility  of  his  simply  cleaning  the  interior  of  the  gauze  K  with 
"  a  brush  so  as  to  save  himself  the  trouble  of  removing  the  glass  holding  ring  E  "  ; 
and  there  are  other  parts  of  the  Specification  which,  to  my  mind,  also  bear  that 

25  out. 

Now  the  special  object,  so  far  as  concerns  the  lamp-cleaner,  of  compelling  him 
to  clean  the  gauze — because  when  the  lamp  was  unlocked  the  gauze  with  its 
support  came  out — was  obtained  by  the  Patentees'  special  method  of  putting  the 
spring  catch  into  an  acting  position  as  shown  in  their  Specification — that  is  to 

30  say,  as  stated  on  page  2  of  the  Specification,  '*  The  said  spring  catch  M  only 
^^  being  brought  into  action  when  the  glass  J  and  the  gauze  K  are  pressed 
"  firmly  in  position  by  means  of  the  ring  E "  ;  and  that  special  method  of 
bringing  the  spring  catch  into  an  acting  position  was  what  is  referred  to  in  their 
first  claim,  where  they  say  :  '^  The  said  spring  catch  being  brought  into  an  acting 

35  *^  position  on  the  closing  of  the  lamp  substantially  as  set  forth.**  Another  object 
of  the  Patentees,  namely,  to  prevent  the  miner  being  able  to  loosen  the  glass, 
was  obtained  by  the  Patentees  by  the  reverse  directions  of  the  screw  threads  F 
and  D  in  the  Figures  shown  in  Uie  Specification — ^those  at  the  bottom  of  the 
lamp  when  the  lamp  was  screwed  up. 

40  I  think  myself,  on  the  true  construction  of  this  Specification,  that  Claim  1  of 
the  Patentees  was  limited  to  the  special  combination  of  parts  necessary  to  obtain 
those  special  objects  which  I  have  pointed  out,  and  there  is  great  importance 
therefore  to  be  attached  to  those  words  with  which  the  claim  closes  and  which 
governs  the  whole  of  the  claim,  '^  substantially  as  set  forth.** 

45  It  is  clear  when  1  come  to  consider  what  the  Defendants  have  done  that  they 
have  not  infringed  that  claim  so  construed.  Their  lamp  does  not  obtain,  nor 
attempt  to  obtain,  either  of  the  objects  of  the  Patentees.  They  have  not  the 
two  opposing  screws  used  by  the  Patentees  for  the  purpose  of  preventing  the 
glass  being  loosened  ;  they  have  not  the  method  of  putting  the  spring  catch 

50  into  an  acting  position  which  was  necessary,  according  to  the  Patentees' 
Specification,  in  order  to  obtain  the  advantage  of  the  obligatory  removal  of  the 
gauze  when  the  lamp  was  unlocked.  It  appears  to  me  that  the  Defendants 
were  doing  that  which  they  were  entitled  to  do,  notwithstanding  the  Patent. 
They  take  neither  the  special  objects  of  the  Patentees  nor  their  method.    The 

55  Defendants*  catch  is  not  the  same,  and  it  is  used,  so  far  as  the  main  objects  of 
the  Patentees  are  concerned,  for  a  different  purpose.  Nor  do  they  put  their 
spring  catch,  treating  it  as  a  spring  catch,  into  an  acting  position  in  the  same 
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way  substantially  considered  as  the  Patentees  do  in  their  Specification.  At  any 
rate,  I  think  that  the  Defendants  had  it  open  to  them,  notwithstanding  Claim  1, 
to  do  what  they  did  as  a  piece  of  mechanism,  their  objects  not  being  those 
covered  by  the  Patent,  not  being  obtained  by  what  the  Defendants  have 
done,  not  sought 'to  be  obtained,  and  what  the  Defendants  have  done,  the  5 
instrument  which  they  have  used,  being,  to  my  mind,  as  far  as  concerns  the 
nature  of  the  spring  catch  and  the  way  in  which  it  is  brought  into  operation, 
substantially  different  from  those  adopted  by  the  Patentees. 

Under  these  circumstances,  I  have  come  to  the  conclusion  that  there  was  no 
infringement,  and  therefore  the  Appeal  fails.  10 

Cozbns-Hardy,  L.J, — I  agree,  and  for  the  same  reasons.  I  only  wish  to  add 
this — that,  if  a  Patentee  desires  to  claim  a  general  principle,  it  is  his  duty  to 
msJce  that  intention  reasonably  clear.  The  Court  ought  not  to  be  called  upon 
to  spell  out  such  an  intention  from  the  use  of  ambiguous  language.  On  a 
careful  consideration  of  this  Specification  I  have  been  unable  to  find  in  the  15 
body  of  the  Specification  any  assertion  of  any  general  principle.  I  find  an 
illustration  of  a  particular  combination  well  calculated  to  produce  certain 
definite  objects ;  but  we  are  now  really  asked  by  the  Appellants  in  this  case  to 
omit  or  wholly  disregard  the  words  at  the  end  of  Claim  1,  ^'  substantially  as  set 
"  forth."  For  my  part  I  am  unable  to  do  that.  I  agree  that  the  Appeal  ought  to  20 
be  dismissed. 


In  thb  High  Court  op  Justice.— King's  Bhngh  Division. 

Durham  Summer  Assizes. 

Before  Mr.  JusTioE  Ohannbll. 

July  18th,  1904.  -  25 

Appleby  v.  South  Durham  Steel  and  Ibon  Company  Ld. 

Patent, — Action  for  infringement. — Anticipation. 

On  the  14th  of  May  1904,  Stephen  Appleby  brought  an  action  against  the 
South  Durham  Steel  and  Iron  Company  Ld,  for  infringement  of  two  Patents, 
namely,  No.  18,518  of  1896,  granted  to  him  and  another  for  "  Improvements  in  30 
"  or  connected  with  Ingot  Moulds,"  and  No.  13,446  of  1900,  granted  to  him  and 
two  others  for  **  Improvements  in  or  connected  with  Ingot  Moulds."  The  later 
Patent  delated  to  improvements  in  or  connected  with  the  same  clltss  of  ingot 
moulds  B»  that  to  which  the  earlier  Patent  related, 
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By  his  Particnlare  of  Breaches  the  Plaintiff  complained  of  the  manufacture 
and  use  by  the  Defendants  of  ingot  moulds  similar  to  those  shown  in  Fig.  1  of 
the  Drawings  attached  to  the  Complete  Specification  of  the  Patent  of  1896,  and 
also  of  the  mannfactare  and  use  by  the  Defendants  of  ingot  moulds  similar  to 
5  those  described  in  Figs.  1  and  3  of  the  Drawings  attached  to  the  Specification 
of  1900. 

The  Defendants  by  their  Defence  denied  infringement,  and  put  in  issue  the 
validity  of  the  Patents. 

By  their  Particulars  of  Objections  the  Defendants  alleged  that  the  Patent  of 
10  1896  was  invalid  for  want  of  utility,  novelty,  and  subject-matter,  and  as  having 
been  anticipated  by  a  number  of  Specifications  which  were  set  out,  including 
Beardmare  and  CherHe  (No,  8612  of  1884)  and  Chough  {No.  13,005  of  1892). 
As  to  the  Patent  of  1900,  the  Defendants  alleged  similar  objections  to  those 
alleged  in  respect  of  the  1896  Patent,  including  anticipation  by  Clough. 
15       The  action  came  on  for  trial  before  Mr.  Justice  Channbll  without  a  jury. 
Shortt  (instructed  by  Wooler  and  Wooler,  of  Darlington)  appeared  for  the 
Plaintiff ;  and  A.  J.  Walter  and  J.  Crabb  Watt  (instructed  by  Faith/all  and 
Owen)  appeared  for  the  Defendants. 
After  the  Plaintiff's  case  had  been  opened  the  Plaintiff  and  H.   W.  Butler, 
20  of  the  Institute  of  Mechanical  Engineers,  gave  evidence  in  support  of  the 
Plaintiff's  case.    In  the  course  of  his  cross-examination  Butler  admitted  that 
the    first    claim  in  the   Specification  of  1896    was  anticipated    by   Clotigh^s 
Specification,  and  that  Claim  5  of  the  Specification  of  1900  was  anticipated  by 
Beardmore.    Shortt  thereupon  siid  he  was  unable  to  contest  the  case  further. 
25       Judgment  was  given  for  the  Defendants  with  costs. 


30 


In  the  High  Oourt  op  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Joyce. 

October  27th,  28th,  and  29th,  1904. 

Mopfats  Ld.  v.  J.  AND  W.  B.  Smith. 

Patent.^Action  for  alleged  infringement.— Judgment  by  consent  for  an 
injunction,  the  Plaintiffs  agreeing  to  grant  a  license  upon  terms  agreed 
between  the  parties. 

On  the  14th  of  August  1900,  Letters  Patent  (No.  14,553)  were  granted  to 

Oeorge  Cecil  Dymond  for  "  Improvements  in  Incandescent  Gas  Lamps,'   on  a 

35  communicatioa  from  abroad,  and  on  the  19th  of  December  1900  Letters  Patent 
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Moffats  Id.  V.  J.,  and  W.  B.  Smith. 

(No.  23,222)  were  granted  to  William  Phillips  Thompson  for  "  Improvements 
'<  in  Incandescent  Gas  Lamps/'  also  on  a  commnnication  from  abroad.  .  Both 
Patents  were  at  the  time  of  the  commencement  of  the  action  vested  in  MoffcUs 
Ld.,  the  PlaintifiEs. 

On  the  15th  of  December  1903,  Mojffuts  Ld.  commenced  an  action  against  5 
J.  and  W.  B.  Smith  for  infringement  of  the  Patents.    They  claimed  the  nsnal 
relief. 

In  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants 
had  infringed  by  manufacturing,  selling,  offering  for  sale,  supplying  and  using 
in  this  country  gas  lamps  manufactured  according  to  or  in  manner  only  10 
colourably  differing  from  the  inventions  described  iu  the  Specifications  of  the 
above-mentioned  Patents  and  claimed  in  the  claiming  clauses  1,  4,  and  5  of 
the  Specification  of  the  first  Patent  and  in  both  the  claiming  clauses  of  the 
Specification  of  the  second.  In  particular  they  alleged  that  the  Defendants, 
on  or  about  the  19th  of  November  1903,  sold  one  of  such  lamps  to  a  Mr.  15 
E.  G.  Francis. 

The  Defendants  by  their  Defence  denied  infringement,  and  put  in  issue  the 
validity  of  the  Patents  by  reason  of  the  matters  appearing  in  their  Particulars 
of  Objections. 

The  action  came  on  for  trial  on  the  27th  of  October  1904.  20 

MoultoHj  K.C.,  GrippSy  K.C.,  and  Colefax  (instructed  by  J.  H.  and  J.  F. 
Johnson)  appeared  for  the  Plaintiffs ;  Walter  and  A,  Hildeslieimer  (instructed 
by  J,  and  m.  Solomon)  appeared  for  the  Defendants. 

Moultony  K.C.,  having  opened  the  Plaintiffs'  case,  the  following  witnesses 
were  called  in  support  thereof : — Dugald  Gierke  James  Swinburne^  W.   W.  85 
Beaumont^  and  W.  T.  Hart. 

GrippSj  K.G.,  summed  up  the  Plaintiffs'  case. 

Walter  then  opened  the  case  for  the  Defendants,  but,  before  his  opening  had 
been  concluded,  the  action  was  settled. 

A  perpetual  injunction  was  awarded,  the  Plaintiffs  agreeing  to  grant  a  30 
license  to  the  Defendants  upon  terms  not  mentioned   in   Court,  but  which 
were  subsequently  embodied  in  a  Consent  Order. 
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In  (he  Maiter  of  AUman's  Application  far  a  Trade  Mark. 


In  thb  High  Coubt  op  Justiob.— Chanobry  Division, 


Befiyre  Mr.  Justecb  Ebkbwioh. 


November  8th,  1904. 


In  thb  Mattbr  of  Altman's  Application  for  a  Tradb  Mark. 


5      Trade  Mark. — Application  for  registration  of  word, — Previous  use  of  tvord 
coupled  with  "  Registered  Trade  Mark^ — Gomptroller^s  refloat  to  register.-^ . 
Appeal. — Bona  hde  mistake  proved  on  appeal. — Decision  of  Comptroller  reversed 
and  application  ordered  to  he  proceeded  with. 

This  ivas  an  appeal  from  the  Comptroller^  referred  to  the  Court  by  th#  Board 
10  of  Trade  under  section  69  (4)  of  the  Patents  &c.  Act  of  18S3,  the  appUca^on 
having  been  for  the  registration  of  the  word  ^Coninco''  as  a  Trade  Mark  in 
respect  of  mantles  for  incandescent  lighting. 

The  Applicant  John  Altmanin  1904  had  purchased  the  goodwill  of  a  business 
previously  carried  on  by  George  Brown^  and  then  applied  for  registration  of  tiie 
15  mark.  In  doing  so,  he  submitted  various  documents  to  the  Comptroller,  including 
one  which  bore  the  words 

"CONINCO 

(Mantle— Registered  Trade  Mark).*' 

The  Registrar  of  Trade  Marks,  acting  for  the  Comptroller,  on  seeing  this, 
20  declined  to  register  the  mark.    The  Applicant  appealed  to  the  Board  of  Trade, 
who  referred  tiie  matter  to  the  High  Court. 

The  Applicant  then  made  an  affidavit  saying  that  he  had  simply  purchased 

the  business  for  cash  and  knew  nothing  of  ihe  document  in  question ;  oUier 

affidavits  were  filed  on  his  behalf  ;  and  the  Registrar  made  an  afndavit  showing 

25  that  no  application  in  respect  of  the  word  had  ever  been  made  at  the  Patent 

Office. 

It  transpired  (and  was  proved  by  the  Applicant's  affidavit  evidence  on  which 
there  was  no  cross-examination)  that  in  June  1902  JuliiM  Boehm^  the  manager 

3  0 
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In  the  Matter  of  AltmafCs  Applicatian  for  a  Trade  Mark. 

of  the  Oontinentdl  Incandescent  Oas  Light  Company  Ld.  had  instrncted  one 
Major  Slucey  a  traveller  in  the  Company's  employment,  to  register  the  label  as 
above  as  a  Trade  Mark  in  the  Trade  Marks  Registry,  and  gave  him  the  requisite 
fee  of  five  shillings.  Unknown  to  Boehm^  Sluce  registered  the  label  in  the 
Copyright  Registry  at  Stationers'  Hall,  and  obtained  a  receipt  which  he  gave  5 
to  Boehmj  who  did  not  notice  the  mistake. 

The  matter  having  been  put  into  the  non-witness  list  by  the  request  of  the 
Comptroller  came  before  Mr.  Justice  Kbkbwich  on  the  8th  of  November  1904. 

A.  J.  Walter*  (instructed  by  Hahe^   Trustram  ds   Co.)  appeared  for  the 
Applicant;    R.   J.  Parker   (instructed   by    the   Solicitor   to  tlie  Treasury)  10 
appeared  for  the  Comptroller. 

Walter  (after  stating  the  facts). — I  do  not  suggest  for  one  moment  that  on 
the  facts  which  were  before  him  the  learned  Registrar  arrived  at  a  wrong 
conclusion,  but  I  submit  that,  as  it  now  appears  that  the  statement  was  not 
made  mala  fide  but  was  caused  by  an  inadvertence  of  a  servant,  the  Court  15 
should  direct  the  registration  to  be  proceeded  with.  It  is  a  surprising  but 
common  thing  for  people  to  imagine  that  an  entry  at  Stationers'  Hall  gives 
them  a  registered  Trade  Mark. 

Parker  for  the  Comptroller. — The  reason  why  the  Comptroller  in  circum- 
stances of  this  kind  always  refuses  to  register  the  mark  is  because  it  is  bo  20 
common  a  practice  to  misrepresent  and  pretend  that  a  person  has  a  registered 
Trade  Mark  when  he  has  not.    The  Comptroller  is  always  very  particular  about 
it  because  he  finds  it  is  really  a  common  form  of  what  one  may  almost  say 
is  .fraud.    [Kbkkwioh,  J.— Quite  right.    I  know  how  far  it  goes,  because  I  had 
a  case  a  little  time  ago  abotit  a  cricket  bat.*]    It  may  sometimes  do  the  public  a  25 
good  deal  of  harm,  and  it  may  enable  a  man  to  get  a  monopoly  of  a  mark  when 
he  ought  not  to  have  monopoly.    The  Comptroller  has  a  discretion  in  these 
matters  {In  re  Fuente,  L.R.  (1891)  2  Ch.  166 ;   8  R.P.C.  214) ;  but  if  your 
Lordship  thinks  that  here  there  was  really  a  bond  fide  mistake  which  is 
satisfactorily  accounted  for,  then,  no  question  of  general  principles  being  30 
involved,  I  leave  the  matter  in  your  Lordship's  hands. 

Kekbwioh,  J. — It  is  a  very  bad  blunder,  but  still  a  blunder,  and  it  seems  to 
be  honest.  I  think  I  ought  not  to  confirm  the  present  decision.  I  think  that 
the  Comptroller  ought  to  hear  the  application  on  its  merits  apart  from  this 
objection;  I  know  nothing  about  anything  else.  The  Order  will  be: — "The  35 
**  Court  being  of  opinion  that  the  use  of  the  words  *  Registered  Trade  Mark ' 
"  was  owing  to  an  honest  mistake,  directs  the  Comptroller  to  proceed  with  the 
"  application  for  registration." 

The  Applicant  was  ordered  to  pay  the  Comptroller's  costs. 


•  Warwp  4'  8on$  U,  v.  Warto}),  21  R.P.O.  481. 
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Christy  A  Go.  v.  Tipper  Jk  Son. 


In  thb  Court  of  Appeal. 


Before  Lords  Justices  Vaughan  Williams,  Romer,  and  Cozbns-Hardy. 


November  14th,  1904. 


Christy  &  Co.  u   Tipper  &  Son. 


5  Trcule  Mark, — Passing  off. — Motion  to  rectify  Register. — Invented  word. — 
"  AbsorMneJ*^ — Mark  registered  subject  to  a  note  on  the  Register. — Action  dis- 
missed. — Mark  ordered  to  he  removed  from  Begister.-^AppecU  dismissed. — 
Patents  Ac.  Act^  1883,  section  64;  Patents  Ac.  Act,  1888,  section  10. 

In  1901  F.,  carrying  on  hvsiness  in  the  United  States,  registered  the  word 

10  "  Absorhine  ^^  as  a  Trade  Mark  in  Classes  2  and  3,  stating  in  his  application 
that  no  claim  was  made  to  the  exclusive  vse  of  the  word  ^'  Absorb,^^  and  this 
disclaimer  appeared  on  the  Register.  He  used  the  word,  which  he  himself  had 
invented  some  years  before,  as  tJie  name  of  a  liquid  veterinary  preparation,  of 
which  there  were  large  sales  in  the  United  States,  and  considerable  advertise- 

15  metit  from  1894  onwards  in  American  papers  circulating  in  this  country ; 
there  had  also  been  some  sales  in  tl^  United  Kingdom  from  1894.  In  1901 
C  &  Co.,  carrying  on  business  in  the  United  Kingdom,  became  Y.^s  agents. 
In  1901  T.  &  Son,  w?io  had  for  many  years  sold  an  absorbent  ointment 
for  veterinary  purposes  as  *^  Absorbent  Ointment^''    changed   the   name  to 

20  "  Absorbine,^'  but  had  not  sold  under  that  name  until  shortly  after  Y.'s  appli^ 
ccUion  to  register,  although  catalogues  and  labels  having  the  new  name  in  them 
had  been  prepared  before  that  date.  T.  &  Son  had  acted  bond  fide,  and  they 
did  not  know  of  Y.^s  use  of  the  word  ^*  Absorbine^^  until  December  1902,  when 
they  complained  of  it,  and  in  1908  F«  and  G.  &  Co.  commenced  an  action  against 

25  T.  &  Son  to  restraint  them  from  infringing  the  Trade  Marks  and  from  passing 
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off.  T.  A  Son  moved  to  rectify  the  Register  by  removing  the  Trade  Marks  on 
tlie  grounds  tluU  the  word  was  not  an  invetUed  word  at  i^e  date  of  registration^ 
and  was  descriptive^  and  had  been  used  before  registration  by  themselves  and 
others.  It  appeared  that  another  firm  had  used  the  word  to  some  extent  before 
the  registration^  but  they  decided  not  to  oppose  the  registration.  The  Action  aiid  5 
Motion  to  rectify  were  heard  together^  and  at  such  trial  and  hearing  it  tvas 
held,  that  no  case  of  passing  off  had  been  established^  and  that  "  Absorbine^^ 
whether  it  was  a  mi -spelling  of  **  absorbing  ^^  or  formed  by  adding  the 
common  termination  "'ine^^  to  ^^absorbj'^  was  not  an  invented  word.  The 
Trade  Mark  was  ordered  to  be  ex2mnged  in  both  classes^  and  the  Action  10 
was  dismissed. 

The  Plaintiff^  appealed,  but  on  the  hearing  of  the  Appeal  the  question  of  the 
validity  of  the  registration  was  alone  argued. 

The  Appeal  was  dismissed  with  costs. 

On  the  21st  of  November  1901   Wilbur  Fenelon   Young ^  a  mano&ctaring  15 
ohemist  oarrying  on  bnsiness  in  the  United  States,  applied  to  register  the  word 
^*  Absorbine  "  as  a  Trade  Mark  in  Glass  2  in  respect  of  chemical  substances 
nsed  for  agricnltural,  horticultaral,  veterinary  and  sanitary  purposes,  and  the 
mark  was  registered  under  the  number  242,163,  the  following  disclaimer  being 
entered  on  the  Register,  namely  : — *^  No  claim  is  made  to  the  exclusive  use  of  gQ 
^*  the  word  '  absorb.' "    He  also  registered  the  word  '*  Absorbine  "  in  Class  3  in 
respect  of  chemical  substances  prepared  for  use  in  medicine  and  pharmacy 
under  the  number  242,164.    The  final  notification  of  registration  was  on  the 
21st  of  June  1902,  the  registration  having  been  delayed  owing  to  the  alleged 
user  by  Corby n^  Stacey  A  Co.^  hereinafter  referred  to  ;  but,  after  the  time  for  25 
opposition  by  them  had  been  extended  by  consent  to  the  9th  of  June  1902, 
they  decided  not  to  oppose  registration. 

On  the  30th  of  March  1903  Thomas  Christy  A  Co.,  a  firm  of  wholesale 
druggists  oarrying  on  business  in  the  City  of  London,  and  the  sole  agents  of 
W.  F.  Young  in  the  United  Kingdom  for  the  sale  of  "Absorbine,"  and  30 
W.  F.  Young  commenced  an  action  against  B.  C.  Tipper  A  Son,  who  carried 
on  business  in  Birmingham  as  manufacturers  and  vendors  of  medical  prepara- 
rations  for  veterinary  purposes,  claiming  an  injunction  to  restrain  the  Def encUints, 
their  servants  and  agents — (1)  from  selling  or  offering  or  exposing  or  advertising 
for  sale  or  procuring  to  be  sold  any  veterinary  preparation  not  of  the  Plaintiffs'  35 
manufacture  under  the  name  of  "  Absorbine,"  or  under  any  other  name  which 
by  reason  of  colourable  imitation  thereof  or  otherwise  was  calculated  to  represent 
or  lead  to  the  belief  that  such  preparation  was  a  preparation  of  the  Plaintifb ; 
(2)  from  in  any  manner  infringing  the  Plaintiffs'  registered  Trade  Mark 
No.  242,163  ;  (3)  and  from  in  manner  aforesaid  or  in  any  other  manner  passing  40 
off  or  enabling  or  assisting  others  to  pass  off  any  such  vt»terinary  preparation 
as  aforesaid  as  or  for  a  preparation  of  the  Plaintiffs,  and  for  other  consequential 
relief. 

Pfior  to  the  commencement  of  the  action  correspondence  had  passed  between 
the  parties.    On  the  6th  of  December  1902  the  Defendants  wrote  to  the  Plaintiff  45 
Foun^,  having  seen  an  advertisement  of  his  *' Absorbine  "  in  "  Land  and  Water," 
complaining  that  the  name  was  an  infringement  of  a  preparation  which  they 
made ;  and  a  correspondence  ensued,  in  which  the  Plaintiffs  referred  to  their 
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registrations,  and  on  the  20th  of  Febrnary  the  Plaintiffs'  solicitor  wrote  asking 
the  Defendants  for  an  undertaking  in  certain  terms,  but  in  the  end  the  action 
above  stated  was  conunenced. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged— (2)  that  the  "  Absorbine  " 
5  preparation  manufactured  by  the  Plaintiff  W.  F.  Young  had  been  publicly 
sold  in  the  United  Kingdom  for  a  number  of  years  past  under  the  name  and 
Trade  Mark  '*  Absorbine  "  and  had  had  a  good  sale  ;  that  the  same  had  also 
been  well  advertised  in  the  United  Eangdom  in  various  ways  at  considerable 
expense,  and  it  had  for  many  years,  past  been  well  known  in  America  and  in 

10  many  parts  of  the  world  ;  (3)  that  the  word  "  Absorbine  "  had  been  registered 
as  set  out  in  this  report ;  (4)  that  by  reason  of  the  merits  of  the  preparation  and  of 
the  attractiveness  of  the  name  and  of  the  expenditure  of  the  Plaintiffs  in  adver- 
tising the  same  the  said  name  and  Triple  Mark  <*  Absorbine  '*  had  become  and 
was  well  known  as  indicating  exclusively  that  any  veterinary  preparation  to 

15  which  it  was  applied  was  a  preparation  made  and  sold  by  the  Plaintiffs,  and 
anyone  who  asked  for  or  onlered  a  veterinary  preparation  under  the  name 
"  Absorbine  "  intended  and  expected  to  receive  the  Plaintiffs'  said  preparation 
and  no  other ;  (5)  that  the  Plaintiffs  had  recently  discovered  that  the  Defendants 
were  offering  for  sale  and  selling  a  veterinary  preparation  intended  as  a  remedy 

20  for  the  same  ailments  as  their  said  *<  Absorbine "  preparation  under  the  same 

name  '^Absorbine,"  and  they  requested  the  Defendants  to  desist  from  so 

doing ;  that  the  Defendants,  however,  declined  to  do  so ;  and  (6)  that  the 

Defendants  had  caused  damage  to  the  Plaintiffs  and  had  made  profits. 

The  Defendants  by  their  Defence  admitted  the  registration  of  the  Trade 

25  Mar]^  but  alleged  that  the  registration  in  each  class  was  improper,  and,  after 
refusing  to  admit  paragraphs  2  and  4  of  the  Statement  of  Claim,  alleged — 

(4)  that  the  Defendants  and  their  predecessors  in  title  had  for  upwards  of 
40  years  past  carried  on  a  large  and  high  class  business  as  manufacturers  and 
vendors  of  various  medical  preparations  for  veterinary  purposes,  which  prepa- 

30  rations  had  been  and  were  extensively  known  and  used  in  the  United  Kingdom 
and  had  a  high  reputation  ;  that  one  of  the  Defendants'  said  preparations,  which 
had  been  sold  by  them  and  their  predecessors  in  business  for  many  years  past, 
consisted  of  ointment  used  as  a  remedy  for  bony  and  glandular  enlargements ; 

(5)  that  the  Defendants'  said  ointment  was  (prior  to  August  1901)  advertised 
35  and  sold  by  the  Defendants  under  the  name  of  *'  Absorbent,"  but  in  or  about 

August  1901  the  Defendants,  having  exhausted  their  printed  catalogues,  caused 
a  new  catalogue  to  be  prepared  and  copies  therefrom  to  be  printed  ;  in  such 
new  catalogue  the  Defendants  made  alterations  in  the  names  of  several  of  their 
preparations,  including  that  of  their  said  ointment,  the  name  of  which  was 

40  altered  from  "Absorbent"  to  "Absorbine,"  and  the  Defendants  at  the  time 
or  shortly  before,  made  a  corresponding  alteration  in  their  labels  ;  that  the 
Defendants  sent  copies  of  their  said  new  catalogues  to  numerous  customers  of 
their  firm,  and  they  had  ever  since  their  said  catalogues  and  labels  were  printed 
sold  the  same  ointment  under  the  name  of  "  Absorbine  ";  (6)  that  the  Defendants 

45  never  heard  of  the  Plaintiff,  Wilbiir  Fenelon  Young^  or  of  the  Plaintiffs'  prepa- 
ration in  the  Statement  of  Claim  mentioned,  or  of  any  medicinal  preparation 
(other  than  that  of  the  Defendants')  being  advertised  or  sold  or  offered  for  sale 
under  the  name  of  "Absorbine"  or  "absorbent"  until  December  1902,  when 
the  Defendants  saw  an  advertisement  of  the  Plaintiffs'  said  preparation,  and  tbo 

50  Defendants  thereupon  wrote  to  the  Plaintiffs  complaining  of  the  Plaintiffs'  user 
of  the  word  "Absorbine";  (7)  save  as  aforesaid  and  save  that  the  Defendants 
had  refused  to  abstain  from  using  the  word  "  Absorbine  "  the  Defendants  did 
not  admit  any  of  the  allegations  in  paragraph  5  of  the  Statement  of  Claim ; 
(8)  the  Defendants  denied  the  allegations  contained  in  paragraph  6  of  the 

55  Statement  of  Claim, 
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On  the  22nd  of  April  1903  the  Defendants  gave  notice  of  Motion  for  an  Order 
to  rectify  the  Register  by  the  removal  of  the  Trade  Marks  Nos.  242,163  ^^^^ 
242,164,  and  that  the  Respondents,  the  Plaintiffs  in  the  action,  might  be  ordered 
to  pay  the  costs  of  that  application. 

In  pursuance  of  an  Order  of  Kekewich,  J.,  in  Chambers,  the  Defendants  gave  5 
the  following  Particulars  of  the  grounds  on  which  they  intended  to  rely  in 
support  of  their  Motion,  naniely:— (1)  That  the  Respondents'  alleged  Trade 
Marks  were  not  at  the  date  of  the  registration  thereof  and  were  not  then 
registrable  TVade  Marks  within  the  Patents,  Designs,  and  Trade  Marks  Acts, 
1883  to  1888 ;  (2)  that  the  word  "  Absorbine  "  was  not  an  invented  word,  and   10 
was  not  distinctive  of  the  Respondents'  goods,  but  was  merely  descriptive  of 
the  character  or  quality  of  the  articles  to  which  it  was  applied,  and  the  Respon- 
dents were  not  entitled  to  acquire  an  exclusive  right  to  the  use  of  the  same  by 
registration ;  (3)  that  the  alleged  Trade  Marks  were,  prior  to  the  registration 
thereof   by  the   Respondents,  used  by  the  Applicants   and  other  persons  in  15 
connection  with  articles  similar  to  the  goods  to  which  the  same  were  applied 
by  the  Respondents,  and  in  fact  the  word  "  Absorbine  "  was  at  the  date  of  and 
prior  to  the  registration  by  the  Respondents,  and  had  ever  since,  been  common 
to  the  trade  and  to  the  public. 

In  pursuance  of  an  Order  for  certain  further  Particulars  the  following  were  20 
given  by  the  Defendants,  viz. : — (1)  As  to  the  names,  addresses,  and  dates  of 
user  of  the  word  "  Absorbine  "  in  connection  with  articles  similar  to  the  goods 
for  which  the  said  word  had  been  used  by  persons  other  than  the  Applicants, 
the  Applicants  were  informed  and  believed  that  Messrs.  Gorbyn.  Stacey  A  Go,^ 
Ld,y  whose  registered  office  was  300,  High  Holborn,  London,  first  used  the  word  25 
"  Absorbine  "  for  a  preparation  of  similar  character  to  the  Respondents'  prepara- 
tion in  May  1899,  and  that  they  had  continued  to  use  the  same  ever  since, 
excepting  that  during  the  pendency  of  these  proceedings  such  user  had  been 
suspended  ;    the  Applicants  were  unable  at  present  to  give  the  names  or 
addresses  of  any  other  firms  or  persons  who  may  have  used  the  said  word  30 
** Absorbine"  or  the  dates  of  any  such  user  by  any  such  persons.    (2)  As 
regards  the  date  of  the  first  user  of  the  said  word  by  the  Applicants,  in  the 
autumn  of  1901  the  Applicants  caused  a  reprint  to  be  prepared  of  their  catalogues 
or  booklets  called  "  Tipper^s  Three  Tips  "  containing  lists  of  the  Applicants' 
preparations,  and  also  caused  to  be  prepared  new  labels,  the  Applicants'  stock  35 
of  catalogues  being  almost  exhausted,  and  in  preparing  the  said  new  catalogues 
and  labels  the  Applicants  caused  several  of  the  names  therein  to  be  altered  or 
modified,  including  that  of  the  preparation  referred  to  in  this  action,  the  name 
of  which  they  altered  from  "  Absorbent "  to  "  Absorbine."    The  printed  copies 
of  the  said  new  catalogues  were  received  by  the  Applicants  on  or  about  the  40 
17th  day  of  November  1901,  and  a  large  number  of  the  same  were  forthwith 
distributed  by  the  Applicants  by  their  travellers  and  otherwise,  the  Birmingham 
and  London  Cattle  Shows  being  then  pending.    Printed  copies  of  the  new  labels 
were  received  by  the  Applicants  on  or  about  the  25th  day  of  November  1901, 
and  a  number  of  the  same  were  forthwith  affixed  to  the  pots  containing  Appli-  45 
cants'  said  preparation.    The  first  sale  made  by  the  Applicants  of  their  said 
preparation  under  the  name  ^^  Absorbine  "  was  made  on  or  about  the  10th  of 
December  1901. 

The  Action  came  on  for  trial  on  the  19th  of  January  1904,  the  Motion  for 
Rectification  being  set  down  for  hearing  with  the  Action.  50 

It  appeared  that  the  Plaintiffs'  preparation  was  a  liquid  one  sold  in  bottles, 
whereas  the  Defendants'  preparation  was  an  ointment  sold  in  pots.  After  the 
commencement  of  the  action  the  following  notice  was  put  on  the  pots  :^ 
"  Tipper*8  'Absorbine'  is  an  ointment  put  up  in  pots,  and  has  no  connection 
"  with  a  liquid  preparation  sold  by  a  Yankee  house  under  a  similai'  title."    The  55 
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Defendants'  pots  had  from  the  first  borne  the  name  of  the  Defendants.  The 
Plaintiff  Young  had  in  1892  registered  a  Trade  Mark  comprising  the  word 
*'  Absorbine  '*  in  the  United  States,  and  on  that  application  stated  that  the 
arbitrarily  chosen  word  "Absorbine"  was  the  essential  feature  of  the 
5  Trade  Mark. 

It  was  held  by  Joyce,  J.,  that  no  case  of  passing  off  had  been  established,  and 
that  "  Absorbine,"  whether  it  was  a  mis-spelling  of  "  absorbing  "  or  was  formed 
by  adding  the  common  termination  "  ine  "  to  **  absorb,"  was  not  an  invented 
word.    The  Trade  Mark  was  ordered  to  be  expunged  in  both  classes,  and  the 

10  action  was  dismissed  (antey  page  97). 

The  Plaintiffs  appealed,  but  on  the  hearing  of  the  appeal  relied  only  on 
Trade  Mark. 

Neville,  K.C.,  and  L.  B.  Sebastian  (instructed  by  L.  E.  Townroe)  appeared 
for  the  Appellants  ;  Younger,  K.C.,  and  E.  P.  Hewitt  (instructed  by  Bel/rage  A 

15  Co.,  agents  for  T.  W.  Robinson,  of  Birmingham)  appeared  for  the  Respondents ; 
R.  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for 
the  Comptroller-GeneraL 

Neville,  K.C.,  after  referring  to  the  facts  and  to  the  report  below  (ante,  page  97) 
continued  : — In  the  Eastman  Photographic  Materials  Company's  Application 

20  (15  R.P.C.  476  ;  L.R.  (1898)  App.  Cas.  571)  it  was  held  that  clause  (e)  of  section  64 
(1)  of  the  Patents  &c.  Act  1883,  as  amended  by  section  10  of  the  Patents  &c.  Act 
1888,  does  not  restrict  clause  (d).  [Parts  of  the  judgments  in  that  case  were 
read.]  [Rombr,  L.J, — How  do  you  distinguish  "  absorbine  "  from  "  absorbing  "  ?1 
It  is  a  different  word  ;  "  absorbine  "  has  no  meaning  unless  you  apply  it.     If 

25  "Satinine"  is  a  good  invented  word,  "Absorbine"  is  a  fortiori  good.  In 
Bw^oughs  and  Wellcome' s  Trade  Marks  (21  R.P.O.  222)  "  Tabloid  "  was  held 
to  be  a  "  fancy  word."  Applying  the  true  test  here,  no  one  can  be  interfered 
with  by  the  registration.  The  use  of  the  present  participle  could  not  be 
interfered  with  ;  anyone  could  use  it.    "  Absorbine  "  is  an  arbitrary  word.     It 

30  does  not  mean  absorb  or  absorbing,  but  no  doubt  it  has  some  reference  to  the 
absorbent  character  of  the  goods.  The  test  is  not  the  amount  of  invention,  but 
whether  persons  would  be  prevented  by  the  registration  from  using  ordinary 
English  words.  [HOMBR,  L.J, — Must  there  not  be  some  invention  ?  I  should 
not  call  this  invention  ;  if  there  were,  I  agree  that  the  amount  would  not 

35  matter.]  [Vaughan  Williams,  L  .7.— The  obvious  intention  is  to  say  that  the 
preparation  does  absorb  ;  with  regard  to  "  Satinine  "  it  tells  you  that  it  is  not  satin.] 
[  Younger,  K.C. — It  was  used  for  starch.]  It  is  a  different  matter  from  invention 
in  the  case  of  a  Patent ;  there  is  no  question  of  giving  anything  to  the  public, 
bat  the  question  is  whether  anything  is  taken  from  them.    It  is  no  objection 

40  that  other  people  have  shown  one  tiie  way  by  making  other  similar  words. 
[ROMER,  LJ. — ^Would  not  "  absorbing"  be  an  infringement  ?]  It  is  submitted 
not.  The  question  is  whether  the  entire  practice  is  to  be  altered.  [ROMBB;  L,J. — 
I  decline  to  treat  it  as  a  question  of  general  principle  ;  each  worn  must  be  taken 
by  itself.]    [The  report  of  Lord  HerschelVs  Committee  was  referred  to.]    After 

45  the  ^*'  Solio  "  case  a  new  practice  arose  in  the  Ofi&ce  pursuant  to  directions  under 

section  95.    The  disclaimer  would  prevent  the  Plaintiffs  from  saying  that 

"absorb"  or  "absorbing"  is  an  infringement.    "Absorbine"  is  a  new  word, 

and  would  be  recognised  as  such  by  the  public. 

Neither  Counsel  for  the  Respondents  nor  for  the  Comptroller  were  caUed  on 

50  to  argue. 

Vaughan  Williams,  L.J.—1  do  not  think  we  shall  deprive  the  trade 
of  any  advantage  on  which  they  counted  from  legislation  by  holding 
that  iQiis  word  "Absorbine"  is  not  an  invented  word.  In  each  case 
you  must  look  at  the  word  itself  and   decide  whether  it    is   an    invented 

55  word  or  not* 
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In  my  opinion  *•  Absorbine  "  is  a  mere  variation  of  the  word  "  absorb,*'  and 
is  nsed  in  precisely  the  same  sense,  and  with  the  intention  of  indicating 
that  this  preparation  which  the  Plaintiffs  sell  does  absorb  and  effects  a  core 
by  absorbing.  I  do  not  say  that,  if  it  were  an  invented  word  and  we  could  find 
onr  way  to  say  that  it  was  a  word  derived  from  some  other  word,  that  would  5 
be  sufficient  to  prevent  our  saying  that  it  was  au  invented  word.  We  have 
not  to  decide  that.  In  the  present  case  I  am  of  opinion  that  there  is  no 
invention  whatsoever  in  this  word  "  Absorbine." 

I  may  mention  that,  so  i^r  as  ^^Solio"  is  concerned,  the  case  is  obviously 
different.    "Solio"  may  have  been  derived  from  "Sol";  but  there  is  no  10 
word  in  the  English  language  of  which  one  could  say  that  "  Solio  "  was  a  mere 
variation. 

Under  the  circumstances  I  think  that  the  judgment  of  Mr,  Justice  Joyce  is 
absolutely  right.    • 

ROMBB,  LJ.—l  agree.  15 

Oozhns-Hardt,  LJ.—l  agree. 

Younger^  K.C. — The  appeal  will  be  dismissed  with  costs? 

Vauohan  Williams,  ^.J".— Yes. 
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